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INFORMATION AND CORRESPONDENCE 


(1) Official Patent Office Mailing Address 
Remains Washington, D.C. 


The official mailing address for all communications sent to 
the Patent Office remains: 


Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Any telegrams sent to the Patent Office must also bear the 
above identical address. 

The physical location of the Patent Office is 2021 Jefferson 
Davis Highway, Arlington, Virginia. This address must not be 
used when addressing mail to the Patent Office. 

No reference to Crystal Plaza, Virginia, should be made in 
the address of any communication intended for delivery to the 
Patent Office by the Post Office Department or Western Union. 

Compliance with this instruction will help prevent any un- 
necessary delay of mail, telegrams, etc. 


C. A. KALK, 
Feb. 20, 1969. Director of Administration. 
(Office name change per Public Law 93-596, Jan. 2, 1975) 


[860 O.G. 662] 


(2) Group Number on ail Communications Going 
to the Examining Groups 


Applicants and their attorneys or agents are reminded that 
the Group number should be typed on amendments and other 
communications relating to matters handled in the examining 
groups in order to expedite the processing of mail. The number 
of the Group should be placed on right-hand side, opposite the 
serial number or name of the applicant. 

This reminder does not apply to notices and reasons of appeal 
to the United States Court of Appeals for the Federal Circuit. 


These communications should be sent to the Solicitor at the 
address below: 


Solicitor 

Box 8 

U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Attention to these details will improve the efficiency and 
reduce the time necessary to process incoming mail. 


Nov. 23, 1983. THERESA A. BRELSFORD, 
Assistant Commissioner 


for Administration. 


[1037 OG 25] 


(3) Mailing of Papers to the PTO in 
Patent Interference Proceedings 


Effective immediately, attorneys and agents are requested 
to address all papers mailed to the Patent and Trademark Office 
in connection with an interference proceeding, and any patent 
or applicationinvolved in an interference proceeding, as follows: 


BOX INTERFERENCE 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Use of this address will considerably assist the Board in its 
administration of patent interference proceedings. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patents and Trademarks. 


Nov. 28, 1983. 


[1037 OG 25] 


(4) Establishment of a Special Box for 
Expedited Processing of Issue Fees 


Effective immediately, the Patent and Trademark Office has 
established a special box designator for issue fees to allow 
expedited processing of the Issue Fee Transmittal (PTOL Form 
85), and the order for advance copies. 

In order to take advantage of this new service, the envelope 
should be addressed: 


Box Issue Fees 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Only the Issue Fee Transmittal (PTOL Form 85), advance 
copy orders and the fees associated with these two services are 
to be placed in the envelope. Including documents other than 
those specified will delay their reaching the area for which they 
were intended. 


PLEASE USE THE NEW ISSUE FEE BOX. 
THERESA A. BRELSFORD, 


Assistant Commissioner 
for Administration. 


Mar. 4, 1988 


[1088 OG 41] 


(5) Establishment of Three Special Boxes 
for Expedited Processing 


The Patent and Trademark Office has established three 
additional special boxes to allow expedited processing of non- 
fee amendments to patent applications, petitions for filing date 
and/or serial number information for patent applications, and 
issue fees. 

In order to take advantage of these new expedited services, 
the envelope must be addressed: 

For non-fee amendments to patent applications: 
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Box Non-Fee Amendments (Pats) 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


For petitions under 37 CFR 1.182 and associated fees for 
obtaining filing date and/or serial number information for patent 
applications prior to receipt of the official “Filing Receipt”, 
“Notice to File Missing Parts”, or “Notice of Incomplete Appli- 
cation”. 


Box SN 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


For Issue Fee Transmittals (PTOL Form 85) and associated 
fees and corrected drawings: 


Box Issue Fees 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Only those documents specified for the special box are to 
be placed in the envelope addressed to that special box. Placing 
extraneous documents in an envelope marked for any special 
box will significantly delay their reaching the area for which 
they were intended. 


THERESA A.BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1089 OG 45] 


Mar. 22, 1988. 


(6) Identification for Application Correspondence 


The Office is continuing to experience difficulty in matching 
incoming papers with the corresponding application files. This 
applies especially to responses to Office Actions, powers of 
attorney, changes of address, status letters, requests for exten- 
sions of time, and petitions. 

A very necessary part of a complete identification of a 
pending application is the three-digit Group or Art Unit number, 
e.g., 110 or 111. Frequently, the Group or Art Unit number is 
entirely omitted, or there are errors in this number. In the latter 
situation the error often occurs as a result of the case having 
been reassigned within the Office, and the communication is 
directed to an Examining Group other than that indicated in the 
most recent Office Action. 

Where the Group Art Unit number is entirely omitted, the 
routine operations of the Application Branch must be interrupted 
solely for the purpose of determining the location of the ap- 
plication so that the communication can be properly routed. 
Under these circumstances the «*ficiency of the Application 
Branch is impaired and the incoming paper is delayed in reach- 
ing its proper destination. Where such papers are not essential 
to compliance with a statutory period or time limit for response, 
they may be returned for completion to identify the location of 
the files. 


To assist the Office in expediting its business, it is requested 
that ALL papers relating to a pending application include the 
following information: 


1. Serial number (checked for accuracy), 

2. Group Art Unit number (copied from filing receipt or mest 
recent Office Action), 

3. Filing date, 

4. Name of the Examiner who prepared the most recent Office 
Action. 

5. Title of the invention. 


To further reduce the burden on Application Branch and the 
Examining Groups, it is also requested that the submission of 
additional or supplemental papers on a newly filed application 
be deferred until a filing receipt has been received. In the same 
vein, it would be appreciated if the filing of additional papers, 
relating to an allowed application were deferred until a notice 
of allowance (POL-85) was received. 
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If the above suggestions are adopted the processing of both 
new and allowed applications could proceed more efficiently 
and promptly through the Patent Office. 


RICHARD A. WAHL, 
Assistant Commissioner. 


[885 O.G. 2] 


Mar. 5, 1971. 


(7) Identifying Application Correspondence 
With Issue Batch Number 


Applicants or their attorney or agent can facilitate matching 
incoming papers with the corresponding application file by 
indicating the Issue Batch Number on all papers filed in the 
Office after receiving the Notice of Allowance and before the 
time the Issue Fee Receipt is received. 

The Issue Batch Number is printed on the Notice of Allow- 
ance form in Box 4 in the lower left-hand corner below the 
address. The Issue Batch Number consists of a capital letter 
followed by two digits, for example; “A03,” “D18,” “F42,” 
“379.” Any lower case letters before the Issue Batch Number 
should be ignored since they are the typist’s initials. Use of the 
Issue Batch Numbers is important since the allowed applications 
are filed by these numbers. 

Any paper filed after receiving the Issue Fee Receipt should 
include the indicated patent number rather than the Issue Batch 
Number. At this time in the processing, the Issue Batch Number 
is no longer useful since the application has been removed from 
the batch at the time the patent number was assigned. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Jan. 16, 1976. 


[943 O.G. 519] 


(8) Post Card Receipt Reminder 


Applicants and the agents are reminded of the provision in 
Section 717.01(a) (now Section 503) of the Manual of Patent 
Examining Procedure relating to the use of post cards as “re- 
ceipts” of papers filed in the Patent Office. 

If a receipt for any paper filed in the Patent Office is desired, 
it may be had by enclosing with the paper a self-addressed post 
card identifying the paper. The Patent Office will stamp the 
receipt date on the card and place it in the outgoing mail. 

The identifying data on the card should be so complete as 
to match the paper with the application or other document to 
which it is to be associated. For example, the document should 
be identified by the applicant’s name(s), Serial No., filing date, 
appeal number, interference number, etc., and the paper should 
be identified by specifying the type thereof, viz, affidavit, 
amendment, appeal, application papers, brief, drawings, fees, 
motions, supplemental oath or declaration, petition, etc. 

When papers for more thari one document are filed under 
a single cover a return post card should be attached to the paper 
for each document for which a receipt is desired. 


RICHARD A. WAHL, 
Nov. 21, 1968. Assistant Commissioner. 


[857 0.G. 667] 


(9) Acknowledgement of Receipt of a Patent 
or Trademark Application 


When early notification of the serial number of newly filed 
application papers is desired, a stamped, self-adressed post card 
should be submitted with each application. Immediately after 
the mail has been opened in the Patent and Trademark Office, 
the post card will be stamped with both the receipt date and 
the serial number, and then returned to the addressee. 

Within recent months, hundreds of cards could not be suc- 
cessfully returned because of insufficient postage or incomplete 
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or nonexistent forwarding addresses. Accurate and complete 
addresses, including ZIP codes, are necessary to ensure prompt 
acknowledgement of the receipt of patert and trademark ap- 
plications. 

To assist in easy identification once the post card has been 
returned, it is suggested that the post card include applicant’s 
names and title of invention. 

When more than one set of application papers is filed under 
one cover, a return post card should be attached to each set of 
papers for which a receipt is desired. 


THERESA A. BRELSFORD, 
Acting Assistant Commissioner 
for Administration. 


July 19, 1982. 
[1021 O.G. 96} 


(10) Inclusion of Preliminary 


Classification on Filing Receipts 


In response to a request from a patent attorney, we will print 
the preliminary classification assigned to an application on the 
filing receipt. It will show the class only and will be labeled 
“PRELIMINARY CLASS:”. The new field will appear on the 
filing receipt shortly. We will not accept requests to correct the 
filing receipt for errors in or changes to the preliminary class. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Feb. 18, 1987. 
[1076 OG 25] 


(11) 


In an effort to sharply reduce the volume and need for status 
inquiries, the past policy that diligence must be established by 
making timely status requests in connection with petitions to 
revive is hereby discontinued. 

When an application has been abandoned for an excessive 
period before the filing of a petition to revive, an appropriate 
terminal disc!aimer may be required. It should also berecognized 
that a petition to revive must be accompanied by the proposed 
response unless it has been previously filed (Rule 137). Also, 
under Rule 113, “Response to a final rejection or action must 
include cancellation of, or appeal from the rejection of, each 
claim so rejected and, if any claim stands allowed, compliance 
with any requirement or objection as to form.” 


Status Inquiries 


New Applications 


Current examining procedures now provide for the routine 
mailing from the Examining Groups of Form POL-327 in every 
case of allowance of an application except where an Examiner’s 
Amendment is promptly mailed. Thus, the separate mailing of 
a Form POL-327 or an Examiner’s Amendment in addition to 
a formal Notice of Allowance (POL-85) in all allowed cases 
would seem to obviate the need for status inquiries even as a 
precautionary measure where the applicant may believe his new 
application may have been passed to issue on the first exami- 
nation. However, as an exception, a status inquiry would be 
appropriate where a Notice of Allowance is not received within 
three months from receipt of either a Form POL-327 or an 
Examiner’s Amendment. 

Current examining procedures also aim to minimize the 
spread in dates among the various examiner dockets of each 
Art Unit and Group with respect to actions on new applications. 
Accordingly, the dates of the “oldest new applications” appear- 
ing in the Official Gazette are fairly reliable guides as to the 
expected time frames of when the Examiners reach the cases 
fer action. 

Therefore, it should be rarely necessary to query the status 
of a new application. 


Amended Applications 


Amended cases are expected to be taken up by the examiner 
and an action completed within two months of the amendment 
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date. Accordingly, a status inquiry is not in order after response 
by the attorney until five or six months have elapsed with no 
response from the Patent Office. A post card receipt for re- 
sponses to Office actions, adequately and specifically identi- 
fying the papers filed, will be considered prima facie proof of 
receipt of such papers. Where such proof indicates the timely 
filing of a response, the submission of a copy of the post card 
with a copy of the response will ordinarily obviate the need for 
a petition to revive. Proof of receipt of a timely response to a 
final action will obviate the need for a petition to revive only 
if the response was in compliance with Rule 113. 


In General 


it is expected that this new policy will result in sharply 
reducing the number of status inquiries and permit the time now 
spent on them to be used in increasing Patent Office efficiency 
in other more essential areas. 

Such status inquiries as may be still necessary may be more 
expeditiously processed by the Patent Office if each inquiry 
includes the application Serial Number, filing date, name of the 
applicant, name of the Examiner who prepared the most recent 
Office action, and Group Art Unit (taken from the most recent 
Office communication) in addition to the last known status of 
the application, and is accompanied by a stamped return-ad- 
dressed envelope. Telephone inquiries regarding the status of 
applications should be directed to the group clerical personnel 
and not to the examiners. Inasmuch as the official records and 
applications are located in the clerical section of the Examining 
Groups, the clerical personnel can readily provide status infor- 
mation without consulting the examiners. 

Status replies will be made by the Patent Office clerical 
support force and will only indicate whether the application is 
awaiting action by the Examiner or the applicant’s response to 
an Office action. In the latter instance the mailing date of the 
Office action will also be given. 

The Notices of Dec. 5, 1969 (869 O.G. 1031) and Sept. 22, 
1965 (819 O.G. 444) are hereby superseded. 


RICHARD A. WAHL, 
Assistant Commissioner 
of Patents. 


Nov. 24, 1971. 


[893 O.G. 810] 


(12) Handling of Status Inquiries 

This notice is intended to supplement the discussion set forth 
in the Official Gazette Notice published at 893 Official Gazette 
810 entitled “Status Inquires” (Dec. 21, 1971). 

It has come to the attention of the Patent and Trademark Office 
(PTO) that its employees may have improperly released con- 
fidential information concerning pending applications. Specifi- 
cally, issue date and patent number information assigned to 
pending applications may have been improperly released. 

No information concerning pending or abandoned patent 
applications (except reissue applications and reexamination 
proceedings) may be given to the public by the PTO without 
the authorization of the applicant or the assignee or attorney 
or agent of record. 35 USC § 122 and 37 CFR § 1.14. Other 
exceptions are specified at 37 CFR § 1.14. 

However, PTO employees will release information on the 
status of patent applications to the applicant or assignee or 
attorney or agent of record if the identity of the requestor can 
be adequately verified as set forth below. 

Telephonic status inquiries should continue to be directed to 
the PTO clerical personnel. The PTO clerical personnel will 
obtain the caller’s full name, the application serial number and 
the caller’s telephone number. The PTO clerical personnel will 
ask the caller if there is an attorney or agent of record. 

If there is an attorney or agent of record, the PTO clerical 
personnel will ask for his/her registration number. If the reg- 
istration number is not known, the PTO clerical personnel will 
ask for the name of the attorney or agent of record. The PTO 
clerical personnel will inform the caller that an attorney or agent 
of record will be called after verification of his/her identity and 
that the requested status information concerning the application 
will be released to that attorney or agent. 
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If there is no attorney or agent of record, the PTO clerical 
personnel will ask the caller why he/she is entitled to information 
concerning the application. If the caller identifies himself/herself 
as an applicant or an authorized representative of the assignee 
of record, the PTO clerical personnel will ask for the correspon- 
dence address of record. Then, the PTO clerical personnel will 
inform caller that his/her association with the application must 
be verified before any information concerning the application 
can be released, and that he/she will be called back. If the caller 
indicates that he/she is not an applicant or an authorized rep- 
resentative of the assignee of record, the PTO clerical personnel 
will inform caller that no information concerning that applica- 
tion will be released. 

The PTO clerical personnel will then verify the identity of 
any caller claiming to be associated with the application by 
checking the Patent Application Locating and Monitoring 
(PALM) system or the application file. 

If an attorney or agent is of record in the application, the PTO 
clerical personnel will release the status information concerning 
the application by calling the attorney’s or agent’s telephone 
number obtained from PALM or the application file. 

If the applicant or an authorized representative of the assignee 
of record requests information, and there is no attorney or 
agent of record and the correspondence of record has been 
verified, the PTO clerical personnel will release the status 
information to the caller using the teleophone number given 
by the caller. If the caller’s association with the application 
connot be verified, no information concerning the application 
will be released. However, the caller should be informed 
that the caller’s association with the application could not be 
verified. 

In handling an in-person status request, PTO clerical person- 
nel will ask the requester to wait while verifying their identi- 
fication as set forth above. 
May 14, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


{1115 O.G. 17] 


(13) Change of Address 

There recently has been an increased incidence in the number 
of applications suffering from disruptions in communications 
stemming from failure to notify the Patent and Trademark Office 
of a change of address on the part of applicant’s representative 
(attorney or agent of record) in each application wherein he holds 
an active power of attorney. Applications have become aban- 
doned as a result of an Office action being mailed to the old, 
uncorrected address and thereby failing to reach the represen- 
tative at his new address sufficiently early to permit him to file 
a timely response. Accordingly, the requirement set out below 
is published as a reminder and is designed to ameliorate this 
problem. 

Where an attorney or agent of record (or applicant, if he is 
prosecuting his application pro se) changes his correspondence 
address, he is responsible for promptly notifying the Patent and 
Trademark Office of his new correspondence address (including 
ZIP code number). A separate notification must be filed in each 
application for which he is intended to receive communications 
from the Office. The notification should also include his tele- 
phone number. 

While the notification need take no particular form, it should 
be provided in a manner calling attention to the fact that a change 
of address is being made. Thus, the mere inclusion, in a paper 
being filed for another purpose, of an address different from 
the previously provided correspondence address, without mention 
of the fact that an address change is being made, would not 
ordinarily be recognized or deemed as instructions to change 
the address on the file record. 

It is emphasized that the above-delineated ibility is 
additional to the separate obligation (see 37 CFR 1.347) of a 
registered attorney or agent to notify the Attorney’s Roster of 
any change of his address for entry on the register, which must 
be done in a letter separate from any notice or change of address 
filed in individual applications. That obligation continues with- 
out change. 
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The degree of care exercised in adhering to the foregoing 
requirement for notification of change of address in each con- 
cerned application will be a factor for consideration in deciding 
petitions filed under 37 CFR 1.137 to revive applications which 
have become abandoned because of a failure to timely receive 
an Office action addressed to the old address. In such instances, 
the showing of the cause of unavoidable delay must include an 
adequate showing that a timely notification of the change of 
address was filed in the concerned application, in a manner 
reasonably calculated to call attention to the fact that it was a 
change of address. If no such notification was made, or was 
made belatedly, the showing must include an adequate expla- 
nation of that failure or delay. A showing that notification was 
made on a paper filed in the Patent and Trademark Office listing 
plural applications as being affected will not be considered a 
proper notification. 
May 28, 1975. WILLIAM FELDMAN, 
Deputy Assistant Commissioner 

for Patents. 


[935 O.G. 1352] 


(14) Express Mail 

This notice is in response to a number of inquiries received 
in the Patent and Trademark Office regarding the notice on 
Express Mail of February 11, 1975, published in the Official 
Gazette of March 11, 1975 (932 O.G. 340). 

There are two types of Express Mail delivery offered by the 
U.S. Postal Service—”Post Office to Addressee” and “Post 
Office to Post Office.” The only type of service which can be 
used for Express Mail directed to the Patent and Trademark 
Office is “Post Office to Addressee.” This service provides for 
delivery to one of our employees in Room 1627, Department 
of Commerce Building, Washington, D.C., no later than 3:00 
p.m. of the next workday following its deposit before 5:00 p.m. 
at any postal facility with an Express Mail window. 

The only address that should be used for Express Mail sent 
to the Patent and Trademark Office is: 


“Commissioner of Patents and Trademarks 
Washington, D.C. 20231.” 


“Post Office to Post Office” Express Mail does not provide 
for delivery but instead is retained at the postal facility of the 
addressee for pickup. The Postal Service does not notify the 
addressee that this type of Express Mail has been received and 
is awaiting pickup. If not picked up, this mail is held for 15 
days and then returned to the sender. 

Therefore, since the Patent and Trademark Office does not 
have resources for picking up any mail, including Express Mail, 
the “Post Office to Post Office” Express Mail will not reach the 
Patent and Trademark Office. 


WILLIAM I. MERKIN, 
Acting Assistant Commissioner 
for Administration. 


May 15, 1975. 
[936 O.G. 1554] 


(15) Certificate of Mailing Procedures 

On November 1, 1976, the Patent and Trademark Office 
instituted the Certificate of Mailing Procedure by promulgating 
37 CFR 1.8 in an attempt to reduce the number of problems 
resulting from late receipt of responses due to mail delays. This 
notice was published in the Official Gazette on October 26, 1976 
(951 O.G. 1342 and TM 210). Guidelines relative to this pro- 
cedure were published in the Official Gazette on November 16, 
1976 (952 O.G. 918 and TM 174). 

Although the new procedure has gained wide acceptance, 
it has not been entirely without problems. One major problem 
involves the correlation of the certification with the appropriate 
papers when presented on a separate sheet. In order to curtail 
this and other minor ones, the guidelines published on 
November 16, 1976, are superseded by the following guidelines. 
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They are applicable to responses in both patent and trademark 
matters, as permitted by 37 CFR 1.8. 


Guidelines 


A) The certification requires a signature. Specifically, if the 
certification appears on a paper that requires a signature, two 
Signatures are required, one for the paper and one for the 
certification. Although not specificaliy required by 37 CFR 1.8, 
it is preferred that the certificate be signed by the applicant, 
assignee, or registered practitioner. 

B) When possible, the certification should appear on a portion 
of the paper being submitted. However, if there is insufficient 
space to make the certification on the same paper, such as in 
the case of the patent issue fee transmittal form PTO-85, the 
certification should be on a separate sheet securely attached to 
the paper. 

C) When the certification is presented on a separate sheet, 
the sheet must (1) be signed and (2) fully identify and be securely 
attached to the paper it accompanies. The required identification 
should include the serial number and filing date of the appii- 
cation as well as the type of paper being filed, e.g., responses 
to rejection or refusal, Notice of Appeal, etc. An unsigned 
certification will not be considered acceptable. 

Moreover, without the proper identifying data, a certification 
presented on a separate sheet will not be considered acceptable 
if there is any question or doubt concerning the connection 
between the sheet and the paper filed. 

If the sheet should become detached from the paper and 
thereafter not associated with the appropriate file, evidence that 
this sheet was received in the Office can be supported by 
submitting a copy of a post card receipt specifically identifying 
this sheet and the paper and by submitting a copy of the 
sheet as originally mailed. Attention is directed to the 
notice of November 21, 1968 published in the Official 
Gazette (857 O.G. 667) relative to the use of post cards as 
receipts. 

D) In situations wherein the correspondence includes papers 
for more than one application (e.g., a single envelope containing 
separate papers responding to Office actions in different appli- 
cations) or papers for various parts of the Office (e.g., a patent 
issue fee transmittal form PTO-85 and an assignment), each 
paper must have its own certification as a part thereof or attached 
thereto. 

E) In situations wherein the correspondence includes several 
papers directed to the same application (e.g., a proposed re- 
sponse under 37 CFR 1.116 and a Notice of Appeal), each paper 
should have its own certification as a part thereof or attached 
thereto. 


Use of Stamped Certification 


Some practitioners are placing the certification language on 
the first page of a paper with an inked stamp. Such a practice 
is encouraged because the certification is not only readily visible 
but also forms an integral part of the paper. An example of a 
preferred stamp is: 


I hereby certify that this correspondence is being de- 
posited with the United States Postal Service as first class 
mail in an envelope addressed to: Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, 
a 

(Date of Deposit) 


Name of applicant, assignee, or 
Registered Representative 


Signature 
Date of Signature 
Interpretations 
The phrase “prior to expiration of the set period” in 37 CFR 
1.8(a) includes the last day of the set period, which last day may 
be the “next succeeding secular or business day” as set out in 


35 U.S.C. 21. Also, the filing of a 37 CFR 3.54 form to effect 
a filing under 37 CFR 1.60 is considered the filing of an ap- 
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plication and is, therefore, excluded from the Certificate of 
Mailing Procedure. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Aug. 30, 1977. 
[962 O.G. 20] 


(16) Change in Legal Holidays 

The Commissioner’s Notice of Sept. 25, 1979, “Change in 
Legal Holidays,” is hereby rescinded, in view of Public Law 
98-144, enacted Nov. 2, 1983, which amended the listing of 
legal public holidays in 5 USC § 6103. That amendment took 
effect in 1986 and added a new legal holiday relating to the 
birthday of Martin Luther King, Jr. This new holiday is des- 
ignated for the third Mon. in Jan. 


Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. 1. 

Birthday of Martin Luther King, Jr., the third 
Mon. in Jan. 

Washington’s Birthday, the third Mon. in Feb. 

Memorial Day, the last Mon. in May. 

Independence Day, July 4. 

Labor Day, the first Mon. in Sept. 

Columbus Day, the second Mon. in Oct. 

Veterans Day, Nov. 11. 

Thanksgiving Day, the fourth Thurs. in Nov. 

Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a “Federal 
holiday within the District of Columbia,” as referred to in Section 
21, Title 35, United States Code. In accordance with 37 CFR 
1.6(a) and 1.10(a), the Patent and Trademark Office will not 
receive papers on these holidays. Actions required to be taken 
on such days may be taken on the next succeeding day that the 
Office is open for business in accordance with 37 CFR 1.7. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


July 15, 1986. 


[1069 OG 12] 


(17) Postal Service Delay in Delivery of PTO Mail 

The United States Postal Service (USPS) has advised the 
Patent and Trademark Office (PTO) that delivery of mail picked 
up by the USPS at the PTO around March 18-19, 1991, was 
delayed. Delivery of that mail could have taken place as late as 
May 15-17, 1991. 

To minimize, if not eliminate, any adverse impact caused by 
the USPS delay, and subject to the conditions specified in 
paragraph 5, the following times for taking action in response to 
a PTO letter involved in the delay apply. 

1. If a decision of the Board of Patent Appeals and Interfer- 
ences (BPAI) or the Trademark Trial and Appeal Board (TTAB), 
is date-stamped on any date in March 1991, and was delivered by 
the USPS after May 1, 1991, then the time for taking action 
under: 

(a) 37 CFR § 1.196 (new ground of rejection); 

(b) 37 CFR §§ 1.197, 1.658, 2.129, or 2.144 (seeking 
reconsideration); or 

(c) 35 U.S.C. § 141 or § 145 or 15 U.S.C. § 1071 (seeking 
judicial review), 

will be extended to and including Monday, July 1, 1991, 
unless the date for taking action is already set to expire later than 
July 1, 1991, in which case the later date applies. 37 CFR §§ 
1.304 and 2.145. 

2. If an order, decision, or other action of the BPAI or TTAB, 
other than those which would call for taking action under 
subparagraphs (a) through (c) of paragraph 1, is date-stamped on 
any date in March 1991, and was delivered by the USPS after 
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May 1, 1991, then the time for taking action shall be determined 
by: 

(1) the Chairman of the BPAI or his designee in a patent 
case; or 

(2} the Chairman of the TTAB or his designee in a trade- 
mark case. 

It is not possible, from a practical point of view, to set by 
general notice a date for taking action in the numerous situations 
which can arise in connection with most interlocutory orders, 
decisions, and other actions entered by the BPAI and TTAB. 
However, it is expected that appropriate relief will be granted on 
a case-by-case basis. 

3. If an advisory action entered in an ex parte patent case after 
final rejection (see Manual of Patent Examining Procedure, § 
714.13) is date-stamped on any date in March 1991, and was 
delivered by the USPS after May 1, 1991, and applicant can still 
take, and wants to take, action within the six-month period 
allowed by law (35 U.S.C. § 133), then provisions of 37 CFR § 
1.136(a) and (b) are waived (37 CFR § 1.183) to the extent that 
an extension of time under 37 CFR § 1.136(b) will be granted 
without a fee even though filed after the day on which action by 
the applicant is due. In no case can the extension carry the date 
on which a response is due beyond the six-month statutory limit 
(35 U.S.C. § 133). 

4. If a PTO paper, i.e., any ex parte rejection, ex parte refusal, 
decision, order, requirement, request for payment of a fee, or 
other similar paper (except decisions or orders of the BPAI or 
TTAB, which are governed by paragraph | and 2, or an advisory 
action in a patent case, which is governed by paragraph 3), is 
date-stamped in March 1991, and was delivered by USPS after 
May 1, 1991, then: 

(1) the PTO paper shall be deemed to have been mailed on 
Monday, May 20, 1991, and 

(2) any response filed within the time period as reset by this 
notice will be deemed to be timely filed. 

5. To receive the benefits set out in paragraphs | through 4 for 
a paper being submitted, a written request for appropriate relief 
must be filed with, and preferably as part of, the paper. The 
written request (1) must make reference to this notice, and (2) 
must include a statement signed by a practitioner, as defined in 
37 CFR § 10.1(r), which identifies the PTO paper with reason- 
able particularity and states that the PTO paper being responded 
to: 

(a) has been reviewed; 

(b) bears a PTO date stamp having a date in March 1991, 
specifying the date of the PTO date stamp on the paper; and 

(c) was received after May 1, 1991, specifying the date the 
paper was received. 

A copy of the page of the PTO paper bearing the PTO date 
stamp and a date-stamp, or other indication, showing receipt of 
the paper should be attached to and made a part of the statement. 
For example, an appropriate statement is: 

4 , an attorney (agent) of record in the above- 
identified proceeding before the Patent and Trademark 
Office, have reviewed the following paper: (identify the 
paper, i.e., the decision of the BPAI, the decision of the 
TTAB, the first Office action, the final refusal, etc.). The 
paper has a PTO date stamp of March __, 1991, and was 
received on May __, 1991. A copy of the page of paper 
showing the PTO date stamp and a date stamp showing 
receipt of the paper is attached. 

6. It is not possible to extend times set by statutes which leave 
the Commissioner no discretion to extend times, e.g., (1) re- 
sponding to an ex parte patent rejection (35 U.S.C. § 133) or an 
ex parte trademark refusal (15 U.S.C. § 1062) after expiration of 
the six-month statutory period; (2) supplementing certain affida- 
vits of continued use under 15 U.S.C. § 1058 [(In re Mother 
Tucker’s Food Experience (Canada), Inc., 925 F.2d 1402, 17 
USPQ2d 1795 (Fed. Cir. 1991); In re Culligan International Co., 
915 F.2d 680, 16 USPQ2d 1234 (Fed. Cir. 1990)]. Nevertheless, 
it is intent of this notice to indicate that PTO intends to 
grant relief, where possible, to alleviate any hardship caused 
by the mail delay which occurred in this particular situa- 
tion. 

7. For specific situations not covered by this notice and 
involving the mail delay discussed above, members of the public 
may contact the following: 


(1) Cases involving matters before the BPAI: 
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Office of the Chairman 

Board of Patent Appeals and Interferences 
Crystal Gateway 2, Room 12C06 

(703) 557-4101 


(2) Cases involving matters before the TTAB: 


Office of the Chairman 

Trademark Trial and Appeal Board 
South Tower Building, 9th Floor 
(703) 308-9300 


(3) Patent cases not before the BPAI: 


Office of Petitions 
Crystal Park 2, Room 913 
(703) 557-4282 


(4) Trademark cases not before the TTAB: 


Office of the Assistant Commissioner 
for Trademarks 
Crystal Park 2, Room 910 
(703) 557-3916 
May 20, 1991 HARRY F. MANBECK, Jr. 
Commissioner of Patents 
and Trademarks 


[1127 OG 23] 


(18) Closing of Patent and Trademark Office 


on Monday, Jan. 26, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 


politan area, including the Patent and Trademark Office, on Jan. 
26, 1987, the Patent and Trademark Office will consider Jan. 
26, 1987, a “federal holiday within the District of Columbia” 
under 35 U.S.C. § 21. Any action or fee due that day will be 
considered as timely for the purpose of, e.g., 35 U.S.C. §§119, 
133 and 151, if the action is taken, or fee paid, on Jan. 27, 1987. 


DONALD W. PETERSON, 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks. 


Jan. 28, 1987. 


[1075 OG 29] 


(19) Closing of Patent and Trademark Office 


on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on Feb. 
23, 1987, the Patent and Trademark Office will consider Feb. 
23, 1987, a “federal holiday within the District of Columbia” 
under 35 U.S.C. § 21. Any action or fee due that day will be 
considered as timely for the purposes of, e.g., 35 U.S.C. §§ 
119, 133 and 151, if the action is taken, or fee paid, on Feb. 
24, 1987. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Feb. 27, 1987. 


[1098 OG 548] 


(20) Closing of the Patent and Trademark Office 


on Friday, Jan. 20, 1989 


In view of the fact that Federal and District of Columbia 
government offices in Washington, D.C. metropolitan area, 
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including the Patent and Trademark Office were officially closed 
on Jan. 20, 1989, the Patent and Trademark Office will consider 
Jan. 20, 1989, a “holiday within the District of Columbia” under 
35 U.S.C. § 21. Any action or fee due that day will be considered 
as timely for the purposes of e.g. 35 U.S.C. §§ 119, 133 and 
151, if the action is taken, or fee paid, on Jan. 23, 1989. Papers 
deposited in U.S. Department of Commerce District Offices on 
Jan. 20, 1989, will similarly be considered timely for the pur- 
poses of 35 U.S.C. §§ 119, 133 and 151. 


Jan. 6, 1989 DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


[ 1098 OG 548] 


(21) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed 
by Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and 
Trademark Office will consider that day as a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21. Any 
action or fee due that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action 
is taken, or fee paid, on the next succeeding business day on 
which the Patent and Trademark Office is open. 

When the Patent and Trademark Office is open for business 
during any part of a business day between 8:30 a.m. and 5:00 
p.m., papers are due on that day even though the Office may 
be officially closed for some period of time during the business 
day because of an unscheduled event. The procedures of 37 CFR 
1.8 or 1.10 may be used, as appropriate, for the filing of papers. 
On any day the Office is open for at least part of the day, papers 
may also be deposited up to midnight in any boxes which are 
provided by the Patent and Trademark Office under 37 CFR 
1.6(c). 

Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling (703)- 
557-INFO. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Nov. 18, 1988 


[1097 OG 53] 


Iraqi Sanctions Regulations 


(22) 


On January 18, 1991, the Department of the Treasury, Office 
of Foreign Assets Control (OFAC), published the Iraqi Sanctions 
Regulations (Regulations) (31 CFR Part 575). 56 Fed. Reg. 
2112. The regulations implement Executive Orders 12722 (Au- 
gust 2, 1990) and 12724(August 9, 1990) relating to certain 
property and transactions in which the Government of Iraq and 
persons in Iraq may have an interest. 

It appears that the provisions of the Executive Orders and 
Regulations prohibit transactions relating to the filing or pros- 
ecution of applications for patents or for registration of trade- 
marks, where an Iraqi interest is involved. The prohibited trans- 
actions, however, may be authorized by a specific license issued 
pursuant to the proceedures described in Section 575.801 of 
Subpart H of the Regulations. 

This notice is intended to alert practitioners and applicants to 
the prohibitions which may apply to matters before the Patent 
and Trademark Office, (PTO) if Iraqi interests are involved. this 
notice is further intended to advise that where such imerests or 
potential interests come to the attention of the PTO, an appropri- 
ate specific license from OFAC may be required 
Jan. 29, 1991 HARRY F. MANBECK, Jr. 

Commissioner of Patents 
and Trademarks 


[1123 OG 37] 
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(21) 
(23) Drawings in Patent Applications Filed 
After January 1, 1989 


The general rule applicable to release of any paper in a patent 
application file is that no paper (including a drawing) will be 
returned for any purpose whatever. 37 CFR 1.59. New rules 
published in the Official Gazette (1097 OG 36 (December 13, 
1988)) effective January 1, 1989, no longer require the submis- 
sion of formal drawings ina patent application. Since corrections 
are the responsibility of the applicant, the original drawing(s) 
should be retained by the applicant for future correction, if 
necessary. 

As a result of adoption of these new rules relating to drawings, 
the Patent and Trademark Office will no longer release to 
applicants, bonded drafting companies or others, drawings from 
patent applications filed after January 1, 1989, and after January 
1, 1991, no drawings may be borrowed from the office. 

Access to applications is still provided with the proper power 
to inspect. If copies of any papers or drawings within the 
application are required, arrangements may be made through 
the File Information Unit and copies may be made in the Public 
Search Room. If there is some extraordinary situation that re- 
quires release of an original drawing in possession of the office, 
relief may be requested by filing a petition under 37 CFR 1.183. 


July 7, 1989 THERESA A. BRELSFORD 
Assistant Commissioner 


for Administration 


[1105 OG 68] 


(24) Submission of Corrected Drawings in 


Allowed Applications 


When drawings need to be corrected in an allowed appli- 
cation, the applicant is required to submit acceptable corrected 
drawings within a three-month shortened statutory period. Within 
that three-month period, two weeks should be allowed for review 
of the correction by the Office. If a correction is determined 
to be unacceptable by the Office, the applicant must arrange 
to have an acceptable correction re-submitted within the original 
three-month period to avoid the necessity of obtaining an 
extension of time and of paying the extension fee. Therefore, 
the applicant should file corrected drawings as soon as possible 
following the setting of the three-month shortened statutory 
period. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Jan. 14, 1985. 


[1051 OG 3) 


(25) Rules Concerning Conduct on Patent 


and Trademark Premises 
1. Applicability 


These rules apply to all premises under the charge and control 
of the U.S. Patent and Trademark Office (PTO) through the 
General Services Administration and to all persons entering such 
premises. 


2. Admission to Property 


Patent and Trademark Office facilities are closed to the public 
outside of normal working hours. During normal working hours, 
a valid User Pass is required to enter PTO premises. 


The individual’s User Pass must be displayed at all times while 
on PTO premises. 
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3. Preservation of Property/Conduct on PTO Premises 
The following activities are prohibited on PTO premises: 


a. Improperly disposing of rubbish; willfully destroying or 
damaging ; theft of property; creating a hazard to per- 
sons or things; and placing Government documents or materials 
in storage lockers. 

b. The willfull and unlawful] concealment, removal, mutila- 
tion. obliteration or destruction, or attempts to do so, or, with 
intent to do so, or taking and carrying away of any record, book, 
paper, document, or other things from the facilities shall result in 
a fine of not more than $2,000 or imprisonment of not more than 
3 years, or both. See 18 U.S.C. § 2071. 

c. Removal of papers, materials, or other Government prop- 
erty from designated areas. Within a designated area, papers or 
other Government property must be returned to its proper loca- 
tion after use, unless otherwise posted. 

d. Using PTO premises and facilities as a place of business. It 
is prohibited to reserve work areas, use PTO as a mailing address, 
use PTO stationery, or a PTO telephone number as a personal 
telephone number. 


4. Inspection 


Packages, briefcases, storage lockers and other containers in 
the possession of visitors, employees, or other arriving 
at, working at, visiting, or departing from the PTO are subject to 
inspection. See 41 CFR § 101-20.301. 


5. Disturbances 


Disorderly conduct or other conduct which creates a loud or 
unusual noise or a nuisance which impedes or disrupts the 
performance of official duties by Government employees or 
which prevents the public from obtaining the administrative 
services provided on the property in a timely manner is prohib- 
ited. See 41 CFR § 101-20.305. 


6. Conformity with signs and directions 


Persons on the PTO premises shall at all times comply with the 


officical signs of a prohibitory, regulatory or directory nature 
and with the lawful direction of PTO employees. 


No rude or abusive conduct to PTO employees and fellow 
users. 


No food or beverages are permitted. 
No smoking except in designated areas. 


No mechanical or electronic equipment such as radios, televi- 
sions, typewriters, computers, or photographic equipment may 
be used without prior permission from the Assistant Commis- 
sioner for Administration. 


No use of PTO telephone and office equipment, except as 
specifically designated for public use. 


7. Penalties and other laws. 


Nothing in these rules shall be construed to abrogate any other 
Federal laws or regulations or any State and local laws and 
regulations applicable to any area in which under the 
charge and control of the PTO through the U.S. General Ser- 
vices Administration is situated. See 40 U.S.C. 8 318(c) and 


486(c). 
_ 41 CFR § 101-20.315 provides that whoever is found guilty of 


the rules of conduct on Federal property contained in 
41 CFR § 101-20.3 while on any property under the charge and 
controi uf the U.S. General Services Administration is subject to 


a fine of not more than $50, of not more than 30 
days, or both. See 40 U.S.C. ease 


Failure to follow these rules may result in immediate 
removal from the premises, suspension of user privileges, 
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and/or enforcement of any criminal sanctions that may ap- 
ply. 


Aug. 30, 1991 THERSA A. BRELSFORD 
Assistant Commissioner for 


Administration 
[1131 OG 7] 


(26) Unlawful Removal of Labels 


We have found a large number of security labels, torn from 
Search Room patent copies, in stack areas of the Public Search 
Room. We remind persons removing security labels or otherwise 
mutilating Search Room patent copies, or removing Search 
Room patent copies from the Search Room without authoriza- 
tion, that such acts are criminal offenses punishable by fine, 
imprisonment or both. 

You should be aware that engaging in such acts violates the 
prohibition against “the willful destruction of or damage to 
property; the theft of property.” 41 Code of Federal Regulations 
§ 101-20.303. Violations are punishable by “a fine of not more 
than $50 or imprisonment of not more than 30 days, or both.” 
41 Code of Federal Regulations § 101-20.315. 

You should also be aware that engaging in such acts subjects 
you to punishment under the following criminal provision in 
Title 18 U.S. Code, § 2071: 


(a) Whoever willfully and unlawfully conceals, re- 
moves, mutilates, obliterates, or destroys, or attempts 
to do so, or, with intent to do so takes and carries away 
any record, proceeding, map, book, paper, document or 
other thing * * * shall be fined not more than $2,000 

not more than thiee years, or both. 

* 0) Whoever, having custody of any such record, 
proceeding, map, book, document, paper, or other thing, 
willfully and unlawfully conceals, removes, mutilates, 
obliterates, falsifies, or destroys the same, shall be fined 
not more than $2,000 or imprisoned not more than three 
years, or both; and shall forfeit his office and be dis- 
qualified from holding any office under the United 


UNLESS THE REMOVAL OF SECURITY LABELS FROM 
SEARCH ROOM PATENT COPIES CEASES, THE OFFICE 
WILL TAKE APPROPRIATE ACTION, SUCH AS EXERCIS- 
ING ITS AUTHORITY UNDER 41 CODE OF 
REGULATIONS § 101-20.301 TO INSPECT PACKAGES, 
BRIEFCASES ANDOTHER CONTAINERS BROUGHT INTO, 
WHILE ON, OR BEING REMOVED FROM THE SEARCH 
ROOM. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Mar. 28, 1983. 


{1029 OG 136] 


(27) Out-of-Town Request for Files 

Delays are being experienced in receiving files ordered from 

Federal Records Center in Suitland, Md. Therefore, more 
time must be allowed when out-of-town requestors are ordering 
patented files or abandoned or registered trademark files in 
advance of their arrival in the area. Until recently, a five-day 
notice was sufficient to obtain a file located in the Federal 
Records Center. Now we are suggesting that ten days be allowed 
when ordering Suitland files. A 24-hour notice is still normally 
adequate when the file is located in the PTO File Repository 
in Crystal City. Out-of-town requests for files should be directed 
to Ms. Jacqueline Waldo on (703) 557-2977. Requestors will 
be notified by phone, prior to planned arrival date, whether or 
not the requested file will be available. 


THERESA A. BRELSFORD, 
Assistant Commissioner 


July 10, 1984 


{1045 O.G. 3} 
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(28) Use of Certificate of Correction Forms 

The purpose of this notice is, to once again, remind patentees 
and their attorneys and agents to submit the text of any correction 
under 37 CFR 1.322 and 1.323 on the Certificate of Correction 
form, PTO-1050, which is available free of charge from the 
Patent and Trademark Office. The presentation of all corrections 
on this form permits its use as camera copy for prompt, direct 
offset printing of the Certificate of Correction. 

Instructions for use of Form PTO-1050 are printed on the 
top portion thereof, and are also set forth, in further detail, in 
Section 1402.02 of the Manual of Patent Examining Procedures. 
It is especially important that the typing be clean and ciear. Both 
thin, light type and heavy, smudged type should be avoided. 
Changes and corrections are preferably made by use of white 
opaque correction fluid. 

The typing should be within the borders printed on the form 
and a two-inch blank space should be left at the bottom of the 
last page of the form for the placement of the signature of the 
Attesting Officer. 

Both sheets of the printed form should be forwarded to the 
Office. The copies should be stapled together only at the upper 
left-hand margin at the indicated location. 

Copies of form PTO-1050 may be obtained, as needed, from 
either the Correspondence and Mail Division in Building 2, or 
from the receptionist in the lobby of Building 3, Crystal Plaza, 
Arlington, Va. 


RICHARD J. SHAKMAN, 
Assistant Commissioner for 
Administration. 


May 10, 1977. 
(959 O.G. 3) 


(29) Notice to Subscribers 


The Patent and Trademark Office announces a change in the 


point of contact for subscribers who have not been receiving 
all of their copies of the Official Gazette, Manual of Patent 
Examining Procedures Revisions, Annual Indices, or other patent 
and trademark publications. All correspondence and inquiries 
concerning subscription services including requests for rein- 
statement or renewal of subscriptions should be directed to: 


Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent of Documents (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 


Furthermore, the Superintendent of Documents advises that 
expiration notices are sent out approximately three months 
before the expiration date. However, subscribers should not rely 
on this schedule. If a notice is not received within two months 
of the expiration date, the subscriber should renew the subscrip- 
tion with the Superintendent of Documents. Attach a label from 
the envelope in which the publication is received, together with 
a check covering the amount of the subscription. If a deposit 
account with the Superintendent of Documents is to be used, 
include the deposit account number with the renewal. 

This notice is effective with the publication date and super- 
sedes the notice published on this subject in 969 O.G. 2, dated 
Mar. 14, 1978. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Aug. 3, 1984. 


{1045 O.G. 28} 


(30) Filing of a Notice of Appeal to the Court of Appeals 
for the Federal Circuit in the Patent 
And Trademark Office 


This notice supersedes a notice entitled Filing of a Notice of 
Appeal to the Federal Circuit and Service of Court Papers on 
the Commissioner of Patents and Trademarks published at 1079 
Off. Gaz. Office 72 (June 30, 1987). 


U. S. PATENT AND TRADEMARK OFFICE 
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A notice of appeal to the Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in any 
one of the following ways: 


A. By first-class mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and Trademark 
Office by the due date: 

Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) under 37 
CFR § 1.10 addressed as follows, in which case the notice 
of appeal is deemed filed on the date of the Express Mail 
certificate: 

Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand (on or before the due date) to the Office of the 
Solicitor. The Office of the Solicitor is located at: 
Crystal Park II 
Suite 918 
2121 Crystal Drive 
Arlington, Va. 


D. By facsimile transmission to the Office of the Solicitor. 
The telephone number for accessing the Office of the Solicitor 
facsimile machine is (703) 557-9373. A notice of appeal will 
be deemed timely filed on the date the facsimile transmission 
is received by the Office of the Solicitor, provided an original 
notice of apneal is subsequently received in either of the fol- 
lowing ways: 


(1) An original, signed copy of the notice of appeal is 
actually received in the Office of the Solicitor within five cal- 
endar days of the facsimile transmission; or, 

(2) Anoriginal, signed copy of the notice of appeal is mailed 
by “Express Mail” (U.S. Postal Service only) under 37 CFR 
§ 1.10 on the day of the facsimile transmission. 


The facsimile machine for receiving a notice of appeal is 
located in the Office of the Solicitor and is staffed during the 
business hours of 8:30 a.m. to 5:00 p.m., Monday through 
Friday, excluding holidays. Due to possible equipment failure 
or maintenance requirements, precautions must be taken when 
relying on the availability of this service near the end of the 
time for filing a notice of appeal. 


March 22, 1990 FRED E. McKELVEY 


Solicitor 


[1113 O.G, 27] 


(31) Service of Court Papers on the Commissioner 


of Patents and Trademarks 


Court papers other than a notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit may be served on the Com- 
missioner in either of the following ways: 


A. By hand between 8:30 a.m. and 5:00 p.m. at the Office 
of the Solicitor, located in Crystal Park II, Suite 918, 2121 Crystal 
Drive, Arlington, Va. 


B. By mail in an envelope addressed as follows: 
Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215 


While the above mail service address may be supplemetned 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent and 
Trademark Office (PTO). 
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Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually re- 
ceived in the Office of the Solicitor. 

Papers which are not court papers and are intended to be filed 
in the PTO in connection with an application or other proceeding 
pending in the Office shall not be mailed to the Solicitor’s mail 
service address. Any such papers which are mailed to the So- 
licitor’s mail service address will not be considered to have been 
filed in the PTO. Instead, all such papers will be returned. No 
exceptions will be made to this policy. 

Mar. 22, 1990 FRED E. McKELVEY 
Solicitor. 


{1113 O.G. 28) 


(32) Appeals to the Federal Circuit 

Patent applicants should designate as appellants all named 
inventors in any notice of appeal to the U. S. Court of Appeals 
for the Federal Circuit when appealing a decision of the Board 
of Patent Appeals and Interferences. 

In a recent unpublished opinion in /n re Deckert, Appeal No. 
89-1386 (Fed. Cir. Nov. 29, 1989), the Federal Circuit notes: 


Deckert’s co-inventors Couble and Bonnetti are not 
parties to this appeal because they were not specifically named 
in the notice of appeal. Fed. R. App. P. 15(a). See Torres v. 
Oakland Scavenger Co., 108 S. Ct. 2405, 2409 (1988) (con- 
struing similiar requirement of Fed. R. App. P. 3(c)). 
December 14, 1989 FRED E. McKELVEY 

Solicitor 


[1110 O.G. 620} 


t of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 2 


[Docket No. 80480] 
Communications with the Office of the Solicitor 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule; technical amendments. 

Summary: On Mar. 24, 1987, final rules regarding the address 
of certain communications to the Patent and Trademark Office 
were issued. (52 FR 9394, Mar. 24, 1987.) Also, on Mar. 7, 1985 
and Aug. 11, 1986, final rules regarding the court review of 
decisions by the Patent and Trademark Office Board of Patent 
Appeals and Interferences and the Trademark Trial and Appeal 
Board, respectively, were issued. (SO FR 9383, Mar. 7, 1985 
and 51 FR 28710, Aug. 11, 1987.) 

This notice makes technical corrections to § 1.1, 1.302 and 
2.145(b) by specifying the address to which correspondence 
should be sent to the Office of the Solicitor. The change reflects 
existing practice consistent with rules of court governing service 
of court papers on the Solicitor. The change also will expedite 
the processing of other non-court communications with the 
Office of the Solicitor. 

Effective Date: June 9, 1988 

For Further Information Contact: John H. Raubitschek by 
telephone at (703) 557-4035 or by mail marked to his attention 
and addressed to Box 8, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

Supplementary Information: The Patent and Trademark Office 
(PTO) finds for good cause that because the technical changes 
made by this rule will have no substantive effect, it is unnec- 
essary to seek prior public comment of this rule under 5 U.S.C. 
553. Because a notice of proposed rulemaking and an oppor- 
tunity for public comment is not required for this technical 
amendment, this rule is also exempt from the provisions of the 
Regulatory Flexibility Act requiring a regulatory flexibility 
analysis. The PTO has determined that this rule is not a major 
rule within the meaning of section 1(b) of Executive Order 
12291. The PTO has also determined that this rule has no 
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federalism implications affecting the relationship between the 
national government and the States as outlined in Executive 
Order 12612. This rule does not contain a collection of infor- 
mation for purposes of the Paperwork Reduction Act. 


List of subjects: 


Administrative practice and procedure, Courts, Inventions 
and patents, Trademarks 


For the reasons set forth above, 37 CFR Parts | and 2 are 
amended as follows: 


Part 1—Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.1 [Amended] 


Section 1.1 is amended by adding new paragraph (g) 


RK 


(g) All communications relating to pending litigation which are 
required by the Federal Rules of Civil or Appellate Procedure 
or by a rule or order of a court to be served on the Solicitor 
shall be hand-delivered to the Office of the Solicitor or shall 
be mailed to: Office of the Solicitor, P.O. Box 15667, Arlington, 
Va. 22215 or such other address as may be designated in writing 
in the litigation. All other communications to the Office of the 
Solicitor should be addressed to: Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. Any communication 
which does not involve pending litigation which is received at 
P.O. Box 15667 will not be filed in the Office but will be returned. 
See § 1.302(c) and 2.145(b)(3) for filing a notice of appeal to 
the U.S. Court of Appeals for the Federal Circuit. 


3. Section 1.302 [Amended] 


Section 1.302 is amended by adding new paragraph (c) 


EEK 


(c) A notice of appeal, if mailed to the Office, shall be addressed 
as follows: Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Part 2—Rules of Practice in Trademark Cases 


4. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
5. Section 2.145(b) [Amended] 


Section 2.145(b) is amended by adding new paragraph 
(b)(3). 


eEEEK 


(b)(3) The notice, if mailed to the Office, shall be addressed 
as follows: Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


May 3, 1988. 


[1090 O.G. 72] 
(34) Appeals to the Federal 
Circuit from PTO 


This notice was originally prepared by the Solicitor and 
Associate Solicitor Richard E. Schafer for presentation at the 
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Eighth Annual Judicial Conference of the U.S. Court of Appeals 
for the Federal Circuit. The notice discusses litigation philoso- 
phy of the Office of the Solicitor of the Patent and Trademark 
Office and other matters which may be helpful to appellants 
and others seeking judicial review of PTO decisions in the U.S. 
Court of Appeals for the Federal Circuit. 
October 5, 1990 FRED E. McKELVEY 
Solicitor 


I. Introduction 

This notice discusses the philosophy of the Office of the 
Solicitor when representing the Commissioner before the Fed- 
eral Circuit and other courts. The notice is also designed to assist 
appellants and others seeking judicial review of Patent and 
Trademark Office (PTO) decisions in the Federal Circuit. Much 
of what is said in the notice is also applicable to those instances 
where judicial review is sought of PTO decisions in a district 
court. 


Il. Solicitor’ s litigation philosophy 

The Office of the Solicitor and its attorneys start with the 
proposition that justice is done when the right result is reached. 
The Solicitor is not an advocate who needs to win to be satisfied. 
Rather, the public interest is served when: 

(1) a patent issues on a patentable invention; 

(2) a patent is refused on an unpatentable invention; 

(3) a trademark is registered if entitled to registration under 

Title 15; 

(4) a trademark is refused registration if not entitled to regis- 
tration under Title 15; or 

(5) PTO rules are properly applied within PTO and by review- 
ing courts. 

Our litigation philosophy is expressed in Berger v. United 

States, 295 U.S. 78, 88 (1935): 
The . . . [Government attorney] is the 
representative not of an ordinary party to a 
controversy, but of a sovereignty whose 
obligation to govern impartially is as 
compelling as its obligation to govern at all; 
and whose interest . . . is not that it shall 
win a case, but that justice shall be done. As 
such, he is in a peculiar and very definite 
sense the servant of the law, the twofold aim of 
which is that guilt shall not escape or 
innocence suffer. 

The Office of the Solicitor does more than simply “defend” 
an appeal. Rather, it will determine whether: 

(a) appeals are ripe for judicial consideration; 

(b) there are steps a party might take in PTO to obviate the 
appeal, e.g., amendments which might be made to claims 
to conform an argument to the subject matter being 
claimed —we often find that arguments in a brief are 
based on limitations which do not appear in the claims; 

(c) there is material not in the record which might provide 
a full answer to an argument —particularly a new one — 
made in a brief; and/or 

(d) the deciding official or board should be approached tosee 
if it wishes to reevaluate its decision in view of a changein 
the law, a credible argument that the decision may notbe 
correct, or a matter which may have been overlooked. 

Most of the time, it takes more effort to implement this 
philosophy than it would take simply to brief and argue a matter. 

Generally, in a Federal Circuit matter, the Office of the 
Solicitor — apart from designating an appendix —does not “get 
deeply into” a case until appellant’s brief is filed. Exceptions 
occur, i.e., inter partes patent and trademark cases where the 
board opinion is reviewed to see if an amicus brief might be 
appropriate to assist the Federal Circuit with PTO ice. ' This 
is not to say that an appellant should not feel free to discuss 
an appeal with an attorney in the Solicitor’s Office. But, ordi- 
narily in an ex parte case, we do not spend time until we see 
appellant’s brief. The reason is that a large number of appeals 
are simply dismissed without the need for us to do much, if 
any, work. 

Table 1, below, shows the disposition of appeals from October 
1985 through April 1990. About 23%, i.e., 146, of the cases 
were dismissed with little, if any, work having been done by 
the Office of the Solicitor on the appeal. If we conducted a review 
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of all appeals when filed, our Federal Circuit “workload” would 
increase about 23%. We do not have the resources to effectively 
carry on 23% more work. ; 

We find a lot of cases are not ripe or otherwise ready for 
judicial review. When we determine that more work needs to 
be done before the Federal Circuit should consider a case, we 
generally move to remand. Fed. Cir. R. 27(c) provides that a 
remand generally should be requested prior to briefing. How- 
ever, since we generally cannot efficiently take up cases until 
appellant’s brief is filed, we now file motions to remand along 
with our brief. A merits panel is then in a position to evaluate 
whether it should hear the case on the merits or order a 
remand. 

There are a variety of reasons why we seek remands. 


Table 1 
Disposition of cases in the Courts of Appeals 
in which the Solicitor has a 
October 1985 through September 1990 


Pat 


Disposed cases: 

Affirmed 300 
Modified 10 
Reversed 

Remanded? 

Dismissed 

Amicus/intervene 

Examiner testimony 

Transfer 

Mandamus granted 

Mandamus granted-in-Part 
Mandamus denied 6 
Mandamus dismissed 3 
Totals: 541 


A. 

An appellant may argue that a certain feature of a claim is 
not shown in the prior art. Such an argument may prompt us 
to determine whether the feature is known. If we find the feature, 
we will probably ask for a remand for the purpose of making 
an additional rejection.‘ In like manner, based on our respective 
backgrounds or other cases handled by the Office of the So- 
licitor, we may know of prior art which strengthens a rejection.* 


Similarly, an appellant may argue that a certain fact is true. 
Upon looking into the matter, we have found literature from 
the appellant’s assignee or other evidence which, in our 
opinion, demonstrates that the argument may not be factually 
correct.® Since the literature or other evidence is not part of the 
record, we have asked for a remand so that the case may be 
fully developed before a merits panel is required to consider 
the case. We have also filed a brief on the merits asking the 


' See e.g., Fujiie v. Verhagen, Fed. Cir. No. 89-1126; Hahn v. Wong. 13 
USPQ2d 1211 (Bd. Pat. App. & Int.), aff’ d, 892 F.2d 1028, 13 USPQ2d 
1313 (Fed. Cir. 1989); Perkins v. Kwon, 886 F.2d 325, 12 USPQ2d 1308 
(Fed. Cir. 1989); and Winkler v. Guglielmino, Fed. Cir. No. 89-1571. See 
also Copelands’ Enterprises. Inc. v. CNV, Inc., 887 F.2d 1065, 12 
USPQ2d 1562 (Fed. Cir. 1989) (en banc) and Kellogg Co. v. Pack’em 
Enterprises, Inc., Fed. Cir. No. 90-1336. 

2 Approximately 80% of the remands were ordered based on motions 
to remand filed by the Office of the Solicitor. See the discussion on 
remands, infra. 

> All transfers were from a regional court of appeals to the Federal 
Circuit. 

* In re Yashuhara, Fed. Cir. No. 85-889. The reference added on 
remand was relied upon by the Federal Circuit in a later decision affirming 
the rejection made on remand. Jn re Yashuhara, Fed. Cir. No. 86-1634. See 
also Inre Merz, Fed. Cir. No. 86-615, and R. D. Werner Co. v. Quigg, Civil 
Action No. 85-0945 (D.D.C.). 

>See e.g.,Inre Trogan, Fed. Cir. No. 85-2724, Flexiwatt v. Quigg, Civil 
Action No. 86-2666 (D.D.C.), In re Nilssen, Fed. Cir. No. 87-1349, In re 
Nilssen, Fed. Cir. No. 87 1392, and Hepar Chimie v. Mossinghoff, Civil 
Action No. 85-1912 (D.D.C.) 

‘In re Weitz, Fed. Cir. No. 85-879; In re Lowrance Electronics, Inc., 
Fed. Cir. No. 88-1180. 
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Federal Circuit to take judicial notice of a fact while concurrently 
filing a contingent motion to remand in the event the merits panel 
believes that judicial notice is not appropriate.’ 

Cc 


We have had cases where the sole issue is whether a Rule 
131, 37 CFR § 1.131, affidavit is sufficient to antedate a ref- 
erence. When the sufficiency of a Rule 131 affidavit is in issue, 
we search for a foreign or other equivalent statutory bar. When 
an equivalent statutory bar is found, we move to remand sug- 
gesting that the issue on appeal may well be moot.* 

D 


In re Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962), 
suggests that indefiniteness should be taken care of prior to 
considering obviousness. There have been cases in which the 
claims are so indefinite that judicial review of an obviousness 
issue simply would not make sense. Remands, over appellant’s 
objection, have been ordered.® 

E. 

There have been occasions where the Board, TTAB, or the 
Commissioner decides to change or reconsider a decision. A 
change of decision can occur, inter alia, due to: 

1. new “law” as announced in a court or administrative 
decision," or 

2. a deciding official or tribunal determines that: 

(a) a decision may not be correct, 
(b) a matter was overlooked,'' or 
(c) a decision otherwise needs to be reconsidered. '? 


There have been cases where, although not argued by the 
appellant, it did not make sense to apply existing law in a 
particular context. We have moved to remand. In one instance, 
the Board reconsidered its position, established new law, and 
granted relief." 

G. 

In its opinion, the Board — without entering a new ground 
of rejection under Rule 196(b), 37 CFR § 1.196 — may suggest 
that if there is to be further prosecution, an examiner may wish 
to look into several possible rejections. Generally in such a case 
the appellant will abandon or refile under 35 U.S.C. § 120. On 
occasion, however, an appellant will seek judicial review. Or- 
dinarily, we seek remands in such a case in order to avoid 
piecemeal judicial review.'* 

H. 

We had one case in which an appellant “dropped” an appeal 
as to all but a dependent claim —only the independent claim 
had been discussed in appellant’s brief to the Board and the 
Board discussed only the independent claim. We sought a 
remand — after the appellant’s brief had been filed —so that 
PTO could articulate a rationale as to the sole claim left in the 
appeal." Alternatively, we could have argued the appeal on the 
basis of the independent claim. However, in the context of the 
particular case, that alternative did not make sense. 


We had a case where the application on appeal was deemed 
to be abandoned. We moved to remand to clarify the status of 
the application.’ We also had a trademark appeal in which 
registration in the United States could not occur until registration 
took place abroad.'’ Obviously, there was no reason to proceed 


” In re Klang, Fed. Cir. No. 85-2825. 

* In re Lockner, Fed. Cir. No. 86-1269. 

° In re Jacobs, Fed. Cir. No. 85-2210. 

'° In re Eastin, Fed. Cir. No. 90-1439. 

"' In re Giordano, Fed. Cir. No. 87-1029; In re Raleigh Stores Corp., 
Fed. Cir. No. 87-1183; In re Whaleco, Fed. Cir. No. 87-1522. 

"2 In re Brown, Fed. Cir. No. 86-617; Groz v. Quigg, Civil Action No. 
87-1340 (D.D.C.); London Laboratories v. Commissioner, Civil Action 
No. 86-0914 (D.D.C.); Hashimoto v. Quigg, Civil Action No. 86-1595 
(D.D.C.); and Katrapat AG v. Quigg, Civil Action No. 87-0250 (D.D.C.). 

' Papst-Motoren GMbH & Co. v. Quigg, Civil Action No. 86-1168 
(D.D.C.). The Board's decision on remand is published. Ex Parte Papst- 
Motoren, | USPQ2d 1655 (Bd. Pat. App. & Int. 1986). 

"* See Tofe v. Winchell, 645 F.2d 58, 63 [headnote 6] , 209 USPQ 379, 
384 (CCPA 1981). See also Paradis v. Quigg, Civil Action No. 87-1486 
(D.D.C.) and Clough v. Quigg, Civil Action No. 87-2304 (D.D.C.). 

'S In re Hyatt, Fed. Cir. No. 85-2224. 
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in the Federal Circuit until registration occurred in the foreign 
country. When an appeal is taken in a trademark case, we always 
check to be sure that the registration relied upon is “alive.” 
Appellant also should be sure that the registration has not 
expired. In one trademark appeal, the likelihood of confusion 
issue became moot on appeal when we discovered that the 
registration cited against the appellant expired without being 
renewed. 

Most attorneys representing appellants will agree to a re- 
mand when approached by an attorney in the Office of the 
Solicitor — regardless cf the time a suggestion to remand is 
made. A remand saves appellant, the Federal Circuit and our 
office time and money and in the long run contributes to the 
effective administration of justice within PTO and the Federal 
Circuit. In somz cases, our motions to remand have been op- 
posed. In one published opinion, an opposed motion was granted 
notwithstanding appellant has filed its principal brief;'* in an- 
other opinion, relief was denied."° It appears the Federal Circuit 
has adopted, as a general rule, the latter opinion. See Fed. Cir. 
R. 27(c). 

We will not attempt to reconcile Fed. Cir. R. 27(c) with what 
we regard to be the better policy expressed in Jn re Gould. We 
will point out, however, that if an appeal proceeds in the face 
of a motion to remand, 

(a) an appellant will have to spend money to have its 
attorney appear for oral argument, 

(b) the merits panel will have to spend time preparing for 
oral argument, holding oral argument, and writing an opinion, 

(c) PTO will have to expend resources preparing for and 
presenting oral argument, and 

(d) prosecution on the merits may be reopened after a mandate 
is entered if a viable rejection remains to be con-sidered. 

It is possible, of course, that we might prevail on the merits, 
thereby obviating any need for a remand. However, if we do 
not prevail, PTO can — and often does — reopen prosecution 
of the application upon entry of the Federal Circuit’s mandate 
to consider the matter raised by a motion to remand.” 

Sometimes an appellant will decide to file a second appli- 
cation, i.e., a continuation application or another trademark 
application, and simultaneously pursue the appeal. We believe 
appellant has a responsibility to call our attention to the fact 
that a second application has been filed. Knowledge of the 
second application is material to steps we might take. 

First, perhaps any appeal (or civil action) should be suspended 
pending outcome of proceedings on the second application or 
dismissed without prejudice to another appeal in the event a final 
adverse Board decision is entered in the second application. In 
effect, by filing a second application, appellant admits that there 
are available administrative remedies and that those remedies 
have not been exhausted. 

Second, it is in PTO’s best interest that the examiner handling 
the second application be aware of the existence of an appeal. 
The examiner may ask our office for assistance, as may the 
Board, during prosecution of the second application. 

Ill. Notice of appeal 

Recent amendments have been made to conform PTO prac- 
tice as much as possible to Fed. R. App. 4. See 54 Fed. Reg. 
29548 (July 13, 1989), reprinted in, 1105 Off. Gaz. Pat. Office 
5 (Aug. 1, 1989). 


A. Time for appeal 
If an appeal from a PTO decision to the Federal Circuit is 
authorized by law, the time for filing a notice of appeal in PTO 
was changed in August 1989 to two (2) months or 60 days, 


'® Inre Goodman, Fed. Cir. No. 87-1056. The Commissioner’s decision 
reviving the application is reported. In re Goodman, 3 USPQ2d 1866 
(Comm’r Pat. 1987). See also In re Greven, Fed. Cir. No. 87-2341. 

"7 In re Matsushita Electric, Fed. Cir. No. 89-1526. 

'8 In re Gould, 673 F.2d 1385, 213 USPQ 628 (CCPA 1982). Relief in 
this case was ultimately granted in PTO. Ex parte Gould, 6 USPQ2d 1680 
(Bd. Pat. App. & Int. 1987). 

'® Inre Hester, 838 F.2d 1193, 5 USPQ2d 1832 (Fed. Cir. 1988). Relief 
on the merits was ultimately granted by the Federal Circuit in an unpub- 
lished opinion. 

2° In re Ruschig, 379 F.2d 990, 154 USPQ 118 (CCPA 1967); In re 
Fisher, 448 F.2d 1406, 171 USPQ 292 (CCPA 1971). 





JANUARY 7, 1992 


whichever is longer. The time for seeking judicial review by 
civil action under 35 U.S.C. §§ 145 or 146 is also two (2) months 
or 60 days, whichever is longer. 

The filing of a request for reconsideration in PTO tolls the 
time for filing a notice of appeal. After a decision on re- 
consideration is entered in PTO, the two metih period begins 
to run. 

The time for appeal to the Federal Circuit is set by the 
Commissioner. 35 U.S.C. § 142; 15 U.S.C. § 1071(a)(2). The 
period for appeal must be at least 60 days. A notice of final 
rule was effective in August 1989 setting the time for appeal 
to two months or 60 days — whichever is longer. The dichotomy 
which used to exist between the 60-day period for initial de- 
cisions and the 30-day period for decisions on reconsideration”! 
no longer exists. 


B. Cress appeals 
In inter partes cases, a cross-appeal may be filed within 
fourteen (14) days of service of an appeal or two months after 
the PTO decision being appealed, whichever is later. 


C. Requests to extend time to appeal 

A request for an extension of time to file a notice of appeal 
before the appeal period expires can be granted by the Com- 
missioner upon a showing of good cause. 

A request after the appeal period expires must establish 
excusable neglect. The “excusable neglect” standard applied by 
PTO is the same as that applied by the courts of appeals. 

All requests for an extension of time to appeal should be 
directed to the attention of the Office of the Solicitor. 


D. Where to file a notice of appeal 
The original notice must be filed in PTO — filing only in 
the Federal Circuit does not perfect an appeal. However, a copy 
must also be filed in the Federal Circuit. Fed. Cir. R. 15. A copy 
of the decision being appealed, and any decision on reconsid- 
eration, should be attached to the copy of the notice of appeal 
filed in PTO and with the Federal Circuit. 


The original notice may be filed in any of the following ways: 


1. By hand-delivery to the Office of the Solicitor between 
8:30 a.m. and 5:00 p.m. at: 
Office of the Solicitor 
2121 Crystal Drive 
Suite 918 
Arlington, Virginia 


2. By first-class mail addressed to: 
Box 8 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of the Solicitor 
3. By Express Mail under 37 CFR § 1.10 addressed to: 
Box 8 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of the Solicitor 


A certificate of mailing under 37 CFR § 1.8 cannct be used 
to file a notice of appeal. A notice of appeal filed in PTO using 
a certificate of mailing under 37 CFR § 1.8 is deemed filed when 
received in PTO. In re Thrifty Corp., 231 USPQ 560 (Comm’r 
Pat. 1986). 

A notice of appeal mailed to the Solicitor’s Postal Box in 
Arlington, Virginia is deemed filed when received in the Office 
of the Solicitor. 


E. Content of notice of appeal 

A notice of appeal should identify all parties appealing. Fed. 
R. App. P. 15(a). See Torres v. Oakland Scavengér Co., 487 
U.S. 312, 317 (1988) [ construing similar requirement of Fed. 
R. App. P. 3(c)] . 

Thus, in a case where there are joint inventors, the notice of 
appeal should identify all inventors. The notice of appeal should 
not identify John Doe et al. as appellants; rather, it should 


2137 CFR § 1.304(a) (1989); 37 CFR § 2.145(d) (1989). 
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identify as appellants all named inventors, i.e., “John Doe and 
Richard Roe appeal .. . .” 

A notice of appeal need simply state that: 

John Doe and Richard Roe to the U.S. Court 
of Appeals for the Federal Circuit from a final decision entered 
by the Board of Patent Appeals and Interferences on June 15, 
1990, and from a decision on reconsideration entered by the 
Board on July 15, 1990. 

There is no need to give reasons in the notice of appeal. See 
37 CFR §§ 1.4 and 1.5 for material which should appear in the 
“heading” of the notice of appeal. 


IV. Transmittal of certified list 

After a notice of appeal is received, a determination is made 
whether the notice was timely filed. 

Appellant will be advised if the appeal is untimely. Fed. Cir. 
R. 15(b)(1) governs proceedings when a notice of appeal is not 
timely filed: 

If the Commissioner notifies the clerk that the notice 
of appeal was not timely, the clerk shall order the appellant 
to show cause why the appeal should not be dismissed, and 
thereupon refer the response to the court. 

In order to properly respond to the Federal Circuit, an ap- 
pellant may wish to file a request for an extension of time, which 
should be filed in the Office of the Solicitor, and establish that 
the untimely filing of the notice of appeal was a result of 
excusable neglect. Any decision on the request will be copied 
to the Clerk of the Federal Circuit for such action as may be 
appropriate. A decision by the Commissioner granting a request 
to extend the time for filing the notice of appeal will discharge 
the show cause order entered by the Clerk. 

A certified list, consisting of the contents of the aprlication, 
interference, opposition, cancellation, or other proceeding is 
copied and forwarded to the Federal Circuit with a statement 
indicating whether the notice of appeal was considered timely 
filed. In ex parte patent appeals the certified list usually does 
not include the contents to any “parent” applications unless the 
application involved in the appeal is a “file wrapper continu- 
ation” under 37 CFR § 1.62. 

A copy of the certified list is mailed to the appellant or, in 
the case of an inter partes proceeding, all parties. 

In ex parte patent or trademark appeals, an attorney in the 
Office of the Solicitor is assigned to the appeal at the time the 
certified list is forwarded to the Federal Circuit. Counsel for 
appellant should initiate a discussion with the Solicitor’s Office 
attorney assigned to the case to determine the contents of the 
appenuix. 

Upon receipt of the certified list, the appeal will be docketed 
by the Federal Circuit. An appeal number is assigned to each 
appeal by the Federal Circuit. Appellant’s 60-day period for 
filing a brief runs from the later of the date the appeal is docketed 
by the Federal Circuit or the certified list is served. Fed. Cir. 
R. 31(a). Since the appeal is docketed after the certified list is 
served in the case of PTO appeals, the 60-day period almost 
always runs from the date the appeal is docketed. 


V. Service of court papers on the Solicitor 
The mail service address for the Solicitor is: 

Office of the Solicitor 

P. 0. Box 15667 

Arlington, Virginia 22215 

Only litigation papers should be mailed to the Post Office 
box address. Other papers intended for filing in PTO should 
be addressed as specified in 37 CFR § 1.1. Non-litigation pa- 
pers will be returned and will not be forwarded to the Mail 
Room. 

Litigation papers not served by hand must be mailed to our 
Post Office box. Litigation papers mailed or delivered to the 
Mail Room of PTO, left in PTO’s night deposit box, or left with 
aPTOemployee in an office other than the Office of the Solicitor, 
are deemed served when received in the Office of the 
Solicitor. 

The Office of the Solicitor is open from 8:30 a.m. to 5:00 
p.m. Litigation papers served by hand must be delivered between 
8:30 a.m. and 5:00 p.m. to: 

Office of the Solicitor 
2121 Crystal Drive 
Suite 918 

Arlington, Virginia 
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Unless permitted by court rules or order, delivery does not 
include facsimile transmission. 


VI. Motions 

Motions are inevitable in Federal Circuit and other court 
practice. Before a motion is filed, appellant should contact the 
Solicitor’s Office to see if there is agreement on the requested 
relief and the. proposed order. If there is no opposition to a 
procedural order, it can be entered by the Clerk, thereby ob- 
taining prompt relief and obviating the need for a judge or 
motions panel to consider the matter. 


VII. Appendix 
A. Designation 
The Office of the Solicitor typically designates the following 
items for inclusion in the appendix in addition to the mandatory 
items specified in Fed. Cir. R. 30. 
In ex parte patent cases, we generally designate: 
(1) the specification; 
(2) any drawings; 
(3) the prior art supporting the rejection; 
(4) the final rejection and any Office action referenced in 
the final rejection; 
(5) the examiner’s answer; and 
(6) any evidence submitted to support patentability. 
In ex parte trademark cases, we generally designate: 
(1) the trademark application, including the drawing; 
(2) specimens; 
(3) the trademark examining attorney’s statement; and 
(4) registrations supporting the refusal and any other evi- 
dence relied upon by the examining attorney or 
the TTAB. 


It should be noted that Fed. Cir. R. 30(a)(2)(iii) prohibits the 
inclusion of briefs filed by an applicant in PTO without leave 
of the court. However, the examiner’s answer and examining 
attorney’s statement may be designated and included without 
leave. Fed. Cir. R. 30(a)(2). 

While the items in the appendix differ from case to-case, a 
typical appendix in an ex parte patent appeal contains the 
following items in the following order: 

(1) table of contents; 

(2) the initial decision of the Board; 

(3) any decision on reconsideration; 

(4) a copy of the certified list, which corresponds to the 
docket entries mentioned in Fed. R. App. P. 29(a)(1)] ; 
(5) the specification; 

(6) the final rejection; 

(7) the examiner’s answer; 

(8) any prior art relied upon by PTO? 

(9) any rebuttal evidence, e.g., affidavits under Rule 131, 
37 CFR § 1.131, or Rule 132, 37 CFR § 1.132; and 
(10) a copy of the rejected claims. 


With respect to the last item, Fed. Cir. R. 30(a)(3) provides: 
In appeals from . . . [ PTO] , the appendix shall, 
unless the parties mutually agree to the contrary, 
include a copy of all rejected claims in an ex parte 
patent appeal, a copy of all counts in a patent 
interference appeal, and both a copy of the trademark 
sought to be registered or cancelled and a copy of 
any registration relied upon to refuse or oppose 
registration or to seek cancellation of a registered 
mark in an ex parte or an inter partes trademark 
appeal. 

If the material designated as the appendix exceeds 100 pages, 

a draft copy of the appendix, with page numbers, should be sent 
to the Office of the Solicitor. Upon receipt, if we see any problem 
with the appendix, including any failure to comply with Federal 
Circuit rules, we promptly advise appellant. Preparation of a 
draft appendix will also insure that all briefs properly refer to 
pages of the appendix. 


B. Page numbering 

Fed. Cir. R. 30(c)(2) requires that page numbers be centered 
in the bottom margin of each page and that other pagination 
marks be redacted if necessary to avoid confusion. Numbering 
the appendix pages with a format such as “0001” generally 
avoids confusion with other page numbers. 
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If the designated appendix is less than 100 pages (which 
should be copied on both the front and back), the appendix is 
bound with appellant’s principal brief. If the designated appen- 
dix is more than 100 pages, the appendix is filed separately 
within seven (7) days of the date the last reply brief is filed. 
Fed. Cir. R. 30(a)(4). 


C. Legible materials 

An appendix will often contain copies of materials which are 
illegible. In cases where counsel for an appellant does not have 
legible copies of materials which are available in PTO, contact 
the Office of the Solicitor and we will arrange to send a legible 
copy. 

Handwritten notes in the margin of counsel’s copy of Office 
actions should be removed. The proper place to argue a case 
is in a brief — not in notes in the margin. 


Vill. Briefs 
A. Statement of the facts 

Fed. R. App. P. 28(a)(3) requires that an appellant file a 
statement of facts relevant to the issues presented for review. 
Fed. Cir. R. 28(b) provides that the appellee’s statement of the 
case should be limited to the specific areas of disagreement with 
those of the appellant. Absent disagreement the appellee shall 
not include a statement of the case in his brief. /d. In our view 
these rules place the responsibility to provide a complete and 
neutral statement of facts on the appellant. Appellant should 
remember that it Jost below. Hence, the “facts” are not those 
the appellant would like them to be; rather, the “facts” are those 
found by the Board. The statement of the facts in a brief is not 
the place to argue that the Board was clearly erroneous in making 
a finding of fact. 

In our experience, appellants’ statement of the facts invariably 
include argument; fail to describe all the facts relevant to the 
issues; state the facts in a light most favorable to appellant despite 
contrary findings below; or state conclusions — often without 
citation to the appendix. As a result, we typically find it necessary 
to include a detailed and, we believe, a complete and neutral 
statement of facts — with full citations to the appendix. 

We particularly note that when “new” counsel is retained to 
handle the Federal Circuit appeal, the arguments on appeal often 
bear no resemblance to the arguments made to the Board. As 
a matter of logic, it would seem that the Board could not possibly 
have erred below on the basis of an argument made for the first 
time in the Federal Circuit. See Keebler Co. v. Murray Bakery 
Products, 866 F.2d 1386, 9 USPQ2d 1736 (Fed. Cir. 1989) (since 
Keebler failed to tell the TTAB it was interested in Murray’s 
“intent,” it could not use intent as a basis for showing “error” 
by the TTAB; prescience is not a required characteristic of the 
board and the board need not divine all possible afterthoughts 
of counsel that might be asserted for the first time on appeal). 


B. References in brief to the appendix 

All factual assertions made in the brief should be supported 
with citation to the appendix. How the Federal Circuit is sup- 
posed to know that an assertion is correct, when no reference 
is made to the appendix in support of the assertion, is something 
we have not been able to figure out. The Federal Circuit has 
often noted, with apparent disapproval, the absence of a citation 
to the appendix in support of a party’s position.” Failure to cite 
to the appendix may affect an attorney’s credibility before the 
Federal Circuit and diminish the impact of otherwise meritorious 
arguments. If counsel feels that it is necessary to make factual 
assertions and cannot point to the specific portion of the ap- 
pendix supporting the assertion, consideration should be given 
to refiling the application. Argument which depends on factual 
assertions not supported by the record cannot have any relevance 
to any error in the decision under review. 

Moreover, to the extent that we have influence within PTO 
to bring about a favorable result by way of settlement, we need 
tobe convinced. Allegations, not supported by references to the 
appendix, are not likely to convince any attorney in the Office 
of the Solicitor of the merits of an appellant’s position. 


IX. Oral argument 
A. When we appear 


2 See e.g., Datascope Corp. v. SMEC. Inc., 879 F.2d 820, 827, 11 
USPQ2d 1321, 1325 (Fed. Cir. 1989), cert. denied, 110 S.Ct. 729 (1990). 
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Anattorney from the Solicitor’s Office will appear and present 
argument in cases in which the appellant intends to present oral 
argument. We will submit on the briefs only (1) where appellant 
submits on brief and (2) no reply brief has been filed or we 
conclude that the reply brief does not require comment at the 
oral hearing. On the other hand, if a reply brief raises a substantial 
issue, particularly a “new” issue, we will appear even if appellant 
waives oral argument. 


B. Discussing the [allegged] error 
An appellant has a burden of showing that the Board erred 
in its decision.” Factual findings below must be shown to be 
clearly erroneous,” while legal conclusions are reviewed for 
correctness or error as a matter of law.* Having only a short 
time for oral hearing, typically fifteen minutes, appellants should 
direct their remarks to the purported errors in the Board’s 
decision. Based upon the 60 to 80 cases we argue annually, we 
can assure appellants that Federal Circuit merits panels are 
familiar with the record and the proceedings under review. 
Counsel may not want to use part of the 15 minutes normaliy 
allocated for oral argument by: \ 
(1) explaining that the case is an appeal from the Patent 
and Trademark Office (the merits panel already knows that 
because the briefs have been _ read), 
(2) identifying the appellant or assignee (because 
essentially irrelevant), 
(3) reviewing the facts of the case, etc. 
However, counsel should be thoroughly familiar with the 
record and be prepared to identify the portions which support 
their arguments. 
We suggest oral argument by an appellant should start by 
saying “The error below was .. .” and here’s why. 


it is 


C. Visual aides 

Fed. Cir. R. 34(c) encourages the use of visual aids. If the 
visual aid was not used during the administrative proceeding, 
written notice of the proposed use must be given at least 15 days 
prior to the hearing. Any written objections must be filed at least 
5 days before the hearing. The rule also provides that counsel 
may agree on the use of visual aids. 

Whether or not we will agree depends on the particular facts. 
We ordinarily do not disagree with enlargements (“blow- ups”) 
of portions of the record. Where the proposed visual aid is not 
part of the record, we will not agree until we have had an 
opportunity to see the visual aid. 


X. Petitions for rehearing 

Petitions for rehearing can be useful if properly used. But, 
in our experience, petitions for rehearing filed by appellants 
simply reargue the case. We do not believe this is a proper 
function of a petition for rehearing. 

Generally we will file a petition for rehearing only when (a) 
we believe the merits panel has made a genuine mistake — not 
merely a “judgment” call which happens to differ from our 
judgment, or (b) even where the result is correct, an opinion 
contains language which we believe will seriously and adversely 
affect PTO’s ability to properly and effectively administer the 
patent or trademark laws. See Markey, “Semantic Antics in 
Patent Cases,” 88 F.R.D. 103, 108 (1980) (suggesting rehearing 
should be requested to modify opinion language which confuses 
the law of patents). 

We suggest, and do not believe, that there is such a thing as 
a “routine” petition for rehearing. A truly extraordinary 
situation must exist before a petition for rehearing can be deemed 
proper.”° The Office of the Solicitor has been relatively success- 
ful with petitions for rehearing. In a 20-year period before the 


23 In re Durden, 763 F.2d 1406, 1409, 226 USPQ 359, 361 (Fed. Cir. 
1985) (The burden is on appellant to persuade the court that the Board was 
wrong). 

* Stock Pot Restaurant v. Stockpot, Inc., 737 F.2d 1576, 1578, 222 
USPQ 665, 667 (Fed. Cir. 1984) (findings of fact of the TTAB are 
reviewed under the clearly erroneous standard); /n re Caveney, 761 F.2d 
671, 674, 225 USPQ 1, 3 (Fed. Cir. 1985)(findings of fact by the Board 
of Patent Appeals and Interferences are reviewed under the clearly 
erroneous standard). 

25 In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). 

26 In the case of a suggestion for rehearing en banc, we obtain approval 
from the Solicitor General. 
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CCPA and Federal Circuit, we can recall filing approximately 
12 petitions for rehearing. Some form of relief has been granted 
in nine, i.¢., claims found patentable in the original decision were 
found unpatentable on rehearing,”’ language was changed in the 
opinion,” relief was granted in part,” etc. 


XI. Issuance of mandates/termination of proceedings 

As provided in Fed. R. App. P. 41(a), the Court’s mandate 
usually issues 21 days after the entry of its decision. A request 
for rehearing stays the mandate until seven days after an order 
by the merits panel denying rehearing. Unless there are allow- 
able claims or the Court’s decision requires further proceedings 
by the Office, the receipt of the mandate by PTO “terminates 
the proceedings” for purposes of continuity under 35 U.S.C. § 
120. 37 CFR § 1.197(c), 54 Fed. Reg. 29548, 29552 (July 13, 
1989) reprinted in, 1105 Off. Gaz. Pat. Office 5,9 (Aug. 1, 1989). 
If an appellant contemplates filing a “continuing” application, 
it should be filed prior to the receipt of the mandate by PTO 
to preserve the benefit of the filing date of the parent application. 
Proceedings terminate on receipt of the mandate, not upon the 
= of the period for applying for certiorari to the Supreme 

‘ourt. 


XII. Costs 

In ex parte patent and trademark appeals from PTO, costs 
are not awarded for or against the Commissioner. See Fed. Cir. 
Practice Note to Fed. Cir. R. 39.5! Hence, we do not file bills 
of costs in ex parte cases. 


{1120 OG 23] 


(35) Computer Aided Search for Class 364 


Subclasses 200 and 900 


In 1975 the Patent and Trademark Office installed an experi- 
mental computer search system for searching the computer and 
digital data processing system arts classified in Class 364/200 
and 900. This system, known as Computer Controlled Micro- 
form Search System (CCMSS), functioned until 1983 when it 
could no longer be kept operational. 

Anew computer aided search system, Computer Aided Search 
and Patent Image Retrieval (CASPIR), has been installed and 
is available to the public. The new system possesses features 
similar to the previous system in that each subclass is searchable 
using a topic index list of approximately 400 terms, which may 
be combined with Boolean logic into a search question. The 
user is able to view from 5 to 12 pages of documents meeting 
the search strategy under computer control of a microfilm viewer. 

CASPIR has all of the original data base of the CCMSS 
(which covered patents dated i950-1981). In addition, its data 
base, coded and filmed, has been updated through Sept., 1984. 

It is anticipated that CASPIR will be updated according to 
the following schedule. Once a month the codes assigned to new 
documents will be entered into the data base by Patent and 


27 In re Tiffin, 448 F.2d 791, 171 USPQ 294 (CCPA 1971). 

28 Parks v. Fine, 773 F.2d 1577, 227 USPQ 432 (Fed. Cir. 1985), 
opinion amended, 783 F.2d 1036, 228 USPQ 677 (Fed. Cir. 1986). 

2° Newman v. Quigg, 877 F.2d 1575, 11 USPQ2d 1340 (Fed. Cir.), reh’g 
on costs granted in part, 886 F.2d 329 (Fed. Cir. 1989). 

* Inre Jones, 542 F.2d65,69, 191 USPQ 249, 252 (CCPA 1976) (when 
PTO receives CCPA mandate, proceedings in patent application are 
terminated); Continental Can Co. v. Schuyler, 326 F. Supp. 283, 168 
USPQ 625 (D.D.C. 1970) (proceedings terminate within meaning of 35 
U.S.C. § 120 when mandate of CCPA was issued). See also In re Willis, 
537 F.2d 513, 515, 190 USPQ 327, 329 (CCPA 1976). Once a mandate 
is issued, it is our experience that a motion to withdraw the mandate to 
secure “copendency” with a continuation will not be granted. Jn re 
Iwashita, Fed. Cir. No. 90-1162, In re Nakahama, Fed. Cir. No. 90-1166, 
and In re Nakahama, Fed. Cir. No. 90-1187. 

3! See also In re Kochan, Fed. Cir. No. 83-502 (May 25, 1983); In re 
Lobdell, Fed. Cir. No. 83-674 (Sept. 22, 1983); In re Piasecki, Fed. Cir. 
No. 84-775 (Nov. 9, 1984); Inre Shivvers, Fed. Cir. No. 85-1544 (Dec. 19, 
1985); in re Wrenn, Fed. Cir. No. 86-743 (July 17, 1986); and /n re Dow 
Chemical, Fed. Cir. No. 87-1406 (Feb. 11, 1988). 
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Trademark Office personnel. Documents thus entered will not 
be available on the microfilm viewer but will show up on the 
data terminal in response to search questions. Users would need 
to consult search room paper files to see the documents. To 
assure efficient filming and maximum use of the film strips, the 
filming of coded documents will take place on a quarterly 
basis—Jan., Apr., July and Oct. Following this procedure, the 
coded data base should not be more than one to two months 
behind current patent issue dates and the filmed copies of coded 
documents should not be more than three to four months behind 
current patent issue dates. 

Terminals are currently available for public use in Crystal 
Plaza 2, Rm 5C-22. Reservations for terminal use may be made 
by calling 703-557-3651 during normal business hours. Patent 
and Trademark Office personnel are available to assist the user 
in terminal operation. Effective Mar. 11, 1985 these public 
terminals will be moved to the Public Search Room in Crystal 
Piz. CP3-1A-3. Reservations for use may then be made by 
contacting Mr. Bernard Thomas at 703-557-2276. 


EARL LEVY, 
Director, Group 230 
Patent and Trademark Office. 


Feb. 5, 1985. 
[1052 OG 56] 


(36) Filing of Certain Papers and Authorizations 
to Charge Deposit Accounts 


by Facsimile Transmission 


Effective Nov. 1, 1988, certain papers to be filed in national 
patent applications and reexamination proceedings for consid- 
eration by the Office of the Assistant Commissioner for Patents, 
the Office of the Deputy Assistant Commissioner for Patents, 
and the Patent Examining Groups (Patent Examining Corps) 
may be submitted to the Patent and Trademark Office (PTO) 
by facsimile transmission. 

The provision of 37 CFR 1.33(a), requiring signatures on 
amendments and other papers filed in applications, is hereby 
waived to the extent that a facsimile signature is acceptable. The 
paper that is used as the original for the facsimile transmission 
must have an original signature, and should be retained by 
applicant or the representative as evidence of the content of the 
facsimile transmission. No special format, addressing informa- 
tion or written ratification is required for facsimile transmissions. 
However, the paper size must be 8 1/2" by 14" or smaller to 
be accepted. 

A facsimile center has been established in the Patent Exam- 
ining Corps to receive and process submissions. The filing date 
accorded the submission will be the date the complete trans- 
mission is received by the PTO facsimile unit unless that date 
is a Saturday, Sunday or Federal holiday within the District of 
Columbia, in which case the official date of receipt will be the 
next business day. 

Each transmission session must be limited to papers to be 
filed in a single national patent application or reexamination 
proceeding. It is recommended that the Serial Number of the 
application or Control Number of the reexamination be entered 
as a part of the sender’s identification, if possible. It is also 
recommended that the sending facsimile machine generate a 
report confirming transmission for each transmission session. 
The transmitting activity report should be retained along with 
the paper used as the original. 

The papers, including authorizations to charge deposit ac- 
counts, which may be submitted using this procedure, are limited 
to those which may be filed in national patent applications and 
reexamination proceedings and which are to be considered by 
the PTO organizations named above. Examples of such papers 
are amendments, responses to restriction requirements, request 
for reconsideration before the examiner, petitions, terminal 
disclaimers, powers of attorney, notices of appeal and appeal 
briefs. 

New or continuing patent applications of any type, assign- 
ments, issue fee payments, maintenance fee payments, decla- 
rations or oaths under 37 CFR 1.63 or 1.67, and formal drawings 
are excluded, as are all papers relating to international patent 
applications. Papers to be filed in applications that are subject 
to a secrecy order under 37 CFR 5.1 - 5.8, and directly related 
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to the secrecy order content of the application, are also excluded. 
Informal communications between applicant and the examiner, 
such as proposed claims for interview purposes, are permissible 
and are encouraged. Informal communications from applicants 
will not be made of record in the application or reexamination 
and must be clearly identified as informal such as by including 
the word “DRAFT” on each paper. To facilitate informal com- 
munications from examiners, applicants are encouraged to supply 
their facsimile phone numbers on communications to the Office. 

The facsimile submissions may include a certificate for each 
paper stating the date of transmission. A copy of the facsimile 
submission with a certificate attached thereto will be evidence 
of transmission of the paper should the original be misplaced. 
The person signing the certificate should have a reasonable basis 
to expect that the paper would be facsimile transmitted on the 
date indicated. An example of a preferred certificate is: 


Certification of Facsimile Transmission 


I hereby certify that this paper is being facsimile transmitted 
to the Patent and Trademark Office on the date shown below. 


Type or print name of person signing certification 


Signature Date 

When possible, the certification should appear on a portion 
of the paper being transmitted. If the certification is presented 
on a separate paper, it must identify the application to which 
it relates, and the type of paper being transthitted; e.g. amend- 
ment, notice of appeal, etc. 

In the event that the facsimile submission is misplaced or 
lost in the PTO, the submission will be considered filed as of 
the date of the transmission, if the party who transmitted the 
paper: 


(1) Informs the PTO of the previous facsimile transmission 
promptly after becoming aware that the submission has been 
misplaced of lost; 

(2) Supplies another copy of the previously transmitted 
submission with the Certification of Transmission; and 
(3) Supplies a copy of the sending unit’s report confirming 
transmission of the submission. In the event that a copy of 
the report is not available, the party who transmitted the 
paper may file a declaration under 37 CFR 1.68 which attests 
on a personal knowledge basis or to the satisfaction of the 
Commissioner to the previous timely transmission. 


If all criteria above cannot be met, the PTO will require 
applicant to submit a verified showing of facts. Such a showing 
must show to the satisfaction of the Commissioner the date the 
PTO received the submission. 

The facsimile center will have five facsimile units and will 
be staffed during the business hours of 8:30 a.m. and 5:00 p.m., 
Monday through Friday, excluding holidays. Although the units 
may normally be accessed at all times, including non-business 
hours, there may be times when reception is not possible due 
to equipment failure or maintenance requirements. Accordingly, 
applicants are cautioned not to rely on the availability of this 
service at the end of response periods. 

The telephone number for accessing the facsimile machines 
is (703) 557-9564. In the event that the transmission cannot be 
accepted at the telephone number above, a backup number has 
been established at (703) 557-9567. The facsimile center staff 
can be reached at telephone number (703) 557-4277 during 
normal business hours. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner for Patents 
and Trademarks 


Oct. 19, 1988 


[1096 OG 30] 


(37) Filing of Certain Papers with the Board of Patent 
Appeals and Interferences by Facsimile Transmission 
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A facsimile machine has recently been installed at the Board 
of Patent Appeals and Interferences (Board). Accordingly, a 
party who wishes to file papers in a patent application or reex- 
amination proceeding in which an appeal is pending and which 
is located at the Board may do so via the Board’s facsimile 
machine, the tetephone number of which is (703)557-8642. 
Normally, the file of a patent application or reexamination 
proceeding in which an appeal is pending is forwarded to the 
Board approximately six weeks after the examiner’s answer has 
been mailed. 

Certain papers in interference proceedings may also be filed 
via the Board’s facsimile machine, for example, motions, briefs, 
designations of lead attorney, etc. The following are excluded: 
transcripts of depositions or of interrogatories, cross-interroga- 
tories or recorded answers; preliminary statements; exhibits; and 
evidentiary records under 37 CFR 1.653. 


All papers filed with the Board by facsimile transmission are 
subject to the provisions, requirements and exclusions stated 
in the Commissioner’s Notice of October 19, 1988 (1096 O.G. 
30, Nov. 15, 1988), entitled “Filing of Certain Papers and 
Authorization to Charge Deposit Accounts by Facsimile Trans- 
mission.” 
October 17, 1989 SAUL I. SEROTA 
Chairman 
Board of Patent Appeals and Interferences 


[1108 OG 15] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-1046] 
RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 


Agency: :Patent and Trademark Office, Commerce 
Action:: Notice of Proposed Rulemaking 
Summary :The Patent and Trademark Office (Office) proposes 
amendments to the rules of practice regarding assignments in 
patent and trademark cases to improve and clarify the rules, to 
codify changes in practice and to consolidate the rules. The 
Office proposes to combine the assignment rules currently in 
Parts 1 and 2 into a new Part 3 directed to assignments. 
Dates:: Written comments must be received on or before July 9, 
1991, to ensure consideration. A public hearing will be con- 
ducted in TWO CRYSTAL PARK, Suite 912, at 2121 Crystal 
Drive, Arlington, Virginia, beginning at 9:00 a.m. on July 17, 
1991. Requests to present oral comments should be received on 
or before July 10, 1991. 
Address: Address written comments to the Office of the Deputy 
Assistant Commissioner for Patents, Commissioner of Patents 
and Trademarks, Box DAC, Washington, D.C. 20231, marked to 
the attention of Jeffrey V. Nase. Written comments will be 
available for public inspection in Suite 912, on the 9th floor of 
TWO CRYSTAL PARK, located at 2121 Crystal Drive, Arling- 
ton, Virginia. 
For Further Information Contact: Jeffrey V. Nase by telephone 
at (703) 557-4282 or by mail marked to his attention and 
addressed to Commissioner of Patents and Trademarks, Box 
DAC, Washington, D.C. 20231. 
Supplementary Information:: The Office is proposing to amend 
the rules of practice in patent and trademark cases to revise, 
simplify, remove or clarify existing assignment rules or to codify 
certain practices which are currently in effect. Changes are 
proposed for rules relating to the documents that will be re- 
corded; the requirements for recording a document; the effect of 
recording; new cover sheet requirements; the appointment of 
domestic representatives; and prosecution by assignees and 
issuance to assignees. While the present rules do not require a 
cover sheet to accompany each document submitted for record- 
ing, typically a cover letter is submitted to ensure proper process- 
ing of the document. 

The Office has suggested and encouraged the public to use a 
cover letter, containing specific information concerning the 
document being submitted, with each document submitted for 


U. S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 19 
(38) 


recording; see “Helpful Hints”, 1114 Official Gazette 77 (May 
29, 1990). The public has adopted the suggested procedure to 
such an extent that most documents now submitted for recorda- 
tion are accompanied by a cover letter which contains the 
suggested data. Documents submitted for recording with cover 
sheets containing the specific information needed for recorda- 
tion have enabled the Office to greatly improve the quality and 
efficiency of the recording process. To better ensure that the 
correct data is captured in recordation and recorded promptly, 
the Office is proposing to make a cover sheet mandatory. The 
proposed cover sheet will contain all the information necessary 
for the Assignment Branch to properly and promptly process the 
document. 


Specific Rules Proposed to be Deleted or Added:: The existing 
rules of practice in Parts 1 and 2 of Title 37 of the Code of Federal 
Regulations which are proposed to be deleted are §§ 1.32, 1.331, 
1.332, 1.333, 1.334, 2.185, 2.186 and 2.187. These rules are 
proposed to be deleted in their entirety and rewritten and renum- 
bered under a proposed new Part 3. Table 1 is provided to assist 
readers in correlating present rules with the proposed rules. 


TABLE 1 


Present Rule Proposed Rules 
3.71 & 3.73 
3.11 

3.26 

3.21 

3.51 

3.56 

3.81 

3.11 

3.31 

3.26 

3.41 

3.61 
3.31(b) 
3.51 

3.71 & 3.73 
3.85 


1.32 
1.331(a) 
1.331(b) 
1.331(c) 
1.332 
1.333 
1.334 
2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(c) 
2.186 
2.187 


Consideration was given to moving § 1.12 (Assignment rec- 
ords open to public inspection.) to proposed new Part 3. How- 
ever, since this section primarily relates to records maintained by 
the Office and procedures for accessing those records, a tentative 
decision has been made to retain this section under the general 
heading “Records and Files” of the Patent and Trademark Office. 
Comments are requested on whether § 1.12 should be retained in 
Part 1, or moved to proposed Part 3. 


Discussion of Specific Sections Proposed to be Changed or 
Added: Section 1.12(a) is proposed to be revised to reflect the 
fact that all assignment records related to pre-1955 trademark 
records and pre-1957 patent records were transferred to the 
National Archives and Records Administration (NARA) during 
1990. All assignments recorded on or after January 1, 1955, for 
trademarks and May 1, 1957, for patents continue to be main- 
tained by the Office. The pre-1955/1957 records have been 
transferred to NARA to allow for greater accessibility to the 
public, improvement of file integrity for the older records, and 
preservation of these materials. The pre- 1955/1957 assignment 
cards, digest books, and libers were stored in four locations: the 
Assignment Search Room (ASR) at the Office, the Federal 
Records Center, the National Archives in downtown Washing- 
ton, and the National Archives location in Alexandria. Storage of 
information in these various locations made searching of old 
assignment records difficult. The materials located at the Federal 
Records Center could be ordered from the ASR. However, many 
times it took months to receive the materials. 

All assignment records from 1837 to December 31, 1954, for 
trademarks and from 1837 to April 30, 1957, for patents are 
maintained and are open for public inspection in the National 
Archives Research Room located at the Washington National 
Records Center Building, 4205 Suitland Road, Suitland, Mary- 
land 20746. Assignments recorded before 1837 are maintained 
at the National Archives and Records Administration, 941 South 
Pickett Street, Alexandria, Virginia 22304. 
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All requests for abstracts of title continue to be provided by 
the Office upon request and payment of fees set forth in §§ 1.19 
and 2.6. Requests for copies and certified copies of the pre-1955 
records for trademarks and pre-1957 records for patents should 
be directed to NARA since those records are not maintained by 
the Office. Since these record are maintained by NARA, it 
becomes more expeditious to request copies directly from NARA, 
rather than the Office, which would then have to route the 
requests to NARA. Payment of the fees required by NARA 
should accompany all requests for copies. 

Another proposed change is to make clear that separate 
assignment records are kept for patents and trademarks, and to 
indicate that an extra charge will be imposed by the Office on 
requests for copies of recorded assignments if the correct reel 
and frame number are not identified. 

Sections 1.17 and 1.46 are proposed to be amended to make 
reference to proposed § 3.81, which would replace § 1.334, and 
delete reference to § 1.334. The amount of the fee for recording 
a document would not be affected by this proposed rule change. 

Section 1.104(e) is proposed to be amended to make refer- 
ence to proposed Part 3, which would replace § 1.331, and delete 
reference to § 1.331. 

Section 3.1 is proposed to be added to set out definitions of 
terms used in proposed Part 3. Terms which are defined include 
“application,” “assignment,” “document,” “Office” (meaning 
Patent and Trademark Office), “recorded document,” and “reg- 
istration.” Definitions are provided io make clear the intended 
meanings of the terms used in proposed Part 3. These definitions 
are intended to be applicable only to proposed Part 3. For 
example, the term “application” is defined, for the purpose of 

Part 3, to mean either an application for patent or an 
application to register a trademark, unless otherwise indicated. 

Section 3.11 is proposed to replace and modify the practice 
set forth in §§ 1.331(a) and 2.185(a), which specify the docu- 
ments the Office will record. This proposed section specifies that 
assignments of patents and registrations will be recorded, as well 
as other documents which affect title to applications, registra- 
tions and patents. Proposed § 3.11 would require that a com- 
pleted cover sheet as specified in proposed §§ 3.28 and 3.31 be 
submitted with the document to be recorded. 

Section 3.16 is proposed to be added to incorporate the 
limitation set out in 15 U.S.C. § 1060 proscribing the assignment 
of an intent-to-use trademark application prior to the filing of a 
statement of use, except as a part of the sale of an on-going 
business. Because the proposed amendments to Part 3 are in- 
tended to address all rules relating to assignments, it is appropri- 
ate to refer to the statutory requirements of an assignment of an 
intent-to-use trademark application. 

Section 3.21 is proposed to replace and modify the practice of 
§ 1.331(c). Proposed § 3.21 sets forth requirements for the 
recording of assignments of patents or patent applications. An 
assignment relating to a patent must identify the patent by 
number. The name of the inventor, the issue date and title of the 
invention as stated in the patent may also be given in the 
assignment to provide additional information on the patent being 
assigned. An assignment relating to a national patent application 
must identify the national patent application by application 
number (consisting of the series code and the serial number, e.g., 
07/123,456) or serial number and filing date. An assignment 
relating to an international patent application which designates 
the United States of America must identify the international 
application number (e.g., PCT/US90/01234). The name of the 
inventor, date of filing and title of the invention as stated in the 
patent application may also be given in the assignment. If an 
assignment is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention so 
that there can be no mistake as to the patent application intended. 
Assignments submitted for recording that do not identify the 
patent or patent application as required by this section will not be 
recorded, but will be returned to the correspondence address 
which would be required to be provided on the cover sheet by 
proposed § 3.31(e). 

Section 3.24 is proposed as a new section to set forth formal 
document requirements aimed at facilitating and expediting the 
recording process. This section proposes that documents sub- 
mitted for recording be legible, using only one side of each page. 
The paper used should be bond weight paper, preferably no 
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larger than 8 1/2 x 14 inches (21.6 x 33.1 cm.), and with a one- 
inch (2.5 cm.) margin on all sides. Documents submitted in this 
form are camera-ready and can be recorded expeditiously with 
little additional handling required. Documents submitted that 
fail to meet the legibility and only-one-side-of-the-paper re- 
quirements of this proposed section will be returned as set forth 
in proposed § 3.51. 

Section 3.26 is proposed to replace and modify the practice of 
§§ 1.331(b) and 2.185(a)(2). Proposed § 3.26 provides that the 
Office will accept and record non-English documents provided 
they are accompanied by a verified English translation signed by 
the translator. Documents submitted that fail to meet the require- 
ments of this proposed section will be returned as set forth in 
proposed § 3.51. 

Section 3.27 is proposed as a new section to set forth how 
documents submitted for recording should be addressed to the 
Office. To ensure prompt and proper processing, documents and 
their cover sheets should be addressed to the Commissioner of 
Patents and Trademarks, Box Assignments, Washington, D.C. 
20231, unless they are filed together with new applications or 
with a petition under § 3.81(b). Petitions under § 3.81(b) should 
be addressed to the Commissioner of Patents and Trademarks, 
Box DAC, Washington, D.C. 20231. New applications and other 
petitions should be addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Section 3.28 is proposed as a new section to set forth a new 
requirement aimed at facilitating and expediting the recording 
process. This section would require that all requests to record a 
document in the Office be accompanied by the document to be 
recorded and at least one cover sheet referring either to the patent 
applications and patents or to the trademark applications and 
registrations against which the document is to be recorded. Only 
one set of documents and cover sheets to be recorded should be 
filed. If a document to be recorded includes interests in, or 
transactions involving, both patents and trademarks, separate 
patent and trademark cover sheets must be submitted. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
be returned to the correspondence address for proper completion 
of the cover sheet and resubmission of the cover sheet and 
document. While the present rules do not require a cover sheet to 
accompany each document submitted for recording, typically a 
cover letter is submitted to ensure proper processing of the 
document. The Office is proposing to make a cover sheet man- 
datory in order to better ensure prompt and proper processing of 
all documents submitted for recording. The proposed cover 
sheet will contain all the information necessary for the Office to 
process the document. 

Section 3.31 is proposed as a new section to set forth the 
formal requirements of the new cover sheet. This section pro- 
poses that each patent or trademark cover sheet must contain (1) 
the name of the party conveying the interest; (2) the name and 
address of the party receiving the interest; (3) a brief description 
of the interest conveyed or transaction to be recorded (e.g., 
assignment, license, change of name, merger, security agree- 
ment, etc.); (4) eacu application number, patent number or 
registration number against which the document is to be re- 
corded, or an indication that the document is filed together with 
a patent application; (5) the name and address of the party to 
whom correspondence concerning the request to record the 
document should be mailed; (6) the number of applications, 
patents or registrations identified in the cover sheet and the total 
fee; (7) the date the document was executed; (8) an indication 
that the assignee of a trademark application or registration who 
is not domiciled in the United States has designated a domestic 
representative; and (9) the signature of the party submitting the 
document and verification of the correctness of information 
contained on the cover sheet. The verification must be in oath or 
declaration form unless (1) the submitted documents pertain 
only to patents and patent applications and the cover sheet is 
signed by a registered practitioner, or (2) the submitted docu- 
ments pertain only to trademark applications and registrations 
and the cover sheet is signed by an attorney as defined in 
§ 10.1(c). Sample cover sheets for patent documents and for 
trademark documents are shown in Appendices A and B. 

Section 3.34 is proposed as a new section to set forth a 
procedure to correct errors in a recorded cover sheet. This section 
proposes that if a recorded cover sheet contains aa error that is 
apparent when the cover sheet is compared with the recorded 
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document, the error will be corrected only if a corrected cover 
sheet is filed for recordation. The corrected cover sheet must be 
accompanied by the originally-recorded document or a copy of 
the originally-recorded document and by a new assignment 
recording fee in the appropriate amount. 

Section 3.41 is proposed to replace and consolidate practice 
under §§ 1.331(a) and 2.185(a)(3) regarding recording fees. 
Proposed § 3.41 would require that all requests to record 
documents be accompanied by the appropriate fee. A fee is 
charged for each application, patent and registration identified in 
the cover sheet. The recording fee for patents and patent appli- 
cations is specified in § 1.21(h). The recording fee for registra- 
tions and trademark applications is specified in § 2.6(q). 

Section 3.51 is proposed to replace and modify the practice of 
§§ 1.332 and 2.185(c). Proposed § 3.51 would set the date of 
recording of a document as the date the document meeting the 
requirements for recording set forth in this Part is filed in the 
Office. A document which does not comply with the identifica- 
tion requirements of § 3.21 will not be recorded. Other docu- 
ments not meeting the requirements for recording, for example, 
a document submitted without a completed cover sheet, without 
the required fee, or without any required translation will be 
returned for correction to the sender where a return address is 


available. The returned papers would be accompanied by a letter . 


which would indicate that if the returned papers are corrected 
and resubmitted to the Office within the time specified in the 
letter, the Office would consider the original date of filing of the 
papers as the date of recording of the papers. Applicants could 
use the certificate procedure under either § 1.8 or § 1.10 for 
resubmissions of returned papers if they desired to have the 
benefit of the date of deposit in the United States Postal Service. 
If the returned papers were not corrected and resubmitted within 
the specified period, the date of filing of the corrected papers 
would be considered to be the date of recording of the papers. 
Extensions of time would not be available to extend the specified 
period to resubmit the returned papers. 

Section 3.54 is proposed as a new section to set forth the effect 
of recording a document. This proposed section would set forth 
that the recording of a document is not a determination by the 
Office of the validity of the document or the effect that document 
has on the title to an application, a patent, or a registration. The 
Office will determine, when necessary, what effect a document 
has, including whether a party has the authority to take an action 
in a matter pending before the Office. Examples of when the 
Office will need to determine whether a party has the authority 
to take an action in a matter pending before the Office include: 
(1) prosecution by the assignee as in proposed § 3.71; (2) consent 
of an assignee to the filing of a reissue application as provided in 
§ 1.172; and (3) execution of a disclaimer under § 1.321 by an 
assignee. 

Section 3.56 is proposed to replace and modify the practice of 
§ 1.333. proposed § 3.56 provides that an assignment, which at 
the time of its execution is conditional on a given act or event, 
will be treated by the Office as an absolute assignment. This 
section serves as notification as to how a conditional assignment 
will be treated by the Office in any proceeding requiring a 
determination of the owner of an application, patent or registra- 
tion. Since the Office will not determine whether a condition has 
been fulfilled, the Office will treat the submission of such an 
assignment for recordation as signifying that the act or event has 
occurred. 

Section 3.61 is proposed to replace and modify the practice of 
§ 2.185(a)(4). Proposed § 3.61 sets forth that an assignee of a 
trademark application or registration not domiciled in the United 
States must designate a domestic representative in writing to the 
Office. Assignees of patent applications or patents may desig- 
nate domestic tatives if the assignee is not residing in the 
United States. 35 U.S.C. 293. The designation would be required 
to state the name and address of a person residing within the 
United States on whom may be served process or notice of 
proceedings affecting the application, patent or registration or 
rights thereunder. 

Section 3.71 is proposed to replace and modify the practice of 
§§ 1.32 and 2.186. Proposed § 3.71 sets forth that the assignee of 
record of the entire right, title and interest in an application for 
patent is entitled to conduct the prosecution of the patent 
application to the exclusion of the named inventor. Similarly, 
the assignee of record of the entire right, title and interest 
in an application for registration is entitled to conduct the 
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prosecution of the trademark application to the exclusion of the 
applicant. 

Section 3.73 is proposed as a new section to set forth the 
procedure by which an assignee can establish the right to take 
action in an application, patent or registration. The inventor is 
presumed to be the original owner of a patent application and any 
patent that may issue therefrom, unless there is an assignment. 
The original applicant is presumed to be the original owner of a 
trademark application and any registration that may issue there- 
from, unless there is an assignment. Any action before the Office 
with respect to an assigned application, patent, or registration 
may be taken by the assignee of the entire right, title, and interest, 
provided ownership is established to the satisfaction of the 
Commissioner. The assignee may establish ownership by sub- 
mitting to the Office documentary evidence of a chain of title 
from the original owner to the assignee or by specifying (e.g., 
reel and frame number, etc.) where such evidence is recorded in 
the Office. Additionally, a statement signed by the party seeking 
to take action in a matter pending before the Office or its attorney 
or agent of record must also be submitted stating the evidence has 
been reviewed and certifying that, to the best of the party’s, 
attorney’s, or agent’s knowledge and belief, title is in the party 
seeking to take the action. Documents submitted to establish 
ownership may be required to be recorded in the Office as a 
condition to permitting the requesting party to take action in a 
matter pending before the Office. 

Section 3.81 is proposed to replace and modify the practice of 
§ 1.334. Proposed § 3.81 would set forth the procedure for 
issuance of a patent to an assignee. If an assignment of the entire 
right, title, and interest is recorded before the issue fee is paid for 
a patent application, the patent may issue in the name of the 
assignee. If the assignee holds an undivided part interest, the 
patent may issue jointly to the inventor and the assignee. At the 
time the issue fee is paid, the name of the assignee must be 
provided if the patent is to issue solely or jointly to that assignee. 
If the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent, the 
assignee may petition that the patent issue to the assignee. Any 
such petition must be accompanied by the fee set forth in 
§ 1.17@)(1). 

Section 3.85 is proposed to replace and modify the practice of 
§ 2.187. Proposed § 3.85 would set forth the procedure for 
issuance of a registration to an assignee. The certificate of 
registration may be issued to the assignee of the applicant, or in 
a new name of the applicant, provided that the party files a 
written request in the trademark application record by the time 
the application is being prepared for issuance of the certificate of 
registration, and an appropriate document is recorded in the 
Office. If the assignment or name change document has not been 
recorded in the Office, then the written request must state that the 
document has been filed for recordation. The address of the 
assignee must be made of record in the trademark application 
file. 


Other Considerations 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Orders 12291 and 12612 and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these proposed rule changes will not have a 
significant adverse economic impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
principal impact of these proposed changes is to require that a 
cover sheet accompany each document submitted for recording. 
The rule change includes no additional or increased fees. Sub- 
stantive rights to use trademarks and patents are not adversely 
affected. 

The Office has determined that these proposed rule changes 
are not a major rule under Executive Order 12291. The annual 
effect on the economy will be less than $100 million. Because 
most of the proposed changes reduce procedural burdens, there 
will be no major increase in costs or prices for consumers; 
individual industries; Federal, state or local government agen- 
cies; or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
or innovation, or on the ability of United States-based enterprises 
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to compete with foreign-based enterprises in domestic or export 
markets. 

These proposed rule changes contain a collection-of-infor- 
mation requirement subject to the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. The proposed rule changes add a 
requirement for a cover sheet to be submitted with each docu- 
ment to be recorded that will expedite the recording process and 
improve quality. The public reporting burden for this require- 
ment is estimated to be one-half hour per filing, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the data needed, and completing and 
reviewing the collections of information. Send comments re- 
garding the burden estimate or any other aspect of these collec- 
tions of information, including suggestions for reducing this 
burden, to the Commissioner of Patents and Trademarks, Atten- 
tion: Office of Management and Organization, Washington, 
D.C. 20231; and to the Office of Information and Regulatory 
Affairs, Office of Management and Budget, Washington, D.C. 
20503, Attention: Paperwork Reduction Projects 0651-0009 
and 0651-0011. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the Na- 
tional Government and the States as outlined in Executive Order 
12612. 


List of Subjects 
37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and pat- 
ents, Trademarks, Assignments. 


For the reasons set out in the preamble, it is proposed to amend 
37 CFR Parts 1, 2 and 3 as follows, wherein removals are 
indicated by brackets ([ ] ) and additions by arrows (> < ): 


PART 1 - RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for 37 CFR Part | would continue to 


read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are proposed to be 
revised to read as follows: 


§ 1.12 Assignment records open to public inspection. 


(a) > (1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks.< The 
assignment records, relating to original or reissue patents, in- 
cluding digests and indexes > ,for assignments recorded on or 
after May 1, 1957<, and assignment records relating to pending 
or abandoned trademark applications and to trademark registra- 
tions > recorded on or after January 1, 1955<, are open to public 
inspection > at the Patent and Trademark Office< , and copies of 
> those assignment records< [any instruments recorded] may be 
obtained upon request and payment of tite fee set forth in § 1.19 
[ (a)(3)] > and 2.6 of this Chapter. 

(2) All records of assignments of patents recorded before May 
1, 1957, and all records of trademark assignments recorded 
before January 1, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA<. 


s* #2 


(d) An order for a copy of an assignment > or other document 
should identify the reel and frame number where the assignment 
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or document is recorded. If a document is identified without 
specifying its correct reel and frame< [ should give the identifi- 
cation of the record. If identified only by the name of the patentee 
and number of the patent, or in the case of a trademark registra- 
tion by the name of the registrant and number of the registration, 
or by name of the applicant and serial number or international 
application number of the application] , an extra charge as set 
forth in § 1.21(f) will be made for the time consumed in making 
a search for such assignment. 


3. Section 1.17 is proposed to be amended by revising para- 
graph (i)(1) to read as follows: 


§ 1.17 Patent application processing fees. 


**s* e#* & 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 
graph 
1.12 —- -for access to an assignment record. 

1.14 — --for access to an application. 

1.53 — --to accord a filing date. 

1.55 ——-- for entry of late priority papers. 

1.60 —-- to accord a filing date. 

1.62 —-- to accord a filing date. 

1.103 — to suspend action in application. 

1.177 — for divisional reissues to issue separately. 

1.312 — for amendment after payment of issue fee. 

1.313 — to withdraw an application from issue. 

1.314 — to defer issuance of a patent. 

§ 1.334 — for patent to issue to assignee, 

assignment recorded late. ] 

§ 1.666(b) — for access to interference settlement agreement. 

§ 3.81 — for patent to issue to assignee, assignment submitted 
after payment of the issue fee.< 


OP OP OP COR LP LP LP LP LH SP SP 
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4. Section 1.32 is proposed to be removed and reserved. 

§ 1.32 [ Reserved] 

5. Section 1.46 is proposed to be revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in the 
patent to be issued is assigned, the application must still be made 
or authorized to be made, and an oath or declaration signed, by 
the inventor or one of the persons mentioned in §§ 1.42, 1.43, or 
1.47. However, the patent may be issued to the assignee or 
jointly to the inventor and the assignee as provided in § [ 1.334] 
>3.81<. 


6. Section 1.104 is proposed to be amended by revising 
paragraph (e) to read as follows: 


§ 1.104 Nature of examination; examiner’s action. 


se ¢*# * 


(e) Co-pending applications will be considered by the exam- 
iner to be owned by, or subject to an obligation of assignment to, 
the same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with [§ 1.331] > Part 
3 of this chapter < which convey the entire rights in the applica- 
tions to the same person or organization; or 

(2) copies of unrecorded assignments which convey the 
entire rights in the applications to the same person or organiza- 
tion are filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation 
or other organization, an affidavit or declaration may be signed 
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by an official of the corporation or organization empowered to 
act on behalf of the corporation or organization. 


7. The heading prior to § 1.331 is proposed to be revised to 
read as follows: 


{Assignments and Recording] > Arbitration Awards 

§ 1.331 [Reserved] 

8. Section 1.331 is proposed to be removed and reserved. 

§ 1 332 [ Reserved] 

§. Section 1.332 is proposed to be removed and reserved. 

§ 1.333 [ Reserved] 

10. Section 1.333 is proposed to be removed and reserved. 

§ 1.334 [ Reserved] 

11. Section 1.334 is proposed to be removed and reserved. 
Part 2 - RULES OF PRACTICE IN TRADEMARK CASES 


12. The authority citation for 37 CFR Part 2 would continue to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


13. The heading prior to § 2.185 is proposed to be removed. 
[Assignment of Marks] 

§ 2.185 [ Reserved] 

14. Section 2.185 is proposed to be removed and reserved. 
§ 2.186 [ Reserved] 

15. Section 2.186 is proposed to be removed and reserved. 
§ 2.187 [ Reserved] 

16. Section 2.187 is proposed to be removed and reserved. 
17. Part 3 is proposed to be added to read as follows: 


Part 3-> ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


Sec. 
3.1 Definitions 


DOCUMENTS ELIGIBLE FOR RECORDING 
3.11 Documents which will be recorded. 


3.16 Assignability of trademark prior to filing of use state- 
ment. 


REQUIREMENTS FOR RECORDING 


3.21 Identification of patent or patent application. 
3.24 Formal 7 ae a = and cover sheet. 
3.26 English language 
3.27 Mailing address for t sobminting documents to be re- 
3.29 Requests for recording. 

COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 
3.41 Recording fees. 


U. S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 23 
(38) 


DATE AND EFFECT OF RECORDING 


3.51 Recording date. 
3.54 Effect of recording. 
3.56 Conditional assignments. 


DOMESTIC REPRESENTATIVE 
3.61 Domestic representative 
PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assi : 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


§ 3.1 Definitions. 


For purposes of this part, the followihg definitions shall apply: 

Application means an application for patent or an application 
to register a trademark unless otherwise indicated. 

Assignment means a transfer by a party of all or part of its right, 
title and interest in a patent or patent application, or a transfer of 
its entire right, title and interest in a trademark application or 
registration. 

Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 pt we Ee. ona 
interest in an application, patent, or registration. 

Office means the Patent and Trademark Office. 

Recorded document means a document which has been- 
recorded in the Office pursuant to § 3.11. 

Registration means a trademark registration issued by the 
Office. 


Documents Eligible for Recording 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, ac 
companied by completed cover sheets as specified in §§ 3. 28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by — cover sheets as specified in §§ 3.28 
and 3.31, affecting to applications, patents, or registrations, 
will be socended os provides fa thia Part or at the dlacestion of is 
Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
statement. 


Pn ge ca ga ate 15 U.S.C. 1051(b) is 

prior to the filing of the verified statement of use 

under 15 U.S.C. Se ees 

the applicant, or portion thereof, to which the mark pertains, if 
that business is ongoing and existing. 


Requirements for Recording 
§ 3.21 Identification of patent or patent application. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456) or the serial number and filing date. 
An assignment relating to an international patent application 
wes eign eS es ae 
international by the international application num- 
ber (e.g., PCT/US90/01234). If an assignment is executed con- 
currently with, or subsequent to, the execution of the patent 

but before the is filed, it must 
identify the patent application by its of execution, name of 
each inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. 
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§ 3.24 Formal requirements for document and cover sheet. 


The document and cover sheet must be legible. Only one side 
of each page shall be used. The paper used should be bond weight 
paper, preferably no larger than 8 1/2 x 14 inches (21.6 x 33.1 
cm.), and with a one-inch (2.5 cm.) margin on all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language 
documents only if accompanied by a verified English translation 
signed by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be ad- 
dressed to the Commissioner of Patents and Trademarks, Box 
Assignments, Washington, D.C. 20231, unless they are filed 
together with new applications or with a petition under § 3.81(b). 


§ 3.28 Requests for recording. 


All requests to record a document in the Office must be 
accompanied by the document to be recorded and at least one 
cover sheet as specified in § 3.31 referring either to each patent 
application and patent, or to each trademark application and 
registration, against which the document is to be recorded. If a 
document to be recorded includes interests in, or transactions 
involving, both patents and trademarks, separate patent and 
trademark cover sheets must be submitted. Only one set of 
documents and cover sheets to be recorded should be filed. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
be returned pursuant to § 3.51 for proper completion of a cover 
sheet and resubmission of the document and a completed cover 
sheet. 


Cover Sheet Requirements 
§ 3.31 Cover sheet content 


Each patent or trademark cover sheet required by § 3.28 must 
contain: 

(a) the name of the party conveying the interest; 

(b) the name and address of the party receiving the interest; 

(c) a description of the interest conveyed or transaction to be 
recorded; 

(d) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(e) the name and address of the party to whom correspondence 
concerning the request to record the document should be mailed; 

(f) the number of the applications, patents or registrations 
identified in the cover sheet and the total fee; 

(g) the date the document was executed; 

(h) an indication that the assignee of a trademark application 
or registration who is not domiciled in the United States has 
designated a domestic representative (see § 3.61); and 

(i) the signature of the party submitting the document and 
verification of the correctness of information contained on the 
cover sheet. The verification must be in oath or declaration form 
unless: 

(1) the submitted patent cover sheet is signed by a registered 
practitioner, or 

(2) the submitted trademark cover sheet is signed by an 
attorney as defined in § 10.1(c). 
A cover sheet may not refer to both patents and trademarks. 


§ 3.34 Correction of cover sheet errors. 


An error in a cover sheet recorded pursuant to § 3.11 will be 
corrected only if: 

(a) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 

(b) a corrected cover sheet is filed for recordation. The 
corrected cover sheet must be accompanied by the originally 
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recorded document or a copy of the originally- recorded docu- 
ment and by an assignment recording fee as set forth in § 1.21(h) 
of this Chapter for patents and § 2.6(q) of this Chapter for 
trademarks. 


Fees 
§ 3.41 Recording fees. 


All requests to record documents must be accompanied by the 
appropriate fee. A fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of this 
Chapter for patents and in § 2.6(q) of this Chapter for trade- 
marks. 


Date and Effect of Recording 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is 
filed in the Office. A document which does not comply with the 
identification requirements of § 3.21 will not be recorded. Docu- 
ments not meeting the other requirements for recording, for 
example, a document submitted without a completed cover sheet 
or without the required fee, will be returned for correction to the 
sender where a correspondence address is available. The re- 
turned papers will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
recording of the document. The certification procedure under 
either § 1.8 or § 1.10 of this Chapter may be used for resubmis- 
sions of returned papers to have the benefit of the date of deposit 
in the United States Postal Service. If the returned papers are not 
corrected and resubmitted within the specified period, the date of 
filing of the corrected papers will be considered to be the date of 
recording of the document. The specified period to resubmit the 
returned papers will not be extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or the 
effect that document has on the title to an application, a patent, 
or a registration. When necessary, the Office will determine what 
effect a document has, including whether a party has the author- 
ity to take an action in a matter pending before the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance 
of certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with 
the written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


Domestic Representative 
§ 3.61 Domestic representative 


If the assignee of a trademark application or registration is not 
domiciled in the United States, the assignee must designate, in 
writing to the Office, a domestic representative. An assignee of 
a patent application or patent may designate a domestic repre- 
sentative if the assignee is not residing in the United States. The 
designation shall state the name and address of a person residing 
within the United States on whom may be served process or 
notice of proceedings affecting the application, patent or regis- 
tration or rights thereunder. 


Prosecution by Assignee 
§ 3.71 Prosecution by assignee. 


The asignee of record of the entire right, title and interest in an 
application for patent is entitled to conduct the prosecution of the 
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patent application to the exclusion of the named inventor or 
previous assignee. The assignee of record of the entire right, title 
and interest in a trademark application or registration is entitled 
to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to be 
the owner of a trademark unless there is an assignment. 

(b) Any action before the Office with respect to an assigneed 
application, patent, or registration may be taken by the assignee 
of the entire right, title, and interest provided ownership is 
established to the satisfaction of the Commissioner. Ownership 
may be established by submitting to the Office documentary 
evidence of a chain of title from the original owner to the 
assignee or by specifying (e.g., reel and frame number, etc.) 
where such evidence is recorded in the Office. When a party 
holding ownership of an application through assignment(s) 
seeks to take action in a matter pending before the Office, a 
statement, signed by the party or its attorney or agent of record, 
must also be submitted specifying the documents placing own- 
ership in the party, and stating the evidence has been reviewed 
and certifying that, to the best of the party’s, attorney’s, or 
agent’s knowledge and belief, title is in the party seeking to take 
the action. Documents submitted to establish ownership may be 
required to be recorded as a condition to permitting the 
requesting party to take action in a matter pending before the 
Office. 


Issuance to Assignee 
§ 3.81 Issue of patent to assignee. 


(a) Fora patent application, if an assignment of the entire right, 
title, and interest is recorded before the issue fee is paid, the 
patent may issue in the name of the assignee. If the assignee holds 
an undivided part interest, the patent may issue jointly to the 
inventor and the assignee. At the time the issue fee is paid, the 
name of the assignee must be provided if the patent is to issue 
solely or jointly to that assignee. 

(b) If the assignment is submitted for recording after the date 
of payment of the issue fee, but prior to issuance of the patent, the 
assignee may petition that the patent issue to the assignee. Any 
such petition must be accompanied by the fee set forth in 
§ 1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee of 
the applicant, or in anew name of the applicant, provided that the 
party files a written request in the trademark application by the 
time the application is being prepared for issuance of the certifi- 
cate of registration, and the appropriate document is recorded in 
the Office. If the assignment or name change document has not 
been recorded in the Office, then the written request must state 
that the document has been filed for recordation. The address of 
the assignee must be made of record in the application file.< 
Apr. 25, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


Note: Appendices A and B appear on the following pages. 
[1127 OG 8] 


Records and Files 

(39) Assignee Names 
Effective April 1, 1976, only the first appearing name of an 
assignee will be printed on the patent where multiple names for 
the same party are identified on the Base Issue Fee Transmittal 
form, POL-85b. Such multiple names may occur when both a 
legal name and an “also known as” or “doing business as” name 
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is also included. This printing practice will not, however, affect 
the existing practice of recording assignments with the Office 
in the Assignment Division. The assignee entry on form POL- 
14 85b should still be completed to indicate the assignment data 
as recorded in the Office. For example, the assignment filed in 
the Office and therefore the POL-85b assignee entry might read 
“Smith Company doing business as (d.b.a.) Jones Company.” 
The assignee entry on the printed patent will read “Smith 
Company.” 

For purposes of compiling and publishing the 1976 Annual 
Index of Patentees, this change will be reiroactive to patents 
issuing on January 6, 1976. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Dec. 17, 1975. 


[942 O.G. 186] 


Submission of Uniform Assignee Names 
on the Issue Fee Payment Form PTOL-85b 


(40) 


The Patent and Trademark Office is experiencing problems 
when computer-sorting assignee names for the Patentee Index 
because of the non-uniform use of the names of certain com- 
panies and corporations on the issue fee payment form PTOL- 
85b. The use of different spellings or nomenclature for the same 
company requires the Office to expend time and effort to 
determine whether the various name forms are in fact for the 
same company. If such inconsistencies are not corrected, patents 
to the same company will appear in different locations in the 
Patentee Index. An example of inconsistent use is “ABC 
Company, Ltd.” and “ABC Co., Limited.” 

Therefore, persons who list assignee names on issue fee 
payment form PTOL-85b should ensure that the same company 
name form is used for all patents issuing to a particular 
company. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Nov. 17, 1977. 
[965 O.G. 8] 


(41) Assignments Affecting Applications 


of Joint Inventors 


Over the past several years, the Assignment Branch of the 
Patent and Trademark Office has been charging a single fee for 
recording the assignment of a patent or patent application of 
joint inventors when separate assignment documents are ex- 
ecuted by the joint inventors and then filed together for record- 
ing. 

This practice is in error because it conflicts with 37 CFR 1.21 
Miscellaneous Fees and Charges (h) Recording of Documents 
which states: 


(1) For recording each assignment, agreement or other 
paper relating to the property in a patent or applica- 
$ 


Effective Nov. 1, 1984, the Assignment Branch will charge 
in accordance with the above regulation, the fee of $20.00 for 
each assignment document of the joint inventors which relates 
to the patent or patent applications. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Oct. 1, 1984. 


[1047 O.G. 49] 


(42) Recordability of Foreclosures 


for Assignment Purposes 


It has been the practice of the Assignment Branch to record 
security agreements between a secured party and a debtor which 
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Appendix A to Part 3 


To the Honorable Commissioner of Patents and Trademarks: 
Please record the attached original document or copy thereof. 


1. Name of Party(ies) conveying an interest: 2. Name and Address of Party(ies) receiving an interest: 


Name: 
Internal Address: 


Street Address: 


City: 
State: Zip: 


3. Description of the interest conveyed: 
C] Assignment [] Change of Name 
[] Security Agreement C] Merger 
4. Application number(s) or patent number(s). Additional sheet attached? C] Yes [No 
If this document is being filed together with a new application, the execution date of the application is: 
Date 


A. Patent Application No.(s) B. Patent No.(s) 


5. Name and address of party to whom correspondence | 6. Number of applications and patents involved: 
concerning document should be mailed: 


Name: 7. Amount of fee enclosed or authorized to be charged: 
Internal Address: 


Street Address: 8. Deposit account number (Attach duplicate copy of 
this form if paying by deposit account): 


DO NOT USE THIS SPACE 


9. Date of execution of attached document 
10. I declare under penalty of perjury under the laws of the United States of America that the foregoing is true and 
correct. Executed on: 


Signature Name of Person Signing 
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To the Honorable Commissioner of Patents and Trademarks: 
Please record the attached original document or copy thereof. 


1. Name of Party(ies) conveying an interest: 2. Name and Address of Party(ies) receiving an interest: 


Name: 
Internal Address: 


Street Address: 


City: 
State: Zip: 
Entity: Entity: 
(J Individual(s) (7 Association CJindividual [J Association 
[_]General Partnership [_] Limited Partnership (General Partnership (Limited Partnership 
[_]Corporation-State ()Corporation-State 
(_JOther (J Other 
C1 Citizenship 
Interest Conveyed: 
CJAssignment (-)Change of Name If not domiciled in the United States, a domestic 
(JSecurity Agreement ([)Merger representative designation is attached: 
(J Other (Yes 
CCINo 


4. Application number(s) or registration number(s). Additional sheet attached? Yes 
A. Trademark Application No.(s) | B. Trademark Registration No.(s) 
| 


5. Name and address of party to whom correspondence | 6. Number of applications and registrations involved: 
concerning document should be mailed: 

Name: 7. Amount of fee enclosed or authorized to be charged: 

Internal Address: 


Street Address: 8. Deposit account number (Attach duplicate copy of 
this form if paying by deposit account): 


City: 
State: 


DO NOT USE THIS SPACE 


9. Date of execution of attached document — 
10. I declare under penalty of perjury under the laws of the United States of America that the foregoing is true and 
correct. Executed on: 


Name of Person Signing 
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refer specifically to a patent or a patent application and which 
are signed by the debtor. However, foreclosures by the secured 
party were not recorded because they were not signed by the 
debtor. Accordingly, before recording a foreclosure not signed 
by a debtor, the Assignment Branch required a Court order. This 
requirement forced the secured party to bring action in a court 
of law where otherwise Court action might not have been 
necessary. 

To facilitate recording of foreclosures not signed by a debtor 
and avoid unnecessary court proceedings, the Office will 
record foreclosures which comply with all of the following 
criteria: 


(1) Submission of the foreclosure document with original 
endorsement by the secured party, or a verified copy thereof; 

(2) Identification of the patent by patent number or the patent 
application by serial number, or other acceptable identifier(s) 
as specified in 37 CFR 1.331(c), in the body of the fore- 
closure document itself or any addenda incorporated by 
reference; 
Reference to the security agreement recorded under 37 
CFR 1.331; and 
Submission of a verified statement by a representative of 
the secured party stating that the patent or the patent 
application has been legally foreclosed on based upon the 
applicable state laws. 


A foreclosure document complying with the above criteria 
will be deemed to be a recordable instrument in accordance 
with 37 CFR 1.331. 

THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


March 14, 1988. 
[1089 OG 35] 


(43) Transfer of Pre-1955/1957 Assignment Records to 
National Archives and Records Administration 


The Patent and Trademark Office (PTO) is transferring all 
of the pre-1955/1957 assignment records under its jurisdiction 
to the National Archives and Records Adminstration. These 
records will be transferred as soon as possible. Notice of the 
actual date of the transfer will be placed in all PTO public search 
facilities. 

The records will be transferred to the National Archives to 
allow for greater accessibility to the public, improvement of file 
integrity for these records, and to ensure preservation of these 
materials. The pre-1955/1957 records are currently stored in 
four locations: The Assignment Search Room, the Federal Records 
Center, the National Archives in downtown Washington, and 
the National Archives location in Alexandria. Storage of infor- 
mation in these various locations makes searching of these 
materials difficult. The materials located at the Federal Records 
Center can be ordered from the Assignment Search Room. 
However, many times it takes months to receive the materials 
to complete a search. 

The National Archives will store and maintain all patent and 
trademark assignment records dating from 1837 to December 
31, 1954, for trademarks, and from 1837 to April 30, 1957, for 
patents. These records will be stored at the Washington National 
Records Center in Suitland, Maryland, and will be available for 
public inspection in the National Archives research room located 
at the Washington National Records Center. The research room 
is open to the public Monday through Friday 8:00 a.m. to 4:15 
p.m. and by appointment on Saturday. The Washington National 
Records Center has adequate parking in addition to a shuttle 
bus service which leaves from the National Archives on Penn- 
sylvania Avenue five times a day. Self-service photocopiers are 
available for use at ten cents a page. National Archives staff 
will provide photocopies for a fee of thirty-five cents a page. 
For more information concerning the operation of the National 
Archives search facilities in Suitland, call the Suitland Reference 
Branch at (301)763-7410. 

37 CFR 1.12(a) will be waived to the extent fees for copies 
of records for pre-1955/1957 assignments records will not be 
established by the PTO. Copies of the pre-1955/1957 assign- 
ment records may be obtained upon request and payment of 
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fees required by the National Archives and Records Admini- 
stration. 


HARRY F. MANBECK, JR. 
Assistant Secretary 
and Commissioner 

of Patents and Trademarks 


{1114 OG. 17] 


(44) Title of Invention Carried on Office Records 

The Patent and Trademark Office is experiencing an in- 
creased incidence in the number of newly filed applications in 
which the title of the invention is inconsistent within the papers. 
This has resulted in applicants requesting correction of the 
official filing receipt in many instances to indicate the title 
preferred by applicants. 

Hereafter, whenever the title of the invention appears incon- 
sistent within the papers of a newly filed application for patent, 
the records of the Office will carry the title as indicated on the 
first page of the specification and no corrected filing receipt will 
be issued to indicate another title. Note that 37 CFR 1.72(a) 
indicates that the title of the invention should appear as a heading 
on the first page of the specification. 

It should also be noted that applicant may amend the title 
under 37 CFR 1.115 if any changes are subsequently desired 
before issuance of a patent. 


BRADFORD R. HUTHER, 
Acting Assistant Commissioner 
for Administration. 


Aug. 31, 1977. 
(962 O.G. 23] 


(45) Notice to Patent Owners and Parties 
Responsible for Paying Maintenance Fees 


Concerning Fee Address and Payor Number 


37 CFR 1.363, effective Nov. 1, 1984, provides for a “fee 
address” to be entered in the Office patent file records for use 
in all correspondence relating to maintenance fees. The “fee 
address” is in addition to the “correspondence address” under 
37 CFR 1.33 which will continue to be used for all reexamination 
and interference purposes. If no separate “fee address” is speci- 
fied, the “correspondence address” will also be used for main- 
tenance fee correspondence. 

In order to simplify changes in address by patent owners 
having several patents, and data input by the Patent and Trade- 
mark Office, a “payor number” will be assigned to each “fee 
address” when a “fee address” is presented to the Office in a 
patent or request. A request for a “payor number” before a 
maintenance fee is paid or due will permit a patent owner to 
request that the “fee address” or “payor number” be recorded 
in the Office records of the patents owned on which maintenance 
fees are due so that all notices relating to maintenance fees will 
be sent to the “fee address”. 

The Patent and Trademark Office has established a procedure 
for assigning a “payor number” upon request by a patent owner 
or a party responsible for paying maintenance fees. Such a party 
may be, for example, the finance office of a corporation or of 
a separate organization specializing in maintenance fee pay- 
ments. Under the procedure, a patent owner or other party may 
request a “payor number” for a particular “fee address” by 
writing to: Commissioner of Patents and Trademarks, Box M. 
Fee, Washington, D.C. 20231. Each request for a “payor num- 
ber” should include: 


—the “fee address” to be used by the Office, and 
—the telephone number of the fee addressee to be used to 
resolve problems. 


After receipt of a “payor number”, it may be used to indicate 
to the Patent and Trademark Office the “fee address” to be used 
in particular patents on which maintenance fees will become 
due and in applications in which issue fees have been or are 
being paid. Any request for entry of a “payor number” or “fee 
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address” in the Office records of a patent, however, must be 
signed by the patent owner or his or her attorney or agent of 
record. 

After a “payor number” has been assigned, it should be used 
in all future maintenance fee payments and related correspon- 
dence. However, where a “payor number” has not been pre- 
viously entered in the Office records for a patent, the mere 
indication of a “payor number” at the time of payment of the 
maintenance fee, without the signature of the patent owner or 
the owner’s attorney or agent of record, will not serve to make 
the “payor number” of record in the Office for that patent. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Oct. 19, 1984. 
[1048 O.G. 48] 


(46) Policy Regarding Storage, Retention and 
Availability of the Foreign Patent Documents in the 
Numeric Collection of the Patent & Trademark Office* 


The U.S. Patent and Trademark Office (PTO) maintains the 
largest collection of foreign patent documents in the United 
States. This collection is a major technical information resource 
that supports the patent examination function as well as the 
PTO’s mission of disseminating technical information. The 
collection is divided into two parts-the classified collection 
which is distributed among the examiners’ search files, and the 
numeric collection which is maintained by the PTO’s Scientific 
Library. A large portion of the numeric collection is in paper 
form, but it also includes considerable microfilm with some 
overlap between the two forms. Some of the documents are 
republished versions of earlier publications (e.g., unexamined 
and examined applications). One of the PTO’s objectives has 
been to reduce the bulky paper foreign patent files in the numeric 
collection by replacing them, where possible, with good quality 
microfilm and by eliminating duplicates. A number of other 
considerations bear on the management of this collection. Because 
of the importance of the collection, the PTO has established a 
policy intended to ensure the effective storage, retention, and 
availability of the foreign patent documents in its numeric 
collection. The purpose of this notice is to inform the public 
of this policy which is set forth below. 

The public is invited to consider and submit comments on 
the policy. Please address comments to: 


William S. Lawson 

Administrator for Documentation 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


General Policy 


The U.S. Patent and Trademark Office (1) is the National 
repository for all foreign patent documents, except design patents; 
(2) will maintain, in numerically retrievable collections, as many 
as possible of these documents for which there is or may be 
a reasonable level of need, and (3) will make these documents 
conveniently accessible to the PTO and to the public. 


Implementation 


1. The Scientific Library is responsible for policy implem- 
entation. 

2. At least all post-1920 foreign patent documents needed 
to meet “Minimum Documentation” requirements of the Patent 
Cooperation Treaty will be housed in the Scientific Library in 
either paper or microfilm form. 

3. All paper copies of foreign patent documents not needed 
to meet “Minimum Documentation” requirements will be housed 
either in the Scientific Library or other storage space in accor- 
dance with usage activity. The documents with greater activity 
will be housed in the Scientific Library until space therein is 
exhausted and the remaining documents will be housed in the 
other storage space. 

4. All foreign journals (official gazettes) will be housed in 
the Scientific Library. 
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5. All paper copies of foreign patent documents needed for 
copy request fulfillment will be stored in a form accessible for 
prompt retrieval. 

6. Whenever feasible, paper copies of foreign patent docu- 
ments will be replaced by good quality microfilm. 

7. 16mm roll microfilm will be the microform preferred for 
PTOuse and archival storage. If 16mm microfilm is not available 
or is unacceptable, the Library may decide, on a case-by-case 
basis, whether a different microform should be obtained. 

8. All microfilm of foreign patent documents intended for 
use by the PTO and the public will be housed in the Scientific 
Library. All archival microfilm will be housed in a facility that 
is suitable for the preservation and protection of the microfilm 
and for needed access. 

9. Paper copies of foreign patent documents will be disposed 
of if good quality microfilm of the corresponding documents 
is available in the Library, good quality archival microfilm is 
available in the PTO, and the PTO has the legal rights to sell 
paper copies made from the microfilm and to reproduce the 
microfilm for internal use; paper copies for which there is little 
or no demand may be disposed of despite the availability of 
only marginal-quality microfilm. Paper copies for which good 
quality microfilm is available in the Library, but for which the 
other conditions noted above are not met, will be retained, 
although they need not be stored in a form accessible for prompt 
retrieval. However, such documents will be stored in accordance 
with a procedure designed to ensure preservation of the docu- 
ments, adequate records of stored material and efficient utili- 
zation of space. 

10. Where an application has been republished, a decision 
will be made on a c”ountry-by-country” basis as to whether the 
duplicate version or versions of the initial document will be 
retained. The basis for this decision will be the current or 
anticipated utility of the duplicate documents to the PTO and 
the public. 

11. Collections of paper copies that are not needed by the 
PTO will be disposed of promptly. Such collections will first 
be offered, for a limited time, to developing countries through 
the World Intellectual Property Organization. Collections which 
cannot be disposed of in this manner may then be disposed of, 
preferably by offering them for sale, as part of some exchange, 
or as gifts. However, if unneeded paper copy collections cannot 
be disposed of in a beneficial manner within a reasonable period 
of time, they will be discarded. 

12. Requests for copies of foreign patent documents from 
within the PTO and from the public will be fulfilled promptly. 

13. Fees to the public for copies of foreign patent documents 
will be set at a level commensurate with full cost recovery and 
with the provision of prompt, efficient copy service. 

14. As the complete text of foreign patent documents is 
captured in electronic form and becomes retrievable, numeri- 
cally and otherwise, to the PTO and to the public, in the au- 
tomated patent system, paper copies will be disposed of and 
the retention of microfilm reconsidered. 

15. It is recognized that this policy does not provide for all 
possible circumstances regarding the foreign patent document 
collection and there may be limited instances where some 
deviation from the policy is justified. In such cases, the deviation 
will be justified in writing by the Program Manager of the 
Scientific Library and approved by the Administrator for Docu- 
mentation and the Assistant Commissioner for Patents. 


WILLIAM S. LAWSON, 
Administrator for 
Documentation. 


Nov. 26, 1984. 


[1052 OG 3] 


The PTO also maintains a very large, technologically classified collec- 
tion of foreign patent documents. This policy does not apply to the 
classified collection. 


Fees and Payment of Money 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
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Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent and trademark cases to establish fee 
related procedures and fees in amounts which would comply 
with the requirements of either Public Law 96-517 or H.R. 6260, 
dependent upon which is effective on Oct. 1, 1982. This action 
is necessary at this time in view of the requirements to establish 
fees and procedures contained in Public Law 96-517 and the 
requirements which would also be present under H.R. 6260 
enacted as a Public Law. This final rule is being issued in two 
sections with the first section relating to patent fees and the 
second section relating to trademark fees. This final rule is also 
being issued in alternative form so that the proper fees and 
procedures will become effective on Oct. 1, 1982, under either 
Public Law 96-517 or the Public Law which results from 
enactment of H.R. 6260. Thus, if Public Law 96-517 remains 
fully effective on Oct. 1, 1982, the rule changes contained herein 
which are common to Public Law 96-517 and H.R. 6260, as 
well as those specific to Public Law 96-517, contained in 
Alternative A of each section, will become effective. Upon 
enactment of H.R. 6260 as a Public Law prior to Oct. 1, 1982, 
the rule changes contained herein which are common to Public 
Law 96-517 and H.R. 6260, as well as those specific to H.R. 
6260, contained in Alternative B of each section, will become 
effective. Thus, the intended effect of this action is to adopt rules 
which will be effective on Oct. 1, 1982, establishing patent and 
trademark fees and procedures regardless of whether Public Law 
96-517 remains fully effective or whether H.R. 6260 has been 
enacted. 

Effective Date: Oct. 1, 1982. However, prior to Oct. 1, 1982, 
the Department of Commerce will publish a document confirm- 
ing the amendments under either Alternative A or Alternative 
B set forth herein depending upon enactment of H.R. 6260 as 
a Public Law. 

For Further Information Contact: As to the patent rules contact 
R. Franklin Burnett by telephone at (703) 557-3054 or by mail 
addressed to the Commissioner of Patents and Trademarks, 
Attention: R. Franklin Burnett, Rm. 3-11A13, Washington, D.C. 
20231. 

For Further Information Contact: As to the trademark rules 
contact Miss Maude Williams by telephone at (703) 557-2222 
or by mail addressed to the Commissioner of Patents and 
Trademarks, Attention: Miss Maude Williams, Rm. 3-11C17, 
Washington, D.C. 20231. 

Supplementary Information: 


Section I—Revision of Patent Fees 
Background 


A notice of proposed rulemaking was published in the Federal 
Register on June 28, 1982, at 47 FR 28042-28063 and in the 
Official Gazette on June 29, 1982, at 1019 O.G. 57-120. An 
oral hearing was held on July 9, 1982. Fourteen written letters 
and statements were submitted. Five persons testified at the oral 
hearing. Full consideration has been given to all of the letters, 
statements, and testimony. 


Objectives of Rule Changes 


These rule changes are designed primarily to implement the 
Patent and Trademark Office fees which are provided for by 
Public Law 96-517, or which would be set in, or provided for 
by, the Public Law resulting from H.R. 6260. 


Public Law 96-517 


Public Law 96-517 presently requires that fees be established 
by the Commissioner for the processing of patent applications 
from filing through issuance or abandonment, for maintaining 
a patent in force, and for providing all other services and 
materials related to patents. Public Law 96-517 requires that by 
Oct. 1, 1982, fees for the processing of patent applications, other 
than design patents, be set by the Commissioner to recover in 
aggregate 25 per centum of the estimated average cost to the 
Office of such processing. Similarly, fees for processing design 
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patents are to be set to recover in aggregate 50 per centum of 
the estimated average cost to the Office of such processing. By 
Oct. 1, 1982, fees for all other services or materials related to 
patents are to be set to recover the estimated average cost to 
the Office of performing the service or furnishing the material. 

Public Law 96-517 also requires that fees be set for main- 
taining all patents filed on or after Dec. 12, 1980, other than 
design patents, in force. It also requires that maintenance fees 
must recover 25 per centum of the estimated cost to the Office 
of processing patent applications, other than design patent 
applications, by the fifteenth fiscal year following Dec. 12, 1980. 
Under Public Law 96-517, the maintenance fees are due 3 1/ 
2, 7 1/2, and 11 1/2 years after grant of the patent. 

Public Law 96-517 is presently effective and this rule change 
is designed to implement the fee provisions of that law if it 
remains fully effective on Oct. 1, 1982. The changes which will 
become effective on Oct. 1, 1982, under Public Law 96-517 
(without enactment of H.R. 6260) are (1) the rule changes 
common to Public Law 96-517 and H.R. 6260, and (2) the rule 
changes under only Public Law 96-517, which appear in Al- 
ternative A. 


H.R. 6260 


On June 8, 1982, the House of Representatives passed H.R. 
6260. H.R. 6260 would establish a number of statutory fees 
which the Commissioner is required to charge. Among the more 
significant of these are fees for filing a patent application, 
issuing, and maintaining a patent in force. The fees for filing 
a patent application and issuing a patent would be set forth in 
§ 41(a) of Title 35, United States Code, as proposed to be 
amended by H.R. 6260. Certain other fees, such as appeal fees, 
the fee for filing a disclaimer, and fees for filing petitions seeking 
to revive an abandoned application and for extensions of time, 
would also be set in § 41(a) of Title 35, United States Code. 
Section 41(b) of ‘Title 35, United States Code, as proposed to 
be amended by H.R. 6260, would set forth the fees for main- 
taining a patent in force. These fees would be due 3 1/2, 7 1/ 
2, and 11 1/2, years after grant of the patent or within a grace 
period of six months thereafter. Section 41(c) of Titie 35, United 
States Code, as proposed to be amended by H.R. 6260, would 
provide for the acceptance of maintenance fees after the statu- 
tory grace period under certain conditions and with certain 
effects. 

H.R. 6260 would also provide for the reduction by 50 per 
centum in the fees paid under § 41(a) and (b) of Title 35, United 
States Code, by independent inventors, small business concerns, 
and nonprofit organizations, who meet the definitions estab- 
lished, and to be established therefor. 

Section 41(d) of Title 35, Untied States Code, as proposed 
to be amended by H.R. 6260, would also provide that the 
Commissioner establish fees for all other processing, services, 
or materials related to patents which are not covered in § 41(a)- 
(c) of Title 35, United States Code, to recover the estimated 
average cost to the Office of the processing, services, or ma- 
terials. 

The changes which will become effective on Oct. 1, 1982, 
upon enactment of H.R. 6260 as a Public Law prior to Oct. 1, 
1982, are (1) the rule changes common to Public Law 96-517 
and H.R. 6260, and (2) the rule changes under H.R. 6260, which 
appear in Alternative B. H.R. 6260 includes other provisions 
which would be the subject of other proposals for rulemaking. 


Discussion of Significant Changes 


This rulemaking places into the appropriate sections of Title 
37, Code of Federal Regulations, the various fees which are due 
on filing, during the pendency of a patent application, or during 
the term of a patent. A number of significant changes are made 
in order to implement either Public Law 96-517 or H.R. 6260. 

Under H.R. 6260, and Alternative B of this rule making, fees 
under § 41(a) and (b) of Title 35, United States Code, would 
be reduced by 50 per centum for independent inventors, small 
business concerns, and nonprofit organizations. H.R. 6260 would 
give the Commissioner authority to establish regulations defin- 
ing independent inventors and nonprofit organizations. H.R. 
6260 defines small business concerns by reference to § 3 of 
the Small Business Act and regulations established by the Small 
Business Administration. This rulemaking, in Alternative B, 
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implements the fee system which would be established by H.R. 
6260 and lists all applicable fees. 


*e ee * 


Another significant change relates to fees established under 
Public Law 96-517 and which would be established by H.R. 
6260 for petitions for extensions of time to take actions required 
by the Commissioner in an application. H.R. 6260 would es- 
tablish a fee of $50 for filing a petition for a first one-month 
extension of time, an additional fee of $100 for filing a petition 
for a second one-month extension of time which would expire 
two months after the end of the time period set for taking action, 
and an additional fee of $200 for filing a petition for a third 
one-month extension of time which would expire three months 
after the end of the time period set for taking action. A fourth 
one-month extension with an additional fee of $200 could be 
requested if additional time was available under the statute. 
Under H.R. 6260, the Commissioner would have authority to 
issue regulations providing when, within any maximum time 
period permitted by statute, petitions for extensions of time, and 
the required fee therefor, may be filed. The Commissioner would 
also not be precluded by H.R. 6260 from waiving the fee for 
filing a petition for an extension of time where the Office extends 
the period due to equity considerations or sufficient cause. This 
rulemaking implements the extension of time provisions of H.R. 
6260 by permitting applicants in the majority of situations to 
file the petition for an extension of time and the fee at the time 
of and along with the filing of the response for which a non- 
statutory or shortened statutory time period has been set. This 
will reduce the amount of paperwork involved and should 
significantly reduce the expenses of applicants and the Office 
since resources now devoted to the separate processing of 
petitions for extensions of time will no longer be required to 
be expended thereon. The fees are set to provide a proper control 
on the number of extensions of time given. The same procedures 
relating to extensions of time which would be established under 
Alternative B and H.R. 6260 will also be established under 
Alternative A and Public Law 96-517. Thus, whether the rules 
are effective on Oct. 1, 1982, under Public Law 96-517 and 
Alternative A, or under H.R. 6260 and Alternative B, the same 
procedures for obtaining extensions of time will be in effect with 
the only differences being in the amount of the fees. 

Another significant change relates to the me nr of 
the fee for revival of an unintentionally abandoned applicati 
which would be authorized under H.R. *6260. H.R. 6260 _—- 
establish two different fees for filing petitions with different 
standards to revive abandoned patent applications. The same 
two fees would be applicable to petitions to accept the delayed 
payment of the fee for issuing a patent. Under H.R. 6260, a fee 
of $50 is established in § 1.17(1) for filing a petition for revival 
under §§ 133 or 151 of Title 35, United , in accor- 
dance with standards presently in effect where the delay result- 
ing in the abandonment, or the delay in payment of the issue 
fee, was unavoidable. Under H.R. 6260, a fee of $500 is es- 
tablished in § 1.17(m) for filing each petition for revival, or for 
acceptance of the delayed payment of an issue fee, where the 

abandonment or the failure to pay the issue fee was uninten- 
tional. A mere statement that abandonment was unintentional 
plus the $500 fee is all that is required in this case for this purpose. 
Under H.R. 6260 and this rulemaking an applicant would have 
a choice of which petition and fee to file seeking revival de- 
pending on the circumstances involved. The changes discussed 
in this cannot be made effective without enactment 
of H.R. 6260 as a Public Law. 

— sie Ce eetin Se On Oe Sa 
petitions which have, in some cases, ‘ore, been decided 
without a charge. These fees are established under Public Law 
96-517 and are ided for by ee 
Title 35, United sotiein, which would be introduced by H. 
6260. Under § 41 of Title 35, United States Code, as po ws 
by Public Law 96-517 or as it would be amended by H.R. 6260, 
fees are authorized for the processing of various petitions desiring 


those petitions which are supervisory in nature. For example, 
where applicants are petitioning from an allegedly improper 
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action of the examiner, it is felt that such petitions should be 
processed and decided without charge since they are not asking 
for any special privilege but are attempting to correct an alleg- 
edly incorrect Office holding. The changes discussed in this 
paragraph will be in effect on Oct. 1, 1982, whether the rules 
become effective under Public Law 96-517 and Alternative A, 
or under H.R. 6260 and Alternative B. 

Many of the fees currently set forth in § 1.21 are being 
increased to reflect the cost of currently performing that 
service. 


Discussions of Specific Sections Changed 


The sections changed are grouped in this proposal under three 
different categories. Those changes which are common to Public 
Law 96-517 and H.R. 6260 appear first and are numbered 1- 
54. Those changes which relate only to Public Law 96-517 
appear as Alternative A and are numbered 55-62. Those changes 
which are dependent upon enactment of H.R. 6260 appear as 
Alternative B and are numbered 63-71. The changes common 
to Public Law 96-517 and H.R. 6260 will become effective on 
Oct. 1, 1982, whether or not H.R. 6260 is enacted as a Public 
Law. 


*ee*& * 


Upon enactment of H.R. 6260 as a Public Law prior to Oct. 
1, 1982, Alternative B will become effective on Oct. 1, 1982, 
in which case Alternative A will not become effective. 


Rule Changes Common To Public Law 
96-517 and H.R. 6260 


The following sections are changed, effective Oct. 1, 1982, 
under either Public Law 96-517 or H.R. 6260: 


Section 1.11 is amended to change the reference for the 
reexamination request fee to § 1.20(c). 

Section 1.12 is amended to break the section into four 
paragraphs. Paragraph (a) maintains current practice but adds 
specific reference to § 1.19(a)(S) which sets the cost of copies. 

Paragraph (b) maintains current wording except for insertin ig 
“patent” after “abandoned” and changing “his” to “applicant” :' 
Paragraph (c) includes new language relating to obtaining copies 
of assignment records not open to the public. Access can be 
obtained only with the applicant’s permission or by petition with 
fee to the Commissioner for such access in particular situations. 
No change in the showing required by petition to obtain access 
is intended by this amendment. Paragraph (d) contains present 
language except for reference to the specific rule which sets forth 
the charge for time consumed in making assignment searches. 

New paragraph (e) of § 1.14, sets forth the two ways in which 
access can be obtained to patent applications which are not open 
to the public. The two ways are (1) by Aa ere and paying 
the petition fee and approval of the Commissioner of such 
petition and (2) by obtaining written approval from the applicant. 

New § 1.19 provides fees for copies of various documents 
supplied by the Office. The fees have been grouped into 5 
paragraphs. New paragraph (a) provides fees for uncertified 
— an oe (a)(1) and (2) indicate the prices of 

Sub-paragraph (a)(3) — a single 

an application, as filed, for each 50 pages, 

or fraction thereof. This should make it much easier 

to determine the amount of the required fee. Steen OX®) 

sets a single fee for a copy of each 100 pages, or fraction thereof, 

of a patent file wrapper. Subparagraph (a)(5) provides for a 

charge of 30 cents per page for copies of Office records other 

than those covered by subparagraphs (a)(1) through (4). 

ee (a)(6) provides a fee for a microfiche copy of a 
microfic 


ee. 19 sets fees for certified copies of Office 
(b)(1) sets a fee for certifying Office 

ey = Sctpeteot aes apenye setae page= pee yng 
assignment records, preparing an abstract of the title and cer- 
tification thereof. subparagraph (OX) (b)(3) provides a ‘ee for 
copies not prepared by the Office prior to certifi- 

ion i provide basis for certificanon. Paragraph 
1.19(c) sets the fees for subscribing to all of the patents issued 
annually in particular subclasses. This charge is in addition to 


fee cc a oe 
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the normal copy charge under § 1.19(a)(1) and (2). Paragraph 
1.19(d) sets the fee for providing patent copies to libraries under 
35 U.S.C. 13. Paragraph 1.19(e) provides fees for lists of United 
States patents in particular subclasses. 

Section 1.21 is amended to contain those miscellaneous fees 
which do not relate to the topics covered in §§ 1.16-1.20. All 
of the fees in § 1.21 are established under the authority given 
the Commissioner by 35 U.S.C. 41(d) as amended by Public 
Law 96-517 or as proposed in H.R. 6260. Paragraph 1.21(a) 
establishes fees for admission to the examination for registration 
to practice, registration, reinstatement and issuance of certifi- 
cates of good standing of patent attorneys and agents. Sub- 
paragraph 1.21(b)(1) sets forth the fee for establishing and 
reinstating deposit accounts, while subparagraph 1 .21(b)(2) sets 
forth the fee due when the balance at the end of each month 
is below $40. Paragraph 1.21(c) sets the fee for filing a disclosure 
document. Paragraph 1.21(d) sets the fee for renting a delivery 
box. Paragraph 1.21(e) sets the fee for an international-type 
search report. Although all national applications now receive 
what is known as an international-type search, if a report thereof 
is desired in addition to an Office action, the fee set in § 1.21(e) 
is required. Paragraph 1.21(f) sets a fee for searching Office 
records for purposes not otherwise specified. Paragraph 1.21(g) 
sets the fee for tokens for copying machines. Paragraph 1.21(h) 
sets the fee for recording assignments, agreements, and other 
documents. Paragraph 1.21(i) sets forth the fee for publishing 
a notice of availability of a patent for licensing or sale in the 
Official Gazette. Paragraph 1.21(j) sets the fee for the Office 
providing a duplicate or replacement of a permanent Office user 
pass. Paragraph 1.21(k) indicates that the Commissioner may 
specify charges for items and services not otherwise specified 
at a level to recover the actual cost of providing such an item 
or service by the Office. 

Section 1.24 is revised so that the denomination of coup- 
ons sold by the Office will be in more convenient a- 
mounts. 

Section 1.25 is amended to provide, in paragraph (a), a 
reference to the fee for establishing a deposit account and a 
service charge if the end of the month balance is below $40.00. 
Paragraph (b) is amended by revising the present sentence to 
refer to post-issuance fees and by adding a second sentence 
which would specifically provide in the regulations for the 
possibility of an applicant giving a general authorization to 
charge any fee due under §§ 1.16-1.18 in a particular application 
to a deposit account during the entire pendency of the appli- 
cation. 

This general authorization would not apply after the patent 
issues, €.g., to maintenance fees. The last sentence of paragraph 
(b) permits fees during reexamination to be charged to a deposit 
account by filing an authorization with the request for reexami- 
nation. 

Section 1.26 is amended to provide in paragraph (a) that a 
withdrawal of a request for an oral hearing will not entitle 
appellant to a refund. Paragraph 1.26(a) raises the amount which 
will not be refunded without specific request from fifty cents 
to one dollar. Paragraph (b) relating to refunds of international 
search fees during subsequent examination of a national appli- 
cation is deleted since such refunds are now covered by reduc- 
tions in the appropriate fees paid under § 1.445 rather than solely 
by direct refunds. Paragraph (c) is amended to bring the spelling 
of “requester” into conformance with that used in other sections 
of the regulations. 

Section 1.45 is amended to provide in paragraphs (b) and 
(c) for a petition and petition fee to be filed to correct misjoinder 
of inventorship situations in pending applications. The fee will 
cover the additional time required by the Office to process such 
applications. 

Section 1.47 is amended to provide for petitions and fees 
for filing applications signed by less than all inventors, or a 
person not the inventor. 

Section 1.51 is amended to refer to the filing fees in new 
§ 1.16 and to add a new paragraph (c) indicating that applicants 
may file authorizations to charge fees required under any of 
§§ 1.16-1.18 to deposit accounts. 

Section 1.52 is amended to add a reference in paragraph (a) 
to new paragraph (d). New paragraph (d) provides in the rules 
for filing an application in a language other than English if a 
verified English translation and fee under § 1.17(k) are timely 
submitted. 
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Section 1.55 is amended in paragraph (b) to require a petition 
and fee for processing priority papers submitted after the issue 
fee is paid. 

Section 1.75 is amended to add a reference to § 1.16 and 
a sentence referring to the fee for multiple dependent claims 
set forth in § 1.16(d). 

Section 1.85 is amended to delete the sentence relating to 
mounting of informal drawings. 

Section 1.86 is removed to delete the reference to the Office 
draftsman making drawings since such service is no longer 
available. 

Section 1.102 is amended by revising paragraph (a) and 
adding new paragraphs (c) and (d). Revised paragraph (a) refers 
to paragraph (b) and added paragraphs (c) and (d). Paragraph 
(c) requires a petition but no fee where the basis for the petition 
to make special is the applicant’s age or health or the impact 
of the invention on improving the environment or conservation 
of energy. Paragraph (d) requires a petition and the fee set forth 
in § 1.17(i) for petitions to make special on grounds other than 
those above. 

Section 1.103 is amended in paragraph (a) to provide for 
filing a petition and the fee set forth in § 1.17(i) for a suspension 
of action except that no fee would be required where the reason 
for the suspension is the fault of the Patent and Trademark Office. 
Paragraph (b) is amended to clearly indicate that suspensions 
are directed to actions by the Office and not responses by the 
applicant. 

Section 1.104, paragraph (d) is amended to change the fee 
reference to correspond to § 1.21(e). 

Section 1.134 is added to indicate that unless applicant is 
notified of any non-statutory or shortened statutory period in 
an Office action, a maximum period for response of six months 
is allowed. 

Section 1.135 is amended to provide that if no response is 
filed within the time set in the Office action under § 1.134 or 
as it may be extended under § 1.136, the application will be 
abandoned unless an Office action indicates that another con- 
sequence, such as disclaimer, will take place. Paragraph (b) is 
amended to include a reference to paragraph (a). Paragraph (c) 
is amended to add that applicant’s reply must be a bona fide 
attempt to respond as well as to advance the case to final action 
in order for applicant to be given an opportunity to supply any 
omission. 

Section 1.136 is amended to revise the title and provide for 
two distinct procedures to extend the period for action or re- 
sponse in particular situations. The procedure which is available 
for use in a particular situation will depend upon the circum- 
stances. Paragraph 1.136(a) permits an applicant to file a petition 
for extension of time and a fee as in § 1.17(a), (b), (c)}, or (d) 
up to four months after the end of the time period set to take 
action except (1) where prohibited by statute, (2) in interference 
proceedings, or (3) where applicant has been notified otherwise 
in an Office action. The petition and fee can be filed prior to 
or with the response. The filing of the petition and fee will extend 
the time period to take action up to four months dependent on 
the amount of the fee paid except in those circumstances noted 
above. Paragraph 1.136(a) will effectively reduce the amount 
of paperwork required by applicants and the Office since the 
extension will be effective upon filing of the petition and payment 
of the appropriate fee and without acknowledgment or action 
by the Office and since the petition and fee can be filed with 
the response. Paragraph (b) provides for requests for extensions 
of time upon a showing of sufficient cause when the procedure 
of paragraph (a) is not available. Although the petition and fee 
procedure of § 1.136(a) will normally be available within 4 
months after a set period for response has expired, an extension 
request for cause under § 1.136(b) must be filed during the set 
period for response. The sentence in paragraph (b) relating 
to who may grant an extension under paragraph (b) is elim- 
inated thereby providing additional flexibility to designate 
persons to act on requests under paragraph (b). Exten- 
sions of time in interference proceedings are governed by § 
1.245. 

Section 1.165, paragraph (b) is amended to delete therefrom 
the last sentence which refers to a fee for mounting copies. Since 
little or no need has been found for this provision in the rules, 
it is deleted. 

Section 1.171, as amended, adds a reference to § 1.19(b)(2) 
which sets forth the fee for title reports. 
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Section 1.177 is amended to require a petition and fee as 
set forth in § 1.17(i) where it is desired that divisions of a reissue 
issue on different dates. 

Section 1.181 is amended to indicate in paragraph (d) that 
if a petition to the Commissioner is filed under the provisions 
of a section which requires a petition fee and the required fee 
is not paid, the petition will be dismissed. The amendment to 
paragraph (g) deletes the reference to § 1.183. 

Section 1.182 is amended to add a sentence requiring any 
petition filed under this section to be accompanied by the petition 
fee set forth in § 1.17(h). 

Section 1.183 is amended to specifically refer to the inherent 
authority of the Commissioner to suspend or waive the rules 
at the Commissioner’s initiative. The amendment also indicates 
the Commissioner’s authority to designate others to act for the 
Commissioner in appropriate circumstances. The rule language 
also requires the payment of the petition fee set forth in § 1.17(h) 
if a petition to suspend or waive the rules is filed. 

Section 1.191 is amended to change the fee reference for 
filing a notice of appeal to § 1.17(e) and delete the word 
“primary” since some actions which are subject to appeal are 
not made by a “primary” examiner. 

Section 1.192, paragraph (a), is amended to refer to the fee 
for filing an appeal brief set forth in § 1.17(f). The present 
language requiring a showing of sufficient cause for extensions 
of time for filing the brief and an indication that an oral hearing 
is desired at the time of filing the brief are removed from 
paragraph 1.192(a). Underthe amendment to paragraph 1.192(a), 
the provisions of § 1.136 will apply to extensions of time for 
filing the brief. The time for requesting an oral hearing is now 
set in § 1.194(b). 

Section 1.194 is amended to revise paragraphs (b) and (c) 
to refer to the fee for oral hearing in § 1.17(g) and to indicate 
in paragraph (b) that any request for an oral hearing must be 
made within one month after the mailing date of the examiner’s 
answer. 

Section 1.197, paragraph (b), is amended to modify the last 
sentence relating to extensions of time to make the provisions 
of § 1.136 applicable thereto. Paragraph 1.197(b) is also amended 
to limit requests for rehearing, reconsideration or modification 
of a Board decision to one. This wili not significantly change 
present practice since such requests are now required to be filed 
within thirty days from the date of the original decision. 

Section 1.231, paragraph (a)(1), is amended to change the 
reference to the fee for filing a request for reexamination to § 
1.20(c). 

Sections 1.245 and 1.246 are amended to indicate that the 
provisions of § 1.136 do not apply to time periods in interfer- 
ences. 

Section 1.263 is amended to add a reference to the fee for 
filing a disclaimer contained in § 1.20(d). 

New section 1.268 is added to provide a rule relating to the 
filing of interference settlement agreements. The rule generally 
follows 35 U.S.C. 135(c) and provides for filing of petitions and 
fees in paragraphs 1.268(b) and (c). 

Section 1.292, paragraph (a), is amended to require the 
payment of the fee set forth in § 1.17(j) with any petition for 
the institution of public use proceedings. 

Section 1.304, paragraph (a), is amended to provide for 
extension of the time period for filing an appeal or civil action 
to be subject to the provisions of § 1.136 and refer to the Court 
of Appeals for the Federal Circuit rather than to the Court of 
Customs and Patent Appeals. 

Section 1.311 is amended to designate the present section 
as paragraph (a) and revise it in several ways. Paragraph (a) 
indicates that the notice of allowance will be sent to the cor- 
respondence address as indicated under § 1.33. The issue fee 
(§ 1.18) is indicated as being due 3 months from the date of 
mailing of the notice of allowance. Paragraph 1.311(b) permits 
an authorization to be filed either before or after the mailing 
of the notice of allowance to charge the issue fee to a deposit 
account. 

Section 1.312 is amended to divide the section into two 
paragraphs and require a petition and payment of the fee under 


§ 1.17(i) for any amendment filed after payment of the issue | 


fee. 

Section 1.313 is amended to provide in paragraph (a) clear 
basis for the Office withdrawing applications from issue on its 
own initiative or upon petition by applicant accompanied by 
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the petition fee set forth in § 1.17(i). Any accompanying 
amendment must comply with the requirements of § 1.312. 
Paragraph (b) clarifies when an application will be withdrawn 
from issue after assignment of the issue date and patent number. 

Section 1.314 is amended to revise the wording to eliminate 
reference to a portion of the issue fee and adds reference to the 
possibility that an application in which the issue fee was paid 
can be withdrawn from issue under § 1.313 or the issuance 
thereof deferred pursuant to a petition by the applicant and the 
payment of the petition fee under § 1.17(i). 

Section 1.321 is amended to include references in both 
paragraphs (a) and (b) to the statutory disclaimer fee in§ 1.20(d) 
and delete the reference to § 1.21. 

Section 1.324 is amended to include reference to the fee in 
§ 1.20(b) and change the word “application” to “petition”. 

Section 1.331, paragraph (a), is amended to add a new 
sentence which gives the citation of the fee for recording as- 
signments and to indicate that instruments recorded on the 
Government register under Part 7 of Title 37, Code of Federal 
Regulations, do not require payment of such fee. 

Section 1.332 is amended to refer to the fee in § 1.21(h) for 
recording an assignment. 

Section 1.334 is amended to divide the rule into three para- 
graphs and also require an address of the assignee so that 
correspondence can be directed to the assignee if required. New 
paragraph (c) provides for filing a petition and the fee set in 
§ 1.17(i) seeking to have the patent issue to the assignee where 
such assignment has not been recorded at the time the issue fee 
is paid. 

Section 1.341, paragraph (h), is amended to refer to the fee 
set forth in § 1.21(a)(2) for registration of an attorney or agent. 

Section 1.347 is amended to add a sentence referring to the 
fee set forth in § 1.21(a)(3) for reinstatement of an attorney or 
agent. 

Section 1.445 is amended to increase the PCT transmittal fee 
and search fee to a level needed to cover the cost of performing 
the required functions. Paragraph 1.445(a)(2) is also amended 
to provide, in effect, for a reduction in the international search 
fee due to the United States Patent and Trademark Office as 
an International Searching Authority where a corresponding 
United States national application with fee has been filed. In 
addition, paragraph 1.445(a)(4) is amended to credit the national 
fee required under § 1.16(a)-(d) where an international search 
fee has been paid on the corresponding international application 
to the United States as an International Searching Authority. 
Where the amount of the credit is in excess of that required for 
the national fee a request for a refund of the excess under § 
1.446(b) may be filed at the time of paying the national fee. 
The supplemental search fee for inventions in addition to the 
first, where lack of unity of invention has been found, is reduced 
since the present fee is more than is required to cover the costs. 
The national fee amount is the same as the national application 
filing fees in § 1.16(a)-(d). 

Section 1.446(b) is revised to permit a refund of a portion 
of the search fee to the extent set forth in § 1.445(a)(4), if such 
refund is requested at the time of paying the national fee. 

Section 1.451 is amended in paragraph (b) to revise the 
citation of the fees for a certified copy. 

Section 1.510 is amended to cite the section which sets forth 
the fee for requesting reexamination. There is no change in the 
amount of this fee. 


*e eK * 


Alternative B—Rule Changes Under H.R. 6260 


The following sections will become effective on Oct. 1, 1982, 
upon enactment of H.R. 6260 as a Public Law prior to that date: 


Section 1.16 in Alternative B establishes in the regulations 
those statutory fees which would be charged by the Commis- 
sioner for filing patent applications under H.R. 6260. Section 
1.16 also includes additional filing fees set in 35 U.S.C. 41(a)(1) 
to cover the cost of examining complexities presented by certain 
applications, e.g., applications containing more than a specified 
number of claims and any application containing a multiple 
dependent claim. Section 1.16 also provides that fees will be 
charged when the number of claims is increased above the 
specified number or when a multiple dependent claim is first 
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presented, whether on filing or at a later point in process- 
ing. 

Under 35 U.S.C. 41(a) as it would be amended by H.R. 6260, 
the filing fee for an original patent, except in design or plant 
cases, is $300. In addition, on filing or on presentation at any 
other time, $30 is due for each claim in independent form which 
is in excess of three, $10 is due for each claim (whether inde- 
pendent or dependent) which is in excess of twenty, and $100 
is due for each application containing a multiple dependent 
claim. The latter fee is a one-time charge per application due 
the first time a multiple dependent claim is presented for ex- 
amination. For the purpose of computing fees, a multiple de- 
pendent claim as referred to in § 112 of Title 35, United States 
Code, or any claim depending therefrom, is considered as separate 
dependent claims in accordance with the number of claims to 
which reference is made. 

The fees in § 1.16 are reduced by 50 per centum for appli- 
cations filed by small entities, i.c., independent inventors, 
nonprofit organizations and small business concerns, in accor- 
dance with H.R. 6260. Therefore, two fees are listed under each 
paragraph. tak ; 

New § 1.16 relates to application filing fees. Paragraph (a) 
sets a basic filing fee of $300 which will be required in all origina! 
patent applications. The term “original” as used in the regula- 
tions means “non-reissue”. An “original” application can be a 
first filing, a division, a continuation, or a continuation-in-part 
application. Paragraph 1.16(b) provides for an additional fee of 
$30 for each independent claim in excess of 3 in an original 
application. New paragraph 1.16(c) provides for an additional 
fee of $10 for each claim in excess of 20, whether independent 
or dependent. A multiple dependent claim is considered to be 
that number of claims to which direct reference is made. Also, 
any claim which refers to a multiple dependent claim is con- 
sidered for fee calculation purposes to be the number of claims 
to which direct reference is made in the multiple dependent 
claim. Paragraph 1.16(d) provides for a new fee of $100 in each 
application which contains one or more multiple dependent 
claims. The note following paragraph 1.16(d) is intended to 
clearly indicate that the applicant, attorney, or agent may pay 
any additional fees required under paragraphs (b), (c) and (d) 
of § 1.16, or cancel such claims without payment of such 
additional fees, either at the time of filing or by the time a 
response is due to any notice of fee deficiency mailed by the 
Office. If the fees are not paid or the claims cancelled by the 
end of the period set for response to the notice of fee deficiency, 
the application will be held abandoned. New paragraph 1.16(e) 
establishes the amount of the surcharge for filing the basic filing 
fee or oath or declaration on a date later than the filing date 
of the application. This fee is being established at this time, but 
will only be made effective when the statutory authority for the 
late filing of the fee or the oath or declaration becomes effective 
under 35 U.S.C. 111, as it would be amended by H.R. 6260. 
New paragraph 1.16(f) provides for a filing fee of $125.00 for 
a design application. 

Paragraphs 1.16(g) and (h) incorporate into the regulations 
the filing fees for plant and reissue applications. 

Paragraphs 1.16(i) and (j) set forth the additional claim fees 
required in reissue applications based on claims in excess of 
those in the original patent. 

New § 1.17 relates to patent application processing fees 
which are normally due during the time a patent application is 
pending. New paragraphs (a), (b), (c) and (d) provide for the 
payment of an extension fee for obtaining an automatic exten- 
sion of time upon filing a petition as provided for in § 1.136(a). 
The extension fee can be paid during the period for which an 
extension of time to respond is desired, or after the original 
period for response has expired, provided that any maximum 
statutory period which may apply has not expired. The fees set 
forth in § 1.17 are the total fees required under § 1.136(a) for 
the periods indicated and any extension fee previously paid to 
extend a particular period is credited toward the total extension 
fee required. Paragraph (e) sets forth the fee for filing a notice 
of appeal to the Board of Appeals. Paragraph (f) sets forth the 
fee for filing an appeal brief for appellant. Paragraph (g) provides 
for a new fee for requesting an oral hearing before the Board 
of Appeals. Paragraphs (h) and (i) set forth fees which will be 
required with petitions to the Commissioner under those sections 
of the regulations which specifically indicate that such petition 
fees are required. The amount of the fees are set at two levels 
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based on the degree of complexity of the petitions in order to 
recover the estimated average cost to the Office of processing 
the petitions. Paragraph (j) provides for a fee to be paid with 
any petition for institution of a public use proceeding to cover 
the estimated average cost of such a proceeding. Paragraph (k) 
sets forth a new fee for processing an application filed with a 
non-English language specification. The fee will cover the 
additional processing costs involved in such applications. New 
paragraph (1) incorporates into the regulations the fee which 
will be charged for filing a petition to revive or to accept late 
payment of the issue fee where the delay was unavoidable. New 
paragraph (m) incorporates into the regulations the fee which 
will be established in 35 U.S.C. 41(a)7, as amended by H.R. 
6260, to be charged for a petition for the revival of an unin- 
tentionally abandoned application for patent or for the uninten- 
tionally delayed payment of an issue fee. 

Since paragraphs 1.17(h), (i), (j) and (k) are established under 
the authority given the Commissioner under 35 U.S.C. 41(d) 
as it would be amended by H.R. 6260, only one level of fee 
is set. H.R. 6260 only provides for the reduction of fees charged 
to small entities of those fees established in 35 U.S.C. 41(a) and 
(b). 

New § 1.18 sets the amount of the issue fees specified by 
H.R. 6260. New paragraph (a) establishes an issue fee of $500.00 
for all original and reissue patents except for designs and plants. 
New paragraph (b) sets the amount of the issue fee for a design 
patent. New paragraph (c) sets forth the issue fee for a plant 
patent. All fees in § 1.18 will be reduced by 50 per centum for 
small entities. 

New § 1.20 sets fees for various post-issuance functions 
performed by the Office. New paragraph (a) sets forth a fee for 
providing a certificate of correction of an applicant’s mistake. 
New paragraph (b) sets a fee to accompany a petition to correct 
inventorship in a patent under § 1.324. New paragraph (c) 
transfers the $1,500.00 fee for requesting reexn from present 
§ 1.21(x) to this new section. New paragraph (d) provides for 
a fee for filing a disclaimer under § 1.321. Maintenance fees 
required by Public Law 96-517 and which would be set in H.R. 
6260 are placed in this section. Specific maintenance fees, which 
are required by Public Law 96-517, for those patents resulting 
from applications filed on and after Dec. 12, 1980 and up to 
the date of enactment of H.R. 6260 are being established at this 
time in paragraphs 1.20(e)-(g). New paragraphs 1.20(h)-(j) 
incorporate into the regulations the maintenance fees which 
would be provided in 35 U.S.C. 41(b) by H.R. 6260. The fees 
in paragraphs 1.20(a)-(c) are only set at one level because they 
are established under 35 U.S.C. 41(d). The fees in paragraphs 
1.20(e)-(g) are only set at one level because they are established 
under Public Law 96-517 and are not subject to reduction for 
small entities. The details implementing the payment of main- 
tenance fees are not being established at this time. 

Section 1.66 is amended to provide for the use of an apostille 
of a foreign official to attest to oaths or affirmations made in 
foreign countries in accordance with 35 U.S.C. 115 and 261, 
as amended by H.R. 6260. 

Section 1.137, as amended, designates the existing section 
as part of paragraph (a), adds a reference to the new fee under 
§ 1.17(1) fora petition for revival where the delay which resulted 
in abandonment was unavoidable, indicates that the petition 
must be promptly filed, and states when the showing that the 
delay was unavoidable must be verified. New paragraph 1.137(b) 
provides for filing a statement and a fee under § 1.17(m) for 
revival of an application which was unintentionally abandoned, 
and also indicates when such petitions can be filed. Paragraph 
(c) requires that any petition for revival under paragraph (a) of 
§ 1.137 be promptly filed and that a terminal disclaimer, equiva- 
lent to the period of abandonment of the application, be filed 
with any petition under paragraph (a) filed more than six months 
after the date of abandonment. 

Section 1.155 is amended to refer in paragraph (a) to § 1.18(b) 
which sets forth the issue fee for a design application. Paragraph 
1.155(b), as amended, includes a reference to the fee for delayed 
payment of the issue fee set forth in § 1.71(1) where the delay 
in payment was unavoidable, indicates that the petition must 
be promptly filed, and states when showings that the delay was 
unavoidable must be verified. New paragraph 1.155(c) provides 
for acceptance of the late payment of the issue fee where the 
delay was unintentional upon petition and payment of the fee 
set forth in § 1.17(m). New paragraph 1.155(c) also indicates 
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when such petitions can be filed. Paragraph 1.155(d) is added 
to require a terminal disclaimer equivalent to the period of 
abandonment of the application where petition under paragraph 
d) of § 1.155 is not filed within six months of the date of 
abandonment. 

Section 1.316 is amended to implement the statutory pro- 
visions of 35 U.S.C 41(a) with regard to petition fees for revival 
of applications abandoned for failure to pay the issue fee. 
Paragraph (b) is amended to provide for petitions for revival 
with the fee in § 1.17(1) where the delay in payment was 
unavoidable, to indicate that the petition must be promptly filed, 
and to state when showings that the delay was unavoidable must 
be verified. Paragraph (c) is added to provide for petitions for 
revival with the fee in § 1.17(m) where the delay was uninten- 
tional. New paragraph (c) also indicates when such petitions 
can be filed. Paragraph (d) is added to require a terminal dis- 
claimer equivalent to the period of abandonment of the appli- 
cation where a petition under paragraph (b) of § 1.316 is not 
filed within six months of the date of abandonment. 

Section 1.317 is amended to implement the statutory pro- 
visions of 35 U.S.C. 41(a) with regard to petition fees for patents 
lapsed for failure to pay the remaining balance of the issue fee. 
Paragraph (a) is amended to show that it applies only to patents 
in which the issue fee was paid prior to Oct. 1, 1982. Issue fees 
paid on or after that date will be in accordance with § 1.18. 
Paragraph (b) is amended to provide for petitions with the fee 
in § 1.17(1) where the delay in payment was unavoidable, to 
indicate that the petition must be promptly filed, and to state 
when showings that the delay was unavoidable must be verified. 
Paragraph (c) is added to provide for petitions with the fee in 
§ 1.17 (m) where the delay was unintentional. New paragraph 
(c) also indicates when such petitions can be filed. Paragraph 
(d) is added to require a terminal disclaimer equivalent to the 
period of lapse of the patent where a petition under paragraph 
(b) of § 1.317 is not filed within six months of the date of lapse. 


Response to Comments on the Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the written comments and 
the oral testimony, were considered in adopting the changes set 
forth herein. 

Written comments were received from three patent law groups 
and eleven individuals. The three patent law groups were (1) 
the American Patent Law Association whose membership in- 
cludes several thousand lawyers involved in the practice of law 
before the U.S. Patent and Trademark Office; (2) the Patent, 
Trademark and Copyright Section of the Virginia State Bar; and 
(3) the Patent, Trademark and Copyright Law Section of The 
Bar Association of the District of Columbia. 

Oral comments were presented at the hearing on behalf of 
two patent law groups and by 3 individuals on their own behalf. 

These comments appear below along with responses thereto. 
Comments received relating to §§ 1.9, 1.27 and 1.28 and the 
forms of Part 3 are not discussed in substance in this rule change 
since additional time for submitting written comments is pro- 
vided until Aug. 13, 1982. All comments presented to these rules 
will be discussed in a later rule promulgation. 

Comment: 

One person argued that it is unreasonable to require fees to 
lengthen a shortened statutory period. 
Reply: 

A shortened statutory time is provided for by statute. The 
shortened period helps reduce patent pendency time and speed 
the disclosure of technology and information about patent rights. 
Many applicants can reply within the present three month 
shortened period which has been in effect for over fifteen years. 
The fee for extending the time provides a positive method for 
applicants to obtain an extension of time while still expediting 
the prosecution of their applications. 

Comment: 

Another person commented that H.R. 6260 should be re- 
jected in that the fee levels are too high. 
Reply: 

The consideration of the merits of H.R. 6260 is not before 
the Office in this rule change. 
Comment: 

Three patent bai groups and two individuals presented 
comments relating to the effect of the new extension of time 
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fees in § 1.17 and the effect thereof on the current practice of 
granting an automatic one-month extension of time if a timely 
first response to a final rejection is filed by the applicant. 
Reply: 

The Office plans to terminate the automatic one-month 
extension of time practice on Oct. 1, 1982. It is felt that the 
extensions of time which are readily available under §§ 1.17 
and 1.136 will meet the needs of applicants. The amount of the 
fees required to obtain an extension will be the same for periods 
of response before and after final rejection. 

Comment: 

One suggestion was made to permit the filing of an appeal 
without the appeal fee where the Office has not acted on a timely 
response after final rejection by applicant. 

Reply: 

Such a procedure is not possible under the provisions of H.R. 
6260 since it calls for the appeal fee “On filing an appeal” in 
§ 41(a)6. 

Comment: 

Two comments were received requesting that the rules be 
changed to make the due date for paying the fee for an oral 
hearing on appeal after the examiner’s answer on appeal. 
Reply: 

A change in the rules has been made to provide that the fee 
for an oral hearing is due no later than one month after the date 
of mailing of the examiner’s answer. 

Comment: 

Two comments were received requesting that no charge for 
revival of an abandoned application be made where the aban- 
donment resulted from the non-receipt of an Office action by 
the applicant. 

Reply: 

It is present Office practice to remail any Office action which 
is not received at applicant’s correspondence address and start 
anew the response period. This procedure will continue in the 
future under the revised rules. 

Comment: 

Three patent bar groups and two individuals indicated that 
the proposed deletion of the refund provisions due to PCT search 
reports in § 1.26(b) and § 1.446(b) would make the cost of filing 
under the Patent Cooperation Treaty prohibitively high and does 
not recognize the benefit of an earlier search on a corresponding 
application. 

Reply: 

In view of these comments, proposed § 1.445(a) (2) and (4) 
and § 1.446(b) have been amended to provide a credit of $250 
where there is a corresponding application. 

Comment: 

One individual requested that the multiple dependent claim 
practice set forth in § 1.75(c) be changed to permit one multiple 
dependent claim to refer to another multiple dependent claim 
as permitted under European practice. 

Reply: 

This suggestion cannot be adopted since it is contrary to 35 
U.S.C. 112 and cannot therefore be changed by rule. 
Comment: 

One suggestion was made to change “official” to “Office” 
in § 1.135(b). 

Reply: 

The suggestion has been adopted. 
Comment: 

One suggestion was made to allow refund of the oral hearing 
fee if an oral hearing is not held. 
Reply: 

This suggestion was not adopted since such refund is not 
appropriate in view of the fact that the fee is stated to be “for 
requesting an oral hearing” and not the actual conduct there- 
of. 

Comment: 

Three patent bar groups raised the question as to whether 
an applicant would be permitted to revive an unintentionally 
abandoned application under § 1.137(b) after having been 
unsuccessful in the unavoidable approach under § 1.137(a) and 
suggested that this be made clear when the proposed rules are 
promulgated. 

Reply: 

Yes, an applicant under certain conditions could use § 1.137(b) 
after having been unsuccessful in the unavoidable approach 
under § 1.137(a). 
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Comment: 

Several comments related to the possibility of reviving 
applications unintentionally abandoned up to 15 years 
ago. 

Reply: 

In view of the comments received, § 1.137(b) is being 
implemented to provide only for the revival of applications 
which were unintentionally abandoned for a reasonable but 
limited period of time. This should create no substantial prob- 
lems in regard to intervening rights situations. It would permit 
some greater flexibility than that originally proposed but should 
have no significant effect on the current case backlog, pendency 
or number of interferences pending. 

Comment: 

One comment was received pointing out that the availability 
of an “unintentional abandonment” revival under § 1.137(b) 
should not result in stricter holdings in “unavoidable abandon- 
ment” revival petitions under § 1.137(a). 

Reply: 

The Office plans to continue to use the current criteria used 
to decide petitions to revive applications unavoidably aban- 
doned. 

Comment: 

One written comment questioned whether the Commissioner 
has statutory authority to revive unintentionally abandoned 
applications. 

Reply: 

If Congress did not intend the Commissioner to have such 
authority there would have been no reason to establish fees in 
§ 41(a)7 in H.R. 6260. The legislative history of H.R. 6260, 
House Report No. 97-542 (Committee on the Judiciary), also 
makes the Congressional intent clear. The provisions in H.R. 
6260 relating to unintentional abandonment are substantive in 
addition to setting the fee. 

Comment: 

One letter questioned what is intended by the statement in 
§ 1.137(b) that the Commissioner may require additional in- 
formation where there is a question whether the abandonment 
was unintentional. 

Reply: 

Additional information would be required only where there 
is an indication that the abandonment was intentional, forexample, 
where an express abandonment has been filed. The record 
should be clear how such an express abandonment was unin- 
tentional if the petition is to be granted. 

Comment: 

One comment raised the question as to whether in a petition 
to revive on grounds that the delay was unavoidable under § 
1.137(a), it would be sufficient that a registered attorney’s 
statement be submitted which merely recites facts as related to 
him or her by another. 

Reply: 

Statements must be made, where possible, by the person 
having direct personal knowledge of the facts. No change in 
the “showing” required or the persons making them is intended 
in such petitions. The rule merely clarifies that a statement by 
a registered attorney or agent need not be in the form of an oath 
or declaration. 

Comment: 

One comment suggested that § 1.317 be changed to provide 
for the situation where there was a lapse in a patent due to 
the unintentional delay in paying a balance of issue fee 
due. 

Reply: 

Section 1.317 has now been changed to provide for this lapse 
situation. 
Comment: 

Three patent bar groups and one individual indicated that 
a full credit of the amount equal to the international search fee 
be made where both a U.S. national and international seach are 
made by the United States Patent and Trademark Office. 
Reply: 

While a complete credit is not considered proper in view of 
additional processing work (including searching) required in the 
second application, a credit of $250 has been provided in revising 
§ 1.445(a) (2) and (4). 

Comment: 

One person commented that the term “patent” should be 

inserted after “abandoned” in § 1.12(b). 
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Reply: 
The suggestion has been adopted. 


Discussion of Significant Differences 
Between Proposed and Final Rules 


A number of other changes which have been made as a result 
of the comments received and further review of the proposed 
rulemaking are identified below. 

Implementation of the changes to § 1.9, new §§ 1.27 and 
1.28, and the deletion of Part 3 are being deferred for further 
comments by Aug. 13, 1982. See the discussion below. 

Subparagraph (a) (5) of § 1.19 has been changed from that 
proposed by referring to subparagraphs (1) through (4) rather 
than (3) and (4) in order to clarify that copies of patents cannot 
be ordered at the rate set in subparagraph (a) (5). Instead, copies 
of patents must be ordered under paragraphs (a) (1) and (2) of 
§ 1.19. 

Section 1.24 has been changed from that proposed to provide 
for the sale of 40-cent coupons. Coupons in this denomination 
may be useful in view of the charge of forty cents for a printed 
copy of a registered mark in § 2.6(m) of Alternative A of the 
trademark rules. 

Sections 1.137, 1.155 and 1.316 have been changed from 
that proposed in Alternative B to further specify the conditions 
under which unintentionally abandoned applications can be 
revived. 

Sections 1.192 and 1.194 have been changed from that 
proposed so as to allow a request for an oral hearing and the 
payment of the required fee therefor to be made one month after 
the date of the examiner’s answer. Previously, appellant was 
required to indicate a desire for an oral hearing at the time of 
filing the brief. The sections will now permit appellant to consider 
the examiner’s answer before deciding whether to request an 
oral hearing and pay the required fee. 

Section 1.317 has been changed in Alternative B to provide 
for the situation where there was a lapse in a patent due to 
the unintentional delay in paying a balance of issue fee 
due. 

Section 1.445(a) (2) and (4) have been changed from that 
proposed to provide for a reduction in the international search 
fee where there has been a corresponding United States national 
application and a credit to the national fee where an international 
search fee has been paid in a corresponding international ap- 
plication and the international search has been made by the 
United States Patent and Trademark Office. 

Section 1.446(b) has been changed from that proposed to 
permit a refund of a portion of the search fee to the extent set 
forth in § 1.445(a) (4), if such refund is requested at the time 
of paying the national fee. 


Implementataion of Patent Fee Revisions 


The effective date of the patent fee revisions contained in 
this rulemaking is Oct. 1, 1982. 


**x* e£* * 


The changes which will become effective on Oct. 1, 1982, 
upon enactment of H.R. 6260 as a Public Law prior to Oct. 1, 
1982, are (1) the rule changes common to Public Law 96-517 
and H.R. 6260, and (2) the rule changes under H.R. 6260, which 
appear in Alternative B. The rule changes common to Public 
Law 96-517 and H.R. 6260 will become effective on Oct. 1, 
1982, whether or not H.R. 6260 is enacted as a Public Law prior 
to Oct. 1, 1982. 


*e ee * 


Upon enactment of H.R. 6260 as a Public Law prior to Oct. 
1, 1982, the rule changes in Alternative B will become effective 
on Oct. 1, 1982, in which case the rule changes in Alternative 
A will not become effective on Oct. 1, 1982. 

Any fee which is due and payable on or after Oct. 1, 1982, 
must be paid in the amount and in accordance with the pro- 
cedures contained in this rulemaking. For purposes of deter- 
mining the amount of the fee to be paid, the date of mailing 
indicated on a proper Certificate of Mailing under § 1.8 will 
be considered to be the date of receipt in the Office. In order 





JANUARY 7, 1992 


to ensure clarity in the implementation a discussion of the 
implementation of specific sections is set forth below: 


Implementation of Specific Sections 


The various sections will be implemented in the manner set 
forth below: 


§ 1.16 National application filing fees. 


Any national patent application filing fees paid on or after Oct. 
1, 1982, must be paid in the amounts set forth in this section. Any 
additional fees which become due under § 1.16 in pending 
applications on or after Oct. 1, 1982, or which have not been paid 
prior to Oct. 1, 1982, must be paid in the amounts set forth in this 
section even though the application was filed prior to Oct. 1, 
1982. For example, if an application filed prior to Oct. 1, 1982, 
is amended on or after Oct. 1, 1982, to include a multiple 
dependent claim for the first time, the fee set forth in § 1.16(d) 
must be paid. 

The surcharge in § 1.16(e) of Alternative B is being estab- 
lished at this time, but will only be made effective when the 
statutory authority for the late filing of the fee or the oath or 
declaration becomes effective under 35 U.S.C. 111, as it would 
be amended by H.R. 6260. The statutory authority for the 
late filing of the fee or the oath or declaration becomes effective 
six months after enactment of H.R. 6260 as a Public Law. 


§ 1.17 Patent application processing fees. 


Any patent application processing fees paid on or after Oct. 1, 
1982, must be paid in the amounts set forth in this section. 

The extension fees which must accompany a petition for an 
extension of time become effective on Oct. 1, 1982, and apply to 
any application for which the period for responding, i.e., taking 
action, expires on Oct. 1, 1982, or thereafter. If a response or 
action by the applicant was due before Oct. 1, 1982, and was not 
filed timely or an extension of time until Oct. 1, 1982, or 
thereafter, was not obtained, then § 1.136(a) cannot be used to 
obtain an extension. Any response or action required before Oct. 
1, 1982, cannot have its time extended by using § 1.136(a). If one 
or more previous extensions have been granted prior to Oct. 1, 
1982, extending the time for taking action unitl Oct. 1, 1982, or 
thereafter, the fees which are due for additional extensions under 
§ 1.136(a) will be as set forth in § 1.17(a)-(d) under either 
Alternative A or B. 


**e* * * 


The previous practice of extending the shortened statutory 
period an additional month upon the filing of a timely first 
response to a final rejection is being discontinued effective with 
any first response to a final rejection filed on or after Oct. 1, 1982. 
Applicants can obtain additional time for response after that date 
by paying the appropriate fee for the same. An object of the 
previous practice, as expressed in § 714.13 of the Manual of 
Patent Examining Procedure, was to obviate the necessity for 
appeal or filing a continuing application merely to gain time to 
consider the examiner’s position in reply to a response timely 
filed after final rejection. Under § 1.136(a) the object of the 
previous practice can be achieved without continuing the previ- 
ous practice. Thus, under § 1.136(a) an applicant can file a timely 
first response to a final rejection within the initial period without 
having to file an appeal or a continuing application if the 
examiner’s response is not received prior to the expiration of the 
initial period for response. If the timely first response places the 
application in condition for allowance no additional response 
and no extension fee from applicant is required. If the examiner’s 
advisory action indicates the timely first response did not place 
the application in condition for allowance the applicant may then 
consider the examiner’s position to determine whether further 
prosecution is desirable. If further prosecution is not desired the 
application can be abandoned without further response or ex- 
pense. If further prosecution is desired, the applicant can petition 
and pay the necessary fee to extend the time to the extent 
appropriate up to the maximum permitted by statute. The availa- 
bility of this flexibility under § 1.136(a) eliminates the necessity 
for the previous practice. Further, under H.R. 6260 extensions of 
time would be granted in most instances by virtue of the payment 
of fees rather than without fees as in the previous practice. The 
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elimination of the previous practice after final rejection is thus 
consistent with the letter and spirit of H.R. 6260. 

After an applicant has petitioned and paid the extension fees 
of $550 for response within the fourth month pursuant to 
§ 1.136(a), any further extensions which are permitted under the 
statute must be obtained under § 1.136(b). 

A petition for extension of time under § 1.136(a) may incor- 
porate by reference a previously filed response without includ- 
ing an additional copy of the response in circumstances where 
the response was received late and the petition is filed to extend 
the time so that the response will be considered timely. 

The appeal fees set forth in § 1.17(e)-(g) are due for notices of 
appeal or briefs filed, or requests for oral hearings filed, on or 
after Oct. 1, 1982. If more than one appeal occurs in an applica- 
tion, the fees are due for each notice of appeal, each brief, and 
each request filed for an oral hearing as long as a decision on the 
merits by the Board of Appeals resulted from the first notice of 
appeal, brief, and request for an oral hearing. If the examiner 
reopens prosecution in the application after appeal and prior to 
the decision by the Board of Appeals then the fee for the notice 
of appeal, brief, and request for an oral hearing will apply to a 
later appeal which does result in a decision by the Board of 
Appeals. No refund of any appeal fees is permitted since such are 
due on filing or on requesting an oral hearing. No fee is required 
for a reply brief. 

The fees for petitions set forth in § 1.17(h)-(j) and (1) apply to 
any such petition filed on or after Oct. 1, 1982. The fee set forth 
in § 1.17(m) of Alternative B would apply, with enactment of 
H.R. 6260 prior to Oct. 1, 1982, to petitions (1) for revival of an 
unintentionally abandoned application or (2) for the uninten- 
tionally delayed payment of the fee for issuing a patent. Section 
1.137(b) of Alternative B would apply to applications uninten- 
tionally abandoned by failure to prosecute, e.g., failure to re- 
spond to an Office action. Sections 1.155(c) and 1.316(c) of 
Alternative B would apply to applications in which the payment 
of the fee for issuing a patent is unintentionally delayed. These 
sections would be implemented, with enactment of H.R. 6260 
prior to Oct. 1, 1982, by making them effective as to any 
applications which would be covered by the literal language of 
the sections. In addition, and for a transition period between Oct. 
1, 1982, and Dec. 31, 1982, a petition to revive an unintentionally 
abandoned application would be granted if (i) the application 
received a decision on a petition to revive the application on or 
after Oct. 1, 1981, and before July 30, 1982, or (ii) a petition was 
filed or renewed on or after Oct. 1, 1981, and before July 30, 
1982, provided in the case of both (i) and (ii) that a petition to 
revive was filed within one year of the date of abandonment. The 
dates in question were chosen so as to permit this remedial 
provision to be given as wide an application as possible to benefit 
applicants whose applications have previously been uninten- 
tionally abandoned, but who could not meet the previous re- 
quirements for a showing that the delay resulting in the abandon- 
ment was unavoidable. The dates were also chosen to prevent an 
applicant whose application has been abandoned for an unduly 
long period from attempting to take advantage of this new 
provision, possibly to the detriment of individuals or companies 
who had begun to make, use, or sell the subject matter of the 
application after the date of abandonment of the application. By 
using these dates the possibility of reviving the application of an 
applicant who has, in effect, abandoned the invention under 35 
U.S.C. 102(c) is minimized. Implementing these sections in the 
manner set forth would be appropriate and proper in view of the 
legislative history of H.R. 6260, contained in House Report No. 
97-542 (Committee on the Judiciary), which indicates that the 
Commissioner can establish time limits within which petitions to 
revive or to accept late payment of issue fees can be filed. Thus, 
it is entirely proper to limit such petitions in the manner set forth 
in order to prevent abuses from occurring. To ensure that abuses 
do not occur, § 1.137(b), 1.155(c), 1.316(c), and 1.317(c) 
specifically indicate that waivers of the time periods involved 
will not be considered via petitions under § 1.183. 

The fee set forth in § 1.17(k) is required for any applicati 
on or after Oct. 1, 1982, with a specification in a non-English 
language. 


§ 1.18 Patent issue fees. 


Any patent issue fee paid on or after Oct. 1, 1982, must be 
paid in the amounts set forth in this section even if the notice 
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of allowance was mailed prior to Oct. 1, 1982, and indicates 
different amounts due. If the issue fee is paid prior to Oct. 1, 
1982, any balance of issue fee due must be paid in accordance 
with § 1.317. 


§ 1.19 Document supply fees. 


The document supply fees set forth in this section will apply 
to all orders and requests received by the Patent and Trademark 
Office on or after Oct. 1, 1982. 


§ 1.20 Post-issuance fees. 


The post-issuance fees set forth in § 1.20(a)-(d) apply to any 
petitions, requests, or actions filed on or after Oct. 1, 1982. The 
amounts of the maintenance fees are included in § 1.20. 

Maintenance fees will be required for any patent actually 
applied for on or after Dec. 12, 1980, whether or not the patent 
is entitled to the benefit of an earlier filing date under 35 U.S.C. 
120 ora right of priority under 35 U.S.C. 119. For reissue patents, 
the controlling date would be the filing date of the original patent. 
For example, maintenance fees would only be required where 
the application for the original patent was filed on or after Dec. 
12, 1980. As to patents resulting from international applications 
filed under the Patent Cooperation Treaty, maintenance fees will 
be required on all patents resulting from international applica- 
tions having PCT filing dates on or after Dec. 12, 1980. 

The details implementing payment of the maintenance fees 
are not being established at this time since such fees will not 
be due for some time and additional consideration of the prob- 
lems thereof is required. 


§ 1.21 Miscellaneous fees and charges. 
The miscellaneous fees and charges set forth in this section 


will apply to all orders and requests received by the Patent and 
Trademark Office on or after Oct. 1, 1982. 


§ 1.445 International application filing and processing fees. 


Any international application filing and processing fees paid 
on or after Oct. 1, 1982, must be paid in the amounts set forth 
in this section. 


Implementation Of Certain Sections Deferred For Further 
Comments 


In view of the comments and the recommendations received 
at the hearing on July 9, 1982, the period for written comments 
on § 1.9(c), (d), (e), and (f), and on §§ 1.27 and 1.28, has been 
extended until Aug. 13, 1982 (see 47 FR 32458, July 27, 1982). 
Comments received at the hearing on July 9, 1982, expressed 
the view that there is no necessity to publish final rules on § 
1.%(c), (d), (e), and (f), and on §§ 1.27 and 1.28, by August 2, 
1982, and that further time for consideration and comment was 
necessary. Persons commenting stated a belief that the pressure 
of time does not apply to §§ 1.27 and 1.28 as it does apply to 
the fee rulemaking. Accordingly, the period for written com- 
ments on these sections is extended until Aug. 13, 1982. After 
receiving written comments by Aug. 13, 1982, the changes to 
§ 1.9 and proposed §§ 1.27 and 1.28 will be adopted as final 
rules with such modifications as are found to be appropriate after 
review of the comments. These rule changes, with any appro- 
priate modifications thereof, must become effective on Oct. 1, 
1982, with enactment of H.R. 6260 prior to Oct. 1, 1982. 
Accordingly, adoption of the changes to § 1.9 and new §§ 1.27 
and 1.28 is being deferred at this time to permit additional written 
comments by Aug. 13, 1982. However, these rule changes will 
be adopted, with any appropriate modifications, as soon as 
possible after receipt of the additional written comments. No 
additional proposal will be published and no additional hearing 
will be held prior to adoption of final rules on the changes to 
§ 1.9 and on new §§ 1.27 and 1.28. 

As a result of additional comments presented during the 
hearing on the proposed trademark fees, the period for written 
comments on the deletion of Part 3 was also extended until Aug. 
13, 1982, to provide an additional opportunity for interested 
persons to comment on this proposed change. Since it is not 
essential that this deletion be published by Aug. 2, 1982, it is 
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appropriate to extend the period for comments. No additional 
proposal will be published and no additional hearing wil! be 
held prior to a decision on whether or not to delete Part 3 as 
proposed. 


SECTION II—REVISION OF TRADEMARK FEES 
Background 


A notice of proposed rulemaking was published in the Federal 
Register on June 28, 1982, at 47 FR 28063-28065 and in the 
Official Gazette on June 29, 1982, at 1019 TMOG 110-119. An 
oral hearing was held on July 9, 1982. Three written letters and 
statements were submitted. Three persons testified at the oral 
hearing. Full consideration has been given to all of the letters, 
statements, and testimony. 


Objectives of Rule Changes 


These amendments establish fees for the filing and process- 
ing of an application for the registration of a trademark or other 
mark, and for providing all other services and materials relating 
to trademarks and other marks. 


Public Law 96-517 


Public Law 96-517 authorizes the Commissioner to establish 
fees for the filing and processing of an application for the 
registration of a trademark or other mark, and for providing all 
other services and materials relating to trademarks and other 
marks. Public Law 96-517 requires that by Oct. 1, 1982, fees 
for the filing and processing of an application for the registration 
of a trademark or other mark be set to recover in the aggregate 
50 percent of the estimated average cost to the Office of such 
processing. Also by Oct. 1, 1982, fees for providing all other 
services and materials relating to trademarks and other marks 
are to be set to recover the estimated average cost to the Office 
of performing the service or furnishing the material. 


H.R. 6260 


On June 8, 1982, the House of Representatives passed H.R. 
6260. This bill would amend the fee provisions to be imple- 
mented on Oct. 1, 1982. H.R. 6260 would repeal the provisions 
in Public Law 96-517 requiring that filing and processing fees 
be set to recover in the aggregate 50 percent of the estimated 
average cost of such processing to the Office, and that fees for 
providing all other services and materials relating to trademarks 
and other marks be set to recover the estimated average cost 
to the Office of performing the service or furnishing the material. 
In passing H.R. 6260, the House of Representatives recom- 
mended a fee schedule to the Commissioner for fiscal year 1983. 
The fees set in Alternative B adopt the House recommendation. 

This rule change, therefore, is also designed in the alternative 
to implement the fee provisions as they would be amended by 
H.R. 6260. The rule change contains changes which are common 
tc Public Law 96-517 and H.R. 6260, as well as alternative rule 
changes which are specific to Public Law 96-517 (Alternative 
A) and to H.R. 6260 (Alternative B). 


Discussion of Significant Changes 


This rulemaking places into the appropriate sections of Title 
37, Code of Federal Regulations, the various fees which are due 
on filing, during the pendency of a trademark application, or 
during the life of a registration. 

Rule changes for implementing provisions of Public Law 96- 
517 or H.R. 6260 other than the fee provisions have not been 
included. Rule changes for implementing provisions other than 
the fee provisions will be published in a later rulemaking pro- 
posal. 


Discussion of Specific Sections Changed 


The sections changed are grouped in this document under 
three different categories. Those changes which are common 
to Public Law 96-517 and H.R. 6260 appear first and are 
numbered 72-76. The change which relates only to Public Law 
96-517 appears as Alternative A and is numbered 77. The change 
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which is dependent upon enactment of H.R. 6260 appears as 
Alternative B and is numbered 78. The changes common to 
Public Law 96-517 and H.R. 6260 will become effective on Oct. 
1, 1982, whether or not H.R. 6260 is enacted as a Public Law. 


*e# ek * 


Upon enactment of H.R. 6260 as a Public Law prior to Oct. 
1, 1982, Alternative B will become effective on Oct. 1, 1982, 
in which case Alternative A will not become effective. 

The specific rules for which changes are made are §§ 2.6, 
2.85, 2.101, 2.146, 2.162 and 2.167. 


Rule Changes Common to Public Law 
96-517 and H.R. 6260 


Section 2.85, paragraph (e), is amended to delete reference 
to late filed fees for oppositions and affidavits. The manner 
in which such fees shall be handled is described in the pertinent 
sections for affidavits and oppositions. 

Section 2.101, paragraph (c), is amended to delete the ref- 
erence to a service charge which will no longer be charged for 
late-filed fees for oppositions. 

Section 2.146, paragraph (b), is amended to add a fee for 
filing a petition to the Commissioner. Paragraph (f) of this 
section which indicates that no fee is required is deleted. 

Section 2.162, paragraph (d), is amended to remove the 
reference to a service charge for late-filed fees on § 8 affidavits. 

Section 2.167, paragraph (g), is added to establish procedures 
relating to the fee for affidavits under § 15, 15 U.S.C. 1065, 
and to state the Office’s action when no fee or an insufficient 
fee is filed. 


xx ee * 


Alternative B— Rule Change Only Under H.R. 6260 


Section 2.6 is revised to establish the fees recommended by 
the House of Representatives under H.R. 6260 for filing and 
processing applications for the registration of trademarks or 
other marks and for providing services and materials relating 
to trademarks or other marks. The $10 fee recommended by 
the House for certified copies appears in paragraphs (n) and (0) 
as a fee of $6.50 for a copy of a registered mark showing title 
and/or status and a fee of $3.50 for certification. 


Response to Comments on the Rules 


Specific comments were received on several of the sections. 
All of the comments included in the written submissions and 
the oral testimony were considered in adopting the changes set 
forth herein. 

Written comments were received from three individuals. Oral 
comments were presented at the hearing on behalf of a patent 
and trademark law group, the American Patent Law Association, 
and an organization of trademark owners and lawyers, the 
United States Trademark Association. One individual spoke on 
behalf of a law firm and expanded upon the points raised in 
his previously submitted written comments. 

These comments appear below along with responses thereto, 
where appropriate. 

Comment: 

The representative of the trademark association spoke favor- 
ably about the proposal presented. The organization opposed 
100% recovery of trademark costs from user fees. It was felt 
that such an approach reflected a misconception that trademarks 
benefit only their owners and not consumers and the economy 
as a whole. The speaker solicited the assistance of the Patent 
and Trademark Office in altering this viewpoint. 

Comment: 

The representative of the bar group questioned the fairness 
of the Office in establishing the fees under Alternative B. It 
appeared that the Office had accepted the USTA proposals only 
where they were higher. In all cases where the USTA recom- 
mendations were lower than those proposed, the difference was 
split. The filing fee was singled out as the most unfair fee. 
Reply: 

In Alternative B, the rules adopt the fee levels recommended 
by the House Committee on the Judiciary in House Report No. 
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97-542. The Report recognizes that the Office needs to recover 
a certain amount of fee income over the next three years. The 
application filing fee is expected to furnish more than 60% of 
the estimated annual income. It could not be reduced further 
without endangering operations. The reduction from $200.00 
to $175.00 per class was covered to a large extent by higher 
fees for other services. 

Comment: 

The philosophy of H.R. 6260 is to recover no more than 
100%. Final fees should recover this level and no more. 
Reply: 

Projecting processing costs three years in advance can never 
be absolutely accurate. The Office must have sufficient funds 
to process anticipated workloads under the fees set during fiscal 
years 1983-1985 when costs are expected to be somewhat higher 
than present costs. 

Comment: 

One suggestion involved retaining Part 4 of 37 CFR, at least 
for the present. Occasional users of the registration system find 
it to be a readily available reference. Certain information in the 
forms is available from no other source. The speaker believed 
the time pressures to implement the fee changes precluded 
proper consideration of the merits of Part 4. 

Reply: 

The period for comment on deletion of Part 4 has been 
extended to August 13, 1982 to allow for additional public 
comment and internal consideration. 

Comment: 

The suggestion was made that references to affidavits and 
oppositions should be eliminated from § 2.85(e) as the handling 
of late filed fees for these items is already covered directly in 
§§ 2.101(c), 2.162(d) and 2.167(g). 

Reply: 

This suggestion was implemented. 
Comment: 

Asuggestion was made that §§ 2.101(c), 2.162(d) and 2.167(g) 
dealing with oppositions and affidavits under Section 8 and 
Section 15 be amended to require payment of all late filed 
fees within the time period specified in the notification by the 
Office. 

Reply: 

All of the sections state that the affidavit or opposition “will 
not be refused if the required fee(s). . . are filed in the Patent 
and Trademark Office within the time limit set forth in the 
notification of this defect by the Office.” This language is 
considered sufficient to require payment of all fees or have the 
opposition, affidavit or declaration refused. 

Comment: 

One suggestion was made to either cite § 2.6 in all sec- 
tions being changed relative to fees or to cite it in 
none. 

Reply: 

Citations of § 2.6 have been added to § 2.101(c) and § 
2.146(b) to conform to § 2.162(d) and § 2.167(g). 
Comment: 

It was suggested that the fee for a combined section 8 and 
15 affidavit needed to be specified in the rules. 

Reply: 
Section 2.6 has been changed to provide this combined fee. 


Discussion of Significant Differences Between Proposed and 
Final Rules 


A number of changes which were made as a result of the 
comments received and further review of the proposed rulemak- 
ing are identified below. 

Deletion of Part 4 has been deferred for further comment 
by Aug. 13, 1982 (see 47 FR 32458, July 27, 1982). As elimi- 
nation of Part 4 is not essential to the setting of fees, and does 
not have to be in place 60 days before implementation, it was 
decided to ask for further public comment. 

Section 2.85(e) has been revised to eliminate the references 
to oppositions and affidavits. Because the handling of late filed 
fees for these items is specified elsewhere, these references in 
§ 2.85(e) were redundant and confusing. 

Both alternatives of § 2.6 have been revised to add a fee for 
acombined affidavit under sections 8 and 15 of the Act. In order 
to prevent possible confusion by users of the Trademark system, 
it was included separately. 
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Implementation of Specific Rules Changes 


The effective date of the trademark fee revisions contained 
in this rulemaking is Oct. 1, 1982. 


*exe ee * 


The changes which will become effective on October 1, 1982, 
upon enactment of H.R. 6260 as a Public Law prior to Oct. 1, 
1982, are (1) the rule changes common to Public Law 96-517 
and H.R. 6260, and (2) the rule changes under H.R. 6260, which 
appear in Alternative B. The rule changes common to Public 
Law 96-517 and H.R. 6260 will become effective on Oct. 1, 
1982, whether or not H.R. 6260 is enacted as a Public Law prior 
to Oct. 1, 1982. 


x*e# ee * 


Upon enactment of H.R. 6260 as a Public Law prior to 
October 1, 1982, the rule changes in Alternative B will become 
effective on Oct. 1, 1982, in which case the rule changes in 
Alternative A will not become effective on Oct. 1, 1982. 
Any fee which is due and payable on or after Oct. 1, 1982, must 
be paid in the amount and in accordance with the procedures 
contained in this rulemaking. For purposes of determining the 
amount of the fee to be paid, the date of mailing indicated on 
a proper Certificate of Mailing under § 1.8 will be considered 
to be the date of receipt in the Office. In order to ensure clarity 
in the implementation a discussion of the implementation of 
Section 2.6 is set forth below: 


Implementation of Section 2.6 


Fees set forth in Section 2.6 must be paid in the amounts 
set forth in this section on or after Oct. 1, 1982. Any additional 
fees which become due under § 2.6 in pending applications on 
or after Oct. 1, 1982, or which have not been paid prior to Oct. 
1, 1982, must be paid in the amounts set forth in this section 
even though the application was filed prior to Oct. 1, 1982. For 
example, if an application filed prior to Oct. 1, 1982, is amended 
on or after Oct. 1, 1982, to include additional classes, the fee 
set forth in § 2.6(a) must be paid per class added. 


Implementation of Certain Sections Deferred for Further 
Comments 

As a result of additional comments presented during the 
hearing on the proposed trademark fees, the period for written 
comments on the deletion of Part 4 has also been extended until 
August 13, 1982, to provide an additional opportunity for 
interested persons to comment on this proposed change (see 47 
FR 32458, July 27, 1982). Since it is not essential that this 
deletion be published by Aug. 2, 1982, it is appropriate to extend 
the period for comments. No additional proposal will be pub- 
lished and no additional hearing will be held prior to a decision 
on whether or not to delete Part 4 as proposed. 


Other Considerations Relating to Patent and Trademark Fee 
Revisions 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

This rule change is in conformity with therequirements of 
the Regulatory Flexibility Act (Public Law 96-354), Executive 
Order 12291, and the Paperwork Reduction Act of 1980 (44 
U.S.C. 3501 et. seq.). 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L. 96-54) for several reasons. Public Law 
96-517 and H.R. 6260 have both taken intoo consideration the 
impact they may have on small entities. The fees under Public 
Law 96-517 are set to recover 50% of patent and trademark 
processing costs rather than full costs and generally the rate of 
increase in the fees is less than that of inflation since the last 
increase in fees in 1965. Further, the rules implementing Public 
Law 96-517 take into consideration small entities by setting a 
lower patent filing fee than issue fee to recover the required level 
of patent processing costs. The lower filing fee permits a small 
entity to file a patent application for a relatively low cost and 
not have to pay the higher balance of fees required to achieve 
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Public Law 96-517 recovery levels until examination is com- 
plete and it is known that a patent will issue. Under H.R. 6260 
and this rulemaking, small entities would be able to pay reduced 
fees for filing patent applications and for the issuance and 
maintenance in force of patents. In general, the rule change will 
also expedite proceedings before the Patent and Trademark 
Office, changing existing procedures where they can be sim- 
plified. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et. seq., since no 
significant additional record keeping or reporting requirements 
are placed upon the public. In fact, some paperwork, especially 
that related to requests for extensions of time, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 2 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Nonprofit organizations, Small businesses, 
Trademarks. 


Amendment of Regulations 


For the reasons indicated above and pursuant to the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, and under Sections 31 and 41 of the Trademark Act 
of July 5, 1946, 15 U.S.C. §§ 1113, and 1123, Parts 1 and 2 
of Title 37, Code of Federal Regulations, are amended as set 
forth below. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 14, 1982. 


*e ee * 


[Note: H.R. 6260 became Public Law 97-247 on Aug. 27, 1982. 
Rules that became effective Oct. 1, 1982 are those rules common 
to Public Law 96-517 and H.R. 6260 and those set forth in 
Alternative B. The adopted rules are reproduced in the notice 
entitled “Revision of Patent and Trademark Fees Confirmation,” 
published at 1022 O.G. 21, which is reprinted immediately 
following this notice.] 


[1021 O.G. 19] 


(48)Department of Commerce Patent and Trademark 
Office 37 CFR Parts 1 and 2 
[Docket No. 2714-129] 


Revision of Patent and Trademark Fees Confirmation 


Agency: Patent and Trademark Office, Commerce. 

Action: Confirmation of rules. 

Summary: This document confirms certain rule changes for 
patent and trademark fees and fee-related procedures which 
take effect on Oct. 1, 1982. These rule changes implement 
H.R. 6260 which was enacted as Public Law 97-247 on Aug. 
27, 1982. 

Effective Date: Oct. 1, 1982. 

For Further Information Contact: As to the patent ruies contact: 
R. Franklin Burnett, by telephone at (703) 557-3054 or by mail 
addressed to the Commissioner of Patents and Trademarks, 
Attention: R. Franklin Burnett, Rm. 3-11A13, Washington, D.C. 
20231. 

As to the trademark rules contact: Miss Maude Williams, 
by telephone at (703) 557-2222 or by mail addressed to the 
Commissioner of Patents and Trademarks, Attention: Miss Maude 
Williams, Rm. 3-11C17, Washington, D.C. 20231. 
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Supplementary Information: The Patent and Trademark Office 
is required by law to publish a notice in the Federal Register 
of its fees at least 60 days before the effective date thereof (35 
U.S.C. 41(g)). Thus, on July 30, 1982 a final rule document was 
published at 47 FR 33086 setting forth rule changes for patent 
and trademark fees and procedures which take effect on Oct. 
1, 1982. The document was based on the public law in effect 
at that time, Public Law 96-517, and on H.R. 6260, which was 
then pending but is now Public Law 97-247. The final rule 
document published on July 30, 1982, in the Federal Register 
sets out— 

(1) rules that are common to both Pub. L. 96-517 and H.R. 
6260 (now Pub. L. 97-247); 

(2) Alternative A which contains rule changes implementing 
Pub. L. 96-517 alone; and 

(3) Alternative B which contains rule changes implementing 
H.R. 6260 (now Pub. L. 97-247). 


H.R. 6260 was enacted as Public Law 97-247 on Aug. 27, 
1982, and the Patent and Trademark Office hereby confirms that 
the rule changes common to both Pub. L. 96-517 and H.R. 6260 
and Alternative B are those which go into effect on Oct. 1, 1982. 
The rules under Alternative A are hereby withdrawn. Additional 
rule changes required by Public Law 97-247 will be made the 
subject of separate rulemakings. 


List of Subjects in 37 CFR Parts 1 and 2 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Nonprofit organizations, Small businesses, 
Trademarks. 


Amendment of Regulations 


For the reasons set out in the preamble, 37 CFR Parts | and 
2 are confirmed as being amended by the final rule published 
on July 30, 1982 at 47 FR 33086 as set forth below. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Sept. 14, 1982. 


1. The rule changes made in Alternative A relating to patents 
which begin at 47 FR 33107 and in Alternative A relating to 
trademarks which begin at 47 FR 33112 are hereby withdawn. 
2. Confirmed as effective Oct. 1, 1982 are the rule changes 
published July 30, 1982 common to Public Law 96-517 and 
H.R. 6260 (now Public Law 97-247) and Alternatives B. The 
rule changes relating to patents common to Public Law 96-517 
and H.R. 6260 (now Public Law 97-247) were published on 
July 30, 1982 at 47 FR 33099. The rule changes relating to 
patents under Alternative B were published at 47 FR 33108. 
The rule changes relating to trademarks common to Public Law 
96-517 and H.R. 6260 (now Public Law 97-247) were published 
on July 30, 1982 at 47 FR 33111. The rule changes relating 
to trademarks under Alternative B were published at 47 FR 
33112. Corrections to the July 30, 1982 publication 
were published on Aug. 4 and 5, 1982 at 47 FR 33688 and 
33959. 


(Text of adopted rules appears in 37 CFR, revised July 1, 1983.) 


(49) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 3 and 4 


[Docket No. 2827-167] 
Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent and trademark cases to establish 
procedures for the payment of fees under § 41 (a) and (b) of 
Title 35, United States Code, which.are reduced by 50 per centum 
for independent inventors and nonprofit organizations as re- 
quired by the public law resulting from H.R. 6260. This action 
is necessary at this time in order that the procedures for paying 
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the reduced fees will be effective on Oct. 1, 1982, the effective 
date of the changes in the amounts of Patent and Trademark 
Office fees established by the public law resulting from H.R. 
6260. This final rule also deletes Parts 3 and 4 which contain 
outdated sample forms and corrects a reference to a section 
which appears in § 1.451. 

Effective Date: Oct. 1, 1982. 

For Further Information Contact: As to the patent rules contact 
R. Franklin Burnett by telephone at (703) 557-3054 or by mail 
addressed to the Commissioner of Patents and Trademarks, 
Attention: R. Franklin Burnett, Rm. 3-11A13, Washington, D.C. 
20231. 

As to the trademark rules contact Miss Maude Williams by 
telephone at (703) 557-2222 or by mail addressed to the 
Commissioner of Patents and Trademarks, Attention: Miss Maude 
Williams, Room 3-11C17, Washington, D.C. 20231 
Supplementary Information: Notices of proposed rulemaking 
relating to the revision of patent and trademark fees were 
published in the Federal Register on June 28, 1982, at 47 FR 
28042-28065 and in the Official Gazette on June 29, 1982, at 
1019 O.G. 57-120. Oral hearings were held on July 9, 1982. 
Full consideration has been given to all of the letters, statements, 
and testimony received at the time. A final rule on “Revision 
of Patent and Trademark Fees” was published on July 30, 1982 
at 47 FR 33086-33112 with corrections in the printing thereof 
being published on Aug. 4, 1982, at 47 FR 33688 and Aug. 5, 
1982, at 47 FR 33959. The final rule was also published in the 
Official Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. In view 
of comments received at the hearings, additional time for comment 
on the rules covered by this change was given until Aug. 13, 
1982. The notice extending the time for comment was published 
on July 27, 1982 at 47 FR 32458. 

This final rule is being adopted as soon as possible after the 
enactment of the public law resulting from H.R. 6260. The Patent 
and Trademark Office has determined that the requirement of 
5 U.S.C. 553 (d) for publication not less than 30 days before 
its effective date does not apply to this final rule since it will 
reduce patent fees for independent inventors and nonprofit 
organizations. 


Objectives of Rule Changes 


These rule changes are designed to implement the Patent and 
Trademark Office fees and procedures which are provided for 
by the public law resulting from H.R. 6260. 


Public Law Resulting From H.R. 6260 


The public law resulting from H.R. 6260 provides that funds 
available under the act “shall be used to reduce by 50 per centum 
the payment of fees under section 41 (a) and (b) of Title 35, 
United States Code” by independent inventors, small business 
concerns, and nonprofit organizations. The public law resulting 
from H.R. 6260 gives the Commissioner authority to establish 
regulations defining independent inventors and nonprofit orga- 
nizations. The public law resulting from H.R. 6260 defines small 
business concerns by reference to § 3 of the Small Business 
Act and regulations established by the Small Business Admini- 
stration. This rulemaking establishes regulations defining inde- 
pendent inventors and nonprofit organizations. The Small 
Business Administration is establishing the definition of a small 
business concern for the purpose of paying reduced fees under 
the public law resulting from H.R. 6260. This rulemaking also 
establishes the procedures which will be followed by independ- 
ent inventors and nonprofit organizations when paying the 
reduced fees. The procedures to be followed by small business 
concerns when paying the reduced fees will be established in 
a separate final rule. 


Discussion of Specific Sections 
The following sections are changed by this final rule, effec- 
tive Oct. 1, 1982: 


Section 1.9, as amended, adds paragraphs (c), (e), and (f) 
which define “independent inventor” and “nonprofit organiza- 
tions” as used in Title 37, Code of Federal Regulations, Chapter 
I. Each of these along with “small business concern” is identified 
as a “small entity” for purposes of paying fees which are set 
under § 41 (a) and (b) of Title 35, United States Code, as amended 
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by the public law resulting from H.R. 6260. Paragraph (d) of 
§ 1.9 relates to the definition of small business concern which 
is being established by the Small Business Administration. 
Accordingly, proposed paragraph 1.9(d) is not being promul- 
gated at this time. 

The public law resulting from H.R. 6260 authorizes the 
Commissioner to establish regulations defining independent 
inventors and nonprofit organizations. Section 1.9(c) defines an 
independent inventor as any inventor who (1) has not assigned, 
granted, conveyed, or licensed, and (2) is under no obligation 
under contract or law to assign, grant, convey, or license, any 
rights in the invention to any person who could not likewise 
be classified as an independent inventor if that person had made 
the invention, or to any concern which would not qualify as 
a small business concern or a nonprofit organization. Once an 
individual sole inventor, or one of several joint inventors, has 
assigned, granted, conveyed, or licensed, or comes under an 
obligation to assign, grant, convey, or license, any rights to the 
invention to anyone who could not likewise obtain status as a 
small entity, the inventor(s) will no longer be entitled to pay 
fees in the amounts established for an independent inventor (§ 
1.9(c)). Section 1.9 (c) will permit an individual inventor to make 
an assignment, grant, conveyance, or license of partial rights 
in the invention to another individual or individuals who could 
qualify as an independent inventor or inventors if they had made 
the invention. In addition, § 1.9 (c) will permit an individual 
inventor to make an assignment, grant, conveyance, or license 
of partial rights in the invention to a small business concern or 
nonprofit organization. Under the circumstances described in 
the previous two sentences the individual inventor could still 
qualify as an independent inventor. However, if the independent 
inventor assigned, granted, conveyed, or licensed, or came under 
an obligation to assign, grant, convey, or license, any rights to 
the invention to any individual or organization which could not 
qualify as a small entity (§ 1.9 (f)), then the inventor would no 
longer qualify as an independent inventor. 

Proposed section 1.9 (d) relating to the definition of a small 
business concern is not being promulgated at this time. 

Section 1.9(e) defines a nonprofit organization by utilizing 
and broadening the definition contained in 35 U.S.C. 201 (i) 
The term “university or other institution of higher education” 
as used in § 1.9 (e) means an educational institution which (1) 
admits as regular students only persons having a certificate of 
graduation from a school providing secondary education, or the 
recognized equivalent of such a certificate, (2) is legally author- 
ized within the jurisdiction in which it operates to provide a 
program of education beyond secondary education, (3) provides 
an educational program for which it awards a bachelor’s degree 
or provides not less than a two-year program which is acceptable 
for full credit toward such a degree, (4) is a public or other 
nonprofit institution, and (5) is accredited by a nationally rec- 
ognized accrediting agency or association. The definition of 
“university or other institution of higher education” as set forth 
herein essentially follows the definition of “institution of higher 
education” contained in 20 U.S.C. 1141(a). Institutions which 
are strictly research facilities, manufacturing facilities, service 
organizations, etc., are not intended to be included within the 
term “other institution of higher education” even though such 
institutions may perform an educational function or publish the 
results of their work. 

Section 1.9(f) identifies an independent inventor, a small 
business concem, or a nonprofit organization as a “small entity” 
for purposes of paying fees set under § 41 (a) and (b) of Title 
35, United States Code, as amended by the public law resulting 
from H.R. 6260. Fees established under § 41 (c) or (d) of Title 
35, United States Code, will not be reduced for small entities 
since such a reduction is not permitted or authorized by the 
public law resulting from H.R. 6260. Paragraphs (c), (e), and 
(f) of § 1.9 should be read together with §§ 1.27 and 1.28 which 
deal with establishing status as a small entity and the effect 
thereof. 

New § 1.27 provides in paragraph (a) that any person seeking 
to establish as a small entity, as defined in § 1.9 (f) for the purpose 
of paying reduced fees, must file a statement to that small entity. 
Paragraph 1.27(b) provides specifically for inventors filing 
statements claiming status as independent inventors. Paragraph 
1.27 (c) relating to claiming status as a small business concern 
is not being promulgated at this time, but will be subject of a 
separate final rule. Paragraph 1.27 (d) provides for claiming 
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status as a nonprofit organization. Under § 1.27, as long as all 
of the rights remain in small entities, the fees established for 
a small entity can be paid. This includes circumstances where 
the rights were divided between an independent inventor, a small 
business concern and a nonprofit organization or any combi- 
nation thereof. 

New § 1.28 provides guidance as to the effect of failure to 
establish, or notify the Office of any change from, small entity 
status. Paragraph 1.28 (a) provides that once status as a smal- 
lentity has been established in an application or patent, without 
the filing of a further verified statement pursuant to § 1.27, unless 
the Office is notified of a change in status. Under paragraph 
1.28(a), status as a small entity in one application or patent does 
not affect any other application or patent except in applications 
filed under § 1.60 where a reference is made to a verified 
Statement in a parent application. Paragraph 1.28 (b) requires 
that notification of any change in status resulting in loss of 
entitlement to small entity status be filed in the earliest of the 
issue fee or any maintenance fee due after the date on which 
Status as a small entity is no longer appropriate. Section 1.28 
also provides guidance as to the effect of improperly establishing 
status as a small entity. The intent of the reduced fees for small 
entities is to soften the impact of the fee increases under § 41(a) 
and (b) of Title 35, United States Code, as such sections are 
amended by the public law resulting from H.R. 6260, upon those 
who are least able to absorb the increased fees without overall 
damage to their ability to participate in the patent system through 
the filing, issuing and maintaining of patents. Accordingly, any 
attempt to improperly establish status as a small entity will be 
viewed as a serious matter by the office and paragraph 1.28(d) 
indicates that any attempt to fraudulently establish status as a 
small entity or pay fees as a small entity will be considered as 
a fraud practiced or attempted on the Office. In addition, im- 
properly and through gross negligence establishing status as a 
small entity or paying fees as a small entity will be considered 
as a fraud practiced or attempted on the Office. Normally, the 
Office will not question a claim to status as a small 
entity. However, if the Office must resolve such an issue in a 
question arising before it, the Office will look to the ac- 
tual or practical status ot the individual or oganization claiming 
status as a small entity rather than the professed or apparent 
status. 

Section 1.451, paragraph (b), is amended to correct a ref- 
erence to another section of the regulations. 

Parts 3 and 4 are removed to eliminate all of the patent and 
trademark forms from the Code of Federal Regulations. The 
Patent and Trademark Office has prepared a booklet entitled 
“Patent and Trademark Forms Booklet” which is available for 
sale to the public from the Superintendent of Documents and 
which includes full size copies of substantially all the forms in 
the Code of Federal Regulations in view of the difficulty of 
keeping such forms is not mandatory. 


Discussion of Significant Differences Between Proposed and 
Final Rules 


A number of changes which have been made to §§ 1.9, 1.27 
and 1.28 as a result of the comments received and further review 
of the proposed rulemaking are identified below. 

Paragraph (c) of § 1.9 has been changed from that proposed 
to simplify the definition by removing the words “including (i) 
the right to make, use, or sell the invention, and (ii) the right 
to exclude others from making, using, or selling the invention”. 
No change in substance is intended by removing these words 
since the phrase “any rights in the invention” obviously is 
inclusive of all rights regardless of how they are, or would be, 
transferred. The words “or otherwise” have also been 
removed to simplify the definition without a change in sub- 
stance. 

Paragraph (d) of § 1.9 is not being promulgated by this rule 
change. 

Paragraph (e) of § 1.9 is changed from that proposed by 
adding the words “located in any country” in item (e) (1) to 
clarify the fact that a university or other institution of higher 
education can qualify regardless of location. Paragraph (e) is 
also changed from that proposed by adding an item (4) to clarify 
that a nonprofit organization if it could qualify as a nonprofit 
organization under item (2) or (3) of paragraph (e) “if it were 
located in this country.” Thus, under paragraph (e).of § 1.9 
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nonprofit organizations will be treated the same for purposes 
of paying fees regardless of location. 

Paragraph (a) of § 1.27 has been changed from that proposed 
by substituting the words “any fee paid as a small entity”. This 
change is intended to clarify the fact that a verified statement 
is not required with every fee. 

Paragraph (b) of § 1.27 has been changed from that proposed 

to clarify who is to file the verified statement. The verified 
statement for a small business concern or nonprofit organization 
is to be filed by “the owner of the small business concern, or 
an official of the small business concern or nonprofit organi- 
zation empowered to act on behalf of the small business concern 
or nonprofit organization . . .” The term “official” as used in 
paragraph (b) is intended to include any officer, employee, or 
part-owner empowered to act on behalf of a small business 
concern or nonprofit organization. For example, an officer or 
employee of a corporation empowered to act for the corporation 
by its board of directors would be qualified to sign such a verified 
statement. 

Paragraph (c) of § 1.27 relating to claiming status as a small 
business concern is not being promulgated at this time, but will 
be the subject of a separate final rule. 

Paragraph (d) of § 1.27 has been changed from that proposed 
in the same manner as paragraph (b) of § 1.27 has also been 
hanged from that proposed by adding a reference to § 1.9 (e)(4). 

Paragraph (a) of § 1.28 has been changed from that proposed 
by adding the words “or patent” in the first and third sentences 
since the failure to establish status as a small entity could occur 
in a patent as well as in an application. An exception to the 
requirement for a verified statement has also been inserted into 
paragraph (a) of § 1.28 for applications filed under § 1.60 where 
the status as a small entity has been established in a parent 
application and is still proper. Under this change in paragraph 
(a) of proposed § 1.28, the application filed under § 1.60 “must 
include a reference to a verified statement in a parent application 
if status as a small entity is still proper and desired.” 

Paragraph (b) of § 1.28 has been completely rewritten from 
that proposed to remove the requirement that the notification 
of a change in status resulting in loss of entitlement to small 
entity status must be filed prior to paying the next fee due. 
Instead, paragraph (b) of § 1.28 provides that after establishment 
of small entity status, “fees as a small entity may thereafter be 
paid in that application or patent without regard to a change 
in status until the issue is due or any maintenance fee is due.” 
Paragraph (b) of § 1.28 is also changed from that proposed 
by removing the sentence stating that payment of any fee as 
a small entity serves “as a representation that such payment as 
a small entity is proper at the time the payment is made.” This 
change does not sanction the payment of improper fees, but is 
no longer necessary in view of another change in paragraph (b) 
which specifically provides that notification of any change in 
status resulting in loss of entitlement to small entity status “must 
be filed in the application or patent prior to paying, or at the 
time of paying, the earliest of the issue fee or any maintenance 
fee due after the date on which status as a small entity is 
no longer appropriate pursuant to § 1.9.” The effect of the 
changes to paragraph (b) of § 1.28 is to permit status to be 
established and then checked only (1) at the payment of the issue 
fee and (2) at the time of payment of each maintenance fee. 
This means that only four checks are required during the pen- 
dency and term of a patent after initial establishment of small 
entity status if such establishment was prior to payment of the 
issue fee. The last sentence of paragraph (b) has been changed 
from that proposed by inserting the words “of change in status” 
after “notification” for clarity. 

Paragraph (c) of § 1.28 has been changed from that proposed 
to require a verified statement explaining how the error in good 
faith occurred only in situations where the error occurred. This 
change from paragraph (c) as proposed will reduce paperwork 
and will provide a three-month grace period to correct errors 
with no explanations required for correction during that three- 
month period. The change has also been made to alleviate 
concerns about paragraph (d) of § 1.28 which is being adopted 
as proposed. 


Response to Comments on the Patent Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the oral testimony and 
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the written comments, were considered in adopting the changes 
set forth herein. 

Written comments on the patent rules and forms affected by 
this final rule were received from three patent law groups and 
thirteen individuals. The three patent law groups were (1) the 
American Patent Law Association; (2) the Patent, Trademark, 
and Copyright Section of the Virginia State Bar; and (3) the 
Patent, Trademark and Copyright Law Section of the Bar As- 
sociation of the District of Coiumbia. 

Oral comments were presented at the hearing on behalf of 
two patent law groups. 

The comments appear below along with replies thereto. 
Comment: 

One comment suggested that the definition of “independent 
inventor” be simplified. 

Reply: 

The definition of “independent inventor” has been simplified 
without a change in substance by removing the words “including 
(i) the right to make, use, or sell the invention, and (ii) the right 
to exclude others from making, using, or selling the invention.” 
Comment: 

One comment suggested that there is no need to include any 
more than a simplified statement that a “non-profit organization 
includes a university or other institution of higher education” 
Reply: 

The suggestion has not been adopted since it is the intent 
of the rules to delineate as clearly as possible what organizations 
can qualify as nonprofit organizations without having to expend 
undue resources deciding each request on a case-by-case basis. 
Comment: 

One comment suggested that § 1.9(e) discriminates against 
foreigners and thus violates the principle of national equality 
set forth in the Stockholm text of the Paris Convention for the 
Protection of Industrial Property. 

Reply: 

Section 1.9(e), as promulgated, defines a nonprofit organi- 
zation in such a way that it is clear that foreigners are not 
excluded. 

Comment: 

One comment questioned whether or not government organi- 
zations can qualify as nonprofit organizations and more spe- 
cifically, whether or not a government research facility can 
qualify under the broad definition of a nonprofit scientific or 
educational organization. Another comment recommended that 
§ 1.9(e) be expanded to include the U.S. Government in the 
definition of a “nonprofit organization.” 

Reply: 

Government organizations as such, whether domestic or 
foreign, cannot qualify as nonprofit organizations as defined in 
§ 1.9(e). Section 1.9(e) was based upon 35 U.S.C. 201(i), as 
established by Public Law 96-517. The limitation to “an organi- 
zation of the type described in section 501(c)(3) of the Internal 
Revenue Code of 1954 (26 U.S.C. 501(c)(3)) and exempt from 
taxation under section 501(a) of the Internal Revenue Code (26 
U.S.C. 501(a))” would by its nature exclude the U.S. government 
and its agencies and facilities, including research facilities and 
government corporations. State and foreign governments and 
governmental agencies and facilities would be similarly ex- 
cluded. Section 1.9(e) is not intended to include within the 
definition of a nonprofit organization government organizations 
of any kind located in any country. A university or other in- 
stitution of higher education located in any country would 
qualify, however, as a “nonprofit organization” under § 1.9(e) 
even though it has some government affiliation since such 
institutions are specifically included. 

Comment: 

One comment was directed to, and opposed, Public Law 96- 
517 and H.R. 6260 rather than the specific provisions of §§ 1.9, 
1.27 and 1.28 on the ground that the concept of a self-supporting 
agency is ill-conceived, shortsighted and wrong. 

Reply: 

Public Law 96-517 and H.R. 6260 are not issues for con- 
sideration in this rule change. 
Comment: 

One comment asserted that the imposition of different fees 
depending upon the status of an applicant is unwise, unworkable, 
and will not “improve the efficiency of the Patent Office”, while 
another comment urged the Office to “disavow the proposal for 
a two-tier fee system and adopt a different approach to assuring 
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that patent and trademark fees are set so that individual inventors 

and small businesses can coi.tinue to obtain the protection of 

the patent and trademark system.” Another comment supported 

= two-tier fee system, particularly as related to universities. 
eply: 

The imposition of different fees is a legislative mandate 
imposed by the public law resulting from H.R. 6260 and is not 
an issue for consideration in this rule change. 

Comment: 

Four comments expressed concern that small entity status 
is required to be confirmed each time a fee as a small entity 
is paid. Alternative procedures which involve (1) confirming 
status at the time of filing and at the time the issue fee is paid, 
or (2) allowing a statement of status to hold for a period of time 
were recommended. 

Reply: 

The last sentence in § 1.27(a) states that “[s]uch a verified 
statement need only be filed once in an application or patent 
and remains in effect until changed.” It was not intended that 
such statements would be required each time a fee is paid. In 
order to clarify § 1.27(a), the first sentence has been changed 
to require the statement prior to or with the first fee paid as a 
small entity. Thereafter, notice is only required where a change 
in status occurs. In addition, § 1.28(b) has been rewritten to 
provide that “[o]nce status as a small entity has been established 
in an application or patent, fees as a small entity may there- 
after be paid in that application or patent without regard to a 
change in status until the issue fee is due or any maintenance 
fee is due.” 

Comment: 

One comment suggested that a paragraph 1.27(e) be added 
which would require confirmation of small entity status at the 
time of paying the patent issue fee and each maintenance fee 
and that this be done by a statement which designates the 
applicant’s small entity status as of the close of the last fiscal 
year next preceding the date of the statement. 

Reply: 

The suggested paragraph has not been added. However, 
paragraph (b) of § 1.29 has been completely rewritten to permit 
Status to be established and then checked only (1) at the payment 
of the issue fee and (2) at the time of payment of each main- 
tenance fee. Instead of requiring papers to be filed confirming 
status as suggested in the comment, the rules as adopted require 
that “[nJotification of any change in status resulting in loss of 
entitlement to small entity status must be filed in the application 
or patent prior to paying, or at the time of paying, the earliest 
of the issue fee or any maintenance fee due after the date on 
which status as asmailentity is no longer appropriate pursuant 
to § 1.9.” Paragraph (b) of § 1.28, as promulgated, is considered 
preferable to the suggested paragraph (e) of § 1.27 since it will 
eliminate the filing of a confirming statement where there has 
been no change in status as a small entity. This reduces unnec- 
essary paperwork. 

Comment: 

One comment suggested that verified statements of small 
entity status need not be filed in Rule 60 applications. 
Reply: 

The suggestion was adopted and is reflected by the change 
in § 1.28(a). In such applications, it will be sufficient to include 
areference to a verified statement establishing small entity status 
in a parent application if status as a small entity is still proper 
and desired. 

Comment: 

One comment suggested that proposed paragraph | .28(b) be 
amended by inserting the words “believed to be” after “small 
entity is” in the second sentence. 

Reply: 

Paragraph (b) of 3 1.28 as promulgated does not contain the 
sentence to which the suggestion is directed. 
Comment: 

One comment suggested that paragraph (c) of § 1.28 be 
amended by deleting the word “verified” so that a statement 
explaining how an error in good faith occurred can be made 
“on the basis of information and belief.” 

Reply: 

The suggestion has not been adopted. However, paragraph 
(c) of § 1.28 as promulgated permits the correction of errors 
without a verified statement if the correction is accomplished 
within three months after the date the error occurred. 
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Comment: 

Three comments expressed concern about the provision 
dealing with fraud on the Patent and Trademark Office because 
of some questionable act in connection with paying fees as a 
small entity and indicated that some persons have raised a 
question as to the Office’s authority to designate the payment 
of a lesser fee as fraud. The comments suggested that proposed 
§ 1.28 be withdrawn and turned over to an ad hoc group of Patent 
and Trademark Office officials and practitioners for immediate 
examination and timely comment. 

Reply: 

The period for comments was extended until Aug. 13, 1982, 
as an alternative to, and in response to, the suggestion that § 
1.28 be withdrawn and turned over to an ad hoc committee. The 
extended period for comments has now expired and all com- 
ments which have been received have been carefully considered. 
In response to the statement that some persons have raised a 
question regarding the Office’s authority to designate payment 
of a lesser fee as fraud, no authority has been cited which would 
establish or suggest that the Office does not have the authority 
to adopt this section. Paragraph (d) of § 1.28 has been strictly 
limited to those situations in which there is an attempt to fraudu- 
lently establish entity, or improperly and through gross negli- 
gence establish status or pay fees as a small entity. Paragraph 
(d) of § 1.28 is clearly within the rule-making authority provided 
to the Commissioner pursuant to 35 U.S.C. 6 to protect the 
integrity of the system established by the public law resulting 
from H.R. 6260, whereby fees are reduced ‘or small entities. 
In order to alleviate the concerns expressed about paragraph 
(d) of § 1.28, paragraph (c) of § 1.28 has been changed from 
that proposed to require a verified statement explaining how 
the error in good faith occurred only in situations where the error 
is not corrected within three months of the date on which the 
error occurred. This three-month grace period to correct errors 
with no explanations required for correction during that three- 
month period should reduce the concern about paragraph (d) 
of § 1.28. 

Comment: 

One comment by an attorney (1) objected to and requested 
removal of the second sentence of § 1.28(d) because he has to 
rely on the information provided by the client and does not have 
the facilities to check the reliability of information the client 
provides relating to the client’s status as a small entity, and (2) 
raised the question as to how much investigation any attorney 
or other individual must make in order to avoid being guilty 
of “gross negligence” under § 1.28(d). 

Reply: 

The rules do not authorize an attorney to sign a verified 
statement establishing status as a small entity on behalf of a 
client. The client has to sign the verified statement. Paragraph 
(b) of § 1.27 requires that any verified statement filed on behalf 
of an independent inventor must be signed by the independent 
inventor except as provided in §§ 1.42, 1.43, or 1.47. Paragraph 
(d) of § 1.27 requires that any verified statement filed on behalf 
of a nonprofit organization must be signed by an official of the 
nonprofit organization empowered to act on behalf of the or- 
ganization. The intent of paragraphs (b) and (d) of § 1.27 is that 
the verified statement be signed by the person in the best position 
to know the facts as to whether or not status as a small entity 
can be properly established. Insofar as the attorney's irrespon- 
sibilities and duty to investigate are concerned, these do not 
differ from those presently owed the Office under §§ 1.56, 1.346, 
and 1.555. 

Comment: 

One comment suggested that paragraph (d) of § 1.28 be 
replaced by a provision under which a “stiff fine” would be 
assessed against “a wrongdoer who has not paid fees in good 
faith.” 

Reply: 

The suggestion has not been adopted. Assessing a fine as 
the only penalty against “a wrongdoer who has not paid fees 
in good faith” might tend to encourage the payment of incorrect 
fees on the theory that it is unlikely that such a matter would 
be brought to the attention of the Office. 

Comment: 

Three comments the proposed deletion of Part 3 
for the reasons that (1) it is useful to have an up-to-date set of 
forms and (2) there does not seem to be a pressing need to delete 
the forms. 
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Reply: 

The Patent and Trademark Office has prepared a booklet 
entitled “Patent and Trademark Forms Booklet” which includes 
full size copies of substantially all of the forms in Part 3. Since 
the forms currently in Part 3 are not “up-to-date” as was sug- 
gested in the comment, no present need is seen to maintain Part 


Response to Comments on the Trademark Rules 


Specific comments were received on the proposed deletions 
of Part 4. All of the comments included in the written submis- 
sions and the oral testimony were considered. 

Written comments were received from four individuals. Oral 
comments restating previously submitted written comments on 
Part 4 were presented by one individual on behaif of his law 
firm. 

These comments appear below along with replies thereto. 
Comment: 

One comment stated that there are rules in Part 4 which are 
not set forth elsewhere. Such guidelines and information in- 
clude, among others, the types of commerce on which an 
application may be based and a requirement for the use of bond 
paper for typed drawings. 

Reply: 

Part 4 does not really carry the effect of rules because the 
forms are not mandatory, but are merely illustrative. The in- 
formation referred to by this individual can be found elsewhere, 
such as in the Trademark Manual of Examining Procedure. 
Furthermore, despite the fact that the forms do not carry the force 
of rules, any correction or modification to them requires the 
cumbersome and time-consuming processes that are associated 
with a rules change. 

Comment: 

Several comments reflected the opinion that some attorneys, 
particularly those who do not specialize in trademark matters, 
may rely on the forms that appear in Part 4. It was believed that 
these individuals may not have or be aware of the compilation 
of forms identified as the “Patent and Trademark Office Forms 
Booklet.” In the absence of such forms in Part 4, these indi- 
viduals may devise their own application formats. Such a prac- 
tice wou!d result in increased informalities which, in turn, would 
result in unnecessary correspondence and delayed prosecution. 
In addition, the commenters believed that the number of written 
and oral inquiries to the Office of the Director of the Trademark 
Examining Operation would increase dramatically. 

Reply: 

The Office of the Director of the Trademark Examining 
Operation currently has a general information telephone line to 
answer inquiries and to accept requests for trademark applica- 
tion forms and related literature. While the Office of the Director 
indicates the availability of the forms booklet to many callers, 
copies of the appropriate trademark application form are sent 
to those individuals who request them. It is more likely that an 
individual who is unaware of the trademark application form 
would call the Office of the Director to request an application 
form than create one for the particular purpose. 

Comment: 

One individual, aware of the Office’s plans for automation 
of the trademark program, saw the present deletion of the forms 
to be inappropriate. This individual felt that the deletion of the 
forms at this point would signal to the user community that the 
Office no longer had any interest in receiving applications in 
any particular format. To take such a position within a year or 
two of the introduction of a rigidly standardized application 
format was, in the opinion of this commenter, unwise. The 
adoption of a machine-readable application form would require 
greater, rather than diminished, reliance on a prescribed format. 
Reply: 

Within the next year or two, the Office will begin experi- 
menting with the use of optical character recognition (OCR) 
equipment to automate the current data capture processes. 
Trademark application formats that are compatible with this 
equipment are likely to require special sizing and printing and, 
as such, are not acceptable for reduced size printing in the Code 
of Federal Regulations. If the existing forms were to be main- 
tained in Part 4, they would remain available for use by appli- 
cants. As a result, the implementation of the new standardized 
application formats would be made more difficult. 
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Comment: 

One commenter believed that since the next reprinting of 
Volume 37 of the Code of Federal Regulations will be in July, 
1983, there is no pressing need to eliminate Part 4 at this time. 
This individual felt that users of the trademark registration 
system should be given additional opportunity to consider the 
significance of removing Part 4. 

Reply: 

Only four comments have been received on the deletion of 
Part 4. The elimination of Part 4 at this time will guarantee that 
the forms do not appear in the 1983 reprinting of the CFR. Of 
course, they will appear in the 1982 version of the CFR booklet 
and will be available until the new edition is published. In this 
matter, future access to these forms will be limited and those 
requiring help may contact the Office and receive the proper 
trademark forms. 


Implementation of §§1.9, 1.27, and 1.28 


Status as a small entity can be established in any application 
or patent for which a fee is due on or after Oct. 1, 1982, and 
in which small entity status is available and desired. 


Other Considerations Relating to Patent and Trademark Fee 
Revisions 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conversation of energy resources. 

This rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Public Law 96-354), Executive 
Order 12291, and the Paperwork Reduction Act of 1980 (44 
U.S.C. 3501 et. seq.). 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L 96-354) for several reasons. The public 
law resulting from H.R. 6260 has taken into consideration the 
impact the increase in fees may have on small entities. Under 
the public law resulting from H.R. 6260 and this rulemaking, 
small entities will be able to pay reduced fees for filing patent 
applications and for the issuance and maintenance in force of 
patents. In general, the rule change will also expedite proceed- 
ings before the Patent and Trademark Office, changing existing 
procedures where they can be simplified. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et. seq., since no 
significant additional record keeping or reporting requirements 
are place upon the public. 


List of Subjects in 37 CFR Parts 1, 3 and 4 


Administrative practice and procedure, Colleges and univer- 
sities, Courts, Fraud, Inventions and patents, Nonprofit organi- 
zations, Small businesses, Trademarks. 

(Text of adopted rules appears in 37 CFR, revised July 1, 
1983.) 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents and Trademarks. 


[1022 OG 29] 


Aug. 26, 1982. 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 2909-187] 


Revision of Patent and Trademark Fees 
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Agency: Patent and Trademark Office, Commerce 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent and trademark cases to establish a 
definition and procedures for the payment of fees under section 
41(a) and (b) of Title 35, United States Code, by small business 
concerms as required by Pub. L. 97-247. This action adopts the 
definition of a “small business concern” for purposes of paying 
patent fees established by the Small Business Administration 
and is necessary at this time in order that the procedures for 
paying reduced fees will be effective on Oct. 1, 1982, the 
effective date of the changes in the amounts of Patent and 
Trademark Office fees established by Pub. L. 97-247. 
Effective Date: Oct. 1, 1982 

For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail addressed to the Commis- 
sioner of Patents and Trademarks, Attention: R. Franklin Burnett, 
Room 3-11A13, Washington, D.C. 20231. 

Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register on June 28, 1982, at 47 
FR 28042-28063 and in the Official Gazette on June 29, 1982, 
at 1019 O.G. 57-120. Oral hearings were held on July 9, 1982. 
Full consideration has been given to all of the letters, statements, 
and testimony received at the time. A final rule on “Revision 
of Patent and Trademark Fees” was published on July 30, 1982 
at 47 FR 33086-33112 with corrections in the printing thereof 
being published on Aug. 4, 1982, at 47 FR 33688 and on Aug. 
5, 1982 at 47 FR 33959. The final rule was also published in 
the Official Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. In 
view of comments received at the hearings, additional time for 
comment on certain rules, including those covered by this 
change, was given until Aug. 13, 1982. The notice extending 
the time for comment was published on July 27, 1982 at 47 FR 
32458. A final rule relating to definitions of “independent 
inventor” and “nonprofit organizations” was published on Sept. 
10, 1982 at 47 FR 40134-40140. 


Objectives of Rule Changes 


These rule changes are designed to implement the Patent and 
Trademark Office fees and procedures which are provided for 
by Pub. L. 97-247. 


Public Law 97-247 


Pub. L. 97-247, signed Aug. 27, 1982, provides that funds 
available under the act “shall be used to reduce by 50 per centum 
the payment of fees under section 41(a) and (b) of title 35, United 
States Code” by independent inventors, small business con- 
cerns, and nonprofit organizations. The Commissioner has es- 
tablished regulations defining independent inventors and non- 
profit organizations. Pub. L. 97-247 defines small business 
concerns by reference to Section 3 of the Small Business Act 
and regulations established by the Small Business Administra- 
tion. The Small Business Administration has now established 
the definition of a small business concern for the purpose of 
paying reduced fees under Pub. L. 97-247. That definition is 
hereby incorporated into the patent rules of practice in § 1.9(d). 
‘This rulemaking also establishes the procedures which will be 
followed by small business concerns when paying the reduced 
fees. 


Discussion of Specific Sections 


The following sections are changed by this final rule, effec- 
tive Oct. 1, 1982: 


Section 1.9, as amended, adds paragraph (d) which defines 
small business concern as used in Title 37, Code of Federal 
Regulations, Chapter I. A small business concern is identified 
as a “small entity” for purposes of paying fees which are set 
under section 41(a) and (b) of Title 35, United States Code, as 
amended by Pub. L. 97-247. 

Section 1.9(d) defines a small business concern by reference 
to and incorporation of § 121.3-18 of Title 13, Code of Federal 
Regulations. A small business concern is defined therein as any 
business concern (1) whose number of employees, including 
those of its affiliates, does not exceed 500 persons and (2) which 
has not assigned, granted, conveyed, or licensed, and is under 
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no obligation under contract or law to assign, grant, convey, 
or license, any rights in the invention to any person who could 
not be classified as an independent inventor if that person had 
made the invention, or to any concern which would not qualify 
as a small business concern or a nonprofit organization under 
this section. The section further defines affiliates of concerns 
and defines also the terms “employees” and “number of em- 
ployees.” Concerns are affiliates of each other when either, 
directly or indirectly, one concern controls or has the power to 
control the other, or a third party or parties controls or has the 
power to control both. The number of employees a business 
concern has is determined by counting the number of persons 
of the concern and its affiliates employed on a full-time, part- 
time or temporary basis during the previous fiscal year of the 
concern and of its affiliates. The number of employees is the 
average over the fiscal year of the persons employed during each 
of the pay periods of the fiscal year. Business concerns located 
in any country which meet the small business definition and 
which comply with the applicable procedures can qualify as a 
“small business concern”. Under the definition, a small business 
concern would no longer qualify as a small business concern 
if any rights were assigned to any individual or concern which 
could not qualify as a small entity pursuant to $ 1.9(f), or if 
the concern came under an obligation to assign any rights to 
any individual or concern which could not qualify as a small 
entity. 

Section 1.9(d) also incorporates paragraph (b) of 13 CFR 
121.3-18which provides for appeals to the Small Business 
Administration from Patent and Trademark Office adverse ini- 
tial size determinations. 

Paragraph 1.27(c) provides for claiming status as a small 
business concern. Any person seeking to establish status as a 
small entity, for the purpose of paying reduced fees, must file 
a statement to that effect prior to or with the payment of the 
first fee paid as a small entity. Under § 1.27, as long as all of 
the rights remain in small entities, the fees established for a small 
entity can be paid. This includes circumstances where the rights 
were divided between an independent inventor, a small business 
concern and a nonprofit organization or any combination thereof. 

A number of changes which have been made to §§ 1.9 and 
1.27 as a result of the comments received and further review 
of the proposed rulemaking are identified below. 

Paragraph (d) of § 1.9 has been changed from that proposed 
so as to incorporate into § 1.9(d), the definition established by 
the Small Business Administration in § 121.3-18 of Title 13, 
Code of Federal Regulations. The definition differs from that 
proposed in specifying the number of employees constituting 
a small business concern and specifying that the concern must 
be one which has not assigned, granted, conveyed, or licensed, 
and is under no obligation under contract or law to assign, grant, 
convey or license any rights in the invention to any person or 
concern which could not be classified as an independent inven- 
tor, small business concern, or nonprofit organization. 

Paragraph (c) of § 1.27 has been changed from that proposed 
to clarify who is to file the verified statement. The verified 
statement for a small business concern is to be signed by “the 
owner or an official of the small business concern empowered 
to act on behalf of the concern.” The term “official” as used 
in paragraph (c) is intended to include any officer, employee, 
or part-owner empowered to act on behalf of a small business 
concern. For example, an officer or employee of a corporation 
empowered to act for the corporation by its board of directors 
would be qualified to sign such a verified statement. 


Response to Comments on the Patent Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the oral testimony and 
the written comments, were considered in adopting the changes 
set forth herein. 

Written comments on the rules affected by this final rule were 
received from three patent law groups and a number of indi- 
viduals. The three patent law groups were (1) the American 
Patent Law Association; (2) the Patent, Trademark, and Copy- 
right Section of the Virginia State Bar; and (3) the Patent, 
Trademark and Copyright Law Section of the Bar Association 
of the District of Columbia. 

Oral comments were presented at the hearing on behalf of 
two patent law groups. 
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The comments appear below along with replies thereto. 
Comment: 

Two comments urged that in view of the “exceedingly 
complex” definitions of a “small business” in 13 CFR 121.3, 
the patent system and those associated with it would be best 
served by setting forth clear guidelines as to whether or not a 
business qualifies as a small business without reference to the 
Small Business Act and without incorporation by reference of 
“the too many pages of SBA regulatory definition.” 

Reply: 

Pub. L. 97-247 specifically refers to section 3 of the Small 
Business Act and regulations established by the Small Business 
Administration for determining whether or not a business con- 
cern qualifies as a small business concern. Pub. L. 97-247 
therefore does not permit the establishment of guidelines with- 
out reference to the Small Business Act and regulations estab- 
lished by the Small Business Administration. Section 1.9(d), 
however, does incorporate the definition as established 
in § 121.3-18 of Title 13, Code of Federal Regulations. This 
will enable persons to utilize § 1.9(d) without also referring to 
a copy of Title 13, CFR. 

Comment: 

One comment argued that § 1.27 should be corrected or 
clarified to indicate that a small business concern would be 
entitled to the 50 percent fee reduction even though it may grant 
a non-exclusive or even an exclusive license to some non-small 
entity. 

Reply: 

The suggestion has not been adopted. Section 1.27 requires 
that the concern qualify as a small business concern as defined 
in § 1.9(d). Section 1.9(d) defines a small business concern by 
incorporating 13 CFR 121.3-18, which in turn defines a small 
business concern as one not exceeding a particular size which 
has not assigned, granted, conveyed, or licensed, and is under 
no obligation under contract or law to assign, grant, convey or 
license, any rights in the invention to any person who could 
not be classified as an independent inventor if that person had 
made the invention, or to any concern which would not qualify 
as a small business concern or a nonprofit organization under 
this section.” The intent of both 13 CFR 121.3-18 and 37 CFR 
1.9(d) and 1.27(c) is to limit the payment of reduced fees under 
section 41 (a) and (b) of Title 35, United States Code, to those 
situations in which all of the rigiits in the invention are owned 
by small entities, i.e., independent inventors, small business 
concerns, or nonprofit organizations. To do otherwise would 
be clearly contrary to the intended purpose of the legislation 
which contains no indication that fees are to be reduced in 
circumstances where rights are owned by non-small entities. 
Adopting the suggestion might, for example, permit a non-small 
entity to transfer patent rights to a small business concern which 
would pay the reduced fees and grant an exclusive license to 
the non-small entity. 

Comment: 

One comment suggested that the specific Small Business 
Administration regulations which are applicable be specified in 
§ 1.9(d). 

Reply: 

The definition of a small business concern as established by 
the Small Business Administration is now incorporated into 
§ 1.9(d). 


Implementation of §§ 1.9 and 1.27 


Status as a small entity can be established in any application 
or patent for which a fee is due on or after Oct. 1, 1982, and 
in which the individual inventor, small business concern, or 
nonprofit organization meets the qualifications established for 
small entity status. 


Other Considerations Relating to Patent and Trademark Fee 
Revisions 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

This rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980 (44 U.S.C. 
3501 et seq.). 
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The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L. 96-354) for several reasons. Pub. L. 97- 
247 has taken into consideration the impact the increase in fees 
may have on small entities. Under Pub. L. 97-247 and this 
rulemaking, small entities will be able to pay reduced fees for 
filing patent applications and for the issuance and maintenance 
in force of patents. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
significant additional record keeping or reporting requirements 
are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and pat- 
ents, Small businesses. 


Amendment of Regulations 


For the reasons indicated above and pursuant to the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, and Pub. L. 97-247, Part 1 of Title 37, Code of Federal 
Regulations, is amended as set forth below. 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. Section 1.9 is amended by adding a new paragraph (d) 
to read as follows: 


§ 1.9 Definitions. 


**e# kk * 


(d) A small business concern as used in this chapter means 
any business concern as defined by the Small Business Admini- 
stration in 13 CFR 121.3-18, published on September 30, 1982 
at 47 FR 43273. For the convenience of the users of these 
regulations, that definition states: 


§ 121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code 


(a) Pursuant to Pub. L. 97-247, a small business concern for 
purposes of paying reduced fees under 35 U.S. Code 41 (a) and 
(b) to the Patent and Trademark Office means any business 
concern (1) whose number of employees, including those of its 
affiliates, does not exceed 500 persons and (2) which has not 
assigned, granted, conveyed, or licensed, and is under no ob- 
ligation under contract or law to assign, grant, convey or license, 
any rights in the invention to any person who could not be 
classified as an independent inventor if that person had made 
the invention, or to any concern which would not qualify as 
a small business concern or a nonprofit organization under this 
section. For the purpose of this section concerns are affiliates 
of each other when either, directly or indirectly, one concern 
controls or has the power to control the other, or a third party 
or parties controls or has the power to control both. The number 
of employees of the business concern is the average over the 
fiscal year of the persons employed during each of the pay 
periods of the fiscal year. Employees are those persons em- 
ployed on a full-time, part-time or temporary basis during the 
previous fiscal year of the concern. 

(b) If the Patent and Trademark Office determines that a 
concern is not eligible as a small business concern within this 
section, the concern shall have a right to appeal that determi- 
nation to the Small Business Administration. The Patent and 
Trademark Office shall transmit its written decision and the 
pertinent size determination file to the SBA in the event of such 
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adverse determination and size appeal. Such appeals by con- 
cerns should be submitted to the SBA at 1441 L Street, NW.. 
Washington, D.C. 20416 (Attention: SBA Office of General 
Counsel). The appeal should state the basis upon which it is 
claimed that the Patent and Trademark Office initial size de- 
termination on the concern was in error; and the facts and 
arguments supporting the concern’s claimed status as a small 
business concern under this section. 

2. Section 1.27 is amended by adding a new paragraph (c) 
to read as follows: 


$§ 1.27 Statement of status as small entity. 


*e ee * 


(c) Any verified statement filed pursuant to paragraph (a) 
of this section on behalf of a small business concern must (1) 
be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concern; (2) aver 
that the concern qualifies as a small business concern as defined 
in {g49 1.9(d); and (3) aver that exclusive rights to the invention 
have been conveyed to and remain with the small business 
concern, or if the rights are not exclusive, that all other rights 
belong to small entities as defined in § 1.9. Where the rights 
of the small business concern as a small entity are not exclusive, 
a verified statement must also be filed by the other small entities 
having rights averring to their status as such. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Sept. 23, 1982. 


[FR Doc.82-26941 Filed 9-29-82; 8:45 am] 
BILLING CODE 3610-16- M 


SMALL BUSINESS ADMINISTRATION 
13 CFR Part 121 


Definition of Small Business for Paying Reduced Patent Fees 
Under Title 35, United States Code 


Agency: Small Business Administration. 

Action: Final rule. 

Summary: The Small Business Administration in conjunction 
with the Patent and Trademark Office is establishing a definition 
of small business for the purpose of paying patent fees under 
section 41 (a) and (b) of Title 35, United States Code, which 
are reduced by 50 per centum for small business concerns as 
required by Pub. L. 97-247. The definition would be imple- 
mented by the Patent and Trademark Office, which has recently 
published its regulations on the fee reduction procedures (47 
FR 40134, Sept. 10, 1982). 

Effective Date: Oct. 1, 1982. 

For Further Information Contact: R. Franklin Burnett (703) 
557-3054. Harvey Bronstein (202) 653-6373. 
Supplementary Information: Pub. L. 97-247 provides that funds 
available under the Act to the Patent and Trademark Offi ce 
“shall be used to reduce by 50 per centum the payment of fees 
under Section 41 (a) and (b) of Title 35, United States Code, 
by small business concerns as defined in Section 3 of the Small 
Business Act and by regulations established by the Small Busi- 
ness Administration.” 

A notice of proposed rulemaking relating to the definition 
of a small business was published in the Federal Register on 
Aug. 31, 1982 (47 FR 38331). The regulation being issued is 
the same as that which was proposed. In order to be a sinall 
business, the number of employees of the concern, including 
those of its affiliates, may not exceed 500 persons. Concerns 
are affiliates of each other when either, directly or indirectly, 
one concern controls or has the power to control the other, or 
a third party or parties controls or has the power to control both. 
The number of employees of a business concern is determined 
by counting the number of persons of the concern and its 
affiliates employed on a full-time, part-time or temporary basis 
during the previous fiscal year of the concern and of its affiliates. 
The number of employees is the average over the fiscal year 
of the persons employed during each of the pay periods of the 
fiscal year. 
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The definition also requires a small business for this purpose 
to be one which has not assigned, granted, conveyed, or licensed, 
and is under no obligation under contract or law to assign, grant, 
convey, or license, any rights in the invention to any 
person who could not be classified as an indepen- 
dent inventor if that person had made the inven- 
tion, or to any concern which would not qualify as a 
small business concern or a nonprofit organization under this 
section.” 


Discussion of Comments 


One comment from the American Patent Law Association, 
whose membership includes several thousand lawyers involved 
in the practice of law before the U.S. Patent and Trademark 
Office, expressed “no comment regarding the definition” and 
expressed “[t}hanks for all that’s been done toward a hopefully 
workable definition.” The remaining comments were from 
individual patent attorneys rather than comments on behalf of 
any organization. 

Two comments raised questions about the intended scope 
of the term “license.” It was suggested that clarification is needed 
as to what is included within the scope of the term. One comment 
suggested that, “[a]t the very least, the record should reflect that 
the definition is not intended to reach implied licenses to use 
and resell patented articles purchased from a small business.” 
The comment is correct insofar as it suggests that such “implied 
licenses” are not intended to be included within the scope of 
the term. Likewise, an order by the applicant to a firm to build 
a proto-type machine or product for the applicant’s own use 
is not considered to constitute a license for purposes of the 
definition. 

Another suggestion was that the regulation be reworded to 
deny small business status where revenue above a certain dollar 
amount was received from licensing rights under the invention 
to a concern which could not qualify as a small entity. It was 
also suggested that the term “exclusive license of any of the 
rights in the invention” be used instead of the term “license.” 
The latter two suggestions have not been adopted. Adoption of 
these suggestions would cause the regulation to become more 
complicated, and does not appear necessary to aid small con- 
cerns in accord with the purposes of the legislation. In addition, 
it could substantially broaden the number of concerns which 
could qualify with a resulting excessive loss of revenue to the 
Patent and Trademark Office. It is not seen likely that the 
restriction on licensing would unduly or adversely affect the 
ability of the small business concern to participate in the patent 
system. 

Another comment which was made related to a firm which 
is a subsidiary of a university or other nonprofit organization. 
The suggestion was made that the number of employees of the 
university or other nonprofit affiliate be excluded from consid- 
eration in determining whether or not the business concern 
qualifies as a small business concern. The suggestion has not 
been adopted since the situation raised is already treated under 
the definition of nonprofit organization established by the Patent 
and Trademark Office on Sept. 10, 1982, at 47 FR 40134-40140. 
Under that Patent and Trademark Office regulation, a wholly 
owned subsidiary of a nonprofit or university is considered a 
part of the university or nonprofit and thus is already eligible 
for the fee reduction. 

One comment suggested that the regulation contain language 
specifying that concerns meeting its requirements are also in- 
dependently owned and operated and not dominant in their field 
of operation under the Small Business Act. It is not necessary 
to include this language since this regulation already contains 
an affiliation test for this purpose; and it is generally unlikely 
that a small concern would be found to be dominant. The 
legislative history of the Small Business Act indicates that “The 
mere fact that a small business makes a particular product or 
item and is dominant in its field with respect to the particular 
product or item is not intended to disqualify it from the benefits 
of this Act * * * “(House Report 494, 83rd Congress, Ist Session 
1953). SBA Size Appeals Board precedents have consistently 
stated that dominance under the Act and the SBA regulations 
is not viewed in narrow industry subdivisions. It, therefore, does 
not appear that concerns defined as small business under this 
provision would be dominant within the meaning of the Small 
Business Act. 
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Another comment suggested that foreign concerns should 
not be eligible as small business under this provision. Since this 
patent legislation was enacted by the Congress with knowledge 
of the Paris Convention for the Protection of Industrial Property, 
there is no indication that Congress intended that foreign small 
business not be eligible for the fee reduction. It is the view of 
the Patent and Trademark Office that excluding foreign small 
concerns would violate U.S. treaties in the patent area. 

This comment also questioned whether the Patent and Trade- 
mark Office should make initial size determinations, or whether 
they could more appropriately be made by SBA. Since the fee 
reduction procedure is part of the patent application and of other 
Patent and Trademark Office actions and may involve Patent 
law questions, it would be administratively infeasible to have 
initial size determinations made by the SBA. The Patent and 
Trademark Office recently issued regulations (Sept. 10, 
1982, 47 FR 40134) which set forth the fee reduction proced- 
ures. 


Other Considerations Relating to the Rulemaking 


Environmental, energy, and other considerations: The rule 
will not have a significant impact on the quality of the human 
environment or the conservation of energy resources. 

Small business concerns will be benefited by the rule. The 
proposed rule will not have a significant economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). Public Law 97-247 has taken into con- 
sideration the impact it may have on small entities and has 
reduced the fees, therefore, by 50 per centum. 

The Small Business Administration has determined that this 
rule is not a major rule under Executive Order 12291. The annual 
effect on the economy will be less than $100 million. There will 
be no major increase in costs or prices for consumers, individual 
industries, Federal, State, or local government agencies, or 
geographic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

This rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no sig- 
nificant additional record keeping or reporting requirements are 
placed upon the public. 


List of Subjects in 13 CFR Part 121 
Small businesses, Inventions and patents. 
PART 121—SMALL BUSINESS SIZE STANDARDS 


Accordingly, pursuant to Section 3 of the Small Business 
Act and Pub. L. 97-247, Part 121 of Title 13 of the Code of 
Federal Regulations is amended by adding § 121.3-18 to read 
as follows: 


§ 121.3-18 Definition of small business for paying reduced 
patent fees under Title 35, U.S. Code. 


(a) Pursuant to Pub. L. 97-247, a small business concern for 
purposes of paying reduced fees under 35 U.S. Code 41 (a) and 
(b) to the Patent and Trademark Office means any business 
concern (1) whose number of employees, including those of its 
affiliates, does not exceed 500 persons and (2) which has not 
assigned, granted, conveyed, or licensed, and is under no ob- 
ligation under contract or law to assign, grant, convey or license, 
any rights in the invention to any person who could not be 
classified as an independent inventor if that person had made 
the invention, or to any concern which would not qualify as 
a small business concern or a nonprofit organization under this 
section. For the purpose of this section concerns are affiliates 
of each other when either, directly or indirectly, one concern 
controls or has the power to control the other, or a third party 
or parties controls or has the power to control both. The number 
of employees of the business concern is the average over the 
fiscal year of the persons employed during each of the pay 
periods of the fiscal year. Employees are those persons em- 
ployed on a full-time, part-time or temporary basis during the 
previous fiscal year of the concern. 
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(b) If the Patent and Trademark Office determines that a 
concern is not eligible as a small business concern within this 
section, the concern shall have a right to appeal that determi- 
nation to the Small Business Administration. The Patent and 
Trademark Office shall transmit its written decision and the 
pertinent size determination file to the SBA in the event of such 
adverse determination and size appeal. Such appeals by con- 
cems should be submitted to the SBA at i441 L Street, NW., 
Washington, D.C. 20416 (Attention: SBA Office of General 
Counsel). The appeal should state the basis upon which it is 
claimed that the Patent and Trademark Office initial size de- 
termination on the concern was in error and the facts and 
arguments supporting the concern’s claimed status as a small 
business concern under this section. 


ROBERT B. WEBBER, 


Sept. 23, 1982. Acting Administrator. 


{FR Doc. 82-20940 Filed 9-29-82; 8:45 am] 
BILLING CODE 8025-01-M 


{1023 O.G. 23] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 31-201-229] 


Revision of Patent Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark: Office is amending the 
rules of practice in patent cases, Part 1 of 37 CFR, to clarify 
the practice under certain sections of Public Law 97-247 of 1982 
and to make certain other changes and clarifications in practice 
which have been found desirable after some experience. The 
rulemaking changes the practice under §§ 1.27 and 1.28 with 
regard to subsequently establishing small entity status and quali- 
fying for a refund of fees paid in full. The changes in other rules 
clarify and improve the practice in certain areas. 

Effective Date: Apr. 1, 1984 

For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to 1) clarify the small entity status of independent in- 
ventors, small business concerns and nonprofit organizations 
having funding agreements with a federal governmental agency 
as defined in 35 U.S.C. 202(c) (4); 2) rewrite § 1.28 to provide 
a system for obtaining a refund of a portion of a fee paid in 
full when small entity status is established within two months 
of the date of such payment; 3) provide that a separate statement 
establishing small entity status is not required in an application 
filed under § 1.62 when such status has been established in the 
parent application; and 4) modify certain other rules to clarify 
practice. 

New § 1.21(1) establishes a fee for processing and retaining 
any application which is abandoned for failing to complete the 
application pursuant to § 1.53(d). This new paragraph, as well 
as the changes to §§ 1.53 and 1.78, indicate that in order to obtain 
benefit of a prior U.S. application, either the basic filing fee or 
the processing and retention fee of § 1.21(1) must be paid. 
Section 1.53(d) further establishes that the application will be 
disposed of if the required fee is not paid within a set period. 
Section 1.56(b) requires submission of copies of foreign patent 
documents, non-patent publications, or other non-patent items 
of information disclosed pursuant to the duty to disclose. 
New § 1.191(d) clarifies that § 1.136 applies in patent appli- 
cations and that § 1.550(c) applies in reexamination proceedings 
to all time periods set forth in §§ 1.191-1.194, 1.196 and 1.197. 


Discussion of Specific Rules and Significant Differences 
Between Proposed and Final Rules: 


Section 1.5, paragraph (a) is amended to remove a reference 
to § 1.55, which is no longer appropriate and to clarify how 
letters to the Office are to be identified. 
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Section 1.6 is amended as proposed to clarify the manner 
in which letters and papers, including fees, filed in accordance 
with § 1.10 by “Express Mail” are date stamped when received 
in the Patent and Trademark Office. Such letters and papers, 
which comply with § 1.10, will be stamped with the date of 
deposit as “Express Mail” with the United States Postal Service 
unless the date of deposit is a Saturday, Sunday or federal holiday 
within the District of Columbia, in which case the date stamped 
will be the next succeeding day which is not a Saturday, Sunday, 
or a federal holiday within the District of Columbia. No papers 
are received in the Patent and Trademark Office on Saturdays, 
Sundays, or federal holidays within the District of Colum- 
bia. 

Section 1.10, paragraphs (a) and (c), are amended to clarify 
that papers deposited as “Express Mail” on a Saturday, Sunday, 
or a federal holiday within the District of Columbia will be 
stamped with the date of the next succeeding day which is not 
a Saturday, Sunday, or a federal holiday within the District of 
Columbia. A cross reference to § 1.6(a) has also been added 
to the rule. This change was not contained in the notice of 
proposed rulemaking but is being made to avoid confusion and 
to ensure that the Office’s practice in date-stamping of papers 
is clearly understood. The change was suggested by a comment 
received on the proposed rules. 

Section 1.14 is amended as proposed to revise paragraph (b) 
to clarify that only complete patent applications as defined 
in § 1.51(a) which become abandoned will be retained for a 
period of twenty years from the filing date. Incomplete 
applications will be retained as provided in §§ 1.21 and 1.53. 

Section 1.19, paragraph (b)(3), is amended as proposed to 
clarify that only copies made from Office records, but not 
prepared by the Office, will be compared with the original prior 
to certification of the copies. The Office will not compare copies 
made from some other copy or record with Office records for 
purposes of certification. The stated charge of ten cents per page 
would not be sufficient to make a word-by-word comparison. 
The requirements of the public appear to still be served by 
limiting the use of the comparison fee to Office records. 

Section 1.21 is amended as proposed to revise paragraph (b) 
(2) and establish a new paragraph (1). The change in paragraph 
(b) (2) is in accord with the change § 1.25 (a). New paragraph 
(1) provides a fee for processing and retaining any application 
which is abandoned pursuant to § 1.53(d). Such applications 
have received a filing date pursuant to 35 U.S.C. 111 but have 
been abandoned for failure to complete the application by filing 
the oath or declaration, filing fee or surcharge § 1.16(e)). The 
fee covers the handling, filming, processing, data input and 
storage required to retain an application. The fee is not due in 
any application in which the basic filing fee was paid. 

Section 1.25 is amended as proposed to revise paragraph (a) 
to set the minimum deposit for a deposit account at $1000 and 
to clarify that an amount sufficient to cover all fees as well as 
services, copies, etc., requested must always be on deposit. This 
minimum amount is considered necessary and proper in view 
of the substantial increase in the amounts of fees being charged 
to deposit accounts and the processing costs of handling over- 
drawn accounts. Paragraph (b) clarifies that fees may be charged 
against a deposit account only where sufficient funds are on 
deposit to cover the entire amount of the fees. Paragraph (b) 
also clarifies that an authorization to charge a fee to a deposit 
account will not be considered payment on the date the authori- 
zation to charge is effective as to that fee unless sufficient funds 
are present in the account to cover the fee. 

Section 1.27 is amended as proposed to revise paragraphs 
(b), (c) and (d) to provide clearly that an independent inventor, 
small business concern, or nonprofit organization, which is 
otherwise qualified as a small entity for purposes of paying 
reduced patent fees under 37 CFR 1.9 and 1.27, is not disquali- 
fied therefrom because of a license to a federal agency pursuant 
to 35 U.S.C. 202(c) (4). Section 1.27 is amended to state that 
such a license does not constitute a license or a conveyance of 
rights which would preclude qualifying for small entity status. 
The amendment is necessary for clarification and to avoid 
frustrating the intent of Public Law 97-247 and Public Law 96- 
517 when taken together. 

The text of Title 35, United States Code, § 202(c) (4) reads 
as follows: 


§ 202. Disposition of rights 
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(c) Each funding agreement with a small business firm or 
nonprofit organization shall contain appropriate provisions to 
effectuate the following: 


eee * 


(4) With respect to any invention in which the contractor 
elects rights, the Federal agency shall have a nonexclu- 
sive, nontransferable, irrevocable, paid-up license to 
practice or have practiced for or on behalf of the United 
States any subject invention throughout the world, and 
may, if provided in the funding agreement, have addi- 
tional rights to sublicense any foreign government or 
international organization pursuant to any existing or 
future treaty or agreement. 


Section 1.28 is amended as proposed to revise paragraph (a) 
to clarify that a separate verified statement is not required to 
be filed in a file wrapper continuing application filed pursuant 
to § 1.62, if status as a small entity has been established in the 
parent application and is still proper. Section 1.28(a) also permits 
a refund of a fee timely paid in the full amount if within two 
months of the date of the full timely payment: (1) small entity 
status is properly established, and (2) a refund is requested. 
Under § 1.28(a), no request for a refund filed later than two 
months after the date on which a full fee has been paid will be 
entertained even if additional time is sought to file the request. 
The two-month period referred to in § 1.28(a) is not a period 
for response under § 1.136 and cannot be extended. Section 
1.28(a) provides for, in somewhat modified form, the practice 
presently in effect pursuant to a watver of § 1.28 published at 
1023 O.G. 77 on Oct. 26, 1982 and extended at 1027 O.G. 115 
on Feb. 15, 1983. The revised refund procedures in § 1.28(a) 
will apply to any fees timely paid in full on or after the effective 
date of the final rule. The refund procedures set forth in the Patent 
and Trademark Office Official Gazette Notice entitled “Filing 
of Verified Statements Claiming Small Entity Status” published 
at 1023 O.G. 77 on October 26, 1982, and the Official Gazette 
Notice entitled “Requirement for Filing Vezified Statements 
Claiming Small Entity Status” published at 1027 O.G. 115 on 
Feb. 15, 1983, continue in effect until the effective date of the 
final rule. 

Section 1.52(d) is amended as proposed to clarify that the 
verified English translation of a non-English language appli- 
cation and the fee set forth in § 1.17(k) can be filed with the 
application or within such time as may be set by the Office. 

Section 1.53, paragraphs (b) and (d), are amended to clarify 
in paragraph (b) that the application for patent must be filed 
in the name of the actual inventor or inventors by giving all 
their names as required by § 1.41. Paragraph 1.53(d) states that 
if a correspondence address is provided, notice will be provided 
to that address where the appropriate filing fee or oath or 
declaration does not accompany the application. Paragraph 
1.53(d) also provides that if the required filing fee is not paid, 
or the processing and retention fee is not paid, within one year 
of the date of mailing of notification pursuant to paragraph 
1.53(d) or within one year from the filing date if no correspon- 
dence address is included in the application, the application will 
be disposed of. The paragraph further indicates that no copies 
will be provided or certified by the Office of an application which 
has been disposed of or in which neither the basic filing fee 
nor the processing fee has been paid. Finally, paragraph 1.53(d) 
specifies that if no correspondence address is included in the 
application, applicant will have two months from the filing date 
to file the fee, oath or declaration and to pay the surcharge set 
forth in § 1.16(e) in order to prevent abandonment of the 
application. 

Section 1.55, paragraph (b), is amended as proposed to 
correct an error in referring to paragraph (a) of this sec- 
tion. 

Section 1.56 is amended as proposed to revise paragraph (b) 
and add a new paragraph (j). Paragraph 1.56(b) requires that 
a copy of each foreign patent document, non-patent publication, 
or other non-patent item of information in written form being 
disclosed pursuant to § 1.56 accompany such disclosures unless 
the copy is not in the possession of the person making the 
disclosure. In such a situation, a statement to that effect is 
required. Paragraph 1.56(b) also adds “or her” to refer to both 
genders. New paragraph 1.56(j) states that applicant will be 
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notified if a copy or statement required pursuant to § 1.56(b) 
is not submitted and that applicant will be given a time period 
within which to file the copy or a statement that the copy is 
not in the possession of the person making the disclosure. Such 
a time period would be extendable under § 1.136. Failure to 
respond in a proper and timely manner would result in aban- 
donment of the application. 

Section 1.59 is amended as proposed to clarify that the Office 
will furnish copies of papers received in the Office at the usual 
cost only if the basic filing fee or the processing and retention 
fee has been paid. 

Section 1.60 is amended to break the section into paragraph 
(a) and new paragraph (b). Paragraph (a) adds a reference to 
amended § 1.78(a) to clarify the conditions under which con- 
tinuation or divisional applications may be filed. New paragraph 
1.60(b) provides that the signing of the oath or declaration can 
be omitted if the prior application was complete as set forth 
in § 1.51(a). New paragraph 1.60(b) also requires that a true 
copy of the prior complete application be filed. The final rule 
also clarifies that the copy of the oath or declaration filed must 
show the applicant’s signature or contain an indication it was 
signed. Paragraph 1.60(b) also provides that only amendments 
reducing the number of claims or adding a reference to the prior 
application will be entered before calculating the filing fee and 
granting the filing date. 

Section 1.62 is amended as proposed to revise paragraphs 
(a) and (d). Paragraph 1.62(a) provides that the file wrapper 
continuing procedure is applicable only to prior complete ap- 
plications under § 1.51(a). Paragraph 1.62(d) clarifies that the 
filing fee referred to is the basic filing fee. 

Section 1.78 is amended as proposed to change the title to 
more explicitly define the contents of the section. Paragraph 
1.78(a) specifies that in order for an application to claim the 
benefit of a prior filed copending national application, the prior 
application must be complete as set forth in § 1.51(a) or be 
entitled to a filing date as set forth in § 1.53(b) and include the 
basic filing fee set forth in § 1.16, or be entitled to a filing date 
as set forth in § 1.53(b) and have paid the processing and 
retention fee set forth in § 1.21(1) within the time period 
set forth in § 1.53(d). 

Section 1.121 is amended as proposed to revise paragraph 
(e) to specify how amendments to the description and claims 
are to be made in reissue applications. 

Section 1.123 is amended as proposed to clarify that the 
sketch showing proposed amendments to the drawing with its 
cover letter should be a separate paper. 

Section 1.135 is amended as proposed to remove paragraph 
(d) since it is not necessary in view of the ability to obtain 
extensions of time under § 1.136(a) by petition and payment 
of fee. 

Section 1.136 is amended as proposed to clarify in paragraphs 
(a) and (b) that the extension of time practice under this section 
does not apply in interference proceedings or in reexamination 
proceedings. Extension of time practice in interference proceed- 
ings, including extension of time for appeal or civil action 
(§ 1.304), is subject to § 1.245. Extension of time practice 
in reexamination proceedings, including extension of 
time for appeal or civil action (§ 1.304), is subject to 
§ 1.550(c). 

Section 1.191 is amended as proposed to add a new paragraph 
(d) to provide that the time periods for appeal and review set 
forth in §§ 1.191-1.194, 1.196 and 1.197 are subject to the 
provisions of § 1.136 for patent applications or § 1.550(c) for 
reexamination proceedings. 

Section 1.192 is amended as proposed to revise paragraph 
(a) to delete the reference to § 1.136 since it is provided for 
in new § 1.191(d). 

Section 1.197 is amended as proposed to revise paragraph 
(b) to delete the reference to § 1.136 since it is provided for 
in new § 1.191(d). 

Section 1.304 is amended as proposed to clarify that exten- 
sions of time periods set forth therein are subject to the provisions 
. of § 1.245 for interferences or § 1.550(c) where reexamination 
proceedings are involved rather than to § 1.136 which applies 
in all other cases. 

Section 1.550 is amended as proposed to revise paragraph 
(c) toclarify that the time for taking any action, including appeal, 
by a patent owner in a reexamination proceeding is governed 
solely by this section. 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 51 
(51) 


Section 1.555 is amended to revise paragraphs (a) and (b). 
In paragraph 1.555(a) “prior art” statement has been changed 
to “information disclosure” statement to conform to the lan- 
guage of § 1.98. Paragraph 1.555(b) requires that disclosures 
pursuant to this paragraph be accompanied by a copy of each 
foreign patent document or non-patent printed publication which 
is being disclosed and which is in the possession of the person 
making the disclosure. 


Responses to Comments on the Rules 


Specific comments were received on a number of the sec- 
tions. Thirty-five letters presenting written comments were re- 
ceived. No oral testimony was presented at the public hearing 
conducted on Oct. 18, 1983. All of the comments were con- 
sidered in adopting the changes set forth herein. Comments 
appear below with responses thereto. 


Comments from Associations 


Comment: 

The American Patent Law Association commented that they 
were in full accord with most of the proposed changes. They 
submitted comments and suggestions from some members. The 
Patent, Trademark and Copyright Section of the American Bar 
Association did not render an official section position on the 
proposed rule changes but polled its members and found the 
majority of the member responding either to favor the proposed 
rule changes or to view them as acceptable. They also submitted 
comments and suggestions from some members. The United 
States Trademark Association commented on the proposed rules 
concerning deposit accounts. 

Reply: 

The efforts and input of these organizations are appreciated. 
Specific comments and suggestions from individual members 
of the organizations are covered below. 


Comments from Individuals 


Comment: 

One comment was received that the proposed amendment 
to § 1.6 was unnecessary and possibly improper. 
Reply: 

The amendment to § 1.6 has been adopted as proposed. The 
amended rule sets out the Patent and Trademark Office practice 
which has been in effect. No papers are stamped as having 
arrived in the Office on Saturday, Sunday, or a federal holiday 
within the District of Columbia no matter how the papers are 
filed. Article 4, C(3) of the Paris Convention says that the period 
of priority shall be extended until the first following working 
day “when the Office is not open for the filing of applications 
in the country where protection is claimed”. To accept papers 
through use of “Express Mail” or some other way on Saturdays, 
Sundays or federal holidays within the District of Columbia 
would raise the possibility that the Office would be viewed as 
open for the filing of papers on such days and thereby remove 
the current ability to file a priority claiming application on the 
first working day if the priority year ended on a non-working 
day. The final rule avoids this implication. 

Comment: 

One comment indicated that the change to § 1.6 should not 
be applied retroactively to papers filed before the clarifying 
language was placed in the rule. 

Reply: 

Any such fact situation will be reviewed through the normal 
petition procedure. 
Comment: 

One comment suggested that § 1.10 be amended rather than 
§ 1.6 with regard to papers deposited as “Express Mail” on a 
Saturday, Sunday, or federal holiday within the District of 
Columbia. 

Reply: 

This comment has been adopted in that both §§ 1.6 and 1.10 
have been amended to avoid any possible confusion. 
Comment: 

One comment suggested that § 1.19(b) (3) be changed to 
permit the Office to certify material not copied from the records 
of the Office when reproduction of Office records is not feasible 
or possible. 
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Reply: 

This comment has not been adopted. The Office will only 
certify that material is a copy of an Office record if, in fact, the 
material was reproduced from the Office record. 

Comment: 

One person commented that the $100 processing and reten- 
tion fee under § 1.21 was excessive and unnecessary. 
Reply: 

The fee is considered proper and necessary in view of the 
cost to the Office in handling, filming, processing and storage 
required to retain an application which has a filing date but in 
which no basic filing fee has been paid. If this expense is not 
covered by the applicant, it must be recovered from other 
sources. 

Comment: 

Twenty-seven comments were received on the proposal to 
amend § 1.25 to raise to $1000 the minimum balance required 
in a deposit account. The amount is also referred to in § 1.21(b) 
(2). These comments generally suggested that the $1000 amount 
was too high for account holders who did not use their accounts 
for charges other than small fees such as for patent copies. 
Several comments received acknowledged that the minimum 
balance for deposit accounts should be raised and suggested 
various amounts less than the proposed $1000. Several com- 
ments suggested a separate account category for persons who 
do not use their accounts for other than small fees. Two com- 
ments suggested that the Office accept credit cards for payment 
of fees. 

Reply: 

These comments and suggestions have not been adopted. The 
fees for filing, processing and issuing of patent and trademark 
applications have increased so as to make the present $40 
minimum balance for deposit accounts totally inadequate. A 
number of persons objecting to the $1000 minimum balance 
acknowledged that they used their deposit accounts as a safe- 
guard against failure to calculate or to submit proper fees by 
a check. An account with a very low balance obviously cannot 
be effective as a safeguard when a patent filing fee is $300 and 
a patent issue fee is $500. Dealing with overdrawn accounts 
causes administrative problems for the Patent and Trademark 
Office. An authorization to charge an account without sufficient 
funds to cover a charge will not be effective as payment and 
may result in loss of rights to an applicant. Also, unnecessary 
expense will be incurred by an applicant if an insufficient 
balance in an account results in abandonment of an application 
and the necessity of filing a petition to revive under 37 CFR 
1.137(b) with the requisite $500 fee. Experience has shown that 
many single practitioners and small firms have failed to have 
sufficient funds in their accounts when needed. The increase 
of the minimum balance in deposit accounts to $1000 is seen 
to be necessary and proper. A failure to raise the minimum 
balance in deposit accounts to $1000 would serve as an incorrect 
indication that the Patent and Trademark Office views a mini- 
mum balance of less than $1000 as acceptable. If it is not possible 
for a small firm or individual to maintain a minimum balance 
of $1000, the deposit account could still be retained and used 
by paying the service charge set forth in § 1.21(b) (2) for any 
month in which the balance at the end of the month is below 
$1000. The use of credit cards is not considered viable since 
legislation would be required to do so. 

Comment: 

Two comments were received suggesting that a license to 
a federal agency in an invention made by a federal employee 
should not preclude the employee from qualifying as a small 
entity and that § 1.27 should be amended to cover this situation. 
Reply: 

These comments have not been adopted. Such an amendment 
was not proposed and the public has not had an opportunity 
to comment on it. 

Comment: 

One comment suggested that the time for filing a verified 
statement claiming small entity status to obtain a refund of a 
filing fee pursuant to § 1.28 should run from the date of mailing 
of the filing receipt due to difficulty in identifying the new 
application before the filing receipt is received. Three persons 
suggested that the period for establishing smali entity status and 
requesting a refund should be three months rather than two 
months as proposed. 

Reply: 
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These comments have not been adopted. An application may 
be identified before the filing receipt is issued in a number of 
ways including title, inventor’s name, filing date and attorney 
docket number. Also, a postcard may be included with filing 
of the application to learn the application serial number. The 
two month period for obtaining a refund is seen to be adequate 
since the small entity practice is no longer new and the public 
has had time to become familiar with it. It allows sufficient time 
to have a small entity statement executed and sent to the Patent 
and Trademark Office. 

Comment: 

One comment suggested that it should be made clear that 
an application filed in a foreign language (§ 1.52(d)) without 
including a signed oath or declaration can receive a filing date 
under the provisions of § 1.53(b). 

Reply: 

The regulations permit and this reply makes it clear that an 
application filed in a language other than English can receive 
a filing date by complying with § 1.53(b). 

Comment: 

Three comments were received suggesting that the proposed 
language not be added to § 1.53(b). One comment alleged that 
the requirement to name the inventors upon filing a patent 
application is not required or even authorized by statute. 
Reply: 

35 U.S.C. 111 says that application for patent “shall be made, 
or authorized to be made, by the inventor”. The rules of practice 
(§ 1.41(a)) contain the same requirement. The amendment 
to § 1.53(b) is only clarifying the rules by also placing the 
requirement in that section. Further, United States patent practice 
has long required that the inventors be named at the time of 
filing. 

Comment: 

One person commented that the language of § 1.53(d) should 
be changed to reflect that only one of the filing fee or processing 
and retention fee must be paid to prevent the application being 
disposed of. 

Reply: 

The language of the rule is seen to be unambiguous in this 
regard. 
Comment: 

One person commented that the language of § 1.53(d) should 
be changed to establish a time within which the processing and 
retention fee may be paid to prevent the application being 
disposed of when no correspondence address has been provided. 
Reply: 

The suggestion has been adopted. 

Comment: 

One person suggested that § 1.56(b) which states that copies 
of disclosed documents must be filed is inconsistent with 
§ 1.56(j) which provides that such copies must be filed unless 
they are not in the possession of the person making the disclo- 
sure. 

Reply: 

The language of § 1.56(b) has been modified to clarify this 
point. 
Comment: 

Three persons commented that the requirement of § 1.56(b) 
that copies of disclosed documents be supplied was an unnec- 
essary burden. One person commented similarly on the require- 
ment of § 1.555 that copies of disclosed documents be supplied. 
Another person suggested that the proposed amendment to § 
1.56(b) would require submission of a complete document even 
if only a small portion were relevant. 

Reply: 

The Office agrees with another person who commented that 
the “requirement that disclosers in application and reexamina- 
tion proceedings provide copies of disclosed documents which 
they have is fair and reasonable and should aid the Examiner 
in making an informed as possible decision in any given pro- 
ceeding”. The portion of a document required to be submitted 
under § 1.56(b) is the portion which is material to the exami- 
nation of the application under § 1.56(a). 

Comment: 

One person commented that the proposed amendment to 
§ 1.78(a) would appear to require that a petition for correction 
of inventorship under § 1.48 be filed in a parent application as 
well as in the continuing application in which the inventorship 
was corrected. 
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Reply: 

The amendment to § 1.78 does not change the practice 
regarding the filing of petitions under § 1.48. 

Comment: 

One person commented that § 1.123 is unclear as amended 
in not referring to the paper requesting that amendments to the 
drawing be made. 

Reply: 

The Patent and Trademark Office no longer makes amend- 
ments to the drawings. Applicants must submit new drawings 
with the changes or use bonded draftsmen to make the amend- 
ments. A paper requesting that the Office make the amendments 
is therefore inappropriate. 

Comment: 

Four persons commented that § 1.135(d) should not be 
deleted since they thought it desirable to be able to ratify 
unsigned papers without paying any fee. 

Reply: 

The statute and rules now provide for obtaining extensions 
of time through simple petition and payment of fee and for 
revival through a simple statement that the abandonment was 
unintentional and the payment of a fee. Further, a filing date 
can now be obtained on filing an application without the oath 
or declaration. The handling of unsigned papers by the Patent 
and Trademark Office causes administrative problems and 
expense to the Office and delays the processing of applications. 
The emergency-type situations involving loss of rights which 
the previous practice was intended to cover have been substan- 
tially eliminated by the changes in the law and rules. 
Comment: 

One person commented that § 1.191(d) was undecipherable 
in that it refers to a number of other rules. 

Reply: 

This section was intended to serve as a point of summari- 
zation for the applicable extension of time rules in appeals before 
the Board of Appeals. The section is seen to adequately serve 
that purpose. 

Comment: 

One person commented that the final sentence of § 1.555(b) 
needs clarification. 
Reply: 

This sentence was not changed by the proposed rules and 
is seen to be clear as written. 
Comment: 

One person commented that proposed § 1.555(b) requires 
copies and does not make any exceptions or qualifications on 
this requirement. 

Reply: 

The language of § 1.555(b) has been clarified to require filing 
of a copy of each foreign patent document or non-patent printed 
publication which is being disclosed and which is in the pos- 
session of the person making the disclosure. 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et. seq. 

The General Counsel of the Department of Commerce cer- 
tified to the Small Business Administration that the rule change 
will not have a significant adverse economic impact on a sub- 
stantial number of small entities (Regulatory Flexibility Act. 
Pub. L. 96-354). Public Laws 96-517 and 97-247 have both 
taken into consideration the impact they may have on small 
entities. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et. seq., since 
no significant additional record keeping or reporting require- 
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ments are placed upon the public. In fact, some paperwork, 
especially that related to filing of small entity statements in 
applications filed under § 1.62 will be reduced. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Coriflict of interests, Courts, In- 
ventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and Public Law 97-247, the Patent and Trademark Office is 
amending Title 37 of the Code of Federal Regulations as set 
forth below. 


37 CFR, Part 1, is amended as follows: 


1. Section 1.5 is amended by revising paragraph (a) to read 
as follows: 


§ 1.5 Identification of application, patent or registration. 


(a) When a letter concerns an application for patent, it should 
state the name of the applicant, the title of the invention, the 
serial number or international application number of the appli- 
cation, the date of filing the same, and, if known, the group art 
unit or other unit within the Patent and Trademark Office re- 
sponsible for considering the letter and the name of the examiner 
or other person to which it has been assigned. 


eee * * 


2. Section 1.6 is amended by revising paragraph (a) to read 
as follows: 


§ 1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent and Trade- 
mark Office are stamped with the date of receipt except where 
such letters and papers are filed in accordance with § 1.10. Any 
such letters and papers filed in accordance with § 1.10 will be 
stamped with the date of deposit as “Express Mail” with the 
United States Postal Service unless the date of deposit is a 
Saturday, Sunday, or federal holiday within the District of 
Columbia in which case the date stamped will be the next 
succeeding day which is not a Saturday, Sunday, or federal 
holiday within the District of Columbia. No papers are received 
in the Patent and Trademark Office on Saturdays, Sundays or 
federal holidays within the District of Columbia. 


**e ee * 


3. Section 1.10 is amended by revising paragraphs (a) and 
(c) to read as follows: 


$ 1.10 Filing of papers and fees by “Express Mail” with cer- 
tificate. 


(a) Any paper or fee to be filed in the Patent and Trademark 
Office can be filed utilizing the “Express Mail Post Office to 
Addressee” service of the United States Postal Service and be 
considered as having been filed in the Office on the date the 
paper or fee is shown to have been deposited as “Express Mail” 
with the United States Postal Service unless the date of deposit 
is a Saturday, Sunday, or federal holiday within the District of 
Columbia. See § 1.6(a). 


x**e* ke * 


(c) The Patent and Trademark Office will accept the certifi- 
cate of mailing by “Express Mail” and accord the paper or fee 
the certificate date under 35 U.S.C. 21(a) (unless the certificate 
date is a Saturday, Sunday, or federal holiday within the District 
of Columbia-see § 1.6(a)) without further proof of the date on 
which the mailing by “Express Mail” occurred unless a question 
is present regarding the date of mailing. If more than a reasonable 
time has elapsed between the certificate date and the Patent and 
Trademark Office receipt date or if other questions regarding 
the date of mailing are present, the person mailing the paper 
or fee may be required to file a copy of the “Express Mail” receipt 
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showing the actual date of mailing and a statement from the 
person who mailed the paper or fee averring to the fact that the 
mailing occurred on the date certified. Such statement must be 
a verified statement if made by a person not registered to practice 
before the Patent and Trademark Office. 

4. Section 1.14 is amended by revising paragraph (b) to read 
as follows: 


§$ 1.14 Patent applications preserved in secrecy 


x*e eK * 


(b) Except as provided in § 1.11(b) abandoned applications 
are likewise not open to public inspection, except that if an 
application referred to in a U.S. patent, or in an application which 
is open to inspection pursuant to {g49 1.139, is abandoned and 
is available, it may be inspected or copies obtained by any person 
on written request, without notice to the applicant. Complete 
applications (§ 1.51(a)) which are abandoned may be destroyed 
after 20 years from their filing date, except those to which 
particular attention has been called and which have been marked 
for-preservation. Abandoned applications will not be returned. 


kkeE* * 


5. Section 1.19 is amended by revising paragraph (b) (3) to 
read as follows: 


§ 1.19 Document supply fees 


** ee * 
(b) * * * 


(3) For comparing copies, made from Patent and Trademark 
Office records but not prepared by the Patent and Trade- 
mark Office, with the original, prior to certification of 
the copies, per page 


* ek * * 


6. Section 1.21 is amended by revising paragraph (b) (2) and 
by adding a new paragraph (1) to read as follows: 


$ 1.21 Miscellaneous fees and charges. 


x**xe ke * 
(b) * * * 


(2) Service charge for each month when the balance at the 
end of the month is below $1000 


x**x* eK * 


(1) For processing and retaining any application abandoned 
pursuant to § 1.53(d) unless the required basic filing fee 
has been paid 


7. Section 1.25 is revised to read as follows: 
$ 1.25 Deposit accounts. 


(a) For the convenience of attorneys, agents, and the general 
public in paying any fees due, in ordering services offered by 
the Office, copies of records, etc., deposit accounts may be 
established in the Patent and Trademark Office upon payment 
of the fee for establishing a deposit account (§ 1.21(b)(1)). A 
minimum deposit of $1000 or more, depending on the activity 
of the individual account, is required. At the close of each 
month’s business, a statement will be rendered. A remittance 
must be made promptly upon receipt of the statement to cover 
the value of items or services charged to the account and thus 
restore the account to its established normal deposit value. An 
amount sufficient to cover all fees, services, copies, etc., re- 
quested must always be on deposit. A service charge (§ 1.21(b)(2)) 
will be assessed for each month that the balance at the end of 
the month is below $1000. 

(b) Filing, issue, appeal, international-type search report, 
international application processing, petition, and post-issuance 
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fees may be charged against these accounts if sufficient funds 
are on deposit to cover such fees. A general authorization to 
charge all fees, or only certain fees, set forth in §§ 1.16 to 1.18 
to a deposit account containing sufficient funds may be filed 
in an individual application, either for the entire pendency of 
he application or with respect to a particular paper filed. An 
1uthorization to charge to a deposit account the fee for a request 
for reexamination pursuant to § 1.510 and any other fees re- 
quired in a reexamination proceeding in a patent may also be 
filed with the request for reexamination. An authorization to 
charge a fee to a deposit account will not be considered pay- 
ment of the fee on the date the authorization to charge 
the fee is effective as to the particular fee to be charged 
unless sufficient funds are present in the account to cover the 
fee. 

8. Section 1.27 is amended by revising paragraphs (b), (c) 
and (d) to read as follows: 


$ 1.27 Statement of status as small entity. 


*e kK * 


(b) Any verified statement filed pursuant to paragraph (a) 
of this section on behalf of an independent inventor must be 
signed by the independent inventor except as provided in §§ 
1.42, 1.43, or 1.47 of this part, and must aver that the inventor 
qualifies as an independent inventor in accordance with § 1.9(c) 
of this part. Where there are joint inventors in an application, 
each inventor must file a verified statement establishing status 
as an independent inventor in order to qualify as a small entity. 
Where any rights have been assigned, granted, conveyed, or 
licensed, or there is an obligation to assign, grant, convey, or 
license, any rights to a small business concern, a nonprofit 
organization, or any other individual, a verified statement must 
be filed by the individual, the owner of the small business 
concern, or an official of the small business concern or nonprofit 
organization empowered to act on behalf of the small business 
concern or nonprofit organization averring to their status. For 
purposes of a verified statement under this paragraph, a license 
to a federal agency resulting from a funding agreement with 
that agency pursuant to U.S.C. 202(c)(4) does not constitute a 
license as set forth in § 1.9 of this part. 

(c) Any verified statement filed pursuant to paragraph (a) 
of this section on behalf of a small business concern must (1) 
be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concern; (2) aver 
that the concern qualifies as a small business concern as 
defined in § 1.9(d); and (3) aver that exclusive rights to the 
invention have been conveyed to and remain with the small 
business concern, or if the rights are not exclusive, that all other 
rights belong to small entities as defined in § 1.9. Where the 
rights of the small business concern as a small entity are not 
exclusive, a verified statement must also be filed by the other 
small entities having rights averring to their status as such. For 
purposes of a verified statement under this paragraph, a license 
to a federal agency resulting from a funding agreement 
with that agency pursuant to 35 U.S.C. 202(c)(4) does 
not constitute a license as set forth in § 1.9 of this 
part. 

(d) Any verified statement filed pursuant to paragraph (a) 
of this section on behalf of a nonprofit organization must (1) 
be signed by an official of the nonprofit organization empowered 
to act on behalf of the organization; (2) aver that the organization 
qualifies as a nonprofit organization as defined in § 1.9(e) of 
this part specifying under which one of § 1.9(e)(1), (e)(2), (e)(3), 
or (e)(4) of this part the organization qualifies; and (3) aver that 
exclusive rights to the invention have been conveyed to and 
remain with the organization or if the rights are not exclusive, 
that all other rights belong to small entities as defined in § 1.9 
of this part. Where the rights of the nonprofit organization as 
a small entity are rot exclusive, a verified statement must also 
be filed by the other small entities having rights averring to their 
status as such. For purposes of a verified statement under this 
paragraph, a license to a federal agency resulting from a funding 
agreement with that agency pursuant to 35 U.S.C. 202(c)(4) does 
not constitute a conveyance of rights as set forth in this para- 
graph. 

9. Section 1.28 is amended by revising paragraph (a) to read 
as follows: 
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$1.28 Effect on fees of failure to establish status, or change 
Status, as a small entity. 


(a) The failure to establish status as a small entity (§§ 1.9(f) 
and 1.27 of this part) in any application or patent prior to paying, 
or at the time of paying, any fee precludes payment of the fee 
in the amount established for small entities. A refund pursuant 
to § 1.26 of this part, based on establishment of small entity 
status, of a portion of fees timely paid in full prior to establishing 
Status as a small entity may only be obtained if a verified 
statement under § 1.27 and a request for a refund of the excess 
amount are filed within two months of the date of the timely 
payment of the full fee. The two-month time period is not 
extendable under § 1.136. Status as a small entity is waived 
for any fee by the failure to establish the status prior to paying, 
at the time of paying, or within two months of the date of payment 
of, the fee. Status as a small entity must be specifically estab- 
lished by a verified statement filed in each application or patent 
in which the status is available and desired, except those ap- 
plications filed under § 1.60 or § 1.62 of this part where the 
status as a small entity has been established in a parent appli- 
cation and is still proper. Once status as a small entity has been 
established in an application or patent, the status remains in that 
application or patent without the filing of a further verified 
statement ‘pursuant to § 1.27 of this part unless the Office is 
notified of a change in status. Status as a small entity in one 
application or patent does not affect any other application or 
patent, including applications or patents which are directly or 
indirectly dependent upon the application or patent in which 
the status has been established, except those filed under § 1.60 
or § 1.62 of this part. Applications filed under § 1.60 or § 1.62 
of this part must include a reference to a verified statement in 
a parent application if status as a small entity is still proper and 


desired. 
**x* ** * 


10. Section 1.52 is amended by revising paragraph (d) to read 
as follows: 


§ 1.52 Language, paper, writing, margins. 


**e* ee * 


(d) An application may be filed in a language other than 
English. A verified English translation of the non-English lan- 
guage application and the fee set forth in § 1.17(k) are required 
to be filed with the application or within such time as may be 
set by the Office. 

11. Section 1.53 is amended by revising paragraphs (b) and 
(d) to read as follows: 


§ 1.53 Serial number, filing date, and completion of application. 


*e* * * * 


(b) The filing date of an application for patent is the date 
on which (1) a specification containing a description pursuant 
to § 1.71 and at least one claim pursuant to § 1.75, and (2) any 
drawing required by § 1.81(a), are filed in the Patent and 
Trademark Office in the name of the actual inventor or inventors 
as required by § 1.41. No new matter may be introduced into 
an application after its filing date (§ 1.118). 


*k#* * * 


(d) If the application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the 
appropriate filing fee or an oath or declaration by the applicant, 
applicant will be so notified, if a correspondence address has 
been provided, and given a period of time within which to file 
the fee, oath, or declaration and to pay the surcharge as set forth 
in § 1.16(e) in order to prevent abandonment of the application. 
If the required filing fee is not timely paid, or if the processing 
and retention fee set forth in § 1.21(1) is not paid within one 
year of the date of mailing of the notification required by this 
paragraph, the application will be disposed of. No copies will 
be provided or certified by the Office of an application which 
has been disposed of or in which neither the required basic filing 
fee nor the processing and retention fee has been paid. The 
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notification pursuant to this paragraph may be made simulta- 
neously with any notification pursuant to paragraph (c) of this 
section. If no correspondence address is included in the appli- 
cation, applicant has two months from the filing date to file the 
fee, oath or declaration and to pay the surcharge as set forth 
in § 1.16(e) in order to prevent abandonment of the application 
or one year from the filing date to pay the processing and 
retention fee set forth in § 1.21(1) to prevent disposal of the 
application. 


** *k * * 


12. Section 1.55 is amended by revising paragraph (b) to read 
as follows: 


§ 1.55 Claim for foreign priority. 


*ee*e * 


(b) An applicant may under certain circumstances claim 
priority on the basis of an application for an inventor’s certificate 
in a country granting both inventor’s certificates and patents. 
When an applicant wishes to claim the right of priority as to 
aclaim or claims of the application on the basis of an application 
for an inventor’s certificate in such a country under 35 U.S.C. 
119, last paragraph (as amended July 28, 1972), the applicant 
or his or her attorney or agent, when submitting a claim for such 
right as specified in paragraph (a) of this section, shall include 
an affidavit or declaration including a specific statement that, 
upon an investigation, he or she has satisfied himself or herself 
that to the best of his or her knowledge the applicant, when filing 
his or her application for the inventor’s certificate, had the option 
to file an application either for a patent or an inventor’s certificate 
as to the subject matter of the identified claim or claims forming 
the basis for the claim of priority. 

13. Section 1.56 is amended by revising paragraph (b) and 
by adding a new paragraph (j) to read as follows: 


§ 1.56 Duty of disclosure; fraud; striking or rejection of 
applications. 


**# ee * 


(b) Disclosures pursuant to this section must be accompanied 
by a copy of each foreign patent document, non-patent pub- 
lication, or other non-patent item of information in written form 
which is being disclosed or by a statement that the copy is not 
in the possession of the person making the disclosure and may 
be made to the Office through an attorney or agent having 
responsibility for the preparation or prosecution of the appli- 
cation or through an inventor who is acting in his or her own 
behalf. Disclosure to such an attomey, agent or inventor shall 
satisfy the duty, with respect to the information disclosed, of 
any other individual. Such an attorney, agent or inventor has 
no duty to transmit information which is not material to the 
examination of the application. 


**x# *& * * 


(j) If any disclosure pursuant to this section does not include 
a copy of each foreign patent document, non-patent publication, 
or other non-patent item of information in written form which 
is being disclosed or a statement that a copy thereof is not in 
the possession of the person making the disclosure, applicant 
will be so notified and given a period of time within which to 
file the copy or a statement that a copy is not in the possession 
of the person making the disclosure. The time period set may 
be extended under § 1.136. 

14. Section 1.59 is revised to read as follows: 


§ 1.59 Papers of application with filing date not to be returned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost of any application in which 
either the required basic filing fee (§ 1.16) or the processing 
and retention fee § 1.21(1)) has been paid. 

15. Section 1.60 is revised to read as follows: 
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§ 1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


(a) A continuation or divisional application (filed under the 
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)), 
which discloses and claims only subject matter disclosed in a 
prior application may be filed as a separate application before 
the patenting or abandonment of or termination of proceedings 
on the prior application. 

(b) An applicant may omit signing of the oath or declaration 
in a continuation or divisional application if (1) the prior ap- 
plication was a complete application as set forth in § 1.51(a) 
and (2) applicant files a true copy of the prior complete appli- 
cation as filed including the specification (including claims), 
drawings, oath or declaration showing the applicant’s signature 
or an indication it was signed, and any amendments referred 
to in the oath or declaration filed to complete the prior appli- 
cation. The copy of the prior application must be accompanied 
by a statement that the application papers filed are a true copy 
of the prior application and that no amendments referred to in 
the oath or declaration filed to complete the prior application 
introduced new matter therein. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior appli- 
cation (§ 1.78(a)) will be entered before calculating the filing 
fee and granting the filing date. 

16. Section 1.62 is amended by revising paragraphs (a) and 
(d) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional appli- 
cation, which uses the specification, drawings and oath or dec- 
laration from a prior complete application § 1.51(a)) to be 
abandoned, may be filed before the payment of the issue fee, 
abandonment of, or termination of proceedings on the prior 
application. The filing date of an application filed under this 
section is the date on which a request is filed for an application 
under this section including identification of the Serial Number, 
filing date, and applicant’s name of the prior complete appli- 
cation. 


*e ee * 


(d) If an application which has been accorded a filing date 
pursuant to paragraph (a) of this section does not include the 
appropriate basic filing fee pursuant to paragraph (b) of this 
section, or an oath or declaration by the applicant in the case 
of a continuation-in-part application pursuant to paragraph (c) 
of this section, applicant will be so notified and given a period 
of time within which to file the fee, oath, or declaration and 
to pay the surcharge as set forth in § 1.16(e) in order to prevent 
abandonment of the application. The notification pursuant to 
this paragraph may be made simultaneously with any notifica- 
tion of a defect pursuant to paragraph (a) of this section. 


*e ee 


17. Section 1.78 is amended by revising the title and para- 
graph (a) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross-refer- 
ences to other applications. 


(a) An application may claim an invention disclosed in the 
same applicant’s prior filed copending national application or 
international application designating the United States of Amer- 
ica. In order for an application to claim the benefit of a prior 
filed copending national application, the prior application must 
be (1) complete as set forth in § 1.51, or (2) entitled to a filing 
date as set forth in § 1.53(b) and include the basic filing fee 
set forth in § 1.16; or (3) entitled to a filing date as set forth 
in § 1.53(b) and have paid therein the processing and retention 
fee set forth in § 1.21(1) within the time period set forth in 
§ 1.53(d). Any application claiming the benefit of a prior filed 
copending national or international application must contain or 
be amended to contain in the first sentence of the specification 
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following the title a reference to such prior application, iden- 
tifying it by serial number and filing date or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(b)). 


*e ee * 


18. Section 1.121 is amended by revising paragraph (e) to 
read as follows: 


§ 1.121 Manner of making amendments. 


*e ee * 


(e) In reissue applications, both the descriptive portion and 
the claims are to be amended by either (1) submitting a copy 
of a portion of the description or an entire claim with all matter 
to be deleted from the patent being placed between brackets 
and all matter to be added to the patent being underlined, or 
(2) indicating the exact word or words to be stricken out or 
inserted and the precise point where the deletion or insertion 
is to be made. Any word or words to be inserted must be 
underlined. See § 1.173. 


*e ee * 


19. Section 1.123 is revised to read as follows: 
§ 1.123 Amendments to the drawing. 


No change in the drawing may be made except by permission 
of the Office. Permissible changes in the construction shown 
in any drawing may be made only by bonded draftsmen, at 
applicant’s expense, or by the submission of substitute drawings 
by applicant. A sketch in permanent ink showing proposed 
changes, to become part of the record, must be filed for approval 
by the examiner and should be a separate paper. 

20. Section 1.135 is amended by removing paragraph (d). 

21. Section 1.136 is revised to read as follows: 


§ 1.136 Filing of timely responses with petition and fee for 
extension of time and extensions of time for cause. 


(a) If an applicant is required to respond within a non- 
statutory or shortened statutory time period, applicant may 
respond up to four months after the time period set if a petition 
for an extension of time and the fee set in § 1.17 are filed prior 
to or with the response, unless (1) applicant is notified otherwise 
in an Office action or (2) the application is involved in an 
interference declared pursuant to § 1.207. The date on which 
the response, the petition, and the fee have been filed is the date 
of the response and also the date for purposes of determining 
the period of extension and the corresponding amount of the 
fee. The expiration of the time period is determined by the 
amount of the fee paid. In no case may an applicant respond 
later than the maximum time period set by statute, or be granted 
an extension of time under paragraph (b) of this section when 
the provisions of this paragraph are available. See § 1.245 for 
extension of time in interference proceedings and § 1.550(c) 
for extension of time in reexamination proceedings. 

(b) When a response with petition and fee for extension of 
time cannot be filed pursuant to paragraph (a) of this section, 
the time for response will be extended only for sufficient cause, 
and for a reasonable time specified. Any request for such extension 
must be filed on or before the day on which action by the 
applicant is due, but in no case will the mere filing of the request 
effect any extension. In no case can any extension carry the date 
on which response to an Office action is due beyond the maxi- 
mum time period set by statute or be granted when the provisions 
of paragraph (a) of this section are available. See § 1.245 for 
extension of time in interference proceedings and § 1.550(c) 
for extension of time in reexamination proceedings. 

22. Section 1.191 is amended by adding a new paragraph 
(d) to read as follows: 


§ 1.191 Appeal to Board of Appeals. 


eee * 
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(d) The time periods set forth in §§ 1.191 through 1.194, 
1.196 and 1.197 are subject to the provisions of § 1.136 for patent 
applications or § 1.550(c) for reexamination proceedings. 

23. Section 1.192 is amended by revising paragraph (a) to 
read as follows: 


§ 1.192 Appellant’ s brief. 


(a) The appellant shall, within 2 months from the date of the 
notice of appeal under § 1.191 in an application, reissue ap- 
plication, or patent under reexamination, or within the time 
allowed for response to the action appealed from, if such time 
is later, file a brief in triplicate. The brief must be accompanied 
by the requisite fee set forth in § 1.17(f) and must set forth the 
authorities and arguments on which the appellant will rely to 
maintain the appeal. The brief must include a concise expla- 
nation of the invention which should refer to the drawing by 
reference characters, and a copy of the claims involved. 


*e ee * 


24. Section 1.197 is amended by revising paragraph (b) to 
read as follows: 


§ 1.197 Action following decision. 


*e ee * 


(b) A single request for rehearing or reconsideration, or 
modification of the decision, may be made if filed within thirty 
days from the date of the original decision, unless that decision 
is so modified as to become, in effect, a new decision, and the 
Board of Appeals so states. 


**e# ke * 


25. Section 1.304 is amended by revising paragraph (a) to 
read as follows: 


§ 1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal to 
the U.S. Court of Appeals for the Federal Circuit (§ 1.302) or 
for commencing a civil action (§ 1.303) is sixty days from the 
date of the decision of the Board of Appeals or the Board of 
Patent Interferences. If a request for rehearing or reconsidera- 
tion, or modification of the decision, is filed within the time 
provided pursuant to § 1.197(b) or § 1.256(b), the time for filing 
an appeal or commencing a civil action shall expire at the end 
of the sixty-day period or thirty days after action on the request, 
whichever is later. The time periods set forth herein are subject 
to the provisions of § 1.136 or § 1.550(c) as to decisions of the 
Board of Appeals, or § 1.245 as to decisions of the Board of 
Patent Interferences. 


*e ee * 


26. Section 1.550 is amended by revising paragraph (c) to 
read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


*e* ee * 


(c) The time for taking any action by a patent owner in a 
reexamination proceeding will be extended only for sufficient 
cause, and for a reasonable time specified. Any request for such 
extension must be filed on or before the day on which action 
by the patent owner is due, but in no case will the mere filing 
of the request effect any extension. 


**e#* * * 


27. Section 1.555 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.555 Duty of disclosure in reexamination proceedings. 


(a) A duty of candor and good faith toward the Patent and 
Trademark Office rests on the patent owner, on each attorney 
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or agent who represents the patent owner, and on every other 
individual who is substantively involved on behalf of the patent 
owner in a reexamination proceeding. All such individuals who 
are aware, or become aware, of patents or printed publications 
material to the reexamination which have not been previously 
made of record in the patent file must bring such patents or 
printed publications to the attention of the Office. An informa- 
tion disclosure statement, preferably in accordance with § 1.98, 
should be filed wihin two months of the date of the order for 
reexamination, or as soon thereafter as possible in order to bring 
such patents or printed publications to the attention of the Office. 
(b) Disclosures pursuant to this section must be accompanied 
by a copy of each foreign patent document or non-patent printed 
publication which is being disclosed or by a statement that the 
copy is not in the possession of the person making the disclosure 
and may be made to the Office through an attorney or agent 
having responsibility on behalf of the patent owner for the 
reexamination proceeding or through a patent owner acting in 
his or her own behalf. Disclosure to such an attorney, agent or 
patent owner shall satisfy the duty of any other individual. Such 
an attorney, agent or patent owner has no duty to transmit 
information which is not material to the reexamination. 


*e* ee * 
GERALD J. MOSSINGHOFF, 


Commissioner of Patents 
and Trademarks. 


Nov. 30, 1983. 
[1038 O.G. 275] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 40442-49092] 


Final Rules for Patent Maintenance Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of final rulemaking 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases, Part I of Title 37, Code of Federal 
Regulations, to provide rules and procedures for the payment 
of patent maintenance fees. Public Law 96-517, enacted on Dec. 
12, 1980 and Public Law 97-247, enacted on Aug. 27, 1982, 
provided for the payment of maintenance fees at intervals of 
3 1/27 1/2 and 11 1/2 years from the date of grant of the patent 
for maintaining in force an original patent, a reissue patent of 
an invention, and under Public Law 96-517, a plant patent and 
reissues thereof. The changes provide specific rules and pro- 
cedures which will assist patentees in avoiding the inadvertent 
expiration of a patent for failure to pay the appropriate main- 
tenance fee. 

Effective Date: Nov. 1, 1984 

For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail to his attention and ad- 
dressed to the Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to 1) establish a set of rules and procedures for the 
payment of patent maintenance fees; and 2) effect the provisions 
of Public Laws 96-517 and 97-247 with respect to payment of 
maintenance fees. The proposed rules were published on Apr. 
24, 1984, in Vol. 49 of the Federal Register, pages 17692 
through 17698; and on May 8, 1984, at Vol. 1042 of the Official 
Gazette, pages 22 through 38. A public hearing was held on 
the proposed rule changes on June 26, 1984. 

A public briefing on the Office’s maintenance fee payment 
plans was announced at 49 Federal Register 2806 on Jan. 23, 
1984, and at 1038 Official Gazette 293 on Jan. 31, 1984. The 
public briefing was held on Feb. 22, 1984. 


Discussion of Specific Rules 


Section 1.1., is amended as proposed to add a new paragraph 
(d) to provide a “Box M. Fee” in the Patent and Trademark Office 
to which all maintenance fee correspondence and payments 
should be directed. Changes in small entity status in patents and 
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changes in the “fee address” under § 1.363, as well as payments 
of maintenance fees should be directed to “Box M. Fee”. 

Section 1.9, paragraph (d) is amended as proposed to make 
a change in citation and title of the rule of the Small Business 
Administration which relates to the small business size standard 
for paying reduced patent fees. This change was published in 
the Federal Register as a final rule on Feb. 9, 1984 at 49 Fed. 
Reg. 5024-5048. The wording of the rule itself was not changed. 
This change is made to bring the wording of title 37, Code of 
Federal Regulations into conformance with title 13, Code of 
Federal Regulations. 

Section 1.17, is amended as proposed to establish in para- 
graph (h) a fee of $120 for review of a decision refusing to accept 
and record payment of a maintenance fee filed prior to the 
expiration of a patent. Paragraph (h) of § 1.17 is also amended 
to establish a fee of $120 for reconsideration of a decision on 
petition refusing to accept the delayed payment of a maintenance 
fee in an expired patent. 

Section 1.19, is amended as proposed to add new paragraphs 
(f) and (g). New paragraph (f) provides for a $10.00 fee for a 
microfiche copy of a patent file wrapper record. Microfiche 
copies of these patent files have recently become available for 
patents issued after Jan. 1, 1984. No fee had previously been 
set by rule for this service. This fee is not directly related to 
maintenance fees but is set at this time for convenience. New 
paragraph (g) establishes a $3.00 fee for providing an uncertified 
statement indicating either the status of payment of maintenance 
fees due on a patent or the expiration of a patent. This charge 
does not apply to any receipt normally provided to the fee 
addressee as a result of the payment of a maintenance fee, but 
does apply in any other instance when written evidence of the 
status of payment of maintenance fees on a patent is requested, 
whether by the patentee or a member of the public. 

Section 1.20, is amended as proposed to add new paragraphs 
(k), (1) and (m). New paragraph (k) provides for a $100.00 
surcharge for paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on 
an application filed on or after Dec. 12, 1980 and before Aug. 
27, 1982. Since Public Law 96-517 did not provide for small 
entities, the surcharge amount of $100 applies to all such patents. 
New paragraph (1) provides for a $100 surcharge for patentees 
other than a small entity and a $50 surcharge for small entity 
patentees when paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant based on an application 
filed on or after Aug. 27, 1982. This surcharge of $100 is subject 
to a 50% reduction for small entities pursuant to Public Law 
97-247. New paragraph (m) provides for a $500 surcharge for 
accepting payment of a maintenance fee after expiration of a 
patent for non-timely payment of a maintenance fee. This $500 
surcharge applies only under Public Law 97-247 where the 
patent is based on an application filed on or after Aug. 27, 1982 
and where the delay in payment is shown to the satisfaction of 
the Commissioner to have been unavoidable. The requirement 
that the delay be “unavoidable” is the same as that for reviving 
an abandoned application under 35 U.S.C. 133. However, the 
amount of evidence required will depend upon when the show- 
ing that the delay was “unavoidable” is made. This surcharge 
does not apply to patents based on applications filed prior to 
Aug. 27, 1982 since acceptance of a maintenance fee after 
expiration of a patent for non-timely payment is not possible 
under Public Law 96-517. Since this surcharge is provided for 
under 35 U.S.C. 41(c), it is not subject to a 50% reduction for 
small entities. The surcharge in paragraph (m) is not in addition 
to the surcharge in paragraph (1), but is in lieu thereof. 

Section 1.33 is amended as proposed to add a new paragraph 
(d) which allows a “correspondence address” or change thereto 
to be filed during the enforceable life of the patent. The “cor- 
respondence address” will be used in correspondence relating 
to maintenance fees unless a separate “fee address” has been 
specified. Paragraph (d) also includes a reference to § 1.363 
relating to the “fee address” to be used for maintenance fee 


purposes. 

New § 1.362 is added to provide for times for payment of 
maintenance fees. New paragraph (a) sets forth the requirement 
that maintenance fees as set forth in § 1.20(e)-(j) must be paid 
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in order to maintain a paient in force if the application maturing 
into a patent was filed on or after Dec. 12, 1980 and is subject 
to the payment of maintenance fees. The maintenance fee amounts 
set in § 1.20(e)-(g) are subject to adjustment in accordance with 
the provisions of Public Law 96-517. The maintenance fee 
amounts set in § 1.20(h)-(j) are subject to adjustment in accor- 
dance with the provisions of Public Law 97-247 on Oct. 1, 1985, 
and every third year thereafter, to reflect fluctuations occurring 
during the previous three years in the Consumer Price Index, 
as determined by the Secretary of Labor. Other patent fees are 
also subject to similar adjustments. 

New paragraph (b) of § 1.362 stipulates that no maintenance 
fees are due for plant patents if the plant patent application was 
filed on or after Aug. 27, 1982 or for any design patents. 
Maintenance fees are not required for a reissue patent if the 
patent being reissued did not require maintenance fees. New 
paragraph (c) defines the pertinent application filing dates for 
purposes of determining whether maintenance fees are appli- 
cable. Paragraph (c) (1) establishes that for national applications 
not claiming benefit of an earlier application, the actual United 
States filing date controls. Paragraph (c) (2) establishes that for 
national applications claiming benefit of an earlier foreign ap- 
plication under 35 U.S.C. 119, the United States filing date 
controls. Paragraph (c) (3) provides that for continuing national 
applications claiming benefit of a prior application under 35 
U.S.C. 120, the actual United States filing date of the continuing 
application is the controlling date. Paragraph (c) (4) provides 
that for a reissue application, the United States filing date of 
the application which matured into the original patent upon 
which the reissue application is based will control. Paragraph 
(c) (5) establishes that for an international application which 
has entered the United States as a Designated Office under 35 
U.S.C. 371, the international filing date granted under Article 
11(1) of the Patent Cooperation Treaty controls. This is con- 
sistent with 35 U.S.C. 363. 

Paragraph (d) of new § 1.362 sets forth the time periods when 
maintenance fees can be paid without a surcharge. Those pe- 
riods, referred to generally as the “window period,” are the six- 
month periods preceding each due date, i.e., 3 years through 
3 years and six months, 7 years through 7 years and six months, 
and 11 years through 11 years and six months after grant of 
the patent. The “due dates” are defined in 35 U.S.C. 41(b). A 
maintenance fee paid on the last day of a window period can 
be paid without surcharge. The last day of a window period can 
be paid without surcharge. The last day of a window period is 
the same date (anniversary date) the patent was granted 3 years 
and six months, 7 years and six months, or 11 years and six 
months after grant of the patent. Paragraph (d) has been modified 
from the proposal to add “and” between items (2) and (3) and 
change the comma at the end of the paragraph to a period. 

Paragraph (e) of new § 1.362 sets forth the grace periods 
during which maintenance fees, under either Public Law 96- 
517 or Public Law 97-247, may be paid with the surcharge under 
§ 1.20(k) or (1). The grace periods are the six-month periods 
immediately following each due date, i.e., after 3 years and six 
months and up to 4 years, after 7 years and six months and up 
to 8 years, and after 11 years and six months and up to 12 years 
after grant of the patent. A maintenance fee may be paid with 
the surcharge on the same date (anniversary date) the patent 
was granted in the 4th, 8th, or 12th year after grant to prevent 
the patent from expiring 

Paragraph (f) of new § 1.362 specifies that where the last 
day for paying a maintenance fee falls on a Saturday, Sunday, 
or a federal holiday within the District of Columbia, the main- 
tenance fee may be paid on the next succeeding day which is 
not a Saturday, Sunday, or federal holiday. For example, if the 
“window period” provided by paragraph (d) for paying a 
maintenance fee without surcharge ended on a Saturday, Sun- 
day, or a federal holiday within the District of Columbia, the 
maintenance fee can be paid without surcharge on the next 
succeeding day which is not a Saturday, Sunday, or federal 
holiday. Likewise, if the grace period provided by paragraph 
(e) for paying a maintenance fee with surcharge ended on a 
Saturday, Sunday, or a federal holiday within the District of 
Columbia, the maintenance fee could be paid with surcharge 
on the next succeeding day which is not a Saturday, Sunday, 
or federal holiday. In the latter situation, the failure to pay the 
maintenance fee and surcharge on the next succeeding day 
which is not a Saturday, Sunday, or federal holiday will result 
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in the patent expiring on a date (4, 8, or 12 years after the date 
of grant) earlier than the last date on which the maintenance 
fee and surcharge could be paid. This situation results from the 
provisions of 35 U.S.C. 21, but those provisions do not extend 
the expiration date of the patent if the maintenance fee and any. 

required surcharge are not paid when required. For example, 
if the grace period ended on Saturday, the maintenance fee and 
surcharge could be paid on the next succeeding business day, 
e.g. Monday, but the patent will have expired at midnight on 
Saturday if the maintenance fee and surcharge were not paid 
on the following Monday. Paragraph (f) has been modified from 
the proposal to explicitly refer to “any necessary surcharge” for 
clarity since the ability to pay on the next succeeding day which 
is not a Saturday, Sunday, or federal holiday within the District 
of Columbia applies to the maintenance fee, including any 
necessary surcharge. 

Paragraph (g) of new § 1.362 establishes that if the proper 
fees are not received within the time period specified in para- 
graphs (d), (e), or (f) the patent expires at the end of the grace 
period set forth in paragraph (e). Paragraph (g) also specifies 
that a patent which expires for the failure to pay the maintenance 
fee will expire at the end of the same date (anniversary date) 
the patent was granted in the 4th, 8th, or 12th year after grant. 

New § 1.363 is added as proposed to provide for a “fee 
address” for maintenance fee purposes. New paragraph (a) 
specifies that the correspondence address used during prose- 
cution of the application will be used unless 1) a “fee address” 
is provided for maintenance fee purposes when submitting the 
issue fee, 2) a correspondence address change for all purposes 
is filed after payment of the issue fee, or 3) a “fee address” or 
a change in the “fee address” is filed after payment of the issue 
fee. 

Paragraph (b) of new § 1.363 specifies that an assignment 
does not result in a change of address for maintenance fee 
purposes. Due to the possible expiration of a patent for failure 
to timely pay the appropriate maintenance fee, patentees should 
ensure that the Patent and Trademark Office is properly notified 
of the proper “fee address” to which all maintenance fee com- 
munications are to be directed. Under both Public Law 96-517 
and Public Law 97-247 the burden is on the patentee to timely 
pay maintenance fees. The Patent and Trademark Office will 
attempt to assist patentees through appropriate courtesy notices. 
However, the failure to receive one or more notices will not 
relieve the patentee of the obligation to timely pay the appro- 
priate maintenance fee to prevent the patent from expiring by 
operation of law if the maintenance fee is not paid. Section 1.363 
does not provide for maintenance fee correspondence to be 
directed to more than one address. 

New § 1.366 is added to establish the guidelines and pro- 
cedures for submission of maintenance fees, including any 
necessary surcharges. New paragraph (a) states that the patentee 
may pay maintenance fees and any necessary surcharges or any 
person or organization may pay maintenance fees and any 
necessary surcharges on behalf of the patentee without filing 
in the Patent and Trademark Office evidence of authorization 
by the patentee to pay maintenance fees. This will enable patentees 
to pay the maintenance fees and any necessary surcharges 
themselves or authorize some person or organization to pay 
maintenance fees and any necessary surcharges on their behalf. 
No verification of the authority to pay maintenance fees and 
any necessary surcharges in a particular patent will be made 
by the Patent and Trademark Office. While anyone may pay 
the maintenance fees and any necessary surcharges on a patent, 
any Patent and Trademark Office notices relating to mainte- 
nance fees will be mailed to the “fee address” set forth in § 
1.363. Paragraph (a) has been modified from the proposal to 
explicitly refer to “any necessary surcharges” for clarity. 

Paragraph (b) of new § 1.366 specifies that a maintenance 
fee and any necessary surcharge for a patent must be submitted 
in the amount due on the date the maintenance fee and any 
necessary surcharge are paid, and at the proper time, i.e., within 
the periods set forth in § 1.362. Paragraph (b) has been modified 
from the proposal by changing “proper amount” to “amount due 
on the date the maintenance fee and any necessary surcharge 
are paid.” This change results from adoption of a suggestion 
that a maintenance fee payment made during the window period 
should not require adjustment if the maintenance fees are there- 
after increased to reflect increases in the Consumer Price Index. 
Under paragraph (b) as adopted herein, if the amount of the 
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maintenance fee is correct on the date it is paid and credited 
to the patent, a later change in the maintenance fees to reflect 
changes in the Consumer Price Index will not require a modi- 
fication in the amount paid. However, in order for the main- 
tenance fee to be considered paid it must be submitted in 
accordance with § 1.366. Paragraph (b) has also been modified 
from the proposal to explicitly refer to § 1.362(f) for purposes 
of clarity where the last day for paying a maintenance fee with 
or without a surcharge falls on a Saturday, Sunday, or a federal 
holiday within the District of Columbia. In such circumstances, 
the fee with any necessary surcharge may be paid on the next 
succeeding day which is not a Saturday, Sunday, or federal 
holiday. The maintenance fee and any necessary surcharge may 
be paid in the manner set forth in § 1.23, i.e., it should be in 
United States specie, Treasury notes, national bank notes, post 
office money orders, or by certified check. As indicated in 
§ 1.23, if the maintenance fee payment is sent in any other form, 
the Office may delay or cancel the credit until collection is made. 
For example, a personal or other uncertified check drawn on 
a United States bank which is not immediately negotiable, e.g., 
because of lack of signature or insufficient funds, will not 
constitute payment of a maintenance fee. However, a personal 
check drawn on a United States bank can be used if it is 
immediately negotiable. Any remittance from foreign countries 
must be payable and immediately negotiable in the United States 
for the full amount of the maintenance fee required. 

Paragraph (b) of new § 1.366 also provides that maintenance 
fees may be paid by an authorization to charge a deposit account 
established pursuant to § 1.25. The authorization to charge the 
deposit account must be submitted within the periods set forth 
in § 1.362 and must be limited to maintenance fees payable on 
the date of submission. The authorization to charge the deposit 
account can not, under paragraph (b), be submitted prior to the 
third, seventh, or eleventh year after the grant of the patent. If 
an authorization to charge a deposit account were submitted to 
pay the maintenance fee due at three years and six months after 
grant, a new authorization to charge a deposit account or other 
form of payment will have to be submitted at the appropriate 
time for each of the maintenance fees due at 7 years and six 
months and 11 years and six months. Paragraph (b) also specifies 
that any payment or authorization filed at any time other than 
that set forth in § 1.362(d), (e) or (f) will not serve as a payment 
of the maintenance fee, except insofar as a delayed payment 
of the maintenance fee is accepted by the Commissioner pur- 
suant to § 1.378. Paragraph (b) also specifies that a payment 
of less than the required amount, a payment in a manner other 
than that set forth in § 1.23, or the filing of an authorization 
to charge a deposit account having insufficient funds, will not 
constitute payment of a maintenance fee on a patent. The 
authorization is required to authorize the immediate charging 
of the fee to the deposit account. An authorization would be 
improper if it only authorized the fee to be charged at a later 
date, e.g., on the last possible day of payment without surcharge. 
Such an authorization would not serve as payment of the 
maintenance fee. Any payment which fails to result in the entire 
proper amount of the maintenance fee being present on the due 
date will not constitute payment of the maintenance fee. Para- 
graph (b) also specifies that the certificate of mailing procedures 
of § 1.8 or the mailing by “Express Mail” provisions of § 1.10 
may be utilized in paying maintenance fees. The specific re- 
quirements of either § 1.8 or § 1.10 must be fully complied with 
if either is used. 

Paragraph (c) of new § 1.366 establishes the data necessary 
and desired when submitting maintenance fee payments and any 
necessary surcharges. New paragraph (c) specifies that main- 
tenance fee payments and any necessary surcharges must in- 
clude at least the 1) patent number and 2) United States appli- 
cation serial number. Paragraph (c) has been modified from the 
proposal to explicitly refer to “any necessary surcharges” for 
clarity since the identifying information must also be supplied 
when submitting surcharges. The wording of § 1.366(c) has also 
been changed from the proposal to clarify that the required 
application serial number is that of the application upon which 
the patent issued. This change from the proposal makes clear 
that the serial number required to be submitted is not that of 
a prior parent application but rather, the actual application which 
matured into the patent for which maintenance fees are to be 
paid. If the maintenance fee is being paid on a reissue patent, 
the serial number required is that of the reissue application. Since 
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this required information will be used as a cross-check to ensure 
that the maintenance fee is properly credited, the application 
serial number must correspond to the patent which issued 
therefrom. If less than the required information is submitted, 
the Office will not credit the payment. Additionally, if notice 
is required that the proper identifying data has not been sub- 
mitted, it would result in requiring the payment of a surcharge 
if the necessary data is submitted after the “window period” 
closes. If the required information is not submitted until after 
the end of the grace period, the patent would have expired 
because of the failure to properly identify the patent to which 
the maintenance fee payment is to be credited prior to the 
expiration of the grace period. The patentee in such a circum- 
stance could proceed under § 1.378, if appropriate, or could file 
a petition under § 1.377 within the period set therein seeking 
to have the maintenance fee accepted as timely even though 
all of the proper identifying data was not present prior to the 
expiration of the grace period. 

Paragraph (d) of new § 1.366 specifies that the following 
information should also be submitted for each patent on which 
a maintenance fee or surcharge is paid: 1) whether it is the 3 
1/2, 7 1/2, or 11 1/2 year fee, 2) whether small entity status is 
being changed or claimed with the payment, 3) the amount of 
the maintenance fee and any surcharge being submitted, 4) any 
assigned payor number, 5) patent issue date and 6) United States 
application filing date. Paragraph (d) has been modified from 
the proposal to explicitly refer to “any necessary surcharges” 
for clarity. Paragraph (d) has also been changed from the pro- 
posal to emphasize that when the payment is being made on 
a reissue patent the required patent number and application serial 
number are those of the reissue patent and reissue application. 
Where the payment is a maintenance fee and any necessary 
surcharge on a reissue patent, in addition to the information 
requested for all payments, paragraph (d) as adopted herein also 
requests certain identifying data relating to the original patent, 
ie., original patent number, original patent issue date, and 
original United States application filing date. The reason for 
requesting the original patent number, original patent issue date, 
and original United States application filing date is that the 
origina filing and issue dates are the dates which control if and 
when maintenance fees must be paid to prevent the reissue patent 
from expiring. The reference to a payor number has been added. 
A payor number will be assigned to each “fee address” in order 
to facilitate data input and subsequent changes in the location 
of the “fee address.” Details of the “payor number” system will 
be announced to the public in a future Official Gazette notice. 
Although the submission of the information requested in para- 
graph (d) is not mandatory, it would expedite the processing 
of the maintenance fee payments. 

The final rule thus requires less mandatory information, i.e., 
the patent number and U.S. application serial number, than 
would have been required by the proposed rule. The required 
information is considered to be the least that is required to make 
a cross-check and thus assure that the maintenance fee is being 
credited to the proper patent. The patent issue date and the 
application filing date, which were included in the proposed rule 
as mandatory information, are included in the final rule as 
desirable, but not mandatory, information The effect of this 
change is that an error in either the patent issue date or the 
application filing date, or both, by the person paying the 
maintenance fee would not result in a refusal to accept the 
maintenance fee and to credit the payment thereof to the patent, 
if the patent number and United States application serial number 
were correct, i.¢., in agreement. However, if any error included 
either the patent number or the United States application serial 
number such that they were not in agreement the payment would 
not be accepted and credited until correction was made. The 
date of the correction would be the date the maintenance fee 
payment is credited as being made. 

Paragraph (e) of new § 1.366 specifies that maintenance fee 
payments and any surcharges relating thereto must be submitted 
separate from any other payments for fees or charges, whether 
submitted in the manner set forth in § 1.23 or by an authorization 
to charge a deposit account. Maintenance fee payments and 
surcharge payments relating thereto which are co-mingled with 
payments for other fees or charges, e.g., application filing fees, 
issue fees, petition fees, document supply fees, etc., will not be 
accepted. The maintenance fees require processing by a separate 
area of the Office and are not processed in the same manner 
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as other fees and charges. Maintenance fees for a number of 
patents can be submitted together in one submission and one 
payment. Paragraph (e) specifies that if maintenance fee pay- 
ments for more than one patent are submitted together, they 
should be submitted on as few sheets as possible, listing the 
patent numbers in increasing patent number order. If the pay- 
ment submitted, which can be made as a single payment, is 
insufficient to cover the maintenance fees and any surcharges 
for all the listed patents, the payment will be applied in the order 
the patents are listed. In such a circumstance where the fees are 
insufficient, the maintenance fee and any surcharge for one or 
more of the last listed patents will not be paid. 

Paragraph (f) of new § 1.366 serves as a reminder to patentees 
of the necessity to check for the loss of small entity status prior 
to paying each maintenance fee on a patent. This is already a 
requirement of § 1.28(b). Paragraph (f) provides that notification 
of any change in status resulting in loss of entitlement to small 
entity status must be filed in a patent prior to paying, or at the 
time of paying, the earliest maintenance fee due after the date 
on which status as a small entity is no longer appropriate. If 
status as a small entity has been previously established by filing 
a statement and such status is checked and is found to be proper, 
no notification is required. It is not necessary to file new verified 
statements claiming small entity status at this point if the status 
as a small entity has been established and is still proper even 
if rights have been transferred to a small entity who has not 
previously filed a verified statement. The requirement is to notify 
the Patent and Trademark Office of the loss of entitlement and 
to pay the maintenance fee in the proper amount for other than 
a small entity where appropriate. The refund provisions of § 
1.28(a) for later submitted small entity statements will apply to 
maintenance fees. 

Paragraph (g) of new § 1.366 provides that maintenance fees 
and surcharges relating thereto will not be refunded except in 
accordance with §§ 1.26 and 1.28(a). A patentee cannot obtain 
a refund of a maintenance fee which was due and payable on 
the patent. Any duplicate payment will be refunded to the fee 
address. 

New § 1.377 is added as proposed to provide a mechanism 
for review of a decision refusing to accept and record payment 
of a maintenance fee filed prior to the expiration of a patent. 
Paragraph (a) of new § 1.377 specifies that a patentee who is 
dissatisfied with the refusal of the Patent and Trademark Office 
to accept and record a maintenance fee which was filed prior 
to the expiration of the patent may petition the Commissioner 
to accept and record the maintenance fee. This petition may be 
used, for example, in situations where an error is present in the 
identifying data required by § 1.366(c) with the maintenance 
fee payment, i.e., either the patent number or the application 
serial number are incorrect. A petition under § 1.377 would not 
be appropriate where there is a complete failure to include at 
least one correct mandatory identifier as required by § 1.366(c) 
for the patent since no evidence would be present as to the patent 
on which the maintenance fee was intended to be paid. If the 
maintenance fee payment with an incorrect mandatory identifier 
was made near the end of the grace period, the patent might 
expire since the Office would not credit the fee to a patent. For 
patents based on applications filed between Dec. 12, 1980 and 
Aug. 27, 1982, there is no provision for acceptance of a main- 
tenance fee after the grace period such as in § 1.378 and so the 
filing of a petition under § 1.377 would provide an avenue for 
seeking relief. A petition under § 1.377 would not be appropriate 
where the patentee paid a maintenance fee on one patent when 
the patentee intended to pay the maintenance fee on a different 
patent but through error identified the wrong patent by patent 
number and application serial number. Likewise, a peti- 
tion under § 1.377 would not be appropriate where the 
entire maintenance fee payment, including any neces- 
sary surcharge, was not filed prior to expiration of the pa- 
tent. 

Paragraph (b) of new § 1.377 specifies that any petition under 
new § 1.377 must be filed within 2 months of the action com- 
plained of, or within such other time as may be set in the action 
complained of. The petition must be accompanied by the petition 
fee of $120 provided for in the amendment to § 1.17(h). Para- 
graph (b) also provides that the petition may include a request 
that the petition fee be refunded if the refusal to accept and record 
the maintenance fee is determined to have resulted from an error 
by the Patent and Trademark Office. 
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Paragraph (c) of new § 1.377 specifies that any petition filed 
under the section must comply with the requirements of para- 
graph (b) of § 1.181 and must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, 
or by the patentee, the assignee, or other party in interest. A 
person or organization whose only responsibility insofar as the 
patent is concerned is the payment of a maintenance fee is not 
a party in interest for purposes of paragraph (c) of § 1.377. The 
petition must be in the form of a verified statement if made by 
a person not registered to practice before the Patent and Trade- 
mark Office. If the petition is signed by a person not registered 
to practice before the Patent and Trademark Office, the petition 
must include the authority of the person signing the petition as 
patentee, assignee, or other party in interest. 

New § 1.378 is added as proposed to establish the procedure 
for acceptance of the delayed payment of a maintenance fee 
in an expired patent in order to reinstate that patent. This pro- 
cedure is only available under Public Law 97-247 where the 
application on which the patent is based was filed on or after 
Aug. 27, 1982. If the maintenance fee is due under Public Law 
96-517, i.e., the application on which the patent is based was 
filed on or after Dec. 12, 1980, and before Aug. 27, 1982, the 
delayed payment of the maintenance fee is not provided for by 
statute and cannot be accepted after expiration of the patent, 
and the patent cannot be reinstated. 

Paragraph (a) of new § 1.378 provides that the Commissioner 
may accept the payment of any maintenance fee due on a patent 
based on an application filed on or after Aug. 27, 1982, after 
expiration of the patent if, upon petition, the delay in payment 
of the maintenance fee is shown to the satisfaction of the 
Commissioner to have been unavoidable. The surcharge set 
forth in § 1.20(m) must be paid as a condition of accepting 
payment of the maintenance fee. No separate petition fee is 
required for this petition. If the Commissioner accepts payment 
of the maintenance fee upon petition, the patent shall be con- 
sidered as not having expired, but will be subject to the inter- 
vening rights provisions of 35 U.S.C. 41(c) (2). 

Paragraph (b) of new § 1.378 specifies the requirements of 
a petition for acceptance of the delayed payment of a mainte- 
nance fee filed within six months of the expiration of the patent. 
Under paragraph (b), the petition must include the required 
maintenance fee set forth in § 1.20(h)-(j); the surcharge set forth 
in § 1.20(m); and a showing that the delay was unavoidable 
since reasonable care was taken to ensure that the maintenance 
fee would be paid timely. The showing must enumerate the steps 
taken to ensure timely payment of the maintenance fee. In view 
of the requirement to enumerate the steps taken to ensure timely 
payment of the maintenance fee, an argument that the patentee 
was ignorant of the requirement to pay maintenance fees will 
not constitute a showing of unavoidable delay. Evidence that 
despite reasonable care on behalf of the patentee and/or the 
patentee’s agents, and reasonable steps to ensure timely pay- 
ment, the maintenance fee was unavoidably not paid, could be 
submitted in support of an argument that the delay in payment 
was unavoidable. For example, an error in a docketing system 
could possibly result in a finding that a delay in payment was 
unavoidable if it were shown that reasonable care was exercised 
in designing and operating the system and if it were shown that 
the patentee took reasonable steps to ensure that the patent was 
entered into the system to ensure timely payment of the main- 
tenance fees. 

Paragraph (c) of new § 1.378 specifies the requirements of 
a petition for acceptance of the delayed payment of a mainte- 
nance fee filed more than six months after the expiration of a 
patent. These requirements are much more stringent in view of 
the heavy burden of proof that the delay was unavoidable. The 
legislative history of Public Law 97-247, House Report No. 97- 
542 (Committee on the Judiciary), indicates that “[a]fter the 
expiration of a reasonable period of time, the patentee would 
bear a heavy burden of proof that the delay was unavoidable.” 
The six month period provided for petition under paragraph (b) 
is considered to be a reasonable period of time within which 
to seek reinstatement of a patent which expired for failure to 
pay the maintenance fee. Any petition filed more than six months 
after expiration must meet the more stringent requirements of 
paragraph (c). Under paragraph (c), the petition must include 
the same elements as in paragraph (b) and, in addition, must 
demonstrate that the failure to pay the maintenance fee was 
unavoidable due to circumstances outside of the control of the 
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patentee and those acting on behalf of the patentee in paying 
the maintenance fee. The showing in a petition under paragraph 
(c) must be sufficient in scope and content to meet the heavy 
burden of proof required to show that a delay in payment of 
the maintenance fee of more than six months after expiration 
of the patent was unavoidable. In contrast to a petition under 
paragraph (b), a showing in a petition under paragraph (c) of 
an error in a docketing system will not be sufficient to find that 
the delay was unavoidable. Instead, a petition filed under 
paragraph (c) must demonstrate that the circumstances resulting 
in the delay were entirely outside the control of the patentee 
and those acting on behalf of the patentee in paying the main- 
tenance fee, e.g., serious efforts without success to raise the 
funds required to pay the maintenance fee. 

Paragraph (d) of new § 1.378 requires that a petition filed 
under § 1.378 be signed by an attorney or agent registered to 
practice before the Patent and Trademark Office, or by the 
patentee, the assignee, or other party in interest. A person or 
organization whose only responsibility insofar as the patent is 
concerned is the payment of a maintenance fee is not a party 
in interest for purposes of paragraph (d) of § 1.378. Under 
paragraph (d), the petition must be in the form of a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. If the petition is signed by 
a person not registered to practice before the Patent and Trade- 
mark Office, the petition must include the authority of the person 
signing the petition as patentee, assignee, or other party in 
interest. 

Paragraph (e) of new § 1.378 provides a mechanism for 
obtaining reconsideration of a decision refusing to accept a 
maintenance fee upon petition filed pursuant to paragraph (a). 
This mechanism is a petition for reconsideration which may be 
filed within two months of, or such other time as set in the 
decision refusing to accept the delayed payment of the main- 
tenance fee. In contrast to petitions filed under paragraph (a), 
the petition for reconsideration filed under paragraph (e) of new 
§ 1.378 will require the separate petition fee set forth in the 
amendment to § 1.17(h). Paragraph (e) also provides that after 
the decision on the petition for reconsideration, no further 
reconsideration or review of the matter will be undertaken by 
the Commissioner. Paragraph (e) also provides for refund of 
the maintenance fee and the surcharge set forth in § 1.20(m) 
if the delayed payment of the maintenance fee is not accepted. 
The refund will be made following the decision on the petition 
for reconsideration, or after the expiration of the time for filing 
such a petition for reconsideration, if none is filed. Paragraph 
(e) specifies that the fee for filing the petition for reconsideration 
will not be refunded unless the refusal to accept and record the 
maintenance fee is determined to result from an error by the 
Patent and Trademark Office. 


Response to Comments on the Rules 


Specific comments were received on a number of the pro- 
posed rule changes. Eight letters submitting written comments 
were received. Oral testimony was presented by two persons 
(one person testified on behalf of the American Intellectual 
Property Law Association) at the public hearing conducted on 
June 26, 1984. All of the written and oral comments were 
considered in adopting the changes set forth herein. The com- 
ments submitted appear below along with responses thereto. 
Comment: 

One comment suggested that the surcharge set at 37 CFR 
1.20(m) for accepting a maintenance fee after expiration of the 
patent should be reduced trom $500.00 to $50.00 and that this 
amount should be reduced by 50 percent for small entities. 
Reply: 

The suggestion has not been adopted. The surcharge set at 
37 CFR 1.20(m) is considered to be appropriate in view of the 
importance of the relief being obtained. Before a surcharge 
under 37 CFR 1.20(m) is due the patent will have already expired 
due to the failure to pay a maintenance fee within a one-year 
period provided for the payment. Setting a lower amount as the 
surcharge would tend to denigrate the importance of the relief 
obtained by the acceptance of a maintenance fee after expiration 
of a patent. Further, a lower surcharge amount is not justified 
in view of the ample opportunity for payment of the maintenance 
fee which is presented by the one-year period in which payment 
can be made and the fact that the public is now on notice that 
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maintenance fees are due and payable. Further, the Patent and 
Trademark Office will provide courtesy notices regarding the 
need to pay maintenance fees at a plurality of points in time 
before the patent expires. Such a notice now appears on the 
patent grant and presently plans are to print such a courtesy 
notice on the Notice of Allowance and the Issue Fee Receipt. 
Notices will be printed in the Official Gazette listing the patent 
number ranges of patents on which maintenance fees can be 
paid and a notice will be mailed to the patentee during the grace 
period if the maintenance fee is not paid. Therefore, relatively 
few patentees should fail to pay the maintenance fee before 
expiration of the patent due to unavoidable circumstances. The 
surcharge set at 37 CFR 1.20(m) is established pursuant to 35 
U.S.C. 41(c) and therefore the small entity provisions of Public 
Law 97-247 do not apply to this fee. Also, Public Law 97-247 
provides that the surcharge set at 37 CFR 1.20(m) could be in 
addition to any surcharge established for payment of the 
maintenance fee during the grace period as set at 37 CFR 1.20(1). 
The Patent and Trademark Office has established a separate 
surcharge set at 37 CFR 1.20(m) not in addition to the surcharge 
set at 37 CFR 1.20(1), but in lieu thereof. The amount set at 
37 CFR 1.20(m) is not seen to be excessive. 

Comment: 

Two comments suggested that the small entity reduced fee 
provisions of Public Law 97-247 should have been applied to 
maintenance fees required under Public Law 96-517. 

Reply: 

The maintenance fee amounts under Public Law 96-517 set 
at 37 CFR 1.20(e)-(g) were previously set and are not part of 
the present rulemaking. It should be noted, however, that Public 
Law 96-517 did not provide for reduction of fees for small 
entities. Reductions of fees for small entities were established 
in Public Law 97-247 only for fees under 35 U.S.C. 41(a) and 
(b) thereof. The maintenance fee levels in 37 CFR 1.20(e)-(g), 
however, were established under 35 U.S.C. 41(c) of Public Law 
96-517 rather than 35 U.S.C. 41(a) or (b) of Public Law 97- 
247. Therefore, the fee amounts previously set at 37 CFR 
1.20(e)-(g) are not seen to be subject to reduction for small 
entities. 

Comment: 

One comment suggested that the Office permit any of the 
maintenance fees to be paid in advance, either at the time of 
paying the issue fee or during any of the window periods. 
Another comment suggested that the Office should accept a fee 
payment earlier than the window period if the fee has no possibility 
of being changed due to changes in the Consumer Price Index. 
Reply: 

These suggestions have not been adopted. The second 
comment listed above points out the problem with regard to the 
suggestion in the first comment. Public Law 97-247 provided 
for adjustments of the maintenance fees every third year to 
reflect any fluctuations occurring during the previous three years 
in the Consumer Price Index, as determined by the Secretary 
of Labor. Allowing maintenance fees to be paid in advance 
would preclude such adjustments to these maintenance fees 
unless very burdensome administrative steps were implemented 
to require adjustments in the fee amount previously paid when 
the maintenance fees are adjusted at a later time. Requiring 
maintenance fees to be paid in a consistently time-ordered basis 
as in § 1.362 will also be helpful administratively and for 
budgeting purposes. As to the second comment above, it is not 
seen that there would be substantial benefit to the public since 
the period would be short during which a maintenance fee could 
not change due to changes in the Consumer Price Index. Thus, 
the patentee would only be able to make the maintenance fee 
payment a short time before the period during which payment 
may be made pursuant to § 1.362. 

Comment: 

Two comments suggested that a maintenance fee payment 
made during the window period should not require adjustment 
if the maintenance fees are thereafter increased toreflect in- 
creases in the Consumer Price Index. 

Reply: 

These comments have been adopted by an appropriate change 
in paragraph (b) of § 1.366. Maintenance fees which are paid 
during the window period in the amount required on the date 
of payment will be accepted as proper and full payment. If the 
maintenance fees change after such a proper payment, no 
adjustment in the amount will be required or permitted. Thus, 
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if the maintenance fee increases before the close of the window 
period, the patentee will not be required to make up any de- 
ficiency between the amount properly paid during the window 
period and the new increased fee. Likewise, if the maintenance 
fee decreases before the close of the window period, no refund 
will be permitted of part of the maintenance fee properly paid 
in the amount due when the payment was made. Payments must 
be made in the amount proper on the date of payment. For 
example, if payment is made during the grace period, the payment 
must be made in the amount then required irrespective of the 
amount of the maintenance fee which would have been due if 
payment had been made during the window period. 
Comment: 

Three comments were directed to the proposed requirements 
in § 1.366(c) for data identifying the patent upon which main- 
tenance fee payments are being made. One comment indicated 
that many computer annuity systems now existing have a data 
base designed to accept only two identifying numbers. This 
comment and one other comment suggested that the patent 
number and issue date be required to be submitted with the 
maintenance fee to identify the patent number. Another com- 
ment suggested that the required identifying data be the patent 
number, issue date, name of the inventor and title of the inven- 
tion. 

Reply: 

The suggested changes to the proposed rule have been adopted 
in part. The requirement for identifying data to uniquely identify 
the patent for which maintenance fees are being paid is an 
important one. The Patent and Trademark Office and the public 
must be able to determine with certainty which patents are in 
force and which patents have expired because the maintenance 
fees were not paid. The comments seem to recognize that at 
least two identifiers are necessary so that a cross-check can be 
made to avoid errors. The suggested use of the issue date with 
the patent number would not provide a reliable cross-check. In 
excess of one thousand patents usually issue on each issue date. 
Therefore a mistake in the last four digits in the patent number 
supplied with the maintenance fee payment would often not be 
detected by use of the issue date as a cross-check. The Patent 
and Trademark Office has determined that the two best iden- 
tifying data units for use as a cross-check are the patent number 
and the application serial number. These identifiers are unique 
since each is specific to one patent or application and are thus 
required to be provided with a maintenance fee payment by the 
final rule. The application serial number and the patent number 
are both listed on the issued patent and in the Official 
Gazette and therefore should be readily available to patent- 
ees. 

Comment: 

One comment suggested that no petition fee should be charged 
for filing a petition under 37 CFR 1.377 seeking review of a 
decision refusing to accept and record payment of a maintenance 
fee filed prior to expiration of a patent. The comment further 
suggested that, if a fee is charged, the filing of a petition 
thereunder should be presumed to be a request for a return of 
the petition fee if it is determined that the refusal to accept and 
record a maintenance fee payment was due to Patent and 
Trademark Office error. 

Reply: 

The suggestion that no petition fee be charged has not been 
adopted. The petition fee, although required in advance, will 
be retained by the Patent and Trademark Office only in those 
instances where the refusal to accept and record the fee resulted 
from an error on the part of someone other than the Patent and 
Trademark Office. In those instances where the refusal to accept 
and record the fee resulted from a Patent and Trademark Office 
error the Office intends to refund the petition fee, either based 
upon the request included in the petition or upon the initiative 
of the Office. The reason for including a request for a refund, 
where appropriate, in the petition is to ensure that such request 
is not inadvertently overlooked. In view of the expense involved, 
it would be inappropriate to process a petition without a peti- 
tion fee where the error necessitating the petition was made 
by the petitioner or someone acting on behalf of the patent- 
ee. 

Comment: 

One comment suggested that the term “unavoidable” should 
be more specifically defined in 37 CFR 1.378(b) (3) and (c) 
(3), if possible. 
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Reply: 

As stated in this rulemaking, the requirement that the delay 
in payment of the maintenance fee be “unavoidable” is the same 
as that for reviving an abandoned application under 35 U.S.C. 
133. This standard has been in effect for many years and should 
be well understood by the public. The rule is seen to be adequate 
as written, especially in view of the discussion in this rulemaking 
which includes several specific examples based on when the 
petition to accept the delayed payment of a maintenance fee 
is filed. 

Comment: 

One comment suggested that Public Law 97-247 should be 
“liberally interpreted” to permit acceptance of delayed payments 
of maintenance fees required under Public Law 96-517. Pro- 
posed 37 CFR 1.378 was limited to patents issuing on appli- 
cations filed on or after Aug. 27, 1982, the effective date of 
Public Law 97-247. 

Reply: 

The final rule has not been changed from the proposal. The 
remedy suggested by the comment cannot be provided in view 
of the language of 35 U.S.C. 41(c) (1) which applies only to 
maintenance fees required by 35 U.S.C. 41(b) of Public Law 
97-247. Section 17(a) of Public Law 97-247 clearly states “the 
maintenance fees provided for in section 3(b) of this Act shall 
not apply to patents applied for prior to the date of enactment 
of this Act.” 

Comment: 

Several of the comments received were directed to proposed 
statutory changes which were said to be desirable in the area 
of maintenance fees. 

Reply: 

These comments were not suggesting that the proposed rules 
were not in compliance with the present statutes, but rather 
that the statutes themselves should be changed. These com- 
ments are beyond the scope and purpose of this rule 
change. 


Implementation of Maintenance Fee Payment Procedures 


The Patent and Trademark Office is presently developing its 
internal working procedures for processing maintenance fee 
payments and for notifying the public as to the status of main- 
tenance feepayments on particular patents. The first mainte- 
nance fees become due early in 1985. In order to be as helpful 
as possible in informing the public as to the Patent and Trade- 
mark Office’s current plans it is useful to outline the basic 
procedures the Patent and Trademark Office intends to adopt 
to process maintenance fees so that the interrelationship 
with the rules is understood. These basic procedures 
are subject to change as experience and circumstances 
dictate. 


Notices by the Patent and Trademark Office 


Under the statutes, the Patent and Trademark Office has no 
duty to notify patentees when their maintenance fees are due. 
It is the responsibility of the patentee to assure that the main- 
tenance fees are paid to prevent expiration of the patent. The 
Patent and Trademark Office will, however, provide some notices 
as reminders that maintenance fees are due, but the notices, 
errors in the notices, or the lack of notices, will in no way relieve 
a patentee from the responsibility to make timely payment of 
each maintenance fee to prevent the patent from expiring by 
operation of law. The notices provided by the Patent and Trade- 
mark Office will be merely courtesy in nature and intended to 
aid patentees. These notices, errors in these notices, or the lack 
of notices, will in no way shift the burden of monitoring thetime 
for paying maintenance fees on patents from the patentee to the 
Patent and Trademark Office. 


Commissioner of Patents and Trademarks 
Box M. Fee 
Washington, D.C. 20231 


Dear Sir: 
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Preprinted Standard Notice Wording 


The patent grant currently includes a reminder that main- 
tenance fees may be due. The Notice of Allowance and Issue 
Fee Receipt are presently planned to be revised to contain 
reminder notice wording that maintenance fees may be due. 


Official Gazette Notice 


A notice will appear in each issue of the Official Gazette 
which will indicate which patents have been granted 3, 7 and 
11 years earlier, that the window period has opened and that 
maintenance fee payments will now be accepted for these patents. 

Another Official Gazette notice published after expiration of 
the grace period will indicate any patent which has expired due 
to non-payment of maintenance fees and any patents which have 
been revived under 35 U.S.C. 41(c). An annual compilation of 
such expirations and revivals will also be published. 


Courtesy Reminder Notice 


Since patentees are expected to maintain their own record 
systems and since most patentees are expected to pay their 
maintenance fees during the “window period” to prevent pay- 
ment of a surcharge, the Office will not send any reminder 
notices to patentees at the fee address until after the grace period 
has begun. This will reduce and simplify the mailing of notices 
but still give patentees an opportunity to pay their maintenance 
fees with surcharge during the grace period before expiration 
of their patents. Such notices will be mailed to the fee address 
as set forth in § 1.365. 


Action Notices 


The Office will issue a receipt for payment of maintenance 
fees after entry of the maintenance fee payment. Such a receipt 
will provide an opportunity for the patentee to check if the Office 
has properly credited the payment. The original document 
submitted by the patentee when paying the maintenance fee will 
also be appropriately marked and returned to the fee address. 
If actual experience indicates that they are not needed, the receipt 
notices and/or the return of the original document may be 
discontinued. 

The patentee will also be notified by mail at the fee address 
as set forth in § 1.363 of any expiration or revival of the patent. 


Fee Address 


The patentee may provide the Patent and Trademark Office 
with a fee address under § 1.363, which address may be different 
from the correspondence address under § 1.33, when submitting 
the issue fee or in a separate later-filed paper. The fee address 
will be used by the Office for all correspondence directed to 
the patentee concerning maintenance fees. If no separate fee 
address is provided by the patentee under § 1.363, the corre- 
spondence address under § i.33 will also be used for mainte- 
nance fee purposes. 


Payment of Maintenance Fees 


Transmittals of maintenance fees may be limited to a single 
patent or may involve several patents. If a transmittal involves 
several patents they should be listed in increasing numerical 
order. The following format is suggested for use when paying 
maintenance fees and any necessary surcharges. Although only 
the mandatory identification elements consisting of the patent 
number and United States application serial number, set forth 
in § 1.366(c) are required, the items referred to in § 1.366(d) 
should also be included to expedite processing of maintenance 
fees and any necessary surcharges. In addition, 


February 22, 1987 


Enclosed is a check drawn for the amount of $1,500 for the payment of the maintenance fees on the following patents. 
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Patent 
Number 


Serial 
Number 


Patent 
Date 


P.P.5,188 
Re.31,522 
*(4,374,741 
4,429,419 
4,429,433 
4,429,439 
**4,432,000 


380,062 
481,494 


Feb. 7, 1984 
Feb. 14, 1984 
(Feb. 22, 1983) 
Feb. 7, 1984 
Feb. 7, 1984 
Feb. 7, 1984 
Feb. 14, 1984 


339,620 
412,101 
458,474 
380,681 


OFFICIAL GAZETTE 


Application 
FilingDate 


May 20, 1981 4 
April 1, 1983 4 
(July 21, 1981) aN 

Jan. 15, 1982 4 
Aug. 27, 1982 4 
Jan. 17, 1983 4 
Aug. 26, 1981 : 
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Small 
Entity 


Amount Fee 
Paid Surcharge Code 


Payment 
Year 


$200.00 _ 170 
$200.00 $100.00 170/176 


- $200.00 _ 170 
No $400.00 173 


Yes $200.00 _ 273 
$200.00 _ 170 
Subtotals $1,400.00 $100.00 


Total Amount Paid $1,500.00 


The Commissioner is hereby authorized to charge any deficiency in the required fee or to credit any overpayment to Account 


No. 12-3456. 
Respectfully submitted, 


John Doe 
(703) 557-3054 


*Note: Information from original patent is included in parenthesis for the reissue patent for which payment is being made. 


**Note: Application filing Date is the PCT International Filing Date. 


The indication of the fee code used by th e Patent and 
Trademark Office would assist in proper financial crediting 
within the Office. It is also suggested that the telephone 
number of the person submitting the payment be sup- 
plied. 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality 
of the human environment or conservation of energy resources. 

The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 it seq. 

The General Counsel of the Deparatment of Commerce certi- 
fied to the Small Business Administration that the rule change 
will not have a significant adverse economic impact on a sub- 
stantial number of small entities (Regulatory Flexibility Act, 
Pub. L. 96-354). Public Law 97-247 has taken into consideration 
the impact it may have on small entities. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less that $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The maintenance fee payment information collection require- 
ment contained in the final rules has been submitted to OMB for 
review under Section 3504(h) of the Paperwork Reduction Act. 
Comments relating to this requirement should be directed to the 
Office of Information and Regulatory Affairs of OMB, Atten- 
tion: Desk Officer for Commerce, Patent and Trademark 
Office. 


List of Subjects in 37 CFR Part | 


Administrative practice and procedure, Authority delegations 
(government agencies), Conflict of interests, Courts, Inventions 
and patents, Lawyers. 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 6, 
Pub. L. 96-517 and Pub. L. 97-247, the Patent and Trademark 
Office is amending Title 37 of the Code of Federal Regulations 
as set forth below. 


Part I [Amended] 
37 CFR, Part I, is amended as follows: 


1. Section 1.1 is amended by adding a new paragraph (d) to 
read as follows: 


§ 1.1 All communications to be addressed to Commissioner 
of Patents and Trademarks. 


*e eK 


(d) Payments of maintenance fees in patents and other com- 
munications relating thereto should be additionally marked 
“Box M. Fee.” 


1.9 [Amended] 


2. Paragraph (d) of 1.9 is amended by changing the citation 
“13 CFR 121.3-18, published on Sept. 30, 1982 at 47 FR 
43273.” to“13 CFR 121.12.” and by changing the words ‘a 
121.3-18 Definition of small business for paying reduced patent 
fees under Title 35, U.S. Code” to “ 121.12 Small business for 
paying reduced patent fees.” 

3. Section 1.17 is amended by adding to the end of paragraph 
(h) the following: 


1.17 Patent application processing fees. 


*eekK SE 
(h) * * * 


- 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of patent 


- 1.378(e) - for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee in 
expired patent 


4. Section 1.19 is amended by adding new paragraphs (f) and 
(g) to read as follows: 


1.19 Document supply fees. 


ee eRK* 


(f)Microfiche copy of patent file record. 

(g) Uncertified statement as to status of the payment of 
maintenance fees due on a patent or expiration of a 
patent $3.00 

5. Section 1.20 is amended by adding new paragraphs 
(k), (1), and (m) to read as follows: 


1.20 Post-issuance fees. 


*e¥ ee * 


(k) Surcharge for paying a maintenance fee during the 6- 
month grace period following the expiration of three years and 
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six months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Dec. 12, 1980 and before 
Aug. 27, 1982 

(1) Surcharge for paying a maintenance fee during the 6- 
month grace period following the expiration of three years and 
six months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Aug. 27, 1982: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(m) Surcharge for accepting a maintenance fee after expi- 
ration of a patent for non-timely payment of a maintenance fee 
on a patent based on an application filed on or after Aug. 27, 
1982, where the delay in payment is shown to the satisfaction 
of the Commissioner to have been unavoidable $500.00 

6. Section 1.33 is amended by adding a new paragraph (d) 
to read as follows: 


§ 1.33 Correspondence respecting patent applications, reex- 
amination proceedings, and other proceedings. 


ese ee * 


(d) A “correspondence address” or change thereto may be 
filed with the Patent and Trademark Office during the enforce- 
able life of the patent. The “correspondence address” will be 
used in any correspondence relating to maintenance fees unless 
a separate “fee address” has been specified. See § 1.363 for “fee 
address” used solely for maintenance fee purposes. 

7. A new center heading and § 1.362 is added to Subpart 
B to read as follows: 


Maintenance Fees 
§ 1.362 Time for payment of maintenance fees. 


(a) Maintenance fees as set forth in § 1.20(e)-(j) are required 
to be paid in all patents based on applications filed on or after 
Dec. 12, 1980, except as noted in paragraph (b) of this section, 
to maintain a patent in force beyond 4, 8 and 12 years after the 
date of grant. 

(b) Maintenance fees are not required for plant patents based 
on applications filed on or after Aug. 27, 1982 or for any design 
patents. Maintenance fees are not required for a reissue patent 
if the patent being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of payment of 
maintenance fees are as follows: 


(1) For an application not claiming benefit of an earlier 
application, the actual United States filing date of the applica- 
tion. 

(2) For an application claiming benefit of an earlier foreign 
application under 35 U.S.C. 119, the United States filing date 
of the application. 

(3) For a continuing (continuation, division, continuation- 
in-part) application claiming the benefit of a prior patent ap- 
plication under 35 U.S.C. 120, the actual United States filing 
date of the continuing application. 

(4) For a reissue application, the United States filing date 
of the original non-reissue application on which the patent 
reissued is based. . 

(5) For an international application which has entered the 
United States as a Designated Office under 35 U.S.C. 371, the 
international filing date granted under Article 1 1(1) of the Patent 
Cooperation Treary which is considered to be the United States 
filing date under 35 U.S.C. 363. 


(d) Maintenance fees may be paid in patents without surcharge 
during the periods extending respectively from: 


(1) 3 years through 3 years and 6 months after grant for the 
first maintenance fee. 

(2) 7 years through 7 years and 6 months after grant for the 
second maintenance fee, and 

(3) 11 years through 11 years and 6 months after grant for 
the third maintenance fee. 
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(e) Maintenance fees may be paid with the surcharge set forth 
in § 1.20(k) or (1) during the respective grace periods after: 


(1) 3 years and 6 months and through the day of the 4th 
anniversary of the grant for the first maintenance fee, 

(2) 7 years and 6 months and through the day of the 8th 
anniversary of the grant for the second maintenance fee, and 

(3) 11 years and 6 months and through the day of the 12th 
anniversary of the grant for the third maintenance fee. 


(f) If the last day for paying a maintenance fee without 
surcharge set forth in paragraph (d) of this section, or the last 
day for paying a maintenance fee with surcharge set forth in 
paragraph (e) of this section, falls on a Saturday, Sunday, or 
a federal holiday within the District of Columbia, the mainte- 
nance fee and any necessary surcharge may be paid under 
paragraph (d) or paragraph (e) respectively on the next succeed- 
ing day which is not a Saturday, Sunday, or federal holi- 

ay. 

(g) Unless the maintenance fee and any applicable surcharge 
is paid within the time periods set forth in paragraphs (d), (e) 
or (f) of this section, the patent will expire as of the end of the 
grace period set forth in paragraph (e) of this section. A patent 
which expires for the failure to pay the maintenance fee will 
expire at the end of the same date (anniversary date) the patent 
was granted in the 4th, 8th, or 12th year after grant. 

8. A new § 1.363 is added to Subpart B to read as follows: 


§ 1.363 Fee address for maintenance fee purposes. 


(a) All notices, receipts, refunds, and other communications 
relating to payment or refund of maintenance fees will be 
directed to the correspondence address used during prosecution 
of the application as indicated in § 1.33(a) unless: 


(1) a “fee address” for purposes of payment of maintenance 
fees is set forth when submitting the issue fee, or 

(2) a change in the correspondence address for all purposes 
is filed after payment of the issue fee, or 

(3) a “fee address” or a change in the “fee address” is filed 
for purposes of receiving notices, receipts and other correspon- 
dence relating to the payment of maintenance fees after the 
payment of the issue fee, in which instance, the latest such 
address will be used. 


(b) An assignment of a patent application or patent does not 
result in a change of the “correspondence address” or “fee 
address” for maintenance fee purposes. 

9. A new § 1.366 is added to Subpart B to read as follows: 


§ 1.366 Submission of maintenance fees. 


(a) The patentee may pay maintenance fees and any nec- 
essary surcharges, or any person or organization may pay 
maintenance fees and any necessary surcharges on behalf of 
a patentee. Authorization by the patentee need not be filed in 
the Patent and Trademark Office to pay maintenance fees and 
any necessary surcharges on behalf on the patentee. 

(b) A maintenance fee and any necessary surcharge submit- 
ted for a patent must be submitted in the amount due on the 
date the maintenance fee and any necessary surcharge are paid 
and may be paid in the manner set forth in § 1.23 or by an 
authorization to charge a deposit account established pursuant 
to § 1.25. Payment of a maintenance fee and any iiccessary 
surcharge or the authorization to charge a deposit account must 
be submitted within the periods set forth in § 1.362(d), (e) or 
(f). Any payment or authorization of maintenance fees and 
surcharges filed at any other time will not be accepted and will 
not serve as a payment of the maintenance fee except insofar 
as a delayed payment of the maintenance fee is accepted by 
the Commissioner in an expired patent pursuant to a petition 
filed under § 1.378. Any authorization to charge a deposit 
account must authorize the immediate charging of the main- 
tenance fee and any necessary surcharge to the deposit account. 
Payment of less than the required amount, payment in a manner 
other than that set forth in § 1.23, or the filing of an authorization 
to charge a deposit account having insufficient funds will not 
constitute payment of a maintenance fee or surcharge on a 


- patent. The certificate of mailing procedures of either § 1.8 or 
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§ 1.10 may be utilized in paying maintenance fees and any 
necessary surcharges. 

(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance fees 
are being paid must include the following: 


(1) the patent number, and 
(2) the serial number of the United States application for the 
patent on which the maintenance fee is being paid. 


(d) Payments of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is 
the 3 1/2, 7 1/2 or 11 1/2 year fee, whether small entity status 
is being changed or claimed, the amount of the maintenance 
fee and any surcharge being paid, any assigned payor number, 
the patent issue date and the United States application filing date. 
If the maintenance fee and any necessary surcharge is being 
paid on a reissue patent, the payment must identify the reissue 
patent by reissue patent number and reissue application serial 
number as required by paragraph (c) of this section and should 
also include the original patent number, the original patent issue 
date and the original United States application filing date. 

(e) Maintenance fee payments and surcharge payments relating 
thereto must be submitted separate from any other payments 
for fees or charges, whether submitted in the manner set forth 
in § 1.23 or by an authorization to charge a deposit account. 
If maintenance fee and surcharge payments for more than one 
patent are submitted together, they should be submitted on as 
few sheets as possible with the patent numbers listed in increas- 
ing patent number order. If the payment submitted is insufficient 
to cover the maintenance fees and surcharges for all the listed 
patents, the payment will be applied in the order the patents are 
listed, beginning at the top of the listing. 

(f) Notification of any change in status resulting in loss of 
entitlement to small entity status must be filed in a patent prior 
to paying, or at the time of paying, the earliest maintenance fee 
due after the date on which status as a small entity is no longer 
appropriate. See § 1.28(b). 

(g) Maintenance fees and surcharges relating thereto will 
not be refunded except in accordance with §§ 1.26 and 
1.28(a). 

10. A new § 1.377 is added to Subpart B to read as follows: 


§ 1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 


(a) Any patentee who is dissatisfied with the refusal of the 
Patent and Trademark Office to accept and record a maintenance 
fee which was filed prior to the expiration of the patent may 
petition the Commissioner to accept and record the maintenance 
fee. 

(b) Any petition under this section must be filed within 2 
months of the action complained of, or within such other time 
as may be set in the action complained of, and must be accom- 
panied by the fee set forth in § 1.17(h). The petition may include 
a request that the petition fee be refunded if the refusal to accept 
and record the maintenance fee is determined to result from an 
error by the Patent and Trademark Office. 

(c) Any petition filed under this section must comply with 
the requirements of paragraph (b) of § 1.181 and must be signed 
by an attorney or agent registered to practice before the Patent 
and Trademark Office, or by the patentee, the assignee, or other 
party in interest. Such petition must be in the form of a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. 

11. A new § 1.378 is added to Subpart B to read as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent based on application 
filed on or after Aug. 27, 1982. 


(a) The Commissioner may accept the payment of any 
maintenance fee due on a patent based on an application filed 
on or after Aug. 27, 1982, after expiration of the patent if, upon 
petition, the delay in payment of the maintenance fee is shown 
to the satisfaction of the Commissioner to have been unavoid- 
able and if the surcharge required by § 1.20(m) is paid as a 
condition of accepting payment of the maintenance fee. If the 
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Commissioner accepts payment of the maintenance fee upon 
petition, the patent shall be considered as not having expired, 
but will be subject to the conditions set forth in 35 U.S.C. 
41(c)(2). 

(b) Any petition to accept the delayed payment of a main- 
tenance fee filed under paragraph (a) of this section within six 
months of the expiration of the patent must include: 


(1) the required maintenance fee set forth in § 1.20(h) 


-(); 
(2) the surcharge set forth in § 1.20(m); and 

(3) a showing that the delay was unavoidable since reason- 
able care was taken to ensure that the maintenance fee would 
be paid timely. The showing must enumerate the steps taken 
to ensure timely payment of the maintenance fee. 


(c) Any petition to accept the delayed payment of a main- 
tenance fee filed under paragraph (a) of this section more that 
six months after the expiration of the patent must include: 


(1) the required maintenance fee set forth in § 1.20(h)-(j); 

(2) the surcharge set forth in § 1.20(m); and 

(3) a showing that the delay was unavoidable since reason- 
able care was taken to ensure that the maintenance fee would 
be paid timely and the failure to timely pay the maintenance 
fee was due entirely to circumstances outside of the control of 
the patentee. The showing must enumerate the steps taken to 
ensure timely payment of the maintenance fee and the circum- 
stances which were outside of the control of the patentee and 
those acting on behalf of the patentee in paying the maintenance 
fee. The showing must be sufficient in scope and content to meet 
the heavy burden of proof required to show that a delay in 
payment of the maintenance fee of more that six months after 
expiration of the patent was unavoidable. 


(d) Any petition under this section must be signed by an 
attorney or agent registered to practice before the Patent and 
Trademark Office, or by the patentee, the assignee, or other party 
in interest. Such petition must be in the form of a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. 

(e) Reconsideration of a decision refusing to accept a main- 
tenance fee upon petition filed pursuant to paragraph (a) of this 
section may be obtained by filing a petition for reconsideration 
within two months of, or such other time as set in, the decision 
refusing to accept the delayed payment of the maintenance fee. 
Any such petition for reconsideration must be accompanied by 
the petition fee set forth in § 1.17(h). After decision on the 
petition for reconsideration, no further reconsideration or review 
of the matter will be undertaken by the Commissioner. If the 
delayed payment of the maintenance fee is not accepted, the 
maintenance fee and the surcharge set forth in § 1.20(m) will 
be refunded following the decision on the petition for recon- 
sideration, or after the expiration of the time for filing such a 
petition for reconsideration, if none is filed. The fee set forth 
in § 1.17(h) for filing the petition for reconsideration will not 
be refunded unless the refusal to accept and record the main- 
tenance fee is determined to result from an error by the Patent 
and Trademark Office. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 30,1984 


[1046 O.G. 28] 


(53) Maintenance Fee Payments 

The Patent and Trademark Office (PTO) has received inquir- 
ies concerning the PTO’S refusal to accept payment of a main- 
tenance fee in two fact situations. 

A. The PTO has refused to accept authorization to charge a 
maintenance fee and/or surcharge to a Deposit Account unless 
the paper containing the authorization to charge was timely filed 
and included an authorizing signature. Upon reconsideration, 
this requirement for a signature to authorize a maintenance fee 
and/or surcharge to be charged to a Deposit Account is abolished 
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since papers concernng maintenance fees are not considered to 
be papers filed in the application under 37 CFR 1.33(a). 

Request for refunds due to the above-noted change in practice 
should be directed to the Refund Section of the Accounting 
Division of the Office of Finance. 

B. The PTO has refused to accept the maintenance fee and 
surcharge specified in a Maintenance Fee Reminder mailed prior 
to April 17, 1989, but paid on or after April, 17, 1989. New 
fees effective April 17, 1989, raised the amount due for main- 
tenance fees and surcharges. However, Maintenance Fee 
Reminders mailed prior to that date reflected the old fees. Some 
patentees have submitted the amount requested on the Main- 
tenance Fee Reminder only to have the PTO refuse to accept 
those fees due as being insufficient. Often, the PTO notice that 
the amount tendered is insufficient is received after the expi- 
ration date of the patent under 37 CFR 1.362(g). 

The amount of the maintenance fee required by statute is 
based upon the date of effective receipt in the PTO. The amount 
of the surcharge needed for payment during the six month grace 
period is set by regulation. The PTO will accept the payment 
submitted under the following conditions: 

(1) the total amount submitted for the maintenance fee and 
surcharge was at least the amount of the maintenance fee re- 
quired by statute based upon the date of receipt in the PTO and 
was the total amount requested in the Maintenance Fee Re- 
minder for the patent; 

(2) the amount submitted was paid prior to expiration of 
the patent under 37 CFR 1.362(g); 

(3) the insufficiency in payment of the maintenance fee 
and surcharge is discovered after expiration of the patent under 
37 CFR 1.362(g); and 

(4) a petition under 37 CFR 1.183 is promptly filed after 
discovery of the insufficiency in payment of the maintenance 
fee and surcharge. The petition must request (a) that the amount 
previously paid be accepted as the maintenance fee required 
by statute; (b) that the amount submitted above that required 
for the maintenance fee be accepted as the surcharge; (c) that 
the holding of expiration be withdrawn; and (d) that no petition 
fee be required. The petition must state the date the insufficiency 
in payment of the maintenance fee and surcharge was discov- 
ered. The petition must also include a statement that the person 
who authorized or instructed that the maintenance fee and 
surcharge be paid was not aware of the fee increase. Such 
statement must be verified if made by a person not registered 
to practice before the PTO. 

Petition under 37 CFR 1.183 should be directed to the Office 
of the Deputy Assistant Commissioner for Patents. 

October 4, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Part I 
[Docket No. 50725-5025] 


Revision of Patent Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark office is amending the 
rules of practice in patent cases, Part I of title 37, Code of Federal 
Regulations to adjust fee amounts. This action is necessary at 
this time because operating costs have increased over the past 
three years and the Commissioner is authorized by § 41(f) of 
title 35, United States Code, to adjust fees established in § 41(a) 
and § 41(b) of title 35, United States Code, on Oct. 1, 1985, 
andevery third year thereafter, to reflect any fluctuations occurring 
during the previous three years in the Consumer Price Index. 
Fees for other processing, services or materials related to patents 
as provided by § 41(d) and § 376 of title 35, United States Code, 
are being adjusted to recover the estimated average cost to the 
Office of such processing, services or materials. 

Effective Date: Oct. 5, 1985. 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 67 
(54) 


For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail marked to her attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to adjust patent fees because costs have increased and 
the Commissioner is authorized to (1) adjust statutory patent 
fees set forth in § 41(a) and § 41(b) of title 35, United States 
Code, to reflect fluctuations occurring during the previous three 
years in the Consumer Price Index (CPI), as authorized by 
§ 41(f) of title 35, United States Code, (2) adjust fees for 
processing, services, or materials related to patents which have 
been established by the Commissioner in accordance with § 
41(d) of title 35, United States Code, to recover the estimated 
average cost to the Office of such processing, services or materials, 
and (3) adjust fees for filing and processing an application under 
the Patent Cooperation Treaty which have been established by 
the Commissioner to recover the estimated average cost of such 
processing in accordance with Section 376 of title 35, United 
States Code. 

Adjustments to fees for filing and processing a trademark 
application and for other processing, services or materials related 
to trademarks were not proposed at this time, pending review 
of trademark automation cost requirements. 

A notice of proposed rulemaking was published in the Federal 

Register on June 21, 1985, at 50 FR 25896-25902. Corrections 
of typographical errors were published on July 1, 1985, at 50 
FR 27030, and on July 15, 1985, at 50 FR 28596. The notice 
also was published in the Official Gazette on July 2, 1985, at 
Vol. 1056, pages 6 through 25. An oral hearing was held on 
July 18, 1985. Fifteen written letters and statements were sub- 
mitted. One person testified at the oral hearing. Full considera- 
tion has been given to all of these letters, statements, and 
testimony. 
Background Information: Patent and Trademark Office fees are 
authorized by sections 41 and 376 of title 35, United States Code. 
Section 41(a) of title 35, United States Code, establishes a 
number of statutory fees. Among the more significant of these 
are fees for filing a patent application and issuing a patent. 
Certain other fees, such as appeal fees, the fee for filing a 
disclaimer, fees for filing petitions seeking to revive an aban- 
doned application and for extensions of time ala are set in § 
41(a) of title 35, United States Code. Section 41(b) of title 35, 
United States Code, sets forth the statutory fees for maintaining 
a patent in force if the application was filed on or after Aug. 
27, 1982. 

The provisions of Public Law 96-517 also authorize main- 
tenance fees for applications other than design and plant patent 
applications filed on or after Dec. 12, 1980 and before Aug. 
27, 1982. These maintenance fees are to recover 25 percent of 
the estimated cost to the Office of processing patent applications. 

Section 1 of Public Law 97-247 authorized the reduction by 
50 percent in the fees paid under § 41(a) and § 41(b) of title 
35, United States Code, by independent inventors, small busi- 
ness concerns, and nonprofit organizations, who meet the 
definitions established. This authorization will expire on Sept. 
30, 1985. Legislation has been introduced to authorize this 
reduction for an additional three years. If such authority is not 
continued, the small entity reduction will be rescinded and 
appropriate amendments to the regulations will be made. 

Section 41(f) of title 35, United States Code, provides that 
fees established in § 41(b) of title 35, United States Code, “may 
be adjusted by the Commissioner on Oct. 1, 1985, and every 
third year thereafter, to reflect any fluctuations occurring during 
the previous three years in the Consumer Price Index, as de- 
termined by the Secretary of Labor.” Section 41(f) also provides 
that changes of less than one percent may be ignored. 

Policy for applying the Consumer Price Index: The Depart- 
ment of Labor’s Consumer Price Index (CPI) is made public 
approximately twenty-one days after the end of the month being 
calculated. The time lag between the initiation and the comple- 
tion of the rulemaking process dictated that the Mar. through 
Sept. 1985 inflation rate be projected in the original rulemaking 
proposal. This estimate resulted in a cumulative three-year CPI 
of 11.7 percent applied to patent fees. 

Based upon actual data through June 1985 and projecting 
the CPI to Sept. 30, 1985, the Administration’s revised projected 
cumulative CPI for the three-year (1982-1985) period is 11.8 
percent. The Patent and Trademark Office has used the 11.8 
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percent projection in adjusting the fees established in § 41(a) 
and § 41(b) of title 35, United States Code. The revised CPI 
projection has not caused a change from the proposal in any 
of the § 41(a) and § 41(b) fees. 

After application of the 11.8 percent projected fluctuation 
in the CPI to fees set forth in § 41(a) and § 41(b), amounts for 
all non-small entity fees were rounded by applying standard 
arithmetical rules so that the amounts rounded would be de 
minimis and convenient to the user. Fees of $100 or more were 
rounded to the nearest $10. Fees below $100 were rounded to 
the nearest even number so that all comparable small entity fees 
would be in whole numbers. Section 41(d) of title 35, United 
States Code, provides that the “Commissioner will establish fees 
for all other processing, services, or materials related to patents” 
which are not covered in § 41(a) and § 41(b) of title 35, United 
States Code, “to recover the estimated average cost to the Office 
of such processing, services or materials.” 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under the 
Patent Cooperation Treaty. The fees under the Patent Coopera- 
tion Treaty are keyed to full cost recovery of the processing 
costs under the Treaty. 

The general guidelines used by the Patent and Trademark 
Office in determining the non-statutory fees are set forth in OMB 
Circular A-25. Costs were determined from the best available 
records and included direct and indirect costs to the Office of 
carrying out the activity. 

Since these non-statutory fees are expected to remain in place 
for the three year fee cycle 1986-1988, the calculated costs were 
then adjusted by a mid-cycle inflation rate of 6.21 percent 
derived from the Administration’s inflation projection. After 
application of the projected mid-cycle inflation rate, amounts 
were rounded by applying standard arithmetical rules so that 
the amounts rounded would be de minimis and convenient to 
the user. Fees of $100 or more were rounded to the nearest $10. 
Fees between $2 and $99 were rounded to the nearest whole 
number. Fees under $2 were rounded for convenience. 

The fees established under § 41(d) and § 376 of title 35, 
United States Code have been modified from the proposal. For 
the first fee cycle (1983-1985), fees established under § 41(d) 
and § 376 were set in the aggregate to recover the estimated 
average cost to the Office of processing, services and materials 
as defined in PTO budget documents. Because of the significant 
increase in fees that was instituted on Oct. 1, 1982, as well as 
the establishment of new fees, the PTO did not have the nec- 
essary experience to accurately predict (nor could it control) 
fee volumes for the first fee cycle. First cycle fees were thus 
set at levels sufficient to maintain financial solvency despite 
possible fluctuations in costs or in workload. Fee amounts in 
most cases also were set at convenient integers (e.g., $5 or $10). 
For the second fee cycle (1986-1988), the PTO had proposed 
to set fees established under § 41(d) and § 376 using the same 
methodology. Several comments to the proposed rules sug- 
gested that the PTO should establish § 41(d) and § 376 fees 
to more precisely recover the estimated average cost to the Office 
of the processing, service or material. The fees have been 
modified to reflect the following: (1) PTO experience over the 
past two and one-half years in predicting fee volumes, (2) virtual 
elimination of the reserve income for fluctuations in cost or 
workload, and (3) greater reliance upon and use of the individual 
fee costs developed by the PTO’s Office of Finance. 

It is intended that the amount of any fee due and payable 
on or after Oct. 5, 1985 is the amount set in this rulemaking. 
For purposes of determining the amount of the fee to be paid, 
the date of mailing indicated on a proper Certificate of Mailing, 
where authorized under § 1.8 of title 37, Code of Federal 
Regulations, will be considered to be the date of receipt in the 
Office. A “Certificate of Mailing under § 1.8” is not “proper” 
for items which are specifically excluded from the provisions 
of § 1.8. Section 1.8 of title 37, Code of Federal Regulations, 
should be consulted for those items for which a Certificate of 
Mailing is not “proper”. Such items include, inter alia, the filing 
of national and international applications for patents and the 
filing of trademark applications. The provisions of § 1.10 of 
title 37, Code of Federal Regulations relating to filing of papers 
and fees by “Express Mail” with certificate, however, do apply 
to any paper or fee (including patent and trademark applications) 
to be filed in the Office. If an application or fee is filed by 
“Express Mail” with a certificate of mailing dated on or after 
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Oct. 5, 1985, the amount of the fee to be paid is the fee established 
herein if a change is being made in the fee. 

It is further intended that the amount due and payable for 
services provided in Fiscal Year 1986 will be the amount set 
in this rulemaking even if the fee becomes due prior to Oct. 
5, 1985. Such fees include, but are not limited to, the annual 
service charge for subscription services (§ 1.19(c)(1) and the 
annual rental for a delivery box (§ 1.21(d)). 

In order to ensure clarity in the implementation of the fee 
proposals, a discussion of specific sections is set forth below: 


Discussion of Specific Rules 


Section 1.16 National application filing fees 


Section 1.16 is amended to adjust patent application filing 
fees established in § 41(a) of title 35, United States Code and 
set forth in paragraphs (a)-(d) and (f)-(j) of this section to reflect 
fluctuations in the Consumer Price Index. 

Section 1.16, paragragh (e) is amended to adjust the patent 
application surcharge fee authorized by § 111 of title 35, United 
States Code. Paragraph (e) has been modified from the proposal 
to limit the adjustment to the surcharge fee to changes which 
occurred during the past three years in the Consumer Price Index. 


Section 1.17 Patent application processing fees 


Section 1.17 is amended to adjust patent application proc- 
essing fees established in § 41(a) of title 35, United States Code, 
and set forth in paragraphs (a)-(g), (1) and (m) of this section 
to reflect fluctations in the Consumer Price Index. The wording 
of paragraph (1) has been broadened to include reference to 
applications abandoned under § 371(d) of title 35, United States 
Code. 

Section 1.17, paragraphs (h)-(k) are amended to adjust the 
patent application processing fees authorized by § 41(d) of title 
35, United States Code, to recover the estimated average cost 
to the Office of such processing. Paragraphs (h)-(k) have been 
modified from the proposal to more precisely recover the es- 
timated average cost to the Office of processing petitions to the 
Commissioner, public use proceedings, and non-English lan- 
guage specifications. 


Section 1.18 Patent issue fees 


Section 1.18 is amended to adjust patent issue fees estab- 
lished in § 41(a) of title 35, United States Code and set forth 
in paragraphs (a)-(c) of this section to reflect fluctuations in the 
Consumer Price Index. 


Section 1.19 Document supply fees 


Section 1.19 is amended to adjust the fees authorized by 
§ 41(d) of title 35, United States Code for services and materials 
as set forth in paragraphs (a)-(c), (e) and (f) of this section to 
recover the estimated average cost to the Office of the specified 
services and materials. Paragraphs (a)-(c) have been modified 
from the proposal to more precisely recover the estimated average 
cost to the Office of supplying the documents specified in these 
paragraphs. Section 1.19 has been modified further to reduce 
the fees specified in paragraphs (e) and (f), which were not 
proposed for adjustment to more precisely recover the estimated 
average cost to the Office of supplying the documents. 

Section 1.19, paragraph (2) is amended further to clarify the 
services and documents provided. It would provide for copies 
of specific documents at a flat fee. Copies of general Office 
records would be provided at a per page fee. Paragraph (a)(4) 
has been modified from the proposal to provide copies of a patent 
file wrapper and its contents at $75 for each 200 pages or a 
fraction thereof. 

Section 1.19, paragraph (b) is amended further to delete 
subparagraph (3). A flat fee for comparing and certifying copies 
of documents made from Office records is provided in new 
paragraph (i) of this section. 

Section 1.19, paragraph (c) is amended further to provide 
for ten subclasses with the annual service charge. 

Section 1.19 is amended to provide in new paragraph (h) 
a $10 per document flat fee for an uncertified copy of a non- 
United States patent document. This fee would apply to copies 
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of foreign patent applications such as those which are published 
at 18 months or when allowable for opposition. 

Section 1.19 is amended to provide in new paragraph (i) a 
flat fee for comparison and certification of each copy of a 
document made from Office records but not prepared by the 
Office. 

Section 1.19 is amended to provide in new paragraph (j) a 
fee for duplicate filing receipts and corrected filing receipts due 
to applicant error. 

Paragraphs (i) and (j) have been modified from the proposal 
to more precisely recover the estimated average cost to the Office 
of supplying the documents specified. 


Section 1.20 Post-issuance fees 


Section 1.20, paragraphs (a)-(c) are amended to adjust patent 
post-issuance fees authorized by § 41(d) of title 35, United States 
Code, to recover the estimated average cost to the Office of such 
processing. Section 1.20 has been modified from the proposal 
to more precisely recover the estimated average cost to the Office 
of the post-issuance fees set forth in paragraphs (b)-(c). Section 
1.20 has been modified further to reduce the fee set forth in 
paragraph (a), which was not proposed for adjustment, to more 
precisely recover the estimated average cost to the Office of 
providing a certificate of correction. 

Section 1.20, paragraphs (d) and (h)-(j), are amended to 
adjust patent post-issuance fees established in § 41(a) and § 
41(b) of title 35, United States Code, to reflect fluctuations in 
the Consumer Price Index. 

Section 1.20, paragraphs (e)-(g), are amended to adjust post- 
issuance fees authorized by Section 2 of Public Law 98-622. 
These fees must be set at a level to eventually recover 25 percent 
of the estimated cost to the Office of processing patent appli- 
cations. In order to achieve this level of recovery, these main- 
tenance fees are adjusted to reflect fluctuations in the Consumer 
Price Index. 

Section 1.20, paragraph (k), is amended to adjust the patent 
maintenance surcharge fee authorized by Section 2 of Public 
Law 96-517. Paragraph (k) has been modified from the proposal 
to limit the adjustment to the surcharge fee to changes which 
occurred during the past three years in the Consumer Price 
Index. 

Section 1.20, paragraph (1), is amended to adjust the post- 
issuance fee authorized by § 41(b) of title 35, United States Code. 
Paragraph (1) has been modified from the proposal to limit the 
adjustment to the surcharge fee to changes which occurred 
during the past three years in the Consumer Price Index. 


Section 1.21 Miscellaneous fees and charges 


Section 1.21 is amended to adjust the miscellaneous fees and 
charges authorized by § 41(d) of title 35, United States Code 
and set forth in paragraphs (a)-(f), (h) and (i) of this section to 
recover the estimated average cost to the Office of such proc- 
essing. Section 1.21 has been modified from the proposal to 
more precisely recover the estimated average cost to the Office 
of the miscellaneous services for which fees were set forth in 
paragraphs (a)(2)-(a)(6), (b)(1), (d)-(f), (h)(1) and (i). Section 
1.21 has been modified further to reduce the fees specified in 
paragraphs (c) and (h)(2), which were not proposed for adjust- 
ment, to more precisely recover the estimated average cost to 
the Office of those services. 

Section 1.21, paragraph (g), is modified from the proposal 
to change the term “copy machine tokens” to “Copi-Sharecard.” 

Section 1.21, paragraph (k), is amended to change the word 
“section” to “part” to clarify that any charge not provided for 
in these rules would be made at actual cost. 

Section 1.21 is amended to provide in new paragraph (m) 
a $20 fee for processing checks returned “unpaid” by a 
bank. 


Section 1.24 Coupons 


Section 1.24 is amended to adjust the fee for the purchase 
of coupons for patents to make it comparable to the fee required 
for the purchase of U.S. patents. 

Section 1.24 is amended to delete reference to forty cent 
coupons which are no longer sold by the Patent and Trademark 
Office. 
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Section 1.25 Deposit accounts 


Section 1.25 is amended to establish a restricted subscription 
deposit account to be used exclusively for subscription orders 
of patent copies as issued. A minimum deposit of $300 is 
required to establish and maintain, without payment of a monthly 
service fee, a restricted subscription deposit account. 


Section 1.26 Refunds 


Section 1.26 is amended to change paragraph (c) to provide 
for a refund of $1,300 if the Commissioner decides not to 
institute reexamination proceedings. The $1,300 refund would 
apply to those instances where the reexamination fee of $1,770 
under § 1.20(c) was paid. The current $1,200 refund will be 
made in those cases where the current $1,500 reexamination 
fee was paid. 


Section 1.53 Serial number, filing date, and completion of 
application. 


Section 1.53 is amended to change paragraph (c) to reduce 
to $15 the handling fee charged in the event a specification or 
drawing is not submitted within the time period set by the Office. 
Section 1.53 has been modified to more precisely recover the 
estimated average cost to the Office of handling an application 
with missing parts. 


Section 1.297 Publication of statutory invention registration 


Section 1.297, paragraph (b), is amended to modify the 
statement to be printed on each statutory invention registration. 
The language of the statement is modified so as to be more easily 
understood. 


Section 1.445 International application filing and processing 
fees 


Section 1.445, paragraphs (a)(1)-(a)(4), are amended to adjust 
the fees authorized by § 376 of title 35, United States Code, 
for international application processing to recover the estimated 
average cost to the Office of such processing. The cost of the 
international search fee set forth in paragraph 1.445(a)(2)(i) has 
been reduced and the amount credited by the Office under 
paragraph 1.445(a)(2)(ii) is not changed. Paragraphs (a)(1) and 
(a)(3) have been modified from the proposal to more precisely 
recover the estimated average cost to the Office of processing 
international applications. However, the amount of the credit 
under 1.445(a)(4) is somewhat less than at present and is the 
same as in the proposed rules. 

Section 1.445(a)(5) is amended to adjust the surcharge 
authorized by § 371(d) of title 35, United States Code. 
Paragraph (a)(5) has been modified from the proposal to limit 
the adjustment to the surcharge fee to changes which occurred 
during the past three years in the Consumer Price Index and 
to provide for a small and large entity amount to be consistent 
with § 1.16(e). 

Section 1.445(a)(6) is amended to adjust the processing fee 
for an English translation filed after 20 months from the priority 
date to recover the estimated average cost to the Office of such 
processing. Paragraph (a)(6) has been modified from the pro- 
posal to more precisely recover the estimated average cost to 
the Office of processing an English translation and to be con- 
sistent with § 1.17(k). 


Section 1.446 Refund of international application filing and 
processing fees. 


Section 1.446 is amended to delete paragraph (b). The 
substance of the deleted material is included in section 1.445, 
paragraph (a)(4). 


Response to Comments on the Rules 


Specific comments were received on a number of the pro- 
posed rule changes. Fifteen letters submitting written comments 
and eight questions by telephone were received. Oral testimony 
was presented by one person at the public hearing conducted 
on July 18, 1985. All of the written and oral comments were 
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considered in adopting the changes set forth herein. ‘The com- 
ments submitted appear below along with responses thereto. 
Comment: 

PTO fees are already too high and burdensome to the patent 
community. 
Reply: 

There has been no indication that PTO fees are burdensome 
to the patent community. In 1984, we expected to receive 
107,000 patent applications and actually received 109,539. In 
1985, we are currently receiving applications 
at an annual rate of approximately 116,000. 

The PTO is adjusting patent processing and patent service 
fees because costs have increased. The Commissioner may 
adjust patent statutory fees by changes which have occurred 
during the past three years in the Consumer Price Index (CPI). 
This authority is provided by 35 U.S.C. 41(f). The intent of the 
Congress in indexing the statutory patent fees set in 1982 to 
the CPI was to assure that a precipitous drop in the level of 
recovery did not occur due to inflation. Indexing of statutory 
patent fees was not intended to raise additional revenues beyond 
the rate of inflation. 

The Commissioner also is authorized to adjust non-statutory 
patent fees to recover the estimated average cost to the Office 
of processing, services and materials. This authority is provided 
by 35 U.S.C. 41(d). As previously discussed, several of the 
proposed fees have been modified to more precisely recover 
the estimated average cost to the Office of processing, materials 
and services. 

Comment: 

PTO has failed to abide by the provisions of Public Law 96- 
517 and the accompanying report (House Report 96-1307). 
Specifically, the PTO has failed to abide by the 50 percent 
recovery limitation for patent processing fees and the restrictions 
on the use of fee income. 

Reply: 

Public Law 96-517, although enacted into law, was never 
fully implemented because the Congress passed H.R. 6260 
which was enacted as Public Law 97-247 on Aug. 27, 1982. 
Public Law 97-247 provides for an eventual 100 percent cost 
recovery through processing and maintenance fees except for 
the subsidy for certain small entities, and contains no restrictions 
on the use of income from fee revenues. 

This rulemaking adjusts, by the Consumer Price Index (CPI), 
the patent processing (41(a)) and patent maintenance (41(b)) 
fees established by Public Law 97-247. The CPI adjustment 
allows the programs supported by § 41(a) and (b) fees to 
keep pace with inflation. Any growth in the aggregate rate of 
recovery of fees versus costs in this second cycle of fees is due 
primarily to the first time collection of maintenance fee receipts. 

The restrictions on the use of income from fee revenues, 
which were included in House Report 96-1307 accompanying 
Public Law 96-517, were based upon a 50 percent recovery of 
patent costs from user fees. Then-Commissioner Mossinghoff 
testified before the Subcommittee on Courts, Civil Liberties, and 
Administration of Justice, when Congress was considering H.R. 
6260, that the Administration’s PTO user fee program was 
proposed to improve the quality of service at the PTO by 
reducing patent pendency, trademark pendency and automating 
patent and trademark operations. The Commissioner went on 
to say that “The major increases in the three program areas will 
be paid for by the sharp increase in user fees that we are 
recommending.” The Congressional debate on this proposal 
indicates that the Subcommittee approved these innovative fee 
provisions in order to improve the level of patent and trademark 
services provided to users of the Office. 

Comment: 

Fees should relate to the actual “costs of processing patent 
applications” and should not include “overhead” expenses. 
Reoly: 

The fees applicable to patent filing, issuance and mainte- 
nance fees were established by the Congress and set forth in 
35 U.S.C. § 41(a) and (b). Regardless if Congress included 
“overhead” expenses when setting these statutory patent fees, 
these fees may be adjusted only to reflect the fluctuations in 
the CPI every three years. Fees for other processing, services 
or materials related to patents are set by the Commissioner 
pursuant to 35 U.S.C. 41(d) to recover the Office’s estimated 
average cost. The legislative history of Public Law 97-247, 
including the accompanying House Report, does not provide 
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guidance regarding how “estimated average cost” was to be 
determined. These fees were determined under the general 
guidelines of OMB Circular A-25, entitled “User Charges,” 
which established general policies for developing an equitable 
and uniform system of charges for certain government services 
and property. Circular A-25 provides that a reasonable charge 
should be imposed to recover the full cost to the Government 
of rendering a service to an identifiable recipient, who receives 
a substantial benefit not accruing to the general public, e.g., 
receiving a patent. The concept of full cost recovery includes 
an appropriate overhead charge. Therefore, the inclusion of 
overhead expenses in calculating the costs of processing patent 
applications is appropriate. 

Comment: 

The PTO does not include a description of any cost contain- 
ment measure. 
Reply: 

The PTO has taken all possible measures to contain costs. 
During fiscal year 1985, a zero-based analysis was conducted 
of all programs and their associated funding. The purpose of 
the review was to assure that adequate resources were available 
to meet the PTO’s most important priorities while addressing 
unanticipated costs such as, the full absorption of the fiscal year 
1985 pay raise, new pay scale for patent examiners, higher postal 
and telephone rates, greater use of PTO services, etc. The PTO’s 
annual budget request is thoroughly reviewed by the Department 
of Commerce, by the Office of Management and Budget, and 
by the Congressional Appropriations Committees prior to 
enactment. The PTO is complying with the President’s Deficit 
Reduction Program. The fiscal year 1986 budget request reflects 
reductions to travel, printing and consultants as required by the 
Deficit Reduction Act of 1984; administrative cost savings; and 
grade reductions and pay cuts. The PTO program to reduce 
patent pendency, once achieved in 1987, will require less re- 
sources than are currently expended. The Automation program, 
too, as it achieves its major milestones, will deliver cost benefits. 
Comment: 

The PTO has proposed to adjust fees because costs have 
increased but they did not include an explanation of how costs 
were calculated. 

Reply: 

Patent statutory fees, which are set forth in 35 U.S.C. 41(a) 
and (b), can be adjusted on Oct. 1, 1985 and every three years 
thereafter to reflect fluctuations which have occurred in the 
Consumer Price Index (CPI). The costs of processing a patent 
application from receipt to issue or abandonment were calcu- 
lated in 1982 at the time the present fees were set by statute. 
The most significant elements of processing a patent application 
are compensation costs, space and the costs incurred for printing 
the Official Gazette and patent grants. 

As a result of these increases to the major costs incurred in 
the processing of a patent application, the PTO is adjusting the 
statutory 41(a) and (b) patent fees by the full CPI of 11.8 percent 
in order to recover the projected budgeted collections for patent 
processing for the years 1986-1988. 

Non-statutory patent and patent service fees are being set 
to recover the estimated average cost to the Office over the next 
three years (1986-1988) of processing, services and materials. 
Costs for goods and services were determined under the general 
guidelines set forth in OMB Circular A-25 entitled “User 
Charges,” which establishes general policies for developing an 
equitable and uniform system of charges for certain Government 
services and property. The cost of all processing, services and/ 
or materials associated with each non-statutory (§ 41(d)) patent 
fee was determined. Since these fees are expected to remain in 
place for three years (1986-1988), each cost was adjusted by 
a mid-cycle inflation rate of 6.21 percent which was derived 
from the Administration’s 1986-1988 inflation projection. 
Comment: 

The PTO has proposed to set § 41(d) fees at a level which 
exceeds the estimated average cost to the Office. PTO’s cost 
calculations do not support the proposed § 41(d) fees. 
Reply: 

Fees established pursuant to 35 U.S.C. 41(d) and 376, non- 
statutory patent and patent service fees, are being set to recover 
the estimated average cost to the Office over the next three years 
(1986-1988) of processing, services and materials. Costs for 
goods and services were determined under the general guide- 
lines set forth in OMB Circular A-25 entitled “User Charges,” 
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which establishes general policies for developing an equitable 
and uniform system of charges for certain Government services 
and property. 

The PTO employed cost-finding techniques for determining 
the costs of all processing, services and/or materials associated 
with each non-statutory patent fee. These costs were docu- 
mented by the Director, Office of Finance and reviewed by each 
responsible Assistant Commissioner. Since the revised fees are 
expected to remain in place for the next three years (1986-1988), 
each cost was adjusted by the mid-cycle inflation rate of 6.21 
percent. The fee was then set based upon this inflated cost. 

For the first fee cycle (1983-1985), fees established under 
41(d) and 376 were set in the aggregate to recover the estimated 
average cost to the Office of processing, services and materials 
as defined in PTO budget documents. Because of the significant 
increase in fees that was instituted on Oct. 1, 1982, as well as the 
establishment of new fees, the PTO did not have the necessary 
experience to accurately predict (nor could it control) fee vol- 
umes for the first fee cycle. First cycle fees were thus set at levels 
sufficient to maintain financial solvency despite possible fluc- 
tuations in costs or in workload. Fee amounts in most cases also 
were set at convenient integers (e.g., $5 or $10). For the second 
fee cycle (1986-1988), the PTO had proposed to set fees estab- 
lished under 41(d) and 376 using the same methodology. 
Several comments to the proposed rules suggested that the PTO 
should establish 41(d) and 376 fees to more precisely recover 
the estimated average cost to the Office of the processing, service 
or material. The fees have been modified to reflect the following: 
(1) PTO experience over the past two and one-half years in 
predicting fee volumes, (2) virtual elimination of the reserve 
income for fluctuations in cost or in workload, and (3) greater 
reliance upon and use of the individual fee costs developed by 
PTO financial analysts. 

In modifying the proposed fees, the PTO used the raw cost 
data derived for each fee, adjusted that amount by the projected 
mid-cycle inflation rate of 6.21 percent, and rounded the ad- 
justed cost by applying standard arithmetical rules. Fees of $100 
or more were rounded to the nearest $10. Fees between $99 and 
$2 were rounded to the nearest whole number. Fees under $2 
were rounded for convenience. 

Comment: 

The increase inmaintenance fees appears to be driven by non- 
cost considerations. Since they have just begun to be collected, 
there could be no actual cost histories on which to base the 
adjustments. 

Comment: 

The increase in claim fees seem to be proposed without any 
seemingly real increase in cost specifically attributable to these 
items. 

Reply: 

Patent statutory fees such as claim and maintenance fees, 
which are set forth in 35 U.S.C. 41(a) and (b), may be adjusted 
every three years to reflect changes which have occurred in the 
Consumer Price Index (CPI) for the prior three years. The costs 
of processing, issuing and maintaining patents were calculated 
in 1982 at the time the present fees were set by statute. Patent 
maintenance fees as set forth in both Public Laws 96-517 and 97- 
247 are one of several sources of income available to the PTO to 
cover the costs of processing, issuing and maintaining a patent. 
The most significant elements of processing, issuing and main- 
taining patents are personnel compensation, benefits, space and 
printing costs. Since 1982, these costs have risen in an amount 
equal to and in some cases, in an amount exceeding, the CPI 
increase for the individual year. 

As a result of these cost increases, the PTO is adjusting 
41(a) and 41(b) patent fees and the Public Law 96-517 mainte- 
nance fees by the full CPI of 11.8 percent. 

Comment: 

PTO’s proposed adjustments to 41(a) and 41(b) fees are 
higher than the 11.7 percent fluctuation in the Consumer Price 
Index because of the rounding principles PTO has applied. 
Reply: 

The intent of the Congress in indexing the statutory patent 
fees, 35 U.S.C. 41(a) and (b), to the CPI was to assure that a 
precipitous drop in the level of recovery did not occur due to 
inflation with regard to the fees set in 1982. Indexing of statutory 
patent fees was not intended to be a method of raising additional 
revenues, nor has the PTO used it for that purpose, but rather for 
administrative ease. Rounding will ease the administration of 
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these fees by permitting the PTO and users to deal in increments 
of ten when the adjusted fee is $100 or greater or in even 
amounts when the fee is below $99. This will ease implementa- 
tion of the 50 percent reduction in fees for small businesses, non- 
profit organizations and individuals. Moreover, any surpluses 
which may result are for the short-term only. By applying 
routine techniques, there should be a balancing out of shortfalls 
and surpluses in the long-run. 

Comment: 

The fee for a deferred declaration under 34 U.S.C. 111 should 
be changed so that such a fee would only be required if the 
declaration were filed later than three months from the actual 
filing date. 

Reply: 

The suggestion for permitting the declaration to be filed up to 
three months after the actual filing date without a surcharge has 
not been adopted. It would place administrative burdens on the 
Office since it would encourage the late filing of oaths or 
declaration. 

Comment: 

There appears to be no justification for the significant in- 
crease to the surchage fees. 
Reply: 

In proposing adjustments to penalty surcharge fees, the PTO 
considered the costs incurred in providing special handling to 
certain cases, and proposed to set the fee at a level that would 
recover costs and preclude unnecessary resort to pertinent 
procedures but not so high as to be burdensome where resort to 
these procedures is necessary. In response to several comments 
received on the proposed surcharge fees, the proposal has been 
modified to limit the adjustments to surcharge fees set forth in 
1.16(e), 1.20(k), 1.20(1) and 1.445 (a)(5) to changes which 
have occurred during the past three years in the Consumer Price 
Index. 

Comment: 

Patent Cooperation Treaty (PCT) fee increases far exceed the 
11.7 percent average increase applied to national applications. 
This increase could seriously affect use of PCT system. 
Reply: 

The PCT fees set under 35 U.S.C. 376 are based on cost 
recovery and are not adjusted by the Consumer Price Index. The 
fees under 1.445 are set to reflect estimated average processing 
costs. A reduction was made in the amount of the international 
search fee if performed by the U.S. Patent and Trademark 
Office. While the credit for a prior U.S. search is unchanged and 
other PCT fees are increased, the overall adjustment level of 
PCT fees is generally in line with the CPI. 

Comment: 

The small entity reduction should be adopted for the PCT 
surcharge. 
Reply: 

The final rule has been modified from the proposal to provide 
for small and large entity amounts in 1.445(a)(5). This is to 
correspond to a similar fee in 1.16(e). 

Comment: 

The proposed fees for a copy of a patent file wrapper and its 
contents (1.19(a)(4)) are unfair at the breakpoint. It would be 
more equitable to charge $75 for each 200 pages or fraction 
thereof. 

Reply: 

In proposing a fee of $75 for up to 200 pages and $350 for 201 
pages or more for acopy of a patent file wrapper and its contents, 
the PTO was attempting to move to a flat fee for this service. 
Since there were objections to the breakpoint, the final rule has 
been modified from the proposal to reflect a fee of $75 for each 
200 pages or fraction thereof. 

Comment: 

The proposed increase in 1.20(c) regarding requests for 
reexamination and the related decrease in 1.26(c) relating to 
refunds where reexamination is not ordered, appeared to be set 
from a revenue generating standpoint rather than being cost- 
driven. 

Reply: 

While the comment does not suggest what the fees should be, 
it is noted that the two fees have to be considered together. The 
notice of proposed rilemaking set a fee of $1,800 for filing a 
request for reexamination, which was an increase from the 
previous fee of $1,500. This fee has been modified from the 
proposal and is now set at $1,770. The refund where reexamina- 
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tion is denied was proposed to be raised from $1,200. to $1,300, 
which raises the refund from the amount previously refunded. 
The amount refunded has not changed from the proposal. The 
relative amounts of the initial fee and the refund are set to obtain 
the necessary recovery of costs from reexamination. 
Comment: 

A separate schedule of fees should be instituted for interfer- 
ence proceedings, but such fees should apply only to junior 
parties, since interferences are conducted primarily for their 
benefit. 

Reply: 

The rules already provide for certain fees relating to interfer- 
ence proceedings; see § 1.644(e) and (f), and § 1.666(b) and (c). 
In general, however, the PTO decided in 1982 that the costs of 
interference proceedings should be factored into the fees charged 
in connection with the processing and examination of patent 
applications, because (1) an interference is a proceeding insti- 
tuted by the PTO, and (2) it would not be administratively 
feasible to attempt to provide a fee schedule to cover the myriad 
of different situations which may occur in the course of an 
interference. Since these reasons are still considered applicable, 
the suggestion has not been adopted. 

Comment: 

The proposed fee for admission to the examination (1.21(a)(1)) 
for registration to practice is too high for students who often sit 
for the exam and it is inappropriate because administering the 
exam is not a service to the public but a cost of operating the PTO. 
Reply: 

The fee for admission to the examination for registration to 
practice reflects the costs of conducting the examination twice a 
year nationwide. The significant increase is due to the fact that 
the fee had been understated in relation to cost during the 1983- 
1985 fee cycle. Fees established in this rulemaking will more 
precisely recover the estimated average cost to the Office of 
administering and grading the examination and are consistent 
with the cost recovery principles of OMB Circular A-25. 
Comment: 

The proposed fee for requesting a regrading of an examination 
(1.21(a)(6)) should be waived if the regrading request was 
necessitated by a PTO error. 

Reply: 

Any fee may be refunded if paid by mistake or paid in excess 
of that required. See 35 U.S.C. 42(d). 

Comment: 

The PTO should retain the present fee for admission to the 
examination to practice before the Office (1.21(a)(1)) and in- 
crease the fee payable upon registration to practice (1.21(a)(2)). 
Reply: 

This suggestion has not been adopted in this rulemaking. The 
fees for admission to the examination and for registration to 
practice have been set to recover the cost of those services. 
Comment: 

The proposed fee for reviewing a decision of the Director of 
Enrollment and Discipline (1.21)(a)(5)) appears to be low in 
view of the significant amount of time and effort involved in a 
review. 

Reply: 

The fee for this service, as modified, recovers the estimated 
average cost to the Office of providing the service. 
Comment: 

The fees for processing an application filed with a specifica- 
tion in anon-English language (1.17(k)) and for filing an English 
translation of an international application later than 20 months 
after the priority date (1.445(a)(6)) appear to be in excess of cost. 
Reply: 

The final rules have been modified from the proposed to 
provide for a fee of $26, the cost of processing applications filed 
with non-English language specifications in both domestic and 
international cases. 

Comment: 

An extension of time to Aug. 16, 1985 for the submission of 
comments was requested. 
Reply: 

The PTO is required by 35 U.S.C. 41(g) to publish a notice of 
fee increases in the Federal Register at least 60 days prior to the 
effective date of the fee increase. In order to have the proposed 
fee increases become effective near the start of the fiscal year, the 
extension of time could not be granted. 

Comment: 
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Why were there no proposals to adjust trademark fees? 
Reply: 

Adjustments to fees for filing and processing a trademark 
application and for other processing, services or materials re- 
lated to trademarks were not proposed at this time, pending 
review of trademark automation cost requirements. 

Comment: 

Do we plan to verify the inflation rate before publication of the 
final rules? 
Reply: 

The projected inflation rate has been verified. The 
Administration’s latest projected annual cumulative Consumer 
Price Index for the three year period 1982-1985 is 11.8 percent. 
Application of this index to § 41(a) and § 41(b) fees result in no 
change from the proposai. 


Other Considerations: The rule change is in conformity with 
the requirements of the Regulatory Flexibility Act (Public Law 
96-354), Executive Order 12291, and the Paperwork Reduction 
Act of 1980, 44 U.S.C. 3501 et. seq. There are no information 
collection requirements relating to patent fee rules. 

The General Counsel of the Department of Commerce certi- 
fied to the Small Business Administration that the rule change 
will not have a significant adverse economic impact on a sub- 
stantial number of small entities (Regulatory Flexibility Act, 
Public Law 96-354). The principal impact of the major patent 
fees has already been taken into account in Public Law 97-247, 
which provided small entities with a 50 percent reduction in the 
major patent fees. Although that legislation will expire on Sept. 
30, 1985, legislation has been introduced to reauthorize the 50 
percent reduction in patent fees for an additional three years. The 
rule change adjusts fees to reflect the change in the Consumer 
Price Index and cost of processing services as provided by 
statute (35 U.S.C. 41(d) and 41(f)). 

The Patent and Trademark Office has determined that this rule 
changed is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Conflict of interests, Courts, In- 
ventions and patents, Lawyers. 

Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 6, 
41, 111, 157, 302 and 376 and Public Laws 96-517, 97-247 and 
98-622, the Patent and Trademark Office is amending 37 CFR 
Part | as set forth below. 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.16 is revised to read as follows: 
§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except design or plant cases: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, for 
filing or later presentation of each independent claim in 
excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic filing fee in an original application, for 
filing or later presentation of each claim (whether indepen 
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dent or dependent) in excess of 20. (Note that § 1.75(c) 
indicates how multiple dependent claims are considered for 
fee calculation purposes): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original application, if 
the application contains, or is amended to contain, a multiple 
dependent claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c) and (d) 
are not paid on filing or on later presentation of the claims for 
which the additional fees are due, they must be paid or the claims 
cancelled by amendment, prior to the expiration of the time 
period set for response by the Office in any notice of fee 
deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declaration 
on a date later than the filing date of the application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 


By a small entity (§ 1.9(f) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each independent claim which 
is inexcess of the number of independent claims in the 
original patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue application; for 
filing or later presentation of each claim (whether indepen- 
dent or dependent) in excess of 20 and also in excess of the 
number of claims in the original patent. (Note that § 1.75(c) 
indicates how multiple dependent claims are considered for 
fee purposes): 

By a small entity (§ 1.9(f)) 
By other than a small entity 
(Note, see § 1.445 for international application filing and 
processing fees). 
(35 U.S.C. 6, 41, 111; Public law 97-247) 


3. Section 1.17 is amended by revising paragraphs (a)-(m) to 
read as follows: 


§ 1.17 Patent application processing fees. 


(a) Extension fee for response within first month pursuant to § 
1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Extension fee for response within second month pursuant to 
§ 1.136(a): 


By a small entity (§ 1.9(f)) 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 73 
(54) 


By other than a small entity 


(c) Extension fee for response within third month pursuant to § 
1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant to 
§ 1.136(a): 


By a small entity (§ 1.19(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing a 
brief in support of an appeal: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in appeal under 35 U.S.C. 
134: 


By a small entity (§ 1.9(f)) 
By other than a small entity ... 


(h) For filing a petition to the Commissioner under a section of 
this part listed below which refers to this paragraph.....$140.00 


§ 1.47—for filing by other than all the inventors or a person not 
the inventor. 

§ 1.48—for correction of inventorship 

§ 1.182—for decision on questions not specifically provided for. 

§ 1.183—1o suspend the rules 

§ 1.295—for review of refusal to publish a statutory invention 
registration 

§ 1.377—for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 

§ 1.378(e)—for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in expired 
patent. 

§ 1.644(e)—for petition in an interference. 

§ 1.644(f)—for request for reconsideration of a decision on 
petition in an interference. 

§ 1.666(c)—for late filing of interference settlement agreement. 

§ § 5.12, 5.13, & 5.14— for expedited handling of foreign filing 
license. 

§ 5.15—for changing the scope of a license. 

§ 5.25—for retroactive license. 


(i) For filing a petition to the Commissioner under a section of 
this part listed below which refers to this paragraph 


§ 1.12—for access to an assignment record. 

§ 1.14—for access to an application. 

§ 1.55—for entry of late priority papers. 

§ 1.102—to make application special. 

§ 1.103—1o suspend action in application. 

§ 1.177—for divisional reissues to issue separately. 
§ 1.312—for amendment after payment of issue fee. 


(k) For processing an application filed with a specification in a 
non-English language ( 1.52(d)) 


(1) For filing a petition (1) for the revival of an unavoidably 
abandoned application under 35 U.S.C. 133, or 371 or 
(2) for delayed payment of the issue fee under 35 U.S.C. 
151: 


By a small entity ( 1.9(f)) 
By other than a small entity 
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(m) _ For filing a petition (1) for revival of an unintentionally 
abandoned application or (2) for the unintentionally 
delayed payment of the fee for issuing a patent: 


By a small entity ( 1.19(f) 
By other than a small entity 


(35 U.S.C. 6, 41, 157, 376; Public Law 97-247) 
4. Section 1.18 is revised to read as follows: 
1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except a 
design or plant patent: 


By a small entity ( 1.9(f)) 
By other than a small entity 


Issue fee for issuing a design patent: 


By a small entity ( 1.9(f)) 
By other than a small entity 


Issue fee for issuing a plant patent: 


By a small entity ( 1.9(f)) 
By other than a small entity 


(35 U.S.C. 6, 41, Public Law 97-247) 


5. Section 1.19 is amended by revising paragraphs (a)-(c), (e) 
and (f), and by adding new paragraphs (a)(7), and (h)-(j) to 
read as follows: 


1.19 Document supply fees. 


The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 


(a) Uncertified copies of Office documents: 


(1) Printed copy of a patent, including a design patent, statutory 
invention registration, or defensive publication document, 
except color plant patent or color statutory invention registra- 

i $1.50 
(2) Printed copy of a plant patent or statutory invention registra- 
tion in color 
(3) Copy of patent application as filed . 

(4) Copy of patent file wrapper and contents, per 200 pages or a 
fraction thereof $75.00 
(5) Copy of Office records, except as otherwise provided in this 
section, per page 

(6) Microfiche copy of microfiche, per microfiche 

(7) Copy of patent assignment record 


(b) Certified copies of Office documents: 

(1) For certifying Office records, per certificate . 

(2) For a search of assignment records, abstract of title and 
certification, per patent 


(c) Subscription services: 


(1) Subscription orders for printed copies of patents as is- 
sued, annual service charge for entry of order and ten sub - 
classes $7.00 
(2) For annual subscription to each additional subclass in addi- 
tion to the ten covered by the fee under paragraph (c)(1) rg this 
II EE CD cece ctccsrsssnsintintcrnesinenaterentonnvteninnnceintions $.70 


eee 


(e) List of patents in subclass: 


(1) For list of all United States patents and statutory invention 

registrations in a subclass, per 100 numbers or fraction 
thereof : 

(2) For list of United States patents and statutory invention 
registrations in a subclass limited by date or number, per 50 
numbers or fraction thereof 
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(f) Microfiche copy of patent file record 


*e ke * 


(h) Uncertified copy of a non-United States patent document, per 
document $10. 


(i) To compare and certify copies made from Patent and Trade- 
mark Office records but not prepared by the Patent and 
Trademark Office, per copy of document $5. 


(j) Additional filing receipts: 


Duplicate 
Corrected due to applicant error 


(35 U.S.C. 6, 41, 157) 


6. Section 1.20 is amended by revising paragraphs (a)-(1) to read 
as follows: 


1.20 Post-Issuance fees. 


(a) For providing a certificate of correction of applicant’s mis- 
take ( 1.323) $29.00 
(b) Petition for correction of inventorship in patent 
(1.324) $140.00 
(c) For filing a request for reexamination1.510(a)) $1,770.00 
(d) For filing each statutory disclaimer 


By a small entity ( 1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond 4 years; 
the fee is due by three years and six months after the original 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond 8 years, 
the fee is due by seven years and six months after the original 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond 12 years; 
the fee is due by eleven years and six months after the original 


(h) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Aug. 
27, 1982, in force beyond 4 years; the fee is due by three years 
and six months after the original grant: 


By a small entity (1.9(f)) 
By other than a small entity 


(i) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Aug. 
27, 1982, in force beyond 8 years; the fee is due by seven 
years and six months after the original grant: 


By a small entity ( 1.9(f)) 
By other than a small entity 


(j) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Aug. 
27, 1982, in force beyond 12 years; the fee is due by eleven 
years and six months after the original grant: 


By a small entity ( 1.9(f)) 
By other than a small entity 


(k)Surcharge for paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on 
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an application filed on or after Dec. 12, 1980 and before Aug. 
27, 1982 


(1) Surcharge for paying a maintenance fee during the 6-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on 
an application filed on or after Aug. 27, 1982: 


By a small entity ( 1.9(f)) 
By other than a small entity 


*eKE* * 


(35 U.S.C. 6, 41, 302; Public Laws 96-517, 97-247, 98- 622) 


7. Section 1.21 is amended by revising paragraphs (a)-(i) and 
(k), and adding a new paragraph (m) to read as follows: 


1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the following 
fees for the services indicated: 


(a) Registration of attorneys and agents: 


(1) For admission to examination for registration to practice, fee 
payable upon application $250.00 
(2) On registration to practice. ...... 

(3) For reinstatement to practice 

(4) For certificate of good standing as an attorney or a- 


IE BOE TI 5 ecescisccsosssccenssenesckoccespsecneostnn $88.00 
(5) For review of a decision of the Director of Enrollment and 
Discipline 10.2(c) 

(6) For requesting regrading of an examination under 


(b) Deposit accounts: 


(1) For 
account 
(2) Service charge for each month when the balance at the end of 
the month is below $1,000. ......w...........ccsvscescssvsrssesseseece $20.00 
(3) Service charge for each month when the balance at the end of 
the month is below $300 for restricted subscription deposit 
accounts used exclusively for subscription order of patent copies 
TI sescipaciccaesiotiaccacunettniinasiscenmccnasimiarreetaminian $20.00 


establishing or reinstating a 


deposit 


(c)Disclosure document: ili a_ disclosure 


document 


(d) Delivery bex: Local delivery box rental, per 


(e)International-type search reports: For preparing an interna- 
tional-type search report of an international-type search made at 
the time of the first action on the merits in a national patent 
application 


(f) Search of Office records: For searching Patent and Trademark 
Office records for purposes not otherwise specified, per one-half 
hour or fraction thereof 


(g) CopiShare card: Cost per copy 
(h) Recording of documents: 


(1) For recording each assignment, agreement or other paper 
relating to the property in a patent or application 

(2) Where a document to be recorded under paragraph (h)(1) of 
this section refers to more than one patent or application, foreach 
additional patent or application 


(i) Publication in Official Gazette: For publication in the Official 
Gazette of a notice of the availability of an application or a patent 
for licensing or sale, each application or patent........... $7.00 


*e KK * 
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(k) For items and services, that the Commissioner finds may be 
supplied, for which fees are not specified by statute or by this 
part, such charges as may be determined by the Commissioner 
with respect to each such item or service. _ actual cost 


*e KK * 


(m) For processing each check returned “unpaid” by a 
bank 


(35 U.S.C. 6, 41) 
8. Section 1.24 is proposed to be revised to read as follows: 
1.24 Coupons. 


Coupons in denominations of one dollar for the purchase of 
trademark registrations and one dollar and fifty cents for the 
purchase of patents, designs, defensive publications, and statu- 
tory invention registrations are sold by the Patent and Trade- 
mark Office for the convenience of the general public; these 
coupons may not be used for any other purpose. The one dollar 
coupons are sold individually and in books of 50 with stubs for 
record for $50 and the one dollar and fifty cent coupons are sold 
individually and in books of 50 with stubs for record for $75. 
These coupons are good until used; they may be transferred but 
cannot be redeemed. 


(35 U.S.C. 6) 
9. Section 1.25, paragraph (a), is revised to read as follows: 
1.25 Deposit accounts. 


(a) For the convenience of attorneys, and the general public in 
paying any fees due, in ordering services offered by the Office, 
copies of records, etc., deposit accounts may be established in 
the Patent and Trademark Office upon payment of the fee for 
establishing a deposit account ( 1.21(b)(1)). A minimum de- 
posit of $1,000 is required for paying any fees due or in ordering 
any services offered by the Office. However, a minimum 
deposit of $300 may be paid to establish a restricted subscrip- 
tion deposit account used exclusively for subscription order of 
patent copies as issued. At the end of each month, a deposit 
account statement will be rendered. A remittance must be made 
promptly upon receipt of the statement to cover the value of 
items or services charged to the account and thus restore the 
account to its established normal deposit. An amount sufficient 
tocover all fees, services, copies, etc., requested must always be 
on deposit. Charges to accounts with insufficient funds will not 
be accepted. A service charge § 1.12 (b)(2) will be assessed for 
each month that the balance at the end of the month is below 
$1,000 For restricted subscription deposit accounts, a service 
charge (§ 1.21(b)(3) will be assessed for each month that the 
balance at the end of the month is below $300. 


**e eK * 


(35 U.S.C. 6) 


10. Section 1.26 is amended by revising paragraph (c) to 
read as follows: 


§ 1.26 Refunds 


eee % 


(c) If the Commissioner decides not to institute a reexamination 
proceeding, a refund of $1,300 will be made to the requester of 
the proceeding. Reexamination requesters should indicate 
whether any refund should be made by check or by credit to a 
deposit account. 


(35 U.S.C. 6,41) 


11. Section 1.53 is amended by revising paragraph (c) to 
read as follows: 
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§ 1.53 Serial number, filing date, and completion of 
application 


ee#ee% 


(c) If any application is filed without the specification or 


drawing required by paragraph (b) of this section, applicant 
will be so notified and given a time period with which to 
submit the omitted specification or drawing in order to obtain 
a filing date as of the date of filing of such submission. If the 
ommission is not corrected within the time period set, the 
application will be returned or otherwise disposed of, the fee, 
if submitted, will be refunded less a $15.00 handling fee. 


e+e 


12. Section 1.297, paragraph (b), is revised to read as follows: 


§ 1.297 Publication of statutory invention registration. 


eeee% 


(b) Each statutory invention registration published will include 
a statement relating to the attributes of a statutory invention 
registration. The statement will read as follows: 


A statutory invention registration is not a patent. It has the 
defensive attributes of a patent. No article or advertisement or 
the like may use the term patent, or any term suggestive of a 
patent, when referring to a statutory invention registration. 
For more specific information on the rights associated with a 
statutory invention registration see 35 U.S.C. 157. 


(35 U.S.C. 6, 157) 


13. Section 1.445 is amended by revising paragraph (a) to 
read as follows: 


§ 1.445 International application filing and processsing 
fees. 


ee*e% 
(a) The following fees and charges are established by the 


Patent and Trademark Office under the authority of 35 U.S.C. 
376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and Pct Rule 14) 
$ 


(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where: 


(i) No corresponding prior United States national application 
with fee has been filed $420.00 
(ii) Corresponding prior United States national application 
with fee has been filed 


(3) A supplemental search fee when required (see PCT Art. 
17(3)(a) and PCT Rule 40.2), per additional invention $140.00 


(4) The national fee, that is, the amount set forth as the filing fee 
under § 1.16(a) through (d) credited, if requested at the time of 
filing, by an amount of $170.00 where an international search 
fee as required by paragraph (a)(2)(i) of this section has been 
paid on the corresponding international application to the United 
States Patent and Trademark Office as an International Search- 
ing Authority. Only one such credit is permitted based on a 
single international search fee. 


(5) Surcharge for filing the national fee or oath or declaration 
later than 20 months from the priority date: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*e# ee * 


(35 U.S.C. 6, 376) 
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14. Section 1.446 is amended by removing paragraph (b): 


§ 1.446 Refund of international application filing and 
processing fees. 


*eee% 


(b) [Reserved] 
(35 U.S.C. 6, 376) 
July 31, 1985 DONALD J. QUIGG 
Acting Commissioner 
of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 81024-9018] 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts | and 
2 of Title 37, Code of Federal Regulations, to adjust patent fee 
amounts and to reduce certain trademark fee amounts. The 
Office will be extending the comment period on the proposed 
amendments of the-rules of practice in patent cases which would 
clarify requirements in the filing of applications and provide 
for procedures for applicants to cure certain defects in the filing 
of applications. After comments are received, the PTO will issue 
a notice of final rulemaking addressing these proposals. 

Establishment and adjustment of patent fees is provided for 
by sections 6 and 41 of Title 35, United States Code, and section 
103(b) of Pub. L. 100-703. Establishment and adjustment of 
trademark fees is provided for by section 31 of the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. 1113) and section 
103(c) of Pub. L. 100-703. 

Effective Date: Apr. 17, 1989. 

For Further Information Contact :Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail marked to her attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information : Patent fees were set on Oct. 1, 
1982, in accordance with the provisions of Title 35, United States 
Code (Pub. L. 97-247). Patent fees were adjusted effective Oct. 
5, 1985, in accordance with the provisions of Title 35, United 
States Code. Trademark fees were set on Oct. 1, 1982, in 
accordance with the provisions of section 31 of the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. section 1113) 
and adjusted on Oct. 1, 1986, in accordance with the provisions 
of that Act and Title 35. On Nov. 6, 1986, legislation modifying 
the way fee adjustments could be made was enacted as Pub. 
L. 99-607. The fee adjustment provisions of Pub. L. 99-607, 
sections 3(a) and 3(b) expired on Sept. 30, 1988. On Nov. 19, 
1988, legislation extending section 3(a) and section 3(b) of Pub. 
L. 99-607 was enacted as Pub. L. 100-703. Therefore, patent 
and trademark fee adjustments will be guided by the provisions 
of Title 35, United States Code, and the Trademark (Lanham) 
Act of 1946, as amended (15 U.S.C. 1113), and by Pub. L. 100- 
703. 

The Patent and Trademark Office is amending 37 CFR 2.6 
to reduce the fee for filing an application for trademark reg- 
istration from $200 to $175 per class. The Office also is reducing 
the fee for recording trademark assignments and agreements or 
other papers relating to the property in a registration or appli- 
cation from $100 to $8 foreach mark in the same docu- ment. 

Effective Oct. 1, 1982, trademark operations within the Office 
became 100 percent user-fee funded. Experience to date has 
demonstrated that the fees first established in Oct. 1982, and 
as later adjusted in Oct. 1986, are more than adequate to meet 
total trademark function costs. At the end of fiscal year 1988, 
total trademark function fees exceeded total trademark function 
costs by approximately $10 million. Left undisturbed, it is 
projected that the current trademark fee structure will result in 
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an additional $12.7 million in excess fees over the course of 
the next three-year fee cycle. Thus, by the end of fiscal year 
1991, total trademark fees are projected to exceed total trade- 
mark costs by almost $23 million if the current fee structure 
remains in place. 

In this light, the Office is proposing to reduce both the 
trademark application and assignment fees. Reducing the ap- 
plication fee to $175 would be consistent with the legislative 
history surrounding passage of Pub. L. 97-247. In its report (H. 
Rep. No. 97-542, May 17, 1982), the House Committee on the 
Judiciary stated that, “It is expected that the Commissioner 
will set the [trademark] fees in a way that the filing fee will be 
kept as low as possible to foster use of the Federal registration 
system.” The application filing fee from Oct. 1982 to Oct. 1986 
was $175. The filing fee was increased in 1986 to $200 in an 
effort to recover a greater percentage of the actual costs incurred 
in the processing of trademark applications. While the reduction 
will increase the discrepancy between the application filing fee 
and our projected unit cost, the size of the current “surplus,” 
as well as the objective of encouraging filings, supports the 
action. 

Reducing the fee for recording trademark assignments to $8 
for each mark makes such fees consistent with those for the 
recording of patent assignments. 

While the fee reductions still will leave a healthy “surplus,” 
prudence suggests that further reductions be held in abeyance 
pending implementation of “The Trademark Law Revision Act 
of 1988” (Pub. L. 100-667). The Act, among other things, 
permits applicants to file applications for Federal trademark 
registrations based upon a bona fide. “intent-to-use” the mark 
in commerce. Implementation of “intent-to-use” legislation will 
require the Office to incur additional expenditures, such as 
increased personnel costs and improved computer capabilities. 
The Office will review its trademark fee structure approxi- 
mately 18 months from implementation and propose further fee 
adjustments if warranted but will not propose to adjust the 
application and assignment fees. 

Even absent “intent-to-use,” the Office will probably be 
required to upgrade its computer capabilities within the near 
future. Moreover, implementation of an automated trademark 
assignment system, now scheduled for fiscal year 1990, and 
other improvements in automated searching, will result in in- 
creased demands on trademark resources. 


BACKGROUND: 


Provisions of Title 35 and Title 15, United States Code, and Pub. 
L. 100-703 Which Affect This Notice of Final Rulemaking 


Patent and Trademark Office fees are authorized by 35 U.S.C. 
41 and 35 U.S.C. 376. Section 41(a) of Title 35, United States 
Code, establishes a number of statutory fees. Among the more 
significant of these are fees for filing a patent application and 
issuing a patent. Certain other fees, such as appeal fees, the fee 
for filing a disclaimer, fees for filing petitions seeking to revive 
an abandoned application and for extensions of time also are 
set in 35 U.S.C. 41(a). Section 41(b) of Title 35, United States 
Code, sets forth the statutory fees for maintaining a patent 
in force if the application was filed on or after Aug. 27, 1982. 

The provisions of Pub. L. 96-517 also establish maintenance 
fees for patents other than design and plant patents issued on 
applications filed on or after Dec. 12, 1980 and before Aug. 
27, 1982. These maintenance fees are to recover 25 percent of 
the estimated cost to the Office of processing patent applica- 
tions. 

Section 1 of Pub. L. 97-247 authorized the reduction by 50 
percent in the fees paid under 35 U.S.C. 41(a) and 35 U.S.C. 
41(b) by independent inventors, small business concerns, and 
nonprofit organizations, who meet the definitions established. 
Section 1(a)(2) of Pub. L. 99-607 makes this provision perma- 
nent in 35 U.S.C. 41(h). 

Section 41(f) of Title 35, United States Code, provides that 
fees established in 35 U.S.C. 41(a) and 35 U.S.C.41(b), “may 
be adjusted by the Commissioner on Oct. 1, 1985, and every 
third year thereafter, to reflect any fluctuations occurring during 
the previous three years in the Consumer Price Index, as de- 
termined by the Secretary of Labor.” Section 41(f) also provides 
that changes of less than one percent may be ignored. Pub. L. 
100-703 makes no modifications to 35 U.S.C. 41(f). 
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Section 41(d) of Title 35, United States Code, provides that 
the “Commissioner will establish fees for all other processing, 
services, or materials related to patents” which are not covered 
in 35 U.S.C. 41(a) and 35 U.S.C. 41(b), “to recover the estimated 
average cost to the Office of such processing, services or ma- 
terials.” 

Section 103(b) of Pub. L. 100-703 changes the way fees 
established under 35 U.S.C. 41(d) can be adjusted. For fiscal 
years 1989, 1990, and 1991, the Commissioner cannot increase 
fees established under 41(d) except for the purposes of making 
adjustments which in the aggregate do not exceed fluctuations 
during the previous three years in the Consumer Price Index. 

Section 103(b) of Pub. L. 100-703 provides that the Com- 
missioner cannot establish additional fees under 35 U.S.C. 41(d) 
during fiscal years 1989, 1990, and 1991. 

Section 376 of Title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under the 
Patent Cooperation Treaty. The fees under the Patent Coopera- 
tion Treaty are keyed to full cost recovery of the processing 
costs under the Treaty. Pub. L. 100-703 makes no modifications 
to 35 U.S.C. 376. 

Section 31 of the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113) authorizes the Commissioner to 
establish fees for the filling and processing of an application 
for the registration of a trademark or other mark, and for all 
other services and materials relating to trademarks and other 
marks. No fee for the filing or processing of an application for 
the registration of a trademark or other mark or for the renewal 
or assignment of a trademark or other mark will be adjusted 
more than once every three years. The House Committee on 
the Judiciary, in a report that accompanied H.R. 6260, which 
ultimately was enacted as Pub. L. 97-247, recommended a 
trademark fee schedule to the Commissioner which was estab- 
lished by a rule published in the Federal Register on July 30, 
1982 at 47 FR 33086, effective Oct. 1, 1982. 

A final rule to increase the trademark application filing fee 
per class and the fee for copies of trademarks was published 
in the Federal Register on Aug. 4, 1986 at 51 FR 28052. The 
increased fees became effective on Oct. 1, 1986. 

Section 103(a) of Pub. L. 100-703 changes the way fees 
established under the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113) can be adjusted. For fiscal years 
1989, 1990 and 1991, the Commissioner cannot increase fees 
established under the Act except for the purposes of making 
adjustments which in the aggregate do not exceed fluctuations 
during the previous three years in the Consumer Price Index. 

Section 103(a) of Pub. L. 100-703 provides that the Com- 
missioner cannot establish additional fees under the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. 1113) during 
fiscal years 1989, 1990, and 1991. 

However, as described above, the Office is only reducing the 
fee for filing an application, per class, and the fee for recording 
trademark assignments and agreements or other papers relating 
to the property in a registration or application. 


Final Rule Changes 
General Procedures 


Cost Calculations : The Office calculated unit costs for all fees 
based on OMB Circular A-25, “User Fees,” and OMB Circular 
A-130, “Management of Federal Information Resources.” Costs 
were determined from the best available records (for example, 
the 1987 end of fiscal year financial statements for the Office) 
and included direct and indirect costs to the Office of carrying 
out the activity, as di»: cted by OMB Circular A-25. To estimate 
costs for the three-year fee cycle Apr. 1989-Mar. 1992, the 1987 
actual costs were adjusted by the inflation rates from Oct. 1988 
through Mar. 1989, and then by a mid-cycle inflation rate for 
the period Apr. 1989-Mar. 1992. The total inflation rate was 
12.644 percent derived from the Administration’s inflation 
projection. 


Workload Projections 


Determination of future year workloads varies by fee code. 
Principal workload projection techniques are as follows: 


Patent and trademark application workloads were projected 
from statistical regression models using recent application trends. 
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Associated application workloads, for example, patent claims 
and extensions of time, grow relative to patent applications. 
Patent issues are projected from an in-house patent productivity 
model and reflect examiner production achievements and goals. 
Patent maintenance fee workloads utilize patents issued 3.5, 7.5 
and 11.5 years prior to payment and assume payment rates of 
80 percent, 50 percent and 25 percent, respectively. Trademark 
affidavits and renewals are based on prior year registrations and 
renewal trends. Service fee workloads follow linear trends from 
prior year activities. All workload estimates are approved by 
the manager responsible for the fee program. 


Policy for applying the Consumer Price Index : The Office of 
Management and Budget has determined that the Patent and 
Trademark Office should use Consumer Price Index-U (CPI) 
to adjust patent fees. The Department of Labor’s Consumer Price 
Index is made public approximately twenty-one days after the 
end of the month being calculated. The time lag between the 
initiation and the completion of the rulemaking process dictates 
that the Dec. 1988 through Mar. 1989 inflation rate be project- 
ed. The Administration’s projected cumulative CPI for the 
three-year period Apr. 1986-Mar. 1989 is 10.311 per- 
cent. 

The fee amounts being adopted by this rule package were 
adjusted by the CPI that was projected in 1988, i.e., 10.303 
percent. Since this is less than the amount the Office has de- 
termined to be the actual projected rate and that applying the 
updated projection of 10.311 percent would have a negligible 
effect on the fee amounts, no changes have been made. 


Rounding Procedures : After application of the 10.303 percent 
projected fluctuation in the CPI to fees, amounts were rounded 
by applying standard arithmetical rules so that the amounts 
rounded would be de minimis and convenient to the user. Fees 
of $100 or more were rounded to the nearest $10. Fees between 
$10 and $99 were rounded to the nearest even number so that 
the comparable small entity fee would be a whole number. Fees 
under $2 were rounded for convenience. 

Since the amounts of the patent fees that went into effect on 
Oct. 5, 1985 were rounded after application of the Consumer 
Price Index, a first step in calculating new fee amounts was to 
eliminate any effects of rounding prior years’ fee adjustments. 
For example, 35 U.S.C. 41(a), sets the patent application filing 
fee at $300.00. Applying the 11.8 percent CPI for the period 
1983-1985 resulted in an allowable increase to $335.40. This 
amount was rounded to $340.00. For purposes of this fee ad- 
justment process, the base used to adjust fees for the next fee 
cycle was the “unrounded” fee amount; i.e., the $335.40 for 
patent application filing fees. Similarly, the cost for certifying 
Office records was $2.70. This amount was rounded to $3.00. 
For the purposes of this fee adjustment process, the base was 
unrounded amount of $2.70. 

It should be noted that following routine rounding off prac- 
tices can result in some fee items being adjusted by more or 
less than CPI. This divergence from the CPI ceiling will only 
exist in the short term because of the policy of applying the CPI 
adjustment factor to the unrounded amount from the previous 
fee cycle. 


Proposed Rule Changes Under Title 35 and Title 15, United 
States Code and Pub. L. 100-703 


Statutory patent fees established under 35 U.S.C. 41(a) and 
35 U.S.C. 41(b) are adjusted in accordance with 35 U.S.C. 41(f) 
to reflect any fluctuations occurring during the previous three 
years in the CPI. 

Non-statutory patent fees established under 35 U.S.C. 41(d) 
are adjusted in accordance with section 103(b) of Pub. L. 100- 
703 to reflect, in the aggregate, any fluctuations occurring during 
the previous three years (Apr. 1986-Mar. 1989) in the Consumer 
Price Index, as determined by the Secretary of Labor. 

Fees established under 35 U.S.C. 376 are adjusted to recover 
the full cost of processing under the Patent Cooperation Treaty. 
International patent fees under 37 CFR 1°492 are related to patent 
fees established under 35 U.S.C. 41(a) and are adjusted to reflect 
fluctuations in the CPI. 

For fees established under section 31 of the Trademark 
(Lanham) Act of 1946, as amended (15 U.S.C. 1113), the Office 
is reducing the fee for filing an application, per class, and the 
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fee for recording trademark assignments and agreements or 
other papers relating to the property in a registration or appli- 
cation as fully described above. 


Fee Adjustment Methodology 
1. PROJECTED ACTUAL COSTS. 


The projected actual costs for all fee items were calculated 
by applying the principles of OMB Circulars A-25 and A-130. 

a. Statutory patent fees were derived by: (1) identifying those 
operational units of the Office involved in, or contributing to, 
the processing of a patent application through all phases of 
examination; (2) identifying and certifying actual fiscal year 
1987 obligations incurred by the operationai units in processing 
an application; (3) projecting those obligations to the period of 
Apr. 1989 through Mar. 1992 in accordance with approved 
budgets and fyture year budget targets; and (4) increasing the 
obligations projected for the period of Apr. 1989 through Mar. 
1992 by the Administration’s estimates for federal pay raise 
adjustments and projected inflation. Projected actual costs for 
Apr. 1989-Mar. 1992, $729,810,051 less projected budget 
authority of $265,834,000, are $463,976,051. 

b. For non-statutory patent fees, projected costs for each fee 
item were established by (1) identifying actual costs for 1987, 
and (2) projecting actual costs for fiscal years 1988 through Mar. 
1992 by applying the Administration’s inflation projection of 
12.644 percent. This projected actual cost was then multiplied 
by the projected workload for each fee item. The sum of the 
projected costs for all fee items is the projected actual cost of 
operation during the three-year fee cycle. Projected actual costs 
for Apr. 1989-Mar. 1992 are $64,661,341. 

c. The same methodologies as described in paragraphs (a) 
and (b) above were applied to Patent Cooperation Treaty fees. 
Projected actual costs for Apr. 1989-Mar. 1992 are $16,531,990. 

d. The same methodology as described in paragraph (b) above 
was applied to Trademark fees. Projected actual costs for Apr. 
1989-Mar. 1992 are calculated to be $74,329,783. 


2. INCOME PROJECTIONS 


a. The maximum amount of statutory fee income that the 
Office is authorized to recover under 35 U.S.C. 41f) was cal- 
culated as follows. 


For each statutory patent fee, the unrounded base (i.e., the 
1986 adjusted fee before rounding) was multiplied by the pro- 
jected CPI fluctuation of 10.303 percent for the three-year period 
Apr. 1986-Mar. 1989. This amount was then multiplied by the 
projected workload for Apr. 1989-Mar. 1992 to project the 
income from that fee item during the Apr. 1989-Mar. 1992 fee 
cycle. The sum of the projected incomes from all statutory patent 
fees is the maximum amount that the Office is authorized by 
35 U.S.C. 41(f) to recover during the fee cycle and is equal to 

$464,676,178. 

b. The maximum amount of non-statutory fee income that 
the Office is authorized to recover under § 103(b) of Pub. L. 
100-703 was calculated as follows. 

For each non-statutory patent fee, the unrounded base (i.e., 
the 1986 adjusted fee before rounding) was multiplied by the 
projected CPI fluctuation of 10.303 percent for the three-year 
period Apr. 1986-Mar. 1989. This amount wasthen multiplied 
by the projected workload for Apr. 1989-Mar. 1992 to project 
the income from that fee item during the Apr. 1989-Mar. 1992 
fee cycle. The sum of the projected incomes from all non- 
statutory patent fees is the maximum amount that the Office is 
authorized by section 103(b) of Pub. L. 100-703 to recover 
during the fee cycle and is equal to $62,101,874. 

c. For Patent Cooperation Treaty fees, the Office is authorized 
by 35 U.S.C. 376 to recover the full cost of processing under 
the Treaty. Thus, the projected costs identified in paragraph 1(c) 
for Patent Cooperation Treaty fees of $16,531,990 would be 
the maximum level of recovery. 

d. The maximum amount of trademark fee income that the 
Office is authorized to recover under section 103(a) of Pub. L. 
100-703 was calculated as follows. 

For each trademark fee, the unrounded base (i.e., the 1986 
adjusted fee before rounding) was multiplied by the projected 
CPI fluctuation of 10.303 percent for the three-year period Apr. 
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1986-Mar. 1989. This amount was then multiplied by the pro- 
jected workload for Apr. 1989-Mar. 1992 to project the income 
from that fee item during the Apr. 1989-Mar. 1992 fee cycle. 
The sum of the projected incomes from all trademark fees is 
the maximum amount that the Office is authorized by section 
103(a) of Pub. L. 100-703 to recover during the fee cycle and 
is equal to $107,704,135. 

e. Each statutory patent fee amount identified in paragraph 
2(a), and each PCT amount identified in paragraph 2(c) above 
was rounded according to the de minimis rounding rules de- 
scribed above. 

Sections 103(a) and 103(b) of Pub. L. 100-703 allow the 
Office to set fees “in the aggregate.” The fee amounts proposed 
for non-statutory patent fees and trademark fees will recover 


Summary: 


Projected Cost 
April 1989- 
Mar 1992 


Fee Category 


Statutory Patent 
Non-Statutory Patent 
PCT 

Total - Patent 
Total - Trademarks 
Total - All Fees 


The unit costs by fee item are summarized in Appendix A. 
The Office has detailed cost calculation worksheets for each fee 
item, which are available for public inspection in Suite 904 of 
Bldg. 2, Crystal Park at 2121 Crystal Dr., Arlington, Va. 

It is intended that the amount of any fee due and payable on 
or after Apr. 17, 1989 is the amount set in this rulemaking. For 
purposes of determining the amount of the fee to be paid, the 
date of mailing indicated on a proper Certificate of Mailing, 
where authorized under 37 CFR 1.8, will be considered to be 
the date of receipt in the Office. A “Certificate of Mailing under 
Section 1.8” is not “proper” for items which are specifically 
excluded from the provisions of § 1.8. Section 1.8 should be 
consulted for those items for which a Certificate of Mailing is 
not “proper.” Such items include, inter alia, the filing of national 
and international applications for patents and the filing of trade- 
mark applications. The provisions of 37 CFR 1.10, relating to 
filing of papers and fees by “Express Mail” with certificate, 
however, do apply to any paper or fee (including patent and 
trademark applications) to be filed in the Office. If an application 
or fee is filed by “Express Mail” with a certificate of express 
mailing dated on and after the effective date of the rules, the 
amount of the fee to be paid is the fee established herein if a 
change is being made in the fee. In order to ensure clarity in 
the implementation of the fee proposals, a discussion of specific 
sections is set forth below. 


DISCUSSION OF SPECIFIC RULES 
37 CFR § 1.12 Assignment records open to public inspection. 


Section 1.12, paragraph (a) is amended to refer to the renum- 
bered § 1.19(b)(4). Paragraph (c), is amended to refer to the 
renumbered § 1.17(i)(1). 


37 CFR § 1.14 Patent applications preserved in secrecy. 
Section 1.14, paragraph (e) is amended to would refer to the 
renumbered § 1.17(i)(1). 


37 CFR § 1.16 National application filing fee. 


Section 1.16 is amended to adjust patent application filing 
fees established in 35 U.S.C. 41(a) and set forth in 37 CFR 
1.16(a)-(b), (d) and (f)-(i) to reflect fluctuations in the CPI. 

Section 1.16, paragraph (e) is amended as to adjust the patent 
application surcharge fee authorized by 35 U.S.C. 111 to reflect 
fluctuations in the CPI. 


37 CFR $1.17 Patent application processing fees. 


Section 1.17 is amended to adjust patent application proc- 
essing fees established in 35 U.S.C. 41(a) and set forth in 37 
CFR 1.17(a)-(g) and (1)-(m) to reflect fluctuations in the CPI. 
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the maximum amount of income determined in paragraphs (b) 
and (d) above. 

Each of these fee amounts was multiplied by the projected 
workload during the fee cycle to project the income from that 
fee item. The sum of the projected income from all patent fees 
is $542,28 1,082, which is the sum of the projected incomes from 
statutory patent fees, $463,626,421, non-statutory patent 
fees, $62,047,763, and Patent Cooperation Treaty fees, 
$16,606,898. 

f. The Office reduced two trademark fees, as described above. 
Each trademark fee amount was multiplied by the projected 
workload during the fee cycle to project the income from that 
fee item. The sum of the projected income from all trademark 
fees is projected to be $72,972,690. 


Maximun 
Allowable 
Recovery 


$464,676,178 
$62,101,874 
$16,531,990 
$543,310,042 
$107,704,135 
$651,014,177 


Projected Income 
April 1989 - 
Mar 1992 


$463,626,421 
$62,047,763 
$16,606,898 
$542,281,082 
$72,972,690 
$615,253,772 


Section 1.17 is amended to adjust the patent application 
processing fees authorized by 35 U.S.C. 41(d) and set forth in 
37 CFR 1.17(h)-(k) to reflect fluctuations in the CPI. 

Section 1.17 is amended to establish one fee amount for filing 
a petition to the Commissioner under 37 CFR sections 1.12, 1.14, 
1.47, 1.48, 1.55, 1.103, 1.177, 1.182, 1.183, 1.295, 1.312, 1.313, 
1.314, 1.334, 1.377, 1378(e), 1.644(e), 1.644(f), 1.666(b), 
1.666(c), 5.12, 5.13, 5.14, 5.15, and 5.25. The fee would recover 
the estimated average cost to the Office of processing all pe- 
titions to the Commissioner mentioned above. In addition, the 
single fee for all petitions is expected to facilitate pre-processing 
of petition requests. 

Section 1.17 is amended to provide in new paragraph (i)(2) 
and $80 fee for filing a petition to the Commissioner under 37 
CFR 1.102 to make an application special. 


37 CFR § 1.18 Patent issue fees 


Section 1.18 is amended to adjust patent issue fees established 
in 35 U.S.C. 41(a) and set forth in 37 CFR 1.18(a)-(c) to reflect 
fluctuations in the CPI. 


37 CFR § 1.19 Document supply fees. 


Section 1.19 is revised to adjust the fees authorized by 35 
U.S.C. 41(d) for services and materials as set forth in 37 CFR 
1.19 to reflect fluctuations in the CPI. 

Section 1.19(a)(2) is revised to adjust the fees for copies of 
plant patents and statutory invention registrations to reflect 
fluctuations in the CPI. 

Section 1.19, is revised to renumber paragraph (a)(5) as (a)(3) 
and provide for a flat fee for a certied copy of an Office 
document, for each 30 pages or fraction thereof. 

Section 1.19 revises paragraphs (a)(4)-(a)(6) and (b)(4) to 
set the fees for the purchase of color copies of color drawings 
identified in utility patents and for expedited service for fulfill- 
ment of orders for patent copies and orders for copies of patent 
applications as filed. The provision for color drawings in utility 
patent applications is in § 1.84(p). Although color drawings may 
be permitted in a utility patent application by petition, copies 
of printed patents will only be provided in black and white. If 
a copy of the printed patent with copies of the drawings in color 
is desired, it must be separately ordered and accompanied by 
the fee proposed in paragraph (a)(4). The fees set forth in 
paragraphs (a)(5), (a)(6) and (b)(4) are for expedited processing 
of copy orders. 

The Public Service Window (PSW) in the Patent Public Search 
Room referred to in proposed new paragraph 37 CFR 1.19(a)(5) 
is located on the lobby level of Crystal Plaza Bldg. 3. The Office 
rents numbered lock boxes (delivery boxes) to members of the 
public for copy order delivery purposes. Members of the public 
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may place coupon orders at the PSW and request that the copies 
be delivered to their boxes at the PSW. PSW staff members 
receive and process the coupon orders and forward them to the 
copy fulfillment contractor. Upon receipt of the copies, PSW 
staff members place them in the appropriate delivery box for 
pickup by the box holder. 

Section 1.19, paragraph (a) is revised to remove the charge 
for a microfiche copy of a microfiche. 

Section 1.19 is revised to renumber paragraph (a)(3) as (b)(1) 
and provide for one fee for a certified copy of a patent application 
as filed. 

Section 1.19 is revised to renumber paragraph (a)(4) as (b)(2) 
and provide for a flat fee for a certified copy of a patent file 
wrapper, and contents, with no limitation on the number of 
pages. 

Section 1.19 is revised to renumber paragraph (a)(7) as (b)(3) 
and provide for one fee for a certified copy of a patent assignment 
record. 

Section 1.19 is revised to renumber paragraph (b)(1) as (b) 

(5). 

Section 1.19 is revised to renumber paragraph (b)(2) as (b)(6) 
and adjust the fee for a search of assignment records, ab- 
stract of title and certification, per patent to reflect fluctuations 
in CPI. 

Section 1.19 is revised to remove paragraph (c) as the require- 
ment for a special fee for providing subscription services has 
been eliminated. The Office will provide subscription services 
at no cost to the subscriber. 

Section 1.19 is revised to renumber paragraph (d) as para- 
graph (c). 

Section 1.19 is revised to renumber paragraph (e) to paragraph 
(d) and provide for a list of all United States patents and statutory 
invention registrations in a subclass, with no limit to the number 
at the proposed flat fee. 

Section 1.19 is revised to remove paragraph (f). 

Section 1.19 is revised to renumber paragraphs (g)-(j) as 
paragraphs (e)-(h) and adjust the fees to reflect fluctuations in 
the CPI. 


37 CFR § 1.20 Post-issuance fees. 


Section 1.20, paragraphs (a)-(c) are amended to adjust patent 
post-issuance fees authorized by 35 U.S.C. 41(d) to reflect 
fluctuations in the CPI. 

Section 1.20 is amended to clarify the language in paragraph 
(a) that the fee charged is for a correction of an applicant’s 
mistake. 

Section 1.20, paragraphs (d) and (h)-(j) is amended to adjust 
patent post-issuance fees established in 35 U.S.C. 41(a) and 35 
U.S.C. 41(b) to reflect fluctuations in the CPI. 

Section 1.20, paragraphs (e)-(g) are amended to adjust post- 
issuance fees authorized by 2 of Publ. L. 96-517, as modified 
by 404 of Pub. L. 98-622. These fees must be set at a level to 
eventually recover 25 percent of the estimated cost to the Office 
of processing patent applications. In order to achieve this level 
of recovery, these maintenance fees are adjusted to reflect 
fluctuations in the CPI. 

Section 1.20, paragraph (k) is amended to adjust the patent 
application surcharge fee authorized by 2 of Pub. L. 96-517. 

Section 1.20, paragraph (1) is amended to adjust the 
post-issuance fee authorized by 35 U.S.C. 41(b). 

Section 1.20, paragraph (m) is amended to adjust the post- 
issuance fee authorized by 35 U.S.C. 41(c)(1). 

Section 1.20, paragraph (n) is amended to adjust the post- 
issuance fee authorized by Pub. L. 98-417 and 35 U.S.C. 156. 


37 CFR § 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to adjust the miscellaneous fees and 
charges authorized by 35 U.S.C. 41(d) and set forth in 37 CFR 
1.21(a)-(b), (d)-(j) and (1)-(m) to reflect fluctuations in the CPI. 

Section 1.21(f) is further amended to establish a flat fee for 
conducting an inventor search of Office records for a ten-year 
period. 

The CopiShare Card referred to in 37 CFR 1.21(g) relates 
to the photocopiers and reader/printers for use by members of 
the public in the Office’s search facilities. Each photocopier and 
reader/printer is connected to an access device which affords 
access to the equipment through the use of a magnetic card which 
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has been encoded with an amount pre-paid by the customer. 
The access devices, encoding equipment, and magnetic cards 
comprise an equipment access system called the CopiShare 
system. The magnetic CopiShare Cards are purchased by the 
public and encoded with an amount of funds paid to the Office. 
The customer places the encoded card in the device connected 
to the photocopier or reader/printer, and a pre-set amount is 
deducted for each copy produced. 

The Office is planning to authorize the public to use credit 
cards for the purchase of CopiShare Cards. This will be a pilot 
program for accepting credit cards for fees, and if feasible, may 
be extended to other operations of the Office. 

Section 1.21(h) is further amended to establish one fee for 
recording each property in an assignment, agreement or other 
paper relating to the property in a patent or application. The 
fee reflects increased costs to enhance the processing of assign- 
ments. 


37 CFR § 1.26 Refunds. 


Section 1.26 is amended to change pharagraph (c) to provide 
for a refund of $1,500 if the Commissioner decides not to 
institute reexamination proceedings. The $1,500 refund would 
apply to those instances where the proposed reexamination fee 
of $1,980 under 37 CFR 1.20(c) was paid. The current $1,300 
refund will be made in those cases where the current $1,770 
reexamination fee was paid. 


37 CFR § 1.55 Claim for foreign priority. 


Section 1.55 paragraph (a) is amended to refer to the renum- 
bered § 1.17(i)()). 


37 CFR § 1.102 Advancement of examination. 


Section 1.102, paragraph (d) is amended to refer to the petition 
fee set forth in proposed new paragraph 1.17(i)(2). 


37 CFR § 1.103 Suspension of action. 


Section 1.103, paragraph (a) is amended to refer to the re- 
numbered § 1.17(i)(1). 


37 CFR § 1.171 Application for reissue. 


Section 1.171 is amended to refer to the renumbered § 
1.17(i)(1). 
37 CFR § 1.177 Reissue in divisions. 


Section 1.177 is amended to refer to the renumbered § 
1.17@)(1). 


37 CFR § 1.296 Withdrawal of request for publication of statu- 
tory invention registration. 


Section 1.296 is amended to adjust the handling fee for 
withdrawal of a statutory invention registration to reflect fluc- 
tuations in the CPI. 


37 CFR § 1.313 Withdrawal from issue. 


Section 1.313, paragraph (a) is amended to refer to the re- 
numbered § 1.17(i)(1). 


37 CFR § 1.314 Issuance of patent. 


Section 1.314 is amended to refer to the renumbered § 
1.17(i)(1). 


37 CFR § 1.334 Issue of patent to assignee. 


Section 1.334, paragraph (c) is amended to refer to the renum- 
bered § 1.17(i)(1). 


37 CFR § 1.445 International application filing and processing 
fees. 


Section 1.445 is amended to adjust the fees authorized by 
35 U.S.C. 376 for international application processing as set 
forth in 37 CFR 1.445(a)(2) and (a)(3) to recover the cost to 
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the Office of such processing, as determined by fluctuations in 
CPI. 


37 CFR § 1.451 The priority claim and priority document in 
an international application. 


Section 1.451, paragraph (b) is amended to refer to the re- 
numbered § 1.19(b)(1) and § 1.19(b)(6). 


37 CFR § 1.482 International preliminary examination fees. 


Section 1.482 is amended to adjust the fees authorized by 
35 U.S.C. 376 for international application processing as set 
forth in 37 CFR 1.482(a) to recover the estimated average cost 
to the Office of such processing. 


37 CFR § 1.492 National stage fees. 


Section 1.492 is amended to adjust the fees authorized by 
35 U.S.C. 376 for international application processing as set 
forth in 37 CFR 1.492(a)-(b) and (d)-(f) to recover the estimated 
average cost to the Office of such processing as determined by 
fluctuations in the CPI. 


37 CFR § 1.666 Filing of interference settlement agreements. 


Section 1.666, paragraph (b) is amended to refer to the re- 
numbered § 1.17(i)(1). 


37 CFR § 2.6 Trademark fees. 


Section 2.6(a) and (q) are amended to adjust trademark fees 
established pursuant to the Trademark (Lanham) Act of 1946, 
as amended (15 U.S.C. 1113). 


RESPONSE TO COMMENTS ON THE RULES 


A notice of proposed rulemaking to adjust patent and trade- 
mark fees was published in the Federal Register on Nov. 30, 
1988, at 53 FR 48402. Corrections of typographical errors were 
published in the Federal Register on Dec. 8, 1988, at 53 FR 
49637. A notice also was published on Dec. 13, 1988 at volume 
1097 of the Official Gazette of the United States Patent and 
Trademark Office, pages 16 through 29. A public hearing was 
conducted on Jan. 4, 1989. Six letters submitting written com- 
ments were received and oral testimony was presented by one 
person at the public hearing. All of the written and oral comments 
were considered in adopting the changes set forth herein. The 
comments submitted, along with responses, appear below. 
Comment : 

A major patent law association requested an additional sixty 
(60) days to comment on proposed changes to the following 
rules that go beyond fees. Several other respondents also com- 
mented on the proposed changes to these rules. 


37 CFR 1.53 Serial number, filing date, and completion of 
application. 
37 CFR 1.55 Claim for foreign priority. 


37 CFR 1.60 Continuation or divisional application for inven- 
tion disclosed in a prior application. 


37 CFR 1.62 File wrapper continuing procedure. 
37 CFR 1.96 Submission of computer program listings. 


Response : 

The Office is not amending 37 CFR 1.53, 1.60, 1.62 and 1.96 
and is extending the comment period until Mar. 3, 1989. The 
Office also is not adding new rule 37 CFR 1.21(n) which refers 
to 37 CFR 1.53, 1.60 and 1.62. The Office is amending only 
that portion of 37 CFR 1.55 which clarifies that the already 
established fee refers to the amount in the new 37 CFR 1.17(i)(1) 
and not the old § 1.17(i). After the extended comment period 
closes, the Office will issue a new notice of final rulemaking 
addressing these proposals. 

Comment : 

Two repondents requested that the Office provide for a com- 
ment period longer than the 30 days accorded in this rule 
package. 
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Response: 

Office policy is to provide a 60 day comment period whenever 
possible. For fee-related rules, the comment period generally 
is limited to 30 days because the final rule must be in place 60 
days before the fees are effective. This gives the public at least 
90 days notice of a fee change. 

In addition, the Office alerts, as far in advance as possible, 
major patent and trademark associations and organizations, and 
its advisory committees, that it will be proposing a fee adjust- 
ment. Finally, copies of the Nov. 30, 1988, Federal Register 
notice were mailed to 140 organizations, associations and the 
advisory committees only days after their publication in the 
Federal Register. 

Comment : 

One respondent asked whether maintenance fees that are paid 
after the effective date of the fee increase are payable in the 
increased amount or the amount that was payable when due. 
Response : 

The amount of any fee payment made on or after the effective 
date of this rule package is the amount set in the rulemaking. 
Comment : 

Two respondents, representing major trademark organiza- 
tions, opposed the proposed reductions to the trademark appli- 
cation and assignment fees. The following major points were 
made: (1) No reductions should be made until Nov. 1989, when 
Pub. L. 100-667 (The Trademark Law Revision Act of 1988) 
is implemented; (2) Leading accounting firms recommend that 
a one year’s operating reserve would be prudent; (3) It was 
Congressional intent that revenue generated from a $100 as- 
signment fee be used to subsidize the trademark opera- 
tion. 

The respondents also questioned whether the PTO could make 
more than one adjustment every three years under the present 
authorization statute, even when such adjustments would result 
in a reduction of certain fee amounts. 

Response : 

After careful consideration of the comments received, the 
PTO has decided to implement the two fee reductions for the 
following reasons: (1) Careful analysis has confirmed that pro- 
jected revenues will be sufficient to implement the Intent-to- 
Use legislation (Pub. L. 100-667) and still maintain an operating 
reserve within PTO’s two percent fee policy. We believe it will 
take about 18 months experience with intent-to-use to be able 
to propose other changes to trademark fee amounts, and thus 
a delay in implementation of the proposed fee reductions to Nov. 
1989 would not accomplish any useful purpose. (2) A one-year 
operating reserve for trademark programs is far too large an 
amount to address unforeseen expenses, would unfairly penalize 
users, is politically imprudent, especially given the current Federal 
deficit, and could be construed to constitute an unfair tax on 
the general user. (3) In the past, PTO has been critized for 
charging $100 for a trademark assignment and $7.00 for a patent 
assignment. For example, refer to public comments on the 1986 
trademark fee adjustments published in the Federal Register on 
Aug. 4, 1986 at 51 FR 28055. While it is true that the trademark 
assignment fee was originally designed to help subsidize the 
trademark application fee, which is set at a level that does not 
recover actual costs, the PTO believes that the proposed re- 
duction in the assignment fee will not result in subsequent 
increases in the application fee or jeopardize the financial health 
of trademark operations. Further, the Office wants to assure 
respondents that in proposing a reduction in the assignment fee, 
the costs of cleaning up the trademark assignment data base have 
been taken into account. 

As noted above, the planning of fee adjustments has been 
such that we do not anticipate two adjustments within a fee cycle. 
The legislative history to Public Law 99-607 indicates that 
Congress intended the PTO to reduce fees whenever appropri- 
ate. 

Comment : 

One respondent, a representative of a major patent organi- 
zation, raised the following points (1) The PTO should conduct 
an analysis of the impact of patent fees on independent inventors 
and small businesses; (2) the reduction of fees for individual 
inventors and small business should continue to be subsidized 
by taxpayer revenues; (3) the PTO should make every effort 
to increase its efficiency as a way of holding down the level 
of fees; (4) the PTO and the Administration should attempt to 
amend the Gramm-Rudman-Hollings Act as it relates to user 
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fees; and (5) the Office should allow 90 days for the public to 
comment on proposed rules. 
Response : 

(1) The PTO continually has monitored the level of filings 
by small businesses and individual inventors, which has aver- 
aged 34 percent forthe years 1986-1988. The Office will conduct 
a study to assess the impact of patent fees on individual inventors 
and small businesses. 

(2) For the 1989-91 fee cycle, the reduction of patent fees 
individual inventors and small businesses will continue to be 
subsidzed by taxpayer revenues. As the PTO continues to prog- 
ress to total financing by user fees, two options will be explored: 
(a) to continue to seek general taxpayer revenue for the subsidy 
to domestic and foreign users alike; or (b) to establish a two 
tier fee system for patent statutory fees. While the first option 
could mean lower overall patent fees, a taxpayer subsidy would 
be dependent upon Congressional action. If Congress were not 
to appropriate the necessary funds, the subsidy would not be 
available, in whole or in part. Full reliance on user fees could 
provide the PTO with additional flexibilities to meet user needs, 
especially in responding to growing workloads as the workloads 
occur. 

(3) The PTO continues to scrutinize its operating budgets to 
identify ways to increase efficiency, to constrain costs, and to 
continue to provide better services to its users. The current fee 
package permits patent and patent service fees to be raised only 
with inflation. Trademark fees are held steady or are reduced. 
Despite these limited adjustments, user fees in 1989-1991 
will allow the PTO to continue to pursue its major goals to 
improve the quality and timeliness of its goods and ser- 
vices. 

(4) The Gramm-Rudman-Hollings sequestration of 1986 did 
affect PTO user fees. However, the Administration’s budgets 
for 1987, 1988 and 1989 met all deficit reduction targets and 
did not require automatic sequestrations. We are confident that 
the Administration will continue to meet all deficit reduction 
targets prescribed by law and thus will continue to avoid the 
automatic sequestrations. The PTO is supportive of all efforts 
to reduce the Federal deficit. 

(5) This issue was addressed above. 


OTHER CONSIDERATIONS : 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. There are no information collection 
requirements relating to patent fee rules. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The prin- 
cipal impact of the major patent fees has already been taken 
into account in Pub. L. 99-607, which provided small entities 
with a 50 percent reduction in the major patent fees. The rule 
change adjust fees to reflect the change in the CPI and cost of 
processing services as provided by statute (35 U.S.C. 41(d) and 
41(f)). 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geographic 
regions, because most major fees are being adjusted to reflect 
changes in the CPI over the past three years. There will be no 
significant adverse effects on competition, employment, invest- 
ment, productivity, innovation, or on the ability of United States- 
based enterprises to compete with foreign-based enterprises in 
domestic or export markets. 


List of Subjects in 37 CFR Part 1 and Part 2 


37 CFR Part 1 
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Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeep- 
ing requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, 
Trademarks. 

For the reasons set forth in the preamble, the Office is amend- 
ing Title 37 of the Code of Federal Regulations, Chapter 1, as 
set forth below. 


Lawyers, 


Part 1 Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.12 is amended by revising paragraph (a) and (c) 
to read as follows: 


§ 1.12 Assignment records open to public inspection. 


(a) The assignment records, relating to original or reissue 
patents, including digests and indexes, and assignment records 
relating to pending or abandoned trademark applications and 
to trademark registrations, are open to public inspection and 
copies of any instrument recorded may be obtained upon request 
and payment of the fee set forth in § 1.19(a)(3). 


*k* ee * 


(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in secrecy under § 1.14, or any informa- 
tion with respect thereto, must 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i)(1), or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


*e# ee * 


3. Section 1.14 is amended by revising paragraph (e) to read 
as follows: 
§ 1.14 Patent applications preserved in secrecy. 


*ek eK 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
in secrecy pursuant to paragraphs (a) and (b) of this section, 
or any papers relating thereto, must 

(1) Be in the form of a petition and be accompanied by the 
petition fee set forth in § 1.17(i)(1), or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. (Note, 
see § 1.612(a) for access by an interference party to a pending 
or abandoned application.) 


4. Section 1.16 is amended by revising paragraphs (a)-(b) and 
(d)-(i) and the note at the end of the section to read as 
follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except design or plant case: 


By a small entity (§ 1.9(f)) q 
By ctinor heme & Grell COUIRY.. ...nacnnccccecesneseseeeecerecsesinsens $370.00 


(b) In addition to the basic filing fee in an original application, 
for filing or later presentation of each independent claim in 
excess of 3: 
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By a small entity (§ 1.9(f{sf,1 )) 
By other than a small entity 


*e eK * 


(d) In addition to the basic filing fee in an original application, 
if the application contains, or is amended to contain a multiple 
dependent claim(s) per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c), and (d) 
are not paid on filing or on later presentation of the claims 
for which the additional fees are due, they must be paid or 
the claims canceled by amendment, prior to the expiration 
of the time period set for response by the Office in any notice 
of fee deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declaration 
on a date later than the filing date of the application: 


By a small entity(§ 1.19(f) 
By other than a small entity 


(f) For filing each design application: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


**# * * * 


(Note, see § 1.445 for international application filing and 
processsing fees. 


5. Section 1.17 is amended by revising paragraphs (a)-(h) and 
(j)-(m), by designating existing paragraph (i) as (i)(1) and re- 
vising it, and by adding a new paragraph (i)(2), to read as follows: 
§ 1.17 Patent application processing fees. 


(a) Extension fee for response within first month pursuant to 
§ 1.13€{a): 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(c) Extension fee for response within third month pursuant to 


§ 1.136(a): 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant to 


§ 1.136(a): 
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By a small entity(§ 1.9(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in appeal under 35 U.S.C. 134: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(h) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 
paragraph 


§ 1.47 - for filing by other than all the inventors or a person 
not the inventor. 

§ 1.48 - for correction of inventorship 

§ 1.182 - for decision on questions not specifically provided 
for. 

§ 1.183 - to suspend rules. 

§ 1.295 - for review of refusal to publish a statutory invention 
registration. 

§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 

§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in expired 
patent. 

§ 1.644(e) - for petition in an interference. 

§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 

§ 1.666(c) - for late filing of interference settlement agreement. 

§§ 5.12, 5.13, & 5.14 - for expedited handling of foreign filing 
license. 

§ 5.15 - for changing the scope of a license. 

§ 5.25 - for retroactive license. 


(i) (1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 
paragraph 


1.12 - for access to an assignment record. 

1.14 - for access to an application. 

1.55 - for entry of late priority papers. 

1.103 - to suspend action in application. 

1.177 - for divisional reissue to issue separately. 

1.312 - for amendment after payment of issue fee. 

1.313 - to withdraw an application from issue. 

1.314 - to defer issuance of a patent. 

1.334 - for patent to issue to assignee, assignment recorded 
late. 

§1.666(b) - for access to interference settlement agreement. 


8 
8 
§ 
§ 
8 
§ 
8 
§ 
§ 


(2) For filing a petition to the Commissioner under § 1.102 of 
this part to make application special 


(j) For filing a petition to institute a public use proceeding under 


§ 1.292 


(k) For processing an application filed with a specification in 
a non-English language (§ 1.52(d)) $30.00 


(1) For filing a petition 


(1) for the revival of an abandoned application under 35 U.S.C. 
133, or 371 or 


(2) for delayed payment of the issue fee under 35 U.S.C. 151: 
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By a small entity(§1.9(f)) 
By other than a small entity 


(m) For filing a petition 

(1) for revival of an unintentionally abandoned application, or 
(2) for the unintentionally delayed payment of the fee for issuing 
a patent: 


By a small entity(§1.9(f)) 
By other than a small entity 


** &* * 
6. Section 1.18 is revised to read as follows: 
$1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


7. Section 1.19 is revised to read as follows: 
$1.19 Document supply fees. 


The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 


(a) Uncertified copies of Offices documents: 
(1) Printed copy of a patent, including a design patent, statutory 


invention registration, or defensive publication document, ex- 
cept color plant or color statutory invention registra- 


(2) Printed copy of a plant patent or statutory invention reg- 
istration in color 


vided 
thereof 


(3) Copy of Office documents, except as otherwise pro- 
in this section, for each 30 pages or a fraction 

$10.00 

(4) Copy ofa utility patent with drawings in color (see 


(5) Expedited local service for copy of a patent as in paragraph 
(a)(1) of this section, fulfilled within one work day for orders 
delivered to the Public Service Window in the Patent Public 
Search Room 


(6) Expedited service for copy of a patent as in paragraph (a)(1) 
of this section, ordered by electronic ordering service and 
delivered to the customer within two work days ... $25.00 


(b) Certified copies of Office documents: 

(1) Certified copy of patent application as filed. ........ $10.00 

(2) Certified copy of patent file wrapper 

(3) Certified copy of patent assignment record 

(4) Expedited service for certified copy of patent application 
as filed in paragraph (a)(3) of this section, fulfilled within 


5 work days, excluding mailing time 


(5) For certifying Office records, per certificate 
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(6) For a search of assignment records, abstract of title and 
certification, per patent 


(c) Library service (35 U.S.C. 13): For providing to libraries 
copies of all patents issued annually, per annum ... $50.00 


(d) For list of all United States patents and statutory invention 
registrations in a subclass 


(e) Uncertified statement as to status of the payment of main- 


tenance fees due on a patent or expiration of a patent 
$5.00 


(f) Uncertified copy of a non-United States patent document, 
per document 


(g) To compare and certify copies made from Patent and Trade- 
mark Office records but not prepared by the Patent and 
Trademark Office, per copy of document 


(h) Additional filing receipts: duplicate or corrected due to 
applicant error 


8. Section 1.20 is amended by revising paragraphs (a)-(n) to 
read as follows: 


$1.20 Post issuance fees. 


(a) For providing a certificate of correction for applicant’s 
mistake (§ 1.323) 
(b) Petition for correction of inventorship in patent (§ 1.324) 


(d) For filing each statutory disclaimer (§1.321): 


By a small entity(§1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond four years; 
the fee is due by three years and six months after the original 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond eight 
years; the fee is due by seven years and six months after the 
original grant 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 and before Aug. 27, 1982, in force beyond twelve 
years; the fee is due by eleven years and six months after 
the original grant 


(h) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Aug. 
27, 1982, in force beyond 4 four years; the fee is due by three 
years and six months after the original grant: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(i) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application, filed on or after Aug. 
27, 1982, in force beyond eight years; the fee is due by seven 
years and six months after the original grant: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(j) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Aug. 
27, 1982, in force beyond twelve years; the fee is due by 
eleven years and six months after the original grant: 
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By a small entity(§ 1.9(f)) 


By other than-a small entity $1,480.00 


(k) Surcharge for paying a maintenance fee during the six-month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Dec. 12, 1980 and before 
Aug. 27, 1982 


(1) Surcharge for paying a maintenance fee during the six-month 
grace period following the expiration of three years and six 
months, seven years and six months and eleven years and 
six months after the date of the original grant of a patent based 
on an application filed on or after Aug. 27, 1982: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(m) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee where 
the delay is shown to the satisfaction of the Commissioner 
to have been unavoidable 


(n) For filing an application for extension of the term of a patent 
(§ 1.740) $600.00 


9. Section 1.21 is amended by revising paragraphs (a), (b)(1), 
(d)-(j), (D)-(m), and the introductory text of the section and 
paragraph (b) are republished, to read as follows: 
$1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the follow- 
ing fees for the services indicated: 


(a) Registration of attorneys and agents: 


(1) For admission to examination for registration to practice, 
fee payable upon application 


(2) On registration to practice 

(3) For reinstatement to practice 

(4) For certificate of good standing as an attorney or a- 
Suitable for framing 


(5) For review of a decision of the Director of Enrollment and 
Discipline under § 10.2(c) 


(6) For requesting regrading of an examination under 10.7(c) 
$100.00 


(b) Deposit accounts: 


(1) For establishing or reinstating a deposit account . $10.00 


** ** * 


(d) Delivery box: Local delivery box rental, per annum 
$50.00 
(e) International type search reports: For preparing an interna- 
tional type search report of an international type search made 
at the time of the first action on the merits in a national patent 
application 


(f) Search of Office records: For conducting an inventor search 
of Office records for a ten-year period 


(g) CopiShare card: Cost per copy 


(h) For recording each assignment, agreement or other paper 
relating to the property in a patent or application per Pr 
8.00 


(i) Publication in Official Gazette: For publication in the Official 
Gazette of a notice of the availability of an application or a 
patent for licensing or sale, each application or patent 

$20.00 
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(j) For a duplicate or replacement of a permanent Office user 
pass (There is no charge for the first permanent user pass) 


(1) For processing and retaining any application abandoned 
pursuant to section 1.53(d) unless the required basic filing 
fee has been paid 


(m) For processing each check returned “unpaid” by a 
$50.00 


10. Section 1.26 is amended by revising paragraph (c) to read 
as follows: 


$1.26 Refunds. 


*e KK * 


(c) If the Commissioner decides not to institute a reexami- 
nation proceeding, a refund of $1,500 will be made to the 
requestor of the proceeding. Reexamination requesters should 
indicate whether any refund should be made by check or by 
credit to a deposit account. 


11. Section 1.55 is amended by revising paragraph (a) to read 
as follows: 


$1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing date of 
a prior foreign application under the conditions specified in 35 
U.S.C. 119 and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in the second paragraph of 35 
U.S.C. 119 must be filed in the case of interference (§ 1.630); 
when necessary to overcome the date of a reference relied upon 
by the examiner; or when specifically required by the examiner; 
and in all other cases they must be filed not later than the date 
the issue fee is paid. If the papers filed are not in the English 
language, a translation need not be filed except in the three 
particular instances specified in the preceding sentence, in which 
event a sworn translation or a translation certified as accurate 
by a sworn or official translator must be filed. If the priority 
papers are submitted after the date the issue fee is paid, they 
must be accompanied by a petition requesting their entry and 
the fee set forth in § 1.17{i)(1). 


*x** kK * 
12. Section 1.102 is amended by revising paragraph (d) to 


read as follows: 
$1.102 Advancement of examination. 


*e*# eke * 
(d) A petition to make an application special on grounds other 


than those referred to in paragraph (c) of this section must be 
accompanied by the petition fee set forth in §1.17(i)(2). 


13. Section 1.103, paragraph (a) is amended to read as follows: 


$1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for good 
and sufficient cause and for a reasonable time specified upon 
petition by the applicant and, if such cause is not the fault of 
the Office, the payment of the fee set forth in 1.17(i)(1). Action 
will not be suspended when a response by the applicant to an 
Office action is required. 


*e ee * 


14. Section 1.171 is amended to read as follows: 


$1.171 Application for reissue. 
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An application for reissue must contain the same parts re- 
quired for an application for an original patent, complying with 
all the rules relating thereto except as otherwise provided, and, 
in addition, must comply with the requirements of the rules 
relating to reissue applications. The application must be accom- 
panied by a certified copy of an abstract of title or an order for 
a title report accompanied by the fee set forth in § 1.19(b)(6), 
to be placed in the file, and by an offer to surrender the original 
patent (§ 1.178). 


15. Section 1.177 is amended to read as follows: 
$1.177 Reissue in divisions. 


The Commissioner may, in his or her discretion, cause several 
patents to be issued for distinct and separate parts of the thing 
patented, upon demand of the applicant, and upon payment of 
the required fee for each division. Each division of a reissue 
constitutes the subject of a separate specification descriptive of 
the part or parts of the invention claimed in such division; and 
the drawing may represent only such part of parts, subject to 
the provisions of §§ 1.83 and 1.84. On filing divisional reissue 
applications, they shall be referred to the Commissioner. Unless 
otherwise ordered by the Commissioner upon petition and pay- 
ment of the fee set forth in § 1.17(i)(1) all the divisions of a 
reissue will issue simultaneously; if there be any controversy 
as to one division, the others will be withheld from issue until 
the controversy is ended, unless the Commissioner shall oth- 
erwise order. 


16. Section 1.296 is amended to read as follows: 


$1.296 Withdrawal of request for publication of statutory in- 
vention registration. 


A request for a statutory invention registration, which has 
been filed, may be withdrawn prior to the date of the notice of 
the intent to publish a statutory invention registration issued 
pursuant to §1.294(c) by filing a request to withdraw the request 
for publication of a statutory invention registration. The request 
to withdraw may also include a request for a refund of any 
amount paid in excess of the application filing fee and a handling 
fee of $120.00 which will be retained. Any request to withdraw 
the request for publication of a statutory invention registration 
filed on or after the date of the notice of intent to publish issued 
pursuant to § 1.294(c) must be in the form of a petition pursuant 
to 1.183 accompanied by the fee set forth in §1.17(h). 


17. Section 1.313, paragraph (a), is amended to read as 
follows: 


$1.313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further 
action at the initiative of the Office or upon petition by the 
applicant. Any such petition by the applicant must include a 
showing of good and sufficient reasons why withdrawal of the 
application is necessary and, if the reason for the withdrawal 
is not the fault of the Office, must be accompanied by the fee 
set forth in 1.17(i)(1). If the application is withdrawn from issue, 
a new notice of allowance will be sent if the application is again 
allowed. Any amendment accompanying a petition to withdraw 
an application from issue must comply with the requirement of 
§ 1.312. 


*e ee * 


18. Section 1.314 is amended to read as follows: 
$1.314 Issuance of parent. 


If payment of the issue fee is timely made, the patent will 
issue in regular course unless 

(a) the application is withdrawn from issue (§ 1.313) 

(b) issuance of the patent is deferred. 

Any petition by the applicant requesting deferral of the is- 
suance of a patent must be accompanied by the fee set forth 
in § 1.17(i)(1) and must include a showing of good and sufficient 
reasons why it is necessary to defer issuance of the patent. 
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19. Section 1.334 is amended by revising to read as follows: 


$1.334 Issue of patent to assignee. 


**#*&* * 


(c) If the assignment is recorded after the date of payment 
of the issue fee, the assignee may petition that the patent issue 
to the assignee as recorded. Any such petition must be accom- 
panied by the fee set forth in § 1.17(i)(1). 


20. Section 1.445 is amended by revising paragraph (a), (2), 
(3) and, the introductory text of paragaph (a) is republished, to 
read as follows: 


$1.445 International application filing and processing fees. 


(a) The following fees and charges are established by the 
Patent and Trademark Office under the authority of 35 U.S.C. 
376: 


** * 


(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where: 


(i) No corresponding prior United States national application 
with basic filing fee has been filed $550.00 


(ii) A corresponding prior United States national application 
with basic filing fee has been filed 


(3) A suppplemental search fee when required per additional 
invention 


**# * * * 


21. Section 1.451 is amended by revising paragraph (b) to 
read as follows: 


$1.451 The priority claim and priority document in an inter- 
national application 


xe ek * * 


(b) Whenever the priority of an earlier United States national 
application is claimed in an international application, the ap- 
plicant may request in a letter of transmittal accompanying the 
international application upon filing with the United States 
Receiving Office or in a separate letter filed in the Receiving 
Office not later than 16 months after the priority date, that the 
Patent and Trademark Office prepare a certified copy of the 
national application for transmittal to the International Bureau 
(PCT Article 8 and PCT Rule 17). The fee for preparing a 
certified copy is stated in § 1.19 (b)(1) 


*e ee * 


22. Section 1.482 is amended by revising paragraph (a) to 
read as follows: 


$1.482 International preliminary examination fees. 


(a) The following fees and charges for international prelimi- 
nary examination are established by the Commissioner under 
the authority of 35 U.S.C. 376: 


(1) A preliminary examination fee is due on filing the De- 
mand: 


(i) Where an international search fee as set forth in § 1.445(a)(2) 
has been paid on the international application to the United 
States Patent and Trademark Office as an International Search- 
ing Authority, a preliminary examination fee 


(ii) Where the International Searching Authority for the inter- 
national application was an authority. other than the United 
States Patent and Trademark Office, a preliminary examina- 
tion fee of 
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(2) An additional preliminary examination fee when required, 
per additional invention: 


(i) Where a supplemental search fee as set forth in § 1.445(a)(3) 
has been paid on the international application to the United 
States Patent and Trademark Office as an international Search- 
ing Authority 


(ii) Where the International Searching Authority for the inter- 
national application was an authority other than the United 
States Patent and Trademark Office 


*e ee & 


23. Section 1.492 is amended by revising paragraphs (a)(1)- 
(3), (b), and (d)-(f), and the introductory text of the section and 
paragraph (a) are republished to read as follows: 


§ 1.492 National stage fees. 


The following fees and charges for international applications 
entering the national stage under 35 U.S.C. 371 are established 
by the Commissioner under 35 U.S.C. 376: 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office as in Inter- 
national Searching Authority: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the inter- 
national application to the United States Patent and Trade- 
mark Office: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


x*e ee * 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


**x# * * * 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claims(s), per application: 


By a small entity(§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b),(c), and (d) 
are not paid on presentation of the claims for which the 
additional fees are due, they must be paid or the claims 
canceled by amendment, prior to the expiration of the time 
period set for response by the Office in any notice of fee 
deficiency.) 


(e) Surcharge for filing the basic national fee or oath or dec- 
laration later than 20 months from the priority date pursuant 
to § 1.494(c) or later than 30 months from the priority date 
pursuant to § 1.495S(c): 
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By a small entity ( § 1.9(f)) 
By other than a small entity 


(f) For filing an English translation of an international appli- 
cation later than 20 months after the priority date (§ 1.494(c)) 
or filing an English translation of the international application 
or of any annexes to the international preliminary examination 
report later than 30 months after the priority date (§ 1.495(c) 
OIE Gy sicisrscacsnavencseisenieuceesccusiamaoumueramaarenieatiine $30.00 


24. Section 1.666 is amended by revising paragraph (b) to 
read as follows: 


§ 1.666 Filing of interference settlement agreements. 


x*e eK * 


(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any person 
upon petition accompanied by the fee set forth in § 1.17(i)(1) 
and on a showing of good cause. 


*k* ke * 


Part 2 Rules of Practice in Trademark Cases 
1. The authority citation for Part 2 continues to read as follows: 
Authority : 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (a), (q) and 
the introductory text of the section is republished to read as 
follows: 


§ 2.6 Trademark fees. 


The following fees and charges are established by the Patent 
and Trademark Office for trademark cases: 
*e eK * 
(a) For filing an application, per class 


*x**ek eK * 


(q) For recording trademark assignments and agreements or 
other papers relating to the property in a registration or 
application, per mark 


** ke * 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Jan. 18, 1989 


[1100 TMOG 7] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
Patent Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Interim Rule 

Summary: The Omnibus Budget Reconciliation Act of 1990 
imposes a 69% surcharge on fees charged under 35 U.S.C. 
§ 41(a) and (b). The surcharge took effect on November 5, 1990. 
By this notice, the Patent and Trademark Office (Office) is 
informing the public of the patent fees affected and the new 
amounts including the surcharge. 

Effective Date: As required by the Omnibus Budget Reconcili- 
ation Act, the fees in this interim rule are effective November 
5, 1990. Consideration will be given to comments received on 
or before January 25, 1991. 

Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, Attention: 
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Frances Michalkewicz, Suite 904, Building 2, Crystal Park. 
Written comments will be available for public inspection in Suite 
904 of Building 2, Crystal Park, at2121 Crystal Drive, Arlington, 
Virginia. 

For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231 


Supplementary Information 


The Patent and Trademark Office is required by the Omnibus 
Budget Reconciliation Act of 1990 to apply a 69% surcharge 
to patent fees charged under 35 U.S.C. § 41(a) and (b). By this 
Act, the 69% surcharge is rounded by standard arithmetic rules. 
The Office has applied standard arithmetic rules so that the 
amounts rounded would be de minimis and convenient to the 
user. 

For entities other than small entities, amounts of $100 or more 
were rounded to the nearest $10. Amounts between $10 and 
$99 were rounded to the nearest even number so that the 
comparable small entity fee would be a whole number. For small 
entities, the Office then reduced the fee by 50% as required by 
35 U.S.C. § 41(h). 

Any fee under 35 U.S.C. § 41(a) and (b) which is paid on 
or after November 5, 1990, is subject to the surcharge. For 
purposes of determining the amount of the fee to be paid, the 
date of mailing indicated on a proper Certificate of Mailing under 
37 CFR § 1.8 or a proper Certificate of Express Mail under 37 
CFR § 1.10 will be considered to be the date of receipt in the 
Office. 

Since, by law, this surcharge became effective on November 
5, 1990, and the law provided no discretion to the Office, this 
rule is effective as of that date. 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Fexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act, 44 U.S.C. 
§ 3501 et seq. There are no information collection requirements 
related to patent fee rules. 

The Office has determined that this notice has no Federalism 
implications affecting relations between the National Govern- 
ment and the States as outlined in Executive Order 12612. 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million because the additional 
revenue that the surcharge collects will be offset by a reduction 
in the Office’s appropriation from the general revenues of the 
United States. While there will be an increase in patent fees, 
they are required by law, and the Office is without discretion 
to reduce them. 

The Office has determined that good cause exists for dis- 
pensing with the requirements under 5 U.S.C. § 553 of notice 
and comment and delayed effective date. These procedures are 
impracticable because the Omnibus Budget Reconciliation Act 
of 1990 imposed a surcharge on fees set under 35 U.S.C. § 41(a) 
and (b) effective November 5, 1990. Therefore, this rule is being 
issued as an interim final rule effective November 5, 1990. 
Comments received by January 25, 1991 will be considered in 
drafting the final rule. 

Because a notice of proposed rulemaking is not required by 
5 U.S.C. § 553(b)(B) or any other law, a Regulatory Flexibility 
Analysis is not required and has not been prepared for purposes 
of the Regulatory Flexibility Act. 


Lists of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and recordkeep- 
ing requirements, Small businesses. 


For the reasons set out in the preamble, 37 CFR is amended 
as set forth below. 


PART 1-RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 
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Authority: 35 U.S.C. § 6 unless otherwise noted. 


2. Section 1.16 is amended by revising the section heading 
and paragraphs (a)-(d) and (f)-(j) and adding the authority 
citation to read as follows: 


§ 1.16 National application filing fees and surcharge. 


(a) Basic fee for filing each application for an original patent, 

except design or plant cases: 
By asmall entity (§ 1.9(f)) 
By other than a small entity 


seseeee3 15.00 


(b) In addition to the basic filing fee in an original application, 
for filing or later presentation of each independent claim in 
excess of 3: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(c) In addition to the basic filing fee in an original application, 
for filing or later presentation of each claim (whether inde- 
pendent or dependent) in excess of 20. (Note that § 1.75(c) 
indicates how multiple dependent claims are considered for 
fee calculation purposes): 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
if the application contains, or is amended to contain, a multiple 
dependent claim(s) per application: 

By a small entity(§ 1.9(f)) 

By other than a small entity 


(If the additional fees required by paragraphs (b), (c), and 
(d) are not paid on filing or on later presentation of the claims 
for which the additional fees are due, they must be paid or the 
claims cancelled by amendment, prior to the expiration of the 
time period set for response by the Office in any notice of fee 
deficiency.) 


*eKEK * 


(f) For filing each design application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue apllication, 
for filing or later presentation of each independent claim 
which is in excess of the number of independent claims in 
the original patent: 

By a small entity(§ 1.9(f)) 

By other than a small entity 


(j) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each claim (whether inde- 
pendent or dependent) in excess of 20 and also in excess of 
the number of claims in the original patent. (Note that § 1.75(c) 
indicates how multiple dependent claims are considered for 
fee purposes): 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(Note: See § 1.445 for international application filing and 
processing fees.) 


(Omnibus Budget Act of 1980, § 10101; 35 U.S.C. 6, 41) 


3. Section 1.17 is amended by revising the section heading, 
paragraphs (a)-(g), (1), and (m), and the authority citation to read 
as follows: 
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§ 1.17 Patent application processing fees and surcharge. 


(a) Extension fee for response within first month pursuant 
to § 1.136(a): 
By a small entity(§ 1.9(f)) 
By other than a small entity 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 
By a small entity(§ 1.9(f)) ........... 
By other than a small entity 


(c) Extension fee for response within third month pursuant 
to § 1.136(a): 
By a small entity(§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant 
to § 1.136(a): 
By a small entity (§ 1.9(f)) 
By other than a small entity $1,150.00 
(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


* * * 


(i) For filing a petition 

(1) For the revivial of an unavodably abandonded applica 
tion under 35 U.S.C. sections 133 or 371, or 
(2) For delayed payment of the issue fee under 35 U.S.C. 
§ 151: 
By a small entity(§ 1.9(f)) 
By other than a small entity 


(m) For filing a petition 

(1) For revival of an umintentionally abandonded applica 

tion, or 

(2) For the unintentionally delayed payment of the fee for 

issuing a patent: 

By a small entity (§ 1.9(f)) 

By other than a small entity $1050.00 
(Omnibus Budget Rencociliation Act of 1990), § 10101; 
Pub. L. 97-247; 15 U.S.C. 1113, 1123, 35 U.S.C. 6, 41, 
181-188; Export Administration Act of 1979, as amended; 
Arms Export Control Act, as amended; Nuclear Non-Pro- 
liferation Act of 1978, and the delegations in the regu- 
lations under these acts to the Commissioner by regulations 
(15 CFR 370.10(j); 22 CFR 125.04, and 10 CFR 810.7)) 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees and surcharge. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity $1,050.00 

(b) Issue fee for issuing a design patent: 

By a small entity (§1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 
By a small entity(§ 1.9(f)) 
By other than an small entity 
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(Omnibus Budget Reconiiation Act of 1990, § 10101; 35 
U.S.C. 6, 41) 


5. Section 1.20 is amended by revising the section heading, 
paragraphs (d) and (h)-(j), and the authority citation to read as 
follows: 


§1.20 Post issuance fees and surcharge. 


(d) For filing each statutory disclaimer (§ 1.321): 
By a small entity(§ 1.9()) 
By other than a small entity 


* * * 


(h) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or 
after August 27, 1982, in force beyond four years; the fee 
is due by three years and six months after the 
original grant: 

By a small entity (§1.9(f)) 

By other than a small entity 


(i) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or 
after August 27, 1982, in force beyond eight years; the fee 
is due by seven years and six months after the original grant: 

By a small entity (§ 1.,9(f)) $835.00 

By other than a small entity $1,670.00 
(j) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or 
after August 27, 1982, in force beyond twelve years; the fee 
is due by eleven years and six months after the original grant: 
By a small entity (§ 1.9(f)) $1,250 
By other than a small entity $2,500.00 


(Omnibus Budget Reconciliation Act of 1990, § 10101, 
35 U.S.C. 6, 41; 15 U.S.C. 1113, 1123) 


* * 


Nov. 20, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary 
and Commissioner 


of Patents and Trademarks 
[1121 O.G. 18] 


(57) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 90363-9221] 
RIN: 0651-AA40 
Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 
Summary: The Patent and Trademark Office (Office) is amend- 
ing the rules of practice in patent and trademark cases, Parts 
1 and 2 of Title 37, Code of Federal Regulations, to set forth 
fees for public access to the text data bases resident on the 
Automated Patent System (APS) and the automated trademark 
search system (T-Search). Pub. L. 100-703, enacted on Novem- 
ber 19, 1988, allows the Commissioner to establish reasonable 
fees for on-line access to the automated search systems. 
The Office will provide on-line access to its USPAT data base 
(full text of U.S. patents issued after 1974), the U.S. classification 
data from 1790 to the present, and to English abstracts of 
Japanese and Chinese patents (to the extent they are available), 
hereinafter referred to as APS-Text, in its Patent Search Room 
and to T-Search in its Trademark Search Library, located in 
Arlington, Virginia. Except for a series of pilot experiments 
which may occur over the next one or two years, the Office 
does not plan to provide routine remote on-line access to these 
data bases at any other facilities at the present time. A separate 
rulemaking process will be followed when the Office determines 
to provide such remote on-line access. 
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Both search systems have been made available to the public 
free of charge since April 3, 1989, for the purposes of education 
and training (familiarization). 

The paper and/or microfilm collections of U.S. patents, for- 
eign patents documents and U.S. trademark registrations con- 
tinue to be available to the public free of charge, as provided 
by section 104(b) of Pub. L. 100-703. The Office reaffirms 
its commitment to hold a public hearing prior to making 
any decision concerning the elimination of the paper 
files. 

This final rule establishes fees for use of the on-line automated 
search systems. In addition, procedures for public use of the 
automated search systems, including training and charging of 
fees, are presented. 

In response to the notice of proposed rulemaking published 

in the Federal Register on May 3, 1989 (54 FR 18907), and 
at a public hearing held on June 30, 1989, the Office received 
many comments regarding problems encountered by the public 
in the use of T-Search. The Office believes that T-Search has 
proven effective for searches performed by Trademark exam- 
ining attorneys in connection with their examination of appli- 
cations for the registration of marks. Although the Office is 
establishing a fee for accessing the T-Search system, the Com- 
missioner is immediately suspending collection of that fee to 
provide additional time for the public to familiarize themselves 
with T-Search. The Office will provide the public with sixty days 
notice before starting to collect the fee. 
Effective Date: February 12, 1990. Rule 2.6(w) will take effect 
February 12, 1990 but immediateiy be suspended by the Com- 
missioner. The Office will provide written notice in the Federal 
Register sixty days before starting to collect fees for accessing 
T-Search. 

For Further Information : Frances Michalkewicz by tele- 

phone at (703) 557-1610 or by mail marked to her attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Supplementary Information : The purpose of this final rule is 
to establish new fees for the on-line use by the public of APS- 
Text, and T-Search that are to be provided in the Office’s 
facilities in Arlington, Virginia. This final rule is consistent with 
the Office’s Electronic Data Dissemination Policies and Guide- 
lines, which were published in final form in the Federal Register 
on May 3, 1989, at 54 FR 18920. Establishment and adjustment 
of patent fees is provided for by section 6 and section 41 of 
Title 35, United States Code, and section 103(b) of Pub. L. 100- 
703. Establishment and adjustment of trademark fees is author- 
ized by section 31 of the Trademark (Lanham) Act 1946, as 
amended (15 U.S.C. 1113), and section 103(a) of Pub. L. 100- 
703. Information on the procedures for public use of the au- 
tomated systems, including training, waivers, and the charging 
of fees, also is presented. 

Background : In response to Pub. L. 96-517, the 1980 leg- 
islation which amended patent and trademark laws, the Office 
prepared and submitted a plan for the automation of its opera- 
tions to Congress on December 13, 1982. The plan centered 
on two basic concepts: the creation of electronic data bases that 
(1) would eventually replace the Office’s all-paper patent and 
trademark files, and thereby improve the integrity and quality 
of Office records; and (2) would support searches, examinations, 
Office actions and other Office functions through electronic 
workstations which would provide text and image retrieval 
capabilities and perform other automation functions. 

Over 700,000 active Federal trademark registations have been 
converted to an electronic data base of textual and digital image 
data. A computer system has been installed to enable trademark 
examining attorneys to search the data base for registered and 
pending trademarks and associated textual data, including marks 
containing designs, and to retrieve, display and print all infor- 
mation as a substitute for paper file searches. Trademark ex- 
amining attorneys have been using T-Search exclusively since 
January 1988 via a network of approximately 40 terminals. After 
a six-month experimental T-Search evaluation program con- 
ducted between June and December 1988, the capability was 
deployed for public use in the Trademark Search Library on 
April 3, 1989. 

The T-Search “dead data base”, trademarks cancelled, ex- 
pired or abandoned since March 1984, also is available to the 
public, but approximately 17,000 images are missing and an 
additional 184,000 registrations and applications have not been 
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quality checked. Trademark examining attorneys do not search 
this data base in connection with examining activities. 

An Automated Patent System (APS) was installed for test and 
evaluation purposes, using one patent examining group as an 
operational testbed. Major operational components of APS, that 
is, large scale computers with conventional magnetic storage 
devices, a high-speed local data communications network, and 
electronic workstations equipped with two high resolution graphic 
displays and laser printers were interconnected on July 1, 1986, 
toenable system test and evaluation to begin in the testbed group. 

On-line access to the full-text of all U.S. patents granted after 
1974 and then to English language abstracts of Japanese patents 
was deployed to the patent examining staff beginning in 1986. 
On-line access to APS-Text permits examiners to search the text 
of approximately one million U.S. patents containing more than 
five billion words. Today, all examiners have been trained in 
the use of the full-text searching tool, and it has become a routine 
part of the patent examination process for many examiners. 
Searches are conducted from approximately 71 single screen 
text terminals located throughout the Office. The APS-Text 
capability was deployed to the public in the Patent Search Room 
on April 3, 1989. 

The Office intends to enter the text of virtually all U.S. patents 
issued after 1970. In addition, selected tubular data and chemical 
and mathematical equations will be added to the current full 
text file. Ultimately, approximately 1.2 million U.S. patents will 
be available to both patent examiners and the public for search 
in full text form. 

Public evaluation of the APS full-text search capability was 
conducted between January 11 and April 15, 1988. Forty-two 
(42) public users were trained an APS-Text during January 1988, 
and allowed first-come/first-serve access to several terminals. 
Reactions of public users to APS-Text were positive. Public 
users found APS-Text useful for pre-application and state-of- 
the-art searches. 

A total of 38 public users were trained on T-Search during 
a public evaluation period conducted between June and Decem- 
ber 1988. Preliminary review indicated that public users con- 
sidered T-Search to be useful both as a source for registrability 
searching and for verifying paper searches. In addition, T-Search 
was found to facilitate searches by class and ownership. 

Pub. L. 100-703, enacted on November 19, 1988, allows the 
Commissioner to establish reasonable fees for public access to 
the automated search systems while it continues the require- 
ments that no more than 30 percent of automation resources 
may be from user fees and that the Office may not enter into 
exchange agreements relating to automatic data processing 
resources. 

Section 104(c) of Pub. L. 100-703 allows the Commissioner 
to waive the payment by an individual of fees for accessing the 
automated search systems upon a showing of need or hardship, 
and if such waiver is in the public interest. 

The information contained in the automated data bases, which 
will be available to the public at the Patent and Trademark Office 
in Arlington, Virginia, is available free of charge at that location 
in paper form, and is substantially available through commercial 
vendors. The Office believes it to be in the public interest to 
waive the fee for public access to its text data bases in situations 
where access to the data base is needed for a personal, educa- 
tional purpose by an individual or member of an educational 
or non-profit organization, or where payment of the fee would 
pose a genuine financial hardship to the user. 

A personal, educational purpose is one in which the person 
using the data base is attempting to satisfy a personal need, and 
is not conducting a search or otherwise using the data base for 
compensation in any form. Examples of appropriate waiver 
situations would include students or teachers doing a term paper, 
a university professor collecting background information for the 
preparation of an application for a research grant. An example 
of a situation where a waiver would not be appropriate would 
include an individual doing work for renumeration — e.g., a 
law student doing a pre-examination or infringement search for 
a law firm. 

The Commissioner will further consider a fee waiver based 
on a genuine financial hardship. The person requesting a waiver 
will be required to provide information that would demonstrate 
a clear inability to pay the fee. 

A waiver for the payment of fees is intended to be granted 
sparingly, and generally only when terminals are available. It 
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is not anticipated that fees will be waived for any one individual 
more than once or twice each year. The Commissioner reserves 
the authority to control access to the data bases and deny a waiver 
to any individual. 

The waiver policy would apply only to use of the automated 
system, and not to the printing or sale of copies. Any abuse of 
the waiver policy could lead to a ban on the use of any public 
search facility for that individual. 

Cost Calculations : The Office calculated unit costs for all 
fees based on OMB Circular A-25 “User Fees”, and OMB 
Circular A-130, “Management of Federal Information Re- 
sources.” Costs were determined from the best available records 
(for example, financial statements for the Office) and included 
direct and indirect costs to the Office of carrying out the activity, 
as directed by OMB Circular A-25. User charges for both APS- 
Text and T-Search were based on the marginal costs of providing 
these services to the public. 

In calculating the costs of providing access to T-Search and 
APS- Text to the public, the Office followed Congressional 
direction that fees be resonable by reflecting the marginal cost 
for providing the new service and not include the costs of 
designing or installing the automated system for use by Office 
examiners, or the development of the new systems. 

Prior to preparation of this final rule, all of the cost assump- 
tions and cost calculations were reviewed and modified to ensure 
that they included the Office’s best estimates and projec- 
tions. 


APS-Text 


The Office is establishing the $40.00 fee for each hour of 
terminal session time on APS-Text. The marginal costs for one 
hour terminal session time on APS-Text include a portion of 
the lease cost of a new computer mainframe which originally 
was to be acquired in fiscal year 1990 for use by Office patent 
examiners. To meet public search requirements, the mainframe 
is being leased earlier than originally planned. That portion of 
lease costs for the three (3) month period March 1990 through 
May 1990 over and above the lease costs for a mainframe sized 
to meet only examiner needs is being passed on to the user. After 
May 1990, the mainframe was intended to be procured and 
installed to support APS. Therefore, no costs are being passed 
on to the public user after that time. When public usage reaches 
the level where a mainframe dedicated for public use is required, 
fee adjustments will be proposed to pass all of the costs of that 
mainframe on to the public. 

The level of public use will affect the amount of main memory 
needed to support the additional search sessions. It is projected 
than an additional increment of main memory will be required 
in fiscal years 1991 and 1992. This increment would not be 
required to support the examiner workload alone. 

The fee calculations for public access also include the costs 
for equipment: network interface units, text terminals, printer 
noise dampeners and text terminal printers. 

Other costs include a portion of the license fees that must 
be paid to Chemical Abstracts Service for its proprietary text 
and structure search software; additional personnel for the Patent 
Search Room, and the Office of Information Systems; computer 
installation costs; supplies and equipment dedicated to public 
use; and general and administrative overhead. 

The Office is providing free access time during training on 
the automated search systems in accordance with ? 104(c) of 
Public Law 100-703 which reads. “...a limited amount of free 
access shall be made available to all users of the systems for 
purposes of education and training.” 

The usage rate estimates are based on the three-month public 
user study performed from January through March 1988. For 
this study, 42 frequent Patent Search Room users were selected 
to be trained in the use of APS-Text. Three text terminals were 
made available to the trained public users at no charge. During 
the three-month study period, use of the three terminals averaged 
approximately 50 percent. While it is impossible to accurately 
predict future use by a more diverse group of public users, the 
cost calculations attempted to take into account the following 
factors and assumptions: 

1. Future public users, on averge, would use APS-Text less 
frequently than the 42 frequent users selected for the 1988 study, 
many of whom routinely used commercially available auto- 
mated text search tools. 
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2. Collection of a fee for use (as opposed to the absence of 
any charge during the study) would reduce demand for text 
search services when compared with usage data obtained during 
the study period. 

3. The potential universe of public users is expected to average 
no more than 300 per day. 

4. The average length of a public user search session is 
projected to be approximately 22 minutes — the average length 
of a search session during the 1988 test of public use. 

5. Based on the preceding assumptions, if all 300 potential 
public users conducted a single search session during a workday, 
a total of 110 hours of access would be required. Twenty-five 
text terminals available five days a week, twelve hours a day, 
would provide a maximum potential of 300 hours of available 
text search time. Under these assumptions, the number of text 
terminals appeared to be adequate for the foreseeable 
future. 

6. For purposes of actual use of available text terminals, the 
following estimates were used: 

(a) In fiscal year 1990, between four (4) and six (6) terminals 
would be available during the first quartcr. An estimate of 45 
percent utilization of available text terminal time was projected. 
By increasing the number of text terminals to 10 in January 1990 
and 20 in April 1990, an estimate of 40 percent utilization of 
available text terminal time was projected. By increasing the 
number of text terminals to 25 in July 1990, an estimate of 35 
percent utilization of available text terminal time was projected. 

(b) During fiscal year 1991 and beyond, stable levels of usage 
were projected to be achieved, yielding an estimated 35 percent 
average utilization of the 25 available terminals. This utilization 
rate equates to 105 session hours per day, or an average of 4.2 
session hours per terminal per day. At an average of 22 minutes 
per session, a total of 286 search sessions per day. 

Although usage rates since the system was made available 
to the public in April 1989 have been higher than projected, 
the Office believes these projections are valid for the three-year 
fee cycle. 

A summary of the fee calculations is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


Cost Element 


Personnel: Compensation 

and Benefits $ 918,196 
Hardware & Maintenance $ 691,289 
Software (license fees) $ 295,676 
Site Preparation $ 38,118 
Non-capital Furniture $ 8,750 
Supplies & Forms $ 3,500 
Sub-Total $ 1,955,529 
General & Administrative 
Overhead 

TOTAL COST 
Estimated Use (hours) 
UNIT COST (per hour) 


The marginal cost for one hour of Office staff search assis- 
tance on APS-text includes the costs of personnel compensation 
and benefits. 

A summary of the fee calculation is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Office Staff Search Assistance 
(December 1989-November 1992) 


$ 361,773 
$ 2,317,302 
65,946 


Public Share 
Cost Element 


Personnel: 

Annual Compensation 
and Benefits 

TOTAL COST 

Work Hours (per annum) 
UNIT COST (per hour) 


(Marginal Cost) 
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The marginal cost for a printed copy generated from APS- 
Text includes costs for compensation and benefits, printers, 
furniture for the printers, supplies and forms, and general and 
administrative overhead.. A summary is as follows: 


APS-Text 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 
Public Share 


Cost Element 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 
Non-capital Furniture 
Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 
Estimated Use (pages) 
UNIT COST (per page) 


T-Search 


$ 173,472 
$ 13,483 
$ 5,000 

$ 35,882 
$ 227,837 


$ 42,150 
$ 269,987 
4,496,325 

$0.060 


The marginal cost for one hour of terminal session time on 
T-Search includes the costs of personnel in the Trademark 
Search Library, maintenance of the T-Search terminals, routine 
site preparation, supplies and forms, and general and admin- 
istrative overhead. The Office is establishing the $40.00 fee for 
each hour of terminal session time on T-Search, but is imme- 
diately suspending collection of that fee in order to provide 
public users additional time to familiarize themselves with the 
system. 

The comments submitted in response to the proposed rule- 
making indicate that the public users have not adequately ad- 
justed to the T-Search system. During the period collection of 
the fee is suspended, the public will have an opportunity to better 
learn the system so as to perform more effective searches than 
they may be experiencing now. The Office will publish a notice 
in the Federal Register sixty days before it begins collecting 
a fee for public access to T-Search. 

Usage rates for T-Search during fiscal years 1990-1992 were 
projected to be 28 percent of the hours the system would be 
available to the public. This rate was extrapolated from actual 
usage rates during the T-Search public user pilot program which 
was conducted from June through December 1988. A total of 
38 members of the public were trained on T-Search, and about 
24 to 28 public users were active on T-Search each month. The 
overall usage rate of these active users was 14 percent of the 
hours the system was available to the public. In projecting usage 
rates on which to base a fee amount, it was anticipated that the 
overall number of users and the usage rate would double once 
T-Search was made available in the Trademark Search Library 
to all users of that search facility and training was provided on 
a routine basis. Although usage rates since the system was made 
available to the public in April 1989 have been higher projected, 
the Office believes these projections are valid for the three-year 
fee cycle. 

A summary of the fee calculations are as follows: 


T-Search 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 


CostElement = | (Marginal Cost) 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 
Site Preparation 

Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 
Estimated Use (hours) 
UNIT COST (per hour) 


$ 154,451 
$ 28,809 
$ 1,000 
$ 3,298 
$ 187,558 


$ 34,698 
$ 222,256 
5,985 
£32.14 
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The marginal cost for a printed copy generated from T-Search 
includes costs for compensation, and supplies and forms. 
A summary of the costs is as follows: 


T-Search 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 


Cost Element == = (Marginal Cost) 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 
Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (pages) 
UNIT COST (per page) 


$ 27,862 
$ 5,274 
$ 3,579 

$ 36,715 


$ 6,792 
$ 43,507 
448,875 

$ 0.097 


The proposed fee of $25.00 for each hour of Office staff search 
assistance to conduct a search using T-Search has been with- 
drawn. The T-Search system can be used by the public with 
routine assistance provided by the regular staff of the Trademark 
Search Library. This is similar to assistance on how to use the 
paper files now provided free of charge by the Trademark Search 
Library staff. Office employees will neither work one-on-one 
with members of the public in conducting searches, nor con- 
ducted searches for members of the public. 

Rounding Procedures: Fee amounts were rounded so that the 
amount rounded would be de minimis and convenient to the 
user. This procedure is consistent with section 103(b) of Pub. 
L. 100-703 which allows the Office to adjust patent fees in the 
aggregate, and with section 103(a) of Pub. L. 100-703 which 
allows the Office to adjust trademark fees in the aggregate. 

The Office has detailed cost calculation worksheets for each 
fee item, which are available for public inspection in Suite 904 
of Building 2, Crystal Park at 2121 Crystal Drive, Arlington, 
Virginia. 


PROCEDURES FOR PUBLIC USE OF 
APS-TEXT AND T-SEARCH 


Patent Search Room Configuration 


Initially four (4) text search terminals will be installed and 
available for public use in the Patent Search Room. A printer 
will be associated with each text search terminal. An additional 
terminal will be located in Patent Search Room employee office 
space for control and adminstrative activities. Up to twenty-one 
(21) more terminals and printers are planned to be added for 
public use during fiscal year 1990, if necessary. 


Trademark Search Library Configuration 


Initially three (3) T-Search terminals with associated printers 
all be installed and available for public use in the Trademark 
Search Library. The terminals will be clustered in one area of 
the Trademark Search Library. An additional terminal will be 
located in Trademark Search Library employee office space for 
control and administration activities. Additional terminals and 
printers will be added as demand warrants and space permits. 


Training 


To enable prospective public users to become effective on 
APS-Text, approximately fourteen (14) hours of free basic 
training is being offered. For those familiar with automated 
search systems, a shorter course of six (6) hours is provided. 
Ten (10) members of the public can be trained during each class. 
Training is being held at the Office’s Arlington, Va. complex 
during normal work hours. 

Four (4) hours of basic training is being offered on the use 
of T-Search. For those familiar with automated search systems, 
a shorter course of one (1) hour is available. T-Search training 
is being held in the Office’s Arlington, Va. complex during 
morning, evening and weekend hours. 
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Enrollment in all training classes initially was on a lottery 
basis. Public users who wished to be trained on APS-Text or 
T-Search were required to submit an application form. The 
Office is now accepting requests for training and adding the 
names to the list. As of August 31, 1989, 696 people or 70 percent 
of all those requesting training have been trained. 


System Use and Fee Procedures 


To ensure equity of public access to the automated systems, 
as well an efficient operations, rules for use will be posted at 
the terminals. Users of the systems will be expected to comply 
with the rules and with all other regulations regarding the use 
of facilities. 

Users are strongly encouraged to register in advance for 
system use. Each week, the next week’s schedule will be avail- 
able in the Patent Search room and the Trademark Search 
Library. Should requests for blocks of terminal time exceed the 
availability of terminals, limits on the amount of reserved time 
may be instituted. Up to three (3) of the initial four (4) terminals 
in the Patent Search Room and up to two (2) of the initial three 
(3) terminals in the Trademark Search Library will be allocated 
to public users with advance reserved times. The remaining 
terminal in the Patent Search Room will be available for walk- 
up users and for assisted searches for infrequent users. The 
remaining terminal in the Trademark Search Library will be 
available for walk-up users. The terminal time reservation system 
and the number of terminals available for walk-up public use 
and for assisted searches (in the Patent Search Room) is subject 
to change based upon operational experience. 

All public use of APS-Text and T-Search, with the exception 
of scheduled training classes, is on a pre-payment basis. In pre- 
paying for use of the systems, the public may use a blank signed 
check, major credit card or charge to a deposit account. At the 
end of the search or the pre-paid amount of time, users will 
receive an accounting from Patent Search Room or Trademark 
Search Library staff for terminal time used and prints produced. 
The user must then finalized payment. 


Discussion of Specific Rules 
37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to add new paragraph (0) to set the 
fees for access to the Automated Patent System full-text search 
capability (APS-Text) and to provide for the waiver of fees under 
certain circumstances. 

Section 1.21 is amended to add new paragraph (p) to set the 
fees for APS-Text search assistance by Office staff. 

Section 1.21 is amended to add new paragraph (q) to set the 
fee for a printed copy from APS-Text. 


37 CFR 2.6 Trademark fees 


Section 2.6 is amended to add new paragraph (w) to set the 
fees for access to the automated trademark search system (T- 
Search) and to provide for the waiver of fees under certain 
circumstances. 

Section 2.6 is amended to add new paragraph (x) to set the 
fee for a printed copy from T-Search. 

A final rule package establishing two new fees under the 
provisions of Pub. L. 100-667, the Trademark Law Revision 
Act of 1988, has been published which added paragraphs (u) 
and (v) to section 2.6. Therefore, the rule has been modified 
from the proposal to add paragraphs (w) and (x) instead of 
paragraphs (u), (v) and (w). 


Response to Comments on the Rules 


A notice of proposed rulemaking to establish a basis for the 
charges for use of the on-line automated search systems in the 
Patent Search Room and Trademark Search Library located at 
the Patent and Trademark Office in Arlington, Virginia was 
published in the Federal Register on May 3, 1989, at 54 FR 
18907. Corrections were published in the Federal Register on 
May 12, 1989, at 54 FR 20670. A notice also was published 
on May 30, 1989, in volume 1102 of the Official Gazette of 
the United States Patent and Trademark Office, pages 94 through 
98 for patents, and pages 96 through 100 for trademarks. 
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A public hearing was conducted on June 30, 1989. A total 
of 25 comments were received: 24 respondents submitted written 
comments and five people presented oral testimony (four of 
whom also submitted written comments) at the public hearing. 
On the 25 comments, twelve (12) were from individuals, seven 
(7) from libraries, five (5) from organizations and one (1) from 
business. All of the written and oral comments were considered 
in adopting the rules set forth herein. 

Many of the comments from the representatives of the Patent 
Depository Libraries raised questions or commented on the 
proposed rules from the perspective of their impact on Patent 
Depository Libraries. The proposed rules and policies set forth 
in the Federal Register Notice of May 3, 1989 are applicable 
only to the automated search systems provided in PTO’s facili- 
ties located in Arlington, Virginia. When the Office is prepared 
to offer the automated search systems at the Patent Depository 
Libraries, a proposed notice will be published for public com- 
ment. Therefore, any comments relating to procedures for ac- 
cessing the automated search systems in the Patent Depository 
Libraries will not be addressed at this time. 

Comment: Overall, nine respondents acknowledged the use- 
fulness of the automated search systems, particularly APS-Text. 
Although seven respondents alleged that T-Search is not ade- 
quate to meet the needs of the public, that its response time is 
too slow, and that it is not sufficiently accurate to meet the 
specific needs of the commentor, most of these respondents 
acknowledged that T-Search had the potential for being a useful 
tool. Documentaton of specific problems, for example, those 
associated with conducting a phonetic search, were provided. 
Two respondents said that T-Search is flawed and the decision 
to require examiners to use the system on an exclusive basis 
was ill-advised and regrettable. 

Response: Trademark examining attorneys have been using 
T-Search for word mark searches since August 1987, and for 
word mark and design searches since January 1988. The public 
has been using the system since Apri 3, 1989. 

The minutes to the September 27, 1988, meeting of the Public 
Advisory Committee for Trademark Affairs, express the view 
that: “...T-Search searches are more thorough than manual 
searches.” The transcript to that meeting contains the following 
comments: “I don’t think there is any question, but a T-Search 
[sic] properly done gives an excellent result” and “...from the 
corporate point of view, ... I am pleased to say that I like what 
I see. I like the very fast action we’re getting on the first action.” 
From the transcript to the February 23, 1988 meeting: “I'd like 
to start with a glowing report. I think that the registration process 
is working very well. From my own personal experience in terms 
of what the examiners are doing, they get an A plus. They’re 
really doing a good job.” 

The concensus of the management of the Trademark Exam- 
ining Operation is that the T-Search system meets the needs of 
the Office at this time. There is no indication in any records 
or activities in the PTO which would indicate that the use of 
T-Search has caused a deterioration in the quality of 
searches conducted by Trademark examining attorn- 
eys. 

The difference between the perceptions of the Trademark 
examining attorneys and the public may be attributed to several 
factors; Trademark examining attorneys use the system on a 
daily basis; they know what the system can do and what it cannot 
do and avoid the latter; and they know how to utilize the system’s 
functionalities to perform the best’ search possible. Further, 
Trademark examining attorneys do different types of searches, 
and have different needs, than the public. T-Search use statistics 
for the period April 1989 through August 1989 demonstrate that 
the public is making extensive use of the system. Following is 
a summary of those statistics: 

Month Available Hours Used 
Hours By Public 


Rate 
of Usage 


Average 
Session 
Time 
April 
May 
June 
July 
August 


513 108 
513 126 
627 183 
570 186 
656 217 


21% 
24% 
29% 
33% 
33% 


13.02 min. ° 
12.25 min. 
10.84 min. 
12.51 min. 
9.66 min. 


This usage rate compares favorably to the projected usage 
rate of 28 percent. 
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Comment: Seven respondents claimed that the paper Trade- 
mark files have been allowed to deteriorate and, therefore, are 
not reliable for use by the public. 

Response: The Office contracts for file maintenance sevices 
in both the Trademark Search Library and the Patent Search 
Room. Among the tasks performed by the contractor in the 
Trademark Search Library are maintaining the pending files, 
filing newly registered Trademarks, pulling erroneous registra- 
tions from the file, etc. The contract for the Trademark Search 
Library includes a monitoring system based on MIL-STD 105, 
which is a sampling plan that provides a 97 percent accuracy 
level. Once the contractor completes a task, Office staff check 
the required sample levels to ensure that filing was performed 
accurately. The Office is constantly monitoring the status of the 
paper files, but notes that maintenance of paper file integrity 
is subject to inherent limitations. 

Comment: In view of the above comments about the inade- 
quacy of the Trademark paper search files and T-Search, six 
respondents advocated the need for T-Search, at no charge to 
the user, as an adjunct or back-up to the paper files. One 
respondent suggested a similar arrangement in the Patent Search 
Room. 

Response: The Office has adopted the $40.00 fee amount for 
one hour of terminal session time on both APS-Text and T- 
Search. In order to give the public more time to become familiar 
with the T-Search system, the Commissioner is immediately 
suspending collection of that fee. This will enable users to learn 
the system so as to perform more effective searches. The Office 
will publish a notice in the Federal Register announcing its 
decision regarding the imposition of the fee at least 60 days 
before starting to collect the fee amount. At that time, the Office 
also will publish validated cost estimates based on usage rates 
and actual costs documented from the present time to the time 
the decision to collect a fee is made. 

Comment: Two respondents claimed that the objective of 
automation necessarily comtemplated a free search system to 
give meaning to the constructive notice provisions of the Trade- 
mark Act. 

Response: Registration of a trademark constitutes construc- 
tuve notice and records of all active trademark registrations and 
pending applications are available for searching free of charge 
in the paper file and on TRAM (Trademark Reporting and 
Monitoring System) data base. 

Comment: One respondent claimed that PTO is required to 
provide access to disclosed patent information as the informa- 
tion is made public; four respondents were opposed to the Office 
charging fees for accessing the automated search systms; two 
other respondents commented that the Office should not charge 
fees for using systems designed to be the sole searching source 
of the public records which the Office is charged by law to 
provide; and one respondent commented that the proposal to 
limit access to the automated data bases only to those who can 
pay a fee is deplorable policy at a time when there is concern 
about industrial competitiveness with Japan. 

Response: The Office will continue to make the paper and/ 
or microfilm collections of U.S. patents, foreign patent docu- 
ments and U.S. trademark registrations available for pubic access 
free of charge. The Office also has adopted a policy whereby 
the hourly terminal session fee for access to the data base can 
be waived when it is needed for a personal, educational purpose 
by an individual or member of an educational or non-profit 
organization, or where payment of the fee would pose a genuine 
financial hardship to the user. In this way, the Office will 
continue to provide public access to all available information 
free of charge. 

Comment: One respondent commented that user fees for 
electronic data is a form of dual taxation when information was 
gathered, organized and produced at taxpayers expense; and two 
respondents claimed that users of information have contributed 
up to 30 percent of the $120 milllion for development of the 
APS system to date — in other words, the public already has 
paid for APS. 

Response: In calculating the proposed fees, the Office is 
consistent with the Office of Management and Budget’s pro- 
posed policy on user charges for Government information prod- 
ucts, as clarified in the June 15, 1989 Federal Register notice 
entitled “Second Advance Notice of Further Policy Develop- 
ment on Dissemination of Information.” In that notice, OMB’s 
stated policy is that user charges for Government Information 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


products should be no higher than a level sufficient to recover 
the costs of disseminating, not collecting, the information. 

The costs associated with the fees for accessing APS-Text 
and T-Search are directly related to the public’s use of the 
systems; for example, the costs associated with the acquisition 
of the APS-Text terminals that are being used by the public. 
No costs associated with designing or installing the automated 
system for use by Office examiners, or the development of the 
new systems have been included. Neither have costs been 
included for gathering, organizing or producing information. 

The Federal Register notice of June 15, 1989 (54 FR 25554, 
25558) dealing with policy development on dissemination of 
information states that: “As to double taxation, OMB notes that 
user charges policy has a basis in statute (31 U.S.C. 9701), and 
the Congress has not viewed user charges as double taxation 
because they are applied when the recipient receives special 
benefits.” 

Comment: Two respondents stated that Government informa- 
tion is the same, whether it is provided in printed or electronic 
form. 

Response: Charging fees for access to the automated search 
systems is consistent with PTO’s fee policy. For example, fees 
are charged for manual search services (e.g., for a search of 
Office records or for a search of assignment records), and for 
printed copies of patents and trademarks and for copies of Office 
documents. 

Comment: The Japanese system is available at four locations 
at no cost, and includes U.S. information made available at U.S. 
taxpayer expense. 

Response: The Japanese automated search system, like the 
automated search systems in the PTO’s search facilities, is being 
made available free of charge at the present time. The costs of 
such use, however, are being paid from general fee revenues 
collected by the Japanese Patent Office. Additionally, the APS- 
Text system currently includes Japanese English language ab- 
stracts and the Office is in the process of acquiring Japanese 
patent information in digital facsimile form. 

Comment: One respondent commented that PTO has no re- 
sponsibility to provide an expensive, complex, internal Gov- 
ernment on-line value-added computer service, that this is far 
beyond the requirements of public access to patent files; and 
another respondent commented that it is in the public interest 
to have the same system that is being used by the examiners 
also available to the public. 

Response: The Office agrees that it is in the public interest 
to provide the same search system capability to the public that 
is being used by the examiners. 

Comment: One respondent stated that providing free access 
is not competing with the private sector, and that there always 
is a place for the private sector to provide value-added infor- 
mation. 

Response: The user charges adopted for public access to the 
APS-Test and T-Search systems are consistent with OMB Cir- 
culars A-25 “User Charges” and A-130 “Management of Federal 
Information Resources”, and with the PTO’s Electronic Data 
Dissemination Policies and Guidelines. The PTO’s user’s fees 
are designed to recover the marginal costs associated with 
providing access to the automated search systems to the public. 

Comment: Five respondents stated that the proposed fees are 
not “reasonable” and the Office does not have documented 
cost estimates and usage rates to support the proposed fee 
amounts. 

Response: The Office is meeting Congressional direction to 
establish “reasonable” fees by recovering only the marginal 
costs associated with providing public access to the automated 
search systems. Costs and projected usage rates were determined 
from the best available records, for example, financial state- 
ments for the Office and the results of the public evaluations 
of the APS-Text and T-Search systems. A summary of the costs 
used in the fee calculations is included above under “Cost 
Calculations.” Full details of these cost calculations are available 
for public inspection at the Patent and Trademark Office in Suite 
904 of Building 2, Crystal Park, at 2121 Crystal Drive, Arlington, 
Virginia. 

Comment: Two respondents questioned the proposed fees for 
search assistance. If the search assistance is similar to that which 
is provided free now, there should be no fee. If the search 
assistance entails doing searches, the Office should not be 
getting into that business. 
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Response: The PTO is withdrawing the proposed fee for staff 
search assistance to conduct a search using T-Search capabili- 
ties. The fee for staff search assistance to conduct a search using 
APS-Text capabilities is being adopted, because an untrained 
user cannot conduct a search without significant help from 
Office staff. Users of course, have the option of obtaining free 
training on the system. 

Comment: One respondent commented that user fees cannot 
be justified under the theory that electronic search provides a 
new service or offers an enhancement to the public’s ability to 
search the patent data base, and that the public has an option 
of paying the fee or using the paper files. Another respondent 
commented that APS-Text and T-Search represent enhance- 
ments to services already provided. 

Response: The fees are specifically authorized under $ 104 
(c) of Pub. L. 100-703 and are calculated to allow recovery of 
only the marginal cost for providing the system to the public. 

Comment: Two respondents claimed that the Office should 
ask Congress for funding to offer free access here and at the 
PDLs. 

Response: Itcontinues to be PTO policy, consistent with OMB 
Circular A-130, that costs for access to the automated search 
systems be borne by those who actually use the automated search 
systems. 

Comment: One respondent claimed that the accuracy of the 
trademark data base is suspect. 

Response: All of the backfile data base elements (registrations 
issued prior to September 9, 1980) have been corrected except 
owner information. As originally planned, the owner field will 
be cleaned up the active registrations issued prior to September 
9, 1980. It is projected that this owner field will be cleaned up 
by the third quarter of fiscal year 1991. 

Comment: Three respondents claimed that the public requires 
access to the dead data base. 

Response: The Office will consider this proposal further. The 
dead data base is now available in electronic format for all 
applications and registrations that were active on January 1, 
1983 and are now inactive. However, many of these records 
are of poor quality. Costs for cleaning up these records would 
be significant, and those costs would likely be reflected in the 
T-Search user fee. 

Comment: Four respondents addressed the fee waiver policy. 
The proposal to waive fee appears inconsistent wih PTO’s 
position that the free paper search files provide an equal and 
viable resource to anyone not wanting to pay for the automated 
files. If paper records are inferior, then anyone seeking access 
to T-Search should be able to qualify for the fee waiver. If the 
paper records are adequate, then there should be no need to 
waive the access fee for anyone. 

Response: The waiver policy authorized by Pub. L. 100-703 
is designed for those individuals who, for some reason in the 
public interest, such as an educational purpose, need the capa- 
bilities of the automated system, for example, to manipulate the 
data. 

Comment: One respondent commented that the procedure 
to enroll people in training classes by the use of a lottery was 
unfair and that everyone who wants to be trained should be 
enrolled. 

Response: The lottery was a method for establishing the initial 
schedules to provide training. Everyone who requests training 
will be trained. As of August 31, 1989, 449 out of 623 people 
requesting training on APS-Text, and 247 out of 376 people 
requesting training on T-Search have been trained. 

Comment: One respondent commented that advance regis- 
tration is an unrealistic approach for many searchers. 

Response: At least one terminal in the Patent Search Room 
and one in the Trademark Search Library will be available for 
walk-up users. The other terminals will be available first for users 
with a reservation and then, if needed, for walk-up users. The 
system is designed to ensure equity of public access to the 
automated systems. 

Comment: Two respondents asked for information justifying 
that this is not a “Major Rule” as defined by Executive Order 
12291, and that the rule will not have a significant adverse impact 
on small entities. 

Response: The no “major rule” determination and no signifi- 
cant adverse impact on small entities was based on the fact that 
the automated systems are being offered only at the Patent and 
Trademark Office’s public search facilities located in Arlington, 
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Virginia. The total number of users of these facilities averages 
less than 400 a day, and many of these users are members of 
law firms or commercial search services. The annual effect on 
the economy is expected to be about $1 million, far less than 
the $100 million annual threshold specified in the Executive 
Order. The fees for accessing the automated search systems are 
reasonable and should not burden small entities and, at the same 
time, the Office is continuing to maintain the paper search files 
which are available to the public free of charge. Finally, there 
should be no significant adverse effects on competition, because 
the systems are being offered only at one location, the Patent 
and Trademark Office in Arlington, Virginia, and the public may 
continue to use paper files without payment of any fee. 

Comment: Five respondent commented that user fees burden 
small entities and run counter to a fundamental objective of the 
patent system which is to advance technology through 
dissemination of the technical information contained in patents. 

Response: The Office does not believe that the fee amounts 
adopted will burden small entities or negatively impact the 
dissemination of technical information. The Office also will 
continue to maintain the paper search files using taxpayer funds, 
and provide access to the public free of charge. Further, the 
Office has adopted a fee waiver policy whereby the fee amount 
can be waived where access to the data base is needed for a 
personal, educational purpose by an individual or member of 
an educational or non-profit organization, or where payment of 
the fee would pose a genuine financial hardship to the user. Full 
details are included above under “Background”. 

Comment: One respondent commented that the Office needs 
a policy to ensure that no user of the patent and trademark 
information is disenfranchised due to an inability to pay for the 
services necessary to its access. 

Response: The Commissioner will consider a fee waiver for 
users with a genuine financial hardship. 


Other Considerations: 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501, et seq. There are no information collection 
requirements relating to patent and trademark fee rules. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The rules 
make the Office’s on-line, automated patent full-text search and 
trademark search systems available to the public at rates sig- 
nificantly less than commercial systems. 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in costs or prices for consumers, individual industries, 
Federal, State or local government agencies, or geographic 
regions. There will be no significant adverse effects on com- 
petition, employment, investment, productivity, innovation, or 
on the ability of United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


List of Subjects in 37 CFR Parts 1 and 2 
37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents, Lawyers, Reporting and record keeping requirements, 
Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 

For the reasons set forth in the permeable, the Office is 
proposing to amend Title 37 of the code of Federal Regulations, 
Chapter 1, as set forth below. 
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PART 1-RULES OF PRACTICE IN PATENT CASES. 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.21 is amended by adding new paragraphs (0)-(q). 
$1.21 Miscellaneous fees and charges. 


** *& *& *€ 


(0) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using Automated Patent 
System full-text search capabilities, prorated for the actual time 
used. The Commissioner may waiver the payment by an indi- 
vidual for access to the Automated Patent System full-text search 
capability (APS-Text) upon a showing of need or hardship, and 
if such waiver is in the public interest $40.00 

(p) Marginal cost, paid advance, for each hour of Office staff 
search assistance to conduct a search using Automated Patent 
System full-text search capabilities (APS-Text), prorated for the 
actual time used ’ 

(q) Marginal cost, for each printed page generated from the 
Automated Patent System text terminal 


PART 2- RULES OF PRACTICE IN TRADEMARK CASES 
1. The authority citation for Part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.6 is amended by adding new paragraphs (w)-(x). 


$2.6 Trademark fees 


*_* * * * 


(w) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using T-Search capabilities, 
prorated for the actual time used. The Commissioner may waive 
the payment by an individual for access to T-Search upon a 
showing of need or hardship, and if such waiver is in the public 
interest 

(x) Marginal cost, for each printed page generated from the 
T-Search terminal 


Dec.12, 1980 
(H.R. 6933) 


Patent and 
trademark laws, 
amendment. 
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JEFFREY M. SAMUELS 
ActingCommissioner of Patents 
and Trademarks 


Dec. 4, 1989 
{1110 O.G. 601) 


(58) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 2 


Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Listing of suspension of final rule 

Summary: The Patent and Trademark Office (Office), on De- 
cember 11, 1989, amended the rules of practice in patent and 
trademark cases, Parts 1 and 2 of Title 37, Code of Federal 
Regulations, setting forth the fees for public access to the Of- 
fice’s text data bases: the Automated Patent System (APS) and 
the automated trademark search system (T-Search). 54 FR 50942. 
That final rule became effective on February 12, 1990. On that 
date, 37 CFR 2.6(w), dealing with T-Search fees, took effect, 
but was immediately suspended by the Commissioner. 

The collection of the fee was initially suspended to permit 
users to become familiar with the T-Search system. The T- 
Search system has been available to the public since April 1989, 
a sufficient time for users to become familiar with the system. 
Therefore, as provided in the final rule, the Office now gives 
notice that the suspension is lifted. The Office will begin to 
collect the fees set forth in 37 CFR 2.6(w) sixty (60) days from 
the date of this notice. Cost estimates based on usage and actual 
costs are available for inspection in the Office of Long-Range 
Planning and Evaluation, Room 507, Crystal Park 1, Crystal 
Drive, Arlington, Virginia. 

Dates: The suspension of 37 CFR 2.6(w) is lifted as of Nov. 
13, 1990. The collection of fees under 37 CFR 2.6(w) will begin 
on November 13, 1990 

For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


September 4, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
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Public Law 96-517 
96th Congress 
An Act 


To amend the patent and trademark laws. 


Be it enacted by the Senate and House of Representatives of the United States of America 
in Congress ssembleThat title 35 of the United States Code, entitled “Patents’’, is amended 
by adding after chapter 29 the following new chapter 30: 


“CHAPTER 30-PRIOR ART CITATIONS TO OFFICE AND 


“Sec. 
"301. 


REEXAMINATION OF PATENTS 


Citation of prior art. 


302. Request for reexamination. 

303. Determination of issue by Commissioner. 
304. Reexamination order by Commissioner. 
305. Conduct of reexamination proceedings. 


306. Appeal. 


307. Certificate of patentability, unpatentability, 
and claim cancellation. 


35 USC 301. 


“§301. Citation of prior art 


Any person at any time may cite to the Office in writing prior art consisting of patents 
or printed publications which that person believes to have a bearing on the patentability of 
any claim of a particular patent. If the person explains in writing the pertinency and manner 
of applying such prior art to at least one claim of the patent, the citation of such prior art 
and the explanation thereof will become a part of the official file of the patent. At the written 
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request of the person citing the prior art, his or her identity will be exciudea trom tne 
patent file and kept confidential. 


“§302. Request for reexamination 
35 USC 302. 

“Any person at any time may file a request for reexamination by the Office of any 
claim of a patent on the basis of any prior art cited under the provisions of section 301 
of this title. The request must be in writing and must be accompanied by payment of a 
reexamination fee established by the Commissioner of Patents pursuant to the provisions 
of section 41 of this title. The request must set forth the pertinency and manner of applying 
cited prior art to every claim for which reexamination is requested. Unless the requesting 
person is the owner of the patent, the Commissioner promptly will send a copy of the 
request to the owner of record of the patent. 


“§ 303. Determination of issue by Commissioner i 


"(a) Within three months following the filing of a request for reexamination under 
provisions of section 302 of this title, the Commissioner will determine whether a substantial 
new question of patentability affecting any claim of the patent concerned is raised by the 
request, with or without consideration of other patents or printed publications. On his own 
initiative, and any time, the Commissioner may determine whether a substantial new 
question of patentability is raised by patents and publications discovered by him or cited 
under the provisions of section 301 of this title. 

“(b) A record of the Commissioner’s determination under subsection (a) of this section 
will be placed in the official file of the patent and a copy promptly will be given or mailed 
to the owner of record of the patent and to the person requesting reexamination, if any. 

“(c) A determination by the Commissioner pursuant to subsection (a) of this section 
that no substantial new question of patentability has been raised will be final and non- 
appealable. Upon such a determination, the Commissioner may refund a portion of the 
reexamination fee required under section 302 of this title. 


“§ 304. Reexamination order by Commissioner 35 USC 304. 


“If, in a determination made under the provisions of subsection 303(a) of this title, the 
Commissioner finds that a substantial new question of patentability affecting any claim 
of a patent is raised, the determination will include an order for reexamination of the patent 
for resolution of the question. The patent owner will be given a reasonable period, not 
less than two months from the date a copy of the determination is given or mailed to him, 
within which he may file a statement on such question, including any amendment to his 
patent and new claim or claims he may wish to propose, for consideration in the reex- 
amination. If the patent owner files such a statement, he promptly will serve a copy of 
it on the person who has requested reexamination under the provisions of section 302 
of this title. Within a period of two months from the date of service, that person may file 
and have considered in the reexamination a reply to any statement filed by the patent owner. 
That person promptly will serve on the patent owner a copy of any reply filed. 


Filing period 


“§ 305. Conduct of reexamination proceedings 


“After the times for filing the statement and reply provided for by section 304 of this 35 USC 305. 

title have expired, reexamination will be conducted according to the procedures established 

for initial examination under the provisions of sections 132 and 135 of this title. In any 

reexamination proceeding under this chapter, the patent owner will be permitted to propose 

any amendment to his patent and a new claim or claims thereto, in order to distinguish 

the invention as claimed from the prior art cited under the provisions of section 301 of 35 USC 132,133. 
this title, or in response to a decision adverse to the patentability of a claim of a patent. 

No proposed amended or new claim enlarging the scope of a claim of the patent will be 

permitted in a reexamination proceeding under this chapter. All reexamination proceedings 

under this section, including any appeal to the Board of Appeals, will be conducted with 

special dispatch within the Office. 


“§ 306. Appeal 
35 USC 306. 
“The patent owner involved in a reexamination proceeding under this chapter may appeal 
under the provisions of section 134 of this title, and may seek court review under the 
provisions of sections 141 to 145 of this title, with respect to any decision adverse to the 35 USC 134. 
patentability of any original or proposed amended or new claim of the patent. 35 USC141-145. 


“§ 307. Certificate of patentability, unpatentability, and claim cancellation 
35 USC 307. 

“(a) In a reexamination proceeding under this chapter, when the time for appeal has 
expired or any appeal proceeding has terminated, the Commissioner will issue and publish 
a certificate canceling any claim of the patent finally determined to be unpatentable, 
confirming any claim of the patent determined to be patentable, and incorporating in the 
patent any proposed amended or new claim determined to be patentable. 

“(b) Any proposed amended or new claim determined to be patentable and incorporated 
into a patent following a reexamination proceeding will have the same effect as that specified 
in section 252 of this title for reissued patents on the right of any person who made, 35 USC 252. 
purchased, or used anything patented by such proposed amended or new claim, or who 
made substantial preparation for the same, prior to issuance of a certificate under the 
provisions of subsection (a) of this section.”’ 
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35 USC 42 


Refund.Notice. 
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SEC. 2. Section 41 of title 35, United States Code, is amended to read as follows: 
“ § 41. Patent fees 


“(a) The Commissioner of Patents will establish fees for the processing of an application 
for a patent, from filing through disposition by issuance or abandonment, for maintaining a 
patent in force, and for providing all other services and materials related to patents. No fee 
will be established for maintaining a design patent in force. 

“(b) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment of this Act, fees for the actual processing of an application for a patent, other than 
for a design patent, from filing through dispostion by issuance or abandonment, will recover 
in aggregate 25 per centum of the estimated average cost to the Office of such processing. 
By the first day of the first fiscal year beginning on or after one calendar year after enactment, 
fees for the processing of an application for a design patent, from filing through disposition 
by issuance or abandonment, will recover in aggregate 50 per centum of the estimated average 
cost to the Office of such processing. 

“(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for 
maintaining patents in force will recover 25 per centum of the estimated cost to the Office, 
for the year in which such maintenance fees are received, of the actual processing all applications 
for patents, other than for design patents, from filing through disposition by issuance or 
abandonment. Fees for maintaining a patent in force will be due three years and six months, 
seven years and six months, and eleven years and six months after the grant of the patent. 
Unless payment of the applicable maintenance fee is received in the Patent and Trademark 
Office on or before the date the fee is due or within a grace period of six months thereafter, 
the patent will expire as of the end of such grace period. The Commissioner may require the 
payment of a surcharge as a condition of accepting within such six-month grace period the 
late payment of an applicable maintenance fee. 

“(d) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment, fees for all other services or materials related to patents will recover the estimated 
average cost to the Office of performing the service or furnishing the material. The yearly 
fee for providing a library specified in section 13 of this title with uncertified printed 
copies of the specifications and drawings for all patents issued in that year will be 
$50. 

“(e) The Commissioner may waive the payment of any fee for any service or material related 
to patents in connection with an occasional or incidental request made by a department or 
agency of the Government, or any officer thereof. The Commissioner may provide any applicant 
issued a notice under section 132 of this title with a copy of the specifications and drawings 
for all patents referred to in that notice without charge. 


“(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery specified in 
this section; however, no patent application processing fee or fee for maintaining a patent in force 
will be adjusted more than once every three years. 

“(g) No fee established by the Commissioner under this section will take effect prior to sixty 
days following notice in the Federal Register.’’ 

SEC. 3. Section 42 of title 35, United States Code, is amended to read as follows: 


“§ 42. Patent and Trademark Office funding 


“(a) All fees for services performed by or materials furnished by the Patent and Trademark 
Office will be payable to the Commissioner. 

“(b) All fees paid to the Commissioner and all appropriations for defraying the costs of the 
activities of the Patent and Trademark Office will be credited to the Patent and Trademark Office 
Appropriation Account in the Treasury of the United States, the provisions of section 72Se of title 
31, United States Code, notwithstanding. 

“(c) Revenues from fees will be available to the Commissioner of Patents to carry out, to the 
extent provided for in appropriation Acts, the activities of the Patent and Trademark Office. 

“(d) The Commissioner may refund any fee paid by mistake or any amount paid in excess of 
that required.”’ 

SEC. 4. Section 154 of title 35, United States Code, is amended by deleting the word “issue’’. 

SEC. 5. Section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), is amended 
to read as follows: 


“§ 31. Fees 


“(a) The Commissioner of Patents will establish fees for the filing and processing of an 
application for the registration of a trademark or other mark and for all other services performed 
by and materials furnished by the Patent and Trademark Office related to trademarks and other 
marks. Fees will be set and adjusted by the Commissioner to recover in aggregate 50 per centum 
of the estimated average cost to the Office of such processing. Fees for all other services or 
materials related to trademarks and other marks will recover the estimated average cost to the 
Office of performing the service or furnishing the material. However, no fee for the filing or 
processing of an application for the registration of a trademark or other mark or for the renewal 
or assignment of a trademark or other mark will be adjusted more than once every three years. 
No fee established under this section will take effect prior to sixty days following notice in the 
Federal Register. 

“(b) The Commissioner may waive the payment of any fee for any service or material related 
to trademarks or other marks in connection with any occasional request made by a department 
or agency of the Government, or any officer thereof. The Indian Arts and Crafts Board will not 
be charged any fee to register Government trademarks of genuineness and quality for Indian 
products or for products of particular Indian tribes and groups.”” 
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35 USC 201. 
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SEC. 6. (a) Title 35 of the United States Code, entitled “Patents”, is amended by adding after 
chapter 37 the following new chapter 38: 


“CHAPTER 38-PATENT RIGHTS IN INVENTIONS MADE 
Mo WITH FEDERAL ASSISTANCE 
“200. Policy and objective. 
“201. Definitions. 
“202. Disposition of rights. 
“203. March-in rights. 
“204. Preference for United States industry. 
“205. Confidentiality. 
“206. Uniform clauses and regulations. 
“207. Domestic and foreign protection of federally owned inventions. 
“208. Regulations governing Federal licensing. 
“209. Restrictions on licensing of federally owned inventions. 
“210. Precedence of chapter. 
“211. Relationship to antitrust laws. 


“§ 200. Policy and objective. 


“It is the policy and objective of the Congress to use the patent system to promote the utilization 
of inventions arising from federally supported research or development; to encourage maximum 
participation of small business firms in federally supported research and development efforts; to 
promote collaboration between commercial concerns and nonprofit organizations, including univer- 
sities; to ensure that inventions made by nonprofit organizations and small business firms are used 
in a manner to promote free competition and enterprise; to promote the commercialization and public 
availability of inventions made in the United States by United States industry and labor; to ensure that 
the Government obtains sufficient rights in federally supported inventions to meet the needs of the 
Government and protect the public against nonuse or unreasonable use of inventions; and to 
minimize the costs of administering policies in this area. 


“§ 201. Definitions 


“As used in this chapter— 
“(a) The term “Federal agency’ means any executive agency as defined in section 105 of title 
5, United States Code, and the military departments as defined by section 102 of title 5, United 


States Code. 

“(b) The term “funding agreement’ means any contract, grant, or cooperative agreement entered 
into between any Federal agency, other than the Tennessee Valley Authority, and any contractor 
for the performance of experimental, developmental, or research work funded in whole or 
in part by the Federal Government. Such term includes any assignment, substitution of parties, 
or subcontract of any type entered into for the performance of experimental, developmental, 
or research work under a funding agreement as herein defined. 

“(c) The term ‘contractor’ means any person, small business firm, or nonprofit organization 
that is a party to a funding agreement. 

“(d) The term ‘invention’ means any invention or discovery which is or may be patentable 
or otherwise protectable under this title. 

“(e) The term “subject invention’ means any invention of the contractor conceived or first 
actually reduced to practice in the performance of work under a funding agreement. 

“(f) The term “practical application’ means to manufacture in the case of a composition or 
product, to practice in the case of a process or method, or to operate in the case of a machine 
or system; and, in each case, under such conditions as to establish that the invention is being 
utilized and that its benefits are to the extent permitted by law or Government regulations 
available to the public on reasonable terms. 

“(g) The term ‘made’ when used in relation to any invention means the conception or first 
actual reduction to practice of such invention. 

“(h) The term “small business firm’ means a small business concern as defined at section 
2 of Public Law 85-536 (15 U.S.C 632) and implementing regulations of the Administrator 
of the Small Business Administration. 

“(i) The term “nonprofit organization’ means universities and other institutions of higher 
education or an organization of the type described in section 501(c)(3) of the Internal Revenue 
Code of 1954 (26 U.S.C. 501¢c)) and exempt from taxation under section 501(a) of the Internal 
Revenue Code (26 U.S.C. 501(a)) or any nonprofit scientific or educational organization 
qualified under a State nonprofit organization statute. 


“§ 202. Disposition of rights 


“(a) Each nonprofit organization or small business firm may, within a reasonable time after 
disclosure as required by paragraph (c)(1) of this section, elect to retain title to any subject invention: 
Provided, however, That a funding agreement may provide otherwise (i) when the funding agreement 
is for the operation of Government-owned research or production facility, (ii) in exceptional 
circumstances when it is determined by the agency that restriction or elimination of the right to 
retain title to any subject invention will better promote the policy and objectives of this chapter 
or (iii) when it is determined by a Government authority which is authorized by statute or Executive 
order to conduct foreign intelligence or counterintelligence activities that the restriction or elimi- 
nation of the right to retain title to any subject invention is necessary to protect the security of 
such activities. The rights of the nonprofit organization or small business firm shall be subject 
to the provisions of paragraph (c) of this section and the other provisions of this chapter. 
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“(b)(1) Any determination under (ii) of paragraph (a) of this section shall be in writing and 
accompanied by a written statement of facts justifying the determination. A copy of each such 
determination and justification shall be sent to the Comptroller General of the United States within 
thirty days after the award of the applicable funding agreement. In the case of determinations 
applicable to funding agreements with small business firms copies shall also be sent to the Chief 
Counsel for Advocacy of the Small Business Administration. 

“(2) If the Comptroller General believes that any pattern of determinations by a Federal agency 
is contrary to the policy and objectives of this chapter or that an agency’s policies or practices 
are otherwise not in conformance with this chapter, the Comptroller General shall so advise the 
head of the agency. The head of the agency shall advise the Comptroller General in writing within 
one hundred and twenty days of what action, if any, the agency has taken or plans to take with 
respect to the matters raised by the Comptroller General. 

“(3) At least once each year, the Comptroller General shall transmit a report to the Committees 
on the Judiciary of the Senate and House of Representatives on the manner in which this chapter 
is being implemented by the agencies and on such other aspects of Government patent policies 
and practices with respect to federally funded inventions as the Comptroller General believes 
appropriate. 

“(c) Each funding agreement with a small business firm or nonprofit organization shall contain 
appropriate provisions to effectuate the following: 


“(1) A requirement that the contractor disclose each subject invention to the Federal agency 
within a reasonable time after it is made and that the Federal Government may receive title 
to any subject invention not reported to it within such time. 

“(2) A requirement that the contractor make an election to retain title to any subject invention 
within a reasonable time after disclosure and that the Federal Government may receive title 
to any subject invention in which the contractor does not elect to retain rights or fails to elect 
rights within such time. 

“(3) A requirement that a contractor electing rights file patent applications within reasonable 
times and that the Federal Government may receive title to any subject inventions in the United 
States or other countries in which the contractor has not filed patent applications on the subject 
invention within such times 

“(4) With respect to any invention in which the contractor eiects rights, the Federal agency 
shall have a nonexclusive, nontransferable, irrevocable, paid-up license to practice or have 
practiced for or on behalf of the United States any subject invention throughout the world, 
and may, if provided in the funding agreement, have additional rights to sublicense any foreign 
government or international organization pursuant to any existing or future treaty or agreement. 

“(5) The right of the Federal agency to require periodic reporting on the utilization or efforts 
at obtaining utilization that are being made by the contractor or his licensees or assignees: 
Provided, That any such information may be treated by the Federal agency as commercial and 
financial information obtained from a person and privileged and confidential and not subject 
to disclosure under section 552 of title 5 of the United States Code. 

“(6) An obligation on the part of the contractor, in the event a United States patent application 
is filed by or on its behalf or by any assignee of the contractor, to include within the specification 
of such application and any patent issuing thereon, a statement specifying that the invention 
was made with Government support and that the Government has certain rights in the invention. 

“(7) In the case of a nonprofit organization, (A) a prohibition upon the assignment of rights 
to a subject invention in the United States without the approval of the Federal agency, except 
where such assignment is made to an organization which has as one of its primary functions 
the management of inventions and which is not, itself, engaged in or does not hold a substantial 
interest in other organizations engaged in the manufacture or sale of products or the use of 
processes that might utilize the invention or be in competition with embodiments of the invention 
(provided that such assignee shall be subject to the same provisions as the contractor); (B) 
a prohibition against the granting of exclusive licenses under United States Patents or Patent 
Applications in a subject invention by the contractor to persons other than small business firms 
for a period in excess of the earlier of five years from first commercial sale or use of the invention 
or eight years from the date of the exclusive license excepting that time before regulatory 
agencies necessary to obtain premarket clearance unless, on a case-by-case basis, the Federal 
agency approves a longer exclusive license. If exclusive field of use licenses are granted, 
commercial sale or use in one field of use shall not be deemed commercial sale or use as to 
other fields of use, and a first commercial sale or use with respect to a product of the invention 
shall not be deemed to end the exclusive period to different subsequent products covered by 
the invention; (C) a requirement that the contractor share royalties with the inventor; and (D) 
a requirement that the balance of any royalties or income earned by the contractor with respect 
to subject inventions, after payment of expenses (including payments to inventors) incidental 
to the administration of subject inventions, be utilized for the support of scientific research 
or education. 

“(8) The requirements of sections 203 and 204 of this chapter. 

“(d) If a contractor does not elect to retain title to a subject invention in cases subject to this 
section, the Federal agency may consider and after consultation with the contractor grant requests 
for retention of rights by the inventor subject to the provisions of this Act and regulations promulgated 
hereunder. 

“(e) In any case when a Federal employee is a coinventor of any invention made under a funding 
agreement with a nonprofit organization or small business firm, the Federal agency employing such 
coinventor is authorized to transfer or assign whatever rights it may acquire in the subject invention 
from its employee to the contractor subject to the conditions set forth in this chapter. 

“(f) (1) No funding agreement with a small business firm or nonprofit organization shall contain 
a provision allowing a Federal agency to require the licensing to third parties of inventions owned 
by the contractor that are not subject inventions unless such provision has been approved by the 
head of the agency and a written justification has been signed by the head of the agency. Any 
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such provision shall clearly state whether the licensing may be required in connection with the 
practice of a subject invention, a specifically identified work object, or both. The head of the agency 
may not delegate the authority to approve provisions or sign justifications required by this paragraph. 

“(2) A Federal agency shall not require the licensing of third parties under any such provision 
unless the head of the agency determines that the use of the invention by others is necessary for 
the practice of a subject invention or for the use of a work object of the funding agreement and 
that such action is necessary to achieve the practical application of the subject invention or work 
object. Any such determination shall be on the record after an opportunity for an agency hearing. 
Any action commenced for judicial review of such determination shall be brought within sixty 
days after notification of such determination. 


“§ 203. March-in rights 


“With respect to any subject invention in which a small business firm or nonprofit organization 
has acquired title under this chapter, the Federal agency under whose funding agreement the subject 
invention was made shall have the right, in accordance with such procedures as are provided in 
regulations promulgated hereunder to require the contractor, an assignee or exclusive licensee of 
a subject invention to grant a nonexclusive, partially exclusive, or exclusive license in any field 
of use to a responsible applicant or applicants, upon terms that are reasonable under the circum- 
stances, and if the contractor, assignee, or exclusive licensee refuses such request, to grant such 
a license itself, if the Federal agency determines that such— 

“(a) action is necessary because the contractor or assignee has not taken, or is not expected 
to take within a reasonable time, effective steps to achieve practical application of the subject 
invention in such field of use; 

“(b) action is necessary to alleviate health or safety needs which are not reasonably satisfied 
by the contractor, assignee, or their licensees; 

“(c) action is necessary to meet requirements for public use specified by Federal regulations 
and such requirements are not reasonably satisfied by the contractor, assignee, or licensees; 
or 

“(d) action is necessary because the agreement required by section 204 has not been obtained 
or waived or because a licensee of the exclusive right to use or sell any subject invention in 
the United States is in breach of its agreement obtained pursuant to section 204. 


“§ 204. Preference for United States industry 


“Notwithstanding any other provision of this chapter, no small business firm or nonprofit 
organization which receives title to any subject invention and no assignee of any such small business 
firm or nonprofit organization shall grant to any person the exclusive right to use or sell any subject 
invention in the United States unless such person agrees that any products embodying the subject 
invention or produced through the use of the subject invention will be manufactured substantially 
in the United States. However, in individual cases, the requirement for such an agreement may 
be waived by the Federal agency under whose funding agreement the invention was made upon 
a showing by the small business firm, nonprofit organization, or assignee that reasonable but 
unsuccessful efforts have been made to grant licenses on similar terms to potential licensees that 
would be likely to manufacture substantially in the United States or that under the circumstances 
domestic manufacture is not commercially feasible. 


“§ 205. Confidentiality 


“Federal agencies are authorized to withhold from disclosure to the public information disclosing 
any invention in which the Federal Government owns or may own a right, title, or interest (including 
anonexclusive license) for a reasonable time in order for a patent application to be filed. Furthermore, 
Federal agencies shall not be required to release copiés of any document which is part of an 
application for patent filed with the United States Patent and Trademark Office or with any foreign 
patent office. 


“§ 206. Uniform clauses and regulations 


“The Office of Federal Procurement Policy, after receiving recommendations of the Office of 
Science and Technology Policy, may issue regulations which may be made applicable to Federal 
agencies implementing the provisions of sections 202 through 204 of this chapter and the Office 
of Federal Procurement Policy shall establish standard funding agreement provisions required under 
this chapter. 


“§ 207. Domestic and foreign protection of federally owned inventions 


“Each Federal agency is authorized to— 

“(1) apply for, obtain, and maintain patents or other forms of protection in the United States 
and in foreign countries on inventions in which the Federal Government owns a right, title, or interest; 

“(2) grant nonexclusive, exclusive, or partially exclusive licenses under federally owned patent 
applications, patents, or other forms of protection obtained, royalty-free or for royalties or other 
consideration, and on such terms and conditions, including the grant to the licensee of the right 
of enforcement pursuant to the provisions of chapter 29 of this title as determined appropriate in 
the public interest; 

“(3) undertake all other suitable and necessary steps to protect and administer rights to federally 
owned inventions on behalf of the Federal Government either directly or through contract; and 

“(4) transfer custody and administration, in whole or in part, to another Federal agency, of the 
right, title, or interest in any federally owned invention. 
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“§ 208. Regulations governing Federal licensing 


“The Administrator of General Services is authorized to promulgate regulations specifying the 
terms and conditions upon which any federally owned invention, other than inventions owned by 
the Tennessee Valley Authority, may be licensed on a nonexclusive, partially exclusive, or exclusive 
basis. 


“§ 209. Restrictions on licensing of federally owned inventions 


“(a) No Federal agency shall grant any license under a patent or patent application on a federally 
owned invention unless the person requesting the license has supplied the agency with a plan for 
development and/or marketing of the invention, except that any such plan may be treated by the 
Federal agency as commercial and financial information obtained from a person and privileged 
and confidential and not subject to disclosure under section 552 of title 5 of the United States Code. 

“(b) A Federal agency shall normally grant the right to use or sell any federally owned invention 
in the United States only to a licensee that agrees that any products embodying the invention or 
produced through the use of the invention will be manufactured substantially in the United States. 

“(c)(1) Each Federal agency may grant exclusive or partially exclusive licenses in any invention 
covered by a federally owned domestic patent or patent application only if, after public notice and 
opportunity for filing written objections, it is determined that— 

“(A) the interests of the Federal Government and the public will best be served by the proposed 
license, in view of the applicant’s intentions, plans, and ability to bring the invention to practical 
application or otherwise promote the invention’s utilization by the public; 

“(B) the desired practical application has not been achieved, or is not likely expeditiously to 
be achieved, under any nonexclusive license which has been granted, or which may be granted, 
on the invention, 

“(C) exclusive or partially exclusive licensing is a reasonable and necessary incentive to call 
forth the investment of risk capital and expenditures to bring the invention to practical application 
or otherwise promote the invention’s utilization by the public; and 

“(D) the proposed terms and scope of exclusivity are not greater than reasonably necessary to 
provide the incentive for bringing the invention to practical application or otherwise promote the 
invention’s utilization by the public. 

“(2) A Federal agency shall not grant such exclusive or partially exclusive license under paragraph 
(1) of this subsection if it determines that the grant of such license will tend substantially to lessen 
competition or result in undue concentration in any section of the country in any line of commerce 
to which the technology to be licensed relates, or to create or maintain other situations inconsistent 
with the antitrust laws. 

“(3) First preference in the exclusive or partially exclusive licensing of federally owned inventions 
shall go to small business firms submitting plans that are determined by the agency to be within 
the capabilities of the firms and equally likely, if executed, to bring the invention to practical 
application as any plans submitted by applicants that are not small business firms. 

“(d) After consideration of whether the interests of the Federal Government or United States 
industry in foreign commerce will be enhanced, any Federal agency may grant exclusive or partially 
exclusive licenses in any invention covered by a foreign patent application or patent, after public 
notice and opportunity for filing written objections, except that a Federal agency shall not grant 
such exclusive or partially exclusive license if it determines that the grant of such license will tend 
substantially to lessen competition or result in undue concentration in any section of the United 
States in any line of commerce to which the technology to be licensed relates, or to create or maintain 
other situations inconsistent with antitrust laws. 

“(e) The Federal agency shall maintain a record of determinations to grant exclusive or partially 
exclusive licenses. 

“(f) Any grant of a license shall contain such terms and conditions as the Federal agency 
determines appropriate for the protection of the interests of the Federal Government and the public, 
including provisions for the following: 

“(1) periodic reporting on the utilization or efforts at obtaining utilization that are being made 
by the licensee with particular reference to the plan submitted: Provided, That any such 
information may be treated by the Federal agency as commercial and financial information 
obtained from a person and privileged and confidential and not subject to disclosure under 
section 552 of title 5 of the United States Code; 

“(2) the right of the Federal agency to terminate such license in whole or in part if it determines 
that the licensee is not executing the plan submitted with its request for a license and the licensee 
cannot otherwise demonstrate to the satisfaction of the Federal agency that it has taken or can 
be expected to take within a reasonable time, effective steps to achieve practical application 
of the invention; 

“(3) the right of the Federal agency to terminate such license in whole or in part if the licensee 
is in breach of an agreement obtained pursuant to paragraph (b) of this section; and 

“(4) the right of the Federal agency to terminate the license in whole or in part if the agency 
determines that such action is necessary to meet requirements for public use specified by Federal 
regulations issued after the date of the license and such requirements are not reasonably satisfied 
by the licensee. 


“§ 210. Precedence of chapter 


“(a) This chapter shall take precedence over any other Act which would require a disposition 
of rights in subject inventions of small business firms or nonprofit organizations contractors in 
a manner that is inconsistent with this chapter, including but not necessarily limited to the following: 

“(1) section 10(a) of the Act of June 29, 1935, as added by title I of the Act of Aug. 14, 1946 
(7 U.S.C. 427i(a); 60 Stat. 1085); 

“(2) section 205(a) of the Act of Aug. 14, 1946 (7 U.S.C. 1624(a); 60 Stat. 1090); 


35 USC 208. 


35 USC 209. 


Development or 
marketing plan 


Manufacture in 
U.S. 


Anti trust 
factors. 


Small business 
preference. 


Antitrust 
factors. 


Terms and conditions. 


35 USC 210 





JANUARY 7, 1992 U.S. PATENT AND TRADEMARK OFFICE 


‘ A nea 501(c) of the Federal Mine Safety and Health Act of 1977 (39 U.S.C. 951(c); 83 
tat. > 

“(4) section 106(c) of the National Traffic and Motor Vehicle Safety Act of 1966 (15 U.S.C. 
1395(c); 80 Stat. 721); 

“(5) section 12 of the National Science Foundation Act of 1950 (42 U.S.C. 1871(a); 82 Stat. 
360); 

“(6) section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 943); 

“(7) section 305 of the National Aeronautics and Space Act of 1958 (42 U.S.C. 2457); 

“(8) section 6 of the Coal Research Development Act of 196 

0 (30 U.S.C. 666; 74 Stat. 337); 

“(9) section 4 of the Helium Act Amendments of 1960 (50 U.S.C. 167b; 74 Stat. 920); 

“(10) section 32 of the Arms Control and Disarmament Act of 1961 (22 U.S.C. 2572; 75 Stat. 
634); 

“(11) subsection (e) of section 302 of the Appalachian Regional Development Act of 1965 (40 
U.S.C. App. 302(e); 79 Stat. 5); 

(12) section 9 of the Federal Nonnuclear Energy Research and Development Act of 1974 (42 
U.S.C. 5901); 88 Stat. 1878); 

“(13) section 5(d) of the Consumer Product Safety Act (15 U.S.C. 2054(d); 86 Stat. 1211); 

“(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58 Stat. 191); 

“(15) section 8001(c)(3) of the Solid Waste Disposal Act (42 U.S.C. 6981(c); 90 Stat. 2829); 

“(16) section 219 of the Foreign Assistance Act of 1961 (22 U.S.C. 2179; 83 Stat. 806); 

“(17) section 427(b) of the Federal Mine Health and Safety Act of 1977 (30 U.S.C. 937(b); 
86 Stat. 155); 

“(18) section 306(d) of the Surface Mining and Reclamation Act of 1977 (30 U.S.C. 1226(d); 
91 Stat. 455); 

“(19) section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15 U.S.C. 2218(d); 
88 Stat. 1548); 

“(20) section 6(b) of the Solar Photovoltaic Energy Research Development and Demonstration 
Act of 1978 (42 U.S.C. 5585(b); 92 Stat. 2516); 

“(21) section 12 of the Native Latex Commercialization and Economic Development Act of 
1978 (7 U.S.C. 178(j); 92 Stat. 2533); and 

“(22) section 408 of the Water Resources and Development Act of 1978 (42 U.S.C. 7879; 92 
Stat. 1360). 

The Act creating this chapter shall be construed to take precedence over any future Act unless 
that Act specifically cites this Act and provides that it shall take precedence over this Act. 

“(b) Nothing in this chapter is intended to alter the effect of the laws cited in paragraph (a) 
of this section or any other laws with respect to the disposition of rights in inventions made in 
the performance of funding agreements with persons other than nonprofit organizations or small 
business firms. 

“(c) Nothing in this chapter is intended to limit the authority of agencies to agree to the disposition 
of rights in inventions made in the performance of work under funding agreements with persons 
other than nonprofit organizations or small business firms in accordance with the Statement of 
Government Patent Policy issued on Aug. 23, 1971 (36 Fed. Reg. 16887), agency regulations, or 
other applicable regulations or to otherwise limit the authority of agencies to allow such persons 
to retain ownership of inventions. Any disposition of rights in inventions made in accordance with 
the Statement or implementing regulations, including any disposition occurring before enactment 
of this section, are hereby authorized. 

“(d) Nothing in this chapter shall be construed to require the disclosure of intelligence sources 
or methods or to otherwise affect the authority granted to the Director of Central Intelligence by 
statute or Executive order for the protection of intelligence sources or methods. 


“§ 211. Relationship to antitrust laws 


“Nothing in this chapter shall be deemed to convey to any person immunity from civil or criminal 
liability, or to create any defenses to actions, under any antitrust law.” 

(b) The table of chapters for title 35, United States Code, is amended by adding immediately 
after the item relating to chapter 37 the following: 


“38. Patent rights in inventions made with Federal assistance.” 

SEC. 7. AMENDMENTS TO OTHER ACTS.—The following Acts are amended as follows: 

(a) Section 156 of the Atomic Energy Act of 1954 (42 U.S.C. 2186; 68 Stat. 947) is amended 
by deleting the words “held by the Commission or”. 

(b) The National Aeronautics and Space Act of 1958 is amended by repealing paragraph (g) 
of section 305 (42 U.S.C. 2457(g); 72 Stat. 436). 

(c) The Federal Nonnuclear Energy Research and Development Act of 1974 is amended by 
repealing paragraphs (g), (h), and (i) of section 9 (42 U.S.C. 5908 (g), (h), and (i); 88 Stat. 1889- 
1891). 

SEC. 8. (a) Sections 2, 4, and 5 of this Act will take effect upon enactment. 

(b) Section 1 of this Act will take effect on the first day of the seventh month beginning after 
its enactment and will apply to patents in force as of that date or issued thereafter. 

(c) Section 3 of this Act will take effect on the first day of the first fiscal year beginning on 
or after one calendar year after enactment. However, until section 3 takes effect, the Commissioner 
may credit the Patent and Trademark Office appropriation account in the Treasury of the United 
States with the revenues from collected reexamination fees, which will be available to pay the costs 
to the Office of reexamination proceedings. 

(d) Any fee in effect as of the date of enactment of this Act will remain in effect until a 
corresponding fee established under section 41 of title 35, United States Code, or section 1113 
of title 15, United States Code, takes effect. 

(e) Fees for maintaining a patent in force will not be applicable to patents applied for prior to 
the date of enactment of this Act. 
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(f) Sections 6 and 7 of this Act will take effect on the first day of the seventh month beginning 
after its enactment. Implementing regulations may be issued earlier. 

(g) Sections 8 and 9 will take effect on the date of enactment of this Act. 

SEC. 9. The Commissioner of Patents and Trademarks shall report to Congress, within two years 
after the effective date of this Act, a plan to identify, and if necessary develop or have developed, 
computerized data and retrieval systems equivalent to the latest state of the art which can be applied 
to all aspects of the operation of the Patent and Trademark Office, and particularly to the patent 
search file, the patent classification system, and the trademark search file. The report shall specify 
the cost of implementing the plan, how rapidly the plan can be implemented by the Patent and 
Trademark Office, without regard to funding which is or which may be available for this purpose 
in the future. 

SEC. 10. (a) Section 101 of title 17 of the United States Code is amended to add at the end 
thereof the following new language: 

“A ‘computer program’ is a set of statements or instructions to be used directly or indirectly 
in a computer in order to bring about a certain result.” 

(b) Section 117 of title 17 of the United States Code is amended to read as follows: 


“§ 117. Limitations on exclusive rights: Computer programs 


“Notwithstanding the provisions of section 106, it is not an infringement for the owner of a 
copy of a computer program to make or authorize the making of another copy or adaptation of 
that computer program provided: 

“(1) that such a new copy or adaptation is created as an essential step in the utilization of 
the computer program in conjunction with a machine and that it is used in no other manner, 
or 

“(2) that such new copy or adaptation is for archival purposes only and that all archival 
copies are destroyed in the event that continued possession of the computer program should 
cease to be rightful. 

“Any exact copies prepared in accordance with the provisions of this section may be leased, 
sold, or otherwise transferred, along with the copy from which such copies were prepared, only 
as part of the lease, sale, or other transfer of all rights in the program. Adaptations so prepared 
may be transferred only with the authorization of the copyright owner.” 

Approved Dec. 12, 1980. 
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Public Law 97-247 
97th Congress 
An Act 


To authorize appropriations to the Patent and Trademark Office in the 
Department of Commerce, and for other purposes. 

Be it enacted by the Senate and House of Representatives of the United States of America in 
Congress assembled. That there is authorized to be appropriated for the payment of salaries and 
necessary expenses of the Patent and Trademark Office to become available for fiscal year 1983, 
$76,000,000, and in fiscal years 1984 and 1985 such sums as may be necessary as well as such 
additional or supplemental amounts as may be necessary, for increases in salary, pay, retirement, 
or other employee benefits authorized by law. Funds available under this section shall be used 
to reduce by 50 per centum the payment of fees under section 41 (a) and (b) of title 35, United 
States Code, by independent inventors and nonprofit organizations as defined in regulations 
established by the Commissioner of Patents and Trademarks, and by small business concerns as 
defined in section 3 of the Small Business Act and by regulations established by the Small Business 
Administration. When so specified and the the extent provided in an appropriation Act, any amount 
appropriated pursuant to this section and, in addition, such fees as shall be collected pursuant to 
title 35, United States Code, and the Trademark Act of 1946, as amended (15 U.S.C. 1051 et seq.), 
may remain available without fiscal year limitation. 

SEC. 2. Notwithstanding any other provision of law, there is authorized to be appropriated for 
the payment of salaries and expenses of the Patent and Trademark Office, $121,461,000 for the 
fiscal year ending September 30, 1982, and such additional or supplemental amounts as may be 
necessary for increases in salary, pay, retirement, or other employee benefits authorized by law. 

SEC. 3. (a) Section 41(a) of title 35, United States Code, is amended to read as follows: 

“(a) The Commissioner shall charge the following fees: 

“1. On filing each application for an original patent, except in design or plant cases, $300; in 
addition, on filing or on presentation at any other time, $30 for each claim in independent form 
which is in excess of three, $10 for each claim (whether independent or dependent) which is in 
excess of twenty, and $100 for each application containing a multiple dependent claim. For the 
purpose of computing fees, a multiple dependent claim as referred to in section 112 of this title 
or any claim depending therefrom shall be considered as separate dependent claims in accordance 
with the number of claims to which reference is made. Errors in payment of the additional fees 
may be rectified in accordance with regulations of the Commissioner. 

“2. For issuing each original or reissue patent, except in design or plant cases, $500. 

“3. In design and plant cases: 

“a. On filing each design application, $125. 
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“b. On filing each plant application, $200. 
“c. On issuing each design patent, $175. 
“d. On issuing each plant patent, $250. 

“4. On filing each application for the reissue of a patent, $300; in addition, on filing or on 
presentation at any other time, $30. for each claim in independent form which is in excess of the 
number of independent claims of the original patent, and $10 for each claim (whether independent 
or dependent) which is in excess of twenty and also in excess of the number of claims of the original 
patent. Errors in payment of the additional fees may be rectified in accordance with regulations 
of the Commissioner. 

“5. On filing each disclaimer, $50. 

“6. On filing an appeal from the examiner to the Board of Appeals, $115; in addition, on filing 
: — int support of the appeal, $115, and on requesting an oral hearing before the Board of Appeals, 

“7. On filing each petition for the revival of an unintentionally abondoned application for a 
patent or for the unintentionally delayed payment of the fee for issuing each patent, $500, unless 
the petition is filed under sections 133 or 151 of this title, in which case the fee shall be $50. 

“8. For petitions for one-month extensions of time to take actions required by the Commissioner 
in an application: 

“a. On filing a first petition, $50. 
“b. On filing a second petition, $100. 
“c. On filing a third or subsequent petition, $200.”. 

(b) Section 41(b) of title 35, United States Code, is amended to read as follows: 

“(b) The Commissioner shall charge the following fees for maintaining a patent in force: 

“1. Three years and six months after grant, $400. 

“2. Seven years and six months after grant, $800. 

“3. Eleven years and six months after grant, $1,200. 

Unless payment of the applicable maintenance fee is received in the Patent and Trademark Office 
on or before the date the fee is due or within a grace period of six months thereafter, the patent 
will expire as of the end of such grace period. The Commissioner may require the payment of 
a surcharge as a condition of accepting within such six-month grace period the late payment of 
an application maintenance fee. No fee will be established for maintaining a design or plant patent 
in force.” 

(c) Section 41(c) of title 35, United States Code, is amended to read as follows: 

“(c)(1) The Commissioner may accept the payment of any maintenance fee required by subsection 
(b) of this section after the six-month grace period if the delay is shown to the satisfaction of the 
Commissioner to have been unavoidable. The Commissioner may require the payment of a surcharge 
as a condition of accepting payment of any maintenance fee after the six-month grace period. If 
the Commissioner accepts payment of a maintenance fee after the six-month grace period, the patent 
shall be considered as not having expired at the end of the grace period. 

“(2) No patent, the term of which has been maintained as a result of the acceptance of a payment 
of a maintenance fee under this subsection, shall abridge or affect the right of any person or his 
successors in business who made, purchased or used after the six-month grace period but prior 
to the acceptance of a maintenance fee under this subsection anything protected by the patent, to 
continue the use of, or to sell to others to be used or sold, the specific thing so made, purchased, 
or used. The court before which such matter is in question may provide for the continued manufacture, 
use or sale of the made, purchased, or used as specified, or for the manufacture, use or sale of 
which substantial preparation was made after the six-month grace period but before the acceptance 
of a maintenance fee under this subsection, and it may also provide for the continued practice of 
any process, practiced, or for the practice of which substantial preparation was made, after the six- 
month grace period but prior to the acceptance of a maintenance fee under this subsection, to the 
extent and under such terms as the court deems equitable for the protection of investments made 
or business commenced after the six-month grace period but before the acceptance of a maintenance 
fee under the subsection.” 

(d) Section 41(d) of title 35, United States Code, is amended to read as follows: 

“(d) The Commissioner will establish fees for all other processing, services, or materials related 
to patents not specified above to recover the estimated average cost to the Office of such processing, 
services, or materials. The yearly fee for providing a library specified in section 113 of this title 
with uncertified printed copies of the specifications and drawings for all patents issued in that year 
will be $50.”’ 

(e) Section 41(f) of title 35, United States Code, is amended to read as follows: 

“(f) The fees established in subsections (a) and (b) of this section may be adjusted by the 
Commissioner on October 1, 1985, and every third year thereafter, to reflect any fluctuations occuring 
during the previous three years in the Consumer Price Index, as determined by the Secretary of 
Labor. Changes of less than 1 per centum may be ignored,”. 

(f) Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), 
is amended by deleting “Fees will be set and adjusted by the Commissioner to recover the aggregate 
50 per centum of the estimated average cost to the Office of such processing. Fees for all other 
services or materials related to trademarks and other marks will recover the estimated average cost 
to the Office of performing the service or funished the material.”. 

(g) Section 42(c) of the title 35, United States Code, is amended by adding the following sentence 
at the end thereof: “Fees available to the Commissioner under section 31 of the Trademark Act 
of 1946, as amended (15 U.S.C. 1113), shall be used exclusively for the processing of trademark 
registrations and for other services and materials related to trademarks.”. 

SEC. 4. Section 3(a) of title 35, United States Code is amended (1) by deleting the phrase “not 
more than fifteen”; and (2) by inserting the phrase “appointed under section 7 of this title” 
immediately after the phrase “examiners-in-chief”. 

SEC. 5. Section 111 of title 35, United States Code, is amended to read as follows: 

“SEC. 111. Application for patent shall be made, or authorized to be made, by the inventor, 
except as otherwise provided in this title, in writing to the Commissioner. Such application shall 
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include (1) a specification as prescribed by section 112 of this title; (2) a drawing as prescribed 
by section 113 of this title; and (3) an oath by the applicant as prescribed by section 115 of this 
title. The application must be accompanied by the fee required by law. The fee and oath may be 
submitted after the specification and any required drawing are submitted, within such period and 
under such conditions, including the payment of a surcharge, as may be prescribed by the Com- 
missioner. Upon failure to submit the fee and oath within such prescribed period, the application 
shall be regarded as abandoned, unless it is shown to the satisfaction of the Commissioner that 
the delay in submitting the fee and oath was unavoidable. The filing date of an application shall 
be the date on which the specification and any required drawing are received in the Patent and 
Trademark Office.”. 

SEC. (a) Section 116 of title 35, United States Code, is amended (1) by deleting the phrase 
“Joint inventors” from the title and inserting in its place “Inventors”; and (2) in the third paragraph, 
by deleting the phrase “a person is joined in an application for patent as joint inventor through 
error, or a joint inventor is not included in an application through error” and inserting in its place 
the phrase “through error a person is named in an application for patent as the inventor, or through 
error an inventor is not named in an application”. 

(b) Section 256 of title 35, United States Code, is amended to read as follows: 


“§ 256. Correction of named inventor 


“Whenever through error a person is named in an issued patent as the inventor, or through error 
an inventor is not named in an issued patent and such error arose without any deceptive intention 
on his part, the Commissioner may, on application of all the parties and assignees, with proof of 
the facts and such other requirements as may be imposed, issue a certificate correcting such error. 

“The error of omitting inventors or naming persons who are not inventors shal! not invalidate 
the patent in which such error occurred if it can be corrected as provided in this section. The court 
before which such matter is called in question may order correction of the patent on notice and 
hearing of all parties concerned and the Commissioner shall issue a certificate accordingly.”. 

SEC. 7. Section 6 of the title 35, United States Code, is amended by deleting paragraph (d) 
thereof. 

SEC. 8. (a) Section 8(a) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(a)), is 
amended (a) by deleting the word “still”; and (2) by inserting the phrase “in commerce” immediately 
after the word “use”. 

(b) Section 8(b) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(b)), is amended 
(1) by deleting the word “stille”; and (2) by inserting the phrase “in commerce” immediately after 
the word “use”. 

SEC. 9. (a) Section 13 of the Trademark Act of 1946, as amended (15 U.S.C. 1063), is amended 
(1) by deleting the phrase “a verified” and inserting in its place the word “an”; (2) by adding the 
phrase “when requested prior to the expiration of an extension” immediately after the word “cause”; 
and (3) by deleting the fourth sentence. 

(b) Section 14 of the Trademark Act of 1946, as amended (15 U.S.C. 1064), is amended by 
deleting the word “verified”. 

SEC. 10. Section 15 of the Trademark Act of 1946, as amended (15 U.S.C. 1065), is amended 
by deleting the phrase “the publication” and inserting in its place the word “registration”. 

SEC. 11. The first sentence of section 16 of the Trademark Act of 1946, as amended (15 U.S.C. 
1066), is amended to read as follows: “Upon petition showing extraordinary circumstances, the 
Commissioner may declare that an interference exists when application is made for the registration 
of a mark which so resembles a mark previously registered by another, or for the registration of 
which another has previously made application, as to be likely when applied to the goods or when 
used in connection with the services of the applicant to cause confusion or mistake or to deceive.”. 

SEC. 12. Section 21 of title 35, United States Code, is amended— 

(1) by deleting the phrase “Day for taking action falling on Saturday, Sunday, or holiday” 
from the title and inserting in its place the phrase “Filing date and day for taking action”; 
(2) by inserting the following as subsection (a): 

“(a) The Commissioner may be rule prescribe that any paper or fee required to be filed in the 
Patent and Trademark Office will be considered filed in the Office on the date on which it was 
deposited with the United States Postal Service or would have been deposited with the United States 
Postal Service but for postal service interruptions or emergencies designated by the Commissioner.”; 

(3) by designating the existing paragraph as subsection (b); and 
(4) by inserting the word “federal” in subsection (b), as designated above, immediately after 
the word “a”. 

SEC. 13. Section 6(a) of title 35, United States Code, is amended (1) by deleting the word “and”, 
third occurrence, and inserting in its place a comma; (2) by inserting the phrase “, or excaanges 
of items or services” immediately after the word “programs”; and (3) by inserting the phrase “or 
the administration of the Patent and Trademark Office” immediately after the word “law”, second 
occurrence. 

SEC. 14. (a) Section 115 of title 35, United States Code, is amended by (1) deleting the phrase 
“shall be” and inserting in its place the word “is”; and (2) inserting the following immediately 
after the phrase “United States”, third occurrence: “, or apostille of an official designated by a foreign 
country which, by treaty or convention, accords like effect to apostilles of designated officials in 
the United States”. 

(b) Section 261 of title 35, United States Code, is amended, in the third paragraph, by inserting 
the following immediately after the phrase “United States”, third occurrence: “, or apostille of an 
official designated by a foreign country which, by treaty or convention, accords like effect to 
apostilles of designated officials in the United States” 

(c) Section 11 of the Trademark Act of 1946, as amended (15 U.S.C. 1061), is amended by 
(1) deleting the phrase “shall be”, first occurrence, and inserting in its place the word “is”; and 
(2) inserting the following immediately after the phrase “United States”, third occurrence: “, or 
apostille of an official designated by a foreign country which, by treaty or convention, accords 
like effect to apostilles of designated officials in the United States”. 
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SEC. 15. Section 13 of title 35, United States Code, is amended by deleting “(a)9” and inserting 
in its place “(d)”’. 

SEC. 16. Section 173 of title 35, United States Code, is amended to read as follows: “Patents 
for designs shall be granted for the term of fourteen years.” 

SEC. 17. (a) Sections 1, 2, 4, 7, and 13 through 15 of this Act shall take effect on the date 
of enactment of this Act. Sections 3 and 16 of this Act shall take effect on Oct. 1, 1982. The 
maintenance fees provided for in section 3(b) of this Act shall not apply to patents applied for 
prior to the date of enactment of this Act. Each patent applied for on or after the date of enactment Effective daates. 
of this Act shall be subject to the maintenance fees established pursuant to section 3(b) of this 
Act or to maintenance fees hereafter established by law, as to the amounts paid and the number 
and timing of the payments. 

(b)(1) Title 35, United States Code, is amended by inserting after section 293 the following 
new section of chapter 29: 


“§ 294. Voluntary arbitration oa 


“(a) A contract involving a patent or any right under a patent may contain a provision requiring 
arbitration of any dispute relating to patent validity or infringement arising under the contract. In 
the absence of such a provision, the parties to an existing patent validity or infringement dispute 
may agree in writing to settle such dispute by arbitration. Any such provision or agreement shall 
be valid, irrevocable, and enforceable, except for any grounds that exist at law or in equity for 
revocation of a contract. 

“(b) Arbitration of such disputes, awards by arbitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the extent such title is not inconsistent with this section. 
In any such arbitration proceeding, the defenses provided for under section 282 of this title shall 
be considered by the arbitrator if raised by any party to the proceeding. 

“(c) An award by an arbitrator shall be final and binding between the parties to the arbitration 
but shall have no force or effect on any other person. The parties to an arbitration may agree that 
in the event a patent which is the subject matter of an award is subsequently determined to be 
invalid or unenforceable in a judgment rendered by a court to competent jurisdiction from which 
no appeal can or has been taken, such award may be modified by any court of competent jurisdiction 
upon application by any party to the arbitration. Any such modification shall govern the rights 
and obligations between such parties from the date of such modification. 

“(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. There shall be a separate nctice prepared for each 
patent involved in such proceeding. Such notice shall set forth the names and addresses of the 
parties, the name of the inventor, and the name of the patent owner, shall designate the number 
of the patent, and shall contain a copy of the award. If an award is modified by a court, the party Notices. 
requesting such modification shall give notice of such modification to the Commissioner. The Modification. 
Commissioner shall, upon receipt of either notice, enter the same in the record of the prosecution 
of such patent. If the required notice is not filed with the Commissioner, any party to the proceeding 
may provide such notice to the Commissioner. 

“(e) The award shall be unenforceable until the notice required by subsection (d) is received 
by the Commissioner.” 

(2) The analysis for chapter 29 of title 35 of the United States Code is amended by adding at 
the end the following: 


Awards. 
9 USC 1 et seq. 
35 USC 282. 


Modification. 


“294. Voluntary arbitration.”. 
(c) Sections 5, 6, 8 through 12, and 17(b) of this Act shall take effect six months after enactment. 
Approved Aug. 27, 1982. 
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[Including cost estimate of the Congressional Budget Office] 

The Committee on the Judiciary, to whom was referred the bill (H.R. 6260) to authorize 
appropriations to the Patent and Trademark Office in the Department of Commerce, and for other 
purposes, having considered the same, report favorably thereon with an amendment and recommend 
that the bill as amended do pass. 

The amendment strikes out all after the enacting clause of the bill and inserts a new text which 
appears in italic type in the reported bill. 

PURPOSE OF THE BILL 

The purpose of H.R. 6260 is to authorize appropriations for the Patent and Trademark Office 
for fiscal years 1983 through 1985. 

STATEMENT 

The Subcommittee on Courts, Civil Liberties and the Administration of Justice previously held 
two days of hearings on the legislation, receiving testimony from a representative group of witnesses 
including the Commissioner of Patents and Trademarks, the American Bar Association Section 
of Patent, Trademark and Copyright Law, the American Patent Law Association, the Patent, 
Trademark and Copyright Section of the State Bar of Virginia, the United States Trademark 
Association and the General Patent Counsel of the General Electric Corporation. 

H.R. 6260 reflects the recommendation of the Administration with three modifications as follows. 
First, the Administration proposal authorized the Commissioner of Patents and Trademarks to 
establish fees administratively. The subcommittee approved an amendment to set forth specific 
fees in the statute and limited the Commissioner’s authority to raise fees. Second, the Administration 
recommended that user fees recover 100% of the costs of actual processing of patents and trademarks. 
The subcommittee amended the bill to reduce by 50% patent filing and maintenance fees for 
individual inventors, small businesses and not for profit institutions. The effect of the amendment 
is to increase by $8 million the authorized appropriation which would have been provided under 
the original Administration request. Third, the subcommittee adopted a recommendation of the 
Commissioner of Patents and Trademarks, the American Bar Association and a coalition of corporate 
patent counsel permitting arbitration of patent disputes. 

H.R. 6260 was considered by the Full Committee on the Judiciary on May 11, 1982 and was 
approved as reported by the subcommittee with an amendment offered by Mr. Frank described 
below. 

SYNOPSIS OF H.R. 6260 


SECTIONS 1—3 


Authorizes the Patent and Trademark Office for fiscal year 1983 at an appropriations level of 
$76,000,000 and for fiscal years 1984 and 1985 such sums as may be necessary. This would be 


augmented by additional fee income under the bill of approximately $79 million for a total budget 
of $155 million. In fiscal year 1982 the Patent and Trademark Office was authorized at a level 
of $118,961,000 of which $29,600,000 was provided through fee income. Fiscal year 1983 will 
be the first year in which fee income under P.L. 96-517 will be credited to the Patent and Trademark 
Office without being counted as part of its authorized appropriation. Had this new accounting 
procedure been applied to fiscal year 1982 the authorization and appropriation for the Patent and 
Trademark Office would have been $89 million. This constitutes the actual level of taxpayer support 
of the Office. Thus, H.R. 6260 authorizes the expenditure of tax revenue in fiscal 1983 to support 
the Patent and Trademark Office at a level $21 million lower than for fiscal 1982. H.R. 6260 proposes 
to double current fees as the means of making up for the difference between a lower level of taxpayer 
support and an increased total budget. Further, maintenance fees which were first authorized in 
P.L. 96-517 and which will not begin to be collected until fiscal year 1986 (Oct. 1, 1985) will 
also be doubled over the amounts provided for under P.L. 96-517. 

The overall objective of H.R. 6260 is to provide for increased user support for the Patent and 
Trademark Office costs associated with the actual processing of patent applications by fiscal year 
1996. The fee schedule is designed to return to the government 100% of actual costs. However, 
an amendment to the original Administration proposal adopted by the subcommittee would reduce 
by half the fees for individuals, small businesses and nonprofit inventors. At the present time less 
than 25% of the actual costs of processing patent applications are supported by fee revenue and 
under P.L. 96-517, which becomes effective on Oct. 1, 1982, this amount will gradually begin 
to rise but will only reach 50% of actual costs in 1996. 

The amendment offered by Mr. Frank and approved by the Committee modifies that portion 
of Section 3 of H.R. 6260 dealing with Trademark fees. Public Law 96-517 (35 United States Code, 
section 31(a)) provides, “Fees will be set and adjusted by the Commissioner to recover in aggregate 
50 per centum of the estimated average cost to the Office of such processing. Fees for all other 
services or materials related to trademarks and other marks will recover the estimated average cost 

. . of performing the service or furnishing the material.” 


The Administration requested that the figure, “SO per centum”, be changed to “100 per centum”, 


thus mandating full recovery to the Treasury of all costs associated with processing trademarks. 
An amendment offered during subcommittee consideration of the legislation proposed to reduce 
fee generated revenue supporting processing of trademarks to less than the 100 per centum recovery 
level. The amendment was not agreed to. The author of the amendment, Mr. Frank, then proposed 
to amend the law to provide a statutory fee schedule which would return revenue to the Patent 
and Trademark Office at a level designed to recover 100 per centum of costs. However, following 
consultations with interested parties, Mr. Frank modified his amendment simply to repeal those 
portions of P.L. 96-517 which mandate a specified level of cost recovery for the processing of 
trademark registrations. Thus, the level of cost recovery for processing of trademark registrations 
will be within the discretion of the Commissioner. The Committee is aware of the concerns of users 
of the Trademark registration system, however, and intends to exercise vigorous oversight with 
respect to the Commissioner to ensure that fees remain at a reasonable level and that trademark 
registrations are processed in an efficient and cost effective manner. As part of this oversight, the 
Committee recommends the following fee structure to the Commissioner for Fiscal Year 1983. 
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Type of fee: Proposed fee 
Application filing fee per class 


Renewal fee 300 
Late renewal 100 
Section 12(c) claim . 100 
New certificate 100 
Certificate of correction ... 100 
Disclaimer to registration 100 
Amendment to registration 100 
Per class combines section 8 and 15 affidavit .. 200 
Per class section 8 affidavit alone 100 
Per class section 15 affidavit alone 100 
All petitions to Commissioner 100 
Cancellation opposition per class .. 200 
TTAB appeal 100 
Certified copies 
Copies of trademarks 
Assignments 

'100 plus for each mark in addition to 1. 


Section 3(d) also permits the Commissioner of Patents to accept late payment of maintenance fees 
where it is established that the delay in payment was unavoidable. 

Section 4 permits the Commissioner of Patents and Trademarks to appoint temporary examiners 
in chief for the Board of Patent Appeals to deal more flexibly with workload. 

Section 5 permits late filing of the oath and fee accompanying submission of specifications and 
drawings which accompany patent claims. 

Section 6 permits greater flexibility in correcting mistakes in the naming of inventors on a patent 
application. 

Section 7 allocates funds from the Patent and Trademark Office to the Department of State to pay 
the financial obligations of administering the patent Cooperation Treaty. 

Section 8 clarifies the Trademark law with respect to what constitutes use of a mark “in commerce”. 
Section 9 deletes the burdensome technical requirement that trademark oppositions be verified. 
Section 10 makes the date of registration rather than the date of publication the crucial date for 
purposes of establishing the incontestability of a trademark. This eliminates an ambiguity in the 
present law. 

Section 11 limits the declaration ofinterferences under the trademark law to situations where 
extraordinary circumstances exist. 

Section 12 authorizes the Commissioner of the Patent and Trademark Office the flexibility to deai 
with problems of delay in filing due to postal service breakdowns. 

Section 13 permits the Commissioner of Patents to enter into cooperative studies, programs, 
exchanges and similar ventures associated with the administration of the Patent Office. 
Section 14 conforms U.S. Patent and Trademark Law to a recent international treaty governing 
diplomatic or consular legalization of documents. 

Section 15 corrects a mistaken citation in P.L. 96-517. 

Section 16 creates a uniform term for design patents. 

Section 17 establishes the effective dates for provisions of the Act. Increased filing fees would 
apply to all applications made on or after the date of enactment of H.R. 6260. 

Section 18 permits voluntary arbitration of patent disputes. 


SECTION-BY -SECTION ANALYSIS 


SECTION 1 


This section authorizes appropriations for the Patent and Trademark Office for the payment of 
salaries and necessary expenses of the Office. For Fiscal Year 1983, this section authorizes 
appropriations of $76,000,000, and in fiscal years 1984 and 1985 such sums as may be necessary, 
as well as such additional and supplemental amounts as may be necessary to cover any increases 
in salary, pay, retirement, or employee benefits which may be authorized by law. Funds made 
available by these appropriations are to be used to reduce by 50 per centum the amount of the 
fees to be paid under title 35, United States Code, section 41(a) and (b) by independent inventors 
and nonprofit organizations as defined in regulations established by the Commissioner of Patents 
and Trademarks, and by small business concerns as defined in section 3 of the Small Business 
Act and by regulations established by the Small Business Administration. 

In addition, fees collected pursuant to title 35, United States Code, and the Trademark Act of 
1946, as amended (15 U.S.C. 1051 et seq.), will augment the authorized appropriation to provide 
the resources needed to conduct the operations of the Office for fiscal year 1983. The total resources 
for the Office in fiscal year 1983, that is, the amount appropriated pursuant to this section plus 
fees collected pursuant to the patent and trademark laws, which will be available to the Office, 
are estimated to be $154,934,000. The corresponding levels for fiscal year 1984 and fiscal year 
1985 are estimated in the President’s Budget to be $167 million and $176 million, respectively. 
Any additional amounts to cover increases in salary, pay, retirement, or other employee benefits 
which may be authorized by law will be in addition to, and will therefore increase, those program 
levels. Finally, any funds appropriated pursuant to this section and all fees collected, when specified 
in an appropriation act, will remain available without any fiscal year limitation. 


SECTION 2 


This section provides that, notwithstanding any other provision of law, there is authorized to 
be appropriated to the Patent and Trademark Office for fiscal year 1982, $121,461,000 and such 
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additional or supplemental amounts as may be necessary for increases in salary, pay. retirement, 
or other employee benefits authorized by law. This section increases the amount authorized 
for the Patent and Trademark Office by 2.5 million over that authorized in Public law 97- 
35. The President is recommending a supplemental appropriation of $2,500,000 for the Patent 
and Trademark Office for fiscal year 1982 in order to carry out the program recommendations 
included in his fiscal year 1983 Budget. 


SECTION 3 


This section establishes certain statutory fees which are to be charged by the Commissioner 
and authorizes the Commissioner to establish other fees whose amounts are not specifically 
set. Thus, the major routine fees which are applicable to patents and patent application 
processing are established (e.g., filing, issuance, and maintenance fees). The Commissioner 
is authorized to establish fees for all other processing, services, or materials related to patents 
which are not specifically established by statute. The processing and service fees, which would 
be established at a level to recover the estimated average costs to the Office. A more specific 
discussion of the various provisions of this section is set forth below. 

Section 3(a) amends section 41(a) of title 35 to provide the amounts of the fees for filing 
and issuance of patent applications. In addition, the section includes provisions for increasing 
the filing fees due to increased complexities presented by certain applications, e.g., applications 
containing more than a specified number of claims and any application containing a multiple 
dependent claim. The section also provides that fees will be charged when the number of 
claims is increased above the specified number or when a multiple dependent claim is first 
presented, whether on filing or at a later point in processing. 

Under section 41(a)1, the filing fee for an original patent, except in design or plant cases, 
is $300. In addition, on filing or on presentation at any other time, $30 is due for each claim 
in independent form which is in excess of three, $10 is due for each claim (whether independent 
or dependent) which is in excess of twenty, and $100 is due for each application containing 
a multiple dependent claim. The latter fee is a one-time charge per application due the first 
time a multiple dependent claim is presented for examination. For the purpose of computing 
fees, a multiple dependent claim as referred to in section 112 of title 35, United States Code, 
or any claim depending therefrom, will be considered as separate dependent claims in 
accordance with the number of claims to which reference is made. Under the section, errors 
in payment of the additional fees may be rectified in accordance with regulations of the 
Commissioner. This will enable the Commissioner to establish regulations whereby patent 
applications may correct, without prejudice, errors in payment of the additional fees, i.e., those 
in addition to the basic fees established. 

Under section 41(a)2, the fee for issuing all original and reissue patents, except in design 
or plant cases, would be a uniform amount of $500. No supplemental issue fees are required. 

Section 41(a)3 establishes fixed fees for filing applications for, and issuance of design 
and plant patents. For design patent cases, the filing fee would be $200 and the issue fee 
$250. 

Section 41(a)4 relates to fees in reissue cases and establishes a fee of $300 for filing each 
application for the reissue of a patent. In addition, on filing or on presentation at any other 
time, $30 is due for each claim in independent form which is in excess of the number of 
independent claims of the original patent, and $10 is due for each claim (whether independent 
or dependent) which is in excess of twenty and also in excess of the number of claims of 
the original patent. Errors in payment of the additional fees may be rectified in accordance 
with regulations of the Commissioner. 

Under section 41(a)5, a fee of $50 would be established for filing each disclaimer in a 
patent or patent application. 

Section 41(a)6 establishes a fee due on filing an appeal from the examiner to the Board 
of Appeals of $115. In addition, a fee of $115 is due on filing a brief in support of the appeal, 
and a fee of $100 is due for requesting an oral hearing before the Board of Appeals. 

Section 41(a)7 establishes two different fees for filing petitions with different standards 
to revive abandoned patent applications. The same two fees are applicable to petitions to accept 
the delayed payment of the fee for issuing a patent. The fees set forth in this section are due 
on filing the petition. Since the section provides for two alternative fees with different standards, 
the section would permit the applicant seeking revival or acceptance of a delayed payment 
of the fee for issuing a patent to choose one or the other of the fees and standards under 
such regulations as the Commissioner may establish. Under the section the Commissioner 
could establish time limits within which petitions under each of the different fees and standards 
can be filed. The section establishes a fee of $500 for filing each petition for revival or for 
acceptance of the delayed payment of an issue fee where the abandonment or the failure to 
pay the issue fee is unintentional. In order to prevent abuse and injury to the public the 
Commissioner could require a terminal disclaimer equivalent to the period of abandonment 
and could require applicants to act promptly after becoming aware of the abandonment. The 
section establishes a fee of $50 for filing a petition under sections 133 or 151 of title 35 in 
accordance with standards presently in effect requiring that the delay resulting in the aban- 
donment, or the delay in payment of the issue fee, be unavoidable. Under this section a petition 
accompanied by either a fee of $500 or a fee of $50 would not be granted where the 
abandonment or the failure to pay the fee for issuing the patent was intentional as opposed 
to being unintentional or unaviodable. This section would permit the Commissioner to have 
more discretion than present law to revive abandoned applications and accept late payment 
of the fee for issuing a patent in appropriate circumstances. 

Section 41(a)8 establishes fees for filing of petitions for extensions of time. Various time 
periods are set by the Office for taking actions on matters relating to patent applications. These 
time periods are set pursuant to statute or by regulations established by the Commissioner 
under the authority granted to the Commissioner by statute. This section would provide for 
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fees for filing petitions to extend the time periods set pursuant to statute or by regulations for taxing 
action within any limitations set by statute. 

A fee of $50 is established for filing a request for a first one month extension of time, an additional 
fee of $100 for filing a request for a second one month extension of time which would expire two 
months after the end of the time period set for taking action, and an additional fee of $200 for filing 
a request for a third one month extension of time which would expire three months after the end 
of the time period set for taking action. A subsequent or fourth extension could be requested if 
additional time was available under the statute. In no case could a period be extended beyond the 
maximum time set by statute. 

The Commissioner may issue regulations providing when, within any maximum period permitted 
by statute, petitions for extensions of time, and the required fee therefor, may be filed. This section 
does preclude the Commissioner from waiving the fee for filing a petition for an extension of time 
where the Office extends the period due to equity considerations or sufficient cause. 

Section 41(b) provides that the Commissioner charge the following fees for maintaining a patent 
other than a design or plant patent, in force: at three years and six months after grant, $400; at seven 
years and six months after grant, $800; and at eleven years and six months after grant, $1,200. Unless 
payment of the applicable maintenance fee is received in the Patent and Trademark Office on or 
before the date the fee is due or within a grace period of six months thereafter, the patent will expire 
as of the end of such grace period. The Commissioner may require the payment of a surcharge 
as a condition of accepting within such six-month grace period the late payment of a maintenance 
fee. 

In order to avoid an inequitable loss of patent rights, the Commissioner is given the authority 
to accept payment of any maintenance fee after the six-month grace period if it is established that 
the delay in payment was unavoidable. It is intended that the Commissioner will issue regulations 
establishing guidelines for acceptance of late payment. After the expiration of a reasonable period 
of time, the patentee would bear a heavy burden of proof that the delay was unavoidable. A surcharge 
may be imposed by the Commissioner as a precondition to acceptance of a late fee. This surcharge 
may be in addition to any surcharge imposed for payment during the grace period. 

A provision is included to protect the rights of one who began using or who took steps to begin 
use of a patent which expired for failure to pay a maintenance fee and which was subsequently 
reestablished by acceptance of the late payment. The intervening rights provision in section 41(c)(2) 
is similar to the intervening rights provision in 35 U.S.C. 252 concerning reissued patents. 

Section 41(d) provides that the Commissioner establish fees for all other processing services, 
or materials related to patents not specified in section 41 at an amount calculated to recover the 
estimated average cost to the Office of such processing, services, or materials. Such processing and 
other services includes, but is not limited to, the processing of various petitions desiring certain 
actions to be taken regarding patent applications, recording of assignments, reexamination of patents 
and the processing of international applications. Fees for materials include the price of patent copies. 
certifications and other copying services. The yearly fee for providing a library specified in section 
13 of title 35 with uncertified copies of the specifications and drawings for all patents issued in 
that year is set at $50. 

Section 41(f) provides that the fees established in subsections (a) and (b) of section 41 may be 
adjusted by the Commissioner on Oct. 1, 1985, and every third year thereafter, to reflect any 
fluctuations occurring during the previous three years in the Consumer Price Index, as determined 
by the Secretary of Labor. Changes of less than one per centum may be ignored by the Commissioner 
in making such adjustments. 

Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), is 
being changed to grant the Commissioner discretion to establish the level of recovery of office costs 
related to trademarks. It is expected that the Commissioner will set the fees in a way that the filing 
fee will be kept as low as possible to foster use of the Federal registration system. This may require 
that other fees for services or materials related to trademarks recover more than their actual estimated 
cost in order that the Commissioner achieve in the aggregate adequate cost recovery for the entire 
trademark operation. 

A provision is inserted in section 42(c) of title 35 in order to ensure that the tradermark fees 
collected are used to fund trademark operations only and not the processing of patent applications. 


SECTION 4 


Section 3 of title 35 is amended by deleting specific reference to the number of examiners-in- 
chief in the first sentence. Elimination of the upper limit on the number of permanent members 
of the Board of Appeals would provide greater flexibility in filling most of its personnel needs, 
thereby avoiding an excess of examiner details. The authority to appoint acting examiners-in-chief, 
however, is maintained in order that temporary fluctuations in the workload of the Board may be 
accommodated. 


SECTION 5 


Under revised section 111 of title 35, the filing date of an application would be that on which 
the specification and any required drawings are received by the Patent and Trademark Office. The 
oath or declaration and filing fee could be submitted at such later time as established by the 
Commissioner, without any loss of the original filing date. Under the amendment, an applicant could 
either file the oath or declaration (including the applicant’s signature) and fee together with an 
application or submit them at a later time as determined by the Commissioner. 

The section would also authorize the imposition of a surcharge as a condition for accepting filing 
of the oath of payment of the filing fee after the filing date of the application. Since an application 
filed without the oath or declaration would not be signed or “made” by the applicant, the amendment 
permits a patent attorney or agent, authorized by the applicant, to submit the specification and drawings 
for the purpose of obtaining a filing date. Should the applicant, however, fail to file the oath or 
declaration, or pay the filing fee within the time limits set by the Commissioner, the application 
would be regarded as having been abandoned. 
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SECTION 6 


The third paragraph of section 116 of title 35 is amended to enlarge the possibilities for correcting 
misnamed inventive entities. As a consequence, correction would be permitted also in cases where 
the person originally named as inventor was in fact not the inventor of the subject matter contained 
in the application. If such error occurred without any deceptive intention on the part of the true 
inventor, the Commissioner would have the authority to substitute the true inventor for the erroneously 
named person. Although probably rarer, instances such as changes from a mistakenly identified 
sole inventor to a different, but actual, joint inventors, conversions from erroneously identified joint 
inventors to different but actual, joint inventors, and conversions from erroneously identified joint 
inventors to a different, but actual, sole inventor would also be permitted. In each instance, however, 
the Commissioner must be assured of the presence of innocent error, without deceptive intention 
on the part of the true inventor or inventors, before permitting a substitution of a true inventor’s 
name. 

The ability to receive a filing date based on a specification and drawings without signature as 
set forth in revised section 111 of title 35, and to file the oath or declaration and pay the filing 
fee within such period as determined by the Commissioner is also available to joint inventors. 

Section 256 of title 35, which is a companion to section 116, would be amended to similarly 
enlarge the possibilities for correction of misnamed inventors in issued patents. 


SECTION 7 


Section 6(d) of title 35, which provides for the allocation of appropriated Patent and Trademark 
Office funds to the Department of State for payment of United States financial obligations under 
the Patent Cooperation Treaty, is deleted. The Department of State has traditionally assumed 
responsibility for financial obligations for international agreements to which the United States 
adheres. 


SECTION 8 

Section 8(a) of the Trademark Act is amended to clarify that the continued use required to be 
shown in the sixth year be use “in commerce”. Although it is believed by some that omission of 
the words “in commerce” may have been inadvertent in the 1946 Act, this section has been interpreted 
so that use in a foreign country, or use in intrastate commerce, is sufficient. Such interpretation 
is fundamentally in conflict with other requirements of the Act. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be shown 
in the sixth year be use “in commerce”. Although it is believed by some that omission of the words 
“in commerce may have been inadvertent in the 1946 Act, this section has interpreted so that use 
in a foreign country, or use in intrastate commerce, is sufficient. Such interpretation is fundamentally 
in conflict with other requirements of the Act. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be shown 
in the sixth year be use “in commerce” for registrations published under section 12(c) of the Act. 
(This pertains to registrations issued under the Act of Mar. 3, 1881 and the Act of Feb. 20, 1905). 

The word “still” has been deleted from section 8(a) and 8(b). Thus, the owner of a registration 
issued on the basis of a foreign registration under the provisions of section 44(e) of the Act will 
have to submit an affidavit to the effect that the mark is in use in commerce. Since the mark need 
not be used in commerce when it is registered, the requirement cannot be required to state that it 
is “still” in such use. 


SECTION 9 


Section 13 of the Trademark Act is amended to delete the requirement that an opposition be 
verified. The sentence which allowed an unverified application to be verified at a later date has 
been deleted. In addition, a phrase has been added to make it clear that any subsequent extension 
of time to file an opposition, beyond the first extension, must be requested before the end of the 
preceding extension. 

Section 14 of the Trademark Act would also be amended to delete the requirement that a petition 
to cancel a registration be verified. 


SECTION 10 


Section 15 of the Trademark Act is amended to change the term “the publication” to “registration” 
in the first sentence. This change makes the date of registration rather than the date of publication 


the crucial date for purposes of incontestablility. It will also make section 15 consistent with sections 
22 and 33 of the Act. 


SECTION 11 


Section 16 of the Trademark Act is amended to limit the declaration of interferences to those 
situations where a petition to the Commissioner shows that extraordinary circumstances exist, the 
rights of the parties can be determined adequately by the existing opposition and cancellation 
procedures. Additionally, if an interference is declared between an application and a registration 
and the applicant wins, a cancellation must still be initiated against the registration. 


SECTION 12 


A new subsection (a) has been added to section 21 of title 35 to authorize, but not to require, 
the Commissioner of Patents and Trademarks to give as the filing date of any paper or fee which 
is required to be filed in the Patent and Trademark Office the date on which the paper or fee was 
deposited with the United States Postal Service. The Commissioner may also give as the filing date 
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of any paper or fee which was required to be filed in the Patent and Trademark Office the date 
it would have been deposited with the United States Postal Service but for postal service interruptions 
or emergencies which the Commissioner designates. The requirements governing whether any given 
paper or fee may be given the filing date of the day on which it was, or would have been deposited 
with the United States Postal Service will be set forth in regulations established by the Commissioner. 

Section 21(b) of title 35 is identical to existing section 21 with two minor amendments. The word 
“federal” has been inserted before the phrase “holiday within the District of Columbia” to clarify 
the nature of the holiday. 


SECTION 13 


This section clarifies the authority of the Commissioner in section 6(a) of title 35 to enter into 
a wide range of cooperative agreements concerning the patent and trademark laws or the admini- 
stration of the Patent and Trademark Office. These agreements are in addition to the exchange of 
publications authorized in 35 U.S.C. 11(b) and 12. These cooperative agreements may take the form 
of studies, programs, exchanges, and other similar ventures. Thus, the Patent and Trademark Office 
could, for example, exchange patent copies, non-patent literature, tapes or services in return for 
goods or services of value to the Patent and Trademark Office. 


SECTION 14 


The amendments of 35 U.S.C. 115 and Section 11 of the Trademark Act of 1946 recognize the 
Hague “Convention Abolishing the Requirement of Legalization for Foreign Public Documents” 
which entered into force in the United States on Oct. 15, 1981. The Convention abolishes the 
requirement of diplomatic or consular legalization for foreign public documents which are sworn 
to or acknowledged by a notary public in any of the countries adhering to the Convention. For 
documents executed by a notary public of all other foreign countries, diplomatic or consular 
legalization will still be required. 

The amendment of 35 U.S.C. 261 is intended to give affirmative effect to acknowledgments 
executed pursuant to the Hague Convention. 

SECTION 15 


This section corrects an incorrect citation. Public Law 96-517 amended section 41 of title 35, 
United States Code, in a way which eliminated 35 U.S.C. § 41(a)(9). Unfortunately, section 13 of 
title 35, United States Code, was not amended accordingly by Public Law 96-517. This section corrects 
that oversight. 


SECTION 16 
This section sets a uniform term of fourteen years for all design patents. 
SECTION 17 


Sections 17(a) and (c) specify the effective dates of the Act. Section 17(a) also specifies that 
the maintenance fees provided for in section 3(b) of this Act will only apply to patents in which 
the application was filed on and after the date of enactment or to mainienance fees later established 
by law. 

Section 17(b) adds a section to title 35 providing for the voluntary arbitration of patent disputes 
by the parties to the dispute. The section requires that the Commissioner be notified in writing of 
an award made by an arbitrator or modified by a court. Such notification will be entered in the 
record of the prosecution of the patent. 

At present, agreements to arbitrate some aspects of disputes arising under patent licenses are 
enforceable by the courts; however, there have been court decisions that have disapproved arbitration 
of disputes concerning patent validity or infringement. In this regard, see, for example, Zip Mfg. 
Co. v. Pep Mfg. Co. 44 F.2d 184, 7 U.S.P.Q. 62 (D. Del. 1930) and Beckman Instruments, Inc. 
v. Technical Developments Corp. 433 F.2d 55, 167 U.S.P.Q. 10 (7th Cir. 1965). 

Partly as a reaction to those decisions, during the 93rd Congress both the Department of Commerce 
and the Department of Justice endorsed a provision specifically authorizing arbitration of validity 
and infringement disputes. This provision, included in an omnibus patent law revision bill, S. 2504, 
was never enacted due to the many controversial aspects of that legislation. 

In the view of the Committee, a statutory authorization of voluntary agreements to arbitrate validity 
and infringement disputes would benefit both the parties to these disputes and the public. 

Statutory endorsement of arbitration agreements would assure the parties that they could avail 
themselves of the numerous advantages of arbitration without the possibility of having to reargue 
the dispute in court. The advantages of arbitration are many: it is usually cheaper and faster than 
litigation; it can have simpler procedural and evidentiary rules; it normally minimizes hostility and 
is less disruptive of ongoing and future business dealings among the parties; it is often more flexible 
in regard to scheduling of times and places of hearings and discovery devices; and, arbitrators are 
frequently better versed than judges and juries in the area of trade customs and the technologies 
involved in these disputes. 

The enforcement of voluntary arbitration provisions would serve the public in two ways. First, 
the availablity of arbitration with its numerous advantages will enhance the patent system and thus 
will encourage innovation. This view is supported by the Committee for Economic Development 
in their Jan. 1980 statement entitled “Stimulating Technological Progress.” Secondly, arbitration 
could relieve some of the burdens on the overworked Federal courts. Chief Justice Burger in his 
speech to the American Bar Association on Jan. 24, 1982, generally endorsed the use of arbitration 
to reduce the judicial backlog. Also, I think it is important to note that the American Bar Association’s 
Section on Patent, Trademark and Copyright Law has endorsed court enforcement of arbitration 
agreements calling for arbitration of validity and infringement. 
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The recommendations of the Secretary of Commerce to increase substantially patent and trademark 
user fees were made on the promise that such increases “will lay the groundwork for revitalizing 
the patent and trademark systems.” The Secretary committed to three major goals: (1) to reach an 
average patent application pendency time of 18 months by FY 1987, (2) to issue an examiner’s 
first action on trademark registrability in three months and disposal of an application within 13 months, 
and (3) to move realistically toward a fully automated Office by the 1990's. In accepting the 
Administration’s recommendations on user fees, the Committee fully expects the Administration 
to live up to its end of the bargain to bring about a first-class Patent and Trademark Office. To 
provide an opportunity for timely and effective Committee oversight of progress toward improving 
the Patent and Trademark Office, the Committee directs that the Secretary of Commerce report 
annually to the Committee on progress toward achieving the three major goals of the Patent and 
Trademark Office, as outlined above, and, in addition, promptly inform the Committee at any time 
it appears that any of the goals, for any reason, is viewed as not attainable. 


OVERSIGHT STATEMENT 


The Committee on the Judiciary has oversight responsibility over the Patent and Trademark Office 
in the Department of Commerce. In addition to its ongoing oversight, the Committee’s Subcommittee 
on Courts, Civil Liberties and the Administration of Justice held an oversight hearing with respect 
to the Patent and Trademark Office on Mar. 4, 1981, published as Oversight Hearings Before the 
Subcommittee on Courts, Civil Liberties and the Administration of Justice of the Committee on 
the Judiciary, House of Representatives, Ninety-Seventh Congress, First Session on the Copyright 
Office, The U.S. Patent and Trademark Office, and the Copyright Royalty Tribunal. Serial No. 17. 

The Committee expects to continue its oversight activities in this area. 


STATEMENT OF THE BUDGET COMMITTEE 


No statement has been received on H.R. 6260 from the House Committee on the Budget. 


STATEMENT OF THE CONGRESSIONAL BUDGET OFFICE 


Pursuant to clause 7, rule XIII of the Rules of the House of Representatives and section 403 
of the Congressional Budget Act of 1974, the following is the cost estimate of H.R. 6260, as amended, 
prepared by the Congressional Budget Office. 


U.S. CONGRESS 
CONGRESSIONAL BUDGET OFFICE, 
Washington, D.C., May 13, 1982. 


Hon. PETER W. RODINO, Jr., 
Chairman, Committee on the Judiciary, House of Representatives, Washington, D.C. 

DEAR MR. CHAIRMAN: Pursuant to Section 403 of the Congressional Budget Act of 1974, 
the Congressional budget Office has prepared the attached cost estimate for H.R. 6260, a bill to 
authorize appropriations to the Patent and Trademark Office in the Department of Commerce, and 
for other purposes. 

Should the Committee so desire, we would be pleased to provide further details on this estimate. 

Sincerely 
ALICE M. RIVLIN, 


Director. 
CONGRESSIONAL BUDGET OFFICE COST ESTIMATE 


1. Bill number: H.R. 6260. 

2. Bill title: A bill to authorize appropriations to the Patent and Trademark Office in the Department 
of Commerce, and for other purposes. 

3. Bill status: As ordered reported by the House Committee on the Judiciary, May 11, 1982. 

Bill purpose: H.R. 6260 would authorize 1982 appropriations at a level $2.5 million above the 
amount already appropriated, and would provide a $76 million authorization level in 1983 to carry 
out the activities of the Patent and Trademark Office (PTO). In addition, such sums as may be 
necessary are authorized for fiscal years 1984 and 1985, plus such additional or supplemental amounts 
as may be necessary for increases in salary, pay, retirement, or other benefits authorized by law 
for each fiscal year 1983 thorugh 1985. PTO would also have available for obligation offsetting 
fee collections as provided for in Public Law 96-517, plus the additional fees as specified in H.R. 
6260. 

Assuming enactment of H.R. 6260, total PTO collections over time would result in recovery of 
approximately 100 percent of patent and trademark processing costs. Individuals, small businesses, 
and non-profit institutions would be exempt from the proposed additional fees, however, but would 
continue to follow the fee schedule outlined in P.L. 96-517, which assumes the ultimate recovery 
of approxiamtely 50 percent of all processing costs. 

The President’s 1982 budget includes a request for a $2.5 million supplemental for the PTO. 
The Administration has recommended increasing user fees to ultimately recover 100 percent of 
processing costs beginning in 1983, but does not provide for any exemptions to the proposed fee 
increases relative to current law. The effect of exemptions is to increase by approximately $8 million 
the authorized level of appropriations relative to the Administration’s request. 

In addition, the bill would make a number of other changes that are not expected to have a cost 
impact. 

5. Cost estimate: 

[By fiscal years, in millions of dollars] 
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1982 1983 1984 1985 1986 





Authorization level: 
Specified Sa FO the ws otis 
Estimated bade 68 86.4 86.8 


25 82.8 864 868 .... 
2.4 61.8 824 828 5.5 


Including outlays from appropriations to date for PTO, total 1982 outlays are estimated to be 
$121.5 million, and total 1983 outlays are estimated to be $79.8. 


The costs of this bill fall within budget subfunction 376. 

6. Basis of estimate: The authorization levels for PTO for 1982 and 1983 are those specified 
in the bill. The estimate authorization levels for 1984 and 1985 assume a level of funding sufficient 
to maintain a program level of $167 million and $176 million, respectively, including offsetting 
collections. In addition, authorization for increases in pay and other benefits of approximately $6.8 
million, $7.4 million, and $7.8 million for fiscal years 1983 through 1985, respectively, were estimated 
based on CBO’s current inflators. Outlays are based on historical spending patterns. 

The estimated collections to PTO as a result of fees charged to cover the costs of processing 
trademarks and patents were provided by the agency, and assume the fee structure outlined in the 
bill. The estimated collections, under current law and under H.R. 6260, are shown in the table below. 


[By fiscal years, in millions of dollars] 





1982 1983 1984 1985 1986 





Estimated offsetting collections: 
Current law Fatspe es : ee A Fs 
Added by H.R. 6260 ved Seder + 20 | see 
Total—H.R. 6260 epee: 0 88.0 97.0 








7. Estimate comparison: None. 

8. Previous CBO estimate: None. 

9. Estimate prepared by: Mary B. Maginniss. 

10.Estimate approved by: C. G. Nuckols (James L. Blum, Assistant Director for Budget Analysis). 


COMMITTEE VOTE 


The Committee on the Judiciary ordered H.R. 6260 as amended reported by a voice vote, without 
objection being heard, with a quorum of Members being present. 


CHANGES IN EXISTING LAW MADE BY THE BILL, AS REPORTED 
In compliance with clause 3 of Rule XIII of the Rules of the House of Representatives, changes 
in existing law made by the bill, as reported, are shown as follows (existing law proposed to be 
omitted is enclosed in black brackets, new matter is printed in italics, existing law in which no change 
is proposed is shown in roman): 


TITLE 35, UNITED STATES CODE 
PART 1—PATENT AND TRADEMARK OFFICE 


see ¢ * 


CHAPTER 1—ESTABLISHMENT, OFFICERS, FUNCTIONS 


ese ee * 


§ 3. Officers and employees. 


(a) There shall be in the Patent and Trademark Office a Commissioner of Patents and Trademarks, 
a Deputy Commissioner, two Assistant Commissioners, and [not more than fifteen] examiners- 
in-chief appointed under section 7 of this title. The Deputy Commissioner, or, in the event of a 
vacancy in that office, the Assistant Commissioner senior in date of appointment shall fill the office 
of Commissioner during a vacancy in that office until the Commissioner is appointed and takes 
office. The Commissioner of Patents and Trademarks, the Deputy Commissioner, and the Assistant 
Commissioners shall be appointed by the President, by and with the advice and consent of the Senate. 
The Secretary of Commerce, upon the nomination of the Commissioner, in accordance with law 
shall appoint all other officers and employees. 


ee e242 


§ 6. Duties of Commissioner. 


(a) The Commissioner, under the direction of the Secretary of Commerce, shall superintend 
or perform all duties required by law respecting the granting and issuing of patents and the registration 
of trademarks; shall have the authority to carry on studies [and] programs, or exchanges of items 
or services regarding domestic and international patent and trademark law or the administration 
of the Patent and Trademark Office, and shall have charge of property belonging to the Patent and 
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Trademark Office. He may, subject to the approval of the Secretary of Commerce, establish 
regulations, not inconsistent with law, for the conduct of proceedings in the Patent and Trademark 
Office. 

(b) The Commissioner, under the direction of the Secretary of Commerce, may, in coordination 
with the Department of State, carry on programs and studies cooperatively with foreign patent offices 
and international intergovernmental organizations, or may authorize such programs and studies to 
be carried on, in connection with the performance of duties stated in subsection (a) of this section. 

(c) The Commissioner, under the direction of the Secretary of Commerce, may, with the con- 
currence of the Secretary of State, transfer funds appropriated to the Patent and Trademark Office, 
not to exceed $100,000 in any year, to the Department of State for the purpose of making special 
payments to internatinal intergovernmental organizations for studies and programs for advancing 
international cooperation concerning patents, trademarks, and related matters. These special pay- 
ments may be in addition to any other payments or contributions to the international organization 
and shall not be subject to any limitations imposed by law on the amounts of such other payments 
or contributions by the Government of the United States. 

{(d) The Commissioner, under the direction of the Secretary of Commerce, may, with the 
concurrence of the Secretary of State, allocate funds appropriated to the Patent Office, to the 
Department of State for the purpose of payment of the share on the part of the United States to 
the working capital fund established under the Patent Cooperation Treaty. Contributions to cover 
the share on the part of the United States of any operating deficits of the International Bureau under 
the Patent Cooperation Treaty shall be included in the annual budget of the Patent Office and may 
be transferred by the Commissioner, under the direction of the Secretary of Commerce, to the 
Department of State for the purpose of making payments thereof to the International Bureau.] 


es*# *#£* 
§ 13. Copies of patents for public libraries. 


The Commissioner may supply printed copies of specifications and drawings of patents to public 
libraries in the United States which shall maintain such copies for the use of the public, at the rate 
for each year’s issue established for this purpose in section 41 [(a)9] (d) of this title. 


esse 


CHAPTER 2—PROCEEDINGS IN THE PATENT AND TRADEMARK OFFICE 


see 


§ 21. [Day for taking action falling on Saturday, Sunday, or holiday] Filing date and day for 


taking action. 


(a) The Commissioner may by rule prescribe that any paper or fee required to be filed in the 
Patent and Trademark Office will be considered filed in the Office on the date on which it was deposited 
with the United States Postal Service or would have been deposited with the United States Postal 
Service but for postal service interruptions or emergencies designated by the Commissioner. 

(b) When the day, or the last day, for taking any action or paying any fee in the United States 
Patent and Trademark Office falls on Saturday, Sunday, or a Federal holiday within the District 
of Columbia, the action may be taken, or the fee paid, on the next succeeding secular or business 
day. 


** 424% 


CHAPTER 4—PATENT FEES 


ese e** 
§ 41. Patent fees 


[(a) The Commissioner of Patents will establish fees for the processing of an application for a 
patent, from filing through disposition by issuance or abandonment, for maintaining a patent in force, 
and for providing all other services and materials related to patents. No fee will be established for 
maintaining a design patent in force. 

[(b) By the first day of the first fiscal year beginning on or after one calendar year after enactment 
of this Act, fees for the actual processing of an application for a patent, other than for a design 
patent, from filing through disposition by issuance or abandonment, will recover in aggregate 25 
per centum of the estimated average cost to the Office of such processing. By the first day of the 
first fiscal year beginning on or after one calendar year after enactment, fees for the processing 
of an application for a design patent, from filing through disposition by issuance or abandonment, 
will recover in aggregate 50 per centum of the estimated average cost to the Office of such processing. 

[(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for maintaining 
patents in force will recover 25 per centum of the estimated cost to the Office, for the year in which 
such maintenance fees are received, of the actual processing all applications for patents, other than 
for design patents, from filing through disposition by issuance or abandonment. Fees for maintaining 
a patent in force will be due three years and six months, seven years and six months, and eleven 
years and six months after the grant of the patent. Unless payment of the applicable maintenance 
fee is received in the Patent and Trademark Office on or before the date the fee is due or within 
a grace period of six months thereafter, the patent will expire as the end of such grace period. The 
Commissioner may require the payment of a surcharge as a condition of accepting within such six- 
month grace period the late payment of an applicable maintenance fee. 

[(d) By the first day of the first fiscal year beginning on or after one calendar year after enactment, 
fees for all other services or materials related to patents will recover the estimated average cost to 
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the Office of performing the service or furnishing the material. The yearly fee for providing a library 
specified in section 13 of this title with uncertified printed copies of the specifications and drawings 
for all patents issued in that year will be $50.] 

(a) The Commissioner shall charge the following fees: 

1. On filing each application for an original patent, except in design or plant cases, $300; in 
addition, on filing or on presentation at any other time, $30 for each claim in independent form 
which is in excess of three, $10 for each claim (whether independent or dependent) which is in 
excess of twenty, and $100 for each application containing a multiple dependent claim. For the 
purpose of computing fees, a multiple dependent claim as referred to in section 112 of this title 
or any claim depending therefrom shall be considered as separate dependent claims in accordance 
with the number of claims to which reference is made. Errors in payment of the additional fees 
may be rectified in accordance with regulations of the Commissioner. 

2. For issuing each original or reissue patent, except in design or plant cases, $500. 

3. In design and plant cases: 

a. On filing each design application, $125. 
b. On filing each plant application, $200. 
c. On issuing each design patent, $175. 

d. On issuing each plant patent, $250. 

4. On filing each application for the reissue of a patent, $300; in addition, on filing or on 
presentation at any other time, $30 for each claim in independent form which is in excess of the 
number of independent claims of the original patent, and $10 for each claim (whether independent 
or dependent) which is in excess of twenty and also in excess of the number of claims of the original 
patent. Errors in payment of the additional fees may be rectified in accordance with regulations 
of the Commissioner. 

5. On filing each disclaimer, $50. 

6. On filing an appeal from the examiner to the Board of Appeals, $115; in addition, on filing 
a brief in support of the appeal, $115, and on requesting an oral hearing before the Board of Appeals, 
$100 


7. On filing each petition for the revival of an unintentionally abandoned application for a patent 
or for the unintentionally delayed payment of the fee for issuing each patent, $500, unless the 
petition is filed under sections 133 or 151 of this title, inwhichcase the fee shall be $50. 

8. For petitions for one-month extensions of time to take actions required by the Commissioner 
in an application: 

a. On filing a first petition, $50. 
b. On filing a second petition, $100. 
c. On filing a third or subsequent petition. $200. 
(b) The Commissioner shall charge the following fees for maintaining a patent in force: 
1. Three years and six months after grant, $400. 
2. Seven years and six months after grant, $800. 
3. Eleven years and six months after grant, $1,200. 

Unless payment of the applicable maintenance fee is received in the Patent and Trademark Office 
on or before the date the fee is due or within a grace period of six months thereafter, the patent 
will expire as of the end of such grace period. The Commissioner may require the payment of a 
surcharge as a condition of accepting within such six-month grace period the late payment of an 
applicable maintenance fee. No fee will be established for maintaining a design or plant patent 
in force. 

(c)(1) The Commissioner may accept the payment of any maintenance fee required by subsection 
(b) of this section after the six-month grace period if the delay is shown to the satisfaction of the 
Commissioner to have been unavoidable. The Commissioner may require the payment of a surcharge 
as a condition of accepting payment of any maintenance fee after the six-month grace period. If 
the Commissioner accepts payment of a maintenance fee after the six-month grace period, the patent 
shall be considered as not having expired at the end of the grace period. 

(2) No patent, the term of which has been maintained as a result of the acceptance of a payment 
of a maintenance fee under this subsection, shall abridge or affect the right of any person or his 
successors in business who made, purchased or used after the six-month grace period but prior 
to the acceptance of a maintenance fee under this subsection anything protected by the patent, to 
continue the use of, or to sell to others to be used or sold, the specific thing so made, purchased, 
or used. The court before which such matter is in question may provide for the continued manufacture, 
use or sale of the thing made, purchased, or used as specified, or for the manufacture, use or sale 
of which substantial preparation was made after the six-month grace period but before the acceptance 
of a maintenance fee under this subsection, and it may also provide for the continued practice of 
any process, practiced, or for the practice of which substantial preparation was made, after the 
six-month grace period but prior to the acceptance of a maintenance fee under this subsection, 
to the extent and under such terms as the court deems equitable for the protection of investments 
made or business commenced after the six-month grace period but before the acceptance of a 
maintenance fee under the subsection. 

(d) The Commissioner will establish fees for all other processing, services, or materials related 
to patents not specified above to recover the estimated average cost to the Office of such processing, 
services, or materials. The yearly fee for providing a library specified in section 13 of this title with 
uncertified printed copies of the specifications and drawings for all patents issued in that year will 
be $50. 

(3) The Commissioner may waive the payment of any fee for any service or material related 
to patents in connection with an occasional or incidental request made by a department or agency 
of the Government, or any officer thereof. The Commissioner may provide any applicant issued 
a notice under section 132 of this title with a copy of the specifications and drawings for all patents 
referred to in that notice without charge. 

{(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery specified in 
this section; however, no patent application processing fee or fee for maintaining a patent in force 
will be adjusted more than once every three times. 
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(f) The fees established in subsection (a) and (b) of this section may be adjusted by the Com- 
missioner on Oct. 1, 1985, and every third year thereafter, to reflect any fluctuations occurring 
during the previous three years in the Consumer Price Index, as determined by the Secretary of 
Labor. Changes of less than I per centum may be ignored. 

(g) No fee established by the Commissioner under this section will take effect prior to sixty days 
following notice in the Federal Register. 


§ 42. Patent and Trademark Office funding. 


(a) All fees for services performed by or materials furnished by the Patent and Trademark Office 
will be payable to the Commissioner. 

(b) All fees paid to the Commissioner and all appropriations for defraying the costs of the activities 
of the Patent and Trademark Office will be credited to the Patent and Trademark Office Appropriation 
Account in the Treasury of the United States, the provisions of section 72Se of title 31, United States 
Code, notwithstanding. 

(c) Revenues from fees will be available to the Commissioner of Patents to carry out, to the extent 
provided for in appropriation Acts, the activities of the Patent and Trademark Office. Fees available 
to the Commissioner under section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), 
shall be used exclusively for the processing of trademark registrations and for other services and 
materials related to trademarks. 

(d) The Commissioner may refund any fee paid by mistake or any amount paid in excess of 
that required. 


PART II—PATENTABILITY OF INVENTIONS AND GRANT OF PATENTS 


*e ee * 


CHAPTER 11—APPLICATION FOR PATENT 


*x**x*# *£ * * 
{§ 111. Application for patent 


[Application for patent shall be made by the inventor, except as otherwise provided in this title, 
in writing to the Commissioner. Such application shall include: (1) a specification as prescribed 
by section 112 of this title; (2) a drawing as prescribed by section 113 of this title; and (3) an oath 
by the applicant as prescribed by section 115 of this title. The application must be signed by the 
applicant and accompanied by the fee required by law.] 

SEC. 111. Application for patent shall be made, or authorized to be made, by the inventor, except 
as otherwise provided in this title, in writing to the Commissioner. Such application shall include 
(1) a specification as prescribed by section 112 of this title; (2) a drawing as prescribed by section 
113 of this title; and (3) an oath by the applicant as prescribed by section 115 of this title. The 
application must be accompanied by the fee required by law. The fee and oath may be submitted 
after the specification and any required drawing are submitted, within such period and under such 
conditions, including the payment of a surcharge, as may be prescribed by the Commissioner. Upon 
failure to submit the fee and oath within such prescribed period, the application shall be regarded 
as abandoned, unless it is shown to the satisfaction of the Commissioner that the delay in submitting 
the fee and oath was unavoidable. The filing date of an application shall be the date on which the 
specification and any required drawing are received in the Patent and Trademark Office. 


**e* ke * 
§ 115. Oath of applicant 


The applicant shall make oath that he believes himself to be the original and first inventor of 
the process, machine, manufacture, or composition of matter, or improvement thereof, for which 
he solicits a patent; and shall state of what country he is a citizen. Such oath may be made before 
any person within the United States authorized by law to administer oaths, or when, made in a foreign 
country, before any diplomatic or consular office of the United States authorized to administer oaths, 
or before any officer having an official seal and authorized to administer oaths in the foreign country 
in which the applicant may be, whose authority [shall be] is proved by certificate of a diplomatic 
or consular officer of the United States, or apostille of an official designated by a foreign country 
which, by treaty or convention, accords like effect to apostilles of designated officials in the United 
States and such oath shall be valid if it complies with the laws of the state or country where made. 
When the application is made as provided in this title by a person other than the inventor, the oath 
may be so varied in form that it can be made by him. 


§ 116. [Joint inventors] /nventors. 


When an invention is made by two or more persons jointly, they shall apply for patent jointly 
and each sign the application and make the required oath, except as otherwise provided in this title. 

If a joint inventor refuses to join in an application for patent or cannot be found or reached after 
diligent effort, the application may be made by the other inventor on behalf of himself and the omitted 
inventor. The Commissioner, on proof of the pertinent facts and after such notice to the omitted 
inventor as he prescribes, may grant a patent to the inventor making the application, subject to the 
same rights which the omitted inventor would have had if he had been joined. The omitted inventor 
may subsequently join in the application. 

Whenever [a person is joined in an application for patent as joint inventor through error, or a 
joint inventor is not included in an application through error] through error a person is named in 
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an application for patent as the inventor, or through error an inventor is not named in an application, 
and such error arose without any deceptive intention on his part, the Commissioner may permit 
the application to be amended accordingly, under such terms as he prescribes. 


** ee * 


CHAPTER 16—DESIGNS 


"eek eK * 
§ 173. Term of design patent. 


[Patents for designs may be granted for the term of three years and six months, or for seven 
years, or for fourteen years, as the applicant, in his application, elects.] 
Patents for designs shall be granted for the term of fourteen years. 


*e ee * 


PART III—PATENTS AND PROTECTION OF PATENT RIGHTS 


**e# kK * 


CHAPTER 25—AMENDMENT AND CORRECTION OF PATENTS 


*x***k * * 
[§ 256. Misjoinder of inventor. 


[Whenever a patent is issued on the application of persons as joint inventors and it appears that 
one of such persons was not in fact a joint inventor, and that he was included as a joint inventor 
by error and without any deceptive intention, the Commissioner may, on application of all the parties 
and assignees, with proof of the facts and such other requirements as may be imposed, issue a 
certificate deleting the name of the erroneously joined person from the patent. 

[Whenever a patent is issued and it appears that a person was a joint inventor, but was omitted 
by error and without deceptive intention on his part, the Commissioner may, on application of all 
the parties and assignees, with proof of the facts and such other requirements as may be imposed, 
issue a certificate adding his name to the patent as a joint inventor. 

[The misjoinder or nonjoinder of joint inventors shall not invalidate a patent, if such error can 
be corrected as provided in this section. The court before which such matter is called in question 
may order correction of the patent on notice and hearing of all parties concerned and the Commissioner 
shall issue a certificate accordingly.] 


§ 256. Correction of named inventor. 


Whenever through error a person is named in an issued patent as the inventor, or through error 
an inventor is not named in an issued patent and such error arose without any deceptive intention 
on his part, the Commissioner may, on application of all the parties and assignees, with proof of 
the facts and such other requirements as may be imposed, issue a certificate correcting such error. 

The error of omitting inventors or naming persons who are not inventors shall not invalidate 
the patent in which such error occurred if it can be corrected as provided in this section. The court 
before which such matter is called in question may order correction of the patent on notice and 
hearing of all parties concerned and the Commissioner shall issue a certificate accordingly. 


CHAPTER 16—OWNERSHIP AND ASSIGNMENT 


**k#*e * * 
§ 261. Ownership; assignment. 


Subject to the provisions of this title, patents shall have the attributes of personal property. 

Applications for patent, patents, or any interest therein, shall be assignable in law by an instrument 
in writing. The applicant, patentee, or his assigns or legal representatives may in like manner grant 
and convey an exclusive right under his application for patent, or patents, to the whole or any specified 
part of the United States. 

A certificate of acknowledgment under the hand and official seal of a person authorized to 
administer oaths within the United States, or, in a foreign country, of a diplomatic or consular officer 
of the United States or an officer authorized to administer oaths whose authority is proved by a 
certificate of a diplomatic or consular officer of the United States, or apostille of an official designated 
by a foreign country which, by treaty or convention, accords like effect to apostilles of designated 
officials in the United States, shall be prima facie evidence of the execution of an assignment, grant 
or conveyance of a patent or application for patent. 

An assignment, grant or conveyance shall be void as against any subsequent purchaser or 
mortgagee for a valuable consideration, without notice, unless it is recorded in the Patent and 
Trademark Office within three months from its date or prior to the date of such subsequent purchase 
or mortgage. 


CHAPTER 29—REMEDIES FOR INFRINGEMENT OF PATENT, 
AND OTHER ACTIONS 


Sec. 
281. Remedy for infringement of patent. 
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294. Voluntary arbitration. 


§ 294. Voluntary arbitration. 


(a) A contract involving a patent or any right under a patent may contain a provision requiring 
arbitration of any dispute relating to patent validity or infringement arising under the contract. 
In the absence of such a provision, the parties to an existing patent validity or infringement dispute 
may agree in writing to settle such dispute by arbitration. Any such provision or agreement shall 
be valid, irrevocable, and enforceable, except for any grounds that exist at law or in equity for 
revocation of a contract. 

(b) Arbitration of such disputes, awards by arbitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the extent such title is not inconsistent with this section. 
In any such arbitration proceeding, the defenses provided for under section 282 of this title shall 
be considered by the arbitrator if raised by any party to the proceeding. 

(c) An award by an arbitrator shall be final and binding between the parties to the arbitration 
but shall have no force or effect on any other person. The parties to an arbitration may agree that 
in the event a patent which is the subject matter of an award is subsequently determined to be invalid 
or unenforceable in a judgment rendered by a court to competent jurisdiction from which no appeal 
can or has been taken, such award may be modified by any court of competent jurisdiction upon 
application by any party to the arbitration. Any such modification shall govern the rights and 
obligations between such parties from the date of such modification. 

(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. There shall be a separate notice prepared for each 
patent involved in such proceeding. Such notice shall set forth the names and addresses of the parties, 
the name of the inventor, and the name of the patent owner, shall designate the number of the patent, 
and shall contain a copy of the award. If an award is modified by a court, the party requesting 
such modification shall give notice of such modification to the Commissioner. The Commissioner 
shall upon receipt of either notice, enter the same in the record of the prosecution of such patent. 
If the required notice is not filed with the Commissioner, any party to the proceeding may provide 
such notice to the Commissioner. 

(e) The award shall be unenforceable until the notice required by subsection (d) is received by 
the Commissioner. 


TRADEMARK ACT OF 1946 


**x£ ee * 


Sec. 8 (a). Duration of registration—Cancelation at end of 6 years 
unless affidavit of use filed. 


Each certificate of registration shall remain in force for 20 years: Provided, That the registration 
of any mark under the provisions of this Act shall be canceled by the Commissioner at the end 
of 6 years following its date, unless within 1 year next preceding the expiration of such 6 years 
the registrant shall file in the Patent and Trademark Office an affidavit showing that said mark is 
[still] in use in commerce or showing that its nonuse is due to special circumstances which excuse 
such nonuse and is not due to any intention to abandon the mark. Special notice of the requirement 
for such affidavit shall be attached to each certificate of registration. 


Sec. 8(b). Cancelation of republished prior registrations unless 
affidavit of use filed. 


Any registration published under the provisions of subsection (c) of section 12 of this Act shall 
be canceled by the Commissioner at the end of 6 years after the date of such publication unless 
within | year next preceding the expiration of such 6 years and registrant shall file in the Patent 
and Trademark Office an affidavit showing that said marks is [still] in use in commerce or showing 
that its nonuse is due to special circumstances which excuse such nonuse and is not due to any 
intention to abandon the mark. 


*e eke * 


Sec. Il. Acknowledgments and verifications. 


Acknowledgments and verifications required hereunder may be made before any person within 
the United States authorized by law to administer oaths, or, when made in a foreign country, before 
any diplomatic or consular officer of the United States or before any official authorized to administer 
oaths in the foreign country concerned whose authority [shall] is proved by a certificate of a diplomatic 
or consular officer of the United States or apostille of an official designated by a foreign country 
which, by treaty or convention, accords like effect to apostilles of designated officials in the United 
States, and shall be valid if they comply with the laws of the state or country where made. 


*e ee * 
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Sec. 13. Opposition to registration of marks on the Principal Register. 


Any person who believes that he would be damaged by the registration of a mark upon the principal 
register may upon payment of the required fee, file [a verified] an opposition in the Patent and 
Trademark Office, stating the grounds therefor, within thirty days after the publication under 
subsection (a) of section 12 of this Act of the mark sought to be registered. Upon written request 
prior to the expiration of the thirty-day period, the time for filing opposition shall be extended for 
an additional thirty days, and further extensions of time for filing opposition may be granted by 
the Commissioner for good cause when requested prior to the expiration of an extension. The 
Commissioner shall notify the applicant 86 of each extension of the time for filing opposition. [An 
unverified opposition may be filed by a duly authorized attorney, but such opposition shall be null 
and void unless verified by the opposer within a reasonable time after such filing to be fixed by 
the Commissioner.] An opposition may be amended under such conditions as maybe prescribed 
by the Commissioner. 

SEC. 14. A [verified] petition to cancel a registration of a mark, stating the grounds relied upon, 
may, upon payment of the prescribed fee, be filed by any person who believes that he is or will 
be damaged by the registration of a mark on the principal register established by this Act, or under 
the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905S— 

(a) within five years from the date of the registration of the mark under this Act; or 

(b) within five years from the date of publication under section 12(c) hereof of a mark registered 
under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905; or 

(c) at any time if the registered mark becomes the common descriptive name of an article or 
substance, or has been abandoned, or its registration was obtained fraudulently or contrary to the 
provisions of section 4 or of subsections (a), (b), or (c) of section 2 of this Act for a registration 
hereunder, or contrary to similar prohibitory provisions of said prior Acts for a registration thereunder, 
or if the registered mark is being used by, or with the permission of, the registrant so as to misrepresent 
the source of the goods or services in connection with which the mark is used; or 

(d) at any time if the mark is registered under the Act of Mar. 3, 1881, or the Act of Feb. 20, 
1905, and has not been published under the provisions of subsection (c) of section 12 of this Act; 
or 

(e) at any time in the case of a certification mark on the ground that the registrant (1) does not 
control, or is not able legitimately to exercise control over, the use of such mark, or (2) engages 
in the production or marketing of any goods or services to which the certification mark is applied, 
or (3) permits the use of the certification mark for purposes other than to certify, or (4) discriminately 
refuses to certify or to continue to certify the goods or services of any person who maintains the 
standards or conditions which such mark certifies: 

Provided, That the Federal Trade Commission may apply to 
cancel on the grounds specified in subsections (c) and (e) of this 
section any mark registered on the principal register established 
by this Act, and the prescribed fee shall not be required. 


Sec. 15. Incontestability under certain conditions of right to use mark. 


Except on a ground for which application to cancel may be filed at any time under subsections 
(c) and (e) of section 14 of this Act, and except to the extent, if any, to which the use of a mark 
registered on the principal register infringes a valid right acquired under the law of any State or 
Territory by use of a mark or trade name continuing from a date prior to the date of [the publication] 
registration under this Act of such registered mark, the right of the registrant to use such registered 
mark in commerce for the goods or services on or in conncection with which such registered mark 
has been in continuous use for 5 consecutive years subsequent to the date of such registration and 
is still in use in commerce, shall be incontestable: Provided, That— 

(1) there has been no final decision adverse to registrant’s claim of ownership of such mark 
for such goods or services, or to registrant’s right to register the same or to keep the same on 
the register; and 

(2) there is no proceeding involving said rights pending in the Patent Office or in a court 
and not finally disposed of; and 

(3) an affidavit is filed with the Commissioner within | year after the expiration of any such 
5-year period setting forth those goods or services stated in the registration on or in connection 
with which such mark has been in continuous use for such 5 consecutive years and is still in 
use in commerce, and the other matters specified in subsections (1) and (2) hereof; and 

(4) no incontestable right shall be acquired in a mark which is the common descriptive name 
of any article or substance, patented or otherwise. 

Subject to the conditions above specified in this section, the incontestable right with reference 
to a mark registered under this Act shall apply to a mark registered under the Act of Mar. 3, 1881, 
or the Act of Feb. 20, 1905, upon the filing of the required affidavit with the Commissioner within 
1 year after the expiration of any period of 5 consecutive years after the date of publication of a 
mark under the provisions of subsection (c) of section 12 of this Act. 

The Commissioner shall notify any registrant who files the above-prescribed affidavit of the filing 
thereof. 


Sec. 16. Interference. 


[Whenever application is made for the registration of a mark which so resembles a mark previously 
registered by another, or for the registration of which another has previously made application, as 
to be likely when applied to the goods or when used in connection with the services of the applicant 
to cause confusion or mistake or to deceive, the Commissioner may declare that an interference 
exists.] Upon petition showing extraordinary circumstances, the Commissioner may declare that 
an interference exists when application is made for the registration of a mark which so resembles 
a mark previously registered by another, or for the registration of which another has previously 
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made application, as to be likely when applied to the goods or when used in connection with the 
services of the applicant to cause confusion or mistake or to decieve. Nc interference shall be declared 
between an application and the registration of a mark the right to the use of which has become 
incontestable. 


x*e eK * 


§ 31. Fees 


(a) The Commissioner of Patents will establish fees for the filing and processing of an application 
for the registration of a trademark or other mark and for all other services performed by and materials 
furnished by the Patent and Trademark Office related to trademarks and other marks. [Fees will 
be set and adjusted by the Commissioner to recover in aggregate 50 per centum of the estimated 
average cost to the Office of such processing. Fees for all other services or materials related to 
trademarks and other marks will recover the estimated average cost to the Office of performing 
the service or furnishing the material.] However, no fee for the filing or processing of an application 
for the registration of a trademark or other mark or for the renewal or assignment of a trademark 
or other mark will be adjusted more than once every three years. No fee established under this section 
will take effect prior to sixty days following notice in the Federal Register. 

(b) The Commissioner may waive the payment of any fee for any service or material related 
to trademarks or other marks in connection with an occasional request made by a department or 
agency of the Government, or any officer thereof. The Indian Arts and Crafts Board will not be 
charged any fee to register Government trademarks of genuineness and quality for Indian products 
or for products of particular Indian tribes and groups. 


**xe ke * 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 


Rules of Practice in Patent Cases; Reexamination 
Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its rules of practice in patent cases to 
provide procedures for the reexamination of patents. Public Law 96-517 amended the patent act 
to authorize reexamination proceedings as a means for improving the quality of United States patents. 
The Patent and Trademark Office intends, through this amendment of its rules, to provide patent 
owners and the public with guidance on the procedures the Office will follow in conducting 
reexamination proceedings. 

Effective date: July 1, 1981. 

For Further Information Contract: Mr. R. Franklin Burnett by telephone at [703]557-3054 or by 
mail marked to his attention and addressed to the Commissioner of Patents and Trademarks. 
Washington, D.C. 20231. 

Supplementary Information: This rule change relates to a procedure for reexamination of patents 
as provided for in Public Law 96-517, section 1 of which relates to reexamination and becomes 
effective on July 1, 1981. 


Background: 


A notice of proposed rulemaking was published in the Federal Register on Jan. 13, 1981 at 46 
FR 3162-3175 and in the Official Gazette on Feb. 17, 1981 at 1003 O.G. 36-47. 

The proposed rulemaking set forth two somewhat distinct procedures directed towards determining 
and improving the quality and reliability of United States patents. The procedures were (1) provisions 
for reexamination of patents as provided for in Pub. L. 96-517, section 1 of which relates to 
reexamination and becomes effective on July 1, 1981, and (2) provisions for inter partes protest 
proceedings in a patent application between the patent applicant and a member (or members) of 
the public who has (have) access to the application file. 

Anoral hearing was held on Apr. 16, 1981. Fifty-nine written letters and statements were submitted. 
Nineteen persons testified at the oral hearing which resulted in 107 pages of testimony. 


Discussion of General Issues Involved 


After careful consideration of the comments which have been received, the part of the proposed 
rulemaking relating to reexamination of patents as set forth in new Chapter 30 which Pub. L. 96- 
517 added to Title 35 of the United States Code [35 U.S.C. 301-307] is being adopted with certain 
changes. The remainder of the proposal relating to inter partes protest proceedings is not being 
adopted. 

The comments relating to the proposed rules for inter partes protest proceedings were generally 
mixed, with a majority of persons and associations submitting comments either opposed to these 
proposed rules or indicating that adoption of the proposed rules should be delayed or deferred for 
further study and consideration. 

A number of comments were received requesting some further changes to the rules be made. 
The thrust of some of the suggested changes would be to remove public access to reissue applications 
and to limit public participation in the examination of reissue applications. The changes suggested 
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included restoring the rules in these areas to essentially their 
pre-1977 form. In particular, it was suggested that § 1.175 be 
amended to eliminate paragraph (a)(4). These changes were not 
a part of the published proposal and are not being adopted at 
this time. Their consideration and adoption would require a new 
notice of proposed rulemaking. 

Further, since the subject matter of reissue applications is 
already known to the public the necessity for maintaining them 
in confidence is not compelling. The elimination of paragraph 
(a)(4) of § 1.175 would not have a significant effect since less 
than one-fourth of the currently filed reissue applications are 
based solely upon the 1977 change to § 1.175. Under the present 
circumstances, it is more appropriate to defer any consideration 
of such changes until this issue has been reviewed further and 
possibly until some experience is gained under the rules adopted 
herein relating to reexamination. Such experience may indicate 
the desirability of either retaining the 1977 change to § 1.175, 
deleting the 1977 change, or making different changes in the 
tules. 

The comments relating to reexamination were generally 
favorable with most of the comments indicating general ap- 
proval of the proposed rules. Among the more often mentioned 
specific comments were suggestions relating to public notice 
of reexamination requests and/or orders. A number of comments 
also related to requester and/or third party participation in the 
reexamination proceeding and also to the scope of the proceed- 
ing. 
After careful review of the comments and suggestions it has 
been decided to adopt the suggestions relating to the publication 
in the Official Gazette of requests for reexamination for which 
the fee has been paid. In addition, any reexaminations ordered 
at the initiative of the Commissioner will also be announced 
in the Official Gazette. The announcement will include at least 
the date of the request or any Commissioner initiated order, a 
reexamination request or order control number, the patent number, 
title, class and subclass, name of the inventor, name of the patent 
owner of record, and the examining group to which the reex- 
amination is assigned. 

The suggestions and comments relating to more participation 
in the reexamination proceeding by the requester and third 
parties have been adopted only to a limited degree. The requester 
will in general have only that participation provided by the rules 
as proposed. However, any citations under § 1.501 by any person 
will be entered in the patent file up until the date of an order 
to reexamine. The essentially ex parte nature of the proceeding 
is believed to be in keeping with the spirit and intent of the statute 
even though the statute does not require ex parte proceedings. 
Ex parte proceedings will minimize the costs and other effects 
of reexamination requests on patentees, especially individuals 
and small businesses. 

The scope of the reexamination proceeding which was origi- 
nally proposed has been essentially adopted in the final rules. 
The suggestions that the rules be broadened to include other 
issues have not been adopted since the other issues would unduly 
complicate the proceedings, raise the expense of the proceedings 
and raise questions whether such issues can be considered under 
Pub. L. 96-517. 


Discussion of the Major Specific Issues Involved 


The rules relating to reexamination proceedings are directed 
to the procedures set forth in new Chapter 30 of Title 35 of the 
United States Code (35 U.S.C. 301-307). This Chapter provides 
for the citation of prior art in patents, filing of requests for 
reexamination, decisions on such requests, reexamination and 
appeal from reexamination decisions, and the issuance of a 
certificate at the termination of the reexamination proceedings. 
Present §§ 1.1, 1.5,.1.11, 1.33, 1.34, 1.36, 1.104, 1.107, 1.109, 
1.111, 1.112, 1.113, 1.115, 1.116, 1.121, 1.191, 1.192, 1.196, 
1.197, 1.231, 1.248, 1.301, and 1.303 are amended to provide 
for reexamination procedures. A new “Subpart D-Reexamina- 
tion of Patents” includes new §§ 1.501, 1.510, 1.515, 1.520, 
1.525, 1.530, 1.535, 1.540, 1.550, 1.552, 1.555, 1.560, 1.565, 
and 1.570. Paragraph (b) of § 1.291, relating to prior art citations 
in patents, is deleted, since provisions therefor appear in § 1.501. 

Section 1.1, as amended, provides for communications re- 
lating to reexamination proceedings to be marked “Box Reexam” 
to speed internal Office mail processing. No comments were 
received concerning this section. The proposal has been modi- 
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fied to indicate that only requests should be marked “Box 
Reexam”. 

Section 1.5, as amended, provides for all letters relating to 
a reexamination proceeding to be identified by patent number 
and a reexamination request control number. Nocomments were 
received concerning this section. Section 1.5 has been modified 
to also include reference to the Group Art Unit and the examiner, 
if known. 

Section 1.11, as amended, provides for all papers made of 
record in reexamination proceedings to be open to inspection 
and copying by the public. Eighteen comments were received 
relating to publication of a notice in the Official Gazette. A new 
paragraph (c) has been added which provides for the publication 
of requests with sufficient fees paid and orders initiated by the 
Commissioner. Proposed paragraph “c” has been adopted as 
paragraph “d”. 

Section 1.33, as amended, has a new paragraph (c) relating 
to which address communications for the patent owner will be 
sent and who may sign papers filed. Four comments were 
received on this section relating to whom the mail should be 
addressed. One proposal, which suggested use of the current 
address of the attorney or agent of record, was adopted. 

Section 1.34, as amended, provides for the appointment of 
an attorney or agent in a reexamination proceeding. Only one 
comment was received on this section which proposed a rule 
specifically allowing attorneys to file requests without identi- 
fying their clients. Since any person may request reexamination, 
such a rule is not felt necessary. 

Section 1.36, as amended, provides for the revocation and 
withdrawal of powers of attorney in a reexamination proceeding. 
No comment was received. Section 1.36 is adopted as proposed 
with an additional change which added “or her” near the end. 

Section 1.104, as amended, broadens the present section to 
also include reexamination. Three comments were received on 
§ 1.104. All comments indicated that the examiner should not 
make a prior art search. Although no complete new search by 
the examiner is required, the use of patents and printed pub- 
lications in addition to those submitted by the requester is clearly 
indicated in 35 U.S.C. 303(a). According, § 1.104 is adopted 
as proposed. 

Section 1.107, as amended, provides for the citation of prior 
art by the examiner in a reexamination proceeding. The amended 
rule also refers to foreign published applications, as well as 
patents. Nocomments were received on this section. It is adopted 
as proposed. 

Section 1.109, as amended, provides for the examiner to 
supply reasons for allowance in a reexamination proceeding if 
the examiner believes that the record does not make clear the 
reasons for allowing a claim or claims. No comments were 
received on this section. Except for a clarifying change in 
language, it is adopted as proposed. 

Section 1.111, as amended, provides for replies by the patent 
owner in a reexamination proceeding. One comment was re- 
ceived which suggested a clarification. The suggestion was 
adopted. Other non-substantive changes have been made in the 
proposed section to shorten the sentences for clarity. 

Section 1.112, as amended, provides for reexamination and 
reconsideration of the patent under reexamination after responses 
by the patent owner. Three comments were received on this 
section. 

The wording has been changed as suggested to avoid any 
confusion between “reexamination” and “reexamine”. The 
sentences have also been shortened for clarity. 

Section 1.113, as amended, provides for a final rejection or 
action in a reexamination proceeding. One comment was re- 
ceived which pointed out a possible conflict between the amend- 
ment rights of section 305 and the final rejection of section 1.113. 
No problem is seen in this regard because of the provision of 
section 305 which states that “reexamination will be conducted 
according to the procedures established for initial examination.” 
The section is adopted as proposed with the last sentence being 
divided into two sentences for clarity. 

Section 1.115, as amended, provides for amendments by the 
patent owner in a reexamination proceeding. Nocomments were 
received concerning this section. The section is adopted as 
proposed with minor changes for clarity. 

Section 1.116, as amended, provides for amendments after 
final action in reexamination proceedings. One comment was 
received which was the same as that mentioned and responded 
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to in Section 1.113 above. The sentences have been shortened 
for clarity. 

Section 1.121, as amended, contains a new paragraph (f) 
which requires a complete copy of any new or amended claim 
when presented during reexamination proceedings. Two per- 
sons commented on this section. One proposed side-by-side 
presentation of amended and original claims. The other pro- 
posed that exactly the same procedure be used as is now in effect 
for amending reissue claims. Neither suggestion was adopted 
since neither lends itself to printing only the amended claims 
in a certificate as easily as the procedure set forth in § 1.121(f). 
The proposed section was revised to also provide for the amend- 
ment of the description. In addition, the last three sentences of 
§ 1.510(e) have been inserted as the last three sentences of 
§ 1.121(f) in order to provide a more complete description 
therein of the manner of making amendments, including the 
numbering of claims, the restriction on scope of the claims and 
the prohibition against the introduction of new matter. 

Section 1.191, as amended, provides for appeal to the Board 
of Appeals by the patent owner from any decision adverse to 
patentability, in accordance with 35 U.S.C. 306. One comment 
was received on proposed § 1.191 which urged that the requester 
should also be entitled to appeal. This proposal was not adopted 
because it is not provided for in the law and could result in 
harassment if permitted. The section is adopted as proposed 
except that “primary” contained in the existing rule is retained. 

Section 1.192, as amended, provides two months from the 
date of the Notice of Appeal for the patent owner to file an appeal 
brief in a reexamination proceeding. Five comments were re- 
ceived relating to § 1.192 which proposed that the period for 
filing an appeal brief in a reexamination appeal be two months 
as in other appeals. The proposed rule has been adopted with 
the suggested two month period. The sentences have been 
shortened for clarity. 

Section 1.196 and § 1.197 are being amended to refer to 
“appellants”, which is a term which includes both applicants 
and patent owners. 

These two sections were not published for comment, how- 
ever, the issues involved were presented in proposed §§ 1.191 
and 1.192. Paragraph (c) of § 1.197 has also been rewritten for 
clarity. 

Section 1.231(a)(1), as amended, provides for a motion that 
a patent claim is unpatentable in an interference proceeding 
where reexamination thereof has also been requested. 

Three comments were received concerning § 1.231. All 
comments related to when interference or reexamination pro- 
ceedings would be suspended. Section 1.565 provides basis for 
such suspensions. Decisions will be made on a case by case 
basis, depending on the particular fact situation. The sentences 
in § 1.231(a)(1) have been shortened and rearranged for clarity. 

An amendment was proposed to delete the last two sentences 
of § 1.247 relating to proof of service. No comments were 
received concerning this section but, on reconsideration, no need 
for such deletion is felt necessary and no change is being 
adopted. 

Section 1.248, as amended, includes a new paragraph (b) 
relating to methods of serving papers and proof of service. No 
comments were received concerning this section. The section 
is adopted as proposed with minor changes for clarity and to 
conform to the Federal Rules of Civil Procedure. 

Section 1.291, as amended, deletes paragraph (b). Former 
paragraph (b) dealt with the citation of prior art provisions. It 
was deleted since the provisions are now covered by § 1.501. 
Five persons commented on § 1.291. One comment relating to 
filing protests in reexamination proceedings was not adopted 
since such proceedings are ex parte in nature and are limited 
to consideration of prior art patents and printed publications 
cited by the public prior to the order. Two persons mentioned 
providing a procedure for citation of prior art by patentees. 
Citation of prior art by patentees is included in § 1.501. The 
two other comments related to the content of protest proceed- 
ings, which are not part of this final rule. Section 1.291 is adopted 
as proposed except that the paragraph designation of (c) is not 
being changed. 

Section 1.301, as amended, provides for appeal by the owner 
of a patent in reexamination proceedings to the U.S. Court of 
Customs and Patent Appeals. Four comments were received 
relating to § 1.301. One person suggested the insertion of “any” 
as the fourth word in the section. This suggestion was adopted. 
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The other three comments related to appeals in inter partes 
protest proceedings which are not a part of this promulgation. 
Section 1.301 is adopted as proposed with only the above 
mentioned change. 

Section 1.303, as amended, provides for remedy by civil 
action under 35 U.S.C. 145 for the owner of a patent in reex- 
amination proceedings. Nocomments were received concerning 
this section. The changes from the proposal are the insertion 
of “any” as the fourth word in the section as suggested in § 1.301 
and the addition of, “306” to the title. 

New § 1.501 provides a system for citation of patents and 
printed publications to the Patent and Trademark Office for 
placement in the patent file by any person during the period 
of enforceability of the patent in accordance with 35 U.S.C. 301. 
Seventeen persons commented on § 1.501. Nine comments 
indicated that citations should be limited to patents or printed 
publications. Six comments indicated that persons citing art 
should be required to apply it to at least one claim. Three persons 
held the opposite view. The final rule wording provides for 
citations limited to patents and printed publications where the 
person making the citation states the pertinency and applicability 
of the citation to the patent and the bearing the citation has on 
the patentability of at least one claim of the patent. The final 
rule provides that a citation made by the patent owner may 
include an explanation of how the claims differ from the prior 
art cited. Any citations which include items other than patents 
and printed publications will not be entered in the patent file. 
This does not, of course, limit in any manner the kinds and types 
of information which can be relied upon in protests against 
pending patent applications, whether such be original applica- 
tions or reissue applications. Four persons stated that a separate 
letter requesting confidentiality should be required in cases 
desiring confidentiality. This provision was not considered to 
be necessary. One comment requested clarification of the term 
“period of enforceability of a patent.” The meaning of this term 
appears to be clear since it includes any period for which 
recovery can be had for infringement. Under usual circum- 
stances, this would be the term of the patent plus the six years 
provided by 35 U.S.C. 286. Five comments were received 
relating the paragraph (c) concerning service of citations on the 
patent owner. The wording has been clarified. A suggestion was 
made that prior art copies and translations of non-English 
documents be required. This suggestion was not adopted since 
such documents are not absolutely essential until a request for 
reexamination has been filed. However, if the person citing the 
patents or printed publications desires that they be considered 
in any subsequent reexamination proceedings, copies and any 
necessary English translation should be included with the ci- 
tation. A proposal was also made to charge a fee to prevent 
harassment. This proposal was not adopted since the mere 
citation of prior art is not considered to constitute harassment. 
A suggestion was made to change the title of the section. This 
suggestion was adopted in slightly modified form. 

New § 1.510 sets forth procedures for any person to request 
reexamination in accordance with 35 U.S.C. 302. Paragraph (a) 
of new § 1.510 limits the period for such request to the period 
of enforceability of the patent for which the request is filed and 
requires payment of the fee for requesting reexamination. Para- 
graph (b) of new § 1.510 indicates what each request for reex- 
amination must include. Paragraph (c) of new § 1.510 indicates 
under which conditions a request for reexamination will be 
considered. Paragraph (d) of new § 1.510 indicates the date on 
which the entire fee is received will be considered to be the date 
of the request for reexamination. Upon reconsideration of the 
paragraph as proposed, it was considered more appropriate to 
base the filing date of the request for reexamination on the receipt 
of the fee for requesting reexamination rather than include other 
matters. Proposed paragraph (d) has been amended accordingly 
and is adopted. Paragraph (e) of new § 1.510 covers amendments 
which a patent owner can propose. Such amendments can ac- 
company a request for reexamination by the patent owner. The 
paragraph, with changes in wording for clarity, is adopted as 
proposed. A new paragraph (f) was added to clarify that requests 
for reexamination may be filed by attorneys or agents on behalf 
of a requester. Nineteen persons commented on § 1.510. One 
person inquired as to whether confidential requests would be 
accepted. In response thereto, § 1.510 provides that any person 
may file a request for reexamination. That person’s name will 
not be maintained in confidence. One suggestion was made to 
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permit comment and rebuttal before the decision under § 1.515. 
No need for such a procedure is seen since the only question 
to be considered is whether or not a substantial new question 
of patentability has been raised. An opportunity for comment 
and rebuttal is provided after the issuance of the order. One 
comment was received which desired provision for supplemen- 
tal requests at a reduced fee. This proposal was not adopted since 
it is felt that all requesters should share equally in the cost. One 
comment was received which proposed that duplicate copies 
of the request be filed in the Office so that one copy would be 
available for public inspection at all times. This proposal was 
not adopted since it would appear to create more problems than 
it would solve. One comment was received that only “readily 
available” translations should be required. It is felt that if a 
document is considered to be sufficiently pertinent to request 
reexamination, that an English translation should be provided 
to insure complete and proper consideration. A suggestion was 
made relating to paragraph (b)(5) that direct service be limited 
to registered patent attorneys. No need for such a restriction is 
seen. Various other comments relating to procedures were 
considered but were not adopted. 

New § 1.515 relates to a determination as to whether the request 
has presented a substantial new question of patentability under 
35 U.S.C. 303. Paragraph (a) of new § 1.515 requires that the 
determination be made within 3 months of the filing date of the 
request. Paragraph (b) of new § 1.515 refers to the refund 
provisions. Paragraph (c) of new § 1.515 provides for review 
by petition to the Commissioner of any decision refusing reex- 
amination. Seven persons commented on § 1.515. Several com- 
ments were received suggesting that the term “reexamination” 
should be dropped before “examiner”. This proposal was adopted. 
Several persons requested that all art cited in the patent file at 
the time of the order under § 1.525 be considered when deciding 
whether a substantial new question of patentability is presented 
in the request. This is possible under the provision of § 1.515(a) 
which permits “consideration of other patents or printed pub- 
lications”, but is not required insofar as prior art not relied upon 
in the request is concerned. One person suggested that “is” be 
changed to-affirms-in paragraph (c). This proposal has been 
adopted. One commentor questioned whether a right to review 
was available under paragraph (c) if reexamination was ordered. 
No right to review exists in such a case because all claims will 
be reviewed in view of all prior art during the reexamination 
under § 1.550. 

New § 1.520 provides for reexamination at the initiative of 
the Commissioner under the provisions of the last sentence of 
paragraph (a) of 35 U.S.C. 303. Six persons commented on 
§ 1.520. One comment was received that indicated that the 
section did not include a reference to patents “discovered by 
the Commissioner” which is contained in 35 U.S.C. 303(a). This 
phrase has been added to the rule. A request was made that the 
sentence Normally requests from outside-will not be consid- 
ered.” be deleted from the rule. The sentence is being retained 
since the rule wording provides an easy referene for Office 
policy. Two comments were received that indicated a desire to 
have any decisions not to reexamine in Commissioner initiated 
situations be made part of the patent file. This proposal was not 
adopted since the basis for not reexamining may involve many 
policy issues in addition to whether a substantial new question 
of patentability exists in the case. If all papers in such a case 
would be made part of a file, it may lead to conclusions that 
there are no new questions of patentability when this question 
may not have been addressed because the reexamination was 
not ordered for other reasons such as little or no interest in a 
patent about to expire. One comment stated that the section 
safeguards the rights of the patentee. The language referring to 
the designation and delegation of authority to appropriate Patent 
and Trademark Office officials is deleted as unnecessary since 
the Commissioner’s authority to designate and delegate is implicit 
and understood. 

New § 1.525 provides for ordering reexamination where a 
substantial new question of patentability has been found pur- 
suant to §§ 1.515 or 1.520. Six comments were received relating 
to § 1.525. One comment was made that the attorney should 
be able to return notices to the sender if he is unable to contact 
the patent owner. This topic has not been added to the rules 
but will be handled on a case by case basis. One comment 
requested that the patent owner have the option to request that 
the reexamination be performed by an examiner (1) other than 
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the original examiner, or (2) other than the examiner who issued 
the order. Comments were also received on both sides of the 
question as to whether the original examiner should conduct 
the reexamination. In response, it would appear to be inappro- 
priate to allow an interested party to select the examiner. Under 
the section, the only limitation placed on the selection of the 
examiner by the Office is that the same examiner whose decision 
was reversed on petition ordinarily will not conduct the reex- 
amination. Paragraph (b) has been changed to provide that the 
notices published in the Official Gazette will be considered to 
be constructive notice. 

New § 1.530 relates to the statement and proposed amend- 
ments provided for in the second sentence of 35 U.S.C. 304. 
Amendments submitted by the patent owner cannot enlarge the 
scope of a claim in the patent. Amendments will not be effec- 
tively entered into the patent until the certificate under § 1.570 
and 35 U.S.C. 307 is issued. Nine comments were received on 
§ 1.530. Several persons felt that the patent owner should be 
allowed to comment before the decision under § 1.515 is made. 
Providing for such a comment would delay the decision under 
§ 1.515 which must be made within three months following the 
filing date of the request. Further, no need is seen for a statement 
relating to whether a new question of patentability is present 
since the patent owner has the opportunity to address any issues 
of patentability only after the first Office action. One comment 
questioned whether paragraph (d) also related to the description. 
This paragraph has been amended to clarify the matter. One 
person questioned whether an amendment could be filed with 
a statement. Paragraph (b) clearly answers this question in the 
affirmative. Several comments requested more time than two 
months for the patent owner to file a statement. In reply, the 
law in section 304 indicates that a reasonable period of not less 
than two months be provided for the patent owner’s statement. 
If the period is too short in particular situations, extensions of 
time can be requested. It is felt that two months should be 
retained in the rule in view of the “Special Dispatch” required 
in reexamination cases. The proposed second sentence of para- 
graph (b) has not been adopted since § 1.525(b) :. w provides 
for the publication of notices of the filing of all requests which 
are accompanied by the proper fee. 

New § 1.535 provides for reply by the reexamination re- 
quester to the statement under § 1.530 of the patent owner and 
for service on the patent owner of any such reply. The last 
sentence of proposed § 1.540 has been added as the last sentence 
of § 1.535. Five persons commented on § 1.535. Four persons 
indicated that the requester should be given additional oppor- 
tunity to comment. The reasons for the limited participation are 
that it is all that is required under the law, it prevents to a great 
degree, harassment of a patent owner, it results in a less expen- 
sive proceeding for all parties, and it results in an earlier con- 
clusion of the proceedings. 

New § 1.540 relates to the consideration of statements under 
§ 1.530 and replies under § 1.535. One comment was received 
that the phrase “may result in their being refused” was worded 
too loosely. In the absence of any specific suggestion, the 
proposed wording is considered to be adequate and is adopted 
as proposed. In addition, it is appropriate that the Office retain 
discretion as to consideration in such cases. 

New § 1.550 covers the basic items relating to the conduct 
of reexamination proceedings. These proceedings basically follow 
the same procedures used for examining patent applications. The 
patent owner will be required to serve the reexamination re- 
quester with any response by the patent owner to the Office, 
in order to remove the necessity of the requester having to 
continuously monitor the file wrapper. Fourteen persons com- 
mented on 1.550. 

Several persons commented that they felt that at least some 
input by third parties should be permitted. Paragraph (e) has 
been revised to permit third party input up until the time of the 
order. Several comments were received that the periods for 
response should be extended to be similar to those in regular 
application Office actions. Although problems may arise in 
certain cases and extensions of time may be granted, it is felt 
that relatively short response times are necessary in order to 
process reexaminations with “special dispatch.” A question was 
raised as to the effect of failure to respond to an Office action. 
Paragraph (d) has been amended to clarify this matter. 

New § 1.552 covers the scope of reexamination in a reex- 
amination proceeding. While it is not intended that the examiners 
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will routinely complete a new search when conducting reex- 
amination, the examiners will be free to, and will, very likely, 
conduct additional searches and cite and apply additional prior 
patents and publications when they consider it is appropriate 
and beneficial to do so. Insofar as the actual reexamination is 
concerned, the examination as to original patent claims is only 
on the basis of patents or printed publications. However, nar- 
rowed amended claims or new claims limited to the original 
disclosure will also be examined for compliance with other 
sections of the statute (35 U.S.C. 112 and 132) which are 
necessary in order to ensure that any amended or new claims 
are supported, valid, and do not introduce new matter. New § 
1.552 also provides that questions relating to matters other than 
those identified in paragraphs (a) and (b) of the section would 
merely be noted by the examiner as being an open question in 
the record. Patent owners could then file a reissue application 
if they wish such questions to be resolved. Ten persons com- 
mented on § 1.552. Several persons commented that the question 
of fraud should be considered in reexamination proceedings. 
Comments were also received that the proceedings should be 
limited to patents and printed publications. The rules have been 
written to follow the statute which speaks only to reexamination 
based on patents and printed publications. Mixed comments 
were also received concerning the retention of the second sentence 
of paragraph (c). The paragraph is being adopted as proposed 
with the addition of a reference to the fact that the examiner 
will note the existence of unresolved questions in an Office 
action. In addition, the phrase “raised or” has been deleted from 
paragraph (c) as unnecessary. 

New § 1.555 covers the duty of disclosure by a patent owner 
in a reexamination proceeding involving the owner’s patent. 
Nine persons commented on § 1.555. Four persons supported 
placing a duty of disclosure on the patent owner. One comment 
was received that an oath or declaration be required of the patent 
owner in a reexamination so as to minimize the appearance and 
occurrence of any fraudulent acts and to emphasize the pat- 
entee’s obligation of candor. While the suggestion for an oath 
or declaration has not been adopted, § 1.555 does place an 
obligation of candor on the patent owner insofar as bringing 
patents or printed publications to the attention of the Office is 
concerned. The necessity for an oath or declaration in addition 
to the obligation placed on the patent owner by § 1.555 is not 
apparent at this time. Accordingly, the suggestion has not been 
adopted. Two persons felt the duty of disclosure should apply 
to both the patent owner and requester. This proposal was not 
adopted since no sanction could be easily applied against the 
requester who violated such a rule. One person suggested broad- 
ening the duty requirements to include information in addition 
to patents and printed publications. Although such a practice 
may be desirable, no need is seen to require information under 
the reexamination rules which cannot be used during the reex- 
amination. One person felt that there should be no duty of 
disclosure requirement in reexamination proceedings since the 
Office will be considering specific prior art and the presence 
or absence of other prior art does not seem terribly relevant. 
This suggestion was not adopted since the issue of patentability 
is not limited to the specific prior art presented and the duty 
to disclose is consistent with current practice under § 1.56. The 
section is adopted as proposed except for the indication that prior 
art statements should be filed in accordance with § 1.98. Also, 
the section has been divided into two sentences for clarity. 

New § 1.560 relates to the conduct of interviews in reex- 
amination proceedings. Seven comments were received directed 
to § 1.560. One comment requested elimination of interviews. 
This suggestion was not adopted since interviews have been 
found to be very helpful in resolving issues. Five comments were 
received which indicated that the requester should be permitted 
to attend all interviews. This suggestion was not adopted because 
of the otherwise ex parte nature of the examination. Two com- 
ments were received which indicated that interviews should be 
permitted before the first Office action. This suggestion was not 
adopted since such interviews would be held at a time when 
the Office has not yet taken a position on the allowability of 
the claims under reexamination. Section 1.560 is adopted as 
proposed. 

New § 1.565 provides for the Commissioner to determine 
which, if any, proceedings should be stayed, consolidated, or 
suspended, if concurrent proceedings involving the patent under 
reexamination are instituted or in progress. Four comments were 
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received concerning § 1.565. One comment pointed out the 
desirability of combining copending reexamination proceed- 
ings. This concept has been accepted and a new paragraph (c) 
has been added to cover this matter. Two comments voiced 
concern over the possibility of delay resulting from stayed, 
suspended or combined cases. Although some delay may result, 
it is felt that a resolution of all issues should occur at an earlier 
date. Decisions as to whether to delay or combine cases will 
be made on a case by case basis to minimize delays and to protect 
the interests of all parties concerned. One comment was made 
to allow the patent owner to comment prior to any decision to 
stay proceedings by the Commissioner. The desirability of such 
comment will be decided on a case by case basis and is not 
considered desirable for placement in the rules. The addition 
of paragraph (c) and the insertion of “is or” before “becomes” 
in the first sentence of paragraph (b) are the only changes from 
the proposed rule. 

New § 1.570 concerns the issuance of the reexamination 
certificate under 35 U.S.C. 307 after conclusion of reexamina- 
tion proceedings. The certificate will cancel any patent claims 
determined to be unpatentable, confirm any patent claims de- 
termined to be patentable, and incorporate into the patent any 
amended or new claim determined to be patentable. Three 
commentors mentioned § 1.570. Two persons questioned the 
statutory authority for paragraph (d). In response to the concern 
for statutory authority, it is the position of the Office that once 
all of the claims have been canceled from the patent, the patent 
ceases to be enforceable for any purpose. Accordingly, any 
pending reissue or other Office proceeding relating to a patent 
in which such a certificate has been issued will be terminated. 
This provides a degree of assurance to the public that patents 
with all the claims canceled via reexamination proceedings will 
not again be asserted. One commentor indicated that copies of 
the certificate should be part of subsequently sold copies of the 
patent. Such a practice is intended but is not being made part 
of the regulations. 

Environmental, energy, and other consideration: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 

[Text of adopted rules appears in 37 CFR. revised July 1, 
1982.] 


RENE D. TEGTMEYER, 
Acting Commissioner of 
Patents and Trademarks. 


May 12, 1981. 


ROBERT B. ELLERT, 
Acting Assistant Secretary 
for Productivity, Technology, 
and Innovation. 


[FR Doc. 81-16031 Filed 5-26-81; 8:45 am] 


May 15, 1981. 


[1007 0.G. 30] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 & 5 
[Docket No. 21223-259] 


Revision of Patent Procedure 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases, Part | of 37 CFR, to implement 
the sections of Public Law 97-247 of 1982 which become 
effective on Feb. 27, 1983, and to make other miscellaneous 
changes. The other miscellaneous changes are being made to 
clarify and improve the rules where appropriate. The rulemak- 
ing also is amending Part 5 of 37 CFR to establish procedures 
for expediting the granting of a license under 35 U.S.C. 184 
permitting the filing of a patent application in a foreign country. 
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Effective Date: Feb. 27, 1983. 

For Further Information Contact: R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to 1) implement the changes in practice in the Patent 
and Trademark Office provided for in Public Law 97-247 
enacted on Aug. 27, 1982; 2) clarify or rewrite certain rules; 
and 3) expedite the granting of licenses under 35°U.S.C. 184. 

This rule change contains a number of changes in practice 
designed to benefit both the Patent and Trademark Office in 
its handling of its mission and the public the Office serves. 

Certain of the changes are housekeeping in nature. 

A number of final rules have already been issued to imple- 
ment Public Law 97-247. A final rule on “Revision of Patent 
and Trademark Fees” was published on July 30, 1982 at 47 FR 
33086-33112 with corrections in the printing thereof being 
published on Aug. 4, 1982, at 47 FR 33688 and on Aug. 5, 1982, 
at 47 FR 33959. The final rule was also published in the Official 
Gazette on Aug. 10, 1982, at 1021 O.G. 19-94. A final rule 
relating to definitions of “independent inventor” and “nonprofit 
organizations” was published on Sept. 10, 1982 at 47 FR 40134- 
40140 and on Sept. 21, 1982 at 1022 O.G. 29-46. A “Revision 
of Patent and Trademark Fees Confirmation” was published on 
Sept. 17, 1982 at 47 FR 41272-41283 and on Sept. 28, 1982 
at 1022 O.G. 61-97. A final rule relating to the definition of 
“small business concern” was published on Sept. 30, 1982 at 
47 FR 43272-43276 and on Oct. 19, 1982 at 1023 O.G. 23-29. 


Discussion of Specific Rules and Significant Differences 
Between Proposed and Final Rules: 


Section 1.4 


Section 1.4 is amended as proposed to add a reference to 
Subpart D relating to citation of prior art and reexamination. 


Section 1.6 


Section 1.6 is amended as proposed to insert “federal” before 
“holidays” in paragraphs 1.6(a)-(c) in accordance with § 21(b) 
of Title 35, United States Code, as amended by Public Law 97- 
247. New paragraph 1.6(d) will establish in the regulations a 
procedure under which papers and fees which could not be filed 
on a particular date because of an interruption or emergency 
in the United States Postal Service which is so designated by 
the Commissioner, may be promptly filed after the ending of 
such a designated interruption or emergency and be considered 
as having been filed on that particular date. Authority for such 
a practice is found in § 21(a) of Title 35, United States Code, 
as amended by Public Law 97-247. 


Section 1.7 


Section 1.7 is amended as proposed to insert “federal” before 
“holiday” in accordance with 35 U.S.C. 21(b), as amended by 
Public Law 97-247. 


Section 1.8 


Section 1.8 is amended to remove in paragraph 1.8(a) the 
references to §§ 3.55 and 4.23, which sections were removed 
from the rules by the rulemaking entitled “Revision of Patent 
and Trademark Fees” published in the Federal Register on 
September 10, 1982 at 47 Fed. Reg. 40134-40140. The change 
in paragraph 1.8(a)(i) results from the change made in § 111 
of Title 35, United States Code, by Public Law 97-247. Under 
the revised rule, the certificate of mailing procedure would be 
available for filing patent oaths or declarations and filing fees. 
However, the certificate of mailing procedure could not be used 
for filing patent specifications and drawings to obtain a filing 
date. Such papers can be filed under new § 1.10. The final rule 
clarifies that each paper or fee filed under § 1.8 must include 
its own certificate of mailing. The proposed amendment to § 
1.8(a)(viii) referring to the Court of Appeals for the Federal 
Circuit rather than to the Court of Customs and Patent Appeals, 


has been adopted as a final rule as published on Oct. 26, 1982: 


at 47 FR 47380-47382 and therefore is not republished here. 


Section 1.10 


Section 1.10 is amended as proposed to provide a procedure 
for assigning the date on which any paper or fee is deposited 
as “Express Mail” with the United States Postal Service as the 
filing date of the paper or fee in the Patent and Trademark Office. 
Authority for the Commissioner to establish such a procedure 
is provided in § 21(a) of Title 35, United States Code, as amended 
by Public Law 97-247 for any paper or fee required to be filed 
in the Patent and Trademark Office. This procedure covers the 
filing of all documents, including patent and trademark appli- 
cations, and fees since they are required to be filed in the Patent 
and Trademark Office for processing. Questions were raised 
during the public hearing and in the written comments regarding 
the authority of the Commissioner to promulgate § 1.10 insofar 
as it would provide for the use of “Express Mail” to file patent 
and trademark applications. The argument advanced was that 
the amendment of 35 U.S.C. 21(a) by Public Law 97-247 did 
not permit the Commissioner to adopt rules whereby “Express 
Mail” could be used to file patent and trademark applications 
since such applications are not papers or fees “required to be 
filed in the Patent and Trademark Office.” It was urged that this 
language of 35 U.S.C. 21(a), in conjunction with amended 35 
U.S.C. 111 which states that the “filing date of an application 
shall be the date on which the specification and any required 
drawing are received in the Patent and Trademark Office,” 
prevents adoption of proposed § 1.10. 

The arguments presented are not supported by the legislative 
history or by the literal language of the statute. Section 111 of 
Title 35, United States Code, before and after Public Law 97- 
247, requires patent applications to be made “in writing to the 
Commissioner.” This is apparent from the first sentence of 35 
U.S.C. 111 which provides that [a] pplication for patent shall 
be made. . .in writing to the Commissioner.” Thus, one seeking 
a patent is “required” to make application for the same “in 
writing to the Commissioner.” The written application clearly 
constitutes a “paper or fee required to be filed in the Patent and 
Trademark Office.” Section 21(a) of Title 35, United States 
Code, authorizes the Commissioner to adopt rules whereby “any 
paper or fee required to be filed in the Patent and Trademark 
Office will be considered filed in the Office on the date on which 
it was deposited with the United States Postal Service.” The 
authority provided by section 21(a) extends to “any paper or 
fee” to which the Commissioner, by an appropriate rulemaking, 
so extends it. The Commissioner can, therefore, by rule, establish 
that “any paper or fee,” including a patent or trademark appli- 
cation, is “filed” or “received in the Patent and Trademark 
Office” when it is deposited with the United States Postal Service. 
The terms “filed” and “received” as used in 35 U.S.C. 21(a) 
and 111 can therefore be given the same meaning by an ap- 
propriate rulemaking by the Commissioner. 

The legislative history, H.R. Rep. No. 542, 97th Cong., 2nd 
Sess. 8A (1982), clearly supports the interpretation set forth 
herein. In discussing new subsection (a) which has been added 
to section 21 of Title 35, United States Code, the Report em- 
phasizes that the authority extends to “any paper or fee which 
is required to be filed” in the Patent and Trademark Office. The 
Report specificaliy states that the “requirements governing 
whether any given paper or fee may be given the filing date 
of the day on which it was . . . deposited with the United States 
Postal Service will be set forth in regulations established by the 
Commissioner.” Clearly no restrictions were placed by the 
statute or the legislative history on the types of papers or fees 
which the Commissioner can consider as having been filed in 
the Patent and Trademark Office on the date of deposit with 
the United States Postal Service. 

The new procedure, in paragraph 1.10(a), requires the use 
of the “Express Mail Post Office to Addressee” service of the 
United States Postal Service. This service provides for the use 
of a mailing label on which the Post Office clearly indicates 
the date on which it was deposited. Paragraph 1.10(b) requires 
(1) that the number of the “Express Mail” mailing label be placed 
on each paper or fee and (2) that a certificate of mailing by 
“Express Mail”, signed by the person mailing the paper or fee, 
be included on each paper or fee and state the date of deposit 
as “Express Mail” in the United States Postal Service. The 
requirement that each paper or fee have the number of the 
“Express Mail” mailing label and the certificate of mailing by 
“Express Mail” included thereon is necessary so that the Patent 
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and Trademark Office can verify when each paper or fee was 
filed if questions relating thereto arise. The number and cer- 
tificate must be placed on each separate paper and each fee 
transmittal either directly on the document or by a separate paper 
firmly and securely attached thereto. It is not necessary that the 
number and certificate be placed on each page of a particular 
paper or fee transmittal. Merely placing the number and cer- 
tificate in one prominent location on each separate paper or fee 
transmittal will be sufficient. 

Under new paragraph 1.10(c), the Office will accord the 
paper or fee the date of deposit as “Express Mail” as the filing 
date without further proof unless a question is present regarding 
the date of mailing. If, however, more than a reasonable time 
has elapsed between the certificate date and the Patent and 
Trademark Office receipt date, or if other questions regarding 
the date of mailing are present, new paragraph 1.10(c) provides 
that the person mailing the paper or fee may be required to file 
(1) acopy of the “Express Mail” receipt showing the actual date 
of mailing and (2) a statement from the person who mailed the 
paper or fee averring to the fact that the mailing occurred on 
the date certified. Such statement must be a verified state- 
ment (oath or declaration) unless made by a person regis- 
tered to practice before the Patent and Trademark 
Office. 

The certificate of mailing procedure of § 1.8(a) continues 
to be available in addition to the proposed procedure under § 
1.10. The final rule (§ 1.10) has been changed from that proposed 
to allow for a reasonable time between mailing and delivery 
rather than only for one day since actual delivery in one day 
is not always provided from all areas of the country. The final 
rule clarifies that each paper or fee must include its own 
certificate of mailing by “Express Mail.” This rule is 
being promulgated at this time so that individuals who 
desire to use the service may do so after the effective 
date. 

The “Express Mail” service is seen to be preferable to other 
types of postal services because a readily legible mailing date 
is provided to both the applicant and the Patent and Trademark 
Office on the “Express Mail” label. Also, the labels are of 
uniform size and can therefore be kept on file relatively easily 
by the Office, if such is determined to be necessary or desirable. 
Registered mail and certified mail, on the other hand, provide 
only a postmark for the mailing date when such mail arrives 
in the Patent and Trademark Office and such postmarks are often 
illegible. Also, such mail arrive:s in various size envelopes which 
do not easily lend themselves to being filed so that the postmark 
may be retained. Administrative burdens including lack of cer- 
tainty of mailing date and storage are considered greater for 
registered or certified mail than for “Express Mail.” The Patent 
and Trademark Office will monitor closely the use of “Express 
Mail” by the public and may reconsider permitting the use of 
other forms of service provided by the United States Postal 
Service. 


Section 1.17 


Section 1.17, paragraph (h), is amended as proposed to 
remove the reference to § 1.45 and add a reference to new $ 
1.48 relating to the correction of inventorship in patent appli- 
cations. 


Section 1.22 


Section 1.22 is amended to recognize that filing dates may 
be assigned without payment of the basic filing fee as authorized 
by § 111 of Title 35, United States Code, as amended by Public 
Law 97-247. New paragraph 1.22(b) indicates that fees paid to 
the Office should be itemized in such a manner that the purpose 
for which the payment is submitted can be clearly determined 
by Office personnel for proper processing. The final rule in- 
cludes clarification that it refers to patent and trademark fees 
and charges. 


Section 1.24 
Section 1.24 is amended as proposed to remove the reference 


to coupons in denominations of forty cents since coupons in 
this denomination are no longer necessary. 
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Section 1.41 


Section 1.41 is amended as proposed to require in paragraph 
1.14(a) that a patent be applied for in the name of the actual 
inventor or inventors and that the full names of the inventors 
be stated. Paragraph 1.41(b), as amended, clarifies the definition 
of the word “applicant”. New paragraph 1.41(c) permits any 
person authorized by the applicant to file an application for 
patent in order to receive a filing date on behalf of the inventor 
or inventors, but the oath or declaration for the application must 
be made by all of the actual inventors in accordance with 
§§ 1.63 and 1.64. Under new paragraph 1.41(d), a showing may 
be required from the person initially filing an application that 
the filing was authorized. 


Sections 1.42 and 1.43 


Sections 1.42 and 1.43 are amended as proposed to remove 
the requirement that the legal representative sign the application 
papers in view of the changes in 35 U.S.C. 111, as amended 
by Public Law 97-247. The oath or declaration must still be 
signed. Several occurrences of the masculine gender in § 1.42 
have been removed. 

Section 1.45 


Section 1.45 is amended as proposed to remove present 
paragraphs 1.45(b) and (c) in view of new § 1.48 and remove 
the requirement that joint inventors sign the application papers. 
The joint inventors are, however, still required to make the oath 
or declaration in accordance with new §§ 1.63 and 1.64. 


Section 1.46 


Section 1.46 is amended as proposed, with two commas being 
added for clarity, to permit anyone to file the application if 
authorized by the inventor or inventors or one of the persons 
mentioned in §§ 1.42, 1.43, or 1.47. 


Section 1.47 


Section 1.47 is amended as proposed to change the reference 
for the rule on oaths or declarations from § 1.65 to § 1.63. 


Section 1.48 


Section 1.48 adds a new section relating to correction of 
inventorship as authorized by § 116 of Title 35, United States 
Code, as amended by Public Law 97-247. Under § 1.48, if the 
correct inventor or inventors are not named in an application 
for patent, the application could be amended to name only the 
actual inventor or inventors so long as the error in the naming 
of the inventor or inventors occurred without any deceptive 
intention on the part of the actual inventor or inventors. Section 
1.48 requires that the amendment be diligently made and be 
accompanied by (1) a petition including a statement of facts 
verified by the original named inventor or inventors establishing 
when the error without deceptive intention was discovered and 
how it occurred; (2) an oath or declaration by each actual 
inventor or inventors as required by § 1.63; (3) the fee set forth 
in § 1.17(h); and (4) the written consent of any assignee. Correction 
will be permitted, if diligently requested, in cases where the 
person originally named as inventor was in fact not the inventor 
of the subject matter contained in the application. If such error 
occurred without any deceptive intention on the part of the true 
inventor, the Office has the authority to substitute the true 
inventor for the erroneously named person. If deceptive inten- 
tion was present on the part of other individuals substantively 
involved in the preparation or prosecution of the application 
their conduct will be considered and appropriate action taken 
under 37 CFR 1.56. Although probably rarer, instances such 
as changes from a mistakenly identified sole inventor to dif- 
ferent, but actual, joint inventors; conversions from erroneously 
identified joint inventors to different but actual, joint inventors; 
and conversions from erroneously identified joint inventors to 
a different, but actual, sole inventor will also be permitted. In 
each instance, however, the Office will have to be assured of 
the presence of innocent error, without deceptive intention on 
the part of the true inventor or inventors, before permitting a 
substitution of a true inventor’s name. The final rule language 
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has been modified from that proposed to follow more precisely 
the language of the statute and the legislative history by per- 
mitting correction where the error occurred without any decep- 
tive intention on the part of the actual inventor or inventors. 


Section 1.51 


Section 1.51 is amended to change the reference in paragraph 
(a)(2) to new § 1.63 for the requirements of an oath or declaration 
and to change paragraph (b) with regard to the required time 
for filing information disclosure statements. The final rule has 
been modified from that proposed by eliminating the word 
“material” before the “information disclosure statement” and 
the title has been changed to substitute “a complete” for “an” 
to be more precise. 


Section 1.52 


Section 1.52 is amended as proposed to revise paragraph 
1.52(c) relating to interlineations, erasures, cancellations or 
other alterations in application papers to specify that such changes 
must be made before the signing of any accompanying oath or 
declaration and should be dated and initialed or signed by the 
applicant on the same sheet of paper. Paragraph 1.52(c), as 
amended, prohibits making alterations in the application papers 
after the signing of an oath or declaration referring to such 
application papers. Under paragraph 1.52(c), as amended, 
amendments to application papers made after the signing of an 
oath or declaration referring to the application papers can only 
be made in the manner provided by §§ 1.121 and 1.123-1.125. 


Section 1.53 


Section 1.53 is amended to revise the title to indicate that 
the section, as amended, relates to application serial numbers, 
filing dates and completion of applications. Paragraph 1.53(a) 
indicates that a serial number is assigned to any filed application 
for identification purposes, even if the application is incomplete 


or informal. Paragraph 1.53(b) provides that a filing date is 
assigned to an application as of the date a specification con- 
taining a description and claim and any required drawing are 
filed in the Patent and Trademark Office. Although the filing 
fee and oath or declaration can be submitted later, no amend- 
ments can be made to the specification or drawings which will 
introduce new matter. This practice is authorized by 35'U.S.C. 
111 as amended by Public Law 97-247. New paragraph 1.53(c) 
provides for notifying applicant of any application incomplete 
because the specification or drawing is missing and giving the 
applicant a time period to correct any omission. If the omission 
is not corrected within the time period given, the application 
will be returned or otherwise disposed of and a handling fee 
of $50.00 will be retained from any refund of a filing fee. New 
paragraph 1.53(d) provides that, where a filing date has been 
assigned to a filed specification and drawing, the applicant will 
be notified and be given a period of time in which to file the 
missing fee, oath or declaration and to pay the surcharge due. 
The time period the Office plans to set is one month from the 
date of notification by the Patent and Trademark Office, but in 
no case less than two months after the date of filing of the 
application. New paragraph 1.53(e) indicates that a patent 
application will not be forwarded for examination on the merits 
until all required parts have been received. New paragraph 
1.53(f) indicates that international applications filed under the 
Patent Cooperation Treaty which designate the United States 
of America are considered to have a United States filing date 
under PCT Article 1 1(3), except as provided in 35 U.S.C. 102(e), 
on the date the requirements of PCT Article 11(1)(i) to (iii) are 
met. Paragraphs 1.53(b) and (c) have been modified from those 
proposed by changing the word “received”” to the word “filed.” 
The word “receipt” in paragraph 1.53(c) has also been changed 
to “filing”. These changes have been made to ensure that the 
language of § 1.53 cannot be considered to conflict with the 
use of “Express Mail” to file patent applications and obtain a 
filing date as of the date of deposit as “Express Mail” with the 
United States Postal Service. 


Section 1.54 


Section 1.54 is amended as proposed to designate the existing 
section as paragraph (a) and add a reference to § 1.53. Paragraph 
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1.54(b) is added to indicate that applicant will be informed of 
the serial number and filing date of the application. 


Section 1.55 


Section 1.55 is amended to limit the section to claims for 
foreign priority by removing paragraphs (a) and (d) and rede- 
signating paragraphs (b) and (c) as paragraphs (a) and (b). 
Paragraph 1.55(a) is amended to change the reference from § 
1.65 to new § 1.63. The final rule language includes a reference 
to 35 U.S.C. 172 which modifies 35 U.S.C. 119 for design 
patents. 


Section 1.56 


Section 1.56 is amended to revise paragraph (c) to remove 
reference to signing of the application but to add reference to 
signing of the oath or declaration pursuant to new § 1.63. 
Paragraph 1.56(c) has also been modified from that proposed 
to break it down into four items as suggested by a comment. 
Under paragraph 1.56(c), an application may be stricken from 
the files if an oath or declaration pursuant to § 1.63 is signed 
in blank, is signed without review of the oath or declaration by 
the person making the oath or declaration, or is signed without 
the review of the specification, including the claims, as required 
by § 1.63(b). Paragraph 1.56(c) also provides for an application 
to be stricken from the files if application papers filed in the 
Office are altered after the signing of an oath or declaration 
pursuant to § 1.63 referring to those application papers. 


Section 1.57 


Section 1.57 is removed as proposed since the requirements 
relating to applicant’s signature to the oath or declaration of the 
application are adequately covered in other sections. 


Section 1.59 


Section 1.59 is rewritten as proposed to refer to and conform 
with the changes proposed in § 1.53. 


Section 1.60 


Section 1.60 is amended to require the applicant to supply 
a copy of the originally signed application in all cases where 
the § 1.60 filing procedure is used. The Office will no 
longer prepare copies. The Office, by a separate final rule, 
published at 47 F.R. 47242 on October 25, 1982, has adopted 
anew § 1.62 to provide for the filing of a file wrapper continuing 
application which greatly lessens the need for the Office to 
continue to prepare copies under § 1.60. The final rule language 
makes clear that the statement accompanying a true copy of the 
parent application must be a verified statement unless made by 
a person registered to practice before the Office. 


Section 1.62 


Section 1.62 is amended to avoid inconsistency with 35 
U.S.C. 111 which becomes effective on February 27, 1983. 35 
U.S.C. 111 as of that date permits filing dates to be granted to 
patent applications without receipt of the basic filing fee, or oath 
or declaration. Section 1.62 is therefore being amended to permit 
the granting of a filing date in accordance with § 111. This 
amendment of § 1.62 is necessary to ensure compliance with 
35 U.S.C. 111. The Patent and Trademark Office finds that it 
would be impractical not to amend § 1.62 so as to grant a filing 
date in accordance with 35 U.S.C. 111 and not doing so might 
also be construed to prevent applicants from taking advantage 
of the provisions of 35 U.S.C. 111 authorizing the delay in the 
filing of the fee and oath or declaration. If § 1.62 is not amended 
in the manner set forth in this final rule, questions may be raised 
as to compliance with 35 U.S.C. 111 as it will exist effective 
February 27, 1983. Revised paragraph 1.62(a) indicates the 
minimum requirements for granting of a filing date. Paragraphs 
1.62(b) and (c) cover the filing fee and oath or declaration 
requirements, respectively. Paragraph 1.62(d) relates to later 
filing of the filing fee or oath or declaration as provided for in 
35 U.S.C. 111. Paragraphs 1.62(e)-(i) are identical to former 
paragraphs 1.62(b)-(f). 
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Section 1.63 


Section 1.63 is added to replace 1.65 relating te the required 
content and execution of an oath or declaration filed as a part 
of a patent application and is intended to state the minimum 
contents thereof. An applicant may, if desired, choose to include 
one or more additional averments in the oath or declaration such 
as, for example, stating that the patent is not barred under the 
provisions of 35 U.S.C. 102. Paragraph 1.63(a) provides that 
the oath or declaration, (1) be executed in accordance with § 
1.66 or § 1.68, (2) identify the specification to which it is directed 
in some definite manner such as giving the title of the invention 
or serial number of the application, if previously filed, (3) 
identify each inventor and his or her residence and country of 
citizenship, and (4) state whether the inventor is a sole or joint 
inventor of the claimed invention. 

Paragraph 1.63(b) further requires the oath or declaration to 
state that the person signing the oath or declaration (1) has 
reviewed and understands the contents of the identified speci- 
fication, (2) believes the named inventor is the original and the 
first inventor, and (3) acknowledges the duty to disclose infor- 
mation which is material. While paragraph 1.63(b) requires the 
person signing the oath or declaration to review and understand 
the specification including the claims, it is not intended to require 
that such person be skilled in patent law so as to grasp the legal 
implications of claim language and drafting. The person must 
recognize, however, that what is being claimed is the subject 
matter which that person regards as his or her invention pursuant 
to 35 U.S.C. 112. 

Paragraph 1.63(c) requires that any application in which a 
claim for foreign priority is made identify in the oath or dec- 
laration the foreign application for patent or inventor’s certifi- 
cate on which priority is claimed, and any foreign application 
having a filing date before that of the application on which 
priority is claimed. 

Paragraph 1.63(d) requires that the oath or declaration in a 
continuation-in-part application, which discloses and claims 
subject matter in addition to that disclosed in the prior copending 
application, state that the person making the oath or declaration 
acknowledges the duty to disclose material information as de- 
fined in § 1.56(a) which occurred between the filing date of the 
parent application and the national or PCT international filing 
date of ee application. This latter require- 
ment is not new, but is included to serve as a reminder to the 
person making the oath or declaration of this duty to disclose 
material information such as foreign patenting, publication, or 
public use or sale in the United States which occurred more than 
one year prior to the filing date of the continuation-in-part 
application. For example, in circumstances where the claims of 
the continuation-in-part application are not fully supported by 
the disclosure of the parent application so as to be entitled to 
an earlier effective filing date under 35 U.S.C. 120, the duty 
to disclose extends to any material information, as defined in 
§ 1.56(a) measured from the filing date of the continuation-in- 
part application. This would include the first foreign patenting, 
and any foreign patenting subsequent to the first which mate- 
rially differs therefrom, of the subject matter of the parent 
application which occurred more than one year prior to the 
national or PCT international filing date of the continuation-in- 
part ication. Any publication of the parent application, other 
than foreign patenting, or any public use or sale in the United 
States of the subject matter of the prior application, which 
occurred more than one year prior to the national or PCT 
international filing date of the continuation-in-part application, 
would also come within § 1.56(a) in such circumstances. See 
In re Ruscetta and Jenny, 118 U.S.P.Q. 101 (C.C.P.A. 1958); 
In re van Langenhoven, 458 F. 2d 132, 173 U.S.P.Q. 426 
(C.C.P.A. 1972), and Chromalloy American Corp. v. Alloy 
Surfaces, Co., Inc., 339 F. Supp. 859, 173 U.S.P.Q. 295 (Del. 

1972). 


Section 1.64 


Section 1.64 is added as proposed to clearly indicate who 
must sign the oath or declaration of a patent application. 
Section 1.65 

Section 1.65 is removed as proposed because the oath or 


declaration requirements set forth therein are covered by new 
§ 1.63. 
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Section 1.67 


Section 1.67 is amended as proposed to remove all of para- 
graphs (a) and (b) and substitute therefor new wording. Para- 
graph 1.67(a) indicates that a supplemental oath or declaration 
meeting the requirements of new § 1.63 may be required to 
correct deficiencies or inaccuracies present in an earlier oath 
or declaration. Paragraph 1.67(b) requires a supplemental oath 
or declaration to be filed (1) when a claim is presented embracing 
material not originally claimed and (2) when a subsequently filed 
oath or declaration under § 1.53(d) refers to an amendment 
which includes improper new matter. Paragraph 1.67(b) also 
clearly states the prohibition against entry of new matter after 
the filing date of the application. 


Section 1.69 


Section 1.69, paragraph (b), is amended as proposed to 
change the time at which a translation of a non-English language 
oath or declaration which has not been supplied by the Office 
must be filed. The time period for filing the translation is changed 
to two months after notification that a translation is required. 
The reference to § 1.65 in paragraph 1.69(b) is changed to § 
1.63. 


Section 1.70 


Section 1.70 is amended to refer to § 1.63 for the requirements 
to be met when an oath or declaration is filed under 35 U.S.C. 
371(c)(4). The wording of the title in the final rule is changed 
to reflect more clearly the subject matter of the rule. 


Section 1.77 


Section 1.77 is amended as proposed to change paragraphs 
(h) and (i) to refer to the abstract of the disclosure and signed 
oath or declaration, respectively. 


Section 1.97 


Section 1.97 is amended to change the title from “prior art 
statement” to “information disclosure statement”. This change 
is a since the designation “information disclosure 
statement” more accurately characterizes the nature and content 
of the information which may be included in such a statement. 
Information which is required to be submitted pursuant to § 1.56 
may ultimately be determined not to be “prior art,” but nev- 
ertheless may be “material” pursuant to § 1.56. Section 1.97 
has also been modified from that proposed by eliminating the 
word “material” since information submitted pursuant to § 1.97 
may be considered to be of questionable materiality or may be 
determined, upon examination, not to be “material”. Section 
1.97 now ides that an information disclosure statement 
should be filed with the application or within the later of three 
months after the filing date of the application or two months 
after applicant receives the filing receipt. Paragraph 1.97(b) has 
been amended in recognition that applicant may choose to 
furnish other material information in another manner or state- 
ment. Paragraph 1.97(b) now also refers to section 1.56(a) for 
the definition of “material information”. The amendments to 
paragraph 1.97(b) do not in any manner reduce the obligation 
to submit material information as defined in § 1.56(a). 


Section 1.98 


Section 1.98 indicates that information disclosure statements 
should list prior art with all of the information which is required 
to print such citations on the front page of a patent. The final 
rule states clearly that the publication date indicated on the 
document should be submitted. This will not serve to preclude 
a showing of a different, actual publication date. Another purpose 
of the citation requirements in this section is to permit ready 
reference to the document from its citation. 


Section 1.99 


Section 1.99 is amended to change the title to be consistent 
with the amendment to § 1.97. 
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Section 1.101 


Section 1.101 is amended to indicate specifically that appli- 
cations which are to have their examination advanced pursuant 
to § 1.102 will be taken up for examination out of order by the 
examiner. The final rule is also modified to set out when inter- 
national applications which have complied with the require- 
ments of 35 U.S.C. 371(c) are taken up for action. 


Section 1.118 


Section 1.118 is amended as proposed to designate the pre- 
vious section as new paragraph (a) and amend it to clearly state 
that no new matter may be introduced into an application and 
to make specific reference to §§ 1.53, 1.63 and 1.67. New 
paragraph 1.118(b) indicates how improper amendments which 
introduce new matter in the specification or claims will be 
handled by the examiner. 


Section 1.123 


Section 1.123 is amended to require all corrections to draw- 
ings to be made by bonded draftsmen at applicant’s expense 
since the Office does not have sufficient draftsmen to make such 
corrections. Sketches of any desired corrections will, however, 
still require approval of the examiner. The final rule makes clear 
that changes in the drawing may be made by submission of 
substitute drawings. 


Section 1.125 


Section 1.125 is amended to relax the prohibition against 
substitute specifications which are not required by the examiner. 
The section, however, adds the requirement that any substitute 
specification filed must be accompanied by a statement that the 
substitute specification includes no new matter. Under the sec- 


tion the statement must be a verified statement if made by a 
person not registered to practice before the Office. The final 
tule specifies that a substitute specification may not be accepted 
unless it is clear to the examiner that processing of the application 
would be facilitated thereby. 


Section 1.131 


Section 1.131 is amended as proposed to refer to the use of 
affidavits or declarations under the section during reexamination 
of a patent as long as the patent upon which the rejection is 
based does not claim the rejected invention. Section 1.131 
cannot be used to overcome a rejection based upon a United 
States patent claiming the rejected invention. This is true re- 
gardless of whether the rejected claims are contained in an 
application being examinedor a patent being reexamined. Section 
1.131 is inapplicable if the same invention is being claimed by 
the United States patent upon which the rejection is based. Under 
the section as amended, the same person or persons who would 
make the affidavit or declaration in an application will be 
required to make the affidavit or declaration on behalf of the 
owner of the patent under reexamination. 


Section 1.132 


Section 1.132 is amended as proposed to refer to the use of 
affidavits or declarations under the section during reexamination 
of a patent. 


Section 1.137 


Section 1.137 is amended as proposed to except from the 
provisions of paragraph (b) those applications abandoned pur- 
suant to § 1.53(d) because the fee, oath, or declaration and the 
surcharge were not submitted. Section 111 of Title 35, United 
States Code, as amended by Public Law 97-247, requires that 
any delay in submission of the fee and oath be shown to be 
unavoidable. Thus, paragraph (b) of § 1.137 permitting revival 
where abandonment was unintentional is inapplicable to the 
revival of applications which become abandoned pursuant to 
§ 1.53(d). 
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Section 1.141 


The proposed amendments to § 1.141 are withdrawn infra 
to permit the public to study the issues involved and make any 
further recommendations considered appropriate. 


Section 1.153 


Section 1.153 is amended to change the reference for oath 
and declaration requirements from § 1.65 to § 1.63 and to 
conform the language of the rule to be consistent therewith. 


Section 1.154 


Section 1.154 is amended as proposed to revise paragraph 
(e) to refer to the signed oath or declaration requirements of 
§ 1.153(b). 


Section 1.162 


Section 1.162 is amended as proposed to change the refer- 
ence from § 1.65 to § 1.63. 


Section 1.163 


Section 1.163 is amended as proposed to change the wording 
of the section to clearly indicate that a signed oath or declaration 
is required rather than a signed specification. 


Section 1.172 


Section 1.172 is amended to indicate clearly that the reissue 
oath is signed and sworn to rather than the reissue application. 
The final rule has been modified from that proposed by referring 
to a “reissue oath” rather than to “reissue oaths”. 


Section 1.174 


Section 1.174 is amended as proposed to remove the require- 
ment that photoprints of original drawings be securely mounted 
or pasted on sheets of drawing board because paper drawings 
are acceptable. 


Section 1.175 


Section 1.175 is amended as proposed to change the refer- 
ence to the oath or deciaration from § 1.65 to § 1.63. 


Sections 1.301, 1.302 and 1.303 


The proposed amendments to sections 1.301, 1.302 and 
1.303, referring to the Court of Appeals for the Federal Circuit 
rather than to the Court of Customs and Patent Appeals, have 
been adopted as final rules as published on Oct. 26, 1982 at 
47 FR 47380-47382 and corrected on Nov. 5, 1982 at 47 FR 
50142 and therefore are not republished here. 


Section 1.324 


Section 1.324 is amended to include wording similar to that 
in § 1.48 for correction of inventorship in applications. 


Section 1.325 


Section 1.325 is amended as proposed to include reference 
to the reexamination procedure. 


Section 1.335 


Section 1.335 is added as proposed to provide a new section 
relating to the filing in the Patent and Trademark Office of 
notices of arbitration awards. Such filing is required under § 
294 of Title 35, United States Code, as added by Public Law 
97-247. The final rule has also been modified in response to 
a comment to indicate that the notices of arbitration awards are 
intended to be placed in the patent files. 


Section 1.565 
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The amendments to § 1.565 are withdrawn infra 
to permit the public to study the issues involved and make any 
further recommendations considered appropriate. 


Section 5.12 


Section 5.12 is amended as to se the section 
into two paragraphs. Paragraph (a) provides that the filing of 
an application for an invention made in the United States is 
considered to include a petition for a license for foreign filing. 
If a license is granted, it will be indicated on the filing receipt. 
If it is not granted, no indication of the denial will appear. Failure 
to grant a license should be considered a denial of a first petition 
for a license. A subsequent petition may be filed under § 5.12(b). 
Section 5.12(b) is essentially the text of § 5.12 in its previous 
form. No rights to file a petition for license are being removed. 


Withdrawal of Proposed Amendments To Sections 1.141 and 
1.565. 

A number of the speakers at the public hearing held on Dec. 
16, 1982, urged that the amendments to §§ 1.141 and 1.565 be 
deferred or dropped pending further study. Those urging that 
the amendments to § 1.141 not be adopted at this time 
included speakers from the American Patent Law Association, 
from Committee 103 of the American Bar Associations’s Patent, 
Trademark & Copyright Section, and from the Bar Association 
of the District of Columbia. The Boston Patent Law Association 
urged that the amendment to § 1.565 be removed or held in 
abeyance. The American Patent Law Association indicated that 
more time was needed for its committees to analyze the issues 
in the proposed amendments to §§ 1.141 and 1.565. 

In response to the recommendations received at the public 
hearing, the proposed amendments to §§ 1.141 and 1.565 are 
being withdrawn at this time to permit the public to study the 
issues involved and make any further recommendations con- 
sidered appropriate. Pending the further study referred to by the 
speakers at the hearing and consideration of any recommen- 
dations resulting therefrom, the Office will continue to operate 
under present §§ 1.141 and 1.565 as interpreted by the Manual 
of Patent Examining Procedure and relevant Patent and Trade- 
mark Office and judicial precedents. 


Responses to Comments on the Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the written comments and 
the oral testimony, were considered in adopting the changes set 
forth herein. 

Forty-eight letters presenting written comments were re- 
ceived and seven persons testified at the public hearing on Dec. 
16, 1982. 

Comments appear below along with responses thereto. 
Comment: 

One comment objected to inadequate notice regarding these 
proposed rule changes. 

Reply: 

The rules notice was published in the Federal 
Register on Oct. 27, 1982. This is more than seven weeks prior 
to the date of the hearing and four months prior to the effective 
date of the final rules. Such periods are considered to be rea- 
sonable in view of the fact that the legislation requiring the rule 
changes was only enacted on Aug. 27, 1982 and that other rule 
changes were required to be implemented by Oct. 1, 1982. 
Comment: 

One comment proposed that “Patent and Trademark Office” 
Rely: be used in the rules rather than merely “Office”. 
Reply: 

The proposal has been adopted in the final rules in those 
locations where confusion may otherwise result. 

Comment: 

Five comments requested that promulgation of §§ 1.10, 1.63, 
1.97, 1.141 and 1.565(e) be delayed and the period for comment 
extended until Mar. 30, 1983. 

Reply: 

Amendments to §§ 1.141 and 1.565 are not being promul- 
gated at this time to provide time for further consideration and 
study as requested. If after study, a rule change is felt desirable, 
a new proposal will be issued. New § 1.10 is being promulgated 
to make it available to applicants as it was intended in the statute. 
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New § 1.63 is being added and § 1.65 deleted to reduce the 
formal statements required. If desired, the old oath and decla- 
ration forms may continue to be used if the statement is included 
that applicant “has reviewed and understands the contents of 
the specification, including the claims”. For continuation-in-part 
applications, it is necessary to also include language is confor- 
mance with § 1.63(d). Section 1.97 is being promulgated to 
remove problems relating to the time period in the current 
wording and to clarify the section in general.. 

Comment: 

One person questioned why Sunday was not mentioned in 
§ 1.6(b) or (c). 

Reply: 

Section 1.6(b) and (c) are limited to weekdays which by 
definition excludes Sunday. 
Comment: 

Two comments were received which proposed that only a 
certificate of mailing procedure as in § 1.8(a) be used for 
determining the date of deposit under 35 U.S.C. 21 
Reply: 

The filing date of an application is considered to be much 
more critical than the filing dates of papers accepted under 
§ 1.8. The application filing date is often critical for determining 
if a statutory bar exists, whether foreign priority can be claimed 
and who is the senior party in an interference. Therefore, papers 
filed for purposes of receiving an application filing date should 
have some clear indication of the date of receipt by the United 
States Postal Service. Such a practice would also probably 
require storing all of the envelopes in the file wrapper for record 
purposes. 

Comment: 

Three comments were received which stated that private 
courier services should also be provided for in § 1.10. 
Reply: 

Section 21(a) as amended by Public Law 97-247 provides 
for filing dates being given only when “deposited with the 
United States Postal Service.” Although private courier services 
may be used to deliver papers to the Patent and Trade- 
mark Office, the actual date of receipt by the Patent and 
Trademark Office will be considered to be the filing 
date. 

Comment: 

A comment was received which argued that the Post Office 
date stamp should be stamped on the mailing label instead of 
having to enter the label number on each document. 

Reply: 

Stamping the mailing label would not add anything since the 
postal clerk receiving the “Express Mail” must already indicate 
the date and time of deposit and initial the label. A purpose of 
placing the label number on each paper is to permit several 
papers to be placed in a single envelope. The mailing labels may 
be retained in the Patent and Trademark Office for later veri- 
fication. 

Comment: 

Seven comments were received that the requirement that the 
item be received the following day (§ 1.10(b)) was unnecessarily 
restrictive. 

Reply: 

Section 1.10 does not require that the item be received the 
next day in the Patent and Trademark Office in order to receive 
the date of deposit as the mailing date. The one day reference 
has been deleted. Further proof of mailing may be required 
where an unreasonable period of time is involved and supporting 
evidence is not otherwise available to the Patent and Trademark 
Office. Documents deposited with the United States Postal 
Service will be given a filing date which corresponds to the date 
of receipt indicated by the postal clerk on the “Express Mail” 
mailing label. 

Comment: 

Four comments indicated that § 1.10 does not assist in placing 
applicants and attorneys outside the Washington area on the 
same footing as those in Washington. 

Reply: 

The main purpose of § 1.10 is to implement 35 U.S.C. 21(a) 

in a manner which would provide for granting filing dates for 

and fees as of the date of their deposit with the United 
States Postal Service. Certainly these provisions using “Express 
Mail,” together with the certificate of mailing procedure avail- 
able under § 1.8, will go a long way in reducing last minute 
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deliveries to the Patent and Trademark Office by persons outside 
the Washington area. 
Comment: 

Two comments stated that the comments accompanying 
§ 1.10(c) should be clarified to explain the meaning of “more 
than one day.” 

Reply: 

The final rule has been clarified. 
Comment: 

It was proposed by one person that the “affidavit or decla- 
ration” under § 1.10(c) be waived if the statement is made by 
a registered attorney or agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

It was indicated by one person that certified mail provides 
proof of mailing date under § 1.10 by virtue of the Post Office 
stamp on the certified mail receipt card. 

Reply: 

The information on the certified mail receipt card is of no 
benefit to the Patent and Trademark Office since it is imme- 
diately returned to the sender. The Patent and Trademark Office 
would not be able to retain any information which gives proof 
of the date of mailing. 

Comment: 

Three comments raised questions as to the need to make the 
acceptance of the “Express Mail” contingent upon the perform- 
ance of the Post Office in § 1.10(c). 

Reply: 

The acceptance of the “Express Mail” is not contingent upon 
“next day delivery”. The reference in § 1.10(c) to proof of 
mailing merely provides a basis for the Office requiring proof 
of mailing where an explanation appears to be necessary to 
clarify the record. Such information is expected to be required 
only in a few instances. The rule has also been revised to clarify 
‘this matter. 

Comment: 

Five persons suggested the use of registered or certified U.S. 
mail for obtaining filing dates under 35 U.S.C. 21. 

Reply: 

Registered mail does not provide any information or evi- 
dence to the Patent and Trademark Office as to the date of 
mailing other than the postmark, which is often unreadable. 
Storage of envelopes containing such postmarks is also burden- 
some. The deficiency of certified mail has already been dis- 
cussed. 

Comment: 

One person questioned what treatment will be accorded a 
paper placed in an “Express Mail” box receptacle after the box 
has been cleared for the last time on a given day. 

Reply: 

The paper will be considered to be deposited as of the date 
of receipt indicated on the “Express Mail” mailing label by the 
Postal Service clerk. 

Comment: 

One person commented that he found the idea of using a 
declaration or affidavit to establish a date of deposit unaccept- 
able because it exposes the integrity of the assignment of filing 
dates to the risk of deception. 

Reply: 

The use of declarations or affidavits is usually intended to 
help explain activities which can be supported by exhibits. For 
example, if the Office copy of the mailing label was not entirely 
readable, applicant’s copy of the “Express Mail” mailing label 
could accompany a declaration and serve as the basis for grant- 
ing a filing date. 

Comment: 

Three persons objected to permitting only the individuaFwho 
places the correspondence in an “Express Mail” facility to 
execute the certificate of express mailing under § 1.10(c). 
Reply: 

The wording of § 1.10(c) differs from § 1.8 because the 
documents which are expected to be filed under § 1.10 are patent 
and trademark applications. The filing dates of such documents 
are very important and should therefore be based on personal 
knowledge. 

Comment: 

One comment was received which suggested that § 1.10 be 

adopted with an effective date retroactive to a year earlier. 
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Reply: 

Such an earlier date is not possible since the statutory au- 
thority for § 1.10 does not come into effect until Feb. 27, 1983. 
Comment: 

One comment proposed designating the Patent and Trade- 
mark Office as an “Express Mail” Post Office to make lower 
rates available. 

Reply: 

Such a designation is not possible. 
Comment: 

One person requested that the Patent and Trademark Office 
publish a form of certificate of mailing by “Express Mail” 
suitable for purposes of § 1.10(b). 

Reply: 

A suggested form is included in the preamble of this rule 
change. 
Comment: 

One comment proposed that § 1.10(c) clearly state what 
evidence will be necessary and sufficient to prove a filing date 
by mailing. 

Reply: 

A specific answer cannot be given since it is dependent upon 
the particular fact situation and what evidence is actually avail- 
able. 

Comment: 

Two comments questioned whether P.L. 97-247 authoriz- 
ed a rule such as § 1.10 granting filing dates as of the mailing 
date. 

Reply: 

The question raised by this comment has been treated in the 
discussion of § 1.10 supra. 
Comment: 

One comment proposed that § 1.10 be corrected to read- Any 
paper or fee required be filed- to more closely conform with 
35 U.S.C. 21(a). 

Reply: 

No need is seen to change § 1.10 as suggested since, if a 
patent is desired, it is “required” that each paper relating to an 
application be filed in the Patent and Trademark Office. 
Comment: 

One comment indicated that the requirement to place the 
“Express Mail” label number on each paper and fee is not 
realistic. 

Reply: 

The placement of the label number on each paper or fee 
allows later verification of the mailing dates of all different 
papers mailed in one envelope and is not seen to be overly 
burdensome. 

Comment: 

A question was raised as to whether the “Express Mail” label 
number should be placed on every page. 
Reply: 

The label number need not be placed on each page. It should, 
however, be placed on the first page of each separate document, 
such as, a new application, amendment, assignment, and trans- 
mittal letter for a fee, along with the certificate of mailing by 
“Express Mail”. Although the label number may be on checks, 
such a practice is not required. 

Comment: 

A question was raised by one party as to the location within 
the Patent and Trademark Office of the mailing labels where 
papers to different applications are placed in the same envelope. 
Reply: 

The mailing labels from all “Express Mail” packages are 
expected to be removed and initially retained centrally in the 
Mail Room of the Patent and Trademark Office. The number 
on each document will allow direct access to the appropriate 
mailing label if any questions should arise. 

Comment: 

One comment suggested that § 1.22(b) be amended to exclude 
itemization of all fees where a general authorization to charge 
a deposit account has been given. 

Reply: 

Even where fees are charged to a deposit account, it is 
desirable to know specifically which fees are to be paid. There- 
fore, the suggestion has not been adopted. 

Comment: 

One comment was received which suggested adding a sen- 

tence to § 1.41(d) indicating that the filing of an oath or dec 
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laration executed by the applicant would constitute proof of 
authority to file the application. 
Reply: 

Such an additional sentence is not considered to be necessary 
since the Patent and Trademark Office does not intend to utilize 
the provisions of § 1.41(d) unless a controversy arises. 
Comment: 

One comment was received which suggested the addition 
to the end of § 1.42 of the words “except for patents granted 
to the assignee either of the inventor or of the legal representative 
of the inventor.” 

Reply: 

No change is considered to be necessary since few, if any, 
problems have arisen without such additional wording in the 
past. The existing rule wording “upon proper intervention” also 
provides protection for assignees. 

Comment: 

One comment was received which indicated that § 1.46 does 
not clearly authorize an assignee of a part interest to cause an 
application to be placed on file. 

Reply: 

Although § 1.46 may not make this point clear, it is clear 
from § 1.41(c). 
Comment: 

One comment recommended that the requirement to show 
diligence in correcting inventorship under § 1.48 be deleted. 
Reply: 

It is felt that corrections of inventorship should be diligently 
made in patent applications. The naming of correct inventorship 
is necessary for the Patent and Trademark Office to make 
decisions on topics such as double patenting, priority claims and 
first inventorship. 

Comment: 

It was recommended in one comment that the verified state- 
ment of facts required by § 1.48 “by the original named inventor 
or inventors” be replaced by a requirement that he or they merely 
assent to the statement of the facts since others may be better 
able to provide the best evidence. 

Reply: 

Since it is the original inventorship that is being changed, 
it is believed that all of the previously named inventors should 
positively indicate their agreement with the facts in the case. 
Affidavits by other individuals may also be supplied where such 
persons have direct personal knowledge of certain aspects of 
the case. 

Comment: 

One comment indicated that “it seems a reasonable presump- 
tion that if ownership is unaffected, deceptive intent is absent” 
in a § 1.48 correction of inventorship situation and that such 
a presumption could be written into the rules. 

Reply: 

Even if applications are commonly owned, the wrong 
inventorship could be deceptively named to obtain rights which 
are only available to the same inventive entities. The report on 
Public Law 97-247 also states that “the commissioner must be 
assured of the presence of innocent error, without deceptive 
intention . . .” before permitting a substitution of a true inventor’s 
name. 

Comment: 

One person suggested that the deceptive intent in § 1.48 refer 
to the acts of the actual inventors rather than to both the alleged 
and actual inventor or inventors. 

Reply: 

This suggestion has been adopted in both §§ 1.48 and 1.324, 
but deceptive intention on the part of other parties is subject 
to review under § 1.56. 

Comment: 

One person suggested that in § 1.48, line 3 “may” be changed 
to-must- . 
Reply: 

The suggestion has not been adopted. Corrections may 
only be made if the conditions set forth in § 1.48 are satis- 
fied. 

Comment: 

Two comments objected to the insertion of “material” in § 
1.51(b). 
Reply: 

This word has been removed and does not appear in the final 
rule. 
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Comment: 

One comment suggested changing “an” to-a complete-in the 

title of § 1.51. 
Reply: 

This suggestion has been adopted. 
Comment: 

One comment indicated that §§ 1.52(c) and 1.56(c) seemed 
overly inflexible and harsh when considering minor grammati- 
cal changes. 
Reply: 

Although § 1.56 indicates that applications “may” be stricken, 
rather than “must”’be stricken, it is stillconsidered important to 
maintain a clear line in the regulations against changes in the 
original applications made after the execution of the application 
oath or declaration. The line between grammatical changes and 
changes relating to the merits is frequently unclear. 
Comment: 

Three comments noted an apparent inconsistency between 
proposed §§ 1.10 and 1.53 as to whether § 1.10 relates to the 
filing of patent applications. 

Reply: 

Section 1.10 does relate to the filing of patent applications. 
In order to clarify the wording, “received” in § 1.53(b) has been 
changed to “filed”. 

Comment: 

One comment was received suggesting that a sentence be 
added to § 1.53(d) to indicate that PCT applicants cannot submit 
late filing fees, oaths or declarations under 35 U.S.C. 371. 
Reply: 

Such a reference in § 1.53 does not appear appropriate 
because this section relates to “filing dates”. In the PCT situation, 
the filing date was already granted at the time of filing the PCT 
international application. 

Comment: 

One comment was received which suggested that § 1.53(a) 
be rewritten to indicate all applications are assigned serial numbers 
but not accorded filing dates. 

Reply: 

The proposal was not adopted since it is considered unnec- 
essary. 
Comment: 

One person suggested that § 1.53(b) be amended to specify 
that only “a specification purporting to contain a descrip- 
tion and at least one claim . . .” is needed to obtain a filing 
date. 

Reply: 

No change is being made since a determination must be 
initially made as to whether or not a specification has been filed. 
In any case, sufficiency of the specification must later be checked 
by the examiner. 

Comment: 

One person indicated that the time period for filing a cor- 
rection to a defect in an application is left entirely within the 
discretion of the Commissioner and that any setting of periods 
of time would be tantamount to an exercise of rulemaking 
authority. Section 1.53(d) should be provided with an explicit 
time limitation. 

Reply: 

No specific time period is considered to be necessary in the 
regulations. The Commissioner has full authority and discretion 
under the statute in 35 U.S.C. 111 to set periods of time. The 
statute does not require the Commissioner to use the rulemaking 
process to set time periods for response to an action or require- 
ment by the Patent and Trademark Office in a patent application. 
Comment: 

Two comments were received objecting to the use of the 
words “or otherwise disposed of” in § 1.53(c). 

Reply: 

This wording has existed in § 1.53(b) in the past without 
objection. No need is seen to depart from this wording at this 
time. 

Comment: 

One person questioned whether the change in § 1.54(b) 
would result in return post cards not being stamped with the 
application serial number. 

Reply: 

Nochange is intended in the existing return post card practice. 
Comment: 

One comment proposed adding another sentence to § 1.154(b) 
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indicating that foreign priority claims will be acknowledged on 
the filing receipt. 
Reply: 

This proposal is not being adopted since the examiner must 
determine whether the statutory requirements of 35 U.S.C. 119 
have been met before an acknowledgment can be sent. 
Comment: 

One comment suggested that the Patent and Trademark 
Office indicate on the filing receipt both the filing date under 
1.10 and the actual date of receipt. 

Reply: 

The actual date of receipt can be obtained by requesting a 
receipt from the Postal Service. The actual date of receipt cannot 
be placed on the filing receipt because of current computer 
limitations. The suggestion is therefore not being adopted at this 
time. 

Comment: 

One comment was received indicating that it is not clear 
whether or not an application based on a specification and 
drawing, but containing no oath or declaration or filing fee, could 
serve as the basis for a priority claim under 35 U.S.C. 120. 
Reply: 

If the filed specification and drawings fully disclose the 
invention as required by 35 U.S.C. 112, the application may 
serve as a basis for a priority claim under § 120 even if no oath 
or declaration, or no fee has been filed, as long as the continuing 
application is filed prior to the abandonment of the first appli- 
cation under § 1.53(d). 

Comment: 

One comment suggested that § 1.55(b) be removed since the 
requirements of the statute are fully set forth in 35 U.S.C. 119. 
Reply: 

Although the statutory requirements set forth basic require- 
ments, it is felt that the more specific details of § 1.55(b) provide 
needed guidance for applicants. 

Comment: 

Two persons questioned the meaning of “inspection and 
review” in § 1.56(c) and suggested certain amendments. 
Reply: 

The words “inspection and” are being removed to eliminate 
any redundancy. The paragraph has also been broken down into 
four items as proposed by a comment. 

Comment: 

One suggestion was made that applicant be allowed to order 
a copy of the parent patent, with payment of fee, when filing 
a § 1.60 application. 

Reply: 

Such a practice is contrary to the intent of the rule change. 
The problems the Patent and Trademark Office is attempting 
to solve by the change, which are caused by poor copies and 
delays in processing, would remain with such a practice. 
Comment: 

Two persons suggested that § 1.60 be amended to drop “and 
claimed” from the title. 

Reply: 

The suggestion has been adopted. 
Comment: 

One person suggested that § 1.60 be modified to drop the 
requirement for verification by affidavit when the statement is 
made by a registered patent attorney or agent. 

Reply: 

The suggestion has been adopted. 
Comment: 

One comment noted that there is no specific requirement in 
§ 1.56, 1.63 or 1.98 to identify foreign applications filed more 
than one year prior to the U.S. filing date. 

Reply: 

Section 1.63(b)(3) broadly requires applicant to acknowl- 
edge the duty to disclose information material to the examination 
of the application. This information includes foreign patents 
based on applications filed more than a year prior to the filing 
date of the United States application and which issue before the 
filing date of the United States application. 

Comment: 

One person felt that § 1.63(b)(1) will be a disaster for the 
patent system since the inventor may not be physically able to 
review and understand the invention or because the legal lan- 
guage format used in claims may not be understood by the 
inventor. Five persons argued that adoption of § 1.63 would 
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result in raising the defense that the inventor did not understand 
the claims in each patent infringement suit. 
Reply: 

The inventor is not expected to understand all the legal 
interpretations or limitations in a claim. The inventor is expected 
to recognize that what is being claimed is the subject matter 
which the inventor regards as his or her invention pursuant to 
35 U.S.C. 112. The physical factors have to some extent existed 
in past practice and have been handled on a case-by-case basis 
where necessary. The situation outlined would exist in any 
signing of a legal document. The wording of § 1.63 has been 
explained in the preamble to minimize occurrences of problems. 
Comment: 

One comment noted that many inventors do not know whether 
additional subject matter is claimed in a continuation-in-part 
application under § 1.63(d). 

Reply: 

The wording in § 1.63(d) is considered to be appropriate and 
in accordance with case law. If uncertainty exists the attorney 
or agent, if any, should clarify the matter and § 1.63(d) should 
be followed. 

Comment: 

One person proposed that § 1.63(d) be modified to explicitly 
require the disclosure of foreign patents granted before the filing 
of the continuation-in-part application. 

Reply: 

Section 1.63(d) has been amended to clearly indicate that 
material information pursuant to § 1.56(a) between the filing 
date of the parent application and the filing date of the continu- 
ation-in-part application must be disclosed. The discussion of 
new § 1.63 refers to material foreign patents published during 


. this time interval. 


Comment: 

Two comments indicated concern with the parenthetical 
language in proposed § 1.63(d) in that it would create severe 
problems. 

Reply: 

Paragraph (d) of § 1.63 has been amended to remove such 
problems. 
Comment: 

One comment suggested adding he or she is aware of after 
information in § 1.63(b)(3) and (d). 

Reply: 

This suggestion is not adopted since such wording is already 
present in § 1.56(a). 

Comment: 

One comment suggested that § 1.63(c) clarify what is in- 
tended by “the first filed foreign application,” particularly in 
view of 35 U.S.C. 119, third paragraph. 

Reply: 

The rule has been amended to clarify the matter. 
Comment: ‘ 

One comment was received suggesting changes be made in 
the title and that paragraph (b) of § 1.70 refer to § 1.63 instead 
of “this section.” 

Reply: 

The change suggested to the title has been made. The sug- 
gestion to paragraph (b) has not been made since it is considered 
unnecessary. 

Comment: 

Three comments were received which indicated that the 
wording of § 1.97(a) would require an immediate filing of 
disclosure information if the filing receipt is received just before 
three months after filing. 

Reply: 

The wording of § 1.97(a) has been changed to remove this 
problem. 
Comment: 

One comment was received which urged that the title of 
§ 1.97 and contents of § 1.97(b) not be changed, since the 
proposed wording would not require filing of the closest prior 
art. 


Reply: 

The proposed changes are not intended to make any changes 
in the type of information which is to be submitted to the Office. 
The proposal has been adopted in modified form. 

Comment: 

One person indicated preference for the use of “prior art” 

in §§ 1.51(b), 1.97, 1.98, and 1.99 since it does not create an 
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inferred admission that the information submitted is material. 
Five comments favored the removal of “prior art” from § 1.97 
but objected to the addition of “material”. 

Reply: 

The rule change was proposed to answer arguments that the 
use of the term “prior art” implied that the information was a 
reference against applicant’s invention. Since the majority of 
the comments supported modifying the rule, the use of the terms 
“prior art” as well as “material” are being dropped. 
Comment: 

Two comments were received concerning § 1.98(a) suggest- 
ing that the “place of publication” be clarified or removed. 
Reply: 

This suggestion has not been adopted since the “place of 
publication” is not mandatory. It is intended to mean the city 
and country of publication. Also the citation of the “place of 
publication” is consistent with the § 1.107(a) requirements. 
Comment: 

It was suggested by one person that § 1.101 be amended to 
clarify when PCT international applications which have entered 
the national stage should be taken up for examination. 
Reply: 

An amendment has been made to § 1.101 as suggested to 
clarify that they are taken up in order based on the date they 
have entered the national stage by compliance with the require- 
ments of 35 U.S.C. 371(c). 

Comment: 

One comment was presented suggesting that the words “which 
are not examined on the merits” in § 1.101 be removed. 
Reply: 

The suggestion has been adopted. 

Comment: 

One comment urged returning to the use of the Office drafts- 
men for minor corrections to reduce the burden under proposed 
§ 1.123. 

Reply: 

Some minor corrections may be made by the Office drafts- 
men on atime-available basis. However, since the Office currently 
has only a few draftsmen who are responsible for reviewing and 
approving all drawings, very little time is presently available 
for making corrections. 

Comment: 

Four suggestions were made to amend § 1.123 to specifically 
provide for the filing of substitute drawings if corrections are 
required. 

Reply: 

These suggestions have been adopted. 
Comment: 

One comment was received indicating that § 1.125 should 
indicate to whom it should be clear that acceptance of a substitute 
specification would facilitate processing. 

Reply: 

An amendment has been made to clarify that it should be 
clear to the examiner. 
Comment: 

One comment suggested removal of the last sentence of 
§ 1.137(b) to permit § 1.183 petitions to be filed to waive time 
periods for requesting revival of unintentionally abandoned 
applications. 

Reply: 

No change in § 1.137(b) is considered to be appropriate at 
this time since § 1.137(b) only became effective on Oct. 1, 1982. 

(Since changes to § 1.141 are not being promulgated in this 
rule change, comments and replies to this section are not in- 
cluded.) 

Comment: 

One comment pointed out that the reference to a “period of 
twelve months” in § 1.153 was indefinite. 
Reply: 

Section 1.153 has been amended to remove the indefinite- 
ness. 
Comment: 

One comment was presented which suggested that § 1.172 
refer to a “reissue oath” rather than to “reissue oaths.” 
Reply: 

This suggestion has been adopted. 

Comment: 

One comment suggested the insertion of “the filing of” before 

“each patent” in § 1.335(a) and (b). 
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Reply: 

The suggestion has been adopted. 

(Since the proposed addition of a new paragraph (e) to § 1.565 
is not being adopted in this rule change, comments and replies 
to this section are not included.) 

Comment: 

One suggestion was made that a procedure be designed in 
which foreign filing licenses could be granted by return post 
card without losing the time required to send the filingreceipts. 
Reply: 

It is felt that the procedure under § 5.12 should be adopted 
at this time and be placed into operation. If after some experience 
additional modifications are found desirable, further changes 
could be made. To introduce several alternative procedures at 
this time is considered to be too complex and may endanger 
the success of the proposed procedure. 

Comment: 

One comment requested that the Office grant a prospective 
foreign filing license under § 5.12 for all data and amendatory 
material to be filed abroad. 

Reply: 

Such petitions are not part of this proposed change but this 
concept is being considered in a separate rule change proposal. 
Comment: 

One comment suggested that the Filing Receipt specifically 
indicate whether or not a license has been denied under § 5.12. 
Reply: 

The proposed practice under § 5.12 would indicate on the 
Filing Receipt when a license is granted. On other cases in which 
a license is not granted further review is required. A license may 
still be granted at a later date. 

Comment: 

One comment stated that it should be possible to petition at 
any early date for a foreign filing license as well as obtain one 
on the filing receipt. 

Reply: 

It will still be possible to petition earlier for a license under 

revised § 5.12. 


Implementation Of Patent Procedure Revisions 


The effective date of the patent procedure revisions contained 
in this rulemaking is Feb. 27, 1983. The various sections will 
be implemented in the manner set forth below: 


§ 1.10 Filing of papers and fees by “Express Mail” with cer- 
tificate. 


The “Guidelines under § 1.10” set forth below provide 
guidance in implementing § 1.10: 


Guidelines under § 1.10 


A) The certification under § 1.10 requires a signature of the 
person depositing the paper with the United States Postal Service 
as “Express Mail”. Specifically, if the certification under § 1.10 
appears on a paper that requires a signature, two signatures are 
required, one for the paper and one for the certification under 
§ 1.10. 

B) When possible, the certification under § 1.10 should 
appear on an upper portion of the first page of the paper being 
submitted. However, if there is insufficient space to make the 
certification on the same paper, such as in the case of the patent 
issue fee transmittal form PTO 85, the certification should be 
on a separate sheet securely attached to the paper. 

C) When the certification is presented on a separate sheet, 
that sheet must (1) be signed and (2) fully identify and be 
securely attached to the paper or fee it accompanies. The re- 
quired identification should include the serial number and filing 
date of the application as well as the type of paper being filed, 
e.g., complete application, specification and drawings, responses 
to rejection or refusal, notice of appeal, etc. If the serial number 
of the application is not known, the identification should include 
at least the name of the inventor(s) and the title of the invention. 
An unsigned certification will not be considered acceptable. 

Moreover, without the proper identifying data, a certification 
presented on a separate sheet will not be considered acceptable 
if there is any question or doubt concerning the connection 
between the sheet and the paper filed. 
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D) In situations wherein the correspondence includes papers 
for more than one application e.g., a single envelope containing 
separate applications or papers for various parts of the Patent 
and Trademark Office, each paper must have its own certifi- 
cation and the “Express Mail” label number as part thereof or 
attached thereto. 

E) In situations wherein the correspondence includes several 
papers directed to the same application (e.g., a proposed re- 
sponse under 37 CFR 1.116 and a notice of appeal), each paper 
should also have its own certification as a part thereof or attached 
thereto. 

F) Practitioners may place the certification language on the 
first page of a paper with an inked stamp. Such a practice is 
encouraged because the certification is not only readily visible 
but also forms an integral part of the paper. An example of a 
preferred stamp is: 

“Express Mail” mailing label number 


Date of Deposit 
I hereby certify that this paper or fee is being deposited with 
the United States Postal Service “Express Mail Post Office to 
Addressee” service under 37 CFR 1.10 on the date indicated 


above and is addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


(Typed or printed name of person mailing paper or fee) 


(Signature of person mailing paper or fee) 
§ 1.48 Correction of inventorship. 


Any patent application pending on or after Feb. 27, 1983, 
is subject to the provisions of this section. 


§ 1.53 Serial number, filing date, and completion of application. 


The provisions of this section apply to any patent application 
filed on or after Feb. 27, 1983. 


§ 1.63 Oath or declaration. 


The provisions of § 1.63 will become effective on Feb. 27, 
1983, and will apply to any oath or declaration filed on or after 
that date. However, in order to provide a smooth transition from 
the old oath or declaration requirements to the new, the Office 
will continue to accept between Feb. 27, 1983, and June 30, 
1983, any oath or declaration in compliance with § 1.65 as it 
existed immediately prior to Feb. 27, 1983, so long as that oath 
or declaration is attached to and was executed as a part of an 
application to be filed in the Patent and Trademark Office. 

Effective July 1, 1983, all oaths or declarations filed under 
§ 1.51(a)(2) as a part of a patent application must fully comply 
with § 1.63. 

A suggested format for a declaration is set forth below: 


Deciaration For Patent Application 
As a below named inventor, I hereby declare that: 


My residence, post office address and citizenship are as stated 
below next to my name, 

I believe I am the original, first and sole inventor (if only 
one name is listed below) or an original, first and joint inventor 
(if plural names are listed below) of the subject matter which 
is claimed and for which a patent is sought on the invention 
entitled 


the specification of which 


(check 
one) 


is attached hereto. 
was filed on 
Application Serial No. 
and was amended on 
(if applicable) 
Ihereby state that I have reviewed and understand the contents 
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of the above identified specification, including the claims, as 
amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is 
material to the examination of this application in accordance 
with Title 37, Code of Federal Regulations § 1.56(a). 

Ihereby claim foreign priority benefits under Title 35, United 
States Code, § 119 of any foreign application(s) for patent or 
inventor’s certificate listed below and have also identified below 
any foreign application for patent or inventor’s certificate having 
a filing date before that of the application on which priority is 
claimed: 


Prior Foreign Application(s) 
Priority 
Claimed 


(Number) (Country) (Day/Month/Year Yes No 


Filed) 
(Number) (Country) 


(Day/Month/Y ear Yes No 


Filed) 
(Number) Yes No 
Filed) 


(Country) (Day/Month/Year 


I hereby claim the benefit under Title 35, United States Code, 
§ 120 of any United States application(s) listed below and, 
insofar as the subject matter of each of the claims of this 
application is not disclosed in the prior United States application 
in the manner provided by the first paragraph of Title 35, United 
States Code, § 112, I acknowledge the duty to disclose material 
information as defined in Title 37, Code of Federal Regulations, 
§ 1.56(a) which occurred between the filing date of the prior 
application and the national or PCT international filing date of 
this application: 


(Application Serial No.) (Filing Date) (Status) 
(patented, 
pending, 
abandoned) 


(Application Serial No.) (Filing Date) (Status) 
(patented, 
pending, 
abandoned) 


I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these state- 
ments were made with the knowledge that willful false state- 
ments and the like so made are punishable by fine or impris- 
onment, or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize 
the validity of the application or any patent issued thereon. 


Full name of sole or first inventor 
Inventor’s signature 

Date 

Residence 

Citizenship 

Post Office Address 

Full name of second joint inventor, if any 
Second Inventor’s signature 

Date 

Residence 

Citizenship 

Post Office Address 


(Supply similar information and signature for third and 
subsequent joint inventors.) 


The declaration form set forth above is specifically designed 
for use where the specification is attached to the form and the 
specification and declaration are filed at one time, and also where 
the declaration form is filed after the specification and drawings 
in accordance with § 1.53. The form can be used where foreign 





1134 TMOG 138 
(63) 


priority is claimed under 35 U.S.C. 119 and where the benefit 
of one or more United States applications is claimed under 35 
U.S.C. 120. Appropriate modifications can be made in the form 
so long as compliance with the rules is maintained. For example, 
if the form is being used as a supplemental declaration form 
which is being submitted after numerous amendments the form 
might appropriately be modified by changing the words “was 
amended on” to “with amendments through.” 


§ 1.335 Filing of notice of arbitration awards. 


The written notices required by this section should be di- 
rected to the attention of the Office of the Solicitor, which Office 
will be responsible for processing of such notices. 


Other Considerations 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act. (Pub. L. 96-354), Executive 
Order 12291, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et. seq. 

The rule change will not have a significant averse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act. Pub. L. 96-354) for several reasons. Public Law 
97-247 has taken into consideration the impact it may have on 
small entities. In general, the rule change will also expedite 
proceedings before the Patent and Trademark Office, changing 
existing procedures where they can be simplified. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not im a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et. seq., since no 
significant additional record keeping or reporting requirements 
are placed upon the public. In fact, some paperwork, especially 
that related to foreign filing license petitions, will be reduced. 


List of Subjects in 37 CFR Parts 1 and 5 


Administrative practice and procedure, Courts, Inventions 
and patents. 

Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and Public Law 97-247, the Patent and Trademark Office is 
amending Title 37 of the Code of Federal Regulations as set 
forth below. 

37 CFR, Parts 1 and 5, are amended as follows: 


1. Section 1.4 is amended by revising paragraph (a) to read as 
follows: 


§ 1.4 Nature of correspondence. 


(a) Correspondence with the Patent and Trademark Office 
comprises: (1) correspondence relating to services and facilities 
of the Office, such as general inquiries, requests for publications 
supplied by the Office, orders for printed copies of patents or 
trademark registrations, orders for copies of records, transmis- 
sion of assignments for recording, and the like, and (2) corre- 
spondence in and relating to a particular application or other 
proceeding in the Office. See particularly the rules relating to 
the filing, ing, or other proceedings of national appli- 
cations in Subpart B, §§ 1.31 to 1.352; of international appli- 
cations in Subpart C, §§ 1.401 to 1.482; of reexamination of 
patents in Su D, §§ 1.501 to 1.570; and of trademark 
applications, §§ 2.11 to 2.189. 
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2. Section 1.6 is revised to read as follows: 
§ 1.6 Receipt of letters and papers. 


(a) Letters and other papers received in the Patent and 
Trademark Office are stamped with the date of receipt. No papers 
are received in the Patent and Trademark Office on Saturdays, 
Sundays or federal holidays within the District of Columbia. 

(b) Mail placed in the Patent and Trademark Office pouch 
up to midnight on weekdays, excepting Saturdays and federal 
holidays, by the post office at Washington, D. C., serving the 
Patent and Trademark Office, is considered as having been 
received in the Patent and Trademark Office on the day it was 
so placed in the pouch. 

(c) In addition to being mailed or delivered by hand during 
office hours, letters and other papers may be deposited up to 
midnight in a box provided at the guard’s desk at the lobby of 
building 3 of the Patent and Trademark Office at Crystal Plaza, 
Arlington, Virginia and at the main entrance (14th Street) of 
the Department of Commerce Building, Washington, D. C., on 
weekdays except Saturdays and federal holidays, and all papers 
deposited therein are considered as received in the Patent and 
Trademark Office on the day of deposit. 

(d) If interruptions or emergencies in the United States Postal 
Service which have been so designated by the Commissioner 
occur, the Patent and Trademark Office will consider as filed 
on a particular date in the Office any paper or fee which is (1) 
promptly filed after the ending of the designated interruption 
or emergency and (2) accompanied by a statement indicating 
that such paper or fee would have been filed on that particular 
date if it were not for the designated interruption or emergency 
in the United States Postal Service. Such statement must be a 
verified statement if made by a person not registered to practice 
before the Patent and Trademark Office. 


3. Section 1.7 is revised to read as follows: 


§ 1.7 Times for taking action: Expiration on Saturday, Sunday 
or federal holiday. 


Whenever periods of time are specified in this part in days, 
calendar days are intended. When the day, or the last day fixed 
by statute or by or under this part for taking any action or paying 
any fee in the Patent and Trademark Office falls on Saturday, 
Sunday, or on a federal holiday within the District of Columbia, 
the action may be taken, or the fee paid, on the next succeeding 
day which is not a Saturday, Sunday, or a federal holiday. See 
§ 1.304 for time for appeal or for commencing civil action. 


4. Section 1.8 is amended by revising the introductory text of 


paragraph (a) and paragraph (a)(1), (a)(2) introductory text, and 
(a)(2)(i) to read as follows: 


§ 1.8 Certificate of mailing. 


(a) Except in the cases enumerated below, papers and fees 
required to be filed in the Patent and Trademark Office within 
a set period of time will be considered as being timely filed if: 
(1) they are addressed to the Commissioner of Patents and 
Trademarks, Washington, D. C. 20231, and deposited with the 
U.S. Postal Service with sufficient postage as first class mail 
prior to expiration of the set period, and (2) they also include 
a certificate for each paper or fee stating the date of deposit. 
The person signing the certificate should have reasonable basis 
to expect that the would be mailed on or before 
the date indicated. The actual date of receipt of the paper or 
fee will be used for all other purposes. This procedure does not 
apply to the following: 

(i) The filing of a national patent application specification 
and drawing or other papers for the purpose of obtaining an 
application filing date; 
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5. A new section 1.10 is added to read as follows: 


§ 1.10 Filing of papers and fees by “Express Mail” with cer- 
tificate. 
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(a) Any paper or fee to be filed in the Patent and Trademark 
Office can be filed utilizing the “Express Mail Post Office to 
Addressee” service of the United States Postal Service and be 
considered as having been filed in the Office on the date the 
paper or fee is shown to have been deposited as “Express Mail” 
with the United States Postal Service. 

(b) Any paper or fee filed by “Express Mail” must have the 
number of the “Express Mail” mailing label placed thereon prior 
to mailing, be addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231, and any such paper or 
fee must also include a certificate of mailing by “Express Mail” 
which states the date of mailing by “Express Mail” and is signed 
by the person mailing the paper or fee. 

(c) The Patent and Trademark Office will accept the certi- 
fasicate of mailing by “Express Mail” and accord the paper or 
fee the certificate date under 35 U.S.C. 21(a) without further 
preef of the date on which the mailing by “Express Mail” 
occurred unless a question is present regarding the date of 
mailing. If more than a reasonable time has elapsed between 
the certificate date and the Patent and Trademark Office receipt 
date or if other questions regarding the date of mailing are 
present, the person mailing the paper or fee may be required 
to file a copy of the “Express Mail” receipt showing the actual 
date of mailing and a statement from the person who mailed 
the paper or fee averring to the fact that the mailing occurred 
on the date certified. Such statement must be a verified statement 
if made by a person not registered to practice before the Patent 
and Trademark Office. 


6. Section 1.17 is amended by revising paragraph (h) to read 
as follows: 


§ 1.17 Patent application processing fees. 
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(h) For filing a petition to the Commissioner under a section 

of this part listed below which refers to this paragraph—$120.00 
—§ 1.47 for filing by other than all the inventors or a 
person not the inventor 
—§ 1.48 for correction of inventorship 
—§ 1.182 for decision on questions not specifically 
provided for 
— 1.183 to suspend the rules 
— 1.268 for late filing of interference settlement agree- 
ment 
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7. Section 1.22 is revised to read as follows: 
§ 1.22 Fees payable in advance. 


(a) Patent and trademark fees and charges payable to the 
Patent and Trademark Office are required to be paid in advance, 
that is, at the time of requesting any action by the Office for 
which a fee or charge is payable with the exception that under 
§ 1.53 applications for patent may be assigned a filing date 
without payment of the basic filing fee. 

(b) All patent and trademark fees paid to the Patent and 
Trademark Office should be itemized in each individual appli- 
cation, patent or other proceeding in such a manner that it is 
clear for which purpose the fees are paid. 


8. Section 1.24 is revised to read as follows: 
§ 1.24 Coupons. 


Coupons in denominations of one dollar are sold by the Patent 
and Trademark Office for the convenience of regular purchasers 
of U.S. patents and trademark registrations; these coupons may 
not be used for any other purpose. The one dollar coupons are 
sold individually and in books of 50 with stubs for record for 
$50. These coupons are good until used; they may be transferred 
but cannot be redeemed. 


9. Section 1.41 is revised to read as follows: 


§ 1.41 Applicant for patent. 
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(a) A patent must be applied for in the name of the actual 
inventor or inventors. Full names must be stated, including the 
family name and at least one given name without abbreviation 
together with any other given name or initial. 

(b) Unless the contrary is indicated the word “applicant” 
when used in these sections refers to the inventor or joint 
inventors who are applying for a patent, orto the person mentioned 
in § 1.42, 1.43, or 1.47 who is applying for a patent in place 
of the inventor. 

(c) Any person authorized by the applicant may file an 
application for patent on behalf of the inventor or inventors, 
but an oath or declaration for the application (§ 1.63) can only 
be made in accordance with § 1.64 

(d) A showing may be required from the person filing the 
application that the filing was authorized where such authori- 
zation comes into question. 


10. Section 1.42 is revised to read as follows: 
§ 1.42 When the inventor is dead. 


In case of the death of the inventor, the legal representative 
(executor, administrator, etc.) of the deceased inventor may 
make the necessary oath or declaration, and apply for and obtain 
the patent. Where the inventor dies during the time intervening 
between the filing of the application and the granting of a patent 
thereon, the letters patent may be issued to the legal represen- 
tative upon proper intervention. 


11. Section 1.43 is revised to read as follows: 

§ 1.43 When the inventor is insane or legally incapacitated. 
In case an inventor is insane or otherwise legally incapaci- 

tated, the legal representative (guardian, conservator, etc.) of 


such inventor may make the necessary oath or declaration, and 
apply for and obtain the patent. 


12. Section 1.45 is amended by removing paragraphs (b) and 
(c) and the designation (a) to the first paragraph and by revising 
the text to read as follows: 


§ 1.45 Joint inventors. 


Joint inventors must apply for a patent jointly an each must 
make the required oath or declaration: neither of them alone, 
nor less than the entire number, can apply for a patent for an 
invention invented by them jointly, except as provided in § 1.47. 


13. Section 1.46 is revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in the 
patent to be issued is assigned, the application must still be made 
or authorized to be made, and an oath or declaration signed, 
by the inventor or one of the persons mentioned in §§ 1.42, 1.43, 
or 1.47. However, the patent may be issued to the assignee or 
jointly to the inventor and the assignee as provided in § 1.334. 


14. Sections 1.47 is revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for 
patent or cannot be found or reached after diligent effort, the 
application may be made by the other inventor on behalf of 
himself or herself and the omitted inventor. The oath or dec- 
laration in such an application must be accompanied by a petition 
including proof of the pertinent facts and by the required fee 
(§ 1.17(h)) and must state the last known address of the omitted 
inventor. The Patent and Trademark Office shall forward notice 
of the filing of the application to the omitted inventor at said 
address. Should such notice be returned to the Office undeliv- 
ered, or should the address of the omitted inventor be unknown, 
notice of the filing of the application shall be published in the 
Official Gazette. The omitted inventor may subsequently join 
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in the application on filing an oath or declaration of the character 
required by § 1.63. A patent may be granted to the inventor 
making the application, upon a showin, satisfactory to the 
Commissioner, subject to the same rights which the omitted 
inventor would have had if he or she had been joined. 

(b) Whenever an inventor refuses to execute an application 
for patent, or cannot be found or reached after diligent effort, 
a person to whom the inventor has assigned or agreed in writing 
to assign the invention or who otherwise shows sufficient 
proprietary interest in the matter justifying such action may 
make application for patent on behalf of and as agent for the 
inventor. The oath or declaration in such an application must 
be accompanied by a petition including proof of the pertinent 
facts and a showing that such action is necessary to preserve 
the rights of the parties or to prevent irreparable damage, and 
by the required fee § 1.17(h)) and must state the lat known 
address of the inventor. The assignment, written agreement to 
assign or other evidence of proprietary interest, or a verified 
copy thereof, must be filed in the Patent and Trademark Office. 
The Office shall forward notice of the filing of the application 
to the inventor at the address stated in the application. Should 
such notice be returned to the Office undelivered, or should the 
address of the inventor be unknown, notice of the filing of the 
application shall be published in the Official Gazette. The inventor 
may subsequently join in the application on filing an oath or 
declaration of the character required by § 1.63. A patent may 
be granted to the inventor upon a showing satisfactory to the 
Commissioner. 


15. A new section 1.48 is added to read as follows: 
§ 1.48 Correction of inventorship. 


If the correct inventor or inventors are not named in an 
application for patent through error without any deceptive 
intention on the part of the actual inventor or inventors, the 
application may be amended to name only the actual inventor 
or inventors. Such amendment must be diligently made and must 
be accompanied by (1) a petition including a statement of facts 
verified by the original named inventor or inventors establishing 
when the error without deceptive intention was discovered and 
how it occurred; (2) an oath or declaration by each actual 
inventor or inventors as required by § 1.63. (3) the fee set forth 
in § 1.17(h); and (4) the written consent of any assignee. 


16. Section 1.51 is amended by revising paragraphs 1.51(a)(2) 
and (b) to read as follows: 


§ 1.51 General requisites of a complete application. 


(a) **** 


(2) An oath or declaration, see §§ 1.63 and 1.68. 
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(b) Applicants are encouraged to file an information disclo- 
sure statement. See §§ 1.97 through 1.99. 


17. Section 1.52 is amended by revising paragraph (c) to read 
as follows: 


§ 1.52 Language, paper, writing, margins. 
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(c) Any interlineation, erasure, cancellation or other altera- 
tion of the application papers filed must be made before the 
signing of any accompanying oath or declaration pursuant to 
§ 1.63 referring to those application papers and should be dated 
and initialed or signed by the applicant on the same sheet of 
paper. No such alterations in the application papers are permis- 
sible after the signing of an oath or declaration referring to those 
application papers (§ 1.56(c)). After the signing of the oath or 
declaration referring to the application papers, amendments may 
only be made in the manner provided by §§ 1.121 and 1.123- 
1.125. 
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18. Section 1.53 is revised to read as follows: 
§ 1.53 Serial number, filing date, and completion of application. 


(a) Any application for a patent received in the Patent and 
Trademark Office will be assigned a serial number for iden- 
tification purposes. 

(b) The filing date of an application for patent is the date 
on which (1) a specification containing a description pursuant 
to § 1.71 and at least one claim pursuant to § 1.75, and (2) any 
drawing required by § 1.81(a), are filed in the Patent and 
Trademark Office. No new matter may be introduced into an 
application after its filing date (§ 1.118). 

(c) If any application is filed without the specification or 
drawing required by paragraph (b) of this section, applicant will 
be so notified and given a time period within which to submit 
the omitted specification or drawing in order to obtain a filing 
date as of the date of filing of such submission. If the omission 
is not corrected within the time period set, the application will 
be returned or otherwise disposed of; the fee, if submitted, will 
be refunded less a $50.00 handling fee. 

(d) If an application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the 
appropriate filing fee or an oath or declaration by the applicant, 
applicant will be so notified and given a period of time within 
which to file the fee, oath, or declaration and to pay the surcharge 
as set forth in § 1.16(e) in order to prevent abandonment of the 
application. The notification pursuant to this paragraph may be 
made simultaneously with any notification pursuant to para- 
graph (c) of this section. 

(e) An application for a patent will not be placed upon the 
files for examination until all its required parts, complying with 
the rules relating thereto, are received, except that certain minor 
informalities may be waived subject to subsequent correction 
whenever required. 

(f) The filing date of an international application designating 
the United States of America shall be treated as the filing date 
in the United States of America under PCT Article 11(3), except 
as provided in 35 U.S.C. 102(e). 


19. Section 1.54 is revised to read as follows: 
§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that all parts of the complete application 
be deposited in the Office together; otherwise a letter must 
accompany each part, accurately and clearly connecting it with 
the other parts of the application. See § 1.53 with regard to 
completion of an application. 

(b) Applicant will be informed of the application serial number 
and filing date by a filing receipt. 


20. Section 1.55 is revised to read as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing date of 
a prior foreign application under the conditions specified in 35 
U.S.C. 119 and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in the second paragraph of 35 
U.S.C. 119 must be filed in the case of interference (§ 1.224); 
when necessary to overcome the date of a reference relied upon 
by the examiner; or when specifically required by the examiner; 
and in all other cases they must be filed not later than the date 
the issue fee is paid. If the papers filed are not in the English 
language, a translation need not be filed except in the three 
particular instances specified in the preceding sentence, in which 
event a sworn translation or a translation certified as accurate 
by a sworn or official translator must be filed. If the priority 
papers are submitted after the date the issue fee is paid, they 
must be accompanied by a petition requesting their entry and 
the fee set forth in § 1.17(i). 

(b) An applicant may under certain circumstances claim 
priority on the basis of an application for an inventor’s certificate 
in a country granting both inventor’s certificates and patents. 
When an applicant wishes to claim the right of priority as to 
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aclaim or claims of the application on the basis of an application 
for an inventor’s certificate in such a country under 35 U.S.C. 
119, last paragraph (as amended July 28, 1972), the applicant 
or his attorney or agent, when submitting a claim for such right 
as specified in paragraph (b) of this section, shall include an 
affidavit or declaration including a specific statement that, upon 
an investigation, he or she has satisfied himself or herself that 
to the best of his or her knowledge the applicant, when filing 
his or her application for the inventor's certificate, had the option 
to file an application either for a patent or an inventor’s certificate 
as to the subject matter of the identified claim or claims forming 
the basis for the claim of priority. 


21. Section 1.56 is amended by revising paragraph (c) to read 
as follows: 


§ 1.56 Duty of disclosure; fraud; striking or rejection of 
applications. 
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(c) Any application may be stricken from the files if: 


(1) An oath or declaration pursuant to § 1.63 is signed 
in blank; 

(2) An oath or declaration pursuant to § 1.63 is signed 
without review thereof by the person making the oath or dec- 
laration; 

(3) An oath or declaration pursuant to § 1.63 is signed 
without review of the specification, including the claims, as 
required by § 1.63(b); or 

(4) The application papers filed in the Office are altered 
after the signing of an oath or declaration pursuant to § 1.63 
referring to those application papers. 
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§ 1.57 [Removed] 
22. Section 1.57 is removed. 
23. Section 1.59 is revised to read as follows: 


§ 1.59 Papers of application with filing date not to be re- 
turned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost. 


24. Section 49 § 1.60 is revised to read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


A continuation or divisional application (filed under the 
conditions specified in 35 U.S.C. 120 or 121), which discloses 
and claims only subject matter disclosed in a prior application 
may be filed as a separate application before the patenting or 
abandonment of or termination of proceedings on the prior 
application. Signing and execution of the application papers by 
the applicant may be omitted provided the copy is supplied by 
and accompanied by a statement by, the applicant or his or her 
attorney or agent that the application papers comprise a true copy 
of the prior application as filed. Such statement must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior appli- 
cation (§ 1.78(a)) will be entered before calculating the filing 
fee and granting the filing date. 


25. Section § 1.62 is revised to read as follows: 
§ 1.62 File wrapper continuing procedure. 
(a) A continuation, continuation-in-part, or divisional appli- 


cation, which uses the specification and drawings from a prior 
application to be abandoned, may be filed before the payment 
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of the issue fee, abandonment of, or termination of proceedings 
on a prior application. The filing date of an application filed 
under this section is the date on which a request is filed for an 
application under this section including identification of the 
Serial Number, filing date, and applicant’s name of the prior 
application. 

(b) The filing fee for a continuation, continuation-in-part, or 
divisional application under this section is based on the number 
of claims remaining in the application after entry of any pre- 
liminary amendment and entry of any amendments under § 
1.116 unentered in the prior application which applicant has 
requested to be entered in the continuing application. 

(c) In the case of a continuation-in-part application which 
adds and claims additional disclosure by amendment, an oath 
or declaration as required by § 1.63 must also be filed. In a 
continuation or divisional application which discloses and claims 
only subject matter disclosed in a prior application, no additional 
oath or declaration is required. 

(d) If an application which has been accorded a filing date 
pursuant to paragraph (a) of this section does not include the 
appropriate filing fee pursuant to paragraph (b) of this section, 
or an oath or declaration by the applicant in the case of a 
continuation-in-part application pursuant to paragraph (c) of this 
section, applicant will be so notified and given a period of time 
within which to file the fee, oath, or declaration and to pay the 
surcharge as set forth in § 1.16(e) in order to prevent abandon- 
ment of the application. The notification pursuant to this para- 
graph may be made simultaneously with any notification of a 
defect pursuant to paragraph (a) of this section. 

(e) An application filed under this section will utilize the file 
wrapper and contents of the prior application to constitute the 
new continuation, continuation-in-part, or divisional application 
but will be assigned a new application serial number. 

(f) The filing of an application under this section will be 
construed to include a waiver of secrecy by the applicant under 
35 U.S.C. 122 to the extent that any member of the public who 
is entitled under the provisions of 37 CFR 1.14 to access to, 
or information concerning either the prior application or any 
continuing application filed under the provisions of this section 
may be given similar access to, or similar information concern- 
ing, the other application(s) in the file wrapper. 

(g) The filing of a request for a continuing application under 
this section will be considered to be a request to expressly 
abandon the prior application as of the filing date granted the 
continuing application. 

(h) The applicant is urged to furnish the following informa- 
tion relating to the prior application to the best of his or her 
ability: 


(1) Title as originally filed and as last amended; 

(2) Name of applicant as originally filed and as last 
amended; 

(3) Current correspondence address of applicant; 

(4) Identification of prior foreign application and any 
priority claim under 35 U.S.C. 119. 


(i) Envelopes containing only application papers and fees 
for filing under this section should be marked “Box FWC”. 


26. A new section 1.63 is added to read as follows: 
§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(a)(2) as a part 
of an application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the specification to which it is directed; 
(3) Identify each inventor and the residence and country 
of citizenship of each inventor; and 

(4) State whether the inventor is a sole or joint inventor 
of the invention claimed. 


(b) In addition to meeting the requirements of paragraph (a), 
the oath or declaration must state that the person making the 
oath or declaration: 


(1) Has reviewed and understands the contents of the 
specification, including the claims, as amended by any 
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amendment specifically referred to in the oath or decla- 
ration; 

(2) Believes the named inventor or inventors to be the 
original and first inventor or inventors of the subject matter 
which is claimed and for which a patent is sought; and 
(3) Acknowledges the duty to disclose information which 
is material to the examination of the application in accor- 
dance with § 1.56(a). 

(c) In addition to meeting the requirements of paragraphs 
(a) and (b) of this section, the oath or declaration in any ap- 
plication in which a claim for foreign priority is made pursuant 
to § 1.55 must identify the foreign application for patent or 
inventor’s certificate on which priority is claimed, and any 
foreign application having a filing date before that of the 
application on which priority is claimed, by specifying the 
application number, country, day, month and year of its 
filing. 

(d) In any continuation-in-part application filed under the 
conditions specified in 35 U.S.C. 120 which discloses and claims 
subject matter in addition to that disclosed in the prior copending 
application, the oath or declaration must also state that the person 
making the oath or declaration acknowledges the duty to dis- 
close material information as defined in § 1.56(a) which oc- 
curred between the filing date of the prior application and the 
national or PCT international filing date of the continuation-in- 
part application. 


27.A new section 1.64 is added to read as follows: 
§ 1.64 Person making oath or declaration. 


(a) The oath or declaration must be made by all of the actual 
inventors except as provided for in §§ 1.42, 1.43, or 147. 

(b) If the person making the oath or declaration is not the 
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shall 
state the relationship of the person to the inventor and, upon 
information and belief, the facts which the inventor is required 
to state. 


§ 1.65 [Removed] 

28. Section 1.65 is removed. 

29. Section 1.67 is revised to read as follows: 
§ 1.67 Supplemental oath or declaration. 


(a) A supplemental oath or declaration meeting the require- 
ments of § 1.63 may be required to be filed to correct any 
deficiencies or inaccuracies present in an earlier filed oath or 
declaration. 

(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed (1) when a claim is presented 
for matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented, and (2) when an oath or declaration submitted in 
accordance with § 1.53(d) after the filing of the specification 
and any required drawings specifically and improperly refers 
to an amendment which includes new matter. No new matter 
may be introduced into an application after its filing date even 
if a supplemental oath or declaration is filed (§ 1.53(b); § 1.118). 
In proper cases the oath or declaration here required may be 
made on information and belief by an applicant other than 
inventor. 


30. Section 1.69 is amended by revising paragraph (b) to read 
as follows: 


§ 1.69 Foreign language oaths and declarations. 


*s* ee * 


(b) Unless the text of any oath or declaration in a language 
other than English is a form provided or approved by the Patent 
and Trademark Office, it must be accompanied by a verified 
English translation, except that in the case of an oath or dec- 
laration filed under § 1.63 the translation may be filed in the 
Office no later than two months from the date applicant is 
notified to file the translation. 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


31. Section 1.70 is amended by revising the title and paragraph 
(a) to read as follows: 


§ 1.70 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application, if the 
inventor, desires to enter the national stage under 35 U.S.C. 371, 
he or she must file an oath or declaration in accordance with 
§ 1.63. 


*e ek * 


32. Section 1.77 is amended by revising paragraphs (h) and (i) 
to read as follows: 


§ 1.77 Arrangement of application elements. 


*ee*e * 


(h) Abstract of the disclosure. 
(i) Signed oath or declaration. 


ee ee & 


33. The center heading preceding § 1.97 and section 1.97 are 
revised to read as follows: 


INFORMATION DISCLOSURE STATEMENT 
§ 1.97 Filing of information disclosure statement. 


(a) As a means of complying with the duty of disclosure set 
forth in §.1.56, applicants are encouraged to file an information 
disclosure statement at the time of filing the application or within 
the later of three months after the filing date of the application 
or two months after applicant receives the filing receipt. If filed 
separately, the disclosure statement should, in addition to the 
identification of the application, include the Group Art Unit to 
which the application is assigned as indicated on the filing 
receipt. The disclosure statement may either be separate from 
the specification or may be incorporated therein. 

(b) A disclosure statement filed in accordance with paragraph 
(a) of this section shall not be construed as a representation that 
a search has been made or that no other material information 
as defined in § 1.56(a) exists. 


34. Section 1.98 is amended by revising the title and paragraph 
(a) to read as follows: 


§ 1.98 Content of information disclosure statement. 


(a) Any disclosure statement filed under § 1.97 or § 1.99 
shall include: (1) A listing of patents, publications or other 
information and (2) a concise explanation of the relevance of 
each listed item. The disclosure statement shall be accompanied 
by a copy of each listed patent or publication or other item of 
information in written form or of at least the portions thereof 
considered by the person filing the disclosure statement to be 
pertinent. All United States patents listed should be identified 
by their patent numbers, patent dates and names of the patentees. 
Each foreign published application or patent should be cited by 
identifying the country or office which issued it, the document 
number and publication date indicated on the document. Each 
printed publication should be identified by author (if any), title 
of the publication, pages, date and place of publication. 


ese ee * 


35. Section 1.9 is revised to read as follows: 
§ 1.99 Updating of information disclosure statement. 


If prior to issuance of a patent an applicant, pursuant to his 
or her duty of disclosure under § 1.56 wishes to bring to the 
attention of the Office additional patents, publications or other 
information not previously submitted, the additional informa- 
tion should be submitted to the Office with reasonable prompt- 
ness. It may be included in a supplemental information disclo- 
sure statement or may be incorporated into other communica- 
tions to be considered by the examiner. Any transmittal of 
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additional information shall be accompanied by explanations 
of relevance and by copies in accordance with the requirements 
of .§ 1.98. 


36. Section 1.101 is amended by revising paragraph (a) to read 
as follows: 


§ 1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Office 
and accepted as complete applications are assigned for exami- 
nation to the respective examining groups having the classes 
of inventions to which the applications relate. Applications shall 
be taken up for examination by the examiner to whom they have 
been assigned in the order in which they have been filed except 
for those applications in which examination has been advanced 
pursuant to § 1.102 and those applications in which the Office 
has accepted a request for waiver of patent rights filed under 
§ 1.139. International applications whic have complied with the 
requirements of 35 U.S.C. 371(c) will be taken up for action 
based on the date on which such requirements were met. However, 
unless a request has been filed under 35 U.S.C. 371(f) no action 
may be taken prior to 21 months from the priority date. 


*e*# eK * 


37. Section 1.118 is revised to read as follows: 
§ 1.118 Amendment of disclosure. 


(a) No amendment shall introduce new matter into the dis- 
closure of an application after the filing date of the application 
§ 1.53(b)). All amendments to the specification, including the 
claims, and the drawings filed after the filing date of the ap- 
plication must conform to at least one of them as it was at the 
time of the filing of the application. Matter not found in either, 
involving a departure from or an addition to the original dis- 
closure, cannot be added to the application after its filing date 
even though supported by an oath or declaration in accordance 
with § 1.63 or § 1.67 filed after the filing date of the application. 

(b) If it is determined that an amendment filed after the filing 
date of the application introduces new matter, claims containing 
new matter will be rejected and deletion of the new matter in 
the specification and drawings will be required even if the 
amendment is accompanied by an oath or declaration in accor- 
dance with § 1.63 or § 1.67. 


38. Section 1.123 is revised to read as follows: 
§ 1.123 Amendments to the drawing. 


No change in the drawing may be made except by permission 
of the Office. Permissible changes in the construction shown 
in any drawing may be made only by bonded draftsmen, at 
applicant’s expense, or by the submission of substitute drawings 
by applicant. A sketch in permanent ink showing proposed 
changes, to become part of the record, must be filed for approval 
by the examiner. The paper requesting amendments to the 
drawing should be separate from other papers. 


39. Section 1.125 is revised to read as follows: 
§ 1.125 Substitute specification. 


If the number or nature of the amendments shall render it 
difficult to consider the case, or to arrange the papers for printing 
or copying, the examiner may require the entire specification, 
including the claims, or any part thereof, to be rewritten. A 
substitute specification may not be accepted unless it has been 
required by the examiner or unless it is clear to the examiner 
that acceptance of a substitute specification would facilitate 
processing of the application. Any substitute specification filed 
must be accompanied by a statement that the substitute speci- 
fication includes no new matter. Such statement must be a 
verified statement if made by a person not registered to practice 
before the Office. 


40. Section 1.131 is amended by revising paragraph (a) to read 
as follows: 
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§ 1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a) When any claim of an application or a patent under 
reexamination is rejected on reference to a domestic patent 
which substantially shows or describes but does not claim the 
rejected invention, or on reference to a foreign patent or to a 
printed publication, and the applicant or the owner of the patent 
under reexamination shall make oath or declaration as to facts 
showing a completion cf the invention in this country before 
the filing date of the application on which the domestic patent 
issued, or before the date of the foreign patent, or before the 
date of the printed publication, then the patent or publication 
cited shall not bar the grant of a patent to the applicant or the 
confirmation of the patentability of the claims of the patent, 
unless the date of such patent or printed publication is more 
than one year prior to the date on which the applicant’s or patent 
owner’s application was filed in this country. 


*e*# ee * 


41. Section 1.132 is revised to read as follows: 


§ 1.132 Affidavits or declarations traversing grounds of 
rejection. 


When any claim of an application or a patent under reex- 
amination is rejected on reference to a domestic patent which 
substantially shows or describes but does not claim the inven- 
tion, or on reference to a foreign patent, or to a printed pub- 
lication, or to facts within the personal knowledge of an em- 
ployee of the Office, or when rejected upon a mode or capability 
of operation attributed to a reference, or because the alleged 
invention is held to be inoperative or lacking in utility, or 
frivolous or injurious to public health or morals, affidavits or 
declarations traversing these references or objections may be 
received. 


42. Section 1.137 is amended by revising paragraph (b) to read 
as follows: 


§ 1.137 Revival of abandoned application. 


*e ek * 


(b) An application unintentionally abandoned for failure to 
prosecute, except pursuant to § 1.53(d), may be revived as a 
pending application if the delay was unintentional. A petition 
to revive an unintentionally abandoned application must be filed 
within one year of the date on which the application became 
abandoned or be filed within three months of the date of the 
first decision on a petition to revive under paragraph (a) of this 
section which was filed within one year of the date of aban- 
donment of the application. A petition to revive an unintention- 
ally abandoned application must be accompanied by (1) a 
statement that the abandonment was unintentional, (2) a pro- 
posed response unless it has been previously filed, and (3) a 
petition fee as set forth in § 1.17(m). Such statement must be 
a verified statement if made by a person not registered to practice 
before the Patent and Trademark Office. The Commissioner may 
require additional information where there is a question whether 
the abandonment was unintentional. The three month period set 
forth in this paragraph may be extended under the provisions 
of § 1.136(a), but no further extensions under § 1.136(b) will 
be granted. Petitions to the Commissioner under § 1.83 to waive 
any time periods for requesting revival of an unintentionally 
abandoned application will not be considered, but will be re- 
turned to the applicant. 


*e eK * 


43. Section 1.153 is amended by revising paragraph (b) to read 
as follows: 


§ 1.153 Title, description and claim, oath or declaration. 


*e eK * 


(b) The oath or declaration required of the applicant must 
comply with § 1.63. 
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44. Section 1.154 is amended by revising paragraph (e) to read 
as follows: 


§ 1.154 Arrangement of specification. 


*e ee * 


(e) Signed oath or declaration (See § 1.153(b)). 
45. Section 1.162 is revised to read as follows: 
§ 1.162 Applicant, oath or declaration. 


The applicant for a plant patent must be the person who has 
invented or discovered and asexually reproduced the new and 
distinct variety of plant for which a patent is sought (or as 
provided in §§ 1.42, 1.43, and 1.47). The oath or declaration 
required of the applicant in addition to the averments required 
by § 1.63, must state that he or she has asexually reproduced 
the plant. Where the plant is a newly found plant the oath or 
declaration must also state that it was found in a cultivated area. 


46. Section 1.163 is amended by revising paragraph (b) to read 
as follows: 


§ 1.163 Specification. 


ese ee * 


(b) Two copies of the specification (including the claim) must 
be submitted, but only one signed oath or declaration is required. 
The second copy of the specification may be a legible carbon 
copy of the original. 


47. Section 1.172 is amended by revising paragraph (a) to read 
as follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or declaration 
made by the inventor or inventors except as otherwise provided 
(see §§ 1.42, 1.43, 1.47), and must be accompanied by the written 
assent of all assignees, if any, owning an undivided interest in 
the patent, but a reissue oath may be made and sworn to or 
declaration made by the assignee of the entire interest if the 
application does not seek to enlarge the scope of the claims of 
the original patent. 


*e ee 


48. Section 1.174 is amended by revising paragraph (a) to read 
as follows: 


§ 1.174 Drawings. 


(a) The drawings upon which the original patent was issued 
may be used in reissue applications if no changes whatsoever 
are to be made in the drawings. In such cases, when the reissue 
application is filed, the applicant must submit a temporary 
drawing which may consist of a copy of the printed drawings 
of the patent or a photoprint of the original drawings of the size 
required for original drawing. 


*e eK 


49. Section 1.175 is amended by revising the introductory text 
of paragraph (a) to read as follows: 


§ 1.175 Reissue oath or declaration. 
(a) Applicants for reissue, in addition to complying with the 


requirements of § 1.63 must also file with their applications a 
statement under oath or declaration as follows: 


*e eee 
50. Section 1.324 is revised to read as follows: 


§ 1.324 Correction of inventorship in patent. 
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Whenever a patent is issued and it appears that the correct 
inventor or inventors were not named through error without 
deceptive intention on the part of the actual inventor or inventors, 
the Commissioner may, on petition of all the parties and the 
assignees and satisfactory proof of the facts and payment of the 
fee set forth in § 1.20(b), or on order of a court before which 
such matter is called in question, issue a certificate naming only 
the actual inventor or inventors. 


51. Section 1.325 is revised to read as follows: 
§ 1.325 Other mistakes not corrected. 


Mistakes other than those provided for in §§ 1.322, 1.323, 
1.324, and not affording legal grounds for reissue or for reex- 
amination, will not be corrected after the date of the patent. 


52. A new § 1.335 is added to read as follows: 
§ 1.335 Filing of notice of arbitration awards. 


(a) Written notice of any award by an arbitrator pursuant to 
35 U.S.C. 294 must be filed in the Patent and Trademark Office 
by the patentee, or the patentee’s assignee or licensee. If the 
award involves more than one patent a separate notice must be 
filed for placement in the file of each patent. The notice must 
set forth the patent number, the names of the inventor and patent 
owner, and the names and addresses of the parties to the ar- 
bitration. The notice must also include a copy of the award. 

(b) If an award by an arbitrator pursuant to 35 U.S.C. 294 
is modified by a court, the party requesting the modification 
must file in the Patent and Trademark Office, a notice of the 
modification for placement in the file of each patent to which 
the modification applies. The notice must set forth the patent 
number, the names of the inventor and patent owner, and the 
names and addresses of the parties to the arbitration. The notice 
must also include a copy of the court’s order modifying the 
award. 

(c) Any award by an arbitrator pursuant to 35 U.S.C. 294 
shall be unenforceable until any notices required by paragraph 
(a) or (b) of this section are filed in the Patent and Trademark 
Office. If any required notice is not filed by the party designated 
in paragraph (a) or (b) of this section, any party to the arbitration 
proceeding may file such a notice. 


53. Section 5.12 is revised to read as follows: 
§ 5.12 Petition for license. 


(a) Filing of an application for patent for inventions made 
in the United States will be considered to include a petition for 
license under 35 U.S.C. 184 for the subject matter of the ap- 
plication. The filing receipt will indicate if a license is granted. 
If the initial automatic petition is not granted, a subsequent 
petition may be filed under paragraph (b) of this section. 

(b) Petitions for license under 35 U.S.C. 184 should be 
presented in letter form and should include petitioner’s address, 
and full instructions for delivery of the requested license when 
it is to be delivered to other than the petitioner. 


GERALD J. MOSSINGHOFF, 
Commissioner of 
Patents and Trademarks 


Dec. 23, 1982. 
[1027 OG 9] 


(64) Deposit Accounts—Statutory Fee Charges 

Beginning on May 1, 1966, and until further notice, statutory 
fees, including filing fees for patent, design, and trademark 
applications, issue fees, appeal fees and opposition, cancellation 
and petition fees may be charged against the deposit accounts 
provided for by Rule 25(a) of the Rules of Practice in patent 
cases. During this period the prohibition of Rule 25(b) against 
such charges will be suspended. 

In view of the facts that these fees are indispensable parts 
of the actions to which they relate and that the charging of a 
fee against an account which does not contain sufficient funds 
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to cover it cannot be regarded as a payment of the fee, it is evident 
that the overdrawing of a deposit account may result in the loss 
of a vital date and may also impose a substantial burden on the 
Patent Office in making appropriate correction of its records. 
It is, therefore, necessary that effective steps be taken to avoid 
such overdrafts, as follows: 

Checks of all accounts will be made periodically, and if any 
account is found to have been overdrawn, it will be immediately 
removed from the active accounts and no further drafts on it 
will be honored. Prompt payment of the outstanding balance 
will be required and the depositor or his attorney may be called 
on for an itemized statement identifying all statutory fees charged 
against the account during the period in question in order that 
it may be ascertained whether any previously granted date 
should be withdrawn. 

It is emphasized that the success of the procedure outlined 
above depends upon the maintenance of a sufficient balance 
in deposit accounts at all times to meet any charges made against 
them. The Office must, therefore, strictly refuse to permit any 
depositor who has once overdrawn his account to maintain such 
an account in the future and in the event that any substantial 
number of overdrafts occurs it may be necessary to reestablish 
the prohibition of Rule 25(b) against charging statutory fees 
against deposit accounts. 

Accordingly, effective May 1, 1966, the requirement of Rule 
25(a) that an amount sufficient to cover all charges made against 
an account must always be on deposit will be strictly enforced, 
regardless of whether any fee is included in such charges and 
where this requirement is not complied with the account in- 
volved will be removed from the active accounts. 


EDWARD J. BRENNER, 
Feb. 23, 1966. Commissioner. 


[824 O.G. 1200] 


(65) Request for Refunds 

In order to expedite the processing of refunds for payment 
of fees by actual mistake or in excess of the designated fees, 
attorneys and applicants requesting refunds should direct their 
correspondence to the attention of the “Refund Section, Ac- 
counting Division, Office of Finance.” This procedure should 
be followed whether the request is for a refund check or for 
a credit to the deposit account. The problems of misrouting the 
request for a refund in the Patent and Trademark Office would 
be alleviated and the payment of refunds accelerated. 


BRADFORD R. HUTHER, 
Assistant Commissioner 
for Finance & Planning. 


[1024 0.G. 59 (11-23-82)] 


(66) Deposit Account Authorizations 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in §§ 1.16 to 1.18 
to a deposit account may be filed in an individual application, 
either for the entire pendency of the application or with respect 
to a particular paper filed.” A general authorization would not 
apply to document supply fees under § 1.19, such as those 
required for certified copies; to post-issuance fees under § 1.20 
such as those required for maintenance fees; or to miscellaneous 
fees and charges under § 1.21, such as assignment recording 
fees. 

Many applications filed prior to Oct. 1, 1982, contain broad 
language authorizing any additional fees which might have been 
due to be charged to a deposit account. The Patent and Trade- 
mark Office does not interpret such broad authorizations, filed 
prior to Oct. 1, 1982, to include authorization to charge to a 
deposit account the issue fee or other fees in sections 1.16, 1.17 
and 1.18 except those associated with the paper containing the 
broad authorization. However, such a broad authorization filed 
in an application on or after Oct. 1, 1982, will be interpreted 
as authorization to charge the issue fee; as well as any other 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 145 
(65) 


fee set forth in §§ 1.16, 1.17 or 1.18. Fees under sections 1.19, 
1.20 and 1.21 will not be charged as a result of a general 
authorization under section 1.25. 
It is recommended that authorizations to charge fees to deposit 
accounts include reference to the particular fees or fee sections 
of the rules which applicant intends to authorize. For example, 
if filing and processing fees under §§ 1.16 and 1.17 only are 
intended to be included in the authorization, and not the issue 
fee under § 1.18, the authorization could read: “The Commis- 
sioner is hereby authorized to charge any fees under 37 CFR 
1.16 and 1.17 which may be required during the entire pendency 
of the application to Deposit Account No. -” Such an 
authorization would clearly exclude issue fees under 37 CFR 
1.18 while including all the filing and processing fees listed in 
37 CFR 1.16 and 1.17. Similarly, if it were intended to authorize 
the charging of fees relating only to a specific paper, the au- 
thorization could read “The Commissioner is hereby authorized 
to charge any fees under 37 CFR 1.16 and 1.17 which may be 
required by this paper to Deposit Account No. -” Such 
authorizations would cover situations in which a check to cover 
a filing and processing fee under 37 CFR 1.16 and 1.17 was 
omitted or was for an amount less than the amount required. 
It is extremely important that the authorization be clear and 
unambiguous. If applicants file authorizations which are am- 
biguous and which deviate from the usual forms of authoriza- 
tions, the Office may not interpret the authorizations in the 
manner applicants intend. In such cases applicants could be 
subject to further expenses, petitions, etc. in order to correct fees 
which were not charged as intended due to an ambiguous 
authorization. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


July 1, 1983. 


[1032 OG 32] 


(67) Deposit Account Authorization to Charge Issue Fee 


This notice supplements the Official Gazette notice, dated 
July 1, 1983, published at 1032 O.G. 33 on July 26, 1983. 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in 37 CFR 1.16 
to 1.18 to a deposit account may be filed in an individual 
application, either for the entire pendency of the application or 
with respect to a particular paper filed.” 

The Patent and Trademark Office will treat broad language 
to “charge any additional fees which may be required at any 
time during the prosecution of the application” as authorization 
to charge the issue fee on applications filed on or after Oct. 1, 
1982. 

Sept. 30, 1988 RENE D. TEGTMEYER, 

Assistant Commissione. 
for Patents 


[1095 OG 44] 


(68) Notice to All Deposit Account Holders 
Beginning Oct. 7, 1983, please mail deposit account remit- 
tances only to: 


Patent and Trademark Office 
P.O. Box 70541 
Chicago, Ill 60673 


To expedite credit to your deposit account and the treasury, 
and arrangement has been made between the Patent and Trade- 
mark Office, Treasury Department, and the First National Bank 
of Chicago utilizing a special “lockbox” depositary to receive 
deposit account remittances. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks and be accompanied by it the 
top portion of your deposit account statement. Submit only 
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remittances for deposit accounts to this new address. All other 
correspondence should continue to be addressed to the Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231. 


LEONARD L. NAHME, 
Director Office of Finance. 


[1035 OG 27] 


(69) Use of Restricted Deposit Account for Electronic 
Ordering of Patent and Trademark Copies 


Effective July 1, 1986, the restricted deposit account will be 
made available to those members of the public who wish to use 
it for electronic ordering of patent and trademark copies. The 
restricted deposit account requires maintenance of a minimum 
balance of $300.00 at the end of each month, as compared to 
the unrestricted account which requires a minimum balance of 
$1,000.00. 

In FY 1986, the Office established the restricted deposit 
account for use in charging subscriptions for copies of newly 
issued patents by subject matter classification. Establishment 
of a PTO deposit account is a prerequisite for subscription 
service. 

Recently, the Office established an electronic ordering ser- 
vice (EOS), a method of ordering copies of patents and trade- 
marks through the use of a computer terminal and modem. EOS 
is available only to PTO deposit account holders. 

Many people who are interested in using EOS to order copies 
of patents and trademarks and who do not have PTO deposit 
accounts find the $1,000.00 balance required for the unrestricted 
account prohibitive. Therefore, the use of restricted account is 
being expanded to incorporate EOS ordering. Subscription and 
EOS ordering are the only two services for which restricted 
accounts may be used. If you have any questions on subscrip- 
tions or EOS, please call Mary Brown on (703) 557 3236. If 
you have questions on deposit accounts, please call Delores 
Riley on (703) 557 3227. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 23, 1986. 


[1068 OG 37] 





(70) Availability of Deposit Account Status Line 

Beginning on February 20, 1990, the U.S. Patent and Trade- 
mark Office will provide access, via push button telephone, to 
the current account balance information, and last deposit for the 
current month, if any. The Deposit Account status line will be 
available on (703)557-8735 or (703)557-8746 from 6:30 A.M. 
until midnight, Eastern time, Monday thru Friday. 

The Deposit Account status line may be used from any push 
button telephone by entering your six digit account number and 
the pound sign after being told to do so by the greeting message 
that you receive whenever you dial in. All six digits and the 
pound sign must be entered. 

Questions that may arise pertaining to the information re- 
ceived thru use of the status line must be referred to the Deposits 
Account Division at (703)557-3227 during the hours 8 A.M. 
until 5 P.M. Eastern time, Monday thru Friday, except for Federal 
holidays. 
Feb. 5, 1990 BRADFORD HUTHER 

Assistant Commissioner 
for Finance and Planning 


[1112 O.G. 43] 


(71) Telephone Changes for Deposit Account Status Line 
Effective Nov. 18, 1991, new telephone exchange numbers 
will be made for the Deposit Account Status Line. On that date, 
Deposit Account Balance information can be obtained by calling 
(703) 305-8735 or (703) 305-8746 from 6:30 a.m. until mid- 
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night, Eastern time, Monday thru Friday, except for Federal 
holidays. 

Questions that may arise pertaining to the information re- 
ceived through use of the status line may be referred to the 
Deposit Account Division at (703) 308-0902. Calls will be 
received on the answering machine 24 hours a day, seven days 
a week. 

Oct. 31, 1991 BRADFORD HUTHER 
Assistant Commissioner for 
Finance and Planning 

[1132v OG 48] 


(72) Unpaid Fee Checks 

Beginning Dec. 1, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that the check 
was returned unpaid. Beginning Dec. 1, 1987, the Office of 
Finance will send a copy of its letter to the applicant if the letter 
is addressed to an attorney or agent. The prohibition of 37 CFR 
§§ 1.33 and 2.18 against double correspondence is waived in 
view of the submission of a check that is returned unpaid to 
the Office. 

A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


DONALD W. PETERSON, 
Oct. 5, 1987. Deputy Commissioner 


[1083 TMOG 44] 


(73) Posting of Filing Fee Codes 

We are making a minor change in the recording of fees so 
that we can speed up the processing of mail. 

First, a brief explanation of the problem. Incoming mail to 
the PTO has soared. The number of envelopes received in the 
Mail Room in the first four months of this fiscal year is almost 
30% higher than for the same period last year. This sudden 
increase has taxed existing resources and a backlog has devel- 
oped. It takes anew employee over one year to become proficient 
in recognizing the hundreds of different types of documents 
entering the Office, the appropriate fee codes to apply, and the 
appropriate destination. 

One of the most time-consuming functions of the Mail Room 
initial review clerks is the determination of how many independ- 
ent and dependent claims there are in a patent application so 
that the appropriate amounts can be coded for the basic appli- 
cation fee, the extra independent claim fee, the extra total claim 
fee, and the multiple dependent claim fee. This can involve a 
substantial amount of time in complicated cases, particularly 
when there are preliminary amendments. With over 30,000 
individual documents patent applications and all other mail to 
be processed and routed each day, such time-consuming 
delays have a severe adverse impact in moving all the 
work. 

So, effective immediately, we are making a change which 
will move the mail more quickly. Rather than go through the 
time-consuming computation in the Mail Room to determine 
the amount to charge to each specific claim fee code, the total 
amount received will be recorded in one filing code. The detailed 
calculations will continue to be done later in the process where, 
in conjunction with the formality review of the application, the 
analysis takes place as to whether or not the fee submitted was 
correct. The individual charges remain the same and the infor- 
mation on claims contained in the application will continue to 
be reported on the application filing receipt without change. 
Here’s what would be seen on deposit account charges and 
checks: 
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101 - Includes amount for basic filing fee, extra independent 
claims, extra total claims, and multiple dependent claims, 
So recorded as 101, 102, 103, and 104, respec- 
tively. 

201 - Includes same items as above for small entity applications, 
previously recorded as 201, 202, 203, and 204. 

108 - Includes same items as above for reissue applications, 
previously recorded as 108, 109, and 110. 

208 - Includes same items as above for small entity reissue 
applications, previously recorded as 208, 209, and 210. 

This revised procedure allows us to be more efficient. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration 


Mar. 31, 1988. 


[1089 OG 57] 


APPLICATION CONTENT 
Use of Metric System of Measurements 
in Patent Applications 

In order to minimize the necessity in the future for converting 
dimensions given in the English system of measurements to the 
metric system of measurements when using printed patents as 
research and prior art search documents, all patent applicants 
are strongly encouraged to use either (1) only metric (S.I.) units, 
or (2) English units together with their metric system equiva- 
lents, when describing their inventions in the specifications of 
patent applications. This practice, however, is not being made 
mandatory at this time. 

The initials S.I. stand for “Systeme International d’ Unites,” 
the French name for the International System of Units, a 
modernized metric sys*em adopted in 1960 by the International 
General Conference of Weights and Measures based on precise 
unit measurements made possible by modern technology. 

This request is made as part of the long-range program for 
conversion to metric units currently being conducted by the 
Federal Government. 

Publications dealing with the metric system are available 
from the Superintendent of Documents, U.S. Government Print- 
ing Office, Washington, D.C. 20402 and the American National 
Standards Institute, 1430 Broadway, New York, N.Y. 10018. 


(74) 


C. MARSHALL DANN, 
Commissioner of Patents. 


[924 O.G. 1104] 


July 1, 1974. 


(75) Filing of Patent Applications Pursuant 
to 37 CFR 1.60 

Applicants are reminded that 37 CFR 1.60 was amended 
effective Feb. 27, 1983 to require applicants to furnish a copy 
of the prior application upon filing. 

Some applicants continue to request that the copy be made 
by the Patent and Trademark Office as was done under the 
practice prior to Feb. 27, 1983. Others are filing a copy of the 
specification of the prior application, but not a copy of the oath 
or declaration. The Office will no longer make such copies as 
part of processing the new application. 

The requirements of 37 CFR 1.60 must be complied with 
before a filing date wili be granted for the continuing application. 

It should be noted that 37 CFR 1.60 has been amended 
effective Apr. 1, 1984 to divide the section into paragraph (a) 
and new (b). Paragraph (a) adds a reference to amended 
37 CFR 1.78(a) to clarify the conditions under which continu- 
ation or divisional applications may be filed. New paragraph 
(b) requires that the prior application be complete as set forth 
in 37 CFR 1.51(a) in order to properly file an application under 
37 CFR 1.60. A complete application under 37 CFR 1.51(a) 
includes a signed oath or declaration. If the prior application 
was not a complete application (37 CFR 1.51(a)), a continuation 
or divisional application cannot be fiied utilizing the provisions 
of 37 CFR 1.60 and any continuation or divisional application 
must include new application papers and be filed in accordance 
with 37 CFR 1.53. 

Paragraph (b) of 37 CFR 1.60 also requires that a true copy 
of the prior complete application be filed. The copy must include 
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the specification (including claims), drawings, oath or decla- 
ration showing the applicant’s signature or an indication (on 
the oath or declaration) that it was signed, and any amendments 
referred to in the oath or declaration filed to complete the prior 
application. The copy of the prior application must be accom- 
panied by a statement that the application papers filed are a true 
copy of the prior application and that no amendments referred 
to in the oath or declaration filed to complete the prior application 
introduced new matter therein. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. See the final rulemaking 
published in the Jan. 4, 1984 Federal Register at 49 FR 548- 
556 and reprinted in the Jan. 24, 1984 Official Gazette at 1038 
O.G. 275 283. 


GERALD J. MOSSINGHOFF 
Commissioner of Patents 
and Trademarks. 


Apr. 6, 1984. 


(1042 O.G. 18] 


Information in Oath/Declaration 


Necessary to Identify the Specification 
in Accordance with 37 CFR 1.63 


Section 1.63 of 37 CFR requires that an oath or declaration 
“identify the specification to which it is directed.” Since filing 
dates are now granted on applications with the oath or decla- 
ration being filed later with a surcharge, the question has arisen 
as to what information must be supplied in the oath or declaration 
to identify the specification to which it is directed and to comply 
with the rule. 

The declaration form suggested by the Office includes spaces 
for filling in the names of the inventors, title of invention, 
application serial number, filing date, foreign priority applica- 
tion information and United States priority application infor- 
mation. While this information should be provided, it is not 
essential that all of these spaces be filled in in order to adequately 
identify the specification in compliance with 37 CFR 1.63. 

The following combinations of information supplied in an 
oath or declaration are acceptable as minimums for identifying 
a specification: 


(76) 


(1) name of inventor and application serial number; 

(2) name of inventor, attorney docket number which was on 
the application as filed, and filing date of the application; 

(3) name of inventor, title of invention and filing date; 

(4) name of inventor, title of invention and reference to a 
specification which is attached to the oath or declaration 
at the time of execution and filed with the oath or decla- 
ration; 

(5) name of inventor, title of invention and a statement by a 
registered attorney or agent that the application filed in the 
PTO is the application which the inventor executed by 
signing the oath or declaration. 


If the oath or declaration is filed with an “attached” speci- 
fication as indicated in item (4) above, it must be accompanied 
by a statement that the “attached” specification is a copy of the 
specification and any amendments thereto which were filed in 
the Office in order to obtain a filing date for the application. 
Such statement must be a verified statement if made by a person 
not registered to practice before the Office. 

Oaths or declarations which do not meet the requirements 
set forth above will not be accepted as complying with 37 CFR 
1.63 for completing an application. Any variance from the above 
guidelines will only be considered upon the filing of a petition 
for waiver of the rules under 37 CFR 1.183 accompanied by 
a petition fee (37 CFR 1.17(h)). Supplemental oaths or decla- 
rations in accordance with 37 CFR 1.67 will be required in 
applications in which the oaths or declarations are not com- 
pletely filled in but contain sufficient information to identify 
the specifications to which they apply as detailed above. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


[1035 OG 3] 


Sept. 12, 1983. 
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(77) Graphical Illustrations in the Specification 

For convenience many applicants have been including graphs 
or other types of graphical illustrations in the text portion of 
the specification. These illustrations do not come within the 
purview of 37 C.F.R. 1.58 which permits tables and chemical 
and mathematical formulas in the specification in lieu of formal 
drawings. Frequently, these graphical illustrations do not have 
satisfactory reproduction characteristics. Moreover, these repro- 
ductions are generally less than satisfactory due to the fact that 
the illustrations are usually reduced in size in order to fit acolumn 
of the printed patent page. Accordingly, effective immediately, 
graphs and graphical type illustrations in the specification will 
be objected to under 37 C.F.R. 1.58(a) and drawings pursuant 
to 37 C.F.R. 1.81 will be required. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 12, 1978. 


[967 O.G. 2] 





(78) Inclusion of Copyright or Mask 


Work Notices in Patents 


Under current intellectual property laws, it is possible to 
obtain copyright protection or mask work protection as well as 
patent protection for certain designs and technologies. On 
occasion, an author/inventor considers it desirable to include 
a notice of copyright or mask work in a design or utility patent 
which discloses material on which copyright or mask work 
protection has previously been established. 

The inclusion of a copyright or mask work notice in a patent 
that discloses material on which copyright or mask work pro- 
tectiom has previously been established, would serve to publicize 
and thereby protect the various intellectual property rights of 
the author/inventor. Further, this publication would tend to 
protect the public by militating against an unintentional en- 
croachment into these rights. The presence of an unrestricted 
copyright or mask work notice in a patent could have an in- 
hibiting effect on public dissemination of the patent disclosure 
to the extent it discourages the facsimile reproduction of the 
patent. This possible effect would be contrary to the mission 
of the Patent and Trademark Office to disseminate knowledge 
and information publicly by way of patent issuance, publication, 
and distribution. To avoid this effect, it is considered necessary 
to include an appropriate authorization of the author/inven- 
tor with any copyright or mask work notice appearing in a pa- 
tent. 

In light of these considerations, the Patent and Trademark 
Office will permit the inclusion of a copyright or mask work 
notice in a design or utility patent application, and thereby any 
patent issuing therefrom, which discloses material on which 
copyright or mask work protection has previously been estab- 
lished, under the following conditions: 


(1) The copyright or mask work notice must be placed 
adjacent to the copyright or mask work material. 
Therefore, the notice may appear at any appropriate 
portion of the patent application disclosure, including 
the drawing. However, if appearing on the drawing, 
the notice must be limited in print size from inch to 
inch and must be placed within the “sight” of the 
drawing immediately below the figure representing 
the copyright or mask work material. If placed on a 
drawing in conformance with these provisions, the 
notice will not be objected to as extraneous matter 
under 37 CFR 1.84. 

The content of the notice must be limited to only those 
elements required by law. For example, “©1983 John 
Doe” (17 U.S.C. 401) and “*M* John Doe” (17 U.S.C. 
909) would be properly limited, and under current 
statutes, legally sufficient notices of copyright and 
mask work respectively. 

Inclusion of a copyright or mask work notice will be 
permitted only if the following authorization is in- 
cluded at the beginning (preferably as the first para- 
graph) of the specification to be printed for the patent: 
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A portion of the disclosure of this patent document 
contains material which is subject to copyright or 
mask work . The copyright or mask work owner 
has no objection to the facsimile reproduction by 
anyone of the patent document or the patent dis- 
closure, as it appears in the Patent and Trademark 
Office patent file or records, but otherwise reserves 
all copyright or mask work rights whatsoever. 


(4) Inclusion of a copyright or mask work notice after a 
Notice of Allowance has been mailed will be permit- 
ted only if the criteria of 37 CFR 1.312 have been 
satisfied. 


The inclusion of a copyright or mask work notice in a design 
or utility patent application, and thereby any patent issuing 
therefrom, under the conditions set forth above will serve to 
protect the rights of the author/inventor, as well as the public, 
and will serve to promote the mission and goals of the Patent 
and Trademark Office. Therefore, the inclusion of a copyright 
or mask work notice which complies with these conditions will 
be permitted. However, any departure from these conditions 
may result in a refusal to permit the desired inclusion. If the 
authorization required under condition (3) above does not include 
the specific language “(t)he [copyright or mask work] owner 
has no objection to the facsimile reproduction by anyone of the 
patent document or the patent disclosure, as it appears in the 
Patent and Trademark Office patent file or records, . . .”, the 
notice will be objected to as improper by the examiner of the 
application. If the examiner maintains the objection upon re- 
consideration, a petition may be filed in accordance with 37 CFR 
1.181. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Mar. 20, 1987. 


[1077 OG 22] 





Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket Number 80108-8200] 


Miscellaneous Changes in Patent Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office is amending its 
regulations to (1) correct certain rules to conform to previous 
changes in other rules, (2) require all correspondence directed 
to the Patent and Trademark Office concerning a patent appli- 
cation to include the series code and serialnumber or serial 
number and filing date, (3) provide for the indication of copy- 
right and mask work protection in patent applications, (4) require 
that any necessary corrections to drawings be made only by 
submission of new or replacement drawings, (5) provide in 
limited situations for the use of color drawings in utility patent 
applications, (6) prohibit the use of broken lines in design patent 
application drawings to show hidden planes and surfaces, and 
7) provide for a refund of a portion of the preliminary exami- 
nation fee where the Demand is withdrawn. The change per- 
taining to the drawings would remove any need for patent 
applicants or their representatives to borrow drawings filed in 
patent applications from the Office after the effective date of 
the rule change for purposes of making corrections. 
Effective Date: Jan. 1, 1989. The non-return of drawings pro- 
vision of § 1.85(b) will apply to drawings in patent applications 
filed after Jan. 1, 1989. 

For Further Information Contact: Louis O. Maassel by tele- 
phone at (703) 557-3070 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplemental Information: Proposed rulemaking requesting 
comment was published on May 9, 1988 in the Federal Register 
at 53 FR 16522 - 16527 and on May 24, 1988 in the Official 
Gazette at 1090 O.G. 57 - 62. 
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An oral hearing was conducted on July 21, 1988 to receive 
comments. 

Written comments were received from 5 patent law groups, 
2 patent law firms and 6 individuals. One person also presented 
oral testimony. 

No comments were received relating to the amend- 
ment of §§ 1.4, 1.5(b), 1.53(d), 1.56, 1.81, 1.84(j) & (1), 1.152, 
1.378, 1.421 and 1.480. 

The comments received relating to amendments to particular 
sections and replys thereto are listed below. 


Comments relating to § 1.5(a). 
Comment: 

Six comments indicated that they considered the punishment 
of returning papers with improper identification as too harsh 
apenalty, since such return could result in the necessity of paying 
extension of time fees or revival of an abandoned application. 
Reply: 

The return of papers with improper identification is not 
intended to serve as punishment or a penalty, but as a solution 
to a major problem. In fact, most of the improperly identified 
papers are not ones for which a time period is running, e.g., 
priority papers, information disclosure statements, status inquir- 
ies, etc. The Patent and Trademark Office’s (PTO) goal is to 
match papers with the appropriate application as quickly as 
possible. The practice of the PTO has been to attempt to match 
papers with the correct application by using the Patent Appli- 
cation Locating and Monitoring (PALM) System to conduct a 
search by applicant’s name. Such a search is very slow and 
merely lists all application numbers under the name of the 
inventor. These application numbers must then be individually 
checked to attempt to match any other identifying information 
found on the paper. If this process is unsuccessful, attempts are 
made to reach the sender by telephone. Telephone calls usually 
require further followup since the paper cannot usually be 
identified immediately. Frequently, the serial number is not even 
available to the sender since application-related papers are being 
sent to the PTO before notification of serial number has been 
received. For papers not successfully matched after these at- 
tempts, the process of using PALM and making telephone calls 
is repeated days and weeks later. Despite the considerable effort 
and resources applied to matching papers, there are still thou- 
sands of unmatched papers. Undoubtedly, many were followed 
up by status inquiries or complaint letters from the senders, 
subsequent PTO searches for missing papers, and resubmissions 
by senders, some with petitions or extension of time fees. This 
waste of resources by both the PTO and the applicants is a major 
concern. Since the goal is to match papers as quickly and 
efficiently as possible, and not to institute a harsh penalty, the 
final rule was modified. Papers which are not properly identified 
will be returned, but if they are resubmitted to the PTO within 
two weeks of the date they are returned by the PTO, the original 
date of receipt will be retained without the need for paying fees 
for extension of time or revival-of an abandoned application. 
Where no return address is available, the papers will be retained 
for a reasonable period of time to await any followup 
correspondence. If no followup correspondence is received 
within a reasonable period of time, the papers will be destroy- 
ed. 

Comment: 

Three comments included the proposal that the filing date 
and serial number be accepted as meeting the requirements of 
§ 1.5(a). 

Reply: 

This proposal has been adopted in the final rule. 
Comment: 

One comment proposed that implementation of the proposal 
be delayed for one year to provide sufficient time to allow 
applicants to adapt to the requirements. 

Reply: 

The requirements are believed to be quite simple and are 
already met by almost all papers filed in the PTO. Therefore, 
an extended period of time to adapt is not seen to be necessary 
or appropriate. 

Comment: 

Two comments suggested that a procedure be developed 
under which an applicant could resubmit a corrected return paper 
with fee in a timely manner, and receive the benefit of the date 
of the original submission as its filing date. 
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Reply: 

The substance of this suggestion has been adopted in final 
§ 1.5(a), but without the charge of a fee. The final rule provides 
resubmission of a returned with proper identification 
within two weeks of the PTO mailing date of the letter i 
the paper to the sender to resubmit the paper and retain the benefit 
of the filing date of the original submission. If desired, the 
resubmission could be mailed under the certificate of mailing 
procedure of § 1.8 or the “Express Mail” procedure of § 1.10. 
Comment: 

Three comments suggested that a form or notice be sent, with 
a time limit set for return of appropriate identification with 
minimal fee or subcharge. 

Reply: 

The proposal would require the PTO to retain the unmatched 
papers in some kind of order, probably alphabetically by in- 
ventor name and or by receipt date, so that responses could be 
matched. A double matching of all papers would be necessary. 
The responses with the appropriate identification would have 
to be matched to the original papers submitted, then these would 
have to be matched with the applications. If responses with 
appropriate identification did not reference the fact that a notice 
had been sent, they may not be associated with the original, again 
resulting in more unmatched papers. Accordingly, the proposal 
was not adopted. 

Comment: 

One comment indicated that including the word “must” with 
respect to providing the serial number and series code is too 
severe a requirement. 

Reply: 

The current rules in 37 CFR 1.5 state such identification 
“should” be on application-related papers. This term has appar- 
ently been too permissive and has contributed to the problem. 
The use of “must” is believed to be sufficiently strong to aid 
in resolving the problem. 

Comment: 

One comment included the proposal that a serial 
number be considered as a defective execution under 35 U.S.C. 
26 which could be corrected without loss of filing date. 
Reply: 

The legislative history of 35 U.S.C. 26 is quite clear that the 
intent of the section was to remedy problems only in the ex- 
ecution of oaths and declarations. 

Comment: 

Two comments questioned the meaning of “series code.” 
Reply: 

The series code is the two digit number preceding the serial 
number on the application filing receipt. A new series code is 
assigned each time a new series of six digit serial numbers is 
begun. The current series code is “07”. It before the 
serial number, for example 07/123,456. An illustrative example 
is also included in the final rule. 

Comment: 

One comment included the proposal that a more appropriate 
name for the combination of series code and serial number would 
be “application number.” 

Reply: 

This proposal has been adopted in the final rule. 
Comment: 

One comment raised the question as to whether correspon- 
dence relating to a patent application should contain both the 
heading “PATENT” as suggested in the helpful hints and 
“PATENT APPLICATION” as called forin 1.5(a). 

Reply: 

“PATENT APPLICATION” should be used on patent ap- 
plication correspondence. This should be placed in an obvious 
location on the top page. 

Comment: 

One comment noted that the return post card only contains 
the serial number and not the series code. 
Reply: 

The PTO plans to begin identifying an eight-digit application 
number on return post cards. The series code will be the first 
two digits, followed by a slant “/” and the six digit serial number. 
Although the series code has not been stamped along with the 
serial number on the return post card used by many applicants, 
the series code changes only once about every 7 or 8 years when 
a new set of serial numbers is begun with 000,001. Therefore, 
until the eight-digit application number is stamped on return post 
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cards, the current series code “07” can be used along with the 
serial number currently stamped on the post card. 
Comment: 

Three comments suggested that the rules provide that a paper 
without proper identification be returned only if the PTO found 
it impossible to match the paper to a particular application file. 
Reply: 

Attempts to match improperly identified papers with a 
particular application file is very time consuming and experience 
has shown that the benefits of such time consuming effort are 
not worth the effort expended. 

Comment: 

One comment questioned the meaning of “such information” 
in the second sentence of § 1.5(a). 

Reply: 

“Such information” means the items referred to in the first 
seritence, namely, the series code and serial number, serial 
number and filing date, or international application number. 
Comment: 

One comment indicated that the PTO may not return a paper 
in a timely manner. 

Reply: 

Although no assurance can be given as to the prompt return 
of ali impropely identified papers, such papers will be returned 
in most instances from the PTO Mail Reom within one day of 
the opening of the envelopes containing the papers and discov- 
ery of incomplete identification. Also, the time for resubmission 
of a returned paper is calculated from the PTO mailing date so 
that no injury would result from a prompt resubmission. 
Comment: 

One comment indicated that if the filing receipt is delayed 
or lost, it would preclude timely status inquiries or cause delays 
in preliminary matters such as a request for a foreign filing 
license. 

Reply: 

A self-addressed return post card, with proper postage, can 

be used to obtain early notification of the application number. 


Comments relating to § 1.53. 
Comment: 

One comment pointed cut inconsistent wording between 
proposed § 1.53 and the explanatory comments in the notice 
of proposed rulemaking. 

Reply: 
The apparent inconsistency has been corrected. 


Comments relating to § 1.71 and § 1.84(o). 
Comment: 

One comment raised a question whether the PTO should 
make a comment as to the legal sufficiency of a copyright notice 
mentioned in § 1.71 since the PTO does not administer the 
copyright law. 

Reply: 

An indication of what is considered to be legally sufficient 
copyright notice was included to assist applicants who may not 
be familiar with the copyright law. 


Comments relating to § 1.84(a). 
Comment: 
Five comments were received objecting to the prohibition 
of photolithographs as drawings. 
Reply: 
The final rule does not prohibit photolithographs as drawings. 


Comments relating to § 1.84(b). 
Comment: 

Three comments were received relating to drawing sheet 
sizes. One comment favored using only the A4 size and the other 
two comments favored using letter size (8 1/2 by 11 inches). 
Reply: 

Since applicants have three different size sheets which may 
be used as they choose, no need is currently seen to make a 
single size mandatory. The use of letter size drawing sheets 
requires further study and if acceptable, will be proposed for 
public comment in the future. 


Comments relating to § 1.84(i). 
Comment: 
One comment included the suggestion that clarifying lan- 
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guage changes be made in § 1.84(i). 
Reply: 

The comment relating to the wording of the last sentence 
of § 1.84(i) has been adopted. 


Comments relating to § 1.84(n). 
Comment: 
One comment supported the change to § 1.84(n). 


Comments relating to § 1.84(p). 
Comment: 

Two comments relating to color drawings in utility appli- 
cations were received. One comment proposed that the applicant 
be permitted to ftle color drawings at his or her choice but that 
the patent be printed in black and white only with copies of the 
color drawings being available at extra cost. The other comment 
related te the patent examiner having the discretion to accept 
color drawings rather than requiring a petition to be filed. 
Reply: 

In the past only a very few applications have shown a need 
to include drawings in color. Until more experience is gained, 
it is considered best to allow color drawings in limited situations 
and approval to remain in a central location by petition. 
Comment: 

One comment stated that is is not proper to cong a higher 
fee where color drawings are required. 

Reply: 

Color drawings are considered to be beyond the normal 
requirements set forth in the rules and therefore require waiver 
of the rules for acceptance. 


Comments relating to § 1.85(a). 
Comment: 

One comment was received suggesting that “may” be changed 
to “shall” in § 1.85(a). 
Reply: 

The PTO is currently very liberal in accepting informal 
drawings and no need is seen for making the propsed change. 


Comments relating to § 1.85(b) & (c). 
Comment: 

One comment proposed allowing drawings filed in the PTO 
to be withdrawn to make minor changes. 
Reply: 

The problems relating to charging out drawings would re- 
main if drawings are allowed to be removed from the PTO for 
any reason. A major purpose of the rule change is to remove 
the necessity to have a drawing charge-out system in the PTO 
in the future. 

Comment: 

One comment asked whether § 1.85(b) would be construed 
to deny access to a PTO drawing for making a copy. 
Reply: 

Applicants and their representatives will continue to have 
access to their files and obtain copies of drawings. 
Comment: 

One comment proposed adding another sentence to § 1.85(c) 
to clarify that an extension of time is available under § 1.136 
for filing of formal drawings but not for payment of the issue 
fee. 

Reply: 

This proposal has been adopted with somewhat different 
wording. 
Comment: 

One comment indicated that the three month period for 
submitting corrections should be measured from the “notice of 
allowability” rather than the “notice of allowance.” 

Reply: 
This proposal has been adopted in the final rule. 


Discussion of specific rules 


Section 1.4, as amended, corrects the listing of rules in 
paragraph (a)(2). 

Section 1.5, as amended, provides that all correspondence 
related to a U.S. national patent application already filed with 
the Patent and Trademark Office must include the identification 
of the application number which comprises both the series code 
and the serial number assigned to that application by the Patent 
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and Trademark Office, (e.g., 07/123,456) or the serial number 
and filing date. Any correspondence not containing such iden- 
tification will be returned to the sender where a return address 
is available. The final rule has been revised to provide that if 
the correspondence is remailed to the PTO within two weeks 
of the mailing date of the PTO’s cover letter returning the 
correspondence, the PTO will grant the benefit of the original 
date of receipt of the returned correspondence. The two-week 
period will not be extended under § 1.136. Applicants may use 
either § 1.8 or § 1.10 mailing procedures for resubmissions of 
returned correspondence. No correspondence relating to an 
application should be filed prior to when notification of the 
application number is received from the PTO. If for some reason 
returned correspondence is resubmitted later than two weeks 
after the return mailing by the PTO, the resubmitted correspon- 
dence will be accepted but given its date of receipt with proper 
identification. If the original date of receipt is desired, applicants 
may petition under § 1.183 for waiver of the rules. Given there 
are over 30,000 documents to be routed each day, this require- 
ment greatly facilitates the matching of correspondence received 
with the relevant patent application file. Without proper number 
identification, documents are either significantly delayed during 
processing or are never matched with the relevant application 
file. The amendments to paragraph (b) draw attention to the 
different requirements for identification in correspondence 
relating to the payment of maintenance fees. 

Section 1.53(c) and (d), as amended, state that a copy of the 
“Notice of Incomplete Application” or “Notice to File Missing 
Part” form sent to the applicant by the Office should accompany 
any response submitted to the Office in order for the response 
to be accepted. This will prevent the inadvertent assignment of 
a new application number to correspondence sent in re- 
sponse to such notices or the misrouting of the correspon- 
dence. 

Section 1.56(e), as amended, corrects the reference to the 
“Board of Appeals” to read “Board of Patent Appeals and 
Interferences.” 

Section 1.71, as amended, contains new paragraphs (d) and 
(e) relating to the inclusion of copyright and mask word notices 
in patent applications. The provisions proposed are similar to 
those set forth in the Official Gazette notice dated Mar. 20, 1987 
titled “Inclusion of Copyright or Mask Work Notice in Patents” 
appearing on Apr. 21, 1987 at 1077 O.G.-22. Under current 
intellectual property laws, it is possible to obtain copyright 
protection or mask work protection as well as patent protection 
for certain designs and technologies. On occasion, an author 
or inventor considers it desirable to include a notice of copyright 
or mask work in a design or utility patent which discloses 
material on which copyright or mask work protection previously 
has been established. 

The inclusion of a copyright or mask work notice in a patent 
that discloses material on which copyright or mask work pro- 
tection previously has been established, will serve to publicize 
and thereby protect the various intellectual property rights of 
the author or inventor. Further, this publication would tend to 
protect the public by militating against an unintentional en- 
croachment of the rights. The presence of an unrestricted copyright 
or mask work notice in a patent could have an inhibiting effect 
on public dissemination of the patent disclosure to the extent 
it discourages the facsimile reproduction of the patent. The 
possible effect would be contrary to the mission of the Patent 
and Trademark Office to disseminate knowledge and informa- 
tion publicly by way of patent issuance, publication, and dis- 
tribution. To avoid this effect, it is considered necessary to 
include an appropriate authorization by the author or inventor 
for copying of the patent itself with any copyright or mask work 
notice appearing in the patent. Inclusion of a copyright or mask 
work notice after a Notice of Allowance has been mailed will 
be permitted only if the criteria of 37 CFR 1.312 have been 
fulfilled. If the authorization required by amended § 1.71(e) is 
not included, the notice will be objected to as improper by the 
examiner. If the examiner maintains the objection upon recon- 
sideration, further review must be by way of a petition filed in 
accordance with 37 CFR 1.181. 

Section 1.81, as amended, clarifies that high quality copies 
of drawings should be sumitted in patent applications. Since 
corrections are the responsibility of the applicant, the original 
drawing(s) should be retained by the applicant for future cor- 
rection, if necessary. 
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Section 1.84(a), as amended, elimates reference to two-ply 
or three-ply bristol board. Amended (a) also adds a 
reference to paragraph 1.84(p) relating to color drawings in 
utility patent applications. 

Only one copy of the drawing is required or desired. The 
Office had attempted to encourage the submission of three 
copies, but compliance was very low. It was determine that it 
is more efficient for the Office to rely on consistency and only 
one copy. Accordingly, hereafter only one copy of the drawings 
should be submitted. 

The Patent and Trademark Office will no longer release to 
applicants, bonded drafting companies, or others, drawings from 
patent applications filed after the effective date of these rule 
changes. See amended § 1.85(b). If corrections to the drawings 
are necessary, new corrected drawings must be prepared by the 
applicant and filed in the Patent and Trademark Office. There- 
fore, the applicant, attorney or agent should retain the original 
drawing so that a corrected original drawing or corrected copy 
may be later submitied if necessary. 

The Office will continue to allow applicants to borrow drawings 
for correction which have been filed prior to the effective date 
of these rule changes. 

Section 1.84(b), as amended, provides for applicants using 
drawing sheets which are 8 1/2 by 13 inches in size. 

Section 1.84(i), as amended, contains grammatical correc- 
tions in the test of the rules and clarifies Office drawing require- 
ments as to exploded views, enlarged views and views which 
require several sheets. 

Section 1.84(j), as amended, clarifies how views should be 
arranged when they are placed sideways on the drawing sheet. 

Section 1.84(1) as amended, indicates that drawings may be 
identified by lightly writing identifying information in the top 
margin on the drawings. For identification by application number, 
the Office prefers that the information be placed on the front 
of the drawing. When the applicant forwards drawings separate 
from the original application papers, a cover letter identifying 
the application by application number should accompany the 
drawings. The application number should also be placed on 
drawings filed after the application number has been indicated 
in correspondence to the applicant, in accordance with § 1.84(1). 

Section 1.84(n) is added and permits numbering of the drawing 
sheets. However, such numbering would not appear on the 
drawings of the printed patent. 

Section 1.84(0) is added and provides for the indication of 
copyright or mask work protection notice on patent application 
drawings. This procedure is the same as that established by the 
OfficialGazette notice dated Mar. 20, 1987 published on Apr. 
21, 1987 at 1077 O.G. 22. 

Section 1.84(p) is added and provides in the rules for the 
filing of color drawings in a very limited number of utility patent 
applications. An Official Gazette notice relating to this topic 
dated Aug. 6, 1986, titled “Use of Color Drawings in Utility 
Patents” was published on Sept. 15, 1987 at 1082 O.G. 25. In 
light of the substantial administrative and economic burden 
associated with printing a utility patent with color drawings, the 
letters patent and the patent copies which are printed at the 
issuance of the patent will be only in black and white. However, 
copies of the patent with the color drawings may be purchased 
separately from the Patent and Trademark Office upon special 
request and payment of the fee. 

It is anticipated that color drawings will only be permitted 
when color drawings are the only practical method in a utility 
patent application in which to disclose the subject matter sought 
to be patented. In order to avoid issues of lack of description 
or enablement under 35 U.S.C. 112 or new matter under 35 
U.S.C. 132, applicants are advised to file the desired color 
drawings as part of the original application papers. The petition 
should be directed to the attention of the Deputy Assistant 
Commissioner for Patents. 

Section 1.85, as amended, indicates that drawings not com- 
plying with § 1.84 will be accepted in some instances for 
purposes of examination and that drawings which do comply 
with all the rules relating to drawings will be required later, and 
that no corrections will be permitted to drawings filed in the 
Patent and Trademark Office after the effective date of the rule 
change. 

When corrected drawings are required to be sumitted at the 
time of allowance, the applicant is required to submit acceptable 
drawings within three months from the mailing of the “Notice 
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of Allowability.’’ Within that three-month period, two weeks 
should be allowed for review of the drawings by the Drafting 
Branch. If the Office finds that further correction is necessary, 
the applicant must submit a new corrected drawing to the Office 
within the original three-month period to avoid the necessity 
of obtaining an extension of time and paying the extension fee. 
Therefore, the applicant should file corrected drawings as soon 
as possible following the receipt of the Notice of Allowability. 

Section 85(b) provides that the Patent and Trademark Office 
will not release drawings filed in applications having a filing 
date after Jan. 1, 1989 for purposes of correction. Also, in order 
to give sufficient notice to applicants, allow most patent appli- 
cations currently on file to be processed, and set a time at which 
the PTO need no longer provide a system for borrowing of any 
drawings, { § 1.85(b) provides that after Jan. 1, 1991 nodrawings 
may be borrowed from the PTO for the purpose of making 
drawing corrections. 

Section 1.152, as amended, permits broken lines on drawings 
to show visible environmental structure but not hidden planes 
and surfaces in design patent application drawings. 

Section 1.378, as amended, conforms with section 404 of 
Public Law 98-622 which states: 

“(a) Notwithstanding section 41(c) of title 35, United States 
Code, as in effect before the enactment of Public Law 97- 
247 (96 Stat. 317), the Commissioner of Patents and Trade- 
marks may accept after the six-month grace period referred 
to in such section 41(c), the payment of any maintenance 
fee due on any patent based on an application filed in the 
Patent and Trademark Office on or after Dec. 12, 1980, and 
before Aug. 27, 1982, to the same extent as in the case of 
patents based on applications filed in the Patent and Trade- 
mark Office on or after Aug. 27, 1982.” 


The amended rule wording includes reference to mainte- 
nance fees due on patents based on applications filed in the 
Patent and Trademark Office on or after Dec. 12, 1980 and 
before Aug. 27, 1982. 

Section 1.421(f), as amended, deletes reference to a cancelled 
PCT Rule and adds reference to the current PCT Rule provision. 

Section 1.480(d), as amended, provides for a refund of a 
portion of the international preliminary examination fee where 
the applicant withdraws the demand before the examiner has 
begun the international preliminary examination. An amount 
equal to the transmittal fee would be retained by the Patent and 
Trademark Office to cover the administrative cost involved. 


Environmental, Energy, and Other Considerations 


The rule change does not have a significant impact on the 
quality of the human environment or conservation of energy 
resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entitites (Regulatory Flexibility Act, Pub. L. 96-354) because 
the rule change corrects some rules so that they correspond to 
earlier changes, relate to identification of applications on cor- 
respondence, allow greater flexibility in patent drawing content 
and handling, and provide for a refund where a proper demand 
for international preliminary examination has been filed but 
withdrawn later. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The Patent and Trademark Office has also determined that 
this notice has no Federalsim implications affecting the rela- 
tionship between the National Government and the States as 
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outlined in Executive Order 12612. 

The rule change involves collection of information require- 
ments subject to the Paperwork Reduction Act of 1980, 40 
U.S.C. 3501 et seqg., and are cleared under OMB Control No. 
0651-0011. 


List of Subjects in 37 CFR Part 1. 


Administrative practice and procedure, Authority delega- 
tions (Government agencies), Courts, Inventions and patents, 
Lawyers. 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and 41, the Patent and Trademark Office is amending Title 
37 of the Code of Federal Regulations as set forth below. 

37 CFR, Part 1, is amended as follows: 


PART 1— RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 
AUTHORITY: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.4 is amended by revising paragraph (a)(2) to 
read as follows: 


$1.4 Nature of correspondence. 
(a) ** * 


(2) Correspondence in and relating to a particular application 
or other proceeding in the Office. See particularly the rules 
relating to the filing, processing, or other proceedings of national 
applications in Subpart B, §§ 1.31 to 1.378; of international 
applications in Subpart C, §§ 1.401 to 1.499; of reexamination 
of patents in Subpart D, §§ 1.501 to 1.570; of interferences in 
Subpart E; §§ 1.601 to 1.690; of extension of patent term in 
Subpart F, §§ 1.710 to 1.785; and of trademark applications 
§§ 2.11 to 2.189. 


**e* ee * 


3. Section 1.5 is amended by revising paragraphs (a) and (b) 
to read as follows: 


§ 1.5 Identification of application, patent or registration. 

(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent and Trademark Office. When a letter 
directed to the Patent and Trademark Office concerns a previ- 
ously filed application for a patent, it must identify on the top 
page in a conspicuous location, the application number (con- 
sisting of the series code and the serial number, e.g.,07/123,456), 
or the serial number and filing date assigned to that application 
by the Patent and Trademark Office, or the international appli- 
cation number of the international application. Any correspon- 
dence not containing such identification will be returned to the 
sender where a return address is available. The returned cor- 
respondence will be accompanied with a cover letter which will 
indicate to the sender that if the returned correspondence is 
resubmitted to the Patent and Trademark Office within two 
weeks of the mail date on the cover letter, the original date of 
receipt of the correspondence will be considered by the Patent 
and Trademark Office as the date of receipt of the correspon- 
dence. Applicants may use either the certificate of mailing 
procedure under § 1.8 or the Express Mail procedure under 
§ 1.10 for resubmissions of returned correspondence if they 
desire to have the benefit of the date of deposit in the United 
States Postal Service. If the returned correspondence is not 
resubmitted within the two-week period, the date of receipt of 
the resubmission will be considered to be the date of receipt 
of the correspondence. The two-week period to resubmit the 
returned correspondence will not be extended. If for some reason 
returned correspondence is resubmitted with proper identifica- 
tion later than two weeks after the return mailing by the Patent 
and Trademark Office, the resubmitted correspondence will be 
accepted but given its date of receipt. In addition to the appli- 
cation number, all letters directed to the Patent and Trademark 
Office concerning applications for patent should also state 
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“PATENT APPLICATION,” the name of the applicant, the title 
of the invention, the date of filing the same, and if known, the 
group art unit or other unit within the Patent and Trademark 
Office responsible for considering the letter and the name of 
the examiner or other person to which it has been assigned. 
(b) When the letter concerns a patent other than for purposes 
of paying a maintenance fee, it should state the number and date 
of issue of the patent, the name of the patentee, and the title 
of the invention. For letters concerning payment of a mainte- 
nance fee in a patent, see the provisions of § 1.366(c). 


* ee * 


4. Section 1.53 is amended by revising paragraphs (c) and 
(d) to read as follows: 


$1.53 Serial number, filing date, and completion of application. 


*e ee * 


(c) If any application is filed without the specification or 
drawing required by paragraph (b) of this section, applicant will 
be so notified and given a time period within which to submit 
the omitted specification or drawing in order to obtain a filing 
date as of the date of filing of such submission. A copy of the 
“Notice of Incomplete Application” form notifying the applicant 
should accompany any response thereto submitted to the Office. 
If the omission is not corrected within the time period set, 
the application will be returned or otherwise disposed 
of; the fee, if submitted, will be refunded less a $15.00 handling 
fee. 

(d) If an application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the 
appropriate filing fee or an oath or declaration by the applicant, 
applicant will be so notified, if a correspondence address has 
been provided and given a period of time within which to file 
the fee, oath, or declaration and to pay the surcharge as set forth 
in § 1.16(e) in order to prevent abandonment of the application. 
A copy of the “Notice to File Missing Parts” formed mailed to 
applicant should accompany any response thereto submitted to 
the Office. If the required fee is not timely paid, or if the 
processing and retention fee set forth in § 1.21(1) is not paid 
within one year of the date of mailing of the notification required 
by this paragraph, the application will be disposed of. No copies 
will be provided or certified by the Office of an application which 
has been disposed of or in which neither the required basic filing 
fee nor the processing and retention fee has been paid. The 
notification pursuant to this paragraph may be made simulta- 
neously with any notification pursuant to paragraph (c) of this 
section. If no correspondence address is included in the appli- 
cation, applicant has two months from the filing date to file the 
basic filing fee, oath or declaration and to pay the surcharge 
as set forth in § 1.16(e) in order to prevent abandonment of the 
application; or, if no basic filing fee has been paid, one year 
from the filing date to pay the processing and retention fee set 
forth in § 1.21(1) to prevent disposal of the application. 

5. Section 1.56 is amended by revising paragraph (e) to read 
as follows: 


§ 1.56 Duty of disclosure; fraud; striking or rejection of ap- 
plications. 


x**x* ek * 


(e) The examination of an application for compliance with 
paragraph (d) of this section will normally be delayed until such 
time as (1) all other matters are resolved, or (2) appellant’s reply 
brief pursuant to § 1.193(b) has been received and the appli- 
cation is otherwise prepared for consideration by the Board of 
Patent Appeals and Interferences, at which time the appeal will 
be suspended for examination pursuant to paragraph (d) of this 
section. The prosecution of the application will be reopened to 
the extent necessary to conduct the examination pursuant to 
paragraph (d) of this section including any appeal pursuant to 
§ 1.191. If an appeal has already been filed based on a rejection 
on other grounds, any further rejection under this section shall 
be treated in accordance with § 1.193(c). 


*e# ee * 
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6. Section 1.71 is amended by adding new paragraphs (d) 
and (e) to read as follows: 


§ 1.71 Detailed description and specification of the invention. 


*e ee * 


(d) A copyright or mask work notice may be placed in a 
design or utility patent application adjacent to copyright and 
mask work material contained therein. The notice may appear 
at any appropriate portion of the patent application disclosure. 
For notices in drawings, see § 1.84(0). The content of the notice 
must be limited to only those elements required by law. For 
example, “ 1983 John Doe” (17 U.S.C. 401) and “© John Doe” 
(17 U.S.C. 909) would be properly limited and, under current 
statutes, legally sufficient notices of copyright and mask work, 
respectively. Inclusion of a copyright or mask work notice will 
be permitted only if the authorization language set forth in 
paragraph (e) of this section is included at the beginning (pref- 
erably as the first paragraph) of the specification. 

(e) The authorization shall read as follows: 

A portion of the disclosure of this patent document contains 
material which is subject to ‘copyright or mask work,’ protec- 
tion. The ‘copyright or mask work’ owner has no objection to 
the facsimile reproduction by anyone of the patent document 
or the patent disclosure, as it appears in the Patent and Trademark 
Office patent file or records, but otherwise reserves all ‘copy- 
right or mask work’ rights whatsoever. 

7. Section 1.81 is amended by revising the title and paragraph 
(a) to read as follows: 


§ 1.81 Drawings required in patent application. 


(a) The applicant for a patent is required to furnish a drawing 
of his or her invention where necessary for the understanding 
of the subject matter sought to be patented; this drawing, or a 
high quality copy thereof, must be filed with the application. 
Since corrections are the responsibility of the applicant, the 
original drawing(s) should be retained by the applicant for any 
necessary future correction. 


*e* ee * 


8. Section 1.84 is amended by revising paragraphs (a), (b), 
(i), (j) and (1) and by adding new paragraphs (n), (0), and (p), 
to read as follows: 


§ 1.84. Standards for drawings. 


(a) Paper and Ink. Drawings or high quality copies thereof 
which are submitted to the Office must be made upon paper 
which is flexible, strong, white, smooth, non-shiny and durable. 
India ink, or its equivalent in quality, is preferred for pen 
drawings to secure prefectly black solid lines. The use of white 
pigment to cover lines is not normally acceptable. See paragraph 
(p) of this section for use of color drawings in utility patent 
applications. 

(b) Size of sheet and margins. The size of the sheets on which 
drawings are made may be exactly 8 1/2 by 14 inches (21.6 
by 35.6 cm.), exactly 8 1/2 by 13 inches (21.6 by 33.1 cm.), 
or exactly 21.0 by 29.7 cm. (DIN size A4). All drawing sheets 
in a particular application must be the same size. One of the 
shorter sides of the sheet is regarded as its top. 


** * 


(2) On 8 1/2 by 13 inch drawing sheets, the drawing must 
include a top margin of 1 inch (2.5 cm.) and bottom and side 
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving 
a “sight” precisely 8 by 11 3/4 inches (20.3 by 29.8 cm.). Margin 
border lines are not permitted. All work must be included within 
the “sight.” The sheets may be provided with two 1/4 { inch 
(6.4 mm.) diameter holes having their centerlines spaced 1 1/ 
16 inch (17.5 mm.) below the top edge and 2 3/4 inches (7.0 
cm.) apart, said holes being equally spaced from the respective 
side edges. 

(3) On 21.0 by 29.7 cm. drawing sheets, the drawing must 
include a top margin of at least 2.5 cm., a left side margin of 
2.5 cm., a right side margin of 1.5.cm., and a bottom margin 
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of 1.0 cm. Margin border lines are not permitted. All work must 
be contained within a sight size not to exceed 17 by 26.2 cm. 


*e ee * 


(i) Views. The drawing must contain as many figures as may 
be necessary to show the invention; the figures should be 
consecutively numbered if possible in the order in which they 
appear. The figures may be plan, elevation, section, or perspec- 
tive views, and detail views of portions or elements, on a larger 
scale if necessary, may also be used. Exploded views, with the 
separated parts of the same figure embraced by a bracket, to 
show the relationship or order of assembly of various parts are 
permissible. When an exploded view is shown in a figure which 
is on the same sheet as another figure, the exploded view should 
be placed in brackets. When necessary, a view of a large machine 
or device in its entirety may be broken and extended over several 
sheets if there is no loss in facility of understanding the view. 
Where figures on two or more sheets form in effect a single 
complete figure, the figures on the several sheets should be so 
arranged that the complete figure can be understood by laying 
the drawing sheets adjacent to one another. The figures, even 
through on separate sheets, should be labeled as separate figures, 
for example as Fig. 1a, Fig. 1b, etc., so that it would be apparent 
that the views actually comprise one figure. The arrangement 
should be such that no part of any of the figures appearing on 
the various sheets is concealed and that the complete figure can 
be understood even though spaces will occur in the complete 
figure because of the margins on the drawing sheets. The plane 
upon which a sectional view is taken should be indicated on 
the general view by a broken line, the ends of which should 
be designated by numerals corresponding to the figure number 
of the sectional view and have arrows applied to indicate the 
direction in which the view is taken. A moved position may 
be shown by a broken line superimposed upon a suitable figure 
if this can be done without crowding, otherwise a separate figure 
must be used for this purpose. Modified forms of construction 
can only be shown in separate figures. Views should not be 
connected by projection lines nor should centerlines be used. 
When a portion of a figure is enlarged for magnification pur- 
poses, the figure and the enlarged figure must be labeled as a 
separate figures. 

(j) Arrangement of Views. All views on the same sheet should 
stand in the same direction and, if possible, stand so that they 
can be read with the sheet held in an upright position. If views 
longer than the width of the sheet are necessary for the clearest 
illustration of the invention, the sheet may be turned on its side 
so that the top of the sheet with the appropriate top margin to 
be used as the heading space is on the right-hand side. One 
figure must not be placed upon another or within the outline 
of another. 


*e# ee * 


(1) Identification of drawings. Identifying indicia (such as the 
application number, group art unit, title of the invention, attor- 
ney’s docket number, inventor’s name, number of sheets, etc.) 
not to exceed 2 3/4 inches (7.0 cm.) in width may be placed 
in a centered location between the side edges within three- 
fourths inch (19.1 mm.) of the top edge. Either this marking 
technique on the front of the drawing or the placement, although 
not preferred, of this information and the title of the invention 
on the back of the drawings is acceptable. Authorized security 
markings may be placed on the drawings provided they are 
outside the illustrations and are removed when the material is 
declassified. Other extraneous matter will not be permitted upon 
the face of a drawing. 


*e ee * 


(n) Numbering of drawing sheets. The drawing sheets may 
be numbered in consecutive arabic numbers at the top of the 
sheets, in the middle, but not in the margin. Such numbering 
will be deleted for printing purposes since page numbers are 
added at the time of printing the patent by the Office. 

(o) Copyright or Mask Work Notice. A copyright or mask 
work notice may appear in the drawing but must be placed with 
the “sight” of the drawing immediately below the figure rep- 
resenting the copyright or mask work material and be limited 
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to letters having a print size of 1/8 to 1/4 inches (3.2 to 6.4 mm) 
high. The content of the notice must be limited to only those 
elements required by law. For example, “ © 1983 John Doe” 
(17 U.S.C. 401) and “© John Doe” (17 U.S.C. 909) would be 
properly limited and, under current statutes, legally sufficient 
notices of copyright and mask work, respectively. Inclusion of 
a copyright or mask work notice will be permitted only if the 
authorization language set forth in 1.71(e) is included at the 
beginning (preferably as the first paragraph) of the specification. 

(p) Limited use of color drawings in utility patent applica- 
tions. Paragraph (a) of this section requires that drawings in 
utility patent applications must be in black on white paper. 
However, on rare occasion, color drawings may be necessary 
as the only practical medium by which to disclose the subject 
matter sought to be patented in a utility patent application. The 
Patent and Trademark Office will accept color drawings in utility 
patent applications only after granting of a petition by the 
applicant under § 1.183 of this part which requests waiver of 
the requirements of paragraph (a) of this section. Any such 
petition should be directed to the Office of the Deputy Assistant 
Commissioner for Patents and must include the following: 

(1) The appropriate fee set forth in § 1.17(h). 

(2) Five (5) sets of color drawings on DIN size A4 (21.0 by 
29.7 cm.) sheets. 

(3) A proposed amendment to insert in the specification the 
following language as the first paragraph in the portion of the 
specification relating to the brief description of the drawing: 


“The file of this patent contains at least one drawing executed 
in color. Copies of this patent with color drawing(s) will be 
provided by the Patent and Trademark Office upon request 
and payment of the necessary fee.” 


9. Section 1.85 is revised to read as follows: 
§ 1.85 Corrections to drawings. 


(a) The requirements of § 1.84 relating to drawings will be 
strictly enforced. A drawing not executed in conformity thereto, 
if suitable for reproduction, may be admitted for examination 
but in such case a new drawing must be furnished. 

(b) The Patent and Trademark Office will not release draw- 
ings in applications having a filing date after Jan. 1, 1989, or 
any drawings from any applications after Jan. 1, 1991, for 
purposes of correction. If corrections are necessary, new cor- 
rected drawings must be submitted within the time set by the 
Office. 

(c) When corrected drawings are required to be submitted 
at the time of allowance, the applicant is required to submit 
acceptable drawings within three months from the mailing of 
the “Notice of Allowability.” Within that three-month period, 
two weeks should be allowed for review of the drawings by 
the Drafting Branch. If the Office finds that correction is nec- 
essary, the applicant must submit a new corrected drawing to 
the Office within the original three-month period to avoid the 
necessity of obtaining an extension of time and paying the 
extension fee. Therefore, the applicant should file corrected 
drawings as soon as possible following the receipt of the Notice 
of Allowability. The provisions with respect to obtaining an 
extension of time relates only to the late filing of corrected 
drawings. The time limit for payment of the issue fee is a fixed 
three-month period which cannot be extended as set forth in 
35 U.S.C. 151. 


10. Section 1.152 is revised to read as follows: 
§ 1.152 Drawing. 


The design must be represented by a drawing made in 
conformity with the rules laid down for drawings of mechanical 
inventions and must contain a sufficient number of views to 
constitute a complete disclosure of the appearance of the article. 
Appropriate surface shading must be used to show the character 
or contour of the surfaces represented. Broken lines may be used 
to show visible environmental structure, but may not be used 
to show hidden planes and surfaces which cannot be seen 
through opaque materials. 


11. Section 1.478 is amended by revising paragraphs (b)(1) 
and (c)(1) to read as follows: 
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§ 1.378 Acceptance of delayed payment of maintenance fee in 
expired patent to reinstate patent. 


**e* ee * 
(b) *x** * 


(1) The required maintenance fee set forth in § 1.20 (e) - 
@), 


* * 
(c) ** * 


(1) The required maintenance fee set forth in § 1.20 (e) - 
@, 


** * 


12. Section 1.421 is amended by revising paragraph (f) and 
adding a new paragraph (g) to read as follows: 


§ 1.421 Applicant for international application. 


** ek * * 


(f) Changes in the person, name, or address of the applicant 
of an international application shall be made in accordance with 
PCT Rule 92bis. 

(g) The wording of PCT Rule 92bis is as follows: 


PCT Rule 92bis - Recording of Changes in Certain Indications 
in the Request or the Demand 92bis Recording of Changes 
by the International Bureau 

(a) The International Bureau shall, on the request of the 
applicant or the receiving Office, record changes in the follow- 
ing indications appearing in the request or demand: 


(i) person name, residence, nationality or address of the ap- 


plicant, 
(ii) person, name or address of the agent, the common repre- 
sentative or the inventor. 
(b) The International Bureau shall not record the requested 
change if the request for recording is received by it after the 
expiration: 


(i) of the time referred to in Article 22(1), where Article 39(1) 
is not applicable with respect to any Contracting State; 

(ii) of the time limit referred to in Article 39(1)(a), where Article 
39(1) is applicable with respect to at least one Contracting 
State. 


13. Section 1.480 is amended by revising paragraph (d) to 
read as follows: 


§ 1.480 Demand for international preliminary examination. 


*e ee * 


(d) Withdrawal of a proper Demand prior to the start of the 
international preliminary examination will entitle applicant to 
a refund of the preliminary examination fee minus the amount 
of the transmittal fee set forth in § 1.445(a)(1). 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Nov. 21, 1988 
[1097 OG 36] 
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Agency: Patent And Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is amend- 
ing the rules of practice in patent cases, Part I of Title 37, Code 
of Federal Regulations, to clarify requirements in the filing of 
patent applications and to provide for procedures to cure certain 
defects in the filing of applications. : 
Effective Date: Jan. 16, 1990. 

For Further Information Contact: J. Michael Thesz by tele- 
phone at (703) 557-8384 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: Proposed rulemaking requesting 
comments was published on Nov. 30, 1988 in the Federal 
Register at 53 FR 48402-48421 and on Dec. 13, 1988, in the 
Official Gazette at 1097 O.G. 16-35 regarding adjusting patent 
and trademark fee amounts and including proposed changes to 
the rules involved in this rulemaking. The period for receiving 
comments on the rules involved in this rulemaking was extended 
by a notice published on Feb. 15, 1989 in the Federal Register 
at 54 FR 6936. The final rules adjusting patent and trademark 
fee amounts were published Feb. 15, 1989 in the Federal Reg- 
ister at 54 FR 6893-6910 and on March 7, 1989 in the Official 
Gazette at 1100 O.G. 7-25. 

Comments on the rules involved in this rulemaking were 
received from two patent law associations and from three in- 
dividuals. The comments received relating to particular sections 
and replies thereto are listed below. 


Comments Related to Section 1.53 


Comment: One comment suggested that it would be helpful 
to new practitioners, in particular, if section 1.53 was amended 
to specify that continuation and divisiona! applications may be 
filed under section 1.53. 

Reply: The suggestion in the comment has been adopted. 
Language has been added to paragraph (b) of section 1.53 to 
specify what types of applications may be filed under sections 
1.53, 1.60 and 1.62. Also, the information about filing continu- 
ation and divisional applications from paragraph (a) of section 
1.60 has been placed in paragraph (b) of that section to clarify 
that the information applies only to applications filed under 
section 1.60. 

Comment: One comment stated support for the proposed 
petition for correcting a failure to name the inventors of an 
application on filing but suggested that the rule should be 
“liberalized to indicate that the inventors do not need to be named 
at the time the application is filed, but may be named later when 
filing the declaration or oath.” Another comment expressed no 
opposition for requiring a petition and fee for late submission 
of the names of the inventors but argued that a filing date should 
be granted regardless thereof since 35 U.S.C. 111 provides for 
a filing date upon submission of a specification and drawing. 

Reply: This suggested modification to the rule has not been 
adopted. The suggested modification was not proposed for 
comment. Further, United States patent practice has long re- 
quired naming all the inventors on filing. The petition procedure 
of the rule as amended provides adequate relief where the 
inventors are not named on filing through administrative over- 
sight, for example. It is not appropriate, however, to adopt a 
procedure where applications could routinely be filed without 
naming the inventors since this would delay the processing of 
the applications and since the name of the inventor is often 
required to provide a unique identifier for an application. The 
name of the inventor is not only used by attorneys to identify 
an application but is used to locate an application within the 
Office, for example, when the serial number is unknown. To 
delay the date when the inventors are named would unduly add 
to the administrative burden of the Office. 

Comment: One comment stated that the proposed requirement 
for satisfactorily explaining the delay in supplying the inventors’ 
names was improper since 35 U.S.C. 111 uses the language 
“within such period and under such conditions” as may be 
prescribed by the Commissioner. The comment stated that 
“satisfactorily” implies other and unknown standards, which are 
not specified conditions although requiring the petitioner to 
explain the delay is a condition. 

Reply: The comment has been in that the language 
of the final rule does not use “satisfactorily”. The final rule 
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requires that the petition set forth the reasons the delay in 
supplying the names of the inventors should be excused. It is 
appropriate to require reasons since there may be reasons when 
such a petition would not be granted, e.g., where the sole reason 
given that the names of the inventors were not supplied was 
to purposely delay the processing of the application. 


Comments Related to Section 1.60 


Comment: One comment questioned whether under section 
1.60 there is need for a petition satisfactorily explaining the 
delays in filing the true copy of the application or a statement 
that it is a true copy or whether these items should be permitted 
to be filed without explanation as in the case of an oath submitted 
after the filing date of an application under section 1.53. 

Reply: The filing of an oath later than the filing date of an 
application, with the payment of a surcharge, under section 1.53 
is expressly permitted by 35 U.S.C. 111. No such provision 
exists for applications filed under section 1.60. Further, it is not 
appropriate to encourage, in any way, the delay in processing 
and examining applications filed under section 1.60. The re- 
quirement for a petition with a satisfactory explanation of the 
delay, e.g., that the copy was omitted through inadvertence 
rather than for purposes of delaying the application, is con- 
sidered to be appropriate. 


Commment Related to Section 1.60 and 1.62 


Comment: One comment supported the provisions of pro- 
posed sections 1.60 and 1.62 for excusing 1) the failure to file 
a true copy of the prior application or the statement that the 
papers are a true copy (in section 1.60) or 2) the error of filing 
a copy of the prior application or a new specification (in section 
1.62). The comment, however, stated a belief that applicants 
should have the option of proceeding under either of these 
proposed rules or under section 1.53 to obtain as the filing date 
the original date of receipt of the continuing application papers, 
if desired. 

Reply: It is already possible for an applicant to petition under 
37 CFR 1.182 to have an application filed under sections 1.60 
and 1.62 converted to an application under section 1.53. These 
different types of applications have different requirements, are 
reviewed by different personnel within the Office, and are 
processed in different manners. Conversion from a section 1.60 
or 1.62 application to a section 1.53 application involves an 
administrative burden to the Office. Sections 1.60 and 1.62 as 
amended provide specific procedures so that applicants can 
correct the mentioned errors. These procedures should provide 
the remedy desired by applicants in all but very unusual situ- 
ations. It is not necessary or appropriate to try to address these 
very unusual situations in this rulemaking. 


Comments Related to Section 1.62 


Comment: One comment suggested that Section 1.62(e) should 
refer to an amendment to the prior application as it exists “at 
the time of filing of the application under this section” rather 
than the time of filing the prior application. 

Reply: The language suggested in the comment has been 
adopted. 

Comment: One comment questioned whether a petition and 
fee or denial of filing date were necessary where a copy of a 
specification from the prior application or a new specification 
is improperly filed with an application under section 1.62. The 
comment suggested that a clerk could simply disregard the copy 
or the specification and place it somewhere in the file with some 
sort of notation that it is not accepted. 

Reply: Changes to the prior application when filing under 
section 1.62 must be made by amendment to the prior appli- 
cation as it exists at the time of filing the section 1.62 application 
since the papers from the prior application including the speci- 
fication are used to constitute the file wrapper continuing ap- 
plication under 37 CFR 1.62. Experience has shown that, when 
a copy of a specification or a new specification is filed with 
a section 1.62 application , a different type of application may 
have actually been desired. For example, a continuing appli- 
cation under section 1.60 may have been desired with the prior 
application not being expressly abandoned as occurs under 
section 1.62(g). Also, in the case of a continuation-in-part ap- 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


plication, presumably the new disclosure would be contained 
in the specification erroneously filed with the section 1.62 
application. Thus, it is not appropriate to just disregard the copy 
or the new specification filed with the section 1.62 application. 
To do so in the first example would result in an unwanted express 
abandonment. To do so in the second example would disregard 
the new invention disclosed in the erroneously filed specifica- 
tion. This would raise the possibility of a statutory bar under 
35 U.S.C. 102(b) arising if, for example, the new invention was 
placed on sale in expectation that a filing date would be accorded 
to the application including the new disclosure. The course of 
action adopted is to stop the processing of the application as 
soon as the error is detected, to notify applicant of the error and 
to give applicant an opportunity to correct the error in whatever 
way was intended through the filing of a petition and fee. 

Comment: One comment questioned whether an amendment, 
and not a petition, cancelling an improperly submitted copy of 
a specification filed with a request for a section 1.62 application 
would be appropriate to obtain a filing date as of the original 
date of filing the continuing application papers. 

Reply: Paragraph (j) of section 1.62 does provide for correc- 
tion of the filing error, e.g., by amendment cancelling the copy 
of the prior application, without the filing of a petition and fee 
provided the correction is made before the payment of the issue 
fee, abandonment of or termination of proceedings on the prior 
application. In such a case, the filing date will be the date of 
receipt of the correction. However, if the date of deposit is 
necessary or desired as the filing date, a petition and fee are 
required. This is appropriate in view of the extra Office handling 
and processing which is necessitated by applicant’s error on 
filing. 

Comment: One comment stated that proposed paragraphs (e) 
and (j) of section 1.62, when read together, seemed to indicate 
that a filing date would be granted as of the date the filing error 
was corrected and not as of the date of deposit of the application. 
It was suggested that paragraph (e) should expressly state that 
once the specification is cancelled, the application will be ac- 
corded a filing date as of the date of filing of the request for 
the section 1.62 application. 

Reply: The suggestion in the comment has been adopted. 
Language has been added to section 1.62(e) to state that a filing 
date “as of the date of deposit of the request for an application 
under this section” may be granted if an appropriate petition 
is filed. 


Discussion of Specific Rules 


Section 1.17, paragraph (i)(1), is amended to include refer- 
ence to the petitions set forth in sections 1.53, 1.60 and 1.62 
by this rulemaking. 

Section 1.21, as amended, adds a new paragraph (n) setting 
forth the fee for handling incomplete or improper applications 
under sections 1.53(c), 1.60 and 1.62. 

Section 1.53, paragraph (b), is amended to establish a pro- 
cedure whereby the failure to name all the inventors on filing 
an application, which results in a filing date not being accorded 
to the application, can be excused upon the filing of a petition 
which sets forth reasons sufficient to show that the delay in 
supplying the names shou!d be excused. If the petition is granted, 
the application would be accorded a filing date as of the date 
the original papers were deposited. No specific provision al- 
lowing this relief was previously in the rules. Paragraph (b) is 
also amended to specify that a continuation or divisional ap- 
plication (filed under the conditions specified in 35 U.S.C. 120 
or 121 and section 1.78(a)) may be filed under sections 1.53, 
1.60 and 1.62, that a continuation-in-part application may be 
filed under sections 1.53 or 1.62 and that the requirements for 
obtaining a filing date set forth in paragraph (b) apply to ap- 
plications filed under section 1.53. Paragraph (c), as amended, 
sets forth the procedure which the Office uses to notify an 
applicant that the names of the inventors have been omitted and 
refers to the handling fee set in section 1.21(n), rather than 
including the fee amount in the rule. This practice is consistent 
with the other rules which refer to fees. 

Section 1.55, paragraph (a), is amended to clarify the language 
of the rule by adding “an” before “interference”. 

Section 1.60 is amended to remove and reserve paragraph 
(a) and to amend paragraph (b) to include the information 
presently in paragraph (a) so as to clarify that the information 
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applies only to applications filed under this section. 

(b) is also amended to require that an applicant, who desires 
to file an application under the rule, indicate that the application 
is being filed pursuant to the rule. Applications which are not 
specifically designated as being filed under section 1.60 are 
considered as having been filed under section 1.53, which does 
not require an originally executed declaration before a filing 
date is given. The amendment also establishes a procedure 
whereby the failure to file a true copy of the prior application 
or the statement that the papers are a true copy, which results 
in a filing date not being accorded the application, can be 
excused upon the filing of a petition satisfactorily explaining 
the delay in filing these items. If the petition is granted, the 
application would be accorded a filing date as of the date of 
deposit of the request for a section 1.60 application. No specific 
provision allowing this relief was previously in the rules. Para- 
graph (c) is added to set forth the procedure which the Office 
uses to notify an applicant that an application filed under paragraph 
(b) is incomplete and the handling fee which is deducted from 
the amount refunded if an application is not completed after 
notice to do so has been given. 

Section 1.62, paragraph (e), is amended to specifically state 
that changes to the prior application must be made by an amend- 
ment to the prior application filed in the application under section 
1.62. An application which includes a copy of the prior appli- 
cation or a new specification is improper under the rule and is 
not accorded the date of deposit as the filing date unless a petition 
is filed and granted. This specific statement will hopefully 
eliminate errors by applicants. The paragraph establishes a 
procedure whereby such an error can be excused upon the filing 
of a petition with instructions to cancel the copy or specification. 
If the petition is granted, the application will be accorded a filing 
date as of the date of deposit of the request for a section 1.62 
application. Paragraph (j) sets forth the procedure which the 
Office uses to notify the applicant that an application filed under 
the section is improper and the handling fee which is deducted 
from the amount refunded if an application is not corrected after 
notice to do so has been given. 

Section 1.96 is amended to indicate that a copy of the micro- 
fiche appendix with computer program listings in an application 
is a part of the file wrapper and contents available for purchase 
after a patent based on the application is granted or the appli- 
cation is otherwise made publicly available. 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. Sections 3501 et seq. This rule involves information 
collection requirements subject to the Paperwork Reduction Act 
and approved by the Office of Management and Budget under 
Control No. 0651-0011. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L 96-354). 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in costs or prices for consumers, individual industries, 
federal, state, or local government agencies, or geographic 
regions. There will be no significant adverse effects on com- 
petition, employment, investment, productivity, innovation, or 
on the ability of United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


List of Subjects in 37 CFR Part I 


Administrative practice and procedure, Courts, Freedom 
of Information, Inventions and patents, Reporting and 
recordkeeping requirements, Small businesses. 

For the reasons given in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trade- 
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marks by 35 U.S.C. 6 and 41, and Public Law 97-247, the Office 
is amending Title 37 of Code of Federal Regulations as set forth 
below. : 


Part I Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


*e ee * 


(i)(1) For filing a petition to the Commissioner under a section of 
this part listed below which refers to this paragraph....$120.00 


1.12-for access to an assignment record. 

1.14-for access to an application. 

1.53-to accord a filing date. 

1.55-for entry of late priority papers. 

1.60-to accord a filing date. 

1.62-to accord a filing date. 

1.103-to suspend action in application. 

1.177-for divisional reissues to issue separately. 

1.312-for amendment after payment of issue fee. 

1.313-to withdraw an application from issue 

1.314-to defer issuance of a patent. 

1.334-for patent to issue to assignee, assignment recorded 
late. 

1.666(b)-for access to interference settlement agreement. 


*e eee 


3. Section 1.21 is amended by adding paragraph (n) to read as 
follows: 
1.21 Miscellaneous fees and charges. 


*e eee 


(n) For handling an incomplete or improper application under 
1.53(c), 1.60 or 1.62 $20.00. 


4. Section 1.53 is amended by revising paragraphs (b) and (c) to 
read as follows: 


1.53 Serial number, filing date and completion of application. 


eee 


(b) The filing date of an application for patent filed under this 
section is the date on which: (1) a specification containing a 
description pursuant to 1.71 and at least one claim pursuant to 
1.75; and (2) any drawing required by 1.81(a), are filed in the 
Patent and Trademark Office in the name of the actual inventor 
or inventors as required by 1.41. No new matter may be 
introduced into an application after its filing date ( 1.118). If all 
the names of the actual inventor or inventors are not supplied 
when the specification and any required drawing are filed, the 
application will not be given a filing date earlier than the date 
upon which the names are supplied unless a petition with the fee 
set forth in 1.17(i)(1) is filed which sets forth the reasons the 
delay in supplying the names should be excused. A continuation 
or divisional application (filed under the conditions specified in 
35 U.S.C. 120 or 121 and 1.78(a)) may be filed pursuant to this 
section, 1.60 or 1.62. A continuation-in-part application may be 
filed pursuant ot this section or 1.62. 

(c) If any application is filed without the specification, drawing 
or name, or names, of the actual inventor or inventors required by 
paragraph (b) of this section, applicant will be so notified and 
given a time period within which to submit the omitted specifi- 
cation, drawing, name, or names, of the actual inventor, or 
inventors, in order to obtain a filing date as of the date of filing 
of such submission. A copy of the “Notice of Incomplete Appli- 
cation” form notifying the applicant should accompany any 
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response thereto submitted to the Office. If the omission is not 
corrected within the time period set, the application will be 
returned or otherwise disposed of; the fee, if submitted, will be 
refunded less the handling fee set forth in 1.21(n). 


*eeRK* 


5. Section 1.55 is amended by revising paragraph (a) to read as 
follows: 


1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing date of a prior 
foreign application under the conditions specified in 35 U.S.C. 
119 and 172. The claim to priority need be in no special form and 
may be made by the attorney or agent if the foreign application 
is referred to in the oath or declaration as required by 1.63. The 
claim for priority and the certified copy of the foreign application 
specified in the second paragraph of 35 U.S.C. 119 must be filed 
in the case of an interference ( 1.630); when necessary to 
overcome the date of a reference relied upon by the examiner; or 
when specifically required by the examiner, and in all other cases 
they must be filed not later than the date the issue fee is paid. If 
the papers filed are not in the English language, a translation need 
not be filed except in the three particular instances specified in 
the preceding sentence, in which event a sworn translation or a 
translation certified as accurate by a sworn or official translator 
must be filed. If the priority papers are submitted after the date the 
issue fee is paid, they must be accompanied by a petition 
requesting their entry and the fee set forth in 1.17(i)(1). 


eee 


6. Section 1.60 is amended by removing and reserving paragraph 
(a) and revising paragraph (b) and adding new paragraph (c) to 
read as follows: 


1.60 Contunuation or divisional application for invention dis- 
closed in a prior application. 


(a) [RESERVED] 

(b) An applicant may omit signing of the oath or declaration in 
a continuation or divisional application (filed under the condi- 
tions specified in 35 U.S.C. 120 or 121 and 1.78(a)) if (1) the 
prior application was a complete application as set forth in 
1.51(a), (2)applicant indicates that the application is being filed 
pursuant to this section and files a true copy of the prior complete 
application as filed including the specification (including claims), 
drawings, oath or declaration showing the signature or an indi- 
cation it was signed, and any amendments referred to in the oath 
or declaration filed to complete the prior application, (3) the 
inventors named in the continuation or divisional application are 
the same or less than all the inventors named in the prior 
application, and (4) the application is filed before the patenting 
or abandonment of or termination of proceedings on the prior 
application. The copy of the prior application must be accompa- 
nied by a statement that the application papers filed are a true 
copy of the prior application and that no amendments referred to 
in the oath or declaration filed to complete the prior application 
introduced new matter therein. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior applica- 
tion ( 1.78(a)) will be entered before calculating the filing fee and 
granting the filing date. If the continuation or divisional applica- 
tion is filed by less than all the inventors named in the prior 
application, a statement must accompany the application when 
filed requesting deletion of the names of the person or persons 
who are not inventors of the invention being claimed in the 
continuation or divisional application. If a true copy of the prior 
application as filed is not filed with the application or if the 
statement that the application papers are a true copy is omitted, 
the application will not be given a filing date earlier than the date 
upon which the copy and statement are filed, unless a petition 
with the fee set forth in 1.17(i)(1) is filed which satisfactorily 
explains the delay in filing these items. 

(c) If an application filed pursuant to paragraph (b) of this section 
is incomplete, applicant will be notified and given a time period 
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within which to complete the application in order to obtain a 
filing date as of the date of filing the omitted item provided the 
omitted item is filed before the patenting or abandonment of or 
termination of proceedings on the prior application. If the omis- 
sion is not corrected within the time period set, the application 
will be returned or otherwise disposed of; the fee, if submitted, 
will be refunded less the handling fee set forth in 1.21(n). 


7. Section 1.62 is amended by revising paragraph (e) and by 
adding a new paragraph (j) to read as follows: 


1.62 File wrapper continuing procedure. 


xe ee * 


(e) An application filed under this section will utilize the file 
wrapper and contents of the prior application to constitute the 

new continuation, continuation-in-part, or divisional appli- 
cation but will be assigned a new application serial number. 
Changes to the prior application must be made in the form of 
an amendment to the prior application as it exists at the time 
of filing the application under this section. No copy of the prior 
application or new specification is required. The filing of such 
a copy or specification will be considered improper, and a filing 
date as of the date of deposit of the request for an application 
under this section will not be granted to the application unless 
a petition with the fee set forth in § 1.17(i)(1) is filed with 
instructions to cancel the copy or specification. 


**e* ke * 


(j) If any application filed under this section is found to be 
improper, the applicant will be notified and given a time period 
within which to correct the filing error in order to obtain a fiting 
date as of the date the filing error is corrected provided the 
correction is made before the payment of the issue fee, aban- 
donment of, or termination of proceedings on the prior appli- 
cation. If the filing error is not corrected within the time period 
set, the application will be returned or otherwise disposed of; 
the fee, if submitted, will be refunded less the handling fee set 
forth in § 1.21(n). 


8. Section 1.96 is amended by revising paragraph (b)(1) to 
read as follows: 


§ 1.96 Submission of computer program listings. 


**# ee * 
(b) * * * 


(1) Availability of appendix. Such computer program listings 
on microfiche will be available to the public for inspection, and 
microfiche copies thereof will be available for purchase with 
the file wrapper and contents, after a patent based on such 
application is granted or the application is otherwise made 
publicly available. 


Nov. 6, 1989 JEFFERY M. SAMUELS 
Acting Commissioner 


of Patents and Trademarks 
[1109 OG 6 } 


(81) Use of Color Drawings in Utility Patents 

This notice supersedes the Official Gazette notice, dated Aug. 
6, 1986, published at 1070 O.G. 10 on Sept. 9, 1986. 

Under 37 CFR 1.84, the drawings of a utility patent appli- 
cation must be in black and white. However, on occasion, color 
drawings may be appropriate. In this circumstance, the Patent 
and Trademark Office will entertain a petition under 37 CFR 
1.183 to waive the requirements of § 1.84 to the extent that 
color drawings on DIN size A4 sheets (21.0 by 29.7 cm.) will 
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be accepted for the purposes and under the conditions set forth 
below. 

The petition must be accompanied by five (5) sets of color 
drawings on DIN size A4 sheets (21.0 by 29.7 cm.) for exami- 
nation, copying and archival purposes. 

In light of the substantial administrative and economic burden 
associated with printing a utility patent with color drawings, the 
patent copies which are printed at issuance of the application 
will depict the drawings in black and white only. However, a 
set of color drawings will be attached to the Letters Patent. 
Moreover, copies of the patent with color drawings attached 
thereto will be provided by the Patent and Trademark Office 
upon special request and payment of the fee necessary to recover 
the actual costs associated therewith. 

Accordingly, the petition must also be accompanied by a 
proposed amendment to insert the following language as the 
first paragraph in the portion of the specification containing a 
brief description of the drawings: 


The file of this patent contains at least one draw- 


ing executed in color. Copies of this patent with 
color drawing(s) will be provided by the Patent and 
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Trademark Office upon request and payment of the 
necessary fee. 


It is anticipated that such a petition will be granted only when 
the Patent and Trademark Office has determined that a color 
drawing is the only practical medium by which to disclose in 
a printed utility patent the subject matter sought to be patented. 

It is emphasized that a decision to grant the petition should 
not be regarded as an indication that color drawings are nec- 
essary to comply with a statutory requirement. In this latter 
respect, clearly it is desirable to file any desired color drawings 
as part of the original application papers in order to avoid issues 
concerning statutory defects (e.g., lack of enablement under 35 
USC 112 or new matter under 35 USC 132). The filing of the 
petition, however, may be deferred until acceptable drawings 
are required by the examiner. 

The petition should be directed to the attention of the Office 
of the Deputy Assistant Commissioner for Patents. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents 


July 24, 1987. 


[1082 OG 25} 


Notice 


Drawings. Rule 37 CFR 1.84(j), Arrangement of views, is being strictly enforced. The rule states: 


“(j) Arrangement of views. All views on the same sheet should stand in the same direction and, if possible, stand so that they can 
be read with the sheet held in an upright position. if views longer than the width of the sheet are necessary for the clearest illustration 
of the invention, the sheet may be turned on its side so that the top of the sheet with the appropriate top margin to be used as the heading 
space is on the right-hand side. One figure must not be placed upon another or within the outline of another.” 

Words must appear in a horizontal, left-to-right fashion when the page is either upright or turned clockwise 90° with the top on 
the right side. Example A below is improper because the words “Y-AXIS” do not meet the rule’s requirement. Example B below 
demonstrates the proper procedure. The words “heading space” are included for demonstration purposes. 


Example A. Improper 


(heading space) 


Nov. 29, 1990 


Example B. Proper 


(heading space) 


THERESA A. BRESFORD 
Assistant Commissioner 
for Administration 


(1121 OG 54} 
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(83) Drawings 
The following supplements the notice published at 1121 Official Gazette 54 (Dec. 25, 1990) concerning drawings. 


37 CFR 1.84(j), states: 


(j) Arrangement of views. All views on the same sheet should stand in the same direction and, if possible, stand so that they can 
be read with the sheet held in an upright position. If views longer than the width of the sheet are necessary for the clearest illustration 
of the invention, the sheet may be turned on its side so that the top of the sheet with the appropriate top margin to be used as the heading 
space is on the right-hand side. One figure must not be placed upon another or within the outline of another.” 


Words must appear in a horizontal, left-to-right fashion when the page is either upright or turned so that the top becomes the right 
side. This will allow for drawings to be viewed on a monitor in an automated search system so that worde/numbers appear in either 
an upright position or when rotated 90° to the right. 

The previous notice stated that Example A was improper because the words “Y-AXIS” do not meet the rule’ S$ requirement. 
Example B was used to demonstrate one way to meet the rule’s requirement. Examples A and B are reprinted below for your 
convenience. 


Example A-Improper Example B-Proper 
(Proper under Scientific Convention) 
TOP 


(heading space) (heading space) 


New examples that meet the rule’s requirement are provided in Examples C, D, and E, below. The words “heading space” are 
included for orientation purposes. 


ry * 
(heading space) Y-AXIS (heading space) 
y 
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Example E-Proper 
TOP 


. 


(heading space) 
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Ithas been brought to the Office’s attention that Example B does not conform to scientific convention, but Example A does conform 


to scientific convention. 


The Office has reconsidered its interpretation of that rule as it applies to graphs. Accordingly, the Office will waive the requirements 
of 37 CFR 1.84(j) and accept graphs conforming to scientific convention (e.g., Example A). 

The Office will continue to object to all other types of drawings that do not meet the requirements of the rule (e.g., flow charts, etc. 
See Example F, which is objectionable). Example G depicts the proper orientation of an acceptable flow chart. 


Example F. Improper 


(HEADING SPACE) 


3X3 1d! LNW 


July 17, 1991 


Example G. Proper 


RELEASE 
SwiTCH 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1129 OG 22] 


(84) Multiple Dependent Claims and New 


Drawing Filing Requirements 
Introduction 


On January 24, 1978, Public Law 94-131 (pages 108-115 
of “Patent Laws,” August 1976 issue) and the Patent Coopera- 
tion Treaty came into force. This public law amends the patent 
statute, Title 35, United States Code, by providing for procedures 
and requirements set forth in the Patent Cooperation Treaty. 
Some of these statutory amendments also effect the laws gov- 
erning the processing and examination of regular United States 
national applications filed on and after January 24, 1978. 

The amendments of the patent law which will affect U.S. 
patent applications filed on and after January 24, 1978, relate 
to two elements of the patent application: the claims and the 
drawings. With regard to claims, the amendments to 35 U.S.C. 
41 and 112 provide for multiple dependent claims in accordance 
with PCT Rule 6.4. With regard to drawings, the amendment 
to 35 U.S.C. 113 changes the requirements for filing drawings 
in order to obtain a filing date in accordance with PCT Article 
A 


307-506 TMOG-92-6 - QL 3 


Purpose 


This memorandum establishes in more detail the new pro- 
cedures required by the amended statute. Any questions con- 
cerning these instructions may be directed to either Mary Turowski 
(extension 7-3776) in the administration area or Louis Maassel 
(extension 7-3070) in the examining area. 

Revised 37 CFR sections 1.75(c), (f,1 ) and (g); and 1.81 
and 1.83(c) were published in the Official Gazette of February 
21, 1978. 


Multiple Dependent Claims 


Generally, a multiple dependent claim is a dependent claim 
which refers back in the alternative to more than one preceding 
independent or dependent claim. 

The second paragraph of 35 U.S.C. section 112 has been 
revised in view of the multiple dependent claim practice intro- 
duced by the Patent Cooperation Treaty. Thus, section 112 
authorizes multiple dependent claims, as long as they are in the 
alternative form (e.g., “A machine according to claims 3 or 4, 
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further comprising . . .”). Cumulative claiming (e.g., “A machine 
according to claims 3 and 4, further comprising . . .”) is not 
permitted. A raultiple dependent claim may refer in the alter- 
native to only one set of claims. A claim such as “A device as 
in claims 1, 2, 3 or 4, made by a process of claims 5, 6, 7 or 
8” is improper. Section | 12 allows reference to only a particular 
claim. Furthermore, a multiple dependent claim may not serve 
as a basis for any other multiple dependent claim, either directly 
or indirectly. These limitations help to avoid undue confusion 
in determining how many prior claims are actually referred to 
be considered separately. Thus, a multiple dependent claim, as 
such, does not contain all the limitations of all the alternative 
claims to which it refers, but rather, contains in any one em- 
bodiment only those limitations of the particular claim referred 
to for the embodiment uuder consideration. Hence, a multiple 

nt claim must be considered in the same manner as a 
plurality of single dependent claims. 


Restriction Practice 


For restriction purposes, each embodiment of a multiple 
dependent claim will be considered in the same manner as a 
single dependent claim. Therefore, restriction may be required 
between the embodiments of a multiple dependent claim. Also, 
some embodiments of a multiple dependent claim may be held 
withdrawn while other embodiments are considered on their 
merits. 


Handling of Multiple Dependent Claims 
by the Application Division 


The Application Division will be responsible for verifying 
whether multiple dependent claims filed with the application 
are in proper alternative form, that they depend only upon prior 
independent and single dependent claims and also for calcu- 
lating the amount of the filing fee. A new form, PTO 1360, has 
been designed to be used in conjunction with the current fee 
calculation form PTO 875. 


Handling of Multiple Dependent Claims by the Examining 
Group Clerical Staff 


The examining group clerical staff is responsible for veri- 
fying compliance with the statute and rules of multiple depend- 
ent claims added by amendment and for calculating the amount 
of any additional fees required. This calculation should be 
performed on form PTO 1360. 

If a multiple dependent claim (or claims) is added in an 
amendment without the proper fee, the amendment will not be 
entered until the fee has been received. In view of the require- 
ments for multiple dependent claims, no amendment containing 
new claims or changing the dependency of claims will be entered 
before checking whether the paid fees cover the costs of the 
amended claims. The applicant, or his attorney or agent, will 
usually be contacted to pay the additional fee in the same manner 
as currently in existence for such defects. Where a letter is written 
in insufficient fee situations, a copy of the multiple dependent 
claim fee calculation form PTO 1360 will be included for 
applicant’s information. 


Handling of Dependent Claims by the Examiner 


Should any multiple dependent claim be in an application 
filed prior to January 24, 1978 or include a claim association 
or claim structure that violates any of the prohibitions, the claim 
will be objected to as not being in proper form as required by 
37 CFR 1.75 in the next Office action. Such an improper claim 
will not be further treated on the merits. 

When referring to a singular dependent claim or a single 
embodiment of a multiple dependent claim, as when making 
a rejection, such a claim or embodiment will be referred to by 
using the number of all of the claims involved in that claim or 
embodiment, starting with the highest. For example, if claim 
2 was dependent on claim 1, the notations would be 2/1. If in 
the same application, claim 3 was independent and claim 4 was 
multiple dependent on claims 2 or 3, the notations would be 
4/2/1 and 4/3. Furthermore, if claim 5 depended from claim 4, 
the notations would be 5/4/2/1 and 5/4/3. Each of these embodi- 
ments will be treated individually. It would be possible for claim 
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4/2/1 to be rejected under section 102 and claim 4/3 to be 
indicated as avoiding the prior art and being allowable if re- 
written in independent form. A number of embodiments may 
be grouped together if there is a common ground of rejection, 
but it must be clear how each embodiment is treated. 

A claim, such as claim 4, will not be allowed until all 
embodiments covered thereby are allowable. If an embodiment 
of a multiple dependent claim avoids the art while other em- 
bodiments are rejected over prior art, a statement will be made 
that that embodiment avoids the art and would be allowed if 
rewritten in separate dependent or independent form. Wording 
similar to the following may be used: 


“Embodiment would be allowable if rewritten as a proper 
dependent or independent claim which contains only the 
limitations of this embodiment.” 


Calculation of Fees When Multiple Dependent Claims are 
Presented, Use of Form PTO-1360 


To assist in the computation of the fees for multiple depend- 
ent claims, a separate “Multiple Dependent Claim Fee Calcu- 
lation Sheet,” form PTO 1360, has been designed for use with 
the current “Patent Application Fee Determination Record,” 
form PTO 875. Form PTO 1360 will be placed in the file wrapper 
by the Application Division where multiple dependent claims 
are in the application as filed. If multiple dependent claims are 
not included upon filing, but are later added by amendment, 
the examining group clerical staff will place the form in the file 
wrapper. If there are multiple dependent claims in the appli- 
cation, the total number of independent and dependent claims 
for fee purposes will be calculated on form PTO 1360 and the 
total number of claims and number of independent claims will 
then be placed on form PTO 875 for final fee calculation 
purposes. 

If at least $65 is included with the application on filing, but 
the total fee is insufficient, a “Notice of Insufficient Fee,” form 
PTO 1094, is placed in the file wrapper by the Application 
Division as is currently done. The notice will be mailed by the 
examining group in accordance with established procedures. 


Calculating Fees for Multiple Dependent Claims Proper 
Multiple Dependent Claims 


Amended section 41(a) of title 35, U.S.C., provides that 
claims in multiple dependent form cannot be considered as 
single dependent claims for the purpose of calculating fees. 
Thus, a multiple dependent claim would be considered to be 
that number of dependent claims to which it refers. Any proper 
claim depending directly or indirectly from a multiple dependent 
claim would also be considered as the same number of depend- 
ent claims as referred to in the multiple dependent claim from 
which it depends. 


Improper Multiple Dependent Claim 


If any multiple dependent claim is improper, Application 
Division may indicate that fact by placing an encircled numeral 


“1” in the “Dep. Claims” column of form PTO 1360. The fee 
for any improper multiple dependent claim, whether it is de- 
fective for not being in the alternative form or for being directly 
or indirectly dependent on a prior multiple dependent claim, will 
only be one, since only an objection to the form of such a claim 
will normally be made. 

This procedure also greatly simplifies the calculation of fees. 
Any claim depending from an improper multiple dependent 
claim will also be considered to be improper and be counted 
as one dependent claim. 


FEE CALCULATION EXAMPLE 


Claim 
Number 
1 Independent 
2 Dependent on claim 1 
3 Dependent on claim 2 
4 Dependent on claim 2 or 3 
5 Dependent on claim 4 
6 Dependent on claim 5 
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7 Dependent on claim 1 or 4 

8 Dependent on claim 1 or 5 

9 Dependent on claim 8 

10 Independent 

11 Dependent on claim 1 or 10 
12 Dependent on claim 1 and 10 


win : 
MULTIPLE DLPENDENT CLAM 
FEE CALCULATION SHERT 


Comments on Fee Calculation Example 


Claim 1 .—This is an independent claim; therefore, a numeral 
“1” is placed opposite claim number | in the “Ind.” column. 

Claim 2.—Since this is a claim dependent on a single in- 
dependent claim, a numeral “1” is placed opposite claim number 
2 in the “Dep.” column. 

Claim 3.—Claim 3 is also a single dependent claim, so a 
numeral “1” is placed in the “Dep.” column. 

Claim 4.—Claim 4 is a proper multiple dependent claim. It 
refers directly to two claims in the alternative, namely, claims 
2 or 3. Therefore, a numeral “2” to indicate direct reference to 
two claims is placed in the “Dep.” column opposite claim 
number 4. 

Claim 5.—This claim is a singularly dependent claim de- 
pending from a multiple dependent claim. For fee calculation 
purposes, such a claim is counted as being that number of claims 
to which direct reference is made in the multiple dependent claim 
which it depends. In this case, the multiple dependent claim 
number 4 it depends from counts as 2 claims; therefore, claim 
5 also counts as 2 claims. Accordingly, a numeral “2” is placed 
opposite claim number 5 in the “Dep.” column. 

Claim 6.—Claim 6 depends indirectly from a multiple de- 
pendent claim 4. Since claim 4 counts as 2 claims, claim 6 also 
counts as 2 dependent claims. Consequently, a numeral “2” is 
placed in the “Dep.” column after claim 6. 

Claim 7.—This claim is a multiple dependent claim since 
it refers to claims 1 or 4. However, as can be seen by looking 
at the “2” in the “Dep.” column opposite claim 4, claim 7 directly 
depends from a multiple dependent claim. This practice is 
improper under 35 U.S.C. 112 and Rule 1.75(c). Following the 
procedure for calculating fees for improper multiple dependent 
claims, a numeral “1” is placed in the “Dep.” column with a 
circle drawn around it to alert the examiner that the claim is 
improper. 

Claim 8.— This claim is a multiple dependent claim since 
it refers to claims 1 or 5. However, since claim 5 depends from 
multiple dependent claim 4, claim 8 indirectly depends from 
multiple dependent claim 4 through claim 5. This practice is 
improper. See MULTIPLE DEPENDENT CLAIMS, paragraph 
2, above. Consequently, a numerai “1” is placed in the dependent 
claim column with a circle drawn around it. 

Claim 9.—Claim 9 is improper since it depends from an 
improper claim. If the base claim is ir error, this error cannot 
be corrected by adding additional claims depending therefrom. 
Therefore, a numeral “1” with a circle around it is placed in 
the “Dep.” column. 
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Claim 10.-Here again we have an independent claim which 
is always indicated with a numeral “1” in the “Ind.” column 
opposite the claim number. 

Claim 11.-This claim refers to two independent claims in the 
alternative. A numeral “2” is therefore placed in the “Dep.” 
column opposite claim 11. 

Claim 12.—Claim 12 is a dependent claim which refers to 
two claims in the conjunctive (“1 and 10”) rather than in the 
alternative (“1 or 10”). This form is improper under 35 U.S.C. 
112 and Rule 1.75(c). Accordingly, since claim 12 is improper, 
an encircled numeral “1” is placed in the “Dep.” column opposite 
claim 12. 


Calculation of Filing Fee 


After the numbers of “Ind.” and “Dep.” claims are noted on 
form PTO-1360, each column is added. In this example., there 
are 2 independent claims and 14 dependent claims or a total 
of 16 claims. The number of independent and total claims can 
then be placed on form PTO-875 and the fee calculated. In this 
example, the total number of claims 16 minus 10 leaves 6, which 
is multiplied by $2 for an additional total claim fee of $12. The 
total number of independent claims in the example is 2, which 
minus | is 1, which times the $10 rate is $10. The total filing 
fee is therefore $65 + $12 + $10, or total of $87. 


Drawing Requirements 


Revised 35 U.S.C. 113 relaxes the previous requirements for 
submission of drawings on filing under certain conditions. The 
first sentence of 35 U.S.C. 113 does require a drawing to be 
submitted upon filing where such drawing is necessary for the 
understanding of the invention. In this situation the lack of a 
drawing renders the application incomplete and as such, the 
application cannot be given a filing date until the drawing is 
received. The second sentence of 35 U.S.C. 113 deals with the 
situation wherein a drawing is not necessary for the understand- 
ing of the invention but the case admits of illustration and no 
drawing was submitted on filing. The lack of the drawing in 
this situation does not render the application incomplete but 
rather is treated much in the same manner as an informality. 
The examiner should require such drawings in almost all such 
instances. Such drawings could be required during the process- 
ing of the application but do not have to be furnished at the 
time the application is filed. The applicant is allowed at least 
two months from the date of the letter requiring drawings to 
submit them. 


Handling of Drawing Requirements Under the 
First Sentence of 35 U.S.C. 113 


Under the revised provisions the Application Division ex- 
aminer will continue to make the initial decision in all new 
applications as to whether a drawing is “necessary” under the 
first sentence of 35 U.S.C. 113. 

If during examination an examiner feels that a filing date 
should not have been granted in an application because it does 
not contain drawings, the matter will be brought to the attention 
of the Supervisory Primary Examiner (SPE) for review. If the 
SPE decides that drawings are required to understand the subject 
matter of the invention, the SPE will return the application to 
the Application Division with a memorandum requesting can- 
cellation of the filing date and identifying the subject matter 
required to be illustrated. 


Handling of Drawing Requirements Under the 
Second Sentence of 35 U.S.C. 


35 U.S.C. 113 also deals with the situation wherein the 
drawing is not necessary for the understanding of the invention, 
but the subject matter admits of illustration by a drawing and 
the applicant has not furnished a drawing. The lack of the 
drawing in this situation does not render the application incom- 
plete but rather is treated as an informality. A filing date will 
be accorded with the original presentation of the papers, despite 
the absence of drawings. In these situations, a drawing or further 
illustration will normally be required by the examiner. This may 
be done either prior to examination in a separate letter or in the 
first Office action and may be handled in much the same manner 
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as informal photocopy drawings are presently handled. The 
examiner should require drawings where appropriate as early 
as possible, since the possession of the drawing at that time 
would facilitate the examination . A letter requiring 
drawings may contain wording similar to the following: 


“The examiner has decided that the subject matter of this 
applicaton admits of illustration by a drawing and that a drawing 
would facilitate the understanding of the subject matter dis- 
closed. (Continue with a specific mention of those items of 
which drawings are desired.) Applicant is required to furnish 
a drawing under 37 CFR 1.81. (Incorporate in Office action 
or set two-month period for response.)” 


The applicant will be given at least two months from the 
date of such requirement to submit drawings. If the requirement 
for drawings is included in an Office action, the time for 
supplying the drawings will be the same as the time of response 
to the Office action. Upon receipt of the drawing within the 
period set, the examiner will check the drawings for new matter. 
If new matter is included, the drawing will not be entered. It 
will be objected to as containing new matter. A new drawing 
without such new matter may be required if the examiner still 
feels a drawing is needed under 37 CFR 1.81 or 1.83. The 
examiner’s decision would be reviewable by petition to the 
Commissioner under Rule 1.181. The decision on such a petition 
would be handled by the Group Director. If a drawing is not 
timely received in response to a letter from the examiner which 
requires a drawing, the application becomes abandoned for 
failure to respond. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Feb. 8, 1978. 
[968 O.G. 7] 


(85) Use of Symbol “@” in Patent Applications 

The Greek letter Phi has long been used as a symbol in 
equations in all technical disciplines. It further has special uses 
which include the indication of an electrical phase or clocking 
signal as well as an angular measurement. The recognized 
symbols for the upper and lower case Greek Phi characters, 
however, do not appear on most typewriters. This apparently 
has led to the use of a symbol composed by first striking a zero 
key and then backspacing and striking the “cancel” or “slash” 
key to result in “®” which is an approximation of accepted 
symbols for the Greek character Phi. In other instances the 
symbol is composed using the upper or lower case letter “0” 
with the “cancel” or “slash” superimposed thereon by back- 
spacing or is simply handwritten in a variety of styles. These 
expedients result in confusion because of the variety of type 
sizes and styles available on modern typewriters. 

In recent years, the growth of data processing has seen the 
increasing use of this symbol (“@”) as the standard represen- 
tation of zero. The “slashed” or “cancelled zero” is used to 
indicate zero and avoid confusion with the upper case letter 
“O” in both text and drawings. 

Thus, when the symbol “@” in one of its many variations, 
as discussed above, appears in patent applications being pre- 
pared for printing, confusion as to the intended meaning of the 
symbol arises. Those (such as examiners, attorneys, and ap- 
plicants) working in the art can usually determine the intended 
meaning of this symbol because of their knowledge of the 
subject matter involved, but editors preparing these applications 
for printing have no such specialized knowledge and confusion 
arises as to which symbol to print. The result, at the very least, 
is delay until the intended meaning of the symbol can be 
ascertained. 

Since the Office does not have the resources to conduct a 
technical editorial review of each application before printing, 
and in order to eliminate the problem of printing delays asso- 
ciated with the usage of these symbols, any questions about 
the intended symbol will be resolved by the editorial staff of 
the Office of Publications by printing the symbol “@” whenever 
that symbol is used by the applicant. Any Certificate of Cor- 
rection necessitated by the above practice will be at the pat- 
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entee’s expense (37 CFR 1.323) because the intended symbol 
was not accurately presented by the Greek upper or lower case 
Phi letters (I, @) in the patent application. 


RICHARD J. SHAKMAN, 
Assistant Commissioner 
for Administration. 


Dec. 20, 1978. 
[978 O.G. 152] 


(86) U.S. Accession to Hague Convention 
Abolishing the Requirement of Legalization 
for Foreign Public Documents 


On Oct. 15, 1981, the Hague “Convention Abolishing the 
Requirement of Legalization for Foreign Public Documents” 
entered into force between the United States and twenty-eight 
foreign countries that are parties to the Convention. The Con- 
vention applies to any document submitted to the United States 
Patent and Trademark Office for filing or recording, which is 
sworn to or acknowledged by a notary public in any one of the 
member countries. The Convention abolishes the certification 
of the authority of the notary public in a member country by 
a diplomatic or consular officer of the United States and sub- 
stitutes certification by a special certificate, or apostille, ex- 
ecuted by an officer of the member country. Accordingly, the 
Office will accept for filing or recording a document sworn to 
or acknowledged before a notary public in a member country 
if the document bears, or has appended to it, an apostille cer- 
tifying the notary’s authority. The requirement for a diplomatic 
or consular certificate, specified in 37 CFR 1.66 and note 1 of 
37 CFR 3.45, will not apply to a document sworn to or acknowl- 
edged before a notary public in a member country if an apostille 
is used. 

The member countries that are parties to the Convention are: 


Austria 
Bahamas 
Belgium 
Botswana Liechtenstein 
Cyprus Luxembourg 
Fiji Malawi 
France Maita 
Germany Mauritius 
Fed. Rep. of Netherlands 
Hungary Portugal 
Israel Seychelles 
The Convention prescribes the following form for the apostille: 


Italy 
Japan 
Lesotho 


Spain 
Suriname 
Swaziland 
Switzerland 
Tonga 

U.K. of Great 
Britain and 
N. Ireland 
United States 
Yugoslavia 


Modei of certificate 


The certificate will be in the form of a square with sides 
at least 9 centimetres long 


APOSTILLE 
(Convention de La Haye du Oct. 5, 1961) 


ee ae a ee ae a 
This public document 

2. has been signed by 

3. acting in the capacity of ... 

4. bears the seal/stamp of 


10. Signature: . 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Nov. 5, 1981. 


[1013 O.G. 3] 
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(87) Simulated or Predicted Tests or Examples 

In order to provide for uniform practice before the Patent 
and Trademark Office, the following clarification of current 
Office practice relating to simulated or predicted tests or ex- 
amples is being set forth. This notice specifies the Office policy 
which is currently in effect and is considered to have been in 
effect in the past in this area. The wording of the MPEP pro- 
visions prior to this amendment went further than was intended. 
The amended sections below spell out more clearly the Office’s 
position. from the start. 

The following wording will be substituted in revision number 
8 for that presently in paragraph D of section 608.01(p) of the 
Manual of Patent Examining Procedure. 


MPEP § 608.01(p) 


“D. Simulated or Predicted Test Results 
or Prophetic Exampies 


Simulated or predicted test results and prophetical examples 
(paper examples) are permitted in patent applications. Working 
examples correspond to work actually performed and may 
describe tests which have actually been conducted and results 
that were achieved. Paper examples describe the manner and 
process of making an embodiment of the invention which has 
not actually been conducted. Paper examples should not be 
represented as work actually done. No results should be rep- 
resented as actual results unless they have actually been achieved. 
Paper examples should not be described using the past tense. 

The first and last paragraphs of MPEP section 707.07(1) are 
being deleted. 


DONALD J. QUIGG, 
Deputy Commissioner 
of Patents and Trade- 


Apr. 15, 1982. 
marks 


[1018 O.G. 27] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 [Docket No. 71008-7208] 


Variety Denomination Requirements 
for Plant Patent Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of proposed rulemaking. 

Summary: The Patent and Trademark Office proposes to amend 
certain of the rules of practice applicable to the patenting of 
plants. Under the proposed rules of practice, an applicant for 
such a patent would, in addition to any requirements for ob- 
taining a patent, also be required to record an identifying variety 
denomination for the plant. These proposed rules fulfill an 
obligation imposed by the Convention of the International 
Union for the Protection of New Plant Varieties (the UPOV 
Convention), to which the United States adheres. 

Dates: Comments on the proposed rules must be submitted by 
Jan. 8, 1988, to assure their consideration in formulating the 
rules put into effect. A public hearing will be held on Jan. 15, 
1988, beginning at 9:30 A.M., in the Commissioner’s Confer- 
ence Room, Crystal Piz. 3, the Patent and Trademark Office. 
Addresses. Address comments to the Commissioner of Patents 
and Trademarks, Box 4, Washington, D.C. 20231. All com- 
ments received will be publicly available in the Patent and 
Trademark Office, Crystal Plz. 3, Arlington, Va., Rm. 11C28. 
For Further Information Contact: Mr. Stanley D. Schlosser, 
Office of Legislation and International Affairs, by telephone 
at (703) 557-3065 or by mail addressed to the Commissioner 
of Patents and Trademarks, Box 4, Washington, D.C. 20231. 
Supplementary Information: The UPOV Convention became 
applicable to the United States on Nov. 8, 1981, as a conse- 
quence of the President’s exercise of authority to adhere to 
this international agreement. Under Articles 6 and 13 of the 
UPOV Convention, each plant variety for which protection is 
sought must be given a variety denomination and that denomi- 
nation recorded (“registered” in the language of the Conven- 
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tion) at least by the time the patent is granted. It is left to each 
of the UPOV member states to determine how recordation is 
effected. For the United States, the issuance of a patent which 
includes the denomination of the variety would constitute 
recordation and registration for the purposes of compliance with 
UPOV Convention. The patent examining process would include 
consideration of the suitability for recordation of the proposed 
variety denomination. 

Attention is called to two earlier Commissioner’s Notices on 
this subject. The Notice of Oct. 20, 1981 (46 FR 51426) stated 
that appropriate rules for the registration of variety denomina- 
tions, as required by the UPOV Convention, would be issued. 
The Commissioner’s Notice, published in the Federal Register 
on Aug. 16, 1985, 50 FR 33062, proposed amendments to the 
Patent and Trademark Office’s rules of practice to carry out 
this requirement. In light of public comments received, the 
earlier proposed rules are being withdrawn from consideration 
and replaced by these revised rules. These would 
apply to plants patented under either 35 U.S.C. 101 or 161, 
but would not apply to any protection sought under the Plant 
Variety Protectign Act (7 U.S.C. 2321 et seq.), administered by 
the United States Department of Agriculture. 

These proposed rules, in accordance with the patent law 
requirements for providing a descriptive title for a patent ap- 
plication, would require the variety denomination proposed for 
recordation to be included in the title of the application. The 
denomination would be judged for recordability by the examiner 
assigned the application for examination, who would consult 
with appropriate trademark examination officials to determine 
if there exists a possibly conflicting trademark registration or 
application for registration. 

The recordation of a variety denomination for purposes of 
compliance with UPOV Convention Article 13 is not to be 
understood as conveying any legal rights in that denomination. 
Recordation does no more than establish a prima facie case 
that can be asserted as evidence of the possible generic nature 
of the variety denomination, if genericness is not already es- 
tablished by its usage in the commercial market, advertising or 
publication. 

Under the proposed rules, the Patent and Trademark Office 
in examining the recordability of variety denominations will, 
in addition to its trademark records, utilize the Office’s com- 
pilation of denominations obtained from horticultural, agricul- 
tural, floral and other professional societies, national breeders’ 
rights offices, the UPOV Union’s Secretariat, standard refer- 
ences and other available sources. Article 13 of the UPOV 
Convention requires that the variety denomination must enable 
the plant variety to be identified, that the denomination not 
consist solely of numbers except if this is shown to be an 
established practice for designating plant varieties, and that the 
denomination not be liable to mislead or cause confusion 
concerning the characteristics, value or identity of the variety 
or the identity of the breeder. No specific naming system is 
required by the Article. While a portion of the consuming public 
and others might prefer plant variety names conforming to the 
International Code of Nomenclature for Cultivated Plants or the 
UPOV Guidelines, common usage, code systems or other ways 
of identifying plants cannot be ignored. 

The Patent and Trademark Office would accept for recor- 
dation a variety denomination complying with the requirements 
of the UPOV Convention’s Articles 13(2) and 13(4). A number 
of variety denomination systems currently in use, such as the 
system described in the 1980 revision of the International Code 
of Nomenclature for Cultivated Plants, the UPOV Guidelines 
and various code systems may also meet these requirements. 
Sexually reproduced varieties could be named in compliance 
with the requirements of the Federal Seed Act. 

In the event the examiner does not approve a proposed variety 
denomination for recordation, the applicant could petition the 
Commissioner for approval. Thus, the examination and approval 
of variety denominations will be handled in the same way as 
other procedural and administrative requirements not relating 
to the merits of the invention, such as the requirement to provide 
an abstract of the disclosure or the requirement to provide a title. 
A final refusal by the Commissioner on petition would require 
submission of another proposed denomination for recordation. 

The petition to the Commissioner will be subject to a fee 
and the other requirements relating to petitions. The Commis- 
sioner may in appropriate cases delegate to the Assistant 
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Commissioner for Trademarks or other appropriate trademark 
officials the decision of such petitions, under 37 C.F.R. 1.181(g). 

The UPOV Convention requires the applicant to identify the 
patented variety by the same variety denomination (or a trans- 
lation thereof) in all UPOV member states. A different denomi- 
nation may be recorded in a particular member state, however, 
in cases where the denomination registered in another member 
state is unsuitable for business or other reasons. An applicant 
may during the course of examination be required to inform 
the Office of any other denomination by which the variety is 
known. 

While these rules provide for the recordation of variety 
denominations, they recognize at the same time that, in cases 
of conflict, previously established proprietary rights are para- 
mount. Recordation is in legal effect, therefore, no more than 
publication of a denomination which is or may become the 
generic name of a plant variety. 

Trademark owners, owners of other proprietary rights and 
patent applicants share a common interest in knowing as early 
as possible if a variety denomination proposed for recordation 
possibly conflicts with a trademark or other proprietary rights. 
Accordingly, each denomination proposed for recordation, along 
with the genus and species to which the variety belongs, shall 
be published in the Official Gazette as soon as reasonably 
possible after receipt of the application in the Office. The 
Commissioner has determined that publication of such infor- 
mation constitutes special circumstances under 35 U.S.C. 122. 

The public may provide information to the Office concerning 
the recordability of a proposed denomination. Such information 
would be entered in the official file wrapper of the application 
and be available to the examiner. Such information shall be 
called to the attention of the applicant by the Office. 

Also, the Official Gazette would list newly recorded denomi- 
nations in United States patents in order for trademark owners 
to assert their rights in appropriate cases through private ne- 
gotiations or judicially, as they may now do in trademark cases. 
Proceedings in the Office in regard to the registration of variety 
denominations, however, will be conducted ex parte. 

Under the proposed rules, each applicant would be required 
to specify in an application for protection of a plant variety the 
date of first use of the denomination if used prior to filing of 
the patent application, or later to provide information about the 
date of first commercial use during pendency of the application. 
In cases of conflict between a trademark and a proposed variety 
denomination, the variety denomination will not be accepted 
for recordation unless its first commercial use clearly antedates 
another’s established rights. 

If a patentee learns of a conflict between a trademark and 
the recorded variety denomination after issuance of the patent, 
the patentee in order to resolve the conflict will be permitted 
to record a different denomination by means of the Certificate 
of Correction procedure. Also, a variety denomination found 
after issuance of a patent to be commercially unsuitable or ill- 
advised could be changed in a similar manner. 

The Office now permits plants and plant varieties to be 

patented both specifically and broadly under patent 35 U.S.C. 
101. In some cases, however, claims in an application will not 
be limited to a specific variety. These proposed rules would 
apply only to applications where a specific variety or varieties 
are claimed. Only these need be identified by a variety denomi- 
nation, except where the number of varieties involved makes 
this impractical. In such a case, each claim directed to a specific 
variety would include its variety denomination, but these variety 
denominations could be omitted from the title of the patent. 
Variety denominations would not be required for microorgan- 
isms or microscopic plant parts. 
Other Considerations: The proposed rule change is in con- 
formity with the requirements of the Regulatory Flexibility Act 
(Pub. L. 96-354), Executive Order 12291 and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq. This rule contains 
a collection of information requirement subject to the Paper- 
work Reduction Act. This colletion of information requirement 
has been cleared by OMB under control No. 0651-0011. 

The General Counsel of the Department Commerce has 
certified to the Small Business Administration that the proposed 
rule changes will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, Pub. L. 96-354). The variety denomination 
requirement will not impose extra work on patent applicants 
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(whether small or large businesses or individuals). The rules will 
help avoid burdensome and expensive litigation over trademark 
rights. 

e The Patent and Trademark Office has determined that this 
proposed rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less than $100 
million. There will be no major increase in costs or prices for 
consumers, individual industries, federal, state, or local govern- 
ment agencies, or geographic regions. There will be no signifi- 
cant adverse effects on competition, employment, investment, 
productivity, innovation, or on the ability of United States-based 
enterprises to compete with foreign-based enterprises in domes- 
tic or export markets. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents. 


For the reasons set out in the preamble, 37 CFR Part I is 
proposed to be amended by revising §§ 1.72, and 1.17 and 
adding a new § 1.168 as set forth below. All proposed additions 
are printed between arrows. 


PART I —RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


AUTHORITY: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.17 is proposed to be amended by adding the 
following items in numerical order to the list in paragraph (h) 
to read as follows: 


§ 1.17 Patent application processing fees. 


*e ee * 
(h) ** * 
#§1.168(d) For petitioning the Commissioner to record 
a plant variety denomination . . . 
§ 1.168(g) For petitioning the Commissioner to record 
a substitute plant variety denomination .. . 


3. Section 1.72 is proposed to be amended by adding the 
following paragraph: 


§ 1.72 Title and abstract. 


** * 


#(c) In the case of an application for the patenting of 
a plant variety under the provisions of 35 U.S.C. 101 
or 161, the title of the application must include a variety 
denomination for the specific new variety claimed, except 
as provided for in § 1.168(b). The granting of the patent 
will be deemed the recordation of the variety denomi- 
nation for purposes of compliance with Article 13 of 
the International Convention for the Protection of New 
Varieties of Plants, as revised on Oct. 23, 1978. 


4. A new § 1.168 is proposed to be added, to read as follows: 


#§ 1.168 Variety denomination, submission to the 
Office, examination. 

(a) The variety denomination submitted by the patent 
applicant under § 1.72 will be examined for compliance 
with the International Convention for the Protection of 
New Varieties of Plants. Specifically, the denomination: 


(1) must enable the plant variety to be identified; 

(2) must not be likely to cause confusion, to cause 
mistake or to deceive concerning the characteris- 
tics, value or identity of the plant variety or the 
identity of the breeder; 

(3) must not consist solely of numbers except if this 
is an established practice for designating plant 
varieties; and 

(4) must not be likely to cause confusion or mistake 
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or to deceive as to any prior right of a third party, 
and shail not affect prior rights of third parties. 


(b) If a proposed variety denomination is not 
included as _ part of the title of the application, 
when filed, the examiner shall set a period of not 
less than thirty days to provide a variety denomi- 
nation. If a plurality of plant varieties are claimed, 
which make it impractical to include each variety 
denomination in the title of the application, each 
claim directed to a specific plant variety shall 
instead include the denomination of the claimed 
plant variety. In cases where no specific plant 
variety is claimed, for example, a patent directed 
to the improvement of a plant species, the de- 
nomination requirement applicable to the patent- 
ing of a plant variety or varieties will be waived. 
(c) If the examiner determines that a proposed 
variety denomination is not suitable for recor- 
dation, the examiner shall refuse recordation 
thereof and shall set forth in an Office action the 
reasons for such refusal. An applicant disagreeing 
with the reasons for such refusal may request 
reconsideration and withdrawal of the refusal, 
giving the reasons therefor. If the examiner’s 
refusal to record a proposed variety denomination 
is repeated and made final, the examiner shall at 
the same time require the applicant to propose 
another variety denomination for recordation. 
(d) After a final requirement by the examiner for 
submission of a proposed new variety denomi- 
nation, the applicant, in addition to making any 
response due on the remainder of the action, may 
in lieu of proposing another variety denomination 
petition the Commissioner for review of the 
examiner’s holding, upon payment of the fee set 
forth in § 1.17(h). 

(e) The applicant is required to submit for rec- 
ordation the same variety denomination (or, if 
not in English, a translation or transliteration 
thereof) as that previously registered or recorded, 
or proposed for registration in an earlier filed 
application for protection of the same variety in 
another member state of the International Union 
for the Protection of New Varieties of Plants. The 
applicant may submit another denomination for 
recordation, however, upon a showing satisfac- 
tory to the examiner as to why the denomination 
originally submitted or registered in another 
member state of the said Union is unsuitable for 
recordation in the United States. During pendency 
of an application, the examiner may require the 
applicant to provide information regarding all 
denominations for the same variety registered or 
proposed for registration in other member states 
of the said Union before the application was filed 
in the United States. 

(f) The applicant shall indicate in the application 
the date of first commercial use in the United 
States if any, of the variety denomination pro- 
posed for recordation; or, if not commercially 
used prior to filing of the application, indicate 
during pendency of the application when the 
denomination has first been commercially used 
in this country. No variety denomination will be 
recorded if first commercially used after the 
establishment of third party proprietary rights to 
the denomination. 

(g) A patentee in order to avoid a conflict between 
a recorded variety denomination and a trademark 
or other proprietary right, or where the recorded 
variety denomination is likely to be confused with 
another, or where business or marketing consid- 
erations dictate, may propose for recordation a 
substitute variety denomination for that already 
recorded. Such a proposal shall be in the form of 
a petition to the Commissioner together with the 
fee set forth in § 1.17(h). The proposed substitute 
denomination will be examined in the same manner 
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as the denomination originally recorded, and upon 
recordation shall be promptly published in the 
Official Gazette. A Certificate of Correction in- 
dicating such substitute denomination shall be 
issued for the patent. If the patent has been as- 
signed, only the assignee of record may apply 
for recordation of a substitute denomination. 

(h) The Commissioner shall upon its receipt in the 
Office promptly publish in the Official Gazette 
each variety denomination proposed for recorda- 
tion and the genus and species of the plant in- 
volved. Correspondence from the public object- 
ing to the recordation of such denomination, if 
accompanied by reasons therefor, will be placed 
in the official file and considered by the examiner 
in an ex parte manner. An objection to recordation 
may be based on an earlier recorded or unrecorded 
variety denomination, a registered or common 
law trademark, a trade name or trade indicia, or 
other alleged prior right timely called tothe Office’s 
attention. The applicant shall be notified by the 
Office of the receipt of such correspondence. The 
secrecy of any pending application will be pre- 
served in accordance with 35 U.S.C. 122% 


RENE TEGTMEYER, 
Assistant Commissioner 
for Patents 


Sept. 18, 1987. 
[1085 OG 13] 


DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
37 CFR Part 1 
[Docket Number 90364-0071] 
RIN: 0651-AA37 


Requirements for patent applications containing nucleotide 
sequence and/or amino acid sequence disclosures 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its regulations to establish a standardized format for descriptions 
of nucleotide and amino acid sequence data submitted as a part 
of patent applications, in conjunction with the required submis- 
sion of this data in computer readable form. The standardized 
format is needed to permit proper examination and processing 
of such applications and to improve quality and efficiency of 
the examination process, promote conformity with usage of the 
scientific community, and improve dissemination of sequence 
data in electronic form. The standard symbols and format for 
sequence data, and the submission of this data in computer 
readable form, will be required for most disclosures of nucleo- 
tide and amino acid sequence data in patent applications filed 
after the effective date of the rule change. 

Effective Date: October 1, 1990 

For Further Information Contact: Lois E. Boland, Special Pro- 
gram Examiner, Office of the Assistant Commissioner for Pat- 
ents, Crystal Park 2 - Suite 919, by telephone at (703) 557-8384 
or by mail marked to her attention and addressed to the Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231. 
Supplementary Information: Currently, problems exist in the 
presentation, examination and printing of nucleotide and amino 
acid sequence data because of the lack of uniformity in sub- 
mission of sequence data to the PTO and the impracticality of 
properly searching and examining sequences submitted in paper 
form. For example, it is impractical for an examiner, searching 
a particularly lengthy sequence in a non-conforming format, to 
accurately key the query necessary to search the sequence in 
a computerized search. Further, the lack of standardized symbol 
use and standardized format results in a very difficult compari- 
son, on the part of the examiner and the public, of what is claimed 
in a given patent application and what is disclosed in the prior 
art. Still further, the number of patent applications containing 
nucleotide and amino acid sequences is increasing every year. 
The major examination problems can be attributed to the volume 
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of data and the use of inconsistent paper formats. The lack of 
consistency in symbols used and formatting requires examiners 
to attempt to convert the sequence data, as it appears in patent 
applications, into formats that are consistent with those appear- 
ing in the prior art in order to make proper evaluations of the 
patentability of the inventions claimed in the patent applications. 
Problems are also encountered in the printing of nucleotide and 
amino acid sequence data in patents because the data must be 
rekeyed under current patent printing procedures. This could 
easily result in the printing of erroneous sequences. In summary, 
the diversity and complexity of nucleotide and amino acid 
sequence data result in searching and analysis difficulties both 
within the PTO and outside the PTO, decreased accuracy of 
search and reproduction, and increased cost. 

The PTO is amending its regulations to establish a standard- 
ized format for descriptions of nucleotide and amino acid se- 
quence data submitted as a part of patent applications, in con- 
junction with the required submission of the data in computer 
readable form, which would result in the following advantages: 


Cost savings in input of sequence data; 

A practical and more accurate sequence search ca- 
pability; 

Improved interference detection; 

More efficient examination; 

Improved accuracy of printed sequences; 

Creation of a PTO database of most patent-disclosed 
sequence data; 

Improved public data access and dissemination in 
electronic form; 

Exchange of published sequence data, in electronic 
form, with the Japanese Patent Office (JPO) and the 
European Patent Office (EPO) in a Trilateral Se- 
quence Exchange Project; 

Conformity with the scientific community; and 
The encouragement of other government agencies 
and private vendors to include sequences appearing 
in patents in their data bases. 


- * PREP. Pr 


In those areas of biotechnology in which nucleotide and/or 
amino acid sequence information is significant, many patent 
applicants are accustomed to, or familiar with, the submission 
of such sequence information to various sequence databases, 
such as GenBank, which is produced by the National Institutes 
of Health. Information regarding GenBank can be obtained from 
GenBank/Intelligenetics, Inc., 700 East El Camino Real, Moun- 
tain View, California 94040, (415) 962-7364. In order to fa- 
cilitate such submissions, or merely for the purpose of research- 
ing and developing sequence information, many eventual patent 
applicants also generate or encode sequence information in 
computer readable form. In view of this, compliance with the 
rules herein should not pose a significant additional burden for 
these applicants. In order to further facilitate compliance with 
the rules that follow, the PTO will make available to the public 
input programs that are based on the Authorin program produced 
by GenBank. These input programs are specifically tailored to 
the requirements herein. The PTO presently intends to offer 
training for applicants and/or their attorneys to aid in their 
compliance with these rules. Details regarding availability of 
the modified Authorin program and scheduling of training 
programs will be announced in the PTO’s Official Gazette. 

The standard symbols and format, as well as the submission 
of sequence data in computer readable form, will be required 
for all disclosures of nucleotide and amino acid sequence data 
in new patent applications filed after the effective date of the 
rule change. Compliance with the rules, on a voluntary basis, 
is encouraged for applications filed prior to the effective date 
of these final rules. It is envisioned that, for the great majority 
of applications affected by these rules, applicants will not be 
subjected to significant additional burdens, with regard to both 
time and/or costs, in order to comply with these rules. However, 
if exceptional circumstances do arise and certain applicants 
experience specific hardships in attempting to comply with these 
rules, the PTO will consider appropriate petitions, filed in ac- 
cordance with 37 CFR §1.183, to waive the rules, for which 
any fees may be refunded or waived dependent upon the particular 
circumstances. The final rules will not apply to reissue appli- 
cations or reexamination proceedings filed after the effective 
date unless the application which matured into the patent sought 
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to be reissued or reexamined was subject to these rules. Further, 
the final rules will not apply, except on a voluntary basis, to 
continuation or divisional applications filed after the effective 
date unless any application upon which 35 U.S.C. 120 priority 
is claimed was also subject to these rules. The final rules will 
apply to continuation-in part applications filed after the effective 
date where any application upon which 35 U.S.C. 120 priority 
is claimed was subject to these rules or where the material that 
is newly added in the continuation-in-part includes sequence 
information that falls within the requirements of these rules. For 
those continuation-in-part applications that are filed after the 
effective date where the application upon which 35 U.S.C. 120 
priority is claimed was not subject to these rules, compliance 
with these rules, on a voluntary basis, is encouraged. 

The final rules define a set of symbols and procedures that 
will be both mandatory and the only way that an applicant will 
be permitted to submit certain information about a sequence that 
falls within the definitions used in these rules. Thus, §1.821 
defines a sequence for the purpose of these final rules; sets forth 
the requirements for specific symbols, formats, paper and com- 
puter readable copies of the sequence; and specifies the dead- 
lines for complying with the requirements. Sections 1.822 to 
1.824 set forth detailed descriptions of the requirements that will 
be mandatory for the presentation of sequence data, and §1.825 
sets forth procedures that will be available to an applicant in 
the event that amendments to the sequence information or 
replacement of the computer readable copy become necessary. 
There is nothing in these final rules that is intended to alter in 
any manner the prohibition against the introduction of new 
matter (35 U.S.C. 132 and 251), or the prohibition against the 
introduction of information that is not described in the appli- 
cation as originally filed (35 U.S.C. 112, first paragraph). 

With regard to the symbols and format to be used for nu- 
cleotide and/or amino acid sequence data set forth in § 1.822 
and the form and format for sequence submissions in computer 
readable form set forth in § 1.824, the PTO intends to accom- 
modate progress in the areas of both standardization and com- 
puterization as they relate to sequence data by subsequently 
amending the rules to take into account any such progress. This 
progress will probably be reflected in the refinement of or 
liberalization of these final rules. For example, progress in the 
area of the standardization of sequence data will likely result 
in a more comprehensive rule; and the branched sequences and 
the D-amino acids that are currently excluded from the rules 
may, in the future, be brought within the scope of the rules once 
the necessary standardization technology becomes available. As 
a further example, the computer readable form is currently 
limited to diskettes and tapes, but it readily can be seen that 
progress in the technology for developing databases of the type 
the PTO has envisioned will likely permit a broadening of the 
permissible types of computer readable forms that may be 
submitted. The same can be said for the computer/operating- 
system configurations that are currently permitted. As the PTO 
becomes able to provide greater refinement and liberality in 
these areas, the PTO will do so by appropriate amendments to 
the rules herein. 

These final rules are part of an ongoing coordinated effort 
in the private sector and among the EPO, the JPO and the PTO 
to standardize the use of symbols and the format for sequence 
information, in order to permit the exchange and use of each 
other’s published data. The PTO has signed a Memorandum of 
Understanding with the EPO and the JPO that calls for the 
capture and exchange of sequence data contained in patent 
applications filed with the three Offices from 1990 onward. A 
final agreement relating to the detaila of this undertaking was 
reached in October 1989. A briefing setting forth the PTO’s 
intentions for handling patent applications containing sequence 
data was held for the benefit of interested bar and industry groups 
on July 14, 1988. Draft rules were circulated to interested bar 
and industry groups on September 23, 1988. Numerous organi- 
zations and individuals filed comments in response to both the 
briefing and the draft rules. Finally, a notice of proposed rule- 
making relating to the Requirements for Patent Applications 
Containing Nucleotide Sequence and/or Amino Acid Sequence 
Disclosures was published in the Federal Register, 54 FR 18671 
( May 2, 1989), and in the Official Gazette, 1102 0.G. 34 (May 
16, 1989). 

In this notice of final rulemaking, a description of the changes 
in the text of the proposed rules is provided along with an 
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explanation of the reasons supporting the changes. In addition, 
comments received in response to the notice of proposed rule- 
making are analyzed. Finally, an explanation of the content of 
the final rules is provided. 


Changes in Text of Proposed Rules 


Seveval changes have been made in the text of the final rules 
from the text of the proposed rules which were published for 
comment in the notice of proposed rulemaking. Those changes 
are discussed below. 


Section 1.821: 


In the preamble for paragraph (a) of this section as proposed, 
the phrase “a sequence” as proposed has been replaced with 
the phrase “an unbranched sequence”, and the sentence 
“Branched sequences are specifically excluded from this defi- 
nition.” has been inserted between the first and second sentences 
of the preamble as proposed for the purpose of clearly excluding 
branched sequences from the scope of the final rule. Due to the 
lack of a generally accepted standardized method for the rep- 
resentation and search of branched sequences in computer da- 
tabases, it was decided that, until the requisite standards are 
developed, branched sequences would be excluded from the 
scope of the final rule. As such, these regulations are not ap- 
plicable to branched sequences. In the first sentence of the 
preamble, “is interpreted to mean” has been changed to “means.” 
This latter change is considered to be editorial in nature and 
is not intended to change the meaning of the preamble in any 
way. 

In paragraphs (a)(1) and (a)(2) of this section, the phrase “in 
the description and/or the separate part of the disclosure on paper 
copy corresponding to, but not including,” as proposed has been 
replaced with the phrase “as set forth in § 1.822(b), but shall 
not be shown explicitly in”. These changes and the changes, 
discussed below, that were made to § 1.822(b) and the addition 
of § 1.822(p) were made for the purpose of clarifying the 
treatment to be accorded modified nucleotide bases and modi- 
fied and unusual amino acids. 

In paragraph (a)(2) of this section, the sentence “Only pep- 
tides or proteins containing normal peptide bonds are embraced 
by this definition.” as proposed has been replaced by the sen- 
tence “Any peptide or protein that can be expressed as a se- 
quence using the symbols in § 1.822(b)(2) in conjunction with 
a description elsewhere in the “Sequence Listing” to describe, 
for example, modified linkages, cross links, end caps, non- 
peptidyl bonds, etc., is embraced by this definition.” This change 
was made to clarify the scope of the rules relative to amino acids. 
Accordingly, an amino acid sequence will not be excluded from 
the scope of the rules merely due to the presence of one or several 
modified linkages, non-peptidyl bonds, etc. If an amino acid 
sequence, containing L-amino acids, can be represented by a 
string of amino acid abbreviations, with reference, where nec- 
essary, to a features table to explain modifications in the se- 
quence, the sequence is embraced by the rules. The use of the 
terms “peptide or protein” implies, however, that the amino acids 
in a given sequence are linked by at least three consecutive 
peptide bonds. 

In paragraph (b) of this section, the terms “above definition” 
have been changed to “definition in paragraph (a) of this section” 
to clearly identify the definition to which reference is being 
made. 

In paragraph (e) of this section, third and fourth sentences 
have been added to explicitly set forth the procedure to be 
followed when a computer readable form of a new application 
is identical with a computer readable form of another applica- 
tion. In that situation, an applicant may make reference to the 
other application and computer readable form in lieu of filing 
a duplicate computer readable form in the new application. 

In paragraphs (g) and (h) of this section, the phrases “the 
requirements of one or more of” have been changed to “any 
of the requirements of.” A corresponding change has been made 
in the body of paragraphs (g) and (h) by deleting “one or more 
of” and “above.” These changes are considered to be editorial 
in nature. No change in substance is intended. 

In paragraph (g) of this section, the phrase “two months from 
the date of filing or” has been deleted from the paragraph as 
proposed to clearly indicate that notices will be sent by the PTO 
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to applicants for all failures to comply with the rules. Further, 
the phrase “whichever is later, in which to comply, or the 
application will be considered to be abandoned” has been changed 
to “in order to prevent abandonment of the application.” This 
latter change is considered to be editorial in nature. No change 
in substance is intended. 

In paragraph (h) of this section, the phrase “or no international 
search report will be established by the United States Patent and 
Trademark Office as an International Searching Authority for 
those claims in the application that are directed to nucleotide 
and/or amino acid sequences” has been deleted from the para- 
graph as proposed. International applications that fail to comply 
with any of paragraphs (b) through (f) of this section will be 
searched to the extent possible without the benefit of the in- 
formation in computer readable form. In the first sentence of 
this paragraph, “further” has been changed to “other” in view 
of the severely limited time constraints for processing PCT 
patent applications. In the second to the last sentence of this 
paragraph, the phrase “include new matter or” has been inserted 
before the phrase “go beyond the disclosure in the application 
as filed.” This phrase was inserted to acknowledge the parallel, 
for later reference, between the U.S. and PCT standards for new 
matter. The last sentence of this paragraph, as proposed, has 
been deleted to more closely parallel paragraph (g) of this 
section. 

Paragraph (i) has been added to this section to address the 
concerns of the private sector with respect to the weight that 
may ultimately be accorded an omission of an item of infor- 
mation which is not required under the rule, regardless of 
whether that item has been designated as “recommended” or 
“optional.” This paragraph makes clear that neither the presence 
nor absence of information which is not required under the rules 
will create a presumption that such information is necessary to 
satisfy any of the requirements of 35 U.S.C. 112. Further, this 
paragraph states that the grant of a patent on an application that 
is subject to §§ 1.821 through 1.825 constitutes a conclusive 
presumption that the granted patent complies with the require- 
ments of these rules. 

Paragraph (j) has been added to this section to facilitate 
administrative processing of all application papers, computer 
readable forms and fees filed under this section. Accordingly, 
all such application papers, computer readable forms and fees 
should be marked “Box SEQUENCE.” 


Section 1.822 


In paragraph (a) of this section as proposed, “following 
requirements” has been changed to “requirements of paragraphs 
(b) through (p) of this section.” This change was made to clearly 
delineate the requirements being referenced. 

In the preamble for paragraph (b) of this section, various 
changes have been made to the rule as proposed to clarify the 
codes that may be used for the nucleotide and/or amino acid 
sequence characters in the representations of the nucleotide and 
amino acid sequences and to clarify the treatment to be accorded 
modified nucleotide bases and modified and unusual amino 
acids. The phrase “and (b)¢2)” has been substituted for “through 
(b)(4)” because the lists of modified bases and modified and 
unusual amino acids that were set forth in paragraphs (b)(3) and 
(b)(4) of this section as proposed are now separately set forth 
in newly drafted paragraph (p) of this section as adopted. In 
conjunction with the separate listing of the modified bases and 
modified and unusual amino acids in paragraph (p) of this 
section, the substance of the second sentence of this paragraph 
as proposed has been deleted and has been set forth in paragraph 
(p) of this section as adopted. Three new sentences have been 
added to paragraph (b) of this section as proposed. The first new 
sentence sets forth the principle that only those codes listed in 
paragraphs (b)(1) and (b)(2) shall be used in the representation 
of the nucleotide and amino acid sequences. The second and 
third new sentences describe the manner in which modified 
bases and amino acids may be presented in nucleotide and amino 
acid sequences by virtue of the use of the codes set forth in 
paragraphs (b)(1) and (b)(2) of this section. The changes to 
paragraph (b) of this section as proposed serve to clearly de- 
lineate those codes that may be used in the representation of 
nucleotide and amino acid sequences from those that may be 
used elsewhere in the description or the “Sequence Listing.” 
Accordingly, only those codes that are to be used in the rep- 
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resentation of sequences are now set forth in paragraph (b) of 

this section as adopted whereas the controlled vocabulary for 

modified bases and modified and unusual amino acids is now 

separately set forth in paragraph (p) of this section as adopted. 

The second sentence of this paragraph, as proposed, has been 

deleted from this paragraph and now appears in 1.823(a), as 
ted. 

In paragraph (d) of this section, the term “above” has been 
replaced by the term “below”. The fact that the representation 
of double stranded nucleotide sequences will not be permitted 
in the “Sequence Listings “ has obviated the need to accom- 
modate those situations in which the coding regions of the 
coding strand of a double stranded nucleotide sequence and the 
amino acids corresponding to the codons in the coding strand 
of that nucleotide are depicted. In those situations, it was 
considered that the correspondence between the amino acids 
and the codons in the coding strand could most clearly be 
illustrated by positioning the amino acids above the nucleotide 
rather than below the nucleotide, as is more conventionally done. 
This arrangement was then, for the purpose of consistency, 
extended to the representation of all amino acids that corre- 
sponded to codons in the coding regions of a nucleotide. As 
stated above, because double stranded nucleotides will not be 
permitted in the “Sequence Listings,” there is no longer a need 
to depict amino acids above corresponding codons. As such, 
paragraph (d) as adopted requires the depiction of amino acids 
corresponding to codons in the coding parts of a nucleotide 
sequence immediately below, not above, the corresponding 
codons. 

Further, in paragraph (d) of this section, the new sentence 
“Where a codon spans an intron, the amino acid symbol shall 
be typed below the portion of the codon containing two nucleo- 
tides.” has been added to the end of the paragraph, as proposed. 
This sentence was added to clarify the representation of an amino 
acid that corresponds to a codon that spans an intron. It is 
considered to be self-explanatory. 

In paragraph (e) of this section, the term “code” has been 
replaced by the term “abbreviation” for consistency with para- 
graph (b)(2) of this section. 

In paragraph (f) of this section, the sentence “Leftover bases, 
fewer than 10 in number, at the end of noncoding parts of a 
sequence shall be grouped together and separated from adjacent 
groups of 10 or 3 bases by a space.” has been added to the end 
of the paragraph as proposed. This sentence was added to clarify 
the representation of bases in a nucleotide sequence in those 
situations where an accumulation of bases, fewer than 10 in 
number, occur at the end of the non-coding part of a sequence. 

Paragraphs (j) and (k) of this section as proposed have been 
changed to reflect the fact that the representation of double 
stranded nucleotide sequences will not be permitted in the 
“Sequence Listing.” In paragraph (j) of this section as proposed, 
“single stranded” has been deleted, and “, only by a single 
strand,” has been inserted between “presented” and “in.” The 
effect of these changes, in conjunction with the deletion of 
paragraph (k) as proposed, is to preclude the presentation of 
double stranded nucleotides in the “Sequence Listing.” 

Insofar as paragraph (k) of this section as proposed has been 
deleted, paragraphs (1) through (p) as proposed have been 
redesignated as paragraphs (k) through (0), respectively, as 
adopted. 

In paragraph (n) of this section as proposed (paragraph (m) 
as adopted), the procedure for numbering amine acid sequences 
has been changed. In the first sentence of the paragraph as 
proposed, “shall” has been changed to “may” to indicate that 
the numbering procedure dependent upon the identification of 
the mature protein is optional, not mandatory. This change was 
made to alleviate the concern that there may be instances when 
an applicant may not have identified the mature protein. As such, 
an alternative numbering procedure has been set forth for use 
when the numbering is not based upon the identification of the 
mature protein. The sentence “Otherwise, the enumeration of 
amino acids shall start at the first amino acid at the amino 
terminal as number 1.” has been added to the paragraph as 
proposed to set forth this alternative numbering procedure. The 
second sentence of this paragraph as proposed has been moved 
to the end of the paragraph as adopted so as to be applicable 
to both of the numbering procedures that are set forth in the 
paragraph as adopted. The third sentence of this paragraph as 
proposed has been clarified to indicate that the pre-sequences, 
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pro-sequences (newly added), pre-pro-sequences (newly added) 
and signal sequences referred to are, in fact, amino acids pre- 
ceding the mature protein. 

In paragraph (p) as proposed (paragraph (0) as adopted), the 
phrase “A partial sequence shall be numbered as a separate 
sequence and” has been deleted, “numbered” has been changed 
to “presented”; “separate sequence identifiers, with” has been 
added between “with” and “the”; and the sentence “A sequence 
that is made up of one or more noncontiguous segments of a 
larger sequence or segments from different sequences shall be 
presented as a separate sequence.” has been added to the end 
of the paragraph as proposed. These changes have been made 
to address the concerns that the requirements for the presentation 
and numbering of partial, gapped and hybrid sequences were 
ambiguous. 

Paragraph (p) as adopted is new relative to the text of this 
section as proposed. The substance of this new paragraph cor- 
responds to that set forth in the second sentence of paragraph 
(b) as proposed. As such, the comments made above with regard 
to paragraph (b) of this section are applicable herein. 


Section 1.823: 


In paragraph (a) of this section as adopted, two new sentences 
have been added to the paragraph as proposed. The first new 
sentence sets forth requirements relating to page and line length. 
The second new sentence was transferred from § 1.822(b) in 
its entirety. This transfer was made to provide a more logical 
presentation of all of the requirements for the “Sequence List- 
ing.” 

In paragraph (b) of this section, the second sentence as pro- 
posed has been replaced by three new sentences to more clearly 
set forth the required arrangement of information in the “Se- 
quence Listing.” 

In paragraph (b)(1)(i) of this section as proposed, “: specify 
one name per line: SURNAME comma OTHER NAMES and/ 
or INITIALS” has been added after “applicants” to clarify the 
format for the presentation of the applicants name in the “se- 
quence Listing.” similar changes have been made to name 
designations in paragraphs (b)(1)(vii)(A) and (b)(1){ix)(A) as 
proposed. 

In paragraph (b)(1)(ii) of this section as proposed, “four lines 
maximum” has been added to the parenthetical information to 
indicate that the response provided should not exceed four lines. 
Similar additions have been made throughout paragraph (b) of 
this section where the response provided may exceed the one 
line limitation now set forth in the preamble to paragraph (b) 
of this section. 

In paragraph (b)(1) of this section as proposed, a new item 
of information has been added. This item of information relates 
to the number of sequences presented in the “Sequence Listing.” 
The item is as follows: “(iii) NUMBER OF SEQUENCES (num- 
ber of sequences in the “Sequence Listing” - M).” This item 
has been inserted after paragraph (b)(1)(ii), and paragraphs 
(b)(1)(iii) through (b)(1)(ix) as proposed have been redesignated 
as paragraphs (b)(1)(iv) through (b)(1)(x), respectively. 

In paragraph (b)(1)(iii) as proposed (paragraph (b)(1)(iv) as 
adopted), a new information item has been added. This item 
relates to the addressee to which correspondence will be sent. 
The item is as follows: (A) ADDRESSEE (name of applicant, 
firm, company or institution, as may be appropriate). This item 
has been inserted before subheading (b)(1)(iii)(A) as proposed, 
and subheadings (b)(1)(iii)(A) through (E) as proposed have 
been redesignated accordingly. 

In paragraph (b)(1)(v) as proposed (paragraph (b)(1)(vi) as 
adopted), “, if available” has been added after “M” to indicate 
that the submission of current application data is mandatory only 
if it is available to the applicant. 

In paragraphs (b)(1)(v) and (b)(1)(vi) as proposed and para- 
graph (b)(2)(x) as adopted, the parenthetical information pro- 
vided for application and document numbers, and, filing and 
publication dates has been expanded to encompass Patent Co- 
operation Treaty applications and publications. 

In paragraphs (b)(1)(v)(B), (b)(1)(vi)(C) and (b)(1)(vi)(D) as 

“: specify as dd-MMM-yyyy” has been added after 
“available” to clarify the format for the presentation of date 
information in the “Sequence Listing.” The lower case letters 
are employed to designate numeric responses, and the upper 
case letters are employed to designate alphabetical responses. 
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As such, March 2, 1988, would be presented as 02-MAR-1988. 
In paragraph (b)(1)(ix)(G) as proposed (paragraph (b)(2)(x)(G) 
as adopted), “including month/date/year or season” has been 
changed to “specify as dd-MMM-yyyy, MMM-yyyy or Season- 
yyyy” to encompass all variations in date designations that may 
be encountered. 

In paragraph (b)(1)(v)(C) as proposed (paragraph (b)(1)(vi)(C) 
as adopted) “, specify each designation, left justified, within an 
eighteen position alpha numeric field” has been inserted after 
“assigned”, and “, to maximum of ten classification designa- 
tions” has been inserted after “rep” to clarify the field length 
and maximum number of repetitions for the classification 
designations. 

In paragraph (b)(1)(vi) as proposed (paragraph (b)(1)(vii) as 
adopted), the references to “DOCUMENT NUMBER”, “docu- 
ment number”, “document type”, “PUBLICATION DATE” and 
“publication date” throughout this paragraph have been deleted 
and replaced with the appropriate references to “APPLICA- 
TION NUMBER”, “application number”, etc., so that the in- 
formation collected in this paragraph relates only to prior 
applications and filing dates, not publications and publication 
dates. Publication information, including docucent numbers and 
publication dates, can be provided in paragraph (b)(2)(x) of this 
section as adopted. Further, subheading (b)(1)(vi)(B) as pro- 
posed has been deleted, and (b)(1)(vi)(A) as proposed has been 
clarified to include the pertinent country information. As such, 
subheading (b)(1)(vi)(C) has been redesignated as (b)(1)(vii)(B). 
Further, “specify as two letter country code and eight digit 
document number” has been inserted after “number,”. Infor- 
mation regarding the manner in which PCT applications should 
be cited has aloo been added to this parenthetical. In view of 
the above deletion of references pertaining to publication dates, 
subheading (b)(1)(vi)(D) as proposed has been deleted. Further, 
since “PRIOR APPLICATION DATA” may repeat, the plural 
designations throughout the paragraph as proposed have been 
deleted. 

Paragraph (b)(1)(ix) “PUBLICATION STATUS” as proposed 
has been moved to paragraph (b)(2) of this section as adopted 
and designated as paragraph (b)(2)(x) “PUBLICATION IN- 
FORMATION”. This change permits publication information 
to be submitted specifically with respect to a given sequence. 
Further, in paragraph (b)(1)(ix) as proposed, “Have the data that 
are disclosed in SEQ ID NO:X been published” has been changed 
to “Repeat section for each relevant publication”, and patent 
information fields have been added in the paragraph as adopted. 
The patent information fields are necessary to accommodate 
non-literature publications. Further, the format for the residue 
information coHected in paragraph (b)(1)(ix)(H) as proposed has 
been changed so that this information can be collected in one 
line in paragraph (b)(2)(x)(K) as adopted. This last change was 
necessary to reduce the number of levels of information being 
collected so that the computer software that has been developed 
to manipulate the collected information can properly distinguish 
all of the items of information by the use of standard ASCII 
characters. The use of italics to designate items of information 
in the rules as proposed did not conform to this ASCII character 
requirement. 

With the exception of the addition of the new item of infor- 
mation for “NUMBER OF SEQUENCES,” all of the changes, 
as discussed above, to paragraph (b)(1) of this section as pro- 
posed are considered to be nonsubstantive. These changes clarify 
the information that is to be submitted and facilitate the col- 
lection and manipulation of the information for database pur- 
poses. 

In paragraphs (b)(2)(i)(C) and (D) of this section as proposed, 
“both or unknown to applicant” have been added as possible 
responses for the items of information relating to “STRANDED- 
NESS” and “TOPOLOGY” in the paragraphs as adopted. These 
changes address the concerns that the strandedness and topology 
of sequences may not always be known with certainty. Further, 
in each of paragraphs (b)(2)(i)(C) and (D) as proposed, addi- 
tional parenthetical information has been provided to clarify that 
strandedness and topology relate to those characteristics of the 
source organism molecule. 

In paragraph (b)(2)(ii) as proposed, “KIND” has been changed 
to “MOLECULE TYPE” in the paragraph as adopted. This 
change corresponds to the same change made by GenBank for 
collecting sequence information. Further, “with subheadings, if 
any” has been inserted in the parenthetical because one of the 
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molecule types that are listed has been modified to provide a 
subheading not previously provided for. Specifically, the sub- 
heading “(A) DESCRIPTION” has been provided for “Other 
nucleic acid.” The molecule types listed in this paragraph as 
adopted differ slightly from those listed in the proposed rule. 
The adopted molecule types more closely correspond to the 
requisite controlled vocabulary currently in use in GenBank’s 
Authorin submission program. Further, where separate alterna- 
tive paragraphs (b)(2)(ii) were provided in this section as pro- 
posed for nucleotides and peptides or proteins, these separate 
paragraphs have been combined in the paragraph as adopted. 
These alternatives were considered to be unnecessary in light 
of the sequence type information collected in paragraph 
(b)(2)(i)(B) as proposed and adopted. Paragraphs (b)(2)(ii)(A), 
(B) and (C) as proposed have been deleted from this section 
of the rule as adopted. The information in paragraph (b)(2)(ii)(A) 
is not considered to be useful to the database and will not be 
collected. Paragraphs (b)(2)(ii)(B) and (C) are separately pro- 
vided for in this section as adopted in paragraphs (b)(2)(v) and 
(b)(2)(iii), respectively. 

New paragraphs (b)(2)(iii), (b)(2)(iv) and (b)(2)(v) have been 
provided in this section as adopted. Paragraph (b)(2)(iii) “HY- 
POTHETICAL (yes/no -R)” has been provided as a separate 
paragraph in this section as adopted because all of the molecule 
types in paragraph (b)(2)(ii) could be hypothetical, not just those 
previously designated as hypothetical. Paragraph (b)(2)(iv) 
“ANTI-SENSE (yes/no - R)” has been added to accommodate 
an emerging trend in the technology. Paragraph (b)(2)(v) “FRAG- 
MENT TYPE ...” has been added as a separate paragraph in 
this section as adopted, whereas it was collected as an item of 
information under paragraph (b)(2)(ii) “KIND” in this para- 
graph as proposed, in order to clearly delineate “KIND” or 
“MOLECULE TYPE” information from other unrelated items 
of information such as “FRAGMENT TYPE.” 

Further, in paragraph (b)(2)(ii)(B) as proposed (paragraph 
(b)(2)(v) as adopted), the “FRAGMENT TYPE” responses have 
been changed to clearly indicate that fragments are indeed 
intended by each response. As such, “N-terminal” and “C- 
terminal” are, in the paragraph as adopted, “N-terminal frag- 
ment” and “C-terminal fragment.” 

Paragraphs (b)(2)(iii)(A) through (C) as proposed will not be 
collected separately. Rather, in the rule as adopted, paragraph 
(b)(2)(vi)(A) will collect this information in “ORGANISM 
(scientific name of source organism).” 

In paragraph (b)(2)(iii)(F) as proposed (paragraph (b)(2)(vi)(D) 
as adopted), the parenthetical has been expanded to incorporate 
the subheadings “(1) GERM LINE” and “(2) REARRANGED”, 
and those subheadings have been deleted. This change was 
necessary to reduce the number of levels of information being 
collected so that the computer software that has been developed 
to manipulate the collected information can properly distinguish 
all of the items of information by the use of standard ASCII 
characters. The use of italics to designate items of information 
in the rules as proposed did not conform to this AsCII character 
requirement. 

In paragraph (b)(2)(vi) as adopted (paragraph (b)(2)(iii) as 
proposed), “CELL LINE” and “ORGANELLE” have been added 
as paragraphs (b)(2)(vi)(H) and (I), respectively. These items 
of information were collected in paragraphs (b)(2)(iv)(A) and 
(b)(2)(ii), respectively, as proposed. It is considered that these 
items of information are more properly collected under the 
“ORIGINAL SOURCE” heading. 

In paragraph (b)(2)(iv) as proposed, paragraph (b)(2)(iv)(A) 
has been deleted in view of its addition to paragraph (b)(2)(vi) 
as adopted. 

Paragraph (b)(2)(vi) as proposed has been deleted and the 
corresponding information will be collected in the “FEATURE” 
information in paragraph (b)(2)(ix)(D) “OTHER INFORMA- 
TION.” It is considered that these items of information are more 
properly collected under the “FEATURE” heading. 

In paragraph (b)(2)(vii) as proposed (paragraph (b)(2)(ix) as 
adopted), “FEATURES” has been changed to “FEATURE” to 
indicate that one feature at a time is, in fact, being described, 
although multiple features may be described by virtue of re- 
peating the field. Further, a new subheading “(A) NAME/KEY 
(provide appropriate identifier for feature):” has been added to 
the paragraph as adopted, and the remaining subpaaagraphs 
have been redesignated. This new subheading is necessary so 
that information relating to feature identifiers is positively re- 
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quested and can, as such, be searched as a separate field. In this 
paragraph, the parenthetical for the subheading “LOCATION” 
has been expanded to encompass the information collected in 
the now deleted subheading “COMPLEMENT.” Further, it is 
now explicitly stated that the location should be specified in 
accordance with the syntax of the DDBJ/EMBL/GenBank Feature 
Table Definition. This is the syntax that has been jointly de- 
veloped by the three major sequence databases in Japan, Europe 
and the United States. As set forth above, a new subheading 
“(D) OTHER INFORMATION” has been added to collect the 
information collected in the now deleted paragraph (b)(2)(vi). 


Section 1.824: 


In paragraph (a) of this section as proposed, the phrase “required 
b § 1.821(e)” has been added after the terms “computer readable 
form” to provide a cross-reference to the section of the rules 
that requires the submission of the computer readable form. 

In paragraph (b) of this section as proposed, the erroneous 
reference to “National” has been deleted in the paragraph as 
adopted. 

In paragraph (d) of this section as proposed, the two sentences 
have been combined into a single sentence in the paragraph as 
adopted. This change is considered to be editorial in nature. No 
change in substance is intended. 

In paragraph (f) of this section as proposed, the preamble has 
been changed to reiterate the fact that any means may be used 
to create the computer readable form as long as the conditions 
set forth in this paragraph are satisfied. Further, in order to clarify 
the tape requirements in this paragraph, the magnetic tape speci- 
fication has been deleted from paragraph (f)(1) and a new 
paragraph (f)(4) has been added solely directed to magnetic 
tapes. 

In paragraph (f)(2) as proposed, the spelling of “Xenix” has 
been corrected, the references to “Unix” or “System V” have 
been deleted, and the erroneous “LPR” designation has been 
changed to “Ipr” in the paragraph as adopted. 

In paragraph (f)(3)as proposed, a new media format has been 
inserted in the paragraph as adopted to accommodate the high 
capacity diskettes now available for the Apple Macintosh sys- 
tem. This new format is a “3.50 inch, 1.4 Mb storage” diskette. 

In paragraph (h) as proposed, the word “phase” in the last 
sentence has been changed to “stage” in the paragraph as adopted 
to properly track the terminology currently in use in other 
sections of 37 CFR. 


Section 1.825: 


In paragraph (a) as proposed, a parenthetical cross-reference 
to the section and paragraph of these rules that establishes the 
requirement for the submission of the paper copy of the “Se- 
quence Listing” has been provided in the paragraph as adopted. 

In paragraph (b) as proposed, a parenthetical cross-reference 
to the section and paragraph of these rules that establishes the 
requirement for the submission of the computer readable form 
has been provided in the paragraph as adopted. 

In paragraph (c) as proposed, the phrase “an application after 
the grant of a patent thereon” has been changed to “a patent, 
e.g., by reason of reissue or certificate of correction,” to more 
properly state that patents, not applications, are the subject of 
the corrections referenced in the paragraph as adopted. 


Response to and Analysis of Comments 


Written comments from thirteen (13) sources were received 
in response to the notice of proposed rulemaking. Some sug- 
gestions made in the comments have been adopted as presented 
or in modified form, and others have not been adopted. A 
detailed analysis of the comments follows. There was no oral 
testimony presented at the public hearing conducted on July 12, 
1989. 

Comment: Two comments questioned the authority of the 
PTO to impose these regulations. The comments alleged that 
computer readable forms are not “in writing” as required by 35 
U.S.C. 111, and that the rules represent a fundamental revision 
of 35 U.S.C. 111, 112, and 113, and cannot be reconciled with 
the requirements of law. 

Response: 35 U.S.C. 6 gives the Commissioner the authority 
to establish regulations “not inconsistent with law.” These rules 
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require sequences to be submitted “in writing” as specified under 
35 U.S.C. § 111. The additional requirement of the submission 
of a computer readable form is not inconsistent with 111. The 
rules do not alter, in any way, the requirements of 35 U.S.C. 
112 and 35 U.S.C. 113. 

Comment: One comment stated that the rules will have a 
significant impact on how the claims or disclosures will be 
interpreted. Further, it was stated that the rules preclude the 
applicant from being his/her own lexicographer. 

Response: As stated above, the rules do not alter, in any way, 
the requirements of 35 U.S.C. 112. There will be no change in 
disclosure and/or claiming requirements after the implementa- 
tion of the rules. The use of sequence identification numbers 
(SEQ ID No:X) only provides a shorthand way for applicants 
to claim their inventions. These identification numbers do not 
in any way restrict the manner in which an invention can be 
claimed. 

Comment: One comment questioned the validity of requiring 
applicants to ensure that there is no added matter upon amend- 
ment, which until now had been the responsibility of the PTO. 

Response: This is not the first instance in which the applicant 
is required to ensure that there is no new matter upon amend- 
ment. The requirement is analogous to that found in 37 C.F.R. 
§ 1.125 regarding substitute specifications. When a substitute 
specification is required because the number or nature of amend- 
ments would make it difficult to examine the case, the applicant 
must include a statement that the substitute specification in- 
cludes no new matter. The necessity of requiring a substitute 
“Sequence Listing” upor. amendment is similar to the necessity 
of requiring a substitute specification and, likewise, the burden 
is on the applicant to ensure that no new matter is added. 
Applicants have a duty to comply with the statutory prohibition 
(35 U.S.C. 132 and 251) against the introduction of new matter. 

Comment: Two comments recommended that the standard- 
ized format not be made mandatory, but optional, or a less rigid 
code should be adopted. 

Response: The stated purpose and usefulness of these rules 
depends upon and requires that the resultant database be ac- 
curate, uniform and complete. The Office has determined that 
mandatory compliance with a single standardized format is the 
most efficient way of accomplishing this goal. 

Comment: Four comments suggested that the proposed ef- 
fective date of January 1, 1990, be postponed. The Authorin 
program should be available and in use. There should be a longer 
transition period where the standardized format serves as a 
guideline rather than a mandatory rule. 

Response: As noted above, the effective date of the rules has 
been postponed. There will be a testing period after the pub- 
lication but prior to the effective date of these final rules in which 
applicants may elect to participate on a voluntary basis. 

Comment: Three comments were made to the effect that the 
PTO, the. JPO, and the EPO should come to an agreement 
regarding a uniform standardized format among the three of- 
fices. 

Response: The final rules are consistent with the harmoni- 
zation that has been achieved among the EPO, the JPO and the 
PTO relating to the presentation and exchange of sequence data. 

Comment: One comment expressed concern that the lack of 
inter-linkage with other major gene banks would cause more 
work and confusion rather than less. 

Response: The PTO has consulted with the existing U.S. 
nucleotide and peptide and protein sequence data libraries dur- 
ing the development of the final rules presented herein. The EPO 
has also consulted with the major European sequence data 
libraries. It should also be noted that the existing nucleotide and 
peptide and protein sequence data libraries in the U.S., Europe 
and Japan have implemented regular exchanges of sequence 
data. 

Comment: Two comments discussed differences between the 
proposed standard format and that of publication databases, and 
pointed out the difficulty to applicants in changing the way they 
currently submit sequence data. The comments alleged that the 

tules indicate that the standardized format is similar 
to the GenBank format when, in fact, they are quite different. 
Also, the rules require separate listings for sequences derived 
from a single sequence, whereas publication databases do not. 

Response: The standardized format is as close to the GenBank 
format as the Office could come while accommodating the 
special requirements of patent applications. Many applicants 
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will have to change the way they currently submit sequence data 
in patent applications, but it will be a one-time change. The 
benefits to both the applicants and the PTO in terms of improved 
search capability and higher quality patents should more than 
compensate for any initial burden that may be experienced by 
some applicants. Further, GenBank is working with the PTO 
to produce software that will easily convert the standard GenBank 
presentation for nucleotides and the standard PIR presentation 
for peptides to the required PTO submission format. The PTO 
will make this modified program available to the public. 

Comment: One comment questioned whether a DNA or amino 
acid sequence could still be part of a figure in a patent appli- 
cation, or whether it must be referred to in the format “SEQ 
ID NO.” 

Response: Any sequence may still be shown in a figure. 
Indeed, many significant sequence features may only be dem- 
onstrated by a figure. This is especially true in view of the fact 
that the representation of double stranded nucleotides is not 
permitted, according to the final rules, in the “Sequence Listing,” 
and many significant nucleotide features, such as “sticky ends” 
and the like, will only be shown effectively by reference to a 
drawing figure. Similarly, drawing figures are recommended for 
use with amino acid sequences to depict structural features of 
the corresponding protein, such as finger regions and Kringle 
regions. 

Comment: Two comments expressed concern over the need 
for all applicants to have access to the necessary computer 
equipment and programs. 

Response: To facilitate compliance with the rules, the PTO 
will make a modified Authorin data input program available to 
all applicants for the cost of the media. Those applicants for 
whom compliance with the rules remains a significant hardship 
may petition for a waiver of the rules. See 37 CFR § 1.183. 

Comment: Three comments questioned the use of a format 
which had advantages for production of a “hard copy” docu- 
ment, but would have to be reformatted for database storage 
and sequence searching. Separate “clean” listings of each nucleic 
acid and amino acid sequence were recommended. 

Response: The software that has been developed for the 
purpose of the PTO’s sequence database readily parses the 
requisite sequence information from the sequence data that has 
been formatted primarily for visual presentation and review. 

Comment: Two comments stated that the “Recommended” 
and “Optional” information was unnecessary in identifying the 
sequence with particularity, would be provided elsewhere in the 
application and should be eliminated from the rules. 

Response: The “Recommended” and “Optional” information 
has been retained for the purpose of developing, to the extent 
possible, the most comprehensive database possible for the 
purpose of searching applications containing sequence data. The 
“Recommended” and “Optional” information items constitute 
text database fields that will be text searchable by the search 
program that will be used by the PTO examiners. While this 
textual information may be available elsewhere in a given 
application, it would not be included in a sequence database 
and thus would not be searchable in the database if it is not 
included in the “Sequence Listing” and the computer readable 
copy of the “Sequence Listing.” 

Comment: Two comments suggested that the PTO train two 
or three clerks to convert computerized sequence data to the 
requested format. The comment further stated that it would be 
easier and cheaper for a clerk to learn to work the software and 
then use it every day, than to expect inventors and attorneys 
to relearn the system each time they file an application disclosing 
a sequence as herein defined. 

Response: Conversion at the PTO would involve an unnec- 
essary duplication of effort and would increase the opportunities 
for the introduction of errors into the database. It is not the intent 
of the PTO to convert data except in some, as yet unidentified, 
very exceptional circumstances. The service suggested in the 
comment can be met appropriately in the private sector. 

Comment: Three comments said that the minimum thresholds 
for sequence length set out by § 1.821(a) were too low, encom- 
passing amino acid sequences which are easily searchable with- 
out computer assistance and incidental nucleotide sequences, 
such as linkers, which are of no value to a PTO database. 

Response: The minimum thresholds have been established 
for the purpose of developing a database that will facilitate 
computerized searching for both lengthy and relatively shorter 
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sequences. The limit of four or more amino acids has been 
established for consistency with limits in place for industry 
database collections, whereas the limit of ten or more nucleo- 
tides, while lower than certain industry database limits, has been 
established to encompass those nucleotide sequences to which 
the shortest probe will bind in a stavie manner. To raise the lower 
limit for amino acids to, for example, five amino acids, imme- 
diately illustrates the problems associated with higher thresh- 
olds. With a limit of five amino acids there would be 20* 
(160,000) possible combinations below this higher threshold 
versus 20° (8000) or fewer possible combinations below the 
current threshold. This difference in the number of possible 
combinations is significant, and plays an important role in 
effectively searching the applications under consideration. 

Comment: Two comments recommended that sequences in- 
cidental to the invention not be subject to the rules, and that 
only claimed sequences be required to be listed. One comment 
Stated that the requirements should not be limited to claimed 
sequences. 

Response: Any disclosed sequence, whether claimed or not, 
is relevant for the purpose of assessing the prior art. Therefore, 
it is essential that all sequences, whether only disclosed or also 
claimed, be included in the PTO database. 

Comment: Two comments suggested that sequences included 
as prior art not be subject to the rules. 

Response: In many instances, prior art sequences may gen- 
erally be referred to by name and a publication reference; in 
these situations, they need not be listed as part of the “Sequence 
Listing.” However, if recitation of the sequence, i.e., as a string 
of particular bases or amino acids, is necessary to a discussion 
of these prior art sequences, it is required that these sequences 
be included in the “Sequence Listing” for examination purposes. 

Comment: One comment inquired as to whether functionally 
defined sequences could be referred to by function or whether 
they must be listed. 

Response: Any sequence that is disclosed as a sequence, i.e., 
as a string of particular bases or amino acids, and that otherwise 
meets the criteria of § 1.821(a), must be set forth as part of the 
“Sequence Listing.” However, a sequence that is referred to only 
by function need not be listed. 

Comment: One comment raised the question of how to deal 
with variations on listed sequences such as the following: Ex- 
ample (1) allelic variations or “conservatively modified variants 
thereof.” and Example (2) where the sequence “may be deleted 
at the C-terminus by 1, 2, 3, 4, or 5 residues.” 

Response: The rules do not encompass the variations listed 
in Examples (1) or (2). In Example (1), the sequences may be 
described as SEQ ID NO:X and “conservatively modified vari- 
ants thereof” or allelic variations, if desired. A’ situation such 
as that in Example (2), if encompassed by the rules, would 
introduce far too much complexity into the “Sequence Listings” 
and the searching database that is currently envisioned. The 
possible mathematical variations that result from this type of 
language could reasonably require a “Sequence Listing” that 
would be thousands of pages in length. In Example (2), only 
the undeleted sequence needs to be included in the “Sequence 
Listing,” and the sequences may be described as SEQ ID NO:X 
from which deletions have been made at the C-terminus by 1, 
2, 3, 4 or 5 residues. The sequence search database will only 
contain the undeleted sequence. 

Comment: Two comments inquired as to the criteria the PTO 
would use to determine compliance, and what opportunities 
would be afforded the applicant to satisfy the regulations. One 
comment also stated that abandonment is an unduly harsh 
penalty for failure to comply with the rules. 

Response: Applicants will be notified of easily detectable 
deficiencies early in the application process. Deficiencies of a 
more sophisticated nature will likely only be detected by the 
examiner to whom the application is assigned. Applicants whose 
computer readable forms are damaged in the mail, are not 
readable, or are missing mandatory elements will be so notified 
shortly after receipt of the application by the PTO. Other errors 
or inconsistencies will be noted by the examiner early in the 
examination process. Upon detection of damage or a deficiency, 
a notice will be sent to the applicant detailing the damage or 
deficiency and setting a one month period for response. Exten- 
sions of time in which to reply will be available pursuant to 37 
CFR 1.136. When an action by the applicant, such as a response 
to a notice to comply from the PTO, is determined to be a bona 
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fide attempt to comply with the rules and it is apparent that 
compliance with some requirement has inadvertently been 
omitted, the opportunity to explain and supply the omission will 
be given before the question of abandonment will be considered. 
See 37 CFR § 1.135(c). 

Comment: Two comments questioned the legal significance 
of sequences in the description which differ from those in the 
“Sequence Listing.” 

Response: There should not be many instances where differ- 
ences occur since sequences which are listed in the “Sequence 
Listing” should be referred to by the assigned SEQ ID No within 
the text of the description and claims. A sequence may be listed 
as part of a figure which may differ from that listed in the 
“Sequence Listing.” In that case, the rules represent no change 
from current practice regarding inconsistencies within an ap- 
plication. 

Comment: One comment expressed concern over the likeli- 
hood of error when referring to a sequence by ID number and 
the consequences to the applicant of such an error. 

Response: There is the possibility that errors will occur. 
However, referring to sequences by ID number should prove 
to be less prone to error than actually repeatedy reproducing 
the sequences. 

Comment: One comment suggested that the PTO furnish the 
applicant with a paper copy of the data as it appears in the PTO’s 
database so that the applicant may ensure that no errors arose 
in the data transferal. 

Response: The PTO will undertake the furnishing of such 
paper copies after the implementation date of the rules. How- 
ever, the necessity of continuing this procedure indefinitely will 
be reviewed once the integrity of the system has been estab- 
lished. 

Comment: One comment stated that either the paper copy or 
the computer readable copy of the “Sequence Listing” must not 
be correctable by reference to the other. The PTO should clearly 
state the policy, and needs the right to require (not just “permit”) 
correction of one copy where there are discrepancies. 

Response: As set forth in § 1.821(e), the paper copy of the 
“Sequence Listing” will serve as the official copy of the “Se- 
quence Listing” for the purposes of the patent application file. 
The PTO would like to permit correction of the paper copy, at 
the least, during the pendency of a given application by reference 
to the computer readable copy thereof if both the paper and 
computer readable forms were submitted at the time of filing 
of the application and the totality of the circumstances otherwise 
substantiates the proposed correction. A mere discrepancy 
between the paper copy and the computer readable form may 
not, in and of itself, be sufficient to justify a proposed correction. 

Comment: One comment said that if the paper copy is the 
official copy for priority purposes, it should be corrected (if 
necessary) within about nine months of the filing date in order 
to be used for filing under the Paris Convention. 

Response: This comment is noted, but compliance with the 
recommended timing is, of course, contingent upon the discov- 
ery of inconsistencies within the Paris Convention priority pe- 
riod. It is expected that some, but certainly not all, discrepancies 
will be discovered within the priority period. The PTO cannot 
guarantee that all discrepancies in any part of an application 
will be discovered within the priority period. 

Comment: One comment noted that although the PTO may 
not consider the computer readable copy to be part of the file 
wrapper for U.S. application purposes, the possible effect of this 
additional disclosure on foreign filings based upon the original 
filing document of the U.S. application has not been addressed 
or explained. 

Response: The rules explicitly state that the computer readable 
form is merely a copy of the “Sequence Listing,” and that the 
computer readable form will not necessarily be retained as a 
part of the application file. Section 1.821(e). A certified copy 
of a U.S. application that is obtained for the purpose of foreign 
filing will not include any information in computer readable 
form. However, it will include a copy of the “Sequence Listing.” 
There should be no additional disclosure in the computer read- 
able form relative to the “Sequence Listing.” Section 1.821(f) 
clearly requires a statement that the content of the two is the 
same must be submitted. These sections were drafted with the 
foreign priority considerations in mind. 

Comment: One comment recommended that the PTO state 
that an applicant will (rather than “may”) be given the oppor- 
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tunity to meet the regulations when a bona fide attempt to comply 
has been made, but when some item has inadvertently been 
omitted. 

Response: The grant of this further opportunity to comply is 
dependent upon the nature of the deficiency and the response 
received in attempt to cure the deficiency. If it is evident that 
a bona fide attempt to comply has been made, the opportunity 
to explain and supply the omission will be given before the 
question of abandonment is considered. No change to existing 
practice regarding inadvertent omissions is intended or contem- 
plated. See 37 CFR § 1.135(c). 

Comment: Two comments asked what an applicant should 
do, in view of the rule prohibiting the addition of new matter, 
if an error in sequencing were discovered after filing an applica- 
tion. 

Response: The treatment accorded errors in sequencing will 
be no different after the implementation date of these rules than 
that currently accorded errors in sequencing or any other errors 
that are made in describing the invention in the application as 
originally filed. 

Comment: One comment recommended that applicants not 
be required to submit additional computer readable copies of 
the “Sequence Listing” when filing a derivative application 
(continuation, continuation-in-part, or divisional). 

Response: Additional computer readable forms will not be 
required in derivative or continuing applications if the sequence 
information is exactly the same as that in a parent application 
in which a complying computer readable form had been filed. 
In such situations, applicants must request that the previously 
submitted computer readable form, or the data thereon, be used 
in a subsequently filed application in much the same manner 
as applicants must now request the transfer of drawings in 
derivative or continuing applications. Section 1.821(e) now 
explicitly provides for this practice. 

Comment: Four comments said the estimate that the proposed 
rule change would require only an additional 15 minutes was 
highly unrealistic. One comment noted that the time required 
to key in all the information other than the sequence data was 
less than one hour. 

Response: The estimated time of approximately fifteen min- 
utes for complying with these rules should not be interpreted 
as the amount of time necessary to formulate a “Sequence 
Listing” submission. Rather, the estimated time only relates to 
the additional amount of time applicants will have to expend 
to comply with these rules over and above that which they would 
have expended previously for patent applications. It is submitted 
that compliance with these rules will involve only the additional 
submission of relevant application and computer readable form 
information and a minor, one-time, revision of the format for 
presenting sequence data, after which no additional expenditure 
of time for format compliance will be necessary. The time 
required to submit sequence and any associated information is 
not included in the above estimate because it is properly assumed 
that this information would necessarily have been submitted, 
though possibly in a different format, in applications filed prior 
to the effective date of these rules. 

Comment: One comment asked whether on-line access to the 
PTO database would be available to the public. 

Response: On-line access to the PTO database is not imme- 
diately envisioned. The PTO does plan to disseminate the patented 
or published portion of the database by making the information 
available to the public. 

Comment: Two comments asked whether adequate security 
measures would be taken to insure that diskettes are properly 
identified before separation from their files. 

Response: Adequate measures will be taken to insure that 
computer readable forms are properly identified before sepa- 
ration from their files. The labeling procedures required by 
§ 1.825(h) of these final rules should minimize any identification 
problems. 

Comment: One comment asked how the PTO intended to 
dispose of the disks to insure the secrecy of their contents. 

Response: The secrecy of the computer readable forms will 
be maintained in much the same manner as the secrecy of 
applications is currently maintained. If computer readable forms 
are disposed of by the PTO, they will be disposed of in a manner 
that will preserve the secrecy of their contents. 

Comment: One comment recommended that all sequence data 
meeting the minimum length criteria be routinely subject to the 
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tules, and that a petition should be required when an applicant 
believes particular sequences are exempt as per 37 CFR 1.821(a). 

Response: The suggestion cannot be adopted because the PTO 
has the burden to establish a lack of compliance with the rules, 
and the suggested practice would have the effect of placing the 
burden of establishing the need for compliance with applicants. 
The burden of proof does not shift to the applicant until the PTO 
has established a prima facie case of noncempliance. 

Comment: One comment suggested that the definition of 
nucleotide sequences be narrowed to exclude polymers contain- 
ing other than typical 5' to 3' phosphodiester linkages. 

Response: The rules have been drafted so as not to exclude 
the types of sequences that are specifically referred to. The PTO 
does not want to exclude linkages of the type commonly found 
in naturally occurring nucieotides, e.g., eukaryotic end capped 
sequences. 

Comment: One comment suggested that the applicability of 
the rules is overbroad and ambiguous. It was stated that it was 
unclear whether a single non-peptidy! linkage removes a peptide 
from applicability. 

Response: Every effort has been made to eliminate ambiguity 
from the rules. The rules are, nonetheless, procedurally and 
technologically complex. They must be carefully reviewed in 
order to gain a comprehensive understanding of them. With 
regard to the specific question that has been posed, § 1.821(a)(2) 
was changed to address the point in question. A single non- 
peptidy! bond does not exclude a given peptide from the scope 
of the rule. 

Comment: Three comments recommended that the depiction 
of unusual or modified bases and amino acids should be clari- 
fied. One of these comments suggested specific language for 
clarification. The suggested language is as follows: 


A modified base or amino acid may be presented in a given 
sequence as the corresponding unmodified base or amino acid 
if the modified base or amino acid is one of those listed in 
paragraphs (p)(1) or (p)(2) of this section and the modification 
is also set forth elsewhere in the Sequence Listing (for ex- 
ample, FEATURES § 1.823(b)(2)(ix)). Otherwise, all bases 
or amino acids not appearing in paragraphs (b)(1) or (b)(2) 
of this section shall be listed in a given sequence as “N” or 
“Xaa,” respectively, with further information, as appropriate, 
given elsewhere in the Sequence Listing. 


Response: The suggested language has been adopted in § 
1.822(b) of the final rule. 

Comment: One comment asked that the PTO explicitly state 
that the rules do not apply to applications that are pending at 
the time of the rule change. 

Response: Only new applications filed after the effective date 
of the rule change will be subject to the rules; applications which 
are pending at that time are exempt. Compliance with the rules, 
on a voluntary basis, is encouraged for applications filed prior 
to the effective date of these final rules. The final rules will not 
apply, except on a voluntary basis, to continuation or divisional 
applications filed after the effective date unless the application 
upon which 35 U.S.C. 120 priority is claimed was also subject 
to these rules. The final rules will apply to continuation-in-part 
applications filed after the effective date where the application 
upon which 35 U.S.C. 120 priority is claimed was subject to 
these rules or where the material that is newly added in the 
continuation-in-part includes sequence information that falls 
within the requirements of these rules. The final rules will not 
apply to reissue or reexamination applications filed after the 
effective date unless the application which matured into the 
patent sought to be reissued or reexamined was subject to these 
rules. 

Comment: One comment asked whether it would be accept- 
able for the inventor or the person who actually compares 
sequence data to sign the statement that the “Sequence Listing” 
conforms to the computer readable form. 

Response: A statement submitted by either of those persons 
is acceptable as long as it is a verified statement. Any person 
registered to practice before the PTO may make such a statement, 
and it does not need to be verified. The statement may be made 
by any person not registered to practice before the PTO if the 
statement is a verified statement, i.e., in oath or declaration form. 

Comment: Three comments said that the time limits set for 
compliance in § 1.81(g) were too short and should be extended. 
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Response: The time limits set are considered reasonable, and 
those set in § 1.821(g) are extendable pursuant to 37 CFR 1.136. 

Comment: One comment noted that the requirement to in- 
dicate coding regions of a nucleic acid sequence may be in- 
appropriate. 

Response: There has been a misunderstatnding of the require- 
ments relating to the depiction of the coding regions in nucle- 
otide sequences as well as teh amino acids corresponding to 
the codons in these coding regions. It should be noted that the 
rules do not, in any way, require the depiction of coding regions 
or the amino acids corresponding to the codons in those coding 
regions. Paragraph (d) of § 1.822 only requires that where amino 
acids corresponding to the codons in the coding parts of a 
nucleotide sequence are depicted, they must be depicted below 
the corresponding codons. (Emphasis added.) There is abso- 
lutely no requirement in the rules to depict coding regions. Nor 
is there a requirement to separately list the amino acid sequence 
unless the applicant desires to discuss the amino acids as a 
separate sequence. That is, when the coding parts of a nucleotide 
sequence and their corresponding amino acids have been iden- 
tified, if applicant desires to discuss those amino acids in the 
coding parts of the nucleotide as a separate sequence, those 
amino acids must also be set forth as a separate sequence. These 
requirements do not alter, in any way, the requirements of 35 
U.S.C. 112. The separate submission of the amino acid sequence 
that corresponds to the coding parts of a nucleotide sequence 
is, however, recommended and encouraged because the amino 
acid sequence may not be captured in the sequence database 
if it is only presented in the mixed-mode format. 

Comment: One comment noted that the requirement to list 
nucleotide coding regions as groupings of codons becomes 
redundant when the same sequence must be listed for each 
reading frame, and may be irrational for those circumstances 
where a single base insertion or deletion causes a change in the 
reading frame. 

Response: As noted above, there is no requirement in the rules 
to depict coding regions of nucleotides. However, when an 
applicant does elect to depict coding regions, the rules require 
that they be depicted in a uniform manner. 

Comment: One comment noted that the term “mature protein” 
should be better defined. The requirement to number amino 
acids based on the determination of the mature protein is 
unnecessary and could lead to litigation problems. Further, the 
designation of pre- and pro- sequences may be impossible and 
is irrelevant to the search. 

Response: Section 1.822(m) of the rules as adopted sets forth 
a procedure for numbering amino acid sequences that is an 
alternative to the procedure involving the identification of the 
mature protein. Sequences can either be numbered based upon 
the identification of the mature protein or based upon the first 
amino acid at the amino terminal as number 1. 

Comment: Two comments noted that the rules did not provide 
for the depiction of codons that span intron/exon junctions. 

Respon:°: The rules as adopted now provide for the depiction 
of codon’ hat span intron/exon junctions in § 1.822(d). 

Commen:: One comment asked how to represent regions 
where two proteins are coded on opposite strands of DNA and 
overlap. 

Response: since the final rules do not permit the representation 
of double stranded nucleotides, each DNA strand must be listed 
separately. In this situation, each DNA strand may be listed with 
its corresponding amino acid sequence, and the relationship 
between the two may be shown in a drawing figure. 

Comment: One comment noted that the rules do not provide 
for the representation of differentially spliced gene sequences 
which lead to the expression of two different amino acid se- 
quences from a single gene or RNA. 

Response: The rules do not contemplate the depiction of more 
than one amino acid sequence together with a single nucleotide 
sequence. Therefore, a differentially spliced nucleic acid se- 
quence requires separate listings. The information may be rep- 
resented by separate listings for each sequence, i.e., one nucle- 
otide sequence and two amino acid sequences, or by listing the 
nucleic acid sequence twice, once with each of the different 
amino acid sequences. The relationship between them may also 
be shown in a drawing figure. 

Comment: One comment recommended that applicants have 
the option of presenting the amino acid sequence in the one- 
letter form. 
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Response: The use of the three-letter code in the “Sequence 
Listing” is preferred for ease of examination. However, the 
modified Authorin program allows applicants to input amino 
acid sequences using one-letter codes or three letter codes, and 
will convert, where necessary, one-letter codes to the appropri- 
ate three-letter codes for the “Sequence Listing.” 

Comment: One comment suggested that the wording of 
§ 1.822(p), regarding the presentation of partial sequences, 
subsequences and discontinuous sequences, be clarfied. 

Response: This language has been clarified, and can be found 
in § 1.822(0) as adopted. 

Comment: One comment noted that there are no known 
naturally occurring circular amino acid sequences and that 
§ 1.822(0) need not distinguish between circular and linear 
polypeptide sequences. 

Response: Section 1.822(0) as proposed is now set forth in 
§ 1.822(n) as adopted. Sequences in patent applications are not 
limited to those that occur naturally. Synthetic sequences are 
encompassed by the rules. 

Comment: Three comments recommended that the PTO 
state explicitly that the applicant will in no way be held liable 
for omissions of optional or recommended items, and that the 
PTO would make no interpretations therefrom. 

Response: The suggestion has been adopted in § 1.821(i) of 
the rules. 

Comment: One comment recommended that the number of 
sequences presented in the “Sequence Listing” be included 
under the GENERAL INFORMATION section as a check for 
completeness during application processing. 

Response: The suggestion has been adopted in 
§ 1.823(b)(1)(iii) of the rules. 

Comment: One comment mentioned that it was confusing to 
describe the items CURRENT APPLICATION DATA and 
PRIOR APPLICATION DATA as mandatory while saying that 
they are to be omitted if the information is unknown or inap- 
plicable. 

Response: The requirement for this information is similar to 
that currently set forth in 37 CFR 1.5. Each of the above items 
of information must be submitted if they are known to applicant 
or applicable in a given application, respectively. 

Comment: One comment suggested that the PUBLICATION 
STATUS section be revised to accommodate patent citations. 

Response: The suggestion has been adopted in § 1.823(b)(2)(x). 

Comment: One comment said that the many levels of iden- 
tifiers and sub-identifiers introduced unnecessary complexity. 

Response: The items of information in § 1.823 have been 
reviewed and several levels of identifiers and sub-identifiers 
have been deleted. 

Comment: One comment recommended that § 1.823(b)(1)(ix) 
not include the items BASE PAIRS and AMINO ACIDS since 
that information would be known from the kind of sequence 
listed. 

Response: The suggestion has been adopted in § 1.823(b)(2)(x) 
of the rules. 

Comment: One comment suggested that § 1.823(b)(2)(i) in- 
clude “Not known to applicant” as a valid response to TOPOL- 
OGY and STRANDEDNESS items. 

Response: The suggestion has been adopted in § 1.823(b)(2)(i). 

Comment: One comment suggested that “anti-sense DNA” 
and “anti-sense RNA” be added as a valid response under KIND 
in § 1.823(b)(2)(ii). 

Response: A separate information item has been provided for 
molecule types that have anti-sense characteristics. It is in § 
1.823(b)(2)(iv) as adopted. 

Comment: One comment said that “Specific Organelle” was 
not a proper response to KIND, but was a sub-identifier under 
“Organelle DNA” and “Organelle RNA.” 

Response: All organelle information will be collected in 
§ 1.823(b)(2)(vi)(T) as adopted. 

Comment: One comment recommended that the heading KIND 
be used only once and the “Peptide or protein” information be 
listed under that single heading. 

Response: The suggestion has been adopted in 
§ 1.823(b)(2)(ii). 

Comment: One comment suggested that “Whole” be included 
as a proper response to Peptide or protein FRAGMENT TYPE. 

Response: This suggestion has not been adopted because it 
is presumed that no response will be given for FRAGMENT 
TYPE if the sequence is “Whole.” 
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Comment: One comment suggested that NAME be added as 
a sub-identifier under the FEATURES section. 

Response: The suggestion has been adopted in 
§ 1.823(b)(2)(ix)(A). 

Comment: One comment suggested that § 1.824(f) be modi- 
fied to include 1/4" tape cartridge as an acceptable magnetic 
medium. One comment suggested that computer readable forms 
produced by Digital Equipment Corporation (DEC) systems be 
acceptable. 

Response: These suggestions have not been adopted. The 
initially acceptable computer readable forms and computer 
systems are limited to those set forth in § 1.824(a) and (f), 
respectively. It should be noted that any computer operating 
system may be utilized to produce a sequence submission, 
provided that the system is capable of producing a file having 
the characteristics specified in § 1.824 and capable of writing 
the properly formatted file to one of the acceptable diskettes 
or 
tapes. 

Comment: One comment suggested that the PTO accept any 
computer readable form which is acceptable to the EPO or JPO. 

Response: It is likely that, with the exception of the EPO’s 
acceptance of optical character readable documents, the PTO 
will be more liberal than both the EPO and the JPO with regard 
to acceptable computer readable forms. The JPO will not accept 
any computer readable forms. 

Comment: One comment recommended that where a yes/no 
response is desired for an item of information, it should be 
indicated in the parenthetical information following that item. 

Response: The suggestion has been adopted throughout 
§ 1.823(b) of the rules. 

Comment: One comment suggested that a provision be made 
to allow a sequence listing to be the figure published in the 
Official Gazette at issuance. 

Response: The PTO is exploring the feasibility of adopting 
this suggestion. If adopted, the Manual of Patent Examining 
Procedure will be revised to accommodate this suggestion. 


Discussion of Specific Sections 


Nucleotide andlor amino acid sequence disclosures in 
patent applications. (Section 1.821) 


Section 1.821(a) presents a definition for “nucleotide and/or 
amino acid sequences.” This definition sets forth limits, in terms 
of numbers of amino acids and/or numbers of nucleotides, at 
or above which compliance with the rules that follow is required. 
Further, compliance with the rules is only required for unbran- 
ched sequences. Branched sequences are specifically excluded 
from the scope of the rules. The limit of four or more amino 
acids has been established herein for consistency with limits in 
place for industry database collections whereas the limit of ten 
or more nucleotides, while lower than certain industry database 
limits, has been established to encompass those nucleotide 
sequences to which the smallest probe will bind in a stable 
manner. Specifically, the amino acid limit is consistent with the 
limits in place in industry database collections, such as the 
National Biomedical Research Foundation Protein Identifica- 
tion Resource (NBRF-PIR; Washington, D.C.) database and the 
International Protein Information Database in Japan (JIPID; 
Tokyo). NBRF-PIR may include sequences having fewer than 
four amino acids but this is considered by the PTO to be too 
low because amino acid sequences with three amino acids can 
readily be manually searched as chemical structures rather than 
as sequences of the type to be submitted under these rules. The 
limits for amino acids and nucleotides are also consistent with 
those established for sequence data exchange with the JPO and 
the EPO. 

Sections 1.821(a)(1) and 1.821(a)(2) present further defini- 
tions for those nucleotide and amino acid sequences that are 
intended to be embraced by the rules that follow. Nucleotide 
sequences are further limited to those that can be represented 
by the symbols set forth in § 1.822(b)(1). Amino acid sequences 
are further limited to those listed in § 1.822(b)(2) and those L- 
amino acids that are commonly found in naturally occurring 
proteins. The limitation to L-amino acids is based upon the fact 
that there currently exists no widely accepted standard nomen- 
clature for representing the scope of amino acids encom 
by non-L-amino acids, and, as such, the process of meaningfully 
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encoding these other amino acids for computerized searching 
and printing is not currently feasible. The previous limitation 
that “[o]nly peptides or proteins containing normal peptide 
bonds are embraced” by the rule has been deleted from the final 
rules in favor of a more liberal standard that states that the rules 
embrace “[a]ny peptide or protein that can be expressed as a 
sequence using the symbols in § 1.822(b)(2) in conjunction with 
a description elsewhere in the “Sequence Listing” to describe, 
e.g., modified linkages, cross links, end caps, non-peptidyl 
bonds, etc.” The use of the terms “peptide or protein” implies, 
however, that the amino acids in a given sequence are linked 
by at least three consecutive peptide bonds. Accordingly, an 
amino acid sequence will not be excluded from the scope of 
the rules merely due to the presence of a single non-peptidyl 
bond. If an amino acid sequence can be represented by a string 
of amino acid abbreviations, with reference, where necessary, 
to a features table to explain modifications in the sequence, the 
sequence comes within the scope of the rules. However, the rules 
are not intended to encompass the subject matter that is generally 
referred to as synthetic resins. 

Section 1.821(b) requires exclusive conformance, with regard 
to the manner in which the nucleotide and/or amino acid se- 
quences are presented and described, with the rules that follow 
for all applications that include nucleotide and amino acid 
sequences that fall within the above definitions. This require- 
ment is necessary to minimize any confusion that could result 
if more than one format for representing sequence data was 
employed in a given application. It is also expected that the 
preferred standard format will be more readily and widely 
accepted and adopted if its use is exclusive, as well as mandatory. 

Section 1.821(c) requires that applications containing nucleo- 
tide and/or amino acid sequences that fall within the above 
definitions, contain, as a separate part of the disclosure on paper 
copy, a disclosure of the nucleotide and/or amino acid se- 
quences, and associated information, using the format and 
symbols that are set forth in §§ 1.822 and 1.823. This separate 
part of the disclosure on paper copy will be referred to as the 
“Sequence Listing,” and requires that each sequence disclosed 
in the application appear separately in the “Sequence Listing,” 
with each sequence further being assigned a sequence identi- 
fication number, referred to as “SEQ ID NO.” A plurality of 
sequences may, if feasible, be presented on a single page, and 
this may be extended to the separate presentation of both nu- 
cleotide and amino acid sequences on the same page. The 
requirement for sequence identification numbers, at a minimum, 
requires that each sequence be assigned a different number for 
purposes of identification. However, where practical and for 
ease of reference, sequences should be presented in the separate 
part of the application in numerical order. 

Section 1.821(d) requires the use of the assigned sequence 
identifier in all instances where the description or claims of a 
patent application discuss sequences regardless of whether a 
given sequence is also embedded in the text of the description 
or claims of an application. This requirement is also intended 
to permit references, in both the description and claims, to 
sequences set forth in the “Sequence Listing” by the use of 
assigned sequence identifiers without repeating the sequence 
in the text of the description or claims. 

Section 1.821(e) requires the submission of a copy of the 
“Sequence Listing” in computer readable form. The computer 
readable form will be used by the PTO to establish a database 
for searching and printing nuoleotide and amino acid sequences. 
This electronic database will also enable the PTO to exchange 
patented sequence data, in electronic form, with the JPO and 
the EPO. It should be noted that the PTO’s database will comply 
with the confidentiality requirement imposed by 35 U.S.C. 122. 
That is, the PTO will not exchange or make public any infor- 
mation on any sequence until the patent application containing 
that information matures into a patent. 

The second sentence of § 1.821(e) indicates that, as between 
the paper copy of the “Sequence Listing” and the computer 
readable copy thereof, the paper copy would serve as the official 
copy. However, the PTO would like to permit correction of the 
paper copy, at the least, during the pendency of a given appli- 
cation by reference to the computer readable copy thereof if 
both the paper and computer readable forms were submitted at 
the time of filing of the application and the totality of the 
circumstances otherwise substantiate the proposed correction. 
A mere discrepancy between the paper copy and the computer 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 177 
(89) 


readable form may not, in and of itself, be sufficient to justify 
a proposed correction. In this regard, the PTO will assume that 
the computer readable form has been incorporated by reference 
into the application, when the paper and computer readable 
forms were submitted at the time of filing of the application. 
The PTO will attempt to accommodate or address all correction 
issues, but it must be kept in mind that the real burden rests 
with the applicant to ensure that discrepancies between the paper 
copy and the computer readable form are minimized. Applicants 
should be aware that there will be instances where the applicant 
may have to suffer any consequences of discrepancies between 
the two. All corrections would be made by appropriate fee-paid 
petitions. The paper copy would also serve as the official copy 
for priority purposes. The PTO does not desire to be bound by 
a requirement to permanently preserve computer readable forms 
for support, priority or correction purposes. For example, the 
PTO will make corrections, where appropriate, by reference to 
the computer readable form as long as the computer readable 
form is still available to the PTO. However, once use to the PTO 
for processing has ended, i.e., once the PTO has entered the data 
contained on the computer readable form into the appropriate 
database, the PTO does not intend to further preserve the computer 
readable form submitted by the applicant. 

The last two sentences of § 1. 821(e) set forth the procedure 
to be followed when a computer readable form of a new ap- 
plication is identical with a computer readable form of another 
application. In that situation, an applicant may make reference 
to the other application and computer readable form in lieu of 
filing a duplicate computer readable form in the new application. 

Section 1.821(f) requires that the paper and computer read- 
able copies of the “Sequence Listing” be accompanied by a 
statement that the content of the paper and computer readable 
copies are the same, at the time when the computer readable 
form is submitted. This statement must be a verified statement 
if it is made by a person not registered to practice before the 
PTO. such a statement may be made by the applicant. 

Section 1.821(g) requires compliance with the requirements 
of paragraphs (b) through (f), as discussed above, if they are 
not satisfied at the time of filing under 35 U.S.C. 111 or at the 
time of entering the national stage of an international application 
under 35 U.S.C. 371, within one month from the date of a notice 
requiring compliance. Failure to comply will result in the aban- 
donment of the application. Submissions in response to require- 
ments under this paragraph must be accompanied by a statement 
that the submission includes no new matter. This statement must 
be a verified statement if made by a person not registered to 
practice before the PTO. Again, such a statement may be made 
by the applicant. Extensions of time in which to reply to a 
requirement under this paragraph are available pursuant to 37 
CFR 1.136. When an action by the applicant is a bona fide 
attempt to comply with these rules and it is apparent that com- 
pliance with some requirement has inadvertently been omitted, 
the opportunity to explain and supply the omission will be given 
before the question of abandonment is considered. See 37 CFR 
§ 1.135(c). 

Section 1.821(h) requires compliance with the requirements 
of paragraphs (b) through (f), as discussed above, within one 
month from the date of a notice requiring compliance in an 
international application filed in the United States Receiving 
Office under the Patent Cooperation Treaty (PCT), if the above 
noted requirements are not satisfied at the time of filing. Sub- 
missions in response to requirements under this paragraph must 
be accompanied by a statement that the submission does not 
include new matter or go beyond the disclosure in the inter- 
national application as filed. This statement must be a verified 
statement if made by a person not registered to practice before 
the PTO. Such a statement may be made by an applicant. 
International applications that fail to comply with any of the 
requirements of paragraphs (b) through (f) of this section will 
be searched to the extent possible without the benefit of the 
information in computer readable form. 

Section 1.821(i) makes clear that neither the presence nor 
absence of information which is not required under the rules 
will create a presumption that such information is necessary to 
satisfy any of the requirements of 35 U.S.C. 112. Further, this 
paragraph states that the grant of a patent on an application that 
is subject to §§ 1. 821 through 1.825 constitutes a conclusive 
presumption that the granted patent complies with the require- 
ments of these rules. This paragraph has been added to address 





1134 TMOG 178 
(89) 


the concerns with respect to the weight that may ultimately be 

accorded an omission of an item of information which is not 
required under the rule, regardless of whether that item has been 
designated as “recommended” or “optional.” 

Section 1.821(j) has been added to facilitate administrative 
processing of all application papers, computer readable forms 
and fees filed under this section. Accordingly, all such appli- 
cation papers, computer readable forms and fees filed in the PTO 
should be marked “Box SEQUENCE.” 


Symbols and format to be used for, nucleotide and/or 
amino acid sequence data. (Section 1.822) 


Section 1.822 sets forth the format and symbols to be used 
for listing nucleotide and/or amino acid sequence data. The 
codes for representing the nucleotide and/or amino acid char- 
acters in the sequences are set forth in the tables of paragraphs 
(b)(1) and(b)(2) of this section. For the purpose of setting forth 
the in the “Sequence Listing,” only those symbols in 
paragraph (b){1) for “Base codes” and in paragraph (b)(2) for 
“Amino acids” are to be used, as further set forth in paragraphs 
(c) and (e) of this section. No other symbols shall be used in 
nucleotide and amino acid sequences. The “Modified base 
controlled vocabulary” in paragraph (p)(1) and the “Modified 
and unusual amino acids” in paragraph (p)(2) are not to be used 
in setting forth the sequences; but, they may be used in the 
description and/or the “Sequence Listing” corresponding to, but 
not including, the sequence itself. However, a modified base 
or amino acid may be presented in a given sequence as the 
corresponding unmodified base or amino acid if the modified 
base or amino acid is one of those listed in paragraphs (p)(1) 
or (p)(2) of this section and the modification is also set forth 
elsewhere in the “Sequence Listing;” for example, in the features 
table. Otherwise, all bases or amino acids not appearing in 
paragraphs (b)(1) or (b)(2) of this section must be listed in a 
given sequence as “N” or “Xaa,” respectively, with further 
information given elsewhere in the “Sequence Listing.” 

In paragraphs (b)(2) and (e) of § 1.822, the use of three-letter 
codes for amino acids is required. The use of the three-letter 
codes for amino acids is preferred over the one-letter codes from 
the perspective of facilitating the examiner’s review of the 
application papers, including the “Sequence Listing”, and the 
public’s, as well as the examiner’s, use of the printed patents. 
The modified Authorin program that the PTO will make avail- 
able to the public will have the capability of converting from 
one-to three-letter amino acid codes and printing the amino acid 
sequence in three-letter codes regardless of input. 

Paragraphs (d) through (p) of § 1.822 set forth the format 
for presenting sequence data. These paragraphs set forth the 
manner in which the characters in sequences are to be grouped, 
spaced, presented and numbered. 

It should be noted that paragraph (d) of this section requires 
that amino acids corresponding to codons in the coding parts 
of a nucleotide sequence be listed below the corresponding 
codons. This is the opposite of the location set forth in the 
proposed rules. The fact that the representation of double stranded 
mucleotide sequences will not be permitted in the “Sequence 
Listings” has obviated the need to accommodate those situations 
in which the coding regions of the primary coding strand of a 
double stranded nucleotide sequence and the amino acids 
corresponding to the codons in the coding strand of that nucle- 
otide sequence are depicted. In those situations, it was consid- 
ered that the correspondence between the amino acids and the 
codons in the primary coding strand could most clearly be 
illustrated by positioning the amino acids above the nucleotides 
rather than below the nucleotides, as is more conventionally 
done. This arrangement was then, for the purpose of consistency, 
extended to the representation of all amino acids that corre- 
sponded to codons in the coding regions of a nucleotide se- 
quence. As stated above, because double stranded nucleotides 
will not be permitted in the “Sequence Listing,” there is no longer 
a need to depict amino acids above corresponding codons. As 
such, paragraph (d) as adopted requires the depiction of amino 
acids corresponding to codons in the coding parts of a nucleotide 
sequence immediately below, not above, the corresponding 
codons. Further, in paragraph (d) of this section, the situation 
in which a codon spans an intron has been addressed. In those 
situations, the “amino acid symbol shall be typed below the 
portion of the codon containing two nucleotides.” This sentence 
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was added to clarify the representation of an amino acid that 
corresponds to a codon that spans an intron. 

In view of the number of comments that were received in 
which there was a misunderstanding of the requirements relating 
to the depiction of the coding regions in nucleotide sequences 
as well as the amino acids corresponding to the codons in those 
coding regions, it should be noted that the rules do not, in any 
way, require the depiction of coding regions or the amino acids 
corresponding to the codons in those coding regions. Paragraph 
(d) of this section only requires that where amino acids corre- 
sponding to the codons in the coding parts of a nucleotide 
sequence are depicted, they must be depicted below the cor- 
responding codons. (Emphasis added.) There is absolutely no 
requirement in the rules to depict coding regions. Nor is there 
a requirement to separately list the amino acids corresponding 
to the codons in the coding parts of a nucleotide sequence unless 
the applicant desires to discuss the amino acids as a separate 
sequence. That is, when the coding parts of a nucleotide se- 
quence and their corresponding amino acids have been iden- 
tified, if applicant desires to discuss those amino acids in the 
coding parts of the nucleotide as a separate sequence, those 
amino acids must also be set forth as a separate sequence. The 
separate submission of the amino acid sequence that corre- 
sponds to the coding parts of a nucleotide sequence is, however, 
recommended and encouraged because the amino acid sequence 
may not be captured in the sequence database if it is only 
presented in the mixed-mode format. 

Paragraphs (f) through (i) of this section are considered to 
be self-explanatory. 

Paragraph (j) of this section states that nucleotide sequences 
shall only be represented by a single strand, in the 5' to 3' 
direction, from left to right. That is, double stranded nucleotides 
shall not be represented in the “Sequence Listing.” A double 
stranded nucleotide may be represented as two single stranded 
nucleotides, and any relationship between the two may be shown 
in the drawings. 

The presentation and enumeration procedures for amino acid 
sequences are set forth in paragraphs (k) and (m) of this section. 
Two alternatives are presented for numbering amino acid se- 
quences. Amino acid sequences may be numbered with respect 
to the identification of the first amino acid of the first mature 
protein or with respect to the first amino acid appearing at the 
amino terminal. The enumeration procedure for nucleotides is 
set forth in paragraph (1) of this section. Sequences that are 
circular in configuration are intended to be encompassed by 
these rules, and numbering procedures for them are provided 
in paragraph (n) of this section. The numbering procedures set 
forth in paragraphs (k) through (n) of this section are not 
necessarily intended to be consistent with all currently employed 
numbering procedures. The objective here is to establish a 
reasonable numbering procedure that can readily be followed 
and adhered to in the future. As a whole, these’ formatting 
procedures also reflect those that have been agreed to for elec- 
tronic data exchange with the JPO and the EPO. 

In paragraph (0) of this section the procedures for presenting 
and numbering gapped and hybrid sequences are set forth. The 
reference to partial sequences in the proposed rule has been 
deleted because a partial sequence would necessarily be num- 
bered as a separate sequence. A sequence that is made up of 
one or more noncontiguous segments of a larger sequence or 
segments from different sequences shall be presented as a separate 
sequence. As previously noted, these changes have been made 
to address the concerns that the requirements for presentation 
and numbering of partial, gapped and hybrid sequences were 
ambiguous. 

Paragraph (p) of this section provides the codes for repre- 
senting modified nucleotide bases and modified and unusual 
amino acids. The use of the codes set forth in paragraph (p) 
of this section is discussed above. 


Requirements for nucleotide and/or amino acid sequences as 
part of the application papers. (Section 1.823) 


Section 1.823 sets forth the informational requirements for 
inclusion in the separate part of the disclosure on paper copy 
that would be submitted in accordance with §1.821(c). This 
section lists the items of information that are to be included in 
the “Sequence Listing,” which constitutes the separate part of 
the disclosure on paper copy. The items of information are to 
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be presented in the “Sequence Listing,” immediately preceding 
the actual nucleotide and/or amino acid sequence, in the order 
in which those items are listed in this section. Page and line length 
requirements are set forth. The requirement to use a fixed width 
font to present sequence data is also set forth. This latter re- 
quirement is made to ensure that the desired sequence character 
spacing and numbering is maintained upon printing. The head- 
ing for each item of information shall not include the par- 
enthetical explanatory information included in this 
section. 

In §1.823, the items of information are broken down into two 
categories. The first category is directed to “GENERAL INFOR- 
MATION” and includes information relating to the application 
being filed and the diskette/tape being submitted. It is likely that 
this information will be applicable for all sequences and, as such, 
will need to be set forth only once in a given “Sequence Listing.” 
The second category is directed to “INFORMATION FOR SEQ 
ID NO:X” and includes information that, most likely, will be 
specific for each sequence disclosed. Where more than one 
sequence is disclosed, this category will be repeated and sub- 
sequent headings should be set forth as: 

“(2) INFORMATION FOR SEQ ID NO:2:,”“(2) INFORMA- 
TION FOR SEQ ID NO:3:,” etc. Throughout the above two 
categories, the items of information are further broken down 
into categories relating to whether their submission is mandatory 
(M), recommended (R) or optional (0). Certain items are also 
designated as those that may repeat (rep) in a given “Sequence 
Listing.” The numbering of repeated items should remain con- 
stant so that the overall numbering scheme of the “Sequence 
Listing” conforms to that specified in this section. The first 
category includes those items for which inclusion in the “Se- 
quence Listing” is mandatory. These mandatory items of infor- 
mation relate to the patent application, the computer readable 
form, basic sequence data and the applicable priority or PCT 
data. A new mandatory item of information, relative to those 
set forth in the proposed rules, has been added to these final 
rules. This item relates to the number of sequences set forth in 
the “Sequence Listing.” The reference in paragraph (b)(1)(vi)(C) 
of §1.823 to “F-terms” relates to the key-word indexing of 
patents that is being undertaken by the JPO in conjunction with 
their automation plans. The second category includes those 
items for which inclusion in the “Sequence Listing” is recom- 
mended, but not required. These recommended items of infor- 
mation provide further information relating to the sequence 
listed. These additional items of information are of interest to 
examiners and will create a more comprehensive database; as 
a result, the items would serve to facilitate sequence searching. 
The third category includes items of information that are pri- 
marily for the purpose of providing more complete information 
upon dissemination, for which inclusion in the “Sequence Listing” 
is also optional. 

Throughout paragraphs (b)(1) and (b)(2) of 1.823, the items 
of information relating to patent applications and patent pub- 
lications should be provided, keeping in mind the riate 
standards that have been established by the World Intellectual 
Property Organization (WIPO). 

In paragraph (b)(1)(i) of §1.823, the item of information 

relating to “APPLICANT” should be limited to a maximum of 
the first ten named applicants in the application. Similarly, in 
paragraph(b)(2)(x) of §1.823, the item of information relating 
to “AUTHORS” should be limited to to a maximum of the first 
ten named authors in the publication. 
In paragraph (b)(2)(ix) of §1.823, relating to “FEATURES” or 
the description of the points of biological significance in a given 
sequence, it is recommended, but not required, that the infor- 
mation that is provided by the applicant conform to the con- 
trolled vocabulary that is set forth in GenBank’s “Feature Rep- 
resentation in Nucleotide Sequence Data Libraries,” Release 
57.0, as may be amended. Further, the feature “LOCATION” 
should be specified using the syntax of the DDBJ/EMBL/ 
GenBank Feature Table Definition. 

In paragraph (b)(2)(x) of §1.823, publication information for 
a given sequence is collected. The publication information 
encompasses both patent-type publications and non-patent lit- 
erature publications. Information item “(K) RELEVANT RESI- 
DUES IN SEQ ID NO: X” is intended to collect information 
relating to the correspondence between a sequence set forth in 
the “Sequence Listing” and published sequence information. 
The starting (FROM) and end (TO) positions in the listed se- 
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quence that correspond to the published sequence information 
should be set forth. 

A sample “Sequence Listing” is included as Appendix I, 
following this notice. As indicated in the sample “Sequence 
Listing,” only information that is applicable to a given sequence 
need be listed in the “Sequence Listing.” The sample “Sequence 
Listing” also serves to illustrate that when the coding parts of 
a nucleotide sequence and their corresponding amino acids have 
been identified, if applicant desires to discuss those amino acids 
in the coding parts of the nucleotide as a separate sequence, 
those amino acids must also be set forth as a separate sequence. 
In the given sample, it can be assumed that the applicant desired 
to discuss the amino acids as a separate sequence. This con- 
vention will minimize ambiguities that may result in those 
instances where the amino acids corresponding to the coding 
parts of a nucleotide sequence constitute two separate amino 
acid sequences. In those instances, if an applicant desires to 
discuss the two separate amino acid sequences, they must be 
separately presented in the “Sequence Listing.” Further, in those 
instances when applicant desires to discuss, as separate se- 
quences, all three reading frames of the coding regions of a 
nucleotide sequence, six separate sequences should be set forth 
in the “Sequence Listing” to minimize confusion. These six 
sequences would include three nucleotide sequences separately 
showing each of the three reading frames of the coding regions 
of the sequence and three separate amino acid sequences cor- 
responding to the translation of the three reading frames of the 
nucleotide sequence. A complete listing of abbreviated headings 
for all items of information is provided in Appendix II, also 
following this notice. For purposes of clarity, the appropriate 
responses for “(ii) MOLECULE TYPE” are also set forth in 
Appendix II, but only those that are applicable should be in- 
cluded in a given “Sequence Listing.” After the heading for each 
item in the “Sequence Listing,” the appropriate information or 
a yes/no answer should be provided. Where “SEQ ID NO:X” 
appears, the appropriate sequence identification number should 
be provided. 


Form and format for nucleotide andlor amino acid sequence 
submissions in computer readable forn. (Section 1. 824) 


Section 1.824 sets forth the form for sequence submissions 
in computer readable form. Any computer operating system may 
be utilized to produce a sequence submission, provided that the 
system is capable of producing a file having the characteristics 
specified in §1.824, and is capable of writing the properly 
formatted file to one of the acceptable diskettes or tapes. Cur- 
rently, the computer readable form is being limited to diskettes 
or tapes. However, as noted above, it is contemplated that this 
may be broadened in the future in light of progress in the 
technology for developing and establishing databases of this 
type. That is, it is possible that this may be broadened in the 
future to encompass other media and formats. If a given se- 
quence and its associated information cannot practically or 
possibly fit on a single diskette or tape, as is required in paragraph 
(d) of this section, an exeption via a non-fee petition to waive 
this provision will normally be granted. As set forth in paragraph 
(g) of §1.824, the computer readable forms that are submitted 
in accordance with these rules will not be returned to the applicant. 
Paragraph (h) of §1.824 requires the labeling, with appropriate 
identifying information, of the computer readable forms that are 
submitted in accordance with these rules. 


Amendments to or replacement of sequence listing and computer 
readable copy thereof, (Section 1.825) P 


Section 1.825 sets forth the procedures for amending the 
“Sequence Listing” and the computer readable copy thereof. The 
procedures that have been defined in this section involve the 
submission of either substitute sheets of the “Sequence Listing” 
or substitute copies of the computer readable form, in conjunc- 
tion with statements that indicate support for the amendment 
in the application, as filed, and that the substitute sheets or copies 
include no new matter. The requirement for statements regarding 
the absence of new matter follows current practice relating to 
the submission of substitute specifications, as set forth in 37 
CFR 1.125. Paragraph (c) of §1.825 explicitly addresses the 
situation where amendments to the “Sequence Listing” are made 
after a patent has been granted, e.g., by a certificate of correction, 
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reissue or reexamination. Paragraph (d) of §1.825 addresses the 
possibility and presents a remedy for the situation where the 
computer readable form may be found by the PTO to be damaged 
or unreadable. 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce cer- 
tified to the Chief Counsel for Advocacy, Small Business Ad- 
ministration, that the rule change will not have a significant 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, Pub. L. 96-354) due to the limited number of 
entities, both small and otherwise, that are involved in the 
relevant technology. Further, the costs associated with the rule 
change would not have a significant impact on overall costs 
associated with filing patent applications because the rule change 
adopts standards, procedures, and formats which are becoming 
industry and international norms. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the 
relationship between the National Government and the 
States as outlined in Executive Order 12612. 

The rule contains a collection of information subject to the 
Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 
Collections of information relating to patent applications have 
previously been approved by the Office of Management and 
Budget under code 0651-0011. For the great majority of ap- 
plications that will be filed having nucleotide and amino acid 
sequences falling within the limits defined herein, applicants 
will not have to expend any substantial extra time to comply 
with these rules over and above that previously approved for 
patent applications. For the most part and as noted above with 
regard to current practice in the industry, the required informa- 
tion will have already been keyed into a computer system. As 
such, compliance with these rules will involve only the addi- 
tional submission of relevant application and computer readable 
form information and a minor, one-time, revision of the format 
for presenting sequence data, after which, no additional expen- 
diture of time for format compliance will be necessary. Any 
burden that may be attributed to the submission of relevant 
application and computer readable form information may, in 
fact, be more than offset by the fact that compliance with these 
rules will have the substantial benefit of reducing the overall 
time necessar to prepare applications, because a given sequence 
will only have to be set forth once in an application and further 
references thereto will be made by means of a sequence iden- 
tifier. Accordingly, compliance with these rules is estimated to 
take approximately fifteen additional minutes, including time 
for reviewing instructions, maintaining data needed, and com- 
pleting and reviewing the collection of information. This col- 
lection of information has been approved by the Office of 
Management and Budget under code 0651-0024, due to expire 
on June 30, 1992. Send comments regarding this burden estimate 
or any other aspect of this collection of information, including 
suggestions for reducing this burden, to the Office of Manage- 
ment and Organization, Patent and Trademark Office, Wash- 
ington, D.C. 20231; and to the Office of Information and 
Regulatory Affairs, Office of Management and Budget, Wash- 
ington, D. C. 20503, Attention: Paperwork Reduction Project 
0651-0024. 


Lists of Subjects in 37 CFR Part 1: 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record-keep- 
ing requirements, Small businesses. 
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For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 
35 U.S.C. 6, the Patent and Trademark Office is amending 
Title 37 of the Code of Federal Regulations as set forth bel- 


ow. 
PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


AUTHORITY: 35 U.S.C. 6 unless otherwise noted. 


2. Anew, undesignated center heading, new §§1.821 - 1.825, 
and new Appendices A and B are added to Subpart G - Bio- 
technology Invention Disclosures to read as follows: 


APPLICATION DISCLOSURE8 CONTAINING NUCLEO- 
TIDE AND/OR AMINO ACID .SEQUENCES 


$1.821 Nucleotide and/or amino acid seguence disolosures in 
patent applications. 


(a)”’Nucleotide and/or amino acid sequences” as used in §§ 1.821 
through 1.825 is interpreted to mean an unbranched sequence 
of four or more amino acids or an unbranched sequence of ten 
or more nucleotides. Branched sequences are specifically ex- 
cluded from this definition. Nucleotides and amino acids are 
further defined as follows: 

(1) “Nucleotides” are intended to embrace only those nucleo- 
tides that can be represented using the symbols set forth in 
§1.822(b)(1). Modifications, e.g., methylated bases, may be 
described as set forth in §1.822(b), but shall not be shown 
explicitly in the nucleotide sequence. 

(2) “Amino acids” are those L-amino acids commonly found 
in naturally occurring proteins and are listed in §1.822(b)(2). 
Those amino acid sequences containing D-amino acids are not 
intended to be embraced by this definition. Any amino acid 
sequence that contains post-translationally modified amino ac- 
ids may be described as the amino acid sequence that is initially 
translated using the symbols shown in §1.822(b)(2) with the 
modified positions, e.g., hydroxylations or glycosylations, being 
described as set forth in §1. 822(b), but these modifications shall 
not be shown explicitly in the amino acid sequence. Any peptide 
or protein that can be expressed as a sequence using the symbols 
in §1.822(b)(2) in conjunction with a description elsewhere in 
the “Sequence Listing” to describe, for example, modified link- 
ages, cross links and end caps, non-peptidyl bonds, etc., is 
embraced by this definition. 

(b) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences, in accordance with the defi- 
nition in paragraph (a) of this section, shall, with regard to the 
manner in which the nucleotide and/or amino acid sequences 
are presented and described, conform exclusively to the require- 
ments of §§1.821 through 1.825. 

(c) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences must contain, as a separate 
part of the disclosure on paper copy, hereinafter referred to as 
the “Sequence Listing,” a disclosure of the nucleotide and/or 
amino acid sequences and associated information using the 
symbols and format in accordance with the requirements of 
§§1.822 and 1.823. Each sequence disclosed must appear sepa- 
rately in the “Sequence Listing.” Each sequence set forth in the 
“Sequence Listing” shall be assigned a separate identifier written 
as SEQ ID NO:1, SEQ ID NO:2, SEQ ID NO:;3, etc. 

(d) Where the description or claims of a patent application 
discuss a sequence listing that is set forth in the “Sequence 
Listing” in accordance with paragraph (c) of this section, ref- 
erence must be made to the sequence by use of the assigned 
identifier, in the text of the description or claims, even if the 
sequence is also embedded in the text of the description or claims 
of the patent application. 

(e) Acopy of the “Sequence Listing” referred to in paragraph 
(c) of this section must also be submitted in computer readable 
form in accordance with the requirements of §1.824. The com- 
puter readable form is a copy of the “Sequence Listing” and 
will not necessarily be retained as part of the patent application 
file. If the computer readable form of a new application is to 
be identical with the computer readable form of another appli- 
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cation of the applicant on file in the Office, reference may be 
made to the other application and computer readable form in 
lieu of filing a duplicate computer readable form in the new 
application. The new application shall be accompanied by a 
letter making such reference to the other application and com- 
puter readable form, both of which shall be completely iden- 
tified. 

(f) In addition to the paper copy required by paragraph (c) 
of this section and the computer readable form required by 
paragraph (e) of this section, a statement that the content of the 
paper and computer readable copies are the same must be 
submitted with the computer readable form. Such a statement 
must be a verified statement if made by a person not registered 
to practice before the Office. 

(g) If any of the requirements of paragraphs (b) through (f) 
of this section are not satisfied at the time of filing under 35 
U.S.C. 111 or at the time of entering the national stage under 
35 U.S.C. 371, applicant has one month from the date of a notice 
which will be sent requiring compliance with the requirements 
in order to prevent abandonment of the application. Any sub- 
mission in response to a requirement under this paragraph must 
be accompanied by a statement that the submission includes no 
new matter. Such a statement must be a verified statement 
if made by a person not registered to practice before the 
Office. 

(h) If any of the requirements of paragraphs (b) through (f) 
of this section are not satisfied at the time of filing, in the United 
States Receiving Office, an international application under the 
Patent Cooperation Treaty (PCT) applicant has one month from 
the date of a notice which will be sent requiring compliance 
with the requirements, or such other time as may be set by the 
Commissioner, in which to comply. Any submission in response 
to a requirement under this paragraph must be accompanied by 
a statement that the submission does not include new matter 
or go beyond the disclosure in the international application as 
filed. such a statement must be a verified statement if made by 
a person not registered to practice before the Office. 

(i) Neither the presence nor the absence of information which 
is not required under §§1.821 through 1.825, in an application 
shall create any presumption that such information is necessary 
to satisfy one or more of the requirements of 35 U.S.C.112. 
Further, the grant of a patent on an application that is subject 
to the requirements of §§1.821 through 1.825 shall constitute 
a conclusive presumption that said patent complies with the 
requirements of §§1.821 through 1.825. 

(j) Envelopes containing only application papers, computer 
readable forms and fees filed under this section should be 
marked “Box SEQUENCE.” 


$1.82 Symbols and format to be used for nucleotide and/or 
amino acid seguence data. 


(a) The symbols and format to be used for nucleotide and/ 
or amino acid sequence data shall conform to the requirements 
of paragraphs (b) through (p) of this section. 

(b) The code for representing the nucleotide and/or amino 
acid sequence characters shall conform to the code set forth in 
the tables in paragraphs (b)(1) and (b)(2) of this section. No 
code other than that specified in this section shall be used in 
nucleotide and amino acid sequences. A modified base or amino 
acid may be presented in a given sequence as the corresponding 
unmodified base or amino acid if the modified base or amino 
acid is one of those listed in paragraphs (p)(1) or (p)(2) of this 
section and the modification is also set forth elsewhere in the 
Sequence Listing (for example, FEATURES § 1.823(b)(2)(ix)). 
Otherwise, all bases or amino acids not appearing in paragraphs 
(b)(1) or (b)(2) of this section shall be listed in a given sequence 
as “N” or “Xaa,” respectively, with further information, as 
appropriate, given elsewhere in the Sequence Listing. 


(1) Base codes: 


E 


Meaning 
A; adenine 
C; cytosine 
G; guanine 
T; thymine 
U; uracil 
AorC 


ZaCAaAN> 
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AorG 

A or T/U 

CorG 

C or T/U 

G or T/U 

A or C or G; not T/U 
A or C or T/U; not G 
A or G or T/U; not C 
C or G or T/U; not A 
(A or C or G or T/U) or (unknown or 
other) 


ZWOt<KA<%SERX 


(2) Amino acid three-letter abbreviations: 


Abbreviation 
Ala 
Arg 
Asn 
Asp 
Asx 
Cys 
Glu 
Gin 


Alanine 

Arginine 
Asparagine 
Aspartic Acid 
Aspartic Acid or Asparagine 
Cysteine 

Glutamic Acid 
Glutamine 

Glx Glutamine or Glutamic Acid 
Gly Glycine 

His Histidine 

Ile Isoleucine 

Leu Leucine 

Lys Lysine 

Met Methionine 

Phe Phenylalanine 
Pro Proline 

Ser Serine 

Thr Threonine 

Trp Tryptophan 

Tyr Tyrosine 

Val Valine 

Xaa Unknown or other 


(c) A nucleotide sequence shall be listed using the one-letter 
code for the nucleotide bases, as in paragraph (b)(1) of this 
section. 

(d) The amino acids corresponding to the codons in the coding 
parts of a nucleotide sequence shall be typed immediately below 
the corresponding codons. Where a codon spans an intron, the 
amino acid symbol shall be typed below the portion of the codon 
containing two nucleotides. 

(ec) The amino acids in a protein or peptide sequence shall 
be listed using the three-letter abbreviation with the first letter 
as an upper case character, as in paragraph (b)(2) of this section. 

(f) The bases in a nucleotide sequence (including introns) shall 
belisted in groups of 10 bases except in the coding parts of a 
sequence. Leftover bases, fewer than 10 in number, at the end 
of noncoding parts of a sequence shall be grouped together and 
separated from adjacent groups of 10 or 3 bases by a space. 

(g) The bases in the coding parts of a nucleotide sequence 
shall be listed as triplets (codons). 

(h) A protein or peptide sequence shall be listed with a 
maximum of 16 amino acids per line, with a space provided 
between each amino acid. 

(i) A nucleotide sequence shall be listed with a maximum of 
16 codons or 60 bases per line, with a space provided between 
each codon or group of 10 bases. 

(j) A nucleotide sequence shall be presented, only by a single 
strand, in the 5' to 3’ direction, from left to right. 

(k) An amino acid sequence shall be presented in the amino 
to carboxy direction, from left to right, and the amino and 
carboxy groups shall not be presented in the sequence. 

(1) The enumeration of nucleotide bases shall start at the first 
base of the sequence with number 1. The enumeration shall be 
continuous through the whole sequence in the direction 5' to 
3'. The enumeration shall be marked in the right margin, next 
to the line containing the one-letter codes for the bases, and 
giving the number of the last base of that line. 

(m) The enumeration of amino acids may start at the first 
amino acid of the first mature protein, with number 1. The amino 
acids preceding the mature protein, ¢.g., pre-sequences, pro- 
sequences, pre-pro-sequences and signal sequences, when pre- 
sented, shall have negative numbers, counting backwards start- 
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ing with the amino acid next to number 1. Otherwise, the 
enumeration of amino acids shall start at the first amino acid 
at the amino terminal as number 1. It shall be marked below 
the sequence every 5 amino acids. 

(n) For those nucleotide sequences that are circular in con- 
figuration, the enumeration method set forth in paragraph (1) 
of this section remains applicable with the exception that the 
designation of the first base of the nucleotide sequence may be 
made at the option of the applicant. The enumeration method 
for amino acid sequences that is set forth in paragraph (m) of 
this section remains applicable for amino acid sequences that 
are circular in configuration. 

(o) A sequence with a gap or gaps shall be presented as a 
plurality of separate sequences, with separate sequence iden- 
tifiers, with the number of separate sequences being equal in 
number to the number of continuous strings of sequence data. 
A sequence that is made up of one or more noncontiguous 
segments of a larger sequence or segments from different 
sequences shall be presented as a separate sequence. 

(p) The code for representing modified nucleotide bases and 
modified and unusual amino acids shall conform to the code 
set forth in the tables in paragraphs (p)(1) and (p)(2) of this 
section. The modified base controlled vocabulary in paragraph 
(p)(1) of this section and the modified and unusual amino acids 
in paragraph (p)(2) of this section shall not be used in the 
nucleotide and/or amino acid sequences; but may be used in 
the description and/or the “Sequence Listing” corresponding to, 
but not including, the nucleotide and/or amino acid sequence. 


(1) Modified base controlled vocabulary: 


Abbreviation 

ac4c 4-acetylcytidine 

chmSu 5-(carboxyhydroxylmethy])uridine 

cm 2'-0-methylcytidine 

cmnm5s2u 5-carboxymethylaminomethyl-2- 

thioridine 

5-carboxyaethylaminomethyluridine 

dihydrouridine 

2'-0-methylpseudouridine 

beta,D-galactosylqueosine 

2'-0-methyl guanosine 

inosine 

N6-isopentenyladenosine 

1-methyladenosine 

1-methylpseudouridine 

1-methylguanosine 

1-methylinosine 

2,2-dimethylguanosine 

2-methyladenosine 

2-methylguanosine 

3-methylcytidine 

5-methylcytidine 

N6-methyladenosine 

7-methylguanosine 

5-methylaminomethyluridine 

5-methox yaminomethyl-2-thiouridine 

beta,D-mannosylqueosine 

5-methoxycarbonylmethyluridine 

5-methoxyuridine 

2-methylthio-N6-isopentenyladenosine 

N-((9-beta-D-ribofuranosyl-2-meth- 

ylthiopurine-6-yl)carbamoy])threonine 

N-((9-beta-D-ribofuranosylpurine-6- 

yl)N-methylcarbamoyl) threonine 

mv uridine-5-oxyacetic acid methylester 

o5u uridine-5-oxyacetic acid (v) 

osyw wybutoxosine 

P pseudouridine 

q queosine 

s2c 2-thiocytidine 

s2t 5-methyl-2-thiouridine 

s2u 2-thiouridine 

s4u 4-thiouridine 

t 5-methyluridine 

t6a N-((9-beta-D-riofuanosylpurine-6-y1) 
carbamoyl) threonine 

tm 2'-0-methy]-5-methyluridine 

um 2'-0-methyluridine 


—— 


cmnmS5u 


m22g 
m2a 

m2g 

m3c 

m5c 

m6a 

m7g 
mamS5u 
mam5s2u 
man q 
mem5s2u 
moSu 
ms7Zi6a 
ms2t6a 


mt6a 
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yw wybutosine 
x 3-(3-amino-3 carboxypropyl)uridine, 
(acp3)u 


(2) Modified and unusual amino acids: 


Abbreviation Modified and unsual amino acid 
Aad 2-Aminoadipic acid 
bAad 3-aminoadipic acid 
bAla beta-Alanine, beta-Aminopropionic acid 
Abu 2-Aminobutyric acid 
4Abu 4-Aminobutyric acid, piperidinic acid 
Acp 6-Aminocaproic acid 
Ahe 2-Aminoheptanoic acid 
Aib 2-Aminoisobutyric acid 
bAib 3-Aminoisobutyric acid 
Apm 2-Aminopimelic acid 
Dbu 2,4-Diaminobutyric acid 
Des Desmosine 
Dpm 2,2'-Diaminopimelic acid 
Dpr 2,3-Diaminopropionic acid 
EtGly N-Ethylglycine 
EtAsn N-Ethylasparagine 
Hyl Hydroxylysine 
aHyl allo-Hydroxylysine 
3Hyp 3-Hydrox yproline 
4Hyp 4-Hydroxyproline 

Ide Isodesmosine 

alle allo-Isoleucine 

MeGly N-Methylglycine, sarcosine 

Melle N-Methylisoleucine 

MeLys N-Methylvaline 

Nva Norvaline 

Nle Norleucine 

Orn Ornithine 


$1.823 Requirements for nucleotide and/or amino acid se- 
quences as part of the application papers. 


(a) The “Sequence Listing,” required by §1.821(c), setting 
forth the nucleotide and/or amino acid sequences, and associated 
information in accordance with paragraph (b) of this section, 
must begin on a new page and be titled “Sequence Listing” and 
appear immediately prior to the claims. Each page of the “Se- 
quence Listing” shall contain no more than 66 lines and each 
line shall contain no more than 72 characters. A fixed-width 
font shall be used exclusively throughout the “Sequence List- 
ing.” 

(b) The “Sequence Listing” shall, except as otherwise indi- 
cated, include, in addition to and immediately preceding the 
actual nucleotide and/or amino acid sequence, the following 
items of information. The order and presentation of the items 
of info:mation in the “Sequence Listing” shall conform to the 
arrangement given below, except that parenthetical explanatory 
information following the headings (identifiers) is to be omitted. 
Each item of information shall begin on a new line, enumerated 
with the number/numeral/letter in parentheses as shown below, 
with the heading (identifier) in upper case characters, followed 
by a colon, and then followed by the information provided. 
Except as allowed below, no item of information shall occupy 
more than one line. Those items of information that are appli- 
cable for all sequences shall only be set forth once in the 
“Sequence Listing.” The submission of those items of informa- 
tion designated with an “M” is mandatory. The submission of 
those items of information designated with an “R” is recom- 
mended, but not required. The submission of those items of 
information designated with an “0” is optional. Those items 
designated with “rep” may have multiple responses and, as such, 
the item may be repeated in the “Sequence Listing.” 


(1) GENERAL INFORMATION (Application, diskette/tape 
and publication information): 

(i) APPLICANT (maximum of first ten named applicants; 
specify one name per line: SURNAME comma OTHER 
NAMES and/or INITIALS - M/rep): 
(ii) TITLE OF INVENTION (title of the invention, as 
elsewhere in application, four lines maximum - M): 
(iii) NUMBER OF SEQUENCES (number of sequences 
in the Sequence Listing” - M): 
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(iv) CORRESPONDENCE ADDRESS (M): 
(A) ADDRESSEE (name of applicant, firm, company 
or institution, as may be appropriate): 
(B) STREET (correspondence street address, as_else- 
where in applicaton, four lines maximum): 
(C) CITY (correspondence city address, as elsewhere 
in application): 
(D) STATE (correspondence state, as elsewhere in 
application): 
(E) COUNTRY (correspondence country, as elsewhere 
in application): 
(F) ZIP (correspondence zip or postal code, as elsewhere 
in application): 

(v) COMPUTER READABLE FORM (M): 
(A) MEDIUM TYPE (type of diskette/tape submitted): 
(B) COMPUTER (type of computer used with diskette/ 
tape submitted): (iv) ANTI-SENSE (yes/no - R): 
(C) OPERATING SYSTEM (type of operating system (v) FRAGMENT TYPE (for proteins and peptides only, 
used): at least one of the following should be included in the 
(D) SOFTWARE (type of software used to create com- Sequence Listing - R): 
puter readable form): - N-terminal fragment; 

(vi) CURRENT APPLICATION DATA (M, if available): - C-terminal fragment and 
(A) APPLICATION NUMBER (U.S. application num- - internal fragment. 


- tRNA; 
- rRNA; 
- snRNA; 
- scCRNA; 
- preRNA; 
- cDNA to genomic RNA; 
- cDNA to mRNA; 
- cDNA to tRNA; 
- cDNA to rRNA; 
- cDNA to snRNA; 
- cDNA to scRNA; 
- Other nucleic acid; 
(A) DESCRIPTION (four lines maximum): 

- protein and 
- peptide. 

(iii) HYPOTHETICAL (yes/no - R): 


ber, including a series code, a slash and a serial number, 
or U.S. PCT application number, including the letters 
PCT, a slash, a two letter code indicating the U.S. as 
the Receiving Office, a two digit indication of the 
year, a slash and a five digit number, if available): 
(B) FILING DATE (U.S. or PCT application filing date, 
if available; specify as dd-MMM-yyyy): 

(C) CLASSIFICATION (IPC/US classification or F- 
term designation, where F-terms have been developed, 
if assigned, specify each designation, left justified, 
within an eighteen position alpha numeric field - rep, 
to a maximum of ten classification designations): 

(vii) PRIOR APPLICATION DATA (prior domestic, for- 

eign priority or international application data, if appli- 

cable - M/rep): 

(A) APPLICATION NUMBER (application number; 
specify as two letter country code and an eight digit 
application number; or if a PCT application, specify as 
the letters PCT, a slash, a two lettercode indicating 
the Receiving Office, a two digit indication of the year, 
a slash and a five digit number): 

(B) FILING DATE (document filing date, specify as 
dd-MMM-YYYY): 

(viii) ATTORNEY/AGENT INFORMATION (0): 

(A) NAME (attorney/agent name; SURNAME comma 
OTHER NAMEs and/or INITIALS): 

(B) REGISTRATION NUMBER (attormey/agent regis- 
tration number): 

(C) REFERENCE/DOCKET NUMBER (attorney/agent 
reference or docket number): 

(ix) TELECOMMUNICATION INFORMATION (0): 
(A) TELEPHONE (telephone number of applicant or at- 
torney/agent): 

(B) TELEFAX (telefax number of applicant or attorney/ 
agent): 

(C) TELEX (telex number of applicant or attorney/ 

agent): 


(2) INFORMATION FOR SEQ ID NO: X (rep): 
(i) SEQUENCE CHARACTERISTICS (M): 
(A) LENGTH (sequence length, expressed as number 
of base pairs or amino acid residues): 
(B) TYPE (sequence type, i.e., whether nucleic acid or 
amino acid): 
(C) STRANDEDNESS (if nucleic acid, number of strands 
of source organism molecule, i.e., whether single stranded, 
double stranded, both or unknown to applicant): 
(D) TOPOLOGY (whether source organism molecule 
is circular, linear, both or unknown to applicant) 
(ii) MOLECULE TYPE (type of molecule sequenced in 
SEQ ID NO:X (at least one of the following should be 
included with subheadings, if any, in Sequence Listing 
- R)): 


(vi) ORIGINAL SOURCE (original source of molecule se- 
quenced in SEQ ID NO:X - R): 
(A) ORGANISM (scientific name of source organism): 
(B) STRAIN: 
(C) INDIVIDUAL ISOLATE (name/number of individ- 
ual/isolate): 
(D) DEVELOPMENTAL STAGE (give developmental 
stage of source organism and indicate whether de- 
rived from germ-line or rearranged developmental 
pattern): 
(E) HAPLOTYPE: 
(F) TISSUE TYPE: 
(G) CELL TYPE: 
(H) CELL LINE: 
(1) ORGANELLE: 
(vii) IMMEDIATE SOURCE (immediate experimental 
source of the sequence in SEQ ID NO:X - R): 
(A) LIBRARY (library -type,name): 
(B) CLONE (clone(s)): 
(viii) POSITION IN GENOME (position of sequence in 
SEQ ID NO:X in genome - R): 
(A) CHROMOSOME/SEGMENT (chromosome/seg- 
ment - name/number): 
(B) MAP POSITION: 
(C) UNITS (units for map position, i.e., whether units 
are genome percent, nucleotide number or other/spec- 
ify): ; 
(ix) FEATURE (description of points of biological sig- 
nificance in the sequence in SEQ ID NO:X - R/tep): 
(A) NAME/KEY (provide appropriate identifier for 
feature - four lines maximum): 
(B) LOCATION (specify location according to syntax 
of DDBJ/EMBL/GenBank Feature Tables Definition, 
including whether feature is on complement of pre- 
sented sequence; where appropriate state number of first 
and last bases/amino acids in feature - four lines max- 
imum): 
(C) IDENTIFICATION METHOD (method by which 
the feature was identified, i.e., by experiment, by simi- 
larity with known sequence or to an established con- 
sensus sequence, or by similarity to some other pattern 
- four lines maximum): 
(D) OTHER INFORMATION (include information on 
phenotype conferred, biological activity of sequence or 
its product, macromolecules which bind to sequence 
or its product, or other relevant information - four lines 
maximum): 
(x) PUBLICATION INFORMATION (Repeat section for 
each relevant publication - O/rep): 
(A) AUTHORS (maximum of first ten named authors 
of publication; specify one name per line: SURNAME 
comma OTHER NAMES and/or INITIALS - rep): 
(B) TITLE (title of publication): 


- Genomic RNA; 
- Genomic DNA; 
- mRNA 


(C) JOURNAL (journal name in which data published): 
(D) VOLUME (journal volume in which data pub- 
lished): 
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(E) ISSUE (journal issue number in which data pub- 
lished): 

(F) PAGES (journal page numbers in which data pub- 
lished): 

(G) DATE (journal date in which data published; specify 
as dd-MMM-yyyy, MMM-YYYY or Season-YYYY): 
(H) DOCUMENT NUMBER (document number, for 
patent type citations only; specify as two letter country 
code, eight digit document number (right justified), one 
letter and, as appropriate, one number or a space as a 
document type code; or if a PCT application, specify 
as the letters PCT, a slash, a two letter code indicating 
the Receiving Office, a two digit indication of the year, 
a slash and a five digit number; or if a PCT pub- 
lication, specify as the two letters WO, a two digit 
indication of the year, a slash and a five digit publication 
number): 

(I) FILING DATE (document filing date, for patent-type 
citations only; specify as dd-MMM.-yyyy): 

(J) PUBLICATION DATE (document publication date; 
for patent-type citations only, specify as dd-MMM- 


yyyy): 
(K) RELEVANT RESIDUES In SEQ ID NO:X (rep): 
FROM (position) TO (position) 

(xi) SEQUENCE DESCRIPTION: SEQ ID NO:X: 


§ 1.824 Form and format for nucleotide and/or amino acid 
sequence submissons In computer readable form. 


(a) The computer readable form required by §1.821(e) shall 
contain a printable copy of the “Sequence Listing,” as defined 
in §§1.821(c), 1.822 and 1.823, recorded as a single file on either 
a diskette or a magnetic tape. The computer readable form shall 
be encoded and formatted such that a printed copy of the 
“Sequence Listing” may be recreated using the print commands 
of the computer/operating-system configuration specified in 
paragraph (f) of this section. 

(b) The file in paragraph (a) of this section shall be encoded 
in a subset of the American Standard Code for Information 
Interchange (ASCII). This subset shall consist of all the printable 
ASCII characters including the ASCII space character plus line- 
termination, pagination and end-of-file characters associated 
with the computer/operating-system configurations specified in 
paragraph (f) of this section. No other characters shall be al- 
lowed. 

(c) The computer readable form may be created by any means, 
such as word processors, nucleotide/amino acid sequence edi- 
tors or other custom computer programs; however, it shall be 
readable by one of the computer/operating-system configura- 
tions specified in paragraph (f) of this section, and shall conform 
to the specifications in paragraphs (a) and (b) of this section. 

(d) The entire printable copy of the “Sequence Listing” shall 
be contained within one file on a single diskette or magnetic 
tape unless it is shown to the satisfaction of the Commissioner 
that it is not practical or possible to submit the entire printable 
copy of the “Sequence Listing” within one file on a single 
diskette or magnetic tape. 

(e) The submitted diskette or tape shall be write-protected 
such as by covering or uncovering diskette holes, removing 
diskette write tabs or removing tape write rings. 

(f) As set forth in paragraph (c), above, any means may be 
used to create the computer readable form, as long as the 
following conditions are satisfied. A submitted diskette shall be 
readable on one of the computer/operating-system configura- 
tions described in paragraphs (1) through (3), below. A sub- 
mitted tape shall satisfy the format specifications described in 
paragraph (4), below. 


(1) Computer: IBM PC/XT/AT, IBM PS/2 or compatibles; 

Operating system: PC-DOS or MS-DOS (Ver- 
sions 2.1 or above); 

Line Terminator: ASCII Carriage Return plus 
ASCII Line Feed; 

Pagination: ASCII Form Feed or Series of Line 

Terminators; 

End-of-File: ASCII SUB (Ctrl-Z); 

Media: 
Diskette - 5.25 inch, 360 Kb storage; 
Diskette - 5.25 inch, 1.2 Mb storage; 
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Diskette - 3.50 inch, 720 Kb storage; 
Diskette - 3.5 inch, 1.44 Mb storage; 

Print Command: PRINT filename.extension; 

(2) Computer: IBM PC/XT/AT, IBM PS/2 or compatibles; 

Operating system: Xenix; 

Line Terminator: ASCII Carriage Return; 

Pagination: ASCII Form Feed or Series of Line 
Terminators; 

End-of-File: None; 

Media: 

Diskette - 5.25 inch, 360 Kb storage; 
Diskette - 5.25 inch, 1.2 Mb storage; 
Diskette - 3.50 inch, 720 Kb storage; 
Diskette - 3.5 inch, 1.44 Mb storage; 
Print Command; Ipr filename; 
(3) Computer: Apple Macintosh; 

Operating System: Macintosh; 

Macintosh File Type: text with line termination 
Line Terminator: Pre-defined by text type file; 
Pagination: Pre-defined by text type file; 
End-of-file: Pre-defined by text type file; 

Media: 

Diskette - 3.50 inch, 400 Kb storage; 
Diskette - 3.50 inch, 800 Kb storage; 
Diskette - 3.50 inch, 1.4 Mb storage; 

Print Command: Use PRINT command from any 
Macintosh Application that processes text files, 
such as MacWrite or TeachText; 

(4) Magnetic tape: 0.5 inch, up to 2400 feet; 

Density: 1600 or 6250 bits per inch, 9 track; 

Format: raw, unblocked; 

Line Terminator: ASCII Carriage Return plus op- 
tional ASCII Line Feed; 

Pagination: ASCII Form Feed or Series of Line 
Terminators; 

Print Command (Unix shell version given here as 

sample response - mt/dev/rmtO;Ipr</dev/r mtO): 


(g) Computer readable forms that are submitted to the Office 
will not be returned to the applicant. 

(h) All computer readable forms shall have a label perma- 
nently affixed thereto on which has been hand printed or typed, 
a description of the format of the computer readable form as 
well as the name of the applicant, the title of the invention, the 
date on which the data were recorded on the computer readable 
form and the name and type of computer and operating system 
which generated the files on the computer readable form. If all 
of this information can not be printed on a label affixed to the 
computer readabie form, by reason of size or otherwise, the label 
shall include the name of the applicant and the title of the 
invention and a reference number, and the additional informa- 
tion may be provided on a container for the computer readable 
form with the name of the applicant, the title of the invention, 
the reference number and the additional information affixed to 
the container. If the computer readable form is submitted after 
the date of filing under 35 U.S.C. 111, after the date of entry 
in the national stage under 35 U.S.C. 371 or after the time of 
filing, in the United states Receiving Office, an international 
application under the PCT, the labels mentioned herein must 
also include the date of the application and the appiication 
number, including series code and serial number. 


$1.825 Amendments to or replacement of sequence listing and 
computer readable copy thereof. 


(a) Any amendment to the paper copy of the “Sequence 
Listing” (§1.821(c)) must be made by the submission of sub- 
stitute sheets. Amendments must be accompanied by a statement 
that indicates support for the amendment in the application, as 
filed, and a statement that the substitute sheets include no new 
matter. Such a statement must be a verified statement if made 
by a person not registered to practice before the Office. 

(b) Any amendment to the paper copy of the “Sequence 
Listing,” in accordance with paragraph (a) of this section, must 
be accompanied by a substitute copy of the computer readable 
form (§1.821(e)) including all previously submitted data with 
the amendment incorporated therein, accompanied by a state- 
ment that the copy in computer readable form is the same as 
the substitute copy of the “Sequence Listing.” Such a statement 
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must be a verified statement if made by a person not registered 
to practice before the Office. 

(c) Any appropriate amendments to the “Sequence Listing” 
in a patent, e.g., by reason of reissue or certificate of correction, 
must comply with the requirements of paragraphs (a) and (b) 
of this section. 

(d) If, upon receipt, the computer readable form is found to 
be damaged or unreadable, applicant must provide, within such 
time as set by the Commissioner, a substitute copy of the data 
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in computer readable form accompanied by a statement that the 
substitute data is identical to that originally filed. Such a state- 
ment must be a verified statement if made by a person not 

registered to practice before the Office. 
April 20, 1990 HARRY F. MANBECK 
Asst. Secretary and 
Commissioner of Patents 
and Trademarks 
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APPENDIX I 
SAMPLE SEQUENCE LISTING 
(1) GENERAL INFORMATION: 


()APPLICANT: Doe, Joan X. 
Doe, John Q. 


(ii) TITLE OF INVENTION: Isolation and Characterization of a Gene Encoding a Protease from Paramecium sp. 


(iii) NUMBER OF SEQUENCES: 2 


(iv) CORRESPONDENCE ADDRESS: 
(A) ADDRESSEE: Smith and Jones 
(B) STREET: 123 Main Street 
(C) CITY: Smalitown 
(D) STATE: Anystate 
(E) COUNTRY: USA 
(F) ZIP: 12345 


(v) COMPUTER READABLE FORM: 
(A) MEDIUM TYPE: Diskette, 3.50 inch, 800 Kb storage 
(B) COMPUTER: Apple Macintosh 
(C) OPERATING SYSTEM: Macintosh 5.0 
(D) SOFTWARE: MacWrite 


(vi) CURRENT APPLICATION DATA: 
(A) APPLICATION NUMBER: 09/999,999 
(B) FILING DATE: 28-FEB-1989 
(C) CLASSIFICATION: 999/99 


(vii) PRIOR APPLICATION DATA: 
(A) APPLICATION NUMBER: PCT/US88/99999 
(B) FILING DATE: 01-MAR-1988 


(viii) ATTORNEY/AGENT INFORMATION: 
(A) NAME: Smith, John A. 
(B) REGISTRATION NUMBER: 00001 
(C) REFERENCE/DOCKET NUMBER: 01-0001 


(ix) TELECOMMUNICATION INFORMATION: 
(A) TELEPHONE: (909)999-0001 
(B) TELEFAX: (909)999-0002 


(2) INFORMATION FOR SEQ ID NO:1: 


(i) SEQUENCE CHARACTERISTICS: 
(A) LENGTH: 954 base pairs 
(B) TYPE: nucleic acid 
(C) STRANDEDNESS: single 
(D) TOPOLOGY: linear 


(ii) MOLECULE TYPE: genomic DNA 
(iii) HYPOTHETICAL: yes 
(iv) ANTI-SENSE: no 


(vi) ORIGINAL SOURCE: 
(A) ORGANISM: Paramecium sp 
(C) INDIVIDUAL/ISOLATE: XYZ2 
(G) CELL TYPE: unicellular organism 


(iv) IMMEDIATE SOURCE: 
(A) LIBRARY: genomic 
(B) CLONE: Para-XYZ2/36 


(x) PUBLICATION INFORMATION: 

(A) AUTHORS: Doe, Joan X. 

Doe, Joan Q. 

(B) TITLE: Isolation and Characterization of a Gene Encoding a Protease from Paramecium sp. 

(C)JOURNAL: Fictional Genes 

(D) VOLUME: I 

(E) ISSUE: 1 

(F) PAGES: 1-20 

(G) DATE: 02-MAR-1988 

(K) RELEVANT RESIDUES IN SEQ ID NO:1:FROM 1 TO 954 
(xi) SEQUENCE DESCRIPTION: SEQ ID NO:1: 
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ATCGGGATAG TACTGGTCAA GACCGGTGGA CACCGGTTAA CCCCGGTTAA GTACCGGTTA 60 
TAGGCCATTT CAGGCCAAAT GTGCCCAACT ACGCCAATTG TTTTGCCAAC GGCCAACGTT 120 
ACGTTCGTAC GCACGTATGT ACCTAGGTAC TTACGGACGT GACTACGGAC ACTTCCGTAC 180 
GTACGTACGT TTACGTACCC ATCCCAACGT AACCACAGTG TGGTCGCAGT GTCCCAGTGT 240 
ACACAGACTG CCAGACATTC TTCACAGACA CCCC ATG ACA CCA CCT GAA CGT CTC 295 
Met Thr Pro Pro Glu Arg Leu 
-30 

TTC CTC CCA AGG GTG TGT GGC ACC ACC CTA CAC CTC CTC CTT CTG GGG 343 
Phe Leu Pro Arg Val Cys Gly Thr Thr Leu His Leu Leu Leu Leu Gly 

-25 -20 -15 
CTG CTG CTG GTT CTG CTG CCT GGG GCC CAT GTGAGGCAGC AGGAGAATGG 393 
Leu Leu Leu Val Leu’ Leu Pro Gly Ala His 

-10 -5 


GGTGGCTCAG CCAAACCTTG AGCCCTAGAG CCCCCCTCAA CTCTGTTCTC CTAG GGG 450 
Gly 


CTC ATG CAT CTT GCC CAC AGC AAC CTC AAA CCT GCT GCT CAC CTC ATT 498 
Leu Met His Leu Ala His Ser Asn Leu Lys Pro Ala Ala His Leu Ile 
1 5 10 15 


GTAAACATCC ACCTGACCTC CCAGACATGT CCCCACCAGC TCTCCTCCTA CCCCTGCCTC 558 
AGGAACCCAA GCATCCACCC CTCTCCCCCA ACTTCCCCCA CGCTAAAAAA AACAGAGGGA 618 
GCCCACTCCT ATGCCTCCCC CTGCCATCCC CCAGGAACTC AGTTGTTCAG TGCCCACTTC 678 


TAC CCC AGC AAG CAG AAC TCA CTG CTC TGG AGA GCA AAC ACG GAC CGT 726 
Tyr Pro Ser Lys Gin Asn Ser Leu Leu Trp Arg Ala Asn Thr Asp Arg 

: 20 25 30 
GCC TTC CTC CAG GAT GGT TTC TCC TTG AGC AAC AAT TCT CTC CTG GTC 774 


Ala Phe Leu Gin Asp Gly Phe Ser Leu Ser Asn Asn Ser Leu Leu Val 
35 40 45 


TAGAAAAAAT AATTGATTTC AAGACCTTCT CCCCATTCTG CCTCCATTCT GACCATTTCA 834 
GGGGTCGTCA CCACCTCTCC TITGGCCATT CCAACAGCTC AAGTCTTCCC TGATCAAGTC 894 
ACCGGAGCTT TCAAAGAAGG AATTCTAGGC ATCCCAGGGG ACCCACACCT CCCTGAACCA 954 
(2) INFORMATION FOR SEQ ID NO:2: 

(i) SEQUENCE CHARACTERISTICS: 


(A) LENGTH: 82 amino acids 
(B) TYPE: amino acid 
(D) TOPOLOGY: linear 


(ii) MOLECULE TYPE: protein 
(vii) FEATURE: 


(A) NAME/KEY: Signal sequence 

(B) LOCATION: -34 to -1 

(C) IDENTIFICATION METHOD: similarity to other signal sequences, hydrophobic 
(D) OTHER INFORMATION: expresses protease 


(x) PUBLICATION INFORMATION: 
(A) AUTHORS: Doe, Joan X. 
Doe, John Q. 
(B) TITLE: Isolation and Characterization of a Gene Encoding a Protease from Paramecium sp. 
(C) JOURNAL: Fictional Genes 
(D) VOLUME: I 
(E) ISSUE: 1 
(F) PAGES: 1-20 
(G) DATE: 02-MAR-1988 
(K) RELEVANT RESIDUES IN SEQ ID NO:2:FROM -34 TO 48 


(xi) SEQUENCE DESCRIPTION: SEQ ID NO:2: 
Met Thr Pro Pro Glu Arg Leu Phe Leu Pro Arg Val Cys Gly Thr Thr 
-30 -25 
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Leu His Leu Leu Leu Leu Gly Leu Leu Leu Val Leu Leu Pro Gly Ala 
-15 -10 


His Gly Leu Met His Leu Ala His Ser Asn Leu Lys Pro Ala Ala His 
1 5 10 


Leu Ile Tyr Pro Ser Lys Gin Asn Ser Leu Leu Trp Arg Ala Asn Thr 
15 20 25 30 


Asp Arg Ala Phe Leu Gin Asp Gly Phe Ser Leu Ser Asn Asn Ser Leu 
35 40 45 


Leu Val 


APPENDIX II 
HEADINGS FOR INFORMATION ITEMS IN § 1.823 


(1) GENERAL INFORMATION: 

(i) APPLICANT: 

(ii) TITLE OF INVENTION: 

(iii) NUMBER OF SEQUENCES: 

(iv) CORRESPONDENCE ADDRESS: 
(A) ADDRESSEE: 
(B) STREET: 
(C) CITY: 
(D) STATE: 
(E) COUNTRY: 
(F) ZIP: 

(v) COMPUTER READABLE FORM: 
(A) MEDIUM TYPE: 
(B) COMPUTER: 
(C) OPERATING SYSTEM: 
(D) SOFTWARE: 

(vi) CURRENT APPLICATION DATA: 
(A) APPLICATION NUMBER: 
(B) FILING DATE: 
(C) CLASSIFICATION: 

(vii) PRIOR APPLICATION DATA: 
(A) APPLICATION NUMBER: 
(B) FILING DATE: 

(viii) ATTORNEY/AGENT INFORMATION: 
(A) NAME: 
(B) REGISTRATION NUMBER: 


(C) REFERENCE/DOCKET NUMBER: 
(ix) TELECOMMUNICATION INFORMATION: 


(A) TELEPHONE: 
(B) TELEFAX: 
(C) TELEX: 


(2) INFORMATION FOR SEQ ID NO:xX: 
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(i) SEQUENCE CHARACTERISTICS: 
(A) LENGTH: 
(B) TYPE: 
(C) STRANDEDNESS: 
(D) TOPOLOGY: 

(ii) MOLECULE TYPE: 

-Genomic RNA; 

-Genomic DNA; 

-mRNA; 

-tRNA; 

-rRNA; 

-snRNA; 

-scRNA; 

-preRNA; 

-cDNA to genomic RNA; 

-cDNA to mRNA; 

-cDNA to tRNA; 

-cDNA to rRNA; 

-cDNA to snRNA; 

-cDNA to scRNA; 

-Other nucleic acid; 
(A) DESCRIPTION: 

-protein and 

-peptide. 

(iii) HYPOTHETICAL: 

(iv) ANTI-SENSE: 

(v) FRAGMENT TYPE: 

(vi) ORIGINAL SOURCE: 
(A) ORGANISM: 
(B) STRAIN: 
(C) INDIVIDUAL ISOLATE: 
(D) DEVELOPMENTAL STAGE: 
(E) HAPLOTYPE: 


(F) TISSUE TYPE: 
(G) CELL TYPE: 


(H) CELL LINE: 

(I) ORGANELLE: 
(vii) IMMEDIATE SOURCE: 

(A) LIBRARY: 

(B) CLONE: 
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(viii) POSITION IN GENOME: 
(A) CHROMOSOME/SEGMENT: 
(B) MAP POSITION: 


(C) UNITS: 
(ix) FEATURE: 


(A) NAME/KEY: 

(B) LOCATION: 

(C) IDENTIFICATION METHOD: 

(D) OTHER INFORMATION: 
(x) PUBLICATION INFORMATION: 

(A) AUTHORS: 

(B) TITLE: 

(C) JOURNAL: 

(D) VOLUME: 

(E) ISSUE: 

(F) PAGES: 

(G) DATE: 

(H) DOCUMENT NUMBER: 

(I) FILING DATE: 

(J) PUBLICATION DATE: 

(K) RELEVANT RESIDUES: 


(xi) SEQUENCE DESCRIPTION: SEQ ID NO:x: 
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(90)Availability of PatentIn Computer Program and Policy 
Regarding Enforcement of the Requirements for Patent 
Applications Containing Nucleotide Sequence and/or 
Amino Acid Sequence Disclosure 


The Patent and Trademark Office (PTO) has developed a 
computer program, called PatentIn, that will facilitate compli- 
ance with the Requirements for Patent Applications Containing 
Nucleotide Sequence and/or Amino Acid Sequence Disclosures 
(sequence rules: 37 CFR §§ 1.821 through 1.825). (Final rules 
were published in the Federal Register, 55 Fed. Reg. 18230 
(May 1, 1990), and in the Official Gazette, 1114 O.G. 29 (May 
15, 1990).) 

The PatentIn program is now available. The program is only 
available for IBM PC XT, AT, PS/2 and compatible systems, 
having hard disk drives. Installation of PatentIn on a hard disk 
requires a minimum of 1.2 megabytes free disk space. The 
program further requires a PC with 550 kilobytes free in RAM 
(random access memory). The program is available on 3 1/2" or 
5 1/4" diskettes. While the PatentIn program is not intended to be 
the sole means for complying with the sequence rules, it should 
be noted that it was designed to facilitate compliance with all of 
the mandatory an optional requirements of the rules. 

The PTO did not receive the final version of the PatentIn 
program until after the effective date of the sequence rules. In 
view of this delay, the PTO has delayed sending notices to 
comply with the sequence rules in those applications filed that 
have not attempted to comply with the rules. Although the 
effective date of the sequence rules remains October 1, 1990, and 
all applications filed on or thereafter must eventually comply 
with the rules, a grace period with respect to enforcement of the 
rules for most applications will be in effect until February 15, 
1991. At that time, notices to comply will be mailed in all 
applications, containing nucleotide sequence and/or amino acid 
sequence disclosures filed on or after October 1, 1990, that have 
not complied or do not comply with the rules. 

Requests for copies of the PatentIn program and associated 
materials should be made in writing, addressed to the Commis- 
sioner of Patent and Trademarks, Washington, D.C. 20231, 
Attention: Lois E. Boland; Special Program Examiner, Office of 
the Assistant Commissioner for Patents-Crystal Park 2, Suite 
919. Request should include a check for $480.00 or the requisite 
authorization to charge a PTO Deposit Account. If Applicable, 
requests should also specify diskette size. Any questions about 
the sequence rules or this notice should be directed to Lois E. 
Boland, by telephone, at (703) 557-8384. 


Dec. 19, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1122 OG 620] 


(91) Examination of Claims For Patentability 


Under 35 U.S.C. 103 


The purpose of this notice is to inform the public of the current 
Patent and Trademark Office policy concerning determinations 
of obviousness under 35 U.S.C. 103 in view of the recent 
Supreme Court decision in Sakraida v. Ag Pro, 189 USPQ 
449 (1976). 


The following text is a copy of a memorandum issued to all 


patent examining personnel relative to this topic. “A clarification 
of the policy of the Patent and Trademark Office in the exami- 
nation of claims for patentability under 35 U.S.C. 103 seems 
in order at this time in view of the Supreme Court’s decision 
in Sakraida v. Ag Pro, 189 USPQ 449 (decided April 20, 1976) 
which is similar to the Court’s earlier decision in Anderson’ s- 
Black Rock, Inc. v. Pavement Salvage Co., 163 USPQ 673 
(decided December 8, 1969). “Office policy has consistently 
been to follow Graham v. John Deere Co., 148 USPQ 4559 
(decided February 21, 1966) in the consideration and determi- 
nation of obviousness under 35 U.S.C. 103. The three factual 
inquiries enunciated therein as a background for determining 
obviousness are as follows: 


1. Determination of the scope and content of the prior art; 
2. Ascertaining the differences between the prior art and the 
claims in issue; and 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 191 
(90) 


3. Resolving the level of ordinary skill in the pertinent art. 


“Attention is directed to MPEP Section 706 for a more complete 
discussion of the application of the Graham test. “The Supreme 
Court reaffirmed and relied upon the Graham three-pronged test 
in its consideration and determination of obviousness in the fact 
Situations presented in both the Ag Pro and Black Rock deci- 
sions. In each case, the Court went on to discuss whether the 
claimed combinations produced a ‘new or different function’ 
and a ‘synergistic result,’ but clearly decided whether the claimed 
inventions were unobvious on the basis of the three-way test 
in Graham. Nowhere in its decisions in those cases does the 
Court state that the ‘new or different function’ and ‘synergistic 
result’ tests supersede a finding of unobviousness or obvious- 
ness under the Graham test. “Accordingly, examiners should 
continue to apply the test for patentability under 35 U.S.C. 103 
set forth in Graham. It should be noted that the Supreme Court’s 
application of the Graham test to the fact circumstances in Ag 
Pro is somewhat stringent, as it was in Black Rock.” 


C. MARSHALL DANN, 
Commissioner of Patents 
& Trademarks. 


July 8, 1976. 
[949 O.G. 3] 


(92) Translations of Foreign Language References 

Frequently, Office actions cite references that are in a foreign 
language. In the event a translation of the entire text or portion 
of the text of the reference is readily available in the examiners’ 
search files, a copy of the translation will normally be included 
with the Office action. However, applicants are cautioned that 
the inclusion of a translation with a foreign language reference 
should not be construed to mean that the examiner used or relied 
on the translation, or that it is accurate or an official translation 
made by the Patent and Trademark Office. 

While this service may be infrequent, it could be increased 
by the submission of translations by the applicant to the Office. 
Accordingly, it is requested that translations of foreign language 
references be transmitted to the Office, and in particular be 
transmitted with the response to the Office action or in a separate 
envelope addressed to: Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. In addition, it would be of great 
assistance to the Office in filing the translation, if the translation 
carried the following: 1. an identification of the foreign language 
reference and, where possible. 2. its location in the examiners’ 
search files (e.g. location should be known if reference was cited 
in Office action). If indentifying information is not available, 
the incoming translation should carry the name “Scientific 
Library” thereon so that it can be processed by the Library. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Oct. 26, 1977. 


[964 O.G. 24] 


(93) Restriction Between Inventions 

The practice set out in the notice of June 20, 1968 (852 O.G. 
509) is hereby revised as follows. 

Under the statute an application may properly be required 
to be restricted to one of two or more claimed inventions only 
if they are able to support separate patents and they are either 
independent or distinct. 

If it is demonstrated that two or more claimed inventions have 
no disclosed relationship (“independent”), restriction should be 
required, and it is not necessary to further show that the claimed 
inventions are distinct. If it is demonstrated that two or more 
claimed inventions have a disclosed relationship (“depesdent”), 
then a showing of distinctness is required to subsiantiate a 
restriction requirement. 

Where inventions are neither independent nor distinct, one 
from the other, or they are not sufficiently different to support 
more than one patent, their joinder in a single application must 
be permitted. 
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Every requirement to restrict has two aspects, (1) the reasons 
(as distinguished from the mere statement of conclusion) why 
the inventions as claimed are either independent or distinct, and 
(2) the reasons for insisting upon restriction therebetween. 

In order to support a requirement to restrict between com- 
bination and subcombination inventions, two-way distinctness 
must be demonstrated. 

If it can be shown that a combination, as claimed (1) does 
not require the particulars of the subcombination as claimed for 
patentability, and (2) the subcombination can be shown to have 
utility either by itself or in other and different relations, the 
inventions are distinct. When these factors cannot be shown, 
such inventions are not distinct. 

Two or more claimed subcombinations, disclosed as usable 
together in a single combination, and which can be shown to 
be separately usable, are usually distinct from each other. 

In applications claiming inventions in different statutory 
categories only one-way distinctness is needed to support a 
restriction requirement. For example, in applications containing 
claims to both process and apparatus, distinctness may be shown 
if (1) the process as claimed can be practiced by hand or by 
another materially different apparatus, or (2) the apparatus as 
claimed can be used to practice another and materially different 
process. 

As in the notice of May 1, 1974 concerning Markush-Type 
claims (922 O.G. 1016), if the search and examination of an 
entire application can be made without serious burden, the 
examiner is encouraged to examine it on the merits, even though 
it includes claims to distinct or independent inventions. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Apr. 9, 1975. 
[934 O.G. 450] 


(94) Restriction Policy and Practice 

The purpose of this notice is to inform the public of the results 
of the survey that was conducted on restriction requirements 
made under 35 U.S.C. 121 in the Patent Examining Groups and 
to report clarifications that have been implemented as a result 
of a review of restriction policy and practice. 

The survey involved about 320 patent applications in which 
a restriction only Office action had been prepared by an exam- 
iner in the period between July—Sept. 1983. The selection of 
applications was proportioned among Groups according to the 
volume of restriction requirements during the period. The sta- 
tistics collected (Appendix A) and the definitions (Appendix 
B) for each item on the survey form are provided at the end 
of this notice. 

Some of the signific@nt findings of the survey include: 


* 19% (61/320) of the requirements surveyed were not reason- 
able based on a review of the record 

* 35% (88/249) of the requirements surveyed (not involving 
an election of species) were not supported by any reasons, 
or contained reasons which were clearly inapplicable to the 
facts 

* 41% (53/128) of the actions following an election and traverse 
did not address the arguments contained in the traverse 

* 91% (48/53) of a sample of 53 applications surveyed—the 
attorney or agent of record had no record of receiving a 
telephone call requesting an oral election 


In response to the results of this survey, existing guidelines 
in Chapter 800 of the Manual of Patent Examining Procedure 
(MPEP) have been reviewed with each examiner and supervisor 
in the Patent Examining Corps in order to promote uniformity 
of practice and compliance with existing guidelines. A follow- 
up survey will be conducted in early 1985. In addition, as a result 
of a review of our existing policy and guidelines, the following 
clarifications have been made: 


(1) Telephone Practice (MPEP 812.01) 
Except in those cases where the requirement for restriction 
is complex, the application is being prosecuted by the 
applicant pro se, or the examiner knows from past expe- 
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rience that an election will not be made by phone, the 
examiner should make a telephone call to the attorney or 
agent of record and request an oral election in accordance 
with MPEP 812.01, first paragraph. 
If an election cannot, or will not, be made orally at the time 
of the call or within a reasonable time thereafter, generally 
three working days, the Office action requiring the election 
in writing should contain the following sentence 
“A telephone call was made to (name of attorney or agent) 
on (date) to request an oral election to the above restriction 
requirement, but did not result in an election being made.” 

(2) Multiple Inventions In A Continuing Application 
Where claims to multiple inventions within the meaning 
of 35 U.S.C. 121 are presented in a continuing application 
(continuation, division, continuation-in-part including those 
which may be filed under 37 CFR 1.60 or 1.62), the 
examiner should make (or repeat) an appropriate require- 
ment for restriction and require an election by the applicant 
UNLESS 
(1) the applicant acknowledges the previous requirement 
in the parent application and clearly indicates which in- 
vention is to be prosecuted if the requirement is repeated. 
The examiner should make any proper requirement for 
restriction in the first Office action, state how applicant has 
indicated an election (e.g. statement in a preliminary 
amendment or transmittal letter), and include an action on 
the merits on the claims of the elected invention; 

or 

(2) The application is a continuation, but not a division or CIP 
filed as a File Wrapper Continuation (FWC) under 37 CFR 
1.62. The examiner should assume that the requirement and 
election made in the parent application carries over unless 
otherwise indicated by applicant. The exmainer’s first action 
should include a repetition of the restriction requirement 
made in the parent application to the extent it is still 
applicable in the continuation and an indication that pros- 
ecution is being continued on the invention elected and 
prosecuted by applicant in the parent application. 

The policy and practice of making requirements final 
and seeking review by way of petition (37 CFR 1.144) 
remains unchanged in a continuing application, whether 
a requirement for election was first made in the parent and 
renewed in the continuation application or was made for 
the first time in the continuation application. 

(3) Product, Process of Making, Process of Using (MPEP 
806.05(i)) 
Practice in this situation is being amended to conform to 
Rule 13.2(i) of the Patent Cooperation Treaty (PCT) so that 
a three way requirement can be required only where the 
process of making is not “specially adapted” to make the 
product (i.e. the requirements of MPEP 806.05(f) are met). 
Otherwise, the process of using must be joined with the 
claims directed to the product and the process of making 
the product even though a showing of distinctness between 
the product and process of using the product (MPEP 
806.05(h)) could be made. A determination of the patenta- 
bility of the product need not be made prior to making a 
requirement for restriction. 
The Manual of Patent Examining Procedure will be revised 
to reflect these clarifications in the next revision 


GERALD MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Aug. 1, 1984. 
[1046 O.G. 2] 


(95) Restriction Practice Survey II 

This notice is intended to inform the public of the results 
of a follow-up survey of applications containing a written 
restriction requirement. The results of the first survey were 
reported in the Official Gazette on Sept. 4, 1984 (1046 OG 2; 
Restriction Policy and Practice). Survey II involved 319 appli- 
cations selected at random in the Patent Examining Groups from 
those in which a restriction only action had been credited to 
an examiner in the period of July—Sept. 1984. This period was 
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after the Corps Management Meeting on June 5, 1984 in which 
restriction policy and practice were reviewed with all SPEs and 
Directors, and followed the distribution of review materials to 
all examiners. The results of Survey II showed significant 
improvements over the results of Survey I, but the results were 
still not considered satisfactory in several aspects. 


Survey Procedure: The selection of applications was generally 
proportioned among the Groups to correspond to the relative 
proportion of restriction only actions that were completed in 
each Group in the last quarter of FY 84. A minimum of ten 
applications were surveyed from each Group. The distribution 
was as follows: 


110-16 
120-37 
130-33 
150-47 


210-11 
220-10 
230-10 
240-30 
250-13 
260-10 


310-10 
320-18 
330-24 
340-30 
350-20 


TOTALS 133 84 102 


The survey team consisted of the same people who conducted 
the first survey. One person from the survey team reviewed each 
selected application file and completed the survey form regard- 
ing the restriction requirement(s) in the.file. The same survey 
form was used in each survey. 

In the event an application file could not be located or was 
not readily available, a different application was selected for 
the survey. In general, the substitute application was selected 
from those requirements completed by the same examiner 
assigned to the original application. 

The survey did not include any design applications. 
Survey Results: Statistical results of the survey are set forth 
on the survey form used in the Appendix including summaries 
on a Corps and discipline level. References in this notice to 
“Item” refer to the numbered items indicated on the survey form. 
These results indicate an improvement in all are as which were 
identified as acute problems in the first survey. We did not do 
a telephone survey to determine whether applicant’s represen- 
tative had been called prior to writing the requirement. 

In addition to the survey, the statistics on restriction require- 
ments before and after the training effort following the first 
survey are of interest. Statistics show that the number of restric- 
tion only actions has decreased 36% Corps-wide (52% in Group 
120 which had the highest volume in the first survey) following 
our training effort. These statistics are shown below. 

Total Total Corps Group 120 
First Restriction Restriction 
Quarter Actions Requirements Requirements 
514 
220 
212 
(247)* 


Apr-Jun 1984 
Jul-Sep 1984 
Oct-Dec 1984 


32,035 
32,216 
28,158 
(32,358)* 


2,771 
1,939 
1,522 
(1,775)* 
Oct-Dec vs Apr-Jun —36% —52%. 
*Figures adjusted (7/6 of actual) to reflect a 7 pay period quarter 
for comparison with the Apr.- June and July- Sept. quarters 
which included 7 pay periods. 


In addition, 24% of the applications in the second survey 
contained a specific reference to a telephone call that was made 
by the examiner, but did not result in an election being made. 
It was also apparent that some of the requirements were suf- 
ficiently complex to warrant a written communication. 

The applications reviewed in the second survey resulted in 
the conclusion that 9% of the requirements that were made were 
not reasonable on the record that was reviewed (Item 10 -30/ 
319). This compares to 19% (61/320) in the first survey. Of the 
30 cases in which a conclusion of unreasonableness was made, 
the requirement was traversed in 22 (73%) of those cases, not 
traversed in 7 cases (23%), and no response was filed in 1 case. 
In the 22 cases where the unreasonable requirement was trav- 
ersed, the requirement was withdrawn in 10 cases, not with- 
drawn in 8 cases, and no subsequent action had been made in 
4 cases. In the first survey, 11 unreasonable requirements were 
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withdrawn out of 61 made. The survey form on each of the 
unreasonable requirements in the second survey was returned 
and discussed with the Group Director. 

In our opinion, the reasons provided by the examiner for 
insisting upon restriction were not proper (either non-existent 
or based on the wrong criteria) in 18% (Item 5j-57/319) of the 
applications surveyed—compared to 35% in the first survey. 
In many of these cases, the reviewer determined that the require- 
ment was justified, but for reasons which the examiner did not 
set forth in the requirement. 

Our second survey revealed that applicant had traversed the 
requirements in 134 cases (Item 7c), and that where the examiner 
had given another action in those cases (Item 8-98), the reasons 
in the traverse had not been responded to in 30% (Item 8b-30/ 
98) of the cases. This represents a very modest improvement 
of the resuits in the first survey where 41% (53/128) had not 
responded to the arguments presented in applicants traverse. 

In addition to the statistical results, the survey team met to 
discuss some of the problems observed during the survey. 
Several members of the team again observed that problems were 
more likely to arise where complex requirements involving a 
large number of claims and/or inventions are encountered, and 
where the claim schedule required the application of combina- 
tion—sub-combination criteria to show patentable distinctness 
(MPEP 806.05c—two-way distinctness). Where three or more 
inventions are presented in a single application, it was observed 
that the examiner rarely showed distinctness among all of the 
combinations of groups (e.g. I-II, II-II, I-11). Another obser- 
vation that was frequently made was that many of the problems 
with incomplete requirements could have been avoided by the 
use of the form paragraphs and associated instructions. 
Further Action: While the second survey indicated that sig- 
nificant improvements have been realized in our pursuit of 
uniformity in restriction practice, we have not achieved an 
acceptable level of performance in several areas. The same types 
of problems predominated in each survey, but are now at a 
reduced level. There is clearly a continuing need for supervisory 
review. 

Supervisors will take the opportunity to emphasize the 
following points to examiners in their Art Units: 


(1) Use of telephone when appropriate to minimize pendency 
time; 

(2) Reasons to support the requirement (to satisfy the criteria 
for independence of patentable distinctness) and reasons 
for insisting upon restriction should be given in each written 
requirement. Mere conclusions are not sufficient; 

(3) The substance of arguments contained in applicant’s traverse 
should be responded to in the Office action following the 
traverse; 

(4) A showing of two-way distinctness is required in situations 
where combination-subcombination criteria are applicable 
(MPEP 806.05c); and 

(5) Use of appropriate form paragraphs should be encouraged. 


In addition, each Group will review all restriction require- 
ments made in the Group in a pay period at least once every 
six months. 

Finally, review of restriction practice will not be made a 
component part of the Quality Review Program on an ongoing 
basis because of the desirability of identifying problems of this 
type before prosecution is over and the desirability of maintain- 
ing their focus on substantive issues. Of course, the Quality 
Review Staff will continue to bring problems with restriction 
requirements to the attention of the Director when they are 
encountered in the course of their review procedures. 


DONALD J. QUIGG, 
Acting Commissioner of Patents 
and Trademarks. 


[1053 OG 5] 


(96) Revised Practice Re Markush-Type Claims 

This notice deals with Markush-type generic claims which 
include a plurality of alternatively usable substances or mem- 
bers. In most cases, a recitation by enumeration is used because 
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there is no appropriate or true generic language. In many cases, 
the Markush-type claims include independent and distinct in- 
ventions. This is true where two or more of the members are 
so unrelated and diverse that a prior art reference anticipating 
the claim with respect to one of the members would not render 
the claim obvious under 35 U.S.C. 103 with respect to the other 
member(s). 

In applications containing claims of that nature, the Examiner 
may require a provisional election of a single species prior to 
examination on the merits. The provisional election will be given 
effect in the event that the Markush-type claim will be examined 
fully with respect to the elected species and further to the extent 
necessary to determine patentability. Should the Markush-type 
claim be found not allowable, examination will be limited to 
the Markush-type claim and claims to the elected species, with 
claims drawn to species patentably distinct from the elected 
species held withdrawn from further consideration. 

As an example, in the case of an application with a Markush- 
type claim drawn to the compound C-R, wherein R is a radical 
selected from the group consisting of A, B, C, D, and E, the 
Examiner may require a provisional election of a single species, 
CA, CB, CC, CD, or CE. The Markush-type claim would then 
be examined fully with respect to the elected species and any 
species considered to be clearly unpatentable over the elected 
species. If on examination the elected species is found to be 
anticipated or rendered obvious by prior art, the Markush-type 
claim and claims to the elected species shall be rejected, and 
claims to the non-elected species would be held withdrawn from 
further consideration. As in the prevailing practice, a second 
action on the rejected claims would be made final. 

On the other hand, should no prior art be found that antici- 
pates or renders obvious the elected species, the search of the 
Markush-type claim will be extended. If prior art is then found 
that anticipates or renders obvious the Markush-type claim with 
respect to a non-elected species, the Markush-type claim shall 
be rejected and claim to the non-elected species held withdrawn 
from further consideration. The prior art search, however, will 
not be extended unnecessarily to cover all non-elected species. 
Should applicant, in response to this rejection of the Markush- 
type claim, overcome the rejection, as by amending the Markush- 
type claim to exclude the species anticipated or rendered obvious 
by the prior art, the amended Markush-type claim will be re- 
examined. The prior art search will be extended to the extent 
necessary to determine patentability of the Markush-type claim. 
In the event prior art is found during the re-examination that 
anticipates or renders obvious the amended Markush-type claim, 
the claim will be rejected and the action made final. Amendments 
submitted after the final rejection further restricting the scope 
of the claim will not be entered. 

If the members of the Markush group are sufficiently few 
in number or so closely related that a search and examination 
of the entire claim can be made without serious burden, the 
Examiner is encouraged to examine all claims on the merits, 
even though they are directed to independent and distinct in- 
ventions. In such a case, the Examiner will not follow the above 
procedure and will not require restriction. 

This notice supersedes the practice set out in 922 O.G. 1016. 
dated May 1, 1974. 

Although the above practice is now in effect, a rule change 
proposal is also being considered to provide for prosecution of 
multiple inventions in a single patent application by submission 
of additional fees. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


Oct. 23, 1978. 
(976 O.G. 128] 


(97) Unity of Invention Practice in International 
Applications and National Phase Applications 


Entered Under 35 U.S.C. 371 


The purpose of this notice is to set forth procedural guidelines 
for deciding questions of unity of invention which may arise 
in international applications when searched by the United States 
Patent and Trademark Office (USPTO) as an International 
Searching Authority and when examined during the national 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


phase in the United States as a Designated Office after entry 
under 35 U.S.C. 371 in connection with the Patent Cooperation 
Treaty (PCT). 

The May 28, 1986, decision in Caterpillar Tractor Co. v. 
Commissioner of Patents and Trademarks, Civil Action No. 84- 
1212-A, (E.D. Va.) held the Patent and Trademark office in- 
terpretation of 37 CFR 1.141(b)(2) as applied to unity of in- 
vention determinations in international applications was not in 
accordance with the Patent Cooperation Treaty and its imple- 
menting legislation. In the Caterpillar international application, 
the USPTO, when acting as an International Searching Author- 
ity, held lack of unity of invention between a set of claims 
directed to a process for forming a sprocket and a set of claims 
drawn to an apparatus (die) for forging such a sprocket. The 
court stated that it was an unreasonable interpretation to say that 
the expression “specifically designed” as found in PCT Rule 
13.2(ii) means that the process and apparatus can only be used 
with each other as set forth in the Manual of Patent Examining 
Procedure (MPEP) § 806.05(e). 

Therefore, in considering international applications as an 
International Searching Authority and during the national phase 
as a Designated Office under 35 U.S.C. 371, PCT Rule 13.1 
and 13.2 as interpreted in Caterpillar will be followed when 
considering unity of invention of claims of different categories 
without regard to 37 CFR 1.141. No change is being made in 
the restriction practice under 37 CFR 1.141(b) and (c) in United 
States national applications filed under 35 U.S.C. 111 outside 
the PCT. No change in practice is being made in regard to claims 
of the same category of invention either in PCT or U.S. national 
applications. Such a change in U.S. national restriction practices 
would require a statutory change in the fee levels to cover the 
additional examining effort required in individual patent appli- 
cations. 

PCT Rules 13.1 and 13.2 are reproduced below: 


PCT RULE 13 
Unity of Invention 


13.1 Requirement 

The international application shall relate to one invention 
only or to a group of inventions so linked as to form a single 
general inventive concept (“requirement of unity of invention”). 


13.2 Claims of Different Categories 

Rule 13.1 shall be construed as permitting, in particular, one 
of the following three possibilities: 

(i) in addition to an independent claim for a given product, 
the inclusion in the same international application of an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of the said product, and the inclusion in the same inter- 
national application of an independent claim for a use of the 
said product, or 

(ii) in addition to an independent claim for a given process, 
the inclusion in the same international application of an inde- 
pendent claim for an apparatus or means specifically designed 
for carrying out the said process, or 

(iii) in addition to an independent claim for a given product, 
the inclusion in the same international application of an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of the product, and the inclusion in the same international 
application of an independent claim for an apparatus or means 
specifically designed for carrying out the process. 


PCT Rule 13 only will be applied in the restriction practice 
used in national phase applications entered under 35 U.S.C. 371 
because 35 U.S.C. 372(b)(2) provides that “The Commissioner 
may cause the question of unity of invention to be reexamined 
under section 121 of this title, within the scope of the require- 
ments of the treaty and the Regulations”. 


Guidelines As to Implementation of Revised Unity of 
Invention Practice in International Applications and 
National Phase Applications Entered Under 35 U.S.C. 371 


(1) The revised practice for international and national phase 
applications will not be used for national applications filed under 
35 U.S.C. 111. 

(2) The revised practice will not affect the treatment of the 
claims of any applications (national or international) where the 
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question of lack of unity of invention relates to other than 
different categories of invention issues. Therefore, restriction 
and unity of invention practice involving, for example, Markush 
type claims, genus-species, intermediate-final product or com- 
bination-subcombination situations are not affected for any 
applications by this notice. 

(3) The expression “and as set forth in §§ 1.141” in 37 CFR 
1.481(a) will no longer be considered operative in view of the 
decision in Caterpillar Tractor Co., supra. The criteria of § 1.141 
continue to be applicable to U.S. national applications filed 
under 35 U.S.C. 111 as they were in effect prior to the Caterpillar 
decision and essentially the same as the practice which was in 
effect for many years prior to the PCT implementation. That 
is, practice will continue as set forth in MPEP Chapter 800 as 
modified in 1046 OG 2 for the practice relating to product, 
process of making and process of using. The practice in this 
latter situation is that a three way requirement for restriction can 
only be required where the process of making is distinct from 
the product (i.e., the requirements of MPEP 806.05(f) are met). 
Otherwise, the process of using must be joined with the claims 
directed to the product and the process of making the product 
even though a showing of distinctness between the product and 
process of using the product (MPEP 806.05(h)) could be made. 
A determination of the patentability of the product need not be 
made prior to making a requirement for restriction. 

(4) The criteria of PCT Rule 13 will be applied when de- 
termining unity of invention of claims to different categories 
of invention in considering international applications as an 
International Searching Authority and during the national phase 
as a Designated Office under 35 U.S.C. 371. 

(5) The revised practice will apply to all international ap- 
plications before the PTO as an International Searching Author- 
ity in which no search report has been issued and in all pending 
national stage applications entered under 35 U.S.C. 371 in which 
a holding of lack of unity of invention (requirement for restric- 
tion) has not been made final by the examiner or acquiesced 
in by the applicant as of the date of this notice. 

(6) In applying PCT Rule 13 to international applications as 
an International Searching Authority and to national phase 
applications under 35 U.S.C. 371, examiners will consider for 
unity of invention all of the claims to different categories of 
invention in the application and will permit retention in the same 
application for searching and/or examination, of claims to the 
categories which meet the requirements of any one of PCT Rule 
13.1(i) to (iii). 

In view of the court’s treatment of the USPTO’s distinctness 
test in Caterpillar, the USPTO will also permit in the same 
international application the following two combinations: 


(a) an independent claim for a given product and an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of said product. 

(b) an independent claim for a given product and an inde- 
pendent claim for a process of using the said product. 


If the different categories of claims do not fall within any 
one of PCT Rule 13.2(i) to (iii) or additional combinations (a) 
or (b) above, i.e., they claim more or less categories of invention 
than permitted in any one of PCT Rule 13.2(i) to (iii) or com- 
bination (a) or (b) above, unity of invention may not be present. 
Further, an independent claim for a use in PCT Rule 13.2(i) and 
combination (b) above is construed as being limited to a claim 
directed to a process. 

In determining unity of invention under PCT Rule 13.2(i) 
and (iii) and combination (a) above, the examiner will consider 
the word “specially” which appears before “adapted” to be an 
emphasis word rather than a limitation. In determining unity of 
invention under PCT Rule 13.2(ii), the examiner will consider 
the word “specifically” which appears before “designed” to be 
an emphasis word rather than a limitation. 


Detailed Explanation 
Under PCT Rule 13.2, Unity of Invention as to different 
categories of inventions is covered on the basis of 4 different 


categories of invention. They are: 


A. a product 
B. a process (for manufacture) 
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C. a use of the said product 
D. an apparatus or means for carrying out the process for 
manufacture. 


PCT Rule 13.2 provides for grouping of certain of these 
different categories of inventions and retaining unity of inven- 
tion. 


i. PCT Rule 13.2(i) provides for grouping claims to: 


A. a product 


B. a process for the manufacture of said product 
C. a use of the said product 


ii. PCT Rule 13.2(ii) provides for grouping claims to: 


B. a process (e.g. for the manufacture of a product) 
D. an apparatus or means for carrying out the said process. 


iii. PCT Rule 13.2(iii) provides for grouping claims to: 


A. a product 
B. a process for the manufacture of the product 
D. apparatus or means for carrying out the process. 


Also permitted by the USPTO are combinations: 


(a) A. a product 
B. a process for the manufacture of said product 


(b) A. a product 
C. a use of the said product 


If an application includes claims to all the categories of 
invention set forth in any one of PCT Rule 13.2(i), (ii), (iii), 
combinations (a) or (b) above, and no additional categories of 
invention are present, unity of invention exists and no additional 
search fees should be required or restriction requirement made. 

For example, if an application contains claims to only a 
process for the manufacture of a product and claims to a use 
of a product and no product claims is present, there is lack of 
unity of invention since the provisions of Rule 13.2(i) do not 
apply and the process for manufacture of a product is independ- 
ent of the use of the product since neither is dependent on the 
other. Also, if claims to all three categories of PCT Rule 13.2(i) 
are present at the time of the first Office action and all the product 
claims are canceled in the response to the first Office action, 
a requirement for restriction could be made, if appropriate, in 
the second Office action in view of the independent inventions 
remaining in the application. PCT Rule 13.2(i) would no longer 
apply since all three categories of claims would no longer be 
present in the application. However, the fact that claims to a 
certain category of invention are unpatentable does not affect 
the question of unity of invention provided the unpatentable 
claims are retained in the application. 

Where claims to a category of invention in addition to those 
listed in any one of PCT Rule 13.2(i), (ii), (iii) or combinations 
(a) or (b) above included in an application, unity of invention 
may be lacking between the claims drawn to the categories set 
forth in any one of PCT Rule 13.2(i), (ii), (iii) or combinations 
(a) or (b) above, and the claims to the additional category of 
invention. For example, if an application contained claims to 
a process for manufacture, claims to an apparatus or means for 
carrying out the process and claims to a use of the product 
manufactured, there could be lack of unity of invention. In such 
a Situation the examiner should group the claims to the process 
for manufacture and the claims for an apparatus or means for 
carrying out the process because unity of these two categories 
exists under PCT Rule 13.2(ii). The claims to the use of the 
product could be separately grouped if the “use” is shown to 
be “independent and distinct” of both the “process for manu- 


‘ facture” and the “apparatus or means for carrying out the process” 


as provided in Chapter 800 of the Manual of Patent Examining 
Procedure (MPEP). 

When the claims presented in an application are directed to 
several categories of invention so that more than one paragraph 
of PCT Rule 13.2 and combinations (a) or (b) above applies, 
the examiner will inspect the claims to see if the categories of 
invention set forth in PCT Rule 13.2, paragraphs (i), (iii) and 
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(ii), and then combinations (a) or (b) above are present in the 
application in that order. For example, if the categories of PCT 
Rule 13.2(i) are found in the application, the claims to those 
categories stated in PCT Rule 13.2(i) will be considered as one 
invention and any claims to different categories of invention 
will be reviewed to determine if they are “independent and 
distinct” of all the claims covered in PCT Rule 13.2(i) in 
accordance with theprovisions of Chapter 800 of the MPEP. 

Under PCT Rule 13.2 and combinations (a) and (b) above, 
unity will exist where the claims are limited to one invention 
in each category of invention recited. For example, under PCT 
Rule 13.2(i), claims are permitted to one product, one process 
of manufacturing and one use. If multiple products, processes 
of manufacture or uses are claimed, the first invention in the 
category first mentioned in the claims will be considered as the 
elected invention. The first recited invention of each additional 
category which is related as described in paragraph 7 below with 
the first invention as indicated in the previous sentence will be 
considered elected. Accordingly, for example, if multiple prod- 
ucts are claimed, the first recited product is constructively elected 
and the first recited process, if multiple processes adapted for 
making and/or using the product are claimed, is also construc- 
tively elected. Any such holding by the examiner will be made 
in the form of a restriction requirement in an application entered 
in the USPTO under 35 U.S.C. 371. Such a restriction require- 
ment would be made on the basis of criteria set forth in MPEP 
Chapter 800. Applicant would have the right to traverse such 
a restriction requirement in the response to the Office action. 

(7) The inventions recited by the claims of different cate- 
gories must be drawn to related rather than independent inven- 
tions. For example, the product as claimed in PCT Rule 13.2(i) 
and combinations (a) and (b) above must be able to be made 
by the claimed process for manufacture and the use claimed 
must be able to use the claimed product. Likewise in PCT Rule 
13.2(ii), the apparatus as claimed must be able to carry out the 
claimed process. In PCT Rule 13.2(iii), the claimed process of 
manufacture must be able to make the claimed product and the 
claimed apparatus or means must be able to perform the claimed 
process of manufacture. 

(9) Applicants should clearly indicate on all application 
papers filed for entry under 35 U.S.C. 371 and 37 CFR 1.61 
that the filing is being made under 35 U.S.C. 371. Otherwise, 
the application papers will be treated as having been filed under 
35 U.S.C. 111. 

(10) Any prior notices or policies relating to unity of inven- 
tion which are inconsistent herewith are superceded to the extent 
they are inconsistent with this notice. 

Appropriate changes in the Code of Federal Regulations will 
be proposed in due course to adjust the level of the search fees 
and national fees of § 1.445 to recover the cost of searching 
and examining international applications with claims to different 
categories of invention in a single international application. The 
fees were originally set based on the unity of invention practice 
previously in effect. 

If necessary, additional guidance for processing applications 
under PCT Rule 13 will be issued as experience is gained. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Aug. 15, 1986. 


[1070 OG 11] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 61231-7086] 


Unity of Invention and Patent 
Cooperation Treaty [Chapter IT] 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Final Rulemaking. 

Summary: The Patent and Trademark Office hereby amends its 
regulations (1) to change the practice in handling unity of 
invention issues in international applications under the Patent 
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Cooperation Treaty (PCT) and those entering the national stage 
under 35 U.S.C. 371 and (2) to establish procedures necessary 
for patent applicants to proceed under Chapter II of the Patent 
Cooperation Treaty. This rule change is being made because 
(1) the current rules for handling unity of invention issues in 
international applications are not consistent with the court 
decision in Caterpillar Tractor Co. v. Commissioner of Patents 
and Trademarks , 231 USPQ 590 (E.D. Va. 1986), and (2) 
legislation implementing Chapter II of the Patent Cooperation 
Treaty has recently been enacted. The promulgated rules will 
result in (1) the treatment of unity of invention issues in inter- 
national applications consistently with the court decision while 
retaining the current practice for national applications filed 
under 35 U.S.C. 111, and (2) procedures adequate for applicants 
to proceed under Chapter II of the Patent Cooperation Treaty. 
Effective Date: July 1, 1987. 

For Further Information Contact: Louis O. Maassel by tele- 
phone at (703) 557-3070 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This final rule change relates to 
(1) questions of unity of invention which may arise in inter- 
national applications when searched as an International Search- 
ing Authority and when examined as an International Prelimi- 
nary Examining Authority by the United States Patent and 
Trademark Office (USPTO) and during the national stage in 
the United States as a Designated Office after entry under 35 
U.S.C. 371 pursuant to the Patent Cooperation Treaty (PCT) 
and (2) procedures to be followed and fees to be paid under 
Chapter II of the Patent Cooperation Treaty. The rule change 
will also increase the amount of the international search fees 
and national fees in international applications in view of in- 
creased average effort required by the USPTO because of 
changes in the rules relating to unity of invention. No fees are 
being established under 35 U.S.C. 41. 


Background Information 
Unity of Invention 


The May 28, 1986, decision in Caterpillar Tractor Co. v. 
Commissioner of Patents and Trademarks, 231 USPQ 590 (E. 
D. Va., 1986) held that the Patent and Trademark Office inter- 
pretation of 37 CFR 1.141(b)(2) as applied to unity of invention 
determinations in international applications was not in accor- 
dance with the Patent Cooperation Treaty and its implementing 
rules. In the Caterpillar international application, the USPTO, 
acting as an International Searching Authority, had held lack 
of unity of invention between a set of claims directed to a process 
for forming a sprocket and a set of claims drawn to an apparatus 
(die) for forging a sprocket. The court stated that it was an 
unreasonable interpretation to say that the expression 
specifically designed” as found in PCT Rule 13.2(ii) 
means that the process and apparatus have 
unity of invention if they can only be used with each other, as 
set forth in the Manual of Patent Examining Procedure (MPEP) 
806.05(e). 

Therefore, when the Patent and Trademark Office considers 
international applications as an International Searching Author- 
ity, as an International Preliminary Examining Authority, and 
during the national stage as a Designated or Elected Office under 
35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be followed when 
considering unity of invention of claims of different categories 
without regard to the practice in national applications filed under 
35 U.S.C. 111. Nochange is being made in the current restriction 
practice in United States national applications filed under 35 
U.S.C. 111 outside the PCT. No change in practice is being made 
in regard to claims of the same category of invention either in 
PCT international applications or in U.S. national applications. 
Any such change in U.S. national restriction practice would 
require a statutory change in the fee levels in order to cover 
the additional examining effort required in individual patent 
applications. 

The unity of invention procedures set forth in the rules are 
already being substantially followed by the examiners in the 
USPTO as a result of the notice signed on Aug. 15, 1986, and 
published in the Official Gazette on Sept. 9, 1986 at 1070 O.G. 
11. The notice of Sept. 9, 1986 and any prior notices or policies 
relating to unity of invention which are inconsistent with the 
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rules and procedures in this final rules notice are superseded 
to the extent that they are inconsistent. 

The unity of invention practice set forth in PCT Rule 13 will 
be applied in national stage applications entered under 35 U.S.C. 
371 because 35 U.S.C. 372(b)(2) provides that “The Commis- 
sioner may cause the question of unity of invention to be 
reexamined under section 121 of this title, within the scope of 
the requirements of the treaty and the Regulations”. However, 
continuing applications filed under 35 U.S.C. 111 of interna- 
tional applications under the provisions of 35 U.S.C. 365(c) will 
be subject to the same restriction practice as other United States 
national applications filed under 35 U.S.C. 111. However, it is 
noted that where several inventions have been searched in the 
parent international application, the examination of such inven- 
tions in a continuing national application may not be burden- 
some and the examiner may consider all the inventions in such 
an application without making a restriction requirement. 


Implementation of Unity of Invention Practice in International 
Applications and National Stage Applications Entered Under 
35 U.S.C. 371 


(1) The practice established by these rules for international 
and national stage applications will not be applied to national 
applications filed under 35 U.S.C. 111. 

(2) The practice established by these rules will not affect 
the treatment of the claims of any applications (national or 
international) where the question of lack of unity of invention 
relates to other than different categories of invention issues. 

Therefore, restriction and unity of invention practice involv- 
ing, for example, Markush type claims, genus-species, interme- 
diate-final product or combination-subcombination situations 
is not affected for any applications by this rule change. 

(3) The criteria of § 1.141 would continue to be applicable 
to U.S. national applications filed under 35 U.S.C. 111 in a 
manner similar to that in effect prior to the Caterpillar decision 
and essentially the same as the practice which was in effect for 
many years prior to the PCT implementation. That is, national 
restriction practice will continue as set forth in MPEP Chapter 
800, as modified in 1046 O.G. 2 for the practice relating to 
product, process of making and process of using. The practice 
in this latter situation is that a three way requirement for restric- 
tion can only be made where the process of making is distinct 
from the product (i.e., the requirements of MPEP 806.05(f) are 
met). Otherwise, claims to the process of using must be joined 
with the claims directed to the product and the process of making 
the product even though a showing of distinctness between the 
product and process of using the product (MPEP 806.05(h)) 
could be made. This concept is included in paragraph 
1.141(b). 

(4) Under the rules, the criteria of PCT Rule 13.2 will be 
applied when considering unity of invention of claims drawn 
to different categories of invention in international applications 
as an International Searching Authority, International Prelimi- 
nary Examining Authority, and as a Designated or Elected Office 
in international applications which enter the national stage under 
35 U.S.C. 371. 

(5) Under the rules, in applying PCT Rule 13.2 to interna- 
tional applications as an International Searching Authority, an 
International Preliminary Examining Authority and to national 
stage applications under 35 U.S.C. 371, examiners will consider 
for unity of invention all of the claims to different categories 
of invention in the application and will permit retention in the 
same application for searching and/or examination, claims to 
the categories which meet the requirements of any one of PCT 
Rule 13.2(i) to (iii). 

Under the rules, the USPTO will also permit in the same 
international or national stage application the following two 
combinations: 

(1) An independent claim for a given product and an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of said product. 

(2) An independent claim for a given product and an inde- 
pendent claim for a process of using the said product. 

Under the rules, if an application contains a combination of 
categories of claims which do not fall within any one of the 
combinations of PCT Rule 13.2(i) to (iii) or additional combi- 
nations (1) or (2) above, i.e., they claim more or less categories 
of invention than permitted in any one of PCT Rule 13.2(i) to 
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(iii) or combination (1) or (2) above, unity of invention may 
not be present. 

Further, an independent claim for a use in PCT Rule 13.2(i) 
and combination (2) above will be construed as being limited 
to a claim directed to a process of using. In determining unity 
of invention under PCT Rule 13.2(i) and (iii) and combination 
(1) above, under the rules, the examiner will consider the word 
“specially” which appears before “adapted” to be an emphasis 
word rather than a limitation. In determining unity of invention 
under PCT Rule 13.2(ii), the examiner will consider the word 
“specifically” which appears before “designed” to be an em- 
phasis word rather than a limitation. 

Under the rules, if an application includes claims to all the 
categories of invention set forth in any one of PCT Rule 13.2(i), 
(ii), (iii), combinations (1) or (2) above, and no additional 
categories of invention are present, unity of invention will exist 
and no additional fees will be required or restriction requirement 
made. 

For example, if an application contained claims to only a 
process for the manufacture of a product and claims to a use 
of a product and no product claim is present, there will be lack 
of unity of invention since the provisions of Rule 13.2(i) do not 
apply because claims to all categories of invention set forth in 
PCT Rule 13.2(i) are not included in the application and the 
process for manufacture of a product is independent of the use 
of the product since neither is dependent on the other. Also if 
claims to all three categories of PCT Rule 13.2(i) were present 
at the time of the first Office action in a national stage application 
and all the product claims are rejected in the first Office action, 
a requirement for restriction could also be made, if appropriate, 
in view of independent inventions being in the application 
without an allowable linking (product) claim. 

Under the rules, where claims to a category of invention in 
addition to those listed in any one of PCT Rule 13.2 (i), (ii), 
(iii) or combinations (1) or (2) above are included in an appli- 
cation, unity of invention may be lacking between the claims 
drawn to the combination of the categories of invention set forth 
in any one of PCT Rule 13.2(i), (ii), or (iii) or combinations 
(1) or (2) above, and the claims to the additional category of 
invention. For example, if an application contains claims to a 
process for manufacture, claims to an apparatus or means for 
carrying out the process and claims to a process of using the 
product manufactured, there could be lack of unity of invention. 
In such a situation the examiner should group the claims to the 
process for manufacture and the claims for an apparatus or 
means for carrying out the process because unity of these two 
categories exists under PCT Rule 13.2(ii). The claims to the use 
of the product can be separately grouped if the “use” is shown 
to be “independent and distinct” of both the “process for 
manufacture” and the “apparatus or means for carrying out the 
process’’ as provided in Chapter 800 of the Manual of Patent 
Examining Procedure (MPEP). 

When the claims presented in an application are directed to 
several categories of invention under the rules so that more than 
one paragraph of PCT Rule 13.2 and combinations (1) or (2) 
above applies, the examiner would inspect the claims to see if 
the categories of invention set forth in PCT Rule 13.2, para- 
graphs (i), (ii) and (iii), and then combinations (1) or (2) above 
are present in the application in that order. For example, if the 
categories of PCT Rule 13.2(i) are found in the application, the 
claims to those categories stated in PCT Rule 13.2(i) will be 
considered as one invention and any claims to different cate- 
gories of invention will be reviewed to determine if they are 
“independent and distinct” of all the claims covered in PCT Rule 
13.2(i) in accordance with the provisions of Chapter 800 of the 
MPEP. 

(6) Under PCT Rule 13.2 and combinations (1) and (2) above, 
unity will exist where the claims are limited to one invention 
in each category of invention recited. For example, under PCT 
Rule 13.2(i), claims are permitted to one product, one process 
of manufacturing the product and one use of the product. If 
multiple products, processes of manufacture or uses are claimed, 
the first invention in the category first mentioned in the claims 
would be considered as the elected invention under the rules. 
The first recited invention of each additional category which 
is related to the first invention as indicated in the previous 
sentence will be considered elected. Accordingly, for example, 
if multiple products are claimed, the first recited product will 
be considered to be constructively elected and if multiple pro- 
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cesses adapted for making and/or using the product are claimed, 
the first recited process will also be constructively elected. Any 
additional inventions of the same category will be subject to 
payment of additional fees during the international stage. In a 
national stage application submitted under 35 U.S.C. 371 any 
such holding by the examiner will be made in the form of a 
restriction requirement. Such a restriction requirement will be 
made on the basis of criteria set forth in MPEP Chapter 800. 
Applicant will have the right to traverse such a restriction 
requirement in the response to the Office action. 

(7) Inventions of different categories, to have unity of in- 
vention, must be related rather than independent inventions. For 
example, the product as claimed in PCT Rule 13.2(i) and 
combinations (1) and (2) above must be capable of being made 
by the claimed process for manufacture or being used in the 
claimed process of use. Likewise in PCT Rule 13.2(ii), the 
apparatus as claimed must be capable of carrying out the claimed 
process. In PCT Rule 13.2(iii), the claimed process of manu- 
facture must be capable of preparing the claimed product and 
the claimed apparatus or means must be able to perform the 
claimed process of manufacture. 

(8) Under §§ 1.494 and 1.495, applicants must indicate on 
all application papers filed for entry under 35 U.S.C. 371 that 
the filing is being made under 35 U.S.C. 371. Otherwise, the 
application papers will be treated as having been filed under 
35 U.S.C. 111. 


Patent Cooperation Treaty, Chapter Il 


The Patent Cooperation Treaty became effective for the 
United States on Jan. 24, 1978. The United States, however, was 
one of six countries (out of the 40 countries who have ratified 
or acceded to the Treaty) which had reservations not to be bound 
by Chapter II. The document removing the reservation as to 
Chapter II was deposited with the Director General of the World 
Intellectual Property Organization on Apr. 1, 1987. Accord- 
ingly, Chapter II of the Treaty for the United States of America, 
Pub. L. 99-616 and these final regulations become effective 3 
months later on July 1, 1987. 

Chapter I of the Patent Cooperation Treaty provides a stan- 
dardized application format and a centralized filing procedure 
for international patent applications. Pursuant to Chapter I, an 
applicant may submit an International application, designating 
those member countries in which the applicant desires patent 
protection. Filing an international application has the same effect 
as filing a separate application in all designated member states 
with respect to the filing date. In addition, by filing an inter- 
national application, the applicant does not have to incur the 
expenses associated with national patent prosecution in the 
designated countries until 20 months from the priority date of 
the international application. During this period, the applicant 
obtains an international search report citing prior art deemed 
to be relevant to the claims of the invention contained in the 
international application. This helps the applicant decide whether 
to proceed with patent prosecution in the various countries 
originally designated. 

Chapter II of the Patent Cooperation Treaty provides two 
further benefits for the applicant. First, an additional 10 months 
is allowed, for a total of 30 months from the priority date of 
the international application, before the applicant must decide 
whether to proceed with national patent prosecution in the 
elected countries. Second, the applicant is provided with an 
international preliminary examination report. In contrast to the 
international search report, which provides citations of prior art 
pertinent to the invention, the international preliminary exami- 
nation report is a non-binding opinion from an International 
Preliminary Examining Authority as to whether the invention 
is novel, involves an inventive step (is non-obvious), and is 
industrially applicable. A preliminary examination report will 
be established within 28 months from the priority date. This 
preliminary examination report, together with the additional 10 
months before the decision to proceed with national prosecution 
is required, places the applicant in a better position to consider 
commercial factors associated with the invention and to decide 
whether to pursue patent protection in the various elected 
countries. 

To take advantage of these benefits provided by Chapter II, 
an applicant must file a “Demand” for a preliminary examination 
in an appropriate International Preliminary Examining Author- 
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ity prior to the expiration of the 19th month from the priority 
date and pay certain fees. The final rules establish the amounts 
of some of the necessary fees and procedures under Chapter 
II and also group all the rules unique to international applications 
in a separate area of the regulations. The rules fall into three 
groups: (1) those directed to procedures under Chapter I, (2) 
those directed to procedures under Chapter II, and (3) those 
directed to entering the national stage under 35 U.S.C. 371. 


Changes From the Proposed Rules 


In § 1.475, a new paragraph (f) has been added which sets 
forth in the rules the exact wording of PCT Rule 13. PCT Rule 
13 was included in the proposed rules as a footnote. The in- 
corporation of the wording of PCT Rule 13 into § 1.475(f) will 
make it easier to refer to and easier to locate. Sections 1.475, 
1.476, 1.487 and 1.499 are also changed to refer to § 1.475(f) 
rather than footnote 1. 

In § 1.480(c), the wording has been clarified by adding a 
reference to the election of the United States. 

Section 1.484(f) has been modified from the proposal to 
permit more than one interview in those situations where the 
examiner considers that an additional interview would be helpful. 

In § 1.485, paragraph (b) has not been included since the 
substance thereof is set forth in § 1.484(d). 

In § 1.492(a)(2) and (3), “i” has been deleted in order to refer 
to both § 1.445(a)(2)(i) and (ii). 

An additional paragraph (a)(4) has been added to § 1.492 
and an additional paragraph (b) has been added to § 1.496 which 
provide for a substantially reduced national fee and special 
procedure, respectively, where the application has satisfied the 
requirements of novelty, inventive step (non-obviousness) and 
industrial applicability before the United States International 
Preliminary Examining Authority as to the identical claims 
which are in the application at the national stage in the Patent 
and Trademark Office. Amendments during subsequent prose- 
cution will only be permitted in response to an examiner’s 
rejections or objections. Thus, no new claims are permitted. 
Therefore, most of such cases will require little or no prosecution 
to satisfy the requirements for patentability. The title of § 1.496 
has been broadened in view of the new paragraph (b) and 
proposed § 1.496 has been redesignated as paragraph (a). 

In §§ 1.494 and 1.495, an additional paragraph has been 
added to indicate the date of abandonment of an international 
aplication as to the United States if the requirements of 35 U.S.C. 
371(c) are not timely fulfilled. 


Response to Comments Received 


Specific comments were received on several of the proposed 
tules, particularly those relating to unity of invention and fees. 
Sixteen letters submitting written comments were received. Oral 
testimony was presented by five persons at the public hearing 
conducted on Apr. 6, 1987 resulting in 46 pages of testimony. 
All of the written and oral comments were considered in adopt- 
ing the changes set forth herein. Comments suggesting modi- 
fications to the proposed rules or requesting clarification thereto 
appear below with responses thereto. 

Comment: 

A question was raised as to whether the deadline for filing 
a continuing application under 35 U.S.C. 365(c) and 120 was 
20 or 22 months under Chapter I and 30 or 32 months under 
Chapter II. 

Reply: 

The Patent and Trademark Office considers the international 
application to be pending until the 22nd month from the priority 
date if the United States has been designated and no Demand 
for International Preliminary Examination has been filed prior 
to the expiration of the 19th month from the priority date and 
until the 32nd month from the priority date if a Demand for 
International Preliminary Examination which elected the United 
States of America has been filed prior to the expiration of the 
19th month from the priority date provided that a copy of the 
international application has been communicated to the Patent 
and Trademark Office within the 20 or 30 month period, re- 
spectively. If a copy of the international application has not been 
communicated to the Patent and Trademark Office within the 
20 or 30 month period respectively, the international application 
becomes abandoned as to the United States 20 or 30 months 
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from the priority date respectively. These periods have been 
placed in the rules as paragraph (h) of § 1.494 and 

(i) of § 1.495. A continuing application under 35 U.S.C. 365(c) 
and 120 may be filed anytime during the pendency of the 
international application. 

Comment: 

A comment was received concerning the situation where a 
continuing application is filed under 35 U.S.C. 365(c) of an 
international application which claims priority of an earlier filed 
foreign application as to (1) whether the applicant must spe- 
cifically claim priority in the continuing application and (2) 
whether the certified copy of the priority application which may 
have been communicated to the Patent and Trademark Office 
by the International Bureau may be relied upon without any need 
to file a certified copy of the priority application in the continuing 
application. 

Reply: 

As to item (1), it is necessary under the statute for the 
applicant to claim priority in the continuing application. Oth- 
erwise there is no indication that such benefit is desired in the 
continuation and the information may not be present for printing 
of any subsequent patent. 

As to item (2), the certified copy of the priority application 
communicated by the International Bureau is placed in a folder 
and is not assigned a U.S. serial number unless the national stage 
is entered. Such folders are disposed of if the national stage is 
not entered. Therefore such certified copies may not be available 
if needed later in the prosecution of a continuing application. 
An alternative would be to physically remove the priority 
documents from the folders and transfer them to the continuing 
application. The resources required to request transfer, retrieve 
the folders, make suitable record notations, transfer the certified 
copies, enter and make of record such copies in the continuing 
applications is substantial. Accordingly, the priority documents 
in folders of international applications which have not entered 
the national stage may not be relied on. 

Comment: 

One comment raised the question whether a continuing 
application filed under 35 U.S.C. 111 and entitled to the benefit 
of a prior international application designating the United States 
under 35 U.S.C. 365(c) and 120 would be subject to the PCT 
unity practice of § 1.499 or the national restriction practice under 
§ 1.141. 

Reply: 

A continuing application filed under 35 U.S.C. 111 would 
be subject to the national 1estriction practice as set forth in 
§ 1.141 and Chapter 800 of the Manual of Patent Examining 
Procedure. Only those international applications entering the 
national stage under 35 U.S.C. 371 and § 1.494 or § 1.495 would 
be subject to the unity of invention practice set forth in § 1.499. 
Comment: 

Five comments were made to the effect that the unity practice 
set forth in the rules was not consistent with the unity of invention 
criteria currently under discussion in the WIPO “harmonization” 
treaty meetings. 

Reply: 

At the present time there appears to be no agreed upon unity 
practice in the harmonization meetings. Only a discussion docu- 
ment has been prepared by WIPO. The Patent and Trademark 
Office is currently making a very intensive study of unity of 
invention in the United States, Japan and the European Patent 
Office. The practice which may result from this study and 
subsequent discussions is also not clear at this time. For these 
reasons as well as the fee implications of such a change, it is 
considered preferable to proceed with a clarification of the unity 
of invention practice which is to be used as part of the regulations 
for use by patent applicants and examiners at this time and, if 
modification of the practice is required in the future, appropriate 
changes in the law and the rules will be made at that time. 
Comment : 

Two comments argued that the difference in treatment of 
unity of invention is contrary to 35 U.S.C. 372(a). 

Reply: 

35 U.S.C. 372(a) states: 

All questions of substance and, within the scope of the 
requirements of the treaty and Regulations, procedure in 
an international application designating the United States 
shall be determined as in the case of national applications 
regularly filed in the Patent and Trademark Office. 
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This section is interpreted as relating only to substantive 
questions of patentability which includes matters such as the 
definition of prior art. See PCT Article 27(5). If section 372(a) 
were interpreted to include items other than those relating to 
substantive questions of patentability, items such as require- 
ments to obtain a filing date would be included. Clearly, an 
international application must only meet the filing date require- 
ments of PCT Article 11(1) even though a U.S. national applica- 
tion must meet the requirements of 35 U.S.C. 111. 

Comment: 

One comments was received stating that the U.S. rules should 
define prior art for PCT purposes and also the manner of issuing 
International Preliminary Examination Reports. 

Reply: 

Prior art for PCT purposes is already defined in PCT Rule 64 
and the procedures are set forth in PCT Rules 66 and 70. To 
repeat the substance of these PCT rules in the U.S. rules would 
be duplicative and possibly lead to different interpretations if 
different wording was used. 

Comment: 

One comment inquired whether the International Preliminary 
Examining Report was binding on a USPTO examiner in the 
national stage. 

Reply: 

An International Preliminary Examination Report is not bind- 
ing on a USPTO examiner. PCT Article 33(1) clearly states that 
the “objective of the international preliminary examination is to 
formulate a preliminary and non-binding opinion.” Since the 
USPTO has had no experience with International Preliminary 
Examination Reports prepared by foreign offices, as well as 
foreign offices having no experience with Reports prepared by 
the USPTO, the degree of reliance on such Reports in the national 
stage cannot be determined at the present time. Studies under- 
way with the European Patent Office and the Japanese Patent 
Office regarding inventive step and other matters and experience 
with Reports from other International Preliminary Examining 
Authorities may be helpful in further addressing this question in 
the future. 

Comment: 

Two comments were received asking why § 1.141(b) was 
being changed since there was no change in U.S. restriction 
practice. 

Reply: 

No change is being made in U.S. restriction practice in 
applications filed under 35 U.S.C. 111. The amendments to 
§ 1.141 basically delete expressions used in the Patent Coopera- 
tion Treaty which are not used in U.S. national practice. The 
criteria deleted from § 1.141(b) still remain in Chapter 800 of the 
Manual of Patent Examining Procedure. 

Comment: 

One comment was made that any interpretation by the PTO of 
the PCT Unity language will carry over to the Harmonization 
Treaty. 

Reply: 

The U.S. delegation to the WIPO harmonization meetings has 
several times requested that guidelines be prepared for consid- 
eration with the Unity of Invention Article and Rules. Any 
interpretation of future treaty wording would be controlled by 
the guidelines. 

Comment: 

Three comments were received that the PTO is attempting to 
promulgate a variation of PCT Rule 13 which is contrary to the 
Caterpillar decision because the U.S. rules are not identical in 
scope with PCT Rule 13. 

Reply: 

The U.S. rules relating to Unity of Invention are considered to 
be in accordance with PCT Rule 13 and the Caterpillar decision. 
Rules 1.475, 1.487 and 1.499 are not identical with PCT Rule 
13.2 because the U.S. rules are somewhat broader because 
additional combinations are included. The U.S. rules are also 
consistent with the Caterpillar decision because this decision 
related only to the interpretation of the expressions in PCT Rule 
13.2. 

Comment: 

One comment inquired as to the amount of the handling 
fee. 
Reply: 

The amount of the handling fee is set forth in the SCHEDULE 
OF FEES appearing at the end of the PCT Rules. These fees are 
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stated in Swiss Francs. The current amount for the Handling Fee 
is 200 Swiss Francs. The amount in U.S. dollars will be estab- 
lished by the Director General based on the current exchange 
rates as provided in PCT Rule 57.2(c). 

Comment: 

One comment proposed that a rule be implemented under 
which an examiner must complete the first written opinion 
within two months of the filing of the Demand. 

Reply: 

Although the Office will expect an examiner to begin the 
International Preliminary Examination as early as possible after 
receipt, delay in issuing the written opinion may occur because 
the International Preliminary Examination fee was paid later 
than the filing of the Demand under PCT Rule 58.2, the applica- 
tion contains defects in form or contents or the application lacks 
unity of invention. Th--s, such a rule would not be appropriate. 
Comment: 

One comment questioned the need to re-impose restriction 
(holding of lack of unity of invention) if a linking claim is not 
allowable. 

Reply: 

There is no mandatory requirement that the examiner impose 
a holding of lack of unity if the linking claim is shown to lack 
novelty and inventive step. However, if such a possibility did not 
exist, applicants could present broad generic claims to entire 
classes of inventions and thereby prevent any subsequent hold- 
ing of lack of unity by the examiner. 

Comment: 

One comment suggested that applicants in national patent 
applications be allowed to take advantage of the PCT unity 
criteria by paying a surcharge. 

Reply: 

Such a fee is not provided for under 35 U.S.C. 41 and would 
appear to require legislative action. 
Comment: 

Three comments suggested that the increases in the search 
fees were either unlawful or inconsistent with the spirit of the 
Patent and Trademark Office Authorization Act passed by Con- 
gress in 1986 in view of the freeze imposed thereby. 

Reply: 

The Patent and Trademark Office Appropriations Act (Public 

Law 99-607) at Sec. 3(b) states. 


(b) PATENT FEES.—The Commissioner of 
Patents and Trademarks may not, during fiscal 
years 1986, 1987, and 1988, increase fees estab- 
lished under section 41(d) of title 35, United States 
Code, except for purposes of making adjustments 
which in the aggregate do not exceed fluctuations 
during the previous 3 years in the Consumer Price 
Index, as determined by the Secretary of Labor. 
The Commissioner also may not establish addi- 
tional fees under such section during such fiscal 
years. 


The legislative history also makes clear that the prohibition 
against fee increases relates only to those fees established under 
section 41 (d) and indicates that fees for new types of processing, 
services, or materials are not prohibited. The prohibition in the 
appropriation authorization is strictly limited to fees established 
under 35 U.S.C. 41(d) and does not affect the authority of the 
Commissioner to set fees under the Patent Cooperation Treaty. 
Note 35 U.S.C. 376 which authorizes the Commissioner to set 
fees for both the international and national stages. The new 
services relating to unity of invention are clealry not within the 
scope of the appropriation authorization restriction. 

Comment: 

Three comments stated that the $100 fee increase for an 
international search is clearly excessive. 
Reply: 

The increase in the search fee is to recover the average 
estimated additional cost of processing international applica- 
tions with claims to more inventions than were permitted when 
the current search fees were established. The increase is estab- 
lished also to provide for an expected higher percentage of 
international applications containing claims to more than one 
category of invention. If experience shows these expectations 
were in error, fees will be adjusted in the future. 

Comment: 
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One comment stated that the increase in the international 
search fee was not justified by Caterpillar Tractor Co. v. Com- 
missioner of Patents and Trademarks, 231 USPQ 590 (E. D. Va. 
1986) which merely clarified an aspect of existing law and did 
not change it. 

Reply: 

The decision in the Caterpillar case indicated that the Office’s 
criteria for unity of invention on which the amount of the search 
fee was determined were too strict in construing the language of 
the Treaty and that broader criteria were permitted under the 
terms of the Treaty. Fees under the Patent Cooperation Treaty 
were set based on pre-Caterpillar interpretations of PCT Rule 
13.2 by the Patent and Trademark Office. Since such broader 
criteria require a more extensive search than that on which the 
search fee was previously calculated, an increase in the search 
fee is necessary to cover the cost of the additional search required 
under the broader criteria in accordance with the Caterpillar 
decision. 

Comment: 

One comment stated that the increase in the international 
search fee penalizes an applicant presenting clearly a single 
invention. 

Reply: 

A broadening of the interpretation of unity of invention and 
the increase in the average amount of work required in searching 
an international application results in a higher fee being required. 
A more narrow interpretation of unity of invention permits a 
lower average fee and would tend to benefit applicants with a 
clearly single invention. The Caterpillar decision and majority of 
comments received supported a more liberal interpretation of 
unity of invention. Testimony at the hearing indicated a prefer- 
ence for spreading any additional costs among all applicants. 
Comment: 

One comment was received which suggested that § 1.484(d) 
be amended by adding a further sentence. 


If, after receipt of any response to the written 
opinion, the Examiner is of the opinion that some 
or all of the claims are not patentable, the Exam- 
iner shall issue a second written opinion which 
identifies any patentable subject matter, including 
any suggestions for claim modification to prop- 
erly define the invention. 

Reply: 

The wording of the proposed sentence is clearly inappropri- 
ate since the International Preliminary Examination Report does 
not make any determination of “patentability.” Note PCT Article 
35(2). Furthermore, the time limits for issuing an International 
Preliminary Examination Report are such that there may not be 
sufficient time in most cases to issue a second opinion and 
receive a response thereto. Modifications in the interview prac- 
tice are a more practical way of assuring a more complete and 
thorough international preliminary examination. 

Comment: 
One comment suggested that § 1.484(f) be amended to read: 


An applicant will be permitted at /east [no more 
than] one personal or telephone interview, which 
must be conducted prior to 27 months from the 
priority date during the non-extendable time limit 
for response by the applicant to the written opin- 
ion. 


Reply: 

A less restrictive interview policy has been incorporated into 
§ 1.484(f). The period for an interview cannot be delayed until 
the 27th month from the priority date since this is the time at 
which the examiners will be required to complete their Reports 
in order to allow time for reviews and mailing. 
Comment: 

One comment proposed that § 1.485 be amended as follows: 


The time limit for response in a written opinion 
of the International Preliminary Examining Au- 
thority may not be extended to expire beyond 27 
months from the priority date, without the permis- 
sion of the Group Director. 
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No need is seen to limit the end of the response period to the 
end of the 27th month since the period will be set by the examiner 
when a written opinion is mailed. The time limit cannot be 
extended (§ 1.484(d)) due to tight time frames for establishing 
the International Preliminary Examination Report within 28 
months from the priority date. The time limits for response to a 
written opinion are set forth in PCT Rule 66.2(d). 

Comment: : 

Two written comments and the oral testimony indicated that 
the fees for entering the national stage should be considerably 
less after an international search and preliminary examination. 
The small $40.00 reduction in national stage fees is criticized as 
too small and a token fee of $40-$50 is stated as being more 
reasonable. 

Reply: 

The fees are based on an adjustment of the U.S. filing fee 
based on estimated additional work or savings. However, in view 
of the comments, an additional basic nation fee level has been 
added as § 1.492(a)(4) for those situations where the Patent and 
Trademark Office has established an International Preliminary 
Examination Report which indicates that all the claims entering 
the national stage have satisfied the criteria of PCT Articles 31(1) 
to (4). Current studies of the benefit of having PCT search reports 
from the searching authorities indicate an improvement in qual- 
ity but no overall reduction in search or examining time. The 
search report from other than international searching authorities, 
with rare exceptions, does not allow the USPTO examiner to 
eliminate any part of the national search. 

Comment: 

One comment argued that reciprocal treatment should be 
given to foreign applicants for benefits given U.S. applicants. 
Reply: 

Although the European Patent Office offers a 20% reduction 
of only the search fee portion of its national stage entry fees, the 
resulting fee of a little under $1000 at current exchange rates is 
still more than twice the amount of the highest U.S. national fee. 
In Japan the national fee for requesting examination is currently 
26,000 yen (a little under $200 at current exchange rates) where 
the search report was not prepared by the Japanese Patent Office 
and 6,000 yen if the search report was prepared by the Japanese 
Patent Office. 

Comment: 

One comment urged that the U.S. rules match the less restric- 
tive EPO rules with regard to the issuance of more than one 
written opinion and providing additional opportunity for the 
applicant to communicate with the examiner. 

Reply: 

The proposed rules (§ 1.484) have been modified to provide 
for a less restrictive interview practice. The examiner should 
permit interview(s) during the time limit for response to the 
written opinion where such interviews would be useful and time 
is available to permit issuance of the International Preliminary 
Examination Report prior to the deadline of 28 months after the 
priority date. 

Although nothing in the rules limit the proceedings to one 
written opinion, most demands are expected to be filed near the 
end of the 19th month deadline. Preparation of the first written 
opinion may be delayed because the fees were not paid at the 
time of filing the Demand, formal errors are found in the docu- 
ments or unity of invention is lacking. The time limits for a reply 
to the first written opinion will normally be set at 2 months, 
although 3 months may be given where the time limit for reply 
ends prior to 25 months from the priority date. Response by the 
25th month wili allow the examiner 2 months to prepare the 
International Preliminary Examination Report. 

However, a Demand may be filed much earlier than 19 
months from the priority date and International Preliminary 
Examination may begin early as provided for in PCT Rule 
69.1(b). Where time and other circumstances permit, a second 
written opinion may be provided, possibly with a one month time 
limit for reply. 

Comment: 

One comment stated that proposed § 1.485(b) is a duplication 
of § 1.484(d). 

Reply: 

Proposed paragraph (b) has been deleted in final rule 
1.485. 

Comment: 
One comment stated that procedures for the manner of issu- 
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ing International Preliminary Examination Reports should be set 
forth in the U.S. rules. 

Reply: 

Items already specifically covered in the PCT articles and 
rules are not needed in U.S. rules. The agreement with WIPO also 
regulates these matters as do the PCT search and preliminary 
examination guidelines. 

Comment: 

One comment stated that the treatment of the International 
Preliminary Examination Report (IPER) by the USPTO at the 
national stage is not clear. 

Reply: 

The IPER will be considered along with other relevant infor- 
mation when conducting a national examination for patentabil- 
ity. PCT Article 33(1) indicates that the objective of the Interna- 
tional Preliminary Examination Report is to formulate a prelimi- 
nary and non-binding opinion; it is not binding on any office. 
Any new questions relating to patentability may be raised. 
Comment: 

One comment stated that a dual standard of unity defies logic. 
Reply: 

The dual standard is necessary since the fees for patent 
applications filed under 35 U.S.C. 111 were set based upon an 
application being limited to one invention as defined at the time 
the fees were set which differs from the interpretation of unity 
under PCT required in view of the Caterpillar decision. 
Comment: 

One comment stated that if additional PCT international 
search fees are required they should be made by statutory 
change. 

Reply: 

The Commissioner is authorized by statute (35 U.S.C. 376) to 
set the national fee for PCT origin applications. Any change in 
national restriction practice for applications filed under 35 U.S.C. 
111 would be made only after statutory change. 

Comment: 

One comment indicated that in view of the Caterpillar deci- 
sion holding the Office interpretation of “specifically designed” 
to be an unreasonable interpretation, the Office is proposing a 
double standard. 

Reply: 

U.S. national law under 35 U.S.C. 121 does not require a 
consideration or interpretation of “specifically designed” to be 
made. This must only be made in PCT cases and those entering 
the national stage under 35 U.S.C. 371. 


Discussion of Specific Rules 


Section 1.8 is amended to indicate clearly that the certificate 
of mailing procedures thereunder may not be used for the filing 
of papers and fees relating to international applications. It should 
be noted that the provisions of § 1.10 regarding the filing of 
papers or fees by “Express Mail” apply to all papers and fees to 
be filed in the Patent and Trademark Office, including those 
relating to international applications. 

Section 1.61 “Filing of applications in the United States of 
America as a Designated Office” is removed and the substance 
thereof moved to new § 1.494. Section 1.70 “Oath or declaration 
under 35 U.S.C. 371(c)(4)” is removed and the substance thereof 
moved to new § 1.497. These moves result in the rules relating 
to the international applications entering the national stage being 
located in a single area of the rules. 

Section 1.101 is amended to remove the discussion of the 
order of examination for international applications entering the 
national stage, which is covered by new § 1.496. 

Section 1.141 is amended to basically return the rule to its 
wording prior to the 1978 rule change implementing the Patent 
Cooperation Treaty and will be directed solely to national appli- 
cations. This will avoid confusion with PCT Rule 13.2 which was 
interpreted by the court in Caterpillar Tractor Co. v. Commis- 
sioner of Patents and Trademarks, supra, to have a different 
meaning than intended in present § 1.141. It does, however, 
retain for applicants the ability to claim a “reasonable number” 
of species rather than only 5, which limit existed prior to the 1978 
rule change. Paragraph (b) continues the practice stated in the 
Official Gazette notice of Aug. 1, 1984 published at 1046 O.G. 
2. Unity of invention in international applications before the 
USPTO as an International Searching Authority under Chapter 
I of the Patent Cooperation Treaty is covered by § 1.475. Unity 
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of Invention before the USPTO as an International Preliminary 
Examining Authority under Chapter II of the Patent Cooperation 
Treaty is covered by § 1.487. Unity of invention in international 
applications entering the national stage under 35 U.S.C. 371 is 
covered by § 1.499. 

Section 1.401 is amended to include the definition of some 
terms used for Chapter II of the Patent Cooperation Treaty. 

Section s1.414 is amended to include reference to the United 
States Patent and Trademark Office functioning as an Elected 
Office under Chapter II of the Patent Cooperation Treaty as well 
as a Designated Office under Chapter I. 

Section 1.416 is added to indicate and describe the function- 
ing of the United States Patent and Trademark Office as an 
International Preliminary Examining Authority under Chapter II 
of the Patent Cooperation Treaty. 

Section 1.431 and 1.432 are amended, in accordance with 
PCT Rule 15.4(b)(ii) and amended 35 U.S.C. 361, to indicate that 
the time limit for payment of the designation fee is one year from 
the priority date or one month from the date of receipt of the 
international application if that one month time limit expires 
after the expiration of one year from the priority date. 

Section 1.445 is amended to increase the amount of the 
international search fees to provide for recovery of the average 
additional cost of processing applications with claims to more 
inventions than were permitted under the unity of invention 
criteria used when the previous international search fee amounts 
were established. The amounts for national stage fees are re- 
moved from § 1.445 and are now set forth in § 1.492. 

The international search fee and national fees were previ- 
ously established based on the effort and cost to the Office of 
searching and examining a single invention as defined by the 
United States Patent and Trademark Office prior to the decision 
in the Caterpillar case. Since additional effort will be required to 
search and examine an average application under the new rules 
defining unity of invention, the average international search and 
national fee must also be increased to cover the additional cost to 
the Office. 

Section 1.475 “Changes in person, name, or address of 
applicants,” is redesignated as § 1.472 to allow the grouping of 
rules into PCT Chapter I, PCT Chapter II and national stage 
related rules. No change other than redesignation is made. 

A new § 1.475 is added to relate to unity of invention before 
the International Searching Authority. Paragraph (a) clearly 
indicates that PCT Rule 13 is to be followed in all such cases and 
paragraph (b) adds combinations acceptable under unity of 
invention in addition to those set forth in PCT Rule 13.2. 
Paragraph (c) relates to the handling of claims to categories in 
addition to the combinations specified in paragraph (b). Para- 
graph (d) relates to situations in which more than one invention 
of the same category of invention is recited in an international 
application. Paragraph (e) makes clear that inventions of differ- 
ent categories must be related, rather than independent, for unity 
of invention to exist. Paragraph (f) sets forth PCT Rule 13 for the 
convenience of patent applicants. 

Section 1.481, regarding determination of unity of invention 
before the International Searching Authority, is redesignated as 
§ 1.476 and amended to delete reference to § 1.141 from 
paragraph (a). 

Section 1.482 is redesignated as § 1.477 and amended to 
make clear in the title that it deals with protests to findings of lack 
of unity of invention before the International Searching Author- 
ity. The amendment to paragraph (b) corrects an error in refer- 
ring to another paragraph of the section. 

A new § 1.480 is added to deal with the Demand for an 
international preliminary examination. Paragraph (a) indicates 
that a Demand is required to be filed to obtain an international 
preliminary examination and that the preliminary examination 
fee of § 1.482(a)(1) and the handling fee of § 1.482(b) are due at 
the time of filing of the Demand. If the fees are not paid at the time 
of filing of the Demand, the United States Patent and Trademark 
Office acting as an International Preliminary Examining Author- 

ity will provide an opportunity to pay the fees in accordance with 
PCT Rules 57.4 and 58.2. 

Paragraph (b) of § 1.480 specifies that the Demand must be 
made on a standardized form as required by PCT Rule 53.1 and 
that such forms are available from the United States Patent and 
Trademark Office. 

Paragraph (c) of § 1.480 specifies that, if the Demand is made 
prior to the expiration of the 19th month from the priority date, 
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the provisions of PCT Article 39 and § 1.495 shall apply to allow 
entry into the national stage prior to the expiration of 30 months 
after the priority date. The final rule has been changed to add 
reference to the election of the United States. If the Demand is not 
filed prior to the expiration of the 19th month from the priority 
date, the provisions of PCT Article 22 and § 1.494 shall apply to 
allow entry into the national stage prior to the expiration of 20 
months after the priority date. 

Paragraph (d) of § 1.480 indicates that withdrawal of a proper 
Demand will not entitle applicant to a refund of the preliminary 
examination fee even if no claims are found that can or will be 
searched (PCT Article 34(4)(a)). A Demand that is so informal 
that it would be considered under the PCT Rules as if it had not 
been submitted will not be considered a proper Demand under 
the rule. A change in purpose after the filing of a Demand will not 
entitle an applicant to a refund of the preliminary examination 
fee. PCT Rule 57.6 states that in no case shail the handling fee, 
or any supplement to the handling fee, be refunded. 

A new § 1.482 is added to specify the international prelimi- 
nary examination fees. Paragraph (a) sets a lower fee for the 
international preliminary examination where an international 
search fee has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority. Paragraph (a) also sets a lower additional 
preliminary examination fee for the preliminary examination of 
additional inventions found in the international application where 
a supplemental search fee has been paid on the international 
application to the United States Patent and Trademark Office as 
an International Searching Authority. Paragraph (b) indicates 
that the handling fee is prescribed in PCT Rule 57 and any 
necessary supplement to the handling fee shall be paid directly 
to the International Bureau in accordance with PCT Rule 
57.1(b). 

A new § 1.484 is added to describe the conduct of interna- 
tional preliminary examination. The rule describes that, if neces- 
sary, a written opinion will be established after consideration of 
any defects in accordance with PCT Rule 66.2 and after an 
examination to determine if the claimed invention has novelty, 
involves an inventive step (is non-obvious) and is industrially 
applicable. A written opinion prior to the international prelimi- 
nary examination report would not be necessary if the interna- 
tional application does not contain any defects as mentioned in 
PCT Rule 66.2 and if all claims are found to be novel, involve an 
inventive step (non-obvious) and are industrially applicable. 
The written opinion will set a time limit for applicant to respond 
in accordance with PCT Rule 66.2(d). The time limit for reply 
will normally be two months but will be three months where the 
time limit will expire prior to 25 months from the priority date. 
The time limit may not be extended due to the tight time 
constraints under Chapter II of the Patent Cooperation Treaty. 
An international preliminary examination report will be estab- 
lished and one copy will be submitted to the International Bureau 
and one copy to applicant. The rule specifies that no international 
preliminary examination report will be established prior to issu- 
ance of an international search report and that no international 
preliminary examination will be conducted on inventions not 
previously searched by an International Searching Authority. 
Paragraph (f) specifies that at least one personal or telephone 
interview with the examiner will be permitted during the interna- 
tional preliminary examination. Additional interviews are per- 
missible if the examiner determines that it would be helpful. 
Additional interviews will be governed, in part, by the time 
remaining before the time for issuance of the international 
preliminary examination report. The period during which the 
interview(s) can be held is limited by the non-extendable time 
limit for response by the applicant to a written opinion. Although 
nothing in this or any other rule limits the number of written 
opinions which may be established prior to the International 
Preliminary Examination Report, in most cases time will limit 
the number of written opinions to one. 

Anew § 1.485 is added to deal with amendments by applicant 
during international preliminary examination. An applicant is 
permitted by the rule to make amendments at the time of filing of 
the Demand and within the period set in any written opinion on 
the application as defined in § 1.484. Amendments under the rule 
would be required to be made by submitting replacement sheets 
and a description of how the replacement sheet differs from the 
replaced sheet. If an amendment cancels an entire sheet, that 
amendment should be communicated by letter without a replace- 
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ment sheet. Proposed paragraph (b) is not promulgated because 
the substance thereof is set forth in § 1.484(d). 

New § 1.487 defines what constitutes unity of invention 
before the International Preliminary Examining Authority. The 
standards for unity of invention generally parallel those set in § 
1.475 regarding proceedings before the International Searching 
Authority. 

New § 1.488 is added to set forth how the International 
Preliminary Examining Authority will proceed in handling de- 
terminations regarding the unity of invention criteria of § 1.487. 

New § 1.489 sets forth the procedures to be followed by an 
applicant who wishes to protest a holding of lack of unity of 
invention by the International Preliminary Examining Author- 
ity. The additional fees would be required to be paid if more than 
one invention is to be examined, but could be accompanied by a 
request for refund and a statement setting forth reasons for 
disagreement with the holding of lack of unity of invention or 
why the required additional fees are excessive. This rule is in 
accordance with PCT Rule 68.3(c). 

New § 1.491 is added to define the start of the national stage. 
Section 1.491 is the first rule in a new group of rules relating to 
applications entering the national stage pursuant to 35 U.S.C. 
371. 

New § 1.492 is added to set forth the fees and charges for 
international applications entering the national stage under 35 
U.S.C. 371. The basic national fee is set forth in paragraph (a) at 
four levels to reflect the benefit that the United States Patent and 
Trademark Office will derive from having previously conducted 
an international preliminary examination or an international 
search. In § 1.492(a)(2) and (3), “(i)” has been deleted in order 
to refer to both § 1.445(a)(2)(i) and (ii). Paragraph (a)(4) which 
makes reference to § 1.496(b) has been added in view of 
comments received that indicated that in some instances sub- 
stantial reliance may be placed upon the International Prelimi- 
nary Examination Reports by the Patent and Trademark Office. 
The rule also sets the fee for an independent claim in excess of 
3 (paragraph (b)), for presentation of each claim in excess of 20 
(paragraph (c)) and for an application containing a multiple 
dependent claims (paragraph (d)). Paragraphs (e) and (f) include 
the fees previously contained in § 1.445 and include 
the alternative times for entering the national stage pursuant to § 
1.494 or § 1.495. 

New § 1.494 is added to contain substantially the provisions 
of former § 1.61 in amended form. This section relating to filing 
application documents in the United States Patent and Trade- 
mark Office to enter the national stage has been grouped with 
other sections relating to the nation stage for the convenience of 
applicants and examiners involved in the prosecution of interna- 
tional applications entering the national stage. The rule applies 
where no Demand for international preliminary examination has 
been filed prior to the expiration of the 19th month from the 
priority date. If such a Demand were filed, § 1.495 would apply. 

Section 1.494(f) requires that a specific indication be given 
by the applicant when entering the national stage that the docu- 
ments being submitted are being submitted under 35 U.S.C. 371. 
If no clear indication is found, the documents will be considered 
to be for a regular national application under 35 U.S.C. 111. 
Paragraph (g) makes clear that the various time limits set out in 
the rule, some of which are set by the PCT, may not be extended 
pursuant to § 1.136 or otherwise. The extension of time provi- 
sions, including petition and payment of a fee, set out in § 
1.136(a) do not apply to the time limits of the rule or time limits 
set by the International Searching Authority or the International 
Preliminary Examining Authority. New paragraph (h) clarifies 
when an international application designating the United States 
becomes abandoned as to the United States. 

New § 1.495 is added to deal with filing application docu- 
ments in the United States Patent and Trademark Office to enter 
the national stage where a Demand for international preliminary 
examination has been filed with an International Preliminary 
Examining Authority prior to the expiration of the 19th month 
from the priority date. In such a case, an applicant will have 30 
months from the priority date to enter the national stage. The rule 
parallels in many respects § 1.494. New paragraph (i) clarifies 
when an international application electing the United States 
becomes abandoned as to the United States. 

New § 1.496 is added to specify in paragraph (a) that interna- 
tional applications in the national stage will be taken up for action 
based on the date when the requirements of 35 U.S.C. 371(c) are 
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met. Paragraph (b) indicates that applications entering the U.S. 
national stage only with claims which have been found in an 
International Preliminary Examination Report to have satisfied 
the criteria for novelty, inventive step (non-obviousness) and 
industrial applicability as defined in PCT Article 33(1) to (4) will 
be taken up for action before other applications. Preliminary 
amendments may accompany the filing of the national stage 
application to cancel claims which do not satisfy the criteria. 
These applications will have paid the lower filing fee set in § 
1.492(a)(4) and most will not require extensive prosecution, i.c., 
objection or rejection before resolving the issue of patentability. 
Amendments will not be permitted to be made in such applica- 
tions other than in response to objections as to form or to cancel 
claims in response to a rejection made by the examiner in the 
national stage application. Such a rejection could be necessary, 
for example, where applicant submits information in accordance 
with the duty of disclosure under 37 CFR 1.56(a). 

New § 1.497 is added to contain substantially the wording of 
removed § 1.70. This rule relates to the oath or declaration 
required to enter the national stage and is grouped with other 
national stage entry requirements. 

New § 1.499 is added to cover unity of invention during the 
national stage. The provisions of the section are basically parallel 
to those of §§ 1.475 and 1.487. Paragraph (f) indicates the 
manner of handling a finding of lack of unity of invention on 
grounds other than those involving different categories of inven- 
tion. 


Environmental, Energy, and Other Considerations 


The rule change does not have a significant impact on the 
quality of the human environment or conservation of energy 
resources. 

The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because considerable savings can poten- 
tially be achieved under Chapter II of the Patent Cooperation 
Treaty because additional time is provided for applicants to 
decide whether to proceed with the cost of foreign prosecution 
and savings will in fact be achieved under the unity of invention 
practice and the provision for reduced fees for small entities 
entering the national stage in making an application for a United 
States patent. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The information collection requirement contained in these 
rules was submitted to the Office of Management and Budget 
(OMB) at the time of the proposed rulemaking for review under 
Section 3504(h) of the Paperwork Reduction Act. OMB has 
approved the information collection requirement and has as- 
signed OMB control number 0651-0021 thereto. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Courts, Inventions and patents, 
Lawyers. 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by a 35 U.S.C. 
6 and 376(b) and Pub. L. 99-616, the Patent and Trademark 
Office is amending Title 37 of the Code of Federal Regulations 
as set forth below. 


PART 1—RULES OF PRACTICE IN PATENT CASES 
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1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.8 is amended by revising paragraph (a)(2)(xi) to 
read as follows: 


§ 1.8 Certificate of mailing. 


(a) *** 

(2) *** 

(xi) The filing of international applications for patent and all 
papers and fees relating thereto. 


*e# ee * 


§ 1.61 [Removed] 
3. Section 1.61 is removed. 
§ 1.70 [Removed] 


4. Section 1.70 is removed. 
5. Section 1.101 is amended by revising paragraph (a) to read 
as follows: 


§ 1.101 Order of examination. 


(a) Applications filed in the Patent and Trademark Office and 
accepted as complete applications are assigned for examination 
to the respective examining groups having the classes of inven- 
tions to which the applications relate. Applications shall be taken 
up for examination by the examiner to whom they have been 
assigned in the order in which they have been filed except for 
those applications in which examination has been advanced 
pursuant to § 1.102. See § 1.496 for order of examination of 
international applications in the national stage. 


eee 


6. Section 1.141 is revised to read as follows: 
§ 1.141 Different inventions in one national application. 


(a) Two or more independent and distinct inventions may not 
be claimed in one national application, except that more than one 
species of an invention, not to exceed a reasonable number, may 
be specifically claimed in different claims in one national appli- 
cation, provided the application also includes an allowable claim 
generic to all the claimed species and all the claims to species in 
excess of one are written in dependent form (§ 1.75) or otherwise 
include all the limitations of the generic claim. 

(b) Where claims to all three categories, product, process of 
making, and process of use, are included in a national applica- 
tion, a three way requirement for restriction can only be made 
where the process of making is distinct from the product. If the 
process of making and the product are not distinct, the process of 
using may be joined with the claims directed to the product and 
the process of making the product even though a showing of 
distinctness between the product and process of using the prod- 
uct can be made. 


Subpart C—International Processing Provisions 
7. The authority for Subpart C is revised to read as follows: 


Authority: Pub. L. 94-131, 89 Stat. 685; Pub. L. 
99-616, 35 U.S.C 351 through 376. 


8. Section 1.401 is amended to redesignate paragraph (g) as 
paragraph (i) and add new paragraphs (g) and (h) as follows: 


§ 1.401 Definitions of terms under the Patent Cooperation 
Treaty 


*e eK 


(g) “Demand’ ,” when capitalized, means that document filed 
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with the International Preliminary Examining Authority which 
requests an international preliminary examination. 

(h) “Annexes” means amendments made to the claims, de- 
scription or the drawings before the International Preliminary 
Examining Authority. 


xe ee * 


9. Section 1.414 is revised to read as follows: 


§ 1.414 The United States Patent and Trademark Office as a 
Designated Office or Elected Office. 


(a) The United States Patent and Trademark Office will act as 
a Designated Office or Elected Office for international applica- 
tions in which the United States of America has been designated 
or elected as a State in which patent protection is desired. 

(b) The United States Patent and Trademark Office, when 
acting as a Designated Office or Elected Office during interna- 
tional processing will be identified by the full title “United States 
Designated Office” or by the abbreviation “DO/US” or by the 
full title “United States Elected Office” or by the abbreviation 
“EO/US”. 

(c) The major functions of the United States Designated 
Office or Elected Office in respect to international applications 
in which the United States of America has been designated or 
elected, include: 


(1) Receiving various notification throughout the interna- 
tional stage and 

(2) Accepting for national stage examination international 
applications which satisfy the requirements of 35 U.S.C. 371. 


10. Under “General Information,” a new § 1.416 is added to 
read as follows: 


§ 1.416 The United States International Preliminary Examin- 
ing Authority. 


(a) Pursuant to appointment by the Assembly, the United 
States Patent and Trademark Office will act as an Internationa! 
Preliminary Examining Authority for international applications 
filed in the United States Receiving Office and in other Receiv- 
ing Offices as may be agreed upon by the Commissioner, in 
accordance with agreement between the Patent and Trademark 
Office and the International Bureau. 

(b) The United States Patent and Trademark Office, when 
acting as an International Preliminary Examining Authority, will 
be identified by the full title “United States International Prelimi- 
nary Examining Authority” or by the abbreviation, “IPEA/US.” 

(c) The major functions of the International Preliminary 
Examining Authority include: 


(1) Receiving and checking for defects in the Demand; 

(2) Collecting the handling fee for the International Bureau 
and the preliminary examination fee for the United States Inter- 
national Preliminary Examining Authority; 

(3) Informing applicant of receipt of the Demand; 

(4) Considering the matter of unity of invention; 

(5) Providing an international preliminary examination re- 
port which is a non-binding opinion on the questions whether the 
claimed invention appears to be novel, to involve an inventive 
step (to be non-obvious), and to be industrially applicable; and 

(6) Transmitting the international preliminary examination 
report to applicant and the International Bureau. 


11. Section 1.431 is amended by revising paragraph (d)(2) to 
read as follows: 


§ 1.431 International application requirements. 


*e ee * 
(d) * * * 


(2) The designation fee, or the amount necessary to cover all 
the designations made in the request if not paid by the applicant 
within one year from the priority date or within one month from 
the date of receipt of the international application if that month 
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expires after the expiration of one year from the priority date. 


*e eK 


12. Section 1.432 is amended by revising paragraph (b) to 
read as follows: 


§ 1.432 Designation of States and payment of designation 
fees. 


*e eK * 


(b) The designation fees may be paid upon filing of the 
international application, but must be paid before the expiration 
of one year from the priority date or within one month from the 
date of receipt of the international application if that month 
expires after the expiration of one year from the priority date. 
Failure to timely pay the designation fee for a particular Desig- 
nated State will result in the withdrawal of that designation. 
Failure to timely pay at least one designation fee will result in the 
withdrawal of the international application. 


13. Section 1.445 is amended by revising the title and para- 
graph (a) to read as follows: 


§ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applica- 
tions are established by the Commissioner under the authority of 
35 U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT 
Rule 14), $170.00. 
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 
16) where: 
(i) No corresponding prior United States national 
application with basic filing fee has been filed, 


$520.00. 

(ii) A corresponding prior United States national 
application with basic filing fee has been filed, 
$350.00. 

(3) A supplemental search fee when required, per 
additional invention, $140.00. 


§ 1.475 [Redesignated as § 1.472] 


14. Section 1.475 is redesignated as § 1.472. 
15. A new § 1.475 is added following the heading, “Unity of 
Invention,” to read as follows: 


§ 1.475 Unity of invention before the International Searching 
Authority. 


(a) An international application before the International 
Searching Authority will be considered to have unity of inven- 
tion if the claims are in accordance with PCT Rule 13 (see 
paragraph (f) of this section). 

(b) An international application containing claims to differ- 
ent categories of invention will be considered to have unity of 
invention if the claims are drawn only to one of the combinations 
of categories as set forth in PCT Rule 13.2 (see paragraph (f) of 
this section) or to the combination of — 


(1) A product and a process for the manufacture of said 
product, or 
(2) A product and a process of use of said product. 


If an application contains claims to more or less than one of 
the combinations of categories set forth in PCT Rule 13.2 (see 
paragraph (f) of this section) or a combination set forth in 
paragraphs (b)(1) or (2) of this section, unity of invention may 
not be present. 

(c) If an international application contains claims to a cate- 
gory of invention in addition to those categories included in any 
one of the combinations specified in paragraph (b) of this 
section, lack of unity of invention may be held between the 
categories included in the combination and the claims to the 
additional category of invention. 
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(d) Unity of invention will exist where the claims are limited 
to one of the combinations of categories set forth in PCT Rule 
13.2 (see paragraph (f) of this section) or in a combination set 
forth in paragraphs (b)(1) or (2) of this section. If multiple 
products, processes of manufacture or uses are claimed, the first 
invention of the category first mentioned in the claims of the 
application and the first recited invention of each of the other 
categories related thereto will be considered as the inventions to 
be searched. Any such holding by the examiner will be made of 
record as a holding of lack of unity of invention. 

(e) The inventions recited by the claims of different catego- 
ries must be related rather than independent inventions. 

(f) The wording of PCT Rule 13 is as follows: 


PCT Rule 13—Unity of Invention 
13.1 Requirement 


The international application shall relate to one invention 
only or to a group of inventions so linked as to form a single 
general inventive concept “requirement of unity of invention”). 


13.2 Claims of Different Categories 


Rule 13.1 shall be construed as permitting, in particular, one 
of the following three possibilities: 


(i) in addition to an independent claim for a given product, the 
inclusion in the same international application of an independent 
claim for a process specially adapted for the manufacture of the 
said product, and the inclusion in the same international applica- 
tion of an independent claim for a use of the said product, or 

(ii) in addition to an independent claim for a given process, 
the inclusion in the same international application of an inde- 
pendent claim for an apparatus or means specifically designed 
for carrying out the said process, or 

(iii) in addition to an independent claim for a given product, 
the inclusion in the same international application of an inde- 
pendent claim for a process specially adapted for the manufac- 
ture of the product, and the inclusion in the same international 
application of an independent claim for an apparatus or means 
specifically designed for carrying out the process. 

13.3 Claims of One and the Same Category 


Subject to Rule 13.1, it shall be permitted to include in the 
same international application two or more independent claims 
of the same category (i.e., product, process, apparatus, or use) 
which cannot readily be covered by a single generic claim. 


13.4 Dependent Claims 


Subject to Rule 13.1, it shall be permitted to include in the 
same international application a reasonable number of depend- 
ent claims, claiming specific forms of the invention claimed in an 
independent claim, even where the features of any dependent 
claim could be considered as constituting in themselves an 
invention. 


13.5 Utility Models 


Any designated State in which the grant of a utility model is 
sought on the basis of an international application may, instead 
of Rules 13.1 to 13.4, apply in respect of the matters regulated in 
those Rules the provisions of its national law concerning utility 
models once the processing of the international application has 
started in that State, provided that the applicant shall be allowed 
at least two months from the expiration of the time limit appli- 
cable under Article 22 to adapt his application to the require- 
ments of the said provisions of the national law. 


16. Section 1.481 is redesignated as § 1.476 and is amended 
by revising paragraph (a) to read as follows: 


§ 1.476 Determination of unity of invention before the Inter- 
national Searching Authority. 


(a) Before establishing the international search report, the 
International Searching Authority will determine whether the 
international application complies with the requirement of unity 
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of invention as set forth in PCT Rule 13 (see § 1.475(f)) and § 
1.475. 


*e# EK * 


17. Section 1.482 is redesignated as § 1.477 and is amended 
by revising the title and paragraph (b) to read as follows: 


§ 1.477 Protest to lack of unity of invention before the 
International Searching Authority. 


*e# eK 


(b) Protest under paragraph (a) of this section will be exam- 
ined by the Commissioner or the Commissioner’s designee. In 
the event that the applicant’s protest is determined to be justified, 
the additional fees or a portion thereof will be refunded. 


**e¥ eK * 


18. A new Section 1.480 is added preceded by a heading to 
read as follows: 


International Preliminary Examination 


§ 1.480 Demand for international preliminary examination. 


(a) On the filing of a Demand and payment of the fees for 
international preliminary examination (§ 1.482), the interna- 
tional application shall be the subject of an international prelimi- 
nary examination. The preliminary examination fee (§ 
1.482(a)(1)) and the handling fee (§ 1.482(b)) shall be due at the 
time of filing of the Demand. 

(b) The Demand shall be made on a standardized printed 
form. Copies of the printed Demand forms are available from the 
Patent and Trademark Office. Letters requesting printed forms 
should be marked “Box PCT”. 

(c) If the Demand is made prior to the expiration of the 19th 
month from the priority date and the United States of America is 
elected, the provisions of § 1.495 shall apply ratherthan § 1.494. 

(d) Withdrawal of a proper Demand will not entitle applicant 
to a refund of the preliminary examination fee or handling fee. 

19. A new Section 1.482 is added to read as follows: 


§ 1.482 International preliminary examination fees. 


(a) The following fees and charges for international prelimi- 
nary examination are established by the Commissioner under the 
authority of 35 U.S.C. 376: 


(1) A preliminary examination fee is due on filing the De- 
mand: 


(i) Where an international search fee as set forth in 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination fee of, $370.00. 

(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 
fee of, $570.00. 


(2) An additional preliminary examination fee when re- 
quired, per additional invention: 


(i) Where a supplemental search fee as set forth in 
1.445(a)(3) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, $125.00. 

(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, $190.00. 


(b) The handling fee is due on filing the Demand. Any 
necessary supplement to the handling fee shall be paid directly 
to the International Bureau. 


(35 U.S.C. 6, 376) 
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20. A new § 1.484 is added to read as follows: 
§ 1.484 Conduct of international preliminary examination. 


(a) An international preliminary examination will be con- 
ducted to formulate a non-binding opinion as to whether the 
claimed invention has novelty, involves an inventive step (is 
non-obvious) and is industrially applicable. 

(b) No international preliminary examination report will be 
established prior to issuance of an international search report. 

(c) No international preliminary examination will be con- 
ducted on inventions not previously searched by an International 
Searching Authority. 

(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applicability 
and will set a non-extendable time limit in the written opinion for 
the applicant to respond. 

(e) If no written opinion under paragraph (d) of this section is 
necessary, or after any written opinion and the response thereto 
or the expiration of the time limit for response to such written 
opinion, an international preliminary examination report will be 
established by the International Preliminary Examining Author- 
ity. One copy will be submitted to the International Bureau and 
one copy will be submitted to the applicant. 

(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted during 
the non-extendable time limit for response by the applicant to a 
written opinion. Additional interviews may be conducted where 
the examiner determines that such additional interviews may be 
helpful to advancing the international preliminary examination 
procedure. A summary of any such personal or telephone inter- 
view must be filed by the applicant as a part of the response to the 
written opinion or, if applicant files no response, be made of 
record in the file by the examiner. 

21. A new § 1.485 is added to read as follows: 


§ 1.485 Amendments by applicant during international pre- 
liminary examination. 


The applicant may make amendments at the time of filing of 
the Demand and within the time limit set by the International 
Preliminary Examining Authority for response to any written 
opinion. Any such amendments must— 


(1) Be made by submitting a replacement sheet for every 
sheet of the application which differs from the sheet it replaces 
unless an entire sheet is cancelled and 

(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 


If an amendment cancels an entire sheet of the international 
application, that amendment shall be communicated in a letter. 
22. A new § 1.487 is added to read as follows: 


§ 1.487 Unity of invention before the International Prelimi- 
nary Examining Authority. 


(a) An international application before the International Pre- 
liminary Examining Authority will be considered to have unity 
of invention if the claims are in accordance with PCT Rule 13 
(see § 1.475(f)). 

(b) An international application containing claims to differ- 
ent categories of invention will be considered to have unity of 
invention if the claims are drawn only to one of the combinations 
of categories as set forth in PCT Rule 13.2 (see § 1.475(f)) or to 
the combination of — 


(1) A product and a process for the manufacture of said 
product or 


(2) A product and a process of use of said product. 


If an application contains claims to more or less than one of 
the combinations of categories of invention set forth in PCT Rule 
13.2 (see § 1.475(f)) or a combination set forth in paragraphs 
(b)(1) or (2) of this section, unity of invention may not be present. 

(c) If an international application contains claims to a cate- 
gory of invention in addition to those categories included in any 
one of the combinations specified in paragraph (b) of this 
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section, lack of unity of invention may be held between the 
categories included in the combination and the claims to the 
additional category of invention. 

(d) Unity of invention will exist where the claims are limited 
to one of the combinations of categories set forth in PCT Rule 
13.2 (see § 1.475(f)) or a combination set forth in paragraphs 
(b)(1) or (2) of this section. If multiple products, processes of 
manufacture or uses are claimed, the first invention of the 
category first mentioned in the claims of the application and the 
first recited invention of each of the other categories related 
thereto will be considered as the inventions to be examined. Any 
such holding by the examiner will be made of record as a holding 
of lack of unity of invention. 

(e) The inventions recited by the claims of different catego- 
ries must be related rather than independent inventions. 

23. A new § 1.488 is added to read as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 


(a) Before establishing any written opinion or the interna- 
tional preliminary examination report, the International Prelimi- 
nary Examining Authority will determine whether the interna- 
tional application complies with the requirement of unity of 
invention as set forth in § 1.487. 

(b) If the International Preliminary Examining Authority 
considers that the international application does not comply with 
the requirement of unity of invention, it may: 


(1) Issue a written opinion and/or an international preliminary 
examination report, in respect of the entire international applica- 
tion and indicate that unity of invention is lacking and specify the 
reasons therefor without extending an invitation to restrict or pay 
additional fees. No international preliminary examination will 
be conducted on inventions not previously searched by an 
International Searching Authority. 

(2) Invite the applicant to restrict the claims or pay additional 
fees, pointing out the categories of invention found, within a set 
time limit which will not be extended. No international prelimi- 
nary examination will be conducted on inventions not previ- 
ously searched by an International Searching Authority, or 

(3) If applicant fails to restrict the claims or pay additional 
fees within the time limit set for response, the International 
Preliminary Examining Authority will issue a written opinion 
and/or establish an international preliminary examination report 
on the main invention and shall indicate the relevant facts in the 
said report. In case of any doubt as to which invention is the main 
invention, the invention first mentioned in the claims and previ- 
ously searched by an International Searching Authority shall be 
considered the main invention. 

(c) Lack of unity of invention may be directly evident before 
considering the claims in relation to any prior art, or after taking 
the prior art into consideration, as where a document discovered 
during the search shows the invention claimed in a generic or 
linking claim lacks novelty or is clearly obvious, leaving two or 
more claims joined thereby without a common inventive con- 
cept. In such a case the International Preliminary Examining 
Authority may raise the objection of lack of unity of invention. 

24. A new § 1.489 is added to read.as follows: 


§ 1.489 Protest to lack of unity of invention before the 
International Preliminary Examining Authority. 


(a) If the applicant disagrees with the holding of lack of unity 
of invention by the International Preliminary Examining Au- 
thority, additional fees may be paid under protest, accompanied 
by a request for refund and a statement setting forth reasons for 
disagreement or why the required additional fees are considered 
excessive, or both. 

(b) Protest under paragraph (a) of this section will be exam- 
ined by the Commissioner of the Commissioner’s designee. In 
the event that the applicant’s protest is determined to be justified, 
the additional fees or a portion thereof will be refunded. 

(c) An applicant who desires that a copy of the protest and the 
decision thereon accompany the international preliminary ex- 
amination report when forwarded to the Elected Offices, may 
notify the International Preliminary Examining Authority to that 
effect any time prior to the issuance of the international prelimi- 
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nary examination report. Thereafter, such notification should be 
directed to the International Bureau. 

25. Anew § 1.491 is added preceded by a new heading to read 
as follows: 


National Stage 
§ 1.491 Entry into the national stage. 


An international application enters the national stage when 
the applicant has filed the documents and fees required by 35 
U.S.C. 371(c) within the periods set forth in § 1.494 or § 1.495. 

26. A new § 1.492 is added to read as follows: 


§ 1.492 National stage fees. 


The following fees and charges for international applications 
entering the national stage under 35 U.S.C. 371 are established 
by the Commissioner under 35 U.S.C. 376: 


(a) The basic national fee; 

(1) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid on the international application to 
the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth in 
§ 1.445(a)(2) has been paid on the international application to 
the United States Patent and Trademark Office as an Interna- 
tional Searching Authority: 

By small entity (§ 1.9(f)) 

By other than small entity 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search fee as 
set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 

By other than a small entity 

(4) Where the international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent and 
Trademark Ofice and the international preliminary examination 
report states that the criteria of novelty, inventive step (non- 
obviousness), and industrial applicability, as defined in PCT 
Article 33(1) to (4) have been satisfied for all the claims pre- 
sented in the application entering the national stage( s e e 


§ 1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic national fee, for filing or later 
presentation of each claim (whether independent or dependent) 
in excess of 20 (Note that § 1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent claim(s), 
per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c) and (d) 
are not paid on presentation of the claims for which the additional 
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fees are due, they must be paid or the claims cancelled by 
amendment, prior to the expiration of the time period set for 
response by the Office in any notice of fee deficiency.) 

(e) Surcharge for filing the basic national fee or oath or 
declaration iater than 20 months from the priority date pursuant 
to § 1.494(c) or later than 30 months from the priority date 
pursuant to § 1.495(c): 


BE I IE BI i cacccecercnenencesnoseconennvesoncsamateness $55 
By other than a small entity $110 


(f) For filing an English translation of an international appli- 
cation later than 20 months after the priority date 
1.494(c)) or for filing an English translation of the international 
application or of any annexes to the international preliminary 
examination report later than 30 months after the priority date § 
1.495(c) and (e)}, $26.00. 


(35 U.S.C. 6, 376) 
27. A new § 1.494 is added to read as follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


(a) Where no Demand has been filed with an appropriate 
International Preliminary Examining Authority by the expira- 
tion of 19 months from the priority date (see § 1.495), the 
applicant must fulfill the requirements of PCT Article 22 and 35 
U.S.C. 371 within the time periods set forth in paragraphs (b) or 
(c) of this section in order to prevent the abandonment of the 
international application as to the United States of America. 
International applications for which those requirements are timely 
fulfilled will enter the national stage and obtain an examination 
as to the patentability of the invention in the United States of 
America. 

(b) The applicant shall furnish to the United States Patent and 
Trademark Office not later than the expiration of 20 months from 
the priority date 


(1) A copy of the international application, unless it has been 
previously communicated by the International Bureau or unless 
it was originally filed in the United States Patent and Trademark 
Office; 

(2) A translation of the international application into the 
English language, if it was originally filed in another language; 

(3) The basic national fee (see § 1.492(a); and 

(4) An oath or declaration of the inventor (see § 1.497). 


(c) The applicant may furnish any required English transla- 
tion of the international application, the basic national fee and the 
oath or declaration of the inventor after 20 months but not later 
than the expiration of 22 months from the priority date. The 
payment of the processing fee set forth in § 1.492(f) is required 
for acceptance of an English translation later than the expiration 
of 20 months after the priority date. The payment of the sur- 
charge set forth in § 1.492(e) is required for acceptance of the 
basic national fee or the oath or declaration of the inventor later 
than the expiration of 20 months after the priority date. 

(d) A copy of any amendments to the claims made under PCT 
Article 19, and a translation of those amendments into English, 
if they were made in another language, must be furnished not 
later than the expiration of 20 months from the priority date. 
Amendments under PCT Article 19 which are not received by the 
expiration of 20 months from the priority date will be considered 
to be cancelled. 

(e) Verification of the translation of the international applica- 
tion or any other document pertaining to an international appli- 
cation may be required where it is considered necessary, if the 
international application or other document was filed in a lan- 
guage other than English. 

(f) The documents and fees submitted under paragraphs (b) 
and (c) of this section must be clearly identified as a submission 
to enter the national stage under 35 U.S.C. 371, otherwise the 
submission will be considered as being made under 35 U.S.C. 
111. 

(g) The time limits set out in paragraphs (b), (c) and (d) of this 
section may not be extended pursuant to § 1.136 or otherwise. 

(h) An international application becomes abandoned as to the 
United States 20 months from the priority date if a copy of the 
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international application is not communicated to the Patent and 
Trademark Office prior to 20 months from the priority date 
where the United States has been designated but not elected prior 
to 19 months from the priority date. If a copy of the international 
application is communicated within 20 months to the Patent and 
Trademark Office, an international application will become 
abandoned as to the United States 22 months from the priority 
date if the required English translation(s), fees and oath or 
declaration under 35 U.S.C. 371(c) are not filed within 22 
months from the priority date. 
28. A new § 1.495 is added to read as follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


(a) Where a Demand has been filed with an appropriate 
International Preliminary Examining Authority and not with- 
drawn by the expiration of 19 months from the priority date, the 
applicant must fulfill the requirements of 35 U.S.C. 371 within 
the time periods set forth in paragraph (b) or (c) of this section in 
order to prevent the abandonment of the international applica- 
tion as to the United States of America. International applications 
for which those requirements are timely fulfilled will enter the 
national stage and obtain an examination as to the patentability 
of the invention in the United States of America. 

(b) The applicant shall furnish to the United States Patent and 
Trademark Office not later than the expiration of 30 months from 
the priority date 

(1) A copy of the international application, unless it has been 
previously communicated by the International Bureau or unless 
it was originally filed in the United States Patent and Trademark 
Office; 

(2) A translation of the international application into the 
English language, if it was originally filed in another language; 

(3) The basic national fee (see § 1.492(a); and 

(4) An oath or declaration of the inventor (see § 1.497). 


(c) The applicant may furnish any required English transla- 
tion of the international application, the basic national! fee and the 
oath or declaration of the inventor after 30 months but not later 
than the expiration of 32 months from the priority date. The 
payment of the processing fee set forth in § 1.492(f) is required 
for acceptance of an English translation later than the expiration 
of 30 months after the priority date. The payment of the sur- 
charge set forth in § 1.492(e) is required for acceptance of the 
basic national fee or the oath or declaration of the inventor later 
than the expiration of 30 months after the priority date. 

(d) Acopy of any amendments to the claims made under PCT 
Article 19, and a translation of those amendments into English, 
if they were made in another language, must be furnished not 
later than the expiration of 30 months from the priority date. 
Amendments under PCT Article 19 which are not received by the 
expiration of 30 months from the priority date will be considered 
to be cancelled. 

(e) A translation into English of any annexes to the interna- 
tional preliminary examination report, if the annexes were made 
in another language, must be furnished not later than the expira- 
tion of 30 months from the priority date. Translations of the 
annexes which are not received by the expiration of 30 months 
from the priority date may be submitted within 32 months from 
the priority date accompanied by the processing fee set forth in 
§ 1.492(f). Translations of the annexes which are not timely 
received will be considered to be cancelled. 

(f) Verification of the translation of the international applica- 
tion or any other document pertaining to an international appli- 
cation may be required where it is considered necessary, if the 
international application or other document was filed in a lan- 
guage other than English. 

(g) The documents submitted under paragraphs (b) and (c) of 
this section must be clearly identified as a submission to enter the 
national stage under 35 U.S.C. 371, otherwise the submission 
will be considered as being made under 35 U.S.C. 111. 

(h) The time limits set out in paragraphs (b), (c), (d) and (e) of 
this section may not be extended pursuant to § 1.136 or other- 
wise. 

(i) An international application becomes abandoned as to the 
United States 30 months from the priority date if a copy of the 
international application is not communicated to the Patent and 
Trademark Office prior to 30 months from the priority date and 





JANUARY 7, 1992 


a Demand for International Preliminary Examination which 
elected the United States of America has been filed prior to the 
expiration of 19 months from the priority date. If a copy of the 
international application is communicated within 30 months to 
the Patent and Trademark Office, an international application 
will become abandoned as to the United States 32 months from 
the priority date if the required English translation(s), fees and 
oath or declaration under 35 U.S.C. 371(c) are not filed within 32 
months from the priority date. 
29. A new § 1.496 is added to read as follows: 


§ 1.496 Examination of international applications in the 
national stage. 


(a) International applications which have complied with the 
requirements of 35 U.S.C. 371(c) will be taken up for action 
based on the date on which such requirements were met. How- 
ever, unless an express request for early processing has been 
filed under 35 U.S.C. 371(f), no action may be taken prior to one 
month after entry into the national stage. 

(b) A national stage application filed under 35 U.S.C. 371 
may have paid therein the basic national fee as set forth in 
§ 1.492(a)(4) if it contains, or is amended to contain, at the time 
of entry into the national stage, only claims which have been 
indicated in an international preliminary examination report 
prepared by the United States Patent and Trademark Office as 
satisfying the criteria of PCT Article 33(1)-(4) as to novelty, 
inventive step and industrial applicability. Such national stage 
applications in which the basic national fee as set forth in 
§ 1.492(a)(4) has been paid may be amended subsequent to the 
date of entry into the national stage only to the extent necessary 
to eliminate objections as to form or to cancel rejected claims. 
Such national stage applications in which the basic national fee 
as set forth in § 1.492(a)(4) has been paid will be taken up out of 
order. 

30. A new § 1.497 is added to read as follows: 


§ 1.497 Oath or declaration under 35 U.S.C, 371(c)(4). 


(a) When an applicant of an international application, if the 
inventor, desires to enter the national stage undex 35 U.S.C. 371 
pursuant to § 1.494 or § 1.495, he or she must file an oath or 
declaration in accordance with § 1.63. 

(b) If the international application was made as provided in § 
1.422, 1.423 or 1.425, the applicant shall state his or her relation- 
ship to the inventor and, upon information and belief, the facts 
which the inventor is required by § 1.63 to state. 

31. A new § 1.499 is added to read as follows: 


§ 1.499 Unity of invention during the national stage. 


(a) An international application which has entered the na- 
tional stage by meeting the requirements of 35 U.S.C. 371 will be 
considered to have unity of invention if the claims are in accor- 
dance with PCT Rule 13 (see § 1.475 {f)). 

(b) An application in the national stage containing claims to 
different categories of invention will be considered to have unity 
of invention if the claims are drawn only to one of the combina- 
tions of categories as set forth in PCT Rule 13.2 (see § 1.475(f)) 
or to the combination of — 


(1) A product and a process for the manufacture of said 
product or 31 
(2) A product and a process of use of said product. 


If an application contains claims to more or less than one of 
the combinations of categories of invention set forth in PCT Rule 
13.2 (see § 1.475(f)) or a combination set forth in paragraphs 
(b)(1) and (2) of this section, unity of invention may not be 
present. 

(c) If an application in the national stage contains claims to a 
category of invention in addition to those categories included in 
any one of the combinations specified in paragraph (b) of this 
section, lack of unity of invention may be held between the 
categories included in the combination and the claims to the 
additional category of invention. 

(d) Unity of invention will exist in an application in the 
national stage where the claiins are limited to one of the combi- 
nations of categories set forth in PCT Rule 13.2 (see § 1.475(f)) 
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or a combination set forth in paragraph (b)(1) or (2) of this 
section. If multiple products, processes of manufacture or uses 
are claimed, the first invention of the category first mentioned in 
the claims of the application and the first recited invention of 
each of the other categories related thereto will be considered as 
the elected invention to be examined. Any such holding of an 
election by the examiner will be made in the form of a restriction 
requirement which confirms the election made by the presenta- 
tion of the claims, Such a restriction requirement would be made 
on the basis of whether the inventions are independent and 
distinct. Applicant has the right to traverse such a restriction 
requirement in the response to the Office action in which the 
election is indicated. 

(e) The inventions recited by the claims of different catego- 
ries must be related rather than independent inventions. 

(f) If the examiner finds that a national stage application lacks 
unity of invention, the examiner may in an Office action require 
the applicant in the response to the Office action to elect the 
invention to which the claims shall be restricted, this official 
action being called a requirement for restriction. Such require- 
ment may be made before any action on the merits but may be 
made at any time before the final action at the discretion of the 
examiner. Review of any such requirement is provided under §§ 
1.143 and 1.144. 


DONALD J. QUIGG, 
Assistant Secretary andCommissioner 
ofPatents and Trademarks 
[FR Doc. 87-11977 Filed 5-27-87; 8:45 am] 
BILLING CODE 3510-16-M 


Apr. 28, 1987 


[1079 OG 32] 


(99) Revised Procedures for Recording Searches 


and Considerations of Certain Prior Art 


In order to provide a more complete, accurate and uniform 
record of what has been searched and considered by the exam- 
iner for each application the Patent and Trademark Office has 
established revised procedures for recording search data in the 
application file. Such a record is of importance io anyone 
evaluating the strength and validity of a patent, particularly if the 
patent is involved in litigation. These new procedures will also 
facilitate the printing of certain search data on patents. 

Under the revised procedures, searches are separated into two 
categories and listed, as appropriate, in either the “SEARCHED” 
box or a newly added “SEARCH NOTES” box on the file jacket. 

Until file jackets can be reprinted to include a second search 
data box, all file jackets for new applications will have the 
“SEARCH NOTES” box stamped therein by the Mail Room. If 
additional space is required, entries will be continued on the 
outside right flap of the file jacket. 

The revised procedures will apply to all new applications in 
which the first search is made after April 1, 1977 and do not affect 
the manner in which references are listed on the form PTO 892. 
“Notice of References Cited.” Appropriate changes in the Manual 
of Patent Examining Procedure will be made. 

A. “SEARCHED” Box Entries 

Search entries made here, except those for search updates 
(see item A. 3 below), will be printed under “Field of Search” on 
the patent front page. Therefore, the following searches will be 
recorded in the “SEARCHED” box by the examiner along with 
the date and the examiner’s initials, according to the following 
guidelines: 


1. A complete search of a subclass, including all United States 
and foreign patent documents and other publications placed 
therein. The complete classification (class and subclass) 
will be recorded. 

2. A limited search of a subclass, for example, a search that is 
restricted to an identifiable portion of the patent documents 
placed therein. If, however, only the publications in a 
subclass are searched, such an entry is to be made under 
“SEARCH NOTES” rather than under “SEARCHED.” 
(See item B, 4 below.) 

The class and subclass, followed by the information defin- 
ing the portion of the subclass searched in parenthesis, will 
be recorded. 
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3. An update of a search previously made. 

This search entry will be recorded in a manner to indicate 
clearly which of the previously recorded searches have 
been updated, followed by the expression “(updated).” 
Search update, entries, although recorded in the 
“SEARCHED” box, will not be printed. 

When a search made in a parent application is updated 
during the examination of a continuing application, those 
searches updated, followed by “(updated from parent 
S.N. _ )” will be recorded. If the parent has been patented, 
the patent number “Pat. N. “ instead of serial number 
in the above phrase will be recorded. 

4. A mechanized search of a file of documents in a specific art, 
conducted by using key terms to retrieve documents. The 
name of the mechanized search system as it appears in the 
following list will be recorded along with the expression 
“MS File” to indicate mechanized search file. 


Mechanized Search Systems 
Termatrex Systems: 


Automatic Fuel Controls 

Boots & Shoes 

Chemical Testing 

Combined Fasteners 

Electrical Contact Materials 

Surface Bonding Using Critical Metal 
Edge-Notched Card System: 


Fluid Devices 
Punch Card Systems: 


Electrolysis 
Organometallics 
Steroids 


Computer Controlled Microfiche Search Systems 
(CCMSS): 


A-D Convertors 
Digital Data Processing Systems 
Special Purpose Digital Processing Systems 


When a search with a Termatrex or Edge-Notched card 
system is conducted, the examiner will complete form PTO 1041 
in two copies, recording all queries searched, even those which 
yield only non-relevant documents. All documents returned by 
the system in response to a query which are not actually 
reviewed will have an “X” drawn through their associated access 
and patent numbers. When conducting a search with a Punched 
Card system, the examiner will place in the application file the 
Code Sheet on which the terms searched have been marked 
along with the machine tape listing the documents retrieved. Any 
document not actually reviewed will have an “X” drawn through 
that document’s number on the listing. 

- When conducting a search with the CCMSS search systems, 
the machine-produced search report, which lists the terms and 
tagged documents, will be placed in the application file on the 
right flap of the file jacket. Any tagged document not actually 
reviewed will have an “X” drawn through that document number 
on the search report. 

B. “SEARCH NOTES” Box Entries 

Entries made in the “SEARCH NOTES” box are of equal 
importance to those placed in the “SEARCHED” box; however, 
these entries will not be printed on any resulting patent. They are 
intended to complete the application file record of areas and/or 
documents considered by the examiner in the search. The exam- 
iner will record the following searches in the “SEARCH NOTES” 
box and in the manner indicated, with each search dated and 
initialled: 


1. A cursory search, or scanning, of a subclass, i.e., a search 
usually made to determine if the documents classified there 
are relevant. The classification will be recorded, followed 
by “(Cursory).” 

2. A consultation with other examiners to determine if rele- 
vant search fields exist in their areas of expertise. The class 
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and subclass discussed, if not actually searched, will be 
recorded, followed by “(consulted).” This entry may also 
include the name of the examiner consulted and the art unit. 

. A search of a publication not located within the classified 
patent file, e.g., a library search, a text book search, a 
Chemical Abstracts search, etc. The following data will be 
recorded for each type of literature search: 


a. Abstracting publications, such as Chemical Abstracts or 
the Engineering Index the name of the publication, the 
list of terms consulted in the index and the period 
covered will be recorded. 

b. Periodicals—The title and period or volumes covered, 
as appropriate will be recorded. ° 

c. Books—The title and author, edition or date, as appro- 
priate, will be recorded. 

d. Other types of literature not specifically mentioned 

above (i.e., catalogs, manufacturer’s literature, private 
collections, etc.). 
Unless the search is a cursory or browsing one, data as 
necessary to provide unique identification of material 
searched will be recorded. Specific materials cited by 
the examiner will not be recorded again here. 

e. Computer search in Scientific Library—An on-line 
computerized literature searching service which uses 
key terms and index terms to locate relevant publica- 
tions in many large bibliographic data bases is available 
to examiners in the Scientific Library of the Patent and 
Trademark Office. A member of the library staff is 
assigned to assist examiners in selecting key terms and 
to program the search. 

There are two on-line search systems: The Lockheed 
Information Systems and the SDC Search Service. 
These search systems include many data bases. 

A copy of the search printout will be made and placed in 
the application file, attached to the right flap of the file 
jacket. 

The examiner will also indicate which publications 
were reviewed by initialling and dating the copy of the 
printout in the left margin adjacent to each reviewed 
publication. If only an abstract of a document was 
reviewed, the note of “ck’ed abst.” will be made next to 
the initials and date. If the complete document was 
reviewed, the note “ck’ed doc.” will be placed with the 
initials and date. 


. A search of only the publications in a subclass. The class 
and subclass followed by “(publications only)” will be 
recorded. 

. Areview of art cited ina parent application or in an original 
patent, as required for all continuing and reissue applica- 
tions, or a review of art cited in related applications or 
patents mentioned within the specification, such as those 
included to provide background of the invention. The 
serial number of a parent application that is still Pending or 
abandoned, followed by “refs. checked” or “refs. ck’ed” 
will be recorded. If for any reason not all of the references 
are checked because they are not available or clearly not 
relevant, such exceptions will be noted. The patent number 
of a parent or related application that was patented or of an 
original patent now being reissued will be recorded along 
with the expressions “refs. checked” or “refs. ck’ed.” 


C. Not Recorded 
The following data will not be recorded in either of the search 
boxes, but will be noted in the application file as indicated below: 
1. Citations of prior art by applicants conforming to Rule 98 
and the practice thereunder. 
In each instance where all prior art referred to in a paper 
placed in the application file is considered, the/examiner 
will place the notation “all ck’ed” and his or her initials 
adjacent to the citation. 
. Citations of prior art by applicants not conforming to Rule 
98 and the practice thereunder. 
In each instance where an examiner considers, but does not 
cite on form PTO-892, specific prior art referred to in a 
paper placed in the application file, the examiner will place 
a notation adjacent to the reference. If all the references 
referred to in such a paper are reviewed, the examiner will 
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place the notation “all ck’ed” and his or her initials adjacent 
the citation. If included in the specification, the examiner 
will write his or her initials adjacent to any reference(s) 
checked and enter “checked” or “ck’ed” in the left margin 
opposite the initials. If presented in a separate paper or in 
the remarks of an amendment, the examiner’s initials and 
“checked” or “ck’ed” will be entered adjacent to the 
citation(s) or wherever possible to indicate clearly those 
checked. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Feb. 22, 1977. 


[956 O.G. 1546] 


(100) Prior Art Cited by Applicants 

Effective immediately, applicants are encouraged to use new 
form PTO-1449, “List of Prior Art Cited by Applicant,” when 
preparing a prior art statement under 37 CFR 1.97-1.99. A copy 
of the form is included herewith from which suitable reproduc- 
tions can be made. This form, which will enable applicants to 
provide the PTO with a uniform listing of prior art citation, 
supersedes form PTO-3.72. 

While the filing of prior art statements is voluntary, the 
procedure is governed by the guidelines of Section 609 of the 
Manual of Patent Examining Procedure and 37 CFR 1.97 through 
1.99. To be considered a proper prior art statement, form PTO- 
1449 shall be accompanied by an explanation of relevance of 
each listed item, a copy of each listed patent or publication or 
other item of information and a translation of the pertinent 
portions of foreign documents (if an existing translation is 
readily available to the applicant), and should be submitted in a 
timely manner as set out in MPEP Sec. 609. 

Examiners will consider all prior art citations submitted in 
conformance with 37 CFR 1.98 and MPEP Sec. 609 and place 
their initials adjacent the citations in the boxes provided on the 
form. Examiners will also initial citations not in conformance 
with the guidelines which may have been considered. A refer- 
ence may be considered by the examiner for any reason whether 
or not the citation is in full conformance with the guidelines. A 
line will be drawn through a citation if it is not in conformance 
with the guidelines and has not been considered. A copy of the 
submitted form, as reviewed by the examiner, will be returned to 
the applicant with the next communication. The original of the 
form will be entered into the application file. 

Each citation initialed by the examiner will be printed on the 
issued patent in the same manner as prior art cited by the 
examiner on form PTO-892. 

The reference designations “AA,” “AB,” etc. (referring to 
applicant’s reference A, Applicant’s reference B, eic.) will be 
used by the examiner in the same manner as examiner’s refer- 
ence designations “A,” “B,” “C,” etc. on Office Action Form 
PTO-1142. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Aug. 15, 1980. 


[998 O.G. 8] 


(101) Report on the Quality Reinforcement Program 


The Patent and Trademark Office (PTO) has instituted a 
Quality Reinforcement Program to identify services offered by 
the PTO that are in need of improvement. As a part of this 
program, the Office, in cooperation with the American Intellec- 
tual Property Law Association (AIPLA), has completed an 
evaluation of selected practices performed by both patent exam- 
iners and representatives of patent applicants during the exami- 
nation process. The results of this evaluation are detailed in 
Volume I of the PTO Report of the Quality Reinforcement 
Program. A summary of the findings of this report is presented 
below. This summary is presented to report on the findings and 
to solicit suggestions from both the public and employees of the 
Patent & Trademark Office on steps that might be taken to raise 
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the level of performance of those practices found to be in need of 
improvement. The full report and evaluation, which is quite 
extensive with over 350 pages, is available at the PTO. 
Address: Comments and inquiries should be addressed to: The 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231, to the attention of Edward Kubasiewicz, Director, Exam- 
ining Group 250, Rm. CP4-9D19. 

Date: Comments should be submitted by June 16, 1987. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Summary of Volume 1—Report on Current 
Level of Performance of Selected Patent 
Examining Corps Practices 


This is asummary of Volume I of the Quality Reinforcement 
Program Report, which addresses the current level of perform- 
ance of selected Patent Examining Corps practices. This sum- 
mary presents a background of the Quality Reinforcement Pro- 
gram and a synopsis of conclusions reached for each selected 
practice. 


Background of the Quality Reinforcement Program 


On Feb. 25, 1986, President Reagan issued an executive order 
establishing a comprehensive program for the improvement of 
productivity throughout all of government. From this executive 
order the Department of Commerce evolved a Productivity 
Improvement Program entitled PROJECT PRIDE. The program 
was announced as encompassing productivity, quality excel- 
lence and client satisfaction. 

The role of U.S. Patent and Trademark Office (PTO) in 
PROJECT PRIDE centers around quality, and is entitled the 
Quality Reinforcement Program. 

The goal of the PTO program is to improve the quality of 
patent examining functions and the timeliness and quality of 
other public services. In particular, the program focuses on 
improving the quality of practices performed in three different 
areas of the PTO, i.e., the Patent Examining Corps, the Office of 
Administration and the Office of Documentation. 

The quality of an issued patent and the record before the PTO 
in the patented file are extremely important to the patent owner 
and to others who may be competitors or otherwise affected by 
the patent. Investment decisions and the recoupment of research, 
development and marketing expenditures often depend upoi 
patent protection. Potential licensees and infringers need to 
know where they stand in regard to an issued patent. Patent 
owners and others need to be able to have a high degree of 
confidence in the validity of a patent. Valid patents and a clear 
and correct file record will help to eliminate unnecessary and 
expensive patent litigation costs which are currently estimated to 
total at least $800 million per year. 

The concern for productivity and productivity improvement 
is not a recent development at the PTO. During the past quarter 
of acentury one of the most pressing problems for the Office has 
been a large and growing backlog of unexamined patent appli- 
cations and the resulting long pendency time between filing an 
application and issuance of a patent. The average pendency of 
patent applications in 1964 was 37 months. However, average 
pendency dropped steadily in the 1970s until it culminated in an 
average pendency of 18 months in 1977. This pendency was 
shortlived due to a loss of adequate resources. However, pen- 
dency is once again falling and it is expected that an average 
pendency of 18 months will be achieved in 1989. 

Historically, the Office has successfully responded to situ- 
ations similar to the one in which it presently finds itself. 
Beginning in the 1960s when the backlog of new applications 
exceeded 200,000, a program designed to drastically increase 
the productivity of the Corps was initiated. Part of that program 
was what has since become known as “compact prosecution”. 
An increased staff of examiners was reinstructed to take a new 
approach toward examining in which patentable subject matter 
was looked for and indicated as early in the prosecution of the 
case as possible, references were automatically furnished with 
actions, attorneys were urged to originally file claims of the 
broadest possible range of scope, telephonic prosecution was 
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instituted, first actions and application disposals became the 
measure of examiners’ performance, preprinted first action forms 
were designed, etc. 

The question before the Office now is whether sufficient 
attention is being given to quality. The intent of the Quality 
Reinforcement Program, as it applies to the Patent Examining 
Corps, is to take stock of the present situation and to consider 
whether any corrective action needs to be taken to improve the 
quality of the examination process. 

The Office is currently using and improving various tools to 
assure a quality examined patent. These tools include the quality 
review program, supervisory reviews of examiner work through 
the performance appraisal system and through the promotion 
and signatory authority programs, improved and expanded ex- 
aminer training, development of the automated patent system to 
improve the quality of examiner searching, recruitment of “top- 
of-the-class” new examiners, and detailed and clear guidlines on 
examining policy and procedure. 

The Quality Reinforcement Program is a new quality tool for 
improving the actual quality of the patents issued as well as the 
record behind the issuance of these patents. This new program 
differs from the quality review program in that this program 
looks at the key pieces of the patent examining process that 
contribute to and make up the end product or patent rather than 
looking only at the end product. The Quality Reinforcement 
Program focuses on the effectiveness and consistency with 
which examiners apply existing law and procedures and how 
they communicate their findings to applicants. The program also 
focuses on the attorney’s contribution to this work product. 
Lastly, the program focuses on the timeliness of some of the 
services provided by the Corps’ clerical support staff. Such 
focusing is not intended to be carried out one time only. Rather, 
the methodology used in this program will be applied to any key 
pieces, identified by PTO personnel or the bar in the future, as 
needing a review of the type dictated by this program. The aim 
in short is to build quality and timeliness from the ground up and 
to maintain them at a high level. 

This report presents and analyzes the findings of the Quality 
Reinforcement Program only as the findings relate to practices 
performed in the Patent Examining Corps. The portion of the 
program reported in this volume represents a cooperative effort 
between the Corps and the American Intellectual Property Law 
Association (AIPLA) through its Ad Hoc Committee on Quality. 
The focus is on certain practices involved in the prosecution, 
examination and processing of patent applications by both the 
PTO and by patent applicants and their representatives. 


Methodology 


The methodology adopted for the program comprises the 
following process: 


select target practices, 

determine the current quality or performance level of the 
target practices, 

compare the current performance of the target practices 
to the desired level of performance, 

implement, where appropriate, steps to raise the current 
level of performance to the desired level, 
subsequently, determine the level of performance of the 
target practices, and 

compare the current level of performance to the subse- 
quently determined level of performance to determine 
what, if any, change has occurred. 


Target Practices 


A number of practices were targeted for the program as a 
result of complaints and concerns, raised by the bar and PTO 
personnel. The targeted practices are identified as follows: 


A. Explanations of Rejections 


This program targeted examiner “explanations of 
rejections” as a practice to be reviewed based in part on 
a de-emphasis by the Office on the degree to which 
examiners were required to include detailed explana- 
tions of the supporting rationale behind their rejections 
during the 1970s. The PTO instituted the use of an 
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abbreviated, handwritten form (PTO-1 142) forthe prepa- 
ration of first Office actions during the early 1970s. The 
form provided for a cryptic description of how the 
references were being combined in a § 103 rejection and 
provided little space for explanation of the supporting 
rationale behind rejections. The form was mandatory for 
all first actions, and was discontinued in 1982 primarily 
due to complaints from the patent bar and the courts that 
examiner explanations of rejections were not sufficient. 
The inclusion of “explanations of rejections” as a tar- 
geted practice for this program enables the evaluation of 
whether further improvement is needed in this area. 


B. Final Rejection Practice 


This program targeted “final rejection practice” for 
review based in part on the conflicting needs of PTO and 
patent applicants/attorneys in this area of practice. In 
order to reduce the time applicants must wait to obtain a 
patent and to increase efficiency of the examination 
process, the PTO uses various incentives for examiners 
to make their rejections final early in the prosecution. 

To the contrary, patent applicants often desire to have 
the examiner repeatedly reconsider his or her position or 
to continue to amend the claims. These conflicting in- 
centives often lead to disputes relating to the propriety 
and/or timeliness of final rejections and to whether 
amendments are entered after an action has been made 
final. 


C. Information Disclosure Statements 


This program targeted “information disclosure state- 
ments” for review based upon concerns expressed by 
both applicants/attorneys and by the Patent Examining 
Corps over the submission of these statement. 

Patent examiners, in the interest of efficiency and 
productivity, are benefited by the disclosure to the Office 
of all material information relating to the patentability of 
the application prior to their first Office action. However, 
this must be balanced against the practical reality that 
applicants/attorneys often don’t become aware of mate- 
rial information until later in the prosecution, and don’t 
have readily available translations of foreign documents 
or copies of documents for submission to the PTO. This 
practice looks at the extent to which the practical needs 
of both the PTO and the applicant/attorney are served by 
the procedures relating to “information disclosure state- 
ment”. 


D. Interviews 


This program targeted “interviews” for review to 
determine the extent to which personal discussions are 
held between examiners and attorneys and to evaluate 
whether the parties consider personal interviews to be a 
productive or helpful means for clarifying issues that 
may not have been clearly communicated in earlier 
written communications. Selection of “interviews” as a 
targeted practice was based in part on isolated com- 
plaints by some examiners that interviews were not 
always productive for them and by some attorneys that 
some examiners are reluctant to hold interviews. 

PTO procedures require that all business with the 
Office be conducted in writing (37 CFR § 1.2). To 
comply with this rule and still accommodate request for 
oral discussions with examiners, it is PTO policy that the 
substance of all personal interviews must be reduced to 
writing (see § 713.04 of the MPEP). Selection of “inter- 
views” as a targeted practice was also based on concerns 
that the written record include an explanation of the 
substance of all oral interviews. Under this practice, the 
program focused on determining the perceptions of 
examiners and attorneys about interviews. 


E. Responses by Applicant 


This program targeted “responses by applicant” for 
review to determine the extent to which practitioners 
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representing patent applicants submit responses to ex- 
aminer actions that are complete and in compliance with 
current rules and procedures. Specific activities under 
this topic, such as the extent to which explanations of 
why claims are considered unobvious over the art cited 
by the examiner and the degree of compliance with 37 
CFR § 1.116 when amendments are presented after a 
final rejection, were selected based upon some com- 
plaints by examiners about attorney responses in these 
areas. 


F. Completeness of the Record 


This program targeted “Completeness of the Record” 
for review based primarily upon the importance of a 
complete file record to those who must review patented 
files and make important decisions based upon the facts 
and determinations therein. The necessity of insuring a 
complete file record has been urged by such diverse 
interests as federal court judges, potential licensees, 
potential infringers, and those attempting to avoid in- 
fringement. 

This topic looks at the extent to which examiners 
insure a complete file record by including a statement of 
reasons for allowance where appropriate, fully and prop- 
erly record the search of the prior art, and check foreign 
priority information for accuracy and completeness. 
This topic does not look at the extent to which examiners 
explain their rejection; see targeted practice A, “Expla- 
nation of Rejections.” The extent to which applicants file 
complete responses iscovered in targeted practice E, 
“Responses by Applicant.” 


G. Compact Prosecution 


This program targeted “Compact Prosecution” for 
review based upon its importance as a key element in 
current PTO efforts to reduce pendency time of applica- 
tions to an average of 18 months. The premise behind 
compact prosecution is that pendency time wili be mini- 
mized if each stage of prosecution is fully and thor- 
oughly conducted by both examiners and applicants. 
The demands of such a standard have inevitably led to 
complaints from each side relating to the completeness 
of considerations and the willingness to take that “extra 
step”. Examiners have been criticized for confining 
searches to only what is literally claimed, and for failing 
to indicate possible areas of patentability at the earliest 
possible stage. Applicants have been criticized for fail- 
ure to claim all limitations that might be considered 
patentable prior to the initial search by the examiner, for 
amending the claims to include these limitations only 
after first action, and for failing to correct significant 
formal deficiencies prior to initial examination. 


H. Appeal Practice 


This program targeted “Appeal Practice” for review 
primarily due to the recent and substantial increase in the 
backlog of appealed applications awaiting decision by 
the Board of Patent Appeals and Interferences. Primary 
emphasis was placed on determining the extent to which 
appellant’s brief and the examiner’s answer are formally 
complete so that expeditious consideration may be given 
by the Board. 

As a result of the high priority being given by the 
PTO to reduce the backlog of cases at the Board, addi- 
tional survey questions were included to determine the 
extent to which additional requirements beyond those 
currently in effect for the preparation of the appellant’s 
brief and examiner’s answer would be useful to examin- 
ers and the Board. 


I. Allowances After Appeal Brief 


This program targeted “Allowances after Appeai” for 
review in response to complaints that examiners often 
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allow cases after appellant has filed a brief when the 
cases should have been allowed before the brief was 
filed. 


J. Processing Times 


This program targeted “Processing Times” for re- 
view based upon its importance to the PTO goal of 
reducing pendency of patent applications to 18 months. 


DETERMINATION OF CURRENT LEVELS 
OF PERFORMANCE 


The step of determining the current level of performance of 
the targeted practices was accomplished through a number of 
surveys. 

One survey, called the Applications Survey, was an internal 
factual survey that involved selecting a sample of 150 applica- 
tions on a random basis from all the examining groups. A survey 
team, comprising three Supervisory Patent Examiners (SPEs) 
and three reviewers from Qualtiy Review, performed a detailed 
review of the applications according to a questionnaire, which 
was developed with the joint cooperation of the AIPLA Ad Hoc 
Quality Committee. 

A second survey, called the AIPLA Survey, was an opinion 
questionnaire provided by the AIPLA to 5500 of its members. 
The questionnaire was developed jointly with the AIPLA Ad 
Hoc Quality Committee. The AIPLA questionnaire sought the 
perception of the attorneys of the quality of the work performed 
by the Corps relative to the targeted practices. Space was pro- 
vided for the respondents to include comments on the question- 
naire. Over 1100 attorneys responded to the questionnaire. 

Another survey, called the Examiners Survey, was also an 
opinion questionnaire provided to all patent examiners and SPEs 
on a voluntary and anonymous basis. The questionnaire queried 
the examiners and SPEs about the practices of the practitioners 
before the PTO. Space was provided for the respondents to 
include comments on the questionnaire. Over 650 responses 
were received. 

A fourth survey, called the Appeals Survey, was also an 
internal factual survey. The questionnaire was developed with 
the cooperation of the AIPLA Ad Hoc Quality Committee. The 
questionnaire sought data about the practices carried out in the 
appeal process in the PTO. For this survey, 60 applications were 
selected on a random basis from all the examining groups. The 
survey team performed a detailed review of the applications 
according to the questionnaire. 

Three other surveys were used to gather data. All of these 
surveys were developed and conducted by the Office of Quality 
Review. Two surveys involved the review of 1878 allowed 
applications concerning information disclosure statements. An- 
other survey involved the review of 290 applications allowed 
after appellant had filed an appeal brief, but before an examiner’s 
answer was prepared. 

Relative to the processing times, PALM reports were used to 
obtain data on the practices targeted for this activity. 


COMPARISON OF CURRENT LEVELS 
TO DESIRED LEVELS 


The step of comparing the current levels of performance to 
the desired or standard levels of performance was accomplished 
by setting out the desired or standard level for each target 
practice. Next, all the information provided by the surveys was 
analyzed for each target practice and compared to the desired or 
standard level for the target practice. The analysis resulted in the 
following general conclusions. (A detailed listing of all conclu- 
sions for each targeted practice is presented in Section VII of 
Volume I of the Quality Reinforcement Program Report.) 


SUMMARY OF CONCLUSIONS 
A. Explanations of Rejections 


1. Identification of Statutory Basis for Rejection 
Over 95% of the rejections under 35 USC §§ 103 and 
112, second paragraph (clarity), cited the statutory basis 
forthe rejection. With respect to rejections under 35 USC 
§ 102, 92% of the rejections cited the statutory basis. 
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Hence, no significant improvement is needed in specify- 
ing the statutory basis of a rejection based on 35 USC §§ 
102, 103 or 112, second paragraph. 

With respect to rejections under 35 USC § 112, first 
paragraph, 14-19% of the rejections based on a non- 
enabling disclosure and 42% of the rejections based on 
new matter failed to cite the statutory basis. Hence, 
improvement is needed in specifying that a rejection, 
based on new matter or the lack of an enabling disclo- 
sure, is under 35 USC § 112, first paragraph. 


2. Explanation of Rejections Based on Prior Art 


Approximately two-thirds of the rejections reviewed 
failed to explain why the claimed invention would have 
been obvious in view of the applied prior art. Over 75% 
of the attorneys responding to the AIPLA survey per- 
ceived rejections under 35 USC § 103 as lacking an 
explanation of why the claimed invention would have 
been obvious. Moreover, 70 comments from attorneys 
(the highest for any topic) were critical of the explana- 
tions of rejections under 35 USC § 103. Hence, signifi- 
cant improvement is needed to assure that rejections 
based on prior art appropriately communicate the ration- 
ale for such rejections. ‘ 


3. Explanation of Rejections Under 35 USC § 112, First 


Paragraph, Non-Enabling Disclosure 

Nineteen percent of all the non-enabling disclosure 
rejections reviewed failed to give reasons in support of 
the rejection. Hence, improvement is needed in explain- 
ing why a disclosure is non-enabling. 


4. Explanation of Rejections Under 35 USC $112, First 


Paragraph, New Matter 

With respect to rejections based on new matter, 35% 
of the rejections reviewed failed to pointout the language 
considered to be new matter, and 40% of these rejections 
did not give a reason why the language was considered 
new matter. Hence, significant improvements are needed 
in pointing out the language that is considered to be new 
matter, and explaining why the new matter is not sup- 
ported by the disclosure as originally filed. 


5. Explanation of Rejections Under 35 USC § 112, Second 


Paragraph 

Approximately 90% of the rejections reviewed pointed 
out the claim language considered unclear. Thus, no 
significant improvement is needed in pointing out what 
claim language is considered unclear in rejections under 
the second paragraph of § 112. 

Twenty-three percent of the non-final rejections re- 
viewed failed to explain why the language was consid- 
ered unclear. In final actions, 8% of the rejections failed 
to explain why the language was considered unclear. 
Hence, improvement is needed in explaining why the 
claim language is considered unclear in rejections under 
the second paragraph of § 112. 


6. Alternative Rejections Under 35 USC §§ 102/103 


Three percent of the actions reviewed contained alter- 
native rejections under 35 USC §§ 102, 103. Ten percent 
of the examiners’ answers reviewed contained similar 
rejections. The number of alternative rejections under 
either § 102 or § 103 was sufficiently low so that no 
further action is required. 


B. Final Rejection Practice 


1. Timely Development of Issues in Examiner and Attor- 


ney Communications 

The perception surveys indicate that examiner actions 
and attorney responses leading up to final rejection do 
not adequately develop the issues. The objective Appli- 
cations Survey data indicate that 32% of examiners’ 
non-final actions do not fully respond to all arguments 
raised by the applicant. Improvement is needed by both 
examiners and attorneys in fully developing the issues 
prior to final. 
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Final rejections were found to treat all claims, but were 
deficient in answering all arguments presented by the 
applicant and in treating affidavits and declarations sub- 
mitted to overcome rejections. Improvement is needed 
in responding to all issues raised during the prosecution 
when making a final rejection. 


2. Appropriateness of Final Rejection 


Thirteen percent of the final actions surveyed were 
considered premature. However, 91% of the final rejec- 
tions reviewed were considered to be reasonable. Thirty- 
nine percent of the attorneys responding to the AIPLA 
survey perceived final actions as proper only occasion- 
ally or rarely. 

Though examiners appear to be doing an acceptable 
job in making reasonable and proper final rejections, 
some improvement is needed. However, attorney per- 
ception is substantially lower than the factual findings. 
This may be due toa desire by attorneys for a more liberal 
after final procedure rather than improper examiner 
application of the current procedure. 


3. Advisory Actions 


Advisory actions were found to be mailed in a timely 
manner. 

Thirty-three percent of the amendments filed after 
final were improperly refused entry. Only 46% of the 
attorneys responding to the AIPLA surveyperceived that 
reasons given by examiners for the non-entry of amend- 
ments after final were clear almost always or most of the 
time. Moreover, only 50% of these attorneys perceived 
their response to final rejections to have been given full 
consideration. 

In only 39% of the instances when an amendment to 
existing claims was entered after final did the advisory 
action clearly specify the grounds of rejection applicable 
to the amended claims. 

Hence, significant improvements are needed in assur- 
ing that amendments after final: 


a. are not arbitrarily refused entry, 

b. are given sufficient consideration, and 

c. communicate the ground of rejection for any claim 
amended after the final rejection. 


C. Information Disclosure Statements 
1 .Frequency and Timeliness of Submissions 


Information disclosure statements are submitted ei- 
ther as statements in the specification or as separate 
papers in approximately 60% of the applications. Eighty- 
two percent of the statements are submitted prior to the 
first action. However, 47% are filed more than three 
months from the filing date. In 1978, just after 37 CFR § 
1.56 was amended, only 21% of the statements were 
filed more than three months after the filing date. Twelve 
percent of applications on appeal had statements filed 
after the final rejection. Two percent of the statements 
are filed after the application has been allowed. 

Only 11% of the statements filed more than three 
months after the filing date contained an explanation for 
the delay. 

Hence, significant improvements are needed for as- 
suring that information disclosure statements are filed in 
a timely manner, and with an explanation for the delay 
when filed late. 


2. Submission Includes Explanation of Relevancy of Docu- 


ments 

The explanation of the relevance of the art is substan- 
tially below standard whether the citation is incorporated 
in the specification or is in a separate paper. Hence, 
significant improvement is needed in assuring that ex- 
planations of the relevance of documents cited in infor- 
mation disclosure statements are provided. 


3. Copy of Documents Supplied 


Copies of cited documents, regardless of type, are not 
provided in approximately 60% of cases when state- 
ments are incorporated into the specification. Even when 
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eliminating those statements citing only U.S. patent 
documents, the Applications Survey still shows a 25% 
level of noncompliance for specification-incorporated 
statements. There is a need for improvement in supply- 
ing copies of documents cited in specification-incorpo- 
rated statements. 


4. Translation of Foreign Documents Provided 


Either a translation or a statement that a translation is 
not readily available is generally not provided when the 
citation is incorporated in the specification. While com- 
pliance with the standard is better when the citation is in 
a separate paper, compliance is still poor. Improvement 
is needed. : 


5. Form PTO-1449 or Equivalent 


Since the use of PTO form 1449 is not mandatory, this 
section merely reports the degree to which the form is 
voluntarily used and is thus informational only. Form 
PTO-1449 is used in about 70% of disclosure statement 
submissions when the submission is in a separate paper. 
The form is used in about 25% of the disclosure state- 
ments incorporated in the specification. 


6. Miscellaneous 


Examiners considered art submitted prior to first ac- 
tion in 93% of cases reviewed. Improvement is needed to 
insure 100% compliance. 

While the survey results indicate a perception by 
examiners that related copending applications are not 
being fully disclosed, no objective survey data was 
recorded on this topic. Since attorneys are only required 
to cite related applications that are material, the survey 
question does not measure perceived performance against 
the current standard. No conclusions can be reached 
based upon the survey data. 


D. Interviews 


1. Interviews in General 


The results of the AIPLA survey indicate that, of the 
attorneys responding to the survey, 


a. 75% perceived interviews as productive, 

b. 89% perceived interviews to be kept as scheduled, 

c. 68% perceived examiners to be adequately pre- 
pared, and 

d. 85% perceived the interview summary form to be 
completed adequately. 


The results of the Examiners Survey indicate that, of 
the examiners responding to the survey, 


a. 53% perceived interviews as productive, 

b. 96% perceived interviews to be kept as scheduled, 

c. 88% perceived attorneys to be adequately pre- 
pared, and 

d. 67% perceived attorneys as making the substance 
of the interview of record. 


The survey results indicate that attorneys perceive that 
examiners are willing to grant at least one interview if 
timely requested. No need for improvement would ap- 
pear necessary. A substantial number of attorneys (ap- 
proximately 30%) feel that examiners are only occasion- 
ally or rarely willing to discuss and attempt to resolve 
substantive issues at interviews. However,examiners 
often express the desire to reserve commitments until 
after an interview so that full consideration of all points 
could be made. It cannot be concluded from the survey 
data whether examiners could be making more substan- 
tive commitments at interviews. No need for improve- 
ment is indicated. Some improvement is needed by 
attorneys in ensuring that an adequate written record of 
the substance of all interviews is provided. 


2. Telephone Restriction 


As a general policy, the examiner should telephone 
the attorney of record and request an oral election when 
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making a restriction requirement. In 62% of the restric- 
tion requirements reviewed, the policy was followed. 
However, the telephone is not required to be used when 
examiners know that an election will not be made by 
phone. The number of instances of the remaining 38% 
where no restriction was made for this reason was not 
determined. Hence, while it appears that some improve- 
ment is needed, the degree of need for improvement 
cannot be determined without further study. 


E. Responses by Applicant 
1. Responses under 37 CFR § 1.111 


Approximately 90% of the responses reviewed were 
technically fully responsive to Office actions. However, 
the percentage of responses that explained why the 
claimed invention would have been unobvious in view 
of the prior art was significantly lower. Moreover, some 
of the comments from examiners indicate that they feel 
responses often argue references individually ratherthan _ 
address the combination of references set forth in the 
prior Office action. At least part of this may be due to the 
lack of an examiner explanation in rejections how refer- 
ences are used and combined. 

Hence, no significant improvement is needed in assur- 
ing that responses under § 1.1§reat all objections and 
rejections. However, significant improvement is needed 
in assuring that responses include an explanation of why 
it would have been unobvious to combine or modify the 
references in the manner suggested by the examiner. 


2. Responses Under 37 CFR § 1.116 


Only 16% of the amendments filed after a final rejec- 
tion that were reviewed presented a showing of good and 
sufficient reasons why they were necessary and why 
they were not presented earlier. Moreover, 48% of the 
examiners and SPEs responding to the Examiners Sur- 
vey perceived that attorneys generally do not start seri- 
ous prosecution or make substantial amendments until 
after the final rejection. 

fence, significant improvement is needed in assuring 
that responses under § 1.116 explain why an amendment 
was not presented earlier. 


3. Appeal Briefs—Responses to Rejections 


Ninety-four percent of the briefs reviewed contained 
an explanation why the examiner’s modification of the 
references would have been unobvious. Hence, no sig- 
nificant improvement is needed in assuring that briefs 
adequately communicate why the examiner’s rejection 
is considered improper. 


4. Affidavits/Declarations Submitted to Overcome Rejec- 
tions 


Approximately 20% of affidavits/declarations are not 
filed in a timely manner. Hence, improvement is needed 
in assuring that affidavits/declarations are submitted in a 
timely manner. 

Examiner perception of the sufficiency of affidavits to 
either establish proper “nexus” when asserting commer- 
cial success or to present evidence to substantiate an 
allegation of “secondary considerations” was very low, 
indicating a need for at least some attorney improve- 
ment. 


F. Completeness of the Record 


1. Reasons for Allowance 


In 22% of the applications reviewed, the reason for 
allowance was not clear from the record. Moreover, only 
50% of the attorneys responding to the AIPLA Survey 
perceived the reason for allowance made of record by the 
examiner, as clearly establishing why the claims were 
allowed. Hence, significant improvement is needed in 
assuring that the record clearly explain why the claims 
were allowed. 


2. Recordation of Searches 


Eighty-five percent of the applications surveyed had 
search boxes properly filled out by the examiner. Ap- 
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proximately 45% of the applications, wherein an auto- 
mated search was made, were lacking information about 
the automated search. Hence, improvements are needed 
in assuring that the search data are recorded in a com- 
plete and accurate manner. 


3. Foreign Priority Data Verified 


The priority/PCT data appearing on the face of the file 
wrapper were not verified in 23% of the applications 
reviewed. Hence, a significant improvement is needed in 
assuring that the priority/PCT data appearing on the file 
jacket are verified. 


G. Compact Prosecution 


1. Adequacy of Applications Prior to First Action 


Applications should be devoid of obvious informali- 
ties. Significant improvement is needed in foreign origin 
applications since 70% of the examiners surveyed per- 
ceived foreign applications as containing substantial 
formal deficiencies almost always or most of the time. 
However, only 16% of the examiners perceived U.S. 
origin applications as containing substantial formal de- 
ficiencies. 

The disclosure should be readily understandable and 
the claims should clearly define the invention to enable 
the examiner to conduct an adequate search. Improve- 
ment is needed in foreign origin applications since 20% 
of the examiners surveyed perceive such applications as 
lacking an adequate disclosure to permit examination 
almost always or most of the time. However, 97% of 
these examiners perceive U.S. origin applications as 
containing an adequate disclosure. 

Claims should be presented that range from the broad- 
est to the most detailed that applicant is willing to accept. 
Substantial improvement is needed in this area since the 
Applications Survey shows that only approximately 
60% of the applications surveyed contained such a range 
of claims. 


2. Searches 


The first search should cover the invention as de- 
scribed and claimed. Substantial improvement is needed 
in conducting a more thorough search at the time of the 
first action since 50% of the applications surveyed re- 
vealed newly applied art in subsequent actions that 
should have been applied in a previous action. 

A search should be made in the issuing class/subciass. 
Improvement is needed in this area because 11% of the 
allowed applications reviewed did not indicate that the 
issuing class/subclass was searched. 


3. Indication of Allowable Subject Matter 

Examiners should communicate certain aspects or 
features ofapplicant’s invention that if properly claimed 
would receive favorable consideration. Significant im- 
provement is needed in this area since only 59% of the 
applications that were deemed appropriate for an indica- 
tion of allowable subject matter had such an indication. 
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b. 53% of the briefs included a citation of the refer- 
ences as well as an explanation of each reference, 

c. 7% of the briefs included a reference back to the 
drawings or specification in the copy of the claims 
presented in the brief; however, 58% of the exam- 
iners surveyed thought that an appeal brief would 
be more useful if the claims on appeal were read on 
the drawings or specification, and 

d. 2% of the briefs pointed out an exemplary claim; 
however 60% of the examiners surveyed thought 
that an appeal brief would be more useful if appel- 
lant is required to state whether all the claims on 
appeal stand or fall together. 


The formal requirements of the brief should be re- 
viewed to determine if these additional requirements 
would improve the manner in which issues on appeal and 
evidence in support thereof are set forth in the brief. 


2. Examiner’s Answer—Format 


Ninety percent of the answers surveyed identified the 
status of all the claims in the applications. One hundred 
percent of the answers cited all the references relied upon 
in the appeal and pointed out any deficiencies in the copy 
of the claims provided by appellant. Hence, no signifi- 
cant improvements are needed in the format of the 
examiners’ answers, as measured against the formal 
requirements for examiner’s answers. 

In addition, formal matters that are not currently 
required in examiner’s answers were found to be in- 
cluded in the surveyed answers to the following extent, 


a. 15% of the answers included a summary of the 
issues on appeal, 

b. 40% of the answers included an explanation of the 
invention, and 

c. 28% of the answers included an explanation of the 
references. 


The formal requirements of the examiner’s answer 
should be reviewed to determine if these additional 
requirements would improve the manner in which issues 
on appeal and evidence in support thereof are set forth in 
the examiner’s answer. 


3. Examiner’s Answer—Completeness 


Seventy-two percent of the answers reviewed re- 
sponded to every significant argument raised in the 
briefs. Hence, a significant improvement is needed in 
assuring that examiners’ answers respond to every sig- 
nificant argument/issue raised by appellants. 


4. Post Examiner’s Answer Practice 


The Appeals Survey shows that a substantial number 
of reply briefs are merely noted with no further comment 
by the examiner. The findings are inconclusive regar- 
dingthe propriety of the reply briefs or whether reply 
briefs are being treated properly by examiners. 


I. Allowance After Appeal Brief 
H. Appeal Practice 


Thirty-nine percent of applications allowed after an 
1. Appellant’s Brief—Format 


Ninety-five percent of the briefs reviewed contained a 
concise explanation of the invention. However, only 
46% of the explanations contained a reference back to 
the drawings and/or specification. Hence, a significant 
improvement is needed in assuring that appellant’s ex- 
planation of the invention refers to the drawing and/or 
specification. Ninety-five percent of the briefs reviewed 
contained a copy of the claims. Hence, no significant 
improvement is needed in assuring that appellants pro- 
vide a copy of the claims on appeal. 

In addition, formal matters that are not currently 
required in briefs were found to be included in the 
surveyed briefs to the following extent, 


a. 27% of the briefs included a separate summary of 
the issues on appeal, : 


appeal brief had been filed were found to have no change 
in appellant’s position. Hence, significant improvement 
is needed in assuring that applications are allowed at the 
earliest appropriate stage of prosecution. 


J. Processing Times 


1. 16 Mailing of Office Actions 


Substantial improvement in mailing Office actions 
earlier than one month from the day when the examiners 
are given credit for the Office action has been accom- 
plished since the inception of the Quality Reinforcement 
Program. 


2. Mailing of Notices of Allowance 


Substantial improvement in assuring that Notices of 
Allowances are mailed promptly has been accomplished 
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since the inception of the Quality Reinforcement Pro- 
gram. 


3. Responses to Amendments After Final 
Substantial improvement in mailing responses to 
amendments after final has been accomplished since the 
inception of the Quality Reinforcement Program. 


Perceptions 


In addition to reaching conclusions on the current level of 
performance of each target practice, the program determined the 
opinions of patent examiners and representatives of applicants 
on various topics involved in the examination process. A sum- 
mary of their perceptions is presented below. 

Examiner legal proficiency was perceived by attor- 
neys to be in definite need of improvement. 

Examiner technical competency, care in doing the 
job, and neatness of attire were perceived by attorneys as 
more positive than negative, but in need of improve- 
ment. 

Clerical competency and care in doing the job were 
perceived by attorneys to be in definite need of improve- 
ment. 

Clerical functions including neatness of attire, coop- 
erativeness, courteousness and availability were per- 
ceived as being more positive than negative, but with 
substantial room for improvement. 

Attorney handling of foreign origin applications was 
perceived by examiners to be deficient in preparation of 
the case for examination. Attorney practices including 
continued prosecution after final, interview practice, 
submission of information disclosure statements and 
explanation of reasons for disagreement with § 103 
rejections were also of concern to examiners. 


[1078 OG 22] 


(102) Report on Results of an Oct. 1985—Feb. 1986 
Survey on the Citation by Applicants of Information 
Disclosure Statements in Patent Applications 


This report summarizes the data compiled from a sample of 
1200 allowed utility applications surveyed in the Office of 


(1) | Number of applications in sample 
(Percent of total sample) 


Number of applications having citations submitted in: 


(2) Separate papers only 
(Percent of sample 2/1) : 

(3) Both separate paper and in specification .. 
(Percent of sample 3/1) 

(4) The specification only 
(Percent of sample 4/1) 

(5) Total number of applications having citations ... 
(Percent of sample 5/1) 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 217 
(102) 


Quality Review during the period of Oct. 1, 1985 to Feb. 14, 
1986. 

For purposes of the survey, a “citation”, whether appearing in 
the specification or in a separate paper, is defined as either (1) a 
listing of patents or publications together with a concise expla- 
nation of the relevance of each listed item (i.e. an “information 
disclosure statement” under 37 CFR 1.98(a)), or (2) a “mere 
listing” of patents or publications. In addition, a “reference”, or 
“document”, is defined as any patent or other publication cited 
by applicant. 

This survey report is similar to and presented in the same 
general format as the survey reports published in the Official 
Gazette of Nov. 23, 1976, pages 1356 and 1357, of Sept. 26, 
1978, pages 22 and 23, and of Aug. 12, 1980, pages 8 and 9. It 
should be noted, however, that the phrase “prior art statement” 
used throughout the three previous survey reports has been 
replaced by the more appropriate phrase “information disclosure 
statement” reflecting the current terminology of 37 CFR 1.97- 
1.99 as amended. 

This survey indicates, among other things, that 60% of the 
sampled applications include citations by applicants. This is 
somewhat less than the 63% finding in the survey reported in the 
1980 O.G. and the 64% finding in the 1978 survey but still 
represents an improvement over the 54% finding in the 1976 
survey. In addition, more citations are being submitted later in 
the prosecution than previously. The percentage of applications 
having citations submitted in separate papers has increased 
while the percentage of applications having such papers 
submitted within three months of the filing of an appli- 
cation is down from 79% in 1978 and 73% in 1979 to 53% 
presently. Also, while the percentage of applications having 
citations accompanied by copies of references cited has in- 
creased, overall compliance with Office guidelines has de- 
creased. 

A separate, recent informal review of citations made after 
allowance similarly indicated frequent noncompliance with the 
guidelines of Section 609 of the Manual of Patent Examining 
Procedure. Often, citations were in the form of prior art search 
reports made by foreign patent offices many months or years 
earlier, submitted without copies of the references, discussion of 
materiality, or any explanation for the late submission. The 
Office is presently considering action to remedy these problems 


The statistics are otherwise presented without comment as 
follows: 


Application in which the applicant submitted citations in the specification. 


(6) Number of applications including citations in the 
specification 
(Percent of applications havingcitations in the 
specification 6/1) 
(7) Number of applications including mere listing of 
references in the specification 


(Percent of applications having mere listing of ref- 


erences in the specification 7/1) 


Chem. 
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(8) | Number of applications including information dis- 
closure statements in the specification 

(Percent of applications having disclosure state- 
ments in the specification 8/1) 

(9) | Number of applications including information 
disclosure statements in the specification which 
included copies of the references 

(Percent of applications, with disclosure state- 
ments in the specification, having copies of the 
references 9/8) 

Number of applications including information dis- 
closure statements in the specification which 
comply fully with the guidelines (37 CFR 1.97- 
1.99;MPEP § 609) (e.g. timely filed, translations. 
whore applicable, C00.) ....0c0r.cccccccsccecsesesececscecsevsceeceeoes 

(Percent of applications, with disclosure state- 
ments in the specification, which fully comply 
with CFR and MPEP 10/8) 

Number of applications including information dis- 
closure statements citing non-English doc- 
uments in the specification 

(Percent of applications, with disclosure state- 
ments in the specification, citing non-English 
documents 11/8) 


Applications in which applicant submitted citations in separate papers. 


Number of applications including citations in a 
separate paper 

(Percent of applications having citations in sepa- 
rate papers 12/1) 

Number of applications including separate paper 
citations submitted within 3 months of the filing 
date of the application 

(Percent of separate paper citations submitted 
within 3 months 13/12) 

Number of applications including separate paper 
citations which include a copy(s) of the refer- 
ence(s) 

(Percent of separate paper citations including 
copy(s) of the reference(s) 

Number of applications including separate paper 
citations which cited a non-English document 

(Percent of separate paper citations citing non- 
English documents 

Number of applications including separate papers 
with information disclosure statements 

(Percent of separate paper citations having disclo- 
sure statements 

Number of applications including separate paper 
citations which fully comply with the guidelines 
(37 CFR 1.97-1.99; MPEP § 609) 

(Percent of separate paper citations which fully 
comply with CFR and MPEP 17/12) 


Applications in which applicant submitted more than ten citations. 


(18) Number of applications having more than ten cita- 


25 
(Percent of applications having more than ten ci- 
tations 6% 
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22 
5% 


DONALD J. QUIGG, 
Aug. 15, 1986. Commissioner of Patents 


[1040 OG 24] 


and Trademarks. 
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(103) Express Abandonments 

Experience over the past several months has indicated the 
need to clarify and re-emphasize existing practice regarding 
express abandonments submitted under 37 CFR 1.138. 

Since 1966, when Rule 138 was revised, it is no longer 
required that the applicant and the assignee of record, if any, sign 
an express abandonment. The revised rule indicates that a patent 
application may be expressly abandoned by an attorney or agent 
of record. Therefore, prior to signing a declaration of express 
abandonment of a patent application, it is imperative that the 
attorney or agent of record exercise every precaution in ascer- 
taining that the abandonment of the application is in accordance 
with the desires and best interests of the applicant. Moreover, 
special care should be taken to insure that the appropriate 
application from a group of related applications is correctly 
identified in the letter of abandonment. 

A declaration of abandonment signed by the applicant or his 
attorney or agent of record becomes effective when an appropri- 
ate official of the Office takes action in recognition of the 
declaration. When so recognized, the date of abandonment may 
be the date of recognition or a different date if so specified in the 
declaration itself. Forexample, where a continuing application is 
filed with a request to abandon the prior application as of the 
filing date accorded the continuing application, the date of the 
abandonment of the prior application will be in accordance with 
the request once it is recognized. 

Action in recognition of an express abandonment may take 
the form of an acknowledgement by the examiner or the Patent 
Issue Division of the receipt of the express abandonment, indi- 
cating that it is in compliance with 37 CFR 1.138 (see Section 
711.01 MPEP). Alternatively, recognition may be no more than 
the transfer of drawings to a new application pursuant to instruc- 
tions which include a request to abandon the application contain- 
ing the drawings to be transferred (see 37 CFR 1.60 and Section 
608.02(i) MPEP). 

It is suggested that divisional applications being submitted 
under 37 CFR 1.60 be reviewed before filing to ascertain whether 
the prior application should be abandoned. Recent experience 
reveals that some divisional applications are being filed under 37 
CFR 1.60 with requests to transfer the drawings from, and 
abandon, the prior application. Following the recognition of the 
abandonment, the attorney or agent signing the request informs 
the Office that the request was made by mistake for any one of 
a number of reasons. Care should be exercised in situations such 
as these as the Office looks on express abandonments as acts of 
deliberation, intentionally performed. 

Another common situation involves the submission of an 
express abandonment following the allowance of an application 
The express abandonment may not be recognized unless it is 
actually received by appropriate officials in time to act before the 
date of issue. In those cases, once a patent number and issue date 
have been assigned to the application, it is considered too late to 
act on the express abandonment unless a petition under Rule 
313(b) or Rule 183 is granted (see Section 711.01 of MPEP). 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Apr. 7, 1975. 


[934 O.G. 2] 


(104) Notice of Abandonment for Failure to 


Prosecute Application 


Effective immediately the Patent Examining Corps will mail 
a communication, concerning all applications becoming aban- 
doned in the Corps for failure to prosecute, to the correspon- 
dence address of record. 

The communication to be mailed will merely comprise acopy 
of the first page of the Office action, to which applicant failed 
to properly respond, the copy including stamped language thereon 
indicating that the application has become abandoned and the 
date that the copy was mailed. The language stamped on the 
copy will be as follows: APPLICATION HAS BECOME 
ABANDONED.THISNOTICEMAILED: 

In no case will the mere failure to receive a notice of abandon- 
ment affect the status of an abandoned application. 
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This new procedure should enable applicants to take appro- 
priate and diligent action to reinstate an application inadver- 
tently abandoned for failure to timely respond to an official 
communication. In most cases, a petition to revive under 37 CFR 
1.137 will be the appropriate remedy. It may be that a response 
to the Office action was mailed to the Office with a certificate 
of mailing declaration as a part thereof (notice of October 26, 
1976: 951 O.G. 1342) but was office. In this instance, adequate 
relief may be available by means of a petition to withdraw the 
holding of abandonment. 

In any instance, if action is not taken promptly after receiving 
the notice of abandonment, appropriate relief may not be granted. 

If a lack of diligent action is predicated on the contention 


~ , that neither the Office action nor the notice of abandonment was 


received, one may presume that there is a problem with the 
correspondence address of record. Accordingly, your attention 
is directed to recent notices of May 28, 1975, and September 
9, 1976, dealing with changes of address (935 O.G. 1352 and 
951 O.G. 454). In essence, it is imperative that a paper notifying 
the Office of a change of address be filed promptly in each 
application in which the correspondence address is to be changed. 

If an application is abandoned or a patent lapsed for an 
excessive time a terminal disclaimer may be required. A terminal 
disclaimer may also be required where the holding of abandon- 
ment or lapse is withdrawn but a determination is made that 
action attempting to correct the problem should have been taken 
in a more diligent manner. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


May 9, 1977. 


[959 O.G. 24] 


(105) Requirement for a Response Under 
37 CFR 1.136 and 1.137 Where a 


Continuing Application is Being Filed. 


This notice is intended to clarify the requirements for a 
response as required by 37 CFR 1.136 or 1.137 in situations 
involving a petition for extension of time or a petition to revive 
an abandoned application for the purpose of filing a continuing 
application. 

In those instances where an extension of time or a revival 
of an abandoned application is sought solely for the purpose 
of filing a continuing application under 35 U.S.C. 120 and where 
the prior application is to be abandoned in favor of the continuing 
application, the filing of a response as required by 37 CFR 1.111, 
1.113, 1.192 or other regulation is considered to be an unnec- 
essary expenditure of resources by the applicant. Accordingly, 
in these situations, the Patent and Trademark Office will accept 
the filing of a continuing application as a response under 37 
CFR 1.136 or 1.137. 

To facilitate processing by the Office, any such petition for 
extension of time or petition to revive should specifically refer 
to the filing of a continuing application and also include an 
express abandonment of the prior application conditioned upon 
the granting of the petition and the granting of a filing date to 
the continuing application. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


May 13, 1983. 


{1031 OG 11] 


(106) Petitions Under 37 CFR 1.183 to Waive 
the One Year Time Period Requirement in 37 


CFR 1.137(b), 1.155(c) and 1.316(c) 


Petitions to revive an unintentionally abandoned application 
(37 CFR 1.137(b)) or to accept an unintentionally late paid issue 
fee (37 CFR 1.155(c) or 1.316(c)) must befiled within one year 
of the date on which the application became abandoned. 

In the last sentence of the above-noted subsections of 37 CFR, 
the Commissioner of Patents and Trademarks has indicated that 
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petitions under 37 CFR 1.183 to waive any time period require- 
ments for filing a request pursuant to these subsections will not 
be considered, but will be returned to the applicant. However, 
it has become apparent that under certain very limited condi- 
tions, the interests of the patent system would be better served 
by considering such petitions. 

These very limited conditions arise when an application 
becomes abandoned due to an action or inaction by applicant 
and the Patent and Trademark Office performs a positive, 
documented and Official act* (e.g., by issuing an Official 
document) which could lead a reasonable individual to conclude 
that the action or inaction was appropriate. If this conclusion 
is a contributing factor in the applicant’s failure to realize 
the true, abandoned status of his application in time te file a 
petition under one of the above-noted subsections, then 
conditions exist under which a § 1.183 petition will be consid- 
ered. 

For example, if an applicant files papers for a continuing 
application under 37 CFR 1.60 or 1.62 on a date when the parent 
application is abandoned (e.g., the applicant neglected to obtain 
an extension of time in the parent application), the requirements 
of these regulations are not satisfied and the papers should not 
be processed into an application. However, if in spite of this 
error the Office issues a filing receipt for the continuing appli- 
cation, a reasonable individual could conclude that the continu- 
ing application had been properly filed on a date when the parent 
application was pending. Further, if the lack of copendency 
between the parent and the continuing applications is not dis- 
covered until after one year from the date on which the parent 
application became abandoned, the opportunity to obtain 
copendency by reviving the parent application under 37 CFR 
1.137(b) is lost. As an additional example, if an applicant submits 
a check for payment of the issue fee and the payment is improper 
(e.g., the check is not timely submitted or is returned to the Office 
unpaid due to insufficient funds), the application should be held 
abandoned. However, if in spite of the improper issue fee 
payment the Office issues the application as a patent, a reason- 
able individual could conclude that the issue fee payment had 
been proper. Further, if the improper issue fee payment is not 
discovered until after one year from the date on which the 
application became abandoned, the opportunity to request 
acceptance of a late paid issue fee under 37 CFR 1.155(c) or 
1.316(c) is lost. 

The abandonment problems described in the above-noted 
examples are clearly attributed to an error on the part of the 
applicant. Nevertheless, such a problem could be aggravated 
when the Office performs a positive, documented and Official 
act* which, in the circumstances recounted above, may be a 
contributing factor in the loss of an opportunity to rectify this 
problem by filing a petition under one of the above-noted 
subsections. In light of these factors, the Commissioner will 
exercise his authority under 37 CFR 1.183 to waive the one year 
period requirement for filing a petition pursuant to 37 CFR 
1.137(b), 1.155(c) or 1.316(c) providing the following strictly 
limited conditions are present: 


(1) The applicant’s action or inaction which caused the 
application to become abandoned was clearly an unin- 
tentional oversight which resulted from a bona fide 
attempt, as evidenced by Patent and Trademark Office 
records, to comply with patent statutes, rules and pro- 
cedures in order to keep the application pending as 
desired; and 

(2) The Office performed a positive, documented and Official 
act* which could lead a reasonable individual to con- 
clude that the action or inaction was proper and this 
conclusion was a contributing factor in the applicant’s 
failure to realize the true abandoned status of his appli- 
cation in time to file a petition under one of the above- 
noted subsections; and 

(3) A petition under 37 CFR 1.183 and one of the above- 
noted subsections is filed within three (3) months of the 
date applicant is notified by the Office or otherwise 
becomes aware of the abandoned status of the applica- 
tion; and 

(4) The petition is accompanied by a terminal disclaimer 
with fee under 37 CFR 1.321 dedicating to the public 
a terminal part, equivalent to the period of abandonment, 
of the term of any patent granted on the application or 
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on any application entitled to the benefit of the filing 
date of the application under 35 USC 120. 


For a transitional period of three (3) months from the date 
of this Notice, the requirement for filing a petition within three 
(3) months of the date referred to in condition (3), above, wili 
not be enforced providing: 


(a) the abandoned application could have been restored to 
pending status if a petition under one of the above-noted 
subsections had been timely filed; and 

(b) the applicant made a bona fide attempt, as evidenced 
by Patent and Trademark Office records, to restore the 
abandoned application to pending status within three 
months of the date applicant was notified by the Office 
or otherwise became aware of the abandoned status of 
the application. 


Applicants should note that this is intended to be a very 
limited extension of the Commissioner’ s discretion in exercising 
his authority to waive the one year period required under the 
above-mentioned subsections. For this reason, the above-noted 
conditions and provisions will be strictly adhered to and any 
petition under § 1.183 which fails to comply with these con- 
ditions or provisions will be denied. 


*NOTE: THE FAILURE OF THE PATENT AND TRADE- 
MARK OFFICE TO SEND AN OFFICIAL COMMUNICA- 
TION (E.G., A NOTICE OF ABANDONMENT) IS NOT 
CONSIDERED TO BE A POSITIVE, DOCUMENTED AND 
OFFICIAL ACT WITHIN THE MEANING OF THIS NOTICE. 


JAMES E. DENNY, 
Deputy Assistant, 
Commissioner for Patents 


Aug. 26, 1985. 


[1059 OG 4] 


(107) Petitions to Revive Patent Applications 


Waiver of Provisions of 37 CFR § 1.137(b) 


Effective immediately, the Commissioner is suspending under 
37 CFR § 1.183 that portion of 37 CFR § 1.137(b) which 
precludes revival of an application unintentionally abandoned 
for failure to timely submit a filing fee and/or an oath or dec- 
laration. 35 U.S.C. § 111; 37 CFR § 1.53(d). 

Upon a review of the plain meaning of 35 U.S.C. §§ 41(a)7, 
111, 133, and 151, it is concluded that § 41(a)7 does not preclude 
reviving a patent application unintentionally abandoned for 
failure to timely submit a filing fee and/or an oath or declaration 
pursuant to a request by the Patent and Trademark Office (Of- 
fice) under 35 U.S.C. § 111 and 37 CFR § 1.53(d). Accordingly, 
the Office will now act on the merits of petitions to revive 
applications which became abandoned for failure to timely 
submit an appropriate filing fee and/or an oath or declaration 
by the applicant. 

Appropriate revisions will be made to 37 CFR 1.137(b) and 
the Manual of Patent Examining Procedure in due course. 
Nov. 5, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


[1121 O.G. 6] 


Diligence in Filing Petitions to Revive 
and Petitions to Withdraw 
the Holding of Abandonment 


Once an application becomes inadvertently abandoned, it is 
incumbent on applicant to act with diligence in providing the 
response necessary to continue prosecution. Petitions to revive 
orto withdraw the holding of abandonment must be filed promptly 
after applicant is notified or otherwise becomes aware of the 
abandonment. Unless and until the Commissioner accepts 
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applicant’s response as sufficient and complete to revive the 
application or to withdraw the holding of abandonment, the 
application remains abandoned and the burden continues to rest 
with applicant to exercise diligence. 

Some practitioners have demonstrated a lack of diligence in 
filing or renewing a petition to revive or a petition to withdraw 
the holding of abandonment. This appears to have been a con- 
scious decision on the practitioners’ part based on the belief that 
any delay in filing or renewing a petition could be cured by filing 
a terminal disclaimer equivalent to the period of delay in pros- 
ecuting the application. While the Office does have a policy of 
requiring a terminal disclaimer in those situations where there 
has been a delay of more than six months in filing a grantable 
petition to revive an application that has become abandoned [37 
CFR 1.137(c), 1.316(d) and 1.317(c)], the terminal disclaimer 
has never been authorized or set forth in the rules as a substitute 
for diligence. Indeed, such an interpretation would be contrary to 
the traditional concept of reasonable diligence and is contrary to 
the explicit requirement of 37 CFR 1.137(a), 1.155(b), 1.181(f), 
1.316(b) and 1.137(b) that a petition to revive be filed promptly. 
See In re Application of Takao, 17 USPQ2d 1155 (Comm’r. 
1990). 


JAMES E. DENNY 
Assistant Commissioner for 
Patents-designate 


[1124 OG 23] 


(109) Acceptance of Delayed Payment 


Maintenamce Fee in Expired Patents 


Pursuant to 37 CFR § 1.183, the Commissioner is suspending 
that portion of 37 CFR § 1.378(c)(3) requiring a showing of 
circumstances “entirely outside the control of the patentee and 
those acting on behalf of the patentee” in paying the maintenance 
fees pending a notice of proposed rulemaking. The requirement 
is being suspended in light of the decision in Jn re Patent No. 
4,429,775, and because a credible argument can be made that 
the requirement is contrary to law. 

The Commissioner will continue to look at the circumstances 
supporting unavoidable delay claims and diligent action by the 
patentee in petitioning for reinstatement. If any party believes 
a petition has been wrongly denied under 37 CFR § 1.378(c)(3), 
a renewed petition will be considered. 

May 16, 1990 HARRY F. MANBECK, Jr. 

Commissioner of Patents 

and Trademarks 


[1115 O.G. 18] 


(110) Procedure for Handling Amendments 


under 37 CFR 1.116 


On Oct. 1, 1982, pursuant to Public Law 97-247, the Patent 
and Trademark Office discontinued the previous practice in 
patent applications of extending without fee the shortened 
statutory period for response to a final rejection upon the filing 
of a timely first response to a final rejection (37CFR 1.116). 
Since Oct. 1, 1982, applicants are able to obtain additional time 
for a first or subsequent response to a final rejection by peti- 
tioning and paying the appropriate fee under 37 CFR 1.136(a), 
provided the additional time does not exceed the six month 
statutory period. 

In order to continue to encourage the early filing of any first 
response after a final rejection and to take care of any situations 
in which the examiner does not timely respond to a first response 
after final rejection which is filed early in the period for response, 
the Office is changing the manner in which the period for 
response is set on any rejection mailed after Feb. 27, 1983. 

Under the changed procedure, if an applicant initially re- 
sponds within two months from the date of mailing of any final 
rejection setting a three-month shortened statutory period for 
response and the Office does not mail an advisory action until 
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after the end of the three-month shortened statutory period, the 
period for response for purposes of determining the amount of 
any extension fee will be the date on which the Office mails 
the advisory action advising applicant of the status of the 
application, but in no event can the period extend beyond six 
months from the date of the final rejection. This procedure will 
apply only to a first response to a final rejection and will be 
implemented by including the following language in each final 
rejection mailed after Feb. 27, 1983: 


Ashortened statutory period forresponse tothis final action 
is set to expire three months from the date of this _ action. 
In the event a first response is filed within two months of 
the mailing date of this final action and the advisory action - 
is not mailed until after the end of the three-month shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event 
will the statutory period for response expire later than six 
months from the date of this final action. 


For example, if applicant initially responds within two months 
from the date of mailing of a final rejection and the examiner 
mails an advisory action before the end of three months from 
the date of mailing of the final rejection, the shortened statutory 
period will expire at the end of three months from the date of 
mailing of the final rejection. In such a case, any extension fee 
would then be calculated from the end of the three-month period. 
If the examiner, however, does not mail an advisory action until 
after the end of three months, the shortened statutory period will 
expire on the date the examiner mails the advisory action and 
any extension fee may be calculated from that date. 

Statutory periods set in Office actions mailed before Feb. 28, 
1983, will not be effected by this change in procedure. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Jan. 14, 1983. 


[1027 OG 71] 


(111) Expedited Procedure for Processing 
Amendments and Other Responses After Final 


Rejection (37 CFR 1.116) 


In an effort to improve the timeliness of the processing of 
amendments and other responses under 37 CFR 1.116, and 
thereby provide better service to the public, the Patent and 
Trademark Office (PTO) is establishing, effective immediately, 
an expedited processing procedure which the public may utilize 
in filing amendments and other responses after final rejection 
under 37 CFR 1.116. In order for an applicant to take advantage 
of the expedited procedure the amendment or other response 
under 37 CFR 1.116 will have to be marked as a ‘’Response 
Under 37 CFR 1.116— Expedited Procedure-Examining Group 
(Insert Examining Group Number)”’ on the upper right portion 
of the amendment or other response and the envelope must be 
marked ‘’Box AF”’ in the lower left hand corner. The markings 
preferably should be written in a bright color with a felt point 
marker. If the response is mailed to the Office, the envelope 
should contain only responses under 37 CFR 1.116 and should 
be mailed to ‘’Box AF, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231.’’ Instead of mailing the en- 
velope to ‘’Box AF”’ as noted above, the response may be hand- 
carried to the particular Examining Group or other area of the 
Office in which the application is pending and marked on the 
outside envelope ‘’Response Under 37 CFR 1.116— Expedited 
Procedure-Examining Group (Insert Examining Group Num- 
ber)’’. 

Upon receipt by the PTO from the Postal Service of an 
envelope appropriately marked ‘’Box AF,”’ the envelope will 
be specially processed by the PTO Mail Room and forwarded 
promptly to the Examining Group, via the Office of Finance 
if any fees have to be charged or otherwise processed. Upon 
receipt of the response in the Examining Group it will be 
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promptly processed by a designated clerical employee and 
forwarded to the examiner, via the Supervisory Primary Exam- 
iner (SPE), for action. The SPE is responsible for ensuring that 
prompt action on the response is taken by the examiner. If the 
examiner to which the application is assigned is not available 
and will not be available for an extended period, the SPE will 
ensure that action on the application is promptly taken to assure 
meeting the PTO goal described below. Once the examiner has 
completed his or her consideration of the response, the exam- 
iner’s action will be promptly typed and mailed by clerical 
employees designated to expedite the processing of responses 
filed under this procedure. The Examining Group supervisory 
personnel, e.g., the Supervisory Primary Examiners, Supervi- 
sory Applications Clerk, and Group Director are responsible for 
ensuring that actions on responses filed under this procedure 
are promptly processed and mailed. 

The PTO goal is to mail the examiner’s action on the response 
within one month from the date on which the amendment or 
response is received by the PTO. The PTO is establishing 
monitoring procedures to determine how well the goal is being 
achieved. If the goal of mailing the action on the response within 
one month or less is not achieved in a high percentage of 
applications, e.g., at least 90-95% of appropriately marked 
responses, after a reasonable trial period, the PTO will institute 
further changes in procedures in the future which will give 
approprite relief to applicants in cases where the delay is due 
to Office processing. 

Applicants are encouraged to utilize this expedited procedure 
in order to facilitate PTO processing of responses under 37 CFR 
1.116. If applicants do not utilize the procedure by appropriately 
marking the envelope and enclosed papers, the benefits expected 
to be achieved therefrom will not be attained. The procedure 
cannot be expected to result in achievement of the goal in 
applications in which the delay results from actions by the 
applicant, e.g., delayed interviews, applicant’s desire to file a 
further response, or a petition by applicant which requires a 
decision and delays action on the response. In any application 
in which a response under this procedure has been filed and 
no action by the examiner has been received within the time 
referred to herein, plus normal mailing time, a telephone call 
to the SPE of the relevant Group Art Unit would be appropriate 
in order to permit the SPE to determine the cause for any delay. 
If the SPE is unavailable or if no satisfactory response is re- 
ceived, the Group Director of the Examining Group should be 
contacted. 

Any comments on this expedited procedure during the trial 
period are invited and should be directed to the attention of Rene 
D. Tegtmeyer, Assistant Commissioner for Patents, U.S. Patent 
and Trademark Office, Washington, D.C. 20231. 


DONALD J. QUIGG, 
Commissioner of Patents and 
Trademarks —Designate. 


Sept. 20, 1985. 
[1059 OG 19] 


(112)New Procedures for Recordation of Interviews 


This notice establishes within the Patent and Trademark 
Office additional general procedures for the recordation of 
interviews. Proposed procedures were published in the Official 
Gazette of June 28, 1977 (959 O.G. 36) for comment from 
interested members of the public by August 10, 1977.Fifteen 
written comments were received the majority of which were 
favorable to the proposed procedures. Careful consideration has 
been given to the comments and the procedures are being 
adopted with a few changes. 

Under present practice it is the responsibility of the applicant 
or the attorney or agent to make the substance of an interview 
of record in the application file, unless the examiner indicates 
he or she will do so. It is the examiner’s responsibility to see 
that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability as set forth 
in section 713.04 of the Manual of Patent Examining Procedure 
(MPEP). This practice is continued and further amplified as set 
forth below. 

Recent surveys have indicated that the substance of many 
interviews has not been made of record or the text thereof is 
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incomplete as to substantive matters. In some cases, the sub- 
stance of an interview may be presented as arguments in a 
subsequent response filed by the applicant but without any 
indication that they had been presented at the interview. In order 
to help insure a better record of examiner-applicant interviews 
in application files, the following new procedures are adopted 
to become effective for interviews conducted on and after January 
1, 1978. Appropriate changes will be made in the Manual of 
Patent Examining Procedure (MPEP). 

Examiners will complete a two-sheet carbon interleaf Inter- 
view Summary Form for each interview held where a matter 
of substance has been discussed by checking the appropriate 
boxes and filling in the blanks in neat handwritten form. Dis- 
cussions regarding only procedural matters, directed solely to 
restriction requirements (for which interview recordation is 
otherwise provided for in Section 812.01 of the MPEP), or 
pointing out typographical errors or unreadable script in Office 
actions or the like, are excluded from the interview recordation 
procedures below. 

The Interview Summary Form shall be given an appropriate 
paper number, placed in the file and listed on the ‘’Contents’’ 
list on the file wrapper. The docket and serial register cards will 
not be updated to reflect this interview. In a personal interview, 
the duplicate copy of the Form will be removed and given to 
the applicant (or attorney or agent) at the conclusion of the 
interview. In the case of a telephonic interview, the copy will 
be mailed to the applicant’s correspondence address either with 
or prior to the next official communication. If additional cor- 
respondence from the examiner before an allowance is not likely 
or if other circumstances dictate, the Form will be mailed promptly 
after the telephonic interview rather than with the next official 
communication. The original of the completed Form will be 
made of record and placed in the right hand flap of the file. 

The Form provides for recordation of the following infor- 
mation: 


—Serial Number of the application 

—Name of applicant 

—Name of examiner 

—Date of interview 

—tType of interview (personal or telephone) 

—Name of participant(s) (applicant, attorney or agent, etc.) 
—An indication whether or not an exhibit was shown or a 
demonstration conducted 

—An identification of the claims discussed 

—An identification of the specific prior art discussed 
—An indication whether an agreement was reached and if 
so, a description of the general nature of the agreement (may 
be by attachment of a copy of amendments or claims agreed 
as being allowable). (Agreements as to allowability are 
tentative and do not restrict further action by the examiner 
to the contrary.) 

—The signature of the examiner who conducted the inter- 
view 

—Names of other Patent and Trademark Office personnel 
present. 


The Form also contains a statement reminding the applicant 
gf hissresponsibility to record the substance of the interview. 

It is desirable that the examiner orally remind the applicant 
of his obligation to record the substance of the interview in each 
case unless both applicant and examiner agree that the examiner 
will record same. Where the examiner agrees to record the 
substance of the interview, or when it is adequately recorded 
on the Form or in an attachment to the Form, the examiner will 
check a box at the bottom of the Form informing the applicant 
that he need not supplement the Form by submitting a separate 
record of the substance of the interview. 

It should be noted, however, that the Interview Summary 
Form will not be considered a complete and proper recordation 
of the interview unless it includes, or is supplemented by the 
applicant or the examiner to include, all of the applicable items 
required below concerning the substance of the interview: 

The complete and proper recordation of the substance of any 
interview should include at least the following applicable items: 


1) A brief description of the nature of any exhibit shown or 
any demonstration conducted. 
2) an identification of the claims discussed. 
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3) an identification of specific prior art discussed. 

4) an identification of the principal proposed amendments 
of a substantive nature discussed, unless these are already 
described on the Interview Summary Form completed by 
the examiner. 

5) a brief identification of the general thrust of the principal 
arguments presented to the examiner. The identification 
of arguments need not be lengthy or elaborate. A verbatim 
or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient 
if the general nature or thrust of the principal arguments 
made to the examiner can be understood in the context 
of the application file. Of course, the applicant may desire 
to emphasize and fully describe those arguments which 
he feels were or might be persuasive to the examiner. 

6) a general indication of any other pertinent matters dis- 
cussed, and 

7) if appropriate, the general results or outcome of the in- 
terview unless already described in the Interview Sum- 
mary Form completed by the examiner. 


Examiners are expected to carefully review the applicant’s 
record of the substance of an interview. If the record is not 
complete or accurate, the examiner will take appropriate action 
as set forth in MPEP Section 713.04. If the zccord is complete 
and accurate, the examiner should place the indication ‘’Inter- 
view record OK”’ on the paper recording the substance of the 
interview along with the date and the examiner’s initials. 

C. MARSHALL DANN, 
Commissioner of Patents 
and Trade- 


Aug. 30, 1977. 
marks. 


[962 O.G. 21] 


(113) Viewing of Video Tapes During Interviews 


The Patent and Trademark Office has video tape equipment 
available in the facilities of the Patent Academy for viewing 
video tapes from applicants during interviews with patent 
examiners. 

The video tape equipment may use VHS and UHS (3/4 inch 
tape) cassettes. 

Attorneys or applicants wishing to show a video tape during 
an examiner interview must be able to demonstrate that the 
content of the video tape has a bearing on an outstanding issue 
in the application and its viewing will advance the prosecution 
of the application. Prior approval of viewing of a video tape 
during an interview must be granted by the SPE. Also, use of 
the room and equipment must be granted by the Training Manager 
to avoid any conflict with the Patent Academy. 

Requests to use video tape viewing equipment for an inter- 
view should be made at least one week in advance to allow the 
Patent Academy staff sufficient time to ensure the availability 
and proper scheduling of both a room and equipment. 

Interviews using Office video tape equipment will be held 
only in the Academy facilities located in One Crystal Park, Rm. 
502. Attorneys or applicants should not contact the Patent 
Academy directly regarding availability and scheduling of video 
equipment. All scheduling of rooms and equipment should be 
done through and by the examiner conducting the interview. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


May 6, 1986. 


[1067 OG 4] 


(114) Extension of Time Limit 

This notice is intended to clarify certain misunderstandings 
and indicates the treatment given to requests for an extension 
of time in a situation where applicant has been given a time 
limit to complete an otherwise incomplete but bona fide attempt 
to respond to the previous Office action and advance the case 
to final action. 
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According to 37 CFR 1.135(c) when the applicant has filed 
a response to an examiner’s action but consideration of some 
matter or compliance with some requirement has been inadver- 
tently omitted, an opportunity to explain and supply the omission 
may be given before the question of abandonment is considered. 
According to the M.P.E.P., Section 710.02(c), the examiner may 
give applicant one month or the remainder of the period for 
response, whichever is longer, to complete the response. Neither 
the regulation nor the M.P.E.P. indicate that this time can be 
extended. 

Under the regulation, the missing matter or lack of compli- 
ance must be considered by the examiner as being ‘’inadver- 
tently omitted.’’ Once an inadvertent omission is brought to the 
attention of the applicant, the question of inadvertence no longer 
exists. Therefore, any further time to complete the response 
would not be appropriate under 37 CFR 1.135(c). Accordingly, 
no extension of time will henceforth be granted in these situ- 
ations. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Nov. 28, 1977 


[965 O.G. 14] 


(115) TITLE 37—PATENTS, TRADEMARKS 


AND COPYRIGHTS 


Chapter 1—Patent and Trademark Office, Department of 
Commerce 


Part 1—Rules of Practice in 
Patent Cases 


Patent Examining and Appeal Procedures 


On October 4, 1976 notice was given in the Federal Register 


(41 FR 43729) of a proposal to amend sixteen sections of Title 
37 of the Code of Federal Regulations relating to patent exam- 
ining and appeal procedures. Interested persons were invited 
to comment on the proposal by December 7, 1976. One hundred 
seventy-five written letters and statements were submitted. A 
hearing was held in Arlington, Virginia on December 7, 1976 
at which 21 persons testified orally. Careful consideration has 
been given to all comments received and the proposal is being 
adopted with certain changes. 

The regulations adopted involve all sections that were 
proposed to be revised, amended or added—namely, §§ 1.11, 
1.14, 1.52, 1.56, 1.65, 1.69, 1.97, 1.98, 1.99, 1.109, 1.175, 1.194, 
1.196, 1.291, 1.292, and 1.346. Amendments also are being 
made in two sectiens which were not included in the published 
proposal—§§ 1.51 and 1.176. Since amendments to these sections 
are closely related to the substance of matters notice and public 
comment on these amendments are deemed unnecessary. 

In addition, amendments are being adopted which were 
published for comment in two earlier, much less extensive 
proposals that concerned availability of certain files for public 
inspection. A notice of a proposed amendment to § 1.14(b) was 
published on June 4, 1974 (39 FR 19786). A notice of a proposed 
amendment to § 1.11(a) was published on September 17, 1974 
(39 FR 33376). No negative comments were submitted with 
respect to either of these proposals and both are being adopted 
without change. 

The text of the rules will be reproduced in the Patent and 
Trademark Office Official Gazette in about a month with ad- 
ditions indicated by arrows and deletions indicated by brackets 
to help readers identify the changes. A transcript of the hearing, 
the letters and written statements received, and a summary and 
analysis of the comments are available for public inspection in 
Room 11E10 of Crystal Plaza Building 3, 2021 Jefferson Davis 
Highway, Arlington, Virginia. 


Purpose of Rules 


The purpose of the rules that are being adopted is to improve 
the quality and reliability of issued patents by strengthening 
patent examining and appeal procedures. It is desirable that 
patents be as dependable as possible, so as to enhance the 
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incentives provided by the patent system to make inventions, 
to invest in research and development, to put new or improved 
products on the market, and to disclose inventions that otherwise 
would be kept as trade secrets. It is believed that the rules being 
adopted will help to maintain strong patent incentives. 

The rules afford patent owners an opportunity, through the 
filing of a reissue application, to obtain a ruling from an examiner 
on the pertinence of additional prior art after a patent has been 
issued. The rules also broaden the public’s opportunity for 
participation in the patent examining process, consistent with 
the limitations of statute, the protection of trade secrets, and the 
need to avoid making it unduly expensive to obtain a patent. 

The rules set forth the duty of candor and good faith which 
applicants have to the Patent and Trademark Office and encour- 
age them to provide information about the prior art in a way 
that will make it more useful to examiners. A provision for 
foreign language oaths by individuals who do not understand 
English is intended to make them more aware of their repre- 
sentations and of their obligations. 

Under the rules more Patent and Trademark Office decisions 
that could have important precedent value will be available to 
the public, and some additional files will be available for in- 
spection. Proceedings before the Board of Appeals are modified 
to help avoid the issuance of invalid patents. The rules encourage 
examiners to see that persons inspecting the file history of issued 
patents will be able to tell why the case was allowed. 


Reissue Applications 


Amended § 1.175 permits a patent owner to have new prior 
art considered by the Office by way of a reissue application 
without making any changes in the claims or specification. It 
is adopted with no change from the proposal. The requirement 
for an oath or declaration alleging that the reissue applicant 
believes ‘’the original patent to be wholly or partly inoperative 
or invalid. . . .’” is dispensed within § 1.175(a) (1) unless the 
applicant believes that to be the case. Section 1.175(a) (4) 
recognizes that reissues may be filed to have the patentability 
of the original patent considered in view of prior art or other 
information relevant to patentability which was not previously 
considered by the Office. 

Thus, a patentee may file a reissue if he believes his patent 
is valid over prior art not previously considered by the Office 
but would like to have a reexamination. The procedure may be 
used at any time during the life of a patent. During litigation, 
a federal court may, if it chooses, stay proceedings to permit 
new art to be considered by the Office. 

If a reissue application is filed as a result of new prior art 
with no changes in the claims or specification and the examiner 
finds the claims patentable over the new art, the application will 
be rejected as lacking statutory basis for a reissue, since 35 USC 
251 does not authorize reissue of a patent unless it is deemed 
wholly or partly inoperative or invalid. However, the record of 
prosecution of the reissue will indicate that the prior art has been 
considered by the examiner. 

A substantial majority of the comments received favored 
amended § 1.175 as a means for improving the reliability of 
patents and avoiding unnecessary litigation costs. The negative 
comments generally questioned the statutory authority of the 
Commissioner to adopt this section. Authority for § 1.175 is 
believed to exist in 35 U.S.C. 6, which is the Commissioner’s 
rulemaking authority, and in 35 U.S.C. 251. The latter section 
of the statute requires that the patent be deemed wholly or partly 
inoperative or invalid before a reissue may be granted, but does 
not require such a belief by the patentee before a reissue ap- 
plication may be filed. The case law does not suggest that the 
approach of new § 1.175(a)(4) is inconsistent with 35 U.S.C.251.' 
Inasmuch as 35 U.S.C.251 is a remedial provision,’ it is believed 
that a liberal interpretation is justified and that adequate authority 
exists for the amended section. 

Amended § 1.11(b) opens all reissue applications to inspec- 
tion by the general public. Section 1.11(b) also provides for 
announcement of the filings of reissue applications in the Official 
Gazette. This announcement will give interested members of 


'See In re Clark, F.24 623, 187 USPQ 209 (CCPA 1975), at footnote 4 where the court 
declined to decide whether it is proper to seek reissue merely to disclose uncited prior 
art. See also In re Altenpohl, 500 F.2d 1151, 183 USPQ 38 (CCPA 1974). 

*See it In re Oda. 443 F.2d 1200, 170 USPQ 268 (CCPA 1971). 
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the public an opportunity to submit to the examiner information 
pertinent to patentability of the reissue application. The an- 
nouncement will include at least the filing date, reissue appli- 
cation and original patent numbers, title, class and subclass, 
name of the inventor, name of the owner of record, name of 
the attorney or agent of record, and examining group to which 
the reissue application is assigned. Section 1.11(b) is amended 
from the proposal to so indicate. Reissue applications already 
on file on the effective date of the section will not be automati- 
cally open to inspection and will not be announced in the Official 
Gazette. However, a liberal policy will be followed in granting 
petitions for access to individual applications already on file. 


In order that members of the public may have time to review 
the reissue application and submit pertinent information to the 
Office before the examiner’s action, § 1.176 is amended to 
provide that reissue applications will not be acted on sooner than 
two months after the Official Gazette announcement of filing. 
A substantial majority of the comments received favored adop- 
tion of § 1.11(b). The only opposition was based upon a sug- 
gestion that no statutory authority exists. However, since reissue 
applications contain no new disclosure, and therefore no trade 
secrets or confidential information, they are considered to present 
a “special circumstance” within the meaning of 35 U.S.C. 122. 

The insertion of “all” as the fifth word of the first sentence 
of § 1.11(b) is for clarity. The word “furnished” is changed to 
“obtained” in § 1.11 for clarity. 


Protests and Public Use Proceedings 


Amended §§ 1.291 and 1.292 give greater recognition to the 
value of written protests and public use petitions in avoiding 
the issuance of invalid patents. 

A substantial majority of the comments favored these sec- 
tions and viewed them as improving the quality of issued patents. 
Entry of protests has been upheld in court.’ 

Section 1.291(a) provides that public protests against pend- 
ing applications will be entered in the application file and will, 
if they meet stated requirements, be considered by the examiner. 
To guarantee consideration by the examiner, protests must be 
accompanied by copies of prior art documents relied upon, 
although protests without copies will not necessarily be ignored. 
This is similar to the requirement of new § 1.98 that copies of 
patents and publications accompany prior art statements. Sec- 
tion 1.291 does not contemplate permitting a protester to par- 
ticipate as a party in further proceedings. In the case of appli- 
cations available to the public, such as reissue applications, the 
protester may file papers rebutting statements made by the 
applicant. The examiner at his discretion may request a protester 
to submit additional written information or may provide extra 
time for comments by a protester to be filed. 

To ensure consideration by the examiner, all protests must 
be timely submitted. Protests will generally be considered timely 
submitted, if they are filed before final rejection or allowance 
of the application by the examiner. The consideration given to 
protests filed after final rejection or allowance of the application 
by the examiner will depend upon the relevance of the prior 
art documents submitted and the point in time at which they 
are submitted. Obviously, if the prior art documents anticipate 
or clearly render obvious one or more claims they will not 
knowingly be ignored. It must be recognized, however, that the 
likelihood of consideration by the examiner decreases as the 
patent date approaches. Accordingly, protests must be filed early 
in order to ensure their consideration. 

The first sentence of § 1.291(a) is deleted as unnecessary. 
Section 1.291(a) also is changed from the proposal to make clear 
that it applies to pending applications and that all protests will 
be referred to the examiner having charge of the subject matter 
involved. 

Section 1.291(b) incorporates the existing Office policy of 
permitting persons to submit prior art citations or copies of prior 
art after a patent has been granted. The section is changed from 
the proposal by the addition of the words “any papers related 
thereto” to recognize that statements as to the pertinence of prior 
art may be submitted. Both the citations and the related papers 


‘International Paper Co. v. Fibreboard Corp., 63 F.R.D. 88, 181 USPQ 740 (D. Del. 
1974). 





JANUARY 7, 1992 


are to be entered without comments. The material submitted is 
not examined by the Office but is available to members of the 
public inspecting Office records. 

Some suggestions were received for major modifications of 
§ 1.291. It was suggested that an advisory opinion of the examiner 
be placed in the patent file when protests were received after 
issuance of the patent. Several persons supported a suggestion 
for examiners to state whether a “new issue” was raised by prior 
art cited by a protester. Another suggestion was that a procedure 
similar to that used in the recent Trial Voluntary Protest Pro- 
grams‘ be adopted on acontinuing basis. These suggestions were 
carefully considered, but are not adopted. The suggestions extend 
substantially beyond § 1.291 as proposed, and their benefits do 
not appear sufficient to justify the added cost at this time. 

Materials submitted to the Office under §§ 1.291 and 1.292 
are to be served upon the applicant, patentee, attorney or agent 
when possible. The term “patentee” is used in its ordinary sense 
as defined in 35 USC 100(d). If service is not possible, materials 
are to be submitted in duplicate so that the Office can attempt 
to send the duplicate copy. The proposal is changed by adding 
the words “with the Office” after “filed” in §§ 1.291(c) and 
1.292(b) for clarity. 

In § 1.292, the requirement that petitioner bear the Office’s 
expenses in conducting the public use proceeding is deleted. 
Section 1.292 is also amended to ensure that the existence of 
public use proceedings is recorded in the application file wrap- 
per. Notice of a petition for a public use proceeding will be 
entered in the file in lieu of the petition itself when the petition 
and the accompanying papers are too bulky to accompany the 
file. Any public use papers not physically entered in the file 
will be publicly available whenever the application file wrapper 
is available. 


Duty of Disclosure 


Amended § 1.56 defines the duty to disclose information to 
the Office and the criteria for striking an application when that 
duty is violated. The wording of the section is changed in several 
respects from the proposal, but the purpose and general scope 
are the same as in the proposal. The section codifies the existing 
Office policy on fraud and inequitable conduct, which is be- 
lieved consistent with the prevailing case law in the federal 
courts. The expanded wording of the section is intended to be 
helpful to individuals who are not expert in the judicially 
developed doctrines concerning fraud. The section should have 
a stabilizing effect on future decisions in the Office and may 
afford guidance to courts as well. 

A majority of comments received favored § 1.56 as proposed 
or with modifications. Persons opposed expressed concern over 
the imprecise definition of the duty of disclosure and the possibility 
that the proposal would substantially increase the burden on 
patent applicants. Some stated that there would be increased 
litigation as a result of the proposal. Several suggestions were 
received on better ways to define the individuals who should 
disclose information and the kinds of information that should 
be disclosed. 

The first sentence of § 1.56(a) is changed from the proposal 
adding the word “substantively,” so that individuals having a 
duty of disclosure are limited to those who are “substantively 
involved in the preparation or prosecution of the application.” 
This change is intended to make clear that the duty does not 
extend to typists, clerks, and similar personnel who assist with 
an application. This phrase, when taken with the last sentence 
of § 1.56(a), is believed to provide an adequate indication of 
the individuals who are covered by the duty of disclosure. The 
word “with” is inserted in the first sentence of § 1.56(a) before 
“the assignee” and before “anyone to whom there is an obli- 
gation to assign” to make clearer that the duty applies only to 
individuals, not to organizations. 

Numerous comments concerned the term “relevance” that 
was used in the proposal. In response to the comments, language 
is substituted in § 1.56 and related sections which is believed 
to establish a clearer standard for determining whether infor- 
mation need be disclosed to the Office. “Relevant” is replaced 
by “material” because the latter term connotes something more 
than a trivial relationship. It appears to be more commonly used 
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in court opinions. In addition, the third sentence of § 1.56, which 
defines materiality, is rewritten. The sentence now states that 
information is material “where there is a substantial likelihood 
that a reasonable examiner ‘vould consider it important in deciding 
whether to allow the application to issue as a patent.” The 
sentence paraphrases the definition of materiality used by the 
Supreme Court in its recent decision in TSC Industries v. 
Northway.’ Although in that case the court was concerned with 
rules promulgated by the Securities and Exchange Commission, 
the Court’s articulation of materiality is believed consistent with 
the prevailing concept that has been applied by lower courts 
in recent patent cases. 

The definition of materiality in § 1.56 will have to be inter- 
preted in the context of patent law rather than securities law. 
Principles followed by courts in securities cases should not be 
translated to patent cases automatically. It is noteworthy, how- 
ever, that in formulating the definition of materiality in TSC 
Industries the Supreme Court considered some of the same 
matters over which concern was expressed in the public com- 
ments on proposed § 1.56. The court noted that the standard 
of materiality should not be so low that persons would be 
“subjected to liability for insignificant omissions or misstate- 
ments,” or so low that the fear of liability would cause man- 
agement “simply to bury the shareholder in an avalanche of 
trivial information—a result that is hardly conducive to informed 
decision making.””® 

Although the third sentence of § 1.56(a) refers to decisions 
of an examiner, it is intended that the duty of disclosure would 
apply in the same manner in the less common instances where 
the official making a decision on a patent application is someone 
other than an examiner—e.g., a member of the Board of Patent 
Interferences or the Board of Appeals. This is implicit in the 
duty “of candor and good faith” toward the Office that is 
specified in the first sentence of § 1.56(a). 

Comments and questions were received concerning the term 
“information” used in the second and third sentences of 
§ 1.56(a) and elsewhere. It means all of the kinds of information 
required to be disclosed under current case law. In addition to 
prior art patents and publications, it includes information on 
prior public uses, sales, and the like. It is not believed practicable 
to define information in the text of the rule at this time. However, 
the rule is not intended to require disclosure of information 
favorable to patentability—e.g., evidence of commercial suc- 
cess of the invention. Neither is it meant to require disclosure 
of information concerning the level of skill in the art for purposes 
of determining obviousness. 

Several comments were received concerning the duty to 
disclose information the patent applicant regards as confidential, 
including information the applicant has received from another 
party under an injunction of secrecy. This problem has existed 
prior to amendment of § 1.56. The Patent and Trademark Office, 
of course, keeps information disclosed by applicants confiden- 
tial until a patent is issued. It has been suggested that the Office 
should develop a mechanism for continuing to hold information 
in confidence after issuance of a patent if in the judgment of 
the examiner the information is not material to the examination 
of the application. The feasibility of offering a rule for public 
comment on this topic at a later date will be considered. 

New § 1.56(b) is added to make clear that information may 
be disclosed to the Office through an attorney or agent of record 
or through a pro se inventor, and that other individuals may 
satisfy their duty of disclosure to the Office by disclosing 
information to such an attorney, agent or inventor. Information 
that is not material need not be passed along to the Office. 

Proposed sections 1.56 (b) and (c) have been revised and 
shortened and appear at §§ 1.56 (c) and (d). The proposal was 
criticized for leaving it open to the Office to apply a different 
standard of materiality from the one set forth in § 1.56.’ Section 
1.56(d) as adopted states that an application “shall” be stricken 
when the criteria set forth are met. Thus § 1.56(d) as adopted 
establishes a single standard for striking applications. 

The term “inequitable conduct” is dropped from § 1.56(d) 
as covering too great a spectrum of conduct to be subject to 


5U.S.— 48 L. Ed. 2d 757, 96 S. Ct. 2126, 44 U.S.L.W. 4852, decided June 14, 1976 
°426 U.S. at—, 48 L. Ed. 2d at 763, 96 S. Ct. at 2132, 44 U.S.L.W. at 4855. 

’See discussion accompanying proposed rules in Federal Register of Oct. 6, 19786, 
page 43731, first sentence.. 





1134 TMOG 226 
(115) 


mandatory striking. Inequitable conduct that is equivalent to 
fraud is intended to come within the definition of fraud. The 
Court of Customs and Patent Appeals already has interpreted 
“fraud” in existing § 1.56 to encompass conduct of this sort.* 
Moreover, § 1.56(d) as adopted calls for striking an application 
either for fraud or for a violation of the duty of disclosure. 

In § 1.56(d) “bad faith” is substituted for the term “deliberate” 
that was used in the proposal. This change is to make clear than 
an intent to deceive (or gross negligence equivalent to such an 
intent) must be shown before an application will be stricken. 
Bad faith is not present if information is withheld as a result 
of an error in judgment or inadvertence. 

Several comments concerned whether attorneys and agents 
could represent their clients’ interests and at the same time 
comply with § 1.56. Similar comments were directed to §§ 1.97 
to 1.99. It is of course in the interest of the client to have a valid 
patent and this cannot be obtained without disclosure of known 
material facts. It is not inconsistent for an attorney or agent to 
fulfill his duty of candor and good faith to the Office and to 
act as an advocate for his client. The submission of information 
under § 1.56 does not preclude the submission of arguments 
that such information does not render the subject matter of the 
application unpatentable. 

In § 1.65 a new third sentence is added to require the patent 
applicant to acknowledge the duty of disclosure. The language 
is changed from the proposal to be consistent with changes made 
in § 1.56. To allow time for the Office and applicants to revise 
printed oath and declaration forms now in use, the mandatory 
acknowledgement of the duty of disclosure in amended § 1.65 
does not become effective until January 1, 1978. Applicants at 
their option may include the new language in oaths and dec- 
larations filed prior to the effective date. The Office will publish 
a separate notice in the Federal Register adding a sentence 
acknowledging the duty of disclosure to appropriate forms in 
37 CFR Part 3, “Forms for Patent Cases.” 

The word “statement” is deleted from the title of § 1.65 to 
avoid confusion with the prior art statement of § 1.97 through 
1.99. 

Amended § 1.346 emphasizes that there must be a reasonable 
basis to support every allegation of improper conduct made by 
a registered practitioner in any Office proceeding. The language 
that was proposed is clarified in the section as adopted. Although 
§ 1.346 is limited to papers filed in Office proceedings, the 
amendment to § 1.346 is not intended to imply that disciplinary 
action never will be taken against a registered practitioner under 
§ 1.348 for a groundless allegation of improper conduct in a 
court proceeding. 


Prior Art Statement 


New §§ 1.97, 1.98 and 1.99 deal with prior art statements 
and provide a mechanism by which patent applicants may 
comply with the duty of disclosure provided in § 1.56. The 
sections have been substantially changed from the proposal, in 
response to comments received. 

Unlike the corresponding part of the proposal, the sections 
as adopted are not mandatory, though applicants are strongly 
encouraged to follow the procedures described in them. Appli- 
cations will be examined whether or not a prior art statement 
is filed and whether it complies with the rules or is defective. 
It is nevertheless believed that applicants will find that the use 
of prior art statements complying fully with the requirements 
of §§ 1.97 through 1.99 will be the best way to satisfy the duty 
of disclosure. The Patent and Trademark Office cannot assure 
that prior art disclosed in other ways will be considered by the 
examiner. 

Sections 1.97 through 1.99 do not prescribe the content of 
what materials should be submitted in the prior art statement; 
this is for the applicant and the attorney or agent to decide in 
the light of the duty of disclosure expressed in § 1.56. The only 
criterion contained in §§ 1.97 through 1.99 as to content of the 
art cited is in § 1.97(b). This subsection indicates -that the 
statement will be construed as a representation that the prior 
are listed includes what the submitter considers to be the closest 
art of which he is aware. The submitter need not decide which 
particular items of prior art are the closest or identify any items 


*Norton v. Curtiss, 433 F.2d 779, 792, 167 USPQ 532, 543 (CCPA 1970). 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


as such; the representation is simply that he is not withholding 
known prior art which he considers closer than that which is 
submitted. Section 1.97(b) makes clear that the prior art state- 
ment is not representation that a search has been made or that 
no better art exists. 

In § 1.97(a) the time for filing the prior art statement is 
extended from the two months of the original proposal to three 
months. In most cases prior art submitted within three months 
will be available to the examiner before he takes up the case 
for action, though it will be helpful if citations are made as 
promptly as possible. 

Section 1.98 lists the elements of the prior art statement: a 
listing of the art, a concise explanation of the relevance of each 
listed item, and copies of the art or the pertinent portions thereof. 

The prior art statement resembles somewhat the “patenta- 
bility statement” of the proposal and the “patentability brief” 
proposed elsewhere.’ The name has been changed to reflect a 
change in the requirements of § 1.98(a). Unlike the proposed 
version of this paragraph, which called for an explanation of 
why the claimed invention is believed patentable over the cited 
art, the paragraph as adopted calls only for a concise explanation 
of the relevance of each listed item. This may be nothing more 
than identification of the particular figure or paragraph of the 
patent or publication which has some relation to the claimed 
invention. It might be a simple statement pointing to similarities 
between the item of prior art and the claimed invention. It is 
permissible but not necessary to discuss differences between 
the prior art and the claims. It is thought that the explanation 
of relevance will be essentially as useful to the examiner as the 
formerly proposed explanation of patentability, and should be 
significantly less burdensome for the applicant to prepare. 

Section 1.98 requires a copy of each patent or publication 
cited, including U.S. patents, to accompany the prior art state- 
ment. Several comments questioned the need for burdening the 
applicant to supply copies of materials that are present in the 
Office’s files. However, substantial time and effort often is 
needed to locate a document in the Office’s files. Since the 
person submitting the prior art statement generally has available 
a copy of the item being cited, it is believed that expense and 
effort can be minimized by having that person supply the copy 
in all cases. Consideration has been given to proposals to allow 
the applicant to submit an order for copies of the patents along 
with his statement instead of actually submitting copies. This 
will be further studied, but to date no way has been found to 
assure that the copies will be available to the examiner by the 
first action unless the applicant submits them with the prior art 
statement. 

Other changes to §§ 1.97 through 1.99 from the proposal 
eliminate unnecessary language and clarify the requirements. 

A notice published in 1974'° contained guidelines for the 
citation of prior art by applicants. Many of those guidelines are 
repeated or superseded by §§ 1.97 through 1.99. In order to 
allow applicants, attorney and agents time to adjust their pro- 
cedures to comply with the requirements for prior art statements, 
the effective date of §§ 1.97 through 1.99 will be July 1, 1977. 
Until these new sections become effective, applicants should 
continue to follow the 1974 guidelines. Issuance of a revised 
notice, to take effect July 1, 1977, is under study. 

A survey conducted by the Office in 1976 concludes that 
many applicants have not been citing prior art to the Office.'' 
It is hoped that with the duty of disclosure expressly set forth 
in § 1.56, applicants will perceive that it is to their advantage 
to use the procedures of §§ 1.97 through 1.99. 

Section 1.51 is amended by designating the existing rule as 
§ 1.51(a) and adding new § 1.51(b) which contains a reference 
to §§ 1.97 through 1.99. 


Foreign Language Oaths 


Amended § 1.52 and new § 1.69 are adopted as proposed. 
Section 1.69 requires that oaths and declarations be in a 
language which is understood by the individual making the oath 


°E.g., Federal Register of Sept. 9, 1968, 34 FR 14176, 866 O.G. 1402; S. 2255, 94th 
Congress, § 131(b). 
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or declaration, i.e., a language which the individual compre- 
hends. If the individual comprehends the English language, he 
must use it. If the individual cannot comprehend the English 
language, any oath or declaration must be in a language which 
the individual can comprehend. If an individual uses a language 
other than English for an oath or declaration, the oath or dec- 
laration must include a statement that the individual understands 
the content of any documents to which the oath or declaration 
relates. If the documents are in a language the individual cannot 
comprehend, the documents may be explained to him so that 
he is able to understand them. 

The Office will provide approved translations for as many 
of the oath or declaration forms which appear in Part 3 of Title 
37 of the Code of Federal Regulations as practicable, and in 
as many languages as practicable, probably using a side-by-side 
English/foreign language format. The availability of the foreign 
language forms will be announced in the Official Gazette at 
a later date. 

The change in § 1.52, providing for an exception to the 
requirement that oaths and declarations be in the English lan- 
guage, is necessitated by the adoption of § 1.69. 

Although very few persons opposed §§ 1.52 and 1.69, several 
suggested that the philosophy behind the change be extended 
to the specification, requiring the specification to be in a lan- 
guage which the applicant understands, accompanied by an 
English translation. This suggestion was not considered feasible 
because of the obvious burdens on the applicant and the danger 
to the applicant and the public if the translation is not literally 
correct. Also, if a large number of applications were filed 
in a foreign language, there would be significant administrative 
burdens on the Office. Attention is directed to the Manual of 
Patent Examining Procedure. § 608.1, which permits non-English 
language applications to be filed in certain limited circum- 
stances. 

Other suggested modifications of the proposed rule included: 
(1) using an English language oath or declaration with one 
additional clause in a language understood by the person making 
the oath or declaration, the clause stating that the person un- 
derstands all the documents to which the oath or declaration 
relates; and (2) extending the two month grace period for filling 
an English translation of an oath or declaration filed under 
§ 1.65. 

After due consideration, suggestion (1) was believed not to 
accomplish the objectives of the rule as well as the adopted rule. 
Suggestion (2) would cause unsatisfactory delays in the initial 
processing of applications. 


Decisions and Files Made Public 


Section 1.14(d) makes more explicit the conditions under 
which significant decisions of the Patent and Trademark Office 
will be made available to the public, and includes reference to 
decisions of the Board of Patent Interferences, in addition to 
decisions of the Board of Appeals and the Commissioner. 

A large majority of the comments received were favorable. 
Several commentators felt that more decisions would be made 
available as a result of the proposed section and that it would 
assist in publicizing aspects of Office procedure which may not 
have been available previously. 

Some negative comments were based on the viéw that the 
Freedom of Information Act'? required all decisions of the Office 
to be made publicly available. A greater number of those opposing 
the proposed section, however, felt that applicants should have 
an absolute right to have their applications maintained in con- 
fidence and that no information should be made public without 
specific authorization from them. One commentator felt that 
rulemaking on this subject should be deferred until currently 
pending litigation'* under the Freedom of Information Act was 
finally resolved. 

The section as adopted is applicable to decisions deemed by 
the Commissioner to involve an interpretation of patent laws 
or regulations that would be of significant precedent value, 
where such decisions are contained in either pending or aban- 
doned applications or in interference files not otherwise open 
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to the public. It is applicable whether or not the decision is a 
final decision of the Patent and Trademark Office. 

The parenthetical phrase in the first sentence of the proposed 
section, which cited other provisions of the rules under which 
decisions are open to public inspection, is deleted as unnecessary 
and possibly confusing. Also, in view of several comments 
received, the period of time during which an applicant or party 
in interest may object to having a decision made public is 
extended from one month to two months. At least twenty days 
is given to request reconsideration and seek court review before 
a decision is made public over an objection. 

Section 1.14(d) is considered to place a duty on the Patent 
and Trademark Office to identify significant decisions and to 
take the steps necessary to inform the public of such decisions, 
by publication of such decisions, in whole or in part. It is 
anticipated, however, that no more than a few dozen decisions 
per year will be deemed of sufficient importance to warrant 
publication under the authority of this section. 

Amended § 1.14(b) allows public inspection of abandoned 
applications referred to in defensive publications. The com- 
ments received on the proposed amendment on this topic in 1974 
expressed no opposition and the proposal is adopted without 
change. 

The amendment is intended to encourage use of the defensive 
publicatioa program provided under § 1.139. The objective of 
that program is to make available to the public the technical 
disclosure of applications in which the owner prefers to publish 
an abstract in lieu of obtaining an examination. Existing 
§§ 1.11(b) and 1.139 open the complete defensive publication 
application to inspection by the general public upon publication 
of the abstract. With the amendment, an abandoned application 
referred to in a defensive publication application will likewise 
be open to public inspection, avoiding any need to repeat its 
contents in the defensive publication application. Thus, public 
availability of the applications involved should be of benefit 
both to the applicant and the public. 

A suggestion was made that the section be extended still 
further to include abandoned applications referred to in foreign 
patents. This suggestion, however, goes too far beyond the 
proposal that was published and has too uncertain an impact 
to be adopted at this time. 

Amended § 1.11(a) provides earlier access to the file of an 
interference which involved a patent or an application on which 
a patent has issued. All comments that were submitted on the 
1974 proposal on this topic were favorable and two commen- 
tators felt the proposal should be extended further. The proposal 
is being adopted without change. 

Under present practice, access to the file of an interference 
is not permitted until judicial review of the decision of the Board 
of Patent Interferences has been exhausted. The amended sec- 
tion allows access to the file after final decision of the Board 
of Patent Interferences if that decision is an award of priority 
as to all parties. It is believed that such earlier access will be 
of benefit to members of the public by making available infor- 
mation relevant to the issuance of the patent whether or not the 
interference decision is still being adjudicated. 


Patent Appeals 


Section 1.194 clarifies the circumstances in which oral hearings 
should be requested, provides for oral arguments by or on behalf 
of examiners in certain appeals and reduces the time permitted 
for oral arguments. 

Comments relating to this section were favorable by a very 
substantial majority, although there were several reservations 
to the effect that § 1.194(a) tended to discourage or downgrade 
oral arguments. Participation by examiners was considered to 
be desirable not only from the standpoint of improving the 
overall presentation of the argument, particularly in complex 
cases, but also for the educational and experience benefits to 
the examiners themselves. 

The only opposition to the section was based on the feeling 
that oral hearings would be discouraged. The rule is intended 
to discourage oral hearings only to the same extent as the 
Office’s 1975 Official Gazette notice on the subject.'* Section 
1.194(a) indicates that oral hearings should not be requested 
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as a matter of course in every appeal, but only in those circum- 
stances where the appellant feels that such a hearing will be of 
material assistance to the proper presentation of the appeal. The 
section expressly provides that equal consideration will be 
accorded in deciding all appeals, whether or not an oral hearing 
is held. 

In appeals where the appellant has requested an oral hearing 
§ 1.194(b) provides for oral argument by, or on behalf of, the 
primary examiner, if such argument is considered to be helpful 
by either the primary examiner or the Board. This provision 
incorporates the present practice of permitting examiners to 
present an oral argument before the Board.'* It gives the Board 
additional discretionary authority to request presentation of an 
oral argument by, or on behalf of the examiner to ensure that 
all issues are fully and accurately presented. 

Section 1.194(c) provides, as does existing § 1.194, that 
appeals will be assigned for consideration and decision without 
an oral hearing where none has been requested by the appellant. 
Where an oral hearing has been requested, a day of hearing will 
be set, and both appellant and the primary examiner will be 
notified. A provision for notice to the examiner is added to the 
proposed version. Additionally, § 1.194(c) reflects the present 
practice of limiting oral argument on behalf of the appellant to 
twenty minutes." The time permitted for argument by the examiner 
has been shortened from twenty minutes, as proposed, to fifteen 
minutes. The examiner, unlike the appellant, will not ordinarily 
need time to present the facts of the case or for rebuttal. 

In any appeal where oral argument is to be presented by, 
or on behalf of, the primary examiner, the appellant will be given 
due notice of that fact. 

Proposed § 1.196(b) would have authorized the Board of 
Appeals to reject allowed claims, in cases before it, whenever 
the Board had knowledge of grounds for so doing. 

While a majority of those commenting on this section favored 
in principle the concept of allowing the Board to have this right, 
significant concern was voiced that there was no statutory 
authority for the Board to actually reject allowed claims. Further, 
the question of proper authority for judicial review of such action 
by the Board was a matter of concern. Other reasons advanced 
in opposition to the section were that applicants would be 
inhibited from appealing by the risk of having allowed claims 
rejected and that the proposal would create a higher presumption 
of validity in cases reviewed by the Board. A significant number 
commented that it would be more appropriate for the Board to 
remand the case to the primary examiner for consideration of 
the grounds raised by the Board. This would afford the applicant 
an opportunity to demonstrate the patentability of the claims 
and would remove any question as to statutory authority. 

In view of the comments received, existing § 1.196(b) will 
not be modified, but a new § 1.196(d) is added providing express 
authority for the Board of Appeals to include, in its decision, 
a statement of any grounds for rejecting any allowed claim that 
it believes should be considered by the primary examiner. 
Section 1.196(d) provides that the Board may remand the case 
to the examiner for such consideration, and that the applicant 
shall have an opportunity to respond to the grounds set forth 
by the Board prior to consideration, by the examiner. If the 
previously allowed claims are rejected by the examiner, the 
rejection may be appealed to the Board. 

The new section further provides that a decision of the Board 
which includes a remand will not be considered as a final 
decision in the case, but that the Board, following conclusion 
of the proceedings before the primary examiner, will either adopt 
its earlier decision as final or will render a new decision based 
on all appealed claims, as it considers appropriate. In either case, 
final action by the Board will give rise to the existing alternatives 
available to an appellant following a decision by the Board. 

In situations where the primary examiner concludes after 
consideration of all the evidence and argument that the re- 
manded claims should be allowed, the new rule dealing with 
reasons for allowance (§ 1.109) provides an appropriate mecha- 
nism for him to explain, on the record, his reasoning for coming 
to this conclusion, notwithstanding the grounds set forth by the 
Board in its statement. 


'SMPEP, § 1209. 
'*See notice of Mar. 20, 1975, 933 O.G. 1010. 
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Promulgation of new § 1.196(d) does not affect the Board’s 
existing authority to remand a case to the primary examiner 
without rendering a decision in appropriate circumstances. 
Section 1.196(d) is not intended as an instruction to the Board 
to reexamine every allowed claim in every appealed application. 
It is, rather, intended to give the Board express authority to act 
when it becomes apparent, during the consideration of rejected 
claims, that one or more allowed claims may be subject to 
rejection on either the same or on different grounds from those 
applied against the rejected claims. 


Reasons for Allowance 


New § 1.109 is intended to emphasize and formalize the 
examiner’s authority to state his reasoning for allowing a claim 
or claims. The authority is discretionary with the examiner and 
is only to be used when the record does not otherwise reveal 
the reasons for allowance. 

A majority of the comments received favored the rule as 
proposed because it would tend to provide courts and others 
who were reviewing the patent with a clearer record. Those who 
opposed the rule most often gave the reason that the examiner 
might fail to state all the reasons or the strongest reasons why 
aclaim was allowed, which could place unnecessary limitations 
on the claims or create an estoppel in subsequent litigation or 
licensing. 

To help insure that the examiner’s statement of his reasoning 
in allowing a claim will not unnecessarily limit the claims or 
create an estoppel, a final sentence is added to the proposal which 
states that failure of the applicant to comment upon or rebut 
the examiner’s reasoning “shall not give rise to any implication 
that the applicant agrees with or acquiesces in the reasoning of 
the examiner.” 

Several commenters suggested that stricter enforcement of 
§§ 1.111 and 1.133 would eliminate the need for a new rule 
concerning reasons for allowance. Situations exist, however, 
where a statement of reasons for allowance could be helpful, 
for example when an examiner withdraws a rejection for reasons 
not suggested by the applicant; when an applicant submits 
several arguments for allowing a claim and the examiner finds 
not all of them persuasive: when an examiner allows a claim 
on the first Office action after citing very close prior art: and 
when the examiner allows a claim after remand from the Board 
of Appeals (see new § 1.196(d)). 

The first sentence of the proposed rule is changed to define 
more precisely the circumstances in which an examiner’s state- 
ment is appropriate, as well as to define more precisely the 
content of the statement. The statement will include the exam- 
iner’s “reasoning.” The examiner may state his reasoning 
whenever he “believes that the record of the prosecution as a 
whole does not make clear his reasons for allowing a claim or 
claims.” 

Several persons commented that the rule should provide a 

procedure for appeal from the examiner’s statement of, his 
reasoning. The rule does permit applicants to comment upon 
the examiner’s reasoning. If the applicant does not wish to 
comment, he may reserve for a later proceeding, without preju- 
dice, any rebuttal. [Text of adopted rules appears in 37 CFR, 
revised 7-1-77] 
Effective Date. These amendments become effective on March 
1, 1977, except for §§ 1.51, 1.97, 1.98, and 1.99 which become 
effective on July 1, 1977, and §§ 1.65 and 1.69 which become 
effective on January~1, 1978. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Betsy Ancker-Johnson, Ph.D. 
Assistant Secretary for 
Science and Technology. 


[955 0.G. 1054] 


Jan. 18, 1977. 


Jan. 19, 1977. 


(116) Guidelines for Implementation of 


Recently Revised Rules 


Recently a number of rules relating to Patent Examining and 
Appeal procedures were revised. The new rules were published 
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in the Federal Register at 42 F.R. 5588 on January 28, 1977, 
and in the Official Gazette at 955 O.G. 1054 on February 22, 
1977. The following guidelines are being published to describe 
the procedures which are being followed in implementing 37 
CFR sections 1.11, 1.97-1.99, 1.109, 1.194, 1.291 and 1.292. 


Files Open to the Public 


Section 1.11(b) is applicable only to those reissue applica- 
tions filed on or after March 1, 1977. Those reissue applications 
already on file will not be automatically open to inspection but 
a liberal policy will be followed by the Office of the Solicitor 
in granting petitions for access to such applications. 


(Note.—These sections as changed will be incorporated into 
the Manual text in Rev. 3 of the Manual.) 


For those reissue applications filed on or after March 1, 1977, 
the following procedure will be observed: 


1) The filing of reissue applications will be announced in 
the Official Gazette and will include certain identifying 
data as specified in section 1.11(b). Any member of the 
general public may request access to a particular reissue 
application filed after March 1, 1977. Since no record of 
such request is intended to be kept, an oral request access 
to a particular reissue application filed after March 1, 1977. 
Since no record of such request is intended to be kept, 
an oral request will suffice. 

2) The reissue application files will be maintained in the 
examining groups and inspection thereof will be super- 
vised by group personnel. Although no general limit is 
placed on the amount of time spent reviewing the files, 
the Office may impose limitation, if necessary, e.g., where 
the application is actively being processed. 

3) Where the reissue application has left the examining group 
for administrative processing, requests for access should 
be directed to the appropriate supervisory personnel in the 
Division or Branch where the application is currently 
located. 

4) Requests for copies of papers in the reissue application 
file must be in writing addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231 and 
may be either mailed or delivered to the Office mailroom. 
The price for copies made by the Office is thirty cents per 
page. 

Prior Art Statements 


This notice supersedes the notices of August 12, 1974 (926 
O.G. 2) and May 19, 1975 (935 O.G. 902) relating to citations 
of prior art. Although new sections 1.97 through 1.99 are not 
effective until July 1, 1977, and are not mandatory upon ap- 
plicants, they provide an ideal mechanism for complying with 
the duty of disclosure under 37 CFR 1.56. The statements should 
be submitted in accordance with the following guidelines: 


1) Prior art statements should be submitted at the time of 
filing the application or within three months thereafter and 
may be separate from the specification or incorporated 
therein. The statement shall serve as a representation that 
the person preparing it has included therein what he believes 
to be the closest prior art of which he is aware and shall 
not be construed as a representation that no better art exists 
or that a search has been made. If the first action in the 
application is received prior to three months after filling 
of the application and no prior art statement has been 
submitted, the prior art statement may be submitted with 
the response to the first action and be considered timely. 

2) The statement shall include a listing of the patents, pub- 
lications or other information which the preparer of the 
statement wishes to cite and a concise explanation of the 
relevance of each listed item. Copies of the pertinent 
portions of all listed documents shall be supplied along 
with the statement, both when incorporated into the speci- 
fication and when filed separately. If two or more patents 
or publications considered material are substantially iden- 
tical, a copy of a representative one shall be included with 
the statement and others may merely be listed with an 
indication of which are considered to be substantially 
identical. 
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3) A translation of the pertinent portions of foreign language 
patents or publications considered material should be 
transmitted if an existing translation is readily available 
to the applicant. It will be sufficient, however, to transmit 
an equivalent English language patent or publication so 
long as it is identified as an equivalent. 

Where the applicant has submitted copies of prior art 
in accordance with these guidelines in a prior application, 
reference to the prior application and the submission therein 
will be sufficient for the continuing application as far as 
the copies are concerned. As far as the statement per se 
is concerned, the relevance of the prior art to the claimed 
subject matter must be indicated if it differs from its 
relevance as explained in the prior application. 

4) If prior to the issuance of a patent an applicant pursuant 
to his duty of disclosure under 37 CFR 1.56, wishes to 
bring to the attention of the Office additional patents, 
publications or other information not previously submit- 
ted, the additional information should be submitted to the 
Office with reasonable promptness. It may be included in 
a suppiemental prior art statement or may be incorporated 
into other communications to be considered by the exam- 
iner. Any transmittal of additional information shall be 
accompanied by explanations of relevance and by copies 
in accordance with the requirements aforementioned. The 
transmittal should include a statement explaining why the 
prior art was not earlier submitted. 


While the Patent and Trademark Office will not knowingly 
ignore any prior art which might anticipate or suggest the 
claimed invention, no assurance can be given that cited art or 
other information not submitted in accordance with these 
guidelines will be considered by the examiner. 

After the claims have been indicated as allowable by the 
examiner, e.g., by the mailing of an Ex parte Quayle action, a 
notice of allowability (PTOL-327), an examiner’s amendment 
(PTOL-37), or a Notice of Allowance (PTOL-85), any citations 
submitted will be placed in the file. Since prosecution has ended, 
however, such submissions will not ordinarily be considered 
by the examiner unless the citation is accompanied by: 


(a) A proposed amendment cancelling or further restricting 
at least one independent claim and narrowing the scope 
of protection sought; 

(b) A timely affidavit under 37 CFR 1.131 with respect to 
the material cited; or 

(c) A statement by the applicant or his attorney or agent that, 
in the judgment of the person making the statement, the 
prior art or other information cited raises a serious question 
as to the patentability of the claimed subject matter, or 
is closer prior art than that of record. 


If the material is submitted after the base issue fee has been 
paid, it must also be accompanied by a petition under 37 CFR 
1.183 requesting a waiver of 37 CFR 1.312. Such petition, if 
granted, would result in review of the art by the examiner and 
possible entry of the amendment. 

In each instance where an examiner considers, but does not 
cite on form PTO-892, specific prior art referred to in a paper 
placed in the application file, the examiner will place a notation 
adjacent to the reference according to the following: 


If included in the specification, the examiner will 
write his or her initials adjacent to any references 
checked and enter “checked” in the left margin opposite 
the initials. If presented in a separate paper or in the 
remarks of an amendment, the examiner’s initials and 
“checked” will be entered adjacent to the citations 
or wherever possible to indicate clearly those checked. 


Reasons for Allowance 


One of the primary purposes of the change in Section 1.109 
is to improve the quality and reliability of issued patents by 
providing a complete file history which should clearly reflect, 
as much as is reasonably possible, the reasons why the appli- 
cation was allowed. Such information facilitates evaluation of 
the scope and strength of a patent by the patentee and the public 
and may help avoid or simplify litigation of a patent. 
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The practice of stating the reasons for allowance is not new 
and the rule merely formalizes the examiner’s existing authority 
to do so and provides applicants an opportunity to comment 
upon any such statement of the examiner. 

When the examiner determines that it is necessary or desir- 
able, a “Statement of Reasons for Allowance” will be prepared. 
The “Statement” will usually be an attachment to either a notice 
of allowability (PTOL-327) or Examiner’s Amendment (PTOL- 
37). Any comments considered necessary by applicant must be 
submitted no later than the issue fee and should preferably 
accompany the issue fee. Submission with the issue fee avoids 
any delay in the processing of the application and avoids the 
necessity to associate the comments with the application while it 
is in issue except at the time the file must be pulled to record the 
payment of the issue fee. Such comments will be entered in the 
application file by the Allowed Files Branch with an appropriate 
notation on the “contents” list of the file wrapper, but will not be 
reviewed by the examiner. 


Oral Hearings Before Board of Appeals 


Section !.194 clarifies the circumstances in which oral hearings 
should be requested and provides for oral arguments by, or on 
behalf of, primary examiners in certain appeals. 

Under Section 1.194, the following procedures will be in 
effect: 


1) In accordance with Section 1.192, appellants who desire 
an oral hearing must request the same at the time of filing 
the appeal brief. 

2) If appellant has requested an oral hearing and the primary 
examiner intends to present an oral argument, the last 
paragraph of the examiner’s answer will indicate this 
intention. 

3) Notice of the oral hearing will be given to the appellant 
and, at the same time, to the primary examiner in those 
cases in which the primary examiner has indicated an 
intention to present an oral argument. 

4) After an oral hearing has been confirmed and the date 
set as provided in Section 1.194(c), the application file will 
be delivered to the examiner via the appropriate Group 
Director at least one week prior to the date of the hearing 
for those cases in which the examiner is expected to be 
present at the hearing. In those cases where the Board 
requests the presentation of an oral argument by, or on 
behalf of, the primary examiner, the appellant will be so 
notified. The Board’s request for an oral argument may, 
where appropriate, indicate specific points or questions to 
which the argument should be particularly directed. The 
application file will be returned to the Board before the 
hearing. . 

5) In those appeals in which an oral hearing has been con- 
firmed and either the primary examiner or the Board has 
indicated a desire for oral argument, such oral argument 
may be presented whether or not appellant appears. 


Protests and Public Use Proceedings 


Amended sections 1.291 and 1.292 give greater recognition 
to the value of written protests and public use petitions and are 
intended as an aid in avoiding the issuance of invalid patents. 

Under sections 1.291 (b) and (c) and 1.292(b), the following 
procedures will be observed: 


1) Only in those instances where it has not been possible 
to serve protest papers upon the applicant, attorney or 
agent, should duplicates of the papers submitted be pro- 
vided. In this case the appropriate examining group will 
attempt to get the duplicate copy to the applicant, attorney 
or agent. However, every effort should be made by the 
protester to effect service. 

2) Citations of prior art and any papers related thereto may 
be entered in the file after a patent has been granted by 
submitting them to the attention of the Record Room, 
where they will be entered without comment by the Office. 
If after diligent effort it has not been possible to serve the 
prior art citations and related papers on the patentee, his 
attorney or agent, duplicate copies should be submitted 
in which case the Record Room will attempt to get the 
duplicate copy to the owner of record. 
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3) When public use petitions and accompanying papers are 
submitted they, or a notice in lieu thereof, will be entered 
in the application file. Duplicate copies should be submit- 
ted only when, after diligent effort, it has not been possible 
for petitioner to serve a copy of the petition on the ap- 
plicant, his attorney or agent in which case the Office of 
the Solicitor will attempt to get the duplicate copy to the 
applicant, his attorney or agent. 

4) To ensure consideration by the examiner, protests should 
be timely submitted, i.e., before final rejection or allow- 
ance. Consideration of protests filed after final rejection 
or allowance will depend upon the relevance of the prior 
art documents and the point in time at which they are 
submitted. Documents which clearly anticipate or render 
obvious one or more claims will not knowingly be ignored. 
If protests are not timely submitted or if they fail to comply 
with section 1.291(a) as to the submission of a copy of 
each prior art document relied upon, they will be acknowl- 
edged and referred to the examiner having charge of the 
subject matter involved for entry in the application file and 
such consideration as seems warranted. 


In each instance where an examiner considers but does not 
cite on form PTO-892 specific prior art referred to in a protest, 
the examiner will place a notation in the protest paper adjacent 
to the reference which will include his or her initials and the 
term “checked.” 

Additional future guidelines as to protest procedures may 
be developed after gaining experience with the new practice. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Mar. 18, 1977. 


[957 O.G. 11] 


(117) Further Guidelines Relating to 37 CFR 1.175 
and 1.291, as Amended Effective March 1, 1977 


The experience with the above revised rules since their 
effective date has indicated the desirability of further guidelines 
relating to the manner in which they are to be implemented. 
The following guidelines are supplemental to those which have 
already been provided in the publication of the rules in the 
Federal Register of January 28, 1977 (42 F.R. 5588) (955 O.G. 
1054, February 22, 1977), and in the earlier Guidelines pub- 
lished at 957 O.G. 11 on April 12, 1977. Copies of the latter 
two Official Gazette publications appear as items 59 and 60 of 
the current “Consolidated Listing of Recent Official Gazette 
Notices” published at 966 O.G. 22-32. The present guidelines 
are also supplemental to the appropriate sections of the Manual 
of Patent Examining Procedure, e.g., Sections 1401-1401.12 
relating to reissue, and Section 1309.02 relating to protests. 
Sections 721 and 721.01 of the MPEP contain guidelines to be 
followed if either a reissue or other application, or a protest 
relative to any application, raises questions of “fraud” or “vio- 
lation of the duty of disclosure.” Accordingly, the above-noted 
materials should be consulted in addition to these further guide- 
lines, which are in themselves not intended to completely treat 
the subjects involved. For the most part, the guidelines herein 
merely identify and clarify existing requirements and practices. 
The Patent and Trademark Office has a general study underway 
of the procedures for handling reissue applications and protests 
which may result in future modifications in these guidelines. 

Section 1.175(a)(4) of the revised rules recognizes that reissues 
may be filed to have the patentability of the original patent, 
without changes therein, considered in view of prior art or other 
information relevant to patentability which was not previously 
considered by the Office. 

The experience to date reveals the need to clarify what should 
be filed by the applicant in order to seek the reexamination 
contemplated by sub-section (a)(4) and also the type and content 
of the examination which the examiner will give to applications 
filed under sub-section (a)(4). . 

First, sub-section (a)(4) does not contemplate, or permit, the 
filing of a reissue application without an oath or declaration. 
To the contrary, an oath or declaration is required, and such 
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oath or declaration must comply with each of sub-sections (a)(4), 
(a)(5), and (a)(6). Thus, under sub-section (a)(4) the oath or 
declaration must particularly specify the “prior art or other 
information relevant to patentability, not previously considered 
by the Office,” which the reissue applicant considers “might 
cause the examiner to deem the original patent wholly or partly 
inoperative or invalid.” The reissue oath or declaration must also 
request, under sub-section (a)(4), that “if the examiner so deems, 
the applicant be permitted to amend the patent and be granted 
a reissue patent.” 

Under sub-section (a)(5), the reissue oath or declaration, 
including those filed under sub-section (a)(4), must particularly 
specify “the errors or what might be deemed to be errors relied 
upon, and how they arose or occurred.”' This sub-section has 
two specific requirements, both of which must be complied with 
in, or by, the reissue oath or declaration. Thus, insofar as (a)(4) 
reissue oaths or declarations are concerned, the oath or decla- 
ration must particularly specify “what might be deemed to be 
errors.” For example, if the reissue applicant is seeking reex- 
amination in view of particular prior art or other information, 
the reissue oath or declaration must point out “what might be 
deemed to be errors” in patentability in view of such prior art 
or other information. More specifically, the oath or declaration, 
in appropriate circumstances, might state that some or all claims 
might be deemed to be too broad and invalid in view of ref- 
erences X and Y which were not of record in the patented files. 
Usually, a general statement will suffice. But where appropriate, 
such as where the pertinence of the new references X and Y 
are not evident, more specificify about “what might be deemed 
to be errors” should be provided. Of course, the reissue applicant 
does not have to, and presumably does not, agree that “errors” 
exist. However, the reissue applicant does have to, in the reissue 
oath or declaration of the sub-section (a)(4) type, particularly 
specify “what might be deemed to be errors relied upon.” 

In addition to specifying “what might be deemed to be errors 
relied upon,” sub-section (a)(5) also requires “particularly 
specifying” “how they arose or occurred.” This means, of course, 
that the reissue oath or declaration must specify the manner in 
which that which “might be deemed to be errors” “arose or 
occurred.” For example, if the (a)(4) reissue is being filed for 
reexamination in view of prior art or other information, the 
reissue oath or declaration must indicate when and the manner 
in which the reissue applicant became aware of the possible error 
in the patent, e.g., third party allegation, discovery of prior art 
or other information subsequent to issuance of patent, knowl- 
edge of prior art or other information before issuance of patent 
with significance being brought out after issuance by third party, 
through allegations made in litigation involving the patent, etc. 
It is particularly important that the reissue oath or declaration 
adequately specify how “what might be deemed to be errors” 
arose or occurred. If the reissue oath or declaration does not 
particularly specify “how,” i.e., the manner in which any pos- 
sible errors arose or occurred, the Office will be unable to 
adequately evaluate reissue applicant’s statement in compliance 
with (a)(6) that the “errors, if any, arose ‘without any deceptive 
intention’ on the part of the applicant.” 

Sub-section (a)(6) specifically requires that the reissue oath 
or declaration, including those filed under sub-section (a)(4), 
contain the averment that the “errors, if any, arose ‘without any 
deceptive intention’ on the part of the applicant.” This require- 
ment must not be overlooked in filing since the requirement 
for an absence of “deceptive intention” is a necessary part of 
any reissue application, including those of the (a)(4) type. 

The significance and importance of sub-sections (a)(5) and 
(a)(6) must not be overlooked or minimized insofar as reissue 
oaths or declarations are concerned, including those filed under 
sub-section (a)(4). These sub-sections, to a large extent, enable 
the Office to make its determination required by statute that any 
error is “without any deceptive intention.” 

In addition to meeting the requirements of Sections 1.175 
(a)(4)-(a)(6) insofar as the reissue oath or declaration is con- 
cerned, the reissue applicant, at the time of filing the reissue 
application, including the (a)(4) type reissue application, must 
also be aware of the requirements of 37 CFR 1.56, as revised 
effective March 1, 1977. Reissue applicants may, of course, 
utilize new Sections 1.97-1.99 to comply with the duty of 
disclosure required by Section 1.56. While Section 1.97(a) 
provides for filing of the prior art statement within three months 
of the filing of the application, reissue applicants are encouraged 
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to file the prior art statement at the time of filing the application 
in order that such prior art statements will be availale to the public 
during the two-month period provided by Section 1.176. 

In situations in which the patent for which reexamination 
is being sought is, or has been, involved in litigation, which 
raised a question material to examination of the reissue appli- 
cation, such as the validity of the patent, or any allegation of 
fraud, the existence of such litigation must be brought to the 
attention of the Office at the time of, or shortly after, filing the 
application, either in the reissue oath or declaration, or in a 
separate paper, preferably accompanying the application as 
filed. Litigation begun after filing of the reissue application also 
should be promptly brought to the attention of the Office. The 
details and documents from the litigation, insofar as they are 
“material to the examination” of the reissue application as 
defined in 37 CFR 1.56(a), should accompany the application 
as filed, or be submitted as promptly thereafter as possible. For 
example, the defenses raised against validity of the patent, or 
charging fraud or inequitable conduct-in the litigation, would 
normally be “material to the examination” of the reissue ap- 
plication. It would, in most situations, be appropriate to bring 
such defenses to the attention of the Office by filing in the reissue 
application a copy of the Court papers raising such defenses. 
As a minimum, the applicant should call the attention of the 
Office to the litigation, the existence and nature of any allega- 
tions relating to validity and/or “fraud” relating to the original 
patent, and the nature of litigation materials relating to these 
issues. Enough information should be submitted to clearly inform 
the Office of the nature of these issues so that the Office can 
intelligently evaluate the need for asking for further materials 
in the litigation. Thus, the existence of supporting materials 
which may substantiate allegations of invalidity or “fraud” 
should, at least, be fully described, or submitted. The Office is 
not, of course, interested in receiving voluminous litigation 
materials which are not relevant to the Office’s consideration 
of the reissue application. The status of the litigation should be 
updated in the reissue application as soon as significant events 
happen in the litigation. 


The Examination of Reissue Applications, 
Including Those Filed Under 37 CFR 1.175(a)(4) 


The examination of reissue applications, including those 
filed under sub-section (a)(4), will be in accordance with Sec- 
tions 1401 1401.12, M.P.E.P. Attention is particularly directed 
to Section 1401.09, M.P.E.P. which refers to the two aspects 
of reissue examination, i.e., examination in the same manner 
as an original application and examination for compliance with 
the reissue statute and rules. The purpose of the present guide- 
lines is to supplement those presently in existence and to 
emphasize certain points, particularly as they relate to reissue 
applications filed under sub-section (a)(4). 

When examining the reissue application the examiner will 
consider whether or not applicant, in the reissue oath or dec- 
laration, has complied with each of the requirements of 37 CFR 
1.175. For example, in all reissue applications, the reissue oath 
or declaration must comply with the requirements of the first 
sentence of 37 CFR 1.65. When the reissue application is other 
than the (a)(4) type, the reissue oath or declaration must comply 
with the appropriate sub-sections (a)(1) to (a)(3) and sub-sec- 
tions (a)(5) and (a)(6). When the reissue application is filed under 
sub-section (a)(4), the reissue oath or declaration must also 
comply with sub-sections (a)(5) and (a)(6). Thus, all reissue 
applications must comply with sub-sections (a)(5) and (a)(6). 
If the examination reveals a lack of compliance with any re- 
quirement of Section 1.175, e.g., the requirements of sub-sec- 
tions (a)(5) and/or (a)(6), a rejection will be made on the basis 
that the reissue oath or declaration is insufficient. See Section 
1401.08, M.P.E.P. Under no circumstances will any reissue 
application be passed for issue without full compliance with 37 
CFR 1.175. 

Applications filed under sub-section (a)(4) will not, of course, 
be passed for issue without amendment, but will be rejected as 
lacking statutory basis for a reissue if there are no other grounds 
for rejection, since 35 U.S.C. 251 does not authorize reissue 
of a patent unless the patent is deemed wholly or partly inop- 
erative or invalid. If a reissue filed under sub-section (a)(4) is 
subsequently amended thereby converting it into an application 
under sub-sections (a)(1) to (a)(3), a supplemental reissue oath 
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or declaration must be filed containing the appropriate aver- 
ments, If such a proper supplemental oath or declaration is not 
filed, a rejection will be made on the basis that the reissue oath 
or declaration is insufficient. The supplemental oath or decla- 
ration insures compliance with 35 U.S.C. 251 by providing 
appropriate averments relating to actual errors rather than possible 
errors. 

If the examiner becomes aware of litigation involving the 
patent sought to be reissued during examination of the reissue 
application, and applicant has not made the details regarding 
that litigation of record in the reissue application, the examiner, 
in the next office action, will inquire regarding the same. The 
following paragraph may be used for such an inquiry: 


“It has come to the attention of the examiner that the 
patent sought to be reissued by this application (is) 
(has been) involved in litigation. Any documents and/ 
or materials, including the defenses raised against 
validity, or against enforceability because of fraud or 
inequitable conduct, which would be material to the 
examination of this reissue application are required 
to be made of record in response hereto. See 37 CFR 
1.175(b).”” 


If the additional details of the litigation appear to be material 
to examination of the reissue application, the examiner may 
make such additional inquiries as necessary and appropriate 
under 37 CFR 1.175(b). 

However, any application which indicates the existence of 
a question of “fraud” or “violation of the duty of disclosure” 
will be forwarded to the Office of the Assistant Commissioner 
for Patents pursuant to Section 721.01, M.P.E.P., as soon as the 
existence of such question is appreciated. For example, any 
reissue application which seeks reexamination in view of material 
prior art or other information known before issuance of the 
patent to a person having a duty under 37 CFR 1.56(a) must 
be forwarded under Section 721.01, M.P.E.P., to the Assistant 
Commissioner via the Group Director. 


The Filing of Protests Under 37 CFR 1.291 


The amendments to Section 1.291 reflected the increased 
value the Office places on appropriate written protests as an aid 
in avoiding the issuance of invalid patents. The present sup- 
plemental guidelines are in addition to those previously pub- 
lished and referred to above. 

The nature of the protest, and the timeliness of its submission, 
are important factors in determining the consideration which 
is given the protest, and by whom it is considered. Insofar as 
the question of timeliness is concerned, the original publication 
of the rules at 955 O.G. 1054, the earlier Guidelines published 
at 957 O.G. 11, and Section 1309.02, M.P.E.P. adequately treat 
this question. Protests should obviously be submitted as early 
in the examination process as possible in order to be of maximum 
benefit to the Office in its examination of the application in- 
volved. 

If the protest is being filed with regard to a reissue application, 
the protest should be filed within the two-month period follow- 
ing announcement of the filing of the reissue application in the 
Offical Gazette, if it is at all possible to do so. If, for some reason, 
the protest of the reissue application cannot be filed within the 
two-month period provided by 37 CFR 1.176, the protest can 
be submitted at a later time, but protestor must be aware that 
reissue applications are “special” and a later filed protest may 
be received after action by the examiner, if submitted later than 
the two months provided by 37 CFR 1.176. In the event a protest 
is intended against a reissue application, but cannot be submitted 
within the two months provided following the O.G. announce- 
ment, the protestor can request an additional specified period 
within which to file the protest, explaining why the additional 
time is necessary and the nature of the protest intended. A copy 
of any such request for additional time to protest a reissue 
application beyond the two months provided must be served 
on the reissue applicant. The request for additional time should 
be directed to the appropriate Group Director. The requests for 
additional time beyond the two months provided will be criti- 
cally reviewed as to demonstrated need before being granted 
since the delay of examination of a reissue application of another 
party is being requested. Accordingly, the requests should be 
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made only where necessary, for the minimum period required 
and with a justification establishing the necessity for the exten- 
sion. 

Any protest filed alleging “fraud” or “violation of the duty 
of disclosure” should be directed to the attention of the Assistant 
Commissioner for Patents, Building 3, Room 11A-13. Protests 
based on grounds other than “fraud” or “violation of the duty 
of disclosure” should be directed to the attention of the Director 
of the particular examining group in which the application is 
pending. If the protestor is unable to specifically identify the 
application to which the protest is directed, but, nevertheless, 
believes such an application to be pending, the protest should 
be directed to the attention of the Assistant Commissioner for 
Patents, Building 3, Room 11A-13, along with as much iden- 
tifying data for the application as is available. 

As indicated in the earlier publications, e.g., Section 1309.02, 
M.P.E.P., every effort should be made by a protestor to effect 
service of the protest upon the attorney or agent of applicant 
who is of record or upon the applicant. The protest filed in the 
Office should reflect that service has been made. Only in those 
instances where service is not possible should the protest be filed 
in duplicate in order that the Office can attempt service. Of 
course, the copy served upon applicant or applicant’s attorney 
or agent should be accompanied by a copy of each prior art 
or other document relied upon in the same manner as required 
by Section 1.291(a) for the Office copy. 


The Examiner’s Consideration of Protests 


Protests other than those alleging “fraud” or “violation of 
the duty of disclosure” will be received by, or forwarded to, 
the Group Director of the examining group where the application 
is, or may be, pending and then referred to the appropriate 
examiner. If it is then, or later, discovered that a question of 
“fraud” or “violation of the duty of disclosure” exists, the 
application and the protest, will be forwarded to the Office of 
the Assistant Commissioner for Patents pursuant to Section 
721.01, M.P.E.P. 

If no allegations or questions of “fraud” or “violation of the 
duty of disclosure” are found to exist, the examiner will consider 
the protest and report the results of the consideration to the Group 
Director. If the protest has been timely submitted, i.e., before 
final rejection or allowance, the examiner will consider each 
of the prior art or other documents submitted. At least those prior 
art documents which the examiner relies on in rejecting claims 
will be made of record by means of form PTO—292. If the 
examiner does not cite all of the prior art or other documents 
of form PTO-892, the examiner will place a notation in the 
protest paper adjacent to the reference to the documents which 
will include the examiner’s initials and the term “checked.” 

If the protest is filed after final rejection or allowance of the 
application, the consideration by the examiner will depend upon 
the relevance of the prior art documents submitted and the point 
in time at which they are submitted. Documents which clearly 
anticipate or render obvious one or more claims will not be 
knowingly ignored. Prosecution of the application will be re- 
opened where necessary. However, protestor must be aware that 
the likelihood of consideration by the Examiner decreases as 
the patent issue date approaches. Accordingly, protests must be 
filed early in order to ensure their consideration. 

If the protest is not accompanied by a copy of each prior 
art or other document relied upon as required by Section 1.291 (a), 
the protestor cannot be assured that the examiner will consider 
the missing document. However, if the examiner does so, the 
examiner will either cite the document on form PTO-892 or place 
a notation in the protest paper adjacent to the reference to the 
document which will include the examiner’s initials and the term 
“checked.” 

If, upon considering the protest or any submissions subse- 
quent thereto, the examiner considers it desirable to obtain 
applicant’s comments on the protest before further action, the 
examiner will offer applicant an opportunity to file comments 
within a set period, usually two months. 

The following suggested format can be used to offer applicant 
an opportunity to file comments on the protest: 


“A protest against the issuance of a patent based on 
this application has been filed under 37 CFR 1.291 
on... . and a copy (has been indicated as having 
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been served on applicant) (is attached hereto). Any 
comments or response applicant desires to file before 
consideration of the protest must be filed by . . . .”’ 


Section 1.291(a) indicates that protests are acknowledged 
and this acknowledgement will normally be made by the par- 
ticular office to which the protest is ultimately directed for 
consideration. Protests alleging “fraud” or “violation of the duty 
of disclosure” will normally be acknowledged by the Office of 
the Assistant Commissioner for Patents. Other protests, i.e., 
those not alleging “fraud” or “violation of the duty of disclosure” 
will normally be acknowledged by the Group Director of the 
examining group where the application is, or may be, pending. 

If the protest involves an application to which the protestor 
has access, €.g., a reissue application filed after March 1, 1977, 
or one in which protestor has been formally granted access, then 
protestor may monitor the proceedings and file such additional 
papers as protestor considers appropriate. If protestor has access 
to the application, protestor may request the Office to supply 
protestor with copies of Office actions or other documents 
mailed by the Office. Such a request should be directed to the 
particular area in which the application is pending, e.g., Office 
of Assistant Commissioner for Patents, or Director of the particular 
examining group. The request should explain why protestor 
needs the copies in question and should indicate an intent on 
protestor’s part to assist the Office in its examination by sup- 
plying relevant comments. Normally, the Office will send copies 
of Office actions to protestors where the protestor indicates an 
intent to review actions and, if appropriate, comment to the 
Office on them. However, since protestor has no right to copies 
of the Office actions or other documents, the granting or denying 
of such requests will be within the sole discretion of, and for 
the convenience of the Office. 

If the protestor has access to the application, the examiner 
may communicate with the protestor in writing to seek clari- 
fication and/or additional information if the examiner considers 
such clarification and/or additional information necessary to 
properly consider the protest. The following suggested format 
can be used by the examiner to seek clarification and/or addi- 
tional information from a protestor having access to an appli- 
cation: 

“The protest, as filed , has been noted. 
However, clarification and/or additional information 
is desired. In particular [Examiner explains] any 
submission of the requested information should be 
made within ONE MONTH of the date of this letter 
and the submission must indicate service on appli- 
cant.”’ 


While the examiner should not normally need clarification 
and/or additional information from the protestor where the 
grounds involve only published prior art, e.g., patents, periodi- 
cals,.etc., under some circumstances it may be necessary for 
the examiner to seek such clarification and/or additional infor- 
mation. For example, if the date of a reference is in question, 
or some question of public use is involved, and the information 
being sought is within the knowledge or control of the protestor, 
the examiner may find it necessary to communicate with the 
protestor to obtain the same. 

Where the examiner feels that a protestor with access to an 
application can contribute significantly to the examination 
process, the protestor may be given a specific period, normally 
one month, within which to comment on responses submitted 
by patent applicants to Office actions. Such a comment period 
should only be provided where it would appear to be of benefit 
to the examination process and only with the approval of a 
Supervisory Primary Examiner. Where an applicant agrees to 
such participation by a protestor or where a Court has suspended 
litigation for consideration of a related application by the Patent 
and Trademark Office with an expression of its desire for 
such protestor participation, it should be more liberally grant- 
ed. 

Where a protestor requests permission to participate in any 
interview between an applicant and the examiner or requests 
on its own behalf to have an interview with the examiner, the 
request should be referred to the Office of the Assistant Com- 
missioner for Patents for action. Normally, protestor participa- 
tion in interviews with examiners will not be allowed unless 
special justifying circumstances exist. Where authorized, par- 
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ticipation by the protestor in an interview will be according to 
conditions set down by the Patent and Trademark Office. 
Normally, any transcript of the interview, if authorized, will be 
at the expense of the party or parties requesting it and will be 
arranged by such party or parties. Where Office actions are being 
sent to a protestor or where a protestor is present for an interview, 
a copy of the Interview Summary Form and other records made 
of the interview will be provided to the protestor. Where 
protestor’s participate in an interview, they may submit their 
own record of the interview which will be made of record in 
the file. 

Interviews relating to a patent application with a protestor 
will not be permitted without the applicant present. 

A protestor with access to an application appealed to the 
Board of Appeals who intends to file comments or a brief in 
opposition to appellant’s brief should file an indication of such 
intention within one month after the notice of appeal is filed 
and serve a copy of the same upon appellant. The indication 
of intention should state that protestor agrees to file such com- 
ments or brief in triplicate, within one month after appellant’s 
brief is filed, and also agrees to serve a copy of the comments 
or brief upon appellant. If such an indication is not filed and 
served, or the protestor’s comments or brief is not timely filed 
in triplicate and served, no assurance is given that the Examiner 
will consider the protestor’s comments or brief during the 
preparation of the Examiner’s Answer. 

A protestor who participates by the filing of comments or 
a brief in opposition to appellant’s brief may also request, at 
the time of filing the comments or brief, to appear at any oral 
hearing. If a protestor does not file such comments or brief, the 
protestor cannot be present at any oral hearing. If a protestor 
does file such a request, the Board of Appeals, in its discretion, 
will decide whether or not the issues on appeal are such that 
protestor’s participation at the hearing would be helpful. The 
Board of Appeals will notify protestor whether or not the request 
to appear at the hearing is granted and, if granted, how much 
time will be permitted. Of course, if appellant does not request 
an oral hearing, or provides timely notification to the Board and 
protestor that appellant will not appear, protestor will not be 
heard. 

A copy of any examiner’s letter or communication to a 
protestor will be mailed to applicant at the same time it is mailed 
to the protestor. While the examiner may communicate in writ- 
ing with a protestor having access to the application, the ex- 
aminer will not communicate orally and protestor must refrain 
from oral communications with the examiner except to ask 
purely procedural questions which have no relation to the 
substance of the protest or the merits of the application, unless 
specifically authorized in writing by the Assistant Commis- 
sioner for Patents. 

Where the handling of a protest or the handling of a reissue 
application involved in related litigation requires an inordinately 
larger than normal amount of work on the part of an examiner 
and where otherwise warranted, Supervisory Primary Examin- 
ers may authorize the use of non-examining time for handling 
some or all of the examination. 

The above guidelines are intended to make clearer the policies 
of the Patent and Trademark Office in respect to the handling 
of reissue applications, protests and “fraud” questions. The 
Office is especially interested in seeing that the consideration 
of reissue applications and protests is thorough and fair. It is 
interested in seeing that protestors have an opportunity to 
participate in the proceedings in the Office to the extent that 
such participation is helpful and appropriate in each case. It is 
also greatly interested in the completeness and accuracy of the 
file record, including indications whether or not prior art ref- 
erences and information mentioned in the record have been 
reviewed by the examiner. 

The present guidelines which will be incorporated into the 
M.P.E.P. as soon as possible, when considered in conjunction 
with those previously issued and the M.P.E.P., should an- 
swer many of the questions being raised about the revised 
rules. 


DONALD W. BANNER, 
Commissioner of Patents 
& Trademarks. 


Nov. 13, 1978. 


[977 O.G. 11) 
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(118) Expedited Processing of Reissue Applications 
and Applications Having Issues of Fraud or Failure 
to Comply With The Duty of Disclosure 


The Patent and Trademark Office has been experiencing 
increasing delays in the examination of reissue applications and 
other applications in which charges or questions of fraud or 
failure to comply with the duty of disclosure have been raised 
or are apparent on the record. Consideration of these charges 
involves considerable expenditures of resources and time. They 
also tend to delay prompt consideration on the merits in view 
of the prior art, etc. Considerable duplication of effort and 
expenditures of resources and time also may occur when the 
Office considers applications in circumstances where the same 
issues are concurrently being considered in Court. 


Deferral of Fraud Issues 


Effective immediately, the Office is instituting a policy of 
delaying consideration of issues of fraud or failure to comply 
with the duty of disclosure in any application until all other issues 
are settled. 

Accordingly, under this procedure, applications having is- 
sues of fraud or failure to comply with the duty of disclosure 
will continue to be referred to the Office of the Assistant 
Commissioner for Patents, but will then be promptly returned, 
along with any appropriate examining instructions, to the Director 
of the Examining Group for immediate action by the Examiner. 
Decisions on Petitions to Strike applications pursuant to 37 CFR 
1.56(d) will be deferred pending resolution of the patentability 
issues before the Examiner. Any such Petitions to Strike filed 
after the Office of the Assistant Commissioner has initially 
reviewed the application and returned it for immediate action 
will be acknowledged by the Examining Group Director and 
action on the Petition will be deferred pending completion of 
the patentability issues before the Examiner. Examiners will note 
in their Office actions the existence of issues of fraud or failure 
to comply with the duty of disclosure without commenting on 
the substance of such issues and will indicate that the issues 
will be considered after all other matters have been disposed 
of. Matters other than fraud or failure to comply with the duty 
of disclosure raised in a Petition to Strike, e.g., patentability in 
light of a reference, will be treated by the Examiner or other 
appropriate official. Petitions relating to procedural matters 
involving the examination of the applications, e.g., requests for 
protestor participation in interviews, will be decided by the 
appropriate Examining Group Director. Applications which 
have been referred to the Office of the Assistant Commissioner 
and which are required to be returned thereto before allowance 
or after abandonment of the application will have a notation 
placed on the face of the application file by the Office of the 
Assistant Commissioner requiring such return. 


Suspension of Action Where There is Concurrent Litigation 


In order to avoid duplication of effort, actions in applications 
in which there is an indication of concurrent litigation will be 
suspended automatically unless and until it is evident to the 
examiner, or the applicant indicates, that: (1) a stay of the 
litigation is in effect; (2) the litigation has been terminated; (3) 
there are no significant overlapping issues between the appli- 
cation and the litigation; or (4) it is applicant’s desire that the 
application be examined at that time. 


Expedited Examination of Reissues 


All reissue applications, except those under suspension 
because of litigation, will be taken up for action ahead of other 
“special” applications; this means that all issues not deferred 
will be treated and responded to immediately. Furthermore, 
reissue applications involved in “stayed litigation” will be taken 
up for action in advance of other reissue applications. 

Insofar as reissue applications for patents in litigation are 
concerned, the Office is presently considering modifications to 
the rules to provide for their examination within the two-month 
waiting period now provided by Section 1.176. Until appropriate 
modifications are made to the rules, the Office will entertain 
petitions under 37 CFR 1.183 to waive the delay period of 37 
CFR 1.176. In addition, the Office is presently considering 
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requiring the prompt disclosure of the existence of litigation 
related to a pending application. 

Time monitoring systems are being put into effect which will 
closely monitor the time used by applicants, protestors, and 
examiners in processing reissue applications of patents involved 
in litigation in which the court has stayed further action. 

Applicants in reissue applications involved in litigation which 
has been stayed, dismissed, etc. for consideration by the Patent 
and Trademark Office will normally be given one month to 
respond to Office actions in those situations where the Office 
determines that the reissue applicant can readily prepare a 
response in such time. This one month period may be extended 
upon a showing of clear justification. Of course, up to three 
months may be set for response if the Examiner determines such 
a period is justified. 

Applicants and protestors submitting papers for entry in 
reissue applications of patents involved in litigation are re- 
quested to mark the outside envelope and the top right hand 
portion of the paper with the words “REISSUE LITIGATION”’ 
and with the unit of the PTO in which the reissue application 
is located—e.g., Assistant Commissioner for Patents, Board of 
Appeals or Examining Group. The notations preferably should 
be written in a bright color with a felt point marker. Papers 
marked “REISSUE LITIGATION” will be given special atten- 
tion. Also, the PTO will place a prominent notation on the 
application file to indicate the existence of litigation. 

The purpose of these changes is to reduce the time between 
filing and final action insofar as possible while still giving all 
parties sufficient time to be heard. This notice is supplemental 
to, and in some respects modifies, the earlier published notices 
on this subject and particularly the notice published at 977 O.G. 
11 on December 12, 1978. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


June 5, 1979. 
[983 O.G. 24] 


(119) Prior Art Cited by Patent Offices 


in Other Countries 


Section 1.56 of Title 37 of the Code of Federal Regulations 
requires patent applicants and others associated with the prose- 
cution of a patent application before the U.S. Patent and Trade- 
mark Office to call to the Office’s attention information which is 
material to examination. Where related or corresponding patent 
applications have been filed in other countries, prior art may be 
cited by the Patent Offices of those other countries in connection 
with the examination of the applications filed there. Where prior 
art is cited by those other Patent Offices while the U.S. applica- 
tion is pending, citations which are material to examination in 
this country and known to any of the individuals covered by 
Section 1.56 must be called to the attention of this Office. 
Attorneys and agents are reminded of their obligations in this 
respect. 

It is suggested, of course, that such prior art be cited to the U.S. 
Patent and Trademark Office in a prior art statement which 
complies with the provisions of Section 1.97-1.99 of 37 CFR. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


Apr. 23, 1979. 


[982 O.G. 36] 


Documents Cited in PCT International 
Search Report 


(120) 


This notice is intended to clarify which documents listed on 
an international search report prepared under the Patent Coop- 
eration Treaty (PCT) should during the national stage before the 
Patent and Trademark Office (PTO): 


(1) be listed and copies thereof submitted by the applicant to 
the PTO in an information disclosure statement filed under 37 
CFR §§ 1.97-1.99, 
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(2) be supplied to the applicant with an Office action, and 
(3) be listed by the examiner for printing on the front page of 
any resulting patent. 


If the United States is designated in an international (PCT) 
application a copy of the search report will be mailed to the 
United States as a Designated Office by the International Bureau 
about 19 months after the priority date. This search report, 
without copies of the cited documents is placed in the national 
stage application file. 

Accordingly, examiners in the PTO who are examining a 
national stage application will have a copy of the listing of 
documents cited in the International Search Report but they may 
not have copies of the documents cited therein and/or they may 
not have any available English translations of the cited docu- 
ments. While the PTO is presently receiving copies of docu- 
ments cited in PCT search reports of the European Patent Office 
and the Japanese Patent Office in a temporary trial program, the 
program may be discontinued at any time and applicants cannot 
rely upon this program to provide the examiner with copies of 
references or with any available English translation. 


Citation of International Search Report Documents in 
Information Disclosure Statements 


Applicants and/or applicant’s attorney in PCT national stage 
applications, to ensure compliance with 37 CFR 1.56, should cite 
and supply copies of the documents cited in the PCT Interna- 
tional Search Report which are “material” as defined in 37 CFR 
1.56, preferably by an information disclosure statement under 37 
CFR §§ 1.97-1.99. 

A primary concern of the Patent and Trademark Office and 
the applicant should be that prior art cited in the PCT Interna- 
tional Search Report which is material to the examination of the 
United States national stage application be fully considered 
during the examination of the United States national stage 
application. The best manner of ensuring such consideration is 
through a cooperative effort by all of the persons involved in the 
prosecution and examination of the United States national stage 
application. The applicant and his or her foreign patent attorney 
or agent obviously have access to, and presumably consider, the 
citations in the PCT Internationa’ Search Report. With rare 
exceptions, the International Search Reort is prepared prior to the 
time at which applicant enters the United States national stage 
under 35 U.S.C. 371. Thus, applicant and his or her foreign 
attorney or agent are in a position to have reviewed the citations 
in the PCT International Search Report and call the attention of 
the United States patent attorney to those documents which are 
material. Under present case law, e.g., Gemveto Jewelry Com- 
pany, Inc. v. Lambert Bros., Inc., 216 U.S.P.Q. 976 (S.D. N.Y. 
1982), foreign patent attorneys representing applicants for U.S. 
patents through United States correspondent patent attorneys are 
held to the same standards of conduct which apply to their United 
States counterparts. Since foreign applicants and their foreign 
patent attorneys have presumably considered the citations in the 
PCT International Search Report, and are under a duty to disclose 
the material citations contained therein, the preferred practice is 
to have this disclosure made via an information disclosure 
statement under 37 CFR §§ 1.97-1.99. 

This will ensure that material citations contained in the PCT 
International Search Reort are considered by the examiner dur- 
ing the exmination of the United States national stage applica- 
tion. To the extent that the examiner does review the citations 
without an information disclosure statement having been sub- 
mitted, the foreign applicant will obviously benefit therefrom. 
However, the foreign applicant and applicant’s attorney cannot 
rely upon such a review by the examiner being conducted so as 
to relieve them of their dury to adequately disclose material prior 
art. 


Copies of Documents Supplied With Office Actions 


Copies of documents cited by the examiner in U.S. national 
stage applications will be provided as set forth in Section 707.05(a) 
of the MPEP. That is, copies of documents cited by the examiner 
will be provided to applicant except where the documents: 


(1) are cited at allowance 
(2) have been referred to in applicant’s disclosure statement, 
and 
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(3) where the documents are cited and have been provided to 
applicant by the PTO in a parent national or international appli- 
cation. 


Listing of Documents Cited in PCT International Search Reports 
by Examiners for Printing on Patents 


The examiner should review all copies of documents cited in 
the International Search Report and should cite those documents 
which are material to the subject matter claimed in the national 
stage application. In those instances where documents are cited 
in the PCT search report but neither a copy of the documents nor 
an English translation (or English family member) is provided, 
the examiner may exercise discretion in deciding whether to take 
the necessary steps to obtain the copy and/or translation. 

Where an information disclosure statement has been filed and 
copies have been submitted in conformance with 37 CFR 1.98 
and section 609 of the Manual of Patent Examining Procedure 
(MPEP), the examiner must list all citations on form PTO— 892 
as part of the next regular Office action following receipt thereof 
unless such citations are listed by applicant on form PTO-1449. 

Insofar as the citation by the examiner in an Office action of 
all of the documents cited in a PCT International Search Report 
is concerned where 37 CFR 1.98 has not been followed, it is not 
seen to be appropriate for the examiner to automatically cite, in 
the national stage application, each document listed in the PCT 
international search report. It has been the experience of the PTO 
that many documents listed on the PCT international search 
report are not relevant to the claims in the U.S. national stage 
application or that an English language equivalent document is 
used by the examiner. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


May 23, 1986. 


[1067 OG 32] 


Patent and Trademark Office 
37 CFR Parts 1 and 10 
[Docket No. 910764-1164] 
RIN: 0651-AA27 
Duty of Disclosure 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of proposed rulemaking. 

Summary: The Patent and Trademark Office (Office) proposes to 
amend the rules of practice in patent cases to (1) clarify the duty 
of disclosure for information required to be submitted to the 
Office; (2) provide flexible time limits for submitting informa- 
tion disclosure statements including the requirement for a fee in 
certain cases; (3) eliminate consideration of duty of disclosure 
issues by the Office except in disciplinary proceedings, and 
under other limited circumstances; and (4) eliminate the striking 
of patent applications which are improperly executed. The Of- 
fice further proposes to amend the Patent and Trademark Office 
Code of Professional Responsibility to define acts of misconduct 
which conform to a failure to comply with the proposed rules on 
duty of disclosure. 

The proposed rules attempt to strike a balance between the 

need of the Office to obtain and consider all known relevant 
information pertaining to patentability before a patent is granted 
and the desire to avoid or minimize unnecessary complications 
in the enforcement of patents. The proposed rules are intended to 
(1) specify more precisely the information which those associ- 
ated with the filing and prosecution of patent applications have 
a duty to disclose to the Office; (2) minimize the risk that 
valuable patent rights will be lost by providing more flexible 
procedures and time limits for submitting information to the 
Office in pending patent applications; (3) insure that information 
material to patentability timely submitted to the Office is consid- 
ered by the examiner before a patent is granted; and (4) permit 
some of the Office resources previously devoted to considera- 
tion of duty of disclosure issues to be directed to other Office 
priorities. 
Dates: Comments must be submitted on or before Oct. 8, 1991. 
A public hearing will be held on Oct. 8, 1991, beginning at 9:30 
a.m. Requests to present oral testimony should be received on or 
before Oct. 7, 1991. 
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Addresses: Address written comments and requests to present 
oral testimony to Commissioner of Patents and Trademarks, 
Wash., D.C. 20231, marked to the attention of Charles E. Van 
Horn (Crystal Park 2 - Room 919). The hearing will be held at the 
Patent and Trademark Office in Room 912 of Crystal Park 
Building 2 located at 2121 Crystal Drive, Arlington, Va. Written 
comments and a transcript of the public hearing will be avail- 
able for public inspection in Room 919 of Crystal Park Building 
2. 

For Further Information Contact: By telephone Charles E. Van 
Horn (703-557-3054) or J. Michael Thesz (703-557-8384) or by 
mail addressed to Commissioner of Patents and Trademarks, 
Wash., D.C. 20231, and marked to the attention of Charles E. 
Van Horn (Crystal Park 2 - Room 919). 

Supplementary Information: The notice of proposed rulemaking 
published in the Federal Register at 54 FR 11334 (Mar. 17, 
1989), and in the Patent and Trademark Office Official Gazette 
at 1101 Off. Gaz. Pat. Office 12 (Apr. 4, 1989), is hereby 
withdrawn. The rules proposed herein are significantly different 
from those contained in the notice of proposed rulemaking of 
Mar. 17, 1989. 

The purpose of the rules relating to duty of disclosure is to 
advise individuals of the scope of that duty and to assist the 
Office in conducting effective and efficient ex parte examination 
of patent applications and to issue valid patents. The rules are 
directed to those individuals who are substantively involved in 
the preparation or prosecution of the patent application. 

The proposed rules emphasize that the public interest is best 
served and the Office is most effective in granting valid patents 
when, at the time the patent application is examined, the Office 
is aware of and evaluates all information material to patentabil- 
ity. The primary concern of the Office is that relevant informa- 
tion be considered by the examiner before a patent is granted, not 
on how that information comes to the attention of the examiner. 
The public, the Office and the users of the patent system also 
have an interest in an efficient examination process. Accord- 
ingly, the proposed rules place some practical time limits on the 
submission of information to the Office, without foreclosing the 
opportunity to have any information considered by the Office in 
a particular application, or in a continuing application, before a 
patent is granted. 

The Office proposes to modify § 1.56 to more clearly define 
for individuals associated with the filing and prosecution of a 
patent application the duty to cite to the Office all information 
known to them to be material to patentability. The duty contem- 
plated by proposed § 1.56 requires both knowledge of the 
information and knowledge of its materiality. The duty would 
exist with respect to the subject matter of claims for which a 
patent is sought, and would not exist for the subject matter of 
claims which is no longer under consideration. Proposed § 1.56 
specifies that there is no need to cite information material to 
patentability of a cancelled claim or a claim withdrawn from 
consideration if the information is not material to the patentabil- 
ity of any claim remaining under consideration in the applica- 
tion. 

Proposed § 1.56 would emphasize that the interests of the 
Office and the patent system are served when information that is 
material to the patentability of claims that issue in a patent is 
considered by the Office before a patent is granted. Specifically, 
proposed § 1.56 specifies that the requirements of the section 
would be satisfied if all information known to be material to the 
patentability of all allowed claims was either cited by the Office 
or submitted to the Office in the manner prescribed by 
§§ 1.97(b)-(d) and 1.98 prior to the issuance of the patent. The 
duty of disclosure as defined in proposed § 1.56 would not be 
violated simply because the examiner cited a reference before it 
was submitted to the Office by an individual subject to the duty. 

Proposed § 1.56(b) presents a clearer and more objective 
definition of information material to patentability. The current 
definition, based on what would be important to a reasonable 
examiner in deciding whether to allow the application to issue as 
a patent, has been criticized as vague and because it does not 
correlate with any concept applied in other areas of the patent 
law. The revised definition is framed in terms of alternative 
objective criteria that emphasize the direct connection between 
the disclosure standard and the examination process. 

Under proposed § 1.97, individuals who are working dili- 
gently in a cooperative effort with the Office to bring material 
information to the attention of the examiner promptly after its 
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discovery are able to file such information and have it considered 
by the examiner until the point in the pendency of the application 
where the issue fee is paid. For those individuals that do not 
certify that the information was recently discovered as defined in 
proposed § 1.97(e), the opportunities to have information con- 
sidered by the examiner during the examination of a particular 
application are more limited. Even where no certification is 
made, however, the opportunity is available for such individuals 
to timely file a continuing application of the particular applica- 
tion to have such information considered. 

The Office encourages prompt filing of information disclo- 
sure statements, yet is willing to provide more flexibility for 
patent applicants within certain limits. Recent surveys of 1719 
recently issued patent files indicated that 856 (50%) contained a 
total of 933 information disclosure statements. Where state- 
ments were filed in an application, 691 (74%) were filed before 
the first Office action, 874 (94%) were filed before the final 
rejection or notice of allowance, whichever occurred first, and 
923 (99%) were filed before payment of the issue fee. If there is 
a substantial shift in the filing of information disclosure state- 
ments to a later point in time in the examination process, the 
efficiency and cost of that process and average pendency of 
applications will be adversely affected. 

The Office proposes to amend its rules to reflect current 
practice of no longer investigating violations of duty of disclo- 
sure except under very limited circumstances or with respect to 
a charge of misconduct under 37 CFR Part 10. Similarly, the 
Office generally will not comment on duty of disclosure issues, 
but reserves its inherent authority to reject an application under 
appropriate circumstances where fraud or other inequitable 
conduct has occurred. The Office would exercise its authority in 
ex parte examination only in the most egregious and clear cases, 
e.g., where there is a final court decision that inequitable conduct 
has occurred. The Office will not consider, evaluate, or decide 
fraud or other inequitable conduct issues during an interference 
proceeding under 35 U.S.C. 135(a). Specifically, a motion for 
judgment based on inequitable conduct would no longer be 
authorized under 37 CFR 1.633(a). However, practitioners found 
to have participated in fraud or other inequitable conduct would 
remain subject to disciplinary proceedings. 37 CFR Part 10. 

Examination for lack of deceptive intent in reissue applica- 
tions will continue (35 U.S.C. 251), but without any independent 
investigation of inequitable conduct issues. The reissue appli- 
cant’s statement of lack of deceptive intent generally will be 
accepted as dispositive except in special circumstances, such as 
a judicial determination of fraud or inequitable conduct or an 
admission of facts which would conclusively establish fraud or 
inequitable conduct without any investigation. In those cases, 
the claims will be rejected under 35 U.S.C. 251 for failing to 
satisfy the statutory requirement of a lack of “deceptive intent.” 
See In re Clark . 522 F.2d 623, 187 USPQ 209 (CCPA 1975). 
Accordingly, reissue is not available to cure or otherwise purge 
inequitable conduct in obtaining a patent. 

The proposed rules would substantially conform the rules to 
the policies announced in the Official Gazette: “Patent and 
Trademark Office Implementation of 37 CFR 1.56,” 1095 Off. 
Gaz. Pat. Office 16 (Oct. 11, 1988), “Further Clarification on 
Patent and Trademark Office Implementation of 37 CFR 1.56,” 
1096 Off. Gaz. Pat. Office 19 (Nov. 8, 1988), and “Patent and 
Trademark Office Implementation of 37 CFR 1.28(d) and 1.56(c), 
(f) and (g),” 1098 Off. Gaz. Pat. Office 502 (Jan. 3, 1989) 
regarding consideration of fraud or other inequitable conduct 
issues in the Office. 


Discussion Of Specific Rule Change Proposals 


Section 1.17, if amended as proposed, would amend 
paragraph(i)(1) to include a reference to the petition required in 
proposed § 1.97(d) and would add a fee for submission of an 
information disclosure statement under proposed § 1.97(c) in the 
amount of $200.00. The added fee would be due upon filing each 
information disclosure statement in certain cases under the 
conditions set forth in proposed § 1.97(c). That is, if the statement 
is filed after the first Office action and is not accompanied by a 
certification (proposed § 1.97(e)) that the information was found 
within the preceding three months, the statement will not be 
considered by the examiner unless and until the fee in proposed 
§ 1.17(p) is paid. The proposed fee is being charged to cover a 
new service as well as to compensate the Office for the extra 
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work caused the examiner who may have to redo part or all of the 
examination because of information which is not brought to the 
attention of the Office promptly. 

Section 1.28(d)(2) is proposed to be amended to remove the 
references to § 1.56(d) and to § 1.555. Proposed § 1.28(d)(2) 
retains the reference to fraud practiced or attempted on the 
Office, but removes any reference to sections which currently 
provide for rejections based on fraud. Further, the reference to 
“gross negligence” is proposed to be replaced by reference to 
“intent to deceive” to reflect binding precedent of the U.S. Court 
of Appeals for the Federal Circuit. See, e.g., Kingsdown Medical 
Consultants, Ltd. v. Hollister, Inc., 863 F.2d 867, 9 USPQ 2d 
1384 (Fed. Cir. 1988) (en banc). 

Section 1.51(b), if amended as proposed, would delete the 
reference to § 1.99 which is proposed to be removed. 

Section 1.52(c), if amended as proposed, would delete the 
reference to § 1.56(c) which dealt with the striking of applica- 
tions which are improperly executed. The Office no longer 
would strike such applications. Section 1.52(c) would be revised 
to indicate that no alteration to application papers should take 
place after signing any accompanying oath or declaration under 
§ 1.63. Application papers containing alterations made after an 
oath or declaration is signed must be supported by a supplemen- 
tal oath or declaration under proposed § 1.67(c). 

Section 1.56 is proposed to be revised to provide a more 
objective definition of information material to patentability. It 
would also delete the provisions that were followed when the 
Office was conducting investigations of fraud or other 
inequitable conduct during the examination of patent applica- 
tions. 

Section 1.56(a), as proposed, sets forth some of the reasons 
which the Office considers important for insisting on candor and 
good faith on the part of individuals associated with the filing and 
prosecution of a patent application. A patent is affected with a 
public interest. Precision Instrument Mfg. Co. v. Automatic 
Maintenance Machinery Co., 324 U.S. 806, 816 (1945). Patent 
examination by the Office, an ex parte proceeding, is most 
effective when the Office is aware of and evaluates the teachings 
of all information material to patentability before a patent is 
granted. The duty of candor and good faith in the conduct of 
business before the Office includes a duty to disclose to the 
Office information material to patentability. The duty to disclose 
information attaches where an individual defined in proposed 
§ 1.56(c) has both knowledge of the information and of its 
materiality to the patentability of a pending claim. 

Proposed § 1.56(a) also sets forth further boundaries of the 
duty of disclosure to further prescribe the information in which 
the Office has an interest. Thus, the duty to disclose information 
cannot exist with respect to the subject matter of a claim that is 
no longer under consideration in an application unless the 
information is material to some other pending claim that remains 
under consideration in the application. Further, the statement 
that there is no duty to submit information which is not material 
to the patentability of any existing claim is retained from the 
present rule. It would be sufficient to satisfy all requirements of 
proposed § 1.56 if all information known to be material to 
patentability, as defined in § 1.56(b), as to all allowed claims is 
cited by the examiner or submitted to the Office in a manner that 
requires consideration by the Office prior to the grant of the 
patent. 

Finally, under proposed § 1.56(a), the Office encourages 
individuals to carefully examine (1) prior art cited in search 
reports of a foreign patent office in a counterpart patent applica- 
tion and (2) the closest information over which individuals 
associated with the filing or prosecution of a patent application 
believe any pending claim patentably defines, to make sure that 
any information material to patentability contained therein is 
disclosed to the Office. Consideration of all materiai informa- 
tion, prior to the issuance of a patent, will minimize the chance 
that the Office will issue an invalid patent, and will reduce the 
need for expensive patent litigation. Any risk of non-compliance 
with the provisions of proposed § 1.56(a) can be avoided by 
submitting the information to the Office in accordance with 
proposed §§ 1.97(b)-(d) and 1.98. 

Proposed § 1.56(b) defines information which is material to 
patentability. The definition would ensure that the most pertinent 
information is considered during examination by the Office. 
Information is not material when it is cumulative to information 
already of record in the application, i.e., it shows or teaches the 
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same subject matter as shown or taught by information already 
of record. 

Under proposed § 1.56(b)(1), information is material where it 
creates, either by itself or in combination with other information, 
a prima facie case of unpatentability of a claim pending before 
the Office. A prima facie case is established during ex parte 
examination when the prior art or other information compels a 
conclusion that a claim is unpatentable, under the preponderance 
of evidence, burden of proof standard, and before any considera- 
tion is given to evidence which may be submitted in an attempt 
to establish a contrary conclusion of patentability. The clear and 
convincing burden of proof and claim construction standards 
applied by the courts in infringement cases would not be applied 
to a determination of whether information is material. During ex 
parte examination before the Office, and unlike infringement 
cases, claims are given their broadest reasonable interpretation 
consistent with the specification. For example, if the information 
establishes that the subject matter of at least one claim is antici- 
pated under 35 U.S.C. 102, or prima facie would have been 
obvious to a person of ordinary skill in the art under 35 U.S.C. 
103, or prima facie is not supported by an enabling disclosure 
under the first paragraph of 35 U.S.C. 112, it must be cited under 
proposed § 1.56(b)(1). 

A prima facie case of unpatentability is subject to being 
rebutted by other information or arguments which may be 
submitted in the application. However, an individual would have 
a duty to submit the information which creates a prima facie case 
of unpatentability and may submit the rebuttal information to the 
Office so that the examiner can make an informed determination 
on patentability. Thus, if an individual knows of a document 
which establishes a prima facie case of unpatentability, but also 
knows of antedating evidence which would tend to show that the 
invention was made before the effective date of the document, 
the document would be material to patentability and should be 
submitted to the Office. Applicant could also submit any evi- 
dence of prior invention (37 CFR 1 .131) so that the examiner 
could determine whether the evidence was sufficient to remove 
the document as a reference. If an individual knows of a docu- 
ment which establishes a prima facie case of unpatentability, but 
also knows of test results which would tend to show that the 
invention produces unexpected results, the document would be 
material to patentability and should be submitted to the Office. 
Applicant could also submit any evidence of unexpected results 
(37 CFR 1.132) so that the examiner could determine whether 
the document, when considered with the evidence, renders the 
claimed subject matter obvious or non-obvious. 

Proposed § 1.56(b)(2) further defines as material information 
which supports a position of unpatentability taken by the Office 
which applicant disputes, or is inconsistent with a position in 
support of patentability on which the applicant has relied. The 
information defined in § 1.56(b)(2) would either provide non- 
cumulative support for a rejection made by the examiner, or be 
inconsistent with a position in support of patentability on which 
applicant has relied whether or not the position was taken in 
response to a rejection of a claim made by the examiner. The 
Office has selected the phrase “inconsistent with” rather than a 
term such as “refutes” because the Office, not the applicant, 
should make the determination of the relative value and weight 
to be accorded information that is inconsistent with a position of 
patentability relied on by applicant. 

For example, there could be a case where four tests are 
conducted, with three tests producing results which support 
applicant’s argument for patentability, but the fourth test produc- 
ing a result which contradicts the other three. Ultimately, it might 
be decided by applicant that the fourth test was not valid. 
Paragraph (b)(2) of proposed § 1.56 would require disclosure of 
the results of the fourth test to the Office so that the examiner 
could weigh the probative value of all the tests. An explanation 
of why the fourth test is believed invalid by the applicant could 
also be submitted. 

Proposed § 1.56(c) retains the definition of individuals who 
are subject to the duty of disclosure. Also retained in proposed 
§ 1.56(d) is the assurance that individuals that do not normally 
communicate directly with the Office can comply with the duty 
of disclosure by disclosing the information to those that do. 

Section 1.56 is proposed to be amended by eliminating the 
provisions of current paragraphs (b)-(f) which are inconsistent 
with the intention of the Office to no longer investigate issues of 
fraud and inequitable conduct except under unique circum- 
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stances, and to no longer strike an application for improper 
execution. 

Specifically, the provisions of current § 1.56(b) are either 
restated in the provisions of proposed § 1.56, or replaced by the 
provisions of proposed § 1.98 relating to the content require- 
ments of an information disclosure statement. The provisions of 
§§ 1.56(c), (f), and (g) are proposed to be eliminated because the 
Office will no longer strike an application for improper execu- 
tion. Under current rules, an application may be filed in the 
Office pursuant to § 1.53(d) without an oath or declaration. 
Further, if there was a defect in executing a patent application, 
such as listed in § 1.56(c), the defect could be corrected by filing 
a supplemental oath or declaration pursuant to proposed § 
1.67(c). Accordingly, the Office will not consider striking an 
application for these defects under the proposed rules and will 
not consider a petition directed to such matters. However, the 
conduct of any practitioner knowingly permitting a material 
alteration of the application papers after the oath or declaration 
has been signed, which is prohibited by § 1.52(c), is not con- 
doned by the Office and remains subject to disciplinary proceed- 
ings. See proposed 
§ 10.23(c)(11). 

Similarly, since the Office generally will not be investigating 
or examining duty of disclosure issues which are brought to its 
attention in original or reissue applications except in limited 
circumstances, the provisions of §§ 1.56(d), (e), (h) and (i) are 
proposed to be deleted. The Office also proposes to continue its 
policy of not considering fraud or other inequitable conduct 
issues in interference proceedings under 35 U.S.C. 135. While 
the Office ordinarily will not investigate fraud or other inequi- 
table conduct in connection with the ex parte examination of a 
patent application, the public should be aware that the Commis- 
sioner has inherent authority to, and may under limited circum- 
stances, reject an application when such conduct has occurred. 

The provision in § 1.56(j) that a time period would be set by 
the Office for the applicant to provide copies of documents 
omitted from an information disclosure statement is to be de- 
leted. Under proposed § 1.97(f), additional time may be pro- 
vided under limited circumstances in order to complete an 
information disclosure statement. 

Section 1.63, if amended as proposed, would amend para- 
graphs (b)(3) and (d) to require an oath or declaration submitted 
as part of an application to include an acknowledgment of the 
duty to disclose all known information material to patentability 
as defined in proposed § 1.56 to the Office. These amendments 
would delete reference to paragraph (a) in § 1.56, and make 
reference to all of § 1.56 including its definitional paragraphs. 

Section 1.67, if amended as proposed, would add new para- 
graph (c) requiring that a new oath or declaration be filed if the 
application was altered after the oath or declaration was signed 
or if a prior oath or declaration contained any of the defects 
previously listed in § 1.56(c). The new oath or declaration either 
may be required by the Office or may be filed voluntarily by the 
applicant and could also be filed to eliminate questions about the 
execution of the originally filed oath or declaration. 

Section 1.97, as proposed, does not require that an information 
disclosure statement be filed in each application, but rather sets 
forth the circumstances and conditions under which the Office 
would consider information brought to its attention by applicant. 
The proposed rule differs from current practice which only 
encourages the filing of an information disclosure statement 
within a short period of time after the application is filed. By 
considering statements filed within the times specified, the 
Office seeks to promote the efficiency of the examination proc- 
ess, to insure consideration of information relevant to patentabil- 
ity, and to help avoid duty of disclosure issues. 

Paragraph (a) of proposed § 1.97 provides that information 
disclosure statements should comply with both proposed § 1.97 
and § 1.98 in order to have information considered by the Office 
during the pendency of an application. Information which is 
material to patentability, as defined in proposed § 1.56(b), or 
other information which applicant desires the Office to consider 
would be considered if the information disclosure statement 
complied with the provisions of both § 1.97 and 1.98. Multiple 

information disclosure statements may be filed in a single appli- 
cation, and they will be considered, provided they are in compli- 
ance with the appropriate requirements. 

Paragraph (b) of proposed § 1.97 sets forth the requirements 
that must be met for consideration of information contained in an 
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information disclosure statement by the Office without the cer- 
tification of proposed paragraph (e) or the fee set forth in 
proposed § 1.17(p). In order to insure consideration by the 
Office, the information must be brought to the attention of the 
examiner in the form required by proposed § 1.98. An informa- 
tion disclosure statement would be considered without certifica- 
tion or payment of a fee if filed before any of the points in time 
set forth in proposed paragraph (b). These points in time relate to 
each new application, whether it is an original application or 
some type of continuing application, i.e., continuation, continu- 
ation-in-part or divisional application. As noted in the recent 
survey reported above, a substantial majority of the information 
disclosure statements are filed before first Office action in an 
application. The Office wishes to continue to encourage early 
submission of information disclosure statements since it pro- 
motes the efficiency of the ex parte examination process. 

Under proposed § 1.97(b), all information disclosure state- 
ments that were filed in accordance with proposed § 1.98 and 
were filed within three months of the filing date would be 
considered by the examiner, regardless of whatever else had 
occurred in the examination process up to that point in time. 
Thus, in the rare instance that a final Office action or a notice of 
allowance had been mailed prior to a date which is three months 
from the filing date, any information contained in a complete 
information disclosure statement filed within that three-month 
window would be considered by the examiner. Likewise, an 
information disclosure statement would be considered if it was 
filed later than three months after the filing date but before the 
mailing date of a first Office action on the merits. An action on 
the merits means an action which treats the patentability of the 
claims in an application, as opposed to only formal or procedural 
requirements. An action on the merits would, for example, 
contain a rejection or indication of allowability of a claim or 
claims rather than just a restriction requirement (§ 1.142) or just 
a requirement for additional fees to have a claim considered 
(§ 1.16(d)). 

For the purposes proposed in § 1.97, the information disclo- 
sure statement will be considered to have been filed on the day 
it was received in the Office, or on an earlier date of mailing if 
accompanied by a properly executed certificate of mailing under 
1.8, or Express Mail certificate under § 1.10. 

Paragraph (c) of proposed § 1.97 sets forth the requirements 
for an information disclosure statement to be considered if it was 
filed after the points in time described in paragraph (b) but before 
the date of mailing of either a final action under § 1.113 ora 
notice of allowance under § 1.311, whichever occurs earlier. The 
late submission fee set forth in proposed § 1.17(p) would have to 
be filed with the information disclosure statement unless the 
certification as specified in proposed paragraph (e) was filed. 
The purpose of the fee is to compensate the Office for the extra 
work caused the examiner who may have to redo part or all of the 
examination because of the late submission. The added cost of 
considering new information in an application at an advanced 
stage in the examination process would be borne only by those 
applicants that do not certify that information is being brought to 
the attention of the Office within the time periods specified. 

Where the information is submitted under proposed § 1.97(c) 
with a fee, an examiner would be able to use any information 
cited in such a submission and make the next Office action final. 

Paragraph (d) of proposed § 1.97 sets forth the requirements 
for an information disclosure statement to be considered if filed 
after the mailing date of either a final action under § 1.113 ora 
notice of allowance under § 1.311, whichever occurs earlier, but 
before payment of the issue fee. In order to insure consideration, 
the information disclosure statement would be required to be 
accompanied by a certification as specified in proposed para- 
graph (e) and a petition requesting consideration of the informa- 
tion disclosure statement. The proper petition fee under 
§ 1.17(i)(1) would also be required. These requirements are 
appropriate in view of the late stage of prosecution when the 
information is bein g submitted, i.e., after the examiner has 
reached a finai determination on the patentability of the claims 
presented for examination. 

The proposed requirements provide for consideration by the 
Office of information which is submitted within a reasonable 
time, i.e., within 3 months after an individual designated in 
proposed § 1.56(c) becomes aware of the information. This 
undertaking by the Office to consider information would be 
available throughout the pendency of the application until the 
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point where the patent issue fee was paid. If an applicant chose 
not to comply, or could not comply, with proposed § 1.97(d), a 
continuing application could be filed to have the information 
considered by the examiner. The parent application could be 
permitted to become abandoned by not paying the issue fee 
required in the Notice of Allowance, for example, or by the filing 
of a file wrapper continuing application under § 1.62. Where the 
issue fee had already been paid, the parent application could be 
withdrawn from issue and abandoned pursuant to proposed 
§ 1.313(b)(5). If an application has been withdrawn from issue 
under one of the provisions of §§ 1.313(b)(1)-(4), it will be 
treated as though the issue fee had not yet been paid with regard 
to § 1.97. 

Paragraph (e) of proposed § 1.97 sets forth the requirements of 
a certification that could be submitted in place of the late 
submission fee set forth in § 1.17(p) or to obtain consideration of 
an information disclosure statement up to payment of the issue 
fee. The certification would be required to state that no item of 
information contained in the information disclosure statement in 
question was cited in a oommunication from a foreign patent 
office in a counterpart foreign application more than three 
months prior to the filing of the statement, or was known to any 
individual designated in § 1.56(c) more than three months prior 
to the filing of the statement. The date on the action by the foreign 
patent office begins the three-month period in the same man- 
ner as the mailing of an Office action starts a three-month 
shortened statutory period for response. Likewise, the statement 
will be considered to have been filed on the date the statement 
was received in the Office, or on an earlier date of mailing if 
accompanied by a properly executed cer-tificate of mailing 
under § 1.8, or Express Mail certificate under § 1.10. 

The term “counterpart foreign patent application” means that 
a claim for priority has been made in either the U.S. application 
or a foreign application based on the other, or that the disclosures 
of the U.S. and foreign patent application are substantively 
identical (e.g., an application filed in the European Patent Office 
claiming the same U.K. priority as claimed in the U.S. applica- 
tion). 

The certification should be made by a person in a position to 
know.the facts certified. Certification need not be in the form of 
an oath or declaration under § 1.68. Certification by a registered 
practitioner or any other individual that the statement was filed 
within the three-month period of either first citation by a foreign 
patent office or first discovery of the information will be ac- 
cepted as dispositive of compliance with this provision in the 
absence of evidence to the contrary. The time at which informa- 
tion “was known t.o any individual designated in § 1.56(c)” is the 
time when the information was discovered even if awareness of 
the materiality came later. The Office wishes to encourage 
prompt evaluation of the relevance of information and to have a 
date certain for determining if a certification can properly be 
made. A statement on information and belief normally would not 
be sufficient. Although it is recognized that an individual actu- 
ally becomes aware of the information in the communication 
from the foreign patent office sometime after it was mailed, the 
mailing date of such a communication, if it occurs prior to the 
first awareness of the same information, would determine the 
date for filing of an information disclosure statement without a 
fee. The Office is willing to absorb an additional cost in consid- 
ering such information relevant to patentability after the time 
set in proposed paragraph (b) only when it is clear that an 
applicant is diligent in providing the information to the 
Office. 

Paragraph (f) of proposed § 1.97 sets forth that the time 
periods for filing a statement are not subject to an extension of 
time under § 1.136. However, the examiner has discretion to set 
an additional time period to permit an applicant to comply with 
any requirements of § 1.98 which were inadvertently omitted. 
The concept proposed in paragraph (f) is the same as that applied 
under § 1.135(c). 

Paragraph (g) of proposed § 1.97 continues the present policy 
that the filing of an information disclosure statement would not 
be construed as a representation that a patentability search was 
made. There is no requirement that an applicant for a patent make 
a patentability search. 

Paragraph (h) of proposed § 1.97 states that information 
disclosure statements which do not comply with this section will 
not be considered by the Office but will be placed in the 
application file if filed before a patent is granted on the applica- 
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tion. Information submitted after the grant of a patent must 
comply with § 1.501. 

The provisions of proposed § 1.97 are summarized in the 
following chart: 


§ 1.97 Requirements for Consideration of Information 
Disclosure Statements (IDS) 
Time When IDS Is Filed § 1.97 Requirements 


None 
(Always considered) 


1) Within 3 months of filing or 
before first Office action 

on merits 

(§ 1.97(b)) 

2) After (1) but before final action Certification or 
or notice of allowance § 1.17(p) fee 
(§ 1.97(c)) 

3) After final action or notice 
of allowance and before 
payment of issue fee 

(§ 1.97(d)) 


Certification, 
petition, and 
petition fee 


The administrative details of supplying information to the 
Office are defined in proposed § 1.98. These details are substan- 
tially unchanged from current practice, but the format and 
wording have been modified to provide greater clarity. Under 
proposed § 1.98(a)(1), the information disclosure statement 
must include a list of all the information disclosed. The list will 
permit the printing contractor to identify the documents to be 
printed on the patent without unnecessary duplication of effort 
by the Office. Individuals submitting an information disclosure 
statement are encouraged to use form PTO-1449, “Information 
Disclosure Citation”, for such a list. 

Under proposed § 1.98(a)(2), a legible copy of each item of 
information listed is required. However, copies of U.S. patent 
applications cited in the information disclosure statement are not 
required to be submitted to the Office because the applications 
are readily accessible to the examiner, copies would add unnec- 
essary bulk to the file, and the presence of copies might result in 
the unnecessary disclosure of the contents of such patent appli- 
cations when the application in which it was cited matures into 
a patent. 

Under proposed § 1.98(a)(3), the information disclosure state- 
ment must include a concise explanation of the relevance of each 
item of information listed, and may further contain an explana- 
tion of why the claimed invention should be considered patent- 
able over the item of information. These explanations may be 
contained in the specification or be submitted in a page separate 
from the specification. In either case, however, a list and a copy 
of each document for inclusion in the file record is required in 
order to satisfy the requirements of § 1.98(a). If information is 
being submitted from a foreign search report, the requirement for 
aconcise explanation may be satisfied by submitting an English- 
language version of the search report. 

Proposed § 1.98(b) continues the present practice and policy 
regarding the identifying information to be listed for each docu- 
ment cited in an information disclosure statement. Listing of the 
patentees or authors in a patent or publication may be limited to 
the last name of the first listed inventor or author followed by “et 
al.” 

Proposed § 1.98(c) continues the present practice and policy 
relative to citing and supplying information which is cumulative 
and relative to supplying a translation of information that is not 
in the English language. Under this proposed section, if two or 
more patents or publications are cumulative in terms of their 
content relative to the patentability of the.claims, the submission 
need be accompanied by only a copy of one of the documents 
containing the information, provided that a statement is made 
that the other documents are cumulative. 

In addition, an English language translation of a non-English 
language document or the relevant portion thereof need only be 
submitted when it is in the possession, custody or control of, or 
is readily available to any individual designated in proposed 
§ 1.56(c). This does not mean that such an individual must 
purchase a translation in each case, even though a translating 
service may be readily available. But if the individual has the 
ability to translate the non-English language into English and has 
done so for the purposes of reviewing the information relative to 
the claimed invention, the translation would be considered 
“readily available.” 
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Finally, proposed § 1.98(d) would relieve applicant of the 
burden of supplying a copy of any document that is cited in an 
information disclosure statement complying with § 1.98 that had 
been submitted to the Office by the applicant in a prior applica- 
tion, where that prior application is properly identified in the 
statement and relied upon for an earlier filing date under 35 U.S 
C. 120. The relevance of the information need be explained only 
if it differs from the relevance as explained in the prior applica- 
tion. The provisions of proposed § 1.98(d) do not relieve appli- 
cants desiring to have information considered of the require- 
ments to file an information disclosure statement in each 
continuing application, or of the responsibility to furnish a list in 
each application where the information is to be considered and 
a concise explanation of the relevance of any document if it 
differs from the explanation of relevance provided in the prior 
application. No additional copy of the document will normally 
be required in the continuing application if a copy was submitted 
in the prior application. 

Section 1.99 is proposed to be removed and reserved since the 
filing of supplemental information disclosure statements is cov- 
ered by the procedures set forth in proposed § 1.97. 

Section 1.175(a)(7), ifamended as proposed, would be changed 
so that the acknowledgment required to be made in a reissue oath 
or declaration would be consistent with the language of proposed 
§ 1.56. 

Section 1.193(c) is proposed to be deleted and reserved. The 
proposed deletion reflects the general intention of the Office not 
to investigate fraud or other inequitable conduct in connection 
with the examination of a patent application. 

Section 1.291(a) is proposed to be revised to indicate that 
protests which raise fraud or other inequitable conduct issues 
will be entered in the application file generally without comment 
on those issues. Again, this reflects the general policy of the 
Office not to investigate these issues in the examination of an 
application. Further, protests which do not adequately identify a 
pending application to permit matching of the protest with an 
application will be disposed of because the Office cannot act on 
such protests. 

Section 1.291(c) is proposed to be amended to provide that the 
return of a return-addressed postcard which the protestor may 
include with the protest will be the only acknowledgment of the 
filing of a protest in either a reissue or regular application. The 
distinction made in current § 1.291(c) between reissue and 
regular applications has served no useful purpose. Although 
applicant will receive a copy of the protest filed in the applica- 
tion, the Office may not communicate with the applicant regard- 
ing the protest as where it does not contain information which is 
material to the patentability of the application. While the Office 
may require applicant to respond to specific questions raised by 
the protest, the Office generally will not investigate allegations 
with regard to fraud or other inequitable conduct. According to 
the proposed revision of § 1.291(c), in the absence of a request 
from the Office, an applicant has no duty to, and need not, 
respond to a protest. The last sentence in 1.291(c) is proposed to 
be amended to reflect that the protestor has no active participa- 
tion in the examination of an application. The protestor’s in- 
volvement is limited to the filing of a protest which would be 
acknowledged by the return of a return-addressed postcard or 
similar administrative act. It is also proposed to eliminate the 
term “acknowledged” in the last sentence of § 1.291(c) since the 
Office will always acknowledge receipt of a document when 
accompanied by a return-addressed postcard. Finally, it is pro- 
posed to delete the phrase “and thereby constitutes a new pro- 
test” as superfluous. 

Section 1.313(b) is proposed to be revised to indicate that the 
provisions of this section are applicable as of the date the issue 
fee has been paid. The purpose of this amendment is to provide 
a clear line to both the public and the Office for when the 
provisions of 1.313(b) become operative. Since the public is not 
aware of when the patent to be issued receives its issue date and 
patent number, an event that typically takes place within two or 
three weeks after the issue fee has been paid, the proposed 
amendment is made to provide greater clarity and certainty 
for the patent applicant to judge what type of action can be 
taken. 

In addition, § 1.313(b) is proposed to be amended to add one 
additional reason for withdrawing an application from issue after 
the issue fee has been paid. In proposed paragraph (b) (5), an 
application could be withdrawn from issue after the issue fee has 
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been paid upon a request by the applicant to have information 
considered in a continuing application. A condition on the grant 
of a petition under proposed paragraph (5) of § 1.313(b) is that 
applicant agrees to abandon the present application in favor of a 
continuing application to have the information considered in the 
continuing application. This option is available to any applicant, 
and may be used by those applicants who chose not to certify that 
they first became aware of the information within three months 
of filing the proposed information disclosure statement. The 
Office thus provides every reasonable opportunity for an indi- 
vidual to avoid the consequences of failure tocomply with 
§ 1.56, and provides definite deadlines to preserve efficient 
operation of the Office. 

Section 1.555 is proposed to be revised to conform with the 
amendments in proposed § 1.56(a). Although reexamination 
proceedings are based on patents or printed publications, patent 
owners and individuals involved on their behalf in a reexamina- 
tion proceeding need to disclose to the Office all information 
material to the patentability of a new claim or to the patentability 
of a claim of the patent in such a proceeding. For example, prior 
admissions against interest by the patentee need to be disclosed. 
Section 1.555(a) is proposed to be revised to correspond to 
proposed § 1.56(a). 

Paragraphs (b) and (c) of current § 1.555 are proposed to be 
deleted because paragraph (a) has been amended to require that 
information disclosure statements filed in a reexamination pro- 
ceeding must meet the requirements of proposed § 1.98. Patent 
owners are encouraged to file an information disclosure state- 
ment in a timely manner. Provisions similar to proposed § 1.97 
are not considered necessary in a reexamination proceeding 
because late-filed statements have not been a problem in these 
proceedings, and the patent owner does not have the opportunity 
to refile the proceeding in reexamination. The provisions of 
§ 1.555(c) are proposed to be deleted as unnecessary, and 
§ 1.555(d) is proposed to be redesignated as paragraph (b) of 
§ 1.555. 

Part 10 is proposed to be amended to reflect changes made in 
the rules related to duty of disclosure and the requirements for 
execution of an application. Paragraph 10 of § 10.23(c) is 
proposed to be revised to parallel the language of other para- 
graphs of the rule by stating that the violation must be done 
“knowingly”, and to add a reference to § 1.555. 

Paragraph 11 of § 10.23(c) is proposed to be revised to reflect 
that § 1.56(c ) is proposed to be deleted. Although applications 
having defects in their execution will no longer be stricken, the 
Office desires to continue to discourage practitioners from per- 
mitting alterations in the application papers after the oath or 
declaration is signed, especially if such alterations are material. 
Merely editing, such as correcting misspellings, would not be 
considered to involve material alterations; nor would the inser- 
tion of filing or patent information of a parent or related applica- 
tion. However, adding to or deleting from the application matters 
of substance, such as a working example or claim language, 
would be considered to be a material alteration. 


Other Considerations 


The proposed rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., 
Executive Orders 12291 and 12612, and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)) because the proposed rules do not require 
individuals to submit information that they are not already aware 
of and are not already under an obligation to provide to the 
Office. The proposed rules further promote the efficiency of the 
examination process by encouragin g a timely submission of an 
information disclosure statement and by substantially eliminat- 
ing rejections based on inequitable conduct, thereby reducing 
the costs to all patent applicants. 

The Patent and Trademark Office has determined that this 
proposed rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less than $100 
million. There will be no major increase in costs or prices. for 
consumers, individual industries, Federal, state or geographic 
regions. There will be no significant adverse effects on compe- 
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tition, employment, investment, productivity or innovation, or 
on the ability of the United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The Patent and Trademark Office has also determined that this 
proposed rule has no Federalism implications affecting the 
relationship between the National Government and the States as 
outlined in Executive Order 12612. 

This proposed rule contains a collection of information re- 
quirement subject to the Paperwork Reduction Act, which has 
previously been approved by the Office of Management and 
Budget under Control No. 0651-0011 . Each information disclo- 
sure statement is estimated to take approximately 45 minutes, 
including time for reviewing instructions, gathering and main- 
taining data needed, and completing and reviewing the collec- 
tion of information. Send comments regarding this burden 
estimate to the Patent and Trademark Office, Office of Manage- 
ment and Organization, and to the Office of Information and 
Regulatory Affairs, Office of Management and Budget, 
Wash., D.C. 20503. (Attention Paper Reduction Project 0651- 
0011) 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and pat- 
ents, Reporting and record keeping requirements, Small busi- 
nesses. 


37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and record keeping require- 
ments. 


For the reasons set forth in the preamble, 37 CFR Parts | and 
10 are proposed to be amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for Part 1 continues to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. In § 1.17, paragraph(i)(1) is proposed to be revised and 
paragraph (p) is proposed to be added to read as follows: 


§ 1.17 Patent application processing fees. 


*e eK * 


(i)(1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this paragraph.....$120.00 


§ 1.12—for access to an assignment record. 

§ 1.14—for access to an application. 

§ 1.53—1o accord a filing date. 

§ 1.55—for entry of late priority papers. 

§ 1.60—1to accord a filing date. 

§ 1.62—1to accord a filing date. 

§ 1.97 (d)—1o consider an information disclosure 

statement. 

§ 1.103—1o suspend action in application. 

§ 1.177—for divisional reissues to issue separately. 

§ 1.312—for amendment after payment of issue fee. 

§ 1.313—1o withdraw an application from issue. 

§ 1.314—1o defer issuance of a patent. 

§ 1.334—for patent to issue to assignee, assignment 

recorded late 

§ 1.666(b)—for access to interference settlement agree- 
ment. 


*e#*e* * 


(p) For submission of an information disclosure statement 
under 1.97(c) $200.00 


3. Section 1.28, paragraph (d)(2) is proposed to be revised to 
read as follows: 
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§ 1.28 Effect on fees of failure to establish status, or 
change status, as a small entity. 


*ekKeEK * 
eG)?" 


(2) Improperly and with intent to deceive 
(i) establishing status as a small entity, or 
(ii) paying fees as a small entity 
shall be considered as a fraud practiced or attempted on the 
Office. 


4. Section 1.51, paragraph (b) is proposed to be revised to read 
as follows: 


§ 1.51 General requisites of an application. 


*ek KKK 


(b) Applicants are encouraged to file an information disclo- 
sure statement. See §§ 1.97 and 1.98. 


*ek eK * 


5. Section 1.52, paragraph (c) is proposed to be revised to 
read as follows: 


§ 1.52 Language, paper, writing, margins. 


*e eK * 


(c) Any interlineation, erasure, cancellation or other alteration 
of the application papers filed should be made before the signing 
of any accompanying oath or declaration pursuant to § 1.63 
referring to those application papers and should be dated and 
initialed or signed by the applicant on the same sheet of paper. 
Application papers containing alterations made after the signing 
of an oath or declaration referring to those application papers 
must be supported by a supplemental oath or declaration under 
§ 1.67(c). After the signing of the oath or declaration referring to 
the application papers, amendments may be made in the manner 
provided by §§ 1.121 and 1.123 through 1.125. 


** eK * 


6. Section 1.56 is proposed to be revised to read as follows: 
§ 1.56 Duty to disclose information material to patentability. 


(a) A patent by its very nature is affected with a public interest. 
The public interest is best served, and the most effective patent 
examination occurs when, at the time an application is being 
examined, the Office is aware of and evaluates the teachings of 
all information material to patentability. Individuals associated 
with the filing and prosecution of a patent application have a 
duty of candor and good faith in their dealings with the Office, 
which includes a duty to disclose to the Office all information 
known to them to be material to patentability as defined in this 
section. The duty to disclose information exists with respect to 
each pending claim until the claim is cancelled, or withdrawn 
from consideration, or the application becomes abandoned. 
Information material to the patentability of a claim that is can- 
celled or withdrawn from consideration need not be submitted if 
the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no 
duty to submit information which is not material to the patenta- 
bility of any existing claim. The requirements of this section are 
deemed to be satisfied if all information known to be material to 
patentability of any claim issued in a patent was cited by the 
Office or submitted to the Office in the manner prescribed by 
§§ 1.97(b)-(d) and 1.98. The Office encourages applicants to 
carefully examine (1) prior art cited in search reports of a foreign 
patent office in a counterpart application, and (2) the closest 
information over which individuals associated with the filing or 
prosecution of a patent application believe any pending claim 
patentably defines, to make sure that any material information 
contained therein is disclosed to the Office. 
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(b) Under this section, information is material to patentability 
when it is not cumulative to information already of record in the 
application, and 

(1) itcreates, by itself or in combination with other informa- 
tion, a prima facie case of unpatentability of a claim; or 

(2) it supports a position of unpatentability taken by the 
Office which the applicant disputes, or it is inconsistent with a 
position in support of patentability on which the applicant relies. 

(c) Individuals associated with the filing or prosecution of a 
patent application within the meaning of this section are: 

(1).each inventor named in the application; 

(2) each attorney or agent who prepares or prosecutes the 
application; and 

(3) every other person who is substantively involved in the 
preparation or prosecution of the application and who is associ- 
ated with the inventor, with the assignee or with anyone to whom 
there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may 
comply with this section by disclosing information to the attor- 
ney, agent, or inventor. 


7. Section 1.63, paragraphs (b)(3) and (d) are proposed to be 
revised to read as follows: 


§ 1.63 Oath or declaration. 


*e ee * 
(b) * * * 


(3) Acknowledges the duty to disclose to the Office all infor- 
mation known to the person to be material to patentability as 
defined in § 1.56. 


*e*# eke * 


(d) In any continuation-in-part application filed under the 
conditions specified in 35 U.S.C. 120 which discloses and claims 
subject matter in addition to that disclosed in the prior copending 
application, the oath or declaration must also state that the person 
making the oath or declaration acknowledges the duty to dis- 
close to the Office all information known to the person to be 
material to patentability as defined in § 1.56, which became 
available between the filing date of the prior application and the 
national or PCT international filing date of the continuation-in- 
part application. 


8. Section 1.67 is proposed to be amended by adding a new 
paragraph (c) to read as follows: 


§ 1.67 Supplemental oath or declaration. 


eee 


(c) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must also be filed if the application was altered 
after the oath or declaration was signed or if the oath or declara- 
tion was signed: 

(1) in blank; 

(2) without review thereof by the person making the oath 
or declaration; or 

(3) without review of the specification, including the claims, 
as required by § 1.63(b)(1). 

9. Section 1.97 is proposed to be revised to read as follows: 


§ 1.97 Filing of information disclosure statement. 


(a) In order to have information considered by the Office 
during the pendency of a patent application, an information 
disclosure statement in compliance with § 1.98 should be filed in 
accordance with this section. 

(b) An information disclosure statement shall be considered 
by the Office if filed: 

(1) within three months of the filing date of a national 
application; 

(2) within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 

(3) before the mailing date of a first Office action on the 
merits, 
whichever event occurs last. 
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(c) An information disclosure statement shall be considered 
by the Office if filed after the period specified in paragraph (b) 
of this section, but before the mailing date of either 

(1) a final action under § 1.113 or 

(2) a notice of allowance under 1.311, 
whichever occurs first, provided the statement is accompanied 
by either a certification as specified in paragraph (e) of this 
section or the fee set forth in § 1.17(p). 

(d) An information disclosure statement shall be considered 

by the Office if filed after the mailing date of either 
(1) a final action under § 1.113 or 
(2) a notice of allowance under § 1.311, 
whichever occurs first, but before payment of the issue fee, 
provided the statement is accompanied by: 
(i) a certification as specified in paragraph (e) of this 
section, 
(ii) a petition requesting consideration of the information 
disclosure statement, and 
(iii) the petition fee set forth in § 1.17(i)(1). 

(e) A certification under this section must state that no item of 
information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a 
counterpart foreign application, or, to the knowledge of the 
person signing the certification, was known to any individual 
designated in § 1.56(c), more than three months prior to the filing 
of the statement. 

(f) No extensions of time for filing an information disclosure 
statement are permitted under § 1.136. If a bona fide attempt is 
made to comply with § 1.98, but part of the required content is 
inadvertently omitted, additional time may be given to enable 
full compliance. 

(g) An information disclosure statement filed in accordance 
with this section shall not be construed as a representation that a 
search has been made. 

(h) Information disclosure statements, filed before the grant of 
a patent, which do not comply with this section and § 1.98 will 
be placed in the file, but will not be considered by the Office. 


10. Section 1.98 is proposed to be revised as follows: 
§ 1.98 Content of information disclosure statement. 


(a) Any information disclosure statement filed under § 1.97 

shall include: 
(1) A list of all patents, publications, or other information 
submitted for consideration by the Office; 
(2) A legible copy of: 
(i) Each U.S. and foreign patent; 
(ii) Each publication or that portion which caused it to be 
listed; 
(iii) All other information, except a U.S. patent applica- 
tion, or that portion which caused it to be listed; and 
(3) A concise explanation of the relevance of each patent, 
publication, or other information listed. The concise explanation 
may be either separate from the specification or incorporated 
therein. 

(b) Each U.S. patent listed in an information disclosure state- 
ment shall be identified by patentee, patent number and issue 
date. Each foreign patent or published foreign patent application 
shall be identified by the country or patent office which issued 
the patent or published the application, an appropriate document 
number, and the publication date indicated on the patent or 
published application. Each publication shall be identified by 
author (if any), title, relevant pages of the publication, date and 
place of publication. 

(c) When the disclosures of two or more patents or publica- 
tions listed in an information disclosure statement are substan- 
tively cumulative, a copy of one of the patents or publications 
may be submitted without copies of the other patents or publica- 
tions provided that a statement is made that these other patents or 
publications are cumulative. If a written English language trans- 
lation of a non-English language document, or portion thereof, 
is within the possession, custody or control of, or is readily 
available to any individual designated in § 1.56(c), a copy of the 
translation shall accompany the statement. 

(d) A copy of any patent, publication or other information 
listed in an information disclosure statement is not required to be 
provided if it was previously submitted to the Office in a prior 
application, provided that the prior application is properly iden- 





JANUARY 7, 1992 


tified in the statement and relied upon for an earlier filing date 
under 35 U.S.C. 120. 


11. Section 1.99 is proposed to be removed and reserved. 
§ 1.99 [Reserved] 


12. Section 1.175, paragraph (a)(7), is proposed to be revised 
to read as follows: 


§ 1.175 Reissue oath or declaration. 
(a) *x*** 


(7) Acknowledging the duty to disclose to the Office all 
information known to applicants to be material to patentability 
as defined in § 1.56. 


**e# eK * 


13. Section 1.193(c) is proposed to be removed and reserved: 


§ 1.193 Examiner’s Answer. 


*eREKX 


(c) [Reserved] 


14. Section 1.291, paragraphs (a) and (c), are proposed to be 
revised to read as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending appli- 
cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in the 
application file if (1) the protest is timely submitted; and (2) the 
protest is either served upon the applicant in accordance with § 
1.248, or filed with the Office in duplicate in the event service is 
not possible. Protests raising fraud or other inequitable conduct 
issues will be entered in the application file, generally without 
comment on those issues. Protests which do not adequately 
identify a pending patent application will be disposed of and will 
not be considered by the Office. 


*e# eK * 


(c) Amember of the public filing a protest under paragraph (a) 
of this section in an application will not receive any communica- 
tions from the Office relating to the protest, other than the return 
of a self-addressed postcard which the member of the public may 
include with the protest in order to receive an acknowledgment 
by the Office that the protest has been received. The Office may 
communicate with the applicant regarding any protest and may 
require the applicant to respond to specific questions raised by 
the protest. In the absence of a request by the Office, an applicant 
has no duty to, and need not, respond to a protest. The 
limited involvement of the member of the public filing a protest 
pursuant to paragraph (a) of this section ends with the filing of the 
protest, and no further submission on behalf of the protestor will 
be considered unless such submis-sion raises new issues which 
could not have been earlier presented. 


15. Section 1.313, paragraph (b), is proposed to be revised to 
read as follows: 


§ 1.313 Withdrawal from issue. 


*e eK * 


(b) When the issue fee has been paid, the application will not 

be withdrawn from issue for any reason except: 

(1) a mistake on the part of the Office; 

(2) a violation of § 1.56 or illegality in the application; 

(3) unpatentability of one or more claims; 

(4) for interference; or 

(5) for abandonment to permit consideration of an informa- 
tion disclosure statement under § 1.97 in a continuing applica- 
tion. 
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16. Section 1.555 is proposed to be revised (b) to read as 
follows: 


§ 1.555 Information material to patentability in reexami- 
nation proceedings. 


(a) A patent by its very nature is affected with a public interest. 
The public interest is best served, and the mosi effective reexami- 
nation occurs when, at the time a reexamination proceeding is 
being conducted, the Office is aware of and evaluates the teach- 
ings of all information material to patentability as defined in § 
1.56. Individuals associated with the patent owner in a reexami- 
nation proceeding have a duty of candor and good faith in their 
dealings with the Office, which includes a duty to disclose to the 
Office all information known to them to be material to patenta- 
bility. The individuals who have a duty to disclose to the Office 
all information known to them to be material to patentability are 
the patent owner, each attorney or agent who represents the 
patent owner, and every other individual who is substantively 
involved on behalf of the patent owner in a reexamination 
proceeding. The duty to disclose the information exists with 
respect to each claim pending in the reexamination proceeding 
until the claim is cancelled. Information material to the patenta- 
bility of a cancelled claim need not be submitted if the informa- 
tion is not material to patentability of any claim remaining under 
consideration in the reexamination proceeding. The require- 
ments of this section are deemed to be satisfied if all information 
known to be material to patentability of any claim in the patent 
after issuance of the reexamination certificate was cited by the 
Office or called to the attention of the Office in an information 
disclosure statement. Any information disclosure statement must 
be filed in accordance with § 1.98, and should be filed within two 
months of thedate of the order for reexamination, or as soon 
thereafter as possible in order to bring such information to the 
attention of the Office. 

(b) The responsibility for compliance with this section rests 
upon the individuals designated in paragraph (a) of this section 
and no evaluation will be made by the Office in the reexamina- 
tion proceeding as to compliance with this section. If questions 
of compliance with this section are discovered during a reexami- 
nation proceeding, they will be noted as unresolved questions in 
accordance with § 1.552(c). 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


17. The authority citation for Part 10 continues to read as 
follows: 

Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


18. Section 10.23, paragraphs (c)(10) and. (c)(11), are pro- 
posed to be revised to read as follows: 


§ 10.23 Misconduct. 


*eKKX 
(c) *** 


(10) Knowingly violating or causing to be violated the re- 
quirements of § 1.56 or § 1.555 of this subchapter. 

(11) Knowingly filing or causing to be filed an appli- 
cation containing any material alteration made in the ap- 
plication papers after the signing of the accompanying oath or 
declaration without identifying the alteration at the time of filing 
the application papers. 


** eK * 


Aug. 1, 1991 HARRY F MANBECK, JR. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 


[1129 OG 52] 


Extensions of Time 
in Reexamination Proceedings 
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This notice is intended to clarify extension of time practice as 
it relates to reexamination proceedings, and supplement the 
provisions of Section 2265 of the Manual of Patent Examining 
Procedure (MPEP). 

The provisions of 37 CFR 1.136(a) and (b) are NOT appli- 
cable to reexamination proceedings under any circumstances. 
Public Law 97-247 amended 35 U.S.C. 41 to authorize the 
Commissioner to charge fees for extensions of time to take action 
in an “application”. A reexamination proceeding does not in- 
volve an “application”. 37 CFR 1.136 authorizes extensions of 
the time period only in an application in which an applicant must 
respond or take action. There is neither an “application”, nor an 
“applicant” involved in a reexamination proceeding. 

Requests for an extension of time to file a patent owner’s 
statement under 37 CFR 1.530 or respond to any Office action in 
areexamination proceeding must be filed under 37 CFR 1.550(c). 
These requests for an extension of time will be granted only for 
sufficient cause and must be filed on or before the day on which 
action by the patent owner is due. In no case will mere filing of 
a request for extension of time automatically effect any exten- 
sion. Although the appeal provisions of 37 CFR 1.192(a), 
1.197(b), and 1.304(a) set time periods applicable to reexamina- 
tion as well as application proceedings, they also include a 
further proviso making these time periods subject to the exten- 
sion provisions of 37 CFR 1.136. However, for the reasons set 
forth above, the extension provisions of 37 CFR 1.136 are 
limited to application proceedings and do not apply to reexami- 
nation proceedings. Therefore, any request for an extension of 
time in a reexamination proceeding to file a brief or reply brief, 
a request for reconsideration or rehearing, or a notice and reasons 
of appeal to the U.S. Court of Appeals for the Federal Circuit or 
for commencing a civil action, will be considered under the 
provisions of 37 CFR 1.550(c). The regulations setting a time 
period in which any of these actions must be taken set a time for 
reply within the meaning of 37 CFR 1.550(b), which time can be 
extended under 37 CFR 1.550(c). 

The extension-of-time practice in reexamination proceed- 
ings in which a final Office action has been mailed continues to 
be reflected in MPEP Section 2265. That is, the after-final 
practice in reexamination proceedings did not change Oct. 1, 
1982, and the automatic extension of time policy for response to 
a final rejection and associated practice are still in effect in 
reexamination proceedings. 

Extensions of time for a requester of a reexamination, who is 
not the patent owner, are available only in rare circumstances. A 
request for an extension of the time period to file a petition from 
the denial of a request for reexamination can only be entertained 
by filing a petition under 37 CFR 1.183 with appropriate fee to 
waive the time provisions of 37 CFR 1.515(c). No extensions 
will be permitted to the two-month time for filing a reply by the 
requester under 37 CFR 1.535. This two-month period is set by 
statute (35 U.S.C. 304) and cannot be extended. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Feb. 17, 1983. 
[1028 OG 18] 


(123) Clarification of Reexamination Practice 
and Change in Reexamination Certificate Wording 


I. Clarification of Reexamination Practice. 
This notice is intended to clarify the options open to the patent 
owner in a reexamination proceeding when an allowable de- 
pendent claim depends from a rejected or cancelled patent 
claim. 

A. Leave dependent claim in dependent form. 
It is unnecessary in a reexamination proceeding to rewrite an 
allowable dependent patent claim in independent form when the 
dependent patent claim depends from a rejected or cancelled 
patent claim. The allowable dependent patent claim may remain 
in the printed format as it appears in the patent even though the 
patent claim upon which it is dependent is cancelled. Since the 
original patent claim numbers are not changed in a reexamina- 
tion proceeding the content of the cancelled base patent claim 
would remain in the printed patent and would be available to be 
read as a part of the allowed dependent patent claim. 
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If anew claim (aclaim other than a claim appearing in the patent) 
has been later cancelled, a claim which depends thereon will be 
rejected as incomplete and must be rewritten. New claims which 
depend from a rejected or cancelled patent claim do not have to 
be rewritten. 
If the patent owner elects to leave a dependent claim (original or 
new) in dependent form when the independent patent claim is 
rejected or cancelled, the reexamination certificate would indi- 
cate (1) that the patentability of an allowed unamended depend- 
ent patent claim “is confirmed” or (2) that anew dependent claim 
is “determined to be patentable”. The independent patent claim 
(cancelled or rejected at the time of the issuance of the reexami- 
nation certificate) would be indicated as “cancelled”. Note that 
if the dependent patent claim which is left in dependent form is 
amended (e.g., correction of a misspelled word) the certificate 
would indicate the claim “to be patentable as amended”. The 
independent patent claim is considered to be incorporated by 
reference in the dependent claim even though the independent 
claim is cancelled from the patent by the certificate. 

B. Combine claims into independent claim. 
It is also permissible for the patent owner to amend either the 
dependent or independent patent claim to incorporate the subject 
matter of the other. If the patent owner elects to rewrite one of the 
dependent or independent claims to include the subject matter of 
the other and cancel the other claim, the rewritten claim would be 
indicated on the certificate as being “patentable as amended”. 
The other claim which was cancelled would be indicated on the 
certificate as “cancelled”. 

C. Present new claim and cancel patent claims. 
It is also permissible for the patent owner to present a new claim 
incorporating the subject matter of the independent and depend- 
ent patent claims and cancel the independent and dependent 
patent claims. In this case the certificate would indicate “new 
claim is added and determined to be patentable”. The cancelled 
independent and dependent patent claims would be indicated as 
“cancelled”. 


NOTE: This Practice Applies Only to Reexamination and Does 
Not Change Current Practice Relating to Original and 
Reissue Applications 


II. Change in Reexamination Certificate Wording. 

The Office is also modifying the language of reexamination 
certificates directed to claims that are cancelled (for any reason) 
by dropping the language “having been finally determined to be 
unpatentable” since the existing language may not be accurate in 
all cases and since the patent and reexamination files are open to 
the public and the record speaks for itself. The certificate will 
merely state such a claim “is cancelled”. This change will be 
effective with the July 17, 1984, Official Gazette issue. 


DONALD J. QUIGG, 
Deputy Commissioner of 
Patent and Trademarks. 


June 14, 1984. 
[1044 O.G. 11] 


(124) Reexamination Litigation Policy 

This notice is intended to set forth the PTO’s current policy 
and guidelines relating to reexamination practice when the 
patent undergoing reexamination has been or concurrently is 
involved in litigation. This policy results from the decision of the 
U.S. Court of Appeals for the Federal Circuit in Ethicon v. Quigg 
849 F.2d 1142, 7 USPQ 2d 1152 (Fed. Cir. 1988). The Court’s 
decision sets forth the principle that the “special dispatch” 
provision of the reexamination statute requires the PTO to 
continue its examination of claims in reexamination proceedings 
without stays even if there is court litigation involving allega- 
uions of invalidity of the patent under reexamination. More 
particularly, the Court held that the only circumstances under 
which the PTO may discontinue a reexamination are when a 
district court finds the claims under reexamination to be invalid 
and that decision is either upheld on appeal or not appealed, i.e., 
“final.” Accordingly, the following policy and guidelines will be 
followed in order to implement the principles set forth in the 
Ethicon decision where reexamination and related litigation are 
present. 
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1. Stay of Reexamination 


The Court held that the PTO’s previous policy, set forth in 37 
CFR $1.565(b) and MPEP 2286, of staying a reexamination 
proceeding when a trial on the merits starts in related litigation 
conflicts with the statutory requirement for “special dispatch.” 
35 U.S.C. $305. Accordingly, the previous policy of the Office 
of sua sponte staying a reexamination proceeding upon the start 
of the trial in related litigation has been rescinded. The rexami- 
nation will continue concurrently with the pending litigation 
notwithstanding the stage of the litigation. 


II. Issuance of Court Decision During Reexamination 


A non-final district court decision concerning a patent under 
reexamination shall have no binding effect on a reexamination 
proceeding. 

The issuance of a final district court decision upholding 
validity during a reexamination also will have no binding effect 
on the examination of the reexamination. This is because the 
Court states in Ethicon that the PTO is not bound by a courts’s 
holding of patent validity and should continue the reexamina- 
tion. The Court notes that district courts and the PTO use 
different standaards of proof in determining invalidity and thus 
on the same evidence could quite correctly come to different 
conclusions. Specifically, invalidity in a district court must be 
shown by “clear and convincing” evidence, whereas in the PTO 
it is sufficient to show nonpatentablility by a “preponderance” of 
evidence. Since the “clear and convincing” standard is harder to 
satisfy than the “preponderance standard,” deference will ordi- 
narily be accorded to the factual findings of the court where the 
evidence before the PTO and the court is the same. If the 
sufficient reasons are present, claims held valid by the court may 
be rejected in reexamination. 

On the other hand, the Court states that a final holding of 
invalidity is binding on the PTO and the reexamination may be 
discontinued. Upon the issuance of a holding of claim invalidity 
or unenforceability by a district court, reexamination of those 
claims will continue in the PTO until the court’s decision be- 
comes final. Upon the issuance of a final holding of invalidity or 
unenforceability, the claims held invalid or unenforceable will 
be withdrawn from consideration in the reexamination. The 
reexamination will continue as to any remaining claims. If all of 
the claims are finally held invalid or unenforceable, the reexami- 
nation will be vacated as no longer containg a substantial new 
question of patentability. 


Ill. Initial Determination of a Substantial New Question of 
Patentability 


When the initial question as to whether the prior art raises a 
substantial new question of patentability as to a patent claim is 
under consideration, the existence of a final court decision of 
claim validity in view of the same or different prior art does not 
necessarily mean that no new question is present, in view of the 
different standards of proof employed by the district courts and 
the PTO. Thus, while the PTO may accord deference to factual 
findings made by the court, the determination of whether a 
substantial new question of patentablilty exists will be made 
independently of the court’s decision on vaildity as it is not 
controlling on the PTO. A non-final holding of claim invalidity 
or unenforceability will not be controlling on the question of 
whether a substantial new question of patentability is present. A 
final holding of claim invalidity or unenforceability, however, is 
controlling on the PTO. In such cases a substantial new question 
of patentability would not be present as to the claims held invalid 
or unenforceable. 


Identification of Current Stays 


The PTO is currently attempting to identify all reeexamination 
proceedings which are currently stayed pursuant to concurrent 
litigation in order to lift the stays. To assist the PTO, the patent 
owner in any such stayed reexamination proceeding should alert 
the PTO of the stayed proceeding and request that the stay be 
lifted. Any third party requester may alert the PTO of a 
stayed proceeding in a notice of litigation under 37 CFR 
1.565(a). 
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DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 

and Trademarks 


Jan. 18, 1989 


[1099 OG 16] 


(125) Using Certificate of Correction to Perfect 


Claim for Priority Under 35 USC 119 


Under 35 USC 119, an applicant may assert a right of priority 
and claim the benefit of an earlier filing date in a foreign country. 
In this regard, 35 USC 119 states: 


No application for patent shall be entitled to this right or 
priority unless a claim therefor and a certified copy of the 
original foreign application, specification and drawings 
upon which it is based are filed in the Patent and Trademark 
Office before the patent is granted. . . . 


The failure to perfect a claim to foreign priority benefits prior 
to issuance of the patent may be cured by filing a reissue 
application; Brenner v. State of Israel,158 USPQ 584 (CA DC 
1968). 

However, under certain conditions, this failure may also be 
cured by filing a Certificate of Correction request under 35 USC 
255 and 37 CFR 1.323. For example, in the case of In re Van 
Esdonk, 187 USPQ 671 (Comr. 1975), the Commissioner granted 
a request to issue a Certificate of Correction in order to perfect a 
claim to foreign priority benefits. In that case, a claim to foreign 
priority benefits had not been filed in the application prior to 
issuance of the patent. However, the application was a continu- 
ation of an earlier application in which the requirements of 35 
USC 119 had been satisfied. Accordingly, the Commissioner 
held that the “applicants’ perfection of a priority claim under 35 
USC 119 in the parent application will satisfy the statute with 
respect to their continuation application.” 

Although In re Van Esdonk involved the patent of a continu- 
ation application filed under 37 CFR 1.60, itis proper to apply the 
holding of that case in similar factual circumstances to any 
patented application having benefjts under 35 USC 120. This is 
primarily because a claim to foreign priority benefits in a con- 
tinuing application, where the claim has been perfected in the 
parent application, constitutes in essence a mere affirmation of 
the applicant’s previously expressed desire to receive benefits 
under 35 USC 119 for subject matter common to the foreign, 
parent, and continuing applications. 

In summary, a Certificate of Correction under 35 USC 255 
and 37 CFR 1.323 may be requested and issued in order to perfect 
a claim to foreign priority benefits in a patented continuing 
application if the requirements of 35 USC 119 had been satisfied 
in the parent application prior to issuance of the patent and the 
requirements of 37 CFR 1.55(a) are met. 

However, a claim to foreign priority benefits cannot be 
perfected via a Certificate of Correction if the requirements of 35 
USC 119 had not been satisfied in the patented application, or its 
parent, prior to issuance and the requirements 37 CFR 155(a) are 
not met. In this latter circumstance, the claim to foreign priority 
benefits can be perfected only by way of a reissue application in 
accordance with the rationale set forth in Brenner v. State of 
Israel, supra. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


July 25, 1986. 


[1069 OG 38] 


(126) Supplemental Guidelines for The. 
Implementation of 37 CFR 1.109— 


Reasons for Allowance 


A recent review of recorded statements of reasons for allow- 
ance indicates the need for a better understanding regarding 
implementation of new Rule 109 (37 CFR 1.109). 
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These guidelines are supplemental to those published in the 
Official Gazette at 957 O.G. 11 on April 12, 1977 and amplified 
in Section 1302.14 MPEP, Rev. 52, April 1977. 

In determining whether reasons for allowance should be 
recorded the primary consideration lies in the first sentence of the 
Rule. 

“If the examiner believes that the record of the prosecu- 
tion as a whole does not make clear his reasons for 
allowing a claim or claims, the examiner may set forth 
such reasoning.” (Emphasis added.) 


In most cases the examiner’s actions and the applicant’s 
response make evident the reasons for allowance, satisfying the 
“record as a whole” proviso of the rule. This is particularly true 
when applicant fully complies with 37 CFR 1.111(b) and (c), 37 
CFR 1.119 and 37 CFR 1.133(b). Thus where the examiner’s 
actions clearly point out the reasons for rejection and 
the applicant’s response explicitly represents reasons why 
claims are patentable over the reference, the reasons for allow- 
ance are in all probability evident from the record and no 
statement should be necessary. Conversely, where the record 
is not explicit as to reasons, but allowance is in order, then a 
logical extension of 37 CFR 1.111, 1.119 and 1.133 would 
dictate that the examiner should make reasons of record and 
such reasons should be specific. 

Where specific reasons are recorded by the examiner, care 
must be taken to insure that such reasons are accurate, precise 
and do not place unwarranted interpretations, whether broad or 
narrow, upon the claims. The examiner should keep in mind 
the possible misinterpretations of his statement that may be made 
and its possible estoppel effects. Each statement should include 
at least: (1) the major difference in the claims not found in the 
prior art of record, and (2) the reasons why that difference is 
considered to define patentably over the prior art if either of 
these reasons for allowance is not clear in the record. The 
statement is not intended to necessarily state all the reasons for 
allowance or all the details why claims are allowed and should 
not be written to specifically or impliedly state that all the reasons 
for allowance are set forth. 

Under the rule, the examiner must make a judgement of the 
individual record to determine whether or not reasons for al- 
lowance should be set out in that record. These guidelines, then, 
are intended to aid the examiner in making that judgement. They 
comprise illustrative examples as to applicability and appropri- 
ate content. They are not intended to be exhaustive. 


Examples of When It Is Likely That a Statement Should Be 
Added to the Record 


1. Claims are allowed on the basis of one (or some) of anumber 
of arguments and/or affidavits presented and a statement 
is necessary to identify which of these were persuasive, 
for example: 


a. When the arguments are presented in an appeal brief. 

b. When the arguments are presented in an ordinary re- 
sponse with or without amendment of claims. 

c. When both an affidavit under 37 CFR 1.131 and argu- 
ments under 102 and 103 are presented. 

. First action issue: 


a. Of non-continuing application wherein claims are very 
close to cited prior art and differences have not been 
discussed elsewhere. 

b. Of continuing applications wherein reasons for allow- 
ance are not apparent from the record in the parent case 
or clear from preliminary filled matters. 

. Withdrawal of a rejection for reasons not suggested by 
applicant, for example: 


a. As a result of an appeal conference. 

b. When applicant’s arguments have been misdirected or 
are not persuasive alone and the Examiner comes to 
realize that more cogent argument is available. 

c. When claims are amended to avoid a rejection under 
35 USC 102 but arguments (if any) fail to address the 
question of obviousness. 


4. Allowance after remand from the Board of Appeals. 
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5. Allowance coincident with the citation of newly found 


references that are very close to the claims, but claims are 
considered patentable thereover: 


a. When reference is found and cited (but not argued) by 
applicant. 
b. When reference is found and cited by Examiner. 


. Where the reasons for allowance are of record but in the 


Examiner’s judgement, are unclear (e.g. spread throughout 
the file history) so that an unreasonable effort would be 
required to collect them. 


. Allowance based on claim interpretation which might 


not be readily apparent, for example: 


a. Article claims in which method limitations impart pat- 
entability. 

b. Method claims in which article limitations impart pat- 
entability. 

c. Claim is so drafted that “non-analogous” art is not 
applicable. 

d. Preamble or functional language “breathes life” into 
claim. 


Examples of Statements of Suitable Content 


. The primary reason for allowance of the claims is the 


inclusion of .03 to .05 percent nickel in all the claims. 
Applicant’s second affidavit, in example 5 shows unex- 
pected results from this restricted range. 


. During two telephonic interviews with applicant’s attorney, 


Mr.—on 5/6 and 5/10/77, the Examiner stated that Appli- 
cant’s remarks about the placement of the primary teach- 
ing’s grid member were persuasive, but he pointed out that 
applicant did not claim the member as being within the 
reactor. Thus, an amendment doing such was agreed to. 


. The instant application is deemed to be directed to an 


unobvious improvement over the invention patented in Pat. 
No. 3,953.224. The improvement comprises baffle means 
12 whose effective length in the extraction tower may be 
varied so as to optimize and to control the extraction 
process. 


. Upon reconsideration, this application has been awarded 


the effective filing date of S.N. Se 
Thus the rejection under 35 USC 102(d) and 103 ove 
Belgian Patent No. 757,246 is withdrawn. 





. The specific limitation as to the pressure used during 


compression was agreed to during the telephone interview 
with applicant’s attorney. During said interview, it was 
noted that applicants contended in their amendment that 
a process of the combined applied teachings could not 
result in a successful article within the amended pressure 
range. The Examiner agreed to rely on this statement (see 
page 3, bottom, of applicant’s amendment), and the case 
was allowed. 


. In the Examiner’s opinion, it would not be obvious to a 


person of ordinary skill in the art first to eliminate one of 
top members 4, second to eliminate plate 3, third to attach 
remaining member 4 directly to tube 2 and finally to 
substitute this modified handle for the handle 20 of Nania 
(see Fig. 1) especially in view of applicant’s use of term 
“consisting.” 


Examples of Statements That Are Not Suitable 
as to Content 


. The 3 roll press couple has an upper roll 36 which is 


swingably adjustable to vary the pressure selectively against 
either of the two lower rolls. (Note: The significance of 
this statement may not be clear if no further explanation 
is given.) 


. The main reasons for allowance of these claims are 


applicant’s remarks in the appeal brief and an agreement 
reached in the appeals conference. 


. The instant composition is a precursor in the manufacture 


of melamine resins. A thorough search of the prior art did 
not bring forth any compositions which corresponds to the 
instant compositions. The Examiner in the art also did not 
know of any art which could be used against the instant 
composition. 
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4. Claims 1-6 have been allowed because they are believed 
to be both novel and unobvious. 


The examiner should not include in his statement any matter 
which does not relate directly to the reasons for allowance. For 
example: 


5. Claims 1 and 2 are allowed because they are patentable 
over the prior art. If applicants are aware of better art than 
that which has been cited, they are required to call such 
to the attention of the Examiner. 

6. The reference Jones discloses and claims an invention similar 
to applicant’s. However, a comparison of the claims, as set forth 
below, demonstrates the conclusion that the inventions are non- 
interfering. 


WILLIAM FELDMAN, 
Deputy Assistant Commissioner 
for Patents. 


Jan. 24, 1978. 


[968 O.G. 6] 


(127) Microorganisms—Patentable Subject Matter 


The decision of the Supreme Court in Diamond v. Chakra- 
barty (206 U.S.P.Q. 193) held that microorganisms produced 
by genetic engineering are not excluded from patent protection 
by 35 U.S.C. § 101. It is clear from the Supreme Court decision 
that the question of whether or not an invention embraces living 
matter is irrelevant to the issue of patentability. 

Accordingly, the Patent and Trademark Office is now ex- 
amining patent applications including claims to microorganisms 
which had been under suspension. Assuming that the products 
involved were the result of human intervention and were not 
products of nature, such claims will not be rejected under 35 
U.S.C. § 101 as directed to unpatentable subject matter. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


July 29, 1980. 
[997 O.G. 24] 


(128) Department of Commerce 


Patent and Trademark Office 


Designation of International Depository Authorities 
under the Budapest Treaty 


The Budapest Treaty and the International Recognition of 
the Deposit of Microorganisms for the Purposes of Patent 
Procedure came into force on Aug. 19, 1980 with respect to 
the United States, Bulgaria, France, Hungary, and Japan. A copy 
of the Treaty was published in the Official Gazette on Aug. 23, 
1977 (961 O.G. 21-26). 

This Treaty authorizes each State for which the Treaty is in 
effect to designate a depository on its territory to serve as an 
international depository authority. More than one depository 
may be designated. Each such depository will be authorized to 
receive and store deposits, and dispense samples thereof, in 
compliance with the Treaty and the patent laws of each State 
adhering thereto. The Treaty is open for adherence by any 
member State of the Paris Union for the Protection of Industrial 
Property. 

The Commissioner of Patents and Trademarks hereby solicits 
requests from private and public depositories located in the 
United States to serve as international depository authorities. 
Requests should be addressed to: Sidney A. Diamond, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 

Each request must explain and, to the extent practicable, 
provide evidence of the depository’s capacity to meet the 
obligations of the Treaty. Such request must also include an offer 
by the depository to assume the cost of transferring deposits 
made under the Treaty to another international depository 
authority in the event of default of any of its Treaty obligations. 
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The availability of funds for such transfer, if needed, must be 
available through a bond, special reserve fund, escrow or other 
means judged suitable by the Commissioner. 

Requests will be promptly evaluated by the Commissioner 
of Patents and Trademarks, and each requesting depository 
promptly notified of the decision reached. Questions or inquiries 
concerning this notice may be addressed to the Office of 
Legislation and International Affairs, at the following address: 
Box 4, Commissioner of Patents and Trademarks, Washington, 
D.C. 20231. The telephone number of the Office of Legislation 
and International Affairs is (703) 557-3065. 

The World Intellectual Property Organization, in Geneva, 
Switzerland, the Secretariat for the Paris Union, has provided 
a memorandum explaining the role and obligations of interna- 
tional depository authorities. This memorandum is reproduced 
below for the guidance of depositories in requesting recognition 
as an international depository authority. 


Memorandum 


For the purposes of prospective international depositary 
authorities under the Budapest Treaty 


Introduction 


1. This memorandum contains informations for the benefit 
of any depositary institutions (culture collections) that may wish 
to become “international depositary authorities” under the 
Budapest Treaty on the International Recognition of the Deposit 
of Microorganisms for the Purposes of Patent Procedure (done 
at Budapest on Apr. 28, 1977). Its brevity is such that it cannot 
be exhaustive. Any interested person requiring full information 
should refer to the relevant provisions of the Budapest Treaty 
and the Regulations under it (any reference hereinafter to an 
“Article” or to a “Rule” is a reference to an Article of the 
Budapest Treaty or to a Rule of the Regulations under it). 


Objectives of the Budapest Treaty 


2. Disclosure of the invention is a generally recognized 
requirement for the grant of patents (for the purposes of this 
memorandum, the word “patent” also covers other titles of 
protection, such as inventors’ certificates). Normally, an inven- 
tion is disclosed by means of a written description. Where an 
invention involves the use of a microorganism that is not available 
to the public, such a description is not sufficient for disclosure, 
since the invention could not be used by a person skilled in the 
art. That is why in the patent procedure of an increasing number 
of countries it is necessary not only to file a written description 
but also to deposit, with a depositary institution, a sample of 
the microorganism. When protection for the invention is sought 
in several countries, the complex and costly procedures of the. 
deposit of the microorganism might have to be repeated in each 
of those countries. The objective of the Budapest Treaty is 
precisely to obviate such multiple deposits: under the Treaty 
a single deposit with one “international depositary authority” 
is sufficient for the purposes of patent procedure before the 
industrial property offices of all Contracting States, and of inter- 
governmental organizations granting regional patents which 
have declared that they recognize the effects of the Treaty 
(Articles 3(1)(a) and 9(1)(a)). 


General Remarks on International Depositary Authorities 


3. “International depositary authorities” are depositary in- 
stitutions that have acquired the status of international deposi- 
tary authorities. To obtain this status, a depositary institution 
has to be located on the territory of a Contracting State or of 
a member State of one of the organizations referred to in the 
preceding paragraph, and has to benefit from “assurances” 
furnished by that Contracting State or organization to the effect 
that the institution complies and will continue to comply with 
the requirements referred to in paragraph 5 below (Article 6(1)). 
The action for acquiring this status is taken by the State or 
organization concerned (Article 7 and Rule 3). There is nothing 
to prevent it from making more than one depositary institution 
acquire such status: it is therefore possible for there to be several 
international depositary authorities located on the territory of 
one and the same State. 
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4. An international depositary authority can lose its status 
either entirely (in which case “termination of status” is spoken 
of) or partly, in other words in respect of certain types of 
microorganisms only (in which case “limitation of status” is 
spoken of). Loss of the status occurs if the State or organization 
whose action brought about the acquisition of the status de- 
nounces the Treaty or withdraws the declaration of recognition 
of the effects of the Treaty (in which case the loss of status can 
only be total), or if the State or organization withdraws its 
assurances regarding the international depositary authority, or 
again by virtue of a decision of the Assembly of Contracting 
States taken at the request of another Contracting State or another 
organization (Articles 8, 9(4) and 17(4); Rule 4). 


Requirements Which Have to be Met by International 
Depositary Authorities 


5. The requirements referred to in paragraph 3 above which 
a depositary institution has to meet in order to become a de- 
positary authority are the following (Article 6(2) and Rule 2): 


(a) The institution has to have a continuous existence. It has 
to be impartial and objective—which means among other things 
that it has to be free of any dependence on interests that are 
liable to prejudice the disinterested performance of its func- 
tions—and it has to be available, for the deposit of microor- 
ganisms, to any depositor under the same conditions. These 
requirements, which in fact seem self-evident, are designed to 
give the public in general and depositors in particular funda- 
mental guarantees of reliability as to the smooth operation of 
the system. On the other hand, the legal status of the institution 
is irrelevant: it may be either public or private. 

(b) The institution has to have the necessary staff and facilities 
to perform its scientific and administrative tasks, which consist 
among other things in: 


(i) accepting for deposit any or certain kinds of microorgan- 
isms; 

(ii) examining the viability of the microorganisms deposited 
with it and issuing a receipt to the depositor and any required 
viability statement (see paragraphs 7 and 8 below); 

(iii) storing the deposited microorganism for at least 30 years 
(Rule 9(1)) in such a way as to keep them viable and uncon- 
taminated; 

(iv) providing for sufficient safety measures to minimize the 
risk of losing the deposited microorganisms, 

(v) complying with respect to the microorganisms deposited 
under the Treaty with the requirement of secrecy which means 
giving no information to anyone on the question whether a 
microorganism has been thus deposited and giving no infor- 
mation to anyone (except to a person who is entitled to a 
sample—see paragraph 10 below) on any microorganism thus 
deposited (Rule 9(2)); 

(vi) furnishing, rapidly and in an appropriate manner, samples 
of the deposited microorganisms to all those who are entitled 
to such samples (see paragraph 10 below). 


Handling of Microorganism Deposits by the International 
Depositary Authority 


6. Reception of the microorganism. The international deposi- 
tary authority may require that the microorganism be deposited 
in an appropriate form and quantity, and that it be accompanied 
by a form established by that authority. In such a case, the said 
authority has to communicate its requirements (and any amend- 
ments to them) to the International Bureau in order that the latter 
may communicate them to all the depositors concerned (Rules 
6.3 and 13.2(b)(v)). When it receives the microorganism, the 
international depository authority notes the date of receipt of 
the deposit and gives it an accession number (Rule 7.3(iii) and 
(v)). It issues a receipt to the depositor attesting the receipt and 
acceptance of the deposit (Rule 7). The model of the interna- 
tional form for the receipt, the use of which will be mandatory, 
will be established by the Director General of WIPO and com- 
municated to all international depositary authorities. 

7. Viability test. The international depositary authority promptly 
tests the viability of the microorganism; it also undertakes 
viability tests at reasonable intervals, depending on the kind of 
microorganism and its possible storage conditions, or at any 
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time, if necessary for technical reasons or at the request of the 
depositor (Rule 10.1). 

8. Viability statement. The international depositary authority 
issues a statement concerning the viability of the microorganism 
to the depositor or to any person receiving a sample of the 
microorganism (see paragraph 10 below) (Rule 10.2). The model 
of the international form for the viability statement, the use of 
which is mandatory, will be established by the Director General 
of WIPO and communicated to all international depositary 
authorities. 

9. Storage of the microorganism. The international deposi- 
tary authority stores the microorganism for a period of at least 
30 years after the date of its deposit, or until five years have 
elapsed without its having received a request for a sample, the 
period expiring later being applicable (Rule 9.1). It complies 
with the requirement of secrecy at all times (see paragraph 5(v) 
above). Where it cannot furnish samples of the deposited 
microorganism for any reason, it notifies the depositor of the 
fact, indicating the reason and informing him that he is entitled 
to make a new deposit (Article 4). 

10. Furnishing of samples. The Regulations contain detailed 
provisions specifying who is entitled to receive samples of the 
microorganism, and when (Rule 11). The depositor himself is 
entitled to receive a sample at any time. He may authorize third 
parties to have samples furnished to them, whereupon thethird 
parties receive a sample on presentation of their authorizations. 
Any industrial property office to which the Treaty applies may 
receive a sample on request if it needs the microorganism for 
the purposes of a patent procedure. Any other person may obtain 
a sample on request if an industrial property office to which 
the Treaty applies certifies that, under the applicable law, that 
person has a right to a sample of the microorganism concerned; 
the Regulations specify in detail the certification procedure. The 
use of a form (whose contents will be established by the Assembly 
and communicated by the International Bureau to all interna- 
tional depositary authorities) is mandatory for the request and 
certification. There is an alternative procedure wherey the 
industrial property office from time to time communicates to 
international depositary authorities lists of the accession num- 
bers given to the deposit of the microorganisms referred to in 
the patents granted and published by it; the effect of this com- 
munication is to authorize those authorities to furnish samples 
of the microorganisms to anyone. It should be stressed that it 
follows from the foregoing that the international depositary 
never has to decide itself whether it has the right to furnish a 
sample since it only does so if it has the authorization of the 
depositor or of an industrial property office. The international 
depositary authority furnishes the sample in a container marked 
with the accession number given to the deposit and accompanied 
by a copy of the receipt for the deposit. It notifies the depositor 
of the furnishing of the sample. 

11. Communication of the scientific description and/or 
proposed taxonomic designation. If the depositor has indicated 
a scientific description and/or proposed a taxonomic designation 
of the deposited microorganism, the international depositary 
authority must communicate it, on request, to any person entitled 
to receive a sample of the said microorganism (Rule 7.6). 

12. Fees. For the procedure under the Treaty and the Regu- 
lations, the international depositary authority has the right to 
charge a fee in certain cases (specified in Rule 12.1). The two 
main fees are the fee for the storage of the microorganism (which 
is a single fee for the entire period of storage) and the fee for 
the furnishing of a sample (the furnishing of samples to industrial 
property offices is free of charge, however). The international 
depositary authority fixes the amounts of fees at its discretion, 
but they must not vary on account of the nationality or residence 
of the persons who have to pay them. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


July 14, 1978. 


[999 O.G. 2] 


(129) Entry Into Force of the Budapest Treaty 


The Patent and Trademark Office announces the entry into 
force on Aug. 19, 1980 of the Budapest Treaty on the Inter- 
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national Recognition of the Deposit of Microorganisms for the 
Purposes of Patent Procedure with respect to the United States, 
Hungary, Bulgaria, France and Japan. A copy of the Treaty was 
published in the Official Gazette on Aug. 23, 1977 (961 O.G. 
21-36). 

Following entry into force of the Treaty, each state adhering 
or acceding thereto will be authorized to nominate depositories 
on its territory to serve as international depository authorities. 
Upon compliance with certain procedural steps set forth in the 
Treaty, each such depository will be designated an international 
depository authority. 

No depository in the United States or elsewhere has yet been 
nominated or designated to serve as an international depository 
authority. It is expected, however, that some depositories will 
shortly be designated both in the United States and other States 
adhering to the Treaty. Public notice will be provided of the 
designation of each international depository authority and its 
requirements for patent deposits. 

An application for a patent in any adhering States involving 
the action of a microorganism, for which a deposit is required, 
may make the required deposit in any international depository 
authority. The fact and date of making the deposit will be 
recognized for all patent purposes in each State adhering to the 
Treaty. No further deposit will be required for national patent 
processing or enforcement, provided a deposit is properly made 
under the provisions of the Treaty. 

An application for a United States patent will not be required 
to proceed under the provisions of the Budapest Treaty, how- 
ever. Such an applicant may rely instead on a deposit made in 
any depository meeting the requirements set forth in Jn re 
Argoudelis, et al., 168 USPQ 99 (CCPA, 1970) and reprinted 
in section 608.01(p), Manual of Patent Examining Procedure. 

Questions or information regarding the Budapest Treaty may 
be directed to the Office of Legislation and International Affairs, 
at the following address: Box 4, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. The telephone number 
of the Office of Legislation and International Affairs is (703) 
557-3065. 


SIDNEY A. DIAMOND, 
Commissioner of Patents and 
Trademarks. 


July 14, 1980. 


JORDAN J. BARUCH, 
Assistant Secretary for 
Productivity, Technology and Innovation. 


July 16, 1980. 


[997 O.G. 10] 


Department of Commerce 
Patent and Trademark Office 
Recognition of United States Depository as 
an International Depository Authority Under 
the Budapest Treaty 


As provided in Article 7 of the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms for 
the Purposes of Patent Procedure, the United States announces 
recognition of the American Type Culture Collection, Rockville, 
Md., as an international depository authority. The communica- 
tion of the Director General of the World Intellectual Property 
Organization according this recognition as of Jan. 31, 1981 
follows: 

SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


Dec. 30, 1980. 


BUDAPEST Notification No. 11 


Budapest Treaty on the International Recognition 
of the Deposit of Microorganisms for the 
Purposes of Patent Prodedure 


Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
American Type Culture Collection 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 249 
(130) 


The Director General of the World Intellectual Property 
Organization (WIPO) presents his compliments to the Minister 
for Foreign Affairs and has the honor to notify him of the receipt, 
on Nov. 17, 1980, of a written communication from the Gov- 
ernment of the United States of America, relating tothe American 
Type Culture Collection, indicating that the said depositary 
institution is located on the territory of the 'nited States of 
America and including a declaration of assurances to the effect 
that the said institution complies and will continue to comply 
with the requirements concerning the acquisition of the status 
of international depositary authority as specified in Article 6(2) 
of the Budapest Treaty on the International Recognition of the 
Deposit of Microorganisms for the Purposes of Patent Proce- 
dure, done at Budapest on Apr. 28, 1977. 

The American Type Culture Collection will acquire the status 
of international depositary authority under the said Treaty as 
from Jan. 31, 1981, the date of publication of the said commu- 
nication in the Jan. 1981 issue of Jndustrial Property/La Propriete 
industrielle (see Article 7(2) of the said Treaty). 


Dec. 3, 1980. 
[1002 O.G. 116] 


(131) Department of Commerce 
Patent and Trademark Office 
Recognition of United States Depository as 
an International Depository Authority Under 


the Budapest Treaty 


As provided in Article 7 of the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms for 
the Purposes of Patent Procedure, the United States announces 
recognition of the Agricultural Research Culture Collection, 
Peoria, Ill., as an international depository authority. The com- 
munication of the Director General of the World Intellectual 
Property Organization according this recognition as of Jan. 31, 
1981 follows: 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Tradmarks. 


Dec. 30, 1980. 


BUDAPEST Notification No. 12 


Budapest Treaty on the international Recognition 
of the Deposit of Mocroorganisms for the 
Purposes of Patent Procedure 


Communication of the United States of America 
Relating to the Acquisition of the Status 
of International Depositary Authority by the 
Agricultural Research Culture Collection 


The Director General of the World Intellectual Property 
Organization (WIPO) presents his compliments to the Minister 
for Foreign Affairs and has the honor to notify him of the receipt, 
on Dec. 2, 1980, of a written communication from the Gov- 
ernment of the United States of America, relating to the Ag- 
ricultural Research Culture Collection, indicating that the said 
depositary institution is located on the territory of the United 
States of America and including a declaration of assurances to 
the effect that the said institution complies and will continue 
to comply with the requirements concerning the acquisition of 
the status of international depositary authority as specified in 
Article 6(2) of the Budapest Treaty on the International Rec- 
ognition of the Deposit of Microorganisms for the Purposes of 
Patent Procedure, done at Budapest on Apr. 28, 1977. 

The Agricultural Research Culture Collection will acquire 
the status of international depositary authority under the said 
Treaty as from Jan. 31, 1981, the date of publication of the said 
communication in the Jan. 1981 issue of /ndustrial Property/ 
La Propriete industrielle (see Article 7(2) of the said Treaty). 


Dec. 8, 1980. 
[1002 O.G. 116} 
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(132) Request for Certification of Deposits 
Made Under the Budapest Treaty 


Deposits of microorganisms made in International Deposi- 
tary Authorities are subject to the regulations of the Budapest 
Treaty on the International Recognition of the Deposit of 
Microorganisms for the Purposes of Patent Procedure. Rule 
11.3(a) of the Treaty regulations establishes a procedure by 
which an industrial property office shall assure the depositary 
that release of a sample is proper. Pursuant to the Treaty, the 
United States Patent and Trademark Office receives requests 
for certification that release of a sample of a deposited micro- 
organism is proper under United States law. Effective imme- 
diately, all such requests for certification shall be directed to 
the Director, Patent Examining Group 120, United States Patent 
and Trademark Office, who has been delegated the authority 
to act on requests for certification under Rule 11.3(a) of the 
Budapest Treaty regulations. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patenis 
and Trademarks. 


Sept. 4, 1987. 


[1083 OG 5] 


Department of Commerce 
Patent and Trademark Office 
[Docket No. 910235-1173] 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 


Notice of Termination of Status of International Deposi- 
tory Authority under Budapest Treaty 


Summary: Notice is hereby given that In Vitro International, 
Inc.'s status as an international depository is terminated effective 
Sept. 25, 1991. 

Address: Questions should be submitted to H. Dieter Hoinkes, 
Office of Legislation and International Affairs, Box 4, Patent and 
Trademark Office, Washington, D.C. 20231. 

For Further Information Contact: H. Dieter Hoinkes, Office of 
Legislation and International Affairs, (703) 557-3065. 
Supplementary Information: Since Nov. 30, 1983, In Vitro 
Integnational, Inc. (IVI) of Linthicum, Maryland, has been rec- 
ognized as an international depository authority under the 
Budapest Treaty on the International Recognition of the Deposit 
of Microorganisms for the Purposes of Patent Procedure. The 
Patent and Trademark Office has received a letter from Dr. Rex 
A. D’ Agostino, President of IVI, dated May 24, 1991, stating that 
IVI can no longer continue to perform its functions as an 
international depository authority under the Budapest Treaty. 

By letter dated June 25, 1991, the Patent and Trademark 
Office has notified the Director General of the World Intellectual 
Property Organization that “the United States withdraws its 
declaration of assurances made on behalf of IVI on Sept. 9, 
1983”. As a consequence, the termination of the status of IVI as 
an international depository authority takes effect on Sept. 25, 
1991. 

All deposits stored with IVI under the Budapest Treaty were 
transferred on June 20, 1991, to a substitute authority, which is 
the American Type Culture Collection (ATCC), 12301 Par- 
klawn Dr., Rockville, Md., 20852, (Telephone No. (301) 881- 
2600). All mail or other communications addressed to IVI 
regarding those deposits, including all files and other relevant 
information, have also been transferred to ATCC. In its capacity 
as a substitute authority, ATCC has agreed to store all deposits 
transferred from IVI for an initial period of not less than three 
months from July 5, 1991, the date of first notice in the Federal 
Register of IVI’s termination as an international depository 
authority. Patent owners and applicants who wish to preserve 
their date of original deposit must contact ATCC by Oct. 5, 1991, 
to make arrangements to pay ATCC’s fee for continued mainte- 
nance and storage of their deposits past the initial storage period. 
ATCC will not accept responsibility for continued storage of 
deposits in respect of which depositors have failed to make 
appropriate arrangements by Oct. 5, 1991. 
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For further information, contact H. Dieter Hoinkes, Office of 
Legislation and International Affairs, Box 4, Patent and Trade- 
mark Office, Washington, D.C. 20231; telephone (703) 557- 
3065. 

July 10, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1129 OG 21] 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part I 
[Docket No. 70635-9174] 
RIN: 0651-AA13 
Deposit of Biological Materials for Patent Purposes 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is amend- 
ing its rules of practice in patent cases to define procedures to 
govern the deposit of biological materials for patent purposes. 
Where an invention is or relies on a biological material which 
cannot be described in writing alone, and access to the biological 
material is necessary to satisfy the statutory requirements for 
patentability under 35 U.S.C. 112, these rules prescribe the 
procedures and conditions for making a deposit that will satisfy 
these requirements. These rules also prescribe examining pro- 
cedures that will be used to address deposit issues, and the 
procedures pertaining to access to a deposit once a patent is 
granted. 

Effective Date: January 1, 1990. 

For Further Information Contact: Charles E. Van Horn ox Harris 
A. Pitlick by telephone at [703] 557-4035 or by mail marked 
to his attention and addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Supplementary Information: 

Every patent must contain a written description of the inven- 
tion sufficient to enable a person skilled in the art to which 
theinvention pertains to make and use the invention. Where 
the invention involves a biological material and words alone 
cannot sufficiently describe how to make and use the invention 
in areproducible or repeatable manner, access to the biological 
material is necessary for the satisfaction of the statutory require- 
ments for patentability under 35 U.S.C. 112. The rules set forth 
examining procedures and conditions of deposit which must be 
satisfied in the event a deposit is required to provide the nec- 
essary access. The rules do not address the substantive issue 
of whether a deposit is required under any particular set of facts. 

These rules will be effective for all applications filed on or 
after January 1, 1990, and for all reexamination proceedings 
in which the request for reexamination was filed on or after 
January 1, 1990, except that deposits made prior to the effective 
date which are acceptable under current practice will be accept- 
able in such applications and proceedings. Since most of the 
provisions reflect existing policy and practice, little change to 
existing practice or burden on applicants for patent and patent 
owners relying on the deposit of biological material is antici- 
pated. Applicants and patent owners are encouraged to comply 
with these rules prior to the effective date. 

The final rules on the deposit of biological materials for patent 
purposes have evolved over several years of actual experience 
in administering the guidelines set forth in Section 608.01(p) 
of the Manual of Patent Examining Procedure, including several 
administrative and judicial decisions, and interaction with inter- 
ested public, bar and industry groups. A draft policy statement 
on the deposit of biological materials was circulated among 
interested bar and industry groups and published in the BNA- 
Patent, Trademark and Copyright Journal on May 22, 1986. An 
advance notice of proposed rulemaking setting forth rules being 
considered for deposits of biological material was published in 
the Federal Register, 52 FR 34080 (September 9, 1987), and 
in the Official Gazette, 1082 0.G. 47 (September 29, 1987). 
Finally, a notice of proposed rulemaking relating to the deposit 
of biological materials for patent purposes was published in the 
Federal Registar 53 FR 39420 (October 6, 1988), and in the 
Official Gazette, 1095 O.G. 47 (October 25, 1988). 
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In this notice of final rulemaking, a description of the changes 
in the text of the proposed rules is provided along with 
an explanation of the reasons supporting the changes. In ad- 
dition, comments received in response to the notice of proposed 
rulemaking are analyzed. Finally, an explanation of the content 
of the final rules is provided, together with a compilation of 
relevant comments and responses that have been made during 
the rulemaking process. This explanation and compilation of 
previous comments and responses will serve as a ‘set of guide- 
lines that will be reproduced in the Manual of Patent Examining 
Procedure in due course. 


Changes in Text of Proposed Rules 


Several changes have been made in the text of the final rules 
from the text of the proposed rules which were published for 
comment in the notice of proposed rulemaking. Those changes 
are discussed below. 

Section 1.200 as proposed has been renumbered as § 1.801 
as adopted and the term “patent purposes” as proposed has been 
replaced with the term “purposes of patents for inventions under 
35 U.S.C. 101” as adopted to clarify that the regulations per- 
taining to the deposit of biological material do not apply for 
purposes other than patents for inventions. Thus, these regu- 
lations are not applicable to applications for plant patents under 
35 U.S.C. 161-164. 

Section 1.201 as proposed has been renumbered as § 1.802 
as adopted and the term “or Opportunity” in the heading thereof 
has been inserted after “Need” to reflect the permissive nature 
of a deposit when not necessary to satisfy 35 U.S.C. 112. 

Paragraph (a) thereof as proposed provided that where a 
claimed invention is or relies on a biological material, the 
disclosure may include a deposit of the biological material 
deposited in a depository and under conditions complying with 
these regulations, provided a precondition was satisfied. The 
precondition was that the biological material not be known and 
readily available to the public and not be describable in writing 
alone. Paragraph (a) as adopted eliminates this precondition, 
does not require that the biological material be, or be used for, 
a claimed invention, does not require that the deposit be made 
in a depository and under conditions complying with these 
regulations, and more accurately states that the disclosure may 
include reference to a deposit, since the deposit is not physically 
part of the disclosure. Paragraph (a) as adopted merely provides 
that where an invention is, or relies on, a biological material, 
the disclosure may include reference to a deposit of such bio- 
logical material. 

Paragraph (b) of § 1.802 prescribes that biological material 
need not be deposited unless access to the material is necessary 
to satisfy 35 U.S.C. 112. If a deposit is necessary, it shall be 
acceptable if made in accordance with these regulations. Pro- 
posed paragraph (b) made no reference to 35 U.S.C. 112. Situ- 
ations where a biological material is known and readily available 
to the public or can be made or isolated without undue experi- 
mentation are now listed as some, but not an exhaustive set, 
of the circumstances where deposit need not be made. The term 
“from known and readily available material” has been dropped 
from the end of the term “can be made or isolated without undue 
experimentation” as redundant. Paragraph (b) as adopted also 
prescribes that once deposited in a depository complying with 
these regulations, a biological material will be considered to be 
readily available even though some requirement of law or regu- 
lation permits access only under conditions imposed for safety, 
public health or similar reasons. Proposed paragraph (b) did not 
include the condition of deposit in a depository complying with 
these regulations. 

Proposed paragraph (c) thereof was limited to reference to 
a specific organism or other biological material in a specification 
disclosure as not creating a presumption that the material was 
necessary to satisfy 35 U.S.C. 112 or that a deposit thereof is 
required. Paragraph (c) as adopted eliminates the term “specific 
organism or other” as redundant and also includes the act of 
deposit by an applicant or patent owner as not creating a pre- 
sumption that the deposit is or was required. 

Section 1.202 as proposed has been renumbered as § 1.803 
as adopted. 

Paragraph (a) thereof as proposed prescribed that a deposit 
shall be made in any International Depositary Authority (IDA) 
or any other depository recognized as suitable by the Office. 
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Paragraph (a) as adopted now specifies that such deposits shall 
be recognized for the purpose of these regulations so as not to 
preclude deposits made for other reasons such as a gratuitous 
disclosure. Paragraph (a)(2) as adopted eliminates the require- 
ment in the proposed rule that impartial consultants be from the 
biotechnology industry or governmental agencies. Paragraph 
(a)(2) as adopted also contains new sub-subparagraph (vii) as 
a requirement which a suitable depository must meet, viz., that 
it promptly notify depositors of its inability to furnish samples, 
and the reasons why. This requirement appeared, in essence, 
in proposed § 1.204(a). 

Proposed paragraph (b) thereof has not been adopted. Re- 
placement of deposits is governed solely by § 1.805, infra. 

Proposed paragraph (c) thereof has been adopted as paragraph 
(b). In subparagraph (2) thereof, “(b)” has been changed to 
“(a)(2)” to correct an inadvertent error in the proposed rule. 

Proposed paragraph (d) thereof has been adopted as para- 
graph (c) except that the reference to paragraph (a) has been 
changed to paragraph (a)(2) to more clearly delineate which 
category of depository is intended to be covered by this para- 
graph of § 1.803 and all references to other paragraphs whose 
designations have been changed by adoption of these rules have 
been changed accordingly. 

Proposed paragraph (e) thereof has been adopted as paragraph 
(d). 
Section 1.203 as proposed has been renumbered as § 1.804 
as adopted. 

Paragraph (a) thereof prescribed that an original deposit of 
a biological material may be made before filing an application 
for patent or, pursuant to a requirement that will be made by 
the examiner no later than the date the Notice of Allowance and 
Issue Fee Due is mailed, during pendency of the application 
for patent. Paragraph (a) as adopted adds a precondition to 
making an original deposit that the biological material be 
specifically identified in the application as filed. Since proposed 
paragraph (a) did not address original deposits made during the 
pendency of an application that were not made pursuant to a 
requirement of an examiner, the rule as adopted states that 
original deposits may be made during pendency of an appli- 
cation for patent, subject to § 1.809, infra, which prescribes, 
inter alia, when during the pendency of an application for patent 
a deposit shall be made when made pursuant to a requirement 
by the examiner. 

Paragraph (b) thereof as proposed required a statement that, 
for an original deposit made after the effective filing date of 
an application for patent, the biological material deposited was 
the same biologicai material described in the application as filed. 
Paragraph (b) as adopted substitutes the word “a” for the word 
“the” since more than one biological material may be referred 
to in the application as filed, drops the word “same” and requires 
the statement that the biological material deposited is a biologi- 
cal material specifically identified in the application as filed. 

Section 1.204 as proposed has been renumbered as § 1.805 
as adopted and a reference to supplemental deposits has been 
added to the heading thereof. Paragraphs (a) and (b) of the 
section as proposed have been substantially rewritten as para- 
graphs (a), (b) and (c). New elements have been added and some 
eliminated, although some elements of the proposed rule on 
replacement deposits have been adopted, either with similar 
language or different language. 

Elements of the proposed rule on replacement deposits which 
have not been adopted include a requirement that replacement 
deposits be made or be made within a specific time limit. 
Ramifications in Office proceedings from not making a replace- 
ment deposit, or in the case of a patent, not diligently making 
a replacement deposit, are stated. 

A requirement in the proposed section that depositories 
promptly notify depositors of an inability to furnish samples has 
been adopted as § 1.803(a)(2)(vii), supra. 

Paragraph (a) of § 1.805 requires a depositor, after receiving 
notice during the pendency of an application for patent, appli- 
cation for reissue patent or reexamination proceeding, that the 
depository possessing a deposit either cannot furnish samples 
thereof or can furnish samples thereof but the deposit has 
become contaminated or has lost its capability to function as 
dscribed in the specification, to notify the Office in writing, in 
each application for patent or patent affected. In such a case, 
or where the Office otherwise learns, during the pendency of 
an application for patent, application for reissue patent or reex- 





1134 TMOG 252 
(134) 


amination proceeding, that the depository possessing a deposit 
either cannot furnish samples thereof or can furnish samples 
thereof but the deposit has become contaminated or has lost its 
capability to function as described in the specification, the need 
for making a replacement or supplemental deposit will be gov- 
erned by the same considerations governing the need for making 
an original deposit under the provisions set forth in § 1.802(b). 
A replacement or supplemental deposit made during the pen- 
dency of an application for patent shall not be accepted unless 
it meets the requirements for making: an original deposit under 
these regulations, including the requirement set forth under § 
1.804(b). A replacement or supplemental deposit made in con- 
nection with a patent, whether or not made during the pendency 
of an application for reissue patent or a reexamination proceed- 
ing or both, shall not be recognized by the Office unless a 
certificate of correction under § 1.323 is requested by the patent 
owner which meets the terms of paragraphs (b) and (c) of this 
section. The proposed rules did not provide for certificates of 
correction relating to replacement or supplemental deposits. 

Paragraph (b) of § 1.805 prescribes that a request for cer- 
tificate of correction under this section shall not be granted 
unless the certificate identifies the accession number for the 
replacement or supplemental deposit; the date of the deposit; 
and the name and address of the depository. 

Paragraph (c) of § 1.805 prescribes that a certificace of cor- 
rection under this section shall not be granted unless the request 
therefor is made promptly after the replacement or supplemental 
deposit has been made and includes a verified statement of the 
reason for making the replacement or supplemental deposit; a 
verified statement from a person in a position to corroborate 
the fact, and shall state, that the replacement or supplemental 
deposit is of a biological material which is identical to that 
originally deposited; a verified showing that the patent owner 
acted diligently - in the case of a replacement deposit, in making 
the deposit after receiving notice that samples could no longer 
be furnished from an earlier deposit, or in the case of a sup- 
plemental deposit, in making the deposit after receiving notice 
that the earlier deposit had become contaminated or had lost 
its capability to function as described in the specification; a 
verified statement that the term of the replacement or supple- 
mental deposit expires no earlier than the term of the deposit 
being replaced or supplemented; and otherwise establishes com- 
pliance with these regulations, except that if the person making 
one or more of the required statements or showing is an attorney 
or agent registered to practice before the Office, that statement 
or showing need not be verified. 

Paragraph (d) of § 1.805 prescribes that a depositor’s failure 
to replace a deposit, or in the case of a patent, to diligently replace 
a deposit and promptly thereafter request a certificate of cor- 
rection which meets the terms of paragraphs (b) and (c) of this 
section, after being notified that the depository possessing the 
deposit cannot furnish samples thereof, shall cause the appli- 
cation or patent involved to be treated in any Office proceeding 
as if no deposit were made. 

Paragraph (e) as adopted is identical to proposed paragraph 
(d) except that the word “the” before “patent” has been replaced 
with “a” because the term “the patent” had no antecedent basis, 
and the term “according to these regulations” has been inserted 
after the word “replaced” to make it clear that the rebuttable 
presumption according to this paragraph applies only where the 
replacement deposit has been made according to these regu- 
lations. 

Paragraph (f) as adopted is substantially similar to proposed 
paragraph (e) with respect to an applicant’s ability to make a 
replacement for any reason during the pendency of an appli- 
cation for patent. Paragraph (f) extends such applicant’s ability 
to supplemental deposits as well. The first two sentences of 
proposed paragraph (e) prescribing when a replacement deposit 
shall be made while an application is still pending and that an 
applicant notify the Office when a replacement deposit is 
necessary have been adopted in § 1.805(a), 
supra. 

Paragraph (g) as adopted is identical to proposed paragraph 
(f) except that supplemental deposits are also included and the 
reference to another section therein has been changed to reflect 
its renumbering. 

Paragraph (h) as adopted is substantially similar to proposed 
paragraph (g) except for two changes. One is that the word “the” 
before “biological material” has been changed to “a” because 
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the term “the biological material” had no antecedent basis. The 
other change is replacement of the term “viable deposit is in 
the depository” with the term “depository can furnish samples 
thereof”. The term “in the depository” was not clear. The word 
“viable” before “deposit” would have excluded biological 
materials not capable of reproduction either directly or indi- 
rectly. For biological materials which are so capable of repro- 
duction, samples of viable deposits thereof which become non- 
viable cannot be furnished by the depository. 

Paragraph (i) as adopted modifies paragraph (h) as proposed. 
Whereas the proposed rule proscribed a patentee from replacing 
a viable deposit where the depository can furnish samples, the 
rule as adopted states that the Office will not recognize in any 
Office proceeding a replacement deposit of a biological material 
made by a patent owner where the depository could furnish 
samples of the deposit being replaced. 

Section 1.205 as proposed has been renumbered as § 1.806 
as adopted. The proposed rule had set the term of deposit as, 
inter alia, at least thirty years after the date of a viable deposit. 
The rule as adopted sets the thirty-year term to begin after a 
deposit, before or during pendency of an application for patent, 
is made. The term of a deposit made by a patent owner is not 
prescribed. However, § 1.805(a), supra. prescribes that a 
replacement or supplemental deposit made in connection with 
a patent will not be recognized in any Office proceeding unless 
acertificate of correction under § 1.323 is requested by the patent 
owner which meets the terms of paragraphs (b) and (c) of § 1.805, 
one of which terms is a verified statement by the patent owner 
that the term of the new deposit expires no earlier than the term 
of the deposit being replaced or supplemented. An additional 
change in the rule as adopted is the replacement of the term 
“deposited biological material” with the word “deposit” since 
the former term had no antecedent basis. 

Section 1.206 as proposed has been renumbered as § 1.807 
as adopted. The rule as adopted is identical to the rule as 
proposed except for the reference to a rule which has been 
renumbered. 

Section 1.207 as proposed has been renumbered as § 1.808 
as adopted. 

In paragraph (a) thereof, first word, “The” as proposed has 
been replaced with “A” because “The” had no antecedent basis. 

In view of the non-adoption of proposed § 1.207(c), infra, 
paragraph (a)(2) as adopted refers to only paragraph (b), not 
paragraphs (b) and (c). 

Paragraph (b)(1) as proposed permitted a depositor to require, 
inter alia, that a depository furnish samples only if a request 
for a sample is in writing and signed. 

Paragraph (b) as adopted permits a depositor to require a 
request to be in writing or other tangible form. The signing 
requirement, however, has not been adopted. 

Paragraph (b)(3) as proposed permitted a depositor to require, 
inter alia, that a depository furnish the depositor with a copy 
of the request. This requirement has not been adopted. 

Paragraph (c) as proposed has not been adopted. 

Paragraph (d) as proposed, with one change, has been adopted 
as paragraph (c). The change is the insertion of the term “made 
to the Office” after the term “Upon request” to make it clear 
that certification imposes no burden on a depository. 

Section 1.208 as proposed has been renumbered as § 1.809 
as adopted. 

The term “required” when referring to “deposit” in proposed 
paragraphs (a), (b) and (c) thereof has been changed to “needed” 
as adopted for purposes of consistency with 
§ 1.802. The term “in case one has not been made, or” as 
proposed in paragraph (a) has been replaced with “and if needed,” 
as adopted for purposes of clarification. The statement as pro- 
posed that a deposit accepted in any acceptable depository under 
§ 1.202(a) shall be accepted for patent purposes if made under 
conditions complying with § 1.207(a) has not been adopted. The 
statement is redundant in view of the provision in § 1.802(b) 
as adopted that a deposit necessary for the satisfaction of 35 
U.S.C. 112 shall be acceptable if made in accordance with these 
regulations. Since the question of deposits may come up in 
reissue applications and reexamination proceedings as well as 
in applications for patents, paragraph (a) as adopted covers 
examination of all such applications and proceedings. Paragraph 
(a) as adopted also refers to supplemental deposits since issues 
of the need for a supplemental deposit may arise where a deposit 
has lost its capability to function as described in the specification. 
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Paragraph (a) as proposed prescribed that affected claims would 
be rejected in an Office action. Paragraph (a) as adopted drops 
“in an Office action” and instead prescribes that the claims would 
be rejected “where appropriate.” 

Paragraph (b)(1) as proposed was limited to applicants. Para- 
graph (b)(1) as adopted covers applicants for patents and patent 
owners involved in specified Office proceedings. The provision 
for applicants for patents in paragraph (b)(1) as adopted is 
identical to the provision for applicants in paragraph (b)(1) as 
proposed except for the additional adoption of a reference to 
supplemental deposits. Paragraph (b)(1) as adopted additionally 
provides for patent owners responding to a rejection under 
paragraph (a) of this section by requesting a certificate of cor- 
rection of the patent which meets the terms of paragraphs (b) 
and (c) of § 1.805. 

Paragraph (b)(2) as proposed has not been adopted. Subpara- 
graph (3) has therefore been renumbered as (2) and the reference 
therein to paragraph (b)(2) has been eliminated. Two additions 
have been made. One, since the question of deposit may come 
up in connection with a reissue application or reexamination 
proceeding, the term “or patent” has been inserted after “ap- 
plication” in the first sentence. Two, since paragraph (a) pro- 
vides for a rejection under 35 U.S.C. 112 when a deposit actually 
made cannot be accepted, it is considered an appropriate re- 
sponse that a deposit actually made should be accepted. Thus, 
the term “and/or why a deposit actually made should be ac- 
cepted” has been inserted at the end of the first sentence of 
paragraph (b)(2) as adopted. 

Paragraph (c) as proposed has been adopted except that the 
term “for patent” has been inserted after “application” in the 
first sentence to make it clear that this paragraph does not apply 
to other applications, such as applications for reissues. Addi- 
tionally, the word “the” before the proposed term “required 
deposit” has been changed to “a” because the term “the required 
deposit” had no antecedent basis. Finally, the term “37 CFR” 
preceding “1.136” in the proposed rule has been replaced with 
“§" as adopted to be consistent with standard nomenclature. 

Paragraph (d)(3) as proposed required a taxonomic descrip- 
tion of the deposit. Paragraph (d)(3) as adopted requires a 
description of the deposited biological material sufficient to 


specifically identify it and to permit examination. Paragraphs. 


(d)(1), (d)(2), (d)(3) and (d)(4) have otherwise been adopted 
exce’pt for the addition of prefatory articles “The” or “A”. 
Response to and Analysis of Comments 

Written comments from sixteen (16) sources were received 
in response to the notice of proposed rulemaking. Some sug- 
gestions made in comments have been adopted as presented or 
in modified form and others have not been adopted. A detailed 
analysis of the comments follows. 

Comment: The proposed rule numbers, except § 1.200, are 
the same as those of the old interference rules, and it appears 
to be Office practice to normally avoid using rule numbers which 
end in “00,” especially for a rule, viz., § 1.200, which is the 
first of a group of rules. The rules, if adopted, should have 
different numbers. 

Response: The suggestion has been adopted. Proposed 
§§ 1.200 through 1.208 have been renumbered as §§ 1.801 
through 1.809 as adopted, respectively. 

Comment: Two comments ask whether the rules will apply 
retroactively. One comment suggests that they should and fur- 
ther, that the benefits provided for depositors in proposed §§ 
1.207(b) and (c) take effect immediately so that those patent 
applicants who would benefit from them will be encouraged 
not to delay in filing or obtaining a patent until a final rule takes 
effect. 

Response: To the extent the rules codify existing Office 
practice, they are already effective. Otherwise, the rules will be 
effective in applications for patent or for reissue of patent filed 
on or after January 1, 1990, and in reexamination proceedings 
in which the request for reexamination was filed on or after 
January 1, 1990, except that deposits made prior to the effective 
date which are acceptable under current practice will be accept- 
able in such applications and proceedings. Applicants and patent 
owners are encouraged to comply now with those requirements 
of the rules not required by existing Office practice. 

Comment: A sentence should be added at the end of proposed 
§ 1.200 to clarify that the rule does not preclude the possibility 
of depositing other biological materials for patent purposes, such 
as plants per se, even though not within the scope of the term 
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“biological material” as defined by the rule. Adding such a 
sentence would be consistent with previous concerns expressed 
to the Office over the possible requirement for deposits with 
respect to plant patents. With the added sentence, the rule would 
not address any kind of requirement for deposit in plant pa 
tents. 

Response: In a response to a comment in the notice of pro- 
posed rulemaking, it was stated that the Office did not intend 
to propose rules on deposits under the Plant Patent Act (35 U.S.C. 
161-164) at this time, nor will the Office take the position that 
a deposit is required under the present provisions of 35 U.S.C. 
162. The text of the rule adopted in § 1.801 is the same as 
proposed in § 1.200 except that the rule now explicitly states 
that the regulations are for purposes of patents for inventions 
under 35 U.S.C. 101. Thus, these regulations do not and are 
not intended to address the question of deposits in plant patent 
applications. 

Comment: One comment suggests that the language in 
§ 1.200 should be expanded to make it clear that other biological 
materials, such as plants per se, are not precluded from being 
deposited. Another comment assumes that the Office intends 
to limit the scope of “biological material” as defined by this 
rule. The rules and commentary should indicate that the scope 
and effect of the rules are limited to biological materials as 
defined in the rules. This rule is acceptable provided it simply 
defines what constitutes biological material. 

Response: None of the suggestions have been adopted. In a 
response to a comment in the notice of proposed rulemaking, 
it was stated that biological material is defined in the proposed 
rule in terms of a non-exhaustive list of what it includes and 
that no materials were explicitly excluded. The response also 
stated that the Office does not contemplate that there would be 
many situations where a material that is not capable of self- 
replication either directly or indirectly would be acceptable as 
a deposit under these regulations but that an applicant was not 
precluded in any given case from attempting to show why such 
a material should be acceptable. Plants per se are an example 
of such materials. 

Comment: The proposed rules do not, but should, address a 
problem associated with marine sponges and other marine 
macroorganisms. These materials and their natural location can 
be adequately described so that one skilled in the art could obtain 
them using the necessary equipment. But their taxonomy is in 
a developmental stage and scientific names are subject to re- 
vision. Deposit and maintenance of these materials in viable 
form is not practical. They can and have been deposited in non- 
viable form, preserved or fixated in a suitable non-destructive 
medium, where their shelf life is expected to be at least 30 years. 

Response: See the response to the previous comment. As 
stated in a response to a comment in the advance notice of 
proposed rulemaking, the PTO Board of Patent Appeals and 
Interferences held that a description of the precise geographic 
location of marine tunicates used in a claimed invention was 
adequate to satisfy the enablement requirement of 35 U.S.C. 112. 
Ex Parte Rinehart, 10 USPQ2d 1719 (PTO Bd. Pat. App. & Int. 
1985). It was also stated in that response that the term “readily” 
as used in the term “known and readily available” appearing 
in the proposed rules is considered appropriate to define that 
degree of availability which would be reasonable under the 
circumstances. Since the comment states that the subject ma- 
terials and their natural location can be adequately described 
so that one skilled in the art could obtain them using the nec- 
essary equipment, the disclosure would appear to be sufficient 
to meet the enablement requirements of 35 U.S.C. 112 without 
a deposit so long as their degree of availability is reasonable 
under the circumstances. 

Comment: In a response to a comment in the notice of pro- 
posed rulemaking which was in response to a solicitation for 
comments in the advance notice of proposed rulemaking on the 
setting of an appropriate minimum number of seeds to ensure 
availability of the seed through the enforceable life of the patent, 
it was stated that the Office does not intend to propose rules 
quantifying a minimum number of seeds but that the Office will 
consider 2500 to be a minimum number in the normal case and 
will provide an applicant an opportunity to provide justification 
why a lesser number would be suitable under the circumstances 
of a particular case. One comment suggests that 2500 may 
present problems where the normal yield of a plant is only a 
few seeds. A more reasonable minimum is 1250. Another 
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comment suggests that there be no minimum number but an 
obligation on the part of the depositor to replace a seed each 
time one is requested. 

Response: Since the Office has stated that an applicant will 
be provided an opportunity to show why a lesser amount than 
2500 seeds would be appropriate in a particular case, the policy 
of requiring minimum number of 2500 is adhered to. An obligation 
on the part of the depositor to replace a seed each time one is 
requested is simply impractical. 

Comment: The title of proposed § 1.201 should be changed 
from “Need to make a deposit” to “Opportunity to make a 
deposit” since the provision states that “the disclosure may 
include a deposit of a biolcgical material . . . .” 

Response: The suggestion has been adopted in part. Since § 
1.802 applies to situations both when a deposit may be made 
(optional) and when a deposit is neoessary, the heading of the 
rule states both need and opportunity in the alternative. 

Comment: Proposed § 1.201(a) should state that the disclosure 
may include reference to a deposit, rather than that the disclosure 
may include a deposit. 

Response: The suggestion has been adopted in § 1.802(a). 

Comment: Proposed § 1.201(a) does not clearly permit de- 
posits where conditions enumerated therein do not apply. The 
proposed rule should be revised by eliminating the requirement 
that the biological material not be known and readily available 
to the public before a deposit may be made. The proposed 
revision would make clear that an applicant has a universal and 
unconditional right to make a deposit of a biological material 
whenever the biological material cannot be described in writing 
alone, regardless of whether the material is known and readily 
available. The rule as proposed is not consistent with the per- 
missive use of deposits where they might not be mandated. The 
proposed revision would dispel any suggestion or implication 
that the legal standard under which deposits are mandated is 
that the biological material be neither known nor readily avail- 
able. Obviously, such materials even if unknown and not readily 
available might be enabled solely through a written description, 
rendering deposit unnecessary. 

Response: The suggestion has been adopted in § 1.802(a). 
In addition, the rule as adopted permits deposits even where 
the biological material can be described in writing alone and 
even where the claimed invention is not, or does not rely on, 
the biological material. Section 1.802(a) as adopted permits 
reference in the disclosure to a deposit of a biological material, 
the only precondition being that an invention is or relies on that 
material. The requirement in the proposed rule that the biological 
material not be known and readily available to the public and 
not be describable in writing alone, and that the material 
be, or be used for, the claimed invention, has not been 
adopted. 

Comment: Two comments suggest that § 1.201(a) refer to 35 
U.S.C. 112. One comment suggests that § 1.201(a) should make 
some reference to 35 U.S.C. 112 for completeness. Another 
comment suggests that proposed § 1.201 (a) contains no standard 
and should thus make reference to 35 U.S.C. 112, for example, 
by inserting words to the effect that the biological material 
cannot be described in writing alone to satisfy the requirements 
of 35 U.S.C. 112. 

Response: The suggestions have not been adopted. But see 
the response to the next comment. 

Comment: Proposed § 1.201(b) should be revised by stating 
that biological material need not be deposited unless necessary 
for the satisfaction of the statutory requirements of 35 U.S.C. 
112. Thus, the rule would state that the ultimate reason for a 
requirement for a deposit would be to satisfy 35 U.S.C. 112. 
Further, the rule should state one circumstance, among others, 
where a biological material need not be deposited, viz., where 
it is known and readily available to the public or can be made 
or isolated without undue experimentation. The last sentence 
of proposed § 1.201(b) should state a precondition that a deposit 
of the biological material be made in a depository complying 
with these regulations. 

Response: The suggestions have been adopted in § 1.802(b). 

Comment: Proposed § 1.201(c) should be revised by stating 
that the actual deposit of a biological material referred to in a 
specification disclosure also does not create a presumption that 
the material is necessary to satisfy 35 U.S.C. 112 or that the 
deposit is or was required. The proposed revision would rec- 
ognize that the act of deposit does not and should not constitute 
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an admission by the applicant that the deposit was made because 
it was necessary to satisfy 35 U.S.C. 112. For example, deposit 
may be necessary in the United States prior to the time a patent 
application is filed in order for an applicant to be entitled to 
assert a priority right under patent laws of a foreign country 
based on a United States application which makes reference to 
such deposit. Additionally, applicants ought to be encouraged 
to make deposits in questionable cases without such act being 
construed as an admission of any sort. 

Response: The suggestion has been adopted in § 1.802(c). 

Comment: The term “or other biological material” in proposed 
§ 1.201(c) should be changed to “or any other biologial material” 
to make sure that all biological materials that would normally 
be considered for deposits are included. 

Response: The comment is not understood. Nevertheless, it 
is moot. The term “specific organism or other biological ma- 
terial” in proposed § 1.201(c) has been changed to “biological 
material” in § 1.802(c) as adopted. 

Comment: Two comments suggest that proposed 
§ 1.202(a)(2) unnecessarily limits who may be consulted in 
determining the suitability of a depository to be recognized by 
the Office to those in the biotechnology industry or Government 
agencies. Views from academia may be wanted. One of the 
comments suggests, therefore, that the term “from the biotech- 
nology industry or governmental agencies” be deleted from § 
1.202(a)(2). 

Response: The suggestions 
§ 1.803(a)(2). 

Comment: Proposed § 1.202(a) should be revised to state that 
a deposit shall be recognized for the purposes of these regu- 
lations if made in a depository according to subparagraph (1) 
or (2) thereof. The proposed revision would allow for deposits 
other than in Office-recognized depositories, but give deposits 
in Office-recognized depositories the “safe harbor” advantages 
of these regulations. 

Response: The suggestion has been adopted in § 1.803(a). 
Simply put, the rules do not prohibit deposits made under any 
conceivable conditions. The Office will treat a deposit not made 
according to these regulations, however, as if no deposit had 
been made. 

Comment: The provision set forth in proposed § 1.202(c)(3), 
i.e., that a depository seeking status under paragraph (a)(2) 
indicate that it intends to be available, for the purposes of deposit, 
to any depositor under these same conditions, should also be 
listed in § 1.202(a)(2), which enumerates the qualifications for 
a depository seeking recognition as suitable by the Office. 

Response: The suggestion is not being adopted. The require- 
ment in proposed § 1.202(a)(2)(v), and § 1.803(a)(2)(v) as 
adopted, that the depository be impartial and objective, is in- 
clusive of a requirement that it be available, for purposes of 
deposit, to any depositor under these same conditions. 

Comment: One comment suggests that the proposed rules do 
not adequately define the term “depositor”. It could be the 
inventor, the assignee, one to whom the inventor has an obli- 
gation to assign, or the individual who signs the deposit form. 
In the case of joint inventors with different institutional ties, who 
is the depositor ? Assuming that where the inventor is a university 
professor, the depositor is the university, deposit in that uni- 
versity’s depository would be precluded by proposed § 
1.202(a)(2)(ii) and possibly § 1.202(a)(2)(v). Anexception should 
be made for non-profit organizations. They should be allowed 
to “self-deposit” since it is highly improbable that they would 
refuse to provide samples to third parties. The availability of 
a strain from a university was found to satisfy 35 U.S.C. 112 
in Merck and Co., Inc. v. Chase Chemical Co., 273 F.Supp. 68, 
77, 92, 155 USPQ 139, 146, 159 (D.N.J. 1967). Another com- 
ment suggests that it is not clear, where the depositor is a 
separate, independent division of a particular entity and the 
depository is another separate, independent division of the same 
entity, whether this arrangement meets the terms of proposed 
§ 1.202(a)(2)(ii). 

Response: None of the suggestions have been adopted. In § 
1.803(a)(2)(ii) as adopted, a depository recognized to be suitable 
by the Office and not otherwise an IDA must exist independent 
of the control of the depositor. In a response to a comment in 
the notice of proposed rulemaking, it was stated that the term 
“depositor” is intended to include the party on whose behalf 
the deposit is made. It was further stated in that response that 
the rationale of the Office in requiring that a depository, if not 
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an IDA, be independent of the depositor was adequately dis- 
cussed in the advance notice of proposed rulemaking. The 
advance notice stated: 

The concept of an independent depository or an IDA as an 
acceptable depository is based on the need and desire to ensure 
the safe and reliable storage of a deposited biological material 
under circumstances that are free of the opportunity for inten- 
tional or negligent handling of the deposited material. The use 
of an independent depository or an internationally recognized 
depository will tend to preserve the integrity of the deposit 
process against those that may accidentally alter the deposited 
material, may wish to tamper with the deposited material or 
may wish to resume control of its availability when the patent 
is no longer enforceable, and to preserve the interest of the public 
in the free access to the biological material for any purpose 
once the term of the patent expires. Further, while the PTO is 
constrained to approve independent depositories other than an 
IDA, the PTO has neither the resources nor capability to assess 
the individual capability of any party that wishes to act as its 
own depository. The rules under consideration are intended to 
minimize depositories that will be found acceptable. 

The above discussion applies to non-profit organizations as 
well as for-profit organizations. Moreover, it is clear from the 
discussion above that the scope of the term “depositor” is limited 
only by the requirement that the depositor have no control over 
the depository. Such a relationship is not necessarily inconsistent 
with one where there is some legal relationship between deposi- 
tor and depository. The Merck case cited above does not stand 
for the proposition that a university is necessarily an acceptable 
depository because it makes available samples of a biological 
material. In Merck, the availability of the biological material 
from the university was evidence that the biological material 
was known and readily available. While a deposit by an applicant 
in a depository under the applicant’s control will not be rec- 
ognized by the Office as a deposit under these regulations, an 
applicant is not precluded from showing that the deposited 
material, by virtue of conditions of public knowledge of un- 
restricted availability of samples of the deposit, is known and 
readily available to the public. However, depositors should be 
aware that relying on such a showing rather than making a 
deposit according to these regulations involves a risk that the 
biological material might in the future not be readily available. 
The university relied on in the Merck case, for example, even- 
tually ceased its practice of making biological materials readily 
available. 

Comment: Proposed § 1.202(b) is intended to apply in the 
event that a depository ceases to enjoy the status of a recognized 
depository. The manner of making a substitute deposit in such 
a situation would not seem to be fully explained by a reference 
to proposed § 1.204. For example, if a depository were to cease 
operation, it might not be able to, in the words of proposed § 
1.204(a), “promptly after having noted its inability to furnish 
samples, notify the depositor of such inability”. Second, the rule 
as proposed is difficult to follow. For example, it indicates that 
a substitute deposit “must be viable if the biological material 
is of a kind capable of self-replication”. The implication that 
certain deposits might be non-viable is at best confusing in the 
absence of a definition for viability. 

Response: Proposed § 1.202(b) has not been adopted. Section 
1.805, the rule as adopted on replacement deposits, puts the 
burden exclusively on the applicant or patent owner, whatever 
the case may be, to both make a replacement deposit and make 
the necessary showing that such a deposit complies with these 
regulations. Viability is dealt with exclusively by § 1.807 as 
adopted. 

Comment: Three comments suggest that it be a requirement 
of the rules that the biological material have been in existence 
at the time of filing the patent application. One comment sug- 
gests that a sentence be added to proposed § 1.208(a) to require 
that the application as filed state that the biological material is 
in existence. The other comments suggest that proposed § 1.203 
require an averment that the deposited biological material was 
in existence at the time the application was filed. 

Response: None of the suggestions have been adopted. Patent 
law does not require an actual reduction to practice as acondition 
precedent to filing a patent application. While few, if any, 
situations can be imagined where the description requirement 
of 35 U.S.C. 112 can be satisfied where the biological material 
was not in existence at the time of filing, the rules do not preclude 
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such a situation. But see the response to the next com- 
ment. 

Comment: Proposed § 1.203(a) should require that a biologi- 
cal material may be deposited only if an adequate antecedent 
basis exists in the specification as filed, i.e., the biological 
material to be deposited must be specifically identified therein. 

Response: The suggestion has been adopted in § 1.804(a). 
It must be clear from the application as filed that the invention 
claimed and described in the specification “was fully capable 
of being reduced to practice (i.e., no technological problems, 
the resolution of which would require more than ordinary skill 
and reasonable time, remained in order to obtain an operative, 
useful process).” Feldman v. Aunstrup 5i7 F.2d 1351, 1355, 
186 USpQ 108, 113 (CCPA 1975), cert. denied, 424 U.S. 912 
(1976). Accord, In re Lundak, 773 F.2d 1216, 1221, 227 USPQ 
90, 94 (Fed. Cir. 1985). 

Comment: Two comments suggest that proposed § 1.203(a) 
be revised so that it addresses the permissible situation where 
a deposit is made during the pendency of an application for 
patent not pursuant to a requirement made by an exam- 
iner. 

Response: The suggestion has been substantially adopted in 
§ 1.804(a). An original deposit may be made, subject to § 1.809, 
during pendency of the application for patent. Where § 1.809 
does not apply, i.e., where a deposit is ultimately not required, 
a deposit may be made at any time during pendency. 

Comment: The Office should discuss in the commentary 
accompanying the notice of proposed § 1.203(b) as a final rule 
the meaning and intent behind the requirement that the deposited 
biological material be the “same” as the material described in 
the specification. For example, does the Office contemplate that 
the statement constitute a representation that the deposited 
material is in essentially the same form as was in existence at 
the time of the filing of the patent specification, and, accordingly 
as specifically described therein ? 

Response: Proposed § 1.203(b) has been adopted as 
§ 1.804(b) but with the word “same” deleted and the term 
“described” replaced with “specifically identified.” Under § 
1.804(b), the biological material deposited must be a biological 
material specificaliy identified in the application as filed. 

Comment: One comment asks whether a patent which is 
defective because of the lack of a deposit can be rectified by 
making the deposit in connection with a reissue application. 
Another comment points out that the issue of post-grant original 
deposits is not addressed by these regulations and the Office 
is urged to comment to this effect in thé final promulgation of 
the rules. 

Response: It is assumed from the comment that a deposit was 
necessary at the time the patent issued. A patent defective 
because of lack of a necessary deposit is necessarily fatally 
defective for failure to comply with the first paragraph of 35 
U.S.C. 112. Reissue is not available in such cases. See In re 
Hay, 534 F.2d 917, 189 USPQ 790 (CCPA), cert. denied, 429 
U.S. 977 (1976). Whether reissue is available where a biological 
material necessary for compliance with 35 U.S.C. 112 was 
known and readily available at the time of issuance of the patent 
and subsequently ceased to be readily available is not addressed 
by this response. Nor do the rules address the question of post- 
issue original deposits, whether necessary or not to comply with 
the patent statutes. : 

Comment: Many comments were received regarding pro- 
posed § 1.204 and the subject of replacement deposits. One 
comment suggests that the time limits in proposed § 1.204(a) 
for making replacement deposits, specifically as they apply post- 
grant, are totally arbitrary. For example, a replacement deposit 
made four months after notice from the depository, without a 
suitable petition for extension of time, could not be relied on. 
A number of comments suggest that in proposed § 1.204(a), 
it is not clear who is required to petition whom in order to obtain 
an extension of time’ in which to make a replacement deposit. 
A depository is not equipped to deal with the legalities of such 
matters. If the petition is filed with the Office, there will be 
administrative burdens. Another comment suggests that instead 
of specified time limits and petitions for extensions of time, the 
rule should state that where a patentee makes a replacement 
deposit, the patentee shall promptly request a certificate of 
correction identifying the particulars of the replacement deposit 
and that no such certificate of correction shall be granted unless 
the request includes, inter alia, a verified showing that the 
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patentee acted diligently in making the replacement deposit. A 
certificate of correction in providing the particulars of the new 
deposit (depository and accession number) would provide the 
simplest and most straightforward vehicle under which the 
patentee could assure continuing public notice (and accordingly 
public access) to particular biological materials described in the 
specification. Corrections to the issued patent would be made 
subject to all conditions of these deposit regulations and an 
additional specific requirement that the replacement deposit be 
made diligently after the notification is received that samples 
cannot be furnished from the deposit. This generalized require- 
ment of diligence is preferable to the more rigid and cumbersome 
procedures set forth in the rules as proposed. 

Response: The provisions of a three-month time limit for 
making a replacement deposit and petitioning for extensions of 
time t extend the limit in proposed § 1.204(a) applied by their 
terms only to patentees or patent owners. These provisions have 
not been adopted. Except in reexamination and reissue appli- 
cations, it is beyond the rulemaking authority of the Office to 
regulate issued patents. Thus, instead of requiring patent owners 
to make replacement, or supplemental, deposits and to make 
them within a specified time, or to require them to request 
certificates of correction, paragraphs (a), (b) and (c) of § 1.805 
as adopted specify that a replacement or supplemental deposit 
made in connection with a patent, whether or not made during 
the pendency of an application for reissue patent or a reexami- 
nation proceeding or both, shall not be recognized in any Office 
proceeding unless the patent owner requests a certificate of 
correction under § 1.323 provided certain specified conditions 
are met, including that the patent owner acted diligently in 
making the replacement or supplemental deposit and promptly 
thereafter requested the certificate of correction. 

Comment: The rules should indicate that replacement deposits 
made during the pendency of an application will be treated in 
exactly the same way as any other deposit made after the filing 
date. 

Response: The suggestion has been essentially adopted in § 
1.805(a) which states, inter alia, that a replacement or supple- 
mental deposit made in connection with an application for patent 
shall be accepted if it meets the requirements for making an 
original deposit under these regulations, including the require- 
ment set forth under § 1.804(b). 

Comment: The rules should address a situation where the 
deposit is of a non-viable biological material, such as a marine 
sponge or other marine macroorganism. Filling requests for 
samples can ultimately consume the entire deposit. Two other 
comments suggest that a depositor be permitted to charge the 
requesting party a fee sufficient to cover the cost of replacing 
the deposit. A competitor could “drain off” the store of deposit 
and thereby require replacement at significant economic hard- 
ship to the depositor. 

Response: Where the biological material deposited is capable 
of self-replication either directly or indirectly, exhaustion of the 
deposit would appear to be highly unlikely. Regardless of the 
type of biological material deposited, however, the depositor 
must assure that samples thereof be available beyond the en- 
forceable life of any patent relying on the material. 

Comment: Nothing in the regulations which define the suita- 
bility of a depository requires that the depository itself must 
provide notice to depositors in the event of an inability to furnish 
samples yet proposed § 1.204(a) does. 

Response: The suggestion has been adopted in 
§1.803(a)(2)(vii). 

Comment: A number of comments suggest that the legal 
ramifications of an additional deposit made pursuant to pro- 
posed § 1.204(h), i.e., made where an earlier deposit has become 
contaminated or has lost its capability to function as described 
in the specification, are not clear. Some of the same comments 
go on to suggest that the deposit provided for in § 1.204(h) be 
termed a “supplemental” deposit rather than an “additional” 
deposit to emphasize the relationship between it and the earlier 
deposit, that such a deposit have the same legal effect as the 
earlier deposit provided the patent holder provides a verified 
statement that it is identical to the earlier deposit, and that it 
have the same accession number as the earlier deposit, perhaps 
with a suffix modification. One comment suggests that the rules 
require that a deposit under paragraph (h) be assigned the same 
accession number but with an appropriate suffix. A depository 
commentator asks that where a deposit under paragraph (h) is 
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made, which deposit — the earlier or the later one — should 
be made available to the public. Currently, this depository 
advises a requesting party that there are two deposits. 

Response: The suggestion of replacing the term “additional” 
with the term “supplemental” has been adopted but in a some- 
what different setting. Whereas proposed § 1.204(h) stated that 
nothing in the regulations was intended to prohibit a patentee 
from making an additional deposit, paragraphs (a), (b), (c), (f) 
and (g) of § 1.805 as adopted provide for patent owners as well 
as patent applicants making supplemental deposits of a biologi- 
cal material earlier deposited from which a depository can still 
furnish samples. These paragraphs provide for supplemental 
deposits similar to the provisions in these paragraphs for replace- 
ment deposits, including the requirement of showing diligence 
in making the deposit in connection with a patent, except that 
instead of making the deposit after receiving notice that samples 
could no longer be furnished from an earlier deposit, as in the 
case of a replacement deposit, the deposit is made after receiving 
notice that the earlier deposit had become contaminated or had 
lost its capability to function as described in the specification. 
While the rules specify that the Office in any Office proceeding 
will recognize supplemental deposits if made under certain 
conditions, it is not known what legal effect a court will give 
to such recognition. As far as what accession number a deposi- 
tory should give to a supplemental deposit, this is a matter within 
the discretion of the depository. As to which deposit, either an 
earlier deposit or a supplemental deposit, should be made available 
to the public, this would depend on the accession number 
requested. A supplemental deposit made according to these 
regulations would be freely available to the public to the same 
extent as an original deposit made according to these regulations. 
Obviously, nothing in these regulations prohibits a depository 
from advising a requesting party that there is more than one 
deposit of a particular biological material. 

Comment: To the extent proposed § 1.204 regulates the effects 
on patents, in other than certain statutorily defined situations 
such as reexamination and reissue, for failure to make replace- 
ment deposits according to the rule, it exceeds the rulemaking 
authority of the Office. An example is proposed § 1.204(c). 

Response: Section 1.805 as adopted, to the extent it addresses 
replacement deposits made by patent owners, contains no af- 
firmative provisions requiring or prohibiting replacement de- 
posits. Rather, it prescribes what an applicant or patent owner 
may do vis-a-vis the Office if a replacement deposit is made 
and what the ramifications are in any Office proceeding if a 
replacement deposit is not made or improperly made. Proposed 
§ 1.204(c) was, and § 1.805(d) as adopted is, limited to Office 
proceedings. The provision that a patentee may not replace a 
viable deposit where the depository can furnish samples in 
proposed § 1.204(h) has been replaced in § 1.805(i) as adopted 
with the provision that the Ofice will not recognize in any Office 
proceeding a replacement deposit made by a patent owner where 
the depository could furnish samples of the deposit being re- 
placed. 

Comment: One comment suggests that the term of deposit 
in proposed § 1.205 is excessive. The term should be through 
the expiration of the patent plus 10 years. Another comment 
suggests that § 1.205 be adopted except that the last sentence 
should be deleted and the term “viable” before “deposit” be 
dropped. The term “viable” should be deleted as viability is dealt 
with elsewhere, e.g., proposed § 1.206. The last sentence should 
be deleted because, while the Office may set what it considers 
adequate terms of deposit on or before patent grant, it has no 
statutory authority or mechanism for supervising the term of 
the agreement of the deposit. The last sentence is also highly 
indefinite in failing to indicate how far beyond the enforceable 
life of a patent the deposit must be maintained. 

Response: The suggestions have been adopted in part. Pro- 
posed § 1.205, including the last sentence, has been adopted 
as § 1.806 except that the thirty-year term applies to any deposit 
made before or during pendency of an application for patent. 
No requirement of viability is stated in the rule. The Office agrees 
that once a patent issues, it has no authority or mechanism for 
supervising the term of the agreement of the deposit. But the 
Office does have the authority to set the term of deposit while 
an application is still pending. That is all § 1.806 does. In almost 
all cases, the term of deposit as set forth in the first sentence 
of § 1.806 will extend beyond the enforceable life of the patent 
for which a deposit was made. The last sentence of § 1.806 is 
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intended to cover those rare circumstances where extended 
prosecution in the Office results in expiration of the term of 
deposit as set forth in the first sentence while the patent is still 
enforceable. At this time, there appears to be no need to specify 
any finite time period beyond the enforceable life of a patent. 
If experience demonstrates that the public interest is not being 
served by the present provisions, an appropriate amendment will 
be proposed. 

Comment: A depository commentator suggests that the re- 
quirement in proposed § 1.207(b)(1) that a request for a sample 
of the deposited material be signed poses an administrative 
burden on depositories which accept telephone, telex and elec- 
tronic mail requests for samples. Requiring that a request be 
signed can and will delay the receipt of samples by many days. 
The signing requirement should not be adopted. 

Response: The suggestion has been adopted in § 1.808(b)(1). 

Comment: A depository commentator suggests that the re- 
quirement in proposed § 1.207(b)(3) that a copy of the request 
be provided to the depositor poses a problem since most requests 
also include a request for samples of many other deposited 
biological materials. For such a request, it would be necessary 
to send a copy to each depositor, blanking out the other deposits 
not made by that depositor. It should be sufficient that the 
depositor is notified to whom and the date a sample was pro- 
vided. The cost will be much greater if a copy has to be sup- 
plied. 

Response: The suggestion has been adopted in § 1.808(b)(3). 

Comment: A depository commentator suggests that in pro- 
posed § 1.207(b), it is not clear, after the term of the patent, 
whether the deposit is again restricted as it was before the patent 
was granted, i.e., not furnished unless the requesting party has 
the proper authorization from the depositor or the Commis- 
sioner, or whether the deposit is no longer subject to subpara- 
graphs (1), (2) and (3) thereof and can be furnished without any 
specific identification or notification. It is suggested that either 
a statement be added as to what happens after the term of the 
patent or the term “during the term of the patent” be deleted. 

Response: The suggestions have not been adopted. Section 
1.808(a)(2) requires that subject to paragraph (b) thereof, all 
restrictions imposed by the depositor on the availability to the 
public of the deposited material will be irrevocably removed 
upon the granting of the patent. Paragraph (b), by its terms, is 
limited to the term of the patent. A contract between a depositor 
and a depository according to paragraph (b) but which extends 
beyond the term of the patent would violate paragraph (a)(2). 
It should be self-evident that for deposits in compliance with 
these regulations, samples .of the deposit may be furnished 
without any specific identification or notification for requests 
made after the term of the patent. 

Comment: While many comments suggest adoption of a rule 
restricting the transfer of a sample of a deposited material to 
a third party without the depositor’s permission, such as pro- 
posed § 1.207(c), as well as the adoption of a rule requiring 
other restrictions on access to deposited material, two comments 
suggest that such rules not be adopted. The rationale is that if 
a deposit is basically a replacement for that which could not 
be adequately written in the patent specification itself, no specific 
statutory authority exists for restricting access to the deposited 
material any more than the patent law would countenance re- 
strictions on access to the written description itself. If abuses 
exist by virtue of the absence of limitations on access to de- 
posited materials, then the remedy for patent infringement is 
as applicable to deposited material as it is to infringers acting 
from knowledge of the written description itself. Accordingly, 
unrestricted access to deposits should be allowed. One of the 
comments suggests further that if there are to be some restric- 
tions to access, proposed § 1.207(c) is otherwise problematic 
and ineffective. For example, the limitation on access applies 
to “derived” materials which could include wholly noninfring- 
ing derivatives which might themselves constitute a patentable 
invention of a third party requester. The proposed rule would 
deny the third party requester the right to what ought to be an 
unrestricted right to sell or otherwise dispose of this derivative 
material to third parties. Moreover, the proposed rule is reme- 
diless since the Office neither has continuing jurisdicton over 
the patentee nor a third party requester. Two depository com- 
mentators expressed reservations about proposed § 1.207(c). 
One suggests that the first sentence therein is in direct contra- 
diction to the long-standing policies of both NRRL and ATCC. 
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Most depositories no longer require this type of guarantee from 
requesting parties as they find it almost impossible to enforce. 
The other suggests that the administrative burden to the deposi- 
tory in handling agreements made pursuant to the proposed rule 
will be great and the cost will be borne by the depositor. At 
$10 an agreement and 300 requests a year for a particular deposit, 
the cost to the depositor would be $3,000 a year. If § 1.207(c) 
is adopted, there should be some mention that if a depository 
charges a fee for this service, the fee must be paid or the 
depository will not be obligated to provide the service. In the 
European Patent Office (EPO), which has a similar provision, 
the EPO, not the depository, obtains the agreement and advises 
the depository to make the sample available. The comment asks 
if the Office is prepared to do this. Additional comments ask 
what rules govern a new deposit for patent purposes of the same 
or derived biological material by a requesting party if the substance 
of proposed § 1.207(c) is adopted. Some comments were in 
response to a solicitation in the notice of proposed rulemaking 
for alternative approaches and suggestions for an appropriate 
definition of “essential characteristics” with respect to derived 
material in proposed § 1.207(c). 

Response: The Office has decided not to adopt a rule per- 
mitting a depositor to require that a sample of a deposited 
biological material shall be furnished only if the requesting party 
has agreed not to make the material or a derivative thereof 
available to a third party without the depositor’s permission. 
Thus, proposed § 1.207(c) has not been adopted. The Office 
agrees with many of the comments about shortcomings in the 
proposed rule. Fundamentally, however, the proposed rule has 
not been adopted in view of the rationale stated in the comment 
that no greater restriction on access to a deposit should be 
permitted than is permitted on access to the written description 
itself, even considering that the practical value of access to a 
deposit may be substantially greater than access to the written 
description and that infringement may be more difficult to 
police. While it might be argued that the adoption of proposed 
§ 1.207(b) with revisions as § 1.808(b) is inconsistent with this 
rationale, the Office believes that permitting the depositor to 
require a requesting party, in essence, to identify itself is not 
unreasonable under the circumstances and is consistent with 
international practice as embodied in the Budapest Treaty. 

Comment: Many comments which suggest the adoption of 
the substance of proposed § 1.207(c) also suggest the adoption 
of rules incorporating the recommendations made in the April 
8, 1987 World Intellectual Property Organization (WIPO) report 
on the Industrial Property Protection of Biotechnological Inven- 
tions (1) to use the biological material only for experimental 
purposes concerning the invention, and (2) not to export the 
biological material except to a country for which a relevant 
patent has been granted. The reasons generally given were that 
it is necessary to protect the patentee and enhance the patentee’s 
ability to enforce a patent relying on a deposited material. One 
comment suggests that incorporating the recommendation on 
experimental use would clarify what is permitted by law. In the 
Notice of Proposed Rulemaking, 53 Fed. Reg. at 39423-24, the 
Office described the difficulties in drafting a regulation incor- 
porating these recommendations and requested specific sugges- 
tions as to how to draft a regulation which both accomplishes 
the intended purpose and is not inconsistent with law. No 
specific suggestions were received, although one comment 
suggests that where a deposited material is covered by an 
unexpired U.S. patent, a rule be adopted permitting the depositor 
to require the requesting party to agree to comply with the 
provisions of 35 U.S.C. 271. Another comment suggests that 
legislation is necessary to deal with the problems addressed by 
the WIPO recommendations. A restriction against exports could 
be considered to be violative of 35 U.S.C. 112 since foreign 
requesters would be denied access to deposits where a patentee 
had never sought foreign patent protection. A restriction to 
experimental purposes only, while more justifiable, raises two 
problems. One is that “experimental purposes” have not been 
defined and the term has been open to several interpretations. 
The other is that the proper redress for non-experimental use 
is a suit for patent infringement, not a suit based on the re- 
quester’s promise to the depository. The comment suggests that 
a tule be adopted permitting the depositor to require that a 
requesting party acknowledge that the furnishing of a sample 
of the deposited biological material does not constitute a license, 
express or implied, to use that sample for any purpose. 
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Response: None of the suggestions have been adopted for 
essentially the same rationale discussed in the response to the 
previous comment. None suggest how to draft a regulation 
which both accomplishes the intended purpose and is not in- 
consistent with law, and which provides a compelling justifi- 
cation and rationale for departing from present policy and practice. 
The suggestion that a requesting party agree to comply with 35 
U.S.C. 271 as a condition precedent to obtaining a sample of 
deposited biological material is interpreted as an agreement not 
to infringe a corresponding valid patent, something which a 
requesting party is already bound not to do under law. The 
suggestion that a depositor be permitted to require a requesting 
party to acknowledge that there is no express or implied license 
to use a sample for any purpose exceeds the rulemaking au- 
thority of the Office since certain unlicensed uses of patented 
subject matter have been found by the courts to be permissible. 

Comment: Many of the comments suggesting adoption of the 
substance of § 1.207(c) and/or the WIPO recommendations on 
experimental use and export also suggest adoption of rules 
permitting additional restrictions. One comment suggests re- 
quiring the recipient of biological material to report, at least 
annually, to the patent holder, on the research and other results 
obtained by use of the biological material. The same commen- 
tator suggests that even after patent expiration, an unlicensed 
recipient should not be permitted to use the biological material 
for other than experimental purposes absent agreement from the 
depositor. The commentator would prohibit commercial use of 
the biological material without permission of the depositor. 
Another comment suggests that the policy consideration for 
permitting deposits is to insure that the patented invention can 
be practiced after patent expiration. Requiring a requesting party 
to enter into an agreement with the depositor defining the terms 
and conditions under which a sample of the deposited material 
would be used, making an accounting of such use, and proof 
of compliance, is neither unreasonable nor contrary to law. It 
would not place an administrative burden on the Office since 
the depository could be permitted to release samples only if the 
requesting party signs a license. Any attempt by the depositor 
to impose an unlawful restriction and withhold release would 
be a matter for the courts, not the Office. Another comment 
suggests various additional restrictions be adopted. These are 
(i) that the requesting party have residence in the U.S. or in 
the country where the depository is located, if different; (2) that 
the patentee be given the option to restrict furnishing of samples 
to independent experts only for the duration of the patent; and 
(3) that the deposit be released only if the depositor expressly 
consents (in the absence of which validity of the patent must 
be resolved without recourse to the deposit). Restriction (1) 
should be adopted so that the deposit cannot be legally exported 
to a country where the patent owner has no enforceable rights. 
Restriction (2) should be adopted to prevent access of the 
deposited material to potential infringers. Its adoption should 
be coupled with a statement that a deposit released to an expert 
shall be regarded as being available to the public. Restriction 
(3) should be adopted as an extension to the description in 
proposed § 1.201 that the disclosure “may include a deposit.” 
In other words, the patentee at any time during the patent term 
should be able to rely on the written description alone for 
satisfying 35 U.S.C. 112, such as where the reasons for requiring 
a deposit originally no longer exist. 

Response: None of the suggestions have been adopted for 
essentially the same reasons discussed in the responses to the 
previous two comments. 

Comment: A depository commentator suggests that proposed 
§ 1.207(d) needs further deliberation. Now, publication in a U.S. 
patent of a it and accession number is sufficient for that 
depository (A tomake samples available. The Office should 
be prepared to receive several thousand requests for certification 
under § 1.207(d) if adopted. If the Office is going to certify the 
availability of deposits, it should certify the availability of all 
deposits. Easier than the proposed rule would be to include a 
statement in the patent that there is a deposit, its accession 
number and where it is deposited, and that it has been made 
under the condition that it is available upon publication of the 
issued patent. 

Response: The suggestion has not been adopted. The com- 
ment appears to be i ing the term “Upon request” at the 
beginning of proposed § 1.207(d) to mean “Upon request to 
a depository for a sample of a deposited material”, or in other 
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words, the commentator appears to have interpreted the pro- 
posed language as requiring the depository to request certifi- 
cation from the Office each time a request for a sample of a 
deposit is made. It was not intended to impose such a burden 
on depositories. Rather, it was intended that the term “Upon 
request” refer to a request made to the Office. Therefore, pro- 
posed § 1.207(d), revised by inserting the term “made to the 
Office” after “Upon request”, has been adopted as 

§ 1.808(c). 

Comment: One comment suggests that there is no apparent 
reason for the use of the different words “ [e]stablishing” and 
“[a]rguing”, in proposed paragraphs (b)(2) and (b)(3), respec- 
tively, of § 1.208 since the same meaning is intended by each. 
Either word alone should be used in both subparagraphs (2) and 
(3). The same comment goes on to suggest thai the reference 
to paragraph (b)(2) in the last sentence of proposed § 1.208(b)(3) 
is redundant since the examiner may be convinced that a deposit 
is not required where the applicant has established that. the 
involved biological material is known and readily available to 
the public. A comment along the same lines suggests that 
paragraph (b)(2) is unnecessary. As a purely logical matter, an 
applicant ought to be entitled to reply to a rejection either by 
making an acceptable deposit or arguing why a deposit is not 
required under the circumstances. Proposed § 1.208(b)(2) is 
merely one possibility for an argument that a deposit is not 
required. 

Response: The suggestions have been adopted. Proposed § 
1.208(b)(2) has not been adopted and proposed § 1.208(b)(3) 
has been substantially adopted as § 1.809(b)(2). In addition, § 
1.809(b)(2) provides for examination with respect to a patent, 
since deposit issues may arise in connection with a reissue 
application and/or a reexamination proceeding, and provides 
also for an argument that a deposit actually made should be 
accepted. 

Comment: A number of comments suggest that the term 
“taxonomic description” in proposed § 1.208(d)(3) is unclear 
and inappropriate in some cases. One comment suggests that 
it is not clear how complete a description is required. If construed 
in its broadest sense, it could have the undesirable effect of 
delaying filing of an application until taxonomic characteristics 
have been determined. Some biological materials within the 
scope of the proposed rules, such as plasmids, are not susceptible 
of taxonomic description. The requrement that the specification 
contain a taxonomic description should not be adopted since 
such a description may not be possible and since the availability 
of a deposit makes such a description superfluous, since the 
taxonomy is inherent in the deposit. The response to comments 
made earlier regarding the taxonomic description requirement 
is inconsistent with the proposed rule. The response states that 
the extent to which a taxonomic description is required will 
depend on the facts of the case yet the proposed rule states that 
the specification shall contain such a description. The 
states that the taxonomic description must be sufficient for 
purposes of 35 U.S.C. 112 yet the requirement of a deposit 
presupposes that a written description alone will not satisfy the 
statute. The need to verify that the deposited biological material 
is that disclosed in the specification arises only when the deposit 
is made after the filing date. That situation can be dealt with 
by deleting the taxonomic description requirement from § 
1.208(d) and adding a new subparagraph (e) which would 
provide that in cases where a deposit is made after the filing 
date and where the nature of the material permits, a taxonomic 
description is required in addition to the items specified in 
subparagraph (d). Another comment suggests that the term 
“taxonomic” be deleted since it is irrelevant to many types of 
deposits and would provide greater clarity to the rules. Another 
comment suggests that the current language in proposed § 
1.208(d)(3) be replaced with “Fully identify and describe the 
deposited material”. 

Response: The suggestions have been adopted in part. Section 
1.809(d)(3) as adopted requires a description of the deposited 
biological material sufficient to specifically identify it and to 
permit examination. While the rule does not by its terms require 
a taxonomic description, such a should satisfy the 
tule as adopted in cases where the biological material deposited 
admits of a taxonomic description. 

Comment: The Office should petition the Budapest Assembly 
to address the same issues dealt with in the proposed rules so 
that they apply to both U.S. and foreign filings. Uniformity in 
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the rules is important, especially for U.S. inventors who file here 
and abroad. 

Response: While uniformity in both U.S. and foreign rules 
is desirable, this is not deemed to be the appropriate forum in 
which to address the suggestion. 


Discussion of Specific Sections 
BIOLOGICAL MATERIAL [§ 1.801]: 


The section indicates that the rules pertaining to deposits for 
purposes of patents for inventions under 35 U.S.C. 101 are 
intended to relate to biological material. For the purposes of these 
rules, the term “biological material” is defined in terms of a non- 
exhaustive list of representative materials which can be depos- 
ited in accordance with the procedures defined in these rules. 
Since these rules are intended to address procedural matters in 
the deposit of biological material for patent purposes, and are 
not designed to decide such substantive issues such as whether 
a deposit of a particular organism or material would be recog- 
nized or needed to be made for the purposes of satisfying the 
statutory requirements for patentability under 35 U.S.C. 112, 
the definition provided in this section is intended to be permis- 
sive - specifically defining materials which can be deposited. 

Biological material includes material that is capable of self- 
replication either directly or indirectly. Direct self-replication 
includes those situations where the biological material repro- 
duces by itself. Representative examples of materials capable 
of self-replication are defined in the rule. Indirect self-replication 
is meant to include those situations where the biological material 
is only capable of replication when another self-replicating 
biological material is present. Self-replication after insertion in 
a host is one example of indirect self-replication. Examples of 
indirect replicating biological materials include viruses, phages, 
plasmids, symbionts, and replication defective cells. The list of 
representative examples of each type of replicating material 
includes viruses to demonstrate that the lists are not intended 
to be mutually exclusive. 

Although plant material is included within the scope of the 
definition of biological material for purposes of patents for 
inventions under 35 U.S.C. 101, these rules on deposits are not 
applicable to applications filed under the Plant Patent Act (35 
U.S.C. 161-164). The Office is of the view that a deposit is not 
required under the present provisions of 35 U.S.C. 162. Thus, 
no plant patent granted under the provisions of 35 U.S.C. 161- 
164 need be supported by a deposit. As with other biological 
material deposited for purposes of patents for inventions under 
35 U.S.C. 101, the deposit of plant material together with the 
written specification must enable those skilled in the art to make 
and use the claimed invention. 

As with some types of reproducible biological material, seeds 
can be reproduced only after a growing season which may be 
relatively long. Although the rules do not specify a specific 
number of seeds to be deposited to meet the requirements of 
these rules, the Office will consider 2500 to be a minimum 
number in the normal case, but will give an applicant the 
opportunity to provide —_ why a lesser number would 
be suitable under the circumstances of a particular case. The 
Department of Agriculture requires a deposit of 2500 seeds for 
the grant of a Plant Variety Protection Certificate. As the re- 
production of seeds will often take a substantial period of time, 
the Office will require, at a minimum, a number of seeds that 
is likely to satisfy demand for samples once the patent is granted. 

Section 1.801 does not attempt to identify what biological 
material either needs to be or may be deposited to comply with 
the requirements of 35 U.S.C. 112. For the most part, this issue 
must be addressed on a case-by-case basis. Thus, while the 
Office does not presently contemplate that there would be any 
situations where a material that is not capable of self-replication 
either directly or indirectly would be acceptable as a deposit, 
an applicant is clearly not precluded in any given application, 
by these rules, from attempting to show why the deposit of such 
a material should be acceptable to satisfy the requirements of 
35 U.S.C. 112. 


NEED OR OPPORTUNITY TO MAKE A DEPOSIT [§ 1.802] 


This section permits a deposit of a biological material to be 
referenced in a patent application where an invention is, or relies 
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on, a biological material. The invention may rely on a biological 
material for the purposes of making or using the invention, either 
as a preferred mode or an alternative mode of operation. It is 
not necessary, for the purposes of paragraph (a), that a deposit 
be required to satisfy the requirements of 35 U.S.C. 112 before 
a reference to a deposit is permitted in the specification. 

There is no necessary implication or presumption that can 
or should be made about the need for a deposit simply because 
reference to a deposit is made in an application disclosure. As 
noted in paragraph (b), biological material need not be deposited 
unless access to such material is necessary for the satisfaction 
of the statutory requirements for patentability under 35 U.S.C. 
112 and that access is not otherwise available in the absence 
of a deposit. Where a deposit is required to provide the necessary 
access, a deposit is acceptable for patent purposes only where 
it is made in accordance with these regulations. Even where 
access to biological material is required to satisfy these statutory 
requirements, a deposit may not be necessary if access sufficient 
to satisfy these requirements is otherwise available. 

For example, applicant could show that the biological material 
is known and readily available to the public. The concepts of 
“known and readily available” are considered to reflect a level 
of public accessibility to a necessary component of an invention 
disclosure that is consistent with an ability to make and use the 
invention. To avoid the need for a deposit on this basis, the 
biological material must be both known and readily available 
- neither concept alone is sufficient. A material may be known 
in the sense that its existence has been published, but is not 
available to those who wish to obtain that particular known 
biclogical material. Likewise, a biological material may be 
available in the sense that those having possession of it would 
make it available upon request, but no one has been informed 
of its existence. 

By showing that a biological material is known and readily 
available or by making a deposit in accordance with these rules, 
applicant does not guarantee that such biological material will 
be available forever. Public access during the term of the patent 
may affect the enforceability of the patent. Although there is 
a public interest in the availability of a deposited biological 
material during and after the period of enforceability of the 
patent, the examiner need not be unduly concerned about 
continued access to the public. Unless there is a reasonable basis 
to believe that the biological material will cease to be available 
during the life of the patent, the examiner should accept current 
availability as satisfying the requirement. The incentives pro- 
vided by the patent system should not be constrained by the 
mere possibility that a disclosure that was once enabling would 
become non-enabling over a period of time through no fault 
of the patentee. /n re Metcalfe, 410 F.2d 1378, 161 USPQ 789 
(CCPA 1969). 

There are many factors that may be used as indicia that a 
biological material is known and readily available to the public. 
Relevant factors include commercial availability, references to 
the biological material in printed publications, declarations of 
accessibility by those working in the field, evidence of predict- 
able isolation techniques, or an existing deposit made in accor- 
dance with these rules. Each factor may or may not be sufficient 
alone to demonstrate that the biological material is known and 
readily available. Those applicants that rely on evidence of 
accessibility other than a deposit take the risk that the patent 
may no longer be enforceable if the biological material neces- 
sary to satisfy the requirements of 35 U.S.C. 112 ceases to 
become accessible. 

The Office will accept commercial availability as evidence 
that a biological material is known and readily available only 
when the evidence is clear and convincing that the public has 
access to the material. A product could be commercially avail- 
able but only at a price that effectively eliminates accessibility 
to those desiring to obtain a sample. The relationship between 
an applicant relying on a biological material and the commercial 
supplier relied upon is one factor that would be considered in 
determining whether the biological material was known and 
readily available. However, the mere fact that the biological 
material was available only through the patent holder or the 
patent holder’s agents or assigns shall not, by itself, justify a 
finding that the necessary material is not readily available, absent 
reason to believe that access to the biological material would 
later be improperly restricted. 
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The mere reference to a deposit or the biological material itself 
in any document or publication does not necessarily mean that 
the deposited biological material is readily available. Even a 
deposit made under the Budapest Treaty and referenced in a 
United States or foreign patent document would not necessarily 
meet the test for known and readily available unless the deposit 
was made under conditions which are consistent with those 
specified in these rules, including the one that requires, with 
one possible exception, that all restrictions on the accessibility 
will be irrevocably removed upon the granting of the patent. 

Applicant may show that a deposit is not necessary even 
though specific biological materials are required to practice the 
invention if those biological materials can be made or isolated 
without undue experimentation. Deposits may be required to 
support the claims if an isolation procedure requires undue 
experimentation to obtain the desired biological material. Ex 
Parte Jackson, 217 USPQ 804 (PTO Bd. Pat. App. 1982) No 
deposit is required, however, where the required biological 
materials can be obtained from publicly availabie material with 
only routine experimentation and a reliable screening test. Tabuchi 
v. Nubel, 559 F.2d 1183, 194 USPQ 521 (CCPA 1977); Ex Parte 
Hata, 6 USPQ 2d 1652 (PTO Bd. Pat. App. & Int. 1987). 

Once a deposit is made in a depository complying with these 
rules, and under conditions complying with these rules, a bio- 
logical material will be considered to be readily available even 
though some requirement of law or regulation in the United 
States or in the country where the depository institution is located 
permits access to the material only under conditions imposed 
for health, safety or similar reasons. This provision is consistent 
with the Budapest Treaty (Article 5) and is designed to permit 
the patenting of inventions involving materials having restricted 
distribution, where the restrictions are imposed for the public, 
as opposed to the private, welfare. 

Paragraph (c) specifically provides that the mere reference 
to a deposit of biological material in the specification disclosure 
or the actual deposit of such material does not create any 
presumption that such referenced or deposited material is 
necessary to satisfy 35 U.S.C. 112, orthat a deposit in accordance 
with these regulations is or was required. Since reference to a 
biological material cannot be added to a specification disclosure 
after filing an application without risking the prohibited intro- 
duction of new matter (35 U.S.C. 132), applicants must be 
permitted to address the need to make a deposit in accordance 
with these regulations without jeopardizing a filing date. Thus, 
the examiner has the burden of showing that a deposit is required 
to satisfy 35 U.S.C. 112, and cannot rely on whether a deposit 
has been made or has been referenced in the specification 
disclosure to establish a prima facie case that the disclosure does 
not comply with 35 U.S.C. 112 without deposit. 


ACCEPTABLE DEPOSITORY [§ 1.803] 


This section indicates that a depository will be recognized 
as acceptable for the purposes of these regulations if it is either 
an International Depositary Authority (IDA) established under 
the Budapest Treaty, or if it is a depository recognized as suitable 
by the Commissioner. After the effective date of these regu- 
lations, a deposit of biological material which is made in a 
depository which is not recognized as acceptable under this 
regulation will not be considered as satisfying the requirements 
of 35 U.S.C. 112. On the other hand, if a deposit is not required 
to satisfy the requirements of 35 U.S.C. 112, it is permissible 
to make reference to such a deposit even though it may not be 
in a depository or made under the conditions which are accept- 
able under these regulations. As new depositories are accepted 
under the Budapest Treaty or are recognized as suitable by the 
Commissioner, their identity will be announced in the Official 
Gazette. 

An organization may be recognized as suitable by the Office 
if the procedure and conditions specified in paragraphs (a)(2) 
and (b) are followed. Generally, it is not the intention of the 
Office to recognize as suitable any organization where the need 
for a suitable depository for patent purposes is being met by 
depositories recognized as IDAs under the Budapest Treaty. 
Suitability will be judged by the Commissioner, based on need 
and the information supplied by the organization seeking status, 
and information obtained from other sources that may be con- 
sulted. 
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While there is a desire to provide flexibility to a patent 
applicant in selecting an appropriate depository, these rules are 
not intended to permit each patent applicant to become its own 
depository since both the patent owner and the public have an 
interest in the continued availability and accessibility of the 
deposit during the enforceable life of the patent, and the public 
has a continuing interest in its availability when the patent is 
no longer enforceable. The concept of a depository independent 
of the control of the depositor or an IDA as an acceptable 
depository is based on the need and desire to ensure the safe 
and reliable storage of a deposited biological material under 
circumstances that are substantially free of the opportunity for 
intentional or negligent handling of the deposited material. The 
use of an independent depository or internationally recognized 
depository will tend to preserve the integrity of the deposit 
process against those that may accidentally alter the deposited 
material, may wish to tamper with the deposited material or may 
wish to resume control of its availability when the patent is no 
longer enforceable, and to preserve the interest of the public 
in the access to the biological material once the term of the patent 
expires. 

When a depository having status under paragraph (a)(2) of 
this regulation seeks to change the kinds of biological materials 
that it will accept and maintain for the purposes of these rules, 
a communication requesting such a change should be directed 
to the Commissioner containing the information requested in 
paragraph (b). When such a change is requested, the requesting 
organization should provide a complete list of the kinds of 
biological materials it will accept. 

Paragraph (d) of this section indicates that once a depository 
is recognized as suitable for the purposes of this rule, or has 
defaulted or discontinued its performance under this section, 
notice thereof will be published in the Official Gazette of the 
Patent and Trademark Office. A current list of IDAs recognized 
under the Budapest Treaty is as follows: 


Agricultural Research Culture Collection (NRRL) - USA 
American Type Culture Collection (ATCC) - USA 
Australian Government Analytical Laboratories (AGAL) - 
Australia 

Centraalbureau Voor Schimmelcultures (CBS) - Netherlands 
Collection Nationale De Culture De Micro-organismes 
(CNCM) - France 

Commonwealth Agriculturial Bureau (CAB), International - 
Mycological Institute - United Kingdom 

Culture Collection of Algae and Protozoa (CCAP) - United 
Kingdom 

Deutsche Sammlung Von Mikroorganismen (DSM) - Federal 
Republic of Germany 

European Collection of Animal Cell Cultures (ECACC) - 
United Kingdom 

Fermentation Research Institute (FRI) - Japan 

Institute of Micro-organism Biochemistry and Physiology of 
the USSR Academy of Science (IBFM) - Soviet Union 

In Vitro International, Inc. (IVI) - USA 

Mezogazdasagi Es Ipari Mikroorganizmusok Magyar Nemzeti 
Gyujtemenye (MIMNG) - Hungary 

National Bank for Industrial Microorganisms and Cell Cul- 
tures (NBIMCC) - Bulgaria 

National Collection of Industrial Bacteria (NCIB) - United 
Kingdom 

National Collection of Type Cultures (NCTC) - United King- 
dom 

National Collection of Yeast Cultures (NCYC) - United King- 
dom 

USSR Research Institute for Antibiotics of the USSR Ministry 
of the Medical and Microbiological Industry (VNIIAA) - 
Soviet Union 

USSR Research Institute for Genetics and Industrial Micro- 
organism Breeding of the USSR Ministry of the Medical and 
Microbiological Industry (VNII Genetika) Soviet 

Union 


TIME OF MAKING AN ORIGINAL DEPOSIT [§ 1.804] 
This section specifies the time for making an original deposit 
to fulfill the requirements of 35 U.S.C. 112. Paragraph (a) 
specifies not only a permissible time frame for making an 
original deposit, but also specifies that the biological material 
deposited must be specifically identified in the application for 
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patent as filed. The requirement for a specific identification is 
consistent with the description requirement of the first paragraph 
of 35 U.S.C. 112, and to provide an antecedent basis for the 
biological material which either has been or will be deposited 
before the patent is granted. 

The description in the Lundak application as filed (now patent 
4,594,325) provides a suitable illustration of the specific iden- 
tification and description which is required in an application for 
patent as filed. In that application, an immortal B-cell line was 
disclosed and claimed. The cell line was referred to in the 
application as filed as WI-L2-729 HF2. The methods of obtain- 
ing and using this cell line were also described in the application 
as filed. A deposit of the cell line was made with the American 
Type Culture Collection (ATCC) about a week after the appli- 
cation was filed in the United States. The United States Court 
of Appeals for the Federal Circuit held that the requirements 
of access by the Office to a sample of the cell line during 
pendency, and public access after grant, were met by Lundak’s 
procedures. The Court further held that the addition of infor- 
mation designating the depository, accession number, and deposit 
date of the deposited cell line in ATCC after the filing date did 
not violate the prohibition against new matter in 35 U.S.C. 132. 
In re Lundak, 773 F.2d 1216, 227 USPQ 90 (Fed Cir. 1985). 
It must be clear from the application as filed that the invention 
claimed and described in the specification “was fully capable 
of being reduced to practice (i.e., no technological problems, 
the resolution of which would require more than ordinary skill 
and reasonable time, remained in order to obtain an operative, 
useful process).” Feldman v. Aunstrup, 517 F.2d 1351, 1355, 
186 USPQ 108, 113 (CCPA 1975), cert. denied, 424 U.S. 912 
(1976). 

When the original deposit is made after the effective filing 
date of an application for patent, applicant is required to promptly 
submit a verified statement from a person in a position to 
corroborate that the biological material which is deposited is 
a bialogical material specifically identified in the application 
(the filing date of which is relied upon) as filed. The nature of 
this corroboration will depend on the circumstances in the 
particular application under consideration, including the length 
of time between the application filing date and the date of 
deposit. While few, if any, situations can be imagined where 
the description requirement of 35 U.S.C. 112 can be satisfied 
where the biological material was not in existence at the time 
of filing, the rules do not preclude such a situation. There is 
no requirement in the patent law that an actual reduction to 
practice occur as a condition precedent to filing a patent ap- 
plication. The requirement for a verified statement is not nec- 
essary under paragraph (b) of this section if the person making 
the statement is an attorney or agent registered to practice before 
the Office. 

For the purposes of complying with the requirements of 35 
U.S.C. 112, a deposit of a biological material may be made at 
any time before filing the application for patent or during the 
pendency of the application subject to the conditions of § 1.809. 
Where the deposit is needed to satisfy the requirement of 35 
U.S.C. 112 and is made during the pendency of the application, 
~ it must be made no later than the time period set by the examiner 
at the time the Notice of Allowance and Issue Fee Due is mailed. 
A necessary deposit need not be made by applicant until the 
application is in condition for allowance so long as applicant 
provides a written assurance that an acceptable deposit will be 
made on or before the payment of the issue fee. This written 
assurance must provide sufficiently detailed information to 
convince the examiner that there is no outstanding issue regard- 
ing deposits that needs to be resolved. 

Those applicants intending to file patent applications in a 
country foreign to the United States relying upon biological 
material that must be deposited to satisfy the requirements of 
35 U.S.C. 112 when the application is filed in the United States 
are cautioned that in many countries the deposit must be made 
before the filing date of the priority application in order te obtain 
foreign priority rights. Thus, while the deposit of a biological 
material subsequent to the effective filing date of a United States 
application is sufficient to comply with 35 U.S.C. 112, an 
applicant may not be able to rely on the filing date of such a 
U.S. application if a patent is sought in a country foreign to the 
United States. 


REPLACEMENT OR SUPPLEMENT OF DEPOSIT [§ 1.805] 
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This section relates to the deposit of a biological material to 
replace or supplement a previous deposit. The term “replace- 
ment” is directed to those situations where one deposit is being 
substituted for another. An applicant may have greater latitude 
in replacing a deposit during the pendency of an application 
than after the patent is granted. Replacement will typically take 
place where the earlier deposit is no longer viable. The term 
“supplement” is directed to those situations where the earlier 
deposit is still viable in the sense that it is alive and capable 
of replication either directly or indirectly, but has lost a quality 
(e.g., purity, functionality) it allegedly possessed at the time the 
application was filed. The procedures in these rules contemplate 
that only the original depositor would have a right to replace 
or supplement the original deposit. 

Paragraph (a) relates to the procedure for replacing or sup- 
plementing a deposit with respect to a pending application or 
a patent. An applicant for patent or patent owner whose patent 
is the subject of a reissue application or reexamination proceed- 
ing is required to notify the Office when it obtains information 
that the depository possessing a deposit either cannot furnish 
samples thereof or can furnish samples thereof but the deposit 
has become contaminated or has lost its capability to function 
as described in the specification. When the Office is so notified 
or otherwise becomes aware of such information, the need for 
making a replacement or supplemental deposit will be deter- 
mined by the same considerations used to determine the need 
for an original deposit under § 1.802(b). 

A replacement or supplemental deposit made in connection 
with a pending application for patent will be accepted if it meets 
all the requirements for making an original deposit. It should 
be noted that for a pending application for patent, applicant need 
not replace or supplement the identical material previously 
deposited, but may make an original deposit of a biological 
material which is specifically identified and described in the 
application as filed. Whether this alternative deposit will meet 
the requirements of 35 U.S.C. 112 with respect to the claimed 
subject matter must be resolved by the examiner on a case-by- 
case basis. 

A replacement or supplemental deposit made in connection 
with a patent, whether or not it is the subject of a pending reissue 
application or reexamination proceeding, shall not be recog- 
nized in any Office proceeding unless a certificate of correction 
under § 1.323 is requested by the patent owner which meets 
the terms of paragraphs (b) and (c) of this section. These 
paragraphs specify the procedures that a patent owner must 
follow to ensure both that a replacement or supplemental deposit 
will be recognized in any Office proceeding and that a certificate 
of correction under this section containing “up tc date” infor- 
mation about a deposited biological material will be granted. 
The term “recognized in any Office proceeding” as used in this 
section includes the proceeding in which a request for certificate 
of correction under this section is acted upon. Paragraph (b) 
describes the information which must be contained in the 
certificate of correction, whereas paragraph (c) describes when 
the request must be made and the information which must be 
provided in the request to make the correction. The rules require, 
inter alia, that replacement or supplement of a deposit be made 
diligently, followed by prompt request thereafter for a certificate 
of correction, as conditions precedent to being recognized in 
any Office proceeding. Thus, for example, if a patent owner 
learns early during the term of the patent that the depository 
cannot furnish samples of a deposit described in the patent and 
the patent owner fails to both diligently make a replacement 
deposit and promptly thereafter request a certificate of correc- 
tion under these rules, a replacement deposit made years later 
when the patent becomes the subject of a reissue application 
or reexamination proceeding will not be recognized by the 
Office nor will any request for certificate of correction in 
connection with that deposit be granted. 

Where a proper request for certificate of correction is made 
and has been granted, any correction made to the original patent 
will be automatically incorporated into any reissued or reex- 
amined patent unless changes are made during examination of 
the reissue application or reexamination proceeding. 

Paragraph (d) of § 1.805 sets forth the Office position that 
the failure to make a replacement deposit or, in the case of a 
patent, diligently make a replacement deposit and promptly 
thereafter request a certificate of correction which meets the 
terms of paragraphs (b) and (c) of this section, after notification 
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that samples of an earlier deposit cannot be furnished, shall cause 
the application or patent involved to be treated in any Office 
proceeding as if no deposit were made. 

Paragraph (e) thereof indicates that the Office will apply a 
rebuttable presumption of an identity between the replacement 
deposit and an original deposit where a patent making reference 
to the deposit is relied on during any Office proceeding. This 
means that where a replacement deposit is permitted and made, 
the examiner will assume that the same material as described 
in the patent is accessible from the identified depository unless 
evidence to the contrary comes to the attention of the Office. 

An applicant for patent may make a replacement or supple- 
mental deposit during the pendency of the application for any 
reason. The provisions of paragraph (f) of § 1.805 recognize 
that since an original deposit may be made during the pendency 
of the application subject to the conditions of § 1.899, a replace- 
ment or supplemental deposit logically cannot be held to any 
higher standard or any further requirements. Likewise, the 
provisions of paragraph (g) indicate that neither a replacement 
nor a supplemental deposit need be made where, at the point 
in time when replacement or supplement would otherwise be 
necessary, access to the necessary biological material was 
otherwise available. For example, a replacement or supplemen- 
tal deposit would not be required under the circumstances where 
access to the necessary biological material was established 
through commercial suppliers. 

The provisions of paragraph (h) of § 1.805 indicate that a 
replacement deposit is not required even though the depository 
cannot furnish samples, under certain conditions, to those re- 
questing a sample outside of the jurisdiction where the deposi- 
tory is located. The conditions are specified in this paragraph 
as being limited to national security, health or environmental 
safety reasons. 

Finally, paragraph (i) of this section indicates that the Office 
will not recognize in any Office proceeding a replacement 
deposit made by the patent owner where the depository could 
furnish samples of the deposit being replaced. The best evidence 
of what was originally deposited should not be lost through 
destruction or replacement if made in association with an ex- 
isting patent. A supplemental deposit may be accepted in an 
Office proceeding, however, depending on the circumstances 
in each case. 


TERM OF DEPOSIT [§ 1.806] 


The term of deposit must satisfy the requirements of the 
Budapest Treaty which sets a term of at least 30 years from the 
date of deposit and at least five (5) years after the most recent 
request for the furnishing of a sample of the deposit was received 
by the depository. In the event that the 30-year term covers the 
17-year term of the patent plus six (6) years to include the Statute 
of Limitations, no further requirement is necessary. The mere 
possibility of patent term extension or extended litigation in- 
volving the patent should not be considered in this analysis. 

In the event that the 30-year term of deposit measured from 
the date of deposit would necessarily terminate within the period 
of enforceability of the patent (normally the 17-year term plus 
six (6) years), samples must be stored under agreements that 
would make them available beyond the enforceable life of the 
patent for which the deposit was made. No requirement should 
be made as to any particular period of time beyond the enforce- 
able life of the patent. The purpose of the requirement is to insure 
that a deposited biological material necessary for the practice 
of a patented invention would be available to the public after 
expiration of the patent for which the deposit was made. The 
term of the deposit must comply with the requirements of each 
sentence of § 1.806 whether or not the deposit is made under 
the Budapest Treaty. A specific statement that the deposit 
complies with the second sentence of this section is required 
only where the 30-year term would terminate within the enforce- 
able life of the patent. 


VIABILITY OF DEPOSITS [§ 1.807] 


This section requires that the deposit of biological material 
that is capable of self-replication either directly or indirectly 
must be viable at the time of deposit and during the term of 
deposit. This requirement for viability is essentially a require- 
ment that the deposited material is capable of reproduction. For 
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the purpose of making a deposit under these rules, there is no 
requirement that evidence be provided that the deposited ma- 
terial is capable or has the ability to perform any function 
described in the patent application. However, as with any other 
issue of description or enablement, if the examiner has evidence 
or reason to question the objective statements made in the patent 
application, applicants may be required to demonstrate that the 
deposited biological material will perform in the manner de- 
scribed. 

Under the Budapest Treaty, there is a requirement that the 
deposit be tested for viability before it is accepted. Thus, a mere 
statement by applicant, an authorized representative of applicant 
or the assignee that the deposit has been accepted under the 
Budapest Treaty would satisfy § 1.807. 

For each deposit which is not made under the Budapest Treaty, 
a viability statement must be filed in the patent application and 
contain the information listed in paragraph (b) of this section. 
Under paragraph (c), the examiner will accept the conclusion 
set forth in a viability statement which is issued by a depository 
recognized under § 1.803(a). If the viability test indicates that 
the deposit is not viable upon receipt, or the examiner cannot 
for scientific or other valid reasons accept the statement of 
viability received from the applicant, the examiner shall so notify 
the applicant stating the reasons for not acepting the statement 
and proceed with the examination process as if no deposit had 
been made. 


FURNISHING OF SAMPLES [§ 1.808] 


This section requires that the deposit of biological material 
be made under two (2) conditions: 

(1) access to the deposit will be available during pendency 

of the patent application making reference to the deposit to 

one determined by the Commissioner to be entitled thereto 
under § 1.14 and 35 U.S.C. 122, and 

(2) with one exception, that all restrictions imposed by the 

depositor on the availability to the public of the deposited 

biological material will be irrevocably removed upon the 
granting of the patent. 

The one exception that is permitted is specified in paragraph 
(b) of this section which permits the depositor to contract with 
the depository to require that samples of a deposited biological 
material shall be furnished only if a request for a sample, during 
the term of the patent meets any one or all of the three conditions 
specified in this paragraph. These conditions are: 

(1) the request is in writing or other tangible form and dated; 

and/or 

(2) the request contains the name and address of the requesting 

party and the accession number of the deposit; and/or 

(3) the request is communicated in writing by the depository 

to the depositor along with the date on which the sample was 

furnished and the name and address of the party to whom 
the sample was furnished. 

It should be noted that this exception to the general rule that 
all restrictions will be removed must be strictly followed and 
that no variations of this explicit exception will be accepted as 
meeting the conditions of this section. This exception is con- 
sistent with the provisions in the Budapest Treaty and its 
implementing regulations (Rule 11.4). 

Since the mere description of a deposit or identity of a deposit 
in a patent specification is not necessarily an indication that a 
requirement for deposit was made or that a deposit which 
complies with these rules has been made, accessibility to a 
deposited material referenced in a patent may depend on the 
satisfaction of conditions not apparent on the face of the patent. 
For these reasons, and upon request made to the Patent and 
Trademark Office, the Office will certify whether a deposit has 
been stated to have been made under conditions which would 
make it available to the public as of the issue date of the patent 
grant provided the request is made to the Director of Patent 
Examining Group 180, and contains the following information: 

(1) the name and address of the depository 

(2) the accession number given to the deposit 

(3) the patent number and issue date of the patent referring 

to the deposit and 

(4) the name and address of the requesting party. 

For those deposits made pursuant to the Budapest Treaty, the 
World Intellectual Property Organization provides a form (Form 
BP-12) for requesting a certification of the availability of samples 
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of deposited microorganisms pursuant to Rule 11.3(a) of the 
regulations under the Budapest Treaty. Copies of this form are: 
available from the Director of Patent Examining Group 180. 


EXAMINATION PROCEDURES [§ 1.809] 


This section sets forth procedures that will be used by the 
examiner to address a deposit issue. Deposit issues may arise 
in the examination of claims in applications for patent and for 
reissue of a patent, and in the examination of new or amended 
claims in a reexamination proceeding. The burden is initially 
on the Office to establish that access to a biological material 
is necessary for the satisfaction of the statutory requirements 
for patentability under 35 U.S.C. 112. Once the Office has met 
this burden, the burden shifts to the applicant or patent owner 
to demonstrate that access to such biological material either is 
not necessary or is already available, or that a deposit of such 
material is being or will be made, replaced or supplemented in 
accordance with these regulations. 

Under paragraph (a) of this section, once the examiner has 
determined that access to a biological material is necessary, and 
that access is not presently available in accordance with these 
regulations, the examiner should make an appropriate rejection 
under 35 U.S.C. 112. 

The applicant or patent owner may respond, pursuant to 
paragraph (b)(2) of this section, to a rejection made under 
paragraph (a) thereof by arguing why a deposit is not needed 
under the circumstances and/or why a deposit actually made 
should be acceptable. Other prescribed responses which are 
available to such a rejection depend upon whether the rejection 
is made in an application for patent, on the one hand, or 
in a proceeding involving a patent, i.e., an application for reis- 
sue patent or reexamination proceeding, on the other 
hand. 

In an application for patent, applicant may respond, pursuant 
to paragraph (b)(1) of this section, by either making an accept- 
able original, replacement or supplemental deposit in accor- 
dance with these regulations, or assuring the Office in writing 
that an acceptable deposit will be made on or before the date 
of payment of the issue fee. In a proceeding involving a patent, 
the patent owner may respond, pursuant to paragraph (b)(1) of 
this section, by requesting a certificate of correction of the patent 
which meets the terms of paragraphs (b) and (c) of § 1.805. In 
all cases, any other response shall be considered non-responsive. 
The rejection will be repeated and made final until the require- 
ments of paragraph (b)(1) of this section are satisfied or the 
examiner is convinced that a deposit. is not required for the 
claimed subject matter. 

As set forth in paragraph (c) of this section, in the event that 
an application for patent is otherwise in condition for allowance 
except for a needed deposit and the Office has received a written 
assurance that an acceptable deposit will be made, the Office 
will mail to the applicant a requirement that the needed deposit 
be made within three (3) months together with the Notice of 
Allowance and Issue Fee Due. Although the period for paying 
the issue fee cannot be extended under the provisions of § 1.136, 
the period for satisfying the requirement to make an acceptable 
deposit may be extended under the provisions of that section. 
Failure to make the needed deposit in accordance with this 
requirement may be considered a failure to prosecute the ap- 
plication under 35 U.S.C. 133 and result in abandonment of the 
application. 

The type of written assurance which will be considered ac- 
ceptable by the Office that an acceptable deposit will be made 
within the required time must include sufficient information 
to conclude that there is no outstanding issue with regard to the 


deposit of an appropriate biological material under conditions - 


which satisfy these rules. 

In a proceeding involving a patent, it may not be possible 
to request a certificate of correction of the patent which meets 
the terms of paragraphs (b) and (c) of § 1.805. For example, 
if the patent owner is on notice that samples of an original deposit 
can no longer be furnished by the depository, failure to diligently 
make a replacement deposit will preclude grant of a certificate 
of correction. A replacement deposit subsequently made will 
not be recognized by the Office nor will a request for certificate 
of correction, even if made promptly thereafter, be granted. It 
would also not be possible to request a certificate of correction 
of the patent which meets the terms of paragraphs (b) and (c) 
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of § 1.805 where no original deposit was made before or during 
the pendency of the application which matured into the patent. 

A patent defective because of lack of a necessary deposit is 
necessarily fatally defective for failure to comply with the first 
paragraph of 35 U.S.C. 112. Reissue is not available in such 
cases. See Inre Hay, 534 F.2d 917, 189 USPQ 790 (CCPA 1976). 
Whether reissue is available where a biological material nec- 
essary for compliance with 35 U.S.C. 112 was known and readily 
available at the time of issuance of the patent and subsequently 
ceased to be readily available is problematic. Nevertheless, the 
rules do not provide for post-issue original deposits. 

Where an applicant for patent has any doubt whether access 
to a biological material specifically identified in the specification 
is necessary to satisfy 35 U.S.C. 112 or whether such a material, 
while presently freely available, may become unavailable in the 
future, the applicant would be well-advised to make a deposit 
thereof before any patent issues. Similarly, where a patent owner 
has any doubt whether a deposit referred to in the specification 
is of a biological material necessary to satisfy 35 U.S.C. 112 
and, if the material is necessary, whether it is otherwise known 
and readily available, the patent owner would be well-advised 
to follow the procedures set forth in paragraphs (b) and (c) of 
§ 1.805 after receiving the notice specified in those paragraphs. 

Paragraph (d) of this section sets forth the requirements for 
the content of the specification with respect to a deposited 
biological material. Specifically, the specification shall contain 
the accession number for the deposit, the date of the deposit, 
the name and address of the depository, and a description of 
the deposited biological material sufficient to specifically iden- 
tify it and to permit examination. The description must be 
sufficient to permit verification that the deposited biological 
material is in fact that disclosed. Once the patent issues, the 
description must be sufficient to aid in the resolution of questions 
of infringement. As a general rule, the more information that 
is provided about a particular deposited biological material, the 
better the examiner will be able to compare the identity and 
characteristics of the deposited biological material with the prior 
art. 


OTHER CONSIDERATIONS 


The rules are in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 

The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration, that this rule change 
is not expected to have a significant adverse economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). The deposit practice will not impose extra 
work on patent applicants (whether small or large businesses 
or individuals). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increases in costs or prices for consumers, 
individual industries, Federal, State or local government agen- 
cies, or geographic regions. There will be no adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the rela- 
tionship between the National Government and the States as 
outlined in Executive Order 12612. 

These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has been ap- 
proved by the Office of Management and Budget under Control 
No. 0651-0022. Public reporting burden for this collection of 
information is estimated to average one hour per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed to make 
a deposit or request a sample, and completing and reviewing 
the collection of information. It is further estimated that a 
respondent depository would spend about five hours collecting 
and submitting the necessary information to be recognized as 
a suitable depository by the Office. Send comments regarding 
this burden estimate or any other aspect of this collection of 
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information, including suggestions for reducing this burden, to 
the Office of Management and Organization, Patent and Trade- 
mark Office, Washington, D.C. 20231, and to the Office of 
Information and Regulatory Affairs, Office of Management and 
Budget, Washington, D.C. 20503 (Paperwork Reduction Project 
0651-0022). No comments regarding this burden estimate or 
any other aspect of this collection of infomation, including 
suggestions for reducing this burden, were received in response 
to the notice of proposed rulemaking. 


LIST OF SUBJECTS IN 37 CFR PART I 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeep- 
ing requirements, Small business. 


For the reasons set out in the preamble, 37 CFR Part | is being 
amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would 
continue to read as follows: 
Authority: 35 U.S.C. 6 unless otherwise noted. 


2. A new Subpart G - Biotechnology Invention Disclosures, 
consisting of centered heading - Deposit of Biological Materials 
- and new §§ 1.801 to 1.809 are added to read as follows: 


Subpart G - Biotechnology Invention Disclosures 


Deposit of Biological Material 
Sec. 

1.801 
1.802 
1.803 
1.804 
1.805 
1.806 
1.807 
1.808 
1.809 


Biological material. 

Need or Opportunity to make a deposit. 
Acceptable depository. 

Time of making an original deposit. 
Replacement or supplement of deposit. 
Term of deposit. 

Viability of deposit. 

Furnishing of samples. 

Examination procedures. 


Subpart G - Biotechnology Invention Disclosures 
Authority: 35 U.S.C. 6 


Deposit of Biological Material 
§ 1.801 Biological material. 


For the purposes of these regulations pertaining to the deposit 
of biological material for purposes of patents for inventions 
under 35 U.S.C. 101, the term biological material shall include 
material that is capable of self-replication either directly or 
indirectly. Representative examples include bacteria, fungi in- 
cluding yeast, algae, protozoa, eukaryotic cells, cell lines, hy- 
bridomas, plasmids, viruses, plant tissue cells, lichens and seeds. 
Viruses, vectors, cell organelles and other non-living material 
existing in and reproducible from a living cell may be deposited 
by deposit of the host cell capable of reproducing the non-living 
material. 


§ 1.802 Need or Opportunity to make a deposit. 

(a) Where an invention is, or relies on, a biological material, 
the disclosure may include reference to a deposit of such bio- 
logical material. 

(b) Biological material need not be deposited unless access 
to such material is necessary for the satisfaction of the statutory 
requirements for patentability under 35 U.S.C. 112. If a deposit 
is necessary, it shall be acceptable if made in accordance with 
these regulations. Biological material need not be deposited, 
inter alia, if it is known and readily available to the public or 
can be made or isolated without undue experimentation. Once 
deposited in a depository complying with these regulations, a 
biological material will be considered to be readily available 
even though some requirement of law or regulation of the United 
States or of the country in which the depository institution is 
located permits access to the material only under conditions 
imposed for safety, public health or similar reasons. 
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(c) The reference to a biological material in a specification 
disclosure or the actual deposit of such material by an applicant 
or patent owner does not create any presumption that such 
material is necessary to satisfy 35 U.S.C. 112 or that deposit 
in accordance with these regulations is or was required. 


§ 1.803 Acceptable depository. 


(a) A deposit shall be recognized for the purposes of these 
regulations if made in 

(1) any International Depositary Authority (IDA) as estab- 
lished under the Budapest Treaty on the International Recog- 
nition of the Deposit of Microorganisms for the Purposes of 
Patent Procedure, or 

(2) any other depository recognized to be suitabie by the 
Office. Suitability will be determined by the Commissioner on 
the basis of the administrative and technical competence, and 
agreement of the depository to comply with the terms and 
conditions applicable to deposits for patent purposes. The 
Commissioner may seek the advice of impartial consultants on 
the suitability of a depository. The depository must: 

(i) Have a continuous existence; 

(ii) Exist independent of the control of the depositor; 

(iii) Possess the staff and facilities sufficient to examine the 
viability of a deposit and store the deposit in a manner which 
ensures that it is kept viable and uncontaminated; 

(iv) Provide for sufficient safety measures to minimize the 
risk of losing biological material deposited with it 

(v) Be impartial and objective; 

(vi) Furnish samples of the deposited material in an expe- 
ditious and proper manner; and 

(vii) Promptly notify depositors of its inability to furnish 
samples, and the reasons why. 

(b) A depository seeking status under paragraph (a)(2) of this 
section must direct acommunication to the Commissioner which 
shall: 

(1) Indicate the name and address of the depository to which 
the communication relates; 

(2) Contain detailed information as to the capacity of the 
depository to comply with the requirements of paragraph (a)(2) 
of this section, including information on its legal status, scientific 
standing, staff and facilities; 

(3) Indicate that the depository intends to be available, for 
the purposes of deposit, to any depositor under these same 
conditions; 

(4) Where the depository intends to accept for deposit only 
certain kinds of biological material, specify such kinds; 

(5) Indicate the amount of any fees that the depository will, 
upon acquiring the status of suitable depository under paragraph 
(a)(2) of this section, charge for storage, viability statements and 
furnishings of samples of the deposit. 

(c) A depository having status under paragraph (a)(2) of this 
section limited to certain kinds of biological material may extend 
such status to additional kinds of biological material by directing 
a communication to the Commissioner in accordance with para- 
graph (b) of this section. If a previous communication under 
paragraph (b) of this section is of record, items in common with 
the previous communication may be incorporated by reference. 

(d) Once a depository is recognized to be suitable by the 
Commissioner or has defaulted or discontinued its performance 
under this section, notice thereof will be published in the Official 
Gazette of the Patent and Trademark Office. 

§ 1.804 Time of making an original deposit. 


(a) Whenever a biological material is specifically identified 
in an application for patent as filed, an original deposit thereof 
may be made at any time before filing the application for patent 
or, subject to § 1.809, during pendency of the application for 
patent. 

(b) When the original deposit is made after the effective filing 
date of an application for patent, the applicant shall promptly 
submit a verified statement from a person in a position to 
corroborate the fact, and shall state,’ that the biological material 
which is deposited is a biological material specifically identified 
in the application as filed, except if the person is an attorney 
or agent registered to practice before the Office, in which case 
the statement need not be verified. 


§ 1.805 Replacement or supplement of deposit. 
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(a) A depositor, after receiving notice during the pendency 
of an application for patent, application for reissue patent or 
reexamination proceeding, that the depository possessing a 
deposit either cannot furnish samples thereof or can furnish 
samples thereof but the deposit has become contaminated or 
has lost its capability to function as described in the specification, 
shall notify the Office in writing, in each application for patent 
or patent affected. In such a case, or where the Office otherwise 
learns, during the pendency of an application for patent, appli- 
cation for reissue patent or reexamination proceeding, that the 
depository possessing a deposit either cannot furnish samples 
thereof or can furnish samples thereof but the deposit has 
become contaminated or has lost its capability to function as 
described in the specification, the need for making a replacement 
or supplemental deposit will be governed by the same consid- 
erations governing the need for making an originai deposit under 
the provisions set forth in § 1.802(b). A replacement or sup- 
plemental deposit made during the pendency of an application 
for patent shall not be accepted unless it meets the requirements 
for making an original deposit under these regulations, including 
the requirement set forth under § 1.804(b). A replacement or 
supplemental deposit made in connection with a patent, whether 
or not made during the pendency of an application for reissue 
patent or a reexamination proceeding or both, shall not be 
accepted unless a certificate of correction under § 1.323 is 
requested by the patent owner which meets the terms of 
paragraphs (b) and (c) of this section. 

(b) A request for certificate of correction under this section 
shall not be granted unless the certificate identifies: 

(1) The accession numter for the replacement or supplemental 
deposit; 

(2) The date of the deposit; and 

(3) The name and address of the depository. 

(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after 
the replacement or supplemental deposit has been made and: 

(1) Includes a verified statement of the reason for making 
the replacement or supplemental deposit; 

(2) Includes a verified statement from a person in a position 
to corroborate the fact, and shall state, that the replacement or 
supplemental deposit is of a biological material which is iden- 
tical to that originally deposited; 

(3) Includes a-verified showing that the patent owner acted 
diligently— 

(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit, or 

(ii) In the case of a supplemental deposit, in making the deposit 
after receiving notice that the earlier deposit had become con- 
taminated or had lost its capability to function as described in 
the specification; 

(4) Includes a verified statement that the term of the replace- 
ment or supplemental deposit expires no earlier than the term 
of the deposit being replaced or supplemented; and 

(5) Otherwise establishes compliance with these regulations, 
except that if the person making one or more of the required 
statements or showing is an attorney or agent registered to 
practice before the Office, that statement or showing need not 
be verified. 

(d) A depositor’s failure to replace a deposit, or in the case 
of a patent, to diligently replace a deposit and promptly thereafter 
request a certificate of correction which meets the terms of 
paragraphs (b) and (c) of this section, after being notified that 
the depository possessing the deposit cannot furnish samples 
thereof, shall cause the application or patent involved to be 
treated in any Office proceeding as if no deposit were made. 

(e) In the event a deposit is replaced according to these 
regulations, the Office will apply a rebuttable presumption of 
identity between the original and the replacement deposit where 
a patent making reference to the deposit is relied upon during 
any Office proceeding. 

(f) A replacement or supplemental deposit made during the 
pendency of an application for patent may be made for any 
reason. 

(g) In no case is a replacement or supplemental deposit of 
a biological material necessary where the biological material, 
in accordance with § 1.802(b), need not be deposited. 

(h) No replacement deposit of a biological material is nec- 
essary where a depository can furnish samples thereof but the 
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depository for national security, health or environmental safety 
reasons is unable to provide samples to requesters outside of 
the jurisdiction where the depository is located. 

(i) The Office will not recognize in any Office proceeding 
a replacement deposit of a biological material made by a patent 
owner where the depository could furnish samples of the deposit 


. being replaced. 


‘ 


§ 1.806 Term of deposit. 


A deposit made before or during pendency of an application 
for patent shall be made for a term of at least thirty (30) years 
and at least five (5) years after the most recent request for the 
furnishing of a sample of the deposit was received by the 
depository. In any case, samples must be stored under agree- 
ments that would make them available beyond the enforceable 
life of the patent for which the deposit was made. 


§ 1.807 Viability of deposit. 


(a) A deposit of biological material that is capable of self- 
replication either directly or indirectly must be viable at the time 
of deposit and during the term of deposit. Viability may be tested 
by the depository. The test must conclude only that the deposited 
material is capable of reproduction. No evidence is necessarily 
required regarding the ability of the deposited material to per- 
form any function described in the patent application. 

(b) A viability statement for each deposit of a biological 
material defined in paragraph (a) of this section not made under 
the Budapest Treaty on the International Recognition of the 
Deposit of Microorganisms for the Purposes of Patent Procedure 
must be filed in the application and must contain: 

(1) The name and address of the depository; 

(2) The name and address of the depositor; 

(3) The date of deposit; 

(4) The identity of the deposit and the accession number given 
by the depository; 

(5) The date of the viability test; 

(6) The procedures used to obtain a sample if the test is not 
done by the depository; and 

(7) A statement that the deposit is capable of reproduction. 

(c) If a viability test indicates that the deposit is not viable 
upon receipt, or the examiner cannot, for scientific or other valid 
reasons, accept the statement of viability received from the 
applicant, the examiner shall proceed as if no deposit has been 
made. The examiner will accept the conclusion set forth in a 
viability statement issued by a depository recognized under § 
1.803(a). 


§ 1.808 Furnishing of samples. 


(a) A deposit must be made under conditions that assure that: 

(1) Access to the deposit will be available during pendency 
of the patent application making reference to the deposit to one 
determined by the Commissioner to be entitled thereto under 
§ 1.14 and 35 U.S.C. 122, and 

(2) Subject to paragraph (b) of this section, all restrictions 
imposed by the depositor on the availability to the public of 
the deposited material will be irrevocably removed upon the 
granting of the patent. 

(b) The depositor may contract with the depository to require 
that samples of a deposited biological material shall be furnished 
only if a request for a sample, during the term of the patent: 

(1) Is in writing or other tangible form and dated; 

(2) Contains the name and address of the requesting party 
and the accession number of the deposit; and 

(3) Is communicated in writing by the depository to the 
depositor along with the date on which the sample was furnished 
and the name and address of the party to whom the sample was 
furnished. 

(c) Upon request made to the Office, the Office will certify 
whether a deposit has been stated to have been made under 
conditions which make it available to the public as of 
the issue date of the patent grant provided the request con- 
tains: 

(1) The name and address of the depository; 

(2) The accession number given to the deposit; 

(3) The patent number and issue date of the patent referring 
to the deposit; and 
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(4) The name and address of the requesting party. 
§ 1.809 Examination procedures. 


(a) The examiner shall determine pursuant to § 1. 104 in each 
application for patent, application for reissue patent or reexami- 
nation proceeding if a deposit is needed, and if needed, if a 
deposit actually,.made is acceptable for patent purposes. If a 
deposit is needed and has not been made or replaced or sup- 
plemented in accordance with these regulations, the examiner, 
where appropriate, shall reject the affected claims under the 
appropriate provision of 35 U.S.C. 112, explaining why a deposit 
is needed and/or why a deposit actually made cannot be ac- 
cepted. 

(b) The applicant for patent or patent owner shall respond 
to a rejection under paragraph (a) of this section by 

(1) Inthe case of an applicant for patent, making an acceptable 
original or replacement or supplemental deposit or assuring the 
Office in writing that an acceptable deposit will be made on 
or before the date of payment of the issue fee, or, in the case 
of a patent owner, requesting a certificate of correction of the 
patent which meets the terms of paragraphs (b) and (c) of § 1.805, 
or 

(2) Arguing why a deposit is not needed under the circum- 
stances of the application or patent considered and/or why a 
deposit actually made should be accepted. Other replies to the 
examiner’s action shall be considered non-responsive. The re- 
jection will be repeated until either paragraph (b)(1) of this 
section is satisfied or the examiner is convinced that a deposit 
is not needed. 

(c) If an application for patent is otherwise in condition for 
allowance except for a needed deposit and the Office has re- 
ceived a written assurance that an acceptable deposit will be 
made on or before payment of the issue fee, the Office will mail 
to the applicant a Notice of Allowance and Issue Fee Due 
together with a requirement that the needed deposit be made 
within three months. The period for satisfying this requirement 
is extendable under § 1.136. Failure to make the needed deposit 
in accordance with this requirement will result in abandonment 
of the application for failure to prosecute. 

(d) For each deposit made pursuant to these regulations, the 
specification shall contain: 

(1) The accession number for the deposit; 

(2) The date of the deposit; 

(3) A description of the deposited biological material suffi- 
cient to specifically identify it and to permit examination; and 

(4) The name and address of the depository. 

Dated: July 21, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1106 OG 37] 


Plant Life—Patentable Subject Matter 


(135) 


The decision by the Board of Patent Appeals and Interfer- 
ences in Ex Parte Hibberd (Sept. 18, 1985) held that the Plant 
Patent Act (35 USC 161-164) and the Plant Variety Protection 
Act (7 USC 2321 et seq.) do not represent the exclusive forms 
of protection for plant life covered by these acts, and that there 
is no irreconcilable conflict between these plant-specific statutes 
and 35 USC 101. It is clear from the Board decision that plant 
life is not excluded from patent protection under 35 USC 101. 

Accordingly, the Patent and Trademark Office is now 
examining applications including claims to plant life —e.g., 
plants per se, seeds, plant parts. To the extent that the claimed 
subject matter is directed to a nenmstusily coonming sane 
facture or ition of matter — a of human i 
nuity” (Diamond v. Chakrabarty, 447 U.S. 303 (1980)), such 
claims will not be rejected under 35 USC 101 as being directed 


to unpatentable subject matter. 
DONALD J. QUIGG, 


Commissioner of Patents and 
Trademarks—Designate. 


Oct. 8, 1985. 


[1060 OG 4] 
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(136) Petitioning to Make 2 aga Relating 


to Biotechnology Specia 

This notice is intended to highlight the procedures which are 
available to applicants and, in particular, to applicants seeking 
patents on inventions relating to biotechnology, so as to have 
their applications accorded “special” status. A new interim 
procedure is also hereby established. Applications which have 
been made special will be advanced out of turn for examination 
and, subject alone to diligent prosecution by the applicant, will 
continue to be treated as special throughout the entire course of 
prosecution in the Patent and Trademark Office. 

The Office accords special status to patent applications by 
granting petitions to make special on a number of grounds. These 
grounds include, for example, prospective manufacture of the 
invention, actual infringement of the invention, that the inven- 
tion will materially enhance the quality of the environment and 
for inventions relating to safety of research in the field of 
recombinant DNA. See 37 CFR 1.102 and Manual of Patent 
Examining Procedure (MPEP) section 708.02 for details. Appli- 
cants seeking patents on inventions relating to biotechnology 
may petition based on any of the above grounds if they meet the 
appropriate criteria. 

Anew application (one which has not received any examina- 
tion by the examiner) may be granted special status under the 
accelerated examination program. As set forth in MPEP 708.02, 
applicants are not subject to any of the above-mentioned criteria 
under this program but merely must 1) submit a written petition 
and the fee set forth in 37 CFR 1.17(i) which presently is $72.00; 
2) present all claims directed to a single invention; 3) submit a 
statement that a pre-examination search was made, specifying 
by whom the search was made and listing the field of search; 4) 
submit one copy of each of the references deemed most closely 
related to the subject matter encompassed by the claims; and 5) 
submit a detailed discussion of the references pointing out how 
the claimed subject matter is distinguishable over the references. 
In those instances where the petition for this special status does 
not meet all the prerequisites set forth above, applicant will be 
notified of the defects and will be given an opportunity to perfect 
the petition. 

In addition to the above-noted procedures to have biotechnol- 
ogy applications accorded special status, a new interim proce- 
dure is hereby established whereby applicants who are small 
entities may request that their biotechnology applications be 
granted special status. To take advantage of this interim special 
status for biotechnology inventions, an applicant must file a 
petition with the petition fee under 37 CFR 1.17(i) requesting the 
special status and must (1) state that small entity status has been 
established or include a verified statement establishing small 
entity status; (2) state that the subject of the patent application is 
a major asset of the small entity; and (3) state that the develop- 
ment of the technology will be significantly impaired if exami- 
nation of the patent application is delayed including an explana- 
tion of the basis for making the statement. This newly established 
interim procedure will remain in effect until further notice in the 
Official Gazette. It is intended that a notice discontinuing this 
procedure will be published as the average pendency approaches 
the 18 month goal in this area. If the number of requests for 
making applications special under this procedure is too great, the 
a may have to be limited or discontinued. 

The Office is continuing to work to reduce the pendency time 
for all applications. Special efforts are being made to reduce the 
pendency of biotechnology where filings are in- 
creasing rapidly and an already backlog exists. Meanwhile, 
applicants who so desire can petition to have their applications 
made special as noted above. Questions concerning petitions to 
make special should be directed as follows: 


1) tothe Office of the Assistant Commissioner for Patents for 
SS Se es a a gees manufacture 


or infringement; 
2) to the Board of Patent is and Interferences for peti- 
pear wp er seng dent jurisdiction of the Board; or 


3) ee een for petitions to make 
peter ier geen” ies 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents and 


Trademarks 
[1092 OG 55] 


June 22, 1988 
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(137) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 21001-201] 


File Wrapper Continuing Application Procedure 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases to provide a new procedure for 
filing continuation, continuation-in-part, and divisional patent 
applications. This procedure is being provided to simplify filing 
and processing of continuation, continuation-in-part and divi- 
sional patent applications which have heretofore required a new 
set of application papers. By using the application which is to be 
abandoned, the procedure will eliminate many of the problems 
currently involved in preparing and processsing such continuing 
patent application papers. 

Effective Date: Feb. 27, 1983. 

For Further Information Contact: Mr. Louis O. Maassel by 
telephone at (703) 557-3070, or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: The Patent and Trademark Office 
is amending the rules of practice for patent cases to permit an 
applicant to file a continuation or division of a pending patent 
application by simply filing a request therefor and paying the 
necessary application filing fee. To file a continuation-in-part 
application, an amendment adding the additional subject matter 
and an oath or declaration relating thereto is also required. 

The “file wrapper continuing” (FWC) procedure is incorpo- 
rated in the rules by adding a new {g49 1.62. Under this 
simplified procedure, any continuing application such as a con- 
tinuation, continuation-in-part, or divisional application may be 
filed by using the papers in the copending prior application, 
which application will become automatically expressly aban- 
doned. Under the FWC procedure, a new serial number is 
assigned and the specification, drawings and other papers in the 
parent application file wrapper are used as the papers in the 
continuing application. Changes in inventorship may be made. 
The “file wrapper continuing” (FWC) procedure is available for 
utility, design, plant, and reissue applications to the full extent 
that continuing applications can now be filed in such applica- 
tions. Use of the FWC procedure will automatically result in 
express abandonment of the prior application as of the date that 
the continuation, continuation-in-part, or divisional application 
is filed. 

The FWC procedure could be used for any continuation, 
continuation-in-part or divisional application provided the ap- 
plicant wishes tiie copending prior application to become aban- 
doned. If a divisional application is desired without abandon- 
ment of the parent application, the procedure under § 1.60 should 
be used. Applicant also has the option of filing new application 
papers with a reexecuted oath or declaration. 


Background 


The notice of proposed rulemaking was published in the 
Federal Register on Nov. 7, 1980 at 45 FR 73965 and in the 
Official Gazette on Dec. 9, 1980 at 1003 O.G. 9. An oral hearing 
was held on Feb. 4, 1981. 


Discussion of Major Issue Involved 


A continuation or divisional application is an application in 
which the disclosure is identical to an earlier application. How- 
ever, the claims may be changed. Continuation applications are 
often filed in situations where the applicant feels that the issue of 
patentability has not been satisfactorily resolved before the 
examiner and the application is not in condition for an appeal 
from the final rejection to the Board of Appeals. Divisional 
applications are filed voluntarily or as a result of a requirement 
for restriction by the examiner in a prior application. Continu- 
ation-in-part applications are filed where additional subject 
matter is added and claimed in the application. Under 35 U.S.C. 
120 of the patent law, a continuation, continuation-in-part or 
divisional application may be filed during the pendency of the 
prior application and the benefit of the filing date of the prior 
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application for the subject matter disclosed therein may be 
obtained. 

The practice under § 1.60 has resulted in a number of prob- 
lems, especially difficulties in obtaining good-quality copies of 
prior applications. In addition, the practice involves unnecessary 
handling and processing delays. 

Under new § 1.62, the specification, claims and drawings, 
and any amendments in the prior application are made available 
for use in the continuation, continuation-in-part, or divisional 
application. A new filing fee is required in accordance with 35 
U.S.C. 41 and 37 CFR 1.16. The only other statutory requirement 
under 35 U.S.C. 111 is a signed oath or declaration. Since a 
continuation or divisional application cannot contain new mat- 
ter, the oath or declaration filed in the prior application would 
supply all the information required under the statute and rules to 
have a complete application and to obtain a filing date. Accord- 
ingly, the previously-filed oath or declaration will be considered 
to be the oath or declaration of the § 1.62 continuation or 
division. However, if a continuation-in-part application is being 
filed, or a correction of inventorship is being made, then a new 
oath or declaration must be signed and filed by the applicant. 

The original disclosure of an application filed under § 1.62 
will be the original parent application as executed by the 
inventor(s). However, the filing fee will be based on the claims 
in the § 1.62 application after entry of any unentered amend- 
ments under § 1.116 in the prior appiication and any preliminary 
amendment which may accompany the FWC request and filing 
fee. The Certificate of Mailing Procedure under 37 CFR 1.8 will 
not apply to filing a request for a “File Wrapper Continuing” 
application since the filing of such a request is considered to be 
a filing of application papers for the purpose of obtaining an 
application filing date (37 CFR 1.8(a)(i)). 

The applicant may file a signed FWC request and the regular 
filing fee under § 1.16 and other necessary papers with the Patent 
and Trademark Office, either by mail addressed to “Box FWC” 
or in person with the mail room. An individual check or deposit 
account authorization should accompany each FWC applica- 
tion, since combined checks delay processing. 

The Correspondence and Mail Division will sort out all “Box 
FWC” envelopes upon receipt and deliver them to a reader for 
prompt special handling. The reader would apply the “Mail 
Room” date stamp and mark the categories of the fees. The 
papers for each FWC application would be assigned a regular 
national serial number and be placed in a “Jumbo” size file 
wrapper. The Special Handling Branch will review the FWC 
request for accuracy and completeness and assign the filing date 
if everything appears to be in order. Problems will be handled, 
insofar as possible, by calling the applicant or attorney by 
telephone. There will be no need for any processing of the FWC 
application by the Classification or Examination Branches of 
Application Division since there are no papers to be examined 
and the FWC application will be routed to the group assigned the 
prior application. When the FWC application file wrapper is 
received in the examining group, the parent application will be 
promptly obtained and processed by a clerical staff member. 

All of the correspondence from the Office in a FWC applica- 
tion will refer to the FWC application serial number and filing 
date and will be processed in the same manner as any other 
continuation, continuation-in-part or divisional application. The 
first action final rejection procedures set forth in § 706.07(b) of 
the Manual of Patent Examining Procedure will also apply to 
FWC applications filed under § 1.62. 

The PALM III system will supply information to authorized 
persons as to the location of the parent application file wrapper 
and will tie the parent application number to the FWC application 
number. 

The provisions of § 1.62 provide that if any application in the 
file wrapper is available to the public that all applications in the 
file wrapper will be available to the public. 

Some of the anticipated benefits of the new § 1.62 procedure 
are the following: 


For the Applicant 


1. Formal requirements will be minimal. 

2. A more prompt first action in the continuing application 
should be received in view of reduced processing time. The 
Application Division can process promptly all § 1.62 applica- 
tions with minimal effort. In the examining groups, the applica- 
tions will be given high priority for processing purposes. 
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3. Amendments made to the specification, drawings and 
claims of the prior application will carry over into the § 1.62 
continuing application and will not need to be resubmitted in the 
continuing application. 


For the Public 


1. The pendency of a series of applications should be reduced 
since the time delay before examination and issuance of a 
continuing application filed under the § 1.62 procedure would be 
reduced. 

2. The entire record of prosecution could be in one file 
wrapper under the § 1.62 procedure, even if several continuing 
applications are filed. This will result in easier access by the 
public to a series of applications if a patent is later issued. 


For the Patent and Trademark Office 


1. The workload of reviewing and processing new applica- 
tion papers in the Application Division will be reduced. 

2. The examining group clerks will not be required to again 
enter amendments made in the prior application. 

3. Less storage space will be required under § 1.62 since there 
will be fewer papers to store. 

4. The prior application file history and references cited 
therein will be readily available to the examiner under § 1.62 and 
will not need to be ordered from abandoned files. 

5. The Office will not be required to prepare a copy of the prior 
application file under the § 1.62 procedure. 


Discussion of Comments Received 


After careful consideration of the comments which have been 
received, the proposed rulemaking relating to file wrapper con- 
tinuing application procedure is being adopted with certain 
changes. A total of 23 comment letters were received. Six of 
these letters were received from patent law organizations. Two 
persons presented oral comments at the hearing. The comments 
of 6 letters supported the proposed rulemaking without further 
suggestions for change. Only one letter opposed the proposal. 

Seven of the letters urged adoption of a procedure whereby an 
applicant could pay a fee to have a final rejection withdrawn so 
that prosecution could be extended in an application rather than 
filing a continuing application. This suggestion was not adopted 
for several reasons. Such a procedure could not be used for filing 
of continuation-in-part applications, the average pendency of 
applications in the Office would be extended, and significant 
problems in internal record systems would be created. 

A number of comments were received which presented spe- 
cific suggestions to proposed § 1.62. Four letters commented that 
the requirement of proposed § 1.62(a)4 to supply information as 
to title, applicant, correspondence address, etc. in order to file 
under § 1.62 could easily lead to filing errors. 

In final § 1.62(a)(3) only the serial number, filing date and 
applicant’s name of the prior application are required. The filing 
of information relating to the title, applicant’s name, etc. is 
however urged in paragraph (e) of final § 1.62 and is needed to 
prepare Office records and the filing receipt. 

One comment letter was received which indicated that a 
specific reference should be made to unentered amendments 
filed under 37 CFR 1.116. Such a reference has been added to 
paragraph (a)(2) of § 1.62. 

Two letters o bjected t o t he requirement in proposed § 
1.62(a)(2) that a new set of claims be presented. This require- 
ment has been deleted from final § 1.62. 

A number of general comments were also presented relating 
t§1.62. One comment argued that the proposed practice would 
encourage abuse by examiners of the second action final rejec- 
tion practice. In response to this argument, it is felt that the 
proposed procedure would not create any new problems. 

One comment indicated that problems involving access to the 
file wrapper may arise. It is felt, however, that access problems 
should not arise in view of paragraph (c) of final § 1.62 which 
relates to waiver of secrecy. The current PALM III computer 
record system is capable of indicating the location of both the 
prior and continuing applications. 

One comment was received relating to proposed § 1.138 
which indicated that the reference to § 1.60 was confusing. The 
reference to § 1.60 has been deleted in final § 1.138. 
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New § 1.62 sets forth the requirements of the file wrapper 
continuing procedure. 

Section § 1.138 is amended so that a registered attorney or 
agent could, without being of record, file a § 1.62 application and 
expressly abandon a pending prior application. Such an action 
would not affect applicant’s rights to any great extent since the 
prior application would only be expressly abandoned if a filing 
date was granted to a continuing application. 


Other Considerations 


Environmental, Energy, and Other Considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

This rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980(44 U.S.C. 
3501 et seq.). 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities because it adds 
no burdens and does simplify filing procedures (Regulatory 
Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

This rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
significant additional record keeping or reporting requirements 
are placed upon the public. In fact, some paperwork, especially 
that related to preparing application papers and amendments, 
will be reduced. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and pat- 
ents, Lawyers. 

(Text of adopted rules appears in 37 CFR, revised July 1, 
1983.) 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


[FR Doc. 82-29283 Filed 10-23-82: 8:45 am] 
BILLING CODE 3510-16-M 


Sept. 30, 1982. 


[1024 O.G. 59] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


(138) 


Reissue, Reexamination, Protest and Examination 
Procedures in Patent Cases 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending the 
tules of practice in patent cases (1) to eliminate consideration of 
the so-called “no defect” reissue applications, (2) to limit the 
participation by protestors during the examination of patent 
applications, (3) to reject and permit appeal to the Board of 
Appeals for failure to comply with the duty of disclosure rather 
than striking applications without appeal rights, and (4) toclarify 
the interface between patent application examination and patent 
reexamination in certain areas. These changes are intended to (1) 
reduce the prosecution costs of patent applicants, and (2) permit 
some of the Patent and Trademark Office resources now devoted 
to consideration of the so-called “no defect” reissue applica- 
tions, and to extensive participation by protestors during appli- 
cation examination, to be directed toward reduction of the 
backlog of pending patent applications. The changes are also 
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intended to provide for review by the Board of Appeals of duty 
of disclosure issues which arise during patent application exami- 
nation. The rule changes are further intended to clarify the 
interface between the duty of disclosure during patent applica- 
tion examination and the duty of disclosure during patent reex- 
amination, as well as the treatment of concurrent reissue and 
reexamination proceedings on the same patent. 

Effective Date: July 1, 1982. 

For Further Information Contact: Mr. R. Franklin Burnett by 
telephone at (703) 557-3054 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks. 
Washington, D.C. 20231. 


Supplementary Information: 
Background 


A notice of proposed rulemaking was published in the Fed- 
eral Register on Nov. 10, 1981, at 46 FR 55666-55672 and in the 
Official Gazette on Dec. 8, 1981, at 1013 O.G. 19-25. An oral 
hearing was held on Feb. 4, 1982. Forty-two written letters and 
statements were submitted. Fourteen persons testified at the oral 
hearing which resulted in 1 13 pages of testimony. Consideration 
was also given to the comments presented at the oral hearing on 
Apr. 16, 1981, relating to the proposed rules for implementing 
patent reexamination. 


Objectives of Rule Change 


The rule change is designed to adopt and implement sugges- 
tions from members of the public for changes in patent examina- 
tion practice considered desirable in light of the implementation 
of statutory patent reexamination, contained in Public Law 96- 
517. Many of the persons who commented in writing and at the 
hearing held on Apr. 16, 1981, on the proposed rules for imple- 
menting patent reexamination favored modification of patent 
examination rules as amended herein. This rule change is de- 
signed to implement the suggestions received and, in particular, 
to reduce the prosecution costs of patent applicants by limiting 
the amount of participation by protestors during the patent 
application examination process. 

The rule change also seeks to reduce the amount of time 
required by the Patent and Trademark Office to examine pro- 
tested applications by limiting protestor participation. The tech- 
nical expertise of the Patent and Trademark Office will continue 
to be available to make determinations of patentability on the 
basis of prior art and related facts on an ex parte basis. However, 
the patent examiners in the Office are not trained as hearing 
examiners and have no substantial experience in handling inter 
partes matters. Under the rule change, protestor participation 
will be limited to the filing of papers in opposition to the grant of 
a patent with no Office communications to the protestor resulting 
therefrom beyond an acknowledgment of receipt of a protest or 
petition to strike in reissue applications. The opportunity to 
comment on Office actions and applicants’ responses is elimi- 
nated. The rule change also intends to accomplish these purposes 
by eliminating the consideration of reissue applications not 
initially presented to correct defects pursuant to 35 U.S.C. 251. 

The rule change is also designed to provide for review by the 
Board of Appeals of duty of disclosure issues which arise during 
patent application examination. This is accomplished by amend- 
ing § 1.56(d) to provide that the claims in an application be 
rejected if upon examination pursuant to 35 U.S.C. 131 and 132 
it is found that applicant is not “entitled to a patent under the law” 
because of fraud or a violation of the duty of disclosure. The 
rejection would be made under the same conditions and circum- 
stances previously used to strike an application, i.e., “clear and 
convincing evidence” of fraud or any violation of the duty of 
disclosure through bad faith or gross negligence. The statute, 35 
U.S.C. 131, provides for examination of an application “and if on 
such examination it appears that the applicant is entitled to a 
patent under the law, the Commissioner shall issue a patent * * 
*” Section 132 of Title 35, United States Code, makes provision 
for the rejection of a claim for a patent as a result of the 
examination directed by 35 U.S.C. 131. While questions of fraud 
and violations of the duty of disclosure have historically been 
dealt with by the Commissioner through the mechanism of 
striking the affected application, there is no statutory require- 
ment that the Commissioner act in that manner. Clearly the 
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Commissioner can choose how, and by whom, the examination 
directed by 35 U.S.C. 131 can be made. 35 U.S.C. 132 authorizes 
a rejection in those circumstances where applicant is not “en- 
titled to a patent under the law.” The rule change simply modifies 
the mechanism and procedures which the Commissioner will use 
where the applicant is not “entitled to a patent under the law” 
because of failures to comply with § 1.56(d). 

The rule change is also designed to clarify the interface 
between patent application examination and patent reexamina- 
tion in certain areas. The two areas involved are duty of disclo- 
sure and concurrent proceedings involving a patent under reex- 
amination and for which a reissue application has been filed. 

Sections 1.56, 1.106, 1.175, 1.193, 1.291, 1.555, 1.565, and 
1.570 are amended to accomplish the purpose indicated above. 


Discussion of Specific Rules 
Access and Publication of Reissue Applications 


The changes proposed in § 1.11 are not being adopted since 
only one of the twenty-two comments favored the changes. 

The publication of notices of the filing of reissues and provi- 
sions for public access to reissues will therefore continue as at 
present. Such publication eliminates the need for interested 
members of the public to periodically monitor the patent files to 
determine if a reissue application has been filed. 


Amendments to § 1.56 


A large majority of the comments supported the amendments 
to § 1.56. A number of comments questioned the advisability of 
having relatively inexperienced or non-attorney examiners handle 
questions of fraud or violation of the duty of disclosure. In 
response thereto, the amendments to the rule do not require that 
such questions be handled by the examiner who examines the 
application for questions of obviousness, enablement, etc. The 
Office presently plans to have questions of possible fraud or 
violation of the duty of disclosure examined by examiners with 
legal training assigned to the Office of the Assistant Commis- 
sioner for Patents. Several comments suggested that the provi- 
sions for striking an application pursuant to existing paragraph 
(c) of § 1.56 are inconsistent with the rejection for fraud or 
violation of the duty of disclosure contemplated in the amend- 
ment to paragraph (d). In response thereto, it is pointed out that 
paragraph (c) of § 1.56 makes striking of the application discre- 
tionary with the Commissioner. It is thus more appropriate to 
retain this authority to strike the application in appropriate 
circumstances rather than to make it subject to a rejection. No 
inconsistency is seen between the different routes under para- 
graphs (c) and (d) of { 49 1.56. Several comments were received 
indicating concern about the possible delay of a decision by the 
Board of Appeals pending consideration of a fraud or duty of 
disclosure question. In response to these concerns, it is pointed 
out that less time overall will be required by having the Board of 
Appeals consider the matter once rather than in a series of 
separate decisions. Further, expense to the applicant will be 
minimized by one appeal rather than two. The amendments to § 
1.56 are adopted as proposed except for some clarifying changes 
in paragraph (g). 

Section 1.56 is amended by revising the title and ph 
(d), and by adding new paragraphs (e) through (i). The revision 
to the title and paragraph (d) provides for the rejection of claims 
upon examination pursuant to 35 U.S.C. 131 and 132 on the 
ground that applicant is not entitled to a patent under the law if 
it is established by clear and convincing evidence (1) that any 
fraud was practiced or attempted on the Office in connection 
with the application, or in connection with any previous applica- 
tion upon which the application relies, or (2) that there was any 
violation of the duty of disclosure through bad faith or gross 
negligence in connection with the application, or in connection 
with any previous application upon which the application relies. 
Under amended paragraph (d), any rejection which would be 
made would include all the claims in the application. 

The standards to be used in rejecting the claims under para- 
graph (d) as amended, would be the same as those utilized by the 
Commissioner in striking applications pursuant to present para- 
graph (d), i.e., clear and convincing evidence of fraud or any 
violation of the duty of disclosure through bad faith or gross 
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negligence. Consistent with present practice, the revision of 
paragraph (d) looks to fraud or a violation of the duty of 
disclosure through bad faith or gross negligence with relation to 
the application under consideration or any previous application 
upon which the application relies. 

The phrase “in connection with the application” is construed 
in the same manner as in the present unamended paragraph (d). 
For purposes of this section, a reexamination proceeding on a 
patent would be considered as being “in connection with the 
application” insofar as consideration of any subsequent reissue 
application is concerned. The phrase also includes within its 
scope the mere refiling of the subject matter of an application in 
another application without relying in the second application 
upon the first application. Thus, an appropriate rejection upon 
examination pursuant to 35 U.S.C. 131 and 132 based on con- 
duct or actions proscribed by § 1.56(d) could not be avoided 
merely by refiling the subject matter of the application in a 
second or subsequent application which did not rely upon the 
earlier application. The phrase “in connection with any previous 
application upon which the application relies” is intended to 
include all applications upon which the application under con- 
sideration relies, either directly or indirectly. For example, an 
application to reissue a patent obviously relies upon the applica- 
tion which resulted in the patent sought to be reissued. Likewise, 
continuation applications, continuation-in-part applications, and 
divisionai applications also rely upon one or more parent appli- 
cations. 

New paragraph (e) of § 1.56 normally delays the examination 
of an application for compliance with paragraph (d) of § 1.56 
until such time as (1) all other matters are resolved, or (2) 
appellant’s reply brief pursuant to § 1.193(b) has been received 
and the application is otherwise ready for consideration by the 
Board of Appeals, at which time the appeal will be suspended for 
examination pursuant to paragraph (d) of this section. Present 
plans are to have this examination on the question of fraud or 
violation of the duty of disclosure conducted by examiners with 
legal training assigned to the Office of the Assistant Commis- 
sioner for Patents. Paragraph (e), as added, would thus permit the 
resolution of issues arising under § 1.56(d) to be delayed until 
consideration of such issues is necessary and appropriate. The 
practice under new paragraph (e) is generally consistent with 
present practice under paragraph (d) which normally delays the 
substantive resolution of fraud and duty of disclosure issues until 
other issues have been resolved in favor of applicant. Under new 
paragraph (e) an appeal would be suspended for examination 
pursuant to amended paragraph (d) of § 1.56 once appellant’s 
reply brief pursuant to § 1.193(b) has been received and the 
application is otherwise ready for consideration by the Board of 
Appeals. If no questions of possible violation of § 1.56 are raised 
or evident on the record before the examiner, no examination for 
compliance with paragraph (d) of § 1.56 will be undertaken. New 
paragraph (e) provides for the reopening of prosecution of the 
application to the extent necessary to conduct the examination 
pursuant to amended paragraph (d) of § 1.56 including any 
appeal pursuant to § 1.191. New paragraph (e) also indicates that 
where an appeal has already been filed based on a rejection on 
other grounds, any further rejection under amended paragraph 
(d) will be treated in accordance with amended § 1.193(c). 

New paragraph (f) continues the present long standing prac- 
tice whereby any member of the public can file a petition to strike 
an application from the files pursuant to paragraph (c) of § 1.56. 
Such petitions are currently being filed without specific mention 
in § 1.56. Under revised § 1.56 petitions to strike an application 
for a violation of § 1.56 are limited to violations of paragraph (c), 
with any violations of paragraph (d) being subject matter for 
rejection under paragraph (d). New paragraph (f) requires that 
any such petition alleging a violation of h (c) which is 
entered in the application file must: (1) Be timely filed, (2) 
specifically identify the application to which the petition is 
directed, and (3) be served on the applicant or be filed with the 
Office in duplicate in the event service is not possible. New 
paragraph (f) does not specifically limit a “timely petition” to any 
particular point in the examination of the application. Such 
petitions will generally be considered “timely” if they are filed 
before final rejection or allowance of the application by the 
examiner. Whether or not a petition filed after final rejection or 
allowance of the application by the examiner is considered 
“timely” will depend upon the circumstances and the point in the 
prosecution at which the petition is submitted. 
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New paragraph (f) requires that the petition specifically 
identify the application to which the petition is directed. While an 
identification by application serial number is not essential, the 
identification must include enough specificity that the Office can 
determine with certainty the application to which the petition is 
directed. Paragraph (f) requires service of the petition on the 
applicant, or a duplicate copy in the event service is not possible, 
before the petition will be entered. While the Office might, in 
some circumstances, reproduce and serve a petition on the 
applicant, a member of the public would have no assurance that 
this would be done and, under paragraph (f), could not rely upon 
the Office doing so. Paragraph (f) also requires that any petition 
filed by an attorney or agent comply with {249 1.346. 

New paragraph (g) of § 1.56 assures a member of the public 
that a petition to strike an application for violation of paragraph 
(c) of § 1.56 which meets the requirements of paragraph (f) will 
be considered by the Office. Language has been added to 
conform to additional language in § 1.291(c). The Office will 
send petitioner an acknowledgment of the entry of a petition to 
strike in a reissue application file. However, the Office will not 
communicate with the member of the public filing such a petition 
in non-reissue applications, except for the return of any self- 
addressed postcard which was enclosed which merely acknowl- 
edges receipt of the petition. The member of the public filing the 
petition will not be permitted to contact the Office as to the 
disposition, or status, of the petition, or to participate in any 
Office proceedings relating to the petition. No further papers will 
be acknowledged or considered unless they raise new issues 
which could not have been earlier presented and thereby consti- 
tute a new proper petition. Mere arguments relating to the 
Office’s decision on the petition or applicant’s response to the 
petition would not qualify as a new proper petition. The disposi- 
tion of the petition, once one has been filed, will, under paragraph 
(g), be an ex parte matter between the Office and the applicant. 
Paragraph (g) provides for communication by the Office with the 
applicant regarding a petition to strike the application which has 
been entered in the application file. Under new paragraph (g) the 
applicant could be required by the Office to respond to the 
petition. Any such response would be ex parte and would not be 
served on the member of the public filing the petition. 

New paragraph (h) of § 1.56 provides that any member of the 
public may seek to have the claims in an application rejected 
pursuant to the amended paragraph (d) of § 1.56 by filing atimely 
protest in accordance with § 1.291. New paragraph (h) also 
requires that any such protest filed by an attorney or agent 
seeking a rejection of claims pursuant to amended paragraph (d) 
of § 1.56 must be in compliance with § 1.346. One comment 
suggested that the last sentence of paragraph (h) is redundant 
since § 1.346 applies without any specific mention. After careful 
consideration of the comment the sentence is being retained in 
order to emphasize and remind attorneys and agents of the 
obligations imposed by § 1.346. 

New paragraph (i) provides for the Office requiring the 
applicant to supply information pursuant to paragraph (a) of § 
1.56 in order for the Office to decide any issues relating to 
paragraphs (c) and (d) of § 1.56, whether or not such issues arise 
as a result of a petition or a protest, or arise from other sources, 
e.g., an examiner discovering the issue while studying the appli- 
cation file. Any requirements for information under new para- 
graph (i) will be ex parte in nature between the Office and the 
applicant. The ex parte nature of the requirements for informa- 
tion under new paragraph (i) differs from past practice under 
which information was required, or requested, from applicant 
and one or more petitioners or protestors in some cases. 


Rejection of Claims 


Five comments were submitted relating to new paragraph (c) 
of § 1.106. Two of the comments favored the paragraph as 
written and three recommended modification or clarification of 
the paragraph to ensure that it is not inconsistent with /n re Ruff, 
et al., 45 CCPA 1037, 118 USPQ 340 (CCPA 1958), and 
subsequent decisions. No modification or clarification of the 
paragraph is considered necessary since the intent of the para- 
graph was not to change current practice, but was merely to 
emphasize the importance placed on admissions and to make 
{g49 1.106 more closely reflect current practice, which includes 
practice following Jn re Ruff, et al., and subsequent decisions. 
The amendments to § 1.106 are adopted as proposed. 
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Section 1.106 is amended to include a new paragraph (c) 
which emphasizes the importance placed on admissions by the 
applicant or the patent owner in a reexamination proceeding 
insofar as matters affecting patentability are concerned. Para- 
graph (c) includes a reference to the use of rejections based upon 
facts within the knowledge of the examiner as provided in § 
1.107. Paragraph (c) does not constitute a change in practice, but 
does result in § 1.106 more closely reflecting current practice. 


Reissue Oath or Declaration 


Ten persons commented on § 1.175. Four comments were 
received in support of the proposed change. Three of these 
favorable comments were from patent law groups. Of the six 
comments received opposing the change, two were from patent 
law groups. Eleven comments received at the Apr. 16, 1981, 
hearing on reexamination argued for retraction of the “Dann 
Amendments” which included § 1.175(a)(4). Four comments at 
the Apr. 16, 1981, hearing favored retaining the “Dann Amend- 
ments”. The arguments supporting the change were generally 
that paragraph (a)(4) was not necessary in view of the new 
reexamination procedure. The arguments opposing the deletion 
were generally that an inter partes practice before the Office is 
desirable from the standpoint of the judiciary and for a complete 
resolution of issues. After careful consideration of all of the 
arguments and the resources available in the Patent and Trade- 
mark Office, it is felt that the practice under paragraph (a)(4) of 
§ 1.175 should be discontinued and paragraph (a)(4) should be 
cancelled. 

The numbering of paragraphs (a)(5) and (6) is not being 
changed. Proposed paragraph 1.175(a)(6) is being adopted as 
new paragraph 1.175(a)(7). The proposed wording is otherwise 
being adopted without change. 

Amended § 1.175 eliminates paragraph (a)(4). Under para- 
graph (a)(4), the Office gave advisory opinions on patentability 
over additional prior art without any changes in the patent 
claims. The courts have generally refused to give preclusive 
effect to these advisory opinions. See PIC, Inc. v. Prescon 
Corp., 485 F. Supp. 1302, 205 USPQ 228 (D. Del. 1980), and 
Rohm and Haas Co. v. Mobil Oil Corp., 525 F. Supp. 1298, 212 
USPQ 354 (D. Del. 1981). Accordingly, in view of the implem- 
entation of patent reexamination pursuant to Pub. L. 96{g14517 
it is appropriate to discontinue the advisory opinions provided 
pursuant to § 1.175(a)(4). Under amended § 1.175 an applicant 
for reissue of a patent will be required to file with the reissue 
application a statement under oath or declaration specifically 
averring a defect in the patent, e.g., “a defective specification or 
drawing,” or an excess or insufficiency in the claims. Amended 
{g49 1.175 also requires, in paragraphs (a)(5) and (a)(6), that 
applicant specify “errors” as opposed to “what might be deemed 
to be errors.” Amended § 1.175 effectively eliminates Office 
consideration of the merits of “no defect” reissue applications 
since any such “no defect” reissue applications filed after July 1, 
1982, the effective date of the changes to § 1.175, will not be 
examined as to questions of patentability. In addition, § 1.175(a)(7) 
has been added to parallel the provisions in § 1.65 requiring the 
same acknowledgment of the duty of disclosure in the oath or 
declaration of reissue applications as in the case of non-reissue 
applications. 


Delay in Examination of Reissue Applications 


Six comments were received relative to the proposed changes 
in § 1.176. One comment supported, and five comments op- 
posed, deleting the two month waiting period before action could 
be taken by an examiner in a reissue application. The opposing 
comments favored retaining the two month period to provide an 
opportunity for interested parties to submit information relating 
to the examination of a reissue application after notice of the 
filing thereof has been published in the Official Gazette. Since 
the notices under § 1.11 will continue to be published, no need 
is seen to change § 1.176. The proposed change is therefore not 
adopted. 


Examiner's Answer 
Only one comment was made relating to the proposed addi- 


tion of paragraph (c) to § 1.193. It suggested including a mini- 
mum time period for response in the rule. This suggestion was 
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not adopted because in some circumstances it may be appropri- 
ate to set a shorter or a longer period for the reply brief. The 
amendments to § 1.193 are adopted as proposed. 

Paragraph (c) adds to § 1.193 a provision that any decision 
rejecting claims pursuant to § 1.56(d) in an application already 
on appeal from a rejection based on other grounds shall consti- 
tute a supplemental examiner’s answer introducing anew ground 
of rejection and removing the suspension of the appeal intro- 
duced pursuant to § 1.56(e). Prior to entering any such supple- 
mental examiner’s answer under paragaph (c), the Office may 
require information from applicant pursuant to paragraph (i) of 
§ 1.56. Under paragraph (c) of § 1.193, the appellant may file a 
reply to the supplemental examiner’s answer. Paragraph (c) 
provides that the appellant’s reply to the supplemental exam- 
iner’s answer will be considered and responded to as necessary 
with appellant being provided with an additional month, or such 
other time as may be set, within which to reply to any such 
response from the Office. After introduction of a supplemental 
examiner’s answer pursuant to paragraph (c) and any replies and 
response thereto, the application will be forwarded to the Board 
of Appeals for consideration. 


Protests by the Public Against Pending Applications 


Fifteen persons commented on the proposed amendment of § 
1.291. Two persons suggested that protests be acknowledged by 
more than the return of a self-addressed postcard. The suggestion 
has been adopted to the extent of providing for an acknowledg- 
ment of the entry of a protest in a reissue application file to be sent 
to the member of the public filing the protest. The suggestion has 
not been adopted insofar as original applications are concerned 
since these applications are generally required to be kept in 
confidence under 35 U.S.C. 122. Further, the use of return 
postcards is an established method of receiving acknowledg- 
ment from the Office that a paper has been filed. By merely 
returning the postcard to a protestor in an application for an 
original patent and directing Office initiated communications 
solely to applicant, the amount of Office resources required will 
be minimized. 

Several persons commented that the protest proceeding should 
be more inter partes. The weight of the comments received at the 
hearings held on Apr. 16, 1981, and Feb. 4, 1982, and in writing, 
favored ex parte proceedings. To ensure that the proceedings are 
essentially ex parte, a sentence is being added to paragraph (c) of 
§ 1.291, indicating that active participation by a member of 
public ends with the filing of the protest. To retain the inter partes 
nature of the protest would be contrary to the majority of the 
comments received and to one of the major purposes of the rule 
change, i.e., to reduce the amount of time spent by the Office in 
examining protested applications. The amendments to para- 
graphs (a) and (b) of § 1.291 are adopted as proposed and 
paragraph (c) is being revised as indicated above. 

Amended § 1.291 continues to permit protests by the public 
against pending original and reissue applications. The protest 
may include any grounds which the member of the public filing 
the protest believes to be applicable. 

Amended paragraph (a) of § 1.291 provides for entry of a 
protest in the application file if the protest specifically identifies 
the application, is timely submitted, and is either served upon the 
applicant in accordance with § 1.248, or filed with the Office in 
duplicate, in the event service is not possible. The comments 
made above in the discussion of new paragraph (f) of § 1.56 
regarding the timeliness of the filing or submission, specific 
identi-fication of the application, and service on the applicant, 
are also applicable to the amendments of paragraph (a) of § 
1.291. The requirement that the Office acknowledge the filing of 
a protest is deleted from paragraph (a), but is covered in para- 
graph (c). 

New paragraph (b) of § 1.291 assures members of the public 
that a protest will be considered by the Office if (1) it specifically 
identifies the application to which it is directed; (2) it is timely 
submitted; (3) it is properly served upon the applicant in accor- 
dance with § 1.248, or is filed with the Office the duplicate in the 
event service is not possible; (4) it includes a listing of the 
patents, publications or other information relied upon and a 
concise explanation of the relevance of each listed item; (5) it 
includes a copy of each listed patent or publication or other item 
of information in written form, or at least the pertinent portions 
thereof; and (6) it includes an English language translation of all 
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the necessary and pertinent parts of any non-English language 
document relied upon. It is considered desirable that § 1.291 
advise members of the public as to the contents which should be 
included in any protest since there will be no Office communi- 
cations directed to the member of the public submitting the 
protest under paragraph (c). Thus, under paragraph (c) members 
of the public will not be given an opportunity to complete any 
protest which is incomplete. Amended paragraph (c) provides 
for the acknowledgment of the entry of a protest in a reissue 
application file. 

Amended paragraph (c) of §1.291 provides that a member of 
the public filing a protest in an application for an original patent 
will not receive any communications from the Office relating to 
the protest, other than the return of a self-addressed postcard 
acknowledging receipt of the protest. Amended paragraph (c) of 
§ 1.291 does not permit the member of the public filing the 
protest, or any other member of the public, to contact the Office 
as to the disposition, or status, of the protest or to participate in 
any Office proceedings relating to the protest. The disposition of 
the protest, once it has been filed will, under paragraph (c), be an 
eX parte matter between the Office and the applicant. However, 
applications which are open to the public may be inspected 
pursuant to § 1.11. 

Amended paragraph (c) provides for the Office to communi- 
cate with the applicant regarding any protest entered in the 
application file. Under paragraph (c), the applicant could be 
required by the Office to respond to the protest. Any response 
would be ex parte and would:not be served on the member of the 
public filing the protest. Paragraph (c) provides for the Office to 
require applicant to supply information pursuant to pargraph (a) 
of § 1.56 in order for the Office to decide any issues raised by the 
protest. Requirements for information under paragraph (c) will 
be ex parte in nature between the Office and the applicant. The 
ex parte nature of the requirements for information under para- 
graph (c) differs from past practice under which information 
could be required, or requested, from applicant and one or more 
protestors. Under amended paragraph (c), the active participa- 
tion of the protestor ends with the filing of the protest and no 
further submission on behalf of the protestor will be acknowl- 
edged or considered unless such submission raises new issues 
which could not have been earlier presented, and thereby consti- 
tutes a new protest. Mere arguments relating to an Office action 
or an applicant’s response would not qualify as a new protest. 


Duty of Disclosure in Reexamination Proceedings 


Only two comments were received relative to proposed § 
1.555. One comment argued that the Office should never ignore 
a violation of the duty of disclosure or leave it hanging. In 
response thereto, neither the statute nor the presently existing 
reexamination rules provide for reexamination on grounds other 
than those based on patents or printed publications. The second 
comment questioned whether a patent owner has a duty to cite 
new prior art after a request but prior to an order to reexamine. No 
further clarification of the section is necessary since § 1.555(a) 
specifies when the patent owner should file a prior art statement 
in a reexamination proceeding. The amendments to § 1.555 are 
adopted as proposed. 

Amended § 1.555 makes the duty of disclosure in reexami- 
nation proceedings more consistent with the duty of disclosure 
in patent applications. Paragraph (a) of § 1.555 specifies that a 
duty of candor and good faith toward the Patent and Trademark 
Office rests on the patent owner or involved employees of the 
patent owner, on each attorney or agent who represents the 
patent owner, and on every other individual who is substantively 
involved on behalf of the patent owner in a reexamination 
proceeding. This rule is consistent with the duty set forth in § 
1.56(a) insofar as patent applications are concerned, except that 
in paragraph (a) of § 1.555 the patent owner is specified rather 
than the inventor as set forth in paragraph (a) of § 1.56. This does 
not, however, impose the responsibility for compliance with the 
duty of disclosure on a corporate entity or organization but 
leaves the responsibility with involved individuals in the corpo- 
ration or other organization. Paragraph (a) of § 1.555 places a 
requirement on the individuals identified to bring to the attention 
of the Office patents or printed publications material to the 
reexamination which have not been previously made of record 
in the patent file and specifies how that should be accomplished. 
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Amended paragraph (b) of § 1.555 essentially parallels exist- 
ing paragraph (b) of § 1.56 and makes similar pro-visions 
applicable to disclosures in reexamination proceedings. 

Amended paragraph (c) of § 1.555 provides that the duties of 
candor, good faith, and disclosure required in paragraph (a) of § 
1.555 have not been complied with if any fraud was practiced or 
attempted on the Office or there was any violation of the duty of 
disclosure through bad faith or gross negligence by, or on behalf 
of, the patent owner in the reexamination proceeding. The 
language of paragraph (c) refers to fraud or violation of the duty 
of disclosure in the reexamination proceeding since such con- 
duct during the pendency of applications is covered by § 1.56. 

Amended paragraph (d) of § 1.555 affirms that the responsi- 
bility for compliance with § 1.555 rests upon the individuals 
identified in paragraph (a). Paragraph (d) also provides that no 
evaluation will be made in the reexamination proceeding by the 
Office as to compliance with {g49 1.555. Paragraph (d) of § 
1.555 also provides that questions of compliance with § 1.555 
which are discovered during a reexamination proceeding will be 
noted as unresolved questions in accordance with present § 
1.552(c). Paragraph (d) will not preclude the patent owner from 
filing a reissue application to have questions of candor, good 
faith, and duty of disclosure considered and resolved, including 
such questions which arise during a reexamination proceeding, 
so long as the requirements of 35 U.S.C. 251 have been met. 
Paragraph (d) does not preclude suspension or disbarment pro- 
ceedings under present § 1.348 based upon conduct during a 
reexamination proceeding. 


Concurrent Office Proceedings 


Four comments were received on § 1.565. One comment 
proposed adding a sentence at the end of paragraph (b) of § 1.565 
reflecting that reexamination would only be stayed in extraordi- 
nary situations. This suggestion has not been adopted since it is 
considered inappropriate to attempt to further define by rule the 
circumstances under which a stay of the reexamination may be 
appropriate. Two comments were received raising questions as 
to the treatment, during a merged reissue and reexamination 
proceeding, of broader claims which are present therein because 
of a reissue application which contained broadened claims. No 
clarification or change is necessary since the broadened claims 
are properly in the merged proceeding during the period it is 
merged. Such broader claims which are present in both the 
reissue and reexamination files during the pendency of the 
merged proceeding will be treated in accordance with the reissue 
statute and case law during the pendency of the merged proceed- 
ing. If the merged proceeding ceases to exist because of the 
abandonment of the reissue application, the claims in the reex- 
amination file, including any broadened claims, will be exam- 
ined in accordance with the reexamination statute and rules. 
Finally, one comment did not agree with merging reissue and 
reexamination proceedings because the merger is not seen to 
produce cost savings or other salutary results. One of the reasons 
for the merged proceedings is to ensure that claims of differing 
scope and inconsistent responses are not presented at the same 
time in different proceedings in the same patent. Moreover, since 
the proceedings are concurrent rather than sequential, a signifi- 
cant savigs in resources and overall pendency time may be 
realized by merging in many cases. 

The amendment to § 1.565 clarifies the proposed language of 
paragraph (b), eliminates from paragraph (b) the last two sen- 
tences relating to the treatment of concurrent reexamination and 
reissue proceedings, and adds a new paragraph (d) relating to this 
subject. The clarification in paragraph (b) is intended to avoid 
misinterpretations relating to stay determinations where concur- 
rent litigation or reissue applications are involved. 

Under new paragraph (d), which is consistent with the prac- 
tice presently in effect under paragraph (b), if a reissue applica- 
tion and a reexamination proceeding on which an order pursuant 
to present § 1.525 has been mailed are pending concurrently on 
a patent, a decision will normally be made to merge the two 
proceedings or to stay one of the proceedings. New paragraph (d) 
also provides that where merger of a reissue application and a 
reexamination proceeding is ordered, the merged examination 
will be conducted in accordance with present §§ 1.171-1.179. 
The examiner, in examining the merged proceeding, will apply 
the reissue statute and case law, in addition to applicable provi- 
sions of §§ 1.171-1.179, to the merged proceeding. This is 
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appropriate in view of the fact that the statutory provisions for 
reissue applications and reissue application examination in- 
clude, inter alia, provisions equivalent to 35 U.S.C. 305 relating 
to the conduct of reexamination proceedings. New paragraph (d) 
of § 1.565 makes clear that the patent owner must place and 
maintain the same claims in the reissue application and the 
reexamination proceeding during the pendency of the merged 
proceeding. Under new paragraph (d) of § 1.565 the examiner’s 
actions and any responses by the patent owner in a merged 
proceeding will apply to both the reissue application and the 
reexamination proceeding and will be physically entered into 
both files. New paragraph (d) also provides that any reexamina- 
tion proceeding merged with a reissue application shall be 
terminated by the grant of the reissued patent. The amendments 
to § 1.565 are adopted with the changes or clarification indicated 
in paragraph (b). 


Reexamination Certificate 


Section 1.570, as amended, revises paragraph (e) to refer to 
new paragraph (d) of § 1.565 rather than paragraph (b) in order 
to reflect the changes in § 1.565. 

No comments were received concerning the section and it is 
adopted without change. 


Interim Procedures on Applications Pending on Effective Date 


On July 1, 1982, the revised procedures of §§ 1.56(d) and 
1.193(c) will apply to any applications then pending which have 
not been the subject of a final Office decision on questions of 
fraud or violation of the duty of disclosure. Any petition to strike 
an application from the files or any protest against a pending 
application filed prior to July 1, 1982, will be governed by the 
rules in effect prior to that date. Any applications filed under § 
1.175(a)(4) prior to July 1, 1982, will be examined until the 
application is amended and a reissue patent issues thereon or the 
application becomes abandoned. For a discussion of the interim 
practice in effect prior to July 1, 1982, see 1013 O.G. 18-19. 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The rule change will not have a significant adverse economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Lawyers. 


Amendment of Regulations 
(Text of adopted rules appear in 37 CFR, revised July 1, 
1983.) 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks 


[FR Doc. 82-13613 Filed 5-18-82; 8:45 am] 
BILLING CODE 3510-16-M 


Apr. 6, 1982. 


[1019 O.G. 37] 


(139) Interim Reissue, Reexamination, Protest, And 
Examination Procedures In Patent Cases Pending 
Proposed Revision of 37 CFR §§ 1.11, 1.56, 1.106, 
1.175, 1.176, 1.193, 1.291, 1.555, 1.565, and 1.570. 


This notice sets forth, in general, the practice the Office 
intends to follow pending a final determination on the “Notice of 
proposed rulemaking” published in the Federal Register on 
November 10, 1981, at 46 F.R. 55666-55672. The “Notice of 
proposed rulemaking” is also being published in this issue of the 
Official Gazette. 


Practice Relating To § 1.11 
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Any reissue application which is presently open to inspection 
by the general public pursuant to present § 1.11(b), and any 
reissue application filed before the effective date of a change in 
the rule, will continue to be open to inspection by the general 
public. No restriction of access to those reissue applications is 
contemplated at this time, either during their pendency before 
the Office, or after an abandonment of the reissue application. 
The filing of reissue applications will continue to be announced 
in the Official Gazette pending revision of § 1.11(b). 


Practice Relating To § 1.56 


Any issues arising under § 1.56(d) prior to the effective date 
of a change in paragraph (d) will continue to be handled in 
accordance with paragraph (d) as it presently exists. If paragraph 
(d) is amended as proposed, the Office presently intends to apply 
the revised procedures to any applications then pending which 
have not been the subject of a final Office decision on questions 
of “fraud” or violation of the duty of disclosure. 

Any petitions to strike applications from the files which have 
been filed prior to the date of publication of this Notice in the 
Official Gazette will continue to be treated in accordance with 
the practices in effect prior to this Official Gazette Notice via the 
appropriate sections of the Manual of Patent Examining Proce- 
dure. 

Any petition to strike an application from the files which is 
filed after the date of publication of this Notice will be considered 
in accordance with the procedure set forth in the “Notice of 
proposed rulemaking” insofar as participation by the petitioner 
is concerned. Since the provisions of 37 CFR 1.56 now in effect 
do not guarantee a member of the public the right to participate 
fully in Office consideration of petitions to strike applications, it 
is considered appropriate and proper to restrict participation on 
behalf of a petitioner as set forth in the “Notice of proposed 
rulemaking” while such proposed rulemaking is pending. At this 
time the degree of participation is solely at the discretion of the 
Commissioner and the Commissioner is hereby acting in his 
discretion to restrict such participation. Accordingly, any peti- 
tion to strike an application from the files which is filed after the 
date of publication of this Notice must include a self-addressed 
postcard specifically identifying the petition and the application 
to which the petition is directed if an acknowledgement of the 
filing of the petition is desired. A member of the public filing a 
petition to strike an application after the date of publication of 
this Notice will not receive any communications from the Office 
relating to the petition, other than the return of a self-addressed 
postcard which the Office will stamp and return in order to 
acknowledge receipt of the petition. All Office communications 
will be conducted with the applicant in accordance with the 
procedures set forth in the proposed rulemaking, which proce- 
dures are those currently in effect. 


Practice Relating To § 1.106 


No interim practice is necessary regarding this proposed 
revision since it would not constitute a change in practice, but 
would merely make § 1.106 more closely reflect current practice. 


Practice Relating To § 1.175 


Any applications filed under § 1.175(a)(4) prior to the effec- 
tive date of any change in the rule will be examined until the 
application is amended and a reissue patent issues thereon or the 
application becomes abandoned. 


Practice Relating To § 1.176 


The examination of any applications filed prior to the effec- 
tive date of any change in the rule will continue to be delayed for 
two months after the announcement of the filing in the Official 
Gazette, except where the delay period is waived by a decision 
on a petition under 37 CFR 1.183. 


Practice Relating To § 1.193(c) 


No interim practice is necessary regarding this proposed 
revision since the practice of rejecting claims pursuant to § 
1.56(d) will not be adopted prior to the effective date of a change 
in paragraph (d). 
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Practice Relating To § 1.291 


Any protest against a pending application which is filed after 
the date of publication of this Notice in the Official Gazette will 
be treated essentially in accordance with the procedures set forth 
in the “Notice of proposed rulemaking.” Any protests which 
have been filed prior to the date of publication of this Notice in 
the Official Gazette will continue to be treated in accordance 
with the practices in effect prior to this Official Gazette Notice 
via the appropriate sections of the Manual of Patent Examining 
Procedure. Since the provisions of 37 CFR 1.291 now in effect 
do not guarantee a member of the public the right to participate 
fully in Office consideration of protests filed under § 1.291, it is 
considered appropriate and proper to restrict participation on 
behalf of a protestor essentially as set forth in the “Notice of 
proposed rulemaking” while such proposed rulemaking is pend- 
ing. At this time the degree of participation is solely at the 
discretion of the Commissioner and the Commissioner is hereby 
acting in his discretion to restrict such participation. Accord- 
ingly, any protest filed after the date of publication of this Notice 
will be acknowledged as set forth in present § 1.291 on a self- 
addressed postcard which protestor is hereby advised to include 
with the protest. The self-addressed postcard must specifically 
identify the protest and the application to which the protest is 
directed, to the extent such identifying data for the application is 
known. A member of the public filing a protest against a pending 
application after the date of publication of this Notice will 
receive no communication from the Office relating to the protest, 
other than the self-addressed postcard which the Office will 
stamp and return in order to acknowledge receipt of the protest 
as set forth in present § 1.291(a). All Office communications will 
be conducted with the applicant in accordance with the proce- 
dures set forth in the proposed rulemaking, which procedures are 
those currently in effect. Pending adoption of the proposed 
rulemaking the Office will consider protests which comply with 
present §1.291(a) even though the protest does not include all the 
items enumerated in proposed new paragraph (b) of § 1.291. 


Practice Relating To § 1.555 


No interim practice is necessary regarding this proposed 
revision since it merely makes § 1.555 more closely parallel § 
1.56 and more specifically defines the responsibility of a patent 
owner in a reexamination proceeding. 


Practice Relating To § 1.56 


No interim practice is necessary regarding this proposed 
revision since it merely clarifies, but does not change, present 
practice. 


Practice Relating To § 1.570 


No interim practice is necessary since this proposed revision 
merely reflects the paragraph change proposed in {249 1.565. 


CONCLUSION 


The present interim procedures will be in effect until further 
notice and pending a final determination on the proposed rule- 
making. 


DONALD J. QUIGG, 
Deputy Commissioner 
of Patents & Trademarks. 


Nov. 16, 1981. 


[1013 O.G. 18] 


(140) Patent and Trademark Office 


Implementation of 37 CFR 1.56 


The Patent and Trademark Office has been reviewing, and 
discussing in conjunction with various private sector groups, its 
implementation of 37 CFR 1.56 which deals with the duty of 
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disclosure and inequitable conduct. Determination of inequi- 
table conduct issues requires an evaluation of the intent of the 
party involved. While some court decisions have held that intent 
may be inferred in some circumstances, consideration of the 
good faith of the party, or lack thereof, is often required. In 
several recent court decisions, a high level of proof of intent to 
mislead the Office was required in order to prove inequitable 
conduct under 37 CFR 1.56. See Jn re Harito, 847 F.2d 801, 6 
USPQ 2d 1930 (Fed. Cir. 1988) and FMC Corp. v. Manitowoc 
Co. Inc., 835 F.2d 1411, 5 USPQ 2d 1112 (Fed. Cir. 
1988). 

The Office is not the best forum in which to determine 
whether there was an “intent to mislead”, such intent is best 
determined when the trier of facts can observe demeanor of 
witnesses subjected to cross-examination. The Office is not 
presently equipped to handle live testimony. Modifying Office 
procedures to do so would not be an effective utilization of 
resources. A court, with subpoena power, is presently the best 
forum to consider duty of disclosure issues under the present 
evidentiary standard for finding an “intent to mislead”. The 
court proceeding involves two participating adverse parties. 
This is not the case in the Office, since even “protesting” parties 
are not permitted to participate under the Rules. Also, it is the 
courts and not the Office that are in the best position to fashion 
an equitable remedy to fit the precise facts in those cases where 
inequitable conduct is established. Furthermore, inequitable 
conduct is not set by statute as a criteria for patentability but 
rather is a judicial application of the doctrine of unclean hands 
which is appropriate to be handled by the courts rather than by 
an administrative body. Because of the lack of tools in the Office 
to deal with this issue and because of its sensitive nature and 
potential impact on a patent, Office determinations generally 
will not deter subseguent litigation of the same issue in the courts 
on appeal or in separate litigation. Office determinations signifi- 
cantly add to the expense and time involved in obtaining a patent 
with little or no benefit to the patent owner or any other parties 
with an interest. 

Accordingly, the Office will no longer investigate and reject 
original or reissue applications under 37 CFR 1.56 and to the 
extent 37 CFR 1.56 now requires the Office to do so, itis hereby 
waived. Likewise, the Office will not comment upon duty of 
disclosure issues which are brought to the attention of the Office 
in original or reissue applications except to note in the applica- 
tion, in appropriate circumstances, that such issues are no longer 
considered by the Office during its examination of patent 
applications. Examination of lack of deceptive intent in reissue 
applications will continue but without any investigation of 
inequitable conduct issues. Applicant’s statement of lack of 
deceptive intent normally will be accepted as dispositive except 
in special circumstances such as an admission or judicial deter- 
mination of fraud or inequitable conduct. 

The duty of disclosure requirements set forth in 37 CFR 
1.56(a) will remain in effect pending modification by rulemaking 
procedure. The Office plans to propose a change in the standard 
of the duty of disclosure with respect to information to be 
submitted which an individual knows or should have known 
would render unpatentable any pending claim in an application. 
This would replace the present requirement to submit informa- 
tion which there is a substantial likelihood a reasonable exam- 
iner would consider important in deciding whether to allow an 
application to issue as a patent. The Office also plans to propose 
that 37 CFR 1.97-1.99 concerning information disclosure state- 
ments be modified to clarify the manner and time for submission 
of information to the Office for consideration in an application. 
Further, the Office has already indicated its support for legisla- 
tion proposed by Congressman Kastenmeier in H.R. 4086 with 
certain clarifying changes. 

This change in practice will not reduce incentives to disclose 
information to the Office promptly. A judicial finding of inequi- 
table conduct or fraud will still render a patent unenforceable or 
invalid. Therefore, applicants will still be encouraged to comply 
with the Rule, as applied by the courts. Practitioners found to 
have participated in inequitable conduct or fraud shall be subject 
to disciplinary proceedings. 37 CFR Part 10. 

Any response due to an outstanding requirement for informa- 
tion regarding the duty of disclosure or rejection under 37 CFR 
1.56 may merely make reference to the change in practice set 
forth in this Notice. Such a response will be considered complete 
if timely filed. A paper will then be mailed and placed of record 
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merely noting that the Office no longer examines patent appli- 
cations for compliance with 37 CFR 1.56. 

Applications in which there is no outstanding requirement for 
information regarding the duty of disclosure or outstanding 
rejection under 37 CFR 1.56, but in which a duty of disclosure 
issue has been noted on the record, will have a paper placed in the 
record and mailed to the applicant terminating consideration of 
the duty of disclosure issue and noting that the Office no longer 
examines patent applications for compliance with 37 CFR 1.56. 
Thereafter, no further action will be undertaken by the Office 
regarding the duty of disclosure issue. 

The Board of Patent Appeals and Interferences will hence- 
forth not review any rejection under 37 CFR 1.56 but will treat 
the rejection as withdrawn and merely note that the Office no 
longer examines patent applications for compliance with 37 
CFR 1.56. 

Questions regarding this change of practice may be directed 
to the Special Program Examination Unit at (703) 557-8384. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Sept. 8, 1988 


[1095 OG 16] 


(141) Consideration of Fraud and Inequitable Conduct 
in Patent Interferences Cases 


This notice supersedes the Commissioner’s Notice of Oct. 17, 
1988, Further Clarification on Patent and Trademark 
Office Implementation of 37 CFR 1.56, 1096 Off. Gaz. Patent 
Office 19 (Nov. 8, 1988), but not the Commissioner’s Notice of 
Sept. 8, 1988, Patent and Trademark Office Implementation 
of 37 CFR 1.56, 1095 Off. Gaz. Patent Office 16 (Oct. 11, 
1988). 

Effective immediately, fraud and inequitable conduct issues 
will be considered when properly raised inter partes in patent 
interference cases. The policy of the Patent and Trademark 
Office with respect to investigation and resolution of fraud and 
inequitable conduct issues during ex parte examination of patent 
applications remains that of the Commissioner’s Notice of Sept. 
8, 1988. 

The Chairman, the Vice-Chairman, an Examiner-in-Chief or 
a panel of the Board of Patent Appeals and Interferences, as may 
be appropriate, are authorized to determine the manner in which 
fraud and inequitable conduct can be raised in any interference 
pending before the Board at this time. 

Oct. 24, 1991 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1132 OG 33] 


(141a) Interference Practice: Consideration of Fraud 


and Inequitable Conduct 


The Commissioner’s Notice of Oct. 24, 1991, Consideration 
of Fraud and Inequitable Conduct in Patent Interference Cases, 
provides that; 

Effective immediately, fraud and inequitable con- 

duct issues will be considered when properly raised inter 

partes in patent interference cases. 


see ¢ 


The Chairman, the Vice Chairman, an Examiner-in- 
Chief or a panel of the Board of Patent Appeals and 
Interferences, as may be appropriate, are authorized to 
determine the manner in which fraud and inequitable 
conduct can be raised in any interference pending before 
the Board at this time. 

The present notice sets forth the policy which will be applied 
by the Board of Patent Appeals and Interferences (Board) in 
determining whether the issues of fraud and/or inequitable con- 
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duct raised in a pending interference proceeding will be given 
consideration. 

Issues of fraud and/or inequitable conduct in an interference 
will be considered by the Board if: 

1. They are raised by way of preliminary motion for 

judgement under 37 CFR 1.633(a). The motion must 
be filed during the period set for filing preliminary 
motions (37 CFR 1.636(a)), or good cause (37 CFR 
1.655(b) (3)) must be shown as to why the issues of 
fraud and/or inequitable conduct were not timely 
raised during the preliminary motion period. An 
assertion that the issues were not raised earlier be- 
cause the Board was precluded from considering 
them by the Commissioner’s Notice of Oct. 17, 1988, 
(1906 Off. Gaz. Pat. Office 19 (Nov. 8, 1988)) shall 
not be deemed to be good cause. 

. They are raised by motion in a currently pending 
interference in which the time for filing preliminary 
motions expired prior to the publication date in the 
Official Gazette of the Commissioner’s Notice dated 
Oct. 24, 1991, and provided (a) the motion is promptly 
filed after the Official Gazette publication date of the 
notice, and (b) the times for taking testimony or, if no 
testimony, the times for filing briefs for final hearing 
(37 CFR 1.656) have not been set. 

Issues of fraud and/or inequitable conduct will not be consid- 
ered in any interference in which the times for taking testimony 
or the times for filing briefs for final hearing have already been 
set, unless “good cause” is shown under 37 CFR 1.655(b) (3). 
See item 1 above. An example of good cause would be where 
fraud or inequitable conduct is first discovered during taking of 
testimony. 

Interference parties are reminded that fraud and inequitable 
conduct must be established by clear, unequivocal and convinc- 
ing evidence, and the party asserting misconduct carries a heavy 
burden of persuasion. Driscoll v. Cebalo, 731 F.2d 878, 221 
USPQ 745 (Fed. Cir. 1984); Norton v. Curtiss, 433 F.2d 779, 167 
USPQ 532 (CCPA 1970). Accordingly, unless evidence filed 
with a preliminary motion for judgement (37 CFR 1.639(a)) 
prima facie meets this standard of proof, the motion may be 
denied. If a party asserts that testimony is necessary to 
support or oppose the motion (37 CFR 1.639(c)), the require- 
ments set forth in Hanagan v. Kimura, 16 USPQ2d 1791 (Comr. 
1990), must be complied with; for example (16 USPQ2d at 
1794): 

A proper request under § 1.639(c) must describe the 
nature of the testimony being sought. The description 

must be of sufficient detail so that the Examiner-in- 

Chief can determine whether or not there is a need for 

the requested testimony. 


If a person is to be called as a fact witness, a declara- 

tion by that person stating the facts should be filed new. 

If the other party is to be called, or if evidence in the 
possession of the other party is necessary, an explana- 

tion of the evidence sought, what it will show, and why 

it is needed must be supplied. 

Preliminary motions in the nature of “fishing expeditions,” or 
based on broad assertions or argument of counsel, will not be 
permitted. Cf. Price v. Folsom, 208 USPQ 56 (Comr. 1980). 

Counsel who are contemplating raising issues of fraud and 
inequitable conduct should also direct their attention to the 
Commissioner’s Notice of Dec. 23, 1986, Interference Practice: 
Fraud and Inequitable Conduct Allegations (1074 Off. Gaz. Pat. 
Office 421 (Jan. 27, 1987)). 
Nov. 14, 1991 SAUL I. SEROTA, 

Chairman, Board of Patent 
Appeals and Interferences 


[1133 OG 22] 


(141b) Interference Practice: Fraud and 


Inequitable Conduct Allegations 


In patent interference cases, the Board of Patent Appeals and 
Interferences will review every "fraud" and "inequitable con- 
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duct" issue which is properly raised at final hearing on the basis 
of the record as presented. Whatever basis may exist during the 
interlocutory stages of an interference for raising and pursuing 
such issues, Counsel is forewarned that when an interference 
approaches the final hearing stage, he or she should maturely 
reflect on the state of the record. Only if the record supports the 
fraud or inequitable conduct allegations by clear and convincing 
evidence should such issues be pursued at a final hearing. Faliure 
to heed this warning by pursuit of such issues at final hearing 
without a reasonable evidentiary basis to support each element 
thereof may result in the case being referred to the Office of 
Enrollment and Discipline for disciplinary investigation. 


DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Dec. 23, 1986 


[1086 OG 283] 


(142) Patent and Trademark Office Implementation 
of 37 CFR 1.28(d) and 1.56(c), (f) and (g) 


This notice supplements the Official Gazette Notices relating 
to the implementation of 37 CFR 1.56 published at 1095 Official 
Gazette 16 (Oct. 11, 1988) and 1096 Official Gazette 19 (Nov. 8, 
1988) which announced that the Office will no longer inves- 
tigate and reject original or reissue applications under 37 CFR 
1.56. 

With regard to 37 CFR 1.28(d), it will still be considered as 
fraud attempted or practiced on the Office either to attempt to 
fraudulently (1) establish status as a small entity or (2) pay fees 
as a small entity or to improperly and through gross negligence 
(1) establish status as a small entity or (2) pay fees as a small 
entity. The rule, however, makes reference to 37 CFR 1.56(d) but 
the Office no longer investigates or rejects original or reissue 
applications under 37 CFR 1.56(d). Therefore, the Office will 
accept payment of fee deficiencies under 37 CFR 1.28 but will 
just note in such cases that the Office no longer investigates and 
rejects applications under 37 CFR 1.56. 

With regard to 37 CFR 1.56(c), (f) and (g), after further review 
of Office practice, it has been determined that the same reasons 
set forth in the Official Gazette Notices cited above also apply to 
the investigating and striking of applications for defects in the 
manner in which the application was executed by the signing of 
an oath or declaration pursuant to 37 CFR 1.63. It is no longer 
considered appropriate for the Office to expend the resources 
required to investigate such issues and to consider striking the 
applications involved. The resolution of such issues involves the 
difficult process of determining the intent of the parties and the 
facts surrounding the execution of the applications. Since Feb. 
27, 1983, an application may be filed without an executed oath 
or declaration and still be granted a filing date as to the subject 
matter disclosed and claimed. Therefore, while the defects in 
execution described in 37 CFR 1.56(c) are not condoned, it is 
appropriate to allow the filing of a new oath or declaration 
pursuant to 37 CFR 1.63 and the payment of the surcharge under 
37 CFR 1.16(e) for filing and oath or declaration later than the 
filing date of the application without action under 37 CFR 
1.56(c), (f) or (g) by the Office. 

Accordingly, the Patent and Trademark Office will not con- 
sider striking an application for the type of conduct described in 
37 CFR 1.56(c) and will not entertain a petition directed to such 
matter submitted pursuant to 37 CFR 1.56(f) and (g). Any such 
petition submitted will merely be placed in the application file 
and will not be commented upon by the Patent and Trademark 
Office. The provision of 37 CFR 1.56(c), (f) and (g) are hereby 
waived. The regulation will be modified through the rulemaking 
procedure. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Dec. 8, 1988 


[1098 OG 502} 
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(143) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 
[Docket No. 40227-18] 


Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending the 
rules of practice in patent cases, Parts 1 and 5 of 37 CFR, to 
establish a streamlined procedure for granting licenses for for- 
eign filing. The changes simplify the obtaining of licenses for 
filing foreign patent applications and for filing amendments, 
modifications, and supplements in foreign patent applications. 
Under the revised rules (1) the export, but not actual filing, of 
technical data to a foreign country for purposes related to the 
filing and prosecution of a patent application may be done either 
under appropiiaic export agencies’ rules or by a license issued by 
the Commissioner of Patents and Trademarks, (2) certain li- 
censes issued by the Commissioner for filing foreign patent 
applications include a license to file amendments, modifications, 
and supplements, containing additional matter in foreign appli- 
cations, (3) specific contents of a petition for retroactive license 
are established and (4) fees are set for expedited handling of 
requests for foreign filing licenses and for certain petitions. 
These changes will result in reduced work for both patent 
applicants and the Patent and Trademark Office and at the same 
time strengthen national security protections. 

Effective Date: June 1, 1984. 

For Further Information Contact: Kenneth L. Cage by telephone 
at (703) 557-2877 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed pri- 
marily to simplify and expedite the granting of licenses under 35 
U.S.C. 184. It contains a number of changes in practice designed 
to benefit both the Patent and Trademark Office in its handling 
of its mission and the public the Office serves. Notice of pro- 
posed rulemaking was published May 23, 1983, at 48 FR 23144 
and corrected June 7, 1983, at 48 FR 26319. 


Discussion of Specizic Rules 


Secton 5.11(a) has been substantially restructured and modi- 
fied from the proposal. Under § 5.11(a), a license from the 
Commissioner of Patents and Trademarks is always needed for 
the act of filing a patent application in a foreign patent office 
unless the six-month period has passed or the invention was not 
made in the United States. 

Amended § 5.11 (b) and (c) would clarify in the regulations 
that the export of technical data to a foreign country may be done 
under appropriate export agencies’ rules controlling the export 
of technical data—Department of State (22 CFR Parts 121-130); 
Department of Commerce, International Trade Administration 
Office (15 CFR Part 379); or the Department of Energy (10 CFR 
Part 810)—or by license from the Commissioner. Compliance 
with the appropriate export agencies’ rules or the license from 
the Commissioner is required before exporting technical data in 
the form of a patent application or data in any form if related to 
preparing, filing, and prosecuting a patent application in a 
foreign country, if the United States application has not been on 
file for six months at the time of export, or no application has 
been filed in the United States. It is optional from whom approval 
for export is obtained. In fact, for certain technical data being 
exported to certain countries, a specific request for a license or 
approval from any of the export agencies would not be neces- 
sary. However, a single license from the Commissioner would 
cover both export and filing and avoid any question whether a 
specific license or approval is required from any of the export 
agencies. Approval from the appropriate export agencies for 
export would require a separate additional license from the 
Commissioner for the filing of the foreign patent application. 
The rule changes will make the rules more closely conform with 
the regulations of other agencies which deal with the export of 
technical data to a foreign country. 

The definition of export in these regulations will be controlled 
by the definition of export in the appropriate regulations of the 
export agencies having jurisdiction over the export of technical 
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data related to the patent application. (15 CFR 379.1, 22 CFR 
125.03 and 10 CFR 810.7). 

The requirement of complying with the rules of the export 
agencies or the Commissioner before exporting an application to 
a foreign country is not intended to change long-standing Patent 
and Trademark Office interpretation of 35 U.S.C. 184 or in any 
way interpret the language in 35 U.S.C. 184 “file or cause or 
authorize to be filed” as requiring a license before technical data 
related to the filing or prosecution of an application is exported 
to a foreign country, such as to a foreign attorney or agent or 
corporation for review or revision for later filing. It does, how- 
ever, reflect the delegations the Commissioner has received from 
other agencies and which are referenced in §§ 5.18, 5.19 and new 
§ 5.20 and clarifies that a patent applicant must be licensed for 
export of technical data abroad for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application either by appropriate export agencies or by the 
Commission. The language “related to the preparation, filing or 
possible filing and prosecution of a foreign patent application” 
in § 5.11(b) is used rather than “support a patent application” as 
used in § 5.18 or “foreign filing” as used in § 5.19 to make clearer 
that the latter two phrases include the export of technical data in 
the form of explanations or possible claim language or the like 
sent to a foreign agent or other person in relation to a foreign 
patent application. However, a license from the Commissioner 
would not substitute for approvals required by appropriate ex- 
port agencies if technical data is exported for purposes not 
related to the filing or possible filing and prosecution of a foreign 
patent application. For example, a licensé from the Commis- 
sioner would not cover export of technical data in a U.S. patent 
application to a foreign research laboratory to support a research 
project. 

Further, the rule is intended to reflect that every exportation 
of technical data related to filing or possible filing or prosecution 
within six months of a United States filing without a license from 
the Commissioner is prohibited unless the applicant complies 
with the rules of the appropriate export agencies. For example, 
where an application has been exported to a foreign agent with 
an authorization to file a foreign patent application, the export of 
the application may be under a general license from the Interna- 
tional Trade Administration of the Department of Commerce. A 
license from the Commissioner is always necessary for the actual 
filing of the foreign patent application. In another example, 
where a validated license is needed under 15 CFR Part 379 to 
export technical data in the form of a patent application, appli- 
cants will need to obtain an International Trade Administration 
license or obtain a Commissioner’s license prior to the act of 
export. Under either example, a license from the Commissioner 
is required before the application is filed in a foreign pa- 
tent office. In the latter example, a single license from the 
Commissioner will permit both export and filing of the applica- 
tion. 

This rule is promulgated under the authority of 35 U.S.C. 6 
and delegations to the Commissioner by regulation (15 CFR 
370.10({ sf,1 j), 22 CFR 125.04, and 10 CFR 810.7) or otherwise 
under the Export Administration Act of 1979, as amended, the 
Arms Export Control Act, as amended, the Atomic Energy Act 
of 1954, as amended, and the Nuclear Non-Proliferation Act of 
1978. Authority for this rule also exists under 35 U.S.C. 188. 

The amended rule assures adequate protection of sensitive 
material under Title 35, United States Code and provides regu- 
latory consistency with the Arms Export Control Act, as amended, 
the Export Administration Act, as amended, the Atomic Energy 
Act of 1954, as amended, the Nuclear Non-Proliferation Act of 

1978, and their implementing regulations. The sanctions which 
apply for failure to obtain a license from either the Commissioner 
or the appropriate export agencies prior to export are the sanc- 
tions specified in the export acts. The sanctions which apply for 
failure to obtain a license from the Commissioner prior to the 
filing of a foreign application are the sanctions specified in Title 
35, United States Code. 

Section 5.11(d), proposed as § 5.11(b), states that applica- 
tions under secrecy order under § 5.2 cannot be exported to an 
international agency or filed in a foreign country except in 
accordance with § 5.5. 

Section 5.11(e), proposed as § 5.11(c), states that a license 
pursuant to paragraph (a) is not required where the invention was 
not made in the United States, or the United States application 
was on file for six months without a secrecy order being issued. 
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Section 5.11(f), proposed as § 5.1 1(d), states that a license for 
foreign filing may be revoked at any time upon written notice. 
Similarly, an authorization for foreign filing resulting from the 
passage of six months from the filing of a United States patent 
application may be revoked by the imposition of a secrecy order. 
The revocation is effective as of the date of the notice and is not 
intended to be applicable to any prior acts by applicants relying 
in good faith on the grant of a license. 

The language of §§ 5.12(b), 5.13, and 5.14 have been clari- 
fied from the proposal to reflect that the § 1. 17(h) requirement for 
a fee is for the expedited handling of a license. No fee is required 
for a routine, non-expedited request for a foreign filing li- 
cense. 

Section 5.15 has been changed from the form proposed. 
Amended § 5.15 defines licenses for foreign export and filing of 
two different scopes. The § 5.15(a) scope license, the grant of 
which is indicated on the filing receipt in accordance with § 
5.12(a) published at 48 FR 2696. (Jan. 20, 1983) and 1027 OG 
9 (Feb. 1, 1983), permits the subsequent export and filing of 
technical data for purposes related to the preparation, filing or 
possible filing and prosecution of the foreign application and of 
any amendments or modifications to the application in a foreign 
country, even if “additional subject matter” were introduced; 
provided the additional subject matter does not change the 
general nature of the subject matter disclosed and does not 
pertain to certain categories of potentially sensitive material 
which are set forth in § 5.15(a)(4). 

The phrase “change the general nature of the subject matter 
disclosed” is intended to cover situations where the additional 
subject matter so alters the character of the disclosure that 
national security review is appropriate. This phrase is intended to 
permit a broad range of amendments, modifications and supple- 
ments, including additional subject matter. The following ex- 
amples are intended to further clarify the meaning of the lan- 
guage “general nature of the subject matter disclosed” in § 
5.15(a): 


Example 1...The physical data on a named compound. If a 
licensed disclosure gives the name and structure of a compound, 
the general nature of the subject matter disclosed includes 
physical data such as boiling point, melting point or specific 
gravity of the compound. If a name of a compound is disclosed, 
the structure of the compound is also within the general nature. 
If the licensed disclosure deais with the hardness of a claimed 
alloy, the disclosure of tensile strength is within the general 
nature. 

Example 2...A known specie of a known genus. If the genus 
“lower alkyl” is disclosed, the inclusion of the species “methyl” 
is within the general nature, as would be homologs and isomers 
of that genus. 

Example 3...Comparison data of the disclosed compound to 
data on prior art compounds. If the licensed disclosure contains 
a disclosure of the compounds of a pesticide invention, and 
pesticidal activities, the comparison of pesticidal data of aknown 
compound representing the closest prior art is within the general 
nature. 

Example 4...A specific optimum temperature within a speci- 
fied temperature range. If a licensed disclosure has a range of 0° 
C°to 120°C, the disclosure of an optimum temperature of 100°C 
is within the general nature. 

Example 5...Activity data on compounds of the invention. If 
activity data on 30 of 50 named is disclosed, the 
disclosure of activity data on other named compounds of the 
invention is within the general nature. 

Example 6—Additional subject matter and utilities. If a li- 
censed disclosure describes a chemical herbicide for weed con- 
trol, the disclosure of chemical warfare uses or human toxic 
properties (other than to demonstrate safety or absence of such 
toxicity) is not within the general nature. If a licensed disclosure 
describes an analog computer for microwave telephone trans- 
mission, the addition of a cryptographic encoding or decoding 
device and utility is not within the general nature. If a licensed 
disclosure describes a battery power source for a satellite, the 
addition or substitution of a nuclear isotopic power source is 
within the general nature, but would be within the control of § 
5.15(a)(4)(ii). 


A § 5.15(b) scope license is limited to the original subject 
matter disclosed at the time the license was granted and does not 
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cover “additional subject matter” as the phrase is currently 
interpreted (/n re Gaertner, 202 USPQ 714 (CCPA 1979)). 

Under § 5.15(c), a license with the scope of § 5.15(a) could 
also be granted pursuant to a § 5.13 or § 5.14 petition. If granted, 
the § 5.15(a) scope of license will be indicated on the license 
grant. For instance, under § 5.15(c) an applicant who filed a 
United States patent application before Feb. 27, 1983, when the 
filing receipt license practice became effective could request a § 
5.15(a) scope license which, if granted, will cover the subse- 
quent filing of amendments, modifications or supplements, in- 
cluding additional matter in a corresponding foreign patent 
application. The licenses under §§ 5.12(b), 5.13, and 5.14 are 
normally limited in scope to the original subject matter disclosed 
at the time the license was granted unless a license of the § 5.15(a) 
scope is indicated on the license grant. If a petition for a license 
under § 5.12(b) is granted prior to the grant of the § 5.12(a) filing 
receipt license, the former would merge into the latter and would 
be considered a § 5.12(a) license for the purpose of § 5.15. 

A new § 5.20, not included in the proposal, sets forth the 
specific authority of the Commissioner te license foreign filing, 
possible filing or prosecution of a patent application in a foreign 
country under 35 U.S.C. 184 regarding unclassified activities in 
foreign atomic energy programs. This change only reflects the 
existing relationship between 37 CFR 5.11 and 10 CFR § 810.7 
and alerts patent applicants in this technology to the Commis- 
sioner’s authority. The term “sensitive nuclear technology” used 
in paragraph (b) of § 5.20 is defined in 10 CFR § 810.3(q). 

A new § 5.25, proposed initially as § 5.20 and modified, sets 
forth in the regulations the requirements to be met for the 
granting of a retroactive license. The requirements include (1) a 
list of the foreign countries in which the patent application 
material was filed; (2) the date(s) of filing of the foreign 
application(s); (3) an oath or declaration which (i) states that the 
subject matter filed is not subject to a secrecy order under 35 
U.S.C. 181, (ii) makes a showing of diligence in attempting to 
obtain the license upon discovery of the error, and (iii) makes a 
showing of facts which support a conclusion of inadvertence; 
and (4) includes the required fee. The section also provides in 
paragraph (b) for review from a denial of a petition for a 
retroactive license. The section further provides in paragraph (c) 
that the granting of a retroactive license pursuant to § 5.25 does 
not excuse any violation of regulations of the export agencies 
which may have occurred because of the failure to obtain an 
appropriate license prior to export. 

Sections 5.21, 5.22 and 5.23 have been redesignated to 
become §§ 5.31, 5.32 and 5.33, respectively. 


Significant Differences Between Proposed and Final Rules 
Section 1.17 


Section 1.17(h) is amended to include a specific reference to 
§ 5.25 petitions for retroactive licenses fer which the petition fee 
is charged, rather than having the present retroactive license fee 
under § 1.182 petitions. The fee for § 5.12(b) licenses is new and 
applies only where expedited handling of these license requests 
is sought. This fee for expedited handling is also referred to in §§ 
5.13 and 5.14. Section 5.15(c) provides for a fee for changing the 
scope of a license. 


Section 5.1 


The proposed amendment to § 5.1 is not being adopted and is 
withdrawn. 


Section 5.11 


Section 5.11 is amended to control the export of technical 
data in the form of an application or data in any form if related to 
preparing, filing, or prosecuting a patent application in a foreign 
country, if the United States application has not been on file for 
at least six months prior to the date of transmittal, or if no 
application has been filed in the United States. Export approvals, 
if required, may be provided by appropriate export agencies— 
Department of State; Department of Commerce, International 
Trade Administration or Department of Energy—or by the 
Commissioner. This will enable the Patent and Trademark Of- 
fice and the export agencies to better reflect and exercise the 
export control functions set forth in the Arms Export Control 
Act, as amended, the Export Administration Act of 1979, as 
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amended, the Atomic Energy Act of 1954, as amended, and the 
Nuclear Non-Proliferation Act of 1978, respectively. 

Under these Acts, the export of technical data is the activity 
to be controlled. The final rule differs from the proposed rule in 
that the Patent and Trademark Office will not be the sole export 
control authority over technical data in the form of an applica- 
tion, or data in any form, if related to preparing, filing, or 
prosecuting a patent application. Applications will have the 
option to obtain necessary export approvals either (1) from 
appropriate export agencies or (2) from the Commissioner. The 
Commissioner will continue to be the sole licensing authority for 
the act of filing an application in a foreign patent office. 

Paragraphs (a), (b), and (c) of § 5.1 1 control export activity by 
requiring either an export agency approval or a Commissioner’s 
license for export of technical data in connection with foreign 
filing of an application and to that extent implement the Arms 
Export Control Act, the Export Administration Act, the Atomic 
Energy Act and the Nuclear Non-Proliferation Act. If a license is 
obtained from the Commissioner under § 5.12, § 5.13 or § 5.14, 
no separate approval for the export of technical data to a foreign 
country in connection with a patent application is required from 
the export agencies. 

It is emphasized that the scope of the Commissioner’s license 
is limited to exporting and filing technical data in the form of an 
application, or in any form, if related to preparing, filing and 
prosecuting a patent application or for consideratior. «f the filing 
of a patent application in a foreign country. A Con.missioner’s 
license does not authorize selling or using technical data in a 
foreign country or exporting data for other purposes. These latter 
acts continue to require separate approvals from the appropriate 
export agencies. 

Also, the export of technical data in any form to a foreign 
country for purposes other than related to filing or supporting the 
filing of a patent application is not controlled by Title 35, U.S.C. 
or the regulations in Part 5. The exportation of data to a foreign 
country in such cases would be subject only to other laws and 
regulations such as the export and arms control regulations. 
Approval for the export of such technical data for purposes 
related to filing, possible filing, or supporting the filing of a 
patent application will be available from the appropriate export 
agencies or the Commissioner. On the other hand, the Commis- 
sioner will be the sole licensing authority for the act of filing the 
application in a foreign patent office. 

Section 5.1 1(d), proposed as § 5.11(b), states that an applica- 
tion cannot be exported to a foreign country when the corre- 
sponding United States application is under secrecy order except 
under § 5.5 

Section 5.11(e), proposed as § 5.11(c), states that no license 
is required if the invention was not made in the United States, or 
the application was on file in the United States at least six months 
and is not under a secrecy order issued under § 5.2 

Section 5.11(f), proposed as § 5.11(d), states that any license 
for foreign filing may be revoked at any time by written notifi- 
cation. It has been amended to further clarify that revocation also 
applies to authorizations resulting from the passage of six months 
from the filing date of a United States patent application when a 
secrecy order is imposed. 


Section 5.12 


Section 5.12(b) is clarified from the proposal to specify that 
the fee is for expedited handling of a petition under § 1.17(h). 


Section 5.13 


Section 5.13 is clarified from the proposal to specify that the 
fee is for expedited handling of a petition under § 1.17(h). 


Section 5.14 
Section 5.14(a) is clarified from the proposal to specify that 
the fee is for expedited handling of a petition under § 1.17(h). 
The other changes in § 5.14 make grammatical corrections 
and do not alter the intent of the section. 


Section 5.15 


Section 5.15(a) broadens the scope of licenses granted under 
§ 5.12(a). Section 5.15(a), as proposed, is changed to clarify the 
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scope of a § 5.15(a) license and delete certain of the exclusions 
originally proposed. This license permits exporting technical 
data to and filing corresponding subject matter in an application 
in any foreign country. The license also permits amendments, 
modifications, and supplements, including divisions, changes or 
supporting matter consisting of the illustration, exemplification, 
comparison, or explanation of subject matter disclosed in the 
application, to be exported and filed in any foreign country. This 
license includes additional matter which does not change the 
general nature of subject matter disclosed and does not pertain to 
certain prohibited subjects or areas listed on various export 
restriction lists established by the Department of State and the 
Department of Energy. 

These changes also permit an applicant to take action in the 
prosecution of the foreign or international application and sub- 
mit supporting data such as affidavits, test data or the like as long 
as it directly relates to the filing, possible filing or prosecution of 
the application and does not pertain to the prohibited subjects or 
areas enumerated in § 5.15(a)(4). The changes in § 5.15(a) 
obviate the problems in Jn re Gaertner, supra, by providing a 
license scope which covers the type of activity involved in that 
case. 

Amended paragraph (b) of § 5.15 is the same as proposed 
paragraph (b) except for changes for consistency. 

Amended paragraph (c) of § 5.15 differs from § 5.15(c) as 
proposed by including a reference to § 5.14 and specifically 
permitting an applicant to petition for a change of the scope of a 
license. 

New paragraph (d) of § 5.15 is similar to proposed paragraph 
(d) with only changes for consistency. 

New paragraph (e) of § 5.15 is similar to proposed paragraph 
(e) with only changes for consistency. 

Paragraph (f) of § 5.15 is similar to proposed paragraph (f) 
with only changes for consistency. 

Paragraph (g) is adopted essentially as proposed. 


Section 5.17 


Section 5.17 is similar to proposed § 5.17 with only consis- 
tency changes. 


Section 5.20 


Section 5.20, not included in the proposal, is new and clarifies 
the existing authority of the Commissioner under the unclassi- 
fied activities in foreign atomic energy programs. Under 10 CFR 
810.7, the license of the Commissioner under 37 CFR 5.11 
pursuant to 35 U.S.C. 184 constitutes information available to 
the public and generally authorized activity. 


Section 5.25 


Section 5.25, proposed initially as § 5.20, is new and sets forth 
the requirements for petitioning for a retroactive license. 


Section 5.31 and 5.32 


Sections 5.21 and 5.22 are redesignated as §§ 5.31 and 5.32, 
respectively. 


Section 5.33 


Section 5.23 is redesignated as § 5.33 and adopted as pro- 
posed. 


Responses to Comments on the Rules 


Specific comments were received on a number of the sec- 
tions. All of the comments, including the written comments and 
the oral testimony were considered. 

Twenty-one letters ing written comments were re- 
ceived and nine testified at the public hearing on July 20, 
1983. Comments appear below along with the responses. 
Comment: 

One comment objected to the amendment of § 5.1 to include 
“transmittal for” filing. 

Reply: 

This comment has been adopted by deleting the phrase from 

the final rule. 
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Comment: 

Three comments requested an explanation of the conditions 
when a license may be revoked under § 5.11(d) be clearly set 
forth and asked whether, if revocation occurs, past acts are valid 
and whether there will be compensation for damages. 

Reply: 

The section has been revised to further clarify the conditions 
under which a license may be revoked. The power to revoke 
licenses has been expressly included in all issued licenses for a 
number of years. Section 5.1 1(d) as proposed, merely recognizes 
in the rule the fact that licenses can be revoked. With the advent 
of the filing of a U.S. application becoming a request for a foreign 
filing license under § 5.12(a), a regulatory procedure clarifying 
the revocation practice was appropriate. Revocation will be 
effective only as of the date of revocation and prior acts predi- 
cated on the license would be in compliance with 37 CFR Part 5. 
The rule as proposed has been clarified to indicate that revoca- 
tion may apply either to a license specifically granted by the 
Commissioner or to an authorization to file a foreign application 
resulting from the passage of six months from the filing of a 
United States patent application. No compensation is available 
for revocation of a license. 

Comment: 

Eighteen comments requested the amendment of § 5.11 to 
eliminate the license requirement for “transmittal for filing” and 
substitute the requirement for “filing” only. 

Reply: 

The proposal has been adopted by eliminating the require- 
ment for a license from the Commissioner prior to transmitting 
or exporting an application abroad. The regulations have been 
clarified to emphasize the requirements for the export of techni- 
cal data in the form of an application. An applicant has a choice 
of exporting such applications under authority of either (1) the 
appropriate export agencies controlling the export of technical 
data—Department of State; Department of Commerce, Interna- 
tional Trade Administration; or Department of Energy or (2) a 
license from the Commissioner. While a license from the Com- 
missioner is required only for filing an application abroad, the 
provisions of §§ 5.18, 5.19 and 5.20 reflect the Commissioner’s 
authority to license the export of technical data in the form of an 
application for purposes related to filing in addition to the foreign 
filing of the application in a foreign country. 

Comment: 

Six person objected to the transmittal license requirement and 
argued that the Patent and Trademark Office lacks authority 
under 35 U.S.C. 184 to require pre-filing (transmitting) licenses. 
It was also argued that foreign filing licensing is not the conduct 
of proceedings under 35 U.S.C. 6. 

Reply: 

The final rules do not require a license from the Commis- 
sioner for export (or transmittal). The export provisions of § 5.11 
are issued under 35 U.S.C. 6 and pursuant to delegations under 
the regulations of the export agencies. 

Comment: 

One comment argued that the constitutional right of freedom 
of speech would be impaired by requiring a license for published 
material. 

Reply: 

A constitutional argument of prior restraint by export licens- 
ing of the International Traffic in Arms Regulations was re- 
viewed by the Ninth Circuit in the case of United States v. Edler, 
579 F, 2d 516 (9th Cir. 1978) cert. denied 449 U.S. 1084 (1981). 
No prior restraint within first amendment protection was found 
by the Court. 

Comment: 

One comment stated that the $120 petition license fee under 
§ 5.12(b) is too high, and a $60 fee would be more reason- 
able. 

Reply: 

The license fee under § 5.12(b), § 5.13 and § 5.14 is not 
applicable to routine licensing requests. It is only applicable to 
— processing of license requests which ire special 
efforts by the Patent and Trademark Office. The $120 petition fee 
better reflects the costs to the Patent and Trademark Office for 
providing expedited handling. 

Comment: 
One comment the deletion of the last sentence of 
§ 5.14(a) since under § 5.12(a) only those cases 
ving interest from a security standpoint are refused a license. 
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Reply: 

This suggestion has not been adopted because the provision 
may apply to petitions filed prior to receipt of a filing receipt 
license where expedited handling is requested. 

Comment: 

One comment stated that § 5.15(d) appears to be redundant 
since it applies only to cases on file for six months and on which 
no secrecy order has been imposed. 

Reply: 

Under § 5.15(d), a license is not needed for cases in this 
category if no additional subject matter is added. This section 
complements § 5.15(b) where a license of narrow scope is 
granted. 

Comment: 

One comment raised the question whether § 5.15(a) as to 
amendments, supplements, and modifications includes continu- 
ation-in-part applications. 

Reply: 

Continuation-in-part applications are included within the 
term “amendments, supplements, and modifications.” Beckman 
Instruments, Inc. v. Coleman Instruments, 143 USPQ 278 (7th 
Cir. 1964). 

Comment: 

Two comments requested that the express language in § 
5.15(a)(3) be amended to state that “Technical Data” relating to 
articles, materials and supplies be limited to the validated license 
requirements of §§ 379.4(c) and 379.4(d) of the Export Admini- 
stration Regulations and no other sections, or alternatively, that 
paragraph (a)(3) be deleted in its entirety. 

Reply: 

The final rules do not include § 5.15(a)(3) as proposed. 
Comment: 

Two comments proposed that the two-tier licensing structure 
of § 5.15(a) and § 5.15(b) be amended to reflect a broad one-tier 
system based on § 5.15(a). 

Reply: 

The two-tier system reflects different treatment for applica- 
tions within the inspection scope of 35 U.S.C. 181 and those 
outside of its inspection scope. Security review occurs on all 
applications with inspection cases having a narrow license grant, 
and noninspection cases having a broad license grant. This 
inspection case treatment is necessary for the Patent and Trade- 
mark Office to meet its responsibilities under 35 U.S.C. 184 and 
particularly 37 CFR 5.18, 5.19, and 5.20 where the State, Com- 
merce and Energy Departments accept the Commissioner’s 
licenses in lieu of their own export approval. 

Comment: 

One comment indicated that proposed § 5.15(a)(3) was of 
such wide scope that licenses will always be needed. The ex- 
ample cited was that this section would require licenses for all 
amendments filed in North Korea and Cuba. 

Reply: 

The comment is correct and the provisions of § 5.15(a)(3) 
have been deleted. The country of destination restrictions did not 
provide a workable mechanism for technology review under the 
provisions of 35 U.S.C. 181. 

Comment: 

Three comments recommended making a § 5.15(a) scope 
license available pursuant to a § 5.14 petition where an applica- 
tion was filed prior to Feb. 27, 1983, or where an initial automatic 
§ 5.12(a) petition was not granted after Feb. 27, 1983 or where 
the general nature of the invention changed but is still outside of 
the provisions of § 5.15(a)(4). 

Reply: 

This provision has been adopted to allow the Commissioner 
to issue broadened licenses upon a § 5.14 petition in the above 
circumstances. New § 5.15(c) allows the Commissioner to con- 
vert the scope of a license from § 5.15(b) to a § 5.15(a) license. 
Comment: 

Two comments proposed the extension of a § 5.15(a) license 
upon petition after one or more years after the United States filing 
date or after grant of a § 5.15(b) license. 

Reply: 

This suggestion has been adopted in § 5.15(c) which will 
provide the mechanism by petition at any time to convert the 
scope of a license. This is promulgated since errors may occur in 
the denial of a § 5.15(a) license. Also, the initial determination of 
the sensitive nature of technology may be altered by changes in 
the security classification guidelines. Procedurally, such peti- 
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tions will be referred to the appropriate defense agencies for their 
review of the technology prior to the grant of any license. 
Comment: 

One comment requested clarification on how and under what 
circumstances a § 5.12(b) license granted under § 5.15(c) has the 
same scope as a license granted under § 5.12(a). 

Reply: 

Licenses granted under § 5.12(a) will have the § 5.15(a) scope 
because the applications are not withi:: the inspection scope of a 
35 U.S.C. 181 referred to the defense agencies for security 
review. Under § 5.15(c), applications which are not referred to 
defense agencies pursuant to petitions under §§ 5.12, 5.13 and 
5.14 will have a license of the scope of § 5.15(a). 

Comment: 

Three comments suggested an amendment to proposed § 
5.20(4) to delete the “inadvertence” standard and substitute 
“through error without deceptive intent.” 

Reply: 

Inadvertence is a statutory standard which cannot be altered 
by rulemaking. Further, judge-made law has determined the 
metes and bounds of this term which further proscribes the 
rulemaking authority of the Commissioner. In Barr Rubber 
Products Co. v. Sun Rubber Co., 149 USPQ 204, 209 (S.D.N.Y., 
1966) inadvertence was defined as “lack of care or attentiveness: 
inattention” or “an effect of inattention: a result of carelessness; 
an oversight, mistake, or fault from negligence.” 

Inadvertence signifies want of attention, and an action which 
is deliberately taken with full knowledge of the law and facts is 
not inadvertent. Jn re Application of Nov. 22, 1952, 153 USPQ 
410, 411 (Asst. Commr. 1967). 


Implementation of Patent Procedure Revisions 


The various sections will be implemented by the Commis- 
sioner on the effective date of the rules by the acceptance of 
petitions under the various sections. The broadened license 
scope of § 5.15(a) will apply as of the effective date of these rules 
to all cases having filing receipt licenses under § 5.12(a) which 
became effective on Feb. 27, 1983. The provisions of this broad 
license do not apply to acts of export or filing which occurred 
prior to the effective date of these rules. No other action will be 
required by an applicant to receive the benefits of this change. 


Other Considerations 


Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or the conservation of energy resources. 

The Acting General Counsel of the Department of Commerce 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) for several reasons. Under this rulemaking, 
small entities would be able to obtain licenses without filing 
separate requests therefor. In general, the rule change will also 
expedite proceedings before the Patent and Trademark Office, 
simplifying existing procedures where possible. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increases in cost or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

Paperwork Reduction Act. The collection of information 
requirement of this rule is included in a PTO request for approval 
pending before the OMB. Upon assignment of a control number 
by OMB, we will publish an appropriate amendment of the 
affected rules. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Lawyers, Small businesses. 
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37 CFR Part 5 


Classified information, Foreign relations, Inventions and 
patents. 

Notice is hereby given that, pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 6, 
41 and 181-188 and by delegations to the Commissioner by 
regulation (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 
810.7) or otherwise under the Export Administration Act of 
1979, as amended, the Arms Export Control Act, as amended, the 
Atomic Energy Act of 1954, as amended, and the Nuclear Non- 
Proliferation Act of 1978, the Patent and Trademark Office is 
amending Parts 1 and 5 of Title 37 of the Code of Federal 
Regulations as set forth below: 


PART 1—{AMENDED] 


1. Section 1.17 is amended by revising paragraph (h) to read 
as follows: 


§ 1.17 Patent application processing fees. 


(h) For filing a petition to the Commissioner under a section 
of Part 1 or 5 listed below which refers to this para- 


§ 1.47—for filing by other than all the inventors or a person not 

the inventor 

— 1.48—for correction of inventorship 

— 1.182—for decision on questions not specifically provided 
for 

—§ 1.183—1o suspend the rules 

—§ 1.268—for late filing of interference settlement agreement 

—§§ 5.12,5.13 & 5.14—for expedited handling of foreign filing 
license 

—§ 5.15—for changing the scope of a license 

—§ 5.25—for retroactive license 

2. The table of contents and heading for Part 5 are revised to 

read as follows: 


PART 5—SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 

Secrecy Orders 


¢ 


CIDR WHE 


Defense inspection of certain applications. 

Secrecy order. 

Prosecution of application under secrecy orders; with- 
holding patent. 

Petition for rescission of secrecy order. 

Permit to disclose or modification of secrecy order. 
General and group permits. 

Compensation. 

Appeal to Secretary. 


nin 


AAA an 


Licenses for Foreign Exporting and Filing 
5.11 License for filing in a foreign country an application on 
an invention made in the United States or for transmitting 
international application. 

Petition for license. 

Petition for license; no corresponding application. 
Petition for license; corresponding U.S. application. 
Scope of license. 

Effect of secrecy order. 

Who may use license. 

Arms, ammunition, and implements of war. 

Export of technical data. 

Export of technical data relating to sensitive nuclear 
technology. 

Petition for retroactive license. 


General 
5.31 Effect of modification, rescission or license. 


5.32 Papers in English language. 
5.33 Correspondence. 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 281 
(143) 


Authority: 35 U.S.C. 6, 41, 181-188 and the Export Admini- 
stration Act of 1979, as amended, the Arms Export Control Act, 
as amended, the Atomic Energy Act of 1954, as amended, and 
the Nuclear Non-Proliferation Act of 1978, and the delegations 
in the regulations under these acts to the Commissioner (15 CFR 
370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 

3. The center heading preceding § 5.11 and the text of § 5.11 
are revised to read as follows: 


Licenses for Foreign Exporting and Filing 

§ 5.11 License for filing in a foreign country an application on 
an invention made in the United States or for transmitting an 
international application. 


(a) A license from the Commissioner of Patents and Trade- 
marks under 35 U.S.C. 184 is required before filing any applica- 
tion for patent or for the registration of a utility model, industrial 
design, or model, in a foreign patent office or any foreign patent 
agency or any international agency other than the United States 
Receiving Office, if: 


(1) An application on the invention has been on file in the 
United States less than six months prior to the date on which the 
application is to be filed, or 

(2) No application on the invention has been filed in the 
United States. 


(b) The license from the Commissioner of Patents and Trade- 
marks referred to in paragraph (a) would also authorize the 
export of technical data abroad for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application without separately complying with the regu- 
lations contained in 22 CFR Parts 121-130 (International Traffic 
in Arms Regulations of the Department of State), 15 CFR Part 
379 (Regulations of the Office of Export Administration, De- 
partment of Commerce) and 10 CFR Part 810 (Foreign Atomic 
Energy Programs of the Department of Energy). 

(c) Where technical data in the form of a patent application, 
or in any form is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner of 
Patents and Trademarks referred to in paragraphs (a) or (b) of this 
section, or on an invention not made in the United States, the 
export regulations contained in 22 CFR Parts 121-130 (Interna- 
tional Traffic in Arms Regulations of the Department of State), 
15 CFR Part 379 (Regulations of Office of Export Administra- 
tion, International Trade Administration, Department of Com- 
merce) and 10 CFR Part 810 (Foreign Atomic Energy Programs 
of the Department of Energy) must be complied with unless a 
license is not required because a United States application was on 
file at the time of export for at least six months without a secrecy 
order under § 5.2 being placed thereon. The term “exported” 
means export as it is defined in 22 CFR Parts 121-130, 15 CFR 
Part 379 and 10 CFR Part 810. 

(d) If a secrecy order has been issued under § 5.2, an applica- 
tion cannot be exported to, or filed in, a foreign country (includ- 
ing an international agency in a foreign country), except in 
accordance with § 5.5. 

(e) No license pursuant to paragraph (a) of this section is 
required if: 


(1) The invention was not made in the United States, or 

(2) The United States application is not subject to a secrecy 
order under § 5.2, and was filed at least six months prior to 
the date on which the application is filed in a foreign 
country. 


(f) A license pursuant to paragraph (a) of this section can be 
revoked at any time upon written notification by the Patent and 
Trademark Office. An authorization to file a foreign patent 
application resulting from the passage of six months from the 
date of filing of a United States patent application may be 
revoked by the imposition of a secrecy order. 

4. Section 5.12 is amended by revising paragraph (b) to read 
as follows: 


§ 5.12 Petition for license. 


seee% 
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(b) Petitions for license should be presented in letter form and 
must include the required fee (§ 1.17(h)), if expedited handling 
of the petition is also sought, the petitioner’s address, and full 
instructions for delivery of the requested license when it is to be 
delivered to other than the petitioner. 

5. Section 5.13 is revised to read as follows: 


$5.13 Petition for license; no corresponding application. 


If no corresponding national or international application has 
been filed in the United States, the petition for license under § 
5.12(b) must be accompanied by the required fee (§ 1.17(h)), if 
expedited handling of the petition is also sought, and a legible 
copy of the material upon which a license is desired. This copy 
will be retained as a measure of the license granted. For assis- 
tance in the identification of the subject matter of each license so 
issued, it is suggested that the petition be submitted in duplicate 
and provide a title and other description of the material. The 
duplicate copy of the petition will be returned with the license or 
other action on the petition. 

6. Section 5.14 is amended by revising paragraphs (a) and (c) 
to read as follows: 


§ 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application 
on file, a petition for license under § 5.12(b) must include the 
required fee (§ 1.17(h)), if expedited handling of the petition is 
also sought, and must identify this application by serial number, 
filing date, inventor, and title, but a copy of the material upon 
which the license is desired is not required. The subject matter 
licensed will be measured by the disclosure of the United States 
application. Where the title is not descriptive, and the subject 
matter is clearly of no interest from a security standpoint, time 
may be saved by a short statement in the petition as to the nature 
of the invention. 


e+e 


(c) When the application to be filed or exported abroad 
contains matter not disclosed in the United States application or 
applications, including the case where the combining of two or 
more United States applications introduces subject matter not 
disclosed in any of them, a copy of the application as it is to be 
filed in the foreign country or international application which is 
to be transmitted to a foreign international or national agency for 
filing in the Receiving Office, must be furnished with the peti- 
tion. If however, all new matter in the foreign or international 
application to be filed is readily identifiable, the new matter may 
be submitted in detail and the remainder by reference to the 
pertirient United States application or applications. 

7. Section 5.15 is revised to read as follows: 


§ 5.15 Scope of license. 


(a) Grant of a license under § 5.12(a) authorizes the export 
and filing of an application in a foreign country or the transmit- 
ting of an international application to any foreign patent agency 
or international patent agency when the subject matter of the 
foreign or international application corresponds to that of the 
domestic application. This license includes authority: 


(1) To export and file all duplicate and formal papers to the 
foreign country or international agencies; 

(2) To make amendments, modifications and supplements, 
including divisions, changes or supporting matter consisting of 
the illustration, exemplification, comparison, or explanation of 
subject matter disclosed in the application; 

(3) To take any action in the prosecution of the foreign or 
international application; and 

(4) To add subject matter or take any action under paragraphs 
(a) (1)-(3) of this section which does not change the general 
nature of the subject matter disclosed at the time of filing, unless 
the subject matter added involves technical data pertaining to: 

(i) Defense services or articles designated in the United States 
Munitions List applicable at the time of foreign filing, the 
unlicensed exportation of which is prohibited pursuant to the 
Arms Export Control Act, as amended, and 22 CFR Parts 121- 
130; or 
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(ii) Restricted Data, sensitive nuclear technology or technol- 
ogy useful in the production or utilization of special nuclear 
material or atomic energy, the dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Programs, 10 CFR Part 810, in effect at the time of 
foreign filing. 


(b) Grant of a license under § 5.12(b) authorizes the export 
and filing of an application in a foreign country or the transmit- 
ting of an international application to any foreign patent agency 
or international patent agency. Further, this license includes 
authority to forward all duplicate and formal papers to the 
foreign patent agency or international patent agency and to make 
amendments, modifications or supplements to and take any 
action in the prosecution of the foreign or international applica- 
tion, provided subject matter additional to that covered by the 
license is not involved. 

(c) A license granted under § 5.12(b) pursuant to § 5.13 or § 
5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (§ 1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph (a) 
of this section. The change in the scope of a license will be as of 
the date of the grant of the change in scope. 

(d) In those cases in which no license is required to file the 
foreign application or transmit the international application, no 
license is required to file papers in connection with the prosecu- 
tion of the foreign or international application not involving the 
disclosure of additional subject matter. 

(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing or which involves the 
disclosure of subject matter listed in paragraphs (a)(4) (i) or (ii) 
of this section must be separately licensed in the same manner as 
a foreign or international application. Further, if no license has 
been granted under § 5.12(a) on filing the corresponding United 
States application, any paper filed abroad or with an international 
patent agency which involves the disclosure of additional sub- 
ject matter must be licensed in the same manner as a foreign or 
international application. 

(f) Licenses separately granted in connection with two or 
more United States applications may be exercised by combining 
or dividing the disclosures, as desired, provided: 


(1) Subject matter which changes the general nature of the 
subject matter disclosed at the time of filing or which involves 
subject matter listed in paragraphs (a)(4) (i) or (ii) of this section 
is not introduced and, 

(2) In the case where at least one of the licenses was obtained 
under § 5.12(b), additional subject matter is not introduced. 


(g) A license does not apply to acts done before the license 
was granted. See § 5.25 for petitions for retroactive licenses. 
8. Section 5.17 is revised to read as follows: 


§ 5.17 Who may use license. 


Licenses may be used by anyone interested in the export, 
foreign filing, or international transmittal for or on behalf of the 
inventor or the inventor’s assigns. 

9. A new § 5.20 is added to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


(a) Under regulations (10 CFR 810.7) established by the 
United States Department of Energy, an application filed in 
accordance with the regulations (37 CFR 5.11-5.33) of the 
United States Patent and Trademark Office and eligible for 
foreign filing under 35 U.S.C. 184, is considered to be informa- 
tion available to the public in published form and a generally 
authorized activity for the purposes of the Department of Energy 
regulations. 

(b) Inquiries concerning the export of sensitive nuclear tech- 
nology other than related to the filing or prosecution of a foreign 
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patent application should be made to the Attention: Secretary, 
United States Department of Energy, Office of International 
Security Affairs, Washington, D.C. 20858. 


§ 5.21 [Redesignated as § 5.31] 
10. Section 5.21 is redesignated as § 5.31. 
§ 5.22 [Redesignated as 5.32] 


11. Section 5.22 is redesignated as § 5.32. 
12. A new § 5.25 is added to read as follows 


:§ 5.25 Petition for retroactive license. 


(a) A petition of retroactive license under 35 U.S.C. 184 shall 
be presented in accordance with § 5.13 or § 5.14, and shall 
include: 


(1) A listing of the foreign countries in which the patent 
application material was filed, 

(2) The dates on which the material was filed, 

(3) A verified statement containing: 


(i) An averment that the subject matter in question was not 
under a secrecy order at the time it was filed abroad, and that 
it is not currently under a secrecy order. 

(ii) A showing that the license has been diligently sought 
after discovery of the proscribed foreign filing, and 

(iii) An explanation of why the material was inadvertently 
filed abroad without the required license under § 5.11 first 
having been obtained, and 


(4) The required fee (§ 1.17(h)). 


The above explanation must include a showing of facts rather 
than a mere allegation of inadvertence. The showing of facts 
should include statements by those persons having personal 
knowledge of the acts regarding filing in a foreign country and 
should be accompanied by copies of any necessary supporting 


documents such as letters of transmittal or instructions for filing. 
The acts which are alleged to constitute inadvertence should 
cover the period from the time of filing until actual filing of 
the petition under this section. 


(b) If a petition for a retroactive license is denied, a time 
period of not less than thirty days shall be set, during which 
the petition may be renewed. Failure to renew the petition within 
the set time period will result in a final denial of the petition. 
A final denial of a petition stands unless a petition is filed under 
§ 1.181 within two months of the date of the denial. If the petition 
for a retroactive license is denied with respect to the invention 
of a pending application and no petition under § 1.181 has been 
filed, a final rejection of the application under 35 U.S.C. § 185 
will be made. 

(c) The granting of a retroactive license does not excuse any 
violation of the export regulations contained in 22 CFR Parts 
121— 130 (International Traffic in Arms Regulations of the 
Department of State), 15 CFR Part 379 (Regulations of Office 
of Export Administration, International Trade Administration, 
Department of Commerce) and 10 CFR Part 810 (Foreign Atomic 
Energy Programs of the Department of Energy) which may have 
occurred because of the failure to obtain an appropriate license 
prior to export. 

13. Section 5.23 is redesignated as § 5.33 and revised to 
read as follows: 


§ 5.33 Correspondence. 


All correspondence in connection with this part, including 
petitions, should be addressed to “Commissioner of Patents and 
Trademarks (Attention Licensing and Review), Washington, 
D.C. 20231.” 


GERALD J. MOSSINGHOFF, 
Commissioner of 
Patents and Trademarks. 


Feb. 24, 1984. 


(FR Doc. 84-8884 Filed 4-3-84; 8:45 am] 
BILLING CODE 3510-16-M] 


[1042 0.G 3] 
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Patent and Trademark Office 
37 CFR Parts 1 and 5 
[Docket No. 40227-18] 


Revision of Foreign Filing License Procedure 


Agency: Patent and Trademark Office, Commerce 

Action: Final rule: Change of effective date 

Summary: The Patent and Trademark Office amended the rules 
of practice in patent cases, Parts 1 and 5 of 37 CFR, to establish 
a streamlined procedure for granting licenses for foreign filing 
by publishing a notice in theS Federal Register on Apr. 4, 1984, 
at 49 Fed. Reg. 13456-13463. The notice set an effective date 
of June 1, 1984. However, title 35, United States Code, section 
41(g) provides that “No fee established by the Commissioner 
under this section will take effect prior to sixty days following 
notice in the Federal Register.” Since these rules establish fees 
and the effective date of the rules was slightly less than 60 days 
after the publication of the final rule change in the Federal 
Register, it is necessary to set a later effective date. 

Date: The effective date of the rule change published at 49 Fed. 
Reg. 13456-13463 is changed to June 4, 1984. 

For further information contact: Kenneth L. Cage by telephone 
at (703) 557{ g14 2877 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


GERALD J. MOSSINGHOFF, 
Commissioner of Patents 
and Trademarks. 


Apr. 30, 1984. 
(1042 O.G. 58] 


(145) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 5 


Patent Law Foreign Filing Amendments 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of Final Rulemaking 

Summary: The Patent and Trademark Office (Office) is amend- 
ing the rules of practice in patent cases to implement the Patent 
Law Foreign Filing Amendments Act of 1988, Subtitle B of 
Public Law 100-418. The rules reflect changes made to 35 U.S.C. 
184 which specify that a license is not required to, file amend- 
ments, modifications, and supplements containing additional 
subject matter to a previously licensed foreign patent application 
if such amendments, modifications, and supplements do not 
change the general nature of the invention disclosed in the 
application in a manner which would require a corresponding 
United States patent application to be made available for national 
security inspection under 35 U.S.C. 181. These regulatory changes 
are applicable to most existing foreign filing license holders if 
their patent application did not undergo security inspection 
under 35 U.S.C 181. Also, under the rules, a retroactive foreign 
filing license may be granted in situations where a proscribed 
foreign filing occurred through error and without deceptive 
intent as opposed to the earlier standard of inadvertence. 
Effective Date: Feb. 19, 1991. 

Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register at 5S Fed. Reg. 24270- 
24275 (June 15, 1990) and at 1116 Official Gazette 21-25 (July 
10, 1990). No oral hearing was held. Three written comments on 
the proposed rulemaking were received. The comments received 
and replies thereto are listed below. 

The rules are intended to implement the Patent Law Foreign 
Filing Amendments Act of 1988, Subtitle B of Public Law 100- 
418 (hereinafter the Act), which amended §§ 184, 185 and 186 
of Title 35, United States Code, in order to simplify the proce- 
dures for United States inventors filing and prosecuting patent 
applications in foreign countries. The Office has not made any 
rule changes to implement the amendments to 35 U.S.C. 185 or 
186 since these changes affect matters outside its jurisdiction. 

Section 184 of Title 35 is intended to protect United States 
national security interests by preventing the disclosure of poten- 
tially sensitive inventions made in the United States to foreign 
nationals by the act of filing a patent application in foreign 
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countries. An inventor may not apply for a foreign patent on an 
invention made in the United States until at least six (6) months 
after the inventor has filed a United States patent application 
unless the inventor receives a license from the Office permitting 
an earlier foreign filing. This six month period assures the Office 
the opportunity to screen applications for information the disclo- 
sure of which might be detrimental to the national security. Also, 
§ 184, as originally enacted, authorized the Office to grant a 
retroactive license for an unlicensed foreign filing of a patent 
application if the foreign filing was inadvertent and if the disclo- 
sure of the subject matter in the application would not be 
detrimental to United States security interests. 

The original regulatory implementation of 35 U.S.C. 184 
required applicants to obtain a license not only for the original 
foreign patent application but also for the filing of almost any 
information in support of the application, thereby creating ad- 
ministrative problems for United States inventors seeking for- 
eign patent protection. For example, foreign patent offices often 
demand that additional technical data, such as the melting point 
of a chemical, be added to a patent application. An additional 
foreign filing license was usually required before the inventor 
could submit modifications, amendments, or supplements to a 
previously licensed foreign patent application, regardless of 
how trivial the change might be. 

Recognizing the problems involved in obtaining these addi- 
tional licenses, the Office promulgated rules in 1984 (see § 
5.15(a) and 49 Fed. Reg. 13456 (April 4, 1984)) to streamline the 
licensing procedure. The 1984 rule change provided that an 
inventor could obtain in applications, the disclosure of the 
content of which is not potentially detrimental to United States 
security interests, a license which permitted the foreign filing of 
modifications, amendments, and supplements without further 
licensing if such changes were within the scope or character of 
the originally licensed invention (§ 5.15(a)). The 1984 rule 
change, however, could not be made retroactive, and therefore 
had no effect on licenses granted under the old system. If an 
applicant wished to broaden a pre-April 4, 1984, foreign filing 
license to the scope allowed by § 5.15(a), this involved filing a 
separate petition under § 5.15(c) in each application. 

The present Act clarifies the statutory basis for the current 
Patent and Trademark Office rules by providing that inventors, 
in most circumstances, are not required to obtain an additional 
license to file modifications, amendments, and supplements to 
their foreign applications for which a foreign filing license has 
been obtained under § 5.15(a). Unlike the previous Office rules, 
these rules broaden the scope of most existing licenses, provided 
that the conditions contained in the Act are met. 

The Act and these rules also address difficulties associated 
with attempts to procure a retroactive foreign filing license. 
Some applicants faced loss of their patent rights due to improper 
foreign filings even though they believed, in good faith, that a 
license was not necessary for certain minor changes to their 
foreign application. Court decisions have held that supplemental 
information filed abroad was exempt from the license require- 
ment only when it was recited verbatim in the United States 
patent application, or was so commonly known that it could have 
been said to have been expressly disclosed in the United States 
application. Jn re Gaertner, 604 F.2d 1348, 202 USPQ 714 
(CCPA 1979). If a patent applicant did not obtain a foreign filing 
license from the Office, any corresponding United States patent 
was at risk of being held invalid under 35 U.S.C. 185 if technical 
information was added to the foreign application, even if the 
technical information was completely unrelated to United States 
security interests. 

Less of United States patent rights subsequent to an “inadver- 
tent” unlicensed foreign filing could be avoided if a retroactive 
license was obtained under 35 U.S.C. 184. Twin Disc, Inc. v. 
United States, 10 Cl. Ct. 713, 231 USPQ 417 (Ct. Cl. 1986) and 
Minnesota Mining and Manufacturing Co. v. Norton Co., 366 
F.2d 238, 151 USPQ 1 (6th Cir. 1966), cert. denied, 385 U.S. 

1005 (1967). While the Gaertner decision defined a broad range 
of circumstances under which a foreign filing license would be 
required, other court decisions made correction of licensing 
errors difficult by setting forth various strict interpretations of the 
standard of “inadvertence.” Compare Iron Ore Co. of Canada v. 
Dow Chemical Co., 177 USPQ 34 (D. Utah 1972), aff d, 500 F.2d 
189, 182 USPQ 520 (10th Cir. 1974) and Reese v. Dann, 391 F. 
Supp. 12, 185 USPQ 492 (D.D.C. 1975). An inventor could fail 
to meet the standard of “inadvertence” even if the information 
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disclosed was not significant in nature and did not contain any 
sensitive national security infermation. For example, one deci- 
sion suggested that the filing of information abroad was inten- 
tional because the inventor first considered the applicability of § 
184. Shelco, Inc. v. Dow Chemical Co., 322 F. Supp. 485, 168 
USPQ 395 (N.D. Ill. 1970), aff d, 466 F.2d 613, 173 USPQ 451 
(7th Cir. 1972), cert. denied, 409 U.S. 876 (1972). Under the 
Shelco standard, if supplemental information had been filed 
abroad as a considered, willful act, even though done through 
error in the belief that the information disclosed abroad did not 
exceed the scope of the disclosure in the United States patent 
application, the filing would not be “inadvertent”; and, therefore, 
the subject information could not qualify for a retroactive li- 
cense. 

The Act addresses these problems, and the rules implement 
the intention of the Act. The Act changes the language of the 
statute to provide that an inventor may receive a retroactive 
license if the inventor can show that the premature filing of a 
foreign patent application, or the submission of supplemental 
information in support of a foreign patent application, was made 
“through error and without deceptive intent.” This criterion is 
equivalent to that for reissue of a patent under 35 U.S.C. 251 to 
correct errors made without any deceptive intention. The reissue 
error requirement has been considered by the courts. See, e.g.,/n 
re Weiler, 790 F.2d 1576, 229 USPQ 673 (Fed. Cir. 1986) and Jn 
re Wadlinger 496 F.2d 1200, 181 USPQ 826 (CCPA 1974). The 
applicant for a retroactive license also must show that the foreign 
filing did 1.0t disclose any information detrimental to the national 
security and that diligence was exercised in seeking a retroactive 
license once the applicant became aware of the proscribed 
foreign filing. 

The Act became effective on August 23, 1988, but it does not 
affect any final decision made by the Office or a court, nor the 
rights or liabilities of any party under a patent in a case pending 
before a court on the above date or under any subsequent patent 
deriving priority rights from such patent under 35 U.S.C. 120 or 
121. Therefore, the retroactive effect of the Act and the rules is 
limited. 


Comments on the Proposed Rules 


Comment 

One comment stated that the discussion in the proposed 
rulemaking of the modification of the standard for obtaining a 
retroactive license from inadvertence to “through error and 
without deceptive intent” should have included a reference to /n 
re Wadlinger, 492 F.2d 1200, 181 USPQ 826 (CCPA 1974) 
rather than to /n re Weiler, 790 F.2d 1576, 229 U8PQ 673 (Fed. 
Cir. 1986) The comment stated that Wadlinger was a more 
appropriate and illustrative case because it discusses more fully 
the meaning of the term “error” as encompassing “inadvertence, 
accident or mistake” and as having a very broad meaning. ‘The 
comment also noted that Wadlinger was referenced in comments 
made in the hearing on the proposed legislation as indicative of 
the reissue standard being applied to retroactive license requests 

Reply 

A citation to Jn re Wadlinger has been added to the citation of 
In re Weiler in the discussion of the final rules. It was not the 
intent of the Office by citing the Weiler case to suggest that 
decisions on petitions for the grant of retroactive licenses would 
be limited by that case. Decisions are based on the particular facts 
in each case and the entire body of law with respect to the 
standard of “through error and without deceptive intent.” 

Comment 

A comment stated that the Office should provide additional 
examples in the explanatory text in the final rule as to changes 
that may be made to foreign applications that have been licensed 
under 37 CFR 5.15(a) without obtaining any additional license. 
The comment pointed out that examples were given in the 1984 
rulemaking. 

Reply 

The list of examples presented at the time that 37 CFR 5.15(a) 
was adopted in 1984 was not intended to be all-inclusive. The 
Office is not aware of any judicial decisions setting limits to 
changes that may be made under a § 5.15(a) license. Depending 
on the nature and the criticality, changes in temperature, por- 
tions, size, etc., outside of a previously disclosed value or range 
that do not change the general nature of the invention from what 
was previously disclosed are within the scope of a § 5.15(a) 
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license. However, if the newly disclosed value or range does 
change the general nature of the invention from that of the 
originally disclosed value or range, then a separate license is 
required. Likewise, new species or subcombinations of a previ- 
ously disclosed genus or combination would appear to require 
an additional license to include such a change in a foreign 
application. 

Comment 

One comment stated that the Office should provide clarifica- 
tion of the attorney’s ability to make decisions as to whether or 
not the added subject matter, in his opinion, changes the general 
nature of the invention. 

Reply 

Not only does the attorney have the ability to make the 
decision as to whether or not the additional subject matter 
changes the general nature of the invention, the attorney has the 
responsibility to do so. The Office will not give advisory opin- 
ions on whether an additional license is necessary, and will treat 
any provisional requests for a prospective or retroactive license 
as a request for a license. The procedure of the Office resolving 
any questions as to the security inspection status of any changes 
to previously licensed material is intended to apply only to those 
changes that have been submitted to the Office, i.e., the Office 
will reply to any inquiry as to whether previously submitted 
subject matter underwent, or should have undergone, security 
review. 

Comment 

One comment questioned what would happen if an attorney 
on considered judgment, honestly believed that a supplement 
did not change the general nature of a licensed invention, but that 
judgment later proved to be erroneous. 

Reply 

The Act and the rules now provide for a retroactive license to 
be granted in situations where it can be shown that a filing was 
made without a license through error and without decep- 
tive intent. Thus, a retroactive license could be sought under § 
5.25. 


Discussion Of Specific Rule Changes 


Section 5.11(a), as amended, specifies when a license is 
required before filing any foreign application for patent, includ- 
ing any modifications, amendments and supplements or divi- 
sions thereof. Section 5.11(a) adopts the statutory definition of 
“application” in 35 U.S.C. 184. Also, the rule, as amended, 
clarifies that the provisions of this section apply only to inven- 
tions made in the United States as siated in 35 U.S.C. 184. 
However, where an improvement or modification to a foreign- 
origin invention is made in the United States, a license would be 
required for the additional subject matter. The language pro- 
posed for § 5.11(e)(3) has been redrafted for clarity but still 
provides that an inventor need not obtain a supplemental license 
to file modifications, amendments and supplements containing 
subject matter not disclosed in, or divisions of, a foreign applica- 
tion for which an initial foreign filing license was not required, 
as long as the corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 181 
and § 5.1 and the changes did not alter the general nature of the 
invention in a manner which would require the United States 
application to have been made available for inspection under 35 
U.S.C. 181 and § 5.1. The need for a supplemental li- 
cense depends on whether the changes altered the general 
nature of the invention, rather than the label applied to the 
changes, i.e., “Continuation”, “Continuation In-Part”, “Divi- 
sion”, etc. 

Authorized parties may determine whether a particular appli- 
cation was forwarded to the defense agencies for inspection 
under 35 U.S C. 181 either by reviewing the filing receipt to 
determine if a license is or was granted, in which case security 
inspection did not occur, or by reviewing the file wrapper to 
determine if an access acknowledgment under 35 U.S.C. 181 is 
present, in which case security inspection did occur. If verifica- 
tion of the security inspection status of an application is needed, 
the authorized parties may submit a written request therefor to 
the Office, directed to the attention of Licensing and Review. A 
written response from the Office will be issued. In the event 
Office records are not available, a de novo determination by the 
Office will be made of the need for defense agency inspection 
under the present national security standards. If security inspec- 
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tion was not required under 35 U.S.C. 181, then the provisions of 
the Act will convert a previously granted or implied license into 
one having the scope of proposed § 5.15(a). 

Section 5.15(a), as amended, adopts the specific provisions of 
the Act and clarifies the existing rules by expressly stating that 
the license provisions of the paragraph are applicable to United 
States applications which were not required to be made available 
for inspection under 35 U.S.C. 181 and § 5.1. The inspection 
provisions of 35 U.S.C. 181 delegate to the Commissioner of 
Patents and Trademarks the authority to decide which applica- 
tions will be forwarded to United States defense agencies for 
national security inspection when the Government has no prop- 
erty interest in the invention. The fact that an application was 
forwarded to the defense agencies does not necessarily mean that 
the application was properly within the inspection scope of 35 
U.S.C. 181. Thus, if an application was not required to be 
inspected but was inspected by mistake, it is eligible for such a 
license. The changes to the regulation expressly apply to modi- 
fications, amendments, and supplements to a previously li- 
censed foreign application, and divisions thereof, provided the 
changes do not alter the general nature of the invention in a 
manner which would require a corresponding United States 
application to have been made available for inspection under 35 
U.S.C. 181. 

The language of § 5 15(a)(1) also has been clarified. If the 
filing of the foreign application was pursuant to a license granted 
under § 5.15 and issued prior to publication of the notice in the 
Federal Register at 49 Fed. Reg. 13456 (April 4, 1984) for subject 
matter which was not appropriate for inspection under 35 U.8.C. 
181, the license is now expanded to cover amendments, modifi- 
cations, and supplements thereto, or divisions thereof, which do 
not change the general nature of the invention in a manner which 
would require such application to be made available for security 
inspection under 35 U.S.C. 181. Also, paragraphs (a)(3) and 
(a)(4) of § 5.15 have been merged in order to more clearly define 
the type of subsequent changes to a previously licensed foreign 
patent application which may be filed without any additional 
license. In particular, it is made clear that these changes must not 
be such as to require the application to be made available for 
security inspection. Any questions about the security inspection 
status of any application or amendments, modifications, and 
supplements thereto, or divisions thereof, will be handled in the 
manner as described above. 

Section 5.15(b), as amended, clarifies the existing rule by 
expressly stating that the license provisions of § 5.12(b) are 
applicable to United States applications which were required to 
be made available for inspection under 35 U.S.C. 181 and § 5.1. 
The amendments also clarify the language of the paragraph and 
indicate that the more restrictive license under this paragraph 
includes authority to take actions in the foreign or international 
application, provided subject matter additional to that covered 
by the license is not involved Section 5.15(c), as amended, 
clarifies the existing rule by expressly stating that the granting of 
a § 5.15(a) scope to a license under § 5.15(b) and conversion 
provisions of this hh are only applicable to material 
submitted under § 5.13 or United States applications, which are 
not, or were not, required to be made available for inspection 
under 35 U.S.C. 181 and § 5.1. 

Sections 5.15(e) and (f), as amended, substitute a reference to 
§ 5.15(a)(3) rather than to § 5.15(a)(4) which has been elimi- 
nated as a separate paragraph. Paragraph (e) also has been 
amended to state that changes to the general nature of the 
invention, which would require the application to have been 
made available for inspection under 35 U.S.C. I8I and § 5.1, 
require a separate license. 

Section 5.25(a), as amended, provides that the inventor may 
receive a retroactive license if the inventor can show that the 
premature filing of papers in a foreign patent office was made 
through error and without deceptive intent. This criterion is the 
same as that for “error without any deceptive intention” for 
reissue of a patent and replaces the previous standard of inadver- 
tence. This section also has been amended to clarify that each 
country in which a proscribed filing occurred must be listed in a 
petition for retroactive license. Also, the rule has been amended 
to define a verified statement as being in the form of either an 
oath or a declaration. Finally, the rule has been clarified by 
defining the period over which error without deceptive intent 
must be shown as being the time leading up to and including the 
proscribed foreign filing. 
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Other Considerations 


The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Acting Chief Counsel for Advocacy, Small 
Business Administration, that the rule change will not have a 
significant adverse economic impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)) 
because the rules simplify the procedures for all United States 
inventors who file and prosecute applications in foreign coun- 
tries. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individuals, industries, Federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of the United States-based enter- 
prises to compete with foreign-based enterprises in domestic or 
export markets. 

The Patent and Trademark Office has also determined that this 
notice has no Federalism implications affecting the relationship 
between the National Government and the States as outlined in 
Executive Order 12612. 

These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has previously 
been approved by the Office of Management and Budget under 
Control No. 0651-0011 with an expiration date of March 31, 
1993. The average time for each petition for license under 
§ 51.12(b) or § 5.25 is estimated to be approximately thirty (30) 
minutes, including time for reviewing instructions, gathering 
and maintaining data needed, and completing and reviewing the 
petition submission. Send comments regarding this burden esti- 
mate to the Patent and Trademark Office, Office of Management 
and Organization, Washington, D.C. 20231, and the Office of 
Management and Budget, Washington, D.C. 20503 (Attention: 
Paperwork Reduction Project 0651-0011). 


List Of Subjects 


37 CFR Part 5 
Classified information, Exports, Foreign relations, Inven- 
tions and patents. 


For the reasons set forth in the preamble, 37 CFR Part 5 is 
amended as set forth below. 


PART 5 - SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE 
APPLICATIONS IN FOREIGN COUNTRIES 


1. The authority citation for Part 5 is revised to read as follows: 


Authority: 35 U.S.C. 6,41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100-418 
102 Stat. 1567; the Arms Export Control Act, as amended, 22 
U.S.C. 2751 et seq., the Atomic Energy Act of 1954, as amended, 
42 U.S.C. 2011 et seq., and the Nuclear Non-Proliferation Act 
of 1978, 22 U.S.C. 3201 et seq., and the delegations in the 
regulations under these acts to the Commissioner (15 CFR 
370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


2. Section 5.11, paragraphs (a) and (e), are revised to read as 
follows: 


§ 5.11 License for filing in a foreign country an application on 
an invention made in the United States or for transmitting an 
international application. 

(a) A license from the Commissioner of Patents and Trade- 
marks under 35 U.S.C. 184 is required before filing any applica- 
tion for patent including any modifications, amendments, or 
supplements thereto or divisions thereof or for the registration of 
a utility model, industrial design, or model, in a foreign patent 
office or any foreign patent agency or any international agency 
other than the United States Receiving Office, if the invention 
was made in the United States and: 
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(1) An application on the invention has been on file in the 
United States less than six months prior to the date on which the 
application is to be filed, or 

(2) No application on the invention has been filed in the United 
States. 


x** ee * 


(e) No license pursuant to paragraph (a) of this section is 

required: 

(1) If the invention was not made in the United States, or 

(2) If the corresponding United States application is not 
subject to a secrecy order under § 5.2, and was filed at least six 
months prior to the date on which the application is filed in a 
foreign country, or 

(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, a 
foreign patent application if: 

(i) a license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 

(ii) the corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 181 
and § 5.1; and 

(iii) such modifications, amendments, and supplements 
do not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 35 
U.S.C. 181 and § 5.1. 


**e *£ * * 


3. Section 5.15, paragraphs (a), (b), (c), (e) and (f), are revised 
to read as follows: 


§ 5.15 Scope of license. 

(a) Applications or other materials reviewed pursuant to 
§§ 5.12 through 5.14, which were not required to be made 
available for inspection by defense agencies under 35 U.S.C. 181 
and § 5.1, will be eligible for a license of the scope provided in 
this paragraph. This license permits subsequent modifications, 
amendments, and supplements containing additional subject 
matter to, or divisions of, a foreign patent application, if such 
changes to the application do not alter the general nature of the 
invention in a manner which would require the United States 
application to have been made available for inspection under 35 
U.S.C. 181 and § 5.1. This license also covers the inventions 
disclosed in foreign applications which had been granted a 
license under this part prior to April 4, 1984, and which were not 
subject to security inspection under 35 U.S.C. 181 and § 5.1. 
Grant of this license authorizes the export and filing of an 
application in a foreign country or the transmitting of an interna- 
tional application to any foreign patent agency or international 
patent agency when the subject matter of the foreign or interna- 
tional application corresponds to that of the domestic applica- 
tion. This license includes authority: 

(1) To export and file all duplicate and formal application 
papers in foreign countries or with international agencies; 

(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting of 
the illustration, exemplification, comparison, or explanation of 
subject matter disclosed in the application; and 

(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) and (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1 by including technical data 
pertaining to: 

(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, the 
unlicensed exportation of which is prohibited pursuant to the 
Arms Export Control Act, as amended, and 22 CFR Parts 121 
through 130; or 

(ii) Restricted Data, sensitive nuclear technology or 
technology useful in the production or utilization of special 
nuclear material or atomic energy, the dissemination of which is 
subject to restrictions of the Atomic Energy Act of 1954, as 
amended, and the Nuclear Non-Proliferation Act of 1978, as 
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implemented by the regulations for Unclassified Activities in 
Foreign Atomic Energy Frograms, 10 CFR Part 810, in effect at 
the time of foreign filing. 

(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 and § 5.1 
will be eligible for a license of the scope provided in this 
paragraph. Grant of this license authorizes the export and filing 
of an application in a foreign country or the transmitting of an 
international application to any foreign patent agency or interna- 
tional patent agency. Further, this license includes authority to 
export and file all duplicate and formal papers in foreign coun- 
tries or with foreign and international patent agencies and to 
make amendments, modifications, and supplements to, file divi- 
sions of, and take any action in the prosecution of the foreign or 
international application, provided subject matter additional to 
that covered by the license is not involved. 

(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (§ 1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph (a) 
of this section. No such petition will be granted if the copy of the 
material filed pursuant to § 5.13 or any corresponding United 
States application was required to be made available for in- 
spection under 35 U.S.C. 181 and § 5.1. The change in the scope 
of a license will be effective as of the date of the grant of the 
petition. 

*_ * *€* & & 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 and § 5.1 or which involves the 
disclosure of subject matter listed in paragraphs (a)(3)(i) or (ii) of 


this section must be separately licensed in the same manner as a 


foreign or international application. Further, if no license has 
been granted under § 5.12(a) on filing the corresponding United 
States application, any paper filed abroad or with an international 
patent agency which involves the disclosure of additional sub- 
ject matter must be licensed in the same manner as a foreign or 
international application. 

(f) Lieenses separately granted in connection with two or 
more United States applications may be exercised by combining 
or dividing the disclosures, as desired, provided: 

(1) Subject matter which changes the general nature of the 
subject matter disclosed at the time of filing or which involves 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
is not introduced, and 

(2) In the case where at least one of the licenses was obtained 
under § 5.12(b), additional subject matter is not introduced. 


*_*s *¢ &* 


4. Section 5.25, paragraph (a), is revised to read as follows: 


§ 5.25 Petition for retroactive license 
(a) A petition for a retroactive license under 35 U.S.C. 184 

shall be presented in accordance with § 5.13 or § 5.14 (a), and 
shall include: 

(1) A listing of each of the foreign countries in which the 
unlicensed patent application material was filed, 

(2) The dates on which the material was filed in each country, 

(3) A verified statement (oath or declaration) containing: 

(i) An averment’ that the subject matter in question was 
not under a secrecy order at the time it was filed abroad, and that 
it is not currently under a secrecy order, 

(ii) A showing that the license has been diligently sought 
after discovery of the proscribed foreign filing, and 

(iii) An explanation of why the material was filed abroad 
through error and without deceptive intent without the required 
license under § 5.11 first having been obtained, and 

(4) The required fee (§ 1.17(h)). 

The above explanation must include a showing of facts rather 
than a mere allegation of action error and without 
deceptive intent. The showing of facts as to the nature of the error 
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should include statements by those persons having personal 
knowledge of the acts regarding filing in a foreign country and 
should be accompanied by copies of any necessary supporting 
documents such as letters of transmittal or instructions for filing. 
The acts which are alleged to constitute error without deceptive 
intent should cover the period leading up to and including each 
of the proscribed foreign filings 


*e ek * * 


Nov. 28, 1990 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
(1123 OG 20] 


(146) Guidelines for Extension of Patent Term 


Under 35 U.S.C. 156 


This notice is intended to establish initial guidelines for patent 
owners who are seeking extensions of patent terms pursuant to 
newly enacted 35 U.S.C. 156. These guidelines will be effective 
until further notice. Seetion 156 of Title 35, United States Code, 
provides that a patent owner seeking an extension of the term 
of a patent pursuant to its provisions must submit an application 
to the Commissioner of Patents and Trademarks (hereinafter 
Commissioner) within a certain defined period of time. Section 
156 specifies certain components the application is to contain, 
including “such patent or other information as the Commissioner 
may require.” See 35 U.S.C. 156(d) (1) (E). Section 156(d) (4) 
also provides that “[a] n application for the extension of the term 
of a patent is subject to the disclosure requirements prescribed 
by the Commissioner.” Section 156(h) provides that the “Com- 
missioner may establish such fees as the Commissioner deter- 
mines appropriate to cover the costs to the Office of receiving 
and acting upon applications under this section.” The purpose 
of this notice is to provide the guidelines which a patent owner 
or its agent should use in deciding whether to submit an ap- 
plication for the extension of the term of a patent to the Patent 
and Trademark Office and in actually making the submission 
of such an application. This notice is divided into a number of 
sections set forth below which treat various determinations 
which have to be made by a patent owner or its agent prior to 
submission of an application and further includes guidelines as 
to the actual content of an application for extension of the term 
of a patent. 

A patent owner or its agent should use the guidelines in the 
various sections set forth below in determining whether a patent 
is subject to, and meets the conditions for, extension of its term. 
If so, the patent owner or its agent should also use the guidelines 
set forth below in preparing and filing an application for ex- 
tension of the patent term. If any application for extension of 
the term of a patent is filed in accordance with 35 U.S.C. 156 
before the date on which this notice is published in the Official 
Gazette and is not in i with the requirements of this 
notice, applicant will be notified of the deficiencies in the 
application and will be given a period of time within which to 
correct the deficiencies. 


Guidelines 
§ A. Patents subject to extension of the patent term. 


(a) Any patent which claims a product as defined in paragraph 
(b) of this section, or a method of using such a product, or a 
method of manufacturing such a product, is subject to being 
extended in accordance with 35 U.S.C. 156. 

(b) The term “product” referred to in paragraph (a) of this 
section means (1) a human drug product or (2) any medical 
device, food additive, or color additive subject to regulation 
under the Federal Food, Drug, and Cosmetic Act. The term 
“human drug product” means the active ingredient of a new 


and the Public Health Service Act) including any salt or ester 
of the active ingredient, as a single entity or in combination with 
another active ingredient. 
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§ B. Conditions for extension of term of a patent. 


The term of a patent may be extended if: 

(a) the patent claims a product or a method of using or 
manufacturing a product as defined in § A of this notice; 

(b) the term of the patent has never been previously extended 
except for any interim extension issued pursuant to 35 
U.S.C. 156(e) (2); 

(c) an application for extension is submitted pursuant to § D 
of this notice; 

(d) the product has been subject to a regulatory review period 
as defined in 35 U.S.C. 156(g) and by the Secretary of 
Health and Human Services before its commercial mar- 
keting or use; 
the product has received permission for commercial 
marketing or use and (i) the application is submitted within 
the sixty day period beginning on the date the product first 
received permission for commercial marketing or used 
under the provision of law under which the applicable 
regulatory review period occurred, or (ii) in the case of a 
patent claiming a method of manufacturing the product 
which primarily uses recombinant DNA technology in the 
manufacture of the product, the application for extension 
is submitted within the sixty day period beginning on the 
date of the first permitted commercial marketing or use of 
a product manufactured under the process claimed in the 
patent; 

(f) the term of the patent has not expired before the submission 
of an application pursuant to § D of this notice; and 

(g) no other patent has been extended for the same regulatory 
review period for the product. 


§ C. Applicant for extension of patent term. 


Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent and 
must comply with the requirements of § D of this notice. 


§ D. Application for extension of the term of a patent. 


(a) An application for extension of the term of a patent must 
be made in writing to the Commissioner of Patents and 
Trademarks. The filing date of an application for extension 
of the term of a patent is the date on which the compiete 
application for extension and a duplicate of the papers 
thereof, certified as such, are received in the Patent and 
Trademark Office or filed pursuant to the provisions of 37 
CFR 1.10. The provisions of 37 CFR 1.8 should not be 
used to file an application for the extension of the term 
of a patent. 

(b) A complete application for the extension of the term of 
a patent comprises: 


(1) acomplete identification of the approved product as by 
appropriate chemical and physical structure or charac- 
teristics; 

(2) acomplete identification of the Federal statute including 
the applicable provision of law under which the regu- 
latory review occurred; 

(3) an identification of the date on which the product re- 
ceived permission for commercial marketing or use under 
the provision of law under which the applicable regu- 
latory review period occurred; 

(4) astatement that the application is being submitted within 
the sixty day period permitted for submission and an 
identification of the date of the last day on which the 
application could be submitted; 

(5) a complete identification of the patent for which an 
extension is being sought by the name of the inventor, 
the patent number, and the date of issue; 

(6) a copy of the patent for which an extension is being 
sought, including the entire specification (including 
claims) and drawings, in the form of a cut-up copy of 
the original patent with only a single column of the 
printed patent securely mounted or reproduced in per- 
manent form on one side of a separate paper; 
acopy of any disclaimer, certificate of correction, receipt 
of maintenance fee payment, or reexamination certifi- 
cate issued in the patent; 
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(8) statement that the patent claims the approved product 
or a method of using or manufacturing the approved 
product, and a showing which lists each applicable patent 
claims and demonstrates the mannerin which each 
applicable patent claim reads on the approved product 
or a method of using or manufacturing the approved 
product; 

the relevant dates and information pursuant to 35 U.S.C. 
156(g) in order to enable the Secretary of Health and 
Human Services to determine the applicable regulatory 
review period; 

a brief description of the activities undertaken by the 
applicant during the applicable regulatory review period 
with respect to the approved product and the significant 
dates applicable to such activities; 

(11)a statement that in the opinion of the applicant the patent 
is eligible for the extension and a statement as to the 
length of extension claimed, including how the length 
of extension was determined; 

a statement that applicant acknowledges a duty to dis- 
close to the Commissioner of Patents and Trademarks 
and the Secretary of Health and Human Services any 
information which is material to any determinations to 
be made relative to the application for extension; and 
the prescribed fee for receiving and acting upon the 
application for extension (see § F of this notice) and an 
oath or declaration as set forth in paragraph (c) of this 
section. 


(10) 


(12) 


Any application for extension of the term of a patent 
submitted pursuant to paragraphs (a) and (b) of this 
section must include an oath or declaration signed by 
the owner of record of the patent or its agent which 
specifically identifies the application papers and the 
patent for which an extension is sought and avers that 
the person signing the oath or declaration: 


has reviewed and understands the contents of the ap- 
plication being submitted pursuant to this section; 
believes the patent is subject to extension pursuant to 
§ A of this notice; 

believes an extension of the length claimed is fully 
justified under 35 U.S.C. 156; and 

believes the patent for which the extension is being 
sought meets the conditions for extension of the term 
of a patent as set forth in § B of this notice. 


If any application for extension of the term of a patent 
submitted pursuant to this section is held to be incom- 
plete, applicant may seek to have that holding reviewed 
by filing a petition pursuant to 37 CFR 1.182 within such 
time as may be set, or if no time is set, within one month 
of the date on which the application was held incom- 
plete. 


§ E. Interim extension of the term of a patent. 


An applicant who has filed an application for extension 
pursuant to § D of this notice may request one or more interim 
extensions for periods of up to one year pending a final deter- 
mination on the application. Any such request should be filed 
at least three months prior to the expiration date of the patent. 
The Commissioner may issue interim extensions for periods of 
up to one year until a final determination is made without a 
request by the applicant. In no event will the interim extensions 
granted under this section be longer than the maximum period 
of extension to which the applicant would be eligible. 


§ F. Fee for receiving and acting on an application for extension 
of the term of a patent. 


Pursuant to 35 U.S.C. 156(h) the Commissioner has deter- 
mined that a fee of $750.00 is appropriate to cover the costs 
to the Patent and Trademark Office of receiving and acting upon 
applications for extension of the term of a patent filed pursuant 
to 35 U.S.C. 156. The fee should accompany the application 
when filed. If a fee in a different amount is adopted in Title 
37 of the Code of Federal Regulations, applicant will be refunded 
any excess or required to submit any deficiency. 
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§ G. Address for application for extension of the term of a patent 
and communications relating thereto. 


All applications for extension of the term of a patent and 
any communcations relating thereto intended for the Patent and 
Trademark Office should be addressed to the Commissioner of 
Patents and Trademarks, Box Patent Ext., Washington, D.C. 
20231. When appropriate, the communication should also be 
marked to the attention of a particular individual. 


§ H. For further information contact: 


R. Franklin Burnett by telephone at (703) 557 3054 or by 
mail marked to his attention and addressed to the Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. 


Summary 
The initial guidelines set forth above are considered to be 
appropriate and authorized by 35 U.S.C. 156. They will provide 
appropriate guidance to patent owners and their agents pending 
appropriate changes which will be made in Title 37 of the Code 
of Federal Regulations. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


Sept. 25, 1984. 


{1047 O.G. 16] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 60594-7007] 


Rules for Extension of Patent Term 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, Part 1 of Title 37, Code 
of Federal Regulations, to provide the rules and procedures 
under which extensions in the terms of patents may be sought 
pursuant to the provisions of 35 U.S.C. 156 which was enacted 
on Sept. 24, 1984 in Title II of Pub. L. 98 417, the “Drug Price 
Competition and Patent Term Restoration Act of 1984.” The 
new 35 U.S.C. 156 provides that, upon application to the 
Commissioner of Patents and Trademarks, the term of a par- 
ticular patent, which claims a product or a method of using or 
manufacturing a product as defined in the Public Law, may be 
extended under certain circumstances and conditions where the 
product has been subject to a regulatory review as defined in 
Pub. L. 98 417 and by the Secretary of Health and Human 
Services, before its commercial marketing or use. The rule 
changes amending Part 1 of Title 37 would provide specific 
procedures for the submission of such applications to the Patent 
and Trademark Office and for the determination and issuance 
of certificates of patent term extension (PTE) by the Patent and 
Trademark Office on the applications submitted. 

Effective Date: May 26, 1987. 

For Further Information Contact: Charles E. Van Horn by 
telephone at (703) 557-3637 or by mail marked to his attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register on July 30, 1986, at 51 
FR 27205 27215 and in the Official Gazette on Aug. 19, 1986, 
at 1069 O.G. 25 34. An oral hearing was held on Sept. 15, 1986. 
Sixteen written letters and statements were submitted. Two (2) 
persons testified at the oral hearing which resulted in ten (10) 
pages of testimony. 


Objectives of the Rule Change 
The rule change makes some clarifications and additions to 


the initial operating guidelines which were published as “Guide- 
lines for Extension of Patent Term under 35 U.S.C. 156” in the 
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Official Gazette of the PTO on Oct. 9, 1984. Several of the 
changes are designed to adopt and implement suggestions from 
members of the public. 


Discussion of Specific Rules 


Section 1.1 is amended to indicate that applications for 
extension of patent terms and any communications relating 
thereto intended for the Patent and Trademark Office should 
be directed to “Box Patent Ext.” 

The filing of an application for an extension of the term of 
a patent would be considered timely if received in the Patent 
and Trademark Office on or before the statutory deadline, or 
if the application is deposited with the U.S. Postal Service in 
accordance with the provisions of § 1.8 or § 1.10 of this part 
before the statutory deadline. The filing of an application for 
an extension of the term of a patent would be treated in the same 
manner as the filing of any paper required to be filed in the Patent 
and Trademark Office within a set period of time and not subject 
to the exceptions enumerated in 37 CFR 1.8(a). 

Section 1.20 is amended to add paragraph (n) to establish 
a fee of $550.00 for filing an application for extension of the 
term of a patent pursuant to § 1.740. This amount is set to cover 
the costs to the Patent and Trademark Office of receiving and 
acting upon applications for extension of patent term as provided 
in 35 U.S.C. 156(h) based upon PTO experience in processing 
applications for patent term extension during the first two years 
of implementation. 

Comment: 

The reduction in the fee for filing an application for patent 
term extension from $750.00 to $550.00 has raised the question 
of how to obtain refunds for those applications filed under the 
initial operating guidelines. 

Reply: 

When the final rules are approved, refunds will be made to 
those who paid the higher fee without any request being filed. 
Although the final rules do not take effect until 60 days from 
publication in the Federal Register, the fee of $550.00 should 
be paid with any application filed after the date of this publication 
of the final rules. 

Comment: 

It has been suggested that a lower fee be set for the filing 
of a patent term extension application which would be applicable 
to small entities. 

Reply: 

This suggestion has not been adopted since there is no 
statutory provision for such a fee structure. 

A new “Subpart F Extension of Patent Term” is added to 
Part 1 to include §§ 1.710 through 1.785. 

Section 1.710 defines the patents subject to extension of the 
patent term. Paragraph (a) of § 1.710 defines the patents subject 
to extension in terms of the subject matter being claimed therein. 
Under paragraph (a) of § 1.710 a patent to (1) a product, (2) 
a method of using a product, (3) or a method of manufacturing 
a product can be extended as long as the uct meets the 
definition contained in paragraph (b) of § 1.710, and as long 
as the other conditions and requirements for extension of patent 
term are met. Paragraph (b) of § 1.710 follows the language 
of 35 U.S.C. 156 and defines a “product” as meaning (1) a human 
drug product or (2) any medical device, food additive, or color 
additive subject to regulation under the Federal Food, Drug, and 
Cosmetic Act. The term “human drug product” as defined in 
paragraph (b) of § 1.710 means the active ingredient of a new 
drug, antibiotic drug, or human biological product (as those 
terms are used in the Federal Food, Drug, and Cosmetic Act 
and the Public Health Service Act) including any salt or ester 
of the active ingredient, as a single entity or in combination with 
another active ingredient. 

Comment: 

It has been proposed that § 1.710 be modified to specifically 
acknowledge that patents claiming pharmaceutical composi- 
tions or formulations of the “product” are eligible for extension 
or alternatively to modify the term “product” to include such 
compositions or formulations. 

Reply: 

“Product” is specifically defined in 35 U.S.C. 156(f) as 
follows. For a human drug product, the term means “the active 
ingredient of a new drug, antibiotic drug or human biological 
product (as those terms are used in the Federal Food, Drug and 
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Cosmetic Act and the Public Health Service Act) including any 
salt or ester of the active ingredient, as a single entity, or in 
combination with another active ingredient.” A patent is con- 
sidered to claim the product where it claims the active ingredient 
per se, or claims a composition or formulation which contains 
the active ingredient(s) and reads on the composition or 
formulation approved for commercial marketing or use. 
Comment: 

It has been suggested that the language of § 1.710(b) be 
modified to read “(1) a human drug product (i.e., the active 
ingredient of a new drug, antibiotic drug or human biological 
product, as those terms are used in the Federal Food, Drug, and 
Cosmetic Act and/or the Public Health Service Act)”, with a 
similar modification at the bottom of the paragraph. 

Reply: 

Since the language used in this section of the rule tracks the 
statutory language on which it is based and to avoid possible 
confusion or unnecessary ambiguity, the proposed modification 
has not been adopted. 

Comment: 

It has been suggested that the definition of the term “product” 
be broadened to specifically refer to product-by-process claimed 
products. 

Reply: 

The term “product” as defined in the statute and rules is 
considered to encompass any means of defining a product. 
Product-by-process claims are only an alternative form available 
to claim a product. Neither the proposed rules nor statute limit 
the manner of claiming a product. 

Section 1.720 defines the conditions under which the term 
of a patent may be extended. The conditions for extension are: 


(1) The patent must claim a product or a method of using 
or manufacturing a product as defined in § 1.710; 

(2) The term of the patent must never have been previously 
extended except for any interim extension issued pursuant to 
§ 1.760; 

(3) An application for extension must be submitted in com- 
pliance with § 1.740; 

(4) The product must have been subject to a regulatory review 
period as defined in 35 U.S.C. 156(g) before its commercial 
marketing or use; 

(5) The. product must have received permission for commer- 
cial marketing or use and (i) the permission for the commercial 
marketing or use of the product must be the first received 
permission for commercial marketing or use under the provision 
of law under which the applicable regulatory review occurred, 
or (ii) in the case of a patent claiming a method of manufacturing 
the product which primarily uses recombinant DNA technology 
in the manufacture of the product, the permission for the com- 
mercial marketing or use must be the first received permission 
for the commercial marketing or use of a product manufactured 
under the process claimed in the patent; 

(6) The application must be submitted within the sixty day 
period beginning on the date the product first received permis- 
sion for commercial marketing or use under the provisions of 
law under which the applicable regulatory review period oc- 
curred, or in the case of a patent claiming a method of manu- 
facturing the product which primarily uses recombinant DNA 
technology in the manufacture of the product, the application 
for extension must be submitted within the sixty day period 
beginning on the date of the first permitted commercial mar- 
keting or use of the product manufactured under the process 
claimed in the patent; 

(7) The term of the patent must not have expired before the 
submission of an application in compliance with § 1.741; and 

(8) No other patent term must have been extended for the 
same regulatory review period for the product. 

Comment: 

It has been suggested that § 1.720(e) be modified to avoid 
combining the two statutory requirements that (1) the product 
is an approved product, that is, it has received permission for 
commercial marketing or use and (2) that the application be 
submitted within the sixty day period beginning on the date the 
product first received permission for commercial marketing or 
use. 

Reply: 

The section has been modified to be more consistent with 

the underlying statutory language. In addition, subsection (e)(i) 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


has been changed to (f), the term (ii) has been cancelled and 
subsections (f) and (g) have been relettered as (g) and (h) 
respectively. Thus, each statutory requirement is separately 
provided for as suggested. 

Comment: 

The rule appears to distinguish between the date when 
commercial marketing or use is “first permitted” for products 
made by DNA method inventions, versus the date a product first 
“received permission” for commercial marketing or use. Since 
this distinction is not required by the statute which uses the 
language “first permitted commercial marketing or use” in each 
case, is there some other policy reason for the apparent distinc- 
tion? 

Reply: 

No distinction was intended, simply a different combination 
of words used to describe the same date—i.e. the date of “first 
permitted commercial marketing or use.” 

Comment: 

It has been suggested that patent term extension should not 
be available for a patent in which a terminal disclaimer has been 
filed and particularly where such a terminal disclaimer was 
necessary to avoid double patenting. 

Reply: 

The suggestion has not been adopted since there is no statu- 
tory basis for denying an application for patent term extension 
where the term of the patent sought to be extended is affected 
by a terminal disclaimer. 

Section 1.730 requires that an application for extension of 
a patent be submitted by the owner of record of the patent or 
its agent and that the application must comply with the require- 
ments of § 1.740. The application papers submitted would be 
required to clearly reflect and establish the authority of the 
person submitting the application to do so on behalf of the owner. 
See § 1.740(b). For example, if the person submitting the 
application is the owner of record, the application papers would 
be required to so reflect. If the person submitting the application 
is doing so as the agent of the owner of record, the application 
papers must so reflect and establish the authority of the agent 
to act on behalf of the owner, e.g., as an officer of a corporate 
owner. 

Comment: 

It has been suggested that § 1.730 be deleted as being 
redundant with §§ 1.720(c) and 1.740(b). 

Reply: 

This suggestion has not been adopted. Section 1.730 repeats 
the statutory requirement as to those eligible to file the appli- 
cation for patent term extension. Sections 1.720(c) and 1.740(b) 
reflect the Commissioner’s rule making authority as to what is 
necessary to demonstrate that the statutory requirement has been 
met by defining (1) who must sign the oath or declaration which 
accompanies an application for patent term extension and (2) 
the contents of the oath and declaration. Thus the sections are 
not redundant. 

Section 1.740 establishes the contents and requirements of 
an application for extension of patent term. Paragraph (a) of 
§ 1.740 requires that the application be made in writing to the 
Commissioner of Patents and Trademarks. The certified dupli- 
cate of the application papers will serve as the copy to be 
submitted by the Commissioner to the Secretary of Health and 
Human Services in order that the Secretary may determine the 
applicable regulatory review period as required by Pub. L. 98 
417. 


Paragraph (a) of § 1.740 further specifies the contents of a 
formal application for extension of patent. If the application does 
not meet all formal requirements when submitted, the applicant 
will be notified of the informalities and may seek to have that 
holding reviewed under § 1.740(c). In accordance with para- 
graph (a) of § 1.740, a formal application for the extension of 
the term of a patent shall include: 

(1) A complete identification of the approved product as by 
appropriate chemical and generic name, physical structure or 
characteristics that would permit the Commissioner to make a 
determination of whether the patent claims the approved prod- 
uct, or a method of making or using the approved product; 

(2) A complete identification of the Federal statute including 
the applicable provision of law under which the regulatory 
review occurred; 

(3) An identification of the date on which the product re- 
ceived permission for commercial marketing or use under the 
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time deadlines and other circumstances involved in filing an 
application for extension of the patent term. Any such petition 
must be filed with the required fee within such time as may be 
set, or if no time is set, within one month of the holding. 
Comment: 

It has been suggested that § 1.740 be modified in order to 
permit the obtaining of a filing date for an application should 
it be found not to meet all of the requirements of § 1.740(a). 
The suggestion arises from a concern that an application which 
was filed within the 60 day filing period provided by statute 
and which was subsequently found to be informal within the 
meaning of the rules, might lose the filing date for failing to 
meet: ali requirements of the rules at the time of filing. Since 
the period for filing an application for patent term extension 
is limited by statute, it might not be possible for an applicant 
to correct such informalities within the statutory period of 60 
days and could result in the loss of rights to an extension. In 
this regard it has also been suggested that the rules be modified 
io allow a filing date for a “substantially complete application” 
which might have been determined by the Patent and Trademark 
Office to be incomplete or informal. 

Reply: 

This suggestion has been essentially adopted by providing 
a new section designated 1.741 which specifically defines the 
requirements which must be met in order for an application to 
be entitled to a filing date. These requirements are those set forth 
in 35 U.S.C. 156(d)(1). Section 1.740(b) has been relettered as 
(a) and defines what constitutes a “formal application”. 
Subparagraph (c) now provides for notice to applicant in the 
event that the application as filed is found to be informal as well 
as applicant’s recourse to such a holding. If the requirements 
of § 1.741 are met, the filing date will have been established 
as provided therein even if the application is held to be informal 
under § 1.740. 

Comment: 

Clarification of the requirements of §§ 1.740 (a)(1) and 1.740 
(a)(4) has been requested with regard to products or methods 
of making or using them so as not to require the submission 
of trade secret information unless necessary for a determination 
of eligibility for patent term extension or at least enable the PTO 
to maintain the information of this type as a trade secret. 
Reply: 

There is no provision in the statute or proposed rules for 
withholding from the public any information that is submitted 
to the PTO or FDA relating to an application for patent term 
extension. If proprietary or trade secret information is submitted 
to the Office, and specifically identified as such, it will be 
maintained in secret by the PTO until a certificate of patent term 
extension is issued. Identification should be made by page, line 
and word as necessary. If such information was necessary to 
a determination of eligibility or any other PTO responsibility 
under 35 U.S.C. 156, it will be made public at the time the 
certificate is issued. Otherwise, the trade secret information will 
be expunged from the file and returned to the patent term 
extension applicant, if the information regard as a trade secret 
is specifically identified. 

Comment: 

Section 1.740(a)(4) is confusing because it is unclear whether 
an applicant for a patented formulation that combines two active 
agents must submit information as to the regulatory review 
periods for each active ingredient separately, the combined 
active agents, or all of the above. 

Reply: 

All of the above is correct, so that a determination can be 
made under 35 U.S.C. 156(a)(5). 

Comment: 

Section 1.740(a)(4) should be modified to include a statement 
that the applicant is not prejudiced by the rule requirements in 
obtaining a patent term extension where some, but not all, active 
ingredients have been approved by the FDA for commercial 
marketing or use prior to approval of the new chemical entity 
(NCE) claimed in the patent for which a PTE application has 
been filed. 

Reply: 

The basic issue presented by this comment is whether a patent 
claiming an_approved product containing an old active ingre- 
dient (approved by FDA in a prior regulatory review) and a new 
active ingredient is eligible for patent term extension. The PTO 
has a long standing policy of not addressing an issue in advance 
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of receiving an application presenting the issue for determina- 
tion. However, the concept of patent term restoration appears 
to be directed to those situations where a new chemical entity 
is involved as an active ingredient, regardiess. of the content of 
the balance of the formulation approved by the FDA. 
Comment: 

It has been suggested that § 1.740(a)(4) be deleted as redun- 
dant with §§ 1.740(a)({1) and 1.740(a)(3) and might be inter- 
wee as requiring information not authorized by statute. 

eply: 

Section 1.740(a)(4) requires a statement, by applicant, that 
each active ingredient present in the approved product has not 
been previously approved for commercial marketing and use. 
This is a different requirement from either § 1.740(a)(1) or 
§ 1.740(a)(3) which require an indentification of the approved 
product and an identification of the date on which the product 
received permission fer commercial marketing or use. This 
information is important to a determination of eligibility under 
35 U.S.C. 156(a)(5). As to the question of information auther- 
ized by statute, 35 U.S.C. 156(d)(1)(E) permits the Commis- 
sioner to request any such information required. 

Comment: 

It has been suggested that § 1.740(a)(6) be modified to 
include a requirement that the application, in identifying the 
patent for which extension is sought, include the date of ex- 
piration and such information should take into account any 
terminal disclaimer. 

Reply: 

Section 1.740(a)(6) has been modified to require a statement 
of the expiration date. 
Comment: 

It was observed that the proposed rules no longer require 
a “reissue style” cut-up copy of the original patent. 

Reply: 

The observation is accurate since the PTO has found that 
a cut-up copy has not been required and only adds unnecessary 
work for the applicant and bulk to the application. 
Comment: 

It has been suggested that § 1.740(a)(8) be modified by 
adding the requirement for a copy of any decision by a court 
of competent jurisdiction, which decision is adverse to the 
validity of the patent. 

Reply: 

This suggestion has not been adopted because the patent 
owner or agent has a duty of disclosure under § 1.765 which 
would reasonably include the obligation to bring such a decision 
to the attention of the Office. 

Comment: 

It has been suggested that the comments in the proposed 
preamble regarding § 1.740(a)(10) be revised to reflect that this 
subsection does not require a statement of the length of the 
regulatory review period and how it was determined. 

Reply: 

This observation concerning the requirements of § 
1.740(a)(10) was correct since there was no requirement that 
a description be provided as to how the regulatory review period 
is determined. However, since it would be helpful to the FDA 
in confirming its own calculation to have a statement concerning 
the length of the regulatory review period, including how the 
length was determined, these requirements have been made a 
part of § 1.740(a)(10). 

Comment: 

It is suggested that the language of § 1.740(a)(11) which 
calls for a description of the activities carried out by the “ap- 
plicant” is too restrictive since other parties may be involved 
in or sponsoring the FDA approval work. 

Reply: 

The provisions of § 1.740(a)(11) have been modified to point 
out that a description of the activities of the marketing applicant 
before the FDA is requried. 

Comment: 

It has been suggested that § 1.740(a)(11) should be modified 
to require a description of “significant” or “material” activities 
undertaken by the marketing applicant during the applicable 
review period. It is argued that the section taken in combination 
with the related discussion in the proposed preamble places too 
great a burden on an applicant, i.e. submission of summaries 
of all communications and all dates of any activities regarding 
the FDA approval process. 
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Provision of law under which the applicable regulatory review 
occurred; 


(4) In the case of a human drug an identification 
of each active ingredient in the and as to the product 
pa at sem RB i 
weeny ly approved for commercial marketing or use under the 

Food Drug and Cosmetic Act, or a statement of when 
the active ingredient was approved for commercial marketing 
or use (either alone or in combination with other active ingre- 
dients) and the provision of law under which it was approved; 

(5) A statement that the application is being submitted within 
the sixty day permitted for submission pursuant to pro- 
posed § 1.720(f) and an identification of the date of the last day 
on which the application could be submitted; 

(6) A complete identification of the patent for which an 
extension is being sought by the name of the inventor, the patent 
number, the date of issue, and the date of expiration; 

(7) A copy of the patent for which an extension is being 
sought, including the entire specification (including claims) and 
drawings; 

(8) A copy of any disclaimer, certificate of correction, receipt 
or statement of maintenance fee payment, or reexamination 
certificate issued in the patent; 

(9) A statement beginning on a new page that the patent 
claims the approved product or a method of using or manufac- 
turing the approved product, and a showing which lists each 
applicable patent claim and demonstrates the manner in which 
each applicable patent claim reads on the approved product or 
a method of using or manufacturing the approved product; 

(10) A statement beginning on a new page of the relevant 
dates and information pursuant to 35 U.S.C. 156(g) in order to 
enable the Secretary of Health and Human Services to determine 
the applicable regulatory review period. 

(i) For a human drug product, this information will include 
the effective date of the investigational new drug (IND) appli- 
cation and the IND number; the date on which a new drug 
application (NDA) was initially submitted and the NDA number, 
and the date on which the NDA was approved; 

(ii) For a food or color additive, this information will include 
the date a major health or environmental effects test on the 
additive was initiated and any available substantiation of that 
date; the date on which a petition for product approval under 
the Federal Food, Drug and Cosmetic Act was initially submitted 
and the petition number; and the date on which the application 
was approved; 

(iii) For a medical device, this information will include the 
effective date of the investigational device exemption (IDE) and 
the IDE number, if applicable, or the date on which the applicant 
began the first clinical investigation involving the device if no 
IDE was submitted and any available substantiation of that date; 
the date on which an ication for product approval under 
section 515 of the Federal Food, Drug and Cosmetic Act was 
initially submitted and the number of the application; and the 
date on which the application was approved. 

In the cases where there is no regulatory event to reflect the 
commencement of the testing or approval phase of the regulatory 
review period, applicants should include in the application the 
dates that they claim initiate either the approval or the testing 
phases and an explanation of their reasonable basis for why they 
conclude that these dates are the relevant dates. For instance, 
when the clinical trials are conducted outside the United States, 
the testing phase for a medical device begins on the date the 
clinical investigation involving the device was begun. An 
applicant should include an explanation as to why the date 
claimed is the date on which such clinical investigations had 
commenced. If the applicant had any means of substantiating 
that date, that information should be included in the applica 
tion. 

Finally, on this separate page in the application there should 
be a statement as to the length of the regulatory review period 
claimed including an explanation of how the applicant deter- 
mined the length of the regulatory review period. It should be 
noted in the application that this particular calculation is made 
solely with respect to section 156(G)(1) thru (3) of Title 35 of 
the United States Code and does not take into account any other 
limitations or restrictions on the length of possible patent ex- 
tension. 

(11) A brief description beginning on a new page of the 
significant activities undertaken by the marketing applicant 
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during the i paneer eens Bene means 
the product and dates applicable to such 
wescltes This deossption cheehd inciode an Uanuniication of 
significant communications of substance with the Food and 
Drug Administration (FDA) and the dates related to such com- 
munications. For example, these activities would include the 
dates of the submission of new data to the FDA, communications 
penne er now te a tt rn a 
epee tatiana g the product, and communications between 

‘A and the applicant that are attempts to define the particular 
 eomataes for premarketing approval of this particular prod- 


(12) A sestement beginning on 0 new page thet in the opinion 
of the applicant the patent is eligible for the extension and a 
statement as to the length of extension claimed, including how 
the length of extension was determined and whether the 14 year 
limit of 35 U.S.C. 156(c)(3), the five year limit of 35 U.S.C. 
156(g)(4)(A) or (B) or the two year limit of 35 U.S.C. 156(g)(4)(C) 

lies. 


(13) A statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and Trademarks and 
the Secretary of Health and Human Services any information 
which is material to the determination of entitlement to the 
extension sought (see § 1.765); 

(14) The prescribed fee for receiving and acting upon the 
application for extension (see § 1.20(n); 

(15) The name, address, and telephone number of the person 
to whom contacts and relating to the application 
for patent term extension are to be directed; 

(16) A duplicate of the application papers, certifiedas such; 
and 

(17) An oath or declaration as set forth in paragraph (b) of 
this section. 

Paragraph (b) of § 1.740 requires that an oath or declaration 
signed by the owner of record of the patent or its agent accom- 
pany the application as a part thereof. An application for ex- 
tension filed without an oath or declaration is not a formal 
application. The oath or declaration filed as a part of the ap- 
plication must specifically identify the application papers and 
the patent for which an extension is sought and include aver- 
ments that the person signing the oath or declaration: 


(1) Is the owner, an official of a corporate owner authorized 
to obligate the corporation, or a patent attorney or agent author- 
ized to practice before the Patent and Trademark Office and who 
has general authority from the owner to act on behalf of the 
owner in patent matters. 

(2) Has reviewed and understands the contents of the ap- 
plication being submitted pursuant to § 1.740; 

(3) Believes the patent is subject to extension pursuant to 
§ 1.710; 

(4) Believes an extension of the length claimed is fully 
justified under 35 U.S.C. 156 and the applicable regulations; 
and 

(5) Believes the patent for which the extension is being sought 
meets the conditions for extension of the term of a patent as 
set forth in § 1.720. 


In signing the oath or declaration referred to in paragraph 
(b) of § 1.740 an official of a corporate owner or an attorney 
or agent acting on behalf of the owner is representing that he 
or she is the agent of the owner and has authority to act on behalf 
of the owner in filing the application for patent term extension. 
Note also § 1.730. 

Paragraph (c) of § 1.740 provides for review of a holding 
that an application for patent term extension is informal by the 
filing of a petition with any appropriate fee, if necessary, pursuant 
to §§ 1.181, 1.182 or 1.183 of this title. Should an applicant 
disagree with the holding of informality and wish to have the 
holding reviewed, a petition under 37 CFR 1.181 would be 
appropriate. If applicant chooses to provide additional informa- 
tion to correct the informality, a petition under 37 CFR 1.182, 
— by the required fee, should accompany such a 

iling. 

The failure to timely comply with any requirement of these 
regulations which is not an explicit requirement of the statute 
may be waived under the jate circumstances in accor- 
dance with 37 CFR 1.183. While timely action is expected, relief 
under 37 CFR 1.183 may be appropriate in view of the tight 
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Reply: 

The section has been modified so as to require a brief 
description of the significant activities undertaken by the 
marketing applicant during the applicable regulatory review 
period and the significant dates applicable thereto. Thus the 
requirements of this section may be met by an identification 
of significant communications of substance with the FDA during 
the regulatory review period and the dates related to such 
communications. There is no intent on the part of the PTO to 
broaden the burden of the statute, in regard to the description 
of the activities to which this section pertains, by requiring 
submission of insignificant details. The PTO does not read the 
statute to require an applicant to establish the existence of due 
diligence during the regulatory review period in order to have 
a complete application. It is recognized that the regulatory 
review process may be continuous and protracted. Not all 
communications are material to that process but certainly all 
of those which are significant to the regulatory review process 
should be identified. It is sufficient that the description of the 
activities briefly identify those significant activities undertaken 
by the marketing applicant in order to identify significant events 
in the effort directed toward regulatory approval of the product. 
Comment: 

It has been suggested that the requirement of § 1.740(b)(1) 
that the person signing or declaring other than either the patent 
owner or corporate owner with the authority to obligate the 
corporation must have “specific” written authority to sign the 
oath or declaration was confusing and might well work a hardship 
on applicants since the rule is unclear as to just what type of 
authorization is required. 

Reply: 

This section has been modified to include an attorney or agent 
who has general authority to take action on behalf of the patent 
owner with respect to patent matters so long as that person is 
registered to practice before the Patent and Trademark Office. 
Comment: 

It has been suggested that § 1.740(c), which permits an 
applicant whose application has been found to be informal to 
file a petition with the required fee pursuant to §§ 1.181, 1.182 
or 1.183, is unduely burdensome for minor informalities. It has 
been suggested, therefore, that an applicant be given a period 
in which to resubmit the application in corrected form together 
with a fee and avoid the filing of the described petition. 
Reply: 

This suggestion has not been adopted since the PTO expects 
that the application will be complete and formal as filed. A 
petition, with the appropriate fee, as necessary is a well recog- 
nized mechanism for reviewing a holding that a defect exists 
or curing a defect in papers that have been submitted and 
providing an opportunity for applicant to explain how the defect 
occurred. 

Section 1.741 provides that the filing date of an application 
for patent term extension will be the date on which an application 
is received in the Patent and Trademark Office or filed pursuant 
to the “Certificate of Mailing” provisions of 37 CFR 1.8 or 
“Express Mail” provisions of 37 CFR 1.10 and which includes 
all of the following: 


(1) An identification of the approved product; 

(2) An identification of the Federal statute under which 
regulatory review occurred; 

(3) An identification of the patent for which an extension 
is being sought; 

(4) An identification of each claim of the patent which claims 
the approved product or a method of using or manufacturing 
the approved product; 

(5) Sufficient information to enable the Commissioner to 
determine under 35 U.S.C. 156 subsection (a) and (b) the eli- 
gibility of a patent for extension and the rights that will be derived 
from the extension and information to enable the Commissioner 
and the Secretary of Health and Human Services to determine 
the period of the extension; and 

(6) A brief description of the activities undertaken by the 
marketing applicant during the applicable regulatory review 
period with respect to the approved product and the significant 
dates applicable to such activities. 

Section 1.741(b) provides that if an application submitted 
pursuant to this section is held to be incomplete, applicant may 
seek to have this holding reviewed under § 1.181. 
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Section 1.741 has been provided in response to concerns 
presented in many of the written comments received as to the 
limited statutory time period for filing an application for patent 
term extension and the possibility of not obtaining a filing date 
within the 60 day period during which the statute requires such 
an application to be filed. The rule now provides that the filing 
date will be that date on which the application is filed with the 
PTO and meets those requirements specifically set forth. These 
requirements are those specifically required by the statutory 
language of 35 U.S.C. 156(d)(1). The PTO will consider each 
of these statutory requirements to be satisfied in an application 
which provides sufficient information, directed to each require- 
ment, to act on the application, even though further information 
may be desired by the PTO or Secretary before a final deter- 
mination of eligibility and length of patent term extension is 
made. 

Section .1.750 covers the determination of eligibility for 
extension of the term of a patent which will be made by the 
Patent and Trademark Office on the application for extension. 
As provided for by Pub. L. 98-417, and as set forth in this section, 
it is intended that the determination as to whether a patent is 
eligible for an extension can be made solely on the represen- 
tations contained in the application for extension filed in com- 
pliance with § 1.740 of this part. Section 1.750 does, however, 
provide that further information may be required of applicant 
by the Commissioner or other officials or the Commissioner or 
other officials may make such independent inquiries as desired 
before a final determination is made on whether a patent is 
eligible for extension. In circumstances where further informa- 
tion is required by the Office, the applicant will be given a time 
period within which to respond. The failure to file a response 
within the period provided may result in a final determination 
adverse to the granting of an extension of patent term unless 
the response period is extended. An extension of time to respond 
may be requested under the provisions of 37 CFR 1.136. Under 
appropriate circumstances, a request for information may con- 
tain a statement that the provisions of 37 CFR 1.136(a) are not 
available. The intentional failure to provide the information 
requested also will result in a final adverse determina- 
tion. 

A final determination may be made at any time after an 
application is filed, but no later than when a certificate of 
extension is issued. Section 1.750 provides that a single request 
for reconsideration of a final determination may be filed within 
one month or within such other time period set in the final 
determination. Section 1.750 also provides that the determina- 
tion may be delegated to appropriate Patent and Trademark 
Office officials. A notice will be mailed to applicant containing 
the determination as to eligibility of the patent for extension and 
the period of time of the extension of the term, if any. This notice 
shall constitute the final determination as to eligibility. and any 
period of extension of the patent term. If no response to the notice 
of final determination is received, the certificate of patent term 
extension will be issued in due course. 

Comment: 

It has been suggested that § 1.750 be modified to expressly 
recognize that the rules being simultaneously promulgated by 
the FDA (Subpart B) provide for the FDA to give the PTO 
assistance in making eligibility determinations under the statute 
and that the PTO may seek such assistance and make such 
independent inquiries as it deems desirable in determining 
eligibility. 

Reply: 

The § 1.750 has been modified by adding, immediately 
following the term “information”, the phrase “or make such 
independent inquiries as desired”. 

Comment: - 

It has been suggested that § 1.750 be modified to permit 
applicant to respond to a request for information or a notice under 
this section under the provisions of 37 CFR 1.136(a) upon 
payment of the appropriate fee. Applicant could thus extend the 
time for the required response without meeting the requirements 
of 37 CFR 1.136(b). 

Reply: 

Sections 1.740(c) and 1.750 have been modified to permit 
extensions under 37 CFR 1.136. However, if time is of the 
essence for a particular reason, applicant should anticipate that 
a requirement made by the PTO would include a statement that 
extensions under 37 CFR 1.136(a) were not available. 
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Comment: 

It has been suggested that § 1.750 should be modified to 
provide notice to applicant, 30 days prior to a final determination 
of eligibility for extension of the identity of all patents or claims 
eligible for extension in order to permit time to choose which 
patent to extend and which to withdraw prior to the issuance 
of the certificate. 

Reply: 

This proposal has not been adopted since applicant will be 
given an opportunity to elect in the notice of final determination. 
See § 1.770. 

Comment: 

It has been suggested that the identification of a final route 
of appeal should be set forth as a second paragraph of § 1.750. 
Reply: 

This proposal has not been adopted since no appeal is pro- 
vided for by the legislation and the PTO does not determine 
the jurisdiction of the Federal Courts. 

Section 1.760 provides for one or more interim extensions 
for periods of up to one year each where a complete application 
in compliance with § 1.741 has been filed by an applicant and 
a final determination pursuant to § 1.750 has not been made 
on the application. Section § 1.760 provides that the Commis- 
sioner may issue an interim extension with or without a request 
by the applicant. The section also provides that if an interim 
extension is granted, a notice will be issued to the applicant for 
the extension of the patent term, the notice would be recorded 
in the official file of the patent and will be considered as part 
of the original patent. Notification of the issuance of the interim 
extension will be published in the Official Gazette of the Patent 
and Trademark Office. In order for an interim extension to be 
granted, the application in compliance with § 1.741 must have 
been filed prior to the expiration date of the patent even though 
the interim extensions may not actually be granted until after 
the original expiration date of the patent. In no event will interim 
extensions be granted under § 1.760 for a period of patent 
term extension longer than that to which the patent would be 
eligible. 

Comment: 

It has been suggested that § 1.760 be clarified as to whether 
the one year limitation appearing therein applies to each such 
extension or all such extensions added together could only be 
for a period of up to one year. 

Reply: 

The section has been modified by adding the term “each” 
following the term “year”, to make it clear that multiple exten- 
sions of up to one year each can be granted under appropriate 
circumstances. 

Comment: 

It has been suggested that § 1.760 be modified to require 
a shorter filing period than the present 3-months prior to ex- 
piration of the patent where appropriate. 

Reply: 

While § 1.760 provides that a request for an interim extension 
“should” be filed three months prior to the expiration of the 
patent, this time frame is not mandatory. Note further that the 
Commissioner may issue such an interim extension without the 
filing of a request. Any request filed within a shorter period of 
time will be considered, particularly where it is not possible to 
make an earlier request. The provisions of the rule state a highly 
desirable time frame for making a request but not a mandatory 
time limit. 

Comment: 

It has been suggested that § 1.760 be modified to provide 
that on issuance of an interim extension that the PTO will notify 
the patent holder, make the decision a part of the official record 
of the patent and publish the determination in the Federal 
Register and the Official Gazette of the PTO. 

Reply: 

The section has been modified as suggested. 
Comment: 

It has been suggested that § 1.760 be modified to provide 
for a single request for reconsideration of a PTO decision 
denying a request for an interim extension and that the patent 
would be granted an interim extension during the time required 
for reconsideration and any subsequent appeal. 

Reply: 

While a request for reconsideration which was timely filed 

would be considered, a determination that an interim extension 
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will not be issued would only occur where the Commissioner 
is not convinced that the subject patent is eligible for extension 
under 35 U.S.C. 156. Therefore, an interim extension while 
applicant sought reconsideration would also be improper. 

Section 1.765 defines the duty of disclosure in patent term 
extension proceedings. Paragraph (a) of § 1.765 specifies the 
individuals on whom the duty rests and the extent of the duty. 
Paragraph (b) of § 1.765 requires that disclosures pursuant to 
the section be accompanied by a copy of each written document 
being disclosed and specifies to whom the submission is to be 
made, i.e., the Patent and Trademark Office or the Secretary, 
as appropriate. Such disclosures would be able to be made 
through an attorney or agent. 

Paragraph (c) of § 1.765 precludes a determination of eli- 
gibsiity for an extension or the issuance of a certificate if clear 
and convincing evidence of fraud or attempted fraud on the 
Office or the Secretary is determined to be present or the duty 
of disclosure is determined to have been violated through bad 
faith or gross negligence in connection with the patent term 
extension proceeding. Since the determination as to whether a 
patent is eligible for extension pursuant to § 1.750 may be made 
solely on the basis of the representations ma<z in the application 
for extension, a final determination to refuse a patent term 
extension because of fraud ora violation of the duty of disclosure 
is expected to be rare. 

Paragraph (d) of § 1.765 precludes submissions to the Patent 
and Trademark Office by or on behalf of third parties, thereby 
making patent term extension proceedings in the Office an ex 
parte matter between the patent owner or its agent and the 
Commissioner. Under paragraph (d) of § 1.765, submissions 
by third parties to the Office will be returned, or otherwise 
disposed of, without consideration. Paragraph (d) does not affect 
submissions authorized by Pub. L. 98-417 to be made to the 
Secretary during determination of the applicable regulatory 
review period. 

Comment: 

It has been suggested that the language of section 1.765(d) 
is too limited in not permitting information bearing on violations 
of the duty of disclosure as well as other information relevant 
to the determination of eligibility of the patent for extension of 
term to be submitted to the Office by third parties. 

Reply: 

Although Congress specifically provided for public input 
into the determination of the length of the regulatory review 
period, no such provision was made for proceedings before the 
PTO. Since applicant already has a duty of disclosure to both 
the PTO and FDA, and Congress expected that it would be an 
administratively simple proceeding, no input from third parties 
is considered appropriate. 

Comment: 

It has been suggested that the definition of the phrase “patent 
term extension proceeding” should be spelled out. 
Reply: 

Since the phrase clearly encompasses all phases of the 
proceeding between the filing of an application for the extension 
of the term of a patent until either the issuance of an extension 
certificate or a final denial of eligibility no longer subject to 
petition, request for reconsideration or appeal, defining the 
phrase is not deemed a necessary part of the rules. 
Comment: 

It has been suggested that the phrase “information material 
to the” in line 12 of § 1.765(a) be changed to material adverse 
to a in order to avoid unnecessary submission of evidence or 
information which has no bearing on the proceedings. 
Reply: 

This suggestion has been adopted since it is not intended to 
require information or evidence which has either no bearing on 
the proceeding or is material to a favorable determination by 
the Office of the Secretary. 

Comment: 

It has been suggested that § 1.765 is unclear in that it applies 
the duty of disclosure relating to the patent term extension 
application to “each attorney or agent who represents the patent 
owner.” There was concern of the effect of this broad duty of 
disclosure, for example, in a large corporation. 

Reply: 

The language in this section specifically limits the duty of 
disclosure to those who are substantively involved on behalf 
of the patent owner in a patent term extension proceeding. 
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Comment: 

It has been suggested that § 1.765 should be clarified as to 
whether the duty of disclosure extends to prior art discovered 
since issuance of the patent. 

Reply: 

Section 1.765(b) specifically states that an attorney, agent 
or patent owner has no duty to transmit information which is 
not material to the determination of entitlement to the extension 
sought. 

Section 1.770 provides for the express withdrawal of an 
application for extension of the term of a patent if the written 
declaration of withdrawal signed by the owner of record or its 
agent is filed in the Office, in duplicate, before a determination 
is made pursuant to § 1.750. Under § 1.770, an application for 
extension of the term of a patent may not be expressly withdrawn 
after the date permitted for response to the final determination 
pursuant to § 1.750. Section 1.770 also provides that an express 
withdrawal is effective when acknowledged in writing by the 
Office and that the filing and acceptance of an express with- 
drawal does not entitle applicant to a refund of the filing fee 
for the application for patent term extension or any portion 
thereof. 

Comment: 

It has been suggested that § 1.770 be modified to set forth 
reasons for withdrawal of an application for patent term exten- 
sion. 

Reply: 

Section 1.770 permits the withdrawal of an application for 
patent term extension for any reason prior to the date permitted 
for response to the final determination pursuant to § 1.750. Since 
reasons may arise at a later date for the withdrawal of such an 
application for patent term extension which are not contem- 
plated at this time, it is preferable not to limit the reasons for 
withdrawal of the application under this section, but to deal with 
each reason on a case-by-case basis. 

Comment: 

It has been suggested that § 1.770 be modified to permit the 
withdrawal of a patent term extension application within the 30 
day period for response provided for in § 1.750. 

Reply: 

This proposal has been adopted. 

Section 1.775 provides the procedure for calculating the 
length of patent term extension for a human drug product. 

Paragraph (a) of § 1.775 specifies that the extension will run 
from the original expiration date of the patent or any earlier date 
set by terminal disclaimer. 

Paragraph (b) of § 1.775 provides that the patent term would 
be extended by the length of the regulatory review period for 
the product as determined by the Secretary of Health and Human 
Services but reduced, where appropriate, by the time periods 
provided in paragraph (qd). 

Paragraph (c) defines the length of the regulatory review 
period which is determined by the Secretary of Health and 
Human Services. 

For a human drug product, the regulatory review period is 
defined in 35 U.S.C. 156(g)(1)(B) as the sum of: 


(1) The number of days in the period beginning on the date 
an exemption under section 505 or 507 of the Federal Food, 
Drug, and Cosmetic Act became effective for the approved 
human drug product and ending on the date an application was 
initially submitted for the drug product under section 505 or 
507 above or under section 351 of the Public Health Service 
Act; and 

(2) The number of days in the period beginning on the date 
the application was initially submitted for the approved human 
drug product under section 351 of the Public Health Service 
Act or subsection (b) of section 505 or 507 of the Federal Food, 
Drug, and Cosmetic Act and ending on the date the application 
was approved under the section. 

This period is then reduced, where appropriate, by the time 
periods described in paragraph (d). 

Paragraph (d) of § 1.775, defines the term of the patent 
extension by indicating that 

(1) The time period determined from paragraph (c) would 
be reduced, where appropriate by 

(i) The number of days in the periods of paragraph (c)(1) 
and (c)(2) of § 1.775 which were on and before the date on which 
the patent issued 
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(ii) The number of days from paragraphs (c)(1) and (c)(2) 
of § 1.775 during which it is determined under 35 U.S.C. 
156(d)(2)(B) by the Secretary of Health and Human Services 
that applicant did not act with due diligence; and 

(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) after the period has been reduced 
in accordance with paragraphs (d)(1)(i) and (d)(1)(ii) of § 1.775. 
Half days will be ignored for purposes of subtraction. 

(2) Adding the number of days determined in paragraph 
(d)(1) to the original term of the patent as shortened by any 
terminal disclaimer; 

(3) Adding 14 years to the date of approval of the application 
under section 351 of the Public Health Service Act, or subsection 
(b) of section 505 or section 507 of the Federal Food, Drug, 
and Cosmetic Act; 

(4) Comparing the dates for the ends of the periods obtained 
from (d)(2) and (d)(3) with each other and selecting the earlier 
date; 

(5) If the original patent issued after Sept. 24, 1984, (i) by 
adding 5 years to the original expiration date of the patent or 
any earlier date set by terminal disclaimer; and 

(ii) By comparing the dates obtained in paragraphs (d)(4) 
and (d)(5)(i) with each other and selecting the earlier date. 

(6) If the original patent was issued before Sept. 24, 1984 

(i) If no request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug, and Cosmetic Act before Sept. 24, 
1984, by (A) adding 5 years to the original expiration date of 
the patent or any earlier date set by terminal disclaimer and (B) 
by comparing the dates obtained in paragraphs (d)(4) and 
(d)(6)(i)(A) with each other and selecting the earlier date; 

(ii) If a request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug and Cosmetic Act, before Sept. 24, 
1984 and the commercial marketing or use of the product was 
not approved before Sept. 24, 1984, by (A) adding 2 years to 
the original expiration date of the patent or any earlier date set 
by terminal disclaimer, and (B) by comparing the dates obtained 
in paragraph (d)(4) and (d)(6)(ii)(A) with each other and se- 
lecting the earlier date. 

Comment: 

It has been suggested that the PTO publish a form for the 
use by patent term extension applicants in the calculation of the 
extension under §§ 1.775, 1.776 and 1.777. 

Reply: 

This suggestion has been adopted. Suitable forms will be 
available from the PTO. 
Comment: 

It has been suggested that §§ 1.775(d)(1)(ii); 1.776(d)(1)(ii) 
and 1.777(d)(1)(ii) be modified so as to avoid the double 
subtraction of any period for which an applicant has been found 
to have acted without due diligence where such period occurred 
prior to the issuance of the patent. This double subtraction would 
occur since both the period of regulatory review prior to the 
issuance of the patent and the total period of time in which 
applicant has been determined to have acted without due dili- 
gence is subtracted from the length of the regulatory review 
period on which the calculation of the period of extension of 
the patent is based. 

Reply: 

This suggestion has not been adopted since the statute makes 
clear that any part of the regulatory review period which occurs 
before the patent was granted should not be counted toward 
patent term extension, and makes equally clear that any period 
in which the marketing applicant failed to exercise due diligence, 
thereby unnecessarily adding to the length of the regulatory 
review period after the patent issued, should not be considered 
in determining the length of the extension period. 

Comment: 

It has been suggested that the language “half days will be 
ignored for the purposes of subtraction” which appears in §§ 
1.775(d)(1)(iii), 1.776(d)(1 (iii) and 1.777(d)(1)(iii) should be 
clarified. 

Reply: 

The language in question appears in the sections which 
describe how the length of extension of the patent term to which 
an applicant is entitled is to be determined. Specifically the above 
listed sections are directed to the subtraction of one-half of the 
number of days in the period defined by subsection (c)(1), of 
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the same section, after that period has been reduced in accor- 
dance with subsections (d)(1)(i) and (d)(1)(ii) from the regu- 
latory review period as previously determined. Since one-half 
of an odd number of days will result in a fraction or one-half 
day, the above language, which appears in all three sections, 
indicates that the one half-day will be ignored and thus will not 
be subtracted from the regulatory review period. 

Section 1.776 provides the procedure for calculating the 
patent term extension for a food additive or color additive. The 
paragraphs correspond to those of § 1.775. 

Section 1.777 provides the procedure for calculating the 
patent term extension for a medical device. The paragraphs 
correspond to those of § 1.775 with the major difference being 
in the calculation of the regulatory review period. 

Comment: 

It has been suggested that subsection (c) of § 1.777 be 
modified in order for the definition of the “date a clinical 
investigation on humans involving the device was begun” to 
be consistent with the definition provided by FDA(21 CFR 
60.22(c)(1). 

Reply: 

This suggestion has not been adopted since the PTO has used 
the language of the statute and has left to FDA the determination 
of the length of the regulatory review period. 

Section 1.780 specifies that once a determination is made 
pursuant to § 1.750 that a patent is eligible for extension, a 
certificate of extension, under seal, will be issued to the applicant 
for the extension of the term of the patent. Section 1.780 also 
provides that the certificate will be recorded in the official file 
of the patent and will be considered as part of the original patent. 
Section 1.780 also provides for notification of the issuance of 
the certificate of extension to be published in the Official Gazette 
of the Patent and Trademark Office. 

Nocertificate or extension will be issued if the term of a patent 
cannot be extended, even though the patent is otherwise deter- 
mined to be eligible for extension. In such situations the final 
determination made pursuant to § 1.750 would indicate that no 
certificate will issue. 

Comment: 

It has been suggested that § 1.780 be modified to clarify the 
situations contemplated where a patent might be eligible for 
extension but the patent cannot be extended. If the only possible 
exceptions are those of §§ 1.765 and 1.785, the rule should 
so state this fact. 

Reply: 

It is difficult to contemplate all the situations that might arise, 
but situations have occurred where the patent and approved 
product meet all the eligibility requirements of section 720, but 
the term of the patent cannot be extended because the patent 
issued less than three years before the product was approved 
by FDA. 

Section 1.785 specifies the procedures to be followed where 
multiple applications are filed for extension of the same patent 
or of different patents for the same regulatory review period 
for a product. Pub. L. 98-417 and § 1.785 provide that only 
one patent may be extended for a regulatory review period for 
any product. Under § 1.785, if more than one application for 
extension of the same patent is filed, the certificate of extension 
of the term of the patent, if appropriate, would be issued based 
upon the first filed application for extension of patent term. If 
applications are filed by a single applicant for extensions of the 
terms of different patents based upon the same regulatory review 
period for a product, the certificate of extension will be issued 
on the application for extension of the patent having the earliest 
date of issuance of those for which extension is sought unless 
all but a single application for the extension of one patent term 
is voluntarily withdrawn by applicant. 

If applications are filed by different applicants for extension 
of the terms of different patents based upon the same regulatory 
review period for a product, the certificate of extension will be 
issued on the application of the holder of the regulatory approval 
granted with respect to the regulatory review period. If the holder 
of the regulatory approval granted with respect to the regulatory 
review period is not an applicant, the certificate of extension 
will issue to the applicant for extension which holds express 
and exclusive authorization from the holder of the regulatory 
approval to rely upon the regulatory review period as the basis 
for the application for extension. If the holder of the regulatory 
approval is not an applicant and has not given a prior express 


OFFICIAL GAZETTE 


January 7, 1992 


and exclusive authorization to seek extension based on the 
regulatory review period, the certificate of extension will be 
issued on the application for extension of the patent having 
the earliest date of issuance of those for which extension is 
sought. 

An application for extension will be considered complete and 
formal whether it contains the identification of the holder of the 
regulatory approval granted with respect to the regulatory review 
period or express and exclusive authorization from the holder 
of the regulatory approval to rely on the regulatory review period 
for extension. A request may be made of any applicant to supply 
such information regarding the authorization on which applicant 
relies from the holder of the regulatory approval on which the 
application for extension is based. The failure to provide such 
information within the period for response shall be regarded as 
conclusively establishing that the applicant is not the holder of 
the regulatory approval and is not authorized by the holder 
of the regulatory approval to seek the extension being 
sought. 

Environmental, energy, and other considerations: The rule 
change will not have a significant impact on the quality of the 
human environment or conservation of energy resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. 

The General Counsel of the Department of Commerce certified 
to the Small Business Administration that the rule change will 
not have a significant adverse economic impact on a substantial 
number of small entities because patented drugs are generally 
not commercialized by small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, State, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The information collection requirement contained in this 
proposed rule has been submitted by OMB for review under 
section 3504(h) of the Paperwork Reduction Act. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Conflict of interest, Courts, Inven- 
tions and patents, Lawyers. 


Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6 and Pub. L. 98-417, the Patent and Trademark Office is 
amending Title 37 of the Code of Federal Regulations as set 
forth below. 


PART 1—{AMENDED] 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by adding a new paragraph (f) 
before the note to read as follows: 


§ 1.1 All communications to be addressed to the Commissioner 
of Patents and Trademarks. 


(f) All applications for extension of patent term and any 
communications relating thereto intended for the Patent and 
Trademark Office should be additionally marked “Box Patent 
Ext.” When appropriate, the communication should also be 
marked to the attention of a particular individual, as where a 
decision has been rendered. 
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3. Section 1.20 is amended by adding a new paragraph (n) 
to read as follows: 


§ 1.20 Post-issuance fees. 


eee *% 


(n) For filing an application for extension of the term of a patent 
(§ 1.740) 


4. A new Subpart F—Extension of Patent Term, consisting 
of §§ 1.710 through 1.785 is added to read as follows: 
Subpart F—Extension of Patent Term 


Sec. 

1.710 
1.720 
1.730 
1.740 
1.741 
1.750 


Patents subject to extension of the patent term. 
Conditions for extension of patent term. 

Applicant for extension of patent term. 
Application for extension of patent term. 

Filing date of application. 

Determination of eligibility for extension of patent 
term. 

Interim extension of patent term. 

Duty of disclosure in patent term extension proceed 
ings. 

apres withdrawal of application for extension of 
patent term. 

Calculation of patent term extension for a human drug 
product. 

Calculation of patent term extension for a food 
additive or color additive. 

Calculation of patent term extension for a medical 
device. 

Certificate of extension of patent term. 

Multiple applications for extension of term of the same 
patent or of different patents for the same regulatory 
review period for a product. 


1.760 
1.765 


1.770 
1.775 
1.776 
1.777 


1.780 
1.785 


Subpart F—Extension of Patent Term 
Authority: 35 U.S.C. 6 and 156. 
§ 1.710 Patents subject to extension of the patent term. 


(a) A patent is eligible for extension of the patent term if 
the patent claims a product as defined in paragraph (b) of this 
section, or a method of using such a product, or a method of 
manufacturing such a product, and meets all other conditions 
and requirements of this subpart. 

(b) The term “product” referred to in paragraph (a) of this 
section means— 


(1) A human drug product which means the active ingredient 
of a new drug, antibiotic drug, or human biological product (as 
those terms are used in the Federal Food, Drug, and Cosmetic 
Act and the Public Health Service Act) including any salt or 
ester of the active ingredient, as a single entity or in combination 
with another active ingredient; or 

(2) Any medical device, food additive, or color additive 
subject to regulation under the Federal Food, Drug, and Cos- 
metic Act. 


§ 1.720 Conditions for extension of patent term. 


The term of a patent may be extended if: 

(a) The patent claims a product or a method of using or 
manufacturing a product as defined in § 1.710; 

(b) The term of the patent has never been previously exte- 
nded except for any interim extension issued pursuant to § 
1.760; 

(c) An application for extension is submitted in compliance 
with § 1.740; 

(d) The product has been subject to a regulatory review period 
as defined in 35 U.S.C. 156(g) before its commercial marketing 
or use; 

(e) The product has received permission for commercial 
marketing or use and 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 297 
(147) 


(i) The permission for the commercial marketing or use of 
the product is the first received permission for commercial 
marketing or use under the provision of law under which the 
applicable regulatory review occurred, or 

(ii) In the case of a patent claiming a method of manufacturing 
the product which primarily uses recombinant DNA technology 
in the manufacture of the product, the permission for the com- 
mercial marketing or use is the first received permission for the 
commercial marketing or use of a product manufactured under 
the process claimed in the patent; 


(f) The application is submitted within the sixty day period 
beginning on the date the product first received permission for 
commercial marketing or use under the provisions of law under 
which the applicable regulatory review period occurred, or in 
the case of a patent claiming a method of manufacturing the 
product which primarily uses recombinant DNA technology in 
the manufacture of the product, the application for extension 
is submitted within the sixty day period beginning on the date 
of the first permitted commercial marketing or use of a product 
manufactured under the process claimed in the patent; 

(g) The term of the patent has not expired before the sub- 
mission of an application in compliance with § 1.741; and 

(h) No other patent term has been extended for the same 
regulatory review period for the product. 


§ 1.730 Applicant for extension of patent term . 


Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent and 
must comply with the requirements of § 1.740. 


§ 1.740 Application for extension of patent term . 


(a) An application for extension of patent term must be made 
in writing to the Commissioner of Patents andTrademarks. A 
formal application for the extension of patent term shall include: 


(1) A complete identification of the approved product as by 
appropriate chemical and generic name, physical structure or 
characteristics; 

(2) A complete identification of the Federal statute including 
the applicable provision of law under which the regulatory 
review occurred; 

(3) An identification of the date on which the product re- 
ceived permission for commercial marketing or use under the 
provision of law under which the applicable regulatory review 
period occurred; 

(4) In the case of a human drug product, an identification 
of each active ingredient in the product and as to each active 
ingredient, a statement that it has not been previously approved 
for commercial marketing or use under the Federal Food, Drug 
and Cosmetic Act, or a statement of when the active ingredient 
was approved for commercial marketing or use (either alone 
or in combination with other active ingredients) and the pro- 
vision of law under which it was approved. 

(5) A statement that the application is being submitted within 
the sixty day period permitted for submission pursuant to § 
1.720(f) and an identification of the date of the last day on which 
the application could be submitted; 

(6) A complete identification of the patent for which an 
extension is being sought by the name of the inventor, the patent 
number, the date of issue, and the date of expiration; 

(7) A copy of the patent for which an extension is being 
sought, including the entire specification (including claims) and 
drawings; 

(8) Acopy of any disclaimer, certificate of correction, receipt 
of maintenance fee payment, or reexamination certificate issued 
in the patent; 

(9) A statement beginning on a new page that the patent 
claims the approved product or a method of using or manufac- 
turing the approved product, and a showing which lists each 
applicable patent claim and demonstrates the manner in which 
each applicable patent claim reads on the approved product or 
a method of using or manufacturing the approved product; 

(10) A statement beginning on a new page of the relevant 
dates and information pursuant to 35 U.S.C. 156(g) in order to 
enable the Secretary of Health and Human Services to determine 
the applicable regulatory review period as follows: 
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(i) For a patent that claims a human drug product, the effective 
date of the investigational new drug (IND) application and the 
IND number, the date on which a new drug application (NDA) 
was initially submitted and the NDA number, and the date on 
which the NDA was approved; 

(ii) For a patent that claims a food or color additive, the date 
a major health or environmental effects test on the additive was 
initiated and any available substantiation of that date; the date 
on which a petition for product approval under the Federal Food, 
Drug and Cosmetic Act was initially submitted and the petition 
number; and the date on which the FDA published a Federal 
Register notice listing the additive for use; 

(iii) For a patent that claims a medical device, the effective 
date of the investigational device exemption (IDE) and the IDE 
number, if applicable, or the date on which the applicant began 
the first clinical investigation involving the device if no IDE 
was submitted and any available substantiation of that date; the 
date on which an application for product approval under section 
515 of the Federal Food, Drug and Cosmetic Act was initially 
submitted and the number of the application; and the date on 
which the application was approved. 


(11) A brief description beginning on a new page of the 
significant activities undertaken by the marketing applicant 
during the applicable regulatory review period with respect to 
the approved product and the significant dates applicable to such 
activities; 

(12) A statement beginning on a new page that in the opinion 
of the applicant the patent is eligible for the extension and a 
statement as to the length of extension claimed, including how 
the length of extension was determined; 

(13) A statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and Trademarks and 
the Secretary of Health and Human Services any information 
which is material to the determination of entitlement to the 
extension sought (see § 1.765); 

(14) The prescribed fee for receiving and acting upon the 
application for extension (see § 1.20(n)); 

(15) The name, address, and telephone number of the person 
to whom inquiries and correspondence relating to the applica- 
tion for patent term extension are to be directed; 

(16) A duplicate of the application papers, certified as such; 
and 

(17) An oath or declaration as set forth in paragraph (b) of 
this section. 


(b) Any oath or declaration submitted in compliance with 
paragraph (a) of this section must be signed by the owner of 
record of the patent or its agent, specifically identify the papers 
and the patent for which an extension is sought and aver that 
the person signing the oath or declaration: 


(1) Is the owner, an official of a corporate owner authorized 
to obligate the corporation, or a patent attorney or agent author- 
ized to practice before the Patent and Trademark Office and who 
has general authority from the owner to act on behalf of the 
owner in patent matters. 

(2) Has reviewed and understands the contents of the ap- 
plication being submitted pursuant to this section; 

; ® ‘wees the patent is subject to extension pursuant to 

1.710; 

(4) Believes an extension of the length claimed is justified 
under 35 U.S.C. 156 and the applicable regulations; and 

(5) Believes the patent for which the extension is being sought 
meets the conditions for extension of the term of a patent as 
set forth in § 1.720. 


(c) If any application for extension of patent term submitted 
pursuant to this section is held to be informal, applicant may 
seek to have that holding reviewed by filing a petition with the 
required fee, as necessary, pursuant to § 1.181, § 1,182 or 
§ 1.183, as appropriate, within such time as may be set in the 
notice that the application has been held to be informal, or if 
no time is set, within one month of the date on which the 
application was held informal. The time periods set forth herein 
are subject to the provisions of 37 CFR 1.136. 


§ 1.741 Filing date of application 
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(a) The filing date of an application for extension of patent 
term is the date on which a complete application is received 
in the Patent and Trademark Office or filed pursuant to the 
“Certificate of Mailing” provisions of 37 CFR 1.8 or “Express 
Mail” provisions of 37 CFR 1.10. 

A complete application shall include: 


(1) An identification of the approved product; 

(2) An identification of the Federal statute under which 
regulatory review occurred; 

(3) An identification of the patent for which an extension 
is being sought; 

(4) An identification of each claim of the patent which claims 
the approved product or a method of using or manufacturing 
the approved product; 

(5) Sufficient information to enable the Commissioner to 
determine under 35 U.S.C. 156 subsections (a) and (b) the 
eligibility of a patent for extension and the rights that will be 
derived from the extension and information to énable the 
Commissioner and the Secretary of Health and Human Services 
to determine the period of the extension; and 

(6) A brief description of the activities undertaken by the 
marketing applicant during the applicable regulatory review 
period with respect io the approved product and the significant 
dates applicable to such activities. 


(b) If any application submitted pursuant to this section is 
held to be incomplete, applicant may seek to have this holding 
reviewed under § 1.181. 


§ 1.750 Determination of eligibility for extension of patent 
term 


A determination as to whether a patent is eligible for exten- 
sion may be made by the Commissioner solely on the basis of 
the representations contained in the application for extension 
filed in compliance with § 1.740. This determination may be 
delegated to appropriate Patent and Trademark Office officials 
and may be made at any time before the certificate of extension 
is issued. The Commissioner or other appropriate officials may 
require from applicant further information or make such inde- 
pendent inquiries as desired before a final determination is made 
on whether a patent is eligible for extension. A notice will be 
mailed to applicant containing the determination as to the eli- 
gibility of the patent for extension and the period of time of 
the extension, if any. This notice shall constitute the final 
determination as to the eligibility and any period of extension 
of the patent. A single request for reconsideration of a final 
determination may be made iffiled by the applicant within such 
time as may be set in the notice of final determination or, if 
no time is set, within one month from the date of the final 
determination. The time periods set forth herein are subject to 
the provisions of 37 CFR 1.136. 


§ 1.760 Interim extension of patent term 


An applicant who has filed a formal application for extension 
in compliance with § 1.740 may request one or more interim 
extensions for periods of up to one year each pending a final 
determination on the application pursuant to § 1.750. Any such 
request should be filed at least three months prior to the ex- 
piration date of the patent. The Commissioner may issue interim 
extensions, without a request by the applicant, for periods of 
up to one year each until a final determination is made. The 
patent owner or agent will be notified when an interim extension 
is granted and notice of the extension will be published in the 
Official Gazette of the Patent and Trademark Office. The notice 
will be recorded in the official file of the patent and will be 
considered as part of the original patent. In no event will the 
interim extensions granted under this section be longer than the 
maximum period of extension to which the applicant would be 
eligible. 


§ 1.765 Duty of disclosure in patent term extension proceed- 
ings. 


(a) A duty of candor and good faith toward the Patent and 
Trademark Office and the Secretary of Health and Human 
Services rests on the patent owner or its agent, on each attomney 
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or agent who represents the patent owner and on every other 
individual who is substantively involved on behaif of the patent 
owner in a patent term extension proceeding. All such individu- 
als who are aware, or become aware, of material information 
adverse to a determination of entitlement to the extension sought, 
which has not been previously made of record in the patent term 
extension proceeding must bring such information to the atten- 
tion of the Office or the Secretary, as appropriate, in accordance 
with paragraph (b) of this section, as soon as it is practical to 
do so after the individual becomes aware of the information. 
Information is material where there is a substantial likelihood 
that the Office or the Secretary would consider it important in 
determinations to be made in the patent term extension proceed- 
ing. 

(b) Disclosures pursuant to this section must be accompanied 
by a copy of each written document which is being disclosed. 
The disclosure must be made to the Office or the Secretary, as 
appropriate, unless the disclosure is material to determinations 
to be made by both the Office and the Secretary, in which case 
duplicate copies, certified as such, must be filed in the Office 
and with the Secretary. Disclosures pursuant to this section may 
be made to the Office or the Secretary, as appropriate, through 
an attorney or agent having responsibility on behalf of the patent 
owner or its agent for the patent term extension proceeding or 
through a patent owner acting on his or her own behalf. Dis- 
closure to such an attorney, agent or patent owner shall satisfy 
the duty of any other individual. Such an attorney, agent or patent 
owner has no duty to transmit information which is not mater- 
ial to the determination of entitlement to the extension 
sought. 

(c) No patent will be determined eligible for extension and 
no extension will be issued if it is determined that fraud on the 
Office or the Secretary was practiced or attempted or the duty 
of disclosure was violated through bad faith or gross negligence 
in connection with the patent term extension proceeding. If it 
is established by clear and convincing evidence that any fraud 
was practiced or attempted on the Office or the Secretary in 
connection with the patent term extension proceeding or that 
there was any violation of the duty of disclosure through bad 
faith or gross negligence in connection with the patent term 
extension proceeding, a final determination will be made pur- 
suant to § 1.750 that the patent is not eligible for extension. 

(d) The duty of disclosure pursuant to this section rests on 
the individuals identified in paragraph (a) of this section and 
no submission on behalf of third parties, in the form of protests 
or otherwise, will be considered by the Office. Any such sub- 
missions by third parties to the Office will be returned to the 
party making the submission, or otherwise disposed of, without 
consideration by the Office. 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 
by filing in the Office, in duplicate, a written declaration of 
withdrawal signed by the owner of record of the patent or its 
agent. An application may not be expressly withdrawn after the 
date permitted for response to the final determination on the 
application. An express withdrawal pursuant to this section is 
effective when acknowledged in writing by the Office. The filing 
of an express withdrawal pursuant to this section and its accep- 
tance by the Office does not entitle applicant to a refund of the 
filing fee (§ 1.20(n)) or any portion thereof. 


§ 1.775 Calculation of patent term extension for a human 
drug product. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a human drug product is eligible for extension, the term shall 
be extended by the time as calculated in days in the manner 
indicated by this section. The patent term extension will run from 
the original expiration date of the patent or any earlier date set 
by terminal disclaimer (§ 1.321). 

(b) The term of the patent for a human drug product will 
be extended by the length of the regulatory review period for 
the product as determined by the Secretary of Health and Human 
Services, reduced as appropriate pursuant to paragraphs (d)(1) 
through (d)(6) of this section. 
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(c) The length of the regulatory review period for a human 
drug product will be determined by the Secretary of Health and 
Human Services. Under 35 U.S.C. 156(g)(1)(B), it is the sum 
of- 


(1) The number of days in the period beginning on the date 
an exemption under subsection (i) of section 505 or subsection 
(d) of section 507 of the Federal Food, Drug, and Cosmetic Act 
became effective for the approved human drug and 
ending on the date an application was initially submitted for 
such drug product under those sections or under section 351 
of the Public Health Service Act; and 

(2) The number of days in the period beginning on the date 
the application was initially submitted for the approved human 
drug product under section 351 of the Public Health Service 
Act, subsection (b) of section 505 or section 507 of the Federal 
Food, Drug, and Cosmetic Act and ending on the date such 
application was approved under such section. 


(d) The term of the patent as extended for a human drug 
product will be determined by— 


(1) Subtracting from the number of days determined by the 
Secretary of Health and Human Services to be in the regulatory 
review period: 


(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section which were on and before the date 
on which the patent issued; 

(ii) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section during which it is determined under 
35 U.S.C. 156(d)(2)(B) by the Secretary of Health and Human 
Services that applicant did not act with due diligence; 

(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) of this section after that period is 
reduced in accordance with paragraphs (d)(1)(i) and (ii) of this 
section; half days will be ignored for purposes of subtrac- 
tion; 


(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as short- 
ened by any terminal disclaimer; 

(3) By adding 14 years to the date of approval of the 
application under section 351 of the Public Health Service Act, 
or subsection (b) of section 505 or section 507 of the Federal 
Food, Drug, and Cosmetic Act; 

(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section 
with each other and selecting the earlier date; 

(5) If the original patent was issued after Sept. 24, 1984, 


(i) By adding 5 years to the original expiration date of the 
patent or any earlier date set by terminal disclaimer; and 

(ii) By comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(5)(i) of this section with each other and selecting 
the earlier date; 


(6) If the original patent was issued before Sept. 24, 1984, 
and 


(i) If no request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug, and Cosmetic Act before Sept. 24, 
1984, by- 


(A) Adding 5 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer; and 

(B) By comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(i)(A) of this section with each other and selecting 
the earlier date; or 


(ii) If a request was submitted for an exemption under 
subsection (i) of section 505 or subsection (d) of section 507 
of the Federal Food, Drug, and Cosmetic Act before Sept. 24, 
1984 and the commercial marketing or use of the product was 
not approved before Sept. 24, 1984, by- 


(A) Adding 2 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer, and 
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(B) By comparing the dates obtained pursuant to paragraphs 
(d(4) on Agee mgd of this section with each other and 
selecting the earlier date. 


§ 1.776 Calculation of patent term extension for a food 
additive or color additive. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a food additive or color additive is eligible for extension, 
the term shall be extended by the time as calculated in days in 
the manner indicated by this section. The patent term extension 

original expiration date of the patent or earlier 
date set by terminal disclaimer (§ 1.321). 

(b) The term of the patent for a food additive or color additive 

ee ae ee oe ee ene 
determined by the Secretary of Health and 
appropriate pursuant to paragraphs 

(d)(1) through (d)(6) of this section. 

(c) The length of the regulatory review for a food 
additive or color additive will be et Secretary 
of Health and Human Services. Under 35 U.S.C. 156(g)(2)(B), 
it is the sum of- 

(1) The number of days in the period beginning on the date 
a major health or environmental effects test on the additive was 
initiated and ending on the date a petition was initially submitted 
with respect to the approved product under the Federal Food, 
Drug, and Cosmetic Act requesting the issuance of a regulation 
for use of the product; and 

(2) The number of days in the period beginning on the date 
a petition was initially submitted with respect to the approved 
product under the Federal Food, Drug, and Cosmetic Act re- 
questing the issuance of a regulation for use of the product, and 
ending on the date such regulation became effective or, if 
objections were filed to such regulation, ending on the date such 
objections were resolved and commercial marketing was 
permitted or, if commercial marketing was permitted and later 
revoked pending further proceedings as a result of such objec- 
tions, ending on the date such proceedings were finally resolved 
and commercial marketing was permitted. 


(d) The term of the patent as extended for a food additive 
or color additive will be determined by 


(1) Subtracting from the number of days determined by the 
Secretary of Health and Human Services to be in the regulatory 
review period: 


(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section which were on and before the date 
on which the patent issued; 

(ii) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section during which it is determined under 
35 U.S.C. 156(d)(2)(B) by the Secretary of Health and Human 
Services that applicant did not act with due diligence; 

(iii) The number of days equal to one-half the number of 
days remaining in the period defined by paragraph (c)(1) of this 
section after that period is reduced in accordance with para- 
graphs (d)(1)(i) and (ii) of this section; half days will be ignored 
for purposes of subtraction; 


(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as short- 
ened by any terminal disclaimer; 

(3) By adding 14 years to the date a regulation for use of 
the product became effective or, if objections were filed to such 
regulation, to the date such objections were resolved and com- 
mercial marketing was permitted or, if commercial marketing 
was permitted and later revoked pending further proceedings 
as a result of such objections, to the date such proceedings 
were finally resolved and commercial marketing was permit- 


(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section 
with each other and selecting the earlier 4 

(5) If the original patent was issued after Sept. 24, 1984, 


(i) By adding 5 years to the original expiration date of the 
patent or earlier date set by terminal disclaimer; and 
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(ii) By pursuant to paragraphs 


dates obtained 
ana x otis ston with exch ther and seetng 
the earlier date: 


(6) If the original patent was issued before Sept. 24, 1984, 


and 


(i) If no major health or environmental effects test was 
initiated and no petition for a regulation or application for 
registration was submitted before Sept. 24, 1984, by 


naa kg mae «ge a maa 
or earlier date set by terminal disclaimer, 
(B) ih cutpatay Se duveciedasspeoenstepilliiaite 
Cou and (d)(6)(i)(A) of this section with each other and selecting 
earlier date; or 


(ii) If a major health or environmental effects test was initiated 
or a petition for a regulation or application for registration was 
submitted by Sept. 24, 1984, and the commercial marketing or 
use of the product was not approved before Sept. 24, 1984, by 


po acy = pap apne | h cecnye nt patel 
or earlier date set by terminal disclaimer, and 

(B) By ing the dates obtained pursuant to paragraphs 
(d(4) a (d)(6)(iiM(A) of this section with each other and 
selecting the earlier date. 


§ 1.777 Calculation of patent term extension for a medical 
device. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a medical device is eligible for extension, the term shall be 
extended by the time as calculated in days in the manner in- 
dicated by this section. The patent term extension will run from 
the original expiration date of the patent or earlier date as set 
by terminal disclaimer (§ 1.321). 

(b) The term of the patent for a medical device will be 
extended by the _length of the regulatory review period for 
the product as determined by the Secretary of Health and Human 
Services, reduced as appropriate pursuant to paragraphs (d)(1) 
through (d)(6) of this section. 

(c) The length of the regulatory review period for a medical 
device will be determined by the Secretary of Health and Human 
Services. Under 35 U.S.C. 156(g) (3)(B), it is the sum of 


(1) The number of days in the period beginning on the date 
a Clinical investigation on humans involving the device was 
begun and ending on the date an application was initially submitted 
with respect to the device under section 515 of the Federal Food, 
Drug, and Cosmetic Act; and 

(2) The number of days in the period beginning on the date 
the application was initially submitted with respect to the device 
under section 515 of the Federal Food, Drug, and Cosmetic Act, 
and ending on the date such application was approved under 
such Act or the period beginning on the date a notice of comple- 
tion of a product development protocol was initially submitted 
under section 515(f)(5) of the Act and ending on the date the 
protocol was declared completed under section 515(f)(6) of the 
Act. 


(d) The term of the patent as extended for a medical device 
will be determined by— 


(1) Subtracting from the number of days determined by the 
Secretary of Health and Human Services to be in the regulatory 
review period pursuant to paragraph (c) of this section: 


(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section which were on and before the date 
on which the patent issued; 

(ii) The number of days in the periods of om (c)(1) 
and (c)(2) of this section during which it is determined under 
35 U.S.C. 156(d)(2)(B) by the Secretary of Health and Human 
Services that applicant did not act with due diligence; 

(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) of this section after that period is 
reduced in accordance with paragraphs (d)(1)(i) and (ii) of this 
section; half days will be ignored for purposes of subtraction; 
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(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as short- 
ened by any terminal disclaimer; 

(3) By adding 14 years to the date of approval of the ap- 
plication under section 515 of the Federal Food, Drug, and 
Cosmetic Act or the date a product development protocol was 
declared completed under section 515(f)(6) of the Act; 

(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section 
with each other and selecting the earlier date; 

(5) If the original patent was issued after Sept. 24, 1984, (i) 
By adding 5 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer; and 


(ii) By comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(5)(i) of this section with each other and selecting 
the earlier date; 


(6) If the original patent was issued before Sept. 24, 1984, 
and 


(i) If noclinical investigation on humans involving the device 
was begun or no product development protocol was submitted 
under section 515(f)(5) of the Federal Food, Drug, and Cosmetic 
Act before Sept. 24, 1984, by 

(A) Adding 5 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer and 

(B) By comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(i)(A) of this section with each other and selecting 
the earlier date; or 


(ii) If a clinical investigation on humans involving the device 
was begun or a product development protocol was submitted 
under section 515(f)(5) of the Federal Food, Drug, and Cosmetic 
Act before Sept. 24, 1984 and the commercial marketing or use 
of the product was not approved before Sept. 24, 1984, by 


(A) Adding 2 years to the original expiration date of the patent 
or earlier date set by terminal disclaimer, and 

(B) By comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(ii)(A) of this section with each other and 
selecting the earlier date. 


§ 1.780 Certificate of extension of patent term. 


If a determination is made pursuant to § 1.750 that a patent 
is eligible for extension and that the term of the patent is to be 
extended, a certificate of extension, under seal, will be issued 
to the applicant for the extension of the patent term. Such 
certificate will be recorded in the official file of the patent and 
will be considered as part of the original patent. Notification 
of the issuance of the certificate of extension will be published 
in the Official Gazette of the Patent and Trademark Office. No 
certificate of extensio will be issued if the term of the patent 
cannot be extended, even though the patent is otherwise deter- 
mined to be eligible for extension. In such situations the final 
determination made pursuant to § 1.750 will indicate that no 
certificate wiil issue. 


§ 1.785 Multiple applications for extension of term of the 
same patent or of different patents for the same regulatory 
review period for a product. 


(a) Only one patent may be extended for a regulatory review 
period for any product (§ 1.720(g)). If more than one application 
for extension of the same patent is filed, the certificate of 
extension of patent term, if appropriate, will be issued based 
upon the first filed application for extension. 

(b) If more than one application for extension is filed by a 
single applicant which seeks the extension of the term of two 
or more patents based upon the same regulatory review period, 
and the applications are otherwise eligible for extension pur- 
suant to the requirement of this subpart, the certificate of ex- 
tension of patent term, if appropriate, will be issued upon the 
application for extension of the patent having the earliest date 
of issuance of those patents for which extension is sought. 

(c) If an application for extension is filed which seeks the 
extension of the term of a patent based upon the same regulatory 
review period as that relied upon in one or more applications 
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for extension pursuant to the requirements of this subpart, the 
certificate of extension of patent term will be issued on the 
application only if- 


(1) The applicant for extension is the holder of the regulatory 
approval granted with respect to the regulatory review period, 
or 


(2) The holder of the regulatory approval granted with respect 
to the regulatory review period is not an applicant and the 
applicant for extension holds express and exclusive authoriza- 
tion from the holder of the regulatory approval to rely upon the 
regulatory review period as the basis for the application for 
extension, or 

(3) The holder of the regulatory approval granted with respect 
to the regulatory review period is not an applicant and no 
applicant for extension holds an express and exclusive authori- 
zation from the holder of the regulatory approval to rely upon 
the regulatory review period as the basis for the application for 
extension and the application is for extension of the patent 
having the earliest date of issuance of those patents for which 
extension is sought based upon the same regulatory review 
period. 


(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification 
of the holder of the regulatory approval granted with respect 
to the regulatory review period or express and exclusive au- 
thorization from the holder of the regulatory approval to rely 
on the regulatory review period for extension. When an appli- 
cation contains such information, or is amended to contain such 
information, it will be considered in determining whether an 
application is eligible for an extension under this section. A 
request may be made of any applicant to supply such information 
within a non-extendable period of not less than one (1) month 
whenever multiple applications for extension of more than one 
patent are received and rely upon the same regulatory review 
period. Failure to provide such information within the period 
for response set shall be regarded as conclusively establishing 
that the applicant is not the holder of the regulatory approval 
and is not expressly and exclusively authorized by the holder 
of the regulatory approval to seek the extension being sought. 

(e) Determinations made under this section shall be included 
in the notice of final determination of eligibility for extension 
of the patent term pursuant to § 1.750 and shall be regarded 
as part of that determination. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Jan. 9, 1987. 


[FR Doc. 87-6045 Filed 3-23-87; 8:45 am] 
BILLING CODE 3510-16-M 


[1079 OG 52] 


(148) Guidelines for Extension of Patent Term for 
New Animal Drugs or Veterinary Biological 
Products Under 35 U.S.C. 156 as Amended 


This notice establishes initial guidelines for patent owners 
seeking extensions of patent terms for new animal drugs or 
veterinary biological products pursuant to 35 U.S.C. § 156 as 
amended. See Pub. L. No. 100-670 enacted Nov. 16, 1988. These 
guidelines are effective until further notice. This notice does not 
affect the procedures in place for extensions of patent terms for 
human drug products, food additives, color additives, or medical 
devices as described in 52 Federal Register 9386 (Mar. 24, 1987) 
and 1079 Official Gazette 52 (June 23, 1987); this notice relates 
solely to procedures for extensions of patent terms for new 
animal drugs and veterinary biological products. In time, the 
pertinent regulations (37 C.F.R. Part 1, Subpart F) will be changed 
to encompass all items for which patent term extension is 
authorized. 

A patent owner or its agent should use the guidelines in the 
various sections below in determining whether a patent is subject 
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to, and meets the conditions for, extension of its term for a new 
animal drug or a veterinary biological product. If so, the patent 
owner or its agent should also use the guidelines below in 
preparing and filing an application for extension of the patent 
term. If any application for extension of the term of a patent 
for a new animal drug or a veterinary biological product is filed 
in accordance with 35 U.S.C. § 156 as amended before the date 
on which this notice is published in the Official Gazette and 
the application is not in compliance with the requirements of 
this notice, applicant will be notified of the deficiencies in the 
application and will be given a period of time within which to 
correct those deficiencies. 


Guidelines 
§ A. Patents subject to extension of the patent term 


(a) Any patent that claims a product as defined in paragraph 
(b) of this section, or a method of using such a product, 
or a method of manufacturing such a product, is now subject 
to being extended under 35 U.S.C. § 156 as amended. 

(b) The term “product” referred to in paragraph (a) of this 
section means a new animal drug or veterinary biological 
product (as those terms are used in the Federal Food, Drug 
and Cosmetic Act and the Virus-Serum-Toxin Act) that is 
not primarily manufactured using recombinant DNA, re- 
combinant RNA, hybridoma technology, or other processes 
involving site specific genetic manipulation techniques, 
including any salt or ester of the active ingredient, as a 
single entity or in combination with another active ingre- 
dient. 


§ B. Conditions for extension of a term of a patent 
The term of a patent may be extended if: 


(a) the patent claims a product or a method of using or manu- 
facturing a product as defined in § A of this notice; 

(b) the term of the patent has never been previously extended; 

(c) an application for extension is submitted pursuant to § D 
of this notice; 

(d) the product has been subject to a regulatory review period 
as defined in 35 U.S.C. § 1.56(g) and by the Secretary of 
Health and Human Services or the Secretary of Agriculture, 
as appropriate, before its commerical marketing or use; 
the product has received permission for commerical mar- 
keting or use and the application is submitted within the 
sixty day period beginning on the date the product first 
received permission for commerical marketing or use under 
the provision of law under which the applicable regulatory 
review period occurred; 

(f) the term of the patent has not expired before the submission 
of the application pursuant to § D of this notice; and 

(g) no other patent has been extended for the same regulatory 
review period for the product. 


§ C. Applicant for extension of patent term 


Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent as 
defined in 37 C.F.R. § 1.740(b)(1) and must comply with the 
requirements of § D of this notice. 


§ D. Application for extension of the term of a patent 


(a) An application for extension of the term of a patent must 
be made in writing to the Commissioner of Patents and 
Trademarks. The filing date of an application for an exten- 
sion of the term of a patent is the date on which the complete 
application for extension and a duplicate of the papers, 
certified as such, are received in the Patent and Trademark 
Office or filed pursuant to the provisions of 37 C.F.R. 
§§ 1.8 or 1.10. 

A complete application for the extension of the term of a 
patent comprises: 


(1) acomplete identification of the product as by appro- 
priate chemical and generic name, physical structure 
or characteristics; 
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(2) acomplete identification of the Federal statute includ- 
ing the applicable provision of law under which the 
regulatory review occurred; 

(3) an identification of the date on which the product 
received permission for commerical marketing or use 
under the provision of law under which the applicable 
regulatory review period occurred; 
an identification of each active ingredient in the prod- 
uct and as to each active ingredient, a statement that 
it has not been previously approved for commerical 
marketing or use under the Federal Food, Drug and 
Cosmetic Act, the Public Health Services Act, or a 
statement of when the active ingredient was approved 
for commerical marketing or use (either alone or in 
combination with other active ingredients), the use for 
which it was approved, and the provision of law under 
which it was approved; 

a statement that the application is being submitted 
within the sixty day period permitted for submission 
pursuant to 37 C.F.R. § 1.720(f) and an identification 
of the last day on which the application may be sub- 
mitted; 

a complete identification of the patent for which an 
extension is being sought by the name of the inventor(s), 
the patent number, the date of issue, and the date of 
expiration; 

a copy of the patent for which an extension is being 
sought, including the entire specification (including 
claims) and drawings; 

a copy of any disclaimer, certificate of correction, 
receipt of maintenance fee payment, or reexamination 
certificate issued in the patent; 

a statement beginning on a new page that the patent 
claims the product or a method of using or manufac- 
turing the product, and a showing that lists each 
applicable patent claim and demonstrates the manner 
in which each applicable patent claim reads on the 
product or a method of using or manufacturing the 
product; 

(10) a statement beginning on a new page of the relevant 
dates and information pursuant to 35 U.S.C. § 156(g) 
to enable the Secretary of Health and Human Services 
or the Secretary of Agriculture, as appropriate, to de- 
termine the applicable regulatory review period as 
follows: 


(i) for a patent claiming an animal drug product, (a) the 
date a major health or environmental effects test on 
the drug was initiated and any available substantia- 
tion of that date or the date of an exemption under 
subsection (j) of section 512 of the Federal Food, 
Drug, and Cosmetic Act became effective for such 
animal drug product, (b) the date on which a new 
drug application was initially submitted, (c) the 
number of the application, and (d) the date on which 
the application was approved; and 

(ii) for a patent claiming a veterinary biological product, 
(a) the date the authority to prepare an experimental 
biological product under the Virus-Serum-Toxin Act 
became effective, (b) the date an application for a 
license was submitted under the Virus-Serum-Toxin 
Act, and (c) the date the license issued; 


(11) a brief description beginning on a new page of the 
significant activities undertaken by the marketing 
applicant during the applicable regulatory review pe- 
riod with respect to the product and the significant 
dates applicable to such activities; 

(12) a statement beginning on a new page that in the opinion 
of the applicant the patent is eligible for the extension 
and a statement as to the length of the extension 
claimed, including how the length of the extension was 
determined; 

(13) a statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and Trade- 
marks and the Secretary of Health and Human Services 
or the Secretary of Agriculture, as appropriate, any 
information that is material to the determination of 
entitlement to the extension sought; 
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(14) the prescribed fee for receiving and acting upon the 
application for extension (see § F of this notice) and 
an oath or declaration as set forth in paragraph (c) of 
this section; and 

(15) the name, address, and telephone number of the person 
to whom inquiries and correspondence relating to the 
application for patent term extension are to be di- 

rected. 


Any application for extension of the term of a patent sub- 
mitted pursuant to paragraphs (a) and (b) of this section must 
include an oath or declaration signed by the owner of record 
of the patent or its agent that specifically identifies the 
application papers and the patent for which an extension 
is sought and avers that the person signing the oath or 
declaration: 


(1) is the owner, an official of a corporate owner author- 
ized to obligate the corporation, or a patent attorney 
or agent authorized to practice before the Patent and 
Trademark Office and who has general authority from 
the owner to act on behalf of the owner in patent 
matters; 

(2) has reviewed and understands the contents of the 
application being submitted pursuant to this section; 

(3) believes the patent is subject to extension pursuant to 
§ A of this notice; 

(4) believes an extension of the length claimed is justified 
under 35 U.S.C. § 156 as amended; and 

(5) believes the patent for which the extension is being 
sought meets the conditions for extension of the term 
of a patent as set forth in § B of this notice. 


(d) If any application for extension of term of the patent sub- 
mitted pursuant to this section is held to be incomplete, 
applicant may seek to have that holding reviewed by filing 
a petition pursuant to 37 C.F.R. § 1.182 within such time 
as may be set, or if no time is set, within one month of the 
date on which the application was held incomplete. Com- 
pliance with the provisions of these guidelines that are not 
required by statute may be waived in appropriate circum- 
stances. 37 C.F.R. § 1.183. 


§ E. Interim extension of the term of a patent 


An applicant who has filed an application for extension 
pursuant to § D of this notice may request one or more interim 
extensions for periods of up to one year pending a final deter- 
mination on the application. Any such request should be filed 
at least three months prior to the expiration date of the patent. 
The Commissioner may issue interim extensions for periods up 
to one year until a final determination is made without a request 
by the applicant. In no event will the interim extensions granted 
under this section be longer than the maximum period of ex- 
tension to which the applicant would be eligible. 


§ F. Fee for receiving and acting on an application for extension 
of the term of a patent 


Pursuant to 35 U.S.C. § 156(h), the Commissioner has de- 
termined that a fee as set forth in 37 C.F.R. § 1.20(n) (presently 
$550.00) is appropriate to cover the costs to the Patent and 
Trademark Office of receiving and acting upon the applications 
for extension of the term of a patent filed pursuant to 35 U.S.C. 
§ 156 as amended. The fee should accompany the application 
when filed. If a fee in a different amount is adopted in Title 
37 of the Code of Federal Regulations, applicant will be refunded 
any excess of the fee or will be required to submit any deficiency 
in the fee. 


§ G. Address for application for extension of the term of a patent 
and communications relating thereto 


All applications for extension of the term of a patent and 
any communications relating thereto intended for the Patent and 
Trademark. Office should be addressed to Box Patent Ext., 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 
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§ H. For further information, contact: . 


Charles E. Van Horn by telephone at (703) 557-4035 or by 
mail marked to his attention and addressed to Box 8, Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231. 


Summary 


The initial guidelines set forth above are considered to be 
appropriate and authorized by 35 U.S.C. 156 as amended. They 
will provide appropriate guidance to patent owners and their 
agents pending appropriate changes that will be made in Title 
37 of the Code of Federal Regulations. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Nov. 29, 1988 


[1097 OG 63] 


(149) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 90114-9135] 
RIN: 0651-AA42 


Patent Term Extension for Animal Drug Preducts 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 
Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases directed to the extension 
of patent term. These amendments implement the patent term 
restoration provisions of Pub. L. No. 100-670, 102 Stat. 3971 
(November 16, 1988) which permits owners of patents relating 
to new animal drugs or veterinary biological products that are 
not biotechnology-generated to apply for extension of the terms 
of such patents in the same manner as owners of patents relating 
to human drugs, medical devices, food additives, or color additives 
are permitted to do under 35 U.S.C. 156. 
Effective Date: August 22, 1989 
For Further Information Contact: Charles E. Van Horn by 
telephone at [703] 557-4035 or by mail marked to his attention 
and addressed to Box 8, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 
Supplementary Information: Pub. L. No. 100-670 has made it 
possible for owners of patents directed to new animal drugs and 
to veterinary biological products that are not biotechnology- 
generated to apply for extension of the term of such patents in 
a manner similar to the owners of patents directed to human 
drugs, food additives, color additives, and medical devices. A 
new animal drug or veterinary biological product is biotech- 
nology-generated if it is primarily manufactured using recom- 
binant DNA, recombinant RNA, hybridoma technology, or 
other processes including site specific genetic manipulation 
techniques. The primary purpose of this rule change is to revise 
the present regulations contained in 37 CFR Part 1, Subpart F, 
to include the two additional categories of subject matter that 
can now form the basis of patent term extension. These regu- 
lations set forth procedures that govern the content and sub- 
mission of applications for the extension of a patent term to the 
PTO, and procedures governing the extension determination and 
issuance of patent term extension certificates by the PTO. 

Initial guidelines directed to the preparation and filing of 
applications for patent term extension as authorized by Pub. L. 
No. 100-670 were published as “Guidelines For Extension of 
Patent Term For New Animal Drugs or Veterinary Biological 
Products Under 35 U.S.C. 156 as Amended” in the Official 
Gazette. 1097 Official Gazette 63 (December 27, 1988). A notice 
of proposed rulemaking was published in the Federal Register 
on March 7, 1989, at 54 FR 9507 and in the Official Gazette. 
1100 Official Gazette 128 (March 28, 1989). No oral hearing 
was conducted on these proposed rules. One written comment 
was received. 

The only written comment received was directed to the 
proposed amendment to § 1.710(a). The proposed amendment 
indicated that a patent is eligible for extension of the patent term 
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if the patent claims a product either alone or in combination 
with other ingredients that read on a composition that received 
permission for commercial marketing or use. The proposed 
modification was objected to because of the implication that 
patent term extension would not be available for composition 
patents where the claimed compositions do not read on the 
composition (new drug) approved by the FDA. Such an inter- 
pretation, it was argued, would unfairly and narrowly interpret 
the statute. The comment noted that where a marketing applicant 
seeks approval for multiple dosage forms or compositions of 
a new drug, the right to obtain patent term extension is triggered 
at the time the first new drug application is approved. In a typical 
situation, an injectable dosage form to be used for acute indi- 
cations will require a lesser development time and be approved 
more rapidly than the oral dosage form of the same active 
ingredient intended for chronic administration. It was repre- 
sented in the comment that justification for the drug develop- 
ment program might hinge on the expectation of an extension 
of an oral composition patent. If there were patents on both the 
injectable dosage form and the oral administration form con- 
taining the same active ingredient, which were mutually exclu- 
sive for the purposes of this illustration, the new drug holder, 
it is argued, should have a choice of which patent term to extend 
based on the first approval of a new chemical entity (NCE) drug. 
Finally, the comment suggested that the proposed amendment 
to § 1.710(a) with respect to composition patents stands in 
marked contrast to the situation which applies in the case of 
method of use patents. It is alleged, in the comment, that the 
rule in effect allows an extension of a method of use patent 
whenever the claimed method of use embraces the use of the 
active ingredient. According to the comment, where an NCE 
drug is first approved for the treatment of arthritis, a patent 
limited to an analgesic use of the NCE drug may be extended. 
(Note the requirement in § 1.740(a)(4) to identify the use for 
which the product was approved.) 

These remarks made in this comment raise a substantive issue 
relating to the eligibility of patents for patent term extension 
under 35 U.S.C. 156 that is not addressed in the rules. The 
exercise of the Commissioner’s rulemaking authority under 35 
U.S.C. 6 and 156 can neither enlarge nor reduce the scope of 
eligibility of a patent for patent term extension under 35 U.S.C. 
156. Secondly, the proposed amendment to § 1.710(a) is clearly 
couched in terms which are permissive without either explicitly 
or implicitly excluding other possibilities. The proposed amend- 
ment was made in response to many inquiries received over the 
years since enactment of 35 USC 156 as to whether a formulation 
or composition claim in a patent could form a basis for eligibility 
for patent term extension. Finally, the PTO has a long-standing 
policy of not addressing an issue in advance of receiving an 
application presenting the issue for determination. The issue of 
whether a patent is eligible for patent term extension that could 
not be enforced in either the original or extended term against 
the approved formulation or use that allegedly would give rise 
to eligibility has not been addressed yet by the PTO. 

PTO experience to date did involve consideration of two 
applications that were filed based on approval of the human drug 
product OCUFEN Ophthalmic Solution, which contains the 
active ingredient Flurbiprofen [2-(2-fluoro-4-biphenylyl) pro- 
pionic acid}. Relevant claims from the two patents that were 
the subject of the applications for patent term extension were 
as follows: 


I. Patent 3,755,427 (issued August 28, 1973) 
Claim 2. 2-(2-fluoro-4-biphenylyl) propionic acid. 

II. Patent 3,793,457 (issued February 19, 1974) 
Claim 1. A therapeutic composition useful in the 
treatment of pain, inflammation, and pyretic con- 
ditions which comprises a compound selected 
from the group consisting of 2-(2-fluoro-4-biphen- 
ylyl) propionic acid, 2-(2'-fluoro-4-biphenylyl) 
propionic acid, and 2-(2,2'-difluoro-4-biphenylyl) 
propionic acid in association with a pharmaceu- 
tically acceptable excipent the amount of said 
compound present in said composition being an 
amount effective against at least one of said 
conditions. 


Claim 2 of the earlier issued patent is directed to the active 
ingredient per se, whereas claim 1 of Patent No. 3,793,457 is 
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directed to a formulation which can contain Flurbiprofen in an 
amount which was effective in the treatment of pain, inflam- 
mation, and pyretic conditions. 

However, since the approved indication for Ocufen was for 
the inhibition of intraoperative miosis, it was not immediately 
apparent to the PTO whether the ‘457 patent claimed the product 
within the meaning of 35 U.S.C. 156. Our view was that the 
1984 Act was intended to restore to those patent owners a portion 
of the enforceable term of an appropriate patent of their choice 
which was lost due to Government required regulatory review 
for the product covered by the patent prior to the commercial 
marketing of the claimed product or the use thereof. If the patent 
could not be enforced against an infringer who was making, 
using, or selling an ophthalmic solution containing Flurbiprofen 
for the treatment of intraoperative miosis, it was questioned how 
the restoration of the lost patent term due to the regulatory 
process for the approved product is appropriate under the statute. 

In this case, the applicant for patent term extension submitted 
evidence that Flurbiprofen, in an amount of 0.0004% to 0.1%, 
has anti-inflammatory activity in the eye when topically admini- 
stered. The approved label showed that Ocufen contained 0.03% 
of the active ingredient and stated that the product is “a topical 
nonsteroidal anti-inflammatory product for ophthalmic use.” 
The specification of the ‘457 patent indicated that useful com- 
positions preferably contain 0.1-90% by weight of a compound 
of the invention. Thus, the cosage of the active ingredient for 
the indicated use clearly overlapped the effective dosages 
specified in the functional language of claim | of the ‘457 patent. 
On the basis of this evidence, the PTO concluded that the later 
issued patent claimed the product. As both patents were deter- 
mined to be eligible for patent term extension, applicant was 
permitted to choose the single patent term to be extended. 35 
U.S.C. 156(c)(4). 


Discussion of Specific Rules 


Section 1.710(a) specifically sets forth the existing policy 
and practice relating to eligibility of patents claiming a com- 
position or formulation that includes the active ingredient. A 
patent is considered to claim the product at least in those situ- 
ations where the patent claims the active ingredient per se, or 
claims a composition or formulation which contains the active 
ingredient(s) and reads on the composition or formulation 
approved for commercial marketing or use. 

Section 1.710(b) revises the definition of human drug prod- 
uct in paragraph (b)(1) to make the definition conform to Pub. 
L. No. 100-670. A new paragraph (b)(2) is added to expand 
the definition of “product” in § 1.710(a) to include a new animal 
drug and a veterinary biological product, but not one that is 
primarily manufactured using recombinant DNA, recombinant 
RNA, hybridoma technology, or other processes including site 
specific genetic manipulation techniques. Present paragraph 
(b)(2) is redesignated as paragraph (b)(3). It should be under- 
stood that the discussion here of new animal drugs and veterinary 
biological products is limited to the animal drugs and products 
defined in Pub. L. No. 100-670. 

Paragraph (e)(2) of section 1.720 is revised to indicate that 
the conditions given therein concern a patent for a product other 
than one recited in section 1.710(b)(2), due to the exclusion of 
biotechnology-generated new animal drugs and veterinary bio- 
logical products in Pub. L. No. 100-670. A new paragraph (e)(3) 
is added to Section 1.720 directed to the provision in 35 U.S.C. 
156(a)(5)(C), which permits the term of a patent directed to a 
new animal drug or veterinary biological product to be extended 
based on a second or subsequent approval of the active ingre- 
dient provided all the following conditions exist: (a) the patent 
claims the drug or product, (b) the drug or product is not covered 
by the claims in any other patent that has been extended (“cov- 
ered by the claims” means that the drug or product would 
infringe a claim in the other patent), (c) the patent term was not 
extended on the basis of the regulatory review period for use 
in non-food-producing animals, and (d) the second or subse- 
quent approval was the first permitted commercial marketing 
or use of the drug or product for administration to a food- 
producing animal. A new pertion is added to paragraph(f) directed 
to the case where eligibility is to be based on 35 U.S.C. 156 
(a)(5)(C). In this latter case, the application must be filed within 
60 days of the first approval for administration to a food- 
producing animal. 
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Paragraph (a)(4) of § 1.740(a) is amended to (1) eliminate 
“human” as a modifier for “product,” (2) add the Public Health 
Service Act and the Virus-Serum-Toxin Act to the list of ap- 
propriate statutes, and (3) add a requirement to indicate the use 
for which the product was approved. The first two amendments 
are necessary to comply with terms of 35 U.S.C. 156 as amended, 
and the third amendment is necessary to a determination of 
eligibility where, for example, the application is based on a 
second or subsequent approval of an active ingredient, but the 
first approval for administration to a food-producing animal. 
Paragraph (a)(9) is amended to eliminate the requirement to set 
forth the statement, beginning on a new page, that the patent 
for which patent term extension is sought claims the approved 
product or a method of using or making same, and the required 
showing listing each applicable claim of the patent and dem- 
onstrating the manner in which each applicable claim reads on 
the approved product or a method of using or making same. 
This change is made because the information required by this 
paragraph is within the province of PTO review and there is 
no need to have such information recited in a readily segregable 
section of the application. Paragraph (a)(10) is amended to 
indicate that, as appropriate, the Secretary of Health and Human 
Services or the Secretary of Agriculture will determine the 
applicable regulatory review period. Paragraph (a)(10)(i) is 
amended to recite that a Product License Application is a type 
of application that may be recited in an application for term 
extension of a patent claiming a human biological product. New 
paragraphs (a)(10)(ii) and (a)(10)(iii) are added to set forth the 
type of tests or applications that are to be considered for de- 
termination of the applicable regulatory review period for patents 
claiming a new animal drug or a veterinary biological product. 
Present paragraphs (a)(10)(ii) and (a)(10)(iii) are redesignated 
as paragraphs (a)(10)(iv) and (a)(10)(v), respectively. Paragraph 
(a)(10)(v) has been amended to reflect that approval of a medical 
device could be made through the use of a product development 
protocol. Paragraph (a)(13) is amended to indicate that the duty 
to disclose any information material to the determination of 
entitlement to the extension sought applies also to the Secretary 
of Agriculture where the regulatory review was conducted by 
the USDA. 

Section 1.741(a)(2) is amended to acknowledge that regu- 
latory review may take place under more than one Federal statute 
and that each appropriate statute should be listed. This amend- 
ment is intended to apply to a situation where a human biological 
product is tested under an investigational new drug (IND) ap- 
plication pursuant to the Federal Food, Drug, and Cosmetic Act, 
but is approved under the Public Health Service Act. The amend- 
ment is not intended to include a situation where approval is 
sought for use of a particular medical device with a specific drug 
product which may require approval under more than a single 
provision of law. The product that forms the basis of an appli- 
cation for patent term extension must be either a medical device 
or a drug product; it cannot be a combination of those separate 
products. See the file history of U.S. Patent No. 4,428,744 for 
an example of the application of this principle. 

Section 1.741(a)(5) is amended to recognize that the Sec- 
retary of Agriculture may determine the length of the regulatory 
review period where the regulatory review of the product takes 
place at the USDA. The section is further modified to point out 
that a determination of the length of the regulatory review period 
is made under 35 U.S.C. 156(g), and not the length of the patent 
term extension that is made by the PTO under 35 U.S.C. 156(c). 

Section 1.765(a) is amended to recite that a duty of candor 
and good faith is owed to the Secretary of Agriculture in patent 
term extension proceedings wherein the USDA is involved. 

The title of § 1.775 is amended to reflect that the section 
is directed to calculating patent term extension for human drug, 
antibiotic drug, and human biological products. Paragraphs (a), 
(b), (c), and (d) are amended to indicate that the determinations 
are being made for any of a human drug, an antibiotic drug, 
or a human biological product. Sections (c)(1) and (c)(2) are 
amended to refer merely to a “product” rather than to a “human 
drug product” or a “drug product” in order to make the sections 
clearer. 

Section 1.778 is added to set forth the manner of calculation 
of the patent term extension for an animal drug product. 

Paragraph (a) specifies that the extension will run from the 
original expiration date of the patent as shortened by any ter- 
minal disclaimer. 
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Paragraph (b) of § 1.778 provides that the patent term will 
be extended by the regulatory review period for the product but 
reduced, where appropriate, by the time periods provided in 
paragraph (qd). 

Paragraph (c) defines how the regulatory review period is 
to be calculated. The period is determined by counting 

(1) the number of days in the period beginning on the earlier 
of the dates a major health or environmental effects test 
was initiated on the drug or an exemption under subsection 
(j) of section 512 of the Federal Food, Drug, and Cosmetic 
Act became effective for the drug and ending on the date 
an application was initially submitted for the drug under 
section 512 of the Federal Food, Drug, and Cosmetic Act; 
and 

(2) the number of days in the period beginning on the date 
the application was initially submitted for the approved 
drug under subsection (b) of section 512 of the Federal 
Food, Drug, and Cosmetic Act and ending on the date the 
application was approved under the section. 

The added total of the days determined in subparagraphs 
(c)(1) and (c)(2) constitutes the regulatory review period, which 
is then reduced, where appropriate, by the time periods described 
in paragraph (d). 

Paragraph (d) of § 1.778 modifies the term of the patent 
extension by indicating that 


(1) the time period determined from paragraph (c) would be 

reduced, where appropriate, by— 

(i) the number of days in the period of paragraphs (c)(1) 
and (c)(2) of section 1.778 that were before the date on 
which the patent issued; 

(ii) the number of days in paragraphs (c)(1) and (c)(2) of 
section 1.778 during which it is determined under 35 U.S.C. 
156(d)(2)(B) that applicant did not act with due diligence; 
and 

(iii) the number of days equal to one-half the number of 
days remaining in paragraph (c)(1) after the paragraph 
(c)(1) determination has been reduced in accordance with 
parapraphs (d)(1)(i) and (d)(1)(ii) of section 1.778 (half 
days to be ignored for subtraction purposes); 

(2) adding the number of days determined in paragraph (d)(1) 

to the original expiration date of the patent as shortened by 

any terminal disclaimer; 

(3) adding 14 years to the date of approval of the application 

under section 512 of the Federal Food, Drug, and Cosmetic 

Act; 

(4) comparing the dates obtained from paragraphs (d)(2) and 

(d)(3) with each other and selecting the earlier date; 

(5) if the original patent issued after November 16, 1988, by— 
(i) adding 5 years to the original expiration date of the patent 
as shortened by any terminal disclaimer; and 
(ii) comparing the dates obtained from paragraphs (d)(4) 
and (d)(5)(i) with each other and selecting the earlier date; 

(6) if the original patent issued before November 16, 1988, 

and 
(i) if no major health or environmental effects test on the 
drug was initiated and no request was submitted for an 
exemption under subsection (j) of section 512 of the Fed- 
eral Food, Drug, and Cosmetic Act before November 16, 
1988, by— 

(A) adding 5 years to the original expiration date of the 
patent as shortened by any terminal disclaimer; and 
(B) comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(i)(A) with each other and selecting the 
earlier date; or 
(ii) if a major health or environmental effects test was 
initiated or a request for an exemption under subsection 
(j) of section 512 of the Federal Food, Drug, and Cosmetic 
Act was submitted before November 16, 1988, and the 
application for commercial marketing or use of the drug 
was not approved before November 16, 1988, by— 
(A) adding 3 years to the original expiration date of the 
patent as shortened by any terminal disclaimer; and 
(B) comparing the dates obtained from paragraphs (d)(4) 
and (d)(6)(ii)(A) with each other and selecting the earlier 
date. 


Section 1.779 is added to set forth the manner of calculation 
of the patent term extension for a veterinary biological product. 
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Paragraph (a) specifies that the extension runs from the 
original expiration date of the patent as shortened by any ter- 
minal disclaimer. 

Paragraph (b) of § 1.779 provides that the patent term would 
be extended by the regulatory review period for the product but 
reduced, where appropriate, by the time periods provided in 
paragraph (d). a 

Paragraph (c) defines how the regulatory review period is 
to be calculated. The period is determined by counting 

(1) the number of days in the period beginning on the date 

the authority to prepare an experimental biological product 

under the Virus-Serum-Toxin Act became effective and ending 
on the date an application for a license was submitted under 
the Virus-Serum-Toxin Act; and 

(2) the number of days in the period beginning on the date 

an application for a license was initially submitted under the 

Virus-Serum-Toxin Act and ending on the date a license was 

issued. 

The added total of the days determined in paragraphs (c)(1) 
and (c)(2) constitutes the regulatory review period, which is then 
reduced, where appropriate, by the time periods described in 
paragraph (d). 

Paragraph (d) of § 1.779 defines the term of the patent 
extension by indicating that 

(1) the time period determined from paragraph (c) would be 

reduced, where appropriaie, by— 

(i) the number of days in the periods of paragraphs (c)(1) 
and (c)(2) that were on and before the date on which the 
patent issued; 

(ii) the number of days in the periods of paragraphs (c)(1) 
and (c)(2) during which it is determined under 35 U.S.C. 
156(d)(2)(B) that the applicant did not act with due dili- 
gence; and 

(iii) one-half the number of days remaining in the period 
defined by paragraph (c)(1) after that period is reduced in 
accordance with paragraphs (d)(1)(i) and (d)(1)(ii) (half 
days being ignored for purposes of subtraction); 

(2) adding the number of days determined in paragraph (d)(1) 

to the original term of the patent as shortened by any terminal 

disclaimer; 

(3) adding 14 years to the date of the issuance of a license 

under the Virus-Serum-Toxim Act; 

(4) comparing the dates for the ends of the periods obtained 

pursuant to paragraphs (d)(2) and (d)(3) and selecting the 

earlier date; 

(5) if the patent was issued after November 16, 1988, by— 
(i) adding 5 years to the original expiration date of the patent 
as shortened by any terminal disclaimer; and 
(ii) comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(5)(i) with each other and selecting the earlier 
date; 

(6) if the original patent issued before November 16, 1988, 

and : 

(i) ifno request for the authority to prepare an experimental 
biological product under the Virus-Serum-Toxin Act was 
submitted before November 16, 1988, by— 

(A) adding 5 years to the original expiration date of the 

patent as shortened by any terminal disclaimer; and 

(B) comparing the dates obtained pursuant to paragraphs 

(d)(4) and (d)(6)(i)(A) with each other and selecting the 

earlier date; or 

(ii) if a request for the authority to prepare an experimental 
biological product under the Virus-Serum-Toxin Act was 
submitted before November 16, 1988, and the commercial 
marketing or use of the product was not approved before 
November 16, 1988, by— 

(A) adding 3 years to the original expiration date of the 

patent as shortened by any terminal disclaimer; and 

(B) comparing the dates obtained pursuant to paragraphs 

(d)(4) and (d)(6)(ii)(A) and selecting the earlier 

date. 


Section 1.785(b) is amended to indicate that, in those in- 
stances where an applicant is seeking patent term extension for 
two or more patents based upon the same regulatory review 
period, the applicant will have the right to elect which patent 
is to have its term extended. In the absence of an election by 
applicant, the Commissioner will extend that patent having the 
earliest date of issuance. 
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Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. No. 96-354), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities [Regulatory Flexibility Act, Pub. L. 96-354]. The rule 
change setting forth procedures allowing owners of patents 
directed to new animal drugs and veterinary biological products 
to apply for extension of patent term would not be expected 
to result in any adverse economic impact on small entities 
because patented drugs are generally not commercialized by 
small entities. 

The PTO has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect to the 
economy will be less that $100 million. There will be no major 
increase in costs or prices for consumers, individual industries, 
Federal, state, or local government agencies, or geographic 
regions. There will be no significant adverse effects on com- 
petition, employment, investment, productivity, innovation, or 
on the abilbity of United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The PTO has also determined that this notice has no fed- 
eralism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The rule change contains a collection of information subject 
to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 
which has been approved by the Office of Management and 
Budget under control number 0651-0020. Preparation of an 
application for patent term extension is estimated to take ap- 
proximately sixty hours, including time for reviewing instruc- 
tions, gathering and maintaining data needed, and completing 
and reviewing the collection of information. Send comments 
regarding this burden estimate or any other aspect of this col- 
lection of information, including suggestions for reducing this 
burden to the Office of Management and Organization, Patent 
and Trademark Office, Washington, D.C. 20231, and to the 
Office of Information and Regulatory Affairs, Office of Man- 
agement and Budget, Washington D.C. 20503. (Paperwork Re- 
duction Project 0651-0020) No comments regarding this burden 
estimate or any other aspect of this collection of information 
were received in response to the notice of proposed rulemaking. 


List of Subjects in 37 CFR Part 1. Subpart F 

Administrative practice and procedure, Authority delegations 
(Government agencies), Conflict of interest, Courts, Inventions 
and patents, Lawyers. 

For the reasons given in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 156, the PTO is amending Title 37 
of the Code of Federal Regulations as set forth below. 
Subpart F—Extension of Patent Term 


1. The authority citation for 37 CFR Part 1, Subpart F, 
continues to read as follows: 


Authority: 35 U.S.C. 6 and 156. 


2. Section 1.710 is revised to read as follows: 


§ 1.710 Patents subject to extension of the patent term. 


(a) A patent is eligible for extension of the patent term if the 
patent claims a product as defined in paragraph (b) of this 
section, either alone or in combination with other ingredients 
that read on a composition that received permission for com- 
mercial marketing or use, or a method of using such a product, 
or a method of manufacturing such a product, and meets all 
other conditions and requirements of this subpart. 

(b) The term “product” referred to in paragraph (a) of this 
section means— 
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(1) The active ingredient of a new human drug, antibiotic 
drug, or human biological product (as those terms are used 
in the Federal Food, Drug, and Cosmetic Act and the Public 
Health Service Act) including any salt or ester of the active 
ingredient, as a single entity or in combination with another 
active ingredient; or 

(2) The active ingredient of a new animal drug or veterinary 
biological product (as those terms are used in the Federal 
Food, Drug, and Cosmetic Act and the Virus-Serum-Toxin 
Act) that is not primarily manufactured using recombinant 
DNA, recombinant RNA, hybridoma technology, or other 
processes including site specific genetic manipulation tech- 
niques, including any salt or ester of the active ingredient, 
as a single entity or in combination with another active 
ingredient; or 

(3) Any medical device, food additive, or color additive 
subject to regulation under the Federal Food, Drug, and 
Cosmetic Act. 


3. Section 1.720 is amended by revising paragraphs (e)(2) 
and (f) and adding paragraph (e)(3) to read as fol- 
lows: 


§1.720 Conditions for extension of patent term. 


**e#*e#* * 


(e) The product has received permission for commercial 
marketing or use and— 


*e ee * 


(2) In the case of a patent other than one directed to subject 
matter within § 1.710(b)(2) claiming a method of manu- 
facturing the product that primarily uses recombinant DNA 
technology in the manufacture of the product, the permis- 
sion for the commercial marketing or use is the first re- 
ceived permission for the commercial marketing or use of 
a product manufactured under the process claimed in the 
patent, or 
(3) In the case of a patent claiming a new animal drug or 
a veterinary biological product that is not covered by the 
claims in any other patent that has been extended, and has 
received permission for the commercial marketing or use 
in non-food-producing animals and in food-producing 
animals, and was not extended on the basis of the regulatory 
review period for use in non-food-producing animals, the 
permission for the commercial marketing or use of the drug 
or product after the regulatory review period for use in 
food-producing animals is the first permitted commercial 
marketing or use of the drug or product for administration 
to a food-producing animal. 
(f) The application is submitted within the sixty-day period 
beginning on the date the product first receiyed permission 
for commercial marketing or use under the provisions of law 
under which the applicable regulatory review period oc- 
curred; or in the case of a patent claiming a method of 
manufacturing the product which primarily uses recombinant 
DNA technology in the manufacture of the product, the 
application for extension is submitted within the sixty-day 
’ period beginning on the date of the first permitted commercial 
marketing or use of a product manufactured under the process 
claimed in the patent; or in the case of a patent that claims 
a new animal drug or a veterinary biological product that is 
not covered by the claims in any other patent that has been 
extended, and said drug or product has received permission 
for the commercial marketing or use in non-food-producing 
animals, the application for extension is submitted within the 
sixty-day period beginning on the date of the first permitted 
commercial marketing or use of the drug or product for 
administration to a food-producing animal; 


**e* ee * 


4. Section 1.740 is amended by revising paragraphs (a)(4), 
(a)(9), (a)(10)(i) and (a)(13), adding paragraphs (a)(10)(ii) 
and (a)(10)(iii), and redesignating present paragraphs 
(a)(10)(ii) and (a)(10)(iii) as (a)(10){iv) and (a)(10)(v), 
respectively, to read as follows: 
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§ 1.740 Application for extension of patent term. 


(a) An application for extension of patent term must be made 
in writing to the Commissioner of Patents and Trademarks. 
A formal application for the extension of patent term shall 
include: 


*e eK * 


(4) In the case of a drug product, an identification of each 
active ingredient in the product and as to each active 
ingredient, a statement that it has not been previously 
approved for commercial marketing or use under the Fed- 
eral Food, Drug, and Cosmetic Act, the Public Health 
Service Act, or the Virus-Serum-Toxin Act, or a statement 
of when the active ingredient was approved for commercial 
marketing or use (either alone or in combination with other 
active ingredients), the use for which it was approved, and 
the provision of law under which it was approved. 


*e eK * 


(9) A statement that the patent claims the approved product 
or a method of using or manufacturing the approved product, 
and a showing which lists each applicable patent claim and 
demonstrates the manner in which each applicable patent claim 
reads on the approved product or method of using or manu- 
facturing the approved product; 

(10) A statement, beginning on a new page, of the relevant 
dates and information pursuant to 35 U.S.C. 156(g) in order to 
enable the Secretary of Health and Human Services or the 
Secretary of Agriculture, as appropriate, to determine the ap- 
plicable regulatory review period as follows: 

(i) For a patent claiming a human drug, antibiotic, or 
human biological product, the effective date of the investiga- 
tional new drug (IND) application and the IND number; the date 
on which a new drug application (NDA) or a Product License 
Application (PLA) was initially submitted and the NDA or PLA 
number and the date on which the NDA was approved or the 
Product License issued; 

(ii) For a patent claiming a new animal drug, the date 
a major health or environmental effects test on the drug was 
initiated and any available substantiation of the date or the date 
of an exemption under subsection (j) of section 512 of the 
Federal! Food, Drug, and Cosmetic Act became effective for such 
animal drug; the date on which a new animal drug application 
(NADA) was initially submitted and the NADA number; and 
the date on which the NADA was approved; 

(iii) Fora patent claiming a veterinary biological product, 
the date the authority to prepare an experimental biological 
product under the Virus-Serum-Toxin Act became effective; the 
date an application for a license was submitted under the Virus- 
Serum-Toxin Act; and the date the license issued; 

(iv) For a patent claiming a food or color additive, the 
date a major health or environmental effects test on the additive 
was initiated and any available substantiation of that date; the 
date on which a petition for product approval under the Federal 
Food, Drug, and Cosmetic Act was initially submitted and the 
petition number; and the date on which the FDA published the 
Federal Register notice listing the additive for use; 

(v) For a patent claiming a medical device, the effective 
date of the investigational device exemption (IDE) and the IDE 
number, if applicable, or the date on which the applicant began 
the first clinical investigation involving the device if no IDE 
was submitted and any available substantiation of that date; the 
date on which the application for product approval or notice 
of completion of a product development protocol under section 
515 of the Federal Food, Drug, and Cosmetic Act was initially 
submitted and the number of the application or protocol; and 
the date on which the application was approved or the protocol 
declared to be completed. 


**e ee * 


(13) A statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and Trademarks and 
the Secretary of Health and Human Services or the Secretary 
of Agriculture any information which is material to the deter- 
mination of entitlement to the extension sought (see § 1.765); 
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5. Section 1.741 is amended by revising paragraphs 
(a)(2) and (a)(5) to read as follows: 


§ 1.741 Filing date of the application. 


(a) ** * 
(2) An identification of each Federal statute under which 
regulatory review occurred. 


*e ee 


(5) Sufficient information to enable the Commissioner to 
determine under 35 U.S.C. 156 subsections (a) and (b) the 
eligibility of a patent for extension and the rights that will be 
derived from the extension and information to enable the Com- 
missioner and the Secretary of Health and Human Services or 
the Secretary of Agriculture to determine the length of the 
regulatory review period; and 


*see ee 


6. Section 1.765 is amended by revising paragraph (a) to read 
as follows: 


§ 1.765 Duty of Disclosure in patent term extension proceed- 
ings. 


(a) A duty of candor and good faith toward the Patent and 
Trademark Office and the Secretary of Health and Human 
Services or the Secretary of Agriculture rests on the patent owner 
or its agent, on each attorney or agent who represents the patent 
owner and on every other individual who is substantively in- 
volved on behalf of the patent owner in a patent term extension 
proceeding. All such individuals who are aware, or become 
aware, of material information adverse to a determination of 
entitlement to the extension sought, which has not been pre- 
viously made of record in the patent term extension proceeding 
must bring such information to the attention of the Office or 
the Secretary, as appropriate, in accordance with paragraph (b) 
of this section, as soon as it is practical to do so after the 
individual becomes aware of the information. Information is 
material where there is a substantial likelihood that the Office 
or the Secretary would consider it important in determinations 
to be made in the patent term extension proceeding. 


*e ee 


7. Section 1.775 is amended by revising the title and para- 
graphs (a), (b), (c), and (d) introductory text to read as fol- 
lows: 


§ 1.775 Calculation of patent term extension for a human 
drug, antibiotic drug or human biological product. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a human drug, antibiotic drug or human biological product 
is eligible for extension, the term shall be extended by the time 
as calculated in days in the manner indicated by this section. 
The patent term extension will run from the original expiration 
date - the patent or any earlier date set by terminal disclaimer 
(§ 1.321). 

(b) The term of the patent for a human drug, antibiotic drug 
or human biological product will be extended by the length of 
the regulatory review period for the product as determined by 
the Secretary of Health and Human Services, reduced as ap- 
propriate pursuant to paragraphs (d)(1) through (d)(6) of this 
section. 

(c) The length of the regulatory review period for a human 
drug, antibiotic drug or human biological product will be de- 
termined by the Secretary of Health and Human Services. Under 
35 U.S.C. 156(g)(1)(B), it is the sum of— 

(1) The number of days in the period beginning on the date 
an exemption under subsection (i) of section 505 or subsection 
(d) of section 507 of the Federal Food, Drug, and Cosmetic Act 
became effective for the approved product and ending on the 
date the application was initially submitted for such product 
under those sections or under section 351 of the Public Health 
Service Act; and 
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(2) The number of days in the period beginning on the date 
the application was initially submitted for the approved product 
under section 351 of the Public Health Service Act, subsection 
(b) of section 505 or section 507 of the Federal Food, Drug, 
and Cosmetic Act and ending on the date such application was 
approved under such section. 

(d) The term of the patent as extended for a human drug, 
antibiotic drug or human biological product will be determined 
by— 


*e# ee * 


8. Section 1.778 is added to read as follows: 
§ 1.778 Calculation of patent term extension for an animal 
drug product. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for an animal drug is eligible for extension, the term shall 
be extended by the time as calculated in days in the manner 
indicated by this section. The patent term extension will run 
from the original expiration date of the patent or any earlier 
date set by terminal disclaimer (§ 1.321). 
(b) The term of the patent for an animal drug will be extended 
by the length of the regulatory review period for the drug 
as determined by the Secretary of Health and Human Services, 
reduced as appropriate pursuant to paragraphs (d)(1) through 
(d)(6) of this section. 
(c) The length of the regulatory review period for an animal 
drug will be determined by the Secretary of Health and Human 
Services. Under 35 U.S.C. 156(g)(4)(B), it is the sum of— 
(1) The number of days in the period beginning on the 
earlier of the date a major health or environmental effects 
test on the drug was initiated or the date an exemption under 
subsection (j) of section 512 of the Federal Food, Drug, 
and Cosmetic Act became effective for the approved animal 
drug and ending on the date an application was initially 
submitted for such animal drug under section 512 of the 
Federal Food, Drug, and Cosmetic Act; and 
(2) The number of days in the period beginning on the date 
the application was initially submitted for the approved 
animal drug under subsection (b) of section 512 of the 
Federal Food, Drug, and Cosmetic Act and ending on the 
date such application was approved under such section. 
(d) The term of the patent as extended for an animal drug 
will be determined by— 
(1) Subtracting from the number of days determined by 
the Secretary of Health and Human Services to be in the 
regulatory review period: . 
(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section that were on and before the 
date on which the patent issued; 
(ii) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section during which it is de- 
termined under 35 U.S.C. 156(d)(2)(B) by the Secretary 
of Health and Human Services that applicant did not act 
with due diligence; 
(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) of this section after that 
period is reduced in accordance with paragraphs (d)(1)(i) 
and (ii) of this section; half days will be ignored for 
purposes of subtraction; 
(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as 
shortened by any terminal disclaimer; 
(3) By adding 14 years to the date of approval of the 
application under section 512 of the Federal Food, Drug, 
and Cosmetic Act; 
(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this 
section with each other and selecting the earlier date; 
(5) If the original patent was issued after November 16, 
1988, by— 
(i) Adding 5 years to the original expiration date of the 
patent or any earlier date set by terminal disclaimer; and 
(ii) Comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(5)(i) of this section with each other and 
selecting the earlier date; 
(6) If the original patent was issued before November 16, 
1988, and 
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(i) If no major health or environmental effects test on 
the drug was initiated and no was submitted for 
an exemption under subsection (j) of section 512 of the 
Federal Food, Drug, and Cosmetic Act before November 
16, 1988, by— 
(A) Adding 5 years to the original expiration date 
eri ra 
an 
(B) Comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6){i(A) of this section with 
each other and selecting the earlier date; or 
(ii) If a major health or environmental effects test was 
initiated or a request for an exemption under subsection 
(j) of section 512 of the Federal Food, Drug, and Cos- 
metic Act was submitted before November 16, 1988, and 
the application for commercial marketing or use of the 
animal drug was not approved before November 16, 
1988, by— 
(A) Adding 3 years to the original expiration date of the 
patent or earlier date set by terminal disclaimer, and 
(B) Comparing the dates obtained pursuant to paragraphs 
(d)(4) and (d)(6)(ii)(A) of this section with each other 
and selecting the earlier date. 


9. Section 1.779 is added to read as follows: 


§ 1.779 Calculation of patent term extension for a veteri- 
nary biological product. 


(a) If a determination is made pursuant to § 1.750 that a patent 
for a veterinary biological product is eligible for extension, 
the term shall be extended by the time as calculated in days 
in the manner indicated by this section. The patent term 
extension will run from the original expiration date of the 
patent or any earlier date set by terminal disclaimer (§ 1.321). 
(b) The term of the patent for a veterinary biological product 
will be extended by the a of the regulatory review period 
for the product as determined by the Secretary of Agriculture, 
reduced as appropriate pursuant to paragraphs (d)(1) through 
(d)(6) of this section. 
(c) The length of the regulatory review period for a veterinary 
biological product will be determined by the Secretary of 
Agriculture. Under 35 U.S.C. 156(g)(5)(B), it is the sum of — 
(1) The number of days in the period beginning on the date 
the authority to prepare an experimental biological product 
under the Virus-Serum-Toxin Act became effective and 
ending on the date an application for a license was sub- 
mitted under the Virus-Serum-Toxin Act; and 
(2) The number of days in the period beginning on the date 
an application for a license was initially submitted for 
approval under the Virus-Serum-Toxin Act and ending on 
the date such license was issued. 
(d) The term of the patent as extended for a veterinary bio- 
logical product will be determined by— 
(1) Subtracting from the number of days determined by 
the Secretary of Agriculture to be in the regulatory review 
period: 
(i) The number of days in the periods of paragraphs (c)(1) 
and (c)(2) of this section that were on and before the 
date on which the patent issued; 
(ii) The number of days in the periods of paragraphs 
(c)(1) and (c)(2) of this section during which it is de- 
termined under 35 U.S.C. 156(d)(2)(B) by the Secretary 
of Agriculture that applicant did not act with due dili- 


gence; 
(iii) One-half the number of days remaining in the period 
defined by paragraph (c)(1) of this section after that 
period is reduced in accordance with paragraphs (d)(1)(i) 
and (ii) of this section; half days will be ignored for 
purposes of subtraction; 
(2) By adding the number of days determined in paragraph 
(d)(1) of this section to the original term of the patent as 
shortened by any terminal disclaimer; 
(3) By adding 14 years to the date of the issuance of a license 
under the Virus-Serum-Toxin Act; 
(4) By comparing the dates for the ends of the periods 
obtained pursuant to paragraphs (d)(2) and (d)(3) of this 
section with each other and selecting the earlier date; 
(S) If the original patent was issued after November 16, 
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1988, by— 
(i) Adding 5 years to the original 


to paragraphs 
(d)(4) and (d)(5){i) of this section Pare each other and 
selecting the earlier date; 

See On ne oe ee oe 
(i) If no request for the authority to an experi- 
mental biological product under the Virus-Serum-Toxin 
Act was submitted before November 16, 1988, by— 

(A) Adding 5 years to the original expiration date 
aaa iit en ee 


(B) Comparing the dates obtained pursuant to para- 
graphs (d)(4) and (d)(6)(i)(A) of this section with 
ee ee Oe ee ae ee ee 
(ii) If a request for the authority to an experi 
mental biological product under the Jar they sa 
Act was submitted before Novemver 16, 1988, and the 
commercial marketing or use of the product was not 
approved before November 16, 1988, by— 
(A) Adding 3 years to the original expiration date 
of the patent or earlier date set by terminal disclaimer; 


and 

(B) Comparing the dates obtained pursuant to para- 

graphs (d)(4) and (d)(6)(ii)(A) of this section with 
each other and selecting the earlier date. 


10. Section 1.785 is amended to revise paragraph (b) to read 
as follows: 


§ 1.785 Multiple applications for extension of terms of the 
same patent or of different patents for the same regulatory 
review period for a product. 


see * 


(b) If more than one application for extension is filed by a 
single applicant which seeks the extension of the term of two 
or more patents based upon the same regulatory review pe- 
riod, and the applications are otherwise eligible for extension 
pursuant to the requirement of this subpart, in the absence 
of an election by applicant, the certificate of extension of 
patent term, if appropriate, will be issued upon the application 
for extension of the patent term having the earliest date of 
issuance of those patents for which extension is sought. 
May 31, 1989 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Tr. 
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(150) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 150 


[Docket No. 71038-8108] 


Requests for Bice og Proclamations 
Under the ip Protection Act of 1984, 
17 "US pr r~ Ake ) 


Agency:Patent and Trademark Office, Commerce 

Action: Final Rule 
Summary:The Patent and Trademark Office (PTO) is adding a 
new Subchapter C, Part 150 to its rules to implement the 
Presidential proclamation provisions of the Semiconductor 
Chip Protection Act of 1984, 17 U.S.C. 902(a)(2). The rules 
establish procedures for the evaluation of requests by foreign 
governments for the issuance of Presidential proclamations 
granting protection in the United States to mask works of foreign 
origin. The rules also permit the Commissioner of Patents and 
Trademarks independently to initiate an evaluation. The effect 
of the rules will be to establish a regime of protection for foreign 
mask works in the United States, provided mask works of U.S. 





1134 TMOG 310 
(150) 


origin are adequately protected in the country requesting a 
Presidential proclamation. 

Effective Date: August 1, 1988 

For Further Information Contact: Michael K. Kirk, Assistant 
Commissioner for External Affairs, by telephone at (703)557- 
3065, or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box 4, Washington, 
D.C. 20231. 

Supplementary Information: The Semiconductor Chip Protec- 
tion Act of 1984 (SCPA) established a new form of intellectual 
property protection for mask works that are fixed in semicon- 
ductor chips. Mask works are defined as a “series of related 
images, however fixed or encoded,” that represent the three- 
dimensional pattern in the layers of a semiconductor chip. Thus, 
the subject matter of protection under the SCPA are the layout 
designs of semiconductor chips, known im some countries as 
“integrated circuit layout designs” or as “semiconductor to- 
pographies.” The SCPA provides a ten-year term of protection 
for original mask works measured from their date of registration 
or first commercial exploitation anywhere in the world. To 
maintain protection, mask works must be registered in the 
United States Copyright Office within two years of first com- 
mercial exploitation. 

Protection for foreign mask works may be granted under both 
section 902 and section 914 of the SCPA. Section 902 sets out 
three different ways that foreign mask works may become 
eligible for protection in the United States. First, on the date 
the work is registered or is first commercially exploited any- 
where in the world, the mask work is protectible if its owner 
is a national, domiciliary or sovereign authority of a foreign 
nation that is a party to a treaty that provides protection of mask 
works and to which the United States is also a party, or if a 
stateless person, wherever domiciled. Second, foreign mask 
works may be when they are first commercially exploited 


in the United States. The third way, set forth in section 902(a)(2), 
is where the foreign mask work comes within the scope of a 
Presidential proclamation. The President may issue a proclama- 


tion upon finding that a foreign nation extends to mask works 
of owners who are U.S. nationals or domiciliaries, protection 
(1) on substantially the same basis as that on which the foreign 
nation extends protection to mask works of its own nationals 
and domiciliaries and mask works first commercially exploited 
in that nation, or (2) on substantially the same basis as provided 
in the SCPA. Pursuant to Executive Order 12504, 50 FR 4849 
(Feb. 4, 1985), requests for issuance of Presidential proclama- 
tions are to be presented to the President by the Secretary of 
Commerce. 

Section 914 was included in the SCPA as a transitional 
provision, intended by Congress to encourage other countries 
to pass laws extending protection to this new form of intellectual 
property. Once laws were in place, it was reasoned, permanent 
protection for foreign mask works could be conferred under 
section 902 or through a multilateral treaty that extended cov- 
erage to mask works. Section 914 gives the Secretary of Com- 
merce authority to issue orders extending interim protection to 
foreign mask work owners upon the satisfaction of certain 
conditions. First, the Secretary must find that the foreign nation 
is making good faith efforts and reasonable progress toward 
entering into a treaty with the United States, or toward enacting 
legislation that will protect U.S. mask works on the same basis 
as domestic mask works, or at a level similar to that provided 
under the SCPA. Second, the Secretary must determine that 
nationals, domiciliaries and sovereign authorities of the foreign 
nation are not engaged in the misappropriation, unauthorized 
distribution, or unauthorized commercial exploitation of mask 
works. Finally, the Secretary must determine that issuance of 
an interim order would promote the purposes of the SCPA and 
international comity with respect to the protection of mask 
works. 

By Amendment | to Department Organization Order 10-14, 
issued Dec. 3, 1984, the Secretary of Commerce delegated to 
the Assistant Secretary and Commissioner of Patents and Trade- 
marks the authority under section 914 to make pertinent findings 
and to issue orders for the interim protection of foreign mask 
works. Amendment 2 to De nt Organization Order 10- 
14, issued Sept. 28, 1987, expanded the earlier delegation to 
include responsibility for prescribing regulations for the pre- 
sentation to the President of requests for issuance of proclama- 
tions under section 902. 
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The Commissioner has issued orders granting interim pro- 
tection under section 914 for mask works produced in Australia, 
Belgium, Canada, Denmark, Finland, France, the Federal Re- 
public of Germany, Greece, Ireland, Italy, Japan, Luxembourg, 
the Netherlands, Portugal, Spain, Sweden, Switzerland, and the 
United Kingdom. All of the interim protection orders were 
recently extended until May 31, 1989. See Extension of Pre- 
viously-Granted Interim Orders Under the Semiconductor Chip 
Protection Act of 1984, 53 FR 16308 (May 6, 1988). 

This proceeding was initiated by a Notice of Proposed Rule- 
making published at 53 FR 5588-90 (Feb. 25, 1988). The notice 
set forth proposed regulations for the submission and evaluation 
of requests that the Secretary of Commerce recommend the 
issuance or revocation of a Presidential proclamation granting 
U.S. protection to foreign mask works under section 902(a)(2) 
of the SCPA. Comments on the proposed rules were received 
from the Commission of the European Communities and the 
U.S. Semiconductor Industry Association. 


Discussion of Specific Rules 


Section 150.1 of the new rules sets forth relevant definitions. 
Section 150.2 specifies the conditions under which an evaluation 
of recommending the issuance, revision, suspension or revo- 
cation of a section 902 proclamation will be initiated by the 
Commissioner. Section 150.2(a) provides that the Commis- 
sioner must initiate an evaluation of the propriety of recommend- 
ing the issuance of a section 902 proclamation upon receipt of 
a request from a foreign government. Section 150.2(b) gives 
the Secretary the discretion to initiate independently an evalu- 
ation concerning issuance, revision, suspension or revocation 
of a proclamation, or as directed by the Secretary of Commerce. 

Section 150.3(a) states that requests for the issuance of a 
section 902 Presidential proclamation shall be made by “foreign 
governments.” The definition of “foreign government” in sec- 
tion 150.1 of the rules makes clear that international intergov- 
ernmental organizations may request Presidential proclamations 
on behalf of their member states. 

Section 150.3(b) lists the documentation that must accom- 
pany requests for issuance of a proclamation. The laws, legal 
tulings, regulations, and administrative orders submitted must 
be in unedited, full-text form. Where possible, the materials 
submitted should be reproduced from the original document, 
e.g., from court reports or statutory instruments. Abstracts, 
summaries and commentaries are not acceptable. If the docu- 
ments are not in English, a certified English translation must 
accompany them. 

Section 150.4 sets out the procedure the Commissioner will 
follow after a request for issuance of a proclamation has been 
submitted, or following a decision independently to initiate an 
evaluation. If a foreign government requests a section 902 
proclamation before a section 914 proceeding has taken place, 
under section 150.4(a) the Commissioner may initiate such a 
proceeding to compile a record of necessary information and, 
where appropriate, to provide interim protection in the United 
States while the section 902 request is pending. Section 150.4(b) 
provides that the information obtained during a section 914 
proceeding, if one has been held, will be considered by the 
Commissioner in determining whether to recommend the issu- 
ance of a Presidential proclamation. 

Section 150.4(c) provides that requests for Presidential 
proclamations, and notices of the Commissioner’s determina- 
tion i ntly to initiate section 902 evaluations, will be 
published in the Federal Register. Written comments will be 
requested. Section 150.4(d) requires the Commissioner to notify 
the Register of Copyrights and the Committees on the Judiciary 
of the Senate and the House of Representatives of the initiation 
of an evaluation. Under section 150.4(e), a hearing may be 
scheduled if the written comments raise issues that cannot be 
resolved through informal contacts Section 150.4(f) provides 
that the record to be considered by the Commissioner in 
determining whether to recommend a Presidential proclamation 
will be the request from a foreign government, if any, written 
comments received, the record of any section 914 proceedings, 
and the information obtained in a hearing, if one is held. 

Sections 150.4(g) and (h) provide that the Commissioner will 
forward the draft recommendation to the Secretary, who will 
then forward a recommendation regarding issuance of a proc- 
lamation to the President. Section 150.5(a) makes clear that the 
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recommendation for issuance of a proclamation may include 
terms and conditions regarding the duration of the proclamation. 
Section 150.5(b) provides that interested parties may request 
the revision, suspension or revocation of Presidential procla- 
mations. 


Comments on the Proposed Rules 


Comments on the proposed rules were submitted by the 
Commission of the Ei Communities and the U.S. Semi- 
conductor Industry Association (SIA). The Commission of the 
European Communities noted that any request for a proclama- 
tion in favor of mask works produced in the Member States 
will be made by the Commission. The Commission requested 
a Clarification that the term “foreign governments” as used in 
section 150.3(a) includes international intergovernmental or- 
ganizations which have been empowered by their member states 
to request Presidential proclamations granting U.S. protection 
to mask works produced in such states. 

The PTO adopts the Commission’s suggestion. The rules are 
not intended to preclude foreign governments from having 
requests for Presidential proclamations presented on their behalf 
by an international or regional intergovernmental organization. 
Accordingly, a definition of “foreign government” is added as 
section 150.1(b) of the rules, making clear that international 
intergovernmental organizations may request Presidential proc- 
lamations on behalf of their member states. 

In its comments, the SIA requested that section I50.4(c) be 
amended to require that the Commissioner hold a public hearing 
when requested by any interested party after an evaluation has 
begun. As proposed, section 150.4(e)(2)(ii) gives the Commis- 
sioner discretion to hold a hearing to gather additional infor- 
mation if material issues raised in written comments cannot be 
resolved less formally. SIA also requested that section 150.4(f) 
be amended to include information obtained in public hearings 
in the list of materials to be evaluated by the Commissioner. 
SIA suggested that section 150.4(c) specify a time period of 
thirty (30) days after publication of a request for comments 
in the Federal Register during which written comments and 
requests for a hearing may be submitted. 

The PTO does not agree that the Commissioner should be 
required to hold a hearing as part of every section 902 evaluation 
whenever requested. Section 150.4(b) provides that information 
obtained during section 914 proceedings will be used in evalu- 
ating requests for Presidential proclamations. Moreover, under 
section 150.4(a) the Commissioner may institute section 914 
proceedings if an interim order has not been issued in favor of 
mask works from such a requesting nation. Given the thorough- 
ness with which section 914 proceedings are generally con- 
ducted, the Commissioner is expected to have available a 
substantial record concerning the degree of protection for U.S. 
mask works in the subject country. A separate hearing might 
only serve to cause delay in such cases. 

Moreover, effective public participation in the section 902 
evaluation process is not dependent on whether the Commis- 
sioner holds a hearing. The rules proceed from the assumption 
that any material issues relating to protection of U.S. mask works 
in a requesting foreign country can be raised in written com- 
ments, and that these issues can be resolved flexibly through 
informal inter partes contacts. Where issues cannot be resolved 
through such informal contacts, section 150.4(e)(ii) gives the 
Commissioner discretion to hold a hearing to obtain additional 
views and to assist in resolving the issues. It is not evident that 
a mandatory hearing upon request of interested parties would 
provide an opportunity for exchange of views or informa- 
tion that is not otherwise available under section 
150.4(e). 

The PTO agrees that, if the Commissioner elects to hold a 
hearing, the information obtained should be included in the 
record. Accordingly, section 150.4(f) is amended to make this 
clarification. It is also proper that the rules specify a time period 
for the submission of comments following publication in the 
Federal Register of the request for a proclamation or the 
Commissioner’s determination to initiate independently a sec- 
tion 902 evaluation. Thus, to ensure that all interested parties 
have sufficient time to investigate and prepare complete written 
comments, section 150.4(c) is amended to specify that com- 
ments must be submitted within sixty (60) days of Federal 
Register publication. 
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Discussion of Principal Changes 


A new section 150.1(b) has been added to the rules as pro- 
posed to clarify that international or regional intergovernmental 
organizations may request Presidential proclamations on behalf 
of their member states, provided the member states have 
empowered the organization to make such requests. Proposed 
sections 150.I(c)-(g) have been redesignated as sections 150.1(d)- 
(h). The definition of “mask work” in section 150.1(d) (proposed 
section 150.I(c)) has been modified slightly to conform to the 
language in section 90I(a)(2) of the SCPA. The definition of 
“Presidential proclamation” in section 150.1(e) (proposed sec- 
tion 150.1(d)) has been changed slightly by substituting the 
words “applying for” for the word “making” before the word 
“registrations.” The purpose of this change is to conform the 
language of the rule to section 908 of the SCPA, which relates 
to mask work registration. The definition of “request” in section 
150.1(f) (proposed section 150.1(e)) has been changed to indicate 
that the Commissioner is not required to treat requests for the 
revision, suspension or revocation of a Presidential proclama- 
tion in the same way as requests for issuance of such proc- 
lamations (see discussion of section 150.5(b), infra). 

Section 150.2(a) has been expanded to make clear that the 
Commissioner may initiate independently an evaluation of 
recommending the revision, suspension, or revocation of a 
Presidential proclamation, as well as an evaluation of recom- 
mending the issuance of a proclamation. This change reflects 
the amendment to section 902(a)(2) made by the Semiconductor 
Chip Protection Act Extension of 1987, which clarifies that the 
President has the authority to revise, suspend or revoke, as well 
as issue, proclamations extending protection to foreign mask 
works. 

Section 150.3(b) has been changed to state that requests for 
issuance of a Presidential proclamation must be accompanied 
by “a copy” of laws, legal rulings, regulations or administrative 
orders, rather than “an official copy” of such materials, as was 
proposed. This change is made to avoid confusion arising from 
the fact that the meaning of “official copy” may vary from 
country to country. Section 150.3(b)(5) has been redesignated 
as section 150.3(b)(6), and a new section 150.3(b)(5) has been 
added to specify that the copies submitted to the PTO must be 
in full text, unedited, and where possible, be reproduced from 
the original document. 

Section 150.4(c) has also been changed. The proposed rule 
stated that notices of requests by foreign governments for the 
issuance of Presidential proclamations will be published in the 
Federal Register. Language has been added to make clear that 
notices of the Commissioner’s determination independently to 
initiate evaluations will also be published in the Federal Reg- 
ister. Section 150.4(c) has also been changed to provide that 
comments shall be submitted to the Commissioner within sixty 
(60) days of publication of the Federal Register notice. Section 
150.4(f) has been modified to include information obtained in 
a public hearing held pursuant to section 150.4(e)(ii), if such 
a hearing is held, in the list of materials to be evaluated by 
the Commissioner. 

Section 150.5(b) has been changed to reflect the amendment 
to section 902(a)(2) made by the Semiconductor Chip Protection 
Act Extension of 1987. The first sentence provides that any 
interested party may request the “revision, suspension or revo- 
cation” of a proclamation. The second sentence has been modified 
to provide that “requests for revision, suspension or revocation 
of a proclamation will be considered in substantially the same 
manner as requests for the issuance of a section 902 procla- 
mation.” The word “substantially” has been added to indicate 
that the Commissioner need not initiate a formal evaluation in 
every case where a request is made for the revision, suspension 
or revocation of a Presidential proclamation, in contrast to 
situations where a foreign government requests the issuance of 
such a proclamation. While good faith requests for the revision, 
suspension or revocation of a proclamation will be accorded 
fair procedural treatment, it is proper that the Commissioner 
have flexibility at the outset to consider such requests on a case- 
by-case basis as experience is gained under these rules. If 
necessary, the PTO may amend the rules at a later time to provide 
additional procedures for consideration of requests for revision, 
suspension or revocation of Presidential proclamations. 

Stylistic changes have also been made in sections 150.2(a), 
150.3(b)(6) (proposed section 150.3(b)(5)) and 150.5(a), but 
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these changes are for purposes of clarity and are not substantive 
in nature. 


Other Considerations 


This rule does not have a significant impact on the quality 
of the human environment or the conservation of natural re- 
sources. This rule is in conformity with the requirements of the 
Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980,44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the proposed 
rule will not have a significant adverse economic impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 601 et seq.) The economic impact of a Presidential 
proclamation on small entities will be beneficial, since such 
proclamations may be issued only upon a finding that a foreign 
nation extends reciprocal protection to U.S. mask works. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The annual 
effect on the economy will be less that $100 million. There 
will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. By extending protection to foreign 
mask work owners, the ability of United States-based enter- 
prises to compete with foreign-based enterprises in domestic 
or export markets will be enhanced. 

The Patent and Trademark Office has also determined that 
this notice has no federalism implications affecting the rela- 
tionship between the national government and the states as 
outlined in Executive Order 12612. 

The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3510 et seq., since no record- 
keeping or reporting requirements within the coverage of the 
Act are placed upon the public. 


List of Subjects in 37 CFR Subchapter C 


Administrative practice and procedure, Authority delega- 
tions, Semiconductor chips, Mask works. 

For the reasons set out in the preamble, Chapter | of Title 
37 CFR is amended by adding a new Subchapter C, Part 150, 
as follows: 


Subchapter C - PROTECTION OF FOREIGN MASK WORKS 


Part 150 - REQUESTS FOR PRESIDENTIAL PROCLAMA- 
TIONS PURSUANT TO _ 17 U.S.C. 902(a)(2) 


Sec. 

150.1 Definitions. 

150.2 Initiation of Evaluation. 
150.3 Submission of Requests. 
150.4 Evaluation. 

150.5 Duration of Proclamation. 
150.6 Mailing Address. 


Authority: 35 U.S.C. 6; E.O. 12504, 50 FR 4849, 3 CFR, 1985 
Comp., p. 335. 


Section 150.1 Definitions. 


(a) “Commissioner” means Assistant Secretary and Commis- 
sioner of Patents and Trademarks. 

(b) “Foreign government” means the duly-constituted executive 
of a foreign nation, or an international or regional 
intergovernmental organization which has been empow- 
ered by its member states to request issuance of Presiden- 
tial proclamations on their behalf under this part. 

(c) “Interim order” means an order issued by the Secretary of 
Commerce under 17 U.S.C. 914. 

(d) “Mask work” means a series of related images, however fixed 
or encoded - 


(1) having or representing the predetermined, threedi- 
mensional pattern of metallic, insulating, or semi- 
conductor material present or removed from the 
layers of a semiconductor chip product; and 
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(2) in which series the relation of the images to one 
another is that each image has the pattern of the 
surface of one form of the semiconductor chip product. 


(e) “Presidential proclamation” means an action by the Presi- 
dent extending to foreign nationals, domiciliaries and 
sovereign authorities the privilege of applying for regis- 
trations for mask works pursuant to 17 U.S.C. 902. 

(f) “Request” means a request by a foreign government for 
the issuance of a Presidential proclamation. 

(g) “Proceeding” means a proceeding to issue an interim order 
extending protection to foreign nationals, domiciliaries 
and sovereign authorities under 17 U.S.C. Chapter 
9 


(h) “Secretary” means the Secretary of Commerce. 
Section 150.2 Initiation of Evaluation. 


(a) The Commissioner independently or as directed by the 

Secretary, may initiate an evaluation of the propriety of 
recommending the issuance, revision, suspension or re- 
vocation of a section 902 proclamation. 
The Commissioner shall initiate an evaluation of the 
propriety of recommending the issuance of a section 902 
proclamation upon receipt of a request from a foreign 
government. 

Section 150.3 Submission of Requests. 


(a) Requests for the issuance of a section 902 proclamation 
shall be submitted by foreign governments for review by 
the Commissioner. 

(b) Requests for issuance of a proclamation shall include: 


(1) Acopy of the foreign law or legal rulings that provide 
protection for U.S. mask works which provide a basis 
for the request. 

A copy of any regulations or administrative orders 
implementing the protection. 

A copy of any laws, regulations or administrative 
orders establishing or regulating the registration (if 
any) of mask works. 

Any other relevant laws, regulations or administra- 
tive orders. 

All copies of laws, legal rulings, regulations or 
administrative orders submitted must be in unedited, 
full-text form, and if possible, must be reproduced 
from the original document. 

(6) All material submitted must be in the original lan- 
guage, and if not in English, must be accompanied 
by a certified English translation. 


Section 150.4 Evaluation. 


(a) Upon submission of a request by a foreign government 
for the issuance of a section 902 proclamation, if an interim 
order under section 914 has not been issued, the Com- 
missioner may initiate a section 914 proceeding if addi- 
tional information is required. 

If an interim order under section 914 has been issued, the 
information obtained during the section 914 proceeding 
will be used in evaluating the request for a section 902 
proclamation. 

After the Commissioner receives the request of a foreign 
government for a section 902 proclamation, or after a 
determination is made by the Commissioner to initiate 
independently an evaluation pursuant to section 150.2(a) 
of this part, a notice will be published in the Federal 
Register to request relevant aiid material comments on the 
adequacy and effectiveness of the protection afforded U.S. 
mask works under the system of law described in the 
notice. Comments should include detailed explanations 
of any alleged deficiencies in the foreign law or any alleged 
deficiencies in its implementation. If the alleged deficien- 
cies include problems in administration such as registra- 
tion, the respondent should include as specifically as 
possible full detailed explanations, including dates for and 
the nature of any alleged problems. Comments shall be 
submitted to the Commissioner within sixty (60) days of 
publication of the Federal Register notice. 
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(d) The Commissioner shall notify the Register of Copyrights 
and the Committees on the Judiciary of the Senate and 
the House of Representatives of the initiation of an evalu- 
ation under these regulations. 

If the written comments submitted by any party present 

relevant and material reasons why a proclamation should 

not issue, the Commissioner will: 

(1) Contact the party raising the issue for verification 
and any needed additional information; 

(2) Contact the requesting foreign government to deter- 
mine if the issues raised by the party can be resolved; 
and, 


(i) If the issues are resolved, continue with the 
evaluation; or, 

(ii) If the issues cannot be resolved on this basis, 
hold a public hearing to gather additional in- 
formation. 


The comments, the section 902 request, information 
obtained from a section 914 proceeding, if any, and in- 
formation obtained in a hearing held pursuant to subsec- 
tion (e)(ii) of this section, if any, will be evaluated by the 
Commissioner. 

(g) The Commissioner will forward the information to the 
Secretary, together with an evaluation and a draft recom- 
mendation. 

(h) The Secretary will forward a recommendation regarding 
the issuance of a section 902 proclamation to the Presi- 
dent. 


Section 150.5 Duration of Proclamation. 


(a) The recommendation for the issuance of a proclamation 
may include terms and conditions regarding the duration 
of the proclamation. 

(b) Requests for the revision, suspension or revocation of a 
proclamation may be submitted by any interested party. 
Requests for revision, suspension or revocation of a proc- 
lamation will be considered in substantially the same 
manner as requests for the issuance of a section 902 
proclamation. 


Section 150.6 Mailing Address. 


Requests and all correspondence submitted pursuant to these 
guidelines shall be addressed to: 


Commissioner of Patents and Trademarks 
Box 4 
Washington, D.C. 20231 


DONALD J. QUIGG, 
Assistant Secretary and 


Commissioner of Patents 
and Trademarks. 


June 23, 1988 


[1092 OG 52] 


(151) Errors in Notice of Allowance 

The purpose of this notice is to clarify existing Office practice 
with respect to providing a new issue fee due date. Sometimes 
errors appear on the Notice of Allowance, such as an incorrect 
number of claims, the misspelling of an inventor’s name, an 
incorrect inventorship, or an incorrect title. A duplicate Notice 
of Allowance correcting the errors may be requested from the 
Group that mailed the Notice. However, a new issue fee due 
date will not be provided if the information on the original Notice 
of Allowance is sufficient to allow a reasonable practitioner to 
timely file a proper issue fee in the correct application. Spe- 
cifically, the mere filing of a request for a corrected or duplicate 
Notice of Allowance will not act to stay the period for paying 
the issue fee. 


JAMES E. DENNY, 
Deputy Assistant Commissioner 
for Patents. 


June 12, 1985. 


[1056 OG 35] 
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(152) Initial Guidelines Implementing C 
in 35 U.S.C. 103, 116, and 120 


The Patent and Trademark Office has established initial 
guidelines for patent examiners to use in implementing the 
changes made in 35 U.S.C. 103, 116, and 120 by Public Law 
98-622, the Patent Law Amendments Act of 1984. As a service 
to the public, those guidelines are published below. A copy of 
Public Law 98-622 is also being published concurrently here- 
with. Some of the procedural aspects of matters contained in 
the guidelines will be incorporated into Title 37 of the Code 
of Federal Regulation through the rule-making process. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Dec. 11, 1984. 


Initial Guidelines As To Implementation Of 35 U.S.C. 103 


Public Law 98-622 added a new sentence to 35 U.S.C. 103 
which reads as follows: 

“Subject matter developed by another person, which quali- 

fies as prior art only under subsection (f) or (g) of section 

102 of this title, shall not preclude patentability under this 

section where the subject matter and the claimed invention 

were, at the time the invention was made, owned by the same 

person or subject to an obligation of assignment to the same 

person.” 

The significant features resulting from this amendment to 
§ 103 are the following: 


(1) The only prior art which is disqualified is prior art under 
§ 102(f) or (g) where the subject matter, i.e., the prior art, 
and the invention “were, at the time the invention was 
made, owned by the same person or subject to an obligation 
of assignment to the same person.” (Person includes 
organization.) 

If the subject matter (prior art) qualifies as prior art under 
any other section, e.g., § 102(a), (b), or (e), it is still prior 
art and can be used. 

Amendment applies only to subject matter which qualifies 
as prior art under § 103; it does not affect subject matter 
which qualifies as prior art under § 102, i.e., anticipatory 
prior art. 

Term “another person” means any inventive entity other 
than the inventor and includes the inventor and any other 
person. 

Term “developed” is to be read broadly and is not limited 
to any particular manner of development. 

Subject matter derived from another under § 102(f) is prior 
art under § 103 unless the derived subject matter and the 
claimed invention are owned by, or subject to an obligation 
of assignment to, the same person at the time the claimed 
invention was made. 

The disclosure of an earlier filed patent application which 
issues as a patent continues to be prior art under § 102(e) 
against a later invented and filed application of another 
inventor even though the patent and the later application 
are owned by, or subject to an obligation of assignment 
to, the same person. 

Commonly owned applications, i.e., applications owned 
by the same person, may be refiled as a single application 
to avoid one or more of them becoming prior art against 
another under §§ 102(e) and 103. 

The phrase “owned by the same person” requires that the 
same person, persons, or organization own 100% of the 
subject matter (prior art) and 100% of the claimed inven- 
tion. 

The phrase “subject to an obligation of assignment to the 
same person” requires that a legal obligation of assignment 
exist and not merely a moral or unenforceable obligation. 
As long as the same person owns the subject matter and 
the invention at the time the claimed invention was made, 
a license to another may be made without the subject matter 
becoming prior art. 

Amended § 103 requires actual ownership (or obligation 
to assign) be in existence at the time the claimed invention 
is made for the subject matter to be disqualified as prior 
art; acquiring one or the other later is not sufficient. 
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(13) Burden of establishing that subject matter is disqualified (a) assume that the applications are not commonly 


as prior art is placed on patent applicant and not on the 
patent examiner once the examiner establishes a prima 
facie case of obviousness based on the prior art. 


(14) Double patenting rejections may now be made in appli- 


cations based on commonly owned patents of different 
inventive entities and double patenting rejections of the 
obviousness type can be overcome by terminal disclaim- 
ers. 

A double patenting rejection may also be made in a later 
filed application where the application/patent on which the 
rejection is based and the later filed application are not 
commonly owned as long as one of the inventors is common 
between the later filed application and the application/ 
patent; such a rejection cannot be overcome by terminal 
disclaimer in view of the lack of common ownership. 


(16) The Commissioner’s Notice of January 9, 1967, “Double 


Patenting”, 834 O.G. 1615 (Jan. 31, 1967) is withdrawn 
to the extent that it does not authorize a double patenting 
rejection where different inventive entities are present. 


(17) Inventors of subject matter not commonly owned at the 


time of the invention may file as joint inventors in a single 
application. However, the claims in such an application 
are not protected from a § 102(f) /103 or § 102(g)/103 
rejection. 


Implementation Steps As To Amended 35 U.S.C. 103 


A. Applications To Be Considered 


(1) Amended § 103 does not “affect any final decision 
made by the court or the Patent and Trademark Office 
before the date of enactment [November 8, 1984]. 
. . with respect to a patent or application for patent, 
if no appeal from such decision is pending and the 
time for filing an appeal has expired.” 

The amendment of § 103 will not be considered to 
apply to: 


(a) Any application which has been abandoned 
prior to November 8, 1984, unless such appli- 
cation is revived pursuant to the provisions of 
37 CFR 1.137(a) or (b) and is pending on or 
after November 8, 1984; 

Any application in which all the claims have 
been allowed and in which prosecution has 
been closed prior to November 8, 1984, e.g., 
by an Ex parte Quayle action, a Notice of 
allowability, or a Notice of Allowance. How- 
ever, acontinuing application would obtain the 
benefit of amended § 103 if filed prior to the 
abandonment or issuance of the application; 
and 

Any application in which an appeal has been 
filed and is no longer pending or in which the 
time for filing an appeal has expired prior to 
November 8, 1984. However if the application 
contains allowed claims on or after November 
8, 1984, the allowed claims are subject to 
amended § 103. 


The amendment to § 103 will be applied to any 
application (a) which is before the examiner for 
action and in which all the claims have not been 
allowed and the prosecution closed or (b) in which 
prosecution has been closed and is being reopened 
to reject the allowed claims on grounds other than 
§ 102(f) /103 or § 102(g)/103. 

Applications not before the examiner for action, e.g., 
an application in which a response from applicant 
is required, will not be considered as to the appli- 
cability of amended § 103 unless applicant takes 
timely action which properly requires an action on 
the merits by the examiner. 


owned; 

(b) examine the applications on all grounds other 
than any conflict between the applications; 

(c) consider the applicability of § 102(f) /103 or 
§ 102(g)/103 if one application refers to the 
other (if there is no cross-reference between the 
applications it would be inappropriate for the 
examiner to refer to one application in the other 
in view of 35 U.S.C. 122); 
consider interference if appropriate; 
suspend the later filed application if it is oth- 
erwise allowable until the earlier filed appli- 
cation is abandoned or issues as a patent and 
then reject the later filed application under § 
102(e)/103, if appropriate; and 

(f) proceed under item C below if at any time 
during the examination a statement is made that 
the applications are commonly owned. 


C. Conflicting Co-pending Applications Of Different Inventive 
Entities Which Are Commonly Owned 


(1) Co-pending applications will be considered by the 
examiner to be owned by, or subject to an obligation 
of assignment to, the same person if (a) the appli- 
cation files refer to assignments recorded in the PTO 
in accordance with 37 CFR 1.331 which convey the 
entire rights in the applications to the same person(s) 
or organization(s); or (b) copies of unrecorded as- 
signments which convey the entire rights in the 
applications to the same person(s) or organization(s) 
are filed in each of the applications; or (c) an affidavit 
or declaration by the common owner is filed which 
states that there is common ownership and explains 
why the affiant believes there is common ownership; 
or (d) other evidence is submitted which establishes 
common ownership of the applications in question, 
€.g., a court decision determining the owner. In 
circumstances where the common owner is a cor- 
poration or other organization an affidavit or dec- 
laration averring common ownership may be signed 
by an official of the corporation or organization 
empowered to act on behalf of the corporation or 
organization. 

If the application files establish that they are owned 
by, or subject to an obligation of assignment to, the 
same person, the examiner will: 


(a) examine the applications as to all grounds except 
§§ 102(f) and (g) as they apply through § 103 
if the application files establish common own- 
ership at the time the later invention was made; 
examine the applications for double patenting, 
including double patenting of the obviousness 
type, and make a provisional rejection, if 
appropriate, (see Jn re Mott, 190 USPQ 536 
(CCPA 1976); 
examine the later filed application under § 
102(e) as it applies through § 103 and make 
a provisional rejection under § 102(e)/103 in 
the later filed application, if appropriate; 
permit applicant of the later filed application 
to file an affidavit under 37 CFR 1.131 to 
overcome the provisional or actual § 102(e)/ 
103 rejection, if appropriate, and a terminal 
disclaimer to overcome the provisional or actual 
rejection on double patenting of the obvious- 


ness type. 


Initial Guidelines As To Implementation Of 35 
U.S.C. 116 


Public Law 98-622 amended 35 U.S.C. 116 to clarify that 
each inventor need not “sign the application” in addition to 
making the required oath and to add a new sentence which reads 
as follows: 


B. Conflicting Co-pending Applications Of Different Inventive 
Entities With No Indication That They Are Commonly Owned 


(1) _ If the application files do not establish that they are 
owned by, or subject to an obligation of assignment 


“Inventors may apply for a patent jointly even though 
to, the same person, the examiner will: 


(1) they did not physically work together or at the same 
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time, (2) each did not make the same type or amount 
of contribution, or (3) each did not make a contribution 
to the subject matter of every claim of the patent.” 


The significant features resulting from these amendments to 
§ 116 are the following: 


The joint inventors do not have to separately “sign the 
application,” but only need apply for the patent jointly and 
make the required oath by signing the same; this is a 
clarification, but not a change in current practice. 
Inventors may apply for a patent jointly even though “they 
did not work together or at the same time,” thereby clari- 
fying (a) that it is not necessary that the inventors physi- 
cally work together on a project, and (b) that one inventor 
may “take a step at one time, the other an approach at 
different times.” (Monsanto Co. v. Kamp, 154 USPQ 259 
(D.D.C. 1967)). 

Inventors may apply for a patent jointly even though “each 
did not make the same type or amount of contribution,” 
thereby clarifying the “fact that each of the inventors plays 
a different role and that the contribution of one may not 
be as great as that of another does not detract from the 
fact that the invention is joint, if each makes some original 
contribution, though partial, to the final solution of the 
problem.” Monsanto, supra. 

Inventors may apply for a patent jointly even though “each 
did not make a contribution to the subject matter of every 
claim of the patent.” 

Inventors may apply for a patent jointly as long as each 
inventor made a contribution, i.e., was an inventor or joint 
inventor, of the subject matter of at least one claim of the 
patent; there is no requirement that all the inventors be 
joint inventors of the subject matter of any one claim. 
If an application by joint inventors includes more than one 
independent and distinct invention, restriction may be 
required with the possible result of a necessity to change 
the inventorship named in the application if the elected 
invention was not the invention of all the originally named 
inventors. 

The amendment to § 116 increases the likelihood that 
different claims of an application or patent may have 
different dates of invention; when necessary the Office or 
court may inquire of the patent applicant or owner con- 
cerning the inventors and the invention dates for the subject 
matter of the various claims. 


Implementation Steps As To Amended 35 U.S.C. 116 


(1) See items (1) to (4) above under “Applications To Be 
Considered” for applications to be considered under 
amended § 116. 

(2) Pending applications will be permitted to be amended by 
complying with 37 CFR 1.48 to add claims to inventions 
by inventors not named when the application was filed 
as long as such inventions were disclosed in the application 
as filed since 37 CFR 1.48 permits correction of inven- 
torship where the “correct inventor or inventors are not 
named in an application for patent through error without 
any deceptive intention on the part of the actual inventor 
or inventors.” 

Under amended § 1 16 an examiner will reject claims under 
§ 102(f) only in circumstances where a named inventor 
is not the inventor of at least one claim in the application; 
no rejection under § 102(f) is appropriate if a named 
inventor made a contribution to the invention defined in 
any claim of the application. 
Under amended § 116 considered in conjunction with 
amended § 103, a rejection may be appropriate under 
§ 102(f)/103 where the subject matter, i.e., prior art, and 
the claimed invention were not owned by, or subject to 
an obligation of assignment to, the same person at the time 
the invention was made. 
Applicants are responsible for correcting, and will be 
uired to correct, the inventorship in compliance with 
37 CFR 1.48 when the application is amended to change 
the claims so that one (or more) of the named inventors 
is no longer an inventor of the subject matter of a claim 
remaining in the application. 
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(6) In requiring restriction in an application filed by joint 
inventors the examiner will remind applicants of the 
necessity to correct the inventorship pursuant to 37 CFR 
1.48 if an invention is elected and the claims to the in- 
vention of one or more inventors are cancelled. 

The examiner will not inquire of the patent applicant 
concerning the inventors and the invention dates for the 
subject matter of the various claims until it becomes 
necessary to do so in order to properly examine the 
application. 

If an application is filed with joint inventors, the examiner 
will assume that the subject matter of the various claims 
was commonly owned at the time the inventions covered 
therein were made, unless there is evidence io the contrary. 
If inventors of subject matter, not commonly owned at the 
time of the later invention, file a joint application, appli- 
cants have an obligation pursuant to 37 CFR 1.56 to point 
out the inventor and invention dates of each claim and the 
lack of common ownership at the time the later invention 
was made in order that the examiner may consider the 
applicability of § 102(f)/103 or § 102(g)/103. The exam- 
iner will assume, unless there is evidence to the contrary, 
that applicants are complying with their duty of disclosure. 


Initial Guidelines As To Implementation Of 
35 U.S.C. 120 


Public Law 98-622 amended 35 U.S.C. 120 by striking out 
“by the same inventor” and inserting in its place “which is filed 
by an inventor or inventors named in the previously filed 
application.” 

The amended first paragraph of 35 U.S.C. 120 (the bracketed 
— was deleted and the underlined portion added) reads as 

ollows: 


§120. Benefit of earlier filing date in the United States 


An application for patent for an invention disclosed in the 
manner provided by the first paragraph of section 112 of this 
title in an application previously filed in the United States, or 
as provided by section 363 of this title, [by the same inventor] 
which is filed by an inventor or inventors named in the previously 
filed application shall have the same effect, as though filed on 
the date of the prior application, if filed before the patenting 
or abandonment of or termination of proceedings on the first 
application or on an application similarly entitled to the benefit 
of the filing date of the first application and if it contains or 
is amended to contain a specific reference to the earlier filed 
application.” 

The significant features of these amendments to § 120 are 
the following: 


(1)_ A later filed application by an inventor or inventors of a 
previously filed co-pending application may claim the 
benefit of the previously filed co-pending application under 
§ 120 even though the later filed application does not name 
all of the same inventors as the previously filed application. 

(2) In order for the later filed application to be entitled to claim 
the benefit of the earlier filed co-pending application under 
§ 120 the earlier filed co-pending application must 
(a) have at least one inventor in common with the later 

filed application; 
(b) disclose the common inventor’s invention in the 
manner provided by the first paragraph of 35 U.S.C. 
112, i.e., fully disclose and support at least one of 
the common inventor’s claims found in the later 
application. 
When necessary the Patent and Trademark Office or a 
court may inquire of the patent applicant or owner as to 
who invented, and the date of invention of, the subject 
matter being claimed in any claims in the later filed 
application. 
Double patenting rejections may be applicable, whether 
or not the applications and patents are commonly owned 
as long as the applications/ patent(s) have at least one 
inventor in common. 
If the applications and patents are commonly owned, the 
rejection of the applications on the grounds of double 
patenting can be overcome by an appropriate terminal 
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disclaimer as long as the identical invention is not being 
claimed. See Jn re Robeson, 141 USPQ 485 (CCPA 1964), 
and In re Kaye, 141 USPQ 829 (CCPA 1964). 

If the applications and patents are not commonly owned, 
the double patenting rejection is entered in the later filed 
application and cannot be overcome by a terminal dis- 
claimer since the ownership of the subject matter being 
claimed belongs to someone other than the owner of the 
later application. 


Implementation Steps As To Amended 35 U.S.C. 120 


(1) See items (1) to (4) above under “Applications To Be 
Considered” for applications to be considered under 
amended § 120. 

The examiner will examine any earlier filed co-pending 

application to which priority is claimed under § 120 to 

determine if 

(a) the earlier filed co-pending application has at least 
one inventor in common with the later filed appli 
cation; 

(b) the other requirements for claiming benefit under 
§ 120 are met; and 

(c) a rejection on the grounds of double patenting is 
proper. 

As long as the formal requirements for claiming benefit 

under § 120 are met, the examiner will permit the claim 

to be made without examining the earlier filed co-pending 

application for disclosure and support of at least one claim 

of the later filed application under the first paragraph of 

§ 112 unless it becomes necessary to do so, e.g. because 

of an interference or an intervening reference. 

The examiner will not inquire of the patent applicant as 

to who invented, and the date of invention of, the subject 

matter being claimed in any claims in the later filed 

application until it becomes necessary to do so in order 

to properly examine the application. 

The examiner will examine the earlier and later filed 

applications and make actual or provisional rejections for 

double patenting where appropriate, whether or not the 

applications are commonly owned. 


Example 1 - Single Application - Plural Inventors 

Inventors A and B, both employees of Company E with 
obligation to assign all their inventions to E develop inventions 
X and Y respectively. An application for patent is properly filed 
listing A and B as joint inventors and with claims to both X 
and Y as now possible under § 116 as amended by Public Law 
98-622. 


Situation 1. 
The claims to X and Y are not patentably distinct. 


Examiner’s Action: 


If otherwise patentable over the prior art—allows applica- 
tion. 


Situation 2. 
The claims to X and Y are patentably distinct. 


Examiner’s Action: 

Require restriction and election of claims to either X or Y. 
The applicant, after election, must correct the inventorship of 
the application to ist only the inventor of the elected invention; 
for example, inventor A if claims to invention X were elected. 
A divisional application with B as inventor and claims to Y may 
claim benefit of the originally filed application under 35 U.S.C. 
120 as amended by Public Law 98-622. 


Situation 3. 
The application contains a Markush-type claim to X and Y 
and separate species claims to X and Y. 


Examiner’s Action: 
(a) Examine the application to determine if the inventions X 
and Y are restrictable. If so, the claims to elected invention 
X (assume X is elected by applicants) and the X portion 
of the Markush claim to X and Y are examined. 
(i) ifthe claim to X is allowable, the entire Markush claim 
and the species claim to Y must also be examined. 
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(ii) if the claim to X is not allowable, no further action 
on species claim Y or the Y portion of the Markush 
claim is required. 

The inventorship of the application at the time of allowance 
must be corrected, if necessary, to correspond to the inventions 
covered by the claims allowed. 


Example 2 - Multiple applications - plural inventions 

Inventors A and B, both employees of Company E, with 
obligation to assign all their inventions to E, develop inventions 
X and Y with Y being developed by B after knowledge of A’s 
development of X. A files application on X before B’s devel- 
opment of Y and B later files application. Both applications 
establish they are owned by Company E. 


Situation 1. 
The claims to X and Y are not patentably distinct. 


Examiner’s Action: 

(a) Examine the applications as to all grounds except § 102(f) 
and (g) as they apply through § 103; 

(b) Make a provisional rejection of the later filed application 
on the grounds of double patenting of the obviousness 
type, if appropriate. If a terminal disclaimer is filed in 
accordance with § 1.321(b), the provisional double pat- 
enting rejection of the obviousness type will be overcome; 
Examine the later filed application under § 102(e)/103 and 
make a provisional rejection based on § 102(e)/103, if 
appropriate. An affidavit under § 1.131 can be filed to 
overcome the rejection based on § 102(e)/103. 


Situation 2. 

After receiving the examiner’s action in situation 1, A and 
B filed a continuation-in-part application with inventor C and 
claim A’s invention, B’s invention and an improvement they 
jointly developed with C. A and B abandon their prior appli- 
cations. 


Examiner’s Action: 
Examine the application in the normal manner; no double 
patenting and § 102(e)/103 problems now exist. 


Example 3 - Two copending applications with no indication in 
the record of common ownership 

Inventor A files an application with claims to invention X. 
Another copending application is filed by inventor B claiming 
invention Y. There is no indication of common ownership. 


Situation 1. 
The claims in the two applications are directed to patentably 
distinct inventions. 


Examiner’s Action: 
If the claims are otherwise allowable, the applications are 
both allowed. 


Situation 2. 
The claims in the two applications are not patentably distinct. 


Examiner’s Action: 

The applications are prosecuted until one application is al- 
lowable. If the time difference between the two applications is 
too large to declare an interference, action on the later filed 
application is suspended until the earlier filed application issues 
as a patent. At that time the later filed application is rejected 
over the earlier filed application under § 102(e)/103. 

If the filing dates of the applications are sufficiently close 
to declare an interference, claims for an interference should 
be suggested. If the applications are commonly owned, the 
common owner must make the ownership known. When such 
common ownership is made known, a provisional double 
patenting rejection should be made in the later filed application. 
If the double patenting rejection is of the obviousness type, a 
terminal disclaimer under 37 CFR 1.321(b) may be filed. The 
later filed application should be examined under § 102(e)/103 
and a provisional rejection based on § 102(e)/103 should be 
made in the later filed application, if appropriate. An affidavit 
under § 1.131 can be filed to overcome a rejection based on 
§ 102(e)/103. 
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ere oe neem hme er 
An application for patent in the Patent and Trademark 
Office ix which the owner E sets forth the following information. 
“The subject matter of claim 1 was invented by inventor A. 
The subject matter of claim 2 was invented by inventor B. 
Inventor B knew of the invention of inventor A at the time he 
made his invention. Both A and B made their inventions while 
working for owner E with a duty to assign”. The inventions are 
different but not patentably distinct. 


Examiner’s Action: 
If the claims are patentable over the prior art, the application 
should be allowed. 


Public Law 98—622 
Signed November 8, 1984 


Ninety-eighth Congress of the United States of America 
AT THE SECOND SESSION 


Begun and held at the City of Washington on Monday, the 
twenty-third dayof January, one thousand nine hundred and 
eighty-four 


An Act 


To amend title 35, United States Code, to increase the effec- 
tiveness ofthe patent laws, and for other purposes. 


Be it enacted by the Senate and House of Representatives of 
the United States of America in Congress assembled, 


SHORT TITLE 


SECTION 1. This Act may be cited as the “Patent Law 
Amendments Act of 1984”. 


TITLE I—PATENT IMPROVEMENT PROVISIONS 
USE OF PATENTED INVENTIONS OUTSIDE 
THE UNITED STATES 


SEC. 101.(a) Section 271 of title 35, United States Code, is 
amended by adding at the end thereof the following new sub- 
section: 

“(f)(1) Whoever without authority supplies or causes to be 
supplied ia or from the United States all or a substantial portion 
of the components of a patented invention, where such com- 

ts are uncombined in whole or in part, in such manner 
as to actively induce the combination of such components 
outside of the United States in a manner that would infringe 
the patent if such combination occurred within the United States, 
shall be liable as an infringer. 

“(2) Whoever without authority supplies or causes to be 
supplied in or from the United States any component of a 
patented invention that is especially made or especially adapted 
for use in the invention and not a staple article or commodity 
of commerce suitable for substantial noninfringing use, on mt 
such component is uncombined in whole or in part, knowing 
that such nt is so made or adapted and intending that 
such component will be combined outside of the United States 
in a manner that would infringe the patent if such combination 
occurred within the United States, shall be liable as an infringer.” 


STATUTORY INVENTION REGISTRATION 


SEC. 102.(a) Chapter 14 of title 35, United States Code, is 
amended by adding at the end thereof the following new section: 


§ 157. Statutory invention registration 


“(a) Notwithstanding any other provision of this title, the 
Commissioner is authorized to publish a statutory invention 
registration containing the specification and drawings of a 
regularly filed application for a patent without examination if 
the applicant: 

“(1) meets the requirements of section 112 of this title; 
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“deceit att Genuine Se ptthe, © 
set forth in regulations of the Commissioner; 

“(3) waives the right to receive a patent on the invention 
within such — period as may be prescribed by the Commis- 
sioner, 


con ee aS 
fees established by the Commissioner 


application, 
a statutory invention registration may not be published unless 
the issue of priority of invention is finally determined in favor 
of the applicant. 

“(b) The waiver under subsection (a)(3) of this section by 
an applicant shall take effect upon publication of the statutory 
invention registration. 

“(c) A statutory invention registration published pursuant to 
this section shall have all of the attributes specified for patents 
in this title except those specified in section 183 and sections 
271 through 289 of this title. A statutory invention registration 
shall not have any of the attributes specified for patents in any 
other provision of law other than this title. A statutory invention 
a epee oe peep ageannhenypini ey 
priate notice to the public, pursuant to regulations which 
Commissioner shall issue, o py et a ye 
subsection. The invention with respect to which a 
invention certificate is published is not a patented invention for 
purposes of section 292 of this title. 

“(d) The Secretary of Commerce shall report to the 
annually on the use of statutory invention registrations. Such 
report shall include an assessment of the degree to which agencies 
of the Federal Government are making use of the 
invention registration system, the degree to which it aids the 
management of federally developed technology, and an assess- 
ment of the cost savings to the Federal Government of the use 
of such lures.” 


proced' 
(b) The table of sections at the beginning of chapter 14 of 
title 35, United States Code, is amended by adding at the end 
thereof 


the following: 
“157. Statutory invention registration.”. 


(c) The amendments made by this section shall take effect 
six months after the date of the enactment of this Act. 


PRIOR ART 


SEC. 103. Section 103 of title 35, ‘United States Code, is 
amended by adding at the end thereof the following: 

“Subject matter developed by another person, which quali- 
fies as prior art only under subsection (fhor (g) of section 102 
of this title, shall not preclude patentability under this section 
where the subject matter and the claimed invention were, at the 
time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person.” 


JOINT INVENTORS 


SEC. 104. (a) Section 116 of title 35, United States Code, 
is amended by amending the first paragraph to read as follows: 


“When an invention is made by two or more persons jointly, 
they shall apply for patent jointly and each make the required 
oath, except as otherwise provided in this title. Inventors may 
apply for a patent ~— even though (1) they did not physically 

ork together or at the same time, (2) each did not make the 
pn type or amount of contribution, or (3) each did not make 
acontribution to the subject matter of every claim of the patent.”. 


(b) Section 120 of title 35, United States Code, is amended 
by striking out “by the same inventor” and inserting in lieu 
thereof “which is filed by an inventor or inventors named in 
the previously filed application”. 


ARBITRATION OF INTERFERENCES 


SEC. 105. Section 135 of title 35, United States Code, is 
amended by adding at the end thereof the following new sub- 
section: 

“(d) Parties to a patent interference, within such time as may 
be specified by the Commissioner by regulation, may determine 
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such contest or any aspect thereof by arbitration. Such arbitration 
shall be governed by the provisions of title 9 to the extent such 
title is not inconsistent with this section. The parties shall give 
notice of any arbitration award to the Commissioner, and such 
award shall, as between the parties to the arbitration, be dis- 
positive of the issues to which it relates. The arbitration award 
shall be unenforceable until such notice is given. Nothing in 
this subsection shall preclude the Commissioner from determin- 
ing patentability of the invention involved in the interference.”. 


EFFECTIVE DATE 


SEC. 106. (a) Subject to subsections (b), (c), (d), and (e) of 
this section, the amendments made by this Act shall apply to 
all United States patents granted before, on, or after the date 
of enactment of this Act, and to all applications for United States 
patents pending on or filed after the date of enactment. 

(b) The amendments made by this Act shall not affect any 
final decision made by the court or the Patent and Trademark 
Office before the date of enactment of this Act with respect to 
a patent or application for patent, if no appeal from such decision 
is pending and the time for filing an appeal has expired. 

(c) Section 271(f) of title 35, United States Code, added by 
section 101 of this Act shall apply only to the supplying, or 
causing to be supplied, of any component or components of a 
patented invention after the date of enactment of this Act. 

(d) No United States patent granted before the date of 
enactment of this Act shall abridge or affect the right of any 
person or his successors in business who made, purchased, or 
used prior to such effective date anything protected by the patent, 
to continue the use of, or to sell to others to be used or sold, 
the specific thing so made, purchased, or used, if the patent 
claims were invalid or otherwise unenforceable on a ground 
obviated by section 103 or 104 of this Act and the person made, 
purchased, or used the specific thing in reasonable reliance on 
such invalidity or unenforceability. If a person reasonably relied 
on such invalidity or unenforceability, the court before which 
such matter is in question may provide for the continued 
manufacture, use, or sale of the thing made, purchased, or used 
as specified, or for the manufacture, use, or sale of which 
substantial preparation was made before the date of enactment 
of this Act, and it may also provide for the continued practice 
of any process practiced, or for the practice of which substantial 
preparation was made, prior to the date of enactment, to the 
extent and under such terms as the court deems equitable for 
the protection of investments made or business commenced 
before the date of enactment. 

(e) The amendments made by this Act shall not affect the 
right of any party in any case pending in court on the date of 
enactment to have their rights determined on the basis of the 
substantive law in effect prior to the date of enactment. 


TITLE I1—PATENT AND TRADEMARK OFFICE 
PROCEDURES 


BOARD OF PATENT APPEALS AND 
INTERFERENCES 


SEC. 201. (a) Section 7 of title 35, United States Code, is 
amended to read as follows: 


"§ 7. Board of Patent Appeals and Interferences 


“(a) The examiners-in-chief shall be persons of competent 
legal knowledge and scientific ability, who shall be appointed 
to the competitive service. The Commissioner, the Deputy 
Commissioner, the Assistant Commissioners, and the examin- 
ers-in-chief shall constitute the Board of Patent Appeals and 
Interferences. 

“(b) The Board of Patent Appeals and Interferences shall, 
on written appeal of an applicant, review adverse decisions of 
examiners upon applications for patents and shall determine 
priority and patentability of invention in interferences declared 
under section 135(a) of this title. Each appeal and interference 
shall be heard by at least three members of the Board of Patent 
Appeals and Interferences, who shall be designated by the 
Commissioner. Only the Board of Patent Appeals and Interfer- 
ences has the authority to grant hearings. 

“(c) Whenever the Commissioner considers it necessary, in 
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order to keep current the work of the Board of Patent Apeals 
and Interferences, the Commissioner may designate any patent 
examiner of the primary examiner grade or higher, having the 
requisite ability, to serve as examiner-in-chief for periods not 
exceeding six months each. An examiner so designated shall 
be qualified to act as a member of the Board of Patent Appeals 
and Interferences. Not more than one of the members. of the 
Board of Patent Appeals and Interferences hearing an appeal 
or determining an interference may be an examiner so desig- 
nated. The Secretary of Commerce is authorized to fix the pay 
of each designated examiner-in-chief in the Patent and Trade- 
mark Office at not to exceed the maximum rate of basic pay 
payable for grade GS 16 of the General Schedule under section 
5332 of title 5. The rate of basic pay of each individual des- 
ignated examiner-in-chief shall be adjusted, at the close of the 
period for which that individual was designated to act as ex- 
aminer-in-chief, to the rate of basic pay which that individual 
would have been receiving at the close of such period if sueh 
designation had not been made.” 

(b) The item relating to section 7 in the table of sections at 
the beginning of chapter 1 of title 35, United States Code, is 
amended by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 


INTERFERENCES 


SEC. 202. Section 135(a) of title 35, United States Code, is 
amended to read as follows: 

“(a) Whenever an application is made for a patent which, 
in the opinion of the Commissioner, would interfere with any 
pending application, or with any unexpired patent, an interfer- 
ence may be declared and the Commissioner shall give notice 
of such declaration to the applicants, or applicant and patentee, 
as the case may be. The Board of Patent Appeals and Interfer- 
ences shall determine questions of priority of the inventions and 
may determine questions of patentability. Any final decision, 
if adverse to the claim of an applicant, shall constitute the final 
refusal by the Patent and Trademark Office of the claims in- 
volved, and the Commissioner may issue a patent to the applicant 
who is adjudged the prior inventor. A final judgment adverse 
to a patentee from which no appeal or other review has been 
or can be taken or had shall constitute cancellation of the claims 
involved in the patent, and notice of such cancellation shall be 
endorsed on copies of the patent distributed after such cancel- 
lation by the Patent and Trademark Office.”. 


APPEALS AND CIVIL ACTIONS 


SEC. 203. (a) Section 141 of title 35, United States Code, 
is amended— 
(1) in the first sentence— 

(A) by striking out “of the Board of Patent Appeals 
may appeal” and inserting in lieu thereof “in an appeal 
to the Board of Patent Appeals and Interferences under 
section 134 of this title may appeal the decision”; and 

(B) by striking out “, thereby waiving his right” and 
inserting in lieu thereof “. By filing such an appeal the 
applicant waives his or her right”; 
in the second sentence— 

(A) by striking out “board of patent interferences on 
the question of priority may appeal” and inserting in lieu 
thereof “Board of Patent Appeals and Interferences on 
the interference may appeal the decision”; 

(B) by striking out “according to” and inserting in lieu 
thereof “in accordance with”; and 

(C) by striking out “he” and inserting in lieu thereof 
“the party”; and 

(3) by amending the last sentence to read as follows: “If 
the appellant does not, within thirty days after the filing of such 
notice by the adverse party, file a civil action under section 146, 
the decision appealed from shall govern the further proceedings 
in the case.” 

(b) Section 145 of title 35, United States Code, is amended— 

(1) in the first sentence by striking out “Appeals may” and 
inserting in lieu thereof “Patent Appeals and Interferences in 
an appeal under section 134 of this title may,”and 

(2) in the second sentence by striking out “Appeals” and 
inserting in lieu thereof “Patent Appeals and Interferen- 


” 
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(c) Section 146 of title 35, United States Code, is amended 
by striking out “board of patent intereferences on the question 
of priority” and inserting in lieu thereof “Board of Patent Appeals 
and Interferences on the interference”. 


TECHNICAL AND CONFORMING 
AMENDMENTS 


SEC. 204. (a) Section 41(a)(6) of title 35, United States Code, 
is amended— 

(1) by striking out “Appeals” each place it appears and 
inserting in lieu thereof “Patent Appeals and Interfer- 
ences”; and 

(2) by inserting “in the appeal” after oral hearing”. 

(b)(1) Section 134 of title 35, United States Code, is 
amended— 

(A) in the section caption by striking out “APPEALS” and 
inserting in lieu thereof “PATENT APPEALS AND INTER- 
FERENCES”; and 

(B) by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 

(2) The item relating to section 134 in the table of sections 
at the beginning of chapter 12 of title 35, United States 
Code, is amended by striking out “Appeals” and insert- 
ing in lieu thereof “Patent Appeals and Interferences”. 

(c) Section 305 of title 35, United States Code, is amended 
by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 


AMENDMENTS TO OTHER PROVISIONS 
OF LAW 


SEC. 205. (a) Section 1295(a)(4)(A) of title 28, United States 
code, is amended by striking out “Appeals or the Board of 
Patent” and inserting in lieu thereof “Patent Appeals and”. 

(b) Section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 
2182) is amended in the third paragraph— 

(1) by striking out “Board of Patent Interferences” and 
inserting in lieu thereof “the Board of Patent Appeals 
and Interferences”; 

(2) by striking out “the Board of Patent Interferences” and 
inserting in lieu thereof “the Board of Patent Appeals 
and Interferences”. 

(c)(1) Section 305(d) of the National Aeronautics and Space 

Act of 1958 (42 U.S.C. 2457(d)) is amended— 

(A) by striking out “a Board of Patent Interferences” 
and inserting in lieu thereof “the Board of Patent Appeals 
and Interferences”; and 

(B) by striking out “the Board of Patent Interferences” 
and inserting in lieu thereof “the Board of Patent Appeals 
and Interferences”. 

(2) Section 305(e) of the National Aeronautics and Space 
Act of 1958 (42 U.S.C. 2457(e)) is amended by striking out “a 
Board of Patent Interferences” and inserting in lieu thereof “the 
Board of Patent Appeals and Interferences”. 


SAVINGS PROVISION 


SEC. 206. Any individual who, on the effective date of this 
title, is an examiner-in-chief of the Board of Patent Appeals of 
the Patent and Trademark Office or an examiner of interferences 
of the Board of Patent Interferences of such office shall be 
entitled to continue in office as a member of the Board of Patent 
Appeals and Interferences of the Patent and Trademark Office 
as of such effective date. 


EFFECTIVE DATE 


SEC. 207. Section 206 of this Act and the amendments made 
by this title shall take effect three months after the date of the 
enactment of this Act. 


TITLE Ili— NATIONAL COMMISSION ON 
INNOVATION AND PRODUCTIVITY 


ESTABLISHMENT 
SEC. 301. There is hereby established a National Commis- 


sion on Innovation and Productivity (hereinafter in this title 
referred to as the “Commission”). 
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MEMBERSHIP OF COMMISSION 
SEC. 302. (a) The Commission shall be composed of 


(1) three Members of the Senate appointed by the President 
of the Senate; 

(2) three Members of the House of Representatives apointed 
by the Speaker of the House of Representatives; and 

(3) three members appointed by the President of the United 

States, one of whom the President shall designate as Chair- 

man. 

Of the members appointed by the President, one member should 
be an appropriate officer or employee of the United States, one 
member should be an employer who employs inventors, and 
one member should be an employed inventor. 

(b) At no time shall more than two of the members appointed 
under paragraph (1), (2), or (3) of subsection (a) be persons who 
are members of the same political party. 

(c) Any vacancy in the Commission shall not affect its powers 
but shall be filled in the same manner in which the original 
appointment was made, and subject to the limimtation set forth 
in subsection (b) with respect to the original appointment. 

(d) Six members of the Commission shall constitute a quo- 
rum, but a lesser number may conduct hearings. 


DUTIES OF THE COMMISSION 


SEC. 303. The Commission shall make a full and complete 
review and study of the level of innovation and producitivity 
of employed inventors. Such study shall include an analysis of 
the various methods available to inspire or stimulate individual 
and corporate innovation and productivity, including an assess- 
ment of the techniques used in other countries to achieve this 
objective. Such study may include an assessment of those aspects 
of other areas of intellectual property law that inspire or stimulate 
such innovation and productivity. The Commission shall make 
recomendations for such revisions of the laws of the United 
States, including the repeal of unnecessary or undesirable stat- 
utes, and such other changes as the Commission considers will 
better foster innovation and productivity. 


COMPENSATION OF MEMBERS OF THE COMMISSION 


SEC. 304. (a) A member of the Commission who is a Member 
of Congress or a full-time officer or employee of the United 
States shall receive no additional compensation by reason of 
his or her service on the Commission. 

(b) Subject to amounts provided in advance in appropriations 
Acts, amember of the Commission from private life shall receive 
the daily equivalent of the annual rate of basic pay payable for 
level III of the Executive Schedule for each day (including 
traveltime) during which such member is engaged in the actual 
performance of duties vested in the Commission, plus reim- 
bursement for travel, subsistence, and other necessary expenses 
incurred in the performance of such duties, in accordance with 
subchapter I of chapter 57 of title 5, United States Code. 


DIRECTOR AND STAFF 


SEC. 305. (a) The Commission shali have a Director who 
shall be appointed by the Commission and who shall be paid 
at a rate not to exceed the rate of basic pay payable for level 
IV of the Executive Schedule. The Director, subject to the 
direction of the Commission, shall supervise the activities of 
persons emloyed by the Commission and the preparation of the 
reports of the Commission and shall perform such other duties 
as may be assigned to the Director by the Commission. 

(b) The Commission may appoint and fix the pay of such 
additional personnel as it considers appropriate. 

(c) The staff of the Commission may be appointed without 
regard to the provisions of title 5, United States Code, governing 
appointments in the competitive service, and may be paid without 
regard to the provisions of chapter 51 and subchapter III of 
chapter 53 of such title relating to classification and General 
Schedule pay rates, except that no individual so appointed may 
receive pay in excess of the maximum annual rate of basic pay 
payable for GS— 16 of the General Schedule. 

(d) The Chairman of the Commission may procure temporary 
and intermittent services under section 3109(b) of title 5, United 
States Code. 
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GOVERNMENT AGENCY COOPERATION 


SEC. 306. The Commission is authorized to request from 
any department, agency, or independent instrumentality of the 
Government any information and assistance it considers nec- 
essary to carry out its functions under this title. Each such 
department, agency, and instrumentality is authorized to coop- 
erate with the Commission and, to the extent permitted by law, 
to furnish such information and assistance to the Commission. 


REPORT OF THE COMMISSION; TERMINATION 


SEC. 307. The Commission shall submit interim reports on 
its activities to the President and the Congress at such times as 
the Commission considers appropriate, except that at least one 
such report shall be so submitted within one year after the date 
of the enactment of this Act. The Commission shall submit its 
final report on its activities to the President and the Congress 
within two years after such date of enactment. The Commission 
shall cease to exist sixty days after the date of the submission 
of its final report. 


ADMINISTRATIVE SERVICES 


SEC. 308. The General Services Administration shall provide 
administrative services for the Commission on a reimbursable 
basis. 


AUTHORIZATION OF APPROPRIATIONS 


SEC. 309. There is authorized to be appropriated $250,000 
to carry out this title. 


EFFECTIVE DATE 
SEC. 310. This title shall take effect on January 21, 1985. 
TITLE IV— MISCELLANEOUS PROVISIONS 
INTERNATIONAL STAGE 


SEC. 401. (a) Section 361(d) of title 35, United States Code, 
is amended in the first sentence by inserting “or within one 
month after the date of such filing” after “application”. 

(b) Section 366 of title 35, United States Code, is amended— 

(1) in the first sentence— 

(A) by inserting “after the date of withdrawal,” after 
“effect”; and 

(B) by inserting before the period the following: “, 
unless a claim for the benefit of a prior filing date under 
section 365(c) of this part was made in a national 
application, or an international application designating 
the United States, filed before the date of such with 
drawal”; and 

(2) in the second sentence by inserting “withdrawn” after 

“such”. 


NATIONAL STAGE 


SEC. 402. (a) Section 37 1(a) of title 35, United States Code, 
is amended— 

(1) by striking out “is” and inserting in lieu thereof “may 
be”; and 
(2) by striking out”, except those filed in the Patent Office”. 

(b) Section 371(b) of title 35, United States Code, is amended 
to read as follows: 

“(b) Subject to subsection (f) of this section, the national stage 
shall commence with the expiration of the applicable time limit 
under article 22(1) or (2) of the treaty.” 

(c) Section 371(c)(2) of title 35, United States Code, is 
amended— 

(1) by striking out “received from” and inserting in lieu 
thereof “communicated by”; and 
(2) by striking out “verified” before “translation”. 

(d) Section 37 1(d) of title 35, United States Code, is amended 
to read as follows: 

“(d) The requirements with respect to the national fee referred 
to in subsection (c)(1), the translation referred to in subsection 
(c)(2), and the oath or declaration referred to in subsection (c)(4) 
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of this section shall be complied with by the date of the com- 
mencement of the national stage or by such later time as may 
be fixed by the Commissioner. The copy of the international 
application referred to in subsection (c)(2) shall be submitted 
by the date of the commencement of the national stage. Failure 
to comply with these requirements shall be regarded as aban- 
donment of the application by the parties thereof, unless it be 
shown to the satisfaction of the Commissioner that such failure 
to comply was unavoidable. The payment of a surcharge may 
be required as a condition of accepting the national fee referred 
to in subsection (c)(1) or the oath or declaration referred to in 
subsection (c)(4) of this section if these requirements are not 
met by the date of the commencement of the national stage. The 
requirements of subsection (c)(3) of this section shall be complied 
with by the date of the commencement of the national stage, 
and failure to do so shall be regarded as a cancellation of the 
amendments to the claims in the international applicaticn made 
under article 19 of the treaty.”. 

(e) Section 372(b) of title 35, United States Code, is amended— 

(1) by striking out the period at the end of paragraph (2) 

and inserting in lieu thereof “; and”; and 
(2) by adding at the end thereof the following: 


"(3) the Commissioner may require a verification of the 
translation of the international application or any other docu- 
ment pertaining to the application if the application or other 
document was filed in a language other than English.”. 

(f) Section 372 of title 35, United States Code, is amended 
by striking out subsection (c). 

(g) Section 376(a) of title 35, United States Code, is amended 
by striking out paragraph (5) and redesignating paragraph (6) 
as paragraph (5). 


TECHNICAL AMENDMENTS 


SEC. 403. (a) Title 35, United States Code, is amended by 
striking out “Patent Office” each place it appears and inserting 
in lieu thereof “Patent and Trademark Office”. 

(b) The table of parts at the beginning of title 35, United States 
Code, is amended by adding at the end thereof the following: 


“TV. Patent Cooperation Treaty 
PATENT FEES 


SEC. 404. (a) Notwithstanding section 41 of title 35, United 
States Code, as in effect before the enactment of Public Law 
97 247 (96 Stat. 317), no fee shall be collected for maintaining 
a plant patent in force. 

(b) Notwithstanding section 41(c) of title 35, United States 
Code, as in effect before the enactment of Public Law 97-247 
(96 Stat. 317), the Commissioner of Patents and Trademarks 
may accept, after the six-month grace period referred to in such 
section 41(c), the payment of any maintenance fee due on any 
patent based on an application filed in the Patent and Trademark 
Office on or after December 12, 1980, and before August 27, 
1982, to the same extent as in the case of patents based on 
applications filed in the Patent and Trademark Office on or after 
August 27, 1982. 


TRADEMARK TRIAL AND APPEAL BOARD 


SEC. 405. Section 3 of title 35, United States Code, is 
amended by adding at the end thereof the following: 


“(e) The members of the Trademark Trial and Appeal Board 
of the Patent and Trademark Office shall each be paid at a rate 
not to exceed the maximum rate of basic pay payable for GS- 
16 of the General Schedule under section 5332 of title 5.” 


EFFECTIVE DATE 


SEC. 406. (a) Section 404 of this Act and the amendments 
made by section 403 of this Act shall take effect on the date 
of the enactment of this Act. 

(b) The amendments made by sections 401, 402, and of this 
- shall take effect six months after the date of the enactment 
of this Act. : 
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(153) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket no. 41269-5018] 
Final Rules for Miscellaneous Patent Provisions 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of final rulemaking 

Summary : The Patent and Trademark Office is amending the 
rules of practice in patent cases, Part I of Title 37, Code of Federal 
Regulations, to provide rules and procedures for the miscella- 
neous patent provisions enacted into law by Public Laws 98- 
620 and 98-622, on Nov. 8, 1984, in which statutory invention 
registrations, changes in appeals to the courts, prior art and joint 
inventor provisions and PCT international application filing and 
processing procedures were established or amended. The rule- 
making provides specific rules and procedures for the new and 
amended provisions. 

Effective Date : May 8, 1985 

For Further Information Contact : R. Franklin Burnett by tele- 
phone at (703) 557-3054 or by mail marked to his attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information : This rule change is designed 
primarily to establish a set of rules and procedures for the various 
requirements of Public Laws 98-620 and 98-622 concerning 
appeals to the courts, statutory invention registrations, rejections 
based on prior art and double patenting, and filing of interna- 
tional applications under the Patent Cooperation Treaty. The 
proposed rules were published on Jan. 25, 1985 in Volume 50 
of the Federal Register, pages 3712 through 3725. A public 
hearing was held on the proposed rule changes on Feb. 8, 1985. 
Background Information : 

Most of the rule changes contained herein are necessary as a 
result of Public Laws 98-620 or 98-622, both of which were 
signed by President Reagan on Nov. 8, 1984. The following 
is a summary of the purposes of the various statutory amend- 
ments. 


Amended 35 U.S.C. 103 - Unpublished knowledge of prior art. 


Public Law 98-622 changes a complex body of case law 
which discourages communication among members of research 
teams working in corporations, universities or other organiza- 
tions. It amended 35 U.S.C. section 103 by adding a new 
sentence which provides that subject matter developed by another 
which qualifies as “prior art” only under subsections 102(f) or 
(g) of 35 U.S.C. is not to be considered when determining 
whether an invention sought to be patented is obvious under 
35 U.S.C. 103, provided the subject matter and the claimed 
invention were commonly owned at the time the invention was 
made. 

“Prior art” is the existing body of technical information 
against which the patentability of an invention is judged. Pub- 
licly known information is always considered in determining 
whether an invention would have been obvious. However, under 
In re Bass, 474 F. 2d 1276, 177 USPQ 178 (CCPA 1973), and 
In re Clemens, 622 F.2d 1029, 206 USPQ 289 (CCPA 1980), 
an earlier invention which is not public could have been treated 
under 35 U.S.C. 102(g), and possibly under 102(f), as prior art 
with respect to a later invention made by another employee of 
the same organization. 

New technology often is developed by using background 
scientific or technical information known within an organization 
but unknown to the public. Public Law 98 622, by disqualifying 
such background information from prior art, encourages com- 
munication among members of research teams, and leads to 
more public dissemination through patents of the results of team 
research. 

The subject matter that is disqualified as prior art under 35 
U.S.C. 103 is strictly limited to subject matter that qualifies as 
prior art only under 35 U.S.C. 102(f) or 102(g). If the subject 
matter qualifies as prior art under any other subsection—e.g., 
subsection 102(a), 102(b) or 102(e)—it will not be disqualified 
as prior art under the amendment to section 103. 

The contents of a patent of the same or different ownership 
as an application, continues to be available as prior art against 
the application under section 103 by virtue of section 102(e) 
as of the application filing date of the patent. If subject matter 
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becomes potential prior art under section 102 (e) because a 
patent application is filed on such subject matter before a 
commonly owned claimed invention is made the subject matter 
of a later application the two applications may be combined 
(under amended §§ 116 and 120) into a single application and 
such subject matter (with the abandonment of the two appli- 
cations) would no longer constitute potential prior art under 
section 102(e) or under section 103 since it would not be 
“described in a patent granted on an application for patent by 
another.” 

It is important to recognize that the amendment to the law 
applies only to consideration of prior art for purposes of section 
103. It does not apply to or affect subject matter which qualifies 
as prior art under section 102. A patent applicant urging that 
subject matter is disqualified has the burden of establishing that 
it me commonly owned at the time the claimed invention was 
made. 

Public Law 98-622 was not intended to permit anyone other 
than the inventors to be named in a patent application or patent. 
Also, the amendment was not intended to enable appropriation 
of the invention of another. 

The Patent and Trademark Office has withdrawn the 
Commissioner’s Notice of Jan. 9, 1967, “Double Patenting”, 834 
O.G. 1615 (Jan. 31, 1967), to the extent that it does not authorize 
a double patenting rejection where different inventive entities 
are present. See the Commissioner’s Notice of Dec. 11, 1984, 
“Initial Guidelines Implementing Changes in 35 U.S.C. 103 116, 
and 120”, 1050 O.G. 316 (Jan. 8, 1985). The Office is reinsti- 
tuting, in appropriate circumstances, the practice of rejecting 
claims in commonly owned applications of different inventive 
entities on the ground of double patenting. See 130 Cong. Rec. 
H 10527, column 3 (daily ed. Oct. 1, 1984) (statement of Rep. 
Kastenmeier); /n re Rogers, 394 F.2d 566, 567 n. 4, 157 USPQ 
569, 570 n. 4 (CCPA 1964). This is in accordance with existing 
case law and prevents an organization from obtaining two or 
more patents with different expiration dates covering nearly 
identical subject matter. See In re Zickendraht, 319 F.2d 225, 
138 USPQ 22 (CCPA 1963) (“The doctrine is well established 
that claims in different applications need be more than merely 
different in form or content; and that patentable distinction must 
exist to entitle applicants to a second patent”) and /n re 
Christensen, 330 F.2d 652, 141 USPQ 295 (CCPA 1964) (“. 
. . the correct procedure for double patenting cases is to analyze 
the claims to determine the inventions defined therein, and then 
decide whether such inventions, as claimed are patentably distinct 
and therefore qualified to be claimed in separate patents”). In 
accordance with established patent law doctrines, double pat- 
enting rejections can be overcome in certain circumstances by 
disclaiming, pursuant to the existing provisions of 37 CFR 1.321, 
the terminal portion of the term of the later patent and including 
in the disclaimer a provision that the patent shall be enforceable 
only for and during the period the patent is commonly owned 
with the application or patent which formed the basis for the 
rejection, thereby eliminating the problem of extending patent 
life. 

Information learned from or transmitted to persons outside 
the organization is not disqualified as prior art. 

The term “subject matter” will be construed broadly, in the 
same manner the term is construed in the remainder of § 103. 
The term “another” as used in § 103 means any inventive entity 
other than the inventor and would include the inventor and any 
other persons. The term “developed” is to be read broadly and 
is not limited by the manner in which the development occurred. 
The term “commonly owned” means wholly owned by the same 
person, persons, or organization at the time the invention was 
made. 


Amended 35 U.S.C. 116 - Joint inventor filing 


35 U.S.C. 116 as amended by Public Law 98-622 recognizes 
the realities of modern team research. A research project may 
include many inventions. Some inventions may have contribu- 
tions made by individuals who are not involved in other, related 
inventions. 

Amended 35 U.S.C. 116 allows inventors to apply for a patent 
jointly even though (i) they did not physically work together 
or at the same time, (ii) each did not make the same type or 
amount of contribution, or (iii) each did not make a contribution 
to the subject matter of every claim of the patent. Items (i) and 
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(ii) adopt the rationale stated in decisions such as Monsanto 
v. Kamp, 269 F. Supp. 818, 154 USPQ 259 (D.D.C. 1967). Item 
(iii) adopts the rationale of cases such as SAB Industries AB v. 
Bendix Corp., 199 USPQ 95 (E.D. Va. 1978). 

Like other patent applications, jointly-filed applications are 
subject to the requirements of 35 U.S.C. 121 that an application 
be directed to only a single invention. If more than one invention 
is included in the application, the Patent and Trademark Office 
may require the application to be restricted to one of the in- 
ventions. In such a case, a “divisional” application complying 
with 35 U.S.C. 120 would be entitled to the benefit of the earlier 
filing date of the original application. 

It is possible that different claims of an application or patent 
may have different dates of invention even though the patent 
covers only one independent and distinct invention within the 
meaning of 35 U.S.C. 121. When necessary, the Patent and 
Trademark Office or a court may inquire of the patent application 
or owner concerning the inventors and the invention dates for 
the subject matter of the various claims. 

Amended 35 U.S.C. 120 - Benefit of prior U.S. application 

35 U.S.C. 120 was amended by Public Law 98-622 to provide 
that an application can obtain the benefit of the filing date of 
an earlier application when not all inventors named in the joint 
application are the same as those named in the earlier appli- 
cation. This amendment permits greater latitude in filing “di- 
visional” applications. For example, if the previously filed 
application named inventors A and B as the inventors, a later 
application by either A or B could be filed during the pendency 
of the previously filed application and claim benefit of the 
previously filed application. In order for a claim to be entitled 
to the benefit of an earlier pending application, the subject matter 
of the claim of the later application would have to be disclosed 
in the earlier application. 

Similarly, if inventor A filed an application on an invention 
and during the pendency of that application made an improve- 
ment on the subject matter of the application as a joint inventor 
with inventor B, the joint application filed on behalf of inventors 
A and B could claim the benefit of A’s previously filed sole 
application to the extent that the later filed joint application 
contained claims directed solely to A’s subject matter which 
was disclosed in the earlier filed pending application in the 
manner provided by the first paragraph of section 112 of title 
35, U.S.C. 

Likewise, an application filed by inventors A and C could 
claim the benefit of an earlier filed pending application of 
inventors A and B, to the extent that the requirements of section 
120 could be met. 

Like other patent applications, jointly-filed applications will 
continue to be subject to the requirement of 35 U.S.C. 121 that 
an application be directed to only a single invention. If more 
than one invention is included in the application, the Patent and 
Trademark Office may require the application to be restricted 
to one of the inventions. In such a case, a “divisional” application 
would be entitled to the benefit of the earlier filing date of the 
original application. 


New 35 U.S.C. 157 - Statutory Invention Registration (SIR) 


This section which is effective on May 8, 1985, establishes 
an optional procedure by which an inventor may secure pro- 
tection which is strictly defensive in nature. 

Under current law, there is no simple, practical method by 
which an inventor can protect his or her ability to exploit the 
invention without obtaining a patent. The new procedure confers 
on an inventor the same defensive rights that a patent provides 
to prevent others from patenting the invention. However, it does 
not permit the holder to exclude others from making, using or 
selling the invention. 

Due to the fact that a SIR does not grant an exclusive right 
to an inventor, it is not necessary to subject a SIR to the lengthy 
examination process required for the granting of a patent. Such 
an examination is necessary if the SIR is subject to an inter- 
ference proceeding to determine priority of invention. In all 
other instances, the Patent and Trademark Office will only 
review the application for adherence to formal printing and fee 
payment requirements and to ensure that the requirements of 
35 U.S.C. 112 are satisfied. 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


An applicant desiring to have a SIR published will be required 
to file a regular complete application for a patent and to execute 
a request including a waiver of enforcement of patent rights. 
This waiver of the claimed invention will be effective at the time 
of publication. The original application can be abandoned in 
favor of a continuing application for a patent, claiming the filing 
date of the earlier filed application, by filing an express aban- 
donment of the original application and a timely request or 
petition to withdraw the request for a SIR prior to publication 
of the SIR, thereby providing the applicant with flexibility 
during the pendency period of the application. Until the SIR 
is published the application remains an application for a patent. 
However, the holder of a SIR will not be able to file a reissue 
application to recapture the rights to exclusive use that were 
waived by the initial publication of the SIR. 

The waiver of the right to receive a patent, required of all 
applicants electing to receive a SIR, applies to those remedies 
provided for the enforcement of a patent under section 183 and 
sections 271 through 289 of title 35, United States Code. The 
waiver also applies to remedies under other titles of the United 
States Code including sections 1337 and 1337a of title 19, 
section 2356 of title 22, and section 1498 of title 28. This waiver 
of enforcement applies only to the claimed subject matter of 
the SIR and not to any foreign patent arising from an application 
which might have served as the basis of a priority claim under 
the Paris Convention for the Protection of Industrial Property. 
Likewise, the waiver does not prevent the holder of a SIR from 
asserting any defenses provided in sections 271 through 289 
of title 35, U.S.C. with respect to a charge of infringement of 
any other patent. 

The Commissioner of Patents and Trademarks can refuse to 
accept the waiver in certain cases. For example, the waiver could 
not be accepted if the waiver is not a waiver of all the previously 
mentioned rights. The Commissioner also has discretion, which 
has not been exercised at this time, to set time limits on the 
waiver. This would allow the Commissioner to limit the ability 
of an inventor to keep inventions secret through a series of 
continuing patent applications followed by a conversion to a 
SIR. 


The waiver of patent rights in the SIR to the subject matter 
claimed therein may affect the patentability of a claim in other 
related applications, particularly divisional applications, since 
the waiver of patent rights would be effective for all inventions 
claimed in the SIR and would be effective as a waiver of the 
right of the inventor to obtain a patent on the invention claimed 
in the same application or any other application, but not in any 
patent issued before the date the SIR is published. Where an 
application containing generic claims is published as a SIR, the 
waiver in that application applies to any other related applica- 
tions, including divisions, continuations, and continuations-in- 
part, to the extent that the same invention claimed in the SIR 
is also claimed in the other related application. 

The Patent and Trademark Office will apply standards similar 
to those which it applies in making determinations of “same 
invention” double patenting for purposes of determining whether 
or not a waiver by an inventor to claims in a SIR precludes 
patenting by the same inventor to subject matter in any other 
related application. 

Therefore, the waiver would preclude patenting of an inven- 
tion claimed by an inventor in a related application which is 
the same as the invention claimed by the same inventor in the 
SIR. When making this determination it is the claimed subject 
matter of the related application. Where the subject matter 
claimed in the related application is the same as the subject 
matter waived in the SIR, i.e., the “same invention” in the double 
patenting sense, the claims of the related application will be 
rejected as being precluded by the waiver in the SIR and cannot 
be overcome by a terminal disclaimer. The limitation of the 
scope of the waiver to the claimed invention would not affect 
the application of existing § 1.658(c) should the SIR become 
involved in an interference. If a divisional application is filed 
and published as a SIR claiming only a method, publication 
thereof will not normally effect a waiver on an application for 
a patent claiming only an apparatus. The waiver in a SIR would 
not affect any rights in a patent which issued prior to the date 
of publication of the SIR, but would preclude an issued 
patent from being broadened by reissue if the rights to the subject 
matter to which broadened claims relate have been waived by 
publication of the SIR. The waiver applies to any rights of the 
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same inventor in any application pending when the SIR is 
published even if the inventor is a joint applicant in the pending 
application and was a sole applicant in the application published 
as a SIR. The waiver would not affect the rights of any other 
inventor even though those rights are commonly owned by the 
same person. 

The holder of a SIR containing the required waiver will be 
left without the offensive rights associated with a patent. In other 
respects a SIR will be the same as a patent, including the 
application which is published as a SIR serving as the basis for 
a priority claim in a foreign application under the Paris Con- 
vention. A SIR will be treated the same as a U.S. patent for all 
defensive purposes. The application, and the SIR published 
therefrom, could become involved in an interference; the SIR 
would be a “constructive reduction to practice” under 35 U.S.C. 
102(g); it will be “prior art” under all applicable sections of 35 
U.S.C. 102 including section 102(e); and it will be classified, 
cross-referenced and placed in the search files, disseminated to 
foreign patent offices, stored in the Patent and Trademark Office 
computer tapes, made available in commercial data bases, and 
announced in the Official Gazette of the Patent and Trademark 
Office. A published SIR is intended to be a fully viable pub- 
lication for defensive purposes, usable as a reference as of its 
filing date in the same manner as a patent. A SIR will also serve 
as a basis to initiate or participate in an interference or priority 
proceeding under 35 U.S.C. 291 in a manner similar to a patent 
and can be used as a reference in defense of an infringement 
suit. 

A SIR is based on a regularly filed application for a patent. 
Therefore, the filing date of the application will be a sufficient 
basis for a priority claim in a foreign application. Article 4, 
section A(3) of the Paris Convention states: 


“By a regular national filing is meant any filing that is 
adequate to establish the date on which the application 
was filed in the country concerned, whatever may be 
the subsequent fate of the application.” 


After a SIR is published, markings such as “patent pending” 
are improper under section 292 of title 35 of the United States 
Code. 

The SIR will serve as a replacement for the current “defensive 
publication program” which was established by regulation under 
37 CFR 1.139. Although publication under the “defensive 
publication program” was intended to provide rights similar to 
those of the SIR, publication under that program has been held 
not to be available as evidence of prior knowledge as of its 
filing date under section 102(a) of title 35, U.S.C. (Ex parte 
Osmond,i191 USPQ 334 (P.T.O. Bd. App. 1976)). The use of 
a “defensive publication” as a reference to prevent a patent from 
issuing on a subsequent application is therefore limited. A SIR, 
on the other hand, will have a clear statutory basis in title 35, 
U.S.C. The SIR will be “prior art” and a “constructive reduction 
to practice” under section 102(a) and section 102(g), respec- 
tively, as of the filing date of the application on which it is based. 

A SIR will not be subject to reexamination under sections 
302 to 307 of title 35, United States Code. 

The Commissioner is authorized to issue SIRs for defensive 
purposes, but is not required to do so. The Commissioner has 
discretion in determining whether or not a SIR should be issued 
on a particular application. In circumstances where the subject 
matter is obviously not an invention, is too informal to print, 
and so forth, the Commissioner has the right to refuse to publish 
the SIR. 

SIRs will be published sooner than patents because no 
substantive examination will normally be required for SIRs. To 
the extent that examination is required, it will be conducted in 
the same manner as in any other patent application. Maintenance 
fees will not be charged for SIRs. 

Since the fees set by the Commissioner for the new SIR 
procedure under section 157 of title 35, U.S.C. are not estab- 
lished under section 41(a) or (b) of that title, they are not subject 
to reduction if the applicant has small entity status. 

If the fee for requesting publication is not paid at the time 
of filing of the waiver of the right to receive a patent, the 
Commissioner may set a period within which the fee must be 
paid to prevent abandonment of the application. Such a period 
would be subject to petitions and fees for extensions of time. 
If abandonment should occur, the application may be revived. 
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In the final analysis, the SIR procedures set forth in the law 
should give inventors defensive protection more cheaply than 
they could get by obtaining a patent. The procedure will allow 
the government and the private sector to make inventions public 
knowledge. Last, the SIR would be particularly useful to those 
with limited resources such as universities and small businesses, 
who have a new, less expensive alternative to the traditional 
patenting of inventions. 


Amended 35 U.S.C. 361, 366, 371, 372 and 376 - Miscellaneous 
provisions relating to the applications under the Patent Coop- 
eration Treaty. 


Section 361(d) of title 35, United States Code, was amended 
effective May 8, 1985, to provide a one-month grace period from 
the date of filing an international application for payment of 
the basic international fee and the transmittal and search fees. 

Section 366 of title 35, United States Code, was amended, 
effective May 8, 1985, to clarify the effect of withdrawal of an 
international application on claims for the benefit of its filing 
date. The withdrawal of an international application designating 
the United States will not deprive an applicant of the right to 
claim the benefit of the filing date of such an international 
application in a later filed application, provided the claim for 
benefit is made before that international application is with- 
drawn. Stated otherwise, this clarifies that withdrawing the 
designation of the United States in an international application 
is comparable to abandoning a national application as far as a 
claim for an earlier filing date is concerned. 


National Stage 


As a general proposition, the amendments made to 35 U.S.C. 
371 set forth a legislative scheme, effective May 8, 1985, to 
provide greater flexibility in the Patent and Trademark Office 
for the handling of international applications. In addition, by 
relaxing the requirements which international applicants must 
satisfy by the commencement of the national stage, the amend- 
ments give international applicants benefits similar to those 
given national applications by section ! 11,35 U.S.C. as amended 
by Public Law 97-247 with respect to the time for filing the 
national fee and oath or declaration. 

Section 372(b) of title 35, United States Code, is amended, 
effective May 8, 1985, to authorize the Commissioner to require 
a verification of the translation of an international application 
or any other document pertaining thereto if the application or 
other document was filed in a language other than English. An 
authorization for the Commissioner to require verification in 
appropriate cases is necessary since subsection (c)(2) of section 
371 was amended to remove the requirement that the translation 
be verified in all cases. 

Section 372(c) of title 35, United States Code, was deleted 
thereby discontinuing the requirement for payment of a special 
fee to maintain claims in an international application which were 
not searched by an international searching authority. This deletion 
was made to place international applications processed in the 
national stage on the same footing as purely national applica- 
tions. 

Section 376(a) of title 35, United States Code, was also 
amended by Public Law 98-622 to delete mention of the special 
fee in order to conform with the amendment of section 372(c). 


Discussion of Specific Rules 


Section 1.11 is amended as proposed to add a reference to 
published statutory invention registrations in paragraph (a) to 
indicate that they are available to the public. The portion of 
present § 1.11(a) which deals with interferences is transferred 
to a new paragraph (e) and rewritten. 

The amendment to paragraph (b) deletes reference to § 1.139, 
which is being deleted in favor of the SIR, and inserts language 
which covers opening to the public defensive publications 
published under § 1.139 as well as other applications laid open 
to the public such as the previously published abstracts and 
abbreviatures. 

Section 1.11 is amended as proposed to delete the word 
“general” before public as unnecessary. 

New paragraph (e) of § 1.11 is added to cover the availability 
to the public of all interferences, including those which involved 
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a statutory invention registration. This paragraph applies to 
interferences declared under the new rules which became ef- 
fective on Feb. 11, 1985, 49 F.R. 48416, (Dec. 12, 1984) as 
well as the rules formerly in effect. The term “award of priority” 
is intended to refer to those decisions of the Board of Patent 
Interferences, or Board of Patent Appeals and Interferences, 
awarding priority in interferences conducted under the former 
rules. The term “judgment” refers to judgments entered by the 
Board of Patent Appeals and Interferences in interferences 
conducted under the new rules. The language of the proposed 
rule has been slightly modified for clarity in the final rule. 

Section 1.14 is amended as proposed to delete reference to 
§ 1.139 since that section is being removed. 

Section 1.17 paragraph (h) is amended as proposed to include 
the petition fee required by new § 1.295. 

Section 1.17 is amended to add new paragraphs (n) and (0) 
to establish fees for requesting publication of statutory invention 
registrations. Paragraph (n) establishes a $400.00 fee for re- 
questing publication of a statutory invention registration where 
no first examiner’s action pursuant to § 1.104 has been issued 
in the application. The amount paid for basic filing fees under 
§ 1.16(a), (f) or (g) will be credited against this amount. For 
example, if a $300.00 filing fee was paid, only $100.00 addi- 
tional would be required for requesting publication of a statutory 
invention registration. 

The addition of paragraph (0) to § 1.17 is similar to the 
addition of paragraph (n) but establishes a fee for requesting 
publication of applications, which have received any examiner’s 
action pursuant to § 1.104, as a statutory invention registration. 
The higher fee of $800.00 set in paragraph (0) is necessary in 
view of the expenditure of additional Office resources in ex- 
amining the application prior to the filing of the request for 
a statutory invention registration. 

Section 1.19 is amended as proposed to provide in paragraph 
(a)(1) a reference to the cost of a printed copy of a statutory 
invention registration and in paragraph (e) to provide reference 
to statutory invention registrations listed by subclass. 

Section 1.20 is amended as proposed to delete the require- 
ment to pay maintenance fees in all plant patents in view of 
the amendment in Public Law 98-622. Paragraph 1.20(m) is 
amended as proposed to provide that non-timely payment of 
maintenance fees may be accepted in patents based on appli- 
cations filed prior to Aug. 27, 1982, in accordance with Public 
Law 98-622. 

Public Law 98-622 provides that no maintenance fees are 
charged for plant patents, regardless of when filed. Without this 
provision that no maintenance fees be charged for plant patents, 
plant patent owners whose applications were filed between the 
dates of enactment of Public Law 96-517 and Public Law 97- 
247 (Dec. 12, 1980 to Aug. 27, 1982) would be subject to 
payment of maintenance fees, while plant patent owners whose 
applications were filed outside those dates would not be subject 
to such fees. Public Law 98-622 eliminates that inconsistency. 

Section 1.45 is amended as to reflect the change 
made by Public Law 98-622 in 35 U.S.C. 116. The previously 
existing paragraph is designated as paragraph (a). New para- 
graph (b) incorporates the wording added to 35 U.S.C. 116 by 
Public Law 98-622. New paragraph (c) indicates that each 
named inventor listed in an application must have made a 
contribution, individually or jointly, to the subject matter of at 
least one claim of the application and that the application will 
be considered to be a joint application under 35 U.S.C. 116. 

Section 1.48 is amended to add new paragraphs (b) and (c). 
New paragraph (b) provides for deleting the names of persons 
originally properly included as inventors, but whose invention 
is no longer being claimed in the application. Such a situation 
would arise where claims have been amended or deleted because 
they are unpatentable or as a result of a requirement for restric- 
tion of the application to one invention, or for other reasons. 
Public Law 98-622 and § 1.48(b) change the result reached in 
Ex parte Lyon, 146 USPQ 222, 1965 Dec. Comm’r. Pat. 362 
(Bd. App. 1964). The final rule has fewer requirements than 
the proposed rule for correction of inventorship in this situation. 
The proposed rule would have required, in addition to the 
requirements of the final rule, an oath or declaration by each 
actual inventor or inventors as required by § 1.63 and the written 
consent of any assignee. The final rule requires only a petition 
and fee with the petition including a statement identifying each 
named inventor who is being deleted and acknowledging that 
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the inventor’s invention is no longer being claimed in the 
application. The amendment would have to be diligently made 
under paragraph (b). 

The final rule adds a paragraph (c) in response to a comment 
to provide for the situation where an application discloses 
unclaimed subject matter by an inventor or inventors not named 
in the application as filed. In such a situation, the application 
may be amended pursuant to paragraph (a) of § 1.48 to add 
claims to the subject matter and also to name the correct in- 
ventors for the application. The claims would be added by an 
amendment and, in addition, an amendment pursuant to para- 
graph (a) of § 1.48 would be required to correct the inventors 
named in the application. Any claims added to the application 
must be supported by the disclosure as filed and cannot add 
new matter. 

Section 1.60 is amended to include wording which would 
permit an application to be filed under this section only if it 
named as inventors the same or less than all the inventors who 
were named and signed the oath or declaration in the prior 
application. This addition is necessary in view of the new 
provisions of 35 U.S.C. 120, as amended by Public Law 98- 
622, which permit continuing applications to be filed by dif- 
ferent inventors. Under § 1.60 additional inventors are not 
permitted to be named since the oath or declaration from the 
prior application is relied upon. 

Section 1.61 is amended as proposed to incorporate the 
ability to file the translation, oath or declaration, and national 
fee after the 20 month deadline set forth in PCT Article 22(1) 
for entering the national phase in the United States Patent and 
Trademark Office. 

Public Law 98-622 amended 35 U.S.C. 371(a) to provide 
greater flexibility for the PTO handling international applica- 
tions. Also, 35 U.S.C. 371(a), by relaxing the requirements 
which international applicants must satisfy by the commence- 
ment of the national stage, gives international applicants benefits 
similar to those given national applicants under 35 U.S.C. 111 
by P.L. 97-247 with respect to the time for filing the national 
fee and oath or declaration. 

Paragraph (b) of § 1.61 is amended to delete the 2 month 
time period to conform with the decision concerning PCT Article 
22(2) adopted by the Assembly of the International Patent 
Cooperation Union (PCT Union) on Feb. 3, 1984. The amend- 
ment to the Article took effect on Jan. 1, 1985. 

PCT Article 22(2) as amended, reads as follows: 


“Where the International Searching Authority makes a 
declaration, under Article 17(2)(a), that no international 
search report will be established, the time limit for 
performing the acts referred to in paragraph (1) of this 
Article shall be the same as that provided in paragraph 
(1).” 


The additional wording to paragraph (b) of § 1.61 sets forth 
the ability to comply with the requirements for entering the 
national phase before the Patent and Trademark Office as a 
Designated Office within 22 months of the priority date. If the 
national fee or oath or declaration is submitted later than 20 
months after the priority date, a surcharge as set in § 1.445(a) 
(5) is required to be paid. If a required English translation of 
the international application is filed later than 20 months after 
the priority date, a processing fee as set in § 1.445(a) (6) is 
required to be paid. 

New paragraph (c) of § 1.61 provides that any amendments 
under PCT Article 19 which are not received along with any 
necessary English translation by the end of 20 months from the 
priority date will be considered as cancelled. This change is 
required in view of amended § 371(d) of 35 U.S.C. 

Paragraph (d) is added as proposed to § 1.61 in view of 
§ 372(b) of title 35, United States Code, as amended by Public 
Law 98-622, which authorizes the Commissioner to require a 
verification of the translation of an international application or 
any other document pertaining thereto if the application or other 
document was filed in a language other than English. An 
authorization for the Commissioner to require verification in 

iate cases was necessary since subsection (c) (2) of 35 
U.S.C. 371 was amended to remove the requirement that the 
translation beverified in all cases. 

Section 1.62 is amended by revising paragraphs (a), (c), and 
(h) to include wording which would permit a continuing ap- 
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plication to be filed under this section by the same or less than 
all the same inventors who filed and signed the oath or delcaration 
in the prior application. This addition is necessary in view of 
the new provisions of 35 U.S.C. 120, as amended by Public Law 
98-622, which permit continuing applications to be filed by 
different inventors. Under § 1.62, additional inventors may be 
added only in applications in which a new oath or declaration 
is required because additional subject matter is being claimed. 
Paragraph (h) has been amended to also request applicants to 
furnish the title of the invention and the names of the applicants 
in the continuing application to permit the Office to enter this 
information in its records in the Application Branch. 

Section 1.78 is amended to provide in paragraph (a) that the 
inventorship in the continuing application may be different from 
the inventorship in the prior copending application and that the 
prior application must disclose the invention claimed in at least 
one claim of the later filed application in the manner provided 
by the first paragraph of 35 U.S.C. 112. The requirement that 
at least one claim be fully supported in the prior application to 
be entitled to priority benefit is not new, but is included to serve 
as a reminder that information such as foreign patenting, pub- 
lication, or public use or sale in the United States which occurred 
more than one year prior to the filing date of the later application 
is available as prior art where the claims of the continuation- 
in-part application are not fully supported by the disclosure of 
the parent application so as to be entitled to an earlier effective 
filing date under 35 U.S.C. 120. See In re Ruscetta, 255.F. 2d 
687, 118 USPQ 101 (CCPA 1958); In re van Langenhoven, 458 
F, 2d 132, 173 USPQ 426 (CCPA 1972), and Chromalloy 
American Corp. v. Alloy Surfaces Inc., 339 F. Suppl. 859, 173 
USPQ 295 (D. Del. 1972). 

Paragraph (c) as amended provides for the reply to an 
examiner’s inquiry as to first inventor of conflicting claims in 
commonly owned applications or an application and a patent 
to be either (1) a statement that the inventions were both com- 
monly owned at the time the later invention was made or (2) 
an indication of the first inventor. Paragraph (c) has been changed 
from that proposed in response to comments to clarify that 
common ownership or an obligation of assignment to the same 
person has to exist at the time the later invention was made. 
New paragraph (d) provides for making a double patenting 
rejection where an application claims an invention which is not 
patentably distinct from an invention claimed in a commonly- 
owned patent with the same or different inventive entities. An 
obviousness-type double patenting rejection could be overcome 
by the assignee by submitting a terminal disclaimer complying 
with § 1.321(b). 

Section 1.101 is amended as proposed to delete reference 
to applications filed under § 1.139 since this section is being 
removed. 

Section 1.103 is amended as proposed to refer in paragraph 
(d) to a request “for a defensive publication” rather than a request 
“filed under § 1.139” since § 1.139 is being removed. Paragraph 
(d) is amended as proposed to also refer to “patent interference 
proceedings under Subpart E” rather than to “proceedings under 
§ 1.201(b)” since § 1.201(b) has been removed. 

Section 1.104 is amended as proposed to add a new paragraph 
(e) to specify the nature of the showing necessary before the 
examiner would consider co-pending applications to be owned 
by, or subject to an obligation of assignment to, the same person 
for purposes of 35 U.S.C. 102(f)/103, 102(g)/103, and paragraph 
(d) of § 1.106. The rule permits the necessary showing to be 
made in different alternative ways. The necessary showing will 
be considered by the examiner to be present if the application 
files refer to assignments which are recorded in the Patent and 
Trademark Office in accordance with § 1.331 as long as the 
assignments conveyed the entire rights in the applications to 
the same person or organization. A second alternative which 
can be used, if assignments have not been recorded, permits 
the examiner to consider copies of unrecorded assignments filed 
in each of the applications by the applicants as long as the 
unrecorded assignments convey the entire rights in the appli- 
cations to the same person or organization. A third alternative 
permits an affidavit or declaration to be filed by the common 
owner stating that there is common ownership and stating facts 
which explain why the affiant or declarant believes there is 
common ownership. Under this alternative, sufficient facts will 
have to be presented in order to enable the examiner to conclude 
that a prima facie case of common ownership exists. The fourth 
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alternative permits other evidence to be used which would 
establish common ownership of the applications, e.g., a court 
decision determining the owner. The terms “person” and “or- 
ganization” in the rule would include circumstances where the 
ownership resided in more than one person and/or organization 
as long as the applications are owned jointly by the same owners. 
Paragraph (e) also provides that where the common owner is 
a corporation or other organization an affidavit or declaration 
averring common ownership may be signed by an official of 
the corporation or organization who is empowered to act on 
behalf of the corporation or organization. A mere power of 
attorney to prosecute a patent application will not make an 
individual an official of the corporation or organization or 
empower the individual to act on behalf of the corporation or 
organization. 

The wording of § 1.106(d) amends the rule to reflect the 
change in 35 U.S.C. 103 and refers to the “entire” rights to the 
subject matter and the claimed invention to make it clear that 
the term “commonly owned” means wholly owned by the same 
person, persons, or organization. 

If the person, persons, or organization owned less than 100 
percent of the subject matter which would otherwise be prior 
art to the claimed invention, or less than 100 percent of the 
claimed invention, then common ownership would not exist. 
Common ownership requires that the person, persons, or orga- 
nization own 100 percent of the subject matter and 100 percent 
of the claimed invention. As long as principal ownership rights 
to either the subject matter or the claimed invention reside in 
different persons or organizations common ownership does not 
exist. A license of the claimed invention to another by the owner 
where basic ownership rights are retained would not defeat 
ownership. The requirement for common ownership at the time 
the claimed invention was made is intended to preclude obtain- 
ing ownership of subject matter after the claimed invention was 
made in order to disqualify that subject matter as prior art against 
the claimed invention. The question of whether common 
ownership exists at the time the claimed invention was made 
is to be determined on the basis of the evidence presented and 
the facts of the particular case in question. Actual ownership 
of the subject matter and the claimed invention by the same 
individual or organization or a legal obligation to assign both 
the subject matter and the claimed invention to the same indi- 
vidual or organization must be in existence at the time the 
claimed invention was made in order for the subject matter to 
be disqualified as prior art. A moral or unenforceable obligation 
would not evidence common ownership. 

The burden of establishing that subject matter is disqualified 
as prior art under the section is intended to be placed and reside 
upon the person or persons urging that the subject matter is 
disqualified. For example, the examiner would normally make 
what appears to be a proper 35 U.S.C. 102(f)/103 or 102(g)/ 
103 rejection and the burden would be on the patent applicant 
to establish that subject matter is disqualified as prior art because 
it was commonly owned at the time the claimed invention was 
made. To place the burden upon the patent examiner would not 
be appropriate since evidence as to common ownership at the 
time the claimed invention was made might not be available 
to the patent examiner, but such evidence, if it exists, should 
be readily available to the patent applicant or the patentee. 

The invention is made for purposes of the amendment to 
§ 103 when the conception is complete as defined in Mergen- 
thaler v. Scudder, 11 App. D.C. 264, 1897 C.D. 724 (C.A.D.C. 
1897), and in In re Tansel, 117 USPQ 188 (CCPA 1958). 


“The conception of the invention consists in the com- 
plete performance of the mental part of the inventive act. 
All that remains to be accomplished in order to perfect 
the act or instrument belongs to the department of 
construction, not invention. It is, therefore, the formation 
in the mind of the inventor of a definite and permanent 
idea of the complete and operative invention as it is 
thereafter to be applied in practice that constitutes an 
available conception within the meaning of the patent 
law.” 


Mergenthaler v. Scudder, supra, at page 731. 


Paragraph (e) of § 1.106 has been added in response to a 
comment that the rulemaking should leave no doubt as to the 
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standard to be applied in determining the effect of a statutory 
invention registration waiver in one application on a related 
application. Paragraph (e) of § 1.106 provides that the claims 
in any original application naming an inventor will be rejected 
as being precluded by a waiver ina published statutory invention 
registration naming that inventor if the same subject matter is 
claimed in the application and the statutory invention registra- 
tion. Paragraph (e) of § 1.106 also provides that the claims in 
any reissue application naming an inventor will be rejected as 
being precluded by a waiver in a published statutory invention 
registration naming that inventor if the reissue application seeks 
to claim subject matter which was not covered by claims issued 
in the patent prior to the date of publication of the statutory 
invention registration and which was the same subject matter 
waived in the statutory invention registration. 

Section 1.108 is amended as proposed to delete the reference 
to filing a request under § 1.139, which is being removed, and 
insert in its place a reference to a defensive publication. 

A new section 1.110 is added as proposed to allow the 
examiner or other Office official to make inquiry as to the 
invention date, inventors and ownership at the time the invention 
was made when necessary for purposes of an Office proceeding. 

Section 1.131 is amended to require that affidavits to overcome 
a rejection of a claim on a cited patent or publication be by the 
inventor or inventors of the subject matter of that claim. Section 
1.131 has also been amended in response to a comment to permit 
the person qualified under §§ 1.42, 1.43, or 1.47 to make the 
required oath or declaration in appropriate circumstances. 

Section 1.139 is being removed in view of the new statutory 
invention registration. The proposed rules made clear the intent 
to remove this section which established the defensive publi- 
cation program although the section per se was not published 
as being removed. The defensive publication program is being 
replaced by the ability to obtain a statutory invention registra- 
tion. 

Section 1.193 is amended as proposed to change from twenty 
days to one month the time for filing a reply brief in response 
to an examiner’s answer which raises new points of argument. 
This amendment is intended to simplify the docketing of this 
time period and make it consistent with the time period fixed 
for requesting an oral hearing in § 1.194(b). 

Section 1.293 is added to provide who may file a request 
for a statutory invention registration (SIR) and the requirements 
of such a request in accordance with 35 U.S.C. 157 added by 
Public Law 98-622. Paragraph (a) of § 1.293 indicates that a 
request for publication of a statutory invention registration in 
acomplete pending patent application for an original patent may 
be filed and be signed by the applicant, and any assignee of 
record, or the attorney or agent of record in the application. 
Paragraph (b) sets forth the requirements for a request for a 
statutory invention registration. Such a request must in- 
clude: 


(1) a waiver of the applicant’s right to receive a patent. This 
waiver wil! become effective upon the date of publication. 
Therefore, it will be possible to petition to withdraw a 
request for publication of a statutory invention registration 
until such time that publication can not be terminated; 

(2) payment of the fee for requesting publication of a statutory 
invention registration as set forth in § 1.17(n) or (0). The 
fee is set at two levels to reflect the amount of resources 
used by the Patent and Trademark Office; 

(3) a statement that the application meets the disclosure re- 
quirements of 35 U.S.C. 112. This provision is considered 
desirable in order to prevent publication of defective and 
insufficient disclosures; and 

{4) a statement that the application complies with the formal 
requirements of the rules of practice relating to printing. 
This provision is required in order to provide the printer 
with drawings and specification which are suitable for 
printing in substantially the same format as a patent. 


A suggested format for use in filing a request for a statutory 
invention registration is as follows: 


Request for Statutory Invention Registration 


Application Serial No. 
Filed: 


or[{] Attached hereto 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


Titled: 
Applicants: 


A. In the above identified patent application, I hereby 

1. request and authorize the Commissioner of Patents and 
Trademarks to publish the above identified regularly filed 
patent application as a Statutory Invention Registration. (35 
U.S.C. 157) 
waive the right to receive a United States patent on the same 
invention claimed in the above identified patent applica- 
tion. These rights, which are waived, inciude those specified 
in 35 U.S.C. § 183 and §§ 271 through 289 as well as all 
attributes specified for patents in any other provision of law 
other than title 35 United States Code. The waiver includes, 
but is not limited to, the remedies under 19 U.S.C. 1337 
and 1337a, 22 U.S.C. 2356 and 28 U.S.C. 1498. (35 U.S.C. 
157(c)) 
understand that the above waiver will be effective pursuant 
to 37 CFR 1.293 upon publication of the Statutory Invention 
Registration to waive the inventor’s right to receive a United 
States patent on the invention claimed in the Statutory 
Invention Registration. (37 CFR 1.293(b) (1)) 
state that, in my opinion, the disclosure and claims of the 
above identified patent application meet the requirements 
of 35 U.S.C. 112. (37 CFR 1.293(b) (3)) 
state that, in my opinion, the above identified application 
complies with the requirements for printing as set forth in 
the Rules of Practice for Patent Cases, 37 CFR Part 1. (37 
CFR 1.293(b) (4)) 
enclose the fee set forth in 37 CFR 1.17(n) or (0) for 
requesting publication of a Statutory Invention Registra- 
tion. 
{ ] A first examiner’s action has not been mailed in the 
above application, 37 CFR 1.17(n)— $400.00 or 
[ ] A first examiner’s action has been mailed in the above 
application, 37 CFR 1.17(0) — $800.00 
_ ae 


Minus Basic Filing Fee, if previously paid 
Small entity 
Large entity 


Basic filing fee for utility 
patent application set 
forth in 37 CFR 1.16(a) 
Basic filing fee for design 
patent application set 
forth in 37 CFR 1.16(f) {] 
Basic filing fee for plant 
patent application set 
forth in 37 CFR 1.16(g) 


{] $150.00 [] $300.00 


$62.50 [] $125.00 


{] $100.00 [] $200.00 
MINUS:$ 
AmountDue$ 


[ ] Amount enclosed by check or money order 


[ ] Please charge Deposit Account No. in 

NS ee eee ee ee 

[ ] If payment of any additional fee is required for publication 
of the Statutory Invention Registration, charge such pay- 
ment to Deposit Account No. 

B. For printing on the Statutory Invention Registration front 
page list below the name(s) of not more than 3 registered 
patent attorneys or agents OR alternatively, the name of the 
firm having as a member a registered patent attorney or 
agent. If no name is listed below, no name will be printed. 


. Name of assignee, if any, for printing on the Statutory 
Invention Registration 


Address (City and State or Country) 
State of incorporation, if assignee is a corporation 


signature(s) (37 CFR 1.293(a)) 
[ ] applicant(s) and any assign 
[ ] attorney or agent of record 
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Paragraph (c) of § 1.293 is added to define the effects of 
a waiver filed with a request for a statutory invention registration. 
The waiver is effective, upon publication of the SIR, to waive 
the inventor’s right to receive a patent on the invention claimed 
in the SIR in any application for an original patent which is 
pending on, or filed after, the date of publication of the SIR. 
The waiver will affect pending or later applications the inventor 
filed as a joint inventor with others, but will not affect an 
application of another person, even if the application and the 
SIR were commonly owned. The waiver will affect a reissue 
application of an earlier patent of the inventor only to the extent 
that the reissue application seeks to enlarge the scope of the 
claims. Paragraph (c) of § 1.293 has been modified from the 
proposal by inclusion of a reference to § 1.106(e). 

Section 1.294 is added as proposed to provide in paragraph 
(a) for a review of the request for publication of a statutory 
invention registration and the patent application to which it is 
directed. The request will be examined to determine if the 
requirements of § 1.293 have been met. The application to which 
the request is directed will be examined to determine (1) if the 
subject matter of the application is appropriate for publication, 
(2) if the requirements for publication are met, and (3) if the 
requirements of 35 U.S.C. 112 and § 1.293 are met. Under 35 
U.S.C. 157, the Commissioner is authorized to publish a statu- 
tory invention registration, but is not required to do so. Thus, 
the Commissioner has discretion in determining whether or not 
a statutory invention registration should be issued on a particular 
patent. In circumstances where the subject matter was obviously 
not a patentable invention, was too informal to print, and so forth, 
the request to publish the statutory invention registration will 
be refused. 

Paragraph (b) of § 1.294 provides for notifying applicant of 
the results of the examination of the request for publication of 
the statutory invention registration. Paragraph (c) of § 1.294 
provides for the issuance of a notice of the intent to publish a 
Statutory invention registration once the request has been ex- 
amined and approved. 

Section 1.295 is added to provide for the review of a final 
refusal to publish a statutory invention registration. The review 
would be by petition to the Commissioner for matters other than 
those arising from a rejection pursuant to 35 U.S.C. 112 and 
by appeal for a rejection pursuant to 35 U.S.C. 112. The language 
of the final rule is slightly different from that proposed to 
emphasize that the Board either affirms or reverses decisions 
rather than rejections. Paragraph (a) also differs from the pro- 
posal by including, in response to a comment, a provision for 
requesting return of the petition fee if the necessity for the 
petition resulted from an error by the Patent and Trademark 
Office. 

Section 1.296 has been modified from the proposal to provide 
a specific period during which a request for a statutory invention 
registration may be withdrawn. Under § 1.296, as modified, a 
request for a statutory invention registration may be withdrawn, 
at applicant’s option, prior to the date of the notice of intent 
to publish a statutory invention registraiton issued pursuant to 
§ 1.294(c) by filing a request to withdraw the request for pub- 
lication of a statutory invention registration. An applicant filing 
such a request to withdraw may also, under § 1.296, request 
a refund of any amount paid in excess of the application filing 
fee and a handling fee of $100.00 which will be retained by 
the Office. Any request to withdraw the request for publication 
of a statutory invention registration filed on or after the date 
of the notice of intent to publish pursuant to § 1.294(c) must 
be in the form of a petition pursuant to § 1.183 accompanied 
by the fee set forth in § 1.17(h). 

Section 1.297 is added to provide for the publication of the 
statutory invention registration and of the notice of its publi- 
cation in the Official Gazette. In response to a comment, 
§ 1.297 has been modified so that the statement on the statutory 
invention registration will specifically state that the statutory 
invention registration is not a patent. 

Sections 1.301, 1.302 and 1.304 are amended as proposed 
to delete the requirement to give reasons for appeal when filing 
an appeal to the Court of Appeals for the Federal Circuit in 
accordance with § 414(a) of Public Law 98-620 which amended 
35 U.S.C. 142, 143 and 144. 

Section 1.378 is amended as proposed to delete from para- 
graph (a) the limitation that only applications filed on or after 
Aug. 27, 1982 may have the maintenance fee accepted after 
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expiration of the patent. This change follows the change made 
by § 404(b) of Public Law 98-622. 

Section 1.431 is amended as proposed to provide for the later 
payment directly to the Receiving Office of the basic fee portion 
of the international fee and the transmittal and search fees within 
one month of the filing of an international application. The rule 
follows § 361(d) of title 35 U.S.C. as amended by Public Law 
98-622, to provide a one-month grace period from the date of 
filing of an international application for the payment of the basic 
international fee and the transmittal and search fees. 

It should be noted that the designation fees continue to be 
required by 12 months after the priority date and that no sub- 
sequent grace period is provided in the Receiving Office for 
designation fees. 

New paragraphs 1.431(d) and (e) incorporate into the regu- 
lations the provisions of PCT Rule 16 bis. Under these provisions 
the Receiving Office will charge any unpaid or insufficient fees 
to a deposit account maintained by the International Bureau. 
The applicant will then be notified by the International Bureau 
and be given one month to reimburse the amount charged plus 
a surcharge of 50%. The surcharge would not be less than 248 
Swiss francs or more than 624 Swiss francs under the current 
fee schedule. 

Section 1.445 is amended as proposed to clarify paragraph 
(a) (4) to clearly indicate that the national fee is credited by an 
amount of $250 only one time where a $500 search fee has been 
paid to the Patent and Trademark Office to act as an international 
searching authority. This is consistent with current practice. The 
special fee provisions in paragraph (a) (5) are being deleted in 
view of § 402(g) of Public Law 98-622 which deleted the fee 
in 35 U.S.C. 376(a)(5S). The wording of § 1.445(a) (5) sets forth 
the surcharge required for filing of a national fee or oath or 
declaration later than 20 months from the priority date. Para- 
graph (a)(6) of § 1.445 is added to require a fee of $20.00 for 
filing an English translation of an international application later 
than 20 months after the priority date. This makes the practice 
in international applications consistent with that in national 
applications where a fee of $20.00 is charged under § 1.17(k) 
for processing an application filed with a specification in a non- 
English language. 

Section 1.446 is amended as proposed to clarify the refund 
of a portion of the $500 search fee toward payment of the 
national fee. 

Section 1.451 is amended as proposed to correct a rule 
citation in paragraph (b) and to amend paragraph (c) to provide 
for supplying a copy of the priority document to the Receiving 
Office in conformance with revised PCT Rule 17.1. 

Section 1.461 is amended as proposed to delete provisions 
which relate to the applicant transmitting the record copy to the 
International Bureau. Provisions for such alternative transmittal 
were deleted from PCT Rule 22, effective Jan. 1, 1985. Accord- 
ingly, since the PCT rules no longer provide for such transmittal, 
the provisions therefor in the U.S. rules are also being delet- 
ed. 


Response to Comments on the Rules 


Specific comments were received on a number of the pro- 
posed rule changes. Six letters submitting written comments 
were received. Oral testimony was presented by four persons 
at the public hearing conducted on Feb. 8, 1985 and the oral 
testimony of two of these persons (representing the American 
Intellectual Property Law Association and Intellectual Property 
Owners, Inc.) was supplemented by written statements. All of 
the written and oral comments were considered in adopting the 
changes set forth herein. Comments suggesting modifications 
to the proposed rules appear below with responses thereto. 
Comment: 

One Comment suggested that 37 CFR 1.11 be amended to 
create a waiver of secrecy of an application as of the date of 
filing of a notice of appeal to the Court of Appeals for the Federal 
Circuit. The comment suggests that secrecy could be maintained 
upon request by the appellant in such a situation. 

Reply: 

The change was not published in the proposed rulemaking 
and is considered to be too substantial a change to be adopted 
without publication as a proposal to allow public comment. 
Further, if the suggestion were adopted appellants might simply 
include a request for secrecy with every notice of appeal. 
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Comment: 

One comment suggested that the $120.00 petition fee under 
§ 1.17(h) for review of a refusal to publish a statutory invention 
registration under § 1.295 be returned to the petitioner if the 
refusal to publish is found to have occurred only through an 
administrative error of the PTO. 

Reply: 

This suggestion has been adopted by an additional sentence 
being added to § 1.295(a). 

Comment: 

Three comments suggested that the proposed fees for a 
statutory invention registration were too high. One com- 
ment suggested the elimination of the fee proposed in 
§ 1.17(0). 

Reply: 

Although lower fees would certainly be preferred by the 
public, the Office must recover its costs of processing and 
publishing statutory invention registrations. The two levels of 
fees permit an applicant whose application has not had a first 
Office action mailed to pay a minimum amount while those filing 
a request for a statutory invention registration later would share 
the average additional costs. The amounts proposed are the 
current estimates of expected costs and cannot be reduced. This 
will become apparent when it is realized that about $250.00 of 
the $400.00 fee which has been established for requesting 
publication of a statutory invention registration prior to the 
mailing of the first examiner’s action pursuant to § 1.104 is the 
cost of printing the statutory invention registration and does not 
include in-house publication staff costs. The remainder of the 
fee is used to cover the administrative processing costs and the 
limited examination which is required to be given pursuant to 
35 U.S.C. 157. The higher fee of $800.00 which has been 
established is necessary to cover the additional costs to the Office 
when an applicant requests publication of a statutory invention 
registration after the office has begun examination of the ap- 
plication on which the applicant is requesting publication of a 
Statutory invention registration. Since the rules permit the re- 
quest to be filed at any time during the examination process 
substantial additional examination costs, including possibly 
appeal costs, may have been incurred in a particular application 
prior to the date on which the request for publication is made. 
Accordingly, the additional $400.00 is required to cover the 
extra costs to the Office where the applicant belatedly requests 
publication of a statutory invention registration. Applicants can 
avoid the higher costs to themselves and the Office by requesting 
publication of the statutory invention registration in a timely 
fashion prior to the mailing of the first examiner’s action pursuant 
to § 1.104. The possibility of reducing fees below costs to the 
Office does not exist since the legislative history of 35 U.S.C. 
157 does not reflect any intent that other Office fees or appro- 
priations be used to defer the costs of statutory invention reg- 
istrations. Further, most of the comments received urged that 
the fees be set as low as possible, but not below the level 
necessary to recover costs. 

Comment: 

One comment suggested that the Patent and Trademark 
Office should investigate less expensive procedures for printing 
statutory invention registrations to reduce the costs and thereby 
lower the fees. 

Reply: 

If the registrations are not printed by a system using computer 
tape, the subject matter of the registrations would not be easily 
searchable in paper form and would not be fully available for 
searching under the planned automated “paperless” system. 
Further, the “section-by-section” analysis submitted for the 
Record by Representative Kastenmeier during discussion of H. 
R. 6286 on the floor of the House stated that the statutory 
invention registration “would be classified and cross-referenced, 
disseminated to foreign patent offices, stored in the Patent and 
Trademark Office computer tapes, made available in commer- 
cial data bases, and announced in the Official Gazette of the 
PTO.” (130 Cong. Rec. H 10526 (1984), column 3). These uses 
of the statutory invention registrations preclude use of any 
informal method of printing which would be different from the 
method used for the printing of patents. 

Comment: 

A number of comments were received concerning § 1.48(b). 
The comments related to (1) the propriety of the fee required, 
(2) the incorporation of paragraph (b) into current § 1.48, (3) 
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the inclusion in the rules of a fixed and definite time period to 
correct inventorship, (4) the inclusion in the rules of a provision 
to add inventors claiming previously disclosed but unclaimed 
subject matter, and (5) a suggestion that the change in inven- 
torship be simplified and possibly effected by a statement by 
applicant’s attorney. 

Reply: 

Each comment will be treated separately in order. (1) The 
fee of $120.00 to accompany a petition for correction of 
inventorship is considered appropriate since the consideration 
of such a petition and correction of Office records takes addi- 
tional resources. Such a fee should also act as a discouragement 
to grouping marginal inventions and loosely related inventions 
into the same application. (2) Whether paragraph (b) is made 
part of § 1.48 or established as a separate rule does not appear 
to be a substantive matter. Paragraph (b) is being made part of 
§ 1.48 to place all rules relating to correction of inventorship 
in applications in a single rule. (3) No specific time period for 
correction of inventorship was indicated in the proposed rules. 
The rule requires that the correction must be made diligently. 
Since the examiner will not normally be aware of when 
inventorship correction is required, the responsibility of making 
such a correction diligently must rest with the applicant. The 
time of the correction will vary from case to case. (4) The 
addition of claims to previously disclosed but unclaimed subject 
matter of additional inventors is considered to be an error in 
the application and is therefore corrected under § 1.48(a). Anew 
paragraph (c) has been added to § 1.48 to make this clear. Such 
a correction must always include a new oath or declaration. (5) 
The correction of inventorship has been simplified from that 
proposed. Final § 1.48(b) does not require a new oath or dec- 
laration of each actual inventor or written consent of any as- 
signee as originally proposed. The final rule requires a petition 
including a statement identifying each named inventor who is 
being deleted and acknowledging that the inventor’s invention 
is no longer being claimed in the application, and the fee set 
forth in § 1.17(h). The petition could be signed by applicant’s 
attorney who would then take full responsibility for ensuring 
that the inventor is not being improperly deleted from the 
application. 

Comment: 

One comment suggested that proposed §§ 1.60 and 1.62 
should be modified to permit the filing of such continuing 
applications with different inventive entities from the prior 
application. 

Reply: 

The procedures under §§ 1.60 and 1.62 were developed to 
allow continuing applications to be filed without the necessity 
of again obtaining an inventor’s signature to a declaration. The 
proposed rule wording has been modified in the final rule to 
permit inventors to be deleted in the continuing application. The 
addition of inventors is now permitted where a new oath or 
declaration would be required because of claims in the continu- 
ing application being drawn to additional subject matter. 
Comment: 

One comment suggested that §§ 1.77 and 1.78 be modified 
to change the placement in a patent application of the infor- 
mation regarding cross-reference to related applications. It was 
suggested to require this information to be placed immediately 
after the Abstract, following the claims, so that the cross-ref- 
erence information could be easily removed when filing the 
application outside the United States. 

Reply: 

These changes were not included in the proposed rulemaking 
and therefore the public has not had an opportunity to comment 
on the suggestion. Accordingly, the suggestion has not been 
adopted. 

Comment: 

One comment suggested that proposed § 1.78(c) be modified 
to permit a statement that the claimed inventions were subject 
to an obligation of assignment to the same person at the time 
the inventions were made. 

Reply: 

The suggestion has been adopted. 
Comment: 

One comment suggested that the application of double 
patenting rejections to applications of different inventive entities 
which are commonly owned as set out in proposed § 1.78(d) 
not be made until the effective date of this rulemaking. 
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Reply: 

The Commissioner’s Notice of Dec. 11, 1984, “Initial 
Guidelines Implementing Changes in 35 U.S.C. 103, 116, and 
120”, 1050 O.G. 316 (Jan. 8, 1985), changed the practice in 
accordance with the intention of Congress in enacting Public 
Law 98-622. See 130 Cong. Rec. H 10527, column 3 (daily ed. 
Oct. 1, 1984) (statement of Rep. Kastenmeier) wherein the 
following statement appears: 


“The Committee expects that the Patent and Trademark 
Office will reinstitute in appropriate circumstances the 
practice of rejecting claims in commonly owned appli- 
cations of different inventive entities on the ground of 
double patenting. This will be necessary in order to 
prevent an organization from obtaining two or more 
patents with different expiration dates covering nearly 
identical subject matter. In accordance with established 
patent law doctrines, double patenting rejections can be 
overcome in certain circumstances by disclaiming the 
terminal portion of the term of the later patent, thereby 
eliminating the problem of extending patent life.” 


Since the provisions of Public Law 98-622 became effective 
on Nov. 8, 1984, it was not appropriate to delay the change in 
practice. 

Comment: 

One comment suggested that the policy of rejecting com- 
monly-owned applications of different inventive entities on the 
grounds of double patenting, as set forth in proposed § 1.78(d), 
was unnecessary in view of 35 U.S.C. 102(e). 

Reply: 

The provisions of 35 U.S.C. 102(e) will not be effective to 
preclude double patenting in situations where the applicants of 
the later filed application can use the provisions of 
37 CFR 1.131 to antedate the filing date of the earlier filed 
application or patent. Accordingly, the application of the pro- 
hibitions against double patenting is necessary in order to prevent 
an organization from obtaining two or more patents with dif- 
ferent expiration dates covering nearly identical subject matter. 
See 130 Cong. Rec. H 10527, supra. 

Comment: 

One comment suggested that proposed § 1.78(c) was broader 
than required by statute and capable of being construed to 
conflict with proposed § 1.106(d) by referring to common 
ownership at “the time the inventions were made” rather than 
at the time the later invention was made. 

Reply: 

The wording of § 1.78(c) has been revised from the proposal 
to clarify the problem spoken to in the comment. 
Comment: 

One comment suggested that the proposed amendment to 
§ 1.131 not be made so that the “applicant” can make affidavits 
or declarations to overcome rejections. The comment suggested 
that the proposed rule provides no remedy in situations where 
the inventor is dead, insane, legally incapacitated, cannot be 
reached or refuses to join in the application. 

Reply: 

The final rule has been changed in response to the comment 
to permit the person qualified under §§ 1.42, 1.43, or 1.47 to 
make the required oath or declaration in appropriate circum- 
stances. 

Comment: 

Two comments suggested that the scope of the waiver in a 
statutory invention registration be limited to the subject matter 
of the claims of the statutory invention registration and not to 
any obvious modifications thereof. Another comment suggested 
that the statutory invention registration applicant should be able 
to waive the right to a patent on all of the subject matter disclosed 
in the application if he wishes to do so. One comment suggested 
that the rulemaking _ should leave no doubt as to the standard 
to be applied in determining the effect of a statutory invention 
registration waiver in one application on a related application. 
Reply: 

yn paragraph (e) has been added to § 1.106 to clarify 
the standard to be applied in determining the effect of a statutory 
invention registration waiver. The suggestion that the scope of 
the waiver be limited to the subject matter of the claims of the 
statutory invention registration and not to any obvious modi- 
fications thereof has been adopted. 
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Comment: 

Three comments suggested that since a statutory invention 
registration is prior art as of its effeciive filing date, the time 
permitted between the effective filing date and the publication 
of the statutory invention registration should be limited. Several 
different approaches were suggested. One comment suggested 
that there was no problem in this regard. Another comment 
suggested that the organization is studying the question and will 
have recommendations in several months. 

Reply: 

The statute makes it clear that the Commissioner is not 
required to publish a statutory invention registration in response 
to a request therefor. The case-by-case consideration of requests 
for publication of a statutory invention registration should 
safeguard the public without unduly placing limits on patent 
applicants. The Office will await further recommendations on 
this question and will observe actual experience prior to placing 
any time limitations on the use of statutory invention registra- 
tions. 

Comment: 

Two comments suggested that § 1.293 be modified to elimi- 
nate the requirement for a statement in the request for publication 
of a statutory invention registration that the application meets 
the requirements of 35 U.S.C. 112. One of these comments also 
suggested the elimination of the statement that the application 
meets formal requirements for printing. One comment 
suggested that if there is a requirement for a statement in the 
request for publication of a statutory invention registration that 
the application meets the requirements of 35 U.S.C. 112, there 
will not be a great necessity for the Office to spend a lot of time 
examining the application, although there has to be some 
examination. 

Reply: 

The reason for the statements in § 1.293 regarding compli- 
ance with 35 U.S.C. 112 and the formal requirements for printing 
as a patent was to reduce the cost of statutory invention reg- 
istrations to the applicants and to the Office. The level of fees 
which have been established assumes that applicants will in- 
clude the statements required by § 1.293 in their requests and 
that the statements will accurately reflect the condition of the 
applications to which the requests are directed. 

Comment: 

One comment suggested that the rules should include a fixed 
and definite time period in which an authorized party can 
withdraw a statutory invention registration after its approval and 
before its publication. 

Reply: 

The suggestion has been adopted. Section 1.296 has been 
modified to permit a request to withdraw the request for pub- 
lication of a statutory invention registration to be filed at any 
time prior to the date of the notice of intent to publish the statutory 
invention registration. After the date of the notice of intent to 
publish the statutory invention registration, any request to 
withdraw the request for publication of the statutory invention 
registration must be in the form of a petition pursuant to § 1.183 
accompanied by the fee set forth in § 1.17(h). 

Comment: 

One comment suggested that the statement to be printed on 
statutory invention registrations as set out in proposed § 1.297(b) 
be modified to be easily understood by lay people. 

Reply: 

The statement has been modified to specifically state that 

the statutory invention registration is not a patent. 


Environmental, Energy, and Other Considerations: The final 
rule change will not have a significant impact on the quality 
of the human environment or conservation of energy resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Order 
12291, and the Paperwork Reduction Actof 1980, 44 U.S.C. 
3501 et seq. 

The General Counsel of the Department of Commerce certified 
to the Small Business Administration that the rule change will 
not have a significant adverse economic impact on a substantial 
number of small entities (Regulatory Flexibility Act, Pub. L. 96- 
354). In fact, the rule change will benefit small entities since 
the statutory invention registration procedures will provide a 
new, less expensive alternative to the traditional patenting of 
inventions in appropriate circumstances. Further, the ability to 
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join multiple inventors in a single application in appropriate 
circumstances will be of particular benefit to small entities. Other 
changes, such as the elimination of the reasons for appeal, will 
also be beneficial to all inventors. See a “section-by-section” 
analysis submitted for the Record by Representative Kastenmeier 
during discussion of H.R. 6286 on the floor of the House in 
which the following statement appears (130 Cong. Rec. H 1057 
(1984), column 1): 


“Last, the SIR would be particularly useful to those with 
limited resources such as universities and small busi- 
nesses, who have a new less expensive alternative to 
the traditional patenting of inventions.” 


These rules, therefore, will have no significant adverse 
economic impact on small entities. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The information collection requirements contained in these 
rules were submitted to the Office of Management and Budget 
(OMB) at the time of the proposed rulemaking for 
review under Section 3504(h) of the Paperwork Reduction Act. 
OMB has approved the information collection requirements and 
has assigned OMB control number 0651— 0018 thereto. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Conflict of interests, Courts, 
Inventions and patents, Lawyers. 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6, Pub. L. 98—620 and 98—622. the Patent and Trademark 
Office is amending Title 37 of the Code of Federal Regulations 
as set forth below. 

1. Section 1.11 is amended by revising paragraphs (a) and (b) 
and adding new paragraph (e) to read as follows: 


§ 1.11 Files open to the public. 


(a) After a patent has been issued or a statutory invention 
registration has been published, the specification, drawings 
and all papers relating to the case in the file of the patent 
or statutory invention registration are open to inspection 
by the public, and copies may be obtained upon paying 
the fee therefor. See § 2.27 for trademark files. 

(b) All reissue applications, all applications in which the Office 
has accepted a request to open the complete application 
to inspection by the public, and related papers in the 
application file, are open to inspection by the public, and 
copies may be furnished upon paying the fee therefor. The 
filing of reissue applications will be announced in the 
Official Gazette. The announcement shall include at least 
the filing date, reissue application and original patent 
numbers, title, class and subclass, name of the inventor, 
name of the owner of record, name of the attorney or agent 
of record, and examining group to which the reissue 
application is assigned. 

sees 

(e) The file of any interference involving a patent, a statutory 
invention registration, or an application on which a patent 
has issued or which has been published as a statutory 
invention registration, is open to inspection by the public, 
and copies may be obtained upon paying the fee therefor, 
if: (1) the interference has terminated, or (2) an award of 
priority or judgment has been entered as to all parties and 
all counts. 


2. Section 1.14 is amended by revising paragraph (b) to read 
as follows: 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


§ 1.14 Patent applications preserved in secrecy. 


esse 4 


(b) Except as provided in § 1.11(b) abandoned applications are 
likewise not open to public inspection, except that if an 
application referred to in a U.S. patent, or in an application 
in which the applicant has filed an authorization to open 
the complete application to the public, is abandoned and 
is available, it may be inspected or copies obtained by any 
person on written request, without notice to the appli- 
cant. 


see 2% 


3. Section 1.17 is amended by revising paragraphs (h) and by 
adding new paragraphs (n) and (c) to read as follows: 


§ 1.17 Patent application processing fees. 
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(h) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 


§ 1.47 —for filing by other than all the inventors or a 
person not the inventor 
for correction of inventorship 
for decision on questions not specifically pro- 
vided for 
to suspend the rules 
for review of refusal to publish a statutory in- 
vention registration 
for review of decision refusing to accept and 
record payment of a maintenance fee filed prior 
to expiration of patent 
for reconsideration of decision on petition re- 
fusing to accept delayed payment of mainte- 
nance fee in expired patent 

§ 1.644(e) — for petition in an interference 

§ 1.644(f) — for request for reconsideration of a decision on 

petition in an interference 
§ 1.666(c) — for late filing of interference settlement agree- 
ment 

§§ 5.12, 

5.13, & 

5.14 — for expedited handling of foreign filing license 


§ 5.15 — for changing the scope of a license 
§ 5.25 — for retroactive license 


§ 1.48 
§ 1.182 


§ 1.183 
§ 1.295 


§ 1.37 


§ 1.378(e) 


(n) For requesting publication of a 
statutory invention registration 
prior to the mailing of the first 
examiner’s 


basic filing fee paid 
(o) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant 


basic filing fee paid 


4. Section 1.19 is amended by revising paragraphs (a) and (e) 
to read as follows: . - 


§ 1.19 Document supply fees. 


The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 
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(a) Uncertified copies of Office documents: 


(1) Printed copy of a patent, including a design patent, 
statutory invention registration, or defensive publica- 
tion document, except color plant patent 


s** 
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(e) List of patents in subclass: 


(1) For list of all United States patents and statutory inven- 
tion registrations in a subclass, per 100 numbers or 
COU CIE siicrpeicsccsnscnnsennniinanitianisrnnsialesaebuliiin 2.00 

(2) For list of United States patents and statutory invention 
registrations in a subclass limited by date or number, 
per 50 numbers or fraction thereof ...............s0000 2.00 

5. Section 1.20 is amended by revising paragraphs (e), (f), (g) 
and (m) to read as follows: 


§ 1.20 Post-issuance fees. 
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(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980 and before August 27, 1982, in force 
beyond 4 years; the fee is due by three years and six months 
after the original grant $200.00 

(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980 and before August 27, 1982, in force 
beyond 8 years; the fee is due by seven years and six months 
after the original grant 

(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980 and before August 27, 1982, in force 
beyond 12 years; the fee is due by eleven years and six 
months after the original grant 


se *#* * 


(m) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee 
where the delay in payment is shown to the satisfaction of 
the Commissioner to have been unavoidable 500.00 

6. Section 1.45 is revised by labeling the existing paragraph as 
(a) and by adding new paragraphs (b) and (c) to read as 
follows: 


§ 1.45 Joint inventors. 


@ eee 


(b) Inventors may apply for a patent jointly even though 

(1) they did not physically work together or at the same 
time, 

(2) each inventor did not make the same type or amount 
of contribution, or 

(3) each inventor did not make a contribution to the subject 
matter of every claim of the application. 

(c) If multiple inventors are named in an application, each named 
inventor must have made a contribution, individually or 
jointly, to the subject matter of at least one claim of the 
application and the application will be considered to be a 
joint application under 35 U.S.C. 116. 

7. Section 1.48 is amended by labeling the current paragraph 
as paragraph (a) and by adding new paragraphs (b) and (c) 
to read as follows: 


§ 1.48 Correction of inventorship. 


(a)*#**2*8 


(b) If the correct inventors are named in the application when 
filed and the prosecution of the application results in the 
amendment or cancellation of claims so that less than all 
of the originally named inventors are the actual inventors 
of the invention being claimed in the application, an 
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amendment shall be filed deleting the names of the person 
or persons who are not inventors of the invention being 
claimed. The amendment must be diligently made and shall _. 
be accompanied by: 


a petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the 
inventor’s invention is no longer being claimed in the 
application, and 

the fee set forth in § 1.17(h). 


If an application discloses unclaimed subject matter by an 
inventor or inventors not named in the application, the 
application may be amended pursuant to paragraph (a) of 
this section to add claims to the subject matter and name 
the correct inventors for the application. [OMB Control No. 
0651-0018}. 

8. Section 1.60 is revised to read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


(a) A continuation or divisional application (filed under the 
conditions specified in 35 U.S.C. 120 or 121 and § 1.78(a)), 
naming as inventors the same or less than all the inventors 
named in a prior application and which discloses and claims 
only subject matter disclosed in the prior application may 
be filed as a separate application before the patenting or 
abandonment of or termination of proceedings on the prior 
application. 

An applicant may omit signing of the oath or declaration 
in a continuation or divisional application if (1) the prior 
application was a complete application as set forth in {¢49 
1.51(a), (2) applicant files a true copy of the prior complete 
application as filed including the specification (including 
claims), drawings, oath or declaration showing the signature 
or an indication it was signed, and any amendments referred 
to in the oath or declaration filed to complete the prior 
application, and (3) the inventors named in the continuation 
or divisional application are the same or less than all the 
inventors named in the prior application. The copy of the 
prior application must be accompanied by a statement that 
the application papers filed are a true copy of the prior 
application and that no amendments referred to in the oath 
or declaration filed to complete the prior application in- 
troduced new matter therein. Such statement must be by 
the applicant or applicant’s attorney or agent and must be 
a verified statement if made by a person not registered to 
practice before the Patent and Trademark Office. Only 
amendments reducing the number of claims or adding a 
reference to the prior application (§ 1.78(a)) will be entered 
before calculating the filing fee and granting the filing date. 
If the continuation or divisional application is filed by less 
than all the inventors named in the prior application a 
statement must accompany the application when filed 
requesting deletion of the names of the person or persons 
who are not inventors of the invention being claimed in the 
continuation or divisional application. 

Section 1.61 is amended by revising the section heading 
and paragraphs (a) and (b) and adding paragraphs (c) and 
(d) to read as follows: 


§ 1.61 Filing of applications in the United States of America 
as a Designated Office. 


(a) To maintain the benefit of the international filing date and 
obtain an examination as to the patentability of the invention 
in the United States, the applicant shall furnish to the U.S. 
Patent and Trademark Office not later than the expiration 
of 20 months from the priority date: (1) a copy of the 
international application with any amendments under PCT 
Article 19, unless it has been previously communicated by 
the International Bureau or unless it was originally filed in 
the U.S. Patent and Trademark Office; (2) a translation of 
the international application and a translation of any amend- 
ments under PCT Article 19 into the English language, if 
originally filed in another language; (3) the national fee (see 
§ 1.445(a)(4)); and (4) an oath or declaration of the inventor 
(see § 1.70). 
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(b) If the translation of the international application, oath or 


10. 


declaration, and national fee have not been submitted by 
the applicant within twenty (20) months from the priority 
date, such requirements may be met within twenty-two (22) 
months from the priority date. The payment of the surcharge 
set forth in § 1.445(a)(5) is required as a condition for 
accepting the national fee or the oath or declaration later 
than 20 months after the priority date. The payment of the 
processing fee set forth in § 1.445(a)(6) is required for 
acceptance of an English translation later than 20 months 
after the priority date. Failure to comply with these require- 
ments will result in abandonment of the application. The 
provisions of § 1.136 do not apply to the 22 month period 
of this section. 

If a copy of the amendments under PCT Article 19 is not 
communicated by the International Bureau or acopy thereof 
and any necessary English translation thereof is not re- 
ceived by the end of 20 months from the priority date, such 
failure will be regarded as cancellation of the amendments 
under PCT Article 19 in the international applica- 
tion. 

Verification of the translation of the international applica- 
tion or any other document pertaining to an international 
application may be required where it is considered neces- 
sary, if the international application or other document was 
filed in a language other than English. 

Section 1.62 is amended by revising paragraphs (a), (c) and 
(h) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(a) 


ll. 


A continuation, continuation-in-part, or divisional applica- 
tion, which uses the specification, drawings and oath or 
declaration from a prior complete application (§ 1.51 (a)) 
which is to be abandoned, may be filed before the payment 
of the issue fee, abandonment of, or termination of pro- 
ceedings on the prior application. The filing date of an 
application filed under this section is the date on which a 
request is filed for an application under this section includ- 
ing identification of the Serial Number, filing date, and 
applicant’s name of the prior complete application. If the 
continuation, continuation-in-part, or divisional applica- 
tion is filed by less than all the inventors named in the prior 
application a statement must accompany the application 
when filed requesting deletion of the names of the person 
or persons who are not inventors of the invention being 
claimed in the continuation, continuation-in-part, or divi- 
sional application. 


ese*¢e88 


In the case of a continuation-in-part application which adds 
and claims additional disclosure by amendment, an oath 
or declaration as required by § 1.63 must also be filed. In 
those situations where a new oath or declaration is required 
due to additional subject matter being claimed, additional 
inventors may be named in the continuing application. In 
acontinuation or divisional application which discloses and 
claims only subject matter dislcosed in a prior application, 
no additional oath or declaration is required and the ap- 
plication must name as inventors the same or less than all 
the inventors named in the prior application. 


see 


The applicant is urged to furnish the following information 
relating to the prior and continuing applications to the best 
of his or her ability: 


sees 
(5) The title of the invention and names of the applicants 
to be named in the continuing application. 
see 


Section 1.78 is amended by revising paragraphs (a) and (c) 
and by adding a new paragraph (d) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other. applications. 
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(a) An application may claim an invention disclosed in a prior 


12. 


-103 Suspension of action. 
s** 


filed copending national application or international appli- 
cation designating the United States of America. In order 
for an application to claim the benefit of a prior filed 
copending national application, the prior application must 
name as an inventor at least one inventor named in the later 
filed application and dislcose the named inventor’s inven- 
tion claimed in at least one claim of the later filed application 
in the manner provided by the first paragraph of 35 U.S.C. 
112. In addition, the prior application must be (1) complete 
as set forth in § 1.51, or (2) entitled to a filing date as set 
forth in § 1.53(b) and include the basic filing fee set forth 
in § 1.16; or (3) entitled to a filing date as set forth in 
§ 1.53(b) and have paid therein the processing and retention 
fee set forth in § 1.21(1) within the time period set forth 
in § 1.53(d). Any application claiming the benefit of a prior 
filed copending national or international application must 
contain or be amended to contain in the first sentence of 
the specification following the title a reference to such prior 
application, identifying it by serial number and filing date 
or international application number and international filing 
date and indicating the relationship of the applications. 
Cross-references to other related applications may be made 
when appropriate. (See § 1.14(b)). 
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Where two or more applications, or an application and a 
patent naming different inventors and owned by the same 
party contain conflicting claims, and there is no statement 
of record indicating that the claimed inventions were com- 
monly owned or subject to an obligation of assignment to 
the same person at the time the later invention was made, 
the assignee may be called upon to state whether the claimed 
inventions were commonly owned or subject to an obliga- 
tion of assignment to the same person at the time the later 
invention was made, and if not, indicate which named 
inventor is the prior inventor. In addition to making said 
statement, the assignee may also explain why an interfer- 
ence should or should not be declared. 

Where an application claims an invention which is not 
patentably distinct from an invention claimed in a com- 
monly owned patent with the same or a different inventive 
entity, a double patenting rejection will be made in the 
application. An obviousness-type double patenting rejec- 
tion may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(b). 

Section 1.101 is amended by revising paragraph (a) to read 
as follows: 


§ 1.101 Order of examination. 
(a) Applications filed in the Patent and Trademark Office and 


accepted as complete applications are assigned for exami- 
nation to the respective examining groups having the classes 
of inventions to which the applications relate. Applications 
shall be taken up for examination by the examiner to whom 
they have been assigned in the order in which they have 
been filed except for those applications in which exami- 
nation has been advanced pursuant to § 1.102. International 
applications which have complied with the re-quirements 
of 35 U.S.C. 371(c) will be taken up for action based on 
the date on which such requirements were met. However, 
unless a request has been filed under 35 U.S.C. 371(f), no 
action may be taken prior to 21 months from the priority 
date. 


see 


. Section 1.103 is amended by revising paragraph (d) to read 


as follows: 


Action on applications in which the Office has accepted 
a request to publish a defensive publication will be sus- 
pended for the entire pendency of these applications except 
for purposes relating to patent interference proceedings 
under Subpart E. 





JANUARY 7, 1992 


14. Section 1.104 is amended by adding a new paragraph (e) 
immediately following the Note to paragraph (d) to read 
as follows: 


§ 1.104 Nature of examination; examiner’s action. 


(e) Co-pending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment 
to, the same person if (1) the application files refer to 
assignments recorded in the Patent and Trademark Office 
in accordance with § 1.331 which convey the entire rights 
in the applications to the same person or organization; or 
(2) copies of unrecorded assignments which convey the 
entire rights in the applications to the same person or 
organization are filed in each of the applications; or (3) an 
affidavit or declaration by the common owner is filed which 
states that there is common ownership and states facts which 
explain why the affiant or declarant believes there is com- 
mon ownership; or (4) other evidence is submitted which 
establishes common ownership of the applications. In cir- 
cumstances where the common owner is a corporation or 
other organization an affidavit or declaration may be signed 
by an official of the corporation or organization em- 
powered to act on behalf of the corporation or organiza- 
tion. 

. Section 1.106 is amended by adding new paragraphs (d) 
and (e) to read as follows: 


-106 Rejection of claims. 


eee 4% 


Subject matter which is developed by another person which 
qualifies as prior art only under 35 U.S.C. 102 (f) or (g) 
may be used as prior art under 35 U.S.C. 103 against a 
claimed invention unless the entire rights to the subject 
matter and the claimed invention were commonly owned 
by the same person or organization or subject to an obli- 
gation of assignment to the same person or organization 
at the time the claimed invention was made. 

The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a pub- 
lished statutory invention registration naming that inventor 
if the same subject matter is claimed in the application and 
the statutory invention registration. The claims in any reissue 
application naming an inventor will be rejected as being 
precluded by a waiver in a published statutory invention 
registration naming that inventor if the reissue application 
seeks to claim subject matter (1) which was not covered 
by claims issued in the patent prior to the date of publication 
of the statutory invention registration and (2) which was 
the same subject matter waived in the statutory invention 
registration. 

16. Section 1.108 is revised to read as follows: 


§ 1.108 Abandoned applications not cited. 


Abandoned apptications as such will not be cited as refer- 
ences except those which have been opened to inspection by 
the public following a defensive publication. 

17. Section 1.110 is added to read as follows: 


§ 1.116 Inventorship and date of invention of the 
subject matter of individual claims. 


When more than one inventor is named in an application 
or patent, the Patent and Trademark Office, when necessary for 
purposes of an Office proceeding, may require an applicant, 
patentee, or owner to identify the inventive entity of the subject 
matter of each claim in the application or patent. Where appro- 
priate, the invention dates of the subject matter of each claim 
and the ownership of the subject matter on the date of invention 
may be required of the applicant, patentee or owner. See 
also §§ 1.78(c) and (d). [OMB Control No. 0651- 
0018}. 

18. Section 1.131 is amended by revising paragraph (a) to read 
as follows: 
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§ 1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a) When any claim of an application or a patent under reex- 
amination is rejected on reference to a domestic patent 
which substantially shows or describes but does not claim 
the rejected invention, or on reference to a foreign patent 
or to a printed publication, and the inventor of the subject 
matter of the rejected claim, the owner of the patent under 
reexamination, or the person qualified under §§ 1.42, 1.43 
or 1.47, shall make oath or declaration as to facts showing 
acompletion of the invention in this country before the filing 
date of the application on which the domestic patent issued, 
or before the date of the foreign patent, or before the date 
of the printed publication, then the patent or publication 
cited shall not bar the grant of a patent to the inventor or 
the confirmation of the patentability of the claims of the 
patent, unless the date of such patent or printed publication 
is more than one year prior to the date on which the inventor’s 
or patent owner’s application was filed in this country. 


see 4% 


§ 1.139 [removed] 


19. Section 1.139 is removed. 
20. Section 1.193 is amended by revising paragraph (b) to read 
as follows: 


§ 1.193 Examiner’s answer. 


se *# 


(b) The appellant may file a reply brief directed only to such 
new points of argument as may be raised in the examiner’s 
answer, within one month from the date of such answer. 
However, if the examiner’s answer states a new ground of 
rejection appellant may file a reply thereto within two 
months from the date of such answer; such reply may 
include any amendment or material appropriate to the new 
ground. 
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21. A new section 1.293 is added to read as follows: 
§ 1.293 Statutory invention registration. 


(a) An applicant for an original patent may request, at any time 
during the pendency of applicant’s pending complete 
application, that the specification and drawings be pub- 
lished as a statutory invention registration. Any such request 
must be signed by (1) the applicant and any assignee of 
record or (2) an attorneyor agent of record in the application. 
Any request for publication of a statutory invention reg- 
istration must include the following parts: 


(1) a waiver of the applicant’s right to receive a patent on 
the invention claimed effective upon the date of pub- 
lication of the statutory invention registration; 

(2) the required fee for filing a request for publication of 
a statutory invention registration as provided for in 
§ 1.17(n) or (0); 

(3) a statement that, in the opinion of the requester, the 
application to which the request is directed meets the 
requirements of 35 U.S.C. 112; and 

(4) a statement that, in the opinion of the requester, the 
application to which the request is directed complies 
with the formal requirements of this part for printing 
as a patent. 

(c) A waiver filed with a request for a statutory invention 
registration will be effective, upon publication of the statu- 
tory invention registration, to waive the inventor’s right to 
receive a patent or the invention claimed in the statutory 
invention registration, in any application for an original 
patent which is pending on, or filed after, the date of 
publication of the statutory invention registration. A waiver 
filed with a request for a statutory invention registration will 
not affect the rights of any other inventor even if the subject 
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matter of the statutory invention registration and an appli- 
cation of another inventor are commonly owned. A waiver 
filed with a request for a statutory invention registration will 
not affect any rights in a patent to the inventor which issued 
prior to the date of publication of the statutory invention 
registration unless a reissue application is filed seeking to 
enlarge the scope of the claims of the patent. See also 
§ 1.106(e). [OMB Control No. 0651-0018]. 
22. A new section 1.294 is added to read as follows: 


§ 1.294 Examination of request for publication of a statutory 
invention registration and patent application to 
which the request is directed. 


Any request for a statutory invention registration will be 
examined to determine if the requirements of § 1.293 have 
been met. The application to which the request is directed 
will be examined to determine (1) if the subject matter of 
the application is appropriate for publication, (2) if the 
requirements for publication are met, and (3) if the require- 
ments of 35 U.S.C. 112 and § 1.293 of this part are met. 
Applicant will be notified of the results of the examination 
set forth in paragraph (a) of this section. If the requirements 
of § 1.293 and this section are not met by the request filed, 
the notification to applicant will set a period of time within 
which to comply with the requirements in order to avoid 
abandonment of the application. If the application does not 
meet the requirements of 35 U.S.C. 112, the notification 
to applicant will include a rejection under the appropriate 
provisions of 35 U.S.C. 112. The periods for response 
established pursuant to this section are subject to the ex- 
tension of time provisions of § 1.136. After response by 
the applicant, the application will again be considered for 
publication of a statutory invention registration. If the 
requirements of § 1.293 and this section are not timely met, 
the refusal to publish will be made final. If the requirements 
of 35 U.S.C. 112 are not met, the rejection pursuant to 35 
U.S.C. 112 will be made final. 

If the examination pursuant to this section results in ap- 
proval of the request for a statutory invention registration 
the applicant will be notified of the intent to publish a 
statutory invention registration. 

23. A new section 1.295 is added to read as follows: 


§ 1.295 Review of decision finally refusing to publish a statu- 
tory invention registration. 


(a) Any requester who is dissatisfied with the final refusal to 
publish a statutory invention registration for reasons other 
than compliance with 35 U.S.C. 112 may obtain review of 
the refusal to publish the statutory invention registration by 
filing a petition to the Commissioner accompanied by the 
fee set forth in § 1.17(h) within one month or such other 
time as is set in the decision refusing publication. Any such 
petition should comply with the requirements of § 1.181(b). 
The petition may include a request that the petition fee be 
refunded if the final refusal to publish a statutory invention 
registration for reasons other than compliance with 35 U.S.C. 
112 is determined to result from an error by the Patent and 
Trademark Office. 

Any requester who is dissatisfied with a decision finally 
rejecting claims pursuant to 35 U.S.C. 112 may obtain 
review of the decision by filing an appeal to the Board of 
Patent Appeals and Interferences pursuant to § 1.191. If the 
decision rejecting claims pursuant to 35 U.S.C. 112 is 
reversed, the request for a statutory invention registration 
will be approved and the registration published if all of 
the other provisions of § 1.293 and this section are met. 
[OMB Control No. 0651-0018}. 

24. A new section 1.296 is added to read as follows: 


§ 1.296 Withdrawal of request for publication of statutory 
invention registration. 


A request for a statutory invention registration, which has 
been filed, may be withdrawn prior to the date of the notice of 
the intent to publish a statutory invention registration issued 
pursuant to § 1.294(c) by filing a request to withdraw the request 
for publication of a statutory invention registration. The request 
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to withdraw may also include a request for a refund of any 
amount paid in excess of the application filing fee and a handling 
fee of $100 which will be retained. Any request to withdraw 
the request for publication of a statutory invention registration 
filed on or after the date of the notice of intent to publish issued 
pursuant to § 1.294(c) must be in the form of a petition pursuant 
to § 1.183 accompanied by the fee set forth in § 1.17(h). [OMB 
Control No. 0651- 0018}. 

25. A new section 1.297 is added to read as follows: 


§ 1.297 Publication of statutory invention registration. 


(a) If the request for a statutory invention registration is ap- 
proved the statutory invention registration will be pub- 
lished. The statutory invention registration will be mailed 
to the requester at the correspondence address as provided 
for in § 1.33(a). A notice of the publication of each statutory 
invention registration will be published in the Official Ga- 
zette. 

Each statutory invention registration published will include 
a statement relating to the attributes of a statutory invention 
registration. The statement will read as follows: 


A statutory invention registration published pursuant to 35 
U.S.C. 157 is not a patent but it has all of the attributes 
specified for patents in title 35, United States Code, except 
those specified in 35 U.S.C. 183 and sections 271 through 
289. A statutory invention registration does not have any 
of the attributes specified for patents in any other provision 
of law other than title 35, United States Code. The invention 
with respect to which a statutory invention registration is 
published is not a patented invention for purposes of the 
marking provisions of 35 U.S.C. 292. 


26. Section 1.301 is revised to read as follows: 


§ 1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a reex- 
amination proceeding dissatisfied with the decision of the Board 
of Patent Appeals and Interferences, and any party to an inter- 
ference dissatisfied with the decision of the Board of Patent 
Appeals and Interferences, may appeal to the U.S. Court of 
Appeals for the Federal Circuit. The appellant must take the 
following steps in such an appeal: (a) In the Patent and Trade- 
mark Office file a written notice of appeal directed to the 
Commissioner (see §§ 1.302 and 1.304); and (b) in the Court, 
file a copy of the notice of appeal and pay the fee for appeal, 
as provided by the rules of the Court. The certified list of 
documents and any original or certified copies of such docu- 
ments required by the Court will be transmitted to the Court 
by the Patent and Trademark Office. 

27. Section 1.302 is revised to read as follows: 


§ 1.302 Notice of appeal. 


(a) When an appeal is taken to the U.S. Court of Appeals for 
the Federal Circuit, the appellant shall give notice thereof 
to the Commissioner within the time specified in § 1.304. 

(b) In interferences, the notice must be served as provided in 
§ 1.646. 

28. Section 1.304 is amended by revising paragraph (a) to read 
as follows: 


§ 1.304 Time for appeal or civil action. 


(a) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for com- 
mencing a civil action (§ 1.303) is sixty days from the date 
of the decision of the Board of Patent Appeals and Inter- 
ferences. If a request for reconsideration or modification 
of the decision is filed within the time provided under 
§ 1.197(b) or § 1.658(b), the time for filing an appeal or 
commencing a civil action shall expire at the end of the 
sixty-day period or thirty days after action on the request, 
whichever is later. Except for an appeal from or commenc- 
ing a civil action after a decision of the Board of Patent 
Appeals and Interferences in a reexamination proceeding 
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or an interference proceeding, the time periods set forth 
herein are subject to the provisions of § 1.136. See § 1.550(c) 
for extensions of time to appeal or commence a civil action 
in a reexamination proceeding. See § 1.645(a) for exten- 
sions of time to appeal or commence a civil action in an 
interference. An examiner-in-chief, upon a showing of 
excusable neglect, may extend the time for seeking judicial 
review of a decision of the Board of Patent Appeals and 
Interferences in an interference case when a request is 
untimely filed after expiration of the time prescribed by this 
section. 
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29. Section 1.378 is amended by revising the section heading 
and paragraph (a) to read as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


(a) The Commissioner may accept the payment of any main- 
tenance fee due on a patent after expiration of the patent 
if, upon petition, the delay in payment of the maintenance 
fee is shown to the satisfaction of the Commissioner to have 
been unavoidable and if the surcharge required by § 1.20(m) 
is paid as a condition of accepting payment of the main- 
tenance fee. If the Commissioner accepts payment of the 
maintenance fee upon petition, the patent shall be consid- 
ered as not having expired, but will be subject to the conditions 
set forth in 35 U.S.C. 41(c)(2). 


s*e# #4 


30. Section 1.431 is amended by revising paragraphs (b)(3)(iii) 
and (c) and by adding new paragraphs (d) and (e) to read 
as follows: 


§ 1.431 International application requirements. 


see 
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(iii) The name of the applicant, as prescribed (note §§ 1.421- 
1.424); 

(c) Payment of the basic portion of the international fee (PCT 
Rule 15.2) and the transmittal and search fees (§ 1.445) 
may be made in full at the time international application 
papers required by paragraph (b) of this section are depos- 
ited or within one month thereafter. Failure to make full 
payment within one month of the deposit of the international 
application papers required by paragraph (b) of this section 
will result in the fees being charged to the International 
Bureau under the provisions of paragraph (d) of this section 
and PCT Rule 16 bis. 

The United States Receiving Office will charge to the 
International Bureau in accordance with PCT Rule 16 bis 
and will consider as having been timely paid: 


(1) the transmittal fee, the basic fee portion of the interna- 
tional fee, or the search fee where these fees have not 
been fully paid by the applicant within one month of 
the date of deposit of the international application, and 

(2) the destination fee, or the amount necessary to cover 
all the designations made in the request which have 
not been paid by the applicant within one year from the 
priority date. 


The International Bureau will notify applicant of any amount 
charged under paragraph (d) of this section and invite the 
applicant to pay directly to the International Bureau within 
one month from the date of the notification, the amount 
charged, augmented by a surcharge of 50%, provided the 
surcharge will not be less and will not be more, than the 
amounts indicated in the Schedule of Fees appended to the 
PCT Rules. If the payment needed to cover the transmittal 
fees, the basic fee, the search fee, one designation fee and 
the surcharge is not timely made to the International Bureau, 
the International Bureau will notify the Recieving Office 
which will declare the international application withdrawn 
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under PCT Article 14(3)(a).If the applicant makes timely 
payment of the fees referred to in the previous sentence, 
but the amount paid is not sufficient to cover all the des- 
ignation fees, the Recieving Office will declare any des- 
ignation fees not paid withdrawn uncer PCT Article 14(3)(b) 
in accordance with PCT Rule 16 bis.2(c) 


31. Section 1.455 is amended by revising paragraphs (a)(4) 
and (5) and adding paragraph (a)(6) to read as follows: 


§ 1.445 International application filing and processing fees. 


(a) *** 

(4) The national fee, that is, the amount set forth as 
the filing fee under § 1.16(a) through (d) credited 
one time only by an amount of $250 where an 
international search fee of $500.00 has been paid 
on the corresponding international application to 
the United States Patent and Trademark Office as 
an International Searching Authority. Where the 
amount of the cerdit is in excess of that required 
for the national fee, a request for a refund of the 
excess under § 1.44(b) may be filed at the time of 
paying the national fee. Only one such credit is 
permitted based on a single $500.00 international 
search fee. 

(5) Sucharge for filing the national fee or oath or 

declaration later than 20 months from the priority 


(6) For filing an English translation of an international 
application later than 20 months after the priority 
date (§ 1.61(b)) 


32. Section 1.446 is amended by revising the section haeding 
and paragraph (b) to read as follows: 


§ 1.446 Refund of international application filing and 
processing fees. 
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(b) Refund of a portion of the search fee toward payment of the 
national fee may be made one time to the extent set forth in § 
1.445(a)(4) if requested at the time of paying the national fee 
provided that a $500 search fee has been paid. 


33. Section 1.451 is amended by revising paragraphs (b) and (c) 
to read as follows: 


§ 1.451 The priority claim and priority document in an 
international application. 
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(b) Whenever the priority of an earlier United States national 
application is claimed in an international, the applicant may 
request in a letter of tranmittal accompanying the international 
application upon filing with the United States Recieving Office 
or in a seperate letter filed in the REcieving Office not later than 
16 months after the priority date, the the Patent and Trademark 
Office prepare a certified copy of the national application for 
transmittal to the International Buraeu (PCT Article 8 and PCT 
Rule 17). The fee for preparing a certified copy is stated in § 
1.19(a)(3) and (b)(1). 

(c) If acertified copy of the priority document is not submitted 
together with the international application on filing, or, if the 
priority application was filed in the United States and a request 
and appropriate payment for preparation of such a certified copy 
do not accompany the international application on filing or are 
not filed within 16 months of the priority date, the certified copy 
of the priority document must be furnished by the applicant to 
the International Bureau or to the United States Receiving Office 
within the time limit specified in PCT Rule 17.1(a). 


34. Section 1.461 is amended by deleting paragraph (b) and 
by revising paragraph (a) to read as follows: 
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§ 1.461 Procedures for transmittal of record copy to the Inter- 
national Bureau. 


(a) Transmittal of the record copy of the international 
application to the International Bureau shall be made by the 
United States Receiving Office. 

(b) (reserved) 


xe eke * 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


Feb. 14, 1985. 


[1053 OG 10] 


(154) Establishing Common Ownership of Patent 
Applications and/or Patents Owned by a 


Corporation or Other Organization 


This notice is intended to simplify the practice of establishing 
common ownership of patent applications and/or patents in 
circumstances where the common owner is a corporation or 
other organization. Under 37 CFR 1.104(e), in order to establish 
common ownership “[i]n circumstances where the common 
owner is a corporation or other organization an affidavit or 
declaration may be signed by an official of the corporation or 
organization empowered to act on behalf of the corporation or 
organization.” A mere power of attorney to prosecute a patent 
application does not make an individual an official of a cor- 
poration or organization or empower the individual to act on 
behalf of the corporation or organization in making an affidavit 
or declaration averring to common ownership. However, such 
an affidavit could be made by a patent attorney, patent agent, 
or other individual if the attorney, agent, or other individual has 
been appointed in writing by the corporation or organization 
as an official of the corporation or organization specifically 
empowered to make affidavits or declarations on its behalf 
averring to common ownership. In circumstances where such 
a written appointment has been given to a patent attorney, patent 
agent, or other individual, that person could then make affidavits 
or declarations averring to common ownership as long as the 
affidavit or declaration referred to an attached copy of the 
written appointment and averred that the authority is still in 
effect. Under this practice the original signed copy of the written 
appointment would be retained by the affiant or declarant unless 
the Patent and Trademark Office specifically required it to be 
filed. Unless some question arose as to the authority of the 
individual to make the averment as to common ownership, the 
Patent and Trademark Office would ordinarily not need to 
require the original signed copy of the written appointment. 
While this practice should simplify the establishing of common 
ownership by necessitating only one original signed written 
appointment, corporations and other organizations must exer- 
cise care that the written appointment is only given to those 
persons who are in a position to know that common ownership 
does in fact exist and can therefore properly make affirmative 
representations to that effect to the Patent and Trademark 
Office. 


DONALD J. QUIGG, 
Assistant Secretary 

and Commissioner of 
Patent and Trademarks. 


[1067 OG 11] 


May 12, 1986. 


U.S. Department of Commerce 
Patent and Trademark Office 
Special Status for Patent Applications 
Relating to Superconductivity 


On Commercial Applications of Superconductivity, the Presi- 
dent stated that “We need to strengthen patent laws to increase 
protection for manufacturing processes and speed up the patent 
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process so that it can keep pace with the fast-paced world of 
high technology.” The President also noted that “to most of us 
laymen, superconductivity was a completely new term, but it 
wasn’t long before we learned of the great promise it held 
out to alter our world for the better — a quantum leap in 
energy efficiency that would bring with it a host of benefits, 
not least among them a reduced dependence on foreign oil, a 
cleaner environment, and a stronger national economy.” The 
President’s Superconductivity Initiative of even date included, 
as a major administrative component, a proposal “Directing the 
Patent and Trademark Office to accelerate the processing of 
patent applications and adjudication of disputes involving 
superconductivity technologies when requested by the appli- 
cants to do so.” 

In accordance with the President’s proposal, the Patent and 
Trademark Office will, on request, accord “special” status to 
all patent applications for inventions involving superconduc- 
tive materials. Examples of such inventions would include those 
directed to the superconductive materials themselves as well as 
to their manufacture and application. In order that the Patent 
and Trademark Office may implement this procedure, we invite 
all applicants desiring to participate in this program to request 
that their applications be accorded “special” status. Such re- 
quests should be in writing, should identify the application by 
serial number and filing date, and should be accompanied by 
a statement under 37 CFR 1.102 that the invention involves 
superconductive materials. No fee is required. The statement 
must be verified if made by a person not registered to practice 
before the Patent and Trademark Office. Decisions whether to 
accord “special” status on the basis of a request will be made 
by the appropriate Group Director. 

Requests should be addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


DONALD J. QUIGG, 

Assistant Secretary of 
Commerce and Commissioner of 
Patents and Trademarks. 


Aug. 5, 1987. 


[1082 TMOG 7] 


(156) Preparation for Processing High Temperature 


Superconductor Technology 


In response to the President’s Superconductivity Initiative 
announced on July 28, 1987 and with the expectation of the 
filing of increasing numbers of patent applications relating to 
higher temperature superconductors, the U.S. Patent and 
Trademark Office has taken a number of steps to prepare for 
the effective handling of applications on this subject mat- 
ter. 

These actions include (1) establishing a special Task Force 
to prepare for the processing of patent applications for higher 
temperature superconductor technology; (2) making patent 
applications relating to this technology special on request of the 
applicant and (3) renewing support for legislation providing for 
an expanded scope of protection for process patents to cover 
products made by the patented process. 

The responsibilities of the Task Force are to (1) coordinate 
the development of a Patent and Trademark Office capability 
to examine the expected large number of patent applications 
in this area and (2) provide an information resource and sound- 
ing board for legal and practice questions and policy develop- 
ment in this area. The Task Force has been assigned a number 
of specific tasks, such as developing a complete search file on 
superconductivity technology for the use of Examiners and the 
public, establishing a training program for examiners on the 
technology and assuring a uniform and consistent application 
of the patent law to the technology in the U.S. Patent and 
Trademark Office. 


RENE D. TEGTMEYER, for 

DONALD J. QUIGG, 

Assistant Secretary and 

Commissioner of Patents and Trademarks. 


Sept. 16, 1987. 
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(157) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 5 


[Docket No. 70754-8056] 
Miscellaneous Amendments of Patent Rules 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its 
rules of practice in patent cases, Parts 1 and 5 of Title 37, Code 
of Federal Regulations, (1) to bring the rule relating to swearing 
back of a reference into conformity with current interference 
practice; (2) to require that the appellant’s brief in an ex parte 
appeal contain certain specific items; (3) to reset the time period 
for requesting an oral hearing in ex parte appeals where the 
examiner’s answer states a new ground of rejection; (4) to clarify 
the procedure following a rejection after a remand to the ex- 
aminer under § 1.196(b)(1); (5) to give the examiner-in-chief the 
authority to decide certain requests for access by an interference 
party; (6) to clarify the rule relating to access to pending or 
abandoned applications; (7) to modify the rules concerning 
requests for interference with an application or patent; (8) to 
amplify the rule concerning the requirements of a motion to 
declare an additional interference; (9) to make more compre- 
hensive the rule concerning the filing of a reissue application 
by a patentee involved in an interference; and (10) to conform 
the rule concerning applications under secrecy order to current 
interference practice. 

Effective Date : Sept. 12, 1988. Amended Sections 1.191, 1.192 
and 1.193 apply to ex parte appeals in which the notice of appeal 
under § 1.191 was filed on or after Sept. 12, 1988. 

For Further Information Contact: Saul 1. Serota by telephone 
at (703) 557-4072 or Ian A. Calvert by telephone at (703) 557- 
4000 or by mail marked to the attention of either and addressed 
to Box Interference, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Supplementary Information: 
Background 


A notice of proposed rulemaking was published in the 
Federal Register at 52 Fed. Reg. 36736-36743 (Sept. 30, 1987) 
and at 1083 Official Gazette 19-26 (Oct. 13, 1987). 

An oral hearing was held on Dec. 9, 1987. Twenty-nine 
written comments were received, and four persons testified at 
the oral hearing. Responses to these comments are incorporated 
in the following discussion of specific rules. 


Discussion of Specific Rules 
(1) Swearing Back of a Reference 


The Patent and Trademark Office published the final rule 
amending the rules of practice in patent interference cases in 
the Federal Register at 49 Fed. Reg. 48416-48471 (Dec. 12, 
1984) and at 1050 Official Gazette 385-440 (Jan. 29, 1985). 
Included in the rules adopted was § 1.601(n), which defines “same 
patentable invention.” 

Section 1.131(a), as amended, inserts “the same patentable 
invention, as defined in § 1.601(n), as” before the phrase “the 
rejected invention.” The amendment does not change the present 
practice where the inventor of the rejected claim, the owner of 
a patent under reexamination, or the person qualified under §§ 
1.42, 1.43 or 1.47 can swear behind a domestic patent which 
discloses but does not claim the same invention as the rejected 
invention, a foreign patent or a printed publication. Rather, the 
amendment is necessary to define precisely the term “does not 
claim the rejected invention.” See In re Eickmeyer, 602 F.2d 
974, 979, 202 USPQ 655, 661 (CCPA 1979) where the Court 
stated: 


... we conclude that the phrase “does not claim the rejected 
invention” should be construed favorably to an applicant, if 
possible, so that unless the applicant is clearly claiming the 
same invention as the U.S. patent reference, he will not lose 
his rights under Rule 131. 

{Emphasis added.] 
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and also expressed its dissatisfaction with the PTO for 


. . . leaving an applicant in a position where he cannot 
overcome the reference claims by a 131 affidavit because the 
PTO has decided that the reference claims his invention, while 
at the same time, he is denied an interference because the PTO 
has decided that the claims of his application and those of the 
reference are not for substantially the same invention. 


Possibly because of this decision, some patent practitioners 
may have been of the opinion that an affidavit under 37 CFR 
1.131 can be used to overcome a rejection on a domestic patent 
so long as there is no verbatim correspondence between the 
claims of the application or the patent under reexamination 
rejected on that domestic patent and the claims of the domestic 
patent. 

Such an opinion would not be in accord with the law expressed 
in cases such as In re Clark, 457 F.2d 1004, 173 USPQ 359 
(CCPA 1972); In re Hidy, 303 F.2d 954, 133 USPQ 650 (CCPA 
1962); Inre Teague, 254 F.2d 145, 117 USPQ 284 (CCPA 1958); 
and In re Ward, 236 F.2d 428, 111 USPQ 101 (CCPA 1956). 
In In re Hidy, supra, 303 F.2d at 957, 133 USPQ at 652, the 
Court stated: 


A Rule 131 affidavit is ineffective to overcome a United 
States patent, not only where there is a verbatim —_ correspon- 
dence between claims of the application and of the patent, but 
also where there is no patentable distinction between the 
respective claims. In re Wagenhorst, 20 CCPA 829, 62 F.2d 831, 
16 USPQ 126; In re Teague, 45 CCPA 877, 254 F.2d 145, 117 
USPQ 284. 


If the application (or patent under reexamination) and the 
domestic patent contain claims which are identical, or which 
are not patentably distinct, then the application and patent are 
claiming the “same patentable invention,” defined by § 1.601(n) 
as follows: 


Invention “A” is the “same patentable invention” as an 
invention “B” when invention “A” is the same as (35 U.S.C. 
102) or is obvious (35 U.S.C. 103) in view of invention “B” 
assuming invention “B” is prior art with respect to invention 
“A”. 


As provided in § 1.601(i), an interference may be declared 
whenever an examiner is of the opinion that an application and 
a patent contain claims for the “same patentable invention.” The 
purpose of the amendment to § 1.131(a) is to insure that an 
applicant who is claiming an invention which is identical to, 
or obvious in view of, i.e., the same patentable invention as 
claimed in a domestic patent, cannot employ an affidavit under 
§ 1.131 as a means for avoiding an interference with the patent. 
To allow an applicant to do so would result in the issuance of 
two patents to the same invention. 

Two commenters suggested that § 1.131 be amended to 
require that an interference be declared if an affidavit or 
declaration under the rule cannot be used; another suggested 
that the examiner be required to consider the § 1.131 affidavit 
or declaration if an interference is not declared. These sugges- 
tions are not being adopted. As discussed above, an affidavit 
or declaration under § 1.131 may be used whenever the inven- 
tions claimed by the reference patent (not a statutory bar) and 
the application would not interfere. However, the rule could not 
properly be amended to require that an interference always be 
declared if the patent and application claims interfere, because 
even if the claims interfere an interference will not be declared 
unless the applicant first meets the requirements of 37 CFR 
1.608(a) or (b). Section 1.608(b) requires an applicant whose 
showing is based on priority of invention to file affidavits by 
“one or more corroborating witnesses,” whereas § 1.131 does 
not. Compare Kistler v. Weber, 412 F.2d 280, 162 USPQ 214 
(CCPA 1969). 

One commenter asserted that an applicant should be able to 
“pursue the swearing back of a reference while not restricting 
the PTO in declaring an interference.” However, the PTO is not 
restricted from declaring an interference if an affidavit or 
declaration under § 1.131 is filed. The purpose of the rule change 
is to more clearly define when such an affidavit or declaration 
can be used. 
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Section 1.131(b), as amended, inserts in the first sentence 
thereof the language, “prior to” before the words “said date.” 
This amendment makes clear that the showing of facts under 
§ 1.131(b) must establish due diligence from a date prior to the 
effective date of the reference to affiant’s subsequent reduction 
to practice or to the filing of his application as set forth in In 
re Mulder, 716 F.2d 1542, 219 USPQ 189 (Fed. Cir. 1983). 


(2) Appellant’s Brief and Reply Brief 


A. Limitation on Length 

The proposed limitations on briefs and reply briefs to 30 and 
15 pages, respectively, together with the proposal that non- 
complying briefs and reply briefs be returned to the appellant, 
are not being adopted, in view of the overwhelming opposition 
of the majority of the commenters. While the PTO is still 
concerned about the filing of excessively lengthy briefs, it is 
hoped that the effect of the proposed rules in focusing the 
attention of the patent bar on this issue, together with the newly- 
adopted requirements of § 1.192(c), will help to alleviate the 
problem. 

B. Contents of the Main Brief 

Section 1.192, as amended, adds paragraphs (c) and (d). 
Paragraph (c) remains as proposed, except that item (5) has been 
revised and the title of item (7) has been changed. The first 
sentence of proposed paragraph (d) has been rewritten in re- 
sponse to numerous comments to the effect that dismissal of 
the appeal for failure to include any of the items required by 
paragraph (c), in the order specified in paragraph (c), would be 
too harsh a penalty. 

Paragraph (c) requires that the brief contain, in order, seven 
specific items. This requirement arose from the recommenda- 
tions of a committee which was appointed by the Commissioner 
of Patents and Trademarks in 1986 to study and report on 
alternatives for reducing the backlog of ex parte appeals at the 
Board of Patent Appeals and Interferences (Board). One of the 
committee’s recommendations was that § 1.192 be amended 
to require that the appellant’s brief include certain items. Items 
(3), (4), (5S) and (6) of § 1.192(c) are based upon the committee’s 
recommendations. The committee indicated that the inclusion 
of those items in the brief would crystallize the issues involved 
in the appeal. By eliminating inadequate briefs, the Board will 
not need to engage in what might be called “de novo” exami- 
nation of a patent application, but rather can confine its activities 
to review of the appealed rejections. 

The committee also recommended that certain items be 
required to be included in the examiner’s answer. The Manual 
of Patent Examining Procedure will be amended to require that 
the examiner’s answer contain these and other items, substan- 
tially as indicated in Appendix A. 

In addition to the committee’s recommendations, some of 
the items are supported by the evaluation of selected practices 
conducted as a part of the PTO’s Quality Reinforcement Pro- 
gram. A summary of the results of that evaluation is published 
at 1078 Official Gazette 22 (May 19, 1987). 

The specific items required by § 1.192(c) are: 

(1) A statement of the status of all the claims in the 

application, or patent under reexamination, i.e., for 
each claim in the case, appellant should state whether 
itis cancelled, allowed, rejected, etc. Each claim on 
appeal must be identified. 
A statement of the status of any amendment filed 
subsequent to final rejection, i.e., whether or not the 
amendment has been acted upon by the examiner, 
and if so, whether it was entered, denied entry, 
or entered in part. In response to one comment, it 
is noted that this statement will of course be of the 
status of the amendment as understood by the ap 
pellant. 


Items (1) and (2) are included in § 1.192(c) because in the 
past confusion has sometimes arisen as to which claims are on 
appeal, and the precise wording of those claims, particularly 
where the appellant has sought to amend claims after final 
rejection. The inclusion of items (1) and (2) in the brief will 
advise the examiner of what the appellant considers the status 
of the claims and post-final rejection amendments to be, al- 
lowing any disagreement on these questions to be resolved 
before the appeal is taken up for decision by the Board. 
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(3) A concise explanation of the invention defined in 
the claims involved in the appeal. This explanation is required 
to refer to the specification by page and line number, and, if 
there is a drawing, to the drawing by reference characters. Where 
applicable, it would be preferable to read the appealed claims 
on the specification and any drawing. 


Two commenters felt that the requirement that the speci- 
fication be referred to by page and line should be optional; 
another, that referring to the specification and drawings might 
limit the claims; and others, that reference to page and line of 
the specification would make the explanation less concise. 
Nevertheless, while reference to page and line of the speci- 
fication may require somewhat more detail than simply sum- 
marizing the invention, it is considered important to enable the 
Board to more quickly determine where the claimed subject 
matter is described in the application. Since the claims are read 
in light of the disclosure, it is not apparent how compliance 
with this requirement would limit the claims. 


(4) A concise statement of the issues presented for review. 
Each stated issue should correspond to a separate ground of 
rejection which appellant wishes the Board to review. While 
the statement of the issues must be concise, it should not be 
so concise as to omit the basis of each issue. For example, the 
statement of an issue as “Whether claims | and 2 are unpatentable” 
would not comply with § 1.192(c)(4). Rather, the basis of the 
alleged unpatentability must be stated, e.g., Whether claims 1 
and 2 are unpatentable under 35 U.S.C. 103 over Smith in 
view of Jones,” or “Whether claims 1 and 2 are unpatentable 
under 35 U.S.C. 112, first paragraph, as being based on a non- 
enabling disclosure.” The statement should be limited to the 
issues presented, and should not include any argument con- 
cerning the merits of those issues. 


Twocommenters suggested that the term “issues” in § 1.192 
(c)(4) be replaced by “rejections,” as being more in agreement 
with the explanation in the preceding paragraph. However, the 
term “issues” is considered preferable, because some rejections 
may encompass multiple issues. For example, a rejection for 
failure to comply with 35 U.S.C. 112, first paragraph, might 
include the issues of no written description, nonenabling dis- 
closure, and lack of best mode. Specifying each of these as 
a separate issue would be more informative than including them 
all in a single statement of the rejection. 


(5) If an appealed ground of rejection applies to more than 
one claim and appellant considers the rejected claims to 
be separately patentable, § 1.192(c)(5) requires appellant 
to state that the claims do not stand or fall together, and 
to present in the appropriate part or parts of the argument 
under § 1.192(c)(6) the reasons why they are considered 
separately patentable. The absence of such a statement will 
be taken by the PTO as a concession by the appellant that, 
if the ground of rejection is sustained as to any one of the 
rejected claims, it w:il be equally applicable to all of them. 
Section 1.192(c)(S) continues the current practice of the 
Board, and is consistent with the practice of the Court of 
Appeals for the Federal Circuit indicated in such cases 
as In re Sernaker, 702 F.2d 989, 217 USPQ 1 (Fed. Cir. 
1983), and In re King, 801 F.2d 1324, 231 USPQ 136 (Fed. 
Cir. 1986). 


One commenter recommended that this provision be deleted, 
because the grouping of claims would be “redundant in view 
of the arguments presented in the Brief and/or prior prosecu- 
tion,” and such grouping may estop the patentee in subsequent 
litigation from showing the patentable distinctness of claims 
within a group. Another commenter suggested that the rule be 
modified to state that appellant can waive arguments for 
patentability as to claims solely for the purpose of simplifying 
issues for appeal, without giving rise to any permanent inference 
therefrom. These recommendations are not adopted. One reason 
for incorporating § 1.192(c)(5) is that it is often not clear 
whether or not appellant is urging that certain rejected claims 
are separately patentable. It is not apparent why any estoppel 
which may result from requiring aclear statement of appellant’s 
position should or would differ from that which may presently 
result from a failure to argue that claims are separately pat- 
entable. 
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Another commenter asserted that § 1.192(c)(5) elevates form 
over substance, and improperly tries to resolve the patentability 
of claims on formal grounds, rather than on the merits of the 
individual claims. What this comment seems to say is that the 
patentability of each claim should be determined separately, 
even if not argued separately. This is, however, not the current 
practice, as discussed above. 

Two commenters suggested either that the requirement for 
“reasons” be deleted from § 1.192(c)(5), or that the 
subsection be deleted entirely. They contended that any such 
“reasons” should appear in the “Argument” section 
(§ 1.192(c)(6)), and their repetition in practice, as discussed 
above. 

Two commenters suggested either that the requirement for 
“reasons” be deleted from § 1.192(c)(5), or that the 
subsection be deleted entirely. They contended that any such 
“reasons” should appear in the “Argument” section 
(§ 1.192(c)(6)), and their repetition in § 1.192(c)(5) is redundant. 
These suggestions have been adopted in part. Proposed § 
1.192(c)(S) required the inclusion of “reasons” in order to avoid 
unsupported assertions of separate patentability. The require- 
ment of “reasons” has therefore been retained, but 
§ 1.192(c)(5) now specifies that they be included in the appro- 
priate portion of the “Argument” section of the brief. For 
example, if claims 1 to 4 are rejected under 35 U.S.C. 102 and 
appellant considers claim 4 to be separately patentable from 
claims | to 3, he should so state in the “Grouping of claims” 
section of the brief, and then give the reasons for separate 
patentability in the 35 U.S.C. 102 portion of the “Argument” 
section (i.e., under § 1.192(c)(6)(iii)). 


(6) The appellant’s contentions with respect to each of the 
issues presented for review in § 1.192(c)(4), and the basis 
for those contentions, including citations of authorities, 
statutes, and parts of the record relied on. Included in this 
paragraph are five subparagraphs, (i) to (v). Subparagraphs 
(i) to (iv) concern the grounds of rejection most commonly 
involved in ex parte appeals, namely, 35 U.S.C. 112, first 
and second paragraphs, 35 U.S.C. 102, and 35 U.S.C. 103. 
Subparagraph (v) is a general provision concerning grounds 
of rejection not covered by subparagraphs (i) to (iv). 


The purpose of subparagraphs (i) to (iv) is to insure that 
the appellant’s argument concerning each appealed ground 
of rejection will include a discussion of the questions relevant 
to that ground. It is believed that compliance with the require- 
ments of the particular subparagraphs which are pertinent to 
the grounds of rejection involved in an appeal will be beneficial 
both to the PTO and to appellants. It will not only facilitate 
a decision by the Board by enabling the Board to determine 
more quickly and precisely the appellant’s position on the 
relevant issues, but also will help appellants to focus their 
arguments on those issues. 

For each rejection not falling under subparagraphs (i) to (iv), 
subparagraph (v) provides that the argument should specify 
the specific limitations in the rejected claims, if appropriate, 
or other reasons, which cause the rejection to be in error. This 
language recognizes that for some grounds of rejection, it may 
not be necessary to specify particular claim limitations; for 
example, a rejection under 35 U.S.C. 101, as in Ex parte Hibberd, 
227 USPQ 443 (BPAI 1985), or a rejection for violation of the 
duty of disclosure under 37 CFR 1.56(d), as in Ex parte Harita, 
1 USPQ2d 1887 (BPAI 1986). 

One commenter proposed that the provisions of parts (i) to 
(iv) should be optional, rather than mandatory. The PTO does 
not agree. One of the primary purposes of the present amend- 
ment of the rules is to require appellants to come to grips with 
the fundamental questions involved in determining patentability 
under 35 U.S.C. 102, 103 and 112. To make these provision- 
soptional would defeat that purpose. Although parts (i) to (v) 
may, in the words of another commenter, “in essence merely 
parrot the relevant section of Title 35,” experience of the PTO 
suggests that including them in the requirements for ex parte 
briefs is not “completely unnecessary.” For similar reasons, the 
PTO does not favor the adoption of appropriate portions of Rule 
13 of the United States Court of Appeals for the Federal Circuit 
and Rule 28 of the Federal Rules of Appellate Procedure, as 
this commenter proposed. 
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The latter commenter proposed as an alternative that parts (i) 
to (v) should be amended to, in effect, provide that the appellant 
must either specify the errors in the rejection or explain how the 
claims comply with the relevant section of the statute, rather than 
doing both, which may be unnecessary and create “harmful and 
unnecessary prosecution history estoppel” by requiring a discus- 
sion of issues not raised by the examiner. This proposal has not 
been adopted. Giving an appellant the option of not explaining 
how the claims comply with the statute would perpetuate one of 
the problems the rule is designed to solve. 

One commenter contended that § 1.192(c)(6)(i) and (ii) im- 
properly place on an appellant the burden of showing how the 
rejected claims comply with 35 U.S.C. 112. It should be remem- 
bered, however, that in the rejection from which the appeal is 
taken the examiner has already stated why the claims are 
considered unpatentable. Once this has been done, the appellant 
must demonstrate to the Board that the rejection is erroneous. 
The requirements of § 1.192(c)(6)(i) and (ii) are therefore not 
improper or unreasonable. 

Another commenter suggested that item (B) of § 1.192(c) 
(6)(i) should be divided into two parts: “how-to-make” and 
“how-to-use.” This is not considered necessary. § 1.192(c) 
(6)(i) states that the argument include, “as appropriate,” items 
(A), (B) and (C). If the rejection were for failure of the disclosure 
to enable one skilled in the art to make the claimed subject matter, 
then the argument would not have to specify how the disclosure 
enabled use of the subject matter, and vice versa. 

Acommenter suggested that the language of the first sentence 
of § 1.192(c)(6)(iv) is misleading, and that the second and third 
sentences should be deleted. The commenter asserts that for a 
valid rejection the subject matter of the invention as a whole must 
be rendered obvious, in accordance with the test set forth in 
Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
and suggests that § 1.192(c)(6)(iv) be modified to require that 
the argument follow the analysis method of the Graham deci- 
sion. These proposals have not been adopted. The language of § 
1.192(c)(6)(iv) is based on the statute. Nothing therein is in- 
tended to change the law, or to preclude an appellant from basing 
arguments on the case law. The purpose of the language is to 
attempt to focus the argument on the specific issues of the 
particular case at hand, and to avoid arguments based entirely on 
broad generalities. The third sentence is included because it has 
been observed that in a number of cases appellants ignore the 
secondary references applied by the examiner, and argue a 
rejection under 35 U.S.C. 103 as though it were a rejection under 
35 U.S.C. 102. 


(7) An appendix containing a copy of the claims involved in the 
appeal. 


Pursuant to one comment, the title of § 1.192(c)(7) has been 
changed to “Appendix.” 

One commenter urged that the rule should not require that the 
copy of the claims be located at any particular place in the brief. 
This proposal is not adopted, as it is considered desirable that the 
examiner and the Board be able to locate the copy of the claims 
quickly by placing it in a common position in all briefs. 

Two commenters expressed the concern that § 1.192(c) does 
not permit the inclusion in a brief of any items other than the 
seven items specified. Other commenters suggested that other 
items be included, such as a list of the references, table of 
contents, table of cases, etc. It should be emphasized that 
§ 1.192(c) merely specifies the minimum requirements for a 
brief, and does not prohibit the inclusion of any other material 
which an appellent may consider necessary or desirable. A brief 
is in compliance with § 1.192(c) as long as it includes items (1) 
to (7) in the order set forth (with the appendix, item (7), at the 
end). 

Paragraph (d) provides that if a brief is filed which does not 
comply with all the requirements of paragraph (c), the appellant 
will be notified of the reasons for non-compliance and given a 
period of one month within which to file an amended brief. The 
appeal will be dismissed if the appellant does not file an amended 
brief within the one-month period, or files an amended brief 
which does not overcome all the reasons for non-compliance of 
which he or she was notified. 

Several commenters proposed that the Board, ratherthan the 
examiner, should be the arbiter of whether a brief complies with 
§ 1.192(c). These proposals have not been adopted. The 
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question of whether a brief complies with a rule is a matter within 
the jurisdiction of the examiner. Moreover, adoption of these 
proposals would require the application file to be sent to the 
Board to review the brief, then returned to the examiner for the 
examiner’s answer. Such a procedure would not only cause 
unnecessary delays, but would contravene one of the purposes 
of § 1.192(c) by increasing the workload of the Board. Under § 
1.192(d), as adopted, the appellant may file an amended brief to 
correct any deficiencies in the original. Moreover, if appellant 
disagrees with the examiner’s holding of non-compliance, a 
petition under 37 CFR 1.181 may be filed. 
Paragraph (d) also adds the following sentence: 


Any arguments or authorities not included in the brief 
may be refused consideration by the Board of Patent 
Appeals and Interferences. 


This sentence emphasizes that all arguments and authorities 
which an appellant wishes the Board to consider should be 
included in the brief. It should be noted that arguments not 
presented in the brief and made for the first time at oral hearing 
are not normally entitled to consideration. In re Chiddix, 209 
USPQ 78 (Comr. 1980); Rosenblum v. Hiroshima, 220 USPQ 
383 (Comr. 1983). A number of commenters were concerned 
that this sentence of § 1.192(d) would preclude the filing of a 
supplemental paper if a new argument or authority should 
become available or relevant after the brief was filed. No such 
result is intended. The sentence in question uses the word “may” 
to leave open the possibility that the Board has leeway to 
consider arguments or authorities not included in the brief under 
circumstances where the failure to include them can be justified. 
Examples of such circumstances would be where a _ pertinent 
decision of a court or other tribunal was not published until after 
the brief was filed, or where a particular argument or authority 
was not applicable to any of the grounds of rejection in the final 
rejection, but was relevant to a new point of argument raised in 
the examiner’s answer. 

C. Contents of Reply Brief 


Section 1.193(b), as amended, inserts the following as the 
second and third sentences: 


The new points of argument shall be specifically iden- 
tified in the reply brief. If the examiner determines that 
the reply brief is not directed only to new points of 
argument raised in the examiner’s answer, the examiner 
may refuse entry of the reply brief and will so notify the 
appellant. 


Since the reply brief must be limited to any new points of 
argument raised in the examiner’s answer, compliance with the 
requirement of the second sentence should facilitate both prepa- 
ration of the reply brief by appellant and consideration of the 
reply brief by the PTO. The reply brief is appropriately limited 
to new points of argument raised in the examiner’s answer 
because appellants have an obligation to present arguments 
supporting their positions in their opening briefs. Considering 
an argument advanced for the first time in a reply brief would not 
only delay the proceeding, but also would entail the risk of an 
improvident or ill-advised opinion on the legal issues tendered. 
Von Brimer v. Whirlpool Corp., 536 F.2d 838, 846, 190 USPQ 
528, 534 (9th Cir. 1976). 

The final sentence of § 1.193(b), as amended, provides that 
the reply may be accompanied by, rather than include, any 
amendment or material appropriate to the new ground of rejec- 
tion. This change in the rule makes clear that the amendment or 
other material must be presented in a separate paper, rather than 
in the reply itself. 

A number of commenters proposed that the Board, not the 
examiner, should determine whether or not the reply brief is 
directed only to new points raised in the examiner’s answer. In 
essence they feel that the examiner is not in a position to fairly 
judge whether a reply brief complies with the rule. These 
proposals have not been adopted. Section 1.193(b) requires that 
the appellant be notified if the reply brief is not entered because 
of non-compliance with the rule, and an appellant who disagrees 
with that ruling may seek review by way of a petition under 37 
CFR 1.181. This is essentially no different than the procedure 
currently followed (see Manual of Patent Examining Procedure, 
§ 1208.01, p. 1200-9, Sth Ed., Rev. 7 (Dec. 1987)). 
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One commenter suggested that the examiner’s answer be 
eliminated; another, that the examiner should have to file the 
examiner’s answer first. These are both beyond the scope of the 
present proposal, and have not been adopted. 


(3) Time Period for Requesting an Oral Hearing 


Section 1.194(b), as amended, adds the following sentence 
after the first sentence: 


If the examiner’s answer states anew ground of rejection 
and if appellant files a reply as provided by § 1.193(b), 
then the written request must be made within three 
months after the date of the filing of the reply. 


The present rule does not provide the appellant with an 
additional time period for requesting an oral hearing in the event 
that the examiner’s answer states a new ground of rejection. If 
the answer states anew ground of rejection, § 1.193(b) provides 
that appellant’s reply may also include any amendment or 
material appropriate to the new ground of rejection. However, 
under § 1.194(b) appellant must file the request for oral hearing 
within one month after the date of the answer whereas the reply 
thereto must be filed within two months from the date of the 
answer. Consequently, appellant must file a request for oral 
hearing before having the benefit of the examiner’s views, if 
any, with respect to the reply. 

Although the examiner does not normally issue a supplemen- 
tal answer in response to a reply, see Manual of Patent Examin- 
ing Procedure, supra, § 1208.01, the amendment to § 1.194(b) 
permits the appellant to postpone filing a request for an oral 
hearing until three months after the date the reply is filed. This 
will give the appellant time to receive the examiner’s response, 
if any, to the reply before the appellant has to decide whether to 
request an oral hearing. 

One commenter suggested that whenever the examiner makes 
a new ground of rejection in the examiner’s answer and appel- 
lant files a reply brief, a supplemental examiner’s answer should 
be required, and appellant then be permitted to file a supplemen- 
tal reply thereto. This suggestion has not been adopted. Under 
present practice (see Manual of Patent Examining Procedure, 
supra) the examiner includes a new ground of rejection in the 
examiner’s answer, rather than reopening ex parte prosecution, 
only under circumstances where the PTO has determined that 
the appellant will not be unfairly prejudiced, e.g., where the 
reference is not basic and materially better in meeting all the 
claims, and the requirements for making an action final are met. 
This sufficiently protects the rights of the appellant, while at the 
same time preventing the addition of a further round of papers to 
the file. 


(4) Procedure Following Final Rejection, Remand Under 
$§ 1.196(b) 


Section 1.196(b)(1), as amended, adds the following sentence 
as the penultimate sentence of the section: 


Should the examiner repeat the rejection the applicant 
may again appeal to the Board of Patent Appeals and 
Interferences. 


Under § 1.196(b), the Board may, in its decision on an ex parte 
appeal, make a new rejection of one or more appealed claims, in 
which case the appellant has the option of (1) submitting an 
appropriate amendment of the rejected claims, and/or a showing 
of facts, (2) requesting reconsideration, or (3) treating the 
decision as a final decision. If the appellant elects option (1), the 
case is remanded to the examiner for consideration. If the 
examiner does not consider that the amendment and/or showing 
of facts overcome the rejection, he or she will again reject the 
claims; if appropriate, the rejection will be made final. 

An applicant in whose application such a final rejection has 
been made by the examiner may mistakenly believe that he or 
she is entitled to review by the Board of the rejection by virtue of 
the fact that the application was previously on appeal. The 
amendment corrects this belief by making clear that after such 
a rejection, an applicant who desires further review of the matter 
must file a new appeal to the Board. The language of the 
amendment is similar to the fourth sentence of § 1.196(d). 
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The proposed amendment to § 1.196(b)(1) began “Should the 
_ examiner make the rejection final,” but as one commenter 
pointed out, 35 U.S.C 134 permits an appeal to the Board of 
claims which have been twice rejected. Since the claims referred 
to in § 1.196(b)(1) would have been twice rejected (once by the 
Board and once by the examiner), the examiner’s rejection could 
be appealed even if not made final. The beginning of the 
amendment has therefore been changed to “Should the exam- 
iner again reject the application.” 

This commenter also asserted that § 1.196(b)(I) is ambigu- 
ous, in that it implies that a separate fee would be due for the 
subsequent appeal, “an interpretation contrary to 35 U.S.C. 
134.” The PTO considers that the statute requires a separate fee 
for such an appeal. In the § 1.196(b) situation, the appellant has 
already filed an appeal, paid the fee, and received a decision 
thereon by the Board. Any rejection under § 1.196(b) included 
in the Board’s decision would be, according to the rule, on “any 
grounds not involved in the appeal.” Thus, an appeal from the 
subsequent rejection by the examiner would be an entirely new 
appeal involving a different ground and would require a new 
notice of appeal and the payment of another fee. 


(5) Request for Access by Interference Party 


Section 1.612(a), as amended, adds the following sentence as 
the last sentence of the section: 


A party seeking access to any abandoned or pending 
application referred to in the opposing party’s involved 
application or access to any pending application referred 
to in the opposing party’s patent must file a motion under 
§ 1.635. The amendment requires an interference party 
seeking access either to a pending or abandoned applica- 
tion referred to in an opposing party’s involved applica- 
tion or to a pending application referred to in an opposing 
party’s involved patent to file a motion under 37 CFR 
1.635. Such amotion is decided by an examiner-in-chief 


(§ 1.640(b)). 


Under the present practice, access can only be obtained by 
filing an ex parte petition to the Commissioner accompanied by 
the petition fee set forth in § 1.17(i) and normally no decision 
is rendered on the petition until after the opposing party has had 
an opportunity to respond to the petition. The amendment 
expedites the interference proceeding by eliminating the delays 
inherent in the petition process. By requiring the party seeking 
access to file a motion under § 1.635, that party will first have 
toconfer with the opposing party in an effort to resolve the issue 
of access as required by § 1.637(b). The examiner-in-chief will 
not have to decide the issue unless it cannot be resolved by the 


parties. 
(6) Access to Applications 


Section 1.14(e), as amended, deletes the word “of” from the 
phrase “or of any papers relating thereto” and adds a reference 
to § 1.612(a) by adding the following sentence as the last 
sentence thereof: 


See § 1.612(a) for access by an interference party to a 
pending or an abandoned application. 


Section 1.14(e) as presently worded appears to limit a request 
by a member of the public to copies of, but not access to, any 
papers relating to any pending or abandoned application. Any 
such limitation was unintentional. The amended language will 
permit a member of the public to request both access to and 
copies of those papers. 


(7) Request for Interference with an Application or Patent 


Sections 1.604(a) and 1.607(a), as amended, provide for the 
situation in which a patent applicant requests an interference 
with another application or patent, respectively, on the basis of 
one or more claims which are already present in his or her 
application. The present rules require that when an applicant 
seeks an interference with another application or an unexpired 
patent, he or she must present a claim corresponding to the 
proposed count. The amended rules eliminate this requirement 
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if a claim or claims corresponding to the proposed count are 
already in the application, and the applicant identifies them as 
such. : 


(8) Motion to Declare Additional Interference 


Section 1.637(e)(1)(vi), as amended, requires that a motion 
to declare an additional interference under 37 CFR 1.633(e)(1) 
between an additional application not involved in the interfer- 
ence and owned by a party and an opponent’s application or 
patent involved in the interference either (1) designate the 
claims of the opponent’s application or patent which define the 
same patentable invention defined by the proposed count, or (2), 
if the opponent’s application does not contain any such claim, 
the moving party must propose a claim to be added to the 
opponent’s application. The present § 1.637(e)(2)(vi) includes 
requirement (1), but only infers alternative requirement (2). The 
amended section specifically includes both requirements. 


(9) Filing of Reissue Application During Interference 


Section 1.662(b), as amended, inserts a comma after 
“§ 1.633(h)” and adds the language “or would not be appropri- 
ate” at the end of the last sentence. The present rule contemplates 
that a reissue application may be filed by a patentee involved in 
an interference only for one of two reasons: either for the 
purpose of avoiding the interference, or for some other purpose 
relating to the interference, e.g., to add claims corresponding to 
a proposed new count. In the first case, judgment would be 
entered against the patentee, and in the second case, a motion 
under § 1.633(h) to add the reissue application to the interfer- 
ence would be appropriate. 

However, it has been found that a patentee involved in an 
interference may file a reissue application for some other reason 
not contemplated by the rule, and for which the entry of 
judgment or a motion under § 1.633(h) would not be appropri- 
ate. For example, the patentee might file a reissue application for 
the purpose of amending claims of the patent which are directed 
to an invention which is patentably distinct from the issue of the 
interference and which is not disclosed by the opposing party. In 
such a situation, addition of the reissue application to the 
interference would be unnecessary. The amendment of § 1.662(b) 
accommodates this third possibility by providing that, instead of 
filing a motion under § 1.633(h) to add the reissue application 
to the interference, a patentee can show good cause why such a 
motion would not be appropriate under the particular circum- 
stances involved. 


(10) Applications Under Secrecy Order 


Section 5.3(b), as amended, deletes the language “under 
secrecy order copies claims from an issued patent” and inserts 
in its place the language “is under secrecy order seeks to provoke 
an interference with an issued patent” to make the section’s 
language consistent with that of § 1.607(d). In addition, the 
reference to “§ 1.205(c)66 is corrected to read “§ 1.607(d)”. 


Postponement of Amendment of Interference Estoppel Rule 


The notice of proposed rulemaking included proposed 
amendments of 37 CFR 1.658(c) concerning the effect of a 
judgment in an interference. In response to requests by a number 
of commenters for further time to study the effect of the 
proposed amendments, the will not be implemented at 
this time. A proposed amendment of § 1.658(c) will be published 
later; in the meantime, interested parties are invited to submit 
their comments and suggestions. 

Accordingly, present § 1.658(c) remains in effect. 


Environmental, Energy and Other Considerations 


This rule change will not have a significant impact on the 
quality of the human environment or conservation of energy 
resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce certi- 
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fied to the Small Business Administration that the rule change 
will not have a significant adverse economic impact on a 
substantial number of small entities (Regulatory _ Flexibility 
Act, 5 U.S.C. 605(b)), because it is intended to expedite the 
disposition of appeals and to simplify by clarification and 
amplification certain of the rules governing the conduct of an 
interference. The expedited disposition of appeals will permit 
the small entity to make earlier business decisions which may be 
affected by a pending appeal. The effect of the clarification and 
amplification of the rules relating to interferences will be to 
reduce the costs associated with involvement in an interference. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less than $100 
million. There will be no major increase in costs or prices for 
consumers, individual industries, federal, state or local govern- 
ment agencies, or geographic regions. There will be no signifi- 
cant adverse effects on competition, employment, investment, 
productivity, innovation, or on the ability of United States-based 
enterprises to compete with foreign-based enterprises in domes- 
tic or export markets. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the national government and the states as outlined 
in Executive Order 12612. 

This rule does not contain a collection of information subject 
to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 


List of Subjects in 37 CFR Parts 1 and 5 


Administrative practice and procedure, Authority delega- 
tions (government agencies), Conflict of interests, Courts, In- 
ventions and patents, Lawyers. 

Pursuant to the authority granted to the Commissioner of 
Patents and Trademarks by 35 U.S.C. 6, Parts 1 and 5 of Title 37 
of the Code of Federal Regulations are amended as set forth 
below. 


Part I—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.14 is amended by revising paragraph (e) to read 
as follows: § 1.14 Patent applications preserved in secrecy. 


*eeK* 


(e) Any request by a member of the public seeking access to, 
or copies of, any pending or abandoned application preserved in 
secrecy pursuant to paragraphs (a) and (b) of this section, or any 
papers relating thereto, must (1) be in the form of a petition and 
be accompanied by the petition fee set forth in § 1.17(i) or (2) 
include written authority granting access to the member of the 
public in that particular application from the applicant or the 
applicant’s assignee or attorney or agent of record. See § 1.612(a) 
for access by an interference party to a pending or abandoned 
application. 


3. Section 1.131 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.131 Affidavit or declaration of prior invention to 
overcome cited patent or publication. 


(a) When any claim of an application or a patent under 
reexamination is rejected on reference to a domestic patent 
which substantially shows or describes but does not claim the 
same patentable invention, as defined in § 1.601(n), as the 
rejected invention, or on reference to a foreign patent or to a 
printed publication, and the inventor of the subject matter of the 
rejected claim, the owner of the patent under reexamination, or 
the person qualified under §§ 1.42, 1.43 or 1.47, shall make oath 
or declaration as to facts showing a completion of the invention 
in this country before the filing date of the application on which 
the domestic patent issued, or before the date of the foreign 
patent, or before the date of the printed publication, then the 
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patent or publication cited shall not bar the grant of a patent to 
the inventor or the confirmation of the patentability of the claims 
of the patent, unless the date of such patent or printed publication 
is more than one year prior to the date on which the inventor’s 
or patent owner’s application was filed in this country. 

(b) The showing of facts shall be such, in character and 
weight, as to establish reduction to practice prior to the effective 
date of the reference, or conception of the invention prior to the 
effective date of the reference coupled with due diligence from 
prior to said date to a subsequent reduction to practice or to the 
filing of the application. Original exhibits of drawings or 
records, or photocopies thereof, must accompany and form part 
of the affidavit or declaration or their absence satisfactorily 
explained. 

4. Section 1.192 is amended by revising paragraph (a) and 
adding new paragraphs (c) and (d) to read as follows: 


§1.192 Appellant’s brief. 

(a) The appellant shall, within 2 months from the date of the 
notice of appeal under § 1.191 in an application, reissue appli- 
cation, or patent under reexamination, or within the time allowed 
for response to the action appealed from, if such time is later, file 
a brief in triplicate. The brief must be accompanied by the 
requisite fee set forth in § 1.17(f) and must set forth the 
authorities and arguments on which the appellant will rely to 
maintain the appeal. 


*e eK 


(c) The brief shall contain the following items under appro- 
priate headings and in the order here indicated: 

(1) Status of Claims. A statement of the status of all the 
claims, pending or cancelled, and identifying the claims ap- 
pealed. 

(2) Status of Amendments. A statement of the status of any 
amendment filed subsequent to final rejection. 

(3) Summary of Invention. A concise explanation of the 
invention defined in the claims involved in the appeal, which 
shall refer to the specification by page and line number, and to 
the drawing if any, by reference characters. 

(4) Issues. A concise statement of the issues presented for 
review. 

(5) Grouping of Claims. For each ground of rejection which 
appellant contests and which applies to more than one claim, it 
will be presumed that the rejected claims stand or fall together 
unless a statement is included that the rejected claims do not 
stand or fall together, and in the appropriate part or parts of the 
argument under subparagraph (c)(6) of this section appellant 
presents reasons as to why appellant considers the rejected 
claims to be separately patentable. 

(6) Argument. The contentions of the appellant with respect 
to each of the issues presented for review in subparagraph (c)(4) 
of this section, and the basis therefor, with citations of the 
authorities, statutes, and parts of the record relied on. Each issue 
should be treated under a separate heading. 


(i) For each rejection under 35 U.S.C. 112 first para- 
graph, the argument shall specify the errors in the rejec- 
tion and how the first paragraph of 35 U.S.C. 112 is 
complied with, including, as appropriate, how the speci- 
fication and drawings, if any, (A) describe the subject 
matter defined by each of the rejected claims, (B) enable 
any person skilled in the art to make and use the subject 
matter defined by each of the rejected claims, and (C) set 
forth the best mode contemplated by the inventor of 
carrying out his or her invention. 

(ii) For each rejection under 35 U.S.C. 112, second 
paragraph, the argument shall specify the errors in the 
rejection and how the claims particularly point out and 
distinctly claim the subject matter which applicant re- 
gards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the 
argument shall specify the errors in the rejection and why 
the rejected claims are patentable under 35 U.S.C. 102, 
including any specific limitations in the rejected claims 
which are not described in the prior art relied upon in the 
rejection. 

(iv) For each rejection under 35 U.S.C. 103, the 
argument shall specify the errors in the rejection and, if 
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appropriate, the specific limitations in the rejected claims 
which are not described in the prior art relied on in the 
rejection, and shall explain how such limitations render 
the claimed subject matter unobvious over the prior art. 
If the rejection is based upon a combination of refer- 
ences, the argument shall explain why the references, 
taken as a whole, do not suggest the claimed subject 
matter, and shall include, as may be appropriate, an 
explanation of why features disclosed in one reference 
may not properly be combined with features disclosed 
in another reference. A general argument that all the 
limitations are not described in a single reference does 
not satisfy the requirements of this paragraph. 

(v) For any rejection other than those referred to in 
paragraphs (i) to (iv) of this section, the argument shall 
specify the errors in the rejection and the specific limi- 
tations in the rejected claims, if appropriate, or other 
reasons, which cause the rejection to be in error. 


(7) Appendix. An appendix containing a copy of the claims 
involved in the appeal. 

(d) If a brief is filed which does not comply with all the 
requirements of paragraph (c) of this section, the appellant will 
be notified of the reasons for non-compliance and provided with 
a period of one month within which to file an amended brief. If 
the appellant does not file an amended brief during the one- 
month period, or files an amended brief which does not over- 
come all the reasons for non-compliance stated in the notifica- 
tion, the appeal will be dismissed. Any arguments or authorities 
not included in the brief may be refused consideration by the 
Board of Patent Appeals and Interferences. 

5. Section 1.193 is amended by revising paragraph (b) to read 
as follows: 


§ 1.193 Examiner’s answer. 


eee 


(b) The appellant may file a reply brief directed only to such 
new points of argument as may be raised in the examiner’s 
answer, within one month from the date of such answer. The new 
points of argument shall be specifically identified in the reply 
brief. If the examiner determines that the reply brief is not 
directed only to new points of argument raised in the examiner’s 
answer, the examiner may refuse entry of the reply brief and will 
so notify the appellant. If the examiner’s answer states a new 
ground of rejection appellant may file a reply thereto within two 
months from the date of such answer; such reply may be accom- 
panied by any amendment or material appropriate to the new 

ind. 

6. Section 1.194 is amended by revising paragraph (b) to read 
as follows: 


§ 1.194 Oral hearing. 


*eeeE 


(b) If appellant desires an oral hearing, appellant must file a 
written request for such hearing accompanied by the fee set forth 
in § 1.17(g) within one month after the date of the examiner’s 
answer. If the examiner’s answer states a new ground of 
rejection and if appellant files a reply as provided for by § 
1.193(b), then the written request must be made within three 
months after the date of the filing of the reply. If appellant 
requests an oral hearing and submits therewith the fee set forth 
in § 1.17(g), an oral argument may be presented by, or on behalf 
of, the primary examiner if considered desirable by either the 
primary examiner or the Board. 


e*#e¢4% 
7. Section 1.196(b)(1) is revised to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Interfer- 
ences. 


eee % 


(b) * ** 
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(1) The appellant may submit an appropriate amendment of 
the claims so rejected or a showing of facts, or both, and have the 
matter reconsidered by the examiner in which event the applica- 
tion will be remanded to the examiner and the decision of the 
Board of Patent Appeals and Interferences shall not be consid- 
ered final for the purpose of judicial review. The statement shall 
be binding upon the examiner unless an amendment or showing 
of facts not previously of record be made which, in the opinion 
of the examiner, overcomes the new ground for rejection stated 
in the decision. Should the examiner again reject the application 
the applicant may again appeal to the Board of Patent Appeals 
and Interferences. When appropriate, upon conclusion of pro- 
ceedings on remand before the examiner, the Board of Patent 
Appeals and Interferences may enter an order otherwise making 
its decision final. 


*** 


*e KEE 


8. Section 1.604(a) is revised to read as follows: § 1.604 
Request for interference between applications by an applicant. 

(a) An applicant may seek to have an interference declared 
with an application of another by (1) suggesting a proposed 
count and presenting at least one claim corresponding to the 
proposed count or identifying at least one claim in his or her 
application that corresponds to the proposed count, (2) identify- 
ing the other application and, if known, a claim in the other 
application which corresponds to the proposed count, and (3) 
explaining why an interference should be declared. 


*e ee 


9. Section 1.607(a) is revised to read as follows: 
§ 1.607 Request by applicant for interference with patent. 


(a) An applicant may seek to have an interference declared 
between an application and an unexpired patent by (1) identify- 
ing the patent, (2) presenting a proposed count, (3) identifying 
at least one claim in the patent corresponding to the proposed 
count, (4) presenting at least one claim corresponding to the 
proposed count or identifying at least one claim already pending 
in his or her application that corresponds to the proposed count, 
and, if any claim of the patent or application identified as 
corresponding to the proposed count does not correspond ex- 
actly to the proposed count, explaining why each such claim 
corresponds to the proposed count, and (5) applying the terms of 
any application claim (i) identified as corresponding to the count 
and (1i) not previously in the application to the disclosure of the 
application. 


*e ee 


10. Section 1.612(a) is revised to read as follows: 
§ 1.612 Access to applications. 


(a) After an interference is declared, each party shall have 
access to and may obtain copies of the files of any application set 
out in the notice declaring the interference, except for affidavits 
filed under § 1.131 and any evidence and explanation under § 
1.608 filed separate from an amendment. A party seeking access 
to any abandoned or pending application referred to in the 
opposing party’s involved application or access to any pending 
application referred to in the opposing party’s patent must file a 
motion under 1.635. 


eee % 


11. Paragraph (vi) of § 1.637(e)(1) is revised to read as 
follows: 


§ 1.637 Content of motions. 


ee¢e4% 


(ce) *** 
(1) *** 
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(vi) Identify all claims in the opponent’s application or patent 
which should be designated to correspond to each proposed 
count; if the opponent’s application does not contain any such 
claim, the motion shall propose a claim to be added to the 
opponent’s application. 


*eee* 


12. Paragraph (b) of § 1.662 is revised to read as follows: 


§ 1.662 Request for entry of adverse judgment; reissue filed by 
patentee. 


eee * 


(b) If a patentee involved in an interference files an applica- 
tion for reissue during the interference and omits all claims of the 
patent corresponding to the counts of the interference for the 
purpose of avoiding the interference, judgment may be entered 
against the patentee. A patentee who files an application for 
reissue other than for the purpose of avoiding the interference 
shall timely file a preliminary motion under § 1.633(h), or show 
good cause why the motion could not have been timely filed or 
would not be appropriate. 


*eeeEKS 


Part S—SECRECY OF CERTAIN INVENTIONS AND LI- 
CENSES TO EXPORT AND FILE APPLICATIONS IN FOR- 
EIGN COUNTRIES 


13. The authority citation for 37 CFR Part 5 is revised to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, the Export Administra- 
tion Act of 1979, as amended, 50 U.S.C.App. 2401 et seq., the 
Arms Export Control Act, as amended, 22 U.S.C. 2751 et seq., 
the Atomic Energy Act of 1954, as amended, 42 U.S.C. 2011 et 
seq., and the Nuclear Non-Proliferation Act of 1978,22 U.S.C. 
3201 et seq., and the delegations in the regulations under these 
acts to the Commissioner (15 CFR 370.10(j), 22 CFR 125.04, and 
10 CFR 810.7). 

14. Paragraph (b) of § 5.3 is revised to read as follows: 


§ 5.3 Prosecution of application under secrecy orders; withhold- 
ing patent. 


eee * 


(b) An interference will not be declared involving national 
applications under secrecy order. However, if an applicant 
whose application is under secrecy order seeks to provoke an 
interference with an issued patent, a notice of that fact will be 
placed in the file wrapper of the patent. (See § 1.607(d)). 


eee 


APPENDIX A 
Requirements for Examiner’ s Answer 


Chapter 1200 of the Manual of Patent Examining Procedure 
will be amended to require that the examiner’s answer include, 
in the order indicated, the following items: 


(1) Status of claims. A statement of whether the examiner 
disagrees with the statement of the status of claims con- 
tained in the brief and a correct statement of the status of 
all the claims pending or cancelled, if necessary. 

(2) Status of Amendments. A statement of whether the exam- 
iner disagrees with the statement of the status of amend- 
ments contained in the brief, and an explanation of any 
disagreement. 

(3) Summary of invention. A statement of whether the exam- 
iner disagrees with the summary of invention contained in 
the brief, an explanation of why the examiner disagrees, 
and a correct summary of invention, if necessary. 

(4) Issues. A statement of whether the examiner disagrees 
with the statement of the issues in the brief and an 
explanation of why the examiner disagrees, including: 
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(i) Identification of any issues which are petitionable 
rather than appealable, and 

(ii) Identification of any issues or grounds of rejection 
on appeal which the examiner no_ longer considers 
applicable. 


Grouping of Claims. A statement of whether the examiner 
disagrees with any statement in the brief that certain claims 
do not stand or fall together, and, if the examiner disagrees, 
an explanation as to why those claims are not separately 
patentable. 

Claims appealed. A statement of whether the copy of the 
appealed claims contained in the appendix to the brief is 
correct and if not, a correct copy of any incorrect claim. 
References of record. A listing of the references of record 
relied on, and in the case of non-patent references, the 
relevant page or pages. 

New references. A statement of whether or not any new 
reference is being applied and a listing of each such 
reference being cited for a new ground of rejection in the 
examiner’s answer, and in the case of non-patent refer- 
ences, the relevant page or pages. 

Grounds of rejection. For each ground of rejection appli- 
cable to the appealed claims, an explanation of the ground 
of rejection, or reference to a final rejection or other single 
prior action for a clear exposition of the rejection. 


(i) For each rejection under 35 U.S.C. 112, first para- 
graph, the examiner’s answer, or the single prior 
action, shall explain how the first paragraph of 35 
U.S.C. 112 is not complied with, including, as appro- 
priate, how the specification and drawings, if any, (a) 
do not describe the subject matter defined by each of 
the rejected claims, (b) would not enable any person 
skilled in the art to make and use the subject matter 
defined by each of the rejected claims, and (c) do not 
set forth the best mode contemplated by the appellant 
of carrying out his or her invention. 

For each rejection under 35 U.S.C. 112, second 
paragraph, the examiner’s answer, or single prior 
action, shall explain how the claims do not particu- 
larly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

For each rejection under 35 U.S.C. 102, the exam- 
iner’s answer, or single prior action, shall explain 
why the rejected claims are anticipated or not patent- 
able under 35 U.S.C. 102, pointing out where all of 
the specific limitations recited in the rejected claims 
are found in the prior art relied upon in the rejection. 
For each rejection under 35 U.S.C. 103, the exam- 
iner’s answer, or single prior action, shall state the 
ground of rejection and point out where each of the 
specific limitations recited in the rejected claims is 
found in the prior art relied on in the rejection, shall 
identify any difference between the rejected claims 
and the prior art relied on and shall explain how the 
claimed subject matter is rendered unpatentable over 
the prior art. If the rejection is based upon a combi- 
nation of references, the examiner's answer, or single 
prior action, shall explain the rationale for making 
the combination. 

For each rejection under 35 U.S.C. 102 or 103 where 
there may be questions as to how limitations in the 
claims correspond to features in the prior art, the 
examiner, in addition to the requirements of (9)(iii) 
and (iv) above, should compare at least one of the 
rejected claims feature by feature with the prior art 
relied on in the rejection. The comparison shall align 
the language of the claim side by side with a reference 
to the specific page, line number, drawing reference 
number and quotation from the prior art, as appro- 
priate. 

For each rejection, other than those referred to in 
paragraphs (i) to (v) of this section, the examiner’s 
answer, or single prior action, shall specifically ex- 
plain the basis for the particular rejection. 


(10) New qround of rejection. A statement of whether or not any 
new ground of rejection is being made in the examiner’s 
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answer and a complete statement and explanation of any 
such new ground. The requirements of paragraph (9) shall 
be complied with for any new ground of rejection. 
Response to arqument. A statement of whether the exam- 
iner disagrees with each of the contentions of appellant in 
the brief with respect to the issues presented and an 
explanation of the reasons for disagreement with any such 
contention. If any ground of rejection is not argued and 
responded to by appellant, the response shall point out each 
claim affected. 

Period of response to new ground of rejection. A statement 
setting the period for appellant to file a reply to any new 
ground of rejection, if necessary. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and trademarks. 


May 3, 1988 


[Billing Code 3510-16] 
[1092 OG 26] 


(158) Treatment of Objected-to Claims After Appeal 


This notice sets out the policy of the U.S. Patent and Trade- 
mark Office (PTO) with respect to the treatment of dependent 
claims that are not subject to rejection in an application in which 
an appeal to the Board of Patent Appeals and Interferences 
(Board) has been filed. 37 C.F.R. 1.191. 


37 C.F.R. 1.197(c) reads: 


Proceedings are considered terminated by the dismissal 
of an appeal or the failure to timely file an appeal to the 
court or a civil action (37 C.F.R. 1.304) except: (1) 
Where claims stand allowed in an application, or (2) 
where the nature of the decision requires further action 
by the examiner. In such cases, the date of termination of 
proceedings is the date on which the appeal is dismissed 
or the date on which the time for appeal to the court or 
review by civil action (37 C.F.R. 1.304) expires. If an 
appeal to the court or a civil action has been filed, 
proceedings are similarly considered terminated when 
the appeal or civil action is terminated. 


1. When an Appeal Brief is not filed 


Upon failure to file an appeal brief, applications containing 
both, allowed claims and claims subject to rejection will have the 
appeal dismissed. The rejected claims will be cancelled and the 
application will issue with the allowed claims only. 

Applicants should note that dependent claims which have 
been objected to by the examiner as being allowable except for 
their dependence from rejected claims are not claims which 
stand allowed. Accordingly, applicants must take affirmative 
action to overcome the objection and make the objected-to 
claims allowed claims. This may be done by filing an amend- 
ment rewriting objected-to dependent claims into independent 
form prior to termination of proceedings under 37 C.F.R. 1.197(c). 

Upon termination of proceedings, the PTO will hold an 
application abandoned for failure to take appropriate action if the 
application contains only rejected and/or objected-to claims. 


2. After a Board or Court decision 


The approach outlined in (1) above will also apply to appli- 
cations following an affirmance by the Board or a court of law. 
An exception to the approach outlined in (1) above exists 
when the Board or court affirms a rejection against an independ- 
ent claim and reverses all rejections against a claim dependent 
thereon. This type of decision requires further action by the 
examiner; 37 C.F.R. 1.197(c). Accordingly, upon termination of 
the time for appeal, the examiner will proceed in one of two 
ways: 
a. Convert the dependent claim into independent form by 
examiner’s amendment, cancel all claims in which the 
rejection was affirmed, and issue the application; or, 
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Set a one-month time period in which applicant may rewrite 
the dependent claim in independent form. Extension of time 
requests to this time period under 37 C.F.R. 1.136(a) will not 
be permitted. Failure to take timely action will result in 
abandonment under 35 U.S.C. 133 unless allowed claims 
are present in the application. If allowed claims are present, 
the examiner will cancel all rejected and objected-to 
claims and issue the application with the allowed claims 
only. 


JAMES E. DENNY, 
Deputy Assistant 
Commissioner for Patents. 


Sept. 21, 1988 


(159) Revised Ex Parte Appeal Requirements 

New format and content requirements for appeal briefs in ex 
parte appeals are now in effect for cases where the notice of 
appeal was filed on or after Sept. 12, 1988. The new requirements 
were set forth in amended 37 CFR 1.192 which was published in 
the Official Gazette at 1092 O.G. 26 on July 12, 1988 and 
reprinted on Jan. 3, 1989 in the Consolidated Listing of Official 
Gazette Notices as item number 162. The changes are also set 
forth in chapter 1200 of the Manual of Patent Examining Proce- 
dure as revised in revision number 9, dated Sept, 1988. 

Appellant’s brief is required by 37 CFR 1.192(c) to contain, 
under appropriate headings, (1) the status of all the claims, (2) the 
status of any amendment filed subsequent to final rejection, (3) 
a summary of the invention, (4) a concise statement of the issues 
presented for review, (5) a statement that claims rejected under 
a rejection do not stand or fall together and the reasons why (if 
no statements is filed it will be presumed that the rejected claims 
stand or fall together), (6) the arguments of the appellant with 
respect to each issue presented for review, and (7) and appendix 
containing a copy of the claims involved in the appeal. The rule 
further sets out specific requirements for arguments against 
rejections based on 35 U.S.C. 102, 103, 112 and other grounds. 
The examiner’s answer to the brief will follow a corresponding 
format. 

Pursuant to 37 CFR 1.192(d), if a brief is filed which does not 
comply with the new requirements as set forth in paragraph (c) 
of the rule, the appellant will be notified of the reasons for non- 
compliance and provided with a period of one month within 
which to file an amended brief. The one-month period will not be 
extended. If appellant does not file a brief overcoming the 
reasons for non-compliance within the one-month period, the 
appeal will be dismissed. 

The new requirements for the appeal brief will aid in the 
crystallization of the issues invlolved in the appeal. This will 
benefit the appeallant and the examiner, as well as the Board of 
Patent Appeals and Interferences, in their consideration. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Jan. 23, 1989. 


[1099 OG 26] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 90143-9144] 

RIN 0651-AA35 


(160) 


Amendment of Patent and Trademark Ruies 
concerning Judicial Review of Decisions of the Board 
of Patent Appeals and Interferences and the 
Trademark Trial and Appeal Board and other 
Miscellaneous Matters. 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts 1 and 2 
of Title 37, Code of Federal Regulations, relating to (1) decisions 
of the Board of Patent Appeals and Interferences (BPAI), (2) 
requests for reconsideration of decisions of the BPAI and the 
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Trademark Trial and Appeal Board (TTAB), (3) extensions of 
time in proceedings after a decision by the BPAI under §§ 1.196 
and 1.197, (4) practices concerning judicial review of final 
decisions of the BPAI and TTAB, (5) extensions of time for 
seeking judicial review of BPAI and TTAB decisions and (6) 
miscellaneous changes in the practice before the BPAI and 
housekeeping amendments. 

Two recent decisions of the U.S. Court of Appeals for the 
Federal Circuit have held that even though the BPAI includes a 
new ground for rejection in its decision under 37 CFR § 
1.196(b)(3), appellants may appeal directly to the Federal Circuit 
without first seeking reconsideration at the BPAI. Where judicial 
review is sought without requesting reconsideration, the argu- 
ments against the new ground of rejection are developed for the 
first time during court proceedings. The amendments require 
that appellants seek reconsideration of the new ground of rejec- 
tion prior to appeal or commencement of a civil action. 

Experience under the previous rules relating to judicial re- 
view of final board decisions indicated that the rules may have 
been confusing in certain respects relating to the time in which 
judicial review must be sought and the manner in which exten- 
sions of time for seeking judicial review may be obtained. The 
rules eliminate any confusio: as to when judicial review must be 
sought and standardize the manner of obtaining extensions of 
time to seek judicial review. 

The rules also make clarifying and housekeeping amend- 
ments with respect to practice before the BPAI. 

Effective Date: August 20, 1989. 

For Further Information Contact: Richard E. Schafer by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Supplementary Information: 
Background 


A notice of proposed rulemaking was published in the Fed- 
eral Register at 54 Fed. Reg. 11009 (March 16, 1989) and at 1101 
Official Gazette 6 (April 4, 1989). No oral hearing was held and 
no written comments were received. 


Discussion of Specific Rules 


(1) Decisions of the BPAI and requests for reconsid- 
eration of BPAI and TTAB decisions 


Only final decisions of the BPAI and TTAB are subject to 
judicial review. 35 U.S.C. §§ 141, 145; U.S.C. § 1071; 28 
U.S.C.§ 1295 (a)(4)(A) and (B). 

Section 1.196(b) provides that if the BPAI has knowledge of 
any grounds, not involved in the appeal, for rejecting any 
appealed claim, it may include in its decision a statement to that 
effect. The statement then constitutes a new rejection of the 
claims. The previous rules permitted appellants to treat the 
decision as a final decision in the case and thus immediately 
appealable. 37 CFR § 1.196(b)(3) (1988). Therefore, when an 
appellant proceeded under this option, arguments against the 
new rejection were presented for the first time to the reviewing 
court. 

A recent decision by the U.S. Court of Appeals for the Federal 
Circuit rejected the Commissioner’s argument that an appellant 
should not be permitted to contest the BPAI’s new ground for 
rejection because it had not requested reconsideration of that 
ground by the BPAI. Jn re Evanega, 829 F.2d 1110, 1113, 4 
USPQ 2d 1249, 1252 (Fed. Cir. 1987). See also In re Nielson, 816 
F.2d 1567, 1570, 2 USPQ 2d 1525, 1527 (Fed. Cir. 1987). In 
Evanega, the Commissioner urged that requiring appellants to 
request reconsideration, where the BPAI adopts a new ground 
for rejection, would provide the BPAI with an opportunity to 
consider appellant’s arguments and correct any errors while the 
case was still in the PTO. This conserves judicial resources, and 
in any event, obtains the benefit of the BPAI’s view should 
judicial review ultimately be sought. The court held, however, 
that in view of PTO regulations (37 CFR § 1.196(b)(3)) which 
“expressly provide that the board’s decision, even if based on a 
new ground, is a final determination and thus may be appealed 
without seeking reconsideration,” appellant could not be re- 
quired to request reconsideration by the BPAI. /d. 
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The new rule changes eliminate 37 CFR § 1.196(b)(3). By 
removing § 1.196(b)(3), appellants no longer have the option of 
treating a new ground of rejection as final and immediately 
appealable. Appellants’ options are limited to requesting remand 
to the examiner or requesting reconsideration by the BPAI as set 
forth in §§ 1.196(b)(1) and 1.196(b)(2). The preamble of § 
1.196(b) has been amended to specifically recite that a new 
ground of rejection shall not be considered a final decision for 
judicial review. 

Appellants still may elect further prosecution before the 
examiner under 37 CFR § 1.196(b)(1) or request reconsideration 
under § 1.196(b)(2). The option of § 1.196(b)(2) requires that 
any request for reconsideration address the new ground of 
rejection and specifically state the reasons why the new ground 
was in error. Section 1.196(b)(2) also provides that the BPAI will 
reconsider the new rejection and, if necessary, render a new 
decision. The decision on reconsideration will be deemed to 
incorporate the earlier decision except for any portions of the 
earlier decision specifically withdrawn. 

Reconsideration or remand need not be requested if appellant 
does not contest the new ground. Appellants may seek judicial 
review as to claims not subject to the new ground. 

Section 1.196(a) expressly provides for remands to the exam- 
iner for further consideration. The BPAI has inherent authority, 
as part of its role in reviewing standards of patentability applied 
in the PTO, to remand applications to the examiner for further 
consideration. Cf. Manual of Patent Examining Procedure (MPEP) 
§§ 1211 and 1212. The change merely makes express that which 
is inherent. 

The amendments also delete the portion of former § 1.196(d) 
which provides (1) that any decision which includes a remand 
shall not be a final decision for the purposes of judicial review 
and (2) that upon conclusion of the proceedings on remand the 
BPAI may enter an order making its decision final. Those 
provisions have been included as new § 1.196(e). Under this 
paragraph, decisions pursuant to § 1.196(b) would not be final as 
to the claims subject to a new rejection. 

The last sentence of former § 1.196(b)(1) has been deleted 
and placed in new § 1.196(e). 


(2) Requests for reconsideration of BPAl and TTAB decisions 


Section 1.197(b) provides that any request for reconsidera- 
tion must specifically state the points believed to have been 
misapprehended or overlooked in the BPAI’s decision. Experi- 
ence has shown that many requests for reconsideration are 
nothing more than reargument of appellant’s position on appeal. 
The provision, as adopted, limits requests to the points of law or 
fact which appellant feels were overlooked or misapprehended 
by the BPAI. 

The amendments also clarify the exception found in the first 
sentence of § 1.197(b) by including specific references to the 
“original decision” and the “decision on reconsideration.” Some 
confusion had been noted with respect to the meaning of the 
current language. 

In order to simplify calculation of times for requesting reco- 
sideration of the decisions of the boards, §§ 1.658(b), 2.129(c), 
and 2.144 specify a period of one month rather than the periods 
expressed in days. Section 1.197(a) already specified a one- 
month period. 


(3)Extensions of time after a decision by the BPAI to take 
action under §§ 1.196 and 1.197 


Appellants in patent cases may no longer use fee extensions 
under § 1.136(a) to extend the time for making an election under 
§ 1.196(b) or seeking reconsideration under § 1.197. 

Under previous rules appellants could request reconsidera- 
tion of a BPAI decision up to five months after a decision or file 
a response to a new ground of rejection up to six months after the 
decision. This inordinately delayed final disposition of appeals. 
Section 1.136(a) provides that fee extensions are not available to 
file responses to a BPAI decision pursuant to §§ 1.196, 1.197 or 
1.304. One month is deemed to be ample time to submit a request 
for reconsideration. Note that Fed. R. Civ. P. 59 provides 10 days 
and Fed. R. App. P. 40 provides 14 days for similar requests. 
Extensions under § 1.136(b) will be available to extend the time 
to file a response under §§ 1.196 and 1.197. Section 1.304(a) 
exclusively governs extensions of time to file a notice of appeal 
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to the U.S. Court of Appeals for the Federal Circuit or to 
commence a civil action. See further discussion below. 

Section 1.136(a) specifically refers to § 1.136(b) for exten- 
sions of time to file responses under §§ 1.196 and 1.197 and 
refers to § 1.304 for extensions of time to initiate judicial review. 
Sections 1.196(f) and 1.197(b) correlatively reference § 1.136(b) 
for extensions of time. 

Fee extensions are not available to extend the time for elect- 
ing further prosecution before the examiner under § 1.196(b)(1). 
Where an appellant elects further prosecution before the exam- 
iner, fee extensions under § 1.136(a) remain available to respond 
to the primary examiner’s Office actions. 


(4) Time for seeking judicial review of decisions of the BPAI 
and TTAB 


Under previous rules, judicial review of final decisions of the 
BPAI or TTAB had to be sought within sixty days of the decision 
or thirty days after a decision on reconsideration. However, 
where a decision on reconsideration was, in effect, a new deci- 
sion, it was not always clear whether the time for appeal was 
thirty or sixty days. Sections 1.304(a) and 2.146(d)(1) provide a 
two-month period to appeal from either the date of the decision 
or the decision on a timely filed request for reconsideration. 

Some problems have been noted with respect to the time for 
seeking judicial review in days. Miscalculations of the statutory 
sixty-day time period have resulted in filing untimely requests 
for judicial review. In order to simplify calculation of the time for 
seeking judicial review, §§ 1.304(a) and 2.145(d)(1) specify two 
months. The two-month period meets the sixty-day requirement 
of 35 U.S.C. §§ 142, 145 and 146 and 15 U.S.C. §§ 1071(a)(2) 
and (b)(1) except for time periods which include February 28. In 
order to comply with the sixty-day requirement, §§ 1.304(b) and 
2.145(d)(2) provide that an additional day shall be added to any 
two-month period for initiating judicial review which includes 
February 28. Appeals will always be timely if the judicial review 
is initiated within two months of the final decision. 

Previously, the rules did not specify a time period for filing a 
cross-appeal or cross-action in inter partes cases. The absence of 
such a time period made it difficult for parties and their attorneys 
to make appropriate plans for judicial review. For example, in an 
interference where there has been a split judgment, one of the 
parties may be satisfied with the judgment but may desire to 
appeal the adverse judgment only if an appeal is noted by the 
other party. Where the appeal is filed on the last possible day, a 
cross-appeal is precluded. Sections 1.304(a) and 2.145(d)(1) 
specify that the time for filing a cross-appeal or commencing a 
cross-action expires (1) fourteen days after service of the notice 
of appeal or the summons and complaint or (2) two months after 
the decision to be reviewed, whichever is later. 

Similarly, no provision for filing a cross-action was provided 
where an appellee elects to have further proceedings conducted 
in the district court pursuant to 35 U.S.C. § 146 or 15 U.S.C. § 
1071(a)(1). Section 1.304(c) and 2.145(d)(3) provide that the 
time for filing a cross-action expires 14 days after service of the 
summons and complaint. The district court will determine whether 
any cross-action was timely filed since neither the complaint nor 
cross-action is filed in the PTO. 


(5) Extensions of time to seek judicial review 


In the past, standards for granting requests for extensions of 
time to take an appeal or commence a civil action varied depend- 
ing upon which board was involved and upon the particular type 
proceeding before the board. For example, extensions relating to 
patent applications could be obtained by paying the appropriate 
fee under § 1.136(a). However, in reexamination proceedings or 
when judicial review was sought from a decision of the TTAB, 
the requester must demonstrate sufficient cause under § 1.550(c) 
or § 2.145(d)(1). The rules standardize the manner in which an 
extension of time to initiate judicial review may be obtained. The 
PTO has adopted a standard which is similar to the standard used 
in the Federal courts for granting extensions. Under the rules the 
Commissioner may extend the time (1) for good cause if re- 
quested before the expiration of the time provided for initiating 
judicial review or (2) upon a showing of excusable neglect in 
failing to initiate judicial review if requested after the expiration 
of the time period. This standard will be applicable in both 
trademark and patent proceedings (§§ 1.304(a) and 2.145(e)) 
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once the “last” decision, i.e., either the decision (in circum- 
stances where no timely reconsideration is sought) or the deci- 
sion on reconsideration, of either board has been entered. In 
patent cases, extensions of time under § 1.136(b) and § 1.550(c) 
and fee extensions under 37 CFR § 1.136(a) are no longer 
available to extend the time for the purpose of judicial review 
once a decision or a decision on reconsideration has been 
entered. Section 1.304(a) states that the provisions of §§ 1.136 
and 1.550(c) are not available to extend the time to initiate 
judicial review. Sections 1.136(a), 1.136(b), 1.191(d), 1.550(c), 
1.645(a) and(b) refer to § 1.304 for extensions of time for seeking 
judicial review after a decision has been entered. Section 1.645(a) 
has been amended by (1) adding the introductory phrase “Except 
to extend the time for filing a notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit or for commencing a civil 
action,” to the first sentence and (2) deleting the references to 
filing a notice of appeal or commencing a civil action in the 
second sentence. 

In view of the amendments to §§ 1.197 and 1.304, relating to 
extensions of time to seek reconsideration or initiate judi-cial 
review, § 1.191(d) does not refer to §§ 1.196 and 
1.197. 


(6) Miscellaneous amendments 


In the past, appellants could use fee extensions to delay the 
time for requesting an oral hearing at the BPAI. This delays final 
disposition of the appeal and causes administrative problems 
and duplication of effort due to the transfer of the appeal to the 
hearing docket. Section 1.191(d) no longer refers to § 1.194. Fee 
extensions are no longer available to extend the time for request- 
ing an oral hearing. Extensions under § 1.136(b) are available to 
extend the time to request an oral hearing. 

Section 1.191(b) has been rewritten as one sentence without 
any change in substance. 

Some confusion has resulted as to who has jurisdiction over 
a patent application after a notice of appeal to the BPAI has been 
filed. Problems arose, for example, as to the appropriate PTO 
official to decide certain petitions and other matters after an 
appeal has been filed. MPEP § 1210 indicates that jurisdiction 
over the application normally passes at one of five possible times 
listed therein. Section 1.191 includes a new section (e) which 
provides that jurisdiction transfers to the BPAI when the appli- 
cation or reexamination file including all briefs and examiner’s 
answers is transmitted to the BPAI. Thus, jurisdiction transfers to 
the BPAI when all written submissions by the applicant and the 
examiner have been entered and the application papers have 
been forwarded to the BPAI. 

New paragraph 1.191(e) also includes a provision that the 
Commissioner, prior to the time the BPAI renders its decision, 
may sua sponte order that an application be remanded to the 
examiner for further consideration. This provision merely makes 
explicit the inherent authority of the Commissioner to direct and 
supervise the examination of patent applications. 

Under previous rules there was some confusion as to when 
“termination of proceedings” occurs. Section 1.197(c) provides 
that proceedings are “terminated” when the Federal Circuit’s 
mandate is received by the PTO or after the time for appeal from 
the judgment of the district court in a civil action under 35 U.S.C. 
§ 145 has expired. The language “In such cases,” in the second 
sentence of former § 1.197(c) has been eliminated since it was 
superfluous and may have been confusing. 

The rules delete the phrase “that he or she elects” and 
substitutes “electing” therefor in §§ 1.304(c) and 2.145(c)(3), as 
amended. The amendment merely changes wording without any 
change in substance. 

Section 1.196(b) changes the verb “make” to “makes” to 
conform the verb to the singular subject of the sentence. 

Sections 1.301, 1.303, 2.145(a)(2) and 2.145(c)(3) no longer 
refer to transmittal of the certified list and certified copies of the 
notice of election to the U.S. Court of Appeals for the Federal 
Circuit under 35 U.S.C. § 141 or 15 U.S.C. § 1071(a)(1). These 
procedures are required by applicable statutes or Court Rules 
and are unnecessary in the PTO’s regulations. 

Sections 1.304(a), 1.304(c), 2.145(c)(3) and 2.145(d)(1) in- 
clude a statement that the certificate of mailing provisions of § 
1.8 are not applicable. No substantive change is involved since 
the inapplicability of § 1.8 is already stated in §§ 1.8(a)(2)(viii) 
and (ix). 
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Sections 1.304(b) and 2.145(d)(2) recite “Federal holiday in 
the District of Columbia” rather than “legal holiday.” These 
changes merely conform the language of these sections with the 
language of 35 U.S.C. § 21(b) and 37 CFR § 1.7. 

Section 2.145(c)(2) and (3) include changes in wording 
without any change in substance. 


Other Considerations 


These rules will not have a significant impact on the quality 
of the human environment or the conservation of energy re- 
sources. 

The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 44 
U.S.C. 350 et seq 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities [Regulatory Flexibility Act, Pub. L. 96-354]. The rule 
change requiring appellants to request reconsideration under the 
specific circumstances set forth is not expected to result in an 
increase of fees charged by attorneys and agents to entities. 
including small entities, since the rule change is intended to 
eliminate erroneous grounds for rejection prior to appeal and in 
some instances is expected to eliminate the need for appeal. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. The 
annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The PTO has also determined that this notice has no Federal- 
ism implications affecting the relationship between the national 
government and the states as outlined in Executive Order 12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage of 
the Act are placed upon the public. 


List of Subjects in 37 CFR, Part 1: 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record keep- 
ing requirements, Small businesses. 


List of Subjects in 37 CFR, Part 2: 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 

For the reasons given in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. § 6, Parts 1 and 2 of Title 37 of the Code of 
Federal Regulations are amended as set forth below. 


PART 1—RULES OF PRACTICE IN PATENT 
CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.136 is revised to read as follows: 


ee eS ee for 
time 


extension of and extensions of time for cause. 

(a) If an applicant is required to respond within a non- 
statutory or shortened statutory time period, applicant may 
respond up to four months after the time period set if a petition 
for an extension of time and the fee set in § 1.17 are filed prior to 
or with the response, unless (1) applicant is notified otherwise in 
an Office action, (2) the application is involved in an interference 
declared pursuant to § 1.611 or (3) the response is to a decision 
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by the Board of Patent Appeals and Interferences pursuant to §§ 
1.196, 1.197 or 1.304. The date on which the response, the 
petition, and the fee have been filed is the date of the response and 
also the date for purposes of determining the period of extension 
and the corresponding amount of the fee. The expiration of the 
time period is determined by the amount of the fee paid. in no 
case may an applicant respond later than the maximum time 
period set by statute, or be granted an extension of time under 
paragraph (b) of this section when the provisions of this para- 
graph are available. See § 1.136(b) forextensions of time relating 
to proceedings pursuant to §§ 1.196 or 1.197, § 1.304 for 
extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action, § 1.645 for 
extension of time in interference proceedings and § 1.550(c) for 
extension of time in reexamination proceedings. 

(b) When a response with petition and fee for extension of 
time cannot be filed pursuant to paragraph (a) of this section, the 
time for response will be extended only for sufficient cause, and 
for a reasonable time specified. Any request for such extension 
must be filed on or before the day on which action by the 
applicant is due, but in no case will the mere filing of the request 
effect any extension. In no case can any extension carry the date 
on which response to an Office action is due beyond the maxi- 
mum time period set by statute or be granted when the provisions 
of paragraph (a) of this section are available. See § 1.304 for 
extension of time to appeal to the U.S. Court of Appeals for the 
Federal Circuit or to commence a civil action, § 1.645 for 
extension of time in interference proceedings and § 1.550(c) for 
extension of time in reexamination proceedings. 


3. Section 1.191 is amended by revising paragraphs (b) and 
(d) and adding paragraph (e) to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interferences 


eeEKKK 


(b) The appeal in an application or reexamination proceeding 
must identify the rejected claim or claims appealed, and must be 
signed by the applicant, patent owner or duly authorized attorney 
or agent. 


ee KEE 


(d) The time periods set forth in §§ 1.191 through 1.193 are 
subject to the provisions of § 1.136 for patent applications or § 
1.550(c) for reexamination proceedings. See §1.304(a) for ex- 
tensions of time for filing a notice of appeal to the U.S. Court of 
Appeals for the Federal Circuit or for commencing a civil action. 

(e) Jurisdiction over the application or patent under reexami- 
nation passes to the Board of Patent Appeals and Interferences 
upon transmittal of the file, including all briefs and examiner’s 
answers, to the Board. Prior to the entry of a decision on the 
appeal, the Commissioner may sua sponte order the application 
remanded to the examiner. 


4. Section 1.196 is amended by revising paragraphs (a), (b) 
and (d) and adding new paragraphs (e) and (f) to read as follows: 


$1.196 Decision by the Board of Patent Appeals and 
Interferences 


(a) The Board of Patent Appeals and Interferences, in its 
decision, may affirm or reverse the decision of the examiner in 
whole or in part on the grounds and on the claims specified by the 
examiner or remand the application to the examiner for further 
consideration. The affirmance of the rejection of a claim on any 
of the grounds specified constitutes a general affirmance of the 
decision of the examiner on that claim, except as to any ground 
specifically reversed. 

(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any appealed claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement shall constitute a new rejection of the claims. A new 
rejection shall not be considered final for the purpose of judicial 
review. When the Board of Patent Appeals and Interferences 
makes a new rejection of an appealed claim, the appellant may 
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exercise either of the following two options with respect to the 
new ground: 

(1) The appellant may submit an appropriate amendment 
of the claims so rejected or a showing of facts, or both, and have 
the matter reconsidered by the examiner in which event the 
application will be remanded to the examiner. The statement 
shall be binding upon the examiner unless an amendment or 
showing of facts not previously of record be made which, in the 
opinion of the examiner, overcomes the new ground for rejection 
stated in the decision. Should the examiner again reject the 
application the applicant may again appeal to the Board of Patent 
Appeals and Interferences. 

(2) The appellant may have the case reconsidered under 
§ 1.197(b) by the Board of Patent Appeals and Interferences 
upon the same record. The request for reconsideration shall 
address the new ground for rejection and state with particularity 
the points believed to have been misapprehended or overlooked 
in rendering the decision and also state all other grounds upon 
which reconsideration is sought. Where request for such recon- 
sideration is made the Board of Patent Appeals and Interferences 
shall reconsider the new ground for rejection and, if necessary, 
render a new decision which shall include all grounds upon 
which a patent is refused. The decision on reconsideration is 
deemed to incorporate the earlier decision, except for those 
portions specifically withdrawn on reconsideration, and is final 
for the purpose of judicial review. 


*e eK 


(d) Although the Board of Patent Appeals and Interferences 
normally will confine its decision to a review of rejections made 
by the examiner, should it have knowledge of any grounds for 
rejecting any allowed claim it may include in its decision a 
recommended rejection of the claim and remand the case to the 
examiner. In such event, the Board shall set a period, not less than 
one month, within which the appellant may submit to the exam- 
iner an appropriate amendment, a showing of facts or reasons, or 
both, in order to avoid the grounds set forth in the recommenda- 
tion of the Board of Patent Appeals and Interferences. The 
examiner shall be bound by the recommendation and shall enter 
and maintain the recommended rejection unless an amendment 
or showing of facts not previously of record is filed which, in the 
opinicn of the examiner, overcomes the recommended rejection. 
Should the examiner make the recommended rejection final the 
applicant may again appeal to the Board of Patent Appeals and 
Interferences. 

(e) Whenever a decision of the Board of Patent Appeals and 
Interferences includes or allows a remand, that decision shall not 
be considered a final decision. When appropriate, upon conclu- 
sion of proceedings on remand before the examiner, the Board of 
Patent Appeals and Interferences may enter an order otherwise 
making its decision final. 

(f) See § 1.136(b) for extensions of time to take action under 
this section. 


5. Section 1.197 is amended by revising paragraphs (b) and 
(c) to read as follows: 


§ 1.197 Action following decision 


*e# eK 


(b) A single request for reconsideration or modification of the 
decision may be made if filed within one month from the date of 
the original decision, unless the original decision is so modified 
by the decision on reconsideration as to become, in effect, a new 
decision, and the Board of Patent Appeals and Interferences so 
states. The request for reconsideration shall state with particular- 
ity the points believed to have been misapprehended or over- 
looked in rendering the decision and also state all other grounds 
upon which reconsideration is sought. See 37 CFR § 1.136(b) for 
extensions of time for seeking reconsideration. 

(c) Termination of proceedings. Proceedings are considered 
terminated by the dismissal of an appeal or the failure to timely 
file an appeal to the court or a civil action (§ 1.304) except: (1) 
where claims stand allowed in an application or (2) where the 
nature of the decision requires further action by the examiner. 
The date of termination of proceedings is the date on which the 
appeal is dismissed or the date on which the time for appeal to the 
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court or review by civil action (§ 1.304) expires. If an appeal to 
the court or a civil action has been filed, proceedings are consid- 
ered terminated when the appeal or civil action is terminated. An 
appeal to the U.S. Court of Appeals for the Federal Circuit is 
terminated when the mandate is received by the Office. A civil 
action is terminated when the time to appeal the judgment 
expires. 


6. Section 1.301 is revised to read as follows: 


§ 1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a reexami- 
nation proceeding dissatisfied with the decision of the Board of 
Patent Appeals and Interferences, and any party to an interfer- 
ence dissatisfied with the decision of the Board of Patent Appeals 
and Interferences, may appeal to the U.S. Court of Appeals for 
the Federal Circuit. The appellant must take the following steps 
in such an appeal: (a) In the Patent and Trademark Office file a 
written notice of appeal directed to the Commissioner (see §§ 
1.302 and 1.304); and (b) in the Court, file a copy of the notice 
of appeal and pay the fee for appeal, as provided by the rules of 
the Court. 


7. Section 1.303 is amended by revising paragraph (c) to read 
as follows: 


§ 1.303 Civil Action under 35 U.S.C. 145, 146, 306. 


*e RK 


(c) If any adverse party to an appeal taken to the U.S. Court 
of Appeals for the Federal Circuit by a defeated party in an 
interference proceeding files notice with the Commissioner 
within twenty days after the filing of the defeated party’s notice 
of appeal to the court (§ 1.302), that he or she elects to have all 
further proceedings conducted as provided in 35 U.S.C. 146. The 
notice of election must be served as provided in § 1.646. 


8. Section 1.304 is revised to read as follows: 
$1.304 Time for appeal or civil action. 


(a) The time for filing the notice of appeal to the U.S. Court of 
Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request for 
reconsideration or modification of the decision is filed within the 
time provided under § 1.197(b) or § 1.658, the time for filing an 
appeal or commencing a civil action shall expire two months 
after action on the request. In interferences, the time for filing a 
cross-appeal or cross-action expires (1) 14 days after service of 
the notice of appeal or the summons and complaint or (2) two 
months after the date of decision of the Board of Patent Appeals 
and Interferences, whichever is later. The time periods set forth 
in this section are not subject to the provisions of § 1.136, 
1.550(c) or 1.645(a) or (b). The Commissioner may extend the 
time for filing an appeal or commencing a civil action (1) for 
good cause shown if requested in writing before the expiration of 
the period for filing an appeal or commencing a civil action, or 
(2) upon written request after the expiration of the period for 
filing an appeal or commencing a civil action upon a showing 
that the failure to act was the result of excusable neglect. The 
certificate of mailing practice of § 1.8 is not available for filing 
a notice of appeal or cross-appeal. See § 1.8(a}{2)(ix). 

(b) The times specified in this section in days are calendar 
days. The times specified herein in months are calendar months 
except that one day shall be added to any two-month period 
which includes February 28. If the last day of the time specified 
for appeal of commencing a civil action falls on a Saturday, 
Sunday or Federal holiday in the District of Columbia, the time 
is extended to the next day which is neither a Saturday, Sunday 
nor a Federal holiday. 

(c) If a defeated party to an interference has taken an appeal 
to the U.S. Court of Appeals for the Federal Circuit and an 
adverse party has filed notice under 35 U.S.C. 141 electing to 
have all further proceedings conducted under 35 U.S.C. 146 (§ 
1.303(c)), the time for filing a civil action thereafter is specified 
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in 35 U.S.C. 141. The time for filing a cross-action expires 14 
days after service of the summons and complaint. The certificate 
of mailing practice of § 1.8 is not available for filing a notice of 
appeal of cross-appeal. See § 1.8(a)(2)(viii). 


9. Section 1.550 is amended by revising paragraph (c) to read 
as follows: 


§ 1.550 Conduct of reexamination proceedings 


*ek eK 


(c) The time for taking any action by a patent owner in a 
reexamination proceeding will be extended only for sufficient 
cause, and for a reasonable time specified. Any request for such 
extension must be filed on or before the day on which action by 
the patent owner is due, but in no case will the mere filing of the 
request effect any extension. See § 1.304(a) for extensions of 
time for filing a notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit or for commencing a civil action. 


*e# eK * 


10. Section 1.645 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.645 Extension of time, late papers, stay of proceedings 


(a) Except to extend the time for filing a notice of appeal to the 
U.S. Court of Appeals for the Federal Circuit or for commencing 
a civil action, a party may file a motion (§ 1.635) seeking an 
extension of time to take action in an interference. See § 1.304(a) 
for extensions of time for filing a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit or for commencing a 
civil action. The motion shall be filed within sufficient time to 
actually reach the examiner-in-chief before expiration of the 
time for taking action. A moving party should not assume that the 
motion will be granted even if there is no objection by any other 
party. The motion will be denied unless the moving party shows 
good cause why an extension should be granted. The press of 
other business arising after an examiner-in-chief sets a time for 
taking action will not normally constitute good cause. A motion 
seeking additional time to take testimony because a party has not 
been able to procure the testimony of a witness shall set forth the 
name of the witness, any steps taken to procure the testimony of 
the witness, the dates on which the steps were taken, and the facts 
expected to be proven through the witness. 

(b) Any paper belatedly filed, will not be considered except 
upon motion (§ 1.635) which shows sufficient cause why the 
paper was not timely filed. See § 1.304(a) for exclusive proce- 
dures relating to belated filing of a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit or belated commence- 
ment of a civil action. 


*eR RK 


11. Section 1.658 is amended by revising paragraph (b) to 
read as follows: 


§ 1.658 Final Decision 


*e ee * 


(b) Any request for reconsideration of a decision under 
paragraph (a) of this section shall be filed within one month after 
the date of the decision. The request for reconsideration shall 
specify with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision. Any 
reply to a request for reconsideration shall be filed within 14 days 
of the date of service of the request for reconsideration. Where 
reasonably possible, service of the request for reconsideration 
shall be such that delivery is accomplished by hand or “Express 
Mail.” The Board shall enter a decision on the request for 
reconsideration. If the Board shall be of the opinion that the 
decision on the request for reconsideration significantly modi- 
fies its original decision under paragraph (a) of this section, the 
Board may designate the decision on the request for reconsidera- 
tion as a new decision. 
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PART 2-RULES OF PRACTICE IN TRADEMARK CASES 


12. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


13. Section 2.129 is amended by revising paragraph (c) to 
read as follows: 


§ 2.129 Oral argument; reconsideration 


*eeRK 


(c) Any request for rehearing or reconsideration or modifica- 
tion of a decision issued after final hearing must be filed within 
one month from the date of the decision. A brief in response must 
be filed within fifteen days from the date of service of the request. 
The times specified may be extended by order of the Trademark 
Trial and Appeal Board on motion for good cause. 


14. Section 2.144 is revised to read as follows: 
§ 2.144 Reconsideration of decision on ex parte appeal 


Any request for rehearing or reconsideration, or modification 
of the decision, must be filed within one month from the date of 
the decision. Such time may be extended by the Trademark Trial 
and Appeal Board upon a showing of sufficient cause. 


15. Section 2.145 is amended by revising paragraphs (a), 
(c)(2), (c)(3), (d)(1), (d)(2) and (d)(3) and adding new paragraph 
(e) to read as follows: 


§ 2.145 Appeal to court and civil action. 


(a) Appeal to U.S. Court of Appeals for the Federal Circuit. 
An applicant for registration, or any party to an interference, 
opposition, or cancellation proceeding or any party to an appli- 
cation to register as a concurrent user, hereinafter referred to as 
inter partes proceedings, who is dissatisfied with the decision of 
the Trademark Trial and Appeal Board and any registrant who 
has filed an affidavit or declaration under section 8 of the Act or 
who has filed an application for renewal and is dissatisfied with 
the decision of the Commissioner (§§ 2.165, 2.184), may appeal 
to the U.S. Court of Appeals for the Federal Circuit. The appel- 
lant must take the following steps in such an appeal: 

(1) In the Patent and Trademark Office give written 
notice of appeal to the Commissioner (see paragraphs (b) and (d) 
of this section); 

(2) In the court, file a copy of the notice of appeal and pay 
the fee for appeal, as provided by the rules of the Court. 


** * * * 
(c) * * * 


(2) Any applicant or registrant in an ex parte case who 
takes an appeal to the U.S. Court of Appeals for the Federal 
Circuit waives any right to proceed under section 21(b) of the 
Act. 

(3) Any adverse party to an appeal taken to the U.S. 
Courtof Appeals for the Federal Circuit by a defeated party in an 
inter partes proceeding may file a notice with the Commissioner 
within twenty days after the filing of the defeated party’s notice 
of appeal to the court (paragraph (b) of this section), electing to 
have all further proceedings conducted as provided in section 
21(b) of the Act. The notice of election must be served as 
provided in § 2.119. The certificate of mailing practice of § 1.8 
is not available for filing a notice of election. See § 1.8(a)(2)(viii). 

(d) Time for appeal or civil action. (1) The time for filing the 
notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit (paragraph (b) of this section), or for commencing a civil 
action (paragraph (c) of this section), is two months from the date 
of the decision of the Trademark Trial and Appeal Board or the 
Commissioner, as the case may be. If a request for rehearing or 
reconsideration or modification of the decision is filed within the 
time specified in §§ 2.127(b), 2.129(c) or 2.144, or within any 
extension of time granted thereunder, the time for filing an 
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appeal or commencing a civil action shall expire two months 
after action on the request. In inter partes cases, the time for filing 
a cross-action or a notice of a cross-appeal expires (1) 14 days 
after service of the notice of appeal or the summons and com- 
plaint or (2) two months from the date of the decision of the 
Trademark Trial and Appeal Board or the Commissioner, which- 
ever is later. The certificate of mailing practice of § 1.8 is not 
available for filing a notice of appeal or cross-appeal. See § 
1.8(a)(2)(ix). 

(2) The times specified in this section in days are calen- 
dar days. The times specified herein in months are calendar 
months except that one day shall be added to any two-month 
period which includes February 28. If the last day of time 
specified for an appeal, or commencing a civil action falls on a 
Saturday, Sunday or Federal holiday in the District of Columbia, 
the time is extended to the next day which is neither a Saturday, 
Sunday nor a Federal holiday. 

(3) If a party to an inter partes proceeding has taken an 
appeal to the U.S. Court of Appeals for the Federal Circuit and an 
adverse party has filed notice under section 21(a)(1) of the Act 
electing to have all further proceedings conducted under section 
21(b) of the Act, the time for filing a civil action thereafter is 
specified in section 21(a)(1) of the Act. The time for filing a 
cross-action expires 14 days after service of the summons and 
complaint. 

(e) Extensions of time to commence judicial review. The 
Commissioner may extend the time for filing an appeal or 
commencing a civil action (1) for good cause shown if requested 
in writing before the expiration of the period for filing an appeal 
or commencing a civil action, or (2) upon written request after 
the expiration of the period for filing an appeal or commencing 
a civil action upon a showing that the failure to act was the result 
of excusable neglect. 
June 21, 1989 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 

{1105 OG 5] 


MISCELLANEOUS 


(161) Hearings Before the Board of Appeals 

In recent years the backlog of cases awaiting decision by the 
Board of Appeals has grown substantially. The average time 
elapsing between filing of the examiner’s answer and final 
disposition is now roughly 17 months. Intensive effort by the 
Board and greater use of acting examiners-in-chief have been 
successful in raising the number of dispositions, but at the same 
time the number of appeals continues to grow. Thus in the first 
six months of 1974, the Board disposed of 1,193 appeals but 
received 1,915; in the last half of the year the Board disposed of 
1,993 appeals but received 2,179. 

In this connection it will be helpful if applicants and attorneys 
will dispense with oral hearings except where unusual circum- 
stances are present which make a hearing important to the 
decision. Appeals submitted on brief receive just as careful 
consideration as those in which oral argument is presented, nor 
are any implications drawn as to the merits of the appeal from 
failure to request a hearing. It has been the Board’s experience 
that in the ordinary case the hearing is not of great value in 
arriving at the ultimate decision. 

Appellants are also encouraged to review cases where a 
hearing has already been requested, with a view to withdrawing 
the request if it is not necessary. It is particularly important that 
the Board be given timely notice whenever circumstances pre- 
vent the applicant or his representative from the appearing at a 
scheduled hearing. 

Rule 194 (37 CFR 1.194) limits oral to thirty 
minutes unless otherwise ordered by the Board. It has been the 
Board’s experience, however, that effective arguments can be 
presented in less than thirty minutes in most cases. Effective 
immediately the Board will be informing appellants in the 
notices of hearing mailed to them that oral argument will be 
limited to twenty minutes unless otherwise ordered before the 
hearing begins. 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 351 
(160) 


The assistance of the public will be appreciated. 
C. MARSHALL DANN, 


Commissioner of Patents 
and Trademarks. 


Mar. 20, 1975. 


[933 O0.G. 1010] 


(162) Hearings Before the Board of Patent 


Appeals and Interferences 


During the past twelve months there has been an increase in 
the number of ex parte appeals pending before the Board of 
Patent Appeals and Interferences. In order to address the grow- 
ing backlog of pending appeals, it is necessary to make the most 
effective use of the time of Examiners-in-Chief hearing appeals. 
Significant amounts of time are spent by Examiners-in-Chief 
preparing for the hearings. In an effort to conserve the time spent 
in the preparation for hearing by Examiners-in-Chief, notice is 
hereby given that subsequent to the confirmation of attendance 
at oral hearing, requests for postponement of the hearing will not 
be granted in the absence of a showing of dramatically unusual 
circumstances. 


SAUL I. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 


[1056 OG 44] 


(163) Hearings Before the Board of Patent Appeals 
and Interferences 


Rule 1.3 (37 CFR 1.3) provides that: 


“[alpplicants and their attorneys or agents are required to 
conduct their business with the Patent and Trademark 
Office with decorum and courtesy.” 


Notice is hereby given that persons attending hearings before 
the Board of Patent Appeals and Interferences are advised that 
the above provision also applies to dress. If an attendee at a 
hearing is not appropriately dressed, the attendee may be re- 
quested to leave the hearing room. 


SAUL I. SEROTA, 
Acting Chairman 
Board of Patent Appeals 
and Interferences. 


June 6, 1985. 
[1056 OG 45] 


(164) Access to Interference Settlement 


Agreements by Government Agencies 


Under the provisions of 35 U.S.C. § 135(c), a party to an 
interference filing a cony of a settlement agreement may request 
that the copy be kept separate from the file of the interference, 
and made available only to Government agencies on written 
request, or to any person on a showing of good cause. 

In order to provide the parties with a record of the inspection 
of such agreements by Government agencies, a representative of 
an agency will henceforth be required to present a written 
request, similar to the following, for each interference in which 
the inspection and/or copying of the agreement(s) is desired: 


Date: 
To: Clerk, Board of Patent Interferences 
Pursuant to the provisions of 35 U.S.C. 135(c), please 


the bearer(s) of this letter, to 
['y cause waste ¢ j coppiie ecaheennen queaeeapeies te 
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Interference No The information 
gained from such inspection and/or copying will be kept in 
confidence and will not be disclosed to any other person except 
for official investigative or law enforcement purposes. 


The request will be placed in the folder containing the copy 
of the agreement, where it may be inspected by the parties or their 
authorized representatives. 

This procedure will be applicable only to inspection or copy- 
ing by the representatives of Government agencies, since no 
person other than a representative of aGovernment agency, or of 
a party, will be granted access to a copy of an interference 
settlement agreement which is kept separate from the interfer- 
ence file except by way of a petition for access thereto, see 
M.P.E.P. § 1002.02(k), item 2, and the parties to the interference 
are normally provided with copies of any such peti- 
tion. 


LUTRELLE F. PARKER, 
Acting Commissioner of Patents 
and Trademarks. 


June 5, 1978. 


[972 O.G. 2] 


(165) Accessibility of Non-Final Discovery Opinions 
and Orders Issued by the Board 
of Patent Interferences 


A number of inquiries have been received from the patent bar 
and other interested persons relating to discovery practice under 
37 C.F.R. § 1.287 before the Board of Patent Interferences. The 
inquiries indicate a need for making available to the public non- 
final Board opinions, including concurring and dissenting opin- 
ions, as well as orders, made in the adjudication of discovery 
matters before the Board. While non-final opinions need not be 
made available to the public [5 U.S.C. § 552(a)(2)], in order to 
satisfy the need, copies of non-final opinions issued by the Board 
will be kept in a file in the Service Branch of the Board in the U.S. 
Patent and Trademark Office (Crystal Plaza, Building 6, Elev- 
enth Floor, Room 1116, Arlington, Virginia). Opinions in the file 
may be reviewed by the public during normal business hours 
(8:30 A.M. to 5:00 P.M.). Copies of opinions may be made by the 
public on reproducing equipment in the Service Branch with 
tokens at a cost of $0.15 per page or copies may be ordered at a 
cost of $0.30 per page (37 C.F.R. 1.21(b)]. 

In view of the provisions of 35 U.S.C. § 122 and 37 C.F.R. § 
1.11(a), a consent will be obtained by the Office from all parties 
in an interference before an opinion issued in connection with the 
interference is placed in the file if the interference file is not 
otherwise available to the public. Preliminary indications are that 
the parties and their counsel generally consent. 

In order to obtain optimum dissemination of the information 
contained in the file, opinions placed therein will be indexed 
according to specific topics. Copies of the index will be updated 
from time to time as the need occurs. Specific questions relating 
to the index and file may be directed to the Patent Interference 
Examiners. 

The initial index is as follows: 


Index 


1.00 Discovery in general (37 C.F.R. § 1.287] 

1.10 Requests and service under § 1.287(a) 

1.20 Requests under § 1.287(b) 

1.30 Motions for additional discovery under § 1.287(c) 
1.31 Related to derivation 

1.32 Related to abandonment, suppression, and concealment 
1.33 Related to inequitable conduct 

1.34 Other 

1.40 Motions under § 1.287(d)(1) 

1.50 Action under § 1.287(d)(2) 

1.60 Agreements under § 1.287(e) 
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C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


Mar. 5, 1976 
[944 0.G. 2098] 


(166) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 


Time Period for Objection to Publication 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of proposed rulemaking. 

Summary: The Patent and Trademark Office (PTO) poroposes 
changing the period within which applicants or parties may 
object to publication of a decision of the Board of Psatent 
Appeals and Interferences (Board), or any decision of the Com- 
missioner on petition, not otherwise open to public inspection, 
from two months to “atime specified by the Commissioner.” The 
proposed change would permit setting shorter periods for objec- 
tion to publication of decisions and is intended to expedite 
publication of decisions involving issues of important precedential 
value. 

Dates: Comments iaust be submitted on or before August 24, 
1990. No hearing will be held. 

Address: Address written comments to Box 8, Commissioner of 
Patents and Trademarks, Washington, D. C. 20231, marked to 
the attention of Lee E. Barrett. 

For Further Information Contact: Lee E. Barrett by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D. C. 20231. 

Supplementary Information:: As presently written, 37 CFR § 
1.14(d) allows an applicant or party to an interference two 
months to object to the publication of decisions of the Board or 
the Commissioner. The two-month period delays publication of 
decisions involving significant issues of law, rule interpretation 
or PTO practice which the Commissioner has determined to be 
of important and immediate interest to patent practitioners. The 
PTO proposes changing § 1.14(d) from “two months” to “a time 
specified by the Commissioner” to permit the Commissioner to 
set shorter periods to object to publication. If the proposed rule 
is adopted, the reasonable period will normally be one 
month. 


Other Considerations 


The proposed rule change will not have a significant impact on 
the quality of the human environment or the conservation of 
energy resources. 

The proposed rule change is in conformity with the requirements 
of the Regulatory Flexibility Act (Pub. L. 96-354), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. § 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the proposed 
rule change will not have a significant adverse economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because no increase in fees or paperwork 
should result from this rule change. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. the 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, state or local government agen- 
cies, or geographical regions. There will be no significant ad- 
verse effects on competition, employment, investment, produc- 
tivity, innovation or on the ability of Unoted States-based enter- 
prises to compete with foreign-based enterprises in domestic or 
export markets. 

The PTO has also determined that this notice has no federal- 
ism implications affecting the relationship between the national 
Government and the states as outlined in Exectutive Order 
12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. § 3501 et seq., since no 
record keeping or reporting requirements within the coverage of 
the Act are placed upon the public. 
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List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Freedom of information, 
Inventions and patents, Reporting and record keeping require- 
ments. 


For the reasons set out in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trade- 
marks by U.S.C. § 6, the Patent and Trademark Ofice proposes 
toamend Title 37, Chapter I, Subchapter A of the Code of Federal 
Regulations as set forth below. The proposed addition is printed 
between arrows ( >» <@) and the deletions are shown between 
brackets ([ ] ). 


Part 1-Rules of Practice in Patent Cases 


(6S 
1. The authority citation for 37 CFR Part 1 would continue to read 
as follows: 


Authority: 35 U.S.C. § 6 unless otherwise noted. 


2. Section 1.14 is proposed to be amended by revising paragraph 
(d) to read as folows: 


§ 1.14 Patent application preserved in secrecy. 


eee K* 


(d) Any decision of the Board of Patent Appeals and Inter- 
erences, or any decision of the Commissioner on petition, not 
otherwise open to public inspection shall be published or made 
available for public inspection if: (1) The Commissioner be- 
lieves the decision involves an interpretation of patent laws or 
regulations that would be of important precedent value; and (2) 
the applicant, or any pariy involved in the interference, does not 
within >a time specified by the Commissioner<@ [two months] 
after being notified of the intention to make the decision public[,] 
object in writing on the ground that the decision dicloses a trade 
secret or other confidential information. If a decision discloses 
such information, the applicant or party shall indentify the 
deletions in the text of the decision considered necessary to 
protect the information. If it is considered the entire decision 
must be witheld from the public to protect such information, the 
applicant or party must explain why. Applicants or parties will be 
given time, not less than twenty days, to request reconsideration 
and seek court review before any portions of decisions are made 
public over thier objection. See § 2.27 for trademark applica- 
tions. 


DOUGLAS B. COMER 
Acting Assistant Secretary and 
Commisssioner of Patents 

and Trademarks 


[1117 O.G. 25] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
Docket No. 40104-4151 


Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its 
rules of practice in patent interference cases. The Patent Law 
Amendments Act of 1984, Public Law 98-622, §§ 201-202, 
abolished the Board of Appeals and Board of Patent Interfer- 
ences and created in their place a Board of Patent Appeals and 
Interferences which will decide ex parte appeals from adverse 
decisions of patent examiners and interference cases. The Patent 
and Trademark Office, through this amendment of its rules, 
intends to provide guidance on the procedures the Office will be 
following in conducting interference cases before the Board of 
Patent Appeals and Interferences. 

Date: The effective date of these rules is: Feb. 11, 1985. 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4025 (if no answer, message may be left at 
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703-557-4103) or by mail marked to his attention and addressed 
to Box 8, Commissioner of Patents and Trademarks, Washing- 
ton, D.C. 20231. 

Supplementary Information: The Patent and Trademark Office 
(PTO) conducts interference proceedings to determine who as 
between two or more applicants for patent or one or more 
applicants and one or more patentees is the first inventor of a 
patentable invention. Heretofore, the determination was made 
by a Board of Patent Interferences. The Patent Law Amendments 
Act of 1984, Public Law 98-622, §§ 201-202 combines the 
Board of Appeals and the Board of Patent Interferences into a 
single Board of Patent Appeals and Interferences (Board) and 
authorizes the Board to consider priority and patentability in 
interference cases. 

In view of the discretion given the Board under 35 U.S.C. § 
135(a), as amended by Public Law 98-622 (“The Board . ... may 
determine questions of patentability . . . .”), these new rules will 
apply to all interferences declared on or after Feb. 11, 1985, 
except in special circumstances, such as: (1) interferences which 
are declared as a result of a motion made in another interference 
which was pending before the Board before Feb. 11, 1985, (e.g., 
an interference declared as a result of a motion under 37 CFR § 
1.231 to declare an additional interference); (2) an interference 
related to another interference declared prior to Feb. 11, 1985 
(e.g., an interference involving a method of using a compound 
where an interference involving the same parties and the com- 
pound was declared prior to Feb. 11, 1985); and (3) an interfer- 
ence reinstituted after having been dissolved under the old rules 
(37 CFR §§ 1.201- 1.288)(e.g., an interference reinstituted after 
having been dissolved as a result of a motion under 37 CFR § 
1.231 to dissolve on the grounds of unpatentability where the 
applicant has obtzined allowance of the claims held unpatent- 
able in the decision on motions). 

Through these new rules the PTO seeks to improve interfer- 
ence procedure so that the rights of parties in interferences are 
determined at an early date and the overall process of examining 
patent applications which become involved in interferences is 
simplified. 

In order to obtain maximum input from the public prior to 
formally proposing revisions to the rules, on Aug. 1, 1983, the 
PTO published in the Federal Register an advance notice of 
proposed rulemaking for interference rules. 48 F.R. 34836- 
34855. The advance notice was not published in the Official 
Gazette. Twenty-one written comments were received. All com- 
ments are available for public inspection in Rm. 10C01, Crystal 
Gateway II, 1225 Jefferson Davis Hwy., Arlington, Va. 

On Jan. 30, 1984, the PTO published in the Federal Register 
a notice of proposed rulemaking. 49 F.R. 3768-3802. The notice 
was also published in the Official Gazette on Feb. 14, 1984. 1039 
O.G. 11; 1039 TMOG 11.The notice also appeared in the Bureau 
of National Affairs’ Patent, Trademark & Copyright Journal, 
Vol. 27, pp. 312-346 (Feb. 2, 1984), hereinafter “BNA.” Eight- 
een written comments were received in response to the notice of 
proposed rulemaking. The comments are analyzed herein. A 
hearing was held on May 15, 1984. Three individuals appeared 
at the hearing. Oral comments made at the hearing are also 
analyzed herein. The eighteen comments and copy of the tran- 
script of the hearing are available for public inspection in Rm. 
10C01, Crystal Gateway II, 1225 Jefferson Davis Hwy., Arling- 
ton, Va. 

The new rules for interferences are set forth herein in §§ 1.601 
through 1.688. The new rules replace entirely the present inter- 
ference rules (37 CFR §§ 1.201 through 1.288). A “six hundred” 
number series is used for the new rules. The use of a six hundred 
number series for the new rules will permit interested individuals 
to research published decisions (e.g., F.2d, USPQ) or computer- 
ized legal research services (e.g., LEXIS) citing the new 
rules. 

An index of the headings of §§ 1.601-1.688 and a table 
correlating 37 CFR §§ 1.201 through 1.288 (old rules) to §§ 
1.601 through 1.688 (new rules) appears below. 

Under the new rules, interferences are decided by the Board. 
The Board has jurisdiction to determine (1) priority of invention, 
(2) patentability of any claim corresponding to a count both as to 
applicants and patentees, (3) any issue of interference-in-fact as 
to any count, and (4) any other issue necessary to resolve the 
interference. The rules permit an interference to be declared on 
the basis of a single count defining one patentable invention in 
interferences involving patents as well as applications. The 
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Board also has jurisdiction to determine whether counts are 
patentably distinct. 

When an interference is declared, an examiner-in-chief is 
assigned to handle the interlocutory stages of the interference. 
An examiner having full signatory authority determines when 
one or more applications or one or more applications and a patent 
claim the same patentable invention. When the examiner makes 
such determination, the examiner will forward any involved 
applications or patents to the Board. The examiner will desig- 
nate, at the time the involved applications or patents are sent to 
the Board, the claims of any application and patent which 
correspond to each count. The examiner-in-chief can subse- 
quently designate additional claims to correspond to a count. The 
examiner-in-chief assigned to handle the interference will issue 
a notice to the parties declaring the interference. 

The object of the interference will be to resolve ail controver- 
sies as to all interfering subject matter defined by one or more 
counts. A final decision in the interference will determine who, 
if anyone, is entitled to claims which correspond to a count. Any 
decision adverse to an applicant by the Board will constitute a 
final refusal by the PTO to that applicant of the claims involved. 
Any decision adverse to a patentee constitutes cancellation from 
the patent of the claims involved. 

Any decision by the Board on any issue is binding on the 
examiner and would govern further proceedings in the PTO. 

The designation of a single examiner-in-chief to handle the 
interlocutory phases of an interference will permit better man- 
agement of, and control over, interference proceedings. The 
rules provide that times be set and the examiner-in-chief exercise 
control over proceedings in the interference such that pendency 
of the interference before the Board from declaration to final 
decision will not normally exceed 24 months. The examiner-in- 
chief should be familiar with the history of the interference and 
will be accessible to counsel for the parties. For example, an 
examiner-in-chief, where appropriate, may conduct telephone 
conference calls to obtain agreement of the parties on the setting 
of schedules. The rules also permit the examiner-in-chief to hold 
hearings in the PTO or by conference telephone call in order to 
expedite or settle interlocutory issues in interferences. Any 
hearing can be transcribed by a court reporter under such condi- 
tions as an examiner-in-chief or the Board deems appropriate. 
The examiner-in-chief, where appropriate, will be available by 
phone to rule on the admissibility of evidence in the event parties 
encounter unusual problems during the taking of depositions. 
The examiner-in-chief will also be available to rule on requests 
for production of documents which take place during cross- 
examination. Oral orders given by phone will be followed by 
written orders. 

At the time an interference is declared, the examiner-in-chief 
will set a time for filing preliminary motions. The preliminary 
motions can include: 


(1) A motion for judgment on the ground that a claim corre- 
sponding to the count is not patentable to an opponent under 35 
U.S.C. §§ 102, 103, 112, or any other provision of law. 

(2) A motion for judgment on the ground that there is no 
interference-in-fact between the claims of the opponents in the 
interference. 

(3) A motion to add or to substitute new counts, to amend a 
claim corresponding to a count, to designate an application or 
patent claim to correspond to a count, to designate an application 
or patent claim as not corresponding to a count, or to require an 
applicant to present a claim to be designated to correspond to a 
count. 

(4) A motion to substitute another application for the applica- 
tion involved in the interference or to add an application for 
reissue to the interference. 

(5) A motion to declare another interference. 

(6) A motion to be accorded the benefit of an earlier applica- 
tion or to attack the benefit of an earlier application which has 
been accorded to an opponent. 

Other motions are permitted as necessary, such as a motion to 


*It should be recognized that the decision of the Board following the final hearing may 
not terminate the interference. For example, if the order to show cause resulted from 
an Examiner-in-chief’s grant of a motion for judgment, and the Board after final 
hearing reversed the Examiner-in-chief’s decision, the case might then proceed to the 
taking of priority testimony. The Board's decision would however be final with regard 
to the basis of the motion for judgment. 
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amend the count and/or a claim corresponding to the count in 
response to a preliminary motion for judgment. 

Oppositions to motions are permitted if filed within a time set 
by the examiner-in-chief. Replies are also authorized. Papers 
which are not authorized by the rules or requested by the 
examiner-in-chief can be returned unfiled. 

A preliminary statement will be filed prior to or concurrently 
with the preliminary motions outlined above. 

Motions will be decided by an examiner-in-chief, who may 
consult with an examiner on questions of patentability which 
have not previously been decided by the examiner. The exam- 
iner-in-chief may grant a motion, deny a motion, defer consid- 
eration on the merits of a motion to final hearing, or take such 
other action with respect to a motion as may be appropriate, e.g., 
dismiss an entirely inappropriate motion. 

At the time preliminary motions are decided, the preliminary 
statements will be opened. If a decision on a motion or inspection 
of the preliminary statement results in entry of an order to show 
cause why a judgment should not be entered, the party against 
whom judgment might be entered can request a hearing before 
the examiner-in-chief and two additional examiners-in-chief. 
The decision will govern further proceedings. If adverse, the 
decision will constitute a final agency action. If favorable, the 
interference will proceed before the examiner-in-chief. 

After preliminary motions are decided and assuming judg- 
ment does not result, a period may be set for the parties to file 
motions for additional discovery. The scope of the additional 
discovery would be the same as under current practice. 

When atime period is set for filing discovery motions, or after 
discovery has closed, the examiner-in-chief will set a period for 
taking testimony. Any party wishing to take the testimony of a 
witness can elect to have the testimony of the witness taken by 
deposition or presented by affidavit. A transcript of an ex parte 
deposition can be used as an affidavit. If an affidavit is presented, 
the opposing party may then cross-examine on oral deposition. 
Any redirect will take place at the deposition. The party calling 
the witness is responsible for securing a court reporter and filing 
the transcript and record associated with cross-examination of its 
witness. 

In the event a party needs testimony from a third-party who 
will not appear unless a subpoena is issued, including a hostile 
witness, direct and cross-examination testimony may be taken 
on oral deposition. The rules provide that prior authorization of 
an examiner-in-chief is required before a party can take testi- 
mony by issuance of a subpoena under 35 U.S.C. {g49 24. The 
rule thus adopts the policy of Sheehan v. Doyle, 513 F.2d 895, 
898, 185 USPQ 489, 492 (ist Cir.), cert. denied, 423 U.S. 874 
(1975), and Sheehan v. Doyle, 529 F.2d 38, 40, 188 USPQ 545, 
546 (Ist Cir.), cert. denied, 429 U.S. 870 (1976), rehearing 
denied, 429 U.S. 987 (1976), and rejects the policy announced in 
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95, 101-102 
(Sth Cir. 1979). Testimony obtained in other proceedings, e.g., 
another interference or an infringement action, may be used if 
otherwise admissible. 

Under the rules, the Federal Rules of Evidence are made 
applicable to interferences, except for those portions which 
relate to criminal actions, juries, and other matters not relevant to 
interferences. Those portions include: 


(1) Rule 103(c). 

(2) Rule 104(c), (d), and (e). 

(3) The language in Rule 105 which reads “and instruct the 
jury accordingly.” 

(4) Rule 201(g). 
(5) The language in Rule 403 which reads “or misleading the 
jury.” 

(6) Rule 404(a)(1) and (2). 

(7) The word “charge” in Rule 405(b). 

(8) The language “or criminal” and proviso (ii) in Rule 410. 

(9) Rule 412. 

(10) Rule 606. 

(11) The language “whether by an accused” and “other” in 
the last sentence of Rule 607. 

(12) The provisions of the first sentence of Rule 611 (c) 
relating to leading questions on direct examination do not apply 
to statements made in an affidavit authorized to be filed under the 
rules. 

(13) The language “Except as otherwise provided in criminal 
proceedings by section 3500 of title 18, United States Code” and 
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“except that in criminal cases when the prosecution elects not to 
comply, the order shall be one striking the testimony or, if the 
court in its discretion determines that the interests of justice so 
require, declaring a mistrial” in Rule 612. 

(14) Rule 614. 

(15) Rule 706. 

(16) The language “excluding, however, in criminal cases 
matters observed by police officers and other law enforcement 
personnel” and “and against the Government in criminal cases” 
in Rule 803(8). 

(17) The language “but not including, when offered by the 
Government in a criminal prosecution for purposes other than 
impeachment, judgments against persons other than the second” 
in Rule 803(22). 

(18) The language “prosecution for homicide or in a” in Rule 
804(b)(2). 

(19) The language “A statement tending to expose the declar- 
ant to criminal liability and offered to exculpate the accused is 
not admissible unless corroborating circumstances clearly indi- 
cate the trustworthiness of the statement” in Rule 804(b)(3). 

(20) Rule 1101(a), (b), (d)(2), (d)(3), and (e). 


The examiner-in-chief will set a period for filing the record 
and briefs. Oral hearings normally will be held before a panel 
consisting of the examiner-in-chief assigned to the interference 
and two other examiners-in-chief. The panel will render a final 
decision in the interference. Requests for reconsideration are 
permitted. 

In rendering its decision, the Board will consider only that 
evidence which can be made available to the public under § 
1.11(a). Accordingly, the Board will not consider evidence 
which is submitted under a protective order issued by a court if 
release of that evidence under § 1.11(a) would be inconsistent 
with the terms of the court’s order. 

A final decision of the Board is reviewable in the U.S. Court 
of Appeals for the Federal Circuit or an appropriate U. S. district 
court. Any reviewing court can review all aspects of the decision 
including patentability, priority, and all relevant interlocutory 
orders, such as denials of discovery. 

Except as noted above, these new rules are applicable to all 
interferences declared on or after Feb. 11, 1985. Interferences 
declared prior to Feb. 11, 1985, continue to be governed by the 
prior rules (37 CFR §§ 1.201-1.288 (July 1, 1984)) and will be 
decided by personnel of the Board of Patent Appeals and Inter- 
ferences. Actions presently taken by a patent interference exam- 
iner or examiners of interferences will be taken by an examiner- 
in-chief. 

An anticipated time schedule for a two-party interference 
follows. 

Sections 1.601 through 1.688 would introduce new concepts 
in interference practice. Some of the more significant aspects of 
the rules, as well as some of the new concepts, include the 
following. 

Section 1.1 codifies a practice announced in a Commis- 
sioner’s Notice of Nov. 28, 1983, “Mailing of Papers to the PTO 
in Patent Interference Proceedings,” 1037 Official Gazette 25 
(Dec. 27, 1983) and authorizes a party in an interference to direct 
mail to the PTO intended for the interference to a special box in 
the Mail Room for interference papers. Amendments copying 
claims which are filed prior to the time an interference is declared 
would continue to be addressed in accordance with § 1.5(a). 

Section 1.5 provides that when a paper filed in the PTO 
concerns an interference which has been declared, it should state 
the names of the parties (e.g., Smith v. Jones) and the number of 
the interference. The name of the examiner-in-chief assigned-to 
the interference (§ 1.610) and the name of the party filing the 
paper should also appear conspicuously on the first page of the 
paper. Identification of the examiner-in-chief assigned to the 
interference and the name of the party filing the paper will greatly 
assist the Board in its administration of interference cases. 

Section 1.8 excludes from the certificate of mailing practice 
any paper in an interference which an examiner-in-chief orders 
filed by hand or “Express Mail.” Papers filed by “Express Mail” 
in an interference case would be addressed as set forth in § 1.1(e). 

Section 1.11 sets forth when the interference file would 
become available to the public without a petition for access. 

Section 1.48 provides that when a request is filed to correct 
inventorship of an application involved in an interference, the 
request shall comply with the requirements of § 1.48 and shall be 
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accompanied by a motion under § 1.634. The request will be 
placed in the file of the application and the motion will be placed 
in the file of the interference. The request will be decided as part 
of the interference. 

Section 1.138 permits an attorney or agent to sign and file a 
paper abandoning an application involved in an interference. 

Section 1.196 more clearly sets forth the options open to an 
applicant when the Board makes a new ground of rejection under 
§ 1.196(b). The last sentence of paragraph (b)(1) is intended to 
clarify practice in certain situations. One situation involves a 
case where (1) the Board affirms an examiner’s rejection of a 
“first” claim and makes a new ground of rejection under 
§ 1.196(b) of a “second” claim, (2) the applicant elects to have 
further proceedings before the examiner on the new ground of 
rejection on the second claim, and (3) those proceedings do not 
result in a further appeal (i.e., the second claim is allowed or is 
cancelled). The last sentence of § 1.196(b)(1) permits the Board 
to make its decision final on the first claim. By making its 
decision final on the first claim, the time period under § 1.304 for 
seeking judicial review begins. Another situation involves a case 
where (1) the Board affirms an examiner’s rejection of a claim 
over reference A, (2) the Board also enters a new ground of 
rejection of the claim over reference B, (3) the applicant elects to 
have further proceedings before the examiner on the new ground 
of rejection, and (4) those proceedings result in applicant over- 
coming the new ground of rejection based on reference B. The 
last sentence of § 1.196(b)(1) permits the Board to make its 
decision final as to its affirmance of the rejection over reference 
A. Entry of an order making its decision final would start the 
period under § 1.304 for seeking judicial review. Thus, an 
applicant does not forego possible judicial review by electing 
further prosecution before the examiner when a new ground of 
rejection is made by the Board. Under paragraph (d), a recom- 
mendation by the Board that an allowed claim be rejected is 
binding on the examiner (rather than being a mere recommenda- 
tion as was previously the case) in the absence of (1) an amend- 
ment, (2) showing of facts by affidavit or other appropriate 
evidence, or (3) both. The last sentence of paragraph (d) is 
intended to clarify that the Board may enter a final decision in 
certain circumstances. When the Board affirms an examiner’s 
rejection of a “first” claim and makes a recommendation under 
paragraph (d) as toa “second” claim, the application is remanded 
to the examiner and the Board’s decision affirming the rejection 
of the first claim is not a final decision. If proceedings before the 
examiner on remand do not result in a further appeal (i.e., the 
second claim is allowed or is cancelled), the Board may then 
make its decision final as to the first claim. By making its 
decision final as to the first claim, the time period under § 1.304 
for seeking judicial review starts. Thus, an applicant does not 
forego judicial review on the first claim merely because of the 
remand proceedings with respect to the second 
claim. 

Most of the current interference rules (§§ 1.201 through 1.247 
and 1.25} through 1.288) are removed, but will continue to 
govern interferences declared prior to Feb. 11, 1985. Section 
1.248 is retained and governs service of papers in all patent cases 
except interference proceedings. Section 1.646 governs service 
of papers in interference proceedings. 

Under § 1.292, it is intended to modify public use proceed- 
ings only to the extent that public use and on sale issues which 
arise during an interference shall be raised by a preliminary 
motion under § 1.633(a). There is no fee for filing the motion in 
the interference, but.a fee would continue to be necessary when 
a petition is filed for institution of a public use proceeding apart 
from an interference. When a public use proceeding is instituted 
apart from an interference; the Commissioner will designate an 
appropriate official to conduct the proceeding including the 
setting of times for taking testimony under §§ 1.671 through 
1.685. There will continue to be no “additional discovery” (see 
§§ 1.687 and 1.688) in public use proceedings. 

Section 1.304 makes clear that the provisions of § 1.136 do 
not apply when judicial review is sought of a decision of the 
Board of Patent Appeals and Interferences in (1) a reexamination 
proceeding or (2) an interference. An extension of time to seek 
judicial review of a decision of the Board in a reexamination 
proceeding may be obtained under § 1.550(c). An extension of 
time to seek judicial review of a decision of the Board in an 
interference proceeding may be obtained under § 1.645. Section 
1.304 also establishes an “excusable neglect” standard for seek- 
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ing judicial review in interference cases when a notice of appeal 
is untimely filed or a civil action is not timely commenced. The 
excusable neglect standard is intended to be the same as the 
standard under Rule 4(a)(5) of the Federal Rules of Appellate 
Procedure. 

Section 1.322 provides that when a request for a certificate of 
correction under 35 U.S.C. § 254 (PTO mistake) is filed to make 
a correction of a patent involved in an interference, the request 
shall comply with the requirements of § 1.322 and shall be 
accompanied by a motion under § 1.635. The request will be 
placed in the file of the patent and the motion will be placed in the 
file of the interference. The request will be decided as part of the 
interference. 

Section 1.323 provides that when a request for a certificate of 
correction under 35 U.S.C. § 255 (patentee’s mistake) is filed to 
make a correction of a patent involved in an interference, the 
request shall comply with the requirements of § 1.323 and shall 
be accompanied by a motion under § 1.635. The request will be 
placed in the file of the patent and the motion will be placed in the 
file of the interference. The request will be decided as part of the 
interference. 

Section 1.324 provides that when a request is filed to correct 
inventorship of a patent involved in an interference, the request 
shall comply with the requirements of § 1.324 and shall be 
accompanied by a motion under proposed § 1.634. The request 
will be placed in the file of the patent and the motion will be 
placed in the file of the interference. The request will be decided 
as part of the interference. 

Section 1.565 provides that wlien a patent is involved in an 
interference proceeding and a reexamination proceeding, both 
the interference proceeding and the reexamination proceeding 
will continue unless one of the proceedings is stayed. A stay of 
a reexamination proceeding will be made by the Commissioner. 
A stay of an interference proceeding will be made by an exam- 
iner-in-chief, subject to review by the Commissioner. Section 
1.565 continues the present practice of the Commissioner deter- 
mining in every instance whether to stay a reexamination pro- 
ceeding when the patent involved in the reexamination proceed- 
ing is sought to be reissued or becomes involved in litiga- 
tion. 

Under § 1.601, the rules shall be construed to secure the just, 
speedy, and inexpensive determination of interferences. Section 
1.601 defines various terms used in Subpart E including “addi- 
tional discovery,” “affidavit,” “case-in-chief,” “case-in-rebut- 
tal,” “count,” “effective filing date,” “filing date,” “interfer- 
ence,” “interference-in-fact,” “junior party,” “lead” attorney, 
“party,” “phantom count,” “same patentable invention,” “sepa- 
rate patentable invention,” “senior party,” “sworn,” and “United 
States.” “Affidavits” include declarations under 35 U.S.C. § 25 
and 37 CFR § 1.68 as well as statutory declarations under 28 
U.S.C. § 1746. The definition of “United States” is the same as 
the definition of United States in 35 U.S.C. § 100(c). 

The definition of “interference” permits an interference be- 
tween one or more applications and one or more patents. Thus, 
these new rules follow the policy of Wilson v. Yakel, 1876 Dec. 
Comm’r. Pat. 245 (Comm’r.Pat. 1876) and, to the extent incon- 
sistent therewith, do not follow the policy announced in Touval 
v. Newcombe, 194 USPQ 509 (Comm’r.Pat. 1976). However, in 
view of the statutory requirement for the presence of at least one 
application in an interference, if an applicant were to concede 
priority or otherwise be terminated from an interference involv- 
ing ently one application and more than one patent, the interfer- 
ence wouid have to be terminated for lack of subject matter 
jurisdiction unless one or more of the patentees filed an applica- 
tion for reissue which could be added to the interference under 
§ 1.633(h). A “count” defines interfering subject matter. An 
interference may have two counts only if the second count 
defines a “separate patentable invention” from the first count. 
The reason the second count must define a separate patentable 
invention is to permit the PTO to lawfully issue separate patents 
to different parties in an interference when a single party does not 
prevail as to all counts. A “separate patentable invention’’ is 
defined in§ 1.601(n): 


Invention (A) is a “separate patentable invention” with 
respect to invention (B) when invention (A) is new (35 
U.S.C. § 102) and non-obvious (35 U.S.C. § 103) in view 
of invention (B) assuming invention (B) is prior art with 
respect to invention (A). 
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Section 1.602(a) continues the present PTO practice (37 CFR 
§ 1.201(c)) of not declaring or continuing an interference be- 
tween (1) two or more applications owned by the same party or 
(2) an application and a patent owned by a single party unless 
good cause is shown. A corporation and its wholly-owned 
subsidiary are considered a “single party” within the meaning of 
§ 1.602(a). Under prior rules, when a patent and an application 
involved in an interference became commonly owned, the inter- 
ference was not “dissolved.” Rather, the PTO required that the 
interference be terminated with a judgment. Chillas v. Weisberg, 
1928 Dec. Comm’r. Pat. 24 (Comm’r.Pat. 1928); Malone v. 
Toth, 202 USPQ 397 (Comm’r.Pat. 1978); and Morehouse v. 
Armbruster, 209 USPQ 514 (Comm’r.Pat. 1980). Under these 
new rules, all interferences, including those involving only 
applications, will be terminated with a judgment. As noted in 
Chillas v. Weisberg, supra at 25 “the common owner can allow 
a judgment against the junior party to be rendered by default or 
it can file a concession of priority from one party to the other.” 
Paragraphs (b) and (c) of § 1.602 continue the present PTO 
practice (37 CFR § 1.201(c)) of requiring a party to notify the 
PTO of any real party in interest not apparent on the face of the 
notice declaring the interference (see § 1.611) or of any change 
in the real party in interest after the interference is declared. The 
PTO needs to know the identity of any real party in interest to 
properly enforce § 1.602(a) and to enable an examiner-in-chief 
to determine whether recusal is necessary or appropriate. A new 
requirement in paragraphs (b) and (c), not present in 37 CFR § 
1.201(c), is a 20-day time period for advising the PTO of the 
identity of, or any change in, the real party in interest. 

Under §§ 1.601(f), 1.603, and 1.606, the interfering subject 
matter would be defined by one or more counts. All the claims in 
an application or a patent which define the same patentable 
invention as a count would be designated to correspond to the 
count. An interference would have two counts only if one count 
defines a separate patentable invention from another count. 
Under § 1.606, at the time an interference is declared between a 
patent and an application, a count would not be narrower in scope 
than any patent claim which corresponds to the count. Thus, a 
patent claim would be presumed, subject to a motion under § 
1.633(c), not to embrace “separate patentable inventions.” Some 
examples illustrate how the PTO would formulate counts and 
designate patent and application claims to correspond to 
counts. 

Example 1: Application A contains patentable claim 1 (en- 
gine). Application B contains patentable claim 8 (engine). If an 
interference is declared, there would be one count (engine). 
Claim 1 of application A and claim 8 of application B would be 
designated to correspond to the count. 

Example 2: Application C contains patentable claims | (en- 
gine) and 2 (6-cylinder engine). Application D contains patent- 
able claim 8 (engine). An engine and a 6-cylinder engine define 
the same patentable invention. If an interference is declared, 
there would be one count (engine). Claims | and 2 of application 
C and claim 8 of application D would be designated to corre- 
spond to the count. 

Example 3: Application E contains patentable claims | (en- 
gine), 2 (6-cylinder engine), and 3 (engine with a platinum 
piston). Application F contains patentable claims 11 (engine) 
and 12 (8-cylinder engine). Claims | and 2 of application E and 
claims 11 and 12 of application F define the same patentable 
invention. Claim 3 of application E defines a separate patentable 
invention from claims | and 2 of application E and claims 11 and 
12 of application F. If an interference is declared, there would be 
one count (engine). Claims 1 and 2 of application E and claims 
11 and 12 of application F would be designated to correspond to 
the count. Claim 3 of application E would not be designated to 
correspond to the count. 

Example 4: Application G contains patentable claims | (en- 
gine), 2 (6-cylinder engine), and 3 (engine with a platinum 
piston). Application H contains patentable claims 11 (engine) 
and 15 (engine with a platinum piston). Claims 1 and 2 of 
application G and claim 11 of application H define the same 
patentable invention. Claim 3 of application G and claim 15 of 
application H define a separate patentable invention from claims 

1 and 2 of application G and claim 11 of application H. If an 
interference is declared, there would be two counts: Count 1 
(engine) and Count 2 (engine with a platinum piston). Claims 1 
and 2 of application G and claim 11 of application H would be 
designated to correspond to Count 1. Claim 3 of application G 
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and claim 15 of application H would be designated to correspond 
to Count 2. 

Example 5: Application J contains patentable claims 1 (en- 
gine), 2 (combination of an engine and a carburetor) and 3 
(combination of an engine, a carburetor, and a catalytic con- 
verter). Application K contains patentable claims 31 (engine), 32 
(combination of an engine and a carburetor), and 33 (combina- 
tion of an engine, a carburetor, and an air filter). The engine, 
combination of an engine and carburetor, and combination of an 
engine, carburetor, and air filter define the same patentable 
invention. The combination of an engine, carburetor, and cata- 
lytic converter define a separate patentable invention from en- 
gine. If an interference is declared, there would be one count 
(engine). Claims 1 and 2 of application J and claims 31, 32, and 
33 of application K would be designated to correspond to the 
count. Claim 3 of application J would not be designated as 
corresponding to the count. 

Example 6: The PTO will continue to follow Waldeck v. 
Lewis, 120 USPQ 88 (Comm’r.Pat. 1955). Application L con- 
tains patentable claims 1 (Markush group of benzene or toluene), 
2 (benzene), and 3 (toluene). Application M contains patentable 
claim 11 (benzene). Benzene and toluene define the same patent- 
able invention. If an interference is declared, there would be one 
count (Markush group of benzene or toluene). Claims 1, 2, and 
3 of application L and claim 11 of application M would be 
designated to correspond to the count. 

Example 7: Application N contains patentable claim 1 (ben- 
zene). Application P contains patentable claim 11 (xylene). 
Benzene and xylene define the same patentable invention. If an 
interference is declared, there would be one count (benzene or 
xylene). Claim 1 of application N and claim 11 of application P 
would be designated to correspond to the count. 

Example 8: Application Q contains patentable claims 1 
(Markush group of benzene or chloroform), 2 (benzene), and 3 
(chloroform). Application R contains patentable claim 33 (ben- 
zene). If benzene and chloroform define the same patentable 
invention and an interference is declared, there would be one 
count (Markush group of benzene or chloroform). Claims 1, 2, 
and 3 of application Q and claim 33 of application R would be 
designated to correspond to the count. If chloroform defines a 
separate patentable invention from benzene and an interference 
is declared, there would be one count (benzene). Claims 1 and 
2 of application Q and claim 33 of application R would be 
designated to correspond to the count. Claim 3 of application Q 
would not be designated to correspond to the count. 

Example 9: Application S contains patentable claims 1 
(Markush group of benzene or chloroform), 2 (benzene), and 3 
(chloroform). Application T contains patentable claims 11 
(Markush group of benzene or chloroform), 12 (benzene), and 
13 (chloroform). If benzene and chloroform define the same 
patentable invention and an interference is declared, there would 
be one count (Markush group of benzene or chloroform). Claims 
1, 2, and 3 of application S and claims 11, 12, and 13 of 
application T would be designated to correspond to the count. 
The PTO will continue to adhere to Becker v. Patrick, 47 USPQ 
314 (Comm’r.Pat. 1939). An interference can have two counts 
only if one covnt defines a separate patentable invention from 
another couni. If chloroform defines a separate patentable inven- 
tion from benzene and an interference is declared, there would be 
two counts: Count | (benzene) and Count 2 (chloroform). Claims 
1 and 2 of application S and claims 11 and 12 of application T 
would be designated to correspond to Count 1. Claims 1 and 3 of 
application S and claims 11 and 13 of application T would be 
designated to correspond to Count 2. 

Example 10: Patent A contains claim 1 (engine). Application 
U contains patentable claim 11 (engine). If an interference is 
declared, there would be one count (engine). Claim 1 of patent A 
and claim 11 of application U would be designated to correspond 
to the count. 

Example 11: Patent B contains claims 1 (engine) and 2 (6- 
cylinder engine). Application V contains patentable claim 8 
(engine). An engine and a 6-cylinder engine define the same 
patentable invention. If an interference is declared, there would 
be one count (engine). Claims 1 and 2 of patent B and claim 8 of 
application V would be designated to correspond to the 
count. 

Example 12: Patent C contains claims 1 (engine), 2 (6- 
cylinder engine), and 3 (engine with a platinum piston). Appli- 
cation W contains patentable claims 11 (engine) and 12 (8 
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cylinder engine). Claims 1 and 2 of patent C and claims 11 and 
12 of application W define the same patentable invention. Claim 
3 of patent C defines a separate patentable invention from claims 
1 and 2 of patent C and claims 11 and 12 of application W. If an 
interference is declared, there would be one count (engine). 
Claims 1 and 2 of patent C and claims 11 and 12 of application 
W would be designated to correspond to the count. Claim 3 of 
patent C would not be designated to correspond to the count. 

Example 13: Patent D contains claim 1 (engine), 2 (6-cylinder 
engine), and 3 (engine with a platinum piston). Application X 
contains patentable claims 11 (engine) and 15 (engine with a 
platinum piston). Claims 1 and 2 of patent D and claim 11 of 
application X define the same patentable invention. Claim 3 of 
patent D and claim 15 of application X define a separate patent- 
able invention from claims | and 2 of patent D and claim 11 of 
application X. If an interference is declared, there would be two 
counts: Count | (engine) and Count 2 (engine with a platinum 
piston). Claims | and 2 of patent D and claim 11 of application 
X would be designated to correspond to Count 1. Claim 3 of 
patent D and claim 15 of application X would be designated to 
correspond to Count 2. 

Example 14: Patent E contains claims 1 (Markush group of 
benzene or toluene), 2 (benzene), and 3 (toluene). Application Y 
contains patentable claim 11 (benzene). Benzene and toluene 
define the same patentable invention. If an interference is de- 
clared, there would be one count (Markush group of benzene or 
toluene). Claims 1, 2, and 3 of patent E and claim 11 of applica- 
tion Y would be designated to correspond to the count. 

Example 15: In this example, the claims of patent E and 
application Y in Example 14 are reversed. Patent E contains 
claim 1 (benzene). Application Y contains patentable claims 11 
(Markush group of benzene or toluene), 12 (benzene), and 13 
(toluene). If an interference is declared, the count would be the 
same as the count in Example 14—(Markush group of benzene 
or toluene). Claim 1 of patent E and claims 11, 12, and 13 of 
application Y would be designated to correspond to the count. 

Example 16: The PTO will ccntinue to follow cases such as 
Case v. CPC International, Inc., 730 F.2d 745, 221 USPQ 196 
(Fed. Cir. 1984); cert. denied, 105 S.Ct. 233 (1984); Aelony v. 
Ami, 547 F.2d 566, 192 USPQ 486 (CCPA 1977); and Nitz v. 
Ehrenriech, 537 F.2d 539, 190 USPQ 413 (CCPA 1976), and 
declare interferences where interfering patent and application 
claims are mutually exclusive provided the claims define the 
same patentable inventicn. Patent F contains claim | (benzene). 
Application Z contains patentable claim 11 (xylene). Benzene 
and xylene define the same patentable invention. If an interfer- 
ence is declared, there would be one count (benzene or xylene). 
Claim 1 of patent F and claim 11 of application Z would be 
designated to correspond to the count. 

Example 17: It will be the practice of the PTO under § 1.606 
to initially declare interferences with counts which are identical 
to or broader than patent claims which correspond to the counts. 
A single patent claim would be presumed, subject to a motion 
under § 1.633(c), not to define separate patentable inventions. 
Patent G contains claim 1 (Markush group of benzene or chloro- 
form), 2 (benzene), and 3 (chloroform). Application AA con- 
tains patentable claim 33 (benzene). If an interference is de- 
clared, initially it would be presumed by the PTO, subject to a 
later motion under § 1.633(c), that benzene and chloroform 
define the same patentable invention. There would be one count 
(Markush group of benzene or chloroform). Claims 1, 2, and 3 of 
patent G and claim 33 of application AA would be designated to 
correspond to the count. If a party believes benzene and chloro- 
form define separate patentable inventions, that party could file 
a motion under § 1.633(c) to redefine the count and the claims 
corresponding to the counts. 

Example 18: Patent H contains claims 1 (Markush group of 
benzene or chloroform), 2, (benzene), and 3 (chloroform). Ap- 
plication AB contains patentable claims 11 (Markush group of 
benzene or chloroform), 12 (benzene), and 13 (chloroform). 
Benzene and chloroform initially would be presumed, subject to 
a motion under § 1.633(c), to define the same patentable inven- 
tion, because they are recited as a Markush group in a single 
patent claim. If an interference is declared, there would be one 
count (Markush group of benzene or chloroform). Claims 1, 2, 
and 3 of patent H and claims 11, 12, and 13 of application AB 
would be designated to correspond to the count. If a party 
believes benzene and chloroform define separate patentable 
inventions, the party could move under § 1.633(c) to substitute 
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acount (benzene) for (Markush group of benzene or chloroform) 
and to add a count (chloroform). See Example 36. 

Example 19: Under § 1.606, the PTO will continue to follow 
the practice announced in Ex parte Card and Card, 1904 
Dec.Comm’r.Pat. 383 (Comm’r.Pat. 1904). Patent J contains 
claim 1 (method of mixing, grinding, and heating). Application 
AC contains patentable claim 8 (method of mixing and heating) 
and does not disclose or claim a grinding step. In the context of 
the inventions disclosed in patent J and application AC, a method 
of mixing, grinding, and heating is the same patentable invention 
as a method of mixing and heating. Under current practice, it 
would be said that “grinding” is an “immaterial” limitation in 
claim | of patent J. Under § 1.606, the fact application AC does 
not disclose grinding would not preclude an interference. If an 
interference is declared, there would be one count (method of 
mixing and heating). Claim | of patent J and claim 8 of applica- 
tion AC would be designated to correspond to the count. 

Under § 1.605, timely filing of an amendment presenting a 
claim suggested by the examiner for purposes of an interference 
would stay ex parte proceedings in the application in which the 
claim is presented pending a determination by the examiner of 
whether an interference will be declared. Also under 
§ 1.605(a), when an examiner suggests a claim, the applicant will 
be required to copy verbatim the suggested claim. At the time the 
suggested claim is copied, however, the applicant may also (1) 
call the examiner’s attention to other claims already in the 
application or which are presented with the copied claim and (2) 
explain why the other claims would be more appropriate to be 
included in any interference which may be declared. 

Under § 1.607(b), when an applicant seeks an interference 
with a patent, e.g., by copying claims from the patent, examina- 
tion of the application including any appeal would be handled 
with special dispatch within the PTO. “Special dispatch” would 
be construed to be the same as special dispatch in a reexamina- 
tion proceeding. See 35 U.S.C. § 305. 

Under § 1.608, the PTO will continue current practice (37 
CFR § 1.204(c)) of requiring an applicant seeking to provoke an 
interference with a patent to submit evidence which demon- 
strates that the applicant is prima facie entitled to a judgment 
relative to the patentee. Evidence would be submitted only when 
the earlier of the filing date or effective filing date of the 
application is more than three months after the earlier of the filing 
date or effective filing date under 35 U.S.C. {g49 120 of the 
patent. The evidence may relate to patentability and need not be 
restricted to priority. When the evidence (1) consists of prior 
printed publications and patents and (2) shows that the claims of 
the application are not patentable, the claims in the application 
would be rejected and the applicant could file a request for 
reexamination of the patent. 

Section 1.609 sets forth what an examiner shall forward to the 
Board when an interference is declared. For the most part, § 
1.609 continues current practice. However, under § 1.609(b)(3), 
the examiner would identify all claims in an application which 
the examiner believes are patentable over the proposed counts. 
Thus, a claim in an application would either correspond to a 
count or would be indicated as being patentable over the count. 
For instance, in Example 3, supra, the examiner would indicate 
that (1) claims 1 and 2 of application E and claims 11 and 12 of 
application F correspond to the count and (2) claim 3 of applica- 
tion E defines a separate patentable invention from the count. 

Under § 1.610, each interference will be declared by an 
examiner-in-chief. The examiner-in-chief enters all interlocu- 
tory orders in the interference. As necessary, another examiner- 
in-chief may act in place of the examiner-in-chief assigned to the 
interference. At the discretion of the examiner-in-chief assigned 
to the interference, a panel of two or more examiners-in-chief 
may enter an interlocutory order. The examiner-in-chief will set 
times and control proceedings such that pendency of the interfer- 
ence normally will not exceed 24 months. Under § 1.610(d), the 
examiner-in-chief is authorized to hold conferences. Any con- 
ference can be by a telephone conference call. Under § 1.610(e), 
an examiner-in-chief is authorized to determine a proper course 
of conduct for any situation not specifically covered by the rules. 

Under § 1.61 1(a), the PTO will normally notify each party at 
its correspondence address (37 CFR § 1.33(a)) that an interfer- 
ence is declared. This practice will save the PTO the administra- 
tive burden of sending multiple notices as is required by the 
present rules. Under § 1.61 1(a), the PTO could, in an appropriate 
circumstance, also send a notice to a patentee or an assignee. An 
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appropriate circumstance for sending an additional notice would 
be a situation where a patent was issued on the basis of an 
application filed under 37 CFR § 1.47. The matters to be speci- 
fied in a notice declaring an interference are set out in § 1.611(c). 
One item to be set out is the “order of the parties,” meaning the 
order in which the parties will take testimony. If Jones is the 
junior party and Smith is the senior party, the order of the parties 
is: Jones v. Smith. The order of the parties may change as a result 
of the granting of a motion under § 1.633(d), (f), or (g). Under § 
1.611(d), the notice declaring the interference may also set dates 
for filing preliminary statements, notices that preliminary state- 
ments have been filed, motions under § 1.633, oppositions to 
those motions, and replies to the oppositions. Alternatively, an 
examiner-in-chief may set those times in a separate order before 
or after consultation with counsel for the parties. Under § 
1.61 1(e), the PTO may place a notice in the Official Gazette each 
time an interference is declared involving a patent. The notice 
would make it easier for patent practitioners throughout the 
country to determine whether a given patent is or has been 
involved in an interference. 

Under § 1.612, except for affidavits under § 1.131 and any 
evidence and explanation under § 1.608(b) filed separate from 
an amendment, each party shall have access to the file of every 
other party after an interference is declared. The files of applica- 
tions and patents involved in an interference will be maintained 
if the Service Branch of the Board of Patent Appeals and 
Interferences for inspection and copying. Any explanation which 
is filed as part of an amendment or an amendment which 
discusses details contained in an affidavit under § 1.131 would 
not be sealed under § 1.612(a). Thus, § 1.612(a) continues the 
practice discussed in Moorman v. Martin, 103 USPQ 273 
(Comm’r.Pat. 1950) and Calvert, An Overview of Interference 
Practice, 62 J. Pat. Off. Soc’y. 290, 293 (1980). Under § 1.612(b), 
each party will have access to an opponent’s affidavit under § 
1.131 oran opponent’s evidence and explanation under § 1 .608(b) 
when a decision is rendered on motions under § 1.633. Under § 
1.612(c), a party would be required to serve any evidence and 
explanation under § 1.608(b) if an order to show cause is issued 
under § 1.617(a) and the party responds to the order under § 
1.617(b). Under § 1.612(d), the parties may agree to exchange 
copies of their respective files. 

Under § 1.613(a), when a party has appointed more than one 
attorney or agent of record, the party may be required to desig- 
nate a “lead” attorney or agent. A lead attorney or agent would 
be a registered attorney or agent of record who is primarily 
responsible for prosecuting an interference on behalf of a party 
and is the individual whom an examiner-in-chief can contact to 
set times and take other action in the interference. Section 
1.613(b) continues the practice of not permitting the same 
attomey or agent to represent two or more parties in an interfer- 
ence except as permitted by Chapter 1, see e.g., § 1.344. Under 
§ 1.613(c), an examiner-in-chief can make an appropriate in- 
quiry to determine whether an attorney or agent should be 
disqualified from representing a party. A final decision to 
disqualify an attorney or agent is made by the Commissioner 
under 35 U.S.C. § 32. 

Section 1.614 specifies when the Board gains jurisdiction 
over an interference. The section also indicates when an interfer- 
ence becomes a contested case within the meaning of 35 U.S.C. 
§ 24. A remand to the examiner is authorized and may be useful 
in certain situations, such as, when a party moves under § 
1.633(c) to add a proposed count which is broader than any count 
in an interference. Alternatively, an examiner-in-chief would be 
able to obtain informal opinions from examiners during the 
course of an interference. Nothing in the rules, however, is 
intended to authorize informal conferences between an exam- 
iner-in-chief and an examiner with respect to the merits of an 
application before the Board in an ex parte appeal from an 
adverse decision of the examiner. 

Section 1.616 permits an examiner-in-chief or the Board to 
impose appropriate sanctions against a party who fails to comply 
with the rules or with an order entered in the interference. 
Paragraphs (a) through (e) set forth some of the possible sanc- 
tions which can be entered. The particular sanction to be entered 
would depend on the facts of a given case and ordinarily would 
not be entered prior to giving the affected party an opportunity 
to present its views. An individual examiner-in-chief could not 
impose a sanction granting judgment inasmuch as entry of a 
judgment requires action by the Board. See § 1.610(a). A party 
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desiring sanctions imposed against an opponent could move 
under § 1.635 for entry of an order imposing sanctions. 

Section 1.617 retains summary judgment proceedings in 
those cases where a junior party applicant is required to file 
evidence and an explanation under § 1.608(b). To avoid sum- 
mary judgment, the junior party applicant must establish that it 
is prima facie entitled to judgment relative to the senior party 
patentee. For the most part, practice under § 1.617 will be the 
same as the current practice under 37 CFR § 1.228. The major 
changes would be the following: (1) A prima facie case could be 
based on patentability as well as priority. (2) A stricter standard 
would be imposed for presenting additional evidence after entry 
of an order to show cause. Under current practice (37 CFR § 
1.228), additional evidence may be submitted with a response to 
an order to show cause “when a showing in excuse of . . . [its] 
omission from the original” showing is made. The “good cause” 
showing required by § 1.617(b) imposes a stricter standard than 
was required under the prior rules. The stricter standard is 
necessary to encourage applicants copying claims from a patent 
to better prepare their initial showings under proposed § 1 .608(b). 
Under current practice, the Board of Patent Interferences has 
found that substantial time is lost in issuing orders to show cause 
based on an inadequate initial showing only to have an adequate 
showing made with the response to the order to show cause. 
Under the “good cause” standard, ignorance by a party or 
counsel of the provisions of the rules or the substantive require- 
ments of the law would not constitute good cause. (3) When an 
interference involves more than two parties, all opponents would 
be permitted to participate in summary judgment proceedings. 
Thus, the new rules overrule Chan v. Akiba v. Clayton, 189 
USPQ 621 (Comm’r.Pat. 1975). (4) Currently, an applicant must 
file two copies of its initial showing under 37 CFR § 1.204(c). 
Under § 1.608(b), a party would file only one copy of the 
showing. However, any party responding to an order to show 
cause would be required to serve a copy of its initial showing 
under § 1.608(b) with any response to the order to show cause. 
(5) A single examiner-in-chief may order an interference to 
proceed after issuance of an order to show cause under § 
1.608(b) and the filing of a response by an applicant under § 
1.617(b). Only the Board, however, may enter a summary 
judgment. See § 1.617(b). 

Under § 1.618, the PTO has authority to return to a party any 
paper presented in an interference which is not authorized by, or 
is not in compliance with the requirements of, Subpart E. When 
an improper paper is filed, a party may be given an opportunity 
to file a proper paper under such conditions as an examiner-in- 
chief may deem appropriate. Two examples of improper papers 
are: (1) replies to replies which are not authorized by the rules 
and (2) papers presented which have attached thereto a paper 
previously filed in the interference. 

Sections 1.621 through 1.629 govern preliminary statements 
which continue to be required in interference cases. 

Under § 1.621, a preliminary statement can be signed by any 
individual having knowledge of the facts (e.g., the inventor) or 
by an attorney or agent of record. Permitting an attorney or agent 
of record to sign a preliminary statement eliminates unnecessary 
mailing of papers between parties and their attorney or agent. 

Under § 1.622, the preliminary statement would identify the 
inventor who made the invention defined by each count. If the 
inventor identified in the preliminary statement is not an inventor 
named in the application or patent involved in the interference, 
a motion under § 1.634 must be diligently filed to correct 
inventorship. 

Sections 1.623, 1.624, and 1.625 respectively set out the 
allegations which should be made in, and the attachments which 
should accompany, a preliminary statement when (1) the inven- 
tion was made in the United States, (2) the invention was made 
abroad and was introduced into the United States, and (3) 
derivation by an opponent from a party is to be an issue. 

Section 1.626 permits a party to file a preliminary statement 
which states that the party only intends to rely on the filing date 
of an earlier United States or foreign application. Ordinarily, a 
junior party who fails to file a preliminary statement is not 
entitled to access to any other preliminary statement filed (see § 
1.631(b)). Section 1.626 would permit a junior party who only 
intends to rely on an earlier application to have access to any 
opponent’s preliminary statement. 

Section 1.628 sets out how an error ina preliminary statement 
may be corrected. 
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Section 1.629 sets out the effect of a preliminary statement. A 
party who fails to file a preliminary statement will not be 
permitted to prove (1) that the party made the invention defined 
by a count prior to the party’s filing date or (2) that an opponent 
derived the invention from the party. 

Under § 1.631, preliminary statements normally will be 
opened for inspection when an examiner-in-chief decides pre- 
liminary motions filed under § 1.633. A junior party who does 
not file a preliminary statement is not entitled to access to a 
preliminary statement of any other party. When an interference 
is terminated before preliminary statements are opened, any 
preliminary statement which has been filed will be returned 
unopened to the party who submitted the statement. 

Under § 1.632, a notice must be filed by a party who intends 
to argue that an opponent abandoned, suppressed, or concealed 
an actual reduction to practice. 35 U.S.C. § 102(g). A party will 
not be permitted to brief (§ 1.656) or argue at final hearing 
(§ 1.654) that an opponent abandoned, suppressed, or concealed 
an actual reduction to practice unless the notice is timely filed. A 
notice is timely if filed within ten (10) days of the close of the 
testimony-in-chief period of an opponent. While a party has the 
burden of proving that an opponent abandoned, suppressed, or 
concealed, the burden may be discharged on the basis of the 
opponent’s evidence alone. Shindelar v. Holdeman, 628 F.2d 
1337, 207 USPQ 112 (CCPA 1980). See also Correge v. Murphy, 
705 F.2d 1326, 217 USPQ 753 (Fed. Cir. 1983); Horwath v. Lee, 
564 F.2d 948, 195 USPQ 701 (CCPA 1977); and Peeler v. Miller, 
535 F.2d 647, 190 USPQ-117 (CCPA 1976). Under current 
practice where notice is not required, it is possible that a party 
may learn for the first time that abandonment, suppression, or 
concealment is an issue when the party receives an opponent’s 
brief at final hearing. See Klug v. Wood, 212 USPQ 767, 771 n. 
2 (Bd.Pat.Int. 1981). At that point, it is often too late to reopen 
proceedings in the interference. The purpose of requiring the 
notice under § 1.632 is to make the parties and the Board aware 
during the interlocutory stage of an interference that abandon- 
ment, suppression, or concealment may be an issue in the 
interference. Early notice will permit the parties to ask for and the 
examiner-in-chief to set appropriate testimony periods for a 
party to present evidence related to abandonment, suppression, 
and concealment, particularly in those cases where long unex- 
plained delays tend to prove the allegation of suppression or 
concealment. Early notice will also eliminate the need for the 
party moving to reopen the testimony period. Klug v. Wood, 
supra. 

Under § 1.633, a party may file preliminary motions for 
judgment, to redefine the interference, to substitute a different 
application in the interference, to declare an additional interfer- 
ence, to be accorded the benefit of an earlier application, to attack 
benefit previously accorded an opponent, or to add a reissue 
application to the interference. The motions are called “prelimi- 
nary motions” in order to distinguish the motions from other 
motions which might be filed during the course of an interfer- 
ence. The preliminary motions would replace motions currently 
authorized by 37 CFR § 1.231. 

Under § 1.633(a), a motion to dissolve would be replaced 
with a motion for judgment. A party can file a motion for 
judgment on the ground that an opponent’s claim corresponding 
to acount is unpatentable to the opponent. With two exceptions, 
unpatentability can be based on prior art (35 U.S.C. §§ 102, 103), 
insufficiency of disclosure (35 U.S.C. § 112, first paragraph), 
indefiniteness of claims (35 U.S.C. § 112, second paragraph), 
double patenting, estoppel, or any other ground which would 
support a holding that claims corresponding to a count are not 
patentable. The two exceptions are (1) priority of invention of the 
subject matter of a count by the moving party as against any 
opponent and (2) derivation of the subject matter of a count by 
the opponent from the moving party. The two exceptions are 
directed to issues which are traditional “priority” issues, e.g., 
which inventor made the invention defined by a count first or, 
when derivation is an issue, who made the invention. Resolution 
of those “priority” issues almost always requires the taking of 
testimony. A motion for judgment, however, would be proper 
when a party believed an individual not involved in the interfer- 
ence made the invention defined by the count prior to an oppo- 
nent in the interference, but subsequent to the moving party. 
Thus, a patentability issue, such as that raised under 35 U.S.C. § 
102(g) in Sutter Products Co. v. Pettibone Mulliken Corp., 428 
F.2d 639, 166 USPQ 100 (7th Cir. 1970), properly could be 
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raised with a motion for judgment under § 1.633(a). Derivation 
by an opponent from an individual not involved in the interfer- 
ence could also be raised under § 1.633(a). 

Under § 1.633(b), a party could move for a judgment when 
the party believes there is no interference-in-fact. A motion for 
judgment on the ground of no interference-in-fact is only proper 
under one of three conditions: (1) when an interference involves 
designs, (2) when the interference involves plant applications or 
a plant application and plant patent, or (3) when no claim of a 
party which corresponds to a count is identical to any claim of an 
opponent which corresponds to that count. An example illus- 
trates when a motion under § 1.636(b) is proper. 

Example 20: Application AD contains patentable claim | (6- 
cylinder engine). Application AE contains patentable claim 3 (8- 
cylinder engine). An interference is declared with a single count 
(6 or 8-cylinder engine). Claim | of application AD and claim 3 
of application AE are designated to correspond to the count. 
Applicant AD believes that a 6-cylinder engine is a “separate 
patentable invention” (see § 1.601(n)) from an 8-cylinder en- 
gine. Applicant AD would file a motion under § 1.633(b) for a 
judgment on the ground of no interference-in-fact stating why a 
6-cylinder engine is patentably distinct from an 8-cylinder en- 
gine. If the Board ultimately agrees with applicant AD, a patent 
could issue to AD containing claim | of application AD and a 
second patent could issue to AE containing claim 3 of applica- 
tion AE. 

Under § 1.633(c), a party may move to redefine interfering 
subject matter. One way to redefine interfering subject matter 
would be to add or substitute a count. When a party seeks to add 
a count, the party is required to demonstrate that the proposed 
count to be added is directed to a “separate patentable invention” 
from every other count in the interference. 

A motion may be filed to amend an application claim which 
has already been designated to correspond to a count. See 
§ 1.633(c)(2). Such a motion might be filed when a party believes 
an application claim designated to correspond to a count is 
unpatentable and the amended claim is believed to be patentable. 

An applicant may move to add a claim to the applicant’s 
application and to designate the claim to be added to correspond 
to a count. See § 1.633(c)(2). Such a motion may be filed when 
the applicant discloses specific subject matter which is not 
claimed, would like to claim the subject matter, and wants the 
subject matter involved in the interference. 

Another way to redefine interfering subject matter would be 
to designate a claim as corresponding or not corresponding to a 
count. See § 1.633(c)(3) and (c)(4). Examples 21 and 22 illus- 
trate this latter point. 

Example 21: Application AF contains patentable claim 1 
(engine). Patent K contains claims 3 (engine) and 5 (6-cylinder 
engine). Claim 1 of application AF and claim 3 of patent K are 
designated to correspond to the count. Applicant AF believes a 
6-cylinder engine is the “same patentable invention” (see § 
1.601(n)) as engine. Applicant AF would file a motion under § 
1.633(c)(3) to designate claim 5 of patent K as corresponding to 
the count. If the motion is granted and applicant AF prevails in 
the interference, judgment would be entered against patentee K 
and both claims 3 and 5 of patent K would be cancelled under 35 
U.S.C. § 135(a). 

Example 22: Application AG contains patentable claim | 
(engine). Patent L contains claims 3 (engine) and 5 (8-cylinder 
engine). An interference is declared with one count (engine). 
Claim 1 of application AG and claims 3 and 5 of patent L are 
designated to correspond to the count. Patentee L believes that an 
8-cylinder engine defines a “separate patentable invention” (see 
§ 1.601(n)) from engine. Patentee L should file a motion under 
§ 1.633(c)(4) to designate claim 5 of patent L as “not correspond- 
ing” to the count. If the motion is granted and an adverse 
judgment is entered against patentee L, only claim 3 would be 
cancelled from the patent pursuant to 35 U.S.C. § 135(a). 

A motion to redefine the interfering subject matter may also 
request that an opponent who is an applicant be required to add 
a claim to the opponent’s application and to designate the claim 
to correspond to a count. See § 1.633(c)(5). Such a motion might 
be filed when a party sees that the opponent discloses, but does 
not claim, subject matter which the party believes should be 
involved in the interference. 

Section 1.633(i) would continue present practice (37 CFR § 
1.231) of allowing a party to move to redefine the subject matter 
of the interference or substitute a different application when an 
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opponent moves for judgment (see -§ 1.633(a) and (b)) or to 
attack benefit (see § 1.633(g)). 

Paragraph (j) of § 1.633 will permit an opponent to move for 
benefit when a party moves to add or substitute a count. Thus, 
when a motion to add a count is filed by a party and an opponent 
wants benefit of an earlier application in the event the motion to 
add is granted, the opponent should file a motion under § 1.633(j) 
to be accorded benefit. The mere fact that the opponent had been 
accorded benefit of an earlier application when the interference 
was declared does not mean the opponent will be accorded 
benefit as to some other count which may be added on motion of 
some other party. 

Section 1.634 authorizes a motion to correct inventorship in 
an application (see § 1.48) or a patent (see § 1.324) involved in 
an interference. 

Section 1.635 authorizes the filing of motions other than 
those specified in §§ 1.633 or 1.634. Motions filed under § 1.635 
would be referred to as “miscellaneous motions” to distinguish 
from “preliminary motions” under § 1.633. Instances where a 
miscellaneous motion would be filed include motions to correct 
an error in a preliminary statement, to extend time for taking 
action or to seek judicial review, to obtain permission to proceed 
under 35 U.S.C. § 24, or to obtain additional discovery. 

Section 1.636 sets out the times within which a motion would 
be filed. 

Section 1.637 sets out the content of motions. In prior inter- 
ference practice, parties and their counsel have had difficulty 
meeting all the “unwritten” requirements for motions under 37 
CFR § 1.231. Section 1.637 is quite specific in setting out the 
requirements for each type of motion, particularly the prelimi- 
nary motions. By setting out with specificity the requirements for 
each type of motion, it is intended to minimize disposition of 
motions on technicalities. A vast majority of the comments in 
response to the advanced notice published in the Federal Regis- 
ter on Aug. 1, 1983, commenting on then proposed § 1.637 were 
in favor of the requirements for motions being specifically set out 
in the regulations. 

Section 1.638 authorizes oppositions to motions. Any cpposi- 
tion would have to identify any material fact in dispute. A reply 
to an opposition would be authorized for all motions. A reply to 
a reply is not authorized. 

Section 1.639 sets forth the evidence which may accompany 
a motion, opposition, or reply. Every material fact alleged in a 
motion, opposition, or an reply would have to be supported by 
proof. Section 1.639(b) authorizes affidavits to be used as proof 
for any motion. The affidavit may later be used by a party during 
the testimony period (see §§ 1.671(e) and 1.672(b)). When a 
party believes that testimony is necessary to decide a motion 
under § 1.633 or § 1.634, the party would have to describe the 
nature of the testimony needed. If an examiner-in-chief agrees 
that testimony is needed, appropriate interlocutory relief would 
be granted and testimony would be ordered. 

Example 23: An interference is declared with one count 
between application AH and application AJ. Applicant AH files 
a preliminary motion under § 1.633(c)(1) to redefine the interfer- 
ence by adding a second count. In order to succeed, applicant AH 
must show that the proposed count to be added is directed to a 
“separate patentable invention” (see § 1.601(n)) from the count 
already in the interference. In the motion, applicant AH sets forth 
in detail the testimony which would be required to prove that the 
subject matter of the proposed count is to a separate patentable 
invention from the subject matter of the count in the interference. 
Applicant AJ opposes the motion on the ground that the pro- 
posed and present counts define the “same patentable invention” 
(see § 1.601(n)). An examiner-in-chief determines that a mate- 
rial fact is in dispute and that applicant AH has established 
testimony is needed to properly rule on the motion. Under the 
circumstances, the motion would be deferred to final hearing and 
4 testimony period would be ordered. The questions of (1) 
whether the proposed and present counts define the same patent- 
able invention and (2) priority would be decided at final hearing. 

Under § 1.640, an examiner-in-chief would decide all mo- 
tions. A hearing could be held on a motion in the discretion of an 
examiner-in-chief. Where appropriate, an examiner-in-chief 
could consult with an examiner on a question of patentability 
which arises in the first instance in the interference. Consultation 
would not be necessary where the examiner had already ruled on 
the patentability question which comes before the examiner-in- 
chief or the Board. Moreover,. nothing in § 1.640 authorizes 
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conferences between examiners-in-chief and examiners in ex 
parte appeals under 35 U.S.C. § 134 from an adverse decision of 
an examiner. A party is entitled to request reconsideration of a 
decision on a motion by a single examiner-in-chief. An opposi- 
tion to a request for reconsideration could not be filed unless 
ordered by an examiner-in-chief or the Board, but the decision 
by the single examiner-in-chief would not normally be modified 
unless an opposition has been requested. The request for recon- 
sideration would be acted on by a panel of the Board consisting 
of at least three examiners-in-chief, one of whom would nor- 
mally be the examiner-in-chief who decided the motion. Several 
comments were received in response to the advance notice 
questioning why the examiner-in-chief who decided the motion 
would form part of the panel deciding the request for reconsid- 
eration. The decision to propose, and now adopt, a regulation 
which would permit the examiner-in-chief who decided the 
motion to participate in the decision on reconsideration was 
made after careful balancing of all the factors involved. It could 
have been proposed to permit the examiner-in-chief to individu- 
ally decide the request for reconsideration. However, it is be- 
lieved that parties in interference cases would feel that their 
requests for reconsideration are being more fully considered if 
more than one person considers their request. The two additional 
examiners-in-chief would be able to consult with the examiner- 
in-chief most familiar with the case, but would be able to control 
the decision on reconsideration by a majority vote. Use of the 
examiner-in-chief who decided the motion and two additional 
examiners-in-chief would (1) minimize delay which would oc- 
cur if three new examiners-in-chief were used who were unfa- 
miliar with the record and (2) minimize the possibility that 
reversible error occurred if only the examiner-in-chief who 
decided the motion also individually decided the request for 
reconsideration. 

Under § 1.644, petitions to the Commissioner are authorized 
in interference cases under certain restricted conditions. Peti- 
tions in interferences have been the source of substantial delay. 
Section 1.644 attempts to minimize those delays. Section 1.644 
authorizes a petition to the Commissioner from a decision of an 
examiner-in-chief or a panel when the examiner-in-chief or the 
panel shall be of the opinion (1) that the decision involves a 
controlling question of procedure or an interpretation of a rule as 
to which there is a substantial ground for a difference of opinion 
and (2) that an immediate decision on petition would materially 
advance the ultimate termination of the interference. The stan- 
dard is intended to be analogous to that of a district court 
certifying a question to a court of appeals under 28 U.S.C. § 
1292(b). A petition could be filed seeking to invoke the supervi- 
sory authority of the Commissioner. However, the petition could 
not be filed prior to entry of judgment and could not relate to the 
merits of priority or patentability or the admissibility of evidence 
under the Federal Rules of Evidence. A petition could also be 
filed seeking waiver of a rule. A fee of $120 would be charged 
for each petition and for each request for reconsideration of a 
decision on petition. Any petition would be decided on the 
record made before the examiner-in-chief or the Board and 
additional evidence could not be submitted with the petition. An 
opposition could not be filed unless ordered by the Commis- 
sioner. Where reasonably possible, service of a petition would 
have to be such that delivery is accomplished within one day. 
Service by hand or “Express Mail” would comply with this 
requirement. 

Section 1.645 permits a party to file a motion to seek an 
extension of time to take action in an interference or to seek 
judicial review. The motion would have to be filed within 
sufficient time to actually reach an examiner-in-chief prior to 
expiration of the time for taking action. Under § 1.645, amoving 
party would not be abie to assume that a motion for an extension 
of time would be granted. Under § 1.610(d)(6), a request for an 
extension of time could be made orally and an appropriate order 
would then be entered thus eliminating considerable paper work. 
The order would be the written record of the request and deci- 
sion. See § 1.2. Extensions of time have caused numerous delays 
in interference cases. Under present interference practice, some 
delays are caused because attorneys and agents on many occa- 
sions unexpectedly receive orders setting times. Under the new 
practice, attorneys and agents can expect times to be set for filing 
preliminary statements, preliminary motions, motions for addi- 
tional discovery, testimony, and briefs after a conference call. It 
is expected that use of conference calls will permit an examiner- 


U. S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 361 
(167) 


in-chief and attorneys or agents for parties to set a time schedule 
which is mutually satisfactory. A motion to extend time would 
not be granted unless a party shows good cause. The use of 
conference calls would allow schedules to be set before orders 
setting time are entered and therefore the press of other business 
which arises after the examiner-in-chief and attorneys and agents 
agree to times would not normally be considered good cause. 

Under § 1.647, when a party relies on a document in a foreign 
language, an English language translation of the document and 
an affidavit attesting to the accuracy of the translation would be 
required. The rule would apply to any document, including 
evidence submitted with motions, foreign applications for which 
a party seeks benefit, testimony, and exhibits introduced in 
evidence during testimony. 

Under § 1.651, after a decision is entered on preliminary 
motions, an examiner-in-chief would set times for filing motions 
for additional discovery and for taking testimony. Any motion 
for additional discovery would be to cbtain answers to terroga- 
tories, requests for admissions, and documents and things neces- 
sary for a party to prepare its case-in-chief. 

Section 1.653 sets out what shall be in the record to be 
considered by the Board at final hearing. The record would 
continue to be printed or typed on paper 8-1/2 by 11 inches in 
size. Accordingly, when a party files an affidavit, the party 
should use 8-1/2 by 11 inches paper for the affidavit. 

Section 1.654 continues the practice of holding a final hear- 
ing where oral argument may be presented by all parties. No fee 
would be charged for appearing at oral argument at final hearing 
in an interference. 

Section 1.655 specifies the matters which can be considered 
in rendering a final decision. Patentability is an issue which may 
be raised. The Board can also consider whether any interlocutory 
order was manifestly erroneous or an abuse of discretion, al- 
though any interlocutory order would be presumed to be correct 
and burden of showing error shall be on the party attacking the 
order. This last procedural provision permits the Board to correct 
any manifest error before a party seeks judicial review of an 
interlocutory order along with judicial review of the Board’s 
final decision. 

Section 1.656 sets forth the requirements for briefs for final 
hearing. In large measure, § 1.656 follows the requirements of 
Rule 28 of the Federal Rules of Appellate Procedure. An original 
and three copies of a brief is required. Under § 1.656(h), if a party 
wants the Board in rendering its final decision to rule that any 
evidence is inadmissible, the party must file with its opening 
brief an original and three copies of a motion to suppress the 
evidence. Any previous objection to the admissibility of evi- 
dence is waived unless the motion to suppress is filed. This 
procedural provision makes clear that an objection to the admis- 
sibility of evidence must be renewed at final hearing and will be 
considered by the Board in rendering its final decision. When a 
junior party fails to file a brief, an order can be issued requiring 
the junior party to show cause why failure to file the brief should 
not be taken as a concession of priority. 

Under § 1.658 the Board would enter a final decision. The 
decision can (1) enter judgment, in whole or in part, (2) remand 
the interference to an examiner-in-chief, or (3) take further 
action not inconsistent with law. A judgment as to a count shall 
state whether or not each party is entitled to a patent containing 
claims which correspond to the count. When judgment is entered 
as to all counts, the decision of the Board is considered final for 
the purpose of judicial review. Section 1.658(c) defines the 
doctrine of interference estoppel as it is to be applied in the PTO 
after an interference is terminated. The definition of interference 
estoppel is designed to encourage parties in interference cases to 
settle as many issues as possible in one proceeding. Section 
1.658(c) creates an estoppel both as to senior and junior parties 
unlike the present practice (37 CFR § 1.257) which limits 
estoppel in some instances to junior parties. An estoppei would 
not apply with respect to any claims which correspond, or which 
properly could have corresponded, to a count as to which the 
party was awarded a favorable judgment. A few examples 
illustrate how estoppel would be applied. 

Example 24: Junior party applicant AL and senior party 
applicant AK both disclose separate patentable inventions “A” 
and “B” and claim only invention A in their respective applica- 
tions. An interference is declared with a single count to invention 
A. Neither party files a preliminary motion (see § 1.633(c)(1)) 
to add a count to invention B. Judgment as to all of AL’s claims 
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corresponding to the sole count is awarded to junior party 
applicant AL. Senior party applicant AK would be estopped to 
thereafter obtain a patent containing claims to invention B, 
because applicant AK failed to move to add a count to invention 
B in the interference. Junior party applicant AL would not be 
estopped to obtain a patent containing claims to invention B. 

Example 25: In this example, the facts are the same as in 
Example 24 except that judgment is awarded as to all AK’s 
claims corresponding to the count to senior party applicant AK. 
Junior party applicant AL would be estopped to obtain a patent 
containing claims to invention B in the interference. Senior party 
applicant AK would not be estopped to obtain a patent contain- 
ing claims to invention B. 

Example 26: Junior party applicant AM and senior party 
applicant AP both disclose separate patentable inventions “C”’, 
“D”, and “E” and claim inventions C and D in their respective 
applications. An interference is declared with two counts. Count 
1 is to invention C and Count 2 is to invention D. Neither party 
files a preliminary motion to add a proposed Count 3 to invention 
E. Judgment as to all AM’s claims corresponding to Counts | and 
2 is awarded to junior party applicant AM. Senior party applicant 
AP would be estopped to thereafter obtain a patent containing 
claims to invention E, because applicant AP failed to move to add 
a count to invention E in the interference. Junior party applicant 
AM would not be estopped to obtain a patent containing claim to 
invention E. 

Example 27: In this example, the facts are the same as in 
Example 26 except that judgment is awarded as to all AP’s 
claims corresponding to Counts | and 2 to senior party applicant 
AP. Junior party applicant AM would be estopped to obtain a 
patent containing claims to invention E, because applicant AM 
failed to move to add a count to invention E in the interference. 
Senior party applicant AP would not be estopped to obtain a 
patent containing claims to invention E. 

Example 28: In this example, the facts are the same as in 
Example 26 except that judgment is awarded on all of AM’s 
claims corresponding to Count | to junior party applicant AM 
and judgment is awarded on all AP’s claims corresponding to 
Count 2 to senior party applicant AP. Both parties would be 
estopped to obtain a patent containing claims to invention E, 
because neither moved to add a count to invention E during the 
interference. Assume that junior party AM could have properly 
moved under § 1.633(f) to be accorded the benefit of an earlier 
application, but did not do so during the interference. Junior 
party AM would not be estopped in subsequent ex parte prose- 
cution from asking for benefit of the earlier application as to the 
invention defined by Count 1. Accordingly, if the examiner were 
to reject junior party AM’s claim corresponding to Count | on the 
basis of some newly discovered prior art, junior party AM could 
properly antedate the prior art by seeking the benefit under 35 
U.S.C. § 120 of the earlier application. Thus, even though junior 
party AM was a “losing party” as to Count 2 (an adverse 
judgment as to junior party AM’s claims corresponding to Count 
2 having been entered), junior party AM was awarded a favor- 
able judgment (§ 1.658(c)) as to Count |. Junior party AM would 
be estopped in subsequent ex parte prosecution from attempting 
to be accorded the benefit of the earlier application as to the 
invention of Count 2. 

Example 29: Applicant AQ discloses and claims invention 
“F.” Applicant AR discloses and claims separate patentable 
inventions “F” and “G.” The assignee of applicant AQ also owns 
an application AS which discloses and claims invention “G.” An 
interference is declared between applicant AQ and applicant AR. 
The sole count is directed to invention F. No motion is filed by 
applicant AQ or its assignee to declare an additional interference 
between applicant AR and applicant AS with acount to invention 
G. A judgment as to all of AR’s claims corresponding to the sole 
count is awarded to applicant AR. Applicant AS and the assignee 
would be estopped to obtain a patent containing claims to 
invention G, because applicant AR and the assignee failed to 
move to declare an additional interference with a count to 
invention G. 

Example 30: The facts in this example are the same as the facts 
in Example 29 except that judgment as to all of AQ’s claims 
corresponding the sole count is awarded to applicant AQ. Appii- 
cant AS and the assignee would not be estopped, because 
applicant AQ was not a “losing party” (§ 1:658(c)). 

Example 31: Applicant AT discloses a generic invention to 
“solvent” and a species to “benzene.” Application AT contains 
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a patentable claim | (solvent) and no other claims. Applicant AU 
discloses the genefic ipvention to “solvent” and species to 
“benzene” and “toluene.” Application AU contains patentable 
claim 3 (solvent) and no other claims. An interference is declared 
with a single count (solvent). Claims 1 of application AT and 
claim 3 cf applicaticn AU are designated to correspond to the 
count. No preliminary motions are filed. A judgment is entered 
in favor of applicant AT on the claim corresponding to the sole 
count. Applicant AU would be estopped to obtain a patent 
containing a claim to benzene, because applicant AU failed to 
file a preliminary motion under § 1.633(c)(1) seeking to add a 
count to benzene and benzene was disclosed in winning party 
AT’s application. Applicant AU would also be estopped to 
obtain a patent containing a claim to toluene, unless “toluene” 
defines a “separate patentabie invention” from “solvent .” A 
basis for interference estoppel (§ 1.658(c)) exists if “toluene” 
and “solvent” define the “same patentable invention,” because a 
claim to “toluene” could properly have been added and desig- 
nated to correspond to the count. See § 1.633(c)(2). 

Under § 1.659, the Board would be able to make recommen- 
dations to examiners and the Commissioner, including recom- 
mendations that application claims not involved in the interfer- 
ence be rejected and that a patent be reexamined as to patent 
claims not involved in the interference. 

Under § 1.660, a party would be required to notify the Board 
when the party’s patent or application becomes involved in other 
PTO proceedings (reexamination, reissue, or protest) or litiga- 
tion. 

Section 1.661 sets forth when an interference is considered 
terminated after a judgment is entered in the interference. For the 
purpose of filing copies of settlement agreements, an interfer- 
ence is considered terminated when the time for all appeals has 
expired. Tallent v. Lemoine, 204 USPQ 1058 (Comm’r.Pat. 
1979). See also Nelson v. Bowler, 212 USPQ 760 (Comm’r.Pat. 
1981). 

Section 1.662 provides that a party may request that an 
adverse judgment be entered. The section also provides that 
when a written disclaimer (not a statutory disclaimer), conces- 
sion of priority or unpatentability, abandonment of the inven- 
tion, abandonment of an application, or abandonment of the 
contest is filed, the disclaimer, concession, or abandonment 
would be treated as a request for entry of an adverse judgment. 
Section 1.662(b) provides that when a patentee files a reissue 
application and omits all claims of a patent corresponding to the 
counts of an interference for the purpose of avoiding the interfer- 
ence, judgment would be entered against the patentee. Under § 
1.662(c), the filing of a statutory disclaimer would not be treated 
as a request for entry of an adverse judgment unless all patent 
claims corresponding to acount are disclaimed. Under § 1.662(d), 
if after entry of a judgment or after filing of a statutory disclaimer 
no interference exists, the interference would be terminated as to 
any party against whom judgment has not been entered and any 
further prosecution of any application involved in the interfer- 
ence would be ex parte before the examiner. 

Section 1.666 sets out the procedure for filing settlement 
agreements in interference cases. The PTC is merely a repository 
for copies of agreements filed under 35 U.S.C. § 135(c) and does 
not undertake to rule on whether the statute requires that a copy 
of any particular agreement be filed. Nelson v. Buwler, 212 
USPQ 760 (Comm’r.Pat. 1981). 

Section 1.671 sets out what would be considered evidence. 
The Federal Rules of Evidence, with certain exceptions, are 
made applicable to interference cases. Under § 1.671(e), a party 
cannot rely on a previously filed affidavit unless the affidavit is 
served and notice is given that the party intends to rely on the 
affidavit. The purpose for the notice is to permit an opponent to 
determine whether a deposition for cross-examination is neces- 
sary (see §§ 1.672(b) and 1.673(e)). 

Section 1.671(e) is intended to overrule prior construction of 
PTO rules in Holmes v. Kelly, 586 F.2d 234, 237 n. 7, 199 USPQ 
778, 782 n. 7 (CCPA 1978) and Brecker v. Jennings, 204 USPQ 
663 (Bd.Pat.Int. 1978), which considered a Rule 132 affidavit in 
the file of an involved application to be part of the “record” in an 
interference. Under § 1.671(e), a party intending to rely on such 
an affidavit must give notice and serve a copy of the affidavit on 
the opponent. 

Under § 1.671(f), the significance of documentary and other 
exhibits must be discussed with particularity by a witness during 
oral deposition or in an affidavit. Section 1.671(f) sets out in the 
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regulations an evidentiary requirement imposed by precedent. 
See Popoff v. Orchin, 144 USPQ 762 (Bd.Pat.Int. 1963) (unex- 
plained experimental data should not be considered); Chandler 
v. Mock, 150 F.2d 563, 66 USPQ 209 (CCPA 1945) (records 
standing alone were held to be meaningless), and Smith v. 
Bousquet, 111 F.2d 157, 45 USPQ 347 (CCPA 1940)-(unex- 
plained tests in stipulated testimony are entitled to little weight). 
See also Jn re Borkowski, 505 F.2d 713, 184 USPQ 29 (CCPA 
1974) and Triplett v. Steinmayer, 129 F.2d 869, 54 USPQ’409 
(CCPA 1942). Under § 1.671(g), a party is required to obtain 
permission from an examiner-in-chief prior to proceeding under 
35 U.S.C. § 24. This requirement insures that a subpoena is 
necessary (e.g., a subpoena ordinarily should not be necessary 
where testimony of an opponent is sought) and that testimony 
sought through a § 24 subpoena is relevant before a subpoena is 
issued. The motion seeking permission to proceed under § 24, 
any opposition thereto, and the order of an examiner-in-chief 
authorizing the moving party to proceed under § 24 will be of 
assistance to a federal court in the event a party is required to 
resort to a court to enforce the subpoena or to compel answers to 
questions propounded at any deposition where a witness is 
appearing pursuant to a subpoena. See Sheehan v. Doyle, 529 
F.2d 38, 188 USPQ 545 (ist Cir.), cert. denied, 429 U.S. 870 
(1976), rehearing denied, 429 U.S. 987 (1976). 

Under § 1.671(h), any evidence which is not taken or sought 
and filed in accordance with the regulations will not admissible. 

Section 1.672 sets forth the manner in which testimony shall 
be taken. Testimony can be taken by deposition or affidavit at the 
election of the party presenting the testimony. A party presenting 
testimony by affidavit must file and serve the affidavit. If the 
party presents testimony by affidavit and an opponent elects to 
cross-examine the affiant, the party is required to notice a 
deposition for the purpose of cross-examination. Re-direct and 
re-cross will take place at the deposition. Where the parties agree, 
testimony can be presented by affidavit without opportunity for 
cross-examination (see § 1.672(e)) or by an agreed statement of 
facts (see § 1.672(f)). 

Section 1.673 sets out how a deposition must be noticed. A 
deposition can be noticed for any reasonable place in the United 
States. The extent to which parties, witnesses, and attorneys or 
agents have to travel may be considered in determining whether 
a place is reasonable. Prior to serving a notice for a deposition, 
a party is required to take two procedural steps. Under § 1.673(b), 
a party would be required to serve a copy of the documents and 
a list of the things in its possession, custody, and control upon 
which it intended to rely. Under § 1.673(g), the party is required 
to have an oral conference (in person or by telephone) with all 
opponents to attempt to agree on a mutually acceptable time and 
place for taking the deposition. An examiner-in-chief may set the 
time and place if agreement is not reached. A single notice listing 
all the witnesses and thegeneral nature of their expected testi- 
mony is then served. Under § 1.673(c) and except as provided, 
a party can not rely on any witness not mentioned in the notice, 
any document not served, or any thing not listed. Under § 
1.673(h), a copy of any notice must be attached to the certified 
transcript of each deposition filed. 

Section 1.674 sets out the persons before whom depositions 
can be taken. 

Section 1.675 sets out how a deposition is to be taken. 

Section 1.676 sets out how a court reporter should prepare 
and file a certified transcript of a deposition. Section 1.676(d) 
sets out how exhibits are to be marked for identification, used at 
depositions, and filed. Provisions similar to those of Rule 30(f) 
(1)(A) and (B) of the Federal Rules of Civil Procedure are 
applicable to interferences. 

Section 1.677 sets out the form of a transcript of a deposition. 

Under § 1.678, a transcript of a deposition musi be filed in the 
PTO within 45 days of the date of the deposition. 

Section 1.682 sets out how a party may introduce in evidence, 
if otherwise admissible, official records or printed publications. 
When a notice is served, a party is also required to serve (but not 
file) copies of the official records and printed publications. Any 
objection to the notice or to the admissibility of any official 
record or publication must be filed within 15 days of the date of 
service of the notice. 

Section 1.683 sets out how a party may use testimony from 
another interference or proceeding. 

Section 1.684 sets out how a party may take testimony in a 
foreign country. 
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Section 1.685 sets out how objections during the taking of 
depositions must be raised. Under § 1.685(a), an error in a notice 
of deposition is waived unless a motion to quash the notice is 
filed as soon as the error is, or could have been, discovered. 
Under § 1.685(b), any objection to the qualifications of an officer 
is waived unless (1) the objection is noted on the record of the 
deposition before a witness begins to testify or (2) if discovered 
after the deposition, a motion to suppress is filed as soon as the 
objection is, or could have been, discovered. Under § 1.685(c), 
any error in the manner in which testimony is transcribed, the 
transcript is signed by a witness, or the transcript is prepared or 
otherwise handled by the court reporter is waived unless a 
motion to suppress is filed as soon as the error is, or could have 
been, discovered. Under § 1.685(d), any objection on the merits 
to the admissibility of evidence (e.g., under the Federal Rules of 
Evidence is waived unless an objection is made on the record at 
the deposition stating the specific ground of objection. Often 
objections are cured by subsequent testimony. Accordingly, any 
objection which a party wants the Board to consider at final 
hearing must also be made the subject of a motion under 
§ 1.656(h). 

Section 1.687 sets out how a party could seek and obtain 
additional discovery. “Additional discovery” is defined in 
§ 1.601(a). Section 1.687 does not change the standard (“interest 
of justice”) for obtaining discovery. 

Section 1.688 sets out how a party can introduce into evi- 
dence admissions and answers to interrogatories obtained as a 
result of additional discovery. 


Changes in Text 


Several changes have been made to the text of the proposed 
rules published in the Federal Register on Jan. 30, 1984. The 
changes are discussed below. Additional rationale for the changes 
are further discussed under the heading “Analysis of Com- 
ments.” 

All references to the “Board of Appeals and Interferences” 
have been changed to “Board of Patent Appeals and Interfer- 
ences” in view of Public Law 98-622. 

In § 1.11(a) the language “or after termination of an interfer- 
ence without an award of judgment” has been deleted. This 
change has been made in view cf changes made in paragraphs (c) 
and (d) of § 1.662. 

In response to a comment, the fee required for a petition in an 
interference under § 1.644(e) and a request fcr reconsideration of 
a decision on petition in an interference under § 1.644(f) have 
been set out as separate items. 

Section 1.136 was changed to refer to § 1.611 rather than 
§ 1.610(a). 

The following sentence was inadvertently omitted as the 
third sentence of § 1.138 in the notice of proposed rulemaking: 
“A registered attorney or agent acting under the provision of § 
1.34(a), or of record, may also expressly abandon a prior appli- 
cation as of the filing date granted to a continuing application 
when filing such a continuing application.” This sentence pres- 
ently appears in § 1.138. 

In § 1.196(d), second sentence, “thirty days” has been changed 
to “one month”. 

In § 1.197(b), “thirty days” has been changed to “one month”. 

In the last sentence of § 1.304, “The Commissioner” has been 
changed to “An examiner-in-chief” and “of a decision of the 
Board of Patent Appeals and Interferences in an interference 
case” has been inserted after “time for seeking judicial review.” 
This change is made to limit the “excusable neglect” standard to 
interference cases only. 

In § 1.601(j), the language “all the claims of a party which 
correspond” has been changed to read “at least one claim 
of a party which corresponds”. The language “all the 
claims of an opponent which correspond” has been changed 
to read “at least one claim of an opponent which corres- 
ponds”. 

Section 1.605(a) has been changed by deleting from the third 
sentence the language “a claim which is the same or substantially 
the same as” and by adding the following sentence as the fourth 
sentence: “At the time the suggested claim is presented, the 
applicant may also (1) call the examiner’s attention to other 
claims already in the application or which are presented with the 
suggested claim and (2) explain why the other claims would be 
more appropriate to be included in any interference which may 
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be declared.” In the second sentence, “30 days” has been changed 
to “one month”. 

In the last sentence of § 1.606, the language “to define one 
patentable invention” has been changed to read: “not to contain 
separate patentable inventions.” 

The word “and” has been inserted in § 1.607(a) before “(3)”. 
The word “must” in the first sentence of § 1.607(c) has been 
changed to “shall” in response to a suggestion in a comment. 

Pursuant to two separate suggestions, the following is being 
added after the first sentence in § 1.608(b): “Where the basis 
upon which an applicant is entitled to judgment relative to a 
patentee is priority of invention, the evidence shall include 
affidavits by the applicant, if possible, and one or more corrobo- 
rating witnesses, supported by documentary evidence, if avail- 
able, each setting out a factual description of acts and circum- 
stances performed or observed by the affiant, which collectively 
would prima facie entitle the applicant to judgment on priority 
with respect to the earlier of the filing date or effective filing date 
of the patent. To facilitate preparation of a record (§ 1.653(g) and 
(h)) for final hearing, an applicant should file affidavits on paper 
which is 8-1/2 by 11 inches (21.8 by 27.9 cm.).” 

In § 1.609(b)(1), the language “count or counts” has been 
changed to “proposed count or counts”. In § 1.609(b)(2), each 
occurrence of “the count” has been changed to “each count”. 

In § 1.613(a), “§ 1.344” has been changed to “this Chapter.” 
This change is being made to obviate the need to again amend § 
1.613 in the event new rules relating to practice before the PTO 
are issued. See the notice of proposed rulemaking published in 
the Federal Register on Aug. 24, 1984. 49 F.R. 33790, proposed 
§§ 10.62 and 10.66. The language “or members of the same firm 
of attorneys or agents” has been added after “agent” in § 1.613(b). 

In § 1.615(a), second sentence, “which are” has been deleted 
and “in the interference” has been added after “will not be 
entered or considered”. 

Several changes have been made in § 1.617. In § 1.617(a), the 
language “the interference shall proceed before the examiner-in- 
chief” has been changed to read: “the interference shall proceed 
in the normal manner under the regulations of this part”. The 
second sentence of § 1.617(b) (“A response may include a 
request by the applicant for a hearing before the Board.”) has 
been changed to read: “Any request by the applicant for a hearing 
before the Board shall be made in the response.” This change was 
made to clarify when and how a hearing must be requested by the 
applicant. The second sentence of § 1.617(d) has been changed 
to read: “The statement may set forth views as to why summary 
judgment should be granted against the applicant, but the state- 
ment shall be limited to discussing why all the evidence pre- 
sented by the applicant does not overcome the reasons given by 
the examiner-in-chief for issuing the order to show cause.” 
Section 1.617(e) has been re-written as follows: “Within a time 
authorized by the examiner-in-chief, an applicant may file a 
reply to any statement filed by any opponent.” The language 
“examiner-in-chief or the” has been added after “by the appli- 
cant is timely filed, the” in the first sentence of § 1.617(g). The 
language “Board decides that” has been deleted from the second 
sentence of § 1.617(g). The language “If the Board decides 
otherwise” has been replaced with “Otherwise” in the third 
sentence of § 1.617(g). The language “before the examiner-in- 
chief” in the third sentence of § 1.617(g) has been changed to 
read: “in the normal manner under the regulations of this part.” 
These changes will authorize either an examiner-in-chief or a 
Board to authorize an interference to proceed under § 1.617(g). 

It will continue to be necessary for the Board to enter an order 
granting summary judgment. In the last sentence of § 1.617(h), 
“patentee” has been changed to “any opponent”. 

The language “the name of” has been deleted from the first 
sentence of § 1.622(a). The second sentence of § 1.622(a) in the 
notice of proposed rulemaking (“When an inventor identified in 
the preliminary statement is not identical to the inventor named 
in the party’s application or patent, the party shall file a motion 
....”) has been changed to read: “When an inventor identified in 
the preliminary statement is not an inventor named in the party’s 
application or patent, the party shall file a motion . . . .” This 
change is being made in view of § 105(a) of Public Law 98-622 
which amended 35 U.S.C. § 116 to permit joint inventors to be 
named “even though . . . (3) each did not make a contribution to 
the subject matter of every claim... .” 

The following changes have been made in § 1.623(c). In the 
first sentence, “copy of the drawing” has been changed to “copy 
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of the first drawing”. In the second sentence, “copy of the written 
description” has been changed to “copy of the first written 
description”. In the third sentence, “when a drawing or written 
description” has been changed to “when a copy of the first 
drawing or first written description”. 

Several changes have been made to § 1.624. The following 
has been added as a second sentence in § 1.624(a)(5): “If an 
actual reduction to practice of the invention was not introduced 
into the United States, the preliminary statement shall so state.” 
The following changes have been made in § 1.624(c). Each 
occurrence of “was made” has been changed to “was introduced 
into the United States.” In the first sentence, “copy of the 
drawing” has been changed to “copy of that drawing”. In the 
second sentence, “copy of the written description” has been 
changed to “copy of that written description”. In the third 
sentence, “a drawing or written description” has been changed to 
“a copy of the first drawing or first written description intro- 
duced in the United States”. 

The following changes have been made in § 1.625(c). In the 
first sentence, “copy of the drawing’’ has been changed to “copy 
of the first drawing”. In the second sentence, “copy of the written 
description” has been changed to “copy of the first written 
description”. In the third sentence, “a drawing or written descrip- 
tion’’ has been changed to “a first drawing or first written 
description”. 

The language of § 1.628(b) which read: “because the drawing 
or written description is not in the party’s possession, custody, or 
control, the party may file a motion . . . to amend its preliminary 
statement promptly after it secures possession, custody, or con- 
trol of a copy of the drawing or written description” has been 
changed to read as follows: “the party (1) shall show good cause 
and explain in the preliminary statement why a copy of the 
drawing or written description cannot be attached to the prelimi- 
nary statement and (2) shall attach to the preliminary statement 
the earliest drawing or written description made in or introduced 
into the United States which is available. The party shall file a 
motion . . . to amend its preliminary statement promptly after the 
first drawing, first written description or drawing or written 
description first introduced into the United States becomes 
available.” 

The first sentence (“A preliminary statement should be care- 
fully prepared.”) has been deleted from § 1.629(a). 

In § 1.629(b), the language “no earlier than” has been changed 
to “as early as”. 

In § 1.629(d), the following has been added after “allegation: 
“unless the party complies with § 1.628(b).” 

Anew § 1.632 has been added to require a party to give timely 
notice of the party’s intent to argue that an opponent has aban- 
doned, suppressed, or concealed an actual reduction to 
practice. A companion change has been made to 
§ 1.654. 

Two changes have been made to § 1.633(c). Paragraph (c)(2) 
has been changed by adding thereto the following language: “or 
adding a claim in the moving party’s application to be designated 
to correspond to a count”. In addition, in § 1.633(c), the “or” 
before “(4)” has been deleted and the following has been added 
to the end of the first sentence: “, or (5) requiring an opponent 
who is an applicant to add a claim and to designate the claim to 
correspond to a count.” 

Paragraph (j) has been added to § 1.633. 

In § 1.636(b), “(i)” has been changed to “(i) or (j)” in view of 
the addition of paragraph (j) to § 1.633. The language “filed as 
soon as practical” in § 1.636(c) has been changed to “diligently 
filed” in order to conform § 1.636 to § 1.48. A party must exercise 
diligence in correcting inventorship. Van Otteren v. Hafner, 278 
F.2d 738, 126 USPQ 151 (CCPA 1960). 

Several changes have been made to § 1.637. The language 
“Where appropriate,” has been deleted from the following para- 
graphs of § 1.637: (c)(1)(vi); (c)(2)(iv); (c)(3){iii); (4)(4); 
(e)(1)( viii); (e)(2)(vii); and (h)(4). The following has been added 
in § 1.637(c)(2) before “shall”: “or adding a claim to be desig- 
nated to correspond to a count”. The language “amended claim” 
in § 1.637(c)(2)(i) has been changed to read: “amended or added 
claim”. The language “Apply the terms of each proposed claim 
to the disclosure of the application” in § 1.637(c)(2){ii) has been 
changed to read: “Show that the proposed or added claim defines 
the same patentable invention as the count.” The language 
“proposed amended claim” in § 1.637(c)(2)(iii) has been changed 
to read “amended or added claim.” The language “adding the 
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proposed claim’’ in § 1.637(c)(2)(iii) has been changed to read: 
“making the amended or added claim”. 

The word “interferences” in § 1.637(c)(4)(ii) has been cor- 
rected to read: “interference”. 

Subparagraph (c)(5) has been added to § 1.637. 

The following has been added as the last sentence to 
§ 1.637(f)(2): “If the earlier application filed abroad is not in 
English, the requirements of § 1.647 must also be met.” 

In paragraph § 1.637(f)(3), the language “discloses an em- 
bodiment with the scope” has been changed to read: “constitutes 
a constructive reduction to practice”. 

The first sentence, originally proposed in § 1.638(b) (“A 
reply to an opposition shall not be filed unless authorized by this 
subpart or an examiner-in-chief or the motion was filed under §§ 
1.633 or 1.634”), has been deleted. The language “any author- 
ized reply” in § 1.638(b) has been changed to “a reply”. 

The language “or a motion to correct inventorship under 
§ 1.634” has been added to the first sentence of § 1.639(c) after 
“preliminary motion under § 1.633.” 

The following has been added after the first sentence of 
§ 1.640(b)(1): “Failure or refusal of a party to timely present an 
amendment required by an examiner-in-chief shall be taken 
without further action as a disclaimer by that party of the 
invention involved.” The fourth sentence of § 1.640(c) (“A 
request for reconsideration will ordinarily not be granted unless 
an opposition has been requested by an examiner-in-chief or the 
Board”) has been changed to read: “A decision of a single 
examiner-in-chief will not ordinarily be modified unless an 
opposition has been requested by an examiner-in-chief or the 
Board.” In the last sentence of § 1.640(c), the language “shall be 
decided by a pane!” has been changed to read: “shall be acted on 
by a panel”. 

The word “application” in the paragraph heading and text of 
§ 1.642 has been changed to read: “application or patent”. 

Three changes have been made in § 1.644. The following 
language has been added after “Commissioner” in § 
1.644(a)(2): “and is not filed prior to the decision of the Board 
awarding judgment and does not relate to (i) the merits of priority 
of invention or patentability or (ii) the admissibility of evidence 
under the Federal Rules of Evidence”. The following language 
has been deleted from the second sentence of § 1.644(b): “and 
shall not relate to (1) the merits of priority of invention or 
patentability or (2) the admissibility of evidence under rhe 
Federal Rules cf Evidence”. The language “A request for recon- 
sideration will ordinarily not be granted unless” in the second 
sentence of § 1.644(f) has been changed to read: “The decision 
will not ordinarily be modified unless such”. 

Two changes have been made in § 1.645. The word “to” has 
been added before “file a notice of appeal” and “commence a 
civil action” in the first sentence of paragraph (a). The language 
“ accompanied by an affidavit,” has been deleted from para- 
graph (b). 

Three changes have been made to § 1.646. The word “serv- 
ice” has been added after “additional” in the third sentence of 
paragraph (b). The language “or except as otherwise provided by 


this part,” has been added after “otherwise ordered by anexam- - 


iner-in-chief,” in paragraph (c). The language in paragraph (c) 
“paper may be made” has been changed to “paper shall be 
made”. The word “time” has been changed to “date” in the last 
sentence of paragraph (e). 

A new paragraph (c) has been added to § 1.654 to require that 
a party give timely notice of the party’s intent to argue that an 
opponent has abandoned, suppressed, or concealed an actual 
reduction to practice. Section 1.632 specifies the time within 
which the notice shall be filed. 

Three changes have been made in § 1.658. The language 
“paragraph (a) of the section” in the last sentence of § 1.658(b) 
has been changed to “paragraph (a) of this section”. The “(i)” in 
the first sentence of § 1.658(c) has been changed to “(j)” in view 
of the addition of § 1.633(j). Inthe notice of proposed rulemaking, 
the second sentence of § 1.658(c) read: “A party, other than a 
party awarded a favorable judgment as to all counts, who could 
have properly moved, but failed to move, under §§ 
1.633 or 1.634, shall be estopped to take ex parte or inter partes 
action in the Patent and Trademark Office after the interference 
which is inconsistent with the party’s failure to properly move.” 
This sentence has been changed to read: “A losing party who 
could have properly moved, but failed to move, under §§ 1.633 
or 1.634, shall be estopped to take ex parte or inter partes action 
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in the Patent and Trademark Office after the interference which 
is inconsistent with that party’s failure to properly move, except 
that a losing party shall not be estopped with respect to any 
claims which correspond, or properly could have corresponded, 
to a count as to which that party was awarded a favorable 
judgment.” 

Several changes have been made in § 1.662. In § 1.662(a), the 
word “construed” has been changed to “treated”. The first 
sentence of § 1.662(c) in the notice of proposed rulemaking 
read: “The filing of a statutory disclaimer under 35 U.S.C. § 253 
by a patentee will not be treated as a request for entry of an 
adverse judgment against the patentee, but will delete any statu- 
torily disclaimed claims from being involved in the interfer- 
ence.” That first sentence has been changed to read: “The filing 
of a statutory disclaimer under 35 U.S.C. § 253 by a patentee will 
delete any statutorily disclaimed claims from being involved in 
the interference.” The second sentence of § 1.662(c) in the notice 
of proposed rulemaking read: “A statutory disclaimer of any 
claim involved in an interference shall in subsequent proceed- 
ings have the same effect with respect to the patentee as an 
adverse judgment.” That second sentence has been changed to 
read: “A statutory disclaimer will not be treated as a request for 
entry of an adverse judgment against the patentee unless it results 
in the deletion of all patent claims corresponding to a count.” In 
view of this change, proposed § 1.662(d) has been deleted as 
unnecessary, and a change has also been made in § 1.11(a) to 
delete any reference to a termination of an interference by any 
means other than judgment. 

The last sentence of § 1.671(g) has been changed from “The 
motion shall describe the general nature and show the admissi- 
bility in the interference of the testimony, document, or thing” to: 
“The motion shall describe the general nature and the relevance 
of the testimony, document; or thing.” 

Three changes have been made to § 1.672(b). In the second 
sentence after “witness by affidavit shall” the following has been 
added: “, prior to the close of the party’s relevant testimony 
period”. The language “file an affidavit” has been changed to 
“file and serve an affidavit”. The following has been added after 
the third sentence: “A party shall not be entitled to rely on any 
document referred to in the affidavit unless a copy of the 
document is filed with the affidavit. A party shall not be entitled 
to rely on any thing mentioned in the affidavit unless the oppo- 
nent is given reasonable access to the thing. A thing is something 
other than a document.” 

Several changes have been made in § 1.673(b). The introduc- 
tory sentence of paragraph (b) (“Unless the parties agree other- 
wise, at least three days prior to the conference required by 
paragraph (g) of this section, a party shall serve, but not file, the 
following:”) has been changed to read: “Unless the parties agree 
otherwise, a party shall serve, but not file, at least three days prior 
to the conference required by paragraph (g) of this section, if 
service is made by hand or “Express Mail,” or at least ten days 
prior to the conference if service is made by any other means, the 
following:” In § 1.673(b)(1) the word “copy” has been changed 
to “list and copy”. 

In the last sentence of § 1.675(d), the language “signed by the 
witness in the presence of any notary” has been changed to read 
“signed by the witness in the form of (1) an affidavit in the 
presence of any notary or (2) a declaration”. This change con- 
forms § 1.675(d) to § 1.68. 

In § 1.682(a)(4), “, where appropriate,” has been added prior 
to “be accompanied” and “(§ 1.671(d))” has been added after 
“printed publication”. 

The word “admissible” in § 1.684(a)(4) has been changed to 
“relevant”. 

The following sentence has been deleted from § 1.687(b): “If 
the witness refuses to produce a requested document or thing, the 
party may file a motion (§ 1.635) for additional discovery under 
paragraph (c) of this section.” 

Section 1.688 has been revised to more clearly describe how 
a party may introduce in evidence an answer to a request for 
admission or an answer to a written interrogatory. 


Analysis of Comments 


Eighteen written comments were received. Three individuals 
testified at a hearing held on May 15, 1984. The following is an 
analysis of the written comments and the oral comments made at 
the hearing. 
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One comment suggested that § 1.8 not be amended to exclude 
from the certificate of mailing practice a paper in an interference 
which an examiner-in-chief orders to be filed by hand or “Ex- 
press Mail.” The comment argues that “[s]ome parties might not 
have an attorney in the Washington area or they may live in an 
area not serviced by Express Mail.” The suggestion is not being 
adopted. Experience has shown that there are situations in 
interferences where it is desirable to have and the parties need a 
prompt ruling on a written motion. It is difficult for an examiner- 
in-chief to render a prompt ruling if the motion and any opposi- 
tion are not promptly served and filed. In those situations where 
a party has no Washington, D.C. metropolitan area attorney or 
where a party resides in an area not served by “Express Mail,” it 
may not be possible to hand-file or use “Express Mail.” The 
examiner-in-chief would then exercise discretion by not invok- 
ing the exception of new subparagraph (xii) of § 1.8(a). 

One comment suggested that it would be clearer if the fee for 
a petition in an interference and the fee for a request for recon- 
sideration of a decision on petition in an interference were set out 
in § 1.17(h) as separate items. This suggestion has been adopted 
and the two fees have been set out in § 1.17(h) as separate items. 

A suggestion was made that a reference be made in § 1.136 to 
§ 1.611 rather than § 1.610(a). The suggestion is being adopted, 
because a reference to § 1.61 1 is believed to be more appropriate. 
Once an interference is declared involving an application, ex 
parte prosecution of the application is suspended and the appli- 
cant need not respond to any PTO action outstanding as of the 
date the interference is declared. 

One comment made the following remark concerning § 
1.196: “I do not understand the need or desire of the PTO to start 
the time to appeal to a Court from a PTO final decision on one 
claim, while PTO action is continuing on a second claim.” As 
explained in the notice of proposed rulemaking (49 F.R. 3770, 
columns 2-3; 1039 0.G. 20-21; 1039 TMOG 20-21), when there 
are further proceedings before the examiner following a decision 
by the Board of Patent Appeals and Interferences, judicial review 
is not appropriate. Hence, under § 1.196, the PTO will not start 
atime for seeking judicial review of a PTO decision on one claim 
while PTO action is continuing on another claim. The last 
sentences of § 1.196(b)(1) and § 1.196(d) authorize the Board to 
enter an order making iis decision final as to one claim when 
remand proceedings as to another claim result in a favorable 
decision for the applicant. Section 1.196 is intended to eliminate 
piecemeal appeals. 

With respect to § 1.292(c), one commentator said: “[a] party 
should be able to raise public use and [on] sale issues at any stage 
[of an interference proceeding] provided the issue is raised in a 
timely manner after learning of the use or sale.” Public use and 
on sale issues are to be raised in interferences by way of a 
preliminary motion under § 1.633(a). Ifa motion under § 1.633(a) 
cannot be timely filed, a belated motion may be filed provided 
the moving party complies with the provisions of § 
1.645(b). Whether or not a belated motion will be accepted 
where a public use or sale is discovered after the time for filing 
§ 1.633(a) motions which has passed will manifestly depend on 
the facts of a given case. 

One comment suggested that the language “speedy, and 
inexpensive” be deleted from the second sentence of the pre- 
amble of § 1.601. This suggestion is not being adopted. The 
second sentence of the preamble of § 1.601 provides that the 
rules “shall be construed to secure the just, speedy, and inexpen- 
sive determination of every interference.” The provision is 
modeled in part after the second sentence of Rule | of the Federal 
Rules of Civil Procedure which states that the Federal Rules 
“shall be construed to secure the just, speedy, and inexpensive 
determination of every action.” The “just, speedy, and inexpen- 
sive determination” provision of § 1.601 will prove useful in 
construing other provisions in the rules. 

Two comments were received which suggested a change in 
language in § 1.601(j). One comment correctly noted that “[i] f 
even one claim of each party defines the same patentable inven- 
tion, there is an interference-in-fact.” The comment went on to 
correctly note that “[t] he remaining claims can be disposed of by 
a motion under § 1.633(c)(4).” A second comment noted that 
under the definition proposed, all the claims of both parties 
corresponding to a count must define the same patentable inven- 
tion. The comment went on to correctly note the intent of the PTO 
is, however, that an interference-in-fact exists if at least one of the 
claims of a party corresponding to a count defines the same 
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patentable invention as one of the corresponding claims of an 
opponent. In view of the suggestions made in the two comments, 
§ 1.601(j) has been changed to state that an interference-in-fact 
exists when at least one claim of a party which corresponds io a 
count and at least one claim of an opponent which corresponds 
to the count defines the same patentable invention. 

Two comments were received which suggested that the 
language “earliest filing date” in § 1.601(m) be changed to read 
“earliest effective filing date.” The suggestion is not being 
adopted. Section 1.601(m) defines “senior party.” The definition 
of “senior party” in § 1.601(m) is consistent with current practice 
and is intended to codify current practice. In an interference 
where there are no benefit applications, the “senior party” is the 
party with the earliest “filing date.” There are interferences 
where a party may be “senior” with respect to a first count based 
on the filing dates of the applications involved in the interference 
and “junior” with respect to a second count because the opponent 
is entitled to benefit of an earlier application as to the second 
count only. Under these circumstances in the past, the PTO has 
designated the party who is “senior” based on the filing dates of 
the applications involved as the “senior party.” The designation 
of the party as “senior party” is for procedural purposes only, i.e., 
setting who takes testimony first, and does not affect which party 
has the burden of proof. Section 1.601(m) preserves this past 
practice. 

Comments were received regarding § 1.601(n) which defines 
“same patentable invention” and “separate patentable inven- 
tion.” One written comment suggested that § 1.601(n) be de- 
leted. The commentator appeared at the hearing and also urged 
orally that § 1.601(n) be deleted. The suggestion is not being 
adopted. In view of the nature of the comment and the impor- 
tance of the definitions in § 1.601(n), the written comment is 
reproduced in its entirety: 


Comment: The paragraph to be deleted contains an explicit 
definition of both “same patentable invention” and “separate 
patentable invention”. It requires application of a two-prong test 
for determining “sameness” or “separateness”. Two inventions 
are considered to be the “same patentable invention” when they 
are the same under 35 USC 102 or obvious variants under 35 
USC 103 when one is considered as “prior art” with respect to the 
other. Application of this standard may lead to results which are 
anomalous or in conflict with statutory requirements if, as the 
proposed rules apparently assume, the award of priority as to 
counts embodying “separate patentable inventions” will inher- 
ently and finally resolve the question of entitlement to a patent as 
between the parties on involved claims corresponding to those 
counts. Three specific problems with the definition of Rule 
601(n) have been identified as follows: 


(1) If the standard of separate patentability as between two 
counts is applied on a mutual basis (i.e., Invention A must be 
separately patentable from Invention B considered as prior art 
and Invention B must be separately patentable from Invention A 
considered as prior art), then the conduct of interferences with 
separate counts directed to both a generic invention and an 
included specific embodiment thereof (i.e., a species) are frus- 
trated. If, however, such mutuality is not applied (i.e., if Inven- 
tion A is the existing count, then a count directed to Invention B 
is proper so long as Invention B would be considered patentable 
over Invention A as prior art), then a number of irreconcilable 
anomalies in count modification through preliminary motions 
practice will be manifest. 

(2) “Separate patentability” as a non-obviousness issue is in 
every context except interference practice before the PTO deter- 
mined with finality only when an affirmative determination has 
been reached or the applicant elects to discontinue further 
prosecution of any applications embodying the invention or to 
admit obviousness. Because in the ex parte context an applicant 
may continue to marshall additional evidence supportive of non- 
obviousness until separate patentability over a prior art inven- 
tion has been established, “separate patentability” is always a 
fluid concept where ultimate resolution can neither be predicted 
nor foreclosed. On certain cases interference proceedings under 
the proposed rules will be conducted and judgment rendered on 
the assumption of a lack of “separate patentability”, which 
would ordinarily be subject to change or rebuttal as additional 
argument, evidence or other supportive activity of non-obvious- 
ness were marshalled. Thus, simply determining a proposed 
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count is not yet “separately patentable” for the purposes of count 
formation ought not to foreclose post-interference reconsidera- 
tion of separate patentability questions when the party proposing 
the count would not have been foreclosed on priority grounds. 

(3) The underlying assumption that “separate patentability” 
is to be established under the proposed rules for one invention 
when a second invention is considered as “prior art” does not 
have any necessary correspondence to the effect of an adverse 
judgment in an interference on the question of priority. While a 
lost count in interference is not patentable to the loser, the lost 
count will be considered as “prior art” against the losing party 
only if the status of prior art for the purposes of 35 USC 103 is 
established by the record in the interference, (i.e., by represent- 
ing a prior invention of another made in the United States, not 
abandoned, suppressed or concealed under 35 USC 102). A 
party entitled to priority for a count under the benefit provisions 
of 35 USC 119 creates no “prior art” under 35 USC 102(g)/103 
against his opponent. Separate counts ought not to be created or 
denied in an interference on the basis of a rule which fails to 
account for whether the interference record will confirm the 
assumption in the definition that a lost count will become “prior 

The following examples are provided as indicative of per- 
ceived difficulties in the application of the definition embodied 
in Rule 601(n): 


Example A: Rule 601(n) is applied in a mutuality sense to an 
interference where the existing count (Inventiun A) is a broad 
genus over organic compounds. Both parties disclose a species 
(Invention B) which one of the parties alleges represents a 
“selection invention”, i.e., is neither anticipated by the genus nor 
obvious therefrom. The party proposing to add a species count 
to Invention B must demonstrate that the genus was neither the 
same as nor obvious in view of the species, an impossibility since 
disclosure of the species anticipates the genus under 35 USC 
102. In effect, no party could ever propose sub-generic or 
species counts included within broader generic counts. Since all 
potential patentability and priority questions with respect to 
possible sub-generic and species claims are intended to be 
resolved in the unified patentability/priority proceedings, loss of 
such a broad generic count might be construed as estopping the 
losing party from arguing entitlement to a patent for species and 
sub-genera within the lost count. Since proof of a single species 
is dispositive of the question of priority as to a genus, no matter 
how large, this is a more severe result than would appear to be 
proper or intended. 

Example B: Under the facts of Example A, if the standard 
under which the propriety for including a second sub-generic or 
species count is merely that the proposed count must be non- 
obvious over the existing count considered as prior art, _ then, 
an interference could conceivably proceed with both the generic 
and the species count in the interference. The usual criteria for 
“selection inventions” could be employed. However, when an 
interference is declared with a species count embodying Inven- 
tion A, then utilization of a test requiring that a proposed count 
be non-obvious over the existing count as prior art leads literally 
to the conclusion that a proposed count to a generic Invention B 
is anticipated by the existing species count and therefore may 
not be added to the interference. This artificial distinction can 
certainly not have been intended, and yet the rules provide no 
clear indication of which result is the “correct” one or whether 
another test will be employed, e.g., the narrower count need only 
be non-obvious over the broader count. 

Example C: A party moves to substitute two sub-generic 
counts to allegedly separately patentable inventions, Invention 
A and Invention B, in place of a broad generic count to the 
“Markush” group of Invention A and Invention B. The party 
alleges Invention B has surprising and unexpected properties 
over Invention A and is separately patentable thereover. Be- 
cause, however, a consideration of Invention B as “prior art” 
suggests Invention A would not be non-obvious thereover, the 
motion is denied. The moving party establishes priority as to 
Invention B, but loses the sole count of the interference to an 
opponent who filed a foreign application disclosing a single 
species from Invention A. The result is that the moving party 
with clear evidence of priority apparently loses the right to patent 
an invention on the technicality of “count formation” in interfer- 
ence. The result is substantially more severe than had he been 
simply faced with a statutory bar! 


U. S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 367 
(167) 


Example D: The senior party, a foreign applicant, relies on a 
priority application disclosing Embodiment A. Subsequently 
the junior party files a United States application directed to an 
Embodiment B. Thereafter both parties file applications in the 
United States disclosing a generic invention including both 
Embodiments A and B. An interference is declared on the 
generic invention and the junior party moves to substitute two 
counts, one count to Embodiment A and a second count to 
Embodiment B on the ground that they represent separate 
patentable inventions. Since the junior party’s invention date for 
Embodiment B is after the senior party’s priority date, the junior 
party will be obliged to concede priority on the sole count in the 
interference unless his motion to substitute counts is granted. 

Accordingly, the junior party undertakes laboratory tests 
which indicate that both Embodiments A and B achieve substan- 
tially the same result in substantially the same manner without 
any significant differences in effectiveness. Without evidence of 
separate patentability to support the motion to substitute, the 
junior party is unsuccessful and priority is awarded to the senior 
party. 

The junior party abandons his claim to the generic invention 
of the lost count, but persists in his assertion he is entitled to a 
patent on Embodiment B since the interference record indicates 
no actual priority for this embodiment in favor of the senior 
party. Ultimately, the junior party obtains evidence that Embodi- 
ment B is unexpectedly more useful than anticipated in a com- 
mercial setting, while Embodiment A is substantially unsuitable 
for any practical use in a commercial setting. 

Is the junior party entitled to a patent notwithstanding the 
disposition of the issue of its separate patentability in an inter 
partes proceeding? If indeed, the junior party would be entitled 
to such a patent, must a second interference now be declared with 
the senior party to again litigate the issue of priority? Had the 
junior party failed to have made the motion to substitute counts 
in view of his utter lack of supporting evidence of separate 
patentability, would the estoppel under 37 CFR 1.658(c) have 
applied? Finally, would the ends of justice be better served by a 
standard for count formation which could be finally determined 
contemporaneously with the filing of the preliminary motions 
themselves? All of these questions suggest that the utilization of 
a fluid concept such as non-obviousness as the basis for count 
formation will give unintended and unsupportable results in 
situations where the lack of separate patentability is prematurely 
assumed. 

Example E: \n the scenario of Example D, the non-entitle- 
ment to contest Embodiment B as a separate count was premised 
on a failure to demonstrate that Embodiment B was non-obvious 
over Embodiment A considered as prior art. However, an award 
of priority to the senior party based on the disclosure of Embodi- 
ment A in a foreign priority application does not render Embodi- 
ment A as available prior art (35 USC 102(g)/103) inasmuch as 
Embodiment A would not have been a prior invention of another 
made in the United States which had not been abandoned, 
suppressed or concealed. The junior party’s entitlement to a 
patent on Embodiment B should depend, therefore, solely on his 
entitlement to priority with respect to Embodiment B. Priority is 
a necessary condition for entitlement to a patent since both 
parties disclose the embodiment and a sufficient condition since 
regardless of the party entitled to priority on Embodiment A, it 
should not become obviousness-generating prior art. Therefore, 
any standard or count formation which fails to reach the result of 
the junior party is entitled to contest priority and a patent on 
Embodiment B is contrary to current statutory requirements for 
entitlement to a patent. 

The proposed rules attempt to rationally define counts in an 
interference so that the judgment in the interference settles all 
questions of entitlement to a patent. This not only cannot be done 
prospectively, but should not be done at all. Judgment should be 
made on claims, not counts and unpatentability determinations 
made against a party subject to the normal ex parte standard that 
additional evidence of non-obviousness, or other evidence of 
patentability wholly independent of priority itself, could compel 
a reconsideration of the judgment of unpatentability. 

With respect to paragraph (1) of the comment, the standard of 
patentability will not be applied “on a mutual basis.” Thus, if a 
species is patentable over a genus, the species is a “separate 
patentable invention” from the genus. Compare Jn re Taub, 348 
F.2d 556, 146 USPQ 384 (CCPA 1965) (fluorine species might 
be patentable over genus of Markush group of hydrogen and 
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halogen). A first count to a genus and a second count to a species 
which is patentable over the genus may properly appear in an 
interference. See e.g., Example 4. The comment suggests that if 
“such mutuality is not applied . . . then a number of irreconcilable 
anomalies . . . will be manifest.” The urged “irreconcilable 
anomalies” are not readily apparent to the PTO. 

The PTO disagrees with the concept expressed in paragraph 
(2) of the comment that there should be “post-interference 
reconsideration of separate patentability.” One of the principal 
objects of Public Law 98-622 and these new rules is toencourage 
complete determination of all rights between parties in an inter- 
ference and to avoid post-interference reconsideration in an ex 
parte environment of issues which were or could have been 
raised inter partes in an interference. 

The commentator remarks in paragraph (3) of the comment 
that “[a] party entitled to priority for a count under the benefit of 
35 USC 119 creates no ‘prior art’ under 35 USC 102(g)/103 
against his opponent.” Jn re McKellin, 529 F.2d 1324, 188 USPQ 
428 (CCPA 1976), arguable provides support for the 
commentator’s remark. It should be noted, however, that in 
defining “same patentable invention” and “separate patentable 
invention” in § 1.601(n), the PTO is not establishing a new 
definition of “prior art.” Rather, the PTO is providing definitions 
which will determine—both initially and ultimately in an inter- 
ference—how claims in an application or patent will be desig- 
nated to correspond to counts. See §§ 1.603 and 1.606. Examples 
1-19 illustrate how the PTO proposes to initially designate 
claims to correspond to counts. The designation of claims to 
correspond (or not correspond) to a count is significant because, 
as noted by the plurality opinion in McKellin, 529 F.2d at 1327, 
188 USPQ at 432: “[a] n applicant [or patentee) who has lost an 
interference is not entitled to claims which correspond to the 
subject matter of the counts of the interference.” Section 1.658(c) 
estops a party from obtaining a claim which could have been 
added and which would have been designated to correspond to 
the lost count. The definitions of “same patentable invention” 
and “separate patentable invention” in § 1.601(n), the availabil- 
ity of motions to designate or not designate claims as corre- 
sponding to a count under § 1.633(c), and the estoppel provi- 
sions of § 1.658(c) provide the basis for accomplishing the 
PTO’s objective of resolving inter partes in a single proceeding 
all issues which are or could have been raised between parties in 
an interference. 


Examples illustrate how §§ 1.601(n), 1.633(c) and 1.658(c) 
accomplish the PTO’s objective. 


Example 32: Application AV discloses engines in general 
and in particular a 6-cylinder engine. Application AV contains 
only claim 1 (engine). Application AW discloses engines in 
general, but does not specifically disclose a 6-cylinder engine. 
Application AW contains only a single claim 3 (engine). The 
U.S. “filing date” (§ 1.601(h)) of the AV application is prior to 
the U. S. filing date of the AW application, but the AW applica- 
tion claims a foreign priority date under 35 U.S.C. 119 based on 
an application filed in a foreign country prior to the filing date of 
the AV application. An interference is declared. The sole count 
of the interference is to “an engine.” Claim 1 of the AV applica- 
tion and claim 3 of the AW application are designated to 
correspond to the count. During the interference, applicant AV 
does not move under § 1.633(c)(2) to add a claim to a 6-cylinder 
engine and to designate the claim to correspond to the count. 
Applicant AW is awarded a judgment in the interference based 
on the earlier filing date of the foreign patent application. After 
the interference, applicant AV adds claim 2 (6-cylinder engine) 
tothe AV application. Whether AV would be entitled to a patent 
containing a claim to a 6-cylinder engine will depend solely on 
whether a 6-cylinder engine is a “separate patentable invention” 
from “engine”—the subject matter of the count. If a 6-cylinder 
engine is a “separate patentable invention” within the meaning 
of § 1.601(n), applicant AV could not have successfully moved 
under § 1.633(c)(2) to add claim 2 and to designate it to corre- 
spond to the count. Therefore applicant AV could obtain a patent 
containing claim 2. If, on the other hand, a 6-cylinder engine is 
not a “separate patentable invention,” claim 2 of the AV 
application would be rejected on the basis of interference 
estoppel because claim 2 could have been added by a 
motion under § 1.633(c)(2). See § 1.658(c). See also Example 
37. 
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Example 33: This example is basically the same as Example 
32, except that application AV initially contains claim | (engine) 
and claim 2 (6-cylinder engine). When the interference is de- 
clared, both claims | and 2 of application AV are designated to 
correspond to the count. During the interference, applicant AV 
does not move under § 1.633(c)(4) to designate claim 2 as not 
corresponding to the count. A judgment in the interference is 
entered for applicant AW based on the earlier filing date of the 
foreign patent application. After the interference, applicant AV 
would not be able to obtain a patent containing claim 2, because 
that claim was designated to correspond to a count and entry of 
the judgment constitutes a final decision by the PTO refusing to 
grant applicant AV a patent containing claim 2. 

In the written comment, Examples A through E were set out 
to illustrate what the commentator believed were “perceived 
difficulties.” These examples are set out above and are analyzed 
below. 


Analysis of Commentator’ s Example A 


Example A does not describe any practice under these rules, 
because “same patentable invention” and “separate patentable 
invention” under § 1.601(n) are not intended to be “applied in a 
mutuality sense.” Where a first count is to a genus and a second 
count is to a species within the scope of the genus, there may be 
two counts if the species is separately patentable from the genus. 
The species is “invention A” referred to in § 1.601(n); the genus 
is “invention B” referred to in § 1.601(n). 


Analysis of Commentator’ s Example B 


Commentator’s Example B suggests—incorrectly—that if 
an interference is declared with a count to a species that no 
motion under § 1.633(c)(1) to add a count to a genus can ever be 
granted. If the species (“invention A” referred to in § 1.601(n)) 
is not anticipated by or obvious in view of the genus (“invention 
B” referred to in § 1.601(n)), a motion to add a separate count to 
the genus may be proper. The commentator uses the language 
“selection inventions” in both Examples A and B. Insofar as the 
PTO is aware, the language is not a term of art in the patent law. 
The PTO has not ascribed any particular meaning to the language 
in analyzing Examples A or B. 


Analysis of Commentator’ s Example C 


The result suggested in commentator’s Example C can come 
to pass only if the moving party accepts as final the denial of the 
motion to substitute two “sub-generic counts” for the “broad 
generic count.” Unlike practice under the rules which have been 
in effect, under these new rules a decision denying a motion to 
substitute a count is reviewable by the Board (see § 1.640(c) and 
§ 1.655(a), second sentence). Additionally, the party could seek 
judicial review (35 U.S.C. §§ 141, 146) of any final decision by 
the Board. However, if the party accepts as final the PTO’s 
determination that inventions A and B are the “same patentable 
invention,” the party would be precluded from obtaining a patent 
te invention B. After the interference is terminated, the only 
conceivable way that the moving party could seek to obtain a 
patent containing claims to invention B would be to first success- 
fully move to reopen the interference for the purpose of present- 
ing additional evidence. If the motion to reopen is granted (and 
it would be expected that such a motion will rarely be granted), 
the moving party would then have to successfully establish that 
invention A and invention B are not the same patentable inven- 
tion. The PTO will continue to follow the general guidelines of 
4 Rivise & Caesar, Interference Law and Practice, § 821 et seq. 
(Michie Co. 1948), in determining motions to reopen an interfer- 
ence after entry of judgment. It should be additionally noted that 
interferences in which a judgment has been entered by a district 
court in an action brought under 35 U.S.C. § 146 ora mandate has 
been entered by the U. S. Court of Appeals for the Federal Circuit 
(35 U.S.C. § 141 or 28 U.S.C. § 1295(a)(4)(C)) will not be 
reopened until the district court vacates its judgment and/or the 
Federal Circuit withdraws its mandate. 


Analvsis of Commentator’ s Example D 


Several questions asked in the commentator’s Example Dcan 
be answered as follows: 
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Question: Is the junior party entitled to a patent notwithstand- 
ing the disposition of the issue of its separate patentability in an 
inter partes proceeding? Answer: No. The junior party should 
have presented the “evidence that Embodiment B is unexpect- 
edly more useful than anticipated in a commercial setting” 
during the interference. The PTO expects to resolve issues inter 
partes in the interference. If the PTO was to permit the evidence 
to be presented after the interference is terminated and after ex 
parte prosecution resumes, a principal purpose of the overall 
change to interference practice would be defeated. It may be 
unfortunate that the evidence was not known to the junior party. 
However, it may also be true that the winning party—had the 
evidence been presented in the interference—could have pro- 
duced probative counter-evidence. Why should the winning 
party be put to the expense of a second interference? 

Question: If indeed, the junior party would be entitled to such 
a patent, must a second interference now be declared with the 
senior party to again litigate the issue of priority? Answer: The 
premise in the question is not correct. The junior party is not 
entitled to a patent to Embodiment B and therefore there will not 
be a second interference. 

Question: Had the junior party failed to have made the motion 
to substitute counts in view of his utter lack of supporting 
evidence of separate patentability, would the estoppel under 37 
CFR 1.658(c) have applied? Answer: Yes, unless the junior party 
can successfully move to reopen the interference. 

Question: Would the ends of justice be better served by a 
standard for count formation which could be finally determined 
contemporaneously with the filing of the preliminary motions 
themselves? Answer: While the question is not fully understood, 
it should be recognized that counts will initially be formed when 
an interference is declared and are subject to being changed by 
a motion (§ 1.633(c)) or by the Board (§ 1.640(c) and § 1.655, 
second sentence). The correctness of the PTO’s ultimate deci- 
sion on what counts should be is subject to judicial review (35 
U.S.C. §§ 141, 146). 


Analysis of Commentator’ s Example E 


The PTO, without agreeing or disagreeing with all of the 
commentator’s statements in Example E, disagrees with any 
ultimate conclusion that the junior party is entitled to a patent on 
Embodiment B and that such a result “is contrary to current 
statutory requirements for entitlement to a patent.” Interference 
estoppel precludes granting a patent claiming Embodiment B to 
the junior party even if Embodiment A is not prior art with 
respect to Embodiment B. 

One comment asked whether “invention A” and “invention 
B” mentioned in § 1.601(n) “refer to the entire scope of subject 
matter recited in a claim or to the disclosed embodiment(s) 
supporting the claim (a la /n re Vogel, [422 F.2d 438,] 164 USPQ 
619 (CCPA 1970))?” The question is somewhat difficult, if not 
impossible, to answer in the abstract. Whether “invention A” 
refers to the entire scope or to the embodiments which support a 
claim is not controlling under these new rules. One fundamental 
change being made under the new rules is that judgments will be 
in the form of whether an applicant or patentee is or is not entitled 
to a claim. In the past, the Board of Patent Interferences has 
entered an “award of priority.” The use of an “award of priority” 
does not always accurately express the “judgment” entered in 
many interferences. See e.g., Applegate v. Scherer, 332 F.2d 
571, 573 n. 1, 141 USPQ 796, 798 n. 1 (CCPA 1964). Whether 
an applicant or patentee is or is not entitled to a particular claim 
in any given interference will depend on many factors, some of 
which include the scope of the claim, the scope of the opponent’s 
claim, and the prior art. An example illustrates the point. 

Example 34: Applicant AX discloses an apparatus having 
fastening means. The specific means disclosed are rivets. Appli- 
cant AY discloses a similar apparatus having fastening means. 
The specific means disclosed are a nut and bolt. The prior art 
reveals that items have been fastened with numerous fastening 
means including both rivets and nuts and bolts. In determining 
whether AX’s apparatus with rivet fastening means is the “same 
patentable invention” as AY’s apparatus with nut and bolt 
fastening means, it would be proper to consider the specific 
apparatus disclosed by AX, the specific apparatus disclosed by 
AY, the fact that both AX and AY disclose the use of “fastening 
means” broadly, and the prior art which shows rivets and nuts 
and bolts to be known fastening means. 
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One comment suggested that the last sentence of § 1.604(b) 
and the last sentence of § 1.607(c) be deleted in view of a 
proposed rule (§ 10.23(c)(7); 49 F.R. 10028; 49 F.R. 33809) 
which defines “misconduct” as including “[k] nowingly with- 
holding from the Office information identifying a patent or 
application of another from which one or more claims have been 
copied.” The tule is still being considered. In any 
event, the last sentences of §§ 1.604(b) and 1.607(c) are instruc- 
tions to examiners whereas proposed 37 CFR 
§ 10.23(c)(7) defines misconduct for those registered to practice 
before the PTO. Another comment suggested deletion of 
§ 1.604(b) because “existing rules [37 CFR § 1.56] already 
provide a duty of disclosure of subject matter material to exami- 
nation.” There is no inconsistency between the rule relating to 
the duty of disclosure and § 1.604. The comment also suggested 
that by identifying another application, an applicant “might be 
construed as having admitted that the claims’’ of the other 
application are directed to the same patentable invention as the 
claims in the applicant’s application. The filing of such a paper 
is a statement by the applicant that the claims presented are 
“known to the applicant to define the same patentable invention” 
(emphasis added). If an applicant wishes to call another applica- 
tion to the attention of an examiner and the applicant believes 
that the other application does not claim the same patentable 
invention, but nevertheless may be relevant within the meaning 
of 37 CFR § 1.56, the applicant may identify the other application 
and at the same time state why the invention claimed in the other 
application is not the same patentable invention as the invention 
claimed in the applicant’s application. For the reasons given, the 
suggestions made in the two comments are not being adopted. 

Three comments relating to § 1.605 were received. One 
comment suggested that the language “or substantially the same 
as the suggested claim” be deleted from the third sentence of § 
1.605. The suggestion is being adopted to the extent that the 
language “aclaim which is the same or substantially the same as” 
is being deleted. Under § 1.605, when the examiner requests an 
applicant to copy a suggested claim, the applicant will be re- 
quired to copy verbatim the claim suggested by the examiner. A 
second comment suggested that the second and third sentences 
of § 1.605 be changed to read as follows: 


The applicant to whom the claim is suggested shall 
amend the application by presenting the suggested claim, 
or shall identify in the application one or more pending 
claims which the applicant regards as being directed to 
the same or substantially the same invention as the 
suggested claim, within a time specified by the Exam- 
iner, not less than thirty days. Failure or refusal of an 
applicant to timely present a claim or to timely identify 
one or more claims which are directed to the same or 
substantially the same invention as the suggested claim 
shall be taken without further action as a disclaimer by 
the applicant of the invention defined by the suggested 
claim. 


A third comment suggested that the second and third sen- 
tences of § 1.605 fail to take into account the case where an 
applicant is already claiming the invention. The third comment 
suggested addition of the following at the end of the third 
sentence of § 1.605(a): “, unless the application already contains 
claims to the same patentable invention.” The suggestions made 
in the second and third comments are not being adopted as such. 
However, the following sentence is being added as the fourth 
sentence of § 1.605: “At the time the suggested claim is pre- 
sented, the applicant may also (1) call the examiner’s attention to 
other claims already in the application or which are presented 
with the suggested claim and (2) explain why the other claims 
would be more appropriate to be included in any interference 
which may be declared.” A major deficiency of the suggestions 
made in the second and third comments was the inability of the 
PTO to efficiently and effectively handle situations where the 
applicant (1) presents a claim which is “substantially the same 
as” the suggested claim or (2) points to a claim already in the 
application and the examiner is of the opinion that the claim is 
not to the same patentable invention. Under these circumstances, 
the examiner could not properly declare an interference. Accord- 
ingly, the applicant will be required to present verbatim the 
suggested claim. The applicant may, however, also present any 
other claim which the applicant believes is more appropriate. 
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Alternatively, the applicant, in addition to presenting verbatim 
the suggested claim, may also call the examiner’s attention to a 
claim already in the application which the applicant believes is 
more appropriate for interference purposes. In either case, the 
applicant must explain to the examiner why a claim other than 
the suggested claim is more appropriate for inclusion in the 
interference. Upon consideration of the suggested claim and the 
applicant’s alternative claims and any explanation, the examiner 
is in a position to forward the application to the Board for 
declaration of an interference. If the applicant is dissatisfied with 
the claims of the application designated to correspond to the 
count, the applicant may file an appropriate motion under § 
1.633(c). 

Two comments were received which suggested that the last 
sentence of § 1.606 is not entirely clear. One comment suggested 
that the language in the last sentence which reads: “to define one 
patentable invention” be changed to read: “not to contain sepa- 
rate patentable invention.” This suggestion is being adopted. The 
use of the language “one patentable invention” was unfortunate 
and rendered the actual intent of the rule unclear. Under § 1.606, 
at the time an interference is declared a rebuttable presumption 
will exist that any patent claim designated to correspond to a 
count does not embrace separate patentable inventions. More- 
over, at the time the interference is declared, no count will be 
narrower in scope than the broadest patent claim designated to 
correspond to that count. The presumption is rebuttable and may 
be challenged and overcome by a motion under § 1.633(c). 
Examples 17 and 18 illustrate practice under § 1.606. 

Two comments were received discussing § 1.607. A first 
comment suggested that the word “must” in the first sentence of 
§ 1.607(c) be changed to “shall”. The suggestion is being 
adopted. Use of “shall” makes § 1.607(c) consistent with 
§ 1.604(b). A second comment asked the following question: 


“If the examiner determines that the applicant’s claim is 
patentable but that there is no interfering subject matter, 
and the examiner accordingly aliows the claim but re- 
fuses to declare an interference, is that determination 
appealable [to the Board of Appeals and Interferences 
under 35 U.S.C. § 1.134]?” 


The commentator suggests that “such a determination” is 
appealable and rationale in support of the commentator’s posi- 
tion appears in Gholz, Board of Appeals Jurisdiction Over 
Appeals from Decisions by Primary Examiners Refusing to 
Institute Interferences on Modified or Phantom Counts, 64J. Pat. 
Off. Soc’y 651 (1982). At the hearing, the commentator orally 
urged that the rules be amended to permit an appeal to the Board 
when an examiner allows a claim, but refuses to declare an 
interference involving the allowed claim. The suggestion is not 
being adopted. A decision by an examiner to allow a claim, but 
not to declare an interference involving the allowed claim, is 
petitionable and not appealable. See Gholz, supra, at 652 n. 13. 
The rule being suggested would enlarge the jurisdiction of the 
Board. Action by Congress would be necessary to accomplish 
what is embodied in the suggestion. 

Several written comments and one oral presentation at the 
hearing were made concerning § 1.608. One comment suggested 
that § 1.608 be expanded to provide for summary judgment in 
interferences involving applications where the earlier of the 
filing date or effective filing date of one application was three 
months earlier than the date of the other application. This sugges- 
tion is not being adopted. Ordinarily, interferences are not 
declared between applications having effective dates more than 
three months apart. Moreover, expanding summary judgment 
proceedings to application-application interferences would re- 
sult in delay in resolving interferences. Currently in application- 
patent summary judgment proceedings under 37 CFR § 1.204(c), 
very few summary judgments are entered against applicants who 
are junior to a patentee by more than three months. There is no 
reason to expect that a significant number of summary judg- 
ments would be entered in application-application interferences. 
As noted in the notice of proposed rulemaking, the PTO has 
already declined to expand summary judgment proceedings to 
cases where a patentee is junior to an applicant by more than 
three months. See 49 F.R. 3775 (paragraph bridging columns 1 
and 2); 1039 0.G. 34; 1039 TMOG 34; 27 BNA 319. 

Two written comments were received which suggested that § 
1.608(b) should be more specific in indicating the kind of 
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evidence which shou 1d be submitted when an applicant attempts 
to make out a prima facie case based on priority of invention. The 
suggestions in the comments are being adopted. The following 
sentence has been added to § 1.608(b): 


Where the basis upon which an applicant is entitled to 
judgment relative to a patentee is priority of invention, 
the evidence shall include affidavits by the applicant, if 
possible, and one or more corroborating witnesses, sup- 
ported by documentary evidence, if available, each set- 
ting out a factual description of acts and circumstances 
performed or observed by the affiant, which collectively 
would prima facie entitle the applicant to judgment on 
priority with respect to the earlier of the filing date or 
effective filing date of the patent. 


Similar language appears in the current rule: 37 CFR § 1.204(c). 
The PTO agrees entirely with the following discussion made by 
one commentator: 


The material added to Rule 608(b) currently appears in 
existing 37 CFR § 1.204(c). Acomparison of the existing 
language of 37 CFR § 1.204(c) with the proposed rule 
might be construed as suggesting that the allegations 
which are now expressly required where priority is an 
issue will be changed, specifically relaxed in some man- 
ner. Since under proposed Rule 617 this clearly is not the 
case, the proposed addition to Rule 608(b) should assist 
the practitioner in understanding the intent of the PTO. 


The commentator has accurately pointed out that the PTO 
intends to apply a stricter standard for filing additional evidence 
in summary judgment proceedings after an order to show cause 
has been issued. See the notice of proposed rulemaking. 49 F.R. 
3775 (column 1); 1039 0.G. 34; 1039 TMOG 1039; 27 BNA 319 
(column 1). 

At the hearing, it was suggested that § 1.608 should encour- 
age the use of 8-1/2 by 11 inch paper for affidavits. This 
suggestion is being adopted and the following sentence has been 
added to § 1.608(b): “To facilitate preparation of a record 
(§ 1.653(g) and (h)) for final hearing, an applicant should file 
affidavits on paper which is 8-1/2 x 11 inches (21.8 by 27.9 
cm.).” The commentator at the hearing suggested that “many 
people submitting a Rule 608(b) showing are going to want to 
rely upon that showing under Rule 672(b)” in those cases where 
an interference is allowed to proceed. Use of 8-1/2 by 11 inch 
paper will facilitate preparation of the ultimate record. 

Two comments were received with respect to § 1.609. The 
first comment suggested that the language “count or counts” in 
§ 1.609(b)(1) be changed to “proposed count or counts” and that 
each occurrence of “the count” in § 1.609(b)(2) be changed to 
“each count”. The suggestion is being adopted. These changes 
are editorial in nature and are designed to enhance the clarity of 
the rule. A second comment indicated that it was not clear to the 
commentator why it was necessary under § 1.609(b)(3) for the 
examiner to identify the claims in an application or patent which 
are deemed to be patentable over any count. The commentator 
went on to say that the examiner “could probably readily identify 
claims which would clearly be unpatentable over a count and 
perhaps this would be all that is needed. If the examiner simply 
said all claims are considered unpatentable over the count, what 
recourse does the applicant have if he disagrees?” The purpose 
of having the examiner identify all claims which are patentable 
over the count or counts is to place the parties on notice that those 
claims are allowable notwithstanding any decision in the inter- 
ference. Thus, in an interference between Jones and Smith if the 
examiner indicates that claim 8 of Jones is patentable over the 
proposed count or counts, Smith will know that Jones may 
receive a patent containing claim 8 even if Smith wins the 
interference. This will permit Smith to move under § 1.633(c) to 
add claim 8 as corresponding to a count if Smith believes claim 
8 defines the same patentable invention as one of the counts. 
Contrary to the suggestion in the comment, an examiner will not 
indicate that a claim is unpatentable over a count; rather, the 
examiner will designate the claim to correspond to a count. Each 
claim in a patent or application which is directed to the same 
patentable invention as a count will be designated to correspond 
to the count. Under the new practice, an examiner will no longer 
have occasion to indicate that a claim will be rejected over a lost 
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count. To fully answer the commentator’s question, if a claim is 
designated to correspond to a count and the applicant believes 
the claim does not define the same patentable invention as the 
count, the applicant may move under § 1.633(c) to designate the 
claim as not corresponding to the count. If the motion is granted, 
the examiner would be authorized to issue the applicant a patent 
containing the claim even if the applicant loses the interference. 

Several comments were received which discuss § 1.611. One 
comment suggested addition of a paragraph (f) to permit ex- 
panded summary judgment proceedings in application-applica- 
tion interferences. Since expanded summary judgment proceed- 
ings are not contemplated, the suggestion is not being adopted. 
See the discussion above under analysis of comments of § 
1.608(b). Two comments suggested that § 1.611(c)(8), which 
provides that a notice declaring the interference shall specify 
among other things the “order of the parties,” fails to take into 
account the fact one party may be “senior” as to one count and 
“junior” as to another count. As explained above in connection 
the analysis of the comments concerning § 1.601(m), the “order 
of the parties” is a procedural tool. It indicates the “style” of the 
case—which practitioners are encouraged to use. If there are two 
counts and one party is “senior” as to one count and “junior” as 
to another count, the party has the burden of proof as to that count 
to which the party is “junior.” See § 1.657. Appropriate testi- 
mony periods will be set (§ 1.651(b)) to accommodate differing 
burdens of proof in cases where a party is “senior” on one count 
and “junior” on another courit. The suggestions to change the 
meaning of “order of the parties” are not being adopted. Another 
comment suggested that § 1.611(e) be changed to indicate that 
notice “shall” (as opposed to “may”) be given in the Official 
Gazette when an interference has been declared involving a 
patent. No useful purpose would be served by changing “may” 
to “shall” inasmuch as the rights of parties involved in an 
interference are not affected by publication or non-publication 
of the fact that a patent is involved in the interference. By § 1.611 
the PTO intends to exercise discretion to publish in the Official 
Gazette an identification of patents which become involved in 
interferences; however, the PTO does not intend to undertake an 
absolute obligation to do so. The use of “may” better expresses 
the PTO’s intent behind § 1.61 1(e). 

No written comments were received relating to § 1.612. 
However, at the hearing two suggestions were made orally. The 
first suggestion was that where a “party” has obtained a copy of 
his “opponent’s” affidavit under § 1.131 or § 1.608(b) (see § 
1.612(b)), the party should be required to notify the opponent. 
According to the suggestion, if the opponent then intends to rely 
on the affidavit (§ 1.671(e)), the opponent would have to “re- 
serve” the affidavit on the party. This suggestion is not being 
adopted. When the party gains access to the affidavit under 
§ 1.612(b), the party may or may not make an accurate copy. On 
the other hand, the opponent knows exactly those portions of the 
affidavit upon which the opponent intends to rely. After careful 
consideration, the PTO believes on balance that it is better for the 
opponent to serve a copy of the evidence upon which the 
opponent intends to rely. Service avoids issues as to whether the 
party obtained under § 1.612(b) acomplete and/or accurate copy 
of the evidence upon which the opponent intends to rely. 

The second suggestion concerning § 1.612 made orally at the 
hearing was that a party should have access to an opponent’s 
“predecessor application, even though the application may not 
be relied upon for 35 USC, Section 120 benefit.” According to 
the suggestion, access to a “predecessor application” may be 
needed to uncover relevant evidence, including violations of 37 
CFR § 1.56. Specifically, the commentator called attention to 
Driscoll v. Cebalo, 731 F.2d 878, 221 USPQ 745 (Fed. Cir. 
1984), rehearing denied mem., (Fed. Cir. July 25, 1984). The 
suggestion is not being adopted. The Patent Statute (35 U.S.C. § 
122) provides that applications for patent will be preserved in 
secrecy by the PTO unless special circumstances are shown. 
Section 1.687(c) provides for “additional discovery” when re- 
quired in the interest of justice. Additional discovery is be lieved 
to provide the necessary procedural vehicle for obtaining access 
to an opponent’s “predecessor application.” 

One comment was received which suggested that the lan- 
guage “or members of the same firm of attorneys and agents” be 
added after “agent” in § 1.613(b). The suggestion is being 
adopted, because it is believed to make the rule clearer. 

One comment was received which said the following with 
respect to § 1.616: “Sanctions should not be left to the Examiner- 
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in-Chief (EIC) or BAI [Board of Patent Appeals and Interfer- 
ences] - This Rule is unnecessary and should be deleted. An 
alternative would be to give sanction power only to the BAI.” 
The suggestion to delete § 1.616 is not being adopted. There are 
cases where sanctions are warranted. See e.g., Woods v. Tsuchiya, 
207 USPQ 228 (Comm’r. Pat. 1979) and Tezel v. Bellantoni, 188 
USPQ 688 (Bd.Pat.Int. 1975). The PTO continues to believe that 
imposition of a sanction (except judgment) by a single examiner- 
in-chief is appropriate. In any event, a party may ask a 3-member 
panel of the Board to reconsider any sanction which may be 
imposed by a single examiner-in-chief. See § 1.640(c). 

a written and oral comments were received regarding 
§ 1.617. 

One oral comment made at the hearing suggested that “it 
should be explicitly stated in Rule 617(a) that the decision of the 
examiner-in-chief to permit the interference to proceed is with- 
out prejudice to the right of any other party to attack the suffi- 
ciency of the Rule 608(b) showing when offered as Rule 672 
testimony.” The suggestion is not being adopted. While no 
explicit statement to that effect will be placed in § 1.617(a), it 
necessarily follows that any opponent may attack the suffi- 
ciency of an applicant’s showing under § 1.608(b) when that 
showing is presented as evidence under § 1.672. In summary 
judgment proceedings, all an applicant need do is make out a 
prima facie case. If the interference is allowed to proceed in the 
normal manner, the applicant must prove priority by a prepon- 
derance of evidence (when the application and the patent are 
copending) or beyond a reasonable doubt (when the application 
was filed after the patent issued). Manifestly, the burden in 
summary judgment proceedings is not as strict as the burden in 
proceedings following summary judgment. Breuer v. DeMar- 
inis, 558 F.2d 22, 28, 194 USPQ 308, 313 (CCPA 1977) and 
Schwab v. Pittman, 451 F.2d 637, 640, 172 USPQ 69,71 (CCPA 
1971). 

Several comments suggested that an applicant should be 
permitted as a matter of right to file a reply to any statement filed 
by any opponent under § 1.617(d). The suggestion that a reply be 
permitted is being adopted. Accordingly, § 1.617(e) has been 
changed to read: “[w] ithin a time authorized by the examiner-in- 
chief, an applicant may file a reply to any statement filed by any 
opponent.” Some of the comments indicated that the applicant 
should be able to reply to a statement by a patentee or another 
opponent. The language “any opponent” in § 1.617(e) is in- 
tended to include both the patentee and any other opponent. The 
change in the last sentence of § 1.617(h) of “patentee” to “any 
opponent” is intended to make clear that all parties may appear 
at a hearing if the applicant requests a hearing. 

One comment suggested that the patentee (and presumably 
any other opponent) should be allowed to present “evidence” 
during summary judgment proceedings. This suggestion is not 
being adopted. A change in the second sentence of § 1.617(d) is 
intended to make clear that opponents may file statements in 
response to an applicant’s “response,” but the statement “shall be 
limited to discussing why all the evidence presented by the 
applicant does not overcome the reasons given by the examiner- 
in-chief for issuing the order to show cause.” The PTO does not 
intend to expand summary judgment proceedings into a “mini- 
interference.” An applicant presents evidence under § 1.608(b). 
If the examiner-in-chief finds that evidence insufficient, an order 
to show cause stating reasons for the insufficiency is issued. An 
applicant may respond and, if appropriate, file “additional evi- 
dence.” The PTO intends to be rather strict in permitting the filing 
of new evidence. After the applicant responds (with or without 
additional evidence), any opponent may file a statement. In the 
statement, the opponent should be free to comment on all the 
evidence (original and additional) which the applicant presents. 
Compare In re Plockinger, 481 F.2d 1327, 179 USPQ 103 
(CCPA 1973). Under § 1.617(d) the opponent may not urge a 
rationale for summary judgment which does not appear in the 
order to show cause issued by the examiner-in-chief. However, 
it is not the PTO’s intent to interpret § 1.617(d) in the narrow 
manner the Court of Customs and Patent Appeals interpreted 37 
CFR § 1.204(c) in Kahl v. Scoville, 609 F.2d 991, 995-996, 203 
USPQ 652, 656 [headnote 6] (CCPA 1979). An example will 
illustrate how the PTO intends to interpret § 1.617(d). 

Example 35: An applicant copies claims from a patent and is 
required to submit a showing under § 1.608(b). Upon review of 
the showing under § 1.608(b), the examiner-in-chief concludes 
that the showing fails to make out a prima facie case of priority, 
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because applicant has failed to show an actual reduction to 
practice. Applicant files a response and includes additional 
evidence which purports to show an actual reduction to practice. 
The patentee then files a statement in which two arguments are 
made. First, patentee argues that the additional evidence has not 
been properly authenticated. Second, patentee argues that even 
if applicant has shown an actual reduction to practice, summary 
judgment is nevertheless appropriate because applicant sup- 
pressed and concealed after the actual reduction to practice. The 
first argument is proper, but the second argument is not. A 
patentee may comment on the sufficiency of the applicant’s 
evidence. Fairness, however, dictates that summary judgment be 
granted only after fair notice in the order to show cause. Accord- 
ingly, summary judgment will not be based on a rationale raised 
by a patentee in a statement which does not correspond to the 
rationale used by the examiner-in-chief in the order to show 
cause. 

Achange has been made in § 1.617(a) and § 1.617(g) to make 
clear that once summary judgment proceedings have concluded, 
an interference will proceed “in the normal manner.” The change 
is intended to codify the decisions in Walsh v. Sakai, 167 USPQ 
465 (Comm’r.Pat. 1967) and Ing v. Chiou, 207 USPQ 321 
(Comm’r.Pat. 1979). This change is further discussed in the 
discussion of the comments received with respect to § 1.635. 

One comment was received which indicated that § 1.618: 


“needs qualification. It may be appropriate to resubmit 
certain papers (See also § 1.644(d) last sentence).” 


The precise “qualification” needed was not set forth in the 
comment. Likewise, no example of “certain papers” was set 
forth. Under the circumstances, the PTO declines to make any 
change in § 1.618. 

Several comments were received which discussed the rules 
relating to preliminary statements. 

Three comments were received which suggested that 
§ 1.622(a) be amended to “take into account several court 
decisions holding that joint inventors need not be joint inventors 
of [the subject matter of] all claims.” Changes have been made 
in § 1.622(a) consistent with the amendment to 35 U.S.C. § 116 
made by Public Law 98-622. 

One comment was critical of §§ 1.623(c); 1.624(c); and 
1.625(c), because § 1.628(b) does not cover the possibility that 
a drawing might not be available, e.g., a drawing destroyed in “a 
fire.” Section 1.628(b) has been amended to permit a party to 
allege a date when a first drawing or first written description was 
made in those circumstances where the first drawing or first 
written description is not available. The party will be required (1) 
to show good cause and explain in the preliminary statement why 
a copy of the drawing or written description cannot be attached 
to the preliminary statement and (2) attach to the preliminary 
statement the earliest drawing or written description made in or 
introduced into the United States which is available. The party 
would also be required to file a motion to amend its preliminary 
statement promptly after the drawing or written description 
becomes available. It is the PTO’s intent by the amendment to 
§ 1.628(b) to overrule the holding of headnote [1] of Reddy v. 
Davis, 187 USPQ 386, 388 (Comm’r.Pat. 1975) 

Another comment was critical of the language “conceived” in 
§ 1.623(a)(4). The current rules do not require a party to allege 
a conception; rather, they require one to allege the date of the 
certain acts which, if proved, would establish conception. See 37 
CFR § 1.216(a)(4). According to the commentator, an allegation 
of conception is “unprovable and meaningless.” The use of 
“conception” in § 1.623(a)(4) is intentional and is designed to 
permit a party to “plead” the earliest date on which it believes 
conception occurred. Contrary to the suggestion in the comment, 
“conception” is not meaningless and may be proved during the 
the testimony period. See Gould v. Schawlow, 363 F.2d 908, 150 
USPQ 634 (CCPA 1966); Meitzner v. Corte, 410 F.2d 433, 161 
USPQ 599 (CCPA 1969); and Mergenthaler v. Scudder, 11 
App.D.C. 264, 1897 C.D. 724 (D.C.Cir. 1897). There is no need 
to prove “conception” in the preliminary statement. 

A preliminary statement serves several useful purposes in an 
interference: (1) it serves to limit a party’s proofs as to time, (2) 
it serves as a vehicle for permitting the examiner-in-chief or the 
Board to issue orders to show cause in those cases where it would 
be futile to take testimony, and (3) it serves as notice to an 
opponent of the case which is alleged by a party. Under the rules 
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being announced herein, the issues which will be raised and 
decided by the Board at final hearing are made known during the 
interlocutory stage through (a) the preliminary statement, (b) 
motions under § 1.633 and decisions thereon, and (c) notices 
under § 1.632 of a party’s intent to argue abandonment, suppres- 
sion, or concealment. Section 1.632(a)(4) requires a party to 
allege a date of conception—it does not require proof of concep- 
tion. The allegation puts the opponent on notice that the party 
intends to prove conception as of a date no earlier than the date 
alleged in the preliminary statement. 

One comment suggested that the rules relating to preliminary 
statements are deficient because they do not permit one to allege 
allegations concerning tapes. Specifically, the commentator said: 
“What about a taped transcript of an invention, a practice being 
followed in a number of research departments of corporations?” 
If making a tape is the last act of conception, a party may allege 
the date the tape was made as the conception date under § 
1.623(a)(4). 

Several comments were received which suggested that a 
party should not have to allege derivation in a preliminary 
statement because the party may not know derivation occurred 
until the testimony period. Section 1.625 requires a party to file 
a preliminary statement when derivation is an issue. If derivation 
is not known or discovered prior to the date the preliminary 
statement is due, a party may move to amend the preliminary 
statement and allege derivation promptly after existence of 
derivation is discovered. 

Several comments discussing § 1.624 were received. One 
comment suggested that § 1.624(a)(5) should require a party to 
state, where appropriate, that no actual reduction to practice of an 
invention made in a foreign country was introduced into the 
United States. This suggestion is being adopted and a second 
sentence has been added to § 1.624(a)(5) which provides: “If an 
actual reduction to practice of the invention was not introduced 
into the United States, the preliminary statement shall so state.” 
This sentence conforms § 1.624(a)(5) to the allegation required 
in the second sentence of § 1.623(a)(5). Another comment 
suggested that the language “in the United States” be inserted 
after “reasonable diligence” in § 1.624(a)(6) and that all occur- 
rences of the language “was made” in § 1.624(c) be changed to 
“was introduced into the United States”. This suggestion is being 
adopted. As noted in the comment, “[t] he changes . . . are 
necessary to clarify that for an invention made abroad the only 
relevant activities are those which occur in the United States.” 
See 35 U.S.C. § 104. 

One comment asked “how does one introduce ‘an actual 
reduction to practice of the invention’ in the United States?” 
Breuer v. DeMarinis, 558 F.2d 22, 194 USPQ 308 (CCPA 1971), 
illustrates a case where an actual reduction to practice abroad 
was introduced into the United States. 

One comment suggested that § 1.627(a) be changed to re- 
quire preliminary statements “be enclosed in an outer envelope 
addressed to the Commissioner of Patents and Trademarks and 
be additionally marked Box Interference—Preliminary State- 
ment.” According to the comment, the confidentiality of prelimi- 
nary statements “envisioned under the proposed rules would be 
further enhanced . . . .” The suggestion is not being adopted. The 
PTO believes it is sufficient if preliminary statements are en- 
closed ina sealed envelope as specifiedin § 1.627(a). The Board 
will not permit access to preliminary statements which have not 
been ordered opened by an examiner-in-chief. 

Several comments discussing § 1.629 were received. One 
comment suggested that the first sentence (“A preliminary state- 
ment should be carefully prepared.”) should not appear in § 
1.629(a). This suggestion is being adopted. The PTO agrees with 
the commentator that the sentence: 


“no longer appears necessary or appropriate in the con- 
text of rulemaking. The remainder of the paragraph 
makes the admonition redundant at best.” 


Two comments were received which suggested that the word 
“normally” be deleted from the last sentence of § 1.629(d). The 
suggestions are not being adopted. A preliminary statement is a 
pleading. The Board does not evaluate or consider the content of 
a drawing or written description prior to final hearing. At final 
hearing, in fact, the Board will only consider the drawing or 
written description if a party places the drawing or written 
description in evidence. The word “normally” first appeared in 
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37 CFR § 1.223(c), last sentence, in 1978 (see e.g., 973 TMOG 
19 (Aug. 1; 1978)). The last sentence of 37 CFR § 1.223(c) was 
intended to codify headnote [2] of Reddy v. Davis, 187 USPQ 
386 (Comm’r.Pat. 1975). The word “normally” appears in the 
rule to permit the Board to exercise discretion to evaluate or 
consider the content of a drawing or written description in some 
unusual and presently unforeseen circumstance. 

One comment suggested that “no earlier than” in § 1.629(b) 
be changed to “as eariy as”. The suggestion is being 
inasmuch as it is believed to more clearly state the intent of the 
tule. 

One comment suggested that § 1.629(d) “is improper because 
it fails to take into account testimony which can show that a 
drawing and/or written description were actually made even 
though the drawing and/or written description are not now 
available.” A change to § 1.628(d) and addition of “unless the 
party complies with § 1.628(b)” to the first sentence of 
§ 1.629(d) eliminates the problem raised by the commenta- 
tor. 

One comment discussing § 1.631(a) was received which 
expressed the view that a junior party should be required to send 
a copy of its preliminary statement to the senior party even if the 
senior party does not fite a preliminary statement. According to 
the commentator, the senior party is prima facie the first inventor 
and at some time it will have to know the earliest dates alleged by 
the junior party. The rules require all parties to file a preliminary 
statement. If a junior party does not file a preliminary statement, 
it will be denied access to any other preliminary statement which 
is filed. A senior party, however, is always entitled to access to 
any preliminary statement filed by a junior party. See e.g., § 
1.631(b). However, a junior party will only be required to serve 
a senior party who files a statement. 

Numerous comments were received discussing § 1.633. 

One commentator asked: “What sort of a judgment is in order 
if a count is not patentable over the prior art to an opponent?” 
Section 1.633(a) authorizes a party to bring a motion for judg- 
ment on the ground that the opponent’s claim corresponding to 
a count is not patentable. It is important to note that the motion 
raises the patentability of the opponent’s claim not the count. 
Accordingly, by a motion under § 1.633(a), a party seeks entry 
of a judgment that the opponent is not entitled to a patent 
containing a claim corresponding to a count. 

Two comments questioned the nature of the judgment when 
a motion under § 1.633(b) is granted. Section 1.633(b) author- 
izes the filing of a motion for judgment on the ground that there 
is no interference-in-fact. If a motion under § 1.633(b) is granted, 
the judgment would provide that each party is entitled to a patent 
containing that party’s claims corresponding to the count. Judg- 
ments in interferences under these rules will determine a party’s 
entitlement or lack of entitlement to claims corresponding to a 
count. 

One comment expressed the hope that “third party inventor- 
ship” would not be made an issue in interferences. Contrary to 
the hope expressed by the commentator, “third party inventor- 
ship” can be made the subject of a motion under § 1.633(a). Any 
ground of unpatentability may be made the subject of a motion 
under § 1.633(a) except (1) priority of invention of the subject 
matter of a count by the moving party as against any opponent or 
(2) derivation of the subject matter of a count by an opponent 
from the moving party. It should be noted that under past 
practice, third party inventorship has not been considered “ancil- 
lary” to priority. Sheffner v. Gallo, 515 F.2d 1169, 185 USPQ 
726 (CCPA 1975). However, under these rules, the question of 
whether an issue is “ancillary” no longer arises. See 130 Cong. 
Rec. H10528 (daily ed. Oct. 1, 1984)(statement by Rep. 
Kastenmeier). Public Law 98-622 gives the Board authority to 
consider priority and patentability. Third party inventorship 
involves a question of patentability. 35 U.S.C. § 102(f). One 
comment pointed out that § 1.633(e) adopts the estoppel rule 
approved by the Court of Customs and Patent Appeals in Avery 
v. Chase, 101 F.2d 205, 40 USPQ 343 (CCPA 1939), cert. 
denied, 307 U.S. 638 (1939), while rejecting the rule announced 
by the U. S. Court of Appeals for the District of Columbia Circuit 
in /nternational Cellucotton Products Co. v. Coe, 35 F.2d 869, 
30 USPQ 366 (D.C. Cir. 1936). See also American Cyanamid Co. 
v. Coe, 106 F.2d 851, 42 USPQ 302 (D.C. Cir. 1939). The 
commentator is correct in noting that the rules adopt the estoppel 
rule approved in Avery v. Chase. The following comment by the 
CCPA in its opinion in Jn re Shimer, 69 F.2d 556, 558, 21 USPQ 
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161, 163 (CCPA 1934), accurately expresses the intent of the 
PTO in promulgating §§ 1.633(e) and 1.658(c): 


It may be stated that this rule works no hardship to him 
who is diligent in pursuit of his rights. When an interfer- 
ence is declared, the files of his contestants are open to 
him. He has full cognizance of their disclosures and 
claims. So advised, it becomes his duty to put forward 
every claim he has. [Rule 1.633(e)] . . . affords him this 
opportunity. If the rule be not enforced or enforceable, 
then delays and litigation are greatly increased. It is quite 
obvious that the doctrine of estoppel, as applied in these 
cases, results in the better conduct of the business of 
the Patent [and Trademark] Office and in the public 
good. 


One comment suggested that the following be added to the 
end ef § 1.633(c): 


A motion to add or substitute a count shall be construed 
as an automatic request for the benefit of any earlier 
application [filing] dates accorded the existing count, 
and also as encompassed by a contemporaneous motion 
under § 1.633(f) or (g), unless indicated otherwise. Any 
opposition thereto must be raised in a motion opposition 
pursuant to § 1.638. 


The suggestion is not being adopted. A specific reference to 
§ 1.637(c) appears in § 1.633(c). The provisions of § 1.637(c) 
spell out in detail the steps which a moving party must take in 
filing a motion under § 1.633(c). One of those steps requires the 
moving party to request benefit of any earlier application. The 
mere fact that benefit has been accorded for a “first” count does 
not establish that benefit should be accorded for a “second” 
count. The PTO believes the burden should be on the moving 
party to point out where an earlier application supports a count 
rather than placing the burden on an opponent in the first instance 
to point out where an earlier application fails to support particu- 
lar subject matter. There is no compelling reason to force the 
opponent “to prove a negative.” It should be noted that the 
language “Where appropriate,” has been deleted in every in- 
stance from § 1.637 to make clear that the burden lies on the 
moving party to request benefit when that party files a motion 
under § 1.633. 

At the hearing, one individual commented that § 1.633(a) is 
not clear as to whether a motion for judgment based on “fraudu- 
lent appropriation of the moving party’s invention by his oppo- 
nent” excluded. The “fraudulent appropriation of the moving 
party’s invention by his opponent” is derivation. Section 
1.633(a)(2) excludes both “innocent” derivation (e.g., through a 
third party and unknown to either party in an interference) or 
“fraudulent” derivation (e.g., where one party knowingly takes 
the invention from an opponent). In either event if derivation by 
an opponent of a party’s invention is proved, the party will be 
awarded judgment. 

One comment made the following statement: 


An opponent faced with a motion for judgment on the 
ground that a count is unpatentable may not be able to 
prove patentability in the short time periods. Provi- 
sion should be made for extensions of time in such 
cases. 


Provisions for extensions of time are made in § 1.645. 

One comment addressed Example 23 which appeared in the 
notice of proposed rulemaking. Example 23 also appears in a 
slightly modified form herein and, as modified, takes into ac- 
count discussion in the comment. The commentator believed 
that the motion mentioned in Example 23 should be denied and 
that a testimony period should be set. Accordingly to the com- 
mentator, the granting of the motion would shift the burden to the 
opponent of the motion. The commentator’s point is well taken. 
Actually, the motion should be deferred to final hearing and a 
testimony period would be set. In ruling on motions under § 
1.633, it will not always be possible for the examiner-in-chief to 
grant or deny outright a motion. When testimony is needed to 
rule on a motion, the proper course of action is to defer a decision 
on the motion to final hearing and permit testimony. See § 
1.639(c). The moving party retains the burden. If testimony is 
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taken on patentability, the parties would also have to take 
testimony on priority. With all testimony at its disposal, the 
Board would then be in a position to rule on all issues and award 
a judgment. 

One comment asked how the claims of the parties would be 
designated to correspond to the counts if in Example 18 a motion 
to substitute Count 2 (benzene) and add Count 3 (chloroform) 
was granted. The following Example 36 answers the commenta- 
tor’s question. 

Example 36: The facts in this example are the same as 
Example 18. Assume that applicant AB believes that benzene 
and chloroform define separate patentable inventions. Applicant 
AB would file a motion under § 1.633(c)(1) to substitute Count 
2 (benzene) for Count | (Markush group of benzene or chloro- 
form) and add Count 3 (chloroform). If the examiner-in-chief 
grants the motion, the interference would be redeclared by 
deleting Count | and substituting in its place Counts 2 and 3. 
Claims 1 and 2 of the patent H and claims 11 and 12 of 
application AB would be designated to correspond to Count 2. 
Claims | and 3 of patent-H and claims i 1 and 43 of application 
AB would be designated to correspond to Count 3. If one party 
proves priority with respect to both benzene and chloroform, that 
party would be entitled to all claims in its application or patent 
corresponding to Counts 2 and 3. The other party would not be 
entitled to a patent containing any claim corresponding to Counts 
2 and 3. If patentee H proves priority with respect to benzene and 
applicant AB proves priority with respect to chloroform (assum- 
ing there was no issue raised at final hearing with respect to the 
patentable distinctness of benzene and chloroform), the judg- 
ment would provide that patentee His not entitled toa patent with 
claims | and 3, but is entitled to a patent with claim 2 and that 
applicant AB is not entitled to a patent with claims 11 and 12, but 
is entitled to a patent with claim 13. If an issue is properly raised 
at final hearing as to whether benzene and chloroform are the 
same patentable invention and the Board holds that they are the 
same patentable invention, the party proving the earliest priority 
as to either benzene or chloroform would prevail as to all claims. 
Thus, if patentee H invented benzene before applicant AB 
invented benzene or chloroform, patentee H would be entitled to 
a patent containing claims | through 3 even if applicant AB 
invented chloroform before patentee H invented chloroform. 
Applicant AB would not be entitled to a patent with claims 11 
through 13. 

An oral comment was received by telephone which raised the 
question of whether a party is, or could be, required to present in 
the party’s application every claim which the party may ever 
seek to obtain in a patent based on the party’s application. 
According to the commentator, such a requirement would pre- 
vent the party from proceeding ex parte after the interference on 
any claim on which a favorable judgment was not entered. It is 
not the PTO’s intent to require a party who is an applicant to 
present at the outset all claims which the party may ever seek to 
obtain in a patent based on his application. Parties in interference 
cases should recognize, however, that the interference estoppel 
provisions of § 1.658(c) have been expanded with the view to 
eliminating much of the ex parte maneuvering which has taken 
place in the past after an interference is terminated. Accordingly, 
a party who fails to move to place a matter in issue runs a 
considerable risk that the party will not be able to raise the issue 
ex parte after an interference is terminated. Nevertheless, the 
PTO has determined that it will not, at this time, adopt the 
requirement suggested by the commentator. The commentator 
also suggested, contingent on his earlier suggestion being re- 
jected, that the rules provide that a party be authorized to file a 
motion to require an opponent who is an applicant to add a claim 
to the opponent’s application and to designate the claim as 
corresponding to a count. This suggestion is being adopted by 
addition of § 1.633(c)(5). Paragraph (c)(5) authorizes the filing 
of a motion to redefine the interfering subject matter by requiring 
an opponent who is an applicant to add a claim and to designate 
the claim to correspond to a count. A companion addition of 
paragraph (c)(5) to § 1.637 sets out the requirements of a motion 
under § 1.633(c)(5). Those requirements are: the moving party 
must (1) propose a claim to be added to the opponent’s applica- 
tion, (2) show the patentability of the claim to the opponent and 
apply the terms of the claim to the disclosure of the opponent’s 
application, (3) identify the count to which the proposed claim 
shall be designated to correspond, and (4) show that the proposed 
claim defines the same patentable invention as the count to 
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which it will be designated to correspond. The following ex- 
ample illustrates how practice under §§ 1.633(c)(5) and 
1.637(c)(5) is expected to occur. 

Example 37: \n this example, some of the facts set out in 
Example 32 will be used. Application AV discloses engines and 
in particular a 6-cylinder engine. Application AV contains only 
claim | (engine). Application AW discloses engines in general, 
but does not specifically disclose a 6-cylinder engine. Applica- 
tion AW contains only a single claim 3 (engine). Seeing that 
application AV specifically discloses a 6-cylinder engine and 
believing that a 6-cylinder engine is the same patentable inven- 
tion as “engine,” AW could move under § 1.633(c)(5) to require 
applicant AV to adda claim (6-cylinder engine) and to have the 
claim designated to correspond to the count (engine). Applicant 
AV could oppose on the ground that a 6-cylinder engine is not the 
“same patentable invention” as “engine.” If the motion is granted, 
applicant AV would be required to add a claim to 6-cylinder 
engine and the claim would be designated to correspond to the 
count. If applicant AV loses the interference, the judgment 
would preclude applicant AV from obtaining a patent with 
claims to “engine” or “6-cylinder engine.” If the motion is denied 
on the basis that a 6-cylinder engine is not the same patent- 
able invention, applicant AV would not be required to pre- 
sent a claim to 6-cylinder engine and would be able to 
pursue such a claim ex parte even if applicant AV loses the 
interference. 

If an applicant is ordered by an examiner-in-chief to file an 
amendment to present a claim and the applicant fails or refuses 
to timely present the amendment, the failure or refusal will be 
taken without further action as a disclaimer by the applicant of 
the subject matter of the claim. See the second sentence of 
§ 1.640(b)(1). 

At the hearing, one commentator indicated that it is not clear 
whether § 1.635 “would permit a motion for judgment in a 
situation where a junior party’s case-in-chief fails as a matter of 
law to overcome a senior party’s effective filing date.” Under the 
rules, it is not the intent of the PTO to allow a senior party to test 
the sufficiency of the case-in-chief of a junior party prior to final 
hearing. Thus, a “motion for a directed verdict” (see Rule 50(a) 
of the Federal Rules of Civil Procedure) at the conclusion of the 
junior party’s case-in-chief and prior to a senior party’s case-in- 
chief is not authorized under the rules. If a senior party believes 
the case-in-chief of the junior party is insufficient as a matter of 
law, the senior party may elect to proceed immediately to final 
hearing. If the senior party is incorrect, however, the senior party 
will have waived any right to present any case-in-chief or 
rebuttal. See e.g., Comstock v. Kroekel, 200 USPQ 548, 550 n. 4 
(Comm’r.Pat. 1978); Lorenian v. Winstead, 127 USPQ 501, 508 
(Bd.Pat.Int. 1959); and, more recently, Burson v. Carmichael, 
731 F.2d 849, 221 USPQ 664 (Fed. Cir. 1984) (“There is no 
support in law for repeated bites at the apple”). This would be 
true even if the only evidence relied upon by the junior party is 
a showing under 1.608(b). In this respect, the rules codify the 
decision in Walsh v. Sakai, 167 USPQ 465 (Comm’r.Pat. 1970). 

Two comments were received which suggested that the 
twenty-day period in § 1.636(b) is too short. It was suggested that 
a longer time period be set and one comment suggested thirty 
(30) days. The suggestions are not being adopted. The time 
period set for filing oppositions will normally be set during a 
telephone conference call between the examiner-in-chief and 
the attorneys for the parties. The twenty-day period appears in 
the rule in the event a specific time for filing oppositions is not 
set by an examiner-in-chief. The twenty-day period is deemed to 
be sufficient in most cases. Twenty days are currently allowed to 
respond to a motion. See 37 CFR § 1.231(b). It should be noted 
that the twenty-day period is longer than the minimum period 
allowed by the Federal Rules of Civil Precedure for responding 
to motions. See Rule 6(d) and (e). 

Two comments were received which discussed § 1.637. Both 
comments suggested that a sentence be added to § 1.637(f) (2) to 
require a translation to be filed when a party moves for benefit of 
an earlier foreign application which is not in English. The 
suggestions are being adopted and the following has been added 
as the last sentence of § 1.637(f) (2): “If the earlier application 
filed abroad is not in English, the requirements of § 1.647 must 
also be met.” Section 1.647 requires a translation whenever a 
party relies on a document in a language other than English. One 
comment suggested that the language of § 1.637(f)(3) (“Show 
that the earlier application discloses an embodiment within the 
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scope of the each count.”) may be “contrary to past decisions of 
the CCPA which have held a disclosure can be good without a 
specific embodiment.” The critical issue in each benefit situation 
is whether the earlier application constitutes a constructive 
reduction to practice of the invention defined by the count. The 
issue is necessarily resolved on a case-by-case basis and the 
presence or absence of an embodiment is only one factor to be 
considered. Accordingly, the language of § 1.647(f)(2) has been 
changed to read: “Show that the earlier application constitutes a 
constructive reduction to practice of each count.” The comment 
also criticized the use of the word “each” in § 1.647(f)(2). The 
term “each” is used to make clear that when there are two or more 
counts, the moving party must show that the earlier application 
constitutes a constru“tive reduction to practice foreach count. 
There are cases wl re a disclosure in an earlier application 
would constitute a constructive reduction to practice for one 
count but not for another count. 

Several changes have been made to § 1.637 which were not 
made as a result of a comment submitted from the public. Each 
occurrence of the language “Where appropriate,” in § 1.637 has 
been deleted as being unnecessary and possibly confusing. 
Whenever a party wants or believes that it is entitled to benefit of 
an earlier application, the party must file a motion under 
§ 1.633(f) for benefit. The language “Where appropriate” may 
have given parties the mistaken impression that a motion was not 
necessary where benefit of the earlier application had been 
accorded in the papers declaring the interference. See the discus- 
sion above of the suggested change to § 1.633(c) which was 
rejected. 

The language “or adding a claim to be designated to corre- 
spond to a count” has been added to § 1.637(c)(2). The change 
supplements a change made in § 1.633(c)(2). Section 1.637(c)(2) 
sets out the requirements for a preliminary motion to redefine the 
interfering subject matter by adding a claim in the moving 
party’s application and to designate the claim to correspond to a 
count. 

In § 1.637(c)(2)(ii), the language “Apply the terms of each 
proposed claim to the disclosure of the application” has been 
changed to “Show that the proposed or added claim defines the 
same patentable invention as the count”. This change was made 
to add the requirement of showing that the new claim defines the 
same patentable invention as the count and to eliminate a re- 
quirement already contained in § 1.637(c)(2)(iii). 

Section 1.637(c)(2)(iii) was changed to refer to an “amended 
or added claim” and thereby conform the language of the section 
to the language of § 1.633(c)(2). 

Paragraph (c)(5) was added to set out the requirements of a 
motion under § 1.633(c)(5) which permits a party to move to 
require an opponent who is an applicant to add a claim to the 
application and to designate the claim to correspond to a count. 
See Example 37. 

Two comments were made concerning § 1.638. One com- 
ment suggested that the twenty-day periods of paragraphs (a) 
and (b) were too short. The PTO has evaluated the time periods 
of paragraphs (a) and (b) and has decided that no change will be 
of paragraphs (a) and (b) and has decided that no change will be 
made to those periods. Attention is directed to the discussion 
above of the comments concerning § 1.636(b) which also con- 
tains a twenty-day period. 

Another comment made at the hearing suggested that a reply 
to an opposition to a motion should be permitted as a matter of 
course. Upon consideration of the comment, it has been decided 
to authorize the filing of replies to opposition to all motions. 
Presently, replies are permitting as a matter of course only for 
oppositions to motions under 37 CFR § 1.231. Section 1.638(b), 
as changed, would permit the reply in every instance. The PTO 
over the years has received complaints concerning the inability 
of a party to file replies. The change being made in § 1.638(b) will 
be reviewed sometime in the future to determine whether author- 
izing replies is helpful to the Board and/or whether undue delay 
in resolving interference occurs because replies are filed. More- 
over, the PTO will make a judgment on whether “new issues” are 
being raised as a matter of course in replies. It can thus be seen 
that the change in authorizing replies may be considered experi- 
mental and could be changed in the future if found to be counter- 
productive or inconsistent with the objective of resolving inter- 
ferences in a relatively prompt manner. 

One comment discussing § 1.639 was received. The com- 
ment states: 
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The requirement that proofs of alleged material facts 
must be filed may be difficult or impossible to meet in 
view of the shortened times. [The] rule should make 
provisions for timely submission of proofs within rea- 
sonable times. 


To the extent that the comment suggests setting specific times 
in the rules, the suggestion is not being adopted. It should be 
noted that if affidavits cannot be timely prepared to be filed with 
a motion, the moving party may wish to take advantage of 
paragraph (c) which requires a party to specify any testimony 
needed to resolve a motion. 

One change was made in § 1.639(c) to make clear that a 
moving party or an opponent may describe any testimony needed 
to resolve a motion under either § 1.633 or § 1.634. Often, 
testimony is needed to resolve inventorship disputes. Accord- 
ingly, a party may describe testimony needed to resolve motions 
to correct inventorship under § 1.634. It should be noted that if 
a party relies solely on affidavits in support of a motion (under § 
1.633 or § 1.634) and the issue raised in the motion is to be 
considered at final hearing, the party must comply with § 1.67 1(e). 

Several comments were received which discussed § 1.640. 
One comment asked: “When the final sentence speaks of a panel 
deciding the request for reconsideration, does this mean that the 
panel decides whether to reconsider or whether to modify the 
decision?” It was the PTO’s intent that the panel make a decision 
on whether to modify the decision made by the single examiner- 
in-chief. Accordingly, the language “shall be decided by a 
panel” in the last sentence of § 1.640(c) has been changed to 
read: “shail be acted on by a panel”. Another change in language 
to the fourth sentence of § 1.640(c) has been made to make clear 
that a decision of a single examiner-in-chief will not ordinarily 
be modified by a panel without an opportunity to file an opposi- 
tion. 

Another comment suggested that § 1.640(a) be changed to 
“allow, even encourage, the examiner-in-chief to travel to con- 
ferences where more convenient/practical for all concerned.” 
This suggestion is not being adopted. The use of a telephone 
conference call eliminates the need to adopt the suggestion. The 
same comment suggested that the “speedy and inexpensive” 
language of the second sentence of § 1.640(b) be deleted. The 
suggestion is not beingadopted. The comment fails to explain 
why the language should be deleted. It is cbvious that a motion 
cannot always be granted or denied; other action is often appro- 
priate, e.g., deferring consideration of a motion to final hearing. 
Section 1.640(b) gives the examiner-in-chief discretion to take 
appropriate action and the “just, speedy, and inexpensive deter- 
mination” language provides some standard which an examiner- 
in-chief may follow in those cases where granting or denying a 
motion is not appropriate. 

One comment was received which suggested that § 1.640 be 
changed to provide that an examiner-in-chief hold a hearing to 
determine whether an interference should proceed in those cases 
where a junior party fails to allege a date prior to the senior party 
and remains in an interference only because the junior party is 
alleging “fraud” by the senior party. The suggestion is not being 
adopted. If a party believes that an opponent has committed 
“fraud” or has engaged in “inequitable conduct,” the party may 
file a motion under § 1 .633(a) for judgment. Obviously, a motion 
for judgment on the basis of “fraud” or “inequitable conduct” 
must make out a case by clear and convincing evidence. The 
examiner-in-chief has sufficient authority under the rules to 
preclude a party from proceeding in an interference on a baseless 
charge of “fraud” or “inequitable conduct.” 

One oral comment was received which suggested that the 
examiner-in-chief be required to consult with an examiner prior 
to deciding a preliminary motion for judgment under § 1.633(a) 
based on patentability. The oral comment suggested alternate 
proposals: 

(1) The examiner-in-chief will normally obtain a patentabil- 
ity report when deciding motions involving a question of pat- 
entability. 

(2) The examiner-in-chief will consult with a primary exam- 
iner prior to deciding a motion raising an issue of patentability. 


The suggestion-of the oral comment is not being adopted. An 
examiner-in-chief is a person having “competent legal knowl- 
edge and scientific ability.” 35 U.S.C. § 7. Examiners-in-chief 
review decisions of examiners on questions of patentability. 
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Accordingly, there is no reason to require an examiner-in-chief 

to consult with an examiner on a question of patentability. The 
PTO recognizes that many examiners possess special expertise 
in particular arts. It is for this reason that § 1.640(b) provides that 
“fa] n examiner-in-chief may consult with an examiner in decid- 
ing motions involving a question of patentability” (emphasis 
added). Thus, an examiner-in-chief is authorized to consult with 
an examiner on a question of patentability where the examiner- 
in-chief believes consultation will be beneficial. 

One comment suggested that § 1.642 be changed to permit an 
examiner-in-chief to add a newly discovered patent, as well as 
newly discovered applications, to an interference. Inasmuch as 
35 U.S.C. § 135(a) authorizes interferences between applica- 
tions and patents, the suggestion is being adopted. The language 
“application” in § 1.642 has been changed to read: “application 
or patent”. 

Several comments discussing § 1.644 were received. One 
commentator made four suggestions, none of which are being 
adopted. First, the commentator suggested that there should be 
no fee for a petition under § 1.644(a)(1). This suggestion is not 
being adopted. A decision on a petition is a service performed by 
the PTO on behalf of a petitioner. The Commissioner is author- 
ized to charge fees for services performed. 35 U.S.C. § 41(d). 
Second, the commentator suggested that the last sentence of § 
1.644(d) be deleted. This suggestion is not being adopted. In the 
past when parties have filed petitions, copies of documents 
already in the interference file have been attached to the petition. 
The copies tend to increase unnecessarily the size of the file of an 
interference. Inasmuch as the document submitted with the 
petition is already in the interference, there is no need to file a 
“second” copy of the document. Parties can expect that petitions 
will be returned ({§ 1.618) if the petition is accompanied by 
documents which are already in the interference file. Third, the 
commentator argued that the “requirement of service within one 
(1) day is too onerous and should be deleted” from § 1.644(g). No 
rationale was given in support of the argument. Petitions have 
caused considerable delay in interference cases in the past. To 
avoid unnecessary delay and surprise on the part of the oppo- 
nent, the PTO has decided to require that service of a petition be 
such that delivery to the opponent is within one (1) working day. 
Service within one day should not ordinarily be difficult in view 
of “Express Mail” and numerous commercial one-day delivery 
services available. Lastly, the commentator suggested that § 
1.644(i) be changed to provide that decision on a petition would 
not be delegated to the examiner-in-chief handling the interfer- 
ence. The suggestion to change § 1.644(i) is not being adopted. 
However, when a PTO employee is granted authority to decide 
a petition in an interference case, the employee would not be the 
examiner-in-chief handling the interference or an employee on 
a panel of the Board deciding the petition. It would be expected 
that an employee deciding a petition by delegation of authority 
would be one who could exercise independent judgment on the 
petition bearing in mind that a petition will be decided on the 
record made before the examiner-in-chief or the panel. In con- 
nection with this latter point, findings of fact by an examiner-in- 
chief or the Board will be presumed to be correct unless shown 
to be clearly erroneous. Discretionary action by an examiner-in- 
chief or the Board will not be overturned unless it is shown that 
an abuse of discretion occurred. 

One commentator asked the following: “Is § 1.644(g) in- 
tended to apply only to ‘oppositions’ io § 1.644 petitions, or is 
it also applicable to § 1.638 oppositions?” The provisions 
of § 1.644(g) apply only to petitions filed under § 1.644; 
those provisions do not apply to oppositions under 
§ 1.638. 

Two comments suggested that § 1.644(a)(2) be changed to 
include an express statement that a petition under paragraph 
(a)(2) could not be filed until after the Board has entered judg- 
ment and that the petition could not relate to the merits of priority 
of invention or patentability or a question of whether evidence is 
admissible under the Federal Rules of Evidence. The sugges- 
tions are being adopted and appropriate language has been 
added to § 1.644(a)(2) after the word “Commissioner”. The 
change was suggested by the commentators so that no reason- 
able person could possibly overlook the fact that a petition to 
exercise supervisory authority can be filed only after entry of 
judgment. It should be noted that the language “and shall not 
relate to (1) the merits of priority of invention or patentability or 
(2) the admissibility of evidence under the Federal Rules of 
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Evidence” has been deleted from § 1.644(b) in view of the 
change to § 1.644(a)(2). 

One comment suggested that the last sentence of § 1.644(f) be 
changed to make clear that a decision would not ordinarily be 
modified until the Commissioner had requested an opposition to 
a request for reconsideration. This suggestion has been adopted 
and an appropriate change has been made to the last sentence of 
§ 1.644(g). 

One comment suggested that the word “shall” in the last 
sentence of § 1.644(b) precludes the filing of an opposition 
beyond the 15-day period specified in the rules. According to the 
commentator, the opposition should also be considered timely if 
filed within “any appropriate extension.” A party may move to 
extend the time for filing an opposition. See § 1.645. 

One comment argued that § 1.644(a)(1) cannot “be squared 
with the statute as interpreted in Myers [v. Feigelman, 455 F.2d 
596, 172 USPQ 580 (CCPA 1972)].” The rationale in support of 
the comment is the following: 


I presume that the limitation in subparagraph (b) that 
a petition under subparagraph (a)(2) “shall not relate to 
... the merits of priority of invention or patentability or 
. .. the admissibility of evidence” is intended to avoid 
conflict with Myers v. Feigelman, 172 USPQ 580(CCPA 
1972), and its progeny. However, I read Myers as saying 
that, if the board has statutory authority to make a 
decision (including all the myriad of ancillary decisions 
that the panels and/or the single examiner-in-chief will 
be making under the new procedure), then the Commis- 
sioner does not have authority to review the board’s or 
the single examiner-in-chief’s decision. Or, to put it the 
other way around, if the Commissioner reviews an ex- 
aminer-in-chief’s decision, he is stepping into the shoes 
of the examiner-in-chief, and the Commissioner’s deci- 
sion is in turn reviewable by the panel (which is, of 
course, the only entity authorized to exercise the statu- 
tory jurisdiction of the board—see Knickerbacker Toy 
Co. v. Faultless Starch Co., 175 USPQ 417 n.8 (CCPA 
1972)). Thus, I don’t see how proposed section 
1.644(a)(1) can possibly be squared with the statute as 
interpreted in Myers. 


It is true that the CCPA has stated that, “in performing his 
duties, the Commissioner cannot usurp the functions or impinge 
upon the jurisdiction of the Board .. . established by 35 U.S.C. 
135.” In re Dickinson, 299 F.2d 954, 958, 133 USPQ 39, 43 
(CCPA 1962). See also Myers v. Feigelman, supra, 455 F.2d at 
599 n. 8, 172 USPQ at 583 n. 8. However, it is also true that the 
Commissioner “shall superintend or perform all duties required 
by law respecting the granting and issuing of patents . . .” 35 
U.S.C. § 6; Kingsland v. Carter Carburetor Corp., 83 
U.S.App.D.C. 266, 168 F.2d 565, 77 USPQ 499 (D.C.Cir. 1948); 
In re Staeger, 189 USPQ 284, 285 n. 2 (Comm’r.Pat. 1974). The 
Commissioner, subject to approval of the Secretary of Com- 
merce, establishes the procedure by which the examiners-in- 
chief and the Board will consider interference cases. 35 U.S.C. § 
6. See also 35 U.S.C. § 23 relating to affidavits and deposi- 
tions. 

Under the rules, the Commissioner will not determine on 
petition either “priority of invention” or “patentability.” See § 
1.644(b). Likewise, the Commissioner will not consider whether 
evidence should have been admitted or excluded under the 
Federal Rules of Evidence. The PTO believes that the federal 
courts, which routinely rule on admissibility under the Federal 
Rules, are in a better position to determine whether the Board 
properly interpreted the Federal Rules of Evidence. 

While the Commissioner will not decide “priority of inven- 
tion” or “patentability” under 35 U.S.C. § 135(a), it does not 
follow that the Commissioner is precluded from interpreting 
PTO rules on procedural matters, including procedural matters 
related to the admissibility of evidence on some basis other than 
the Federal Rules of Evidence, e.g., whether a party has complied 
with a PTO rule such as § 1.671(e)(procedure for relying on 
affidavits) or § 1.671(g)(permission required for obtainin g 
evidence by subpoena.) 

Full consideration has been given to the comment. The PTO 
nevertheless believes that § 1.644(a)(1) is not inconsistent with 
law. Several comments concerning § 1.645 were received. One 
comment suggested that “to” be inserted in the first sentence of 
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paragraph (a) before “file a notice of appeal” and “commence a 
civil action”. According to the comment, “[t] he use of parallel 
infinitive verb forms provides greater clarity to the rule.” The 
suggestion has been adopted. 

Another commentator said the following: 


“No good reason is seen to require a notarized oath from 
an attorney merely to explain why a paper was filed late, 
if there is no claim of substantive prejudice by other 
parties. Attorneys and examiners-in-chief should not be 
spending unnecessary time and effort on merely proce- 
dural formalities. That is contrary to the intent of the new 
rules.” 


The PTO agrees with the commentator and has deleted the 
language “accompanied by an affidavit” from § 1.645(b). 

One comment suggested that a reference to § 1.610(d)(6) 
which provides for oral requests should be inserted into § 1.645 
to reflect intent stated in the comments [of the notice of proposed 
rulemaking] on proposed § 1.645.” This suggestion is not being 
adopted. As the commentator notes, § 1.610(d) authorizes an 
examiner-in-chief to hold a conference call to resolve issues and 
to enter an appropriate order following the conference call. A 
conference call may be used to obtain an extension of time. If the 
examiner-in-chief grants the request, an order may be entered— 
in which case a written motion is not necessary. The order 
provides the written record required by 37 CFR § 1.2. However, 
it would unduly lengthen the rules to insert a reference to § 
1.610(d) in each rule to which it may be applicable. Section 
1.645(a) specifies the procedure to be used when a written 
motion is filed. It should be noted that an examiner-in-chief may 
require a written motion notwithstanding a conference call. 

One comment stated that “[t] he ‘other business’ may be more 
pressing than the Interference. In order to serve the ends of 
justice, the PTO should be considerate in this matter.” The PTO 
intends to evaluate each request for an extension of time on a 
case-by-case basis. However, extensions of time in interference 
cases have become “routine.” A recent survey of a file in one 
interference revealed the following. The interference was de- 
clared on Mar. 30, 1976. Preliminary statements were filed on 
May 5, 1979. A decision on motions was entered on June 28, 
1982. Testimony was filed on Jan. 3, 1984. During the period 
between declaration and filing of testimony, sixty-four (64) 
requests or stipulations for extension of time were filed. 

When counsel and an examiner-in-chief agree to a schedule 
and times are set, the parties will be expected to adhere to the 
schedule unless there are unusual circumstances. Apart from 
work that counsel may have in an interference, an examiner-in- 
chief will have a docket and must manage not only the interfer- 
ence involving counsel, but numerous other interferences. The 
U. S. Court of Appeals for the Federal Circuit recently said 
the following in Rosemount, Inc. v. Beckman Instruments, 
Inc., 727 F.2d 1540, 1549-1550, 221 USPQ 1, 10 (Fed. Cir. 
1984): 

The conduct of a trial, granting of continuances and the 
like, is not, however, solely or entirely a matter of 
balancing conveniences of the parties. The Federal Rules 
of Civil Procedure recognize another consideration— 
the need for the exercise of discretion by the trial court in 
carrying out its duty of managing the judicial process, 
the business of the court, and the administration of 
justice. 


Likewise, these rules also recognize the need for the exercise 
of discretion by an examiner-in-chief in carrying out his or her 
duty of managing the interference (§ 1.610), the business of the 
PTO (§ 1.610), and the administration of justice (§ 1.601). 

Several comments were received which discussed § 1.646. 
One comment suggested that it would be clearer if “service” was 
inserted after “additional” in the last sentence of § 1.646(b). This 
suggestion has been adopted. 

Another comment suggested that “or except as otherwise 
provided in these Rules” be added to § 1.646(c) after “otherwise 
ordered by an examiner-in-chief”. The commentator pointed out 
that the change was needed because certain rules (§§ 1.644(g) 
and 1.658(b)) require service by “Express Mail” or by hand. The 
commentator accurately pointed out that adding the suggested 
phrase “will call attention to the fact that there are other rules 
which have their own requirements for service of papers.” The 
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suggestion has been adopted, except that “this part” has been 
used instead of “these Rules.” 

One comment suggested changing “time” to “date” in the last 
sentence of § 1.646(e). The suggestion has been adopted. The 
change is necessary to conform with the language of the rule to 
actual practice and other language in the rule. 

Two comments suggested that § 1.646(d), which authorizes 
an examiner-in-chief to order service by hand or “Express Mail,” 
be deleted. This suggestion is not being adopted. The use of 
“Express Mail” or delivery by hand is often desirable to expedite 
matters or to avoid unnecessary delay. One comment argued that 
delivery by hand may be prohibitive. Commercial couriers may 
be used to accomplish delivery by hand. The fee charged by most 
commercial couriers is not “prohibitive.” The other comment 
argued that “there are circumstances when. . . [delivery by hand] 
is [not] possible.” The use of § 1.646(d) is discretionary on the 
part of an examiner-in-chief. If delivery by hand, i.e., personal 
delivery or delivery by commercial courier, or by “Express 
Mail” is impossible, it would be expected that the examiner-in- 
chief would exercise discretion and permit service by first class 
mail. 

One comment suggested that the langeage “present case,” 
which was said to appear in § 1.651(b)(1) and § 1.651(c), be 
changed to “prepare case.” The suggestion is not being adopted 
because the language “present case” does not appear in § 1.651. 
In any event, a testimony period is set for a party to present its 
testimony—ceither case-in-chief or case-in-rebuttal. 

One comment was received which made two suggestions 
regarding § 1.652. First, the comment suggested that a period 
longer than 15 days be set for filing a response to a paper 
answering an order to show cause. This suggestion is not being 
adopted. The fifteen-day period is believed to be adequate in 
most cases. If more time is needed, a party may file a motion 
under § 1.645. Second, the comment suggested that the party 
placed under an order to show cause should be permitted as a 
matter of course to file a “reply” brief. This suggestion is not 
being adopted. In those instances where the Board believes a 
“reply” brief is desirable it may authorize the filing of a “reply.” 

One comment argued that § 1.653(i) “fails to make provision 
for exhibits which are too big to file or are too dangerous to file.” 
If an “exhibit” cannot be filed, it will not be given consideration. 
A party will have to rely on testimony and/or pictures or sketches 
for “exhibits” (e.g., a large machine in a factory) which are too 
large or too dangerous to be filed in the PTO. 

While no comments were received concerning § 1.654, it 
should be noted that a new paragraph (c) has been added and 
paragraph (c) as set out in the notice of proposed rulemaking has 
been redesignated as paragraph (d). New paragraph (c) provides 
that a party shall not be entitled to argue that an opponent 
abandoned, suppressed, or concealed an actual reduction to 
practice unless a notice under § 1.632 was timely filed. 

Two comments discussing § 1.655 were received. The first 
comment made the following statement regarding § 1.655(a): 

Last sentence—interlocutory orders are reviewed only 
for ‘manifest error’ etc. It is not clear whether this 
includes show cause orders under § 1.640 resulting from 
unpatentability determined under § 1.633(a). However, 
if so, it precludes proper review of the patentability 
determination. 


Patentability will initially be determined by a single exam- 
iner-in-chief. See §§ 1.610(a) and 1.640(b). If the examiner-in- 
chief determines that a claim of a party is unpatentable to that 
party, an order to show cause why judgment should not be 
entered as to that claim will be issued to that party. See § 1.640(d). 
If a response to the order to show cause is filed, a decision will 
be entered by the Board. See §§ 1.610(a) and 1.640(e). If the 
Board determines that the claim is not patentable to the party, a 
final decision and judgment will be entered holding the claim to 
be unpatentable. Review of the final decision and judgment is by 
judicial review under 35 U.S.C. §§ 141 or 146. It should be noted, 
however, that if there are other claims in the party’s application 
or patent which are deemed to be patentable, an interlocutory 
order would be entered holding only that certain claims are 
unpatentable. A final order holding those claims unpatentable 
would be entered after final hearing on other issues. Such a 
practice will avoid piecemeal judicial review. 

Another comment suggested that § 1.655 be changed to 
preclude consideration of patentability at final hearing. Public 
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Law 98-622 authorizes consideration of patentability assuming 
patentability is properly raised by a party during the interlocu- 
tory phase of an interference. 

Two comments discussing § 1.656 were received. One com- 
ment suggested that “[b] riefs should be letter size for consis- 
tency.” The PTO has no preference for the size of briefs. Briefs 
may be filed on letter or legal-size paper. Inasmuch as the federal 
courts now require letter-size paper, parties who intend to use a 
PTO brief as an exhibit in a federal court should use letter-size 
paper. 

Another comment suggested that § 1.656 be amended to 
preclude a single examiner-in-chief from ruling on admissibility 
of evidence. The introductory remarks to the notice of proposed 
rulemaking (and this notice) state that “[t] he examiner-in-chief, 
where appropriate, will be available by phone to rule on the 
admissibility of evidence in the event parties encounter unusual 
problems during the taking of depositions” (emphasis added). 
The commentator states: 


If an examiner-in-chief has ruled certain evidence inad- 
missible, that evidence would presumably not be before 
the Board at final hearing. Proposed Rule 1.656(h) pro- 
vides a means for a party to obtain suppression of 
evidence to which he has made timely objection, but the 
Rule does not provide for any means for a party whose 
proffered evidence has been held inadmissible by the 
examiner-in-chief, to have that holding considered by 
the Board. 


The change suggested by the comment will not be adopted. 
However, a brief explanation of how practice is expected to work 
is in order. The introductory remarks indicate that a single 
examiner-in-chief may rule on admissibility of evidence “where 
appropriate” and in “unusual” circumstances. There are times 
during interferences where a motion in limine can be helpful. For 
example, a junior party during its case-in-chief may wish to 
examine a witness on a document which was not served as 
required by § 1.673(b)(1). The senior party objects and realizes 
that if the junior party is permitted to examine the witness on the 
document, extensive cross-examination using numerous docu- 
ments would be necessary. In order to avoid wasting consider- 
able time, the parties could contact the examiner-in-chief by 
phone for a determination in limine on whether the junior party 
should be able to examine the witness on the document. Under 
the circumstances outlined the examiner-in-chief in his or her 
discretion could enter an order excluding the document from 
evidence. The order would be subject to a request for reconsid- 
eration. See § 1.640(c). Ordinarily, however, it would be ex- 
pected that parties would present evidence subject to objection. 
See § 1.675(c), last sentence. It is not envisioned that a single 
examiner-in-chief will routinely rule on the admissibility of 
evidence. 

Several comments discussing § 1.658 were received. One 
comment suggested that the 14-day time period in § 1.658(b) is 
too short. Section 1.658(b) provides that a party may file a 
request for reconsideration with 14 days of a final decision by the 
Board. The 14-day time period is the same period authorized for 
filing requests for reconsideration by the U. S. Court of Appeals 
for the Federal Circuit. See Rule 40(a) of the Federal Rules of 
Appellate Procedure. ° 

Several individuals suggested that a less restricted “interfer- 
ence estoppel” be set out in § 1.658(c). While full consideration 
has been given to the suggestions, it has been decided to retain 
in these rules the interference estoppel provisions of § 1.658(c) 
essentially as proposed. “Interference estoppel” under § 1.658(c) 
is designed to implement the PTO’s intent to have as many issues 
resolved as possible in a single inter partes proceeding. Numer- 
ous examples in this notice illustrate how practice is expected to 
take place under § 1.658(c). 

The language in the second sentence of § 1.658(c) has been 
changed to more clearly state the nature of the estoppel and the 
exception to estoppel. The word “counts” in the second sentence 
of § 1.658(c) means the counts as they exist at the time a final 
decision is entered. 

One comment was received concerning § 1.658(c) which 
requires a specific answer. The comment made the following 
statement: 


You state that an estoppel would not apply against a 
party awarded a favorable judgment as to all counts. 
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However, it seems to me that there will be occasion when 
it would not be appropriate to have estoppel where there 
was a split decision. For instance, consider an interfer- 
ence between applicants A and B in which A was awarded 
priority as to count | and B was awarded priority as to 
count 2. If I understand you correctly, A would be 
estopped in post-interference ex parte practice to present 
an additional claim X which was patentably indistinct 
from his claim corresponding to count | if B had support 
for claim X. I think this result would be unfortunate, and 
that A should be permitted to further refine his claim 
structure after the interference — that is, after he has 
been assured that he is entitled to claims to the basic 
invention recited in count 1. Under the circumstances 
described by the commentator, inventor A would not be 
estopped to present a claim to X because X is “patentably 
indistinct” (the proper terminology under the rules would 
be to say X is the “same patentable invention” as the 
subject matter of count 1) from the subject matter of 
count 1. Inventor A would be entitled to claim any 
disclosed invention which is directed to the “same pat- 
entable invention” as count 1. The change in the second 
sentence of {g49 1.658(c) more clearly reflects the 
PTO’s intent in this regard. Inventor A would not be 
entitled to claim any invention which is the “same pat- 
cntable invention” as the subject matter of lost count 2. 
See Examples 26, 27, and 28 for illustrations of interfer- 
ence estoppel practice when a “split” judgment is en- 
tered. 


Two comments were received discussing § 1.659. One com- 
ment suggested that the first sentence of § 1.659(b) should 
“reflect” that a reexamination may be based only on patents and 
printed publications. The suggestion is not being adopted. The 
basis upon which a reexamination may be instituted are set out 
elsewhere in the statute and rules. 35 U.S.C. 301-306; 37 CFR 
1.501-1.570. There is no further need to set that basis out again 
in § 1.659(b). Another comment suggested that the language 
“not involved in the judgment of the interference” be deleted 
from § 1.659(b). The rationale in support of the comment was as 
follows: 


Besides introducing a potential ambiguity as to what 
claims were ‘involved in the judgment,” there does not 
appear to be any good reasons to draw this distinction, 
particularly unless it is made more specific. Why should 
the Board be prevented from recommending reexamina- 
tion of some (less relevant) patent claims and not other 
patent claims which are potentially even more relevant 
to the public, unless ail of the same art has already been 
fully evaluated against the same claims in the Board’s 
decision? (emphasis in original). 


When a patent is involved in an interference, each claim of the 
patent will be designated to (1) correspond to a count or (2) not 
correspond to a count. All claims which are ultimately deter- 
mined to correspond to a count will be “involved in the judgment 
of the interference.” Inasmuch as they are involved in the 
judgment of the interference, there is no need to recommend 
reexamination of those claims. The claims involved in the 
interference are either patentable or unpatentable based on the 
final decision of the Board. Section 1.659(b) merely authorizes 
the Board to recommmend reexamination of patent claims which 
(1) are not involved in the judgment and (2) for one reason or 
another neither party saw fit to move to designate as correspond- 
ing to a count. 

One comment was received which suggested that the require- 
ments of § 1.660 are unnecessary. The PTO disagrees. The 
requirements of § 1.660 are designed to keep the PTO and a 
party’s opponent informed of activity which is relevant to an 
interference. These rules attempt, to the extent possible, to 
eliminate procedural surprise. Inasmuch as mail delays occur 
and the PTO cannot react instantaneously to é¢very paper filed in 
connection with every application or patent, the provisions of § 
1.660 are believed helpful in preventing surprise on the part of 
opponent’s and unnecessary work by examiners-in-chief or the 
Board due to a lack of knowledge of relevant activity which may 
be taking place in the PTO. 

One comment suggested that at the end of ‘ 1.661 the 
following be added: “and the time for any such available appeal 
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or review has expired.” The suggestion is not being adopted. 
Section 1.661 already provides for finality when “no appeal . . . 
can be taken. . . .” The language finds antecedent basis in 35 
U.S.C. § 135(a). 

Several comments discussing § 1.662 were received. Two 
comments suggested a change be made to provide that when a 
patentee files a statutory disclaimer under 35 U.S.C. § 253 and 
deletes all claims corresponding to a count, the disclaimer will be 
treated as a request for judgment. As one of the comments 
pointed out, “[s] ince . . . [the filing of a statutory disclaimer 
disclaiming all claims corresponding to a count] by the patentee 
could have no other conceivable effect, the proposed rule should 
be changed to require judgment when all corresponding claims 
are disclaimed.” The suggestion has been adopted and appropri- 
ate changes have been made to § 1.662(c). In view of the 
changes, the following language in § 1.662(c), as proposed, is 
not necessary: “A statutory disclaimer of any claim involved in 
an interference shall in subsequent proceedings have the same 
effect with respect to the patentee as an adverse judgment.” 
When a patentee disclaims less than all claims corresponding to 
a count; the claims which remain in the patent continue to be 
involved in the interference and any patentability or priority 
issues involving those remaining claims will be involved in the 
judgment on the merits in the interference. 

Two comments suggested that the word “dissolved” in § 
1.662(d) be changed to “terminated”. This suggestion is being 
adopted, because § 1.662(d) has been deleted. However, all 
interferences will be terminated with a “judgment.” A change 
has been made in the language of § 1.11(a) to delete any 
reference to terminating an interference other than by judgment. 

One comment suggested that the word “construed” in § 
1.662(a) be changed to “treated”. This suggestion has been 
adopted and more clearly states the intent of the PTO. The filing 
of the various papers mentioned paragraphs (a) and (c) of § 1.662 
will result in certain action by the PTO. The word “treated” more 
appropriately describes the consequences of filing such 
papers. 

One comment suggested that § 1.662(a) “is too sweeping.” 
According to the commentator, a patentee may file a disclaimer 
because it has “become aware of a statutory bar or can not afford 
the expense of an interference.” If the patentee becomes aware 
of a statutory bar, the patentee should call the “bar” to the 
attention of the PTO or file an appropriate motion under § 
1.633(a) for judgment if the “bar” applies to the opponent. If a 
junior party patentee decides than an interference is too expen- 
sive and for that reason files a disclaimer, there is no reason why 
judgment should not be entered in favor of the opponent. The 
comment also suggested that § 1.662(c) “needs revision” be- 
cause a patentee may disclaim one claim corresponding to a 
count, but not another. Section 1.662(c), as revised, takes into 
account the possibility that less than all claims corresponding to 
a count may be disclaimed. When some of the patent claims 
corresponding to a count are disclaimed, the interference pro- 
ceeds on the basis of the remaining claims which correspond to 
the count. If all patent claims corresponding to a count are 
disclaimed, judgment will be entered. 

One comment made the following statement regarding the 
third sentence of § 1.662(a): 


What of abandonment in favor of a CIP [continuation-in- 
part application]? Would this be construed as [a] request 
to enter [an] adverse judgment? Language should reflect 
procedural moves of substituting CIP for abandoned 
application and/or declaring new interference. 


The third sentence of § 1.662(a) does not apply to an applica- 
tion which is not involved in an interference. If an applicant files 
a continuation-in-part application and successfully moves (§ 
1.633(d)) to substitute the continuation-in-part for the applica- 
tion involved in the interference, abandonment of the application 
originally involved in the interference would have no bearing 
on the interference. Accordingly, no additional language is 
needed in § 1.662(a). 

Two comments discussing § 1.663 were received. One com- 
ment suggested that an explanation of the status of patent claims 
involved in an adverse judgment should be stated in the rule. This 
suggestion is not being adopted. The status of patent claims 
involved in an adverse judgment is stated in 35 U.S.C. § 135(a). 
Another comment suggested that the status of“claims which 
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could have been counts . . . should be made of record.” Unless a 
motion (§ 1.633(c)) to add claims to correspond to counts is 
filed, no reference will be made in a judgment as to claims 
“which could have been made counts.” 

One comment suggested that the language “then owned by 
either party but” be inserted after “application” in § 1.665. This 
suggestion is not being adopted. The language “same parties” in 
§ 1.665 is intended to cover a party and any assignee. The 
suggested language “then owned” would narrow the scope of the 
rule in a manner not intended by the PTO. 

An oral comment at the hearing suggested that § 1.671(e) be 
changed so that a party would not have to serve copies of 
affidavits relied upon under § 1.608(b) in those cases where an 
opponent had already obtained copies of the Rule 608(b) affida- 
vits. This suggestion is not being adopted. See the discussion 
above answering comments related to § 1.612(b). Another com- 
ment made at the hearing noted that the PTO is “adopting” the 
Federal Rules of Evidence. The Federal Rules include a “shop 
book” rule—Rule 803(b)(6). The commentator expressed the 
view that adopting of a “shop book” rule might make an impor- 
tant change in evidence which is admissible in interferences and 
suggested that “it would be helpful if the Patent and Trademark 
Office would publicly comment on this extremely important 
evidentiary rule . . . “ The PTO believes that adoption of Rule 
803(b)(6) of the Federal Rules of Evidence does not constitute a 
change in the admissibility of “shop book” evidence in interfer- 
ence cases. Rule 803(b)(6) is very similar to the former Federal 
Shop Book Rule (28 U.S.C. § 1732) which it replaced. The courts 
have articulated a rule of law which the PTO will continue to 
apply in determining admissibility of laboratory note books 
under the “shop book’’ Rule 803(b)(6) of the Federal Rules of 
Evidence. See e.g., Alpert v. Slatin, 305 F.2d 891, 134 USPQ 296 
(CCPA 1962) and Elliott v. Barker, {ro 481 F.2d 1337, 179 
USPQ 100 (CCPA 1973). 

One comment suggested that § 1.671(f) be eliminated on the 
ground that a rule should not be used to train attorneys and 
agents. The suggestion is not being adopted. The problem ad- 
dressed by § 1.671(f) is significant. By providing in the rules that 
documentary evidence must be explained the PTO hopes to save 
both parties and the Board considerable difficulty in presenting 
and evaluating evidence. 

One comment suggested that § 1.671(g) should be changed to 
require a party only to show the “relevancy” of expected testi- 
mony as opposed to the “admissibility” of the testimony. This 
suggestion is being adopted and an appropriate change has been 
made to § 1.671(g) to require a moving party to “describe the 
general nature and the relevance of the testimony, document, or 
thing.” 

An oral comment was received which asked whether permis- 
sion to issue a subpoena would be needed in the event a party 
seeks to call a witness under the control of an opponent. Ordinar- 
ily, the examiner-in-chief can order a party to produce an indi- 
vidual for a deposition as long as the individual is a party or is 
under the control of the party, e.g., an employee of an assignee. 
Where so-called “third parties” are concerned, however, issu- 
ance of a subpoena may be necessary, because the PTO has no 
authority to compel attendance of third parties. Several com- 
ments concerning § 1.672 were received. One comment at the 
hearing pointed out that use of 8-1/2 by 11 inch paper for 
affidavits appears to be optional. The commentator is correct in 
pointing out that the use is optional. By using 8-1/2 by 11 inch 
paper, however, a party will save considerable time when filing 
a record (§ 1.653). 

Two comments asked questions concerning § 1.672(b), and 
in particular, the meaning of the word “party” in the phrase “a 
party shall not be entitled to rely on any document or thing not 
mentioned in one or more of the affidavits . . .” Specifically, one 
commentator stated: 


It is the scope of the words “the party” which leave doubt 
as to the meaning of the passage. If “the party” refers only 
to the party proffering the affidavit testimony, then the 
passage is fair since such party had the opportunity to use 
whatever documents it deemed favorable to its position. 
But if “the party” also encompasses the opponent, i.e., 
the cross-examining party not proffering the affidavit 
testimony, then the passage improperly restricts the 
scope of cross-examination. Surely, the proponent party 
cannot, simply by confining the affidavit to favorable 
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documents, insulate the witness from cross-examination 
on unfavorable documents. 


Section 1.672(b) refers to a “party” and an “opponent.” The 
“party” is the party filing the affidavit and not an opponent of that 
party. Any “opponent” conducting cross-examination of an 
affiant may properly rely on documents and things not referred 
to in the affidavit. 

One comment suggested that the language “a witness whose 
testimony will not be compelled under 35 U.S.C. 24” should be 
deleted or revised. According to the commentator: 


This is often not determinable in advance. Even a “vol- 
untary” witness may develop cold feet and require a 
subpoena, or demand one for his own protection. Nor 
will all witnesses agreeable to affidavits be agreeable to 
depositions. 


The suggestion is not being adopted. An affidavit may be 
used only when a witness agrees to sign the affidavit. If an 
individual refuses to sign an affidavit or voluntarily appear at a 
deposition, the party calling the witness will have to compel 
attendance at a deposition by a subpoena under 35 U.S.C. § 24 
after receiving permission from an examiner-in-chief. 

One comment asked why there is “no express provision . . . [in 
the rules] for simply taking appropriate testimony of an adverse 
party by notice . . . rather than requiring a subpoena?” In many 
cases, notice will be sufficient inasmuch as an examiner-in-chief 
or the Board may generally order an adverse party to appear and 
give testimony. Thus, in many cases a subpoena is not needed to 
require attendance at a deposition of an adverse party. 

Two comments suggested that a time be set out in the rules by 
which an affidavit should be filed. The suggestion is being 
adopted and the second sentence of § 1.672(b) has been changed 
to provide that affidavits shall be filed prior to the close of the 
party’s relevant testimony period. The two comments also sug- 
gested that the rules specify that documents relied upon in an 
affidavit be filed with the affidavit. This suggestion is also being 
adopted by an appropriate change to § 1.672(b) which will 
provide that a party cannot rely on any document referred to in 
an affidavit unless a copy of the document is filed with the 
affidavit. Any document filed with an affidavit must also be 
served (§ 1.646). Section 1.672(b) will also provide that a party 
may not rely on any “thing” mentioned in an affidavit unless the 
opponent is given reasonable access to the “thing.” A “thing” is 
something other than a document. The comments had suggested 
that the “things” be limited to those under the possession, 
custody, or control of the party submitting the affidavit. This 
suggestion is not being adopted. If a “thing” is not under the 
possession, custody, or control of a party, the party should resort 
the use of a deposition and compel production of the “thing” by 
a subpoena under 35 U.S.C. § 24. 

Four comments were received discussing § 1.673. It was 
suggested that the time for service under § 1.673(b) be three days 
if service is accomplished by hand or “Express Mail” and ten 
days if service is accomplished by any other means. This sugges- 
tion is being adopted. An appropriate change has been made in 
the introductory sentence of § 1.673(b). It was also suggested 
that the word “copy” in § 1.673(b)(1) be changed to read “list and 
copy”. In support of the suggestion, one commentator states: 


In connection with the service of documents, the amend- 
ment to the proposed rule would require that a listing of 
documents accompany the documents themselves. This 
would permit cross-checking between lists and docu- 
ments to ascertain whether or not discrepancies exist and 
reduce the possibility for later controversy. 


The suggestion is being adopted. Under § 1.673(b)(1) a list of 
the documents would have to accompany the documents. One 
comment suggested that documents served should be “Bates 
numbered.” While this suggestion is not being adopted in the 
sense of changing the language of a rule, it must be remembered 
that the party serving documents may be required to later prove 
exactly what was served. Using “Bates” numbers or an equiva- 
lent scheme may prove invaluable in later stages of an interfer- 
ence. 

One comment discussing § 1.682 suggested that the language 
“not identified on the record during the taking of testimony of a 
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witness” be deleted. This suggestion is not being adopted. If an 
official record or printed publication is made an exhibit during a 
deposition or in an affidavit, it need not be submitted under § 
1.682. Section 1.682 permits a party to make an official record or 
printed publication part of the evidence being considered at final 
hearing without calling a witness. The official record or printed 
publication must, however, be self-authenticating. On the other 
hand, a party may present the official record or printed publica- 
tion as an exhibit during testimony. When this latter course is 
followed, there is no need to take advantage of the provisions of 
§ 1.682. The comment also suggested that a change be made in 
§ 1.682(a)(4) because the requirement therein for a “certified” 
copy appeared to be inconsistent with § 1.671(d) which provides 
that a record of the PTO need not be certified. The suggestion is 
being adopted by adding “where appropriate” at the beginning of 
§ 1.682(a)(4) and a reference to § 1.671(d) at the end of § 
1.682(a)(4). If the official record is not a record of the PTO, it will 
be necessary to submit a certified copy of the official record. 

Comments were received discussing § 1.684. One comment 
suggested that language be inserted in § 1.684(a) to make clear 
that the testimony authorized is for a case-in-chief or a case-in- 
rebuttal. The suggestion is not being adopted. The testimony 
authorized by § 1.684(a) is necessarily testimony for a case-in- 
chief or a case-in-rebuttal. The commentator correctly notes that 
the use of written interrogatories under § 1.684 “for cross- 
examination would seem neither appropriate or justified.” Sec- 
tion 1.684 does not apply to cross-examination. If a party 
submits an affidavit under § 1.672(b) or intends to rely on an 
affidavit under § 1.617(e), the party must make the affiant 
available for cross-examination at a deposition. See § 1.673(e). 
A deposition may be noticed only “for a reasonable time and 
place in the United States.” See § 1.673(a). Accordingly, it is not 
expected that § 1.684(a) will be used to cross-examine affiants 
residing in foreign countries. The party filing the affidavit will be 
required to make the affiant available for cross-examination in 
the United States. 

One comment suggested that the provisions of § 1.685(d) are 
“harsher” than the corresponding provisions of 37 CFR § 1.285(c). 
The comment is not fully understood. Section 1.685(d) requires 
an objection to be stated on the record. An objection to the 
admissibility of evidence must be stated on the record and a 
motion under § 1.656(h) renewing the objection at final hearing 
must be filed. No longer will a party be permitted to attend a 
deposition and fail to enter an objection only to raise the objec- 
tion at final hearing. The current practice permits a party to delay 
the objection until it is often too late to permit an opponent to 
correct the evidentiary basis on which the objection is bottomed. 

One comment suggested that the second sentence of § 1.687(b) 
(“If the witness refuses to produce a requested document or 
thing, the party may file a motion (§ 1.635) for additional 
discovery under paragraph (c) of this section.”) be deleted. This 
suggestion is being adopted. The PTO agrees with the following 
remark by the commentator: “[o]mission of the sentence is 
recommended since it is clear from [paragraph] (c) 
[of § 1.687] that such a motion could be made in an appropriate 
case.” 

One comment at the hearing suggested that the PTO’s inabil- 
ity to enter protective orders makes discovery unduly compli- 
cated. The commentator suggested that under § 1.687(c), as set 
out in the notice of proposed rulemaking, it is possible to obtain 
appropriate protective orders. The commentator correctly con- 
cedes that the maximum sanction which the PTO can enter upon 
a proven violation of a PTO entered protective order is judgment. 
See § 1.616. The commentator suggested, however, that addi- 
tional discovery may be conditioned on the issuance of a sub- 
poena duces tecum under 35 U.S.C. § 24. Upon issuance of the 
subpoena, the commentator stated that the opponent could move 
the district court for entry of a protective order. If a party violates 
a protective order entered by a district court, the party would be 
subject to such sanctions as the district court might deem appro- 
priate as well as a sanction by the PTO, including entry of 
judgment against the party. The PTO, unlike the district court, 
would not be able to apply a sanction after an interference is 
terminated. 

The commentator’s suggestion is believed to be sound. No 
change in the language of § 1.687(b) is believed to be necessary 
inasmuch as paragraph (b) authorizes the PTO to “specify the 
terms of conditions of such additional discovery.” One of those 
terms could be requiring a party to issue a subpoena under 35 
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U.S.C. § 24. By making a party proceed in the first instance in the 
PTO, appropriate PTO orders may be entered suggesting the 
scope of any protective order and stating the underlying basis for 
requiring a party to produce documents. The order could be of 
assistance to the district court in subsequent enforcement or 
contempt proceedings. 

Additional discovery obtained under a protective order is- 
sued by either the PTO or a district court will not be admitted in 
evidence in the PTO in determining the interference. All evi- 
dence submitted in an interference must be made available to the 
public under the provisions of § 1.11(a). Accordingly, any 
protective orders have to be vacated before a document could be 
admitted in evidence in the PTO which is subject to a protective 
order. 

Example 38 illustrates how the practice would work. 

Example 38: An interference involves party X and party Y. 
During the interference, party X files a motion for additional 
discovery under § 1.687(c) asking that party Y be required to 
produce certain documents. Party Y opposes on the sole ground 
that the documents contain trade secret and confidential infor- 
mation. Party Y indicates that it has no objection to producing the 
documents for inspection by counsel for party X, but insists that 
party X not be permitted to inspect the documents. Accordingly, 
party Y asks the examiner-in-chief to authorize the discovery 
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subject to entry of a protective order. Party Y argues, however, 
that the sanctions of § 1.616 are not sufficient in the event of a 
violation of the protective order. An examiner-in-chief con- 
cludes that additional discovery should be ordered, that a protec- 
tive order is appropriate, and that the sanctions of § 1.616 are not 
sufficient in the event of a violation of the protective order. 
Under the circumstances, the examiner-in-chief would enter an 
order directing party Y to produce the documents for inspection 
by counsel of party X on the condition that party X seek 
production of the documents by a subpoena duces tecum under 
35 U.S.C. § 24. Upon issuance of any subpoena, party Y could 
move the district court for entry of a protective order. If the 
district court enters the protective order, party Y can produce the 
documents to counsel for party X. If the protective order of the 
examiner-in-chief is violated, an appropriate sanction up to and 
including judgment may be entered by the Board. In addition, 
party Y would be in a position to seek contempt or other 
sanctions in the district court. The documents produced for 
inspection by counsel for party X could not be admitted in 
evidence in the interference (until the protective order is va- 
cated), because those documents are not documents which can 
be made available to the public under § 1.11(a). 

The following is an anticipated time schedule for a two-party 
interference: 


Time from last event Total time 
in the interference in interference 





Interference declared (1.611) 


Filing of preliminary statements (1.621) and prelimi- 
nary motions (1.633) 


Filing oppositions to preliminary motions (1.638(a)) 
Filing replies to oppositions (1.638(b)) 

Decision on preliminary motions (1.640(b)(1)), open 
preliminary statements (1.631), set times for filing mo- 


tions for discovery (1.687(c) and testimony (1.651(a)) 


Filing of motions for discovery (1.635, 1.651(a), 
1.687(c)) 


Filing of opposition to motion for discovery 
(1.638(a)) 


Filing reply to opposition to motion for discovery 
(1.638(b)) 


Decision on motion for discovery 

Time for compliance with any discovery 

Junior party testimony (case-in-chief; 1.672(b)): 
Testimony 
Senior party cross-examination of affiants if needed 


Senior party testimony (case-in-chief and case-in-rebut- 
tal, 1.672(b)): 


Testimony 
Junior party cross-examination of affiants if needed 


Junior party testimony (case-in-rebuttal): 
Testimony 


Senior party cross-examination of affiants if needed 
Filing of record (1.653(c)) 
Brief for junior party (1.656) 
Brief for senior party (1.656) 
Reply brief for junior party (1.656) 


3 months 
2/3 month 


2/3 month 


1 month 


1 month 


2/3 months 


2/3 months 
2/3 months 


2/3 months 


2 months 


1 month 


2 months 


1 month 


2/3 month 
2/3 month 
1-1/3 months 
1 month 

1 month 


2/3 month 


3 months 
3-2/3 months 
4-1/3 months 


5-1/3 months 


6-1/3 months 


7 months 


7-2/3 months 
8-1/3 months 


9 months. 


11 months 


12 months 


13-2/3 months 
14-2/3 months 


16 months 
16-2/3 months 
18 months 
19 months 
20 months 
20-2/3 months 
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Final hearing (1.654) 1 month 21-2/3 months 


Decision (1.658) 2 months 23-2/3 months 


The following is an index for §§ 1.601 through 1.688: 


Rule Index 


Scope of rules, definitions 

Interest in applications and patents involved 
in interference 

Interference between applications; subject 
matter of the interference 

Request for interference between applications 
by an applicant 

Suggestion of claim to applicant by examiner 
Interference between an application and a pa- 
tent; subject matter of the interference 
Request by applicant for interference with 
patent 

Interference between an application and a pa- 
tent; prima facie showing by applicant 
Preparation of interference papers by examiner 
Assignment of interference to examiner-in- 
chief, time period for completing interference 
Declaration of interference 

Access to applications 

Lead attorney, same attorney representing 
different parties in an interference, withdraw- 
al of attorney or agent 

Jurisdiction over interference 

Suspension of ex parte prosecution 
Sanctions for failure to comply with rules or 
order 

Summary judgment against applicant 

Return of unauthorized papers 

Preliminary statement, time for filing, notice 
of filing 

Preliminary statement, who made invention, 
where invention made 

Preliminary statement; invention made in 
United States 

Preliminary statement; invention made 
abroad 

Preliminary statement; derivation by an op- 
ponent 

Preliminary statement; earlier application 
Preliminary statement, sealing before filing, 
opening of statement 

Preliminary statement, correction of error 
Effect of preliminary statement 

Reliance on earlier application 

Access to preliminary statement, service of 
preliminary statement 

Notice of intent to argue abandonment, sup- 
pression, or concealment by opponent 
Preliminary motions 

Motion to correct inventorship 
Miscellaneous motions 

Motions, time for filing 

Content of motions 

Opposition and reply, time for filing opposi- 
tion and reply 

Evidence in support of motion, opposition, 
or reply 

Motions, hearing and decision, redeclaration 
of interference, order to show cause 
Unpatentability discovered by examiner-in- 
chief 

Addition of application or patent to interfer- 
ence 

Prosecution of interference by assignee 
Petitions in interference 

Extension of time, late papers, stay of pro- 
ceedings 

Service of papers, proof of service 
Translation of document in foreign language 
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Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 
Judgment for failure to take testimony or file 
record 

Record and exhibits 

Final hearing 

Matters considered in rendering a final deci- 
sion 

Briefs for final hearing 

Burden.of proof as to date of invention 
Final decision 

Recommendation 

Notice of reexamination, reissue, protest or 
litigation 

Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 

Status of claim of defeated applicant after in- 
terference 

Action after interference 

Second interference 

Filing of interference settlement agreements 
Evidence must comply with rules 

Manner of taking testimony 

Notice of examination of witness 

Persons before whom depositions may be 
taken 

Examination of witness, reading and signing 
transcript of deposition 

Certification and filing by officer, marking 
exhibits 

Form of a transcript of deposition 
Transcript of deposition must be filed 
Inspection of transcript 

Official records and printed publications 
Testimony in another interference, proceed- 
ing, or action 

Testimony in a foreign country 

Errors and irregularities in depositions 
Additional Discovery 

Use of discovery 


The following is a table correlating the present rules 
(37 CFR § 1.201 through § 1.288) to the rules (37 CFR 
§§ 1.601 through 1.688). 


Old 


1.201(a) 
1.201(b) 
1.201(c) 
1.202 
1.203(a) 
1.203(b) 
.203(c) 
new 
1.203(d) 
1.204(a) 
1.204(b) 
1.204(c) 
1.205¢a) 
1.205(b) 
1.205(c) 
new 
1.206(a) 
1.207(a) 
new 
1.207(b) 


Rule Correlation Table 
New 


1.601(a) 
1.601(b), (c) 
1.602 

none 
1.603(a), (b) 
1.605(a) 
1.605(b) 
1.604(a) 
1.604(b) 
none 
1.608(b) 
1.608(c) 
1.606(a), (b) 
1.607(a), (c) 
1.607(d) 
1.608(a) 
1.607(b) 
1.609 

1.610 

1.611 
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1.208 1.613 
1.211 1.614 
1.212 1.615 
new 1.616 
1.228 1.617 
new 1.618 
1.215(a) 1.621(a) 
1.215(b) 1.621(b) 
1.215(c) 1.629(c) 
1.216(a) 1.622(a), (b) 
1.216(a)(1)-(6) 1.623(a) 
1.216(b) 1.623(b),1.624(b), 
1.625(b) 
1.216(c) 1.666 
1.217(a) 1.624(a), 1.625(a) 
1.217(b) 1.623(a) 
1.218 1.621(a) 
1.219 1.627 
1.222 1.628 
1.223 1.629 
1.224 1.630 
1.225 1.640(d), (e), and 
1.651(c)(4) 
1.226 1.612 
1.227 1.631 
new 1.632 
1.231 1.633, 1.634 
1.237 1.641 
1.238 1.642 
1.242 1.643 
1.243 1.635,1.636,1.637(b) 
1.638 through 1.640 
1.644 
1.645 
1.645 


1.244 
1.245 
1.246 
1.247 1.646 
1.248 1.646 
new 1.647 
1.251 1.651 
1.252 1.652 
1.253 1.653 
1.254 1.656 
1.255 1.656(c) 
1.256 1.654 
1.257(a) 1.657 
1.257(b) 1.658(c), (d) 
1.258 1.655 

1.259 
new 
1.262 


1.659 
1.660 
1.662(a) 
1.263 1.662(a) and (d) 
1.264 1.662(b) and (c) 
new 1.662(e) 
1.265 1.663 
1.266 1.664 

1.267 1.665 

1.268 1.666 

1.271 1.671 

new 1.671(g) 
1.272(a) 1.672(a), (b) 
1.272(b) 1.672(c) 
1.272(c) 1.672(d), (e) 
1.273(a) 1.673(a), (c), (d), 
new 1.673(e) 
1.273(b) 1.673(f) 
1.274 1.674 

1.275 1.675 

1.276 1.676 

1.277 1.677 

1.278 1.678 

1.279 1.679 

1.281 1.645 

1.282 1.682 

1.283 1.683 

1.285 1.685 

1.286 eliminated 
1.287(a)(1)(i), (ii) 1.673(b) 
1.287(a)(1 (iii) 1.673(a) 
1.287(a)(2),(3) eliminated 
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1.287(b) 
1.287(c) 
1.287(d)(1) 
1.287(d)(2) 
1.287(e) 
1.288 


eliminated 
1.687 
1.673(c) 
1.616 
1.687(d) 
1.688 


Other Considerations: These rules do not have a significant 
impact on the quality of the human environment or the conser- 
vation of energy resources. 

The rules are in conformity with the requirements of the (1) 
Regulatory Flexibility Act (Pub. L. 96-354), (2) Executive Order 
12291, and (3) the Paperwork Reduction Act of 1980, 44 U.S.C. 
3501 et seq. 

The Genéral Counsel of the Department of Commerce has 
certified to the Small Business Administration that these rules 
will not have a significant adverse economic impact on a sub- 
stantial number of small entities (Regulatory Flexibility Act; 
Public Law 96-354). The rules govern the conduct of interfer- 
ence cases which arise in the Patent and Trademark Office. In 
fiscal 1983, the Patent and Trademark Office received 105,704 
patent applications. During the same period, 180 interferences 
were declared. It is expected that the overall cost will be reduced 
for obtaining a patent based on application which become 
involved in an interference. See a “section-by-section” analysis 
submitted for the Record by Representative Kastenmeier during 
discussion of H. R. 6286 on the floor of the House in which the 
following statement appears (130 Cong. Rec. H10528, columns 
2 and 3): 


it is expected that interferences will become simpler, 
more expeditious, and less costly. Under the bill, all 
issues of patentability and priority which arise in an 
interference can be decided in a single proceeding rather 
than in a series of complicated inter partes and ex parte 
proceedings. 


These rules, therefore, will have no significant economic 
impact on small entities. 

The Patent and Trademark Office has determined that this 
tule is not a major rule under Executive Order 12291. The annual 
effect on the economy would be less than $100 million. There 
would be no major increase in costs or prices for consumers, 
individual industries, federal state, or local government agen- 
cies, or geographic regions. There would be no adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

These rules do not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the Act 
are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions, Conflict of interests, Courts, Inventions and patents, Law- 
yers. 


PART 1 — RULES OF PRACTICE IN PATENT CASES 


For the reasons set out in the preamble and under the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, 23, 41, and 135, Part 1 of Title CFR is amended as set 
forth below. 

1. Section 1.1 is amended by adding a new paragraph (e) to 
read as follows: 


§ 1.1 All communications to be addressed to Commissioner of 
Patents and Trademarks. 


see8% 


(e) Communications relating to interferences and applica- 
tions or patents involved in an interference should be addition- 
ally marked “BOX INTERFERENCE.” 

2. Section 1.4 is amended by revising paragraph (a)(2) and 
reprinting the introductory text of paragraph (a) to read as 
follows: 
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§ 1.4 Nature of correspondence. 


(a) Correspondence with the Patent and Trademark Office 
comprises: 


eee 


(2) correspondence in and relating to a particular application 
or other proceeding in the Office. See particularly the rules 
relating to the filing, processing, or other proceedings of national 
applications in Subpart B, §§ 1.31 to 1.352; of international 
applications in Subpart C, §§ 1.401 to 1.482; of reexamination of 
patents in Subpart D, §§ 1.501 to 1.570; of interferences in 
Subpart E, §§ 1.601 to 1.688; and of trademark applications §§ 
2.11 to 2.189. 


eseee% 


3. Section 1.5 is amended by adding a new paragraph (e) to 
read as follows: 


§ 1.5 Identification of application, patent or registration 


e*s*4% 


(e) When a paper concerns an interference, it should state the 
names of the parties and the number of the interference. The 
name of the examiner-in-chief assigned to the interference (§ 
1.610) and the name of the party filing the paper should appear 
conspicuously on the first page of the paper. 

4. Section 1.8 is amended by adding to paragraph (a) a new 
subparagraph (xii) to read as follows: 


§ 1.8 Certificate of mailing. 


eeee% 


(xii) The filing of a paper in an interference which an 
examiner-in-chief orders to be filed by hand or “Express Mail.” 


eee 


5. Section 1.9 is amended by adding a new paragraph (g) to 
read as follows: 


§ 1.9 Definitions. 


**#e4% 


(g) For definitions in interferences see § 1.601. 
6. Section 1.11 is amended by revising paragraph (a) to read 
as follows: 


§ 1.11 Files open to the public. 


(a) After a patent has been issued, the specification, drawings 
and all papers relating to the case in the file of the patent are open 
to inspection by the general public, and copies may be obtained 
upon paying the fee therefor. After entry of a judgment in an 
interference by the Board of Patent Appeals and Interferences as 
to all parties, the file of any interference which involved a patent, 
or an application on which a patent has issued, is similarly open 
to public inspection and procurement of copies. See § 2.27 for 
trademark files. 


e*#ee% 


7. Section 1.14 is amended by removing from paragraph (d) 
the words “Board of Patent Appeals or the Board of Patent 
Interferences” and inserting, in their place, the words “Board of 
Patent Appeals and Interferences.” 

8. Section 1.17 is amended by revising paragraphs (e), (g), 
(h), and (1) to read as follows: 


§ 1.17 Patent application processing fees. 


eeee% 


(e) For filing a notice of appeal from the examiner to the 
Board of Patent Appeals and Interferences: 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in appeal under 35 U.S.C. § 
134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 

(h) For filing a petition to the Commissioner 
under a section of this part listed below which 
sefers 00 this: PRTRQTADMD. .....n...-<..cecosecseresnvnssceserersesees $120.00 

—§ 1.47 for filing by other than all the iriventors or a person 
not the inventor 

—§ 1.48 —for correction of inventorship 

—§ 1.1 —for decision on questions not specifically provided 
for 

—§ 1.183—to suspend the rules 

—§ 1.377—for review of decision refusing to accept and 
record payment of a maintenance fee filed prior to expiration of 
patent 

—§ 1.37(e)—for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee in ex- 
pired patent 

—§ 1.644(e)—for petition in an interference 

—§ 1.644(f)—for request for reconsideration of a decision on 
petition in an interference. 

— 1.666(c)—for late filing of interference settlement agree- 
ment. 

—§§ 5.12, 5.13 & 5.14—for expedited handling of foreign 
filing license 

—§ 5.15—for changing the scope of a license 

—4 5.25@—for retroactive license 

(i) For filing a petition to the Commissioner 
under a section of this part listed below which 
UI Re NS esieiccciiieisinrsiseincesinnniocimnisiineiens 

—§ 1.12—for access to an assignment record 

—§ 1.14—for access to an application 

—§ 1.5—for entry of late priority papers 

—§ 1.102—1o make application special 

—§ 1.103—1o suspend action in application 

— 1.177— for divisional reissues to issue separately 

—¥§ 1.312—for amendment after payment of issue fee 

—§ 1.313—to withdraw an application from issue 

—§ 1.314—1o defer issuance of a patent 

—§ 1.334—for patent to issue to assignee, assignment 
recorded late 

—§ 1.666(b)—for access to interference settlement agree- 
ment 


$ 60.00 


see 
9. Section 1.36 is revised as follows: 


$1.36 Revocation of power of attorney or authorization; with- 
drawal of attorney or agent. 


A power of attorney or authorization of agent may be revoked 
at any stage in the proceedings of a case, and an attorney or agent 
may withdraw, upon application to and approval by the Commis- 
sioner. An attorney or agent, except an associate attorney or 
agent whose address is the same as that of the principal attorney 
or agent, will be notified of the revocation of the power of 
attorney or authorization, and the applicant or patent owner will 
be notified of the withdrawal of the attorney or agent. An 
assignment will not of itself operate as a revocation of a power 
or authorization previously given, but the assignee of the entire 
interest may revoke previous powers and be represented by an 
attorney or agent of the assignee’s own selection. See § 1.613(d) 
for withdrawal of an attorney or agent of record in an interfer- 
ence. 

10. Section 1.48 is revised as follows: 


§ 1.48 Correction of inventorship. 
If the correct inventor or inventors are not named in an 


application for patent through error without any deceptive inten- 
tion on the part of the actual inventor or inventors, the application 
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may be amended to name only the actual inventor or inventors. 
Such amendment must be diligently made and must be accom- 
panied by (a) a petition including a statement of facts verified by 
the original named inventor or inventors establishing when the 
error without deceptive intention was discovered and how it 
occurred; (b) an oath or declaration by each actual inventor or 
inventors as required by § 1.63; (c) the fee set forth in § 1.17(h); 
and (d) the written consent of any assignee. When the application 
is involved in an interference, the petition shall comply with the 
requirements of this section and shall be accompanied by a 
motion under § 1.634. 

11. Section 1.55 is amended by removing from paragraph (a) 
“1.224” and inserting, in its place, “1.630”. 

12. Section 1.59 is revised as follows: 


§ 1.59 Papers of application with filing date not to be returned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost of any application in which 
either the required basic filing fee (§ 1.16) or the processing and 
retention fee (§ 1.21(1)) has been paid. See § 1.618 for return of 
unauthorized and improper papers in interferences. 

13. Section 1.68 is revised as follows: 


§ 1.68 Declaration in lieu of oath. 


Any document to be filed in the Patent and Trademark Office 
and which is required by any law, rule, or other regulation to be 
under oath may be subscribed to by a written declaration. Such 
declaration may be used in lieu of the oath otherwise required, if, 
and only if, the declarant is on the same document, warned that 
willful false statements and the like are punishable by fine or 
imprisonment, or both (18 U.S.C. 1001) and may jeopardize the 
validity of the application or any patent issuing thereon. The 
declarant must set forth in the body of the declaration that all 
statements made of the declarant’s own knowledge are true and 
that all statements made on information and belief are believed 
to be true. 


14. Section 1.103 is amended by revising paragraph (d) as 
follows: 


§ 1.103 Suspension of action. 


(d) Action on applications in which the Office has accepted a 
request filed under § 1.139 will be suspended for the entire 
pendency of these applications except for purposes relating to 
interference proceedings under §§ 1.601 through 1.688. 

15. Section 1.122 is amended by revising paragraph (b) as 
follows: 


§ 1.122 Entry and consideration of amendments. 


eseee% 


(b) Ordinarily all amendments presented in a paper filed 
while the application is open to amendment are entered and 
considered, subsequent cancellation or correction being re- 
quired of improper amendments. Untimely amendatory papers 
may be refused entry and consideration in whole or in part. For 
amendments presented during an interference see § 1.664. 

16. Section 1.136 is amended by removing “§ 1.207” and 
inserting, in its place, “§ 1.611” and by removing “§ 1.245” and 
inserting, in its place, “§ 1.645”. 

17. Section 1.138 is revised as follows: 


§ 1.138 Express Abandonment. 


An application may be expressly abandoned by filing in the 
Patent and Trademark Office a written declaration of abandon- 
ment signed by the applicant and the assignee of record, if any, 
and identifying the application. An application may also be 
expressly abandoned by filing a written declaration of abandon- 
ment signed by the attorney or agent of record. A registered 
attorney or agent acting under the provision of § 1.34(a) or of 
record, may also expressly abandon a prior application as of the 
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filing date granted to a continuing application when filing such 
a continuing application. Express abandonment of the applica- 
tion may not be recognized by the Office unless it is actually 
received by appropriate officials in time to act thereon before the 
date of issue. 

18. Section 1.181 is amended by revising paragraph (a) as 
follows: 


§ 1.181 Petition to the Commissioner. 


(a) Petition may be taken to the Commissioner: (1) from any 
action or requirement of any examiner in the ex parte prosecu- 
tion of an application which is not subject to appeal to the Board 
of Patent Appeals and Interferences or to the court; (2) in cases 
in which a statute or the rules specify that the matter is to be 
determined directly by or reviewed by the Commissioner; and 
(3) to invoke the supervisory authority of the Commissioner in 
appropriate circumstances. For petitions in interferences, see § 
1.644. 


19. The center heading preceding § 1.191 is revised to read 
“APPEAL TO THE BOARD OF PATENT APPEALS AND 

20. Section 1.191 is amended by revising the section heading 
and paragraphs (a) and (c) as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interferences. 


(a) Every applicant for a patent or for reissue of a patent, or 
every owner of a patent under reexamination, any of the claims 
of which have been twice rejected or who has been given a final 
rejection (§ 1.113), may, upon the payment of the fee set forth in 
§ 1.17(e), appeal from the decision of the examiner to the Board 
of Patent Appeals and Interferences within the time allowed for 
response. 


see2% 


(c) An appeal when taken must be taken from the rejection of 
all claims under rejection which the applicant or patent owner 
proposes to contest. Questions relating to matters not affecting 
the merits of the invention may be required to be settled before 
an appeal can be considered. 


eee4% 


21. Section 1.194 is amended by removing the words “Board 
of Appeals” and inserting, in their place, the words “Board of 
Patent Appeals and Interferences.” 

22. Section 1.196 is revised as follows: 


§1.196 Decision by the Board of Patent Appeals and Interfer- 
ences. 


(a) The Board of Patent Appeals and Interferences, in its 
decision, may affirm or reverse the decision of the examiner in 
whole or in part on the grounds and on the claims specified by the 
examiner. The affirmance of the rejection of aclaim on any of the 
grounds specified constitutes a general affirmance of the deci- 
sion of the examiner on that claim, except as to any ground 
specifically reversed. 

(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any appealed claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement shall constitute a new rejection of the claims. When the 
Board of Patent Appeals and Interferences makes a new rejection 
of an appealed claim, the appellant may exercise any one of the 
following three options: 


(1) The appellant may submit an appropriate amendment of 
the claims so rejected or a showing of facts, or both, and have the 
matter reconsidered by the examiner in which event the applica- 
tion will be remanded to the examiner and the decision of the 
Board of Patent Appeals and Interferences shall not be consid- 
ered final for the purpose of judicial review. The statement shall 
be binding upon the examiner unless an amendment or showing 
of facts not previously of record be made which, in the opinion 
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of the examiner, overcomes the new ground for rejection stated 
in the decision. When appropriate, upon conclusion of proceed- 
ings on remand before the examiner, the Board of Patent Appeals 
and Interferences may enter an order otherwise making its 
decision final. 

(2) The appellant may have the case reconsidered under § 
1.197(b) by the Board of Patent Appeals and Interferences upon 
the same record. Where request for such reconsideration is made 
the Board of Patent Appeals and Interferences shall, if necessary, 
render a new decision which shall include all grounds upon 
which a patent is refused. 

(3) The appellant may treat the decision, including the new 
grounds for rejection given by the Board of Patent Appeals and 
Interferences, as a final decision in the case. 


(c) Should the decision of the Board of Patent Appeals and 
Interferences include an explicit statement that a claim may be 
allowed in amended form, appellant shall have the right to amend 
in confonuity with such statement which shall be binding on the 
— in the absence of new references or grounds of rejec- 


“a Although the Board of Patent Appeals and Interferences 
normally will confine its decision to a review of rejections made 
by the examiner, should it have knowledge of any grounds for 
rejecting any allowed claim it may include in its decision a 
recommended rejection of the claim and remand the case to the 
examiner. In such event, the Board shall set a period, not less than 
one month, within whicti the appellant may submit to the exam- 
iner an appropriate amendment, a showing of facts or reasons, or 
both, in order to avoid the grounds set forth in the recommenda- 
tion of the Board of Patent Appeals and Interferences. The 
examiner shall be bound by the recommendation and shall enter 
and maintain the recommended rejection unless an amendment 
or showing of facts not previously of record is filed which, in the 
opinion of the examiner, overcomes the recommended rejection. 
Should the examiner make the recommended rejection final the 
applicant may again appeal to the Board of Patent Appeals and 
Interferences. Whenever a decision of the Board of Patent 
Appeals and Interferences includes a remand, that decision shall 
not be considered a final decision. When appropriate, upon 
conclusion of proceedings on remand before the examiner, the 
Board of Patent Appeals and Interferences may enter an order 
otherwise making its decision final. 

23. Section 1.197 is amended by revising paragraphs (a) and 
(b) as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and Inter- 
, the case shall be returned to the examiner, subject to the 
appellant’s right of appeal or other review, for such further action 
by the appellant or by the examiner, as the condition of the case 
may require, to carry into effect the decision. 
(b) A single request for reconsideration or modification of the 
pee Neen gph a ty na te pen a 
the original decision, unless that decision is so modified as to 
become, in effect, a new decision, and the Board of Patent 
Appeals and Interferences so states. 


24. Section 1.198 is amended by removing the words “Board 
padi y nl ao the words “Board of 


heading 
28. Sections 1.215 through 1. 
29. The center heading 
30. Sections 1.231 through 1. 
31. The center i 


§ 1.248 Service of Papers; manner of service; proof of service in 
interfere: 


cases other than ii mces 
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(c) See § 1.646 for service of papers in interferences. 

35. The center heading preceding § 1.251 is removed. 

36. Sections 1.251 through 1.259 are removed. 

37. The center heading preceding § 1.261 is removed. 

38. Sections 1.261 through 1.268 are removed. 

39. The center heading preceding § 1.271 is removed. 

40. Sections 1.271 through 1.288 are removed. 

41. Section 1.292 is amended by revising paragraph (a) and 
adding paragraph (c) as follows: 


§ 1.292 Public use proceedings. 


(a) When a petition for the institution of public use proceed- 
ings, supported by affidavits or declarations and the fee set forth 
in § 1.17(j) is filed by one having information of the pendency of 
an application and is found, on reference to the examiner, to 
make a prima facie showing that the invention claimed in an 
application believed to be on file had been in public use or on sale 
more than one year before the filing of the application, a hearing 
may be had before the Commissioner to determine whether a 
public use proceeding should be instituted. If instituted, the 
Commissioner may designate an appropriate official to conduct 
the public use proceeding, including the setting of times for 
taking testimony, which shall be taken as provided by §§ 1.671 
through 1.685. The petitioner will be heard in the proceedings 
but after decision therein will not be heard further in the prose- 
cution of the application for patent. 


(c) A petition for institution of public use proceedings shall 
not be filed by a party to an interference as to an application 
involved in the interference. Public use and on sale issues in an 
—— shall be raised by a preliminary motion under § 
1.633(a). 

42. Section 1.301 is amended by removing the words “Board 
of Appeals” and the words “Board of Patent Interferences” and 
inserting, in each of their places, the words “Board of Patent 
Appeals and Interferences.” 

43. Section 1.302 is amended by removing from paragraph 
(b) “1.248” and inserting, in its place, “1.646” and by removing 
“and other contested cases”. 

44. Section 1.303 is amended by removing from paragraph 
(a) the words “Board of Appeals” and the words “Board of Patent 
Interferences” and inserting, in each of their places, the words 
“Board of Patent s and Interferences” and by removing 
— paragraph (c) “1.248”and inserting, in its place, “ 

1.646”. 


45. Section 1.304 is amended by revising paragraph (a) as 
follows: 


§ 1.304 Time for appeal or civil action. 


(a) The time for filing the notice and reasons of appeal to the 
U.S. Court of for the Federal Circuit (§ 1.302) or for 
commencing a civil action (§ 1.303) is sixty days from the date 
of the decision of the Board of Patent Appeals and Interferences. 
paar ah ee PE 
filed within the time provided under § 1.197(b) or § 1.658(b), the 
time for filing an appeal or commencing a civil action shall 
expire at the end of the sixty-day period or thirty days after action 
on the request, whichever is later. Except for an appeal from or 
commencing a civil action after a decision of the Board of Patent 
Appeals and Interferences i 
interference 


subject to the provisions of § 1.136. See § 1.550(c) for exten- 
sions of time to appeal or commence a civil action in a reexami- 
nation proceeding. See § 1.645(a) for extensions of time to 
a se pment ag An exam- 
iner-in-chief, a showing of excusable neglect, may extend 

judicial review of a decision of the of 
Fey Aare om aa interference case when a 
eee 


46. Section 1.322 is amended by revising paragraph (a) as 
follows: ad 
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§ 1.322 Certificate of correction of Office mistake. 


(a) A certificate of correction under 35 U.S.C. 254 may be 
issued at the request of the patentee or the patentee’s assignee. 
Such certificate will not be issued at the request or suggestion of 
anyone not owning an interest in the patent, nor on motion of the 
Office, without first notifying the patentee (including any as- 
signee of record) and affording the patentee an opportunity to be 
heard. When the request relates to a patent involved in an 
interference, the request shall comply with the requirements of 
this section and shall be accompanied by a motion under § 1.635. 


eeee4% 


47. Section 1.323 is revised as follows: 
§ 1.323 Certificate of correction of applicant’ s mistake. 


Whenever a mistake of a clerical or typographical nature or of 
minor character which was not the fault of the Office, appears in 
a patent and a showing is made that such mistake occurred in 
good faith, the Commissioner may, upon payment of the fee set 
forth in § 1.20(a), issue a certificate, if the correction does not 
involve such changes in the patent as would constitute new 
matter or would require reexamination. A request for a certificate 
of correction of a patent involved in an interference shall comply 
with the requirements of this section and shall be accompanied 
by a motion under § 1.635. 

48. Section 1.324 is revised as follows: 


§ 1.324 Correction of inventorship in patent. 


Whenever a patent is issued and it appears that the correct 
inventor or inventors were not named through error without 
deceptive intention on the part of the actual inventor or inventors, 
the Commissioner may, on petition of all the parties and the 
assignees and satisfactory proof of the facts and payment of the 
fee set forth in § 1.20(b), or on order of a court before which such 
matter is called in question, issue a certificate naming only the 
actual inventor or inventors. A request to correct inventorship of 
patent involved in an interference shall comply with the require- 
ments of this section and shall be accompanied by a motion 
under § 1.634. 

49. Section 1550 is amended by removing from paragraph (a) 
“Board of Appeals” and inserting, in its place, “Board of Patent 
Appeals and Interferences.” 

50. Section 1.565 is amended by revising paragraph (b) and 
adding paragraph (e) as follows: 


§ 1.565 Concurrent office proceedings. 
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(b) If a patent in the process of reexamination is or becomes 
involved in litigation or a reissue application for the patent is 
filed or pending, the Commissioner shall determine whether or 
not to stay the reexamination or reissue proceeding. 
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(e) If a patent in the process of reexamination is or becomes 
involved in an interference, the Commissioner may stay reex- 
amination or the interference. The Commissioner will not con- 
sider a request to stay an interference unless a motion (§ 1.635) 
to stay the interference has been presented to, and denied by, an 
examiner-in-chief and the request is filed within ten (10) days of 
a decision by an examiner-in-chief denying the motion for a stay 
or such other time as the examiner-in-chief may set. 

51. A new subpart entitled “Subpart E—Interferences” is 
added which reads as follows: 


SUBPART E—Interferences 
Sec. 


1.601 
1.602 


Scope of rules, definitions 

Interest in applications and patents involved 
in interference 

Interference between applications; subject 
matter of the interference 


1.603 
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1.604 


1.605 
1.606 


1.607 
1.608 
1.609 


Request for interference between applications 
by an applicant 
Suggestion of claim to applicant by examiner 
Interference between an application and a pa- 
tent; subject matter of the interference 
Request by applicant for interference with 
patent 
Interference between an application and a pa- 
tent; prima facie showing by applicant 
Preparation of interference papers by 
examiner 
Assignment of interference to examiner-in- 
chief, time period for completing interference 
Declaration of interference 
Access to applications 
Lead attorney, same attorney representing 
different parties in an interference, withdraw- 
al of attorney or agent 
Jurisdiction over interference 
Suspension of ex parte prosecution 
Sanctions for failure to comply with rules or 
order 
Summary judgment against applicant 
Return of unauthorized papers 
Preliminary statement, time for filing, notice 
of filing 
Preliminary statement, who made invention, 
where invention made 
Preliminary statement; invention made in 
United States 
Preliminary statement; invention made 
abroad 
Preliminary statement; derivation by an op- 
ponent 
Preliminary statement; earlier application 
Preliminary statement, sealing before filing, 
opening of statement 
Preliminary statement, correction of error 
Effect of preliminary statement 
Reliance on earlier application 
Access to preliminary statement, service of 
preliminary statement 
Notice of intent to argue abandonment, sup- 
pression, or concealment by opponent Pre- 
liminary motions 
Motion to correct inventorship 
Miscellaneous motions 
Motions, time for filing 
Content of motions 
Opposition and reply, time for filing opposi- 
tion and reply 
Evidence in support cf motion, opposition, 
or reply 
Motions, hearing and decision, redeclaration 
of interference, order to show cause 
Unpatentability discovered by examiner-in- 
chief 
Addition of application or patent to interfer- 
ence 
Prosecution of interference by assignee 
Petitions in interference 
Extension of time, late papers, stay of pro- 
ceedings 
Service of papers, proof of service 
Translation of document in foreign language 
Setting times for discovery and taking testi- 
mony, parties entitled to take testimony 
Judgment for failure to take testimony or file 
record 
Record and exhibits 
Final hearing 
Matters considered in rendering a final deci- 
sion 
Briefs for final hearing 
Burden of proof as to date of invention 
Final decision 
Recommendation 
Notice of reexamination, reissue, protest, or 
litigation 
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Termination of interference after judgment 
Request for entry of adverse judgment; reis- 
sue filed by patentee 
Status of claim of defeated applicant after in- 
terference 
Action after interference 
Second interference 
Filing of interference settlement agreements 
Evidence must comply with rules 
Manner of taking testimony 
Notice of examination of witness 
Persons before whom depositions may be 
taken 
Examination of witness, reading and signing 
transcript of deposition 
Certification and filing by officer, marking 
exhibits 
Form of a transcript of deposition 
Transcript of deposition must be filed 
Inspection of transcript 
Official records and printed publications 
Testimony in another interference, proceed- 
ing, or action 
Testimony in a foreign country 
Errors and irregularities in depositions 
Additional Discovery 
Use of discovery 

Authority: 35 USC 6, 23, 41, and 135 


SUBPART E—Interferences 
§ 1.601 Scope of rules, definitions. 


This subpart governs the procedure in patent interferences in 
the Patent and Trademark Office. This subpart shall be construed 
to secure the just, speedy, and inexpensive determination of 
every interference. For the meaning of terms in the Federal Rules 
of Evidence as applied to interferences, see § 1.671(c). Unless 
otherwise clear from the context, the following definitions apply 
to this subpart: 

(a) “Additional discovery” is discovery to which a party may 
be entitled under § 1.687 in addition to discovery to which the 
party is entitled as a matter of right under § 1.673(a) and (b). 

(b) “Affidavit” means affidavit, declaration under § 1.68, or 
statutory declaration under 28 U.S.C. § 1746. A transcript of an 
ex parte deposition may be used as an affidavit. 

(c) “Board” means the Board of Patent Appeals and Interfer- 
ences. 

(d) “Case-in-chief” means that portion of a party’s case where 
the party has the burden of going forward with evidence. 

(e)”Case-in-rebuttal” means that portion of a party’s case 
where the party presents evidence in rebuttal to the case-in-chief 
of another party. 

(f) A”count” defines the interfering subject matter between 
(1) two or more applications or (2) one or more applications and 
one or more patents. When there is more than one count, each 
count shall define a separate patentable invention. Any claim of 
an application or patent which corresponds to a count is a claim 
involved in the interference within the meaning of 35 U.S.C. § 

135(a). A claim of a patent or application which is identical to a 
count is said to “ id exactly” to the count. A claim of a 
patent or application which is not identical to a count, but which 
defines the same patentable invention as the count, is said to 
“correspond substantially” to the count. When a count is broader 
in scope than all claims which correspond to the count, the count 
is a “phantom count.” A phantom count is not patentable to any 


party. 

(g) The “effective filing date” of an application or a patent is 
the filing date of an earlier application accorded to the applica- 
tion or patent under 35 U.S.C. §§ 119, 120, or 365. 

(h) In the case of an application, “filing date” means the filing 
date assigned to the application. In the case of a patent, “filing 
date” means the filing date assigned to the application which 
issued as the patent. 

(i) An “interference” is a proceeding instituted in the Patent 
and Trademark Office before the Board to determine any ques- 
tion of patentability and priority of invention between two or 
more parties claiming the same patentable invention. An inter- 
ference may be declared between two or more pending applica- 
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tions naming different inventors when, in the opinion of an 
examiner, the applications contain claims for the same patent- 
able invention. An interference may be declared between one or 
more pending applications and one or more unexpired patents 
naming different inventors when, in the opinion of an examiner, 
any application and any unexpired patents contain claims for the 
same patentable invention. 

(j) An “interference-in-fact” exists when at least one claim of 
a party which corresponds to a count and at least one claim of an 
opponent which corresponds to the count define the same patent- 
able invention. 

(k) A “lead” attorney or agent is a registered attorney or agent 
of record who is primarily responsible for prosecuting an inter- 
ference on behalf of a party and is the attorney or agent whom an 
examiner-in-chief may contact to set times and take other action 
in the interference. 

(1) A “party” is (1) an applicant or patentee involved in the 
interference or (2) a legal representative or an assignee of an 
applicant or patentee involved in an interference. Where acts of 
a party are normally performed by an attorney or agent, “party” 
may be construed to mean the attorney or agent. An “inventor” 
is the individual named as inventor in an application involved in 
an interference or the individual named as inventor in a patent 
involved in an interference. 

(m) A “senior party” is the party with earliest effective filing 
date as to all counts or, if there is no party with the earliest 
effective filing date as to all counts, the party with the earliest 
filing date. A “junior party” is any other party. 

(n) Invention “A” is the “same patentable invention” as a 
invention “B” when invention “A” is the same as (35 U.S.C. § 
102) or is obvious (35 U.S.C. § 103) in view of invention “B” 
assuming invention “B” is prior art with respect to invention “A”. 
Invention “A” is a “separate patentable invention” with 
to invention “B” when invention “A” is new (35 U.S.C. § 102) 
and nonobvious (35 U.S.C. § 103) in view of invention “B” 
assuming invention “B” is prior art with respect to invention “A”. 

(o) “Sworn” means sworn or . 

(p) “United States” means the United States of America, its 
territories and possessions. 


§ 1.602 Interest in applications and patents involved in an 
interference. 


(a) Unless good cause is shown, an interference shall not be 
declared or continued between (1) applications owned by a 
single party or (2) applications and an unexpired patent owned 
by a single party. 

(b) The parties, within 20 days after an interference is de- 
clared, shall notify the Board of any and all right, title, and 
interest in any application or patent involved or relied upon in the 
interference unless the right, title, and interest is set forth in the 
notice declaring the interference. 

(c) If a change of any right, title, and interest in any applica- 
tion or patent involved or relied upon in the interference occurs 
after notice is given declaring the interference and before the 
time expires for seeking judicial review of a final decision of the 
Board, the parties shall notify the Board of the change within 20 
days of the change. 


§ 1.603 Interference between applications; subject matter of the 
interference. 


Before an interference is declared between two or more 
applications, the examiner must be of the opinion that there is 
interfering subject matter claimed in the applications which is 
patentable to each applicant subject to a judgment in the interfer- 
ence. The interfering subject matter shall be defined by one or 
more counts. Each count shall define a separate patentable 
invention. Each application must contain, or be amended to 
contain, at least one claim which to each count. All 
claims in the applications which define the same patentable 
invention as a count shall be designated to correspond to the 
count. 


§ 1.604 Request for interference between applications by an 
applicant. 


(a) An applicant may seek to have an interference declared 
with an application of another by (1) suggesting a proposed 
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count and presenting a claim corresponding to the proposed 
count, (2) identifying the other application and, if known, aclaim 
in the other application which corresponds to the proposed 
count, and (3) explaining why an interference should be de- 
clared. 

(b) When an applicant presents a claim known to the applicant 
to define the same patentable invention claimed in a pending 
application of another, the applicant shall identify that pending 
application, unless the claim is presented in response to a sugges- 
tion by the examiner. The examiner shall notify the Commis- 
sioner of any instance where it appears an applicant may have 
failed to comply with the provisions of this paragraph. 


§ 1.605 Suggestion of claim to applicant by examiner. 


(a) The examiner may suggest that an applicant present a 
claim in an application for the purpose of an interference with 
another application or a patent. The applicant to whom the claim 
is suggested shall amend the application by presenting the 
suggested claim within a time specified by the examiner, not less 
than one month. Failure or refusal of an applicant to timely 
present the suggested claim shall be taken without further action 
as a disclaimer by the applicant of the invention defined by the 
suggested claim. At the time the suggested claim is presented, the 
applicant may also (1) call the examiner’s attention to other 
claims already in the application or which are presented with the 
suggested claim and (2) explain why the other claims would be 
more appropriate to be included in any interference which may 
be declared. 

(b) The suggestion of a claim by the examiner for the purpose 
of an interference will not stay the period for response to any 
outstanding Office action. When a suggested claim is timely 
presented, ex parte proceedings in the application will be stayed 
pending a determination of whether an interference will be 
declared. 


§ 1.606 Interference between an application and a patent; 
subject matter of the interference. 


Before an interference is declared between an application and 
an unexpired patent, an examiner must determine that there is 
interfering subject matter claimed in the application and the 
patent which is patentable to the applicant subject to a judgment 
in the interference. The interfering subject matter will be defined 
by one or more counts. Each count shall define a separate 
patentable invention. Any application must contain, or be 
amended to contain, at least one claim which corresponds to each 
count. All claims in the application and patent which define the 
same patentable invention as a count shall be designated to 
correspond to the count. At the time an interference is initially 
declared (§ 1.611), a count shall not be narrower in scope than 
any patent claim which corresponds to the count and any single 
patent claim will be presumed, subject to a motion under § 
1.633(c), not to contain separate patentable inventions. 


§ 1.607 Request by applicant for interference with patent. 


(a) An applicant may seek to have an interference declared 
between an application and an unexpired patent by (1) present- 
ing a proposed count and a claim corresponding to the proposed 
count and, if any claim of the patent or application does not 
correspond exactly to the proposed count, explaining why an 
interference should be declared, (2) identifying the patent and 
indicating which claim in the application and which claim or 
claims of the patent correspond to the proposed count, and (3) 
applying the terms of the application claim corresponding to the 
count to the disclosure of the application. 

(b) When an applicant seeks an interference with a patent, 
examination of the application, including any appeal to the 
Board, shall be conducted with special dispatch within the Patent 
and Trademark Office. The examiner shall determine whether 
there is interfering subject matter claimed in the application and 
the patent which is patentable to the applicant subject to a 
judgment in an interference. If the examiner determines that 
there is any interfering subject matter, an interference will be 
declared. If the examiner determines that there is no interfering 
subject matter, the examiner shall state the reasons why an 
interference is not being declared and otherwise act on the 
application. 


U. S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 389 
(167) 


(c) When an applicant presents a claim which corresponds 
exactly or substantially to a claim of a patent, the applicant shall 
identify the patent and the number of the patent claim, unless the 
claim is presented in response to a suggestion by the examiner. 
The examiner shall notify the Commissioner of any instance 
where an applicant fails to identify the patent. 

(d) A notice that an applicant is seeking to provoke an 
interference with a patent will be placed in the file of the patent 
and a copy of the notice will be sent to the patentee. The identity 
of the applicant will not be disclosed unless an interference is 
declared. If a final decision is made not to declare an interference, 
a notice to that effect will be placed in the patent file and will be 
sent to the patentee. 


§ 1.608 Interference between an application anda patent; prima 
facie showing by applicant. 


(a) When the earlier of the filing date or effective filing date 
of an application is three months or less after the earlier of the 
filing date or effective filing date of a patent, the applicant, before 
an interference will be declared, shall file an affidavit alleging 
that there is a basis upon which applicant is entitled to a judgment 
relative to the patentee. 

(b) When the earlier of the filing date or the effective filing 
date of an application is more than three months after the earlier 
of the filing date or the effective filing date under 35 U.S.C. § 120 
of a patent, the applicant, before an interference will be declared, 
shall file (1) evidence which may consist of patents or printed 
publications, other documents, and one or more affidavits which 
demonstrate that applicant is prima facie entitled to a judgment 
relative to the patentee and (2) an explanation stating with 
particularity the basis upon which the applicant is { it prima facie 
{ro entitled to the judgment. Where the basis upon which an 
applicant is entitled to judgment relative to a patentee is priority 
of invention, the evidence shall include affidavits by the appli- 
cant, if possible, and one or more corroborating witnesses, 
supported by documentary evidence, if available, each setting 
out a factual description of acts and circumstances performed or 
observed by the affiant, which collectively would prima facie 
entitle the applicant to judgment on priority with respect to the 
earlier of the filing date or effective filing date of the patent. To 
facilitate preparation of a record (§ 1.653(g) and (h)) for final 
hearing, an applicant should file affidavits on paper which is 8- 
1/2x11 inches (21.8 by 27.9cm.). The significance of any printed 
publication or other document which is self-authenticating within 
the meaning of Rule 902 of the Federal Rules of Evidence or § 
1.671(d) and any patent shall be discussed in an affidavit or the 
explanation. Any printed publication or other document which is 
not self-authenticating shall be authenticated and discussed with 
particularity in an affidavit. Upon a showing of sufficient cause, 
an affidavit may be based on information and belief. If a exam- 
iner finds an application to be in condition for declaration of an 
interference, the examiner will consider the evidence and expla- 
nation only to the extent of determining whether a basis upon 
which the applicant would be entitled to a judgment relative to 
the patentee is alleged and, if a basis is alleged, an interference 
may be declared. 


$1.609 Preparation of interference papers by examiner. 


When the examiner determines that an interference should be 
declared, the examiner shall forward to the Board: 


(a) All relevant application and patent files and 
(b) A statement identifying: 

(1) The proposed count or counts; 

(2) The claims of any application or patent which corre- 
spond to each count, stating whether the claims correspond 
exactly or substantially to each count; 

(3) The claims in any application which are deemed by the 
examiner to be patentable over any count; and 

(4) Whether an applicant or patentee is entitled to the 
benefit of the filing date of an earlier application and, if so, 
sufficient information to identify the earlier application. 


§ 1.610 Assignment of interference to examiner-in-chief, time 
period for completing interference. 


(a) Each interference will be declared by an examiner-in- 
chief who may enter all interlocutory orders in the interference, 
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except that only a panel consisting of at least three members of 
the Board shall (1) hear oral argument at final hearing, (2) enter 
a decision under §§ 1.617, 1.640(c) or (e), 1.652, 1.656(i) or 
1.658 or (3) enter any other order which terminates the interfer- 
ence. 

(b) As necessary, another examiner-in-chief may act in place 
of the one who declared the interference. Unless otherwise 
provided in this section, at the discretion of the examiner-in- 
chief assigned to the interference, a panel consisting of two or 
more members of the Board may enier interlocutory orders. 

(c) Unless otherwise provided in this subpart, times for taking 
action by a party in the interference will be set on a case-by-case 
basis by the examiner-in-chief assigned to the interference. 
Times for taking action shall be set and the examiner-in-chief 
shall exercise control over the interference such that the pen- 
dency of the interference before the Board does not normally 
exceed two years. 

(d) An examiner-in-chief may hold a conference with the 
parties to consider: (1) simplification of any issues, (2) the 
necessity or desirability of amendments to counts, (3) the possi- 
bility of obtaining admissions of fact and genuineness of docu- 
ments which will avoid unnecessary proof, (4) any limitations on 
the number of expert witnesses, (5) the time and place for 
conducting a deposition (§ 1.673(g)), and (6) any other matter as 
may aid in the disposition of the interference. After a conference, 
the examiner-in-chief may enter any order which may be appro- 
priate. 

(e) The examiner-in-chief may determine a proper course of 
conduct in an interference for any situation not specifically 
covered by this part. 


§ 1.611 Declaration of interference. 


(a) Notice of declaration of an interference will be sent to each 
party. 

(b) When a notice of declaration is returned to the Patent and 
Trademark Office undelivered, or in any other circumstance 
where appropriate, an examiner-in-chief may (1) send a copy of 
the notice to a patentee named in a patent involved in an 
interference or the patentee’s assignee of record in the Patent and 
Trademark Office or (2) order publication of an appropriate 
notice in the Official Gazette. 

(c) The notice of declaration shall specify: 


(1) the name and residence of each party involved in the 
interference; 

(2) the name and address of record of any attorney or agent 
of record in any application or patent involved in the interfer- 
ence; 

(3) the name of any assignee of record in the Patent and 
Trademark Office; 

(4) the identity of any application or patent involved in the 
interference; 

(5) where a party is accorded the benefit of the filing date 
of an earlier application, the identity of the earlier application; 

(6) the count or counts; 

(7) the claim or claims of any application or any patent 
which correspond to each count; and 

(8) the order of the parties. 


(d) The notice of declaration may also specify the time for: (1) 
filing a preliminary statement as provided in § 1.621(a); (2) 
serving notice that a preliminary statement has been filed as 
provided § 1.621(b); and (3) filing preliminary motions author- 
ized by § 1.633, oppositions to the motions, and replies to the 
Oppositions. 

(e) Notice may be given in the Official Gazette that an 
interference has been declared involving a patent. 


§ 1.612 Access to applications. 


(a) After an interference is declared, each party shall have 
access to and may obtain copies of the files of any application set 
out in the notice declaring the interference, except for affidavits 
filed under § 1.131 and any evidence and explanation under § 
1.608(b) filed separate from an amendment. 

(b) After preliminary motions under § 1.633 are decided (§ 
1.640(b)), each party shall have access to and may obtain copies 
of any affidavit filed under § 1.131 and any evidence and 
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explanation filed under § 1.608(b) in any application set out in 
the notice declaring the interference. 

(c) Any evidence and explanation filed under § 1.608(b) in 
the file of any application identified in the notice declaring the 
interference shall be served when required by § 1.617(b). 

(d) The parties at any time may agree to exchange copies of 
papers in the files of any application identified in the notice 
declaring the interference. 


$ 1.613 Lead attorney, same attorney representing different 
parties in an interference, withdrawal of attorney or agent. 


(a) Each party may be required to designate one attorney or 
agent of record as the lead attorney or agent. 

(b) The same attorney or agent or members of the same firm 
of attorneys or agents may not represent two or more parties in 
an interference except as may be permitted under this Chapter. 

(c) An examiner-in-chief may make necessary inquiry to 
determine whether an attorney or agent should be disqualified 
from representing a party in an interference. If an examiner-in- 
chief is of the opinion that an attorney or agent should be 
disqualified, the examiner-in-chief shall refer the matter to the 
Commissioner. The Commissioner will make a final decision as 
to whether any attorney or agent should be disqualified. 

(d) No attorney or agent of record in an interference may 
withdraw as attorney or agent of record except with the approval 
ofan examiner-in-chief and after reasonable notice to the party 
on whose behalf the attorney or agent has appeared. A request to 


_ withdraw as attorney or agent of record in an interference shall 


be made by motion (§ 1.635). 
§ 1.614 Jurisdiction over interference. 


(a) The Board shall assume jurisdiction over an interference 
when the interference is declared under § 1.611. 

(b) When the interference is declared the interference is a 
contested case within the meaning of 35 U.S.C. § 24. 

(c) The examiner shall have jurisdiction over any pending 
application until the interference is declared. An examiner-in- 
chief, where appropriate, may for a limited purpose restore 
jurisdiction to the examiner over any application involved in the 
interference. 


§ 1.615 Suspension of ex parte prosecution. 


(a) When an interference is declared, ex parte prosecution of 
an application involved in the interference is suspended. Amend- 
ments and other papers related to the application received during 
pendency of the interference to be entered or considered in the 
interference without the consent of an examiner-in-chief. 

(b) Ex parte prosecution as to specified matters may be 
continued concurrently with the interference with the consent of 
the examiner-in-chief. 


§ 1.616 Sanctions for failure to comply with rules or order. 


An examiner-in-chief or the Board may impose an appropri- 
ate sanction against a party who fails to comply with the regula- 
tions of this part or any order entered by an examiner-in-chief or 
the Board. An appropriate sanction may include among others 
entry of an order: 

(a) holding certain facts to have been established in the 
interference; 

(b) precluding a party from filing a motion or a preliminary 
Statement, 

(c) precluding a party from presenting or contesting a particu- 
lar issue; 

(d) precluding a party from requesting, obtaining, or oppos- 
ing discovery; or 

(e) granting judgment in the interference. 


§ 1.617 Summary judgment against applicant 


(a) An examiner-in-chief shall review any evidence filed by 
an applicant under § 1.608(b) to determine if the applicant is 
prima facie entitled to a judgment relative to the patentee. If the 
examiner-in-chief determines that the evidence shows the appli- 
cant is prima facie entitled to a judgment relative to the patentee, 
the interference shall proceed in the normal manner under the 
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regulations of this part. If in the opinion of the examiner-in-chief 
the evidence fails to show that the applicant is prima facie 
entitled to a judgment relative to the patentee, the examiner-in- 
chief shall, concurrently with the notice declaring the interfer- 
ence, enter an order stating the reasons for the opinion and 
directing the applicant, within a time set in the order, to show 
cause why summary judgment should not be entered against the 
applicant. 

(b) The applicant may file a response to the order and state any 
reasons why summary judgment should not be entered. Any 
request by the applicant for a hearing before the Board shall be 
made in the response. Additional evidence shall not be presented 
by the applicant or considered by the Board unless the applicant 
shows good cause why any additional evidence was not initially 
presented with the evidence filed under § 1.608(b). At the time 
an applicant files a response, the applicant shall serve a copy of 
any evidence filed under § 1.608(b) and this paragraph. 

(c) If a response is not timely filed by the applicant, the Board 
shall enter a final decision granting summary judgment against 
the applicant. 

(d) If a response is timely filed by the applicant, all opponents 
may file a statement within a time set by the examiner-in-chief. 
The statement may set forth views as to why summary judgment 
should be granted against the applicant, but the statement shall be 
limited to discussing why all the evidence presented by the 
applicant does not overcome the reasons given by the examiner- 
in-chief for issuing the order to show cause. Evidence shall not 
be filed by any opponent. An opponent may not request an oral 
hearing. 

(e) Within a time authorized by the examiner-in-chief, an 
applicant may file a reply to any statement filed by any opponent. 

(f) When more than two parties are involved in an interfer- 
ence, all parties may participate in summary judgment proceed- 
ings under this section. 

(g) If aresponse by the applicant is timely filed, the examiner- 
in-chief or the Board shall decide whether the evidence submit- 
ted under § 1.608(b) and any additional evidence properly 
submitted under paragraph (b) of this section shows that the 
applicant is prima facie entitled to a judgment relative to the 
patentee. If the applicant is not prima facie entitled to a judgment 
relative to the patentee, the Board shall enter a final decision 
granting summary judgment against the applicant. Otherwise, an 
interlocutory order shall be entered authorizing the interference 
to proceed in the normal manner under the regulations of this 


(h) Only an applicant who filed evidence under § 1.608(b) 
may request a hearing. If that applicant requests a hearing, the 
Board may hold a hearing prior to entry of a decision under 
paragraph (g) of this section. The examiner-in-chief shall set a 
date and time for the hearing. Unless otherwise ordered by the 
examiner-in-chief or the Board, the applicant and any opponent 
will each be entitled to no more than 30 minutes of oral argument 
at the hearing. 


§ 1.618 Return of unauthorized papers. 


(a) The Patent and Trademark Office shall return to a party 
any paper presented by the party when the filing of the paper is 
not authorized by, or is not in compliance with the requirements 
of, this subpart. Any paper returned will not thereafter be consid- 
ered by the Patent and Trademark Office in the interference. A 
party may be permitted to file a corrected paper under such 
conditions as may be deemed appropriate by an examiner-in- 
chief. 

(b) When presenting a paper in an interference, a party shall 
not submit with the paper a copy of a paper previously filed in the 
interference. 


§ 1.621 Preliminary statement, time for filing, notice of filing. 


(a) Within the time set for filing preliminary motions under § 
1.633, each party may file a preliminary statement. The prelimi- 
nary statement may be signed by any individual having knowl- 
edge of the facts recited therein or an attorney or agent of record. 

(b) When a party files a preliminary statement the party shall 
also simultaneously file and serve on all opponents in the 
interference a notice stating that a preliminary statement has 
been filed. A copy of the preliminary statement need not be 
served until ordered by an examiner-in-chief. 
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§ 1.622 Preliminary statement, who made invention, where 
invention made. 


(a) A party’s preliminary statement must identify the inventor 
who made the invention defined by each count and must state on 
behalf of the inventor the facts required by paragraph (a) of §§ 
1.623, 1.624, and 1.625 as may be appropriate. When an inventor 
identified in the preliminary statement is not an inventor named 
in the party’s application or patent, the party shall file a motion 
under § 1.634 to correct inventorship. 

(b) The preliminary statement shall state whether the inven- 
tion was made in the United States or abroad. If made abroad, the 
preliminary statement shall state whether the party is entitled to 
the benefit of the second sentence of 35 U.S.C. § 104. 


§ 1.623 Preliminary statement; invention made in United States. 


(a) When the invention was made in the United States or a 
party is entitled to the benefit of the second sentence of 35 U.S.C. 
§ 104, the preliminary statement must state the following facts as 
to the invention defined by each count: 


(1) The date on which the first drawing of the invention was 
made. 

(2) The date on which the first written description of the 
invention was made. 

(3) The date on which the invention was first disclosed by 
the inventor to another person. 

(4) The date on which the invention was first conceived by 
the inventor. 

(5) The date on which the invention was first actually 
reduced to practice. If the invention was not actually reduced 
to practice by or on behalf of the inventor prior to the party’s 
filing date, the preliminary statement shall so state. 

(6) The date after the inventor’s conception of the inven- 
tion when active exercise of reasonable diligence toward 
reducing the invention to practice began. 

(b) If a party intends to prove derivation, the preliminary 
statement must also comply with § 1.625. 

(c) When a party alleges under paragraph (a)(1) of this section 
that a drawing was made, a copy of the first drawing shall be filed 
with and identified in the preliminary statement. When a party 
alleges under paragraph (a)(2) of this section that a written 
description of the invention was made, a copy of the first written 
description shall be filed with and identified in the preliminary 
statement. See § 1.628(b) when a copy of the first drawing or 
written description cannot be filed with the preliminary state- 
ment. 


§ 1.624 Preliminary statement; invention made abroad. 


(a) When the invention was made abroad and a party intends 
to rely on introduction of the invention into the United States, the 
preliminary statement must state the following facts as to the 
invention defined by each count: 


(1) The date on which a drawing of the invention was first 
introduced into the United States. 

(2) The date on which a written description of the invention 
was first introduced into the United States. 

(3) The date on which the invention was first disclosed to 
another person in the United States. 

(4) The date on which the inventor’s conception of the 
invention was first introduced into the United States. 

(5) The date on which an actual reduction to practice of the 
invention was first introduced into the United States. If an 
actual reduction to practice of the invention was not intro- 
duced into the United States, the preliminary statement shall 
SO state. 

(6) The date after introduction of the inventor’s conception 
into the United States when active exercise of reasonable 
diligence in the United States toward reducing the invention 
to practice began. 


(b) If a party intends to prove derivation, the preliminary 
statement must also comply with § 1.625. 

(c) When a party alleges under paragraph (a)(1) of this section 
that a drawing was introduced into the United States a copy of 
that drawing shall be filed with and identified in the preliminary 
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statement. When a party alleges under paragraph (a)(2) of this 
section that a written description of the invention was introduced 
into the United States a copy of that written description shall be 
filed with and identified in the preliminary statement. See § 
1.628(b) when a copy of the first drawing or first written descrip- 
tion introduced in the United States cannot be filed with the 
preliminary statement. 


$ 1.625 Preliminary statement; derivation by an opponent. 


(a) When the invention was made in the United States or 
abroad and a party intends to prove derivation by an opponent 
from the party, the preliminary statement must state the follow- 
ing as to the invention defined by each count: 


(1) The name of the opponent. 

(2) The date on which the first drawing of the invention was 
made. 

(3) The date on which the first written description of the 
invention was made. 

(4) The date on which the invention was first disclosed by 
the inventor to another person. 

(5) The date on which the invention was first conceived by 
the inventor. 

(6) The date on which the invention was first communi- 
cated to the opponent. 


(b) If a party intends to prove priority, the preliminary state- 
ment must also comply with § 1.623 or § 1.624. 

(c) When a party alleges under paragraph (a)(2) of this section 
that a drawing was made, a copy of the first drawing shall be filed 
with and identified in the preliminary statement. When a party 
alleges under paragraph (a)(3) of this section that a written 
description of the invention was made, a copy of the first written 
description shall be filed with and identified in the preliminary 
statement. See § 1.628(b) when a first drawing or first written 
description cannot be filed with the preliminary statement. 


§ 1.626 Preliminary statement; earlier application. 


When a party does not intend to present evidence to prove a 
conception or an actual reduction to practice and the party 
intends to rely solely on the filing date of an earlier application 
filed in the United States or abroad to prove a constructive 
reduction to practice, the preliminary statement may so state and 
identify the earlier application with particularity. 


§ 1.627 Preliminary statement, sealing before filing, opening of 
Statement. 


(a) The preliminary statement and copies of any drawing or 
written description shall be filed in a sealed envelope bearing 
only the name of the party filing the statement and the style (e.g., 
Jones v. and number of the interference. The sealed envelope 
should contain only the preliminary statement and copies of any 
drawing or written description. If the preliminary statement is 
filed through the mail, the sealed envelope should be enclosed in 
an outer envelope addressed to the Commissioner of Patents and 
Trademarks in accordance with § 1.1(e). 

(b) A preliminary statement may be opened only at the 
direction of an examiner-in-chief. 


§ 1.628 Preliminary statement, correction of error. 


(a) A material error arising through inadvertence or mistake 
in connection with (1) a preliminary statement or (2) drawings or 
a written description submitted therewith or omitted therefrom, 
may be corrected by a motion (§ 1.635) for leave to file a 
corrected statement. The motion shall be supported by an affida- 
vit and shall show that the correction is essential to the ends of 
justice and shall be accompanied by the corrected statement. The 
motion shall be filed as soon as practical after discovery of the 
error. 

(b) When a party cannot attach a copy of a drawing or a 
written description to the party’s preliminary statement as re- 
quired by §§ 1.623(c), 1.624(c), or 1.625(c), the party (1) shall 
show good cause and explain in the preliminary statement why 
a copy of the drawing or written description cannot be attached 
to the preliminary statement and (2) shall attach to the prelimi- 
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nary statement the earliest drawing or written description made 
in or introduced into the United States which is available. The 
party shall file a motion (§ 1.635) to amend its preliminary 
statement promptly after the first drawing, first written descrip- 
tion, or drawing or written description first introduced into the 
United States becomes available. A copy of the drawing or 
written description may be obtained, where appropriate, by a 
motion (§ 1.635) for additional discovery under § 1.687 or 
during a testimony period. 


§ 1.629 Effect of preliminary statement. 


(a) A party shall be strictly held to any date alleged in the 
preliminary statement. Doubts as to (1) definiteness or suffi- 
ciency of any allegation in a preliminary statement or (2) com- 
pliance with formal requirements will be resolved against the 
party filing the statement by restricting the party to the earlier of 
its filing date or effective filing date or to the latest date of a 
period alleged in the preliminary statement as may be appropri- 
ate. A party may not correct a preliminary statement except as 
provided by § 1.628. 

(b) Evidence which shows that an act alleged in the prelimi- 
nary statement occurred prior to the date alleged in the statement 
shall establish only that the act occurred as early as the date 
alleged in the statement. 

(c) If a party does not file a preliminary statement, the party: 


(1) shall be restricted to the earlier of the party’s filing date 
or effective filing date and 
(2) will not be permitted to prove that: 
(i) the party made the invention prior to the party’s filing 
date or 
(ii) any opponent derived the invention from the party. 


(d) If a party files a preliminary statement which contains an 
allegation of a date of first drawing or first written description 
and the party does not file a copy of the first drawing or written 
description with the preliminary statement as required by § 
1.623(c), § 1.624(c), or § 1.625(c), the party will be restricted to 
the earlier of the party’s filing date or effective filing date as to 
that allegation unless the party complies with § 1.628(b). The 
content of any drawing or written description submitted with a 
preliminary statement will not normally] be evaluated or consid- 
ered by the Board. 

(e) A preliminary statement shall not be used as evidence on 
behalf of the party filing the statement. 


’ § 1.630 Reliance on earlier application. 


A party shall not be entitled to rely on the filing date of an 
erlier application filed in the United States or abroad unless (a) 
the earlier application is identified § 1.611(c)(5)) in the notice 
declaring the interference or (b) the party files a preliminary 
motion under § 1.633 seeking the benefit of the filing date of the 
earlier application. 


§ 1.631 Access to preliminary statement, service of preliminary 
statement. 


(a) Unless otherwise ordered by an examiner-in-chief, con- 
currently with entry of a decision by the examiner-in-chief on 
preliminary motions filed under § 1.633, any preliminary state- 
ment filed under § 1.621(a) shall be opened to inspection by the 
senior party and any junior party who filed a preliminary state- 
ment. Within a time set by the examiner-in-chief, a party shall 
serve copies of its preliminary statement on every opponent who 
served a notice under § 1.621(b). 

(b) A junior party who does not file a preliminary statement 
shall not have access to the preliminary statement of any other 
party. 

(c) If an interference is terminated before the preliminary 
statements have been opened, the preliminary statements will 
remain sealed and will be returned to the respective parties who 
submitted the statements. 


§ 1.632 Notice of intent to argue abandonment, suppression or 
concealment by opponent. 


A notice hall be filed by a party who intends to argue that an 
opponent has abandoned, suppressed, or concealed an actual 
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reduction to practice (35 U.S.C. § 102(g)). A party will not be 
permitted to argue abandonment, suppression, or concealment 
by an opponent unless the notice is timely filed. Unless author- 
ized otherwise by an examiner-in-chief, a notice is timely when 
filed within ten (10) days of the close of the testimony-in-chief 
of the opponent. 


§ 1.633 Preliminary Motions. 


A party may file the following preliminary motions: 

(a) A motion for judgment on the ground that an opponent’s 
claim corresponding to a count is not patentable to the opponent. 
In determining a motion filed under this paragraph, a claim may 
be construed by reference to the prior art of record. A motion 
under this paragraph shall not be based on: (1) priority of 
invention of the subject matter of a count by the moving party as 
against any opponent or (2) derivation of the subject matter of a 
count by an opponent from the moving party. See § 1.637(a) 

(b) A motion for judgment on the ground that there is no 
interference-in-fact. A motion under this paragraph is proper 
only if: (1) the interference involves a design application or 
patent or a plant application or patent or (2) no claim of a party 
which corresponds to a count is identical to any claim of an 
opponent which corresponds to that count. See § 1.637(a) 

(c) A motion to redefine the interfering subject matter by (1) 
adding or substituting a count, (2) amending an application claim 
corresponding to a count or adding a claim in the moving party’s 
application to be designated to correspond to a count, (3) desig- 
nating an application or patent claim to correspond to a count, (4) 
designating an application or patent claim as not corresponding 
to acount, or (5) requiring an opponent who is an applicant to add 
a claim and to designate the claim to correspond to a count. See 
§ 1.637(a) and (c). 

(d) A motion to substitute a different application owned by a 
party for an application involved in the interference. See § 
1.637(a) and (d). 

(e) A motion to declare an additional interference (1) between 
an additional application not involved in the interference and 
owned by a party and an opponent’s application or patent 
involved in the interference or (2) when an interference involves 
three or more parties, between less than all applications and any 
patent involved in the interference. See § 1.637(a) and (e). 

(f) A motion to be accorded the benefit of the filing date of an 
earlier application filed in the United States or abroad. See § 
1.637(a) and (f). 

(g) A motion to attack the benefit accorded an opponent in the 
notice declaring the interference of the filing date of an earlier 
application filed in the United States or abroad. See § 1.637(a) 
and (g). 

(h) When a patent is involved in an interference and the 
patentee has on file or files an application for reissue under § 
1.171, a motion to add the application for reissue to the interfer- 
ence. See § 1.637(a) and (h). 

(i) When a motion is filed under paragraph (a), (b), or (g) of 
this section, an oponent, in addition to opposing the motion, may 
file a motion to redefine the interfering subject matter under 
paragraph (c) of this section or a motion to substitute a different 
application under paragraph (d) of this section. 

(j) When a motion is filed under paragraph (c)(1) of this 
section an opponent, in addition to opposing the motion, may file 
a motion for benefit under paragraph (f) of this section as to the 
count to be added or substituted. 


§ 1.634 Motion to correct inventorship. 


A party may file a motion to (a) amend its application 
involved in an interference to correct inventorship as provided 
by § 1.48 or (b) correct inventorship of its patent involved in an 
interference as provided in § 1.324. See § 1.637(a). 


§ 1.635 Miscellaneous motions. 
A party seeking entry of an order relating to any matter other 


than a matter which may be raised under §§ 1.633 or 1.634 may 
file a motion requesting entry of the order. See § 1.637(a) and (b). 


§ 1.636 Motions, time for filing. 


(a) A preliminary motion under § 1.633(a) through (h) shall 
be filed within a time period set by an examiner-in-chief. 
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(b) A preliminary motion under § 1.633(i) or (j) shall be filed 
within 20 days of the service of the preliminary motion under § 
1.633(a), (b), or (g) unless otherwise ordered by an examiner-in- 
chief. 

(c) A motion under § 1.634 shall be diligently filed after an 
error is discovered in the inventorship of an application or patent 
involved in an interference unless otherwise ordered by an 
examiner-in-chief. 

(d) A motion under § 1.635 shall be filed as specified in this 
subpart or when appropriate unless otherwise ordered by an 
examiner-in-chief. 


§ 1.637 Content of motions. 


(a) Every motion shall include (1) a statement of the precise 
relief requested, (2) a statement of the material facts in support of 
the motion, and (3) a full statement of the reasons why the relief 
requested should be granted. 

(b) A motion under § 1.635 shall contain a certificate by the 
moving party stating that the moving party has conferred with all 
opposing parties in an effort in good faith to resolve by agree- 
ment the issues raised by the motion. A moving party shall 
indicate in the motion whether any other party plans to oppose 
the motion. The provisions of this paragraph do not apply to a 
motion to suppress evidence (§ 1.656(h)). 

(c) A preliminary motion under { § 1.633(c) shall explain why 
the interfering subject matter should be redefined. 

(1) A preliminary motion seeking to add or substitute a 
count shall: 

(i) Propose each count to be added or substituted. 

(ii) When the moving party is an applicant, show the 
patentability to the applicant of all claims in, or proposed 
to be added to, the party’s application which correspond to 
each proposed count and apply the terms of the claims to 
the disclosure of the party’s application; when necessary 
amoving party applicant shall file with the motion an 
amendment adding any proposed claim to the application. 

(iii) Identify all claims in an opponent’s application 
which should be designated to correspond to each pro- 
posed count; if an opponent’s applicaticn does not contain 
such a claim, the moving party shall propose a claim to be 
added to the opponent’s application. The moving party 
shall show the patentability of any proposed claims to the 
opponent and apply the terms of the claims to the disclo- 
sure of the opponent’s application. 

(iv) Designate the claims of any patent involved in the 
interference which define the same patentable invention as 
each proposed count. 

(v) Show that each proposed count defines a separate 
patentable invention from every other count in the interfer- 
ence. 

(vi) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of any earlier 
application filed in the United Siates or abroad. 

(2) A preliminary motion seeking to amend an application 
claim corresponding to a count or adding a claim to be 
designated to correspond to a count shall: 

(i) Propose an amended or added claim. 

(ii) Show that the proposed or added claim defines the 
same patentable invention as the count. 

(iii) Show the patentability to the applicant of each 
amended or added claim and apply the terms of the amended 
or added claim to the disclosure of the application; when 
necessary a moving party applicant shall file with the 
motion an amendment making the amended or added 
claim to the application. 

(iv) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of any earlier 
application filed in the United States or abroad. 

(3) A preliminary motion seeking to designate an applica- 
tion or patent claim to correspond to a count shall: 

(i) Identify the claim and the count. 

(ii) Show the claim defines the same patentable inven- 
tion as the count. 

(iii) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of any earlier 
application filed in the United States or abroad. 

(4) A preliminary motion seeking to designate an applica- 
tion or patent claim as not corresponding to a count shail: 





1134 TMOG 394 
(167) 


(i) Identify the claim and the count. 

(ii) Show the claim does not define the same patentable 
invention as any other claim designated in the notice 
declaring the interference as corresponding to the count. 
(5) A preliminary motion seeking to require an opponent 

who is an applicant to add a claim and designate the claim as 
corresponding to a count shall: 

(i) Propose a claim to be added by the opponent. 

(ii) Show the patentability to the opponent of the claim 
and apply the terms of the claim to the disclosure of the 
opponent’s application. 

(iii) Identify the count to which the claim shall be 
designated to correspond. 

(iv) Show the claim defines the same patentable inven- 
tion as the count to which it will be designated to corre- 


spond. 

(d) A preliminary motion under § 1.633(d) to substitute a 
different application shall: 

(1) Identify the different application. 

(2) Certify that a complete copy of the file of the different 
application, except for documents filed under § 1.131 or § 
1.608(b), has been served on all opponents. 

(3) Show the patentability to the applicant of all claims in, 

or proposed to be added to, the different application which 
correspond to each count and apply the terms of the claims to 
the disclosure of the different application; when necessary 
the applicant shall file with the motion an amendment adding 

a claim to the different application. 

(4) Be accompanied by a motion under § 1.633(f) request- 
ing the benefit of the filing date of an earlier application filed 
in the United States or abroad. 

(e) A preliminary motion to declare an additional interference 
under § 1.633(e) shall expiain why an additional interference is 
necessary: 

(1) When the preliminary motion seeks an additional inter- 
ference under § 1.633(e)(1), the motion shall: 

(i) Identify the additional application. 

(ii) Certify that a complete copy of the file of the 
additional application, except for documents filed under 

§§ 1.131 or 1.608(b), has been served on all opponents. 

(iii) Propose a count for the additional! interference. 

(iv) Show the patentability to the applicant of all claims 
in, or proposed to be added to, the additional application 
which correspond to each proposed count for the addi- 
tional interference and apply the terms of the claims to the 
disclosure of the additional application; when necessary 
the applicant shall file with the motion an amendment 
adding a claim to the additional application. 

(v) When the opponent is an applicant, show the patenta- 
bility to the opponent of any claims in, or proposed to be 
added to, the opponent’s application which correspond to 
the proposed count and apply the terms of the claims to the 
disclosure of the opponent’s application. 

(vi) When the opponent is a patentee, designate the 
claims of the patent which define the same patentable 
invention defined by the count. 

(vii) Show that each proposed count for the additional 
interference defines a separate patentable invention from 
all counts of the interference in which the motion is filed. 

(viii) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of an earlier appli- 
cation filed in the United States or abroad. 

(2) When the prelimi motion seeks an additional inter- 
ference under § 1.633(e)(2), the motion shall: 

(i) Identify any application or patent to be involved in the 
additional interference. 


(ii) Propose a count for the additional interference. 

(iii) When the moving party is an applicant, show the 
patentability to the applicant of all claims in, or proposed 
to be added to the party’s application which correspond to 
cach proposed count and apply the terms of the claims to 
the disclosure of the party’s ; when necessary a 
moving party applicant shall le with the motion an amend- 
ment adding any claim to the 

(iv) Identify all claims in any opponent’s 
which should be designated to 


application 

to each pro- 
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shall show the patentability of any proposed claims to the 

opponent and apply the terms of the claims to the disclo- 

sure of the opponent’s application. 

(v) Designate the claims of any patent involved in the 
interference which define the same patentable invention as 
each count. 

(vi) Show that each proposed count for the additional 
interference defines a separate patentable invention from 
all counts in the interference in which the motion is filed. 

(vii) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of an earlier appli- 
cation filed in the United States or abroad. 

(f) A preliminary motion for benefit under § 1.633(f) shall: 

(1) Identify the earlier application. 

(2) When the earlier application is an application filed in 
the United States, certify that a complete copy of the file of the 
earlier application, except for documents filed under § 1.131 
or § 1.608(b), has been served on all opponents. When the 
earlier application is an application filed abroad, certify that 
a copy of the application filed abroad has been served on all 
opponents. If the earlier application filed abroad is not in 
English, the requirements of § 1.647 must also be met. 

(3) Show that the earlier application constitutes a construc- 
tive reduction to practice of each count. 

(g) A preliminary motion to attack benefit under § 1.633(g) 
shall explain, as to each count, why an opponent should not be 
accorded the benefit of the filing date of the earlier application. 

(h) A preliminary motion to add an application for reissue 
under § 1.633(h) shall: 

(1) Identify the application for reissue. 

(2) Certify that acomplete copy of the file of the application 
for reissue has been served on all opponents. 

(3) Show the patentability of all claims in, or proposed to 
be added to, the application for reissue which correspond to 
each count and apply the terms of the claims to the disclosure 
of the application for reissue; when necessary a moving 
applicant for reissue shall file with the motion an amendment 
adding a claim to the application for reissue. 

(4) Be accompanied by a motion under § 1.633(f) request- 
ing the benefit of th the filing date of an earlier application filed 
in the United States or abroad. 


§ 1.638 Opposition and reply, time for filing opposition and 
reply. 


(a) Unless otherwise ordered by an examiner-in-chief, any 
Opposition to any motion shall be filed within 20 days after 
service of the motion. An opposition shall (1) identify any 
ee ee ee ere 
include an argument why the relief requested in the motion 
should be denied. 

(b) Unless otherwise ordered by an examiner-in-chief, a 
reply shall be filed within 15 days after service of the opposition. 
A reply shall be directed only to new points raised in the 
opposition. 


§ 1.639 Evidence in support of motion, opposition, or reply. 


(a) Proof of any material fact alleged in a motion, opposition, 
or reply must be filed and served with the so amg 
pe a gee at nr pea ee thot file 
or the file of any patent or involved in the interfer- 
ence or any earlier application filed in the United States of which 
a party has been accorded or seeks to be accorded benefit. 

(b) Proof may be in the form of patents, printed publications, 
and affidavits. 

(c) When a party believes that testimony is necessary to 
Support or oppose a preliminary motion under § 1.633 or a 
motion to correct under § 1.634, Ned nse Shas 
describe the nature of the testimony needed. If the examiner-in- 
chief finds that testimony is needed to decide the motion, the 
examiner-in-chief may grant appropriate interlocutory relief and 
enter an order aahenetuaimnapent dihate 
a decision on the motion to final hearing. 


§ 1.640 Motions, hearing and decision, redeclaration of inter- 
ference, order to show cause. 


(a) A hearing on a motion may be held in the discretion of the 
examiner-in-chief. The examiner-in-chief shall set the date and 
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time for any hearing. The length of oral argument at a hearing on 
a motion is a matter within the discretion of the examiner-in- 
chief. An examiner-in-chief may direct that a hearing take place 
by telephone. 

(b) Motions will be decided by an examiner-in-chief. An 
examiner-in-chief may consult with an examiner in deciding 
motions involving a question of patentability. An examiner-in- 
chief may grant or deny any motion or take such other action 
which will secure the just, speedy, and inexpensive determina- 
tion of the interference. 

(1) When preliminary motions under § 1.633 are decided, 
the examiner-in-chief will, when necessary, set a time for 
filing any amendment to an application involved in the 
interference and for filing a supplemental preliminary state- 
ment as to any new counts involved in the interference. 
Failure or refusal of a party to timely present an amendment 
required by an examiner-in-chief shall be taken without 
further action as a disclaimer by that party of the invention 
involved. A supplemental preliminary statement shall meet 
the requirements specified in §§ 1.623, 1.624, 1.625, or 
1.626, but need not be filed if a party states that it intends to 
rely on a preliminary statement previously filed under § 
1.621(a). After the time expires for filing any amendment and 
supplemental preliminary statement, the examiner-in-chief 
will, if necessary, redeclare the interference. 

(2) After a decision is entered on preliminary motions filed 
under § 1.633, a further motion under § 1.633 will not be 
considered except as provided by § 1.655(b). 

(c) When a decision on any motion under §§ 1.633, 1.634, or 
1.635 is entered which does not result in the issuance of an order 
to show cause under paragraph (d) of this section, a party may file 
a request for reconsideration within 14 days after the date of the 
decision. The filing of a request for reconsideration will not stay 
any time period set by the decision. The request for reconsidera- 
tion shall specify with particularity the points believed to have 
been misapprehended or overlooked in rendering the decision. 
No opposition to a request for reconsideration shall be filed 
unless requested by an examiner-in-chief or the Board. A deci- 
sion of single examiner-in-chief will not ordinarily be modified 
unless an opposition has been requested by an examiner-in-chief 
or the Board. The request for reconsideration shall be acted on by 
a panel of the Board consisting of at least three examiners-in- 
chief, one of whom will normally be the examiner-in-chief who 
decided the motion. 

(d) An examiner-in-chief may issue an order to show cause 
why judgment should not be entered against a party when: 

(1) A decision on a motion is entered which is dispositive 
of the interference against the party as to all counts; 

(2) The party is a junior party who fails to file a preliminary 
statement; or 

(3) The party is a junior party whose preliminary statement 
fails to overcome the earlier of the filing date or effective 
filing date of another party. 

(e) When an order to show cause is issued under paragraph (d) 
of this section, the Board shall enter a judgment in accordance 
with the order unless, within 20 days after the date of the order, 
the party against whom the order issued files a paper which 
shows good cause why judgment should not be entered in 
accordance with the order. Any other party may file a response 
to the paper within 20 days of the date of service of the paper. If 
the party against whom the order was issued fails to show good 
cause, the Board shall enter judgment against the party. If a 
party wishes to take testimony in response to an order to show 
cause, the party’s response should be accompanied by a motion 
(§ 1.635) requesting the testimony period. See § 1.651(c)(4). 


§ 1.641 Unpatentability discovered by examiner-in-chief. 


During the pendency of an interference, if the examiner-in- 
chief becomes aware of a reason why a claim corresponding to 
acount may not be patentable, the examiner-in-chief may notify 
the parties of the reason and set a time within which each party 
may present its views. After considering any timely filed views, 
the examiner-in-chief shall decide how the interference shall 
proceed. 


§ 1.642 Addition of application or patent to interference. 


During the pendency of an interference, if the examiner-in- 
chief becomes aware of an application or a patent not involved 
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in the interference which claims the same patentable invention as 
a count in the interference, the examiner-in-chief may add the 
application or patent to the interference on such terms as may be 
fair to all parties. 


§ 1.643 Prosecution of interference by assignee. 


(a) An assignee of record in the Patent and Trademark Office 
of the entire interest in an application or patent involved in an 
interference is entitled to conduct prosecution of the interference 
to the exclusion of the inventor. 

(b) An assignee of a part interest in an application or patent 
involved in an interference may file a motion (§ 1.635) for entry 
of an order authorizing it to prosecute the interference. The 
motion shall show (1) the inability or refusal of the inventor to 
prosecute the interference or (2) other cause why the ends of 
Justice require that the assignee of a part interest be permitted to 
prosecute the interference. The examiner-in-chief may allow the 
assignee of a part interest to prosecute the interference upon such 
terms as may be appropriate. 


§ 1.644 Petitions in interferences. 


(a) There is no appeal to the Commissioner in an interference 
from a decision of an examiner-in-chief or a panel consisting of 
more than one examiner-in-chief. The Commissioner will not 
consider a petition in an interference unless: 


(1) The petition is from a decision of an examiner-in-chief 
or a panel and the examiner-in-chief or the panel shall be of 
the opinion (i) that the decision involves a controlling ques- 
tion of procedure or an interpretation of a rule as to which 
there is a substantial ground for a difference of opinion and 
(ii) that an immediate decision on petition by the Commis- 
sioner may materially advance the ultimate termination of the 
interference; 

(2) The petition seeks to invoke the supervisory authority 
of the Commissioner and is not filed prior to the decision of 
the Board awarding judgment and does not relate to (i) the 
merits of priority of invention or patentability or (ii) the 
admissibility of evidence under the Federal Rules of Evi- 
dence; or 

(3) The petition seeks relief under § 1.183. 

(b) A petition under paragraph (a)(1) of this section filed more 
than 15 days after the date of the decision of the examiner-in- 
chief or the panel may be dismissed as untimely. A petition under 
paragraph (a)(2) of this section shall not be filed prior to decision 
by the Board awarding judgment. Any petition under paragraph 
(a)(3) of this section shall be timely if it is made as of, or 
simultaneously with, a proper motion under §§ 1.633, 1.634, or 
1.635. Any opposition to a petition shall be filed within 15 days 
of the date of service of the petition. 

(c) The filing of a petition shall not stay the proceeding unless 
a stay is granted in the discretion of the examiner-in-chief, the 
panel, or the Commissioner. 

(d) Any petition must contain a statement of the facts in- 
volved and the point or points to be reviewed and the action 
requested. Briefs or memoranda, if any, in support of the petition 
or opposition shall accompany or be embodied therein. The 
petition will be decided on the basis of the record made before the 
examiner-in-chief or the pane! and no new evidence will be 
considered by the Commissioner in deciding the petition. Copies 
of documents already of record in the interference shall not be 
submitted with the petition or opposition. 

(e) Any petition under paragraph (a) of this section shall be 
accompanied by the petition fee set forth in § 1.17(h). 

(f) Any request for reconsideration of a decision by the 
Commissioner shall be filed within 15 days of the decision of the 
Commissioner and must be accompanied by the fee set forth in 
§ 1.17(h). No opposition to a request for reconsideration shall be 
filed unless requested by the Commissioner. The decision will 
not ordinarily be modified unless such an opposition has been 
requested by the Commissioner. 

(g) Where reasonably possible, service of any petition, oppo- 
sition, or request for reconsideration shall be such that delivery 
is accomplished within one working day. Service by hand or 
“Express Mail” complies with this paragraph. 

(h) An oral hearing on the petition will not be granted except 
when considered necessary by the Commissioner. 
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(i) The Commissioner may delegate to appropriate Patent and 
Trademark Office employees the determination of petitions 


§ 1.645 Extension of time, late papers, stay of proceedings. 


(a) A party may file a motion (§ 1.635) seeking an extension 
of time to take action in an interference, to file a notice of 
(8§ 1.302, 1.304), or to commence a civil action (§§ 1.303, 
1.304). The motion shall-be filed within sufficient time to 
actually reach the examiner-in-chief before expiration of the 
time for taking action, filing the notice, or commencing the civil 
action. A moving party should not assume that the motion will be 
granted even if there is no objection by any other party. The 
motion will be denied unless the moving party shows good cause 
why an extension should be granted. The press of other business 
arising after an examiner-in-chief sets a time for taking action 
will not normally constitute good cause. A motion seeking 
additional time to take testimony because a party has not been 
able to procure the testimony of a witness shall set forth the name 
of the witness, any steps taken to procure the testimony of the 
witness, the dates on which the steps were taken, and the facts 
expected to be proved through the witness. 

(b) Any paper belatedly filed will not be considered except 
upon motion (§ 1.635) which shows sufficient cause why the 
paper was not timely filed. 

(c) The provisions of § 1.136 do not apply to time periods in 
interferences. 

(d) In an appropriate circumstance, an examiner-in-chief may 
stay proceedings in an interference. 


§ 1.646 Service of papers, proof of service. 


(a) A copy of every paper filed in the Patent and Trademark 
Office in an interference or an application or patent involved in 
the interference shall be served upon all other parties except: 

(1) Preliminary statements when filed under § 1.621; pre- 
liminary statements shall be served when service is ordered 
by an examiner-in-chief. 

(2) Certified transcripts and exhibits which accompany the 
transcripts filed under §§ 1.676 or 1.684; copies of transcripts 

shall be served as part of a party’s record under § 1.653(c). 


(b) Service shall be on an attorney or agent for a party. If there 
is no attomey of agent for the party, service shall be on the party. 
An examiner-in-chief may order additional service or waive 
service where appropriate. 

(c) Unless otherwise ordered by an examiner-in-chief, or 
except as otherwise provided by this part, service of a paper shall 
be made as follows: 


(1) By handing a copy of the paper to the person served. 

(2) By leaving a copy of the paper with someone employed 
by the person at the person’s usual place of business. 

(3) When the person served has no usual place of business, 
by leaving a copy of the paper at the person’s residence with 
someone of suitable age and discretion then residing therein. 

(4) By mailing a copy of the paper by first class mail; when 
service is by mail the date of mailing is regarded as the date 
of service. 

(5) When it is shown to the satisfaction of an examiner-in- 
chief that none of the above methods of obtaining or serving 
the copy of the paper was successful, the examiner-in-chief 
may order service by publication of an appropriate notice in 
the Official Gazette. 


(d) An examiner-in-chief may order that a paper be served by 
hand or “Express Mail” 

(e) Proof of service must be made before a paper will be 
considered in an interference. Proof of service may appear on or 
be affixed to the paper. Proof of service shall include the date and 


manner of service. In the case of service under para- 
graphs (c)(1) through (c)(3) of this section, proof of service shall 
include the names of any person served and the person who made 
the service. Proof of service may be made by an acknowledg- 
ment of service by or on behalf of the person served or a 
statement signed by the party or the party’s attorney or agent 
containing the information required by this section. A statement 
of an attorney or agent attached to, or appearing in, the paper 
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stating the date and manner of service will be accepted as prima 
facie proof of service. 


§ 1.647 Translation of document in foreign language. 


When a party relies on a document in a language other than 
English, a translation of the document into English and an 
affidavit attesting to the accuracy of the translation shall be filed 
with the document. 


§ 1.651 Setting times for discovery and taking testimony, parties 
entitled to take testimony. 


(a) At an appropriate stage in an interference, an examiner-in- 
chief shall set (1) a time for filing motions (§ 1.635) for 
additional discovery under § 1.687(c) and (2) testimony periods 
for taking any necessary testimony. 

(b) Where appropriate, testimony periods will be set to permit 
a party to: 

(1) present its case-in-chief and/or case-in-rebuttal and/or 

(2) cross-examine an opponent’s case-in-chief and/or a 
case-in-rebuttal. 

(c) A party is not entitled to take testimony to present a case- 
in-chief unless: 

(1) the examiner-in-chief orders the taking of testimony 
under § 1.639(c); 

(2) the party alleges in its preliminary statement a date of 
invention prior to the earlier of the filing date or effective 
filing date of the senior party; 

(3) a testimony period has been set to it an opponent 
to prove a date of invention prior to the earlier of the filing date 
or effective filing date of the party and the party has filed a 
preliminary statement alleging a date of invention prior to that 
date; or 

(4) a motion (§ 1.635) is filed showing good cause why a 
testimony period should be set. 

(d) Testimony shall be taken during the testimony periods set 
under paragraph (a) of this section. 


§ 1.652 Judgment for failure to take testimony or file record. 


If a junior party fails to timely take testimony authorized 
under § 1.651, or file a record under § 1.653(c), an examiner-in- 
chief, with or without a motion (§ 1.635) by another party, may 
issue an order to show cause why judgment should not be entered 
against the junior party. When an order is issued under this 
section, the Board shall enter judgment in accordance with the 
order unless, within 15 days after the date of the order, the junior 
party files a paper which shows good cause why judgment 
should not be entered in accordance with the order. Any other 
party may file a response to the paper within 15 days of the date 
of service of the paper. If the party against whom the order was 
issued fails to show good cause, the Board shall enter judgment 
against the party. 


§ 1.653 Record and exhibits. 


(a) Testimony shall consist of affidavits under § 1.672(b) and 
(e), transcripts of depositions under §§ 1.672(b) and (c), agreed 
statements of fact under § 1.672(f), and transcripts of interroga- 
tories, cross-interrogatories, and recorded answers under 
§ 1.684(c). 

(b) An affidavit shall be filed as set forth in § 1.672(b) or (e). 
A certified transcript of a deposition including a deposition 
cross-examining an affiant, shall be filed as set forth in § 1.676. 
An original agreed statement shall be filed as set forth in § 
1.672(f). A transcript of interrogatories, cross-in atories, 
and recorded answers shall be filed as set forth under § 1.684(c). 

(c) In addition to the items specified in paragraph (b) of this 
section and within a time set by an examiner-in-chief each party 
shall file three copies and serve one copy of a record consisting 
of: 

(1) An index of the names of each witness giving the pages 
of the record where the direct testimony and cross-examina- 
tion of each witness begins. 

(2) An index of exhibits briefly describing the nature of 
each exhibit and giving the page of the record where each 
exhibit is first identified and offered into evidence. 

(3) The count or counts. 





JANUARY 7, 1992 


(4) Each (i) affidavit, (ii) transcript, including transcripts of 
cross-examination of any affiant, (iii) agreed statement relied 
upon by the party, and (iv) transcript of interrogatories, cross- 
interrogatories, and recorded answers filed under paragraph 
(b) of this section. 

(5) Each notice, official record, and publication relied upon 
by the party and filed under § 1.682(a). 

(6) Any evidence from another interference, proceeding, 
or action relied upon by the party under § 1.683. 

(7) Each request for an admission and the admission and 
each written interrogatory and the answer upon which a party 
intends to rely under § 1.688. 


(d) The pages of the record shall be consecutively numbered. 

(e) The name of each witness shall appear at the top of each 
page of each affidavit or transcript. 

(f) The record may be typewritten or printed. 

(g) When the record is printed, it may be produced by 
standard typographical printing or by any process capable of 
producing a clear black permanent image. All printed matter 
except on covers must appear in at least 11 point type on opaque, 
unglazed paper. Margins must be justified. Footnotes may not be 
printed in type smaller than 9 point. The page size shall be 8-1/ 
2 by 11 inches (21.8 by 27.9 cm.) with type matter 6-1/2 by 9-1/ 
2 inches (16.5 by 24.1 cm.). The record shall be bound to lie flat 
when open. 

(h) When the record is typewritten, it must be clearly legible 
on opaque, unglazed, durable paper approximately 8-1/2 by 11 
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be 
double-spaced on one side of the paper in not smaller than pica- 
type with a margin of 1-1/2 inches (3.8 cm.) on the left-hand side 
of the page. The pages of the record shall be bound with covers 
at their left edges in such manner to lie flat when open in one or 
more volumes of convenient size (approximately 100 pages per 
volume is suggested). Multigraphed or otherwise reproduced 
copies conforming to the standards specified in this paragraph 
may be accepted. 

(i) Each party shall file its exhibits with the record specified 
in paragraph (c) of this section. One copy of each documentary 
exhibit shall be served. Documentary exhibits shall be filed in an 
envelope or folder and shall not be bound as part of the record. 
Physical exhibits, if not filed by an officer under § 1.676(d), shall 
be filed with the record. Each exhibit shall contain a label which 
identifies the party submitting the exhibit and an exhibit number, 
the style of the interference (¢.g., Jones v. Smith), and the 
interference number. Where possible, the label should appear at 
the bottom right-hand corner of each documentary exhibit. Upon 
termination of an interference, an examiner-in-chief may return 
an exhibit to the party filing the exhibit. When any exhibit is 
returned, the examiner-in-chief shall enter an appropriate order 
indicating that the exhibit has been returned. 

(j) Any testimony, record, or exhibit which does not comply 
with this section may be returned under § 1.618(a). 


§ 1.654 Final hearing. 


(a) At an appropriate stage of the interference, the parties will 
be given an opportunity to appear before the Board to present 
oral argument at a final hearing. An examiner-in-chief shall set 
a date and time for final hearing. Unless otherwise ordered by an 
examiner-in-chief or the Board, each party will be entitled to no 
more than 60 minutes of oral argument at final hearing. 

(b) The opening argument of a junior party shall include a fair 
statement of the junior party’s case and the junior party’s 
position with respect to the case presented on behalf of any other 
party. A junior party may reserve a portion of its time for rebuttal. 

(c) A party shall not be entitled to argue that an opponent 
abandoned, suppressed, or concealed an actual reduction to 
practice unless a notice under § 1.632 was timely filed. 

(d) After final hearing, the interference shall be taken under 
advisement by the Board. No further paper shall be filed except 
under § 1.658(b) or as authorized by an examiner-in-chief or the 
Board. No additional oral argument shall be had unless ordered 
by the Board. 


§ 1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may consider any 
properly raised issue including (1) priority of invention, (2) 
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derivation by an opponent from a party who filed a preliminary 
statement under § 1.625, (3) patentability of the invention, (4) 
admissibility of evidence, (5) any interlocutory matter deferred 
to final hearing, and (6) any other matter necessary to resolve the 
interference. The Board may also consider whether any inter- 
locutory order was manifestly erroneous or an abuse of discre- 
tion. All interlocutory orders shall be presumed to have been 
correct and the burden of showing manifest error or an abuse of 
discretion shall be on the party attacking the order. 

(b) A party shall not be entitled to raise for consideration at 
final hearing a matter which properly could have been raised by 
a motion under §§ 1.633 or 1.634 unless (1) the motion was 
properly filed, (2) the matter was properly raised by a party in an 
Opposition to a motion under §§ 1.633 or 1.634 and the motion 
was granted over the opposition, or (3) the party shows good 
cause why the issue was not timely raised by motion or opposi- 
tion. 

(c) To prevent manifest injustice, the Board may consider an 
issue even though it would not otherwise be entitled to consid- 
eration under this section. 


§ 1.656 Briefs for final hearing. 


(a) Each party shall be entitled to file briefs for final hearing. 
The examiner-in-chief shall determine the briefs needed and 
shall set the time and order for filing briefs. 

(b) The opening brief of a junior party shall contain under 
appropriate headings and in the order indicated: 


(1) A table of contents, with page references, and a table of 
cases (alphabetically arranged), statutes, and other authori- 
ties cited, with references to the pages of the brief where they 
are cited. 

(2) A statement of the issues presented for decision in the 
interference. 

(3) A statement of the facts relevant to the issues presented 
for decision with appropriate references to the record. 

(4) An argument, which may be preceded by a summary, 
which shall contain the contentions of the party with respect 
to the issues to be decided, and the reasons therefor, with 
citations to the cases, statutes, other authorities, and parts of 
the record relied on. 

(5) A short conclusion stating the precise relief requested. 

(6) An appendix containing a copy of the counts. 


(c) The opening brief of the senior party shall conform to the 
requirements of paragraph (b) of this section except: 


(1) a statement of the issues and of the facts need not be 
made unless the party is dissatisfied with the statement in the 
opening brief of the junior party and 

(2) an appendix containing a copy of the counts need not be 
included if the copy of the counts in the opening brief of the 
junior party is correct. 


(d) Briefs may be printed or typewritten. If typewritten, legal- 
size paper may be used. The opening brief of each party in excess 
of 50 legal-size double-spaced typewritten pages or any other 
brief in excess of 25 legal-size double-space typewritten pages 
shall be printed unless a satisfactory reason be given why the 
brief should not be printed. Any printed brief shall comply with 
the requirements of § 1.653(g). Any typewritten brief shall 
comply with the requirements of § 1.653(h), except legal-size 
paper may be used and the binding and covers specified are not 
required. 

(e) An original and three copies of each brief must be filed. 

(f) Any brief which does not comply with the requirements of 
this section may be returned under § 1.618(a). 

(g) Any party, separate from its opening brief, but filed 
concurrently therewith, may file an original and three copies of 
concise proposed findings of fact and conclusions of law. Any 
proposed findings of fact shall be supported by specific refer- 
ences to the record. Any proposed conclusions of law shall be 
supported by citation of cases, statutes, or other authority. Any 
opposing party, separate from its opening or reply brief, but filed 
concurrently therewith, may file a paper accepting or objecting 
to any proposed findings of fact or conclusions of law; when 
objecting, a reason must be given. The Board may adopt the 
proposed findings of fact and conclusions of law in whole or in 
part. 
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(h) If a party wants the Board in rendering its final decision to 
rule on the admissibility of any evidence, the party shall file with 
its opening brief an original and three copies of a motion (§ 
1.635) to suppress the evidence. The provisions of § 1.637(b) do 
not apply to a motion to suppress under this paragraph. Any 
objection previously made to the admissibility of an opponent’s 
evidence is waived unless the motion required by this paragraph 
is filed. An original and three copies of an opposition to the 
motion may be filed with an opponent’s opening brief or reply 
brief as may be appropriate. 

(i) When a junior party fails to timely file an opening brief, an 
order may issue requiring the junior party to show cause why the 
Board should not treat failure to file the brief as a concession of 
priority. If the junior party fails to respond within a time period 
set in the order, judgment may be entered against the junior party. 


§ 1.657 Burden of proof as to date of invention. 


A rebuttable presumption shall exist that, as to each count, the 
inventors made their invention in the chronological order of the 
earlier of their filing dates or effective filing dates. The burden of 
proof shall be upon a party who contends otherwise. 


§ 1.658 Final decision. 


(a) After final hearing, the Board shall enter a decision 
resolving the issues raised at final hearing. The decision may (1) 
enter judgment, in whole or in part, (2) remand the interference 
to an examiner-in-chief for further proceedings, or (3) take 
further action not inconsistent with law. A judgment as to a count 
shall state whether or not each party is entitled to a patent 
containing the claims in the party’s patent or application which 
correspond to the count. When the Board enters a decision 
awarding judgment as to all counts, the decision shall be re- 
garded as a final decision. 

(b) Any request for reconsideration of a decision under 
paragraph (a) of this section shall be filed within 14 days after the 
date of the decision. The request for reconsideration shall specify 
with particularity the points believed to have been misappre- 
hended or overlooked in rendering the decision. Any reply to a 
request for reconsideration shall be filed within 14 days of the 
date of service of the request for reconsideration. Where rea- 
sonably possible, service of the request for reconsideration shall 
be such that delivery is accomplished by hand or “Express Mail.” 
The Board shall enter a decision on the request for reconsidera- 
tion. If the Board shall be of the opinion that the decision on the 
request for reconsideration significantly modifies its original 
decision under paragraph (a) of this section, the Board may 
designate the decision on the request for reconsideration as anew 
decision. 

(c) A judgment in an interference settles all issues which (1) 
were raised and decided in the interference, (2) could have been 
properly raised and decided in the interference by a motion under 
§ 1.633 (a) through (d) and (f) through (j) or § 1.634 and (3) could 
have been properly raised and decided in an additional interfer- 
ence with a motion under § 1.633(e). A losing party who could 
have properly moved, but failed to move, under §§ 1.633 or 
1.634, shall be estopped to take ex parte or inter partes action in 
the Patent and Trademark Office after the interference which is 
inconsistent with that party’s failure to properly move, except 
that a losing party shall not be estopped with respect to any 
claims which correspond, or properly could have 
to a count as to which that party was awarded a favorable 
judgment. 


§ 1.659 Recommendation. 


(a) Should the Board have knowledge of any ground for 
rejecting any application claim not involved in the judgment of 
the interference, it may include in its decision a recommended 
rejection of the claim. Upon resumption of ex parte prosecution 
of the application, the examiner shall be bound by the recom- 
mendation and shall enter and maintain the recommended rejec- 
tion unless an amendment or showing of facts not previously of 
record is filed which, in the opinion of the examiner, overcomes 
the recommended rejection. 

(b) Should the Board have knowledge of any ground for 
reexamination of a patent involved in the interference as to a 
patent claim not involved in the judgment of the interference, it 
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may include in its decision a recommendation to the Commis- 
sioner that the patent be reexamined. The Commissioner will 
determine whether reexamination will be ordered. 

(c) The Board may make any other recommendation to the 
examiner or the Commissioner as may be appropriate. 


§ 1.660 Notice of reexamination, reissue, protest, or litigation. 


(a) When a request for reexamination of a patent involved in 
an interference is filed, the patent owner shall notify the Board 
within 10 days of receiving notice that the request was filed. 

(b) When an application for reissue is filed by a patentee 
involved in an interference, the patentee shall notify the Board 
within 10 days of the day the application for reissue is filed. 

(c) When a protest under § 1.291 is filed against an applica- 
tion involved in an interference, the applicant shall notify the 
Board within 10 days of receiving notice that the protest was 
filed. 

(d) A party in an interference shall notify the Board promptly 
of any litigation related to any patent or application involved in 
an interference, including any civil action commenced under 35 
U.S.C. § 146. 


§ 1.661 Termination of interference after judgment. 


After a final decision is entered by the Board, an After a final 
decision is entered by the Board, an interference is considered 
terminated when no appeal (35 U.S.C. § 141) or other review (35 
U.S.C. § 146) has been or can be taken or had. 


§ 1.662 Request for entry of adverse judgment; reissue filed by 
patentee. 


(a) A party may, at any time during an interference, request 
and agree to entry of an adverse judgment. The filing by an 
applicant or patentee of a written disclaimer of the invention 
defined by a count, concession of priority or unpatentability of 
the subject matter of a count, abandonment of the invention 
defined by a count, or abandonment of the contest as to a count 
will be treated as a request for entry of an adverse judgment 
against the applicant or patentee as to all claims which corre- 
spond to the count. Abandonment of an application by an 
applicant, other than an applicant for reissue having a claim of 
the patent sought to be reissued involved in the interference, will 
be treated as a request for entry of an adverse judgment against 
the applicant as to all claims corresponding to all counts. Upon 
the filing by a party of a request for entry of an adverse judgment, 
the Board may enter judgment against the party. 

(b) If a patentee involved in an interference files an applica- 
tion for reissue during the interference and omits all claims of the 
patent corresponding to the counts of the interference for the 
purpose of avoiding the interference, judgment may be entered 
against the patentee. A patentee who files an application for 
reissue other than for the purpose of avoiding the interference 
shall timely file a preliminary motion under § 1.633(h) or show 
good cause why the motion could not have been timely filed. 

(c) The filing of a statutory disclaimer under 35 U.S.C. 
§ 253 by a patentee will delete any statutorily disclaimed claims 
from being involved in the interference. A statutory disclaimer 
will not be treated as a request for entry of an adverse judgment 
against the patentee unless it results in the deletion of all patent 
claims corresponding to a count. 


§ 1.663 Status of claim of defeated applicant after interference. 


Whenever an adverse judgment is entered as to a count 
against an applicant from which no appeal (35 U.S.C. § 141) or 
other review (35 U.S.C. § 146) has been or can be taken or had, 
the claims of the application corresponding to the count stand 
finally disposed of without further action by the examiner. Such 
claims are not open to further ex parte prosecution. 


§ 1.664 Action after interference. 


(a) After termination of an interference, the examiner will 
promptly take such action in any application previously in- 
volved in the interference as may be necessary. Unless entered 
by order of an examiner-in-chief, amendments presented during 
the interference shall not be entered, but may be subsequently be 
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presented by the applicant subject to the provisions of this part 
provided prosecution of the application is not otherwise closed. 

(b) After judgment, the application of any party may be held 
subject to further examination, including an interference with 
another application. 


§ 1.665 Second interference. 


A second interference between the same parties will not be 
declared upon an application not involved in an earlier interfer- 
ence for an invention defined by a count of the earlier interfer- 
ence. See § 1.658(c). 


§ 1.666 Filing of interference settlement agreements. 


(a) Any agreement or understanding between parties to an 
interference, including any collateral agreements referred to 
therein, made in connection with or in contemplation of the 
termination of the interference, must be in writing and a true copy 
thereof must be filed before the termination of the interference (§ 
1.661) as between the parties to the agreement or understanding. 

(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any person 
upon petition accompanied by the fee set forth in § 1.17(i) and on 
a showing of good cause. 

(c) Failure to file the copy of the agreement or understanding 
under paragraph (a) of this section will render permanently 
unenforceable such agreement or understanding and any patent 
of the parties involved in the interference or any patent subse- 
quently issued on any application of the parties so involved. The 
Commissioner may, however, upon petition accompanied by the 
fee set forth in § 1.17(h) and on a showing of good cause for 
failure to file within the time prescribed, permit the filing of the 
agreement or understanding during the six month period subse- 
quent to the termination of the interference as between the parties 
to the agreement or understanding. 


§ 1.671 Evidence must comply with rules. 


(a) Evidence consists of testimony and exhibits, official 
records and publications filed under § 1.682, evidence from 
another interference, proceeding, or action filed under § 1.683, 
and discovery relied upon under § 1.688, and the specification 
(including claims) and drawings of any application or patent: 

(1) Involved in the interference. 

(2) To which a party has been accorded benefit in the notice 
declaring the interference or by a preliminary motion granted 
under § 1.633. 

(3) For which a party has sought, but has been denied, 
benefit by a preliminary motion under § 1.633. 

(4) For which benefit was rescinded by a preliminary 
motion granted under § 1.633. 

(b) Except as otherwise provided in this part, the Federal 
Rules of Evidence shall apply to interference proceedings. Those 
portions of the Federal Rules of Evidence relating to criminal 
actions, juries, and other matters not relevant to interferences 
shall not apply. 

(c) Unless the context is otherwise clear, the following terms 
of the Federal Rules of Evidence shall be construed as follows: 

(1) “Courts of the United States,” “U.S. Magistrate,” “court,” 
“trial court,” or “trier of fact” means examiner-in-chief or 
Board as may be appropriate. 

(2) “Judge” means examiner-in-chief. 

(3) “Judicial notice” means official notice. 

(4) “Civil action,” “civil proceeding,” “action,” or “trial,” 
mean interference. 

(5) “Appellate court” means United States Court of Ap- 
peals for the Federal Circuit or a United States district court 
when judicial review is under 35 U.S.C. § 146. 

(6) “Before the hearing” in Rule 703 means before giving 
testimony by oral deposition or affidavit. 

(7) “The trial or hearing” in Rules 803(24) and 804(5) 
means the taking of testimony by oral deposition. 

(d) Certification is not necessary as a condition to admissibil- 
ity when the record is a record of the Patent and Trademark 
Office to which all parties have access. 

(e) A party may not rely on an affidavit filed by that party 
during ex parte prosecution of an application, an affidavit under 
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§ 1.608(b), or an affidavit under § 1.639(b) unless (1) a copy of 
the affidavit is or has been served and (2) a written notice is filed 
prior to the close of the party’s relevant testimony period stating 
that the party intends to rely on the affidavit. When proper notice - 
is given under this paragraph, the affidavit shall be deemed filed 
under § 1.672(b). A copy of the affidavit shall be included in the 
record (§ 1.653). 

(f) The significance of documentary and other exhibits shall 
be discussed with particularity by a witness during oral deposi- 
tion or in an affidavit. 

(g) A party must file a motion (§ 1.635) seeking permission 
from an examiner-in-chief prior to taking testimony or seeking 
documents or things under 35 U.S.C. § 24. The motion shall 
describe the general nature and the relevance of the testimony, 
document, or thing. 

(h) Evidence which is not taken or sought and filed in 
accordance with this subpart shall not be admissible. 


§ 1.672 Manner of taking testimony. 


(a) Testimony of a witness may be taken by oral deposition or 
affidavit in accordance with this subpart. 

(b) A party wishing to take the testimony of a witness whose 
testimony will not be compelled under 35 U.S.C. § 24 may elect 
to present the testimony of the witness by affidavit or deposition. 
A party electing to present testimony of a witness by affidavit 
shall, prior to the close of the party’s relevant testimony period, 
file and serve an affidavit of the witness or, where appropriate, a 
notice under § 1.671(e). To facilitate preparation of the record (§ 
1.653(g) and (h)), a party should file an affidavit on paper which 
is 8-1/2 by 11 inches (21.8 by 27.9 cm). A party shall not be 
entitled to rely on any document referred to in the affidavit unless 
a copy of the document is filed with the affidavit. A party shall 
not be entitled to rely on any thing mentioned in the affidavit 
unless the opponent is given reasonable access to the thing. A 
thing is something other than a document. After the affidavit is 
filed and within a time set by an examiner-in-chief, any opponent 
may file a request to cross-examine the witness on oral deposi- 
tion. If any opponent requests cross-examination of an affiant, 
the party shall notice a deposition under § 1.673(e) for the 
purpose of cross-examination by any opponent. Any redirect 
and recross shall take place at the deposition. At any deposition 
for the purpose of cross-examination of a witness whose testi- 
mony is presented by affidavit, the party shall not be entitled to 
rely on any document or thing not mentioned in one or more of 
the affidavits filed under this paragraph, except to the extent 
necessary to conduct proper redirect. A party electing to present 
testimony of a witness by deposition shall notice a deposition of 
the witness under § 1.673(a). The party who gives notice of a 
deposition shall be responsible for obtaining a court reporter and 
for filing a certified transcript of the deposition as required by § 
1.676. 

(c) A party wishing to take the testimony of a witness whose 
testimony will be compelled under 35 U.S.C. § 24 must first 
obtain permission from an examiner-in-chief under § 1.671(g). 
If permission is granted, the party shall notice a deposition of the 
witness under § 1.673 and may proceed under 35 U.S.C. § 24. 
The testimony of the witness shall be taken on oral deposition. 

(d) Notwithstanding the provisions of this subpart, if the 
parties agree in writing, a deposition may be taken before any 
person authorized to administer oaths, at any place, upon any 
notice, and in any manner, and when so taken may be used like 
other depositions. 

(e) If the parties agree in writing, the testimony of any witness 
may be submitted in the form of an affidavit without opportunity 
for cross-examination. The affidavit of the witness shall be filed 
in the Patent and Trademark Office. 

(f) If the parties agree in writing, testimony may be submitted 
in the form of an agreed statement setting forth (1) how a 
particular witness would testify if called or (2) the facts in the 
case of one or more of the parties. The agreed statement shall be 
filed in the Patent and Trademark Office. See § 1.653(a). 


§ 1.673 Notice of examination of witness. 


(a) A party electing to take testimony of a witness by deposi- 
tion shall, after complying with paragraphs (b) and (g) of this 
section, file and serve a single notice of deposition stating the 
time and place of each deposition to be taken. Depositions may 
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noticed for a reasonable time and place in the United States. 
Unless the parties agree in writing, a deposition may not be 
noticed for any other place without approval of an examiner-in- 
chief (see § 1.684). The notice shall specify the name and address 
of each witness and the general nature of the testimony to be 
given by the witness. If the name of a witness is not known, a 
general description sufficient to identify the witness or a particu- 
lar class or group to which the witness belongs may be given 
instead. 

(b) Unless the parties agree otherwise, a party shall serve, but 
not file, at least three days prior to the conference required by 
paragraph (g) of this section, if service is made by hand or 
“Express Mail,” or at least ten days prior to the conference if 
service is made by any other means, the following: 


(1) A list and copy of each document in the party’s posses- 
sion, custody, or control and upon which the party intends to 
rely at any deposition and 

(2) A list of and a proffer of reasonable access to things in 
the party’s possession, custody, or control and upon which 
the party intends to rely at any deposition. 


(c) A party shall not be permitted to rely at any deposition on 
any witness not listed in the notice, or any document not served 
or any thing not listed as required by paragraph (b) of this section, 
(1) unless all opponents agree in writing or on the record to 
permit the party to rely on the witness, document, or thing or (2) 
except upon a motion (§ 1.635) promptly filed which is accom- 
panied by any proposed notice, additional documents, or lists 
and which shows sufficient cause why the notice, documents, or 
lists were not served in accordance with this section. 

(d) Each opposing party shall have a full opportunity to attend 
a deposition and cross-examine. If an opposing party attends a 
deposition of a witness not named in a notice and cross-examines 
the witness or fails to object to the taking of the deposition, the 
opposing party shall be deemed to have waived any right to 
object to the taking of the deposition for lack of proper notice. 

(e) A party electing to present testimony by affidavit and who 
is required to notice depositions for the purpose of cross-exami- 
nation under § 1.672(b), shall, after complying with paragraph 
(g) of this section, file and serve a single notice of deposition 
stating the time and place of each cross-examination deposition 
to be taken. 

(f) The parties shall nor take depositions in more than one 
place at the same time or so nearly at the same time that 
reasonable opportunity to travel from one place of deposition to 
another cannot be had. 

(g) Before serving a notice of deposition and after complying 
with paragraph (b) of this section, a party shall have an oral 
conference with all opponents to attempt to agree on a mutually 
acceptable time and place for conducting the deposition. A 
certificate shall appear in the notice stating that the oral confer- 
ence took place or explaining why the conference could not be 
had. If the parties cannot agree to a mutually acceptable place 
and time for conducting the deposition at the conference, the 
parties shall contact an examiner-in-chief who shall then desig- 
nate the time and place for conducting the deposition. 

(h) A copy of the notice of deposition shall be attached to the 
certified transcript of the deposition filed under § 1.676(a). 


§ 1.674 Persons before whom depositions may be taken. 


(a) Within the United States or a territory or insular possession 
of the United States a deposition shall be taken before an officer 
authorized to administer oaths by the laws of the United States or 
of the place where the examination is held. 

(b) Unless the parties agree in writing, the following persons 
shall not be competent to serve as an officer: (1) a relative or 
employee of a party, (2) a relative or employee of an attorney or 
agent of a party, or (3) a person interested, directly or indirectly, 
in the interference either as counsel, attorney, agent, or other- 
wise. 


§ 1.675 Examination of witness, reading and signing transcript 
of deposition. 


(a) Each witness before giving an oral deposition shall be duly 
sworn according to law by the officer before whom the deposi- 
tion is to be taken. 
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(b) The testimony shall be taken in answer to interrogatories 
with any questions and answers recorded in their regular order by 
the officer or by some other person, who shall be subject to the 
provisions of § 1.674(b), in the presence of the officer unless the 
presence of the officer is waived on the record by agreement of 
all parties. 

(c) All objections made at the time of the deposition to the 
qualifications of the officer taking the deposition, the manner of 
taking it, the evidence presented, the conduct of any party, or any 
other objection to the proceeding shall be noted on the record by 
the officer. Evidence objected to shall be taken subject to any 
objection. 

(d) Unless the parties agree in writing or waive reading and 
signature by the witness on the record at the deposition, when the 
testimony has been transcribed a transcript of the deposition 
shall be read by the witness and then signed by the witness in the 
form of (1) an affidavit in the presence of any notary or (2) a 
declaration. 


§ 1.676 Certification and filing by officer, marking exhibits. 


(a) The officer shall prepare a certified transcript of the 
deposition by attaching to a transcript of the deposition a copy of 
the notice of deposition, any exhibits to be annexed to the 
certified transcript, and a certificate signed and sealed by the 
officer and showing: 


(1) The witness was duly sworn by the officer before 
commencement of testimony by the witness. 

(2) The transcript is a true record of the testimony given by 
the witness. 

(3) The name of the person by whom the testimony was 
recorded and, if not recorded by the officer, whether the 
testimony was recorded in the presence of the officer. 

(4) The presence or absence of any opposing party. 

(5) The place where the deposition was taken and the day 
and hour when the deposition began and ended. 

(6) The officer is not disqualified under § 1.674. 


(b) If the parties waived any of the requirements of paragraph 
(a) of this section, the certificate shall so state. 

(c) The officer shall note on the certificate the circumstances 
under which a witness refuses to sign a transcript. 

(d) Unless the parties agree otherwise in writing or on the 
record at the deposition, the officer shall securely seal the 
certified transcript in an envelope endorsed with the style of the 
interference (e.g., Smith v. Jones), the interference number, the 
name of the witness, and the date of sealing and shall promptly 
forward the envelope to BOX INTERFERENCE, Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. Docu- 
ments and things produced for inspection during the examina- 
tion of a witness, shall, upon request of a party, be marked for 
identification and annexed to the certified transcript, and may be 
inspected and copied by any party, except that if the person 
producing the documents and things desires to retain them, the 
person may (1) offer copies to be marked for identification and 
annexed to the certified transcript and to serve thereafter as 
originals if the person affords to all parties fair opportunity to 
verify the copies by comparison with the originals or (2) offer the 
originals to be marked for identification, after giving to each 
party an opportunity to inspect and copy them, in which event the 
documents and things may be used in the same manner as if 
annexed to the certified transcript. The exhibits shall then be filed 
as specified in § 1.653(i). If the weight or bulk of a document or 
thing shall reasonably prevent the document or thing from being 
annexed to the certified transcript, it shall, unless waived on the 
record at the deposition by all parties, be authenticated by the 
officer and forwarded to the Commissioner in a separate package 
marked and addressed as provided in this paragraph. 


§ 1.677 Form of a transcript of deposition. 


(a) A transcript of a deposition must be typewritten on opaque, 
unglazed, durable paper approximately 8-1/2 by 11 inches (21.8 
by 27.9 cm.) in size (letter size). Typing shall be double-spaced 
on one side of the paper in not smaller than pica-type with a 
margin of 1-1/2 inches (3.8 cm.) on the left-hand side of the page. 
The pages must be consecutively numbered throughout the 
entire record of each party (§ 1.653(d)) and the name of the tions 
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witness must be typed at the top of each page (§ 1.653(e)). 
The questions propounded to each witness must be consecu- 
tively numbered unless paper with numbered lines is used and 
each question must be followed by its answer. 

(b) Exhibits must be numbered consecutively and each must 
be marked as required by {249 1.653(i). 


§ 1.678 Transcript of deposition must be filed. 


Unless otherwise ordered by an examiner-in-chief, a certified 
transcript of a deposition must be filed in the Patent and Trade- 
mark Office within 45 days from the date of the deposition. If a 
party refuses to file a certified transcript, the examiner-in-chief 
or the Board may take appropriate action under § 1.616. Ifa party 
refuses to file a certified transcript, any opponent may move for 
leave to file the certified transcript and include a copy of the 
transcript as part of the opponent’s record. 


§ 1.679 Inspection of transcript. 


A certified transcript filed in the Patent and Trademark Office 
may be inspected by any party. The certified transcript may not 
be removed from the Patent and Trademark Office for printing (§ 
1.653(g)) unless authorized by an examiner-in-chief upon such 
terms as may be appropriate. 


§ 1.682 Official records and printed publications. 


(a) A party may introduce into evidence, if otherwise admis- 
sible, any official record or printed publication not identified on 
the record during the taking of testimony of a witness, by filing 
a notice offering the official record or publication into evidence. 
If the evidence relates to the party’s case-in-chief, the notice shall 
be filed prior to close of testimony of the party’s case-in-chief. If 
the evidence relates to rebuttal, the notice shall be filed prior to 
the close of testimony of the party’s case-in-rebuttal. The notice 
shall (1) identify the official record or printed publication, (2) 
identify the portion thereof to be introduced in evidence, (3) 
indicate generally the relevance of the portion sought to be 
introduced in evidence, and (4), where appropriate, be accompa- 
nied by a certified copy of the official record or a copy of the 
printed publication (§ 1.671(d)). 

(b) A copy of the notice, official record, and publication shall 
be served. 

(c) Unless otherwise ordered by an examiner-in-chief, any 
written objection to the notice or to the admissibility of the 
official record or printed pubiication shall be filed within 15 days 
of service of the notice. See also § 1.656(h). 


§ 1.683 Testimony in another interference, proceeding, or ac- 
tion. 


(a) Prior to close of a party’s appropriate testimony period or 
within such time as may be set by an examiner-in-chief, a party 
may file a motion (§ 1.635) for leave to use in an interference 
testimony of a witness from another interference, proceeding, or 
action involving the same parties, subject to such conditions as 
may be deemed appropriate by an examiner-in-chief. The mo- 
tion shall specify with particularity the exact testimony to be 
used and shall demonstrate its relevance. 

(b) Any objection to the admissibility of the testimony of the 
witness shall be made in an opposition to the motion. See also § 
1.656(h). 


§ 1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a wit- 
ness to be taken in a foreign country. A party seeking to take 
testimony in a foreign country shall, prior to the close of the 
party’s appropriate testimony period or within such time as may 
be set by an examiner-in-chief, file a motion( § 1.635): 


(1) Naming the witness. 

(2) Describing the particular facts to which it is expected 
that the witness will testify. 

(3) Stating the grounds on which the moving party believes 
that the witness will so testify. 

(4) Demonstrating that the expected testimony is relevant. 

(5) Demonstrating that the testimony cannot be taken in 
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this country at all or cannot be taken in this country without 

hardship to the moving party greatly exceeding the hardship 

to which all opposing parties will be exposed by the taking of 

the testimony in a foreign country. 

(6) Accompanied by an affidavit stating that the motion is 
made in good faith and not for the purpose of delay or 
harassing any party. 

(7) Accompanied by written interrogatories to be asked of 
the witness. 


(b) Any opposition under § 1.638(a) shall state any objection 
to the written interrogatories and shall include any cross-inter- 
rogatories to be asked of the witness. A reply under § 1.638(b) 
may be filed and shall be limited to stating any objection to any 
cross-interrogatories proposed in the opposition. 

(c) If the motion is granted, the moving party shall be respon- 
sible for obtaining answers to the interrogatories and cross- 
interrogatories before an officer qualified to administer oaths in 
the foreign country under the laws of the United States or the 
foreign country. The officer shall prepare a transcript of the 
interrogatories, cross-interrogatories, and recorded answers to 
the interrogatories and cross-interrogatories and shall transmit 
the transcript to BOX INTERFERENCE, Commissioner of Pat- 
ents and Trademarks, Washington, D.C. 20231, with acertificate 
signed and sealed by the officer and showing: 


(1) The witness was duly sworm by the officer before 
answering the interrogatories and cross-interrogatories. 

(2) The recorded answers are a true record of the answers 
given by the witness to the interrogatories and cross-inter- 
rogatories. 

(3) The name of the person by whom the answers were 
recorded and, if not recorded by the officer, whether the 
answers were recorded in the presence of the officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were re- 
corded. 

(6) A copy of the recorded answers was read by or to the 
witness before the witness signed the recorded answers and 
that the witness signed the recorded answers in the presence 
of the officer. The officer shall state the circumstances under 
which a witness refuses to read or sign recorded answers. 

(7) The officer is not disqualified under § 1.674. 


(d) If the parties agree in writing, the testimony may be taken 
before the officer on oral deposition. 

(e) A party taking testimony in a foreign country shall have 
the burden of proving that false swearing in the giving of 
testimony is punishable as perjury under the laws of the foreign 
country. Unless false swearing in the giving of testimony before 
the officer shall be punishable as perjury under the laws of the 
foreign country where testimony is taken, the testimony shall not 
be entitled to the same weight as testimony taken in the United 
States. The weight of the testimony shall be determined in each 
case. 


§ 1.685 Errors and irregularities in depositions. 


(a) Anerror in a notice for taking a deposition is waived unless 
a motion (§ 1.635) to quash the notice is filed as soon as the error 
is, or could have been, discovered. 

(b) An objection to a qualification of an officer taking a 
deposition is waived unless: 


(1) The objection is made on the record of the deposition 
before a witness begins to testify. 

(2) If discovered after the deposition, a motion (§ 1.635) to 
suppress the deposition is filed as soon as the objection is, or 
could have been, discovered. 


(c) An error or irregularity in the manner in which testimony 
is transcribed, a certified transcript is signed by a witness, or a 
certified transcript is prepared, signed, certified, sealed, in- 
dorsed, forwarded, filed, or otherwise handled by the officer is 
waived unless a motion (§ 1.635) to suppress the“deposition is 
filed as soon as the error or irregularity is, or could have been, 
discovered. 

(d) An objection to the competency of a witness, admissibility 
of evidence, manner of taking the deposition, the form of ques- 
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and answers, any oath or affirmation, or conduct of any party at 
the deposition is waived unless an objection is made on the 
record at the deposition stating the specific ground of objection. 
Any objection which a party wishes considered by the Board at 
final hearing shall be included in a motion to suppress under § 
1.656(h). 

(e) Nothing in this section precludes taking notice of plain 
errors affecting substantial rights although they were not brought 
to the attention of an examiner-in-chief or the Board. 


§ 1.687 Additional Discovery. 


(a) A party is not entitled to discovery except as authorized in 
this subpart. 

(b) Where appropriate, a party may obtain production of 
documents and things during cross-examination of an oppo- 
nent’s witness or during the testimony period of the party’s case- 
in-rebuttal. 

(c) Upon a motion (§ 1.635) brought by a party within the time 
set by an examiner-in-chief under § 1.651 or thereafter as 
authorized by § 1.645 and upon a showing that the interest of 
justice so requires, an examiner-in-chief may order additional 
discovery, as to matters under the control of a party within the 
scope of the Federal Rules of Civil Procedure, specifying the 
terms and conditions of such additional discovery. 

(d) The parties may agree to discovery among themselves at 
any time. In the absence of an agreement, a motion for additional 
discovery shall not be filed except as authorized by this subpart. 


§ 1.688 Use of discovery. 


(a) If otherwise admissible a party may introduce into evi- 
dence, an answer to a written request for an admission or an 
answer to a written interrogatory obtained by discovery under § 
1.687 by filing a copy of the request for admission or the written 
interrogatory and the answer. If the answer relates to a party’s 
case-in-chief, the answer shall be filed prior to the close of 
testimony of the party’s case-in-chief. If the answer relates to the 
party’s rebuttal, the admission or answer shall be filed prior to the 
close of testimony of the party’s case-in-rebuttal. Unless other- 
wise ordered by an examiner-in-chief, any written objection to 
the admissibility of an answer shall be filed within 15 days of 
service of the answer. 

(b) A party may not rely upon any other matter obtained by 
discovery unless it is introduced into evidence under this sub- 
part. 


DONALD J. QUIGG, 
Acting Commissioner of 
Patents and Trademarks. 


Nov. 8, 1984. 


[1050 OG 385] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 40104-4151] 


Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule; correction. 
Summary: This document corrects clerical errors and adds ma- 
terial to the Analysis of Comments in the notice of final rule 
amending the Patent and Trademark rules of practice in patent 
interference cases, which were published in the Official Gazette 
of Jan. 29, 1985 (1050 OG 385 through 440). 
For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box Interference, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 
Supplementary Information: Clerical Correction to the Pre- 
amble 

The following corrections are made to the Official Gazette 
issue of Jan. 29, 1985: 
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1. In the second column, line 32 (the fifth full paragraph, 
the second sentence) the word “an” is inserted after the word “ 


” 


or 
Page 387 


2. In the second column, line 48 (the fifth full paragraph), after 
the word “agent”, the following words “of record” are insert- 
ed. 
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3. In the first column, line 29 (the first full paragraph, the third 
sentence), the words “of an interference” are removed and the 
words “in an interference” are inserted in their place; in line 39 
(the first full paragraph, the last sentence), the words “Federal 
Rule” are removed and the words “Federal Rules” are inserted in 
their place; in line 41 (the second full paragraph, the first 
sentence), the word “provide” is removed and the word “pro- 
vides” is inserted in its place. 

4. In the second column, line 29 (the second full paragraph, 
the second sentence), the word “defined” is removed and the 
word “defines” is inserted in its place; in line 45 (the second full 
paragraph, the last sentence), the spelling of the word “in” is 
corrected; in line 48 (the last paragraph, the first sentence), the 
words “one of” are removed and the words “one or” are inserted 
in their place. 


Page 391 


5. In the second column, line 59 (the paragraph bridging the 
third column, the second sentence), quotation marks are placed 
around the word “lead”. 

6. In the third column, line 44 (the second full paragraph, the 
fourth sentence), the article “a” is inserted before the word 
“sanction”. 


Page 392 


7. In the first column, line 12 (the second full sentence from 
the top of the page), the word “proposed” is removed; in line 30 
(the seventh full sentence from the top of the page), the words 
“and applicant” are removed and the words “an applicant” are 
inserted in their place; in line 55 (the first full paragraph, the 
second sentence), the colon appearing after the word “appropri- 
ate” is deleted and a period is inserted in its place. 

8. In the third column, line 5, the first letter of the word 
“while” is capitalized. 


Page 394 


9. In the second column, line 13 (the first full paragraph, the 
fourth sentence), the spelling of the word “Consultation” is 
corrected. 


Page 395 


10. In the first columin, line 44 (the second full paragraph, the 
last sentence), the spelling of the word “necessary” is corrected; 
in line 59 (the last paragraph, the first sentence), the spelling of 
the word “specifies” is corrected. 

11. In the second column, line 1, the word “the” is inserted 
after the word “and”; in line 14 (the first full paragraph, the third 
sentence), the words “is required” are removed and the words 
“are required” are inserted in their place. 


Page 396 


12. In the first column, line 5, the word “of” is removed. 

13. In the second column, line 13 (the first full paragraph, the 
fourth sentence), the word “Claims” is removed and the word 
“Claim” inserted in its place. 


Page 397 


14. In the second column, line 2, the words “would be” are 
removed and the word “is” is inserted in its place; in line 6, the 
word “intended” is removed and the word “intends” is inserted 
in its place. 
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15. In the second column, line 41 (the fifth full paragraph), the 
word “had” is removed and the word “has” is inserted in its place. 

16. In the third column, line 37 (the third full paragraph, the 
last sentence), the comma after the word “language” is removed; 
in line 38, the comma after the word “affidavit” is removed. 


Page 401 


17. Inthe first column, line 1 1 (the first full paragraph, the first 
sentence), the words “of sale” are removed and the words “or 
sale” are inserted in their place. 


Page 402 


18. In the first column, line 4, the word “over” is removed and 
the word “of” is inserted in its place. 


Page 403 


19. In the first column, line 2, the spelling of the word 
“arguably” is corrected; in line 9, the spelling of the word 
“definitions” is corrected. 


Page 404 


20. In the first column, line 18 (the second full paragraph, the 
fourth sentence), the words “PTO was” are removed and the 
words “PTO were” are inserted in their place. 

21. In the second column, line 26 (the first full paragraph, the 
fourth sentence), the spelling of the word “under” is corrected. 


Page 406 


22. In the third column, line 21 (the first full paragraph, the 
third ——- aclosing quotation mark is placed after the word 


—” 


“opponents’s 
Page 407 


23. In the first column, line 4 (the first full paragraph, the first 
sentence), the spelling of the word “suggested” is corrected. 


Page 409 


24. In the first column, line 21 (the first full paragraph, the 
third sentence), the words “do not” are inserted after the word 
“rules”. ; 

25. In the third column, line 33 (the first full paragraph, the 
first sentence), the word “is” is inserted before the word “ex- 
cluded”. 


Page 411 


26. In the third column, line 26 (the third full paragraph, the 
third sentence), the word “permitting” is removed and the word 
“permitted” is inserted in its place. 


Page 413 


27. In the second column, line 47 (the second full paragraph, 
the second sentence), the reference to “1.644(b)” should read 
“1.644(a)(2)”. 

28. In the third column, line 59 (the last paragraph, the first 
sentence), the first letter of the word “Interference” is made 
lower case. 


Page 416 


29. In the first column, line 1, the word “opponent’s” is 
removed and the word “opponents” is inserted in its place. 

30. In the second column, line 40 (the first full , the 
second sentence), the reference to “1662(a)” should read 
“1.662(a)”; in line 45 (the first full paragraph, the third sentence), 
the reference to “1633(d)” should read “1.633(d)”. 


Page 417 


31. In the second column, line 49 (the second full paragraph, 
the third sentence from the end), quotation marks are placed 


U. S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 403 
(168) 


around the word “things”; in line 55 (the second full paragraph, 
the last sentence), the word “to” is inserted after the words 
“should resort”. 

32. Inthe third column, line 11 (the first full sentence from the 
top of the page), the colon after the word “controversy” is 
removed and a period is inserted in its place; in line 54 (the first 
full paragraph, the penultimate sentence), the spelling of the 
word “appropriate” is corrected. 


Page 418 


33. In the second column, line 16 (the first full paragraph, the 
first sentence), the first letter of the word “Commentator’s” is 
made lower case. 


Page 419 


34. In the table correlating the old rules 37 CFR 1.201 through 
1.288 to the new rules 37 CFR 1.601 through 1.688, the follow- 
ing corrections are made to the entries under the section, desig- 
nated as new: 

RULE CORRELATION TABLE 
Old New 
1.201(a) 
1.201(b) 


1.601(i) 
1.601(i) 
1.603 


1.204(b) 1.608(a) 


1.205(a). 


1 613(b) 
1.623(c), 1.624(c), 1.625(c) 
1.645(a) 
1.645(b) 
1.658(c) 
1.622(c) 
1.662(b) 
1.671(h) 
1.672(d) 
1.672(e), (f) 
1.645(a) 
1.687(b) 
1.687(c) 


a 


1 2570) 


1.272(b) 
1. 2720). 


1. 287(c) 
Additional Analysis of Comments 
Page 404 


1. In the second column after the last full paragraph, the 
following paragraph is added: 


An oral comment was received by telephone concerning the 
declaration of an interference under §§ 1.603 and 1.606 with 
applications filed under the provisions of 35 U.S.C. 157— 
Statutory Invention Registration (SIR). Under 35 U.S.C. 157(c), 
a published SIR has all of the attributes specified for patents 
except those specified in 35 U.S.C. 183 and 271 to 289. Conse- 
quently, interferences will be declared between an application 
and either an application containing a request for a SIR (37 CFR 
1.293) or a published SIR. Until sufficient experience is gained 
by the PTO, the interference will be conducted by procedure 
established on a case by case basis. 


Page 415 


In the second column, after the first full paragraph, the 
following paragraph is added: 


Oral comments have been received by te concerning 
the doctrine of interference estoppel under 37 CFR 1.658(c) with 
respect to a party’s failure to move under 37 CFR 1.633(e) to 
declare an “additional interference” between an additional appli- 
cation not involved in the interference and owned by the party 
and an opponent’s application or patent involved in the interfer- 
ence on a separate patentable invention. Generally a party will be 
estopped for failure to move when the patentable inven- 
tion (subject matter) which could have been the subject of the 
“additional interference” was claimed (during the pendency of 
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the interference) (1) in the opponent’s involved application or 
patent or (2) in a non-involved application owned by the party. 


The following illustrates the general applicability of interfer- 
ence estoppel in certain situations where a party fails to move 
under 37 CFR 1.633(e) to declare an “additional interference” on 
a separate patentable invention. 


Party’s non-involved 
application 


Opponent’s involved 


application or patent —_ Estoppel 


Yes 


Clerical Corrections to the Rules 


1. On page 420 the second column, the amendment to § 1.8, 
amendatory instruction 4 is corrected by changing “paragraph 
(a)(xii) to read “paragraph (a)(2)(xii)”. 

2. On page 421, the second column, in the second sentence of 
§ 1.59, the spelling of the word “required” is corrected and the 
reference to “§ 1.21(1)” is corrected to read “§ 1.21(J)”. 

3. On page 423, the third column, § 1.324 is corrected by 
inserting in the second sentence the article “a” before the word 
“patent”. 

4. On page 424, the first column, in § 1.565, in the first 
sentence of paragraph (b), “in filed” should have read “‘is filed”. 

5. On page 425, the first column, the last sentence of § 1.601(i) 
is corrected by removing the last occurrence of the word “pat- 
ents” and inserting, in its place, the word “patent”. 

6. On page 425, the first column, § 1.601(k) is corrected by 
removing the words “and interference” and inserting, in their 
place, the words “an interference”. 

7. On page 425, the second column the second sentence of § 
1.601(n) is corrected by removing the words “a invention” and 
inserting, in their place, the words “an invention”. 

8. On page 427, the first column, § 1.61 1(d)(2) is corrected by 
inserting the word “in” after the word “provided”. 

9. On page 427, the second column, the reference to “1.608(b)” 
in the first sentence of §§ 1.612(a), 1.612(b) and 1.612(c) is 
corrected to read “1.608”. 

10. On page 427, the third column, the first sentence of 
§ 1.615(a) is corrected by placing in italics the words “ex 
parte”. 

11. On page 427, the third column, the second sentence of § 
1.616 is corrected by changing to upper case the first letter of the 
words “holding”, “precluding” and “granting” in paragraphs (a) 
to (e). 

12. On page 428, the first column, the first sentence of 
§ 1.617(b) is corrected by removing the first occurrence of the 
word “any” and inserting, in its place, the word “may”. 

13. On page 428, the first column, the last sentence of 
§ 1.617(b) is corrected by inserting the words “on each oppo- 
nent” after the words “shall serve”. 

14. On page 428, the first column, the last sentence of 
§ 1.617(d) is corrected by removing the words “an oral” and 
inserting, in their place, the article “a”. 

15. On page 428, the first column, the last sentence of 
§ 1.617(g) is corrected by removing the word “part” and insert- 
ing, in its place, the word “subpart”. 

16. On page 428, the second column, the second sentence of 
§ 1.621(a) is corrected by inserting the word “by” after the first 
occurrence of the word “or”. 

17. On page 428, the second column, the first sentence of § 
1.621(b) is corrected by inserting a comma after the first occur- 
rence of word “statement”. 

18. On page 428, the third column, the first sentence of 
§ 1.624(a) is corrected by removing the semicolon appearing 
after the word “count” and inserting, in its place, a colon. 

19. On page 430, the first column, the last sentence of 
§ 1.631(a) is corrected by removing the words “a party shall 
serve copies of its preliminary statement on every opponent” and 
inserting, in their place, the words “a party shall serve a copy of 
its preliminary statement on each nent”. 

20. On page 430, the first column, the heading of § 1.633 is 
corrected by changing to lower case the first letter of the word 
“Motions”. 
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21. On page 430, the third column, in § 1.636(b) the reference 
to “§ 1.633(a), (b), or (g)” is corrected to read “§ 1.633(a), (b), 
(c)(1), or (g)”. 

22. On page 431, the second column, in §§ 1.637(d)(2) and 
1.637(e)(1)(ii) the reference to “§ 1.608(b)” is corrected to read 
“§ 1.608”. 

23. On page 431, the second column, § 1.637(e)(1)(iv) is 
corrected by removing the words “a claim” and inserting, in their 
place, the words “any claim”. 

24. On page 431, the third column, § 1.637(e)(2)(iii) is 
corrected by removing the first occurrence of the word “party’s” 
and inserting, in its place, the word “party”. 

25. On page 431, the third column, the second sentence of § 
1.637(e)(2)(iv) is corrected by removing the two occurrences of 
the word “claims” and inserting, in their place, the word “claim”. 

26. On page 431, the third column, in the first sentence of § 
1.637(f) (2), the reference to “§ 1.608(b)” is corrected to read “§ 
1.608”. 

27. On page 432, the first column, § 1.637(h)(3) is corrected 
by removing the words “a claim” and inserting, in their place, the 
words “any proposed claim”. 

28. On page 432, the second column, § 1.640(b)(2) is cor- 
rected by removing the words “entered or” and inserting, in their 
place, the words “entered on”. 

29. On page 432, the third column, the penultimate sentence 
of § 1.640(c) is corrected by inserting the article “a” before the 
words “single examiner-in-chief”. 

30. On page 432, the third column, § 1.640(d)(1) is corrected 
by removing the words “all counts” and inserting, in their place, 
the words “any count”. 

31. On page 432, the third column, the first sentence of 
§ 1.640(e) is corrected by removing the word “filed” and insert- 
ing, in its place, the word “files”. 

32. On page 433, the second column, § 1.644(i) is corrected 
by removing the word “petition” and inserting, in its place, 
“petitions”. 

33. On page 433, the second column, the first sentence of § 
1.645(a) is corrected by inserting the word “or” after “§§ 1.302,” 
and after “§§ 1.303,”. 

34. On page 433, the third column, in the first sentence of § 
1.646(a), the spelling of the word “every” is corrected. 

35. On page 433, the third column, § 1.646(c) is corrected by 
removing the word “part” and inserting, in its place, the word 
“subpart”. 

36. On page 434, the third column, § 1.653(c)(5) is corrected 
by removing the word “an” and inserting, in its place, the word 
“and”. 

37. On page 434, the third column, the last sentence of 
§ 1.653(g) is corrected by removing the word “found” and 
inserting, in its place, the word “bound”. 

38. On page 435, the first column, the penultimate sentence 
of § 1.653(i) is corrected by removing the words “and exhibit” 
and inserting, in their place, the words “an exhibit”. 

39. On page 436, the third column, the second sentence of § 
1.664(a) is corrected by removing the word “part” and inserting, 
in its place, the word “su € 

40. On page 437, the first column, the last sentence of 
§ 1.666(c) is corrected by removing the word “Commission” and 
inserting, in its place, “Commissioner”. 

41. On page 437, the second column, the first sentence of § 
1.671(b) is corrected by removing the word “part” and inserting, 
in its place, the word “subpart”. 

42. On page 437, the second column, in the first sentence of 
§ 1.671(e) the reference to “§ 1.608(b)” is corrected to read “§ 
1.608”. 

43. On page 437, the third column, the third sentence of 
§ 1.672(b) is corrected by removing the words “a party shall 
file” and inserting, in their place, the words “a party should 
file”. 

44. On page 438, the third column, in § 1.676(a), the spelling 
of the third occurrence of the word “transcript” is corrected. 

45. On page 440, the first column, the second sentence of § 
1.684(c)(6) is corrected by removing the words “a witness 
refused to read” and inserting, in their place, the words “a witness 
refuses to read”. 

46. On page 440, the second column, § 1.685(c) is corrected 
by inserting the word “or” after the first occurrence of the word 
“error,” and by removing the word “indorsed” and inserting, in 
its place, the word “endorsed”. 
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Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 910514-1114] 
(RIN: 0651-AA49] 
Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Proposed Rulemaking. 

Summary: The Patent and Trademark Office (PTO) proposes to 
amend its rules of practice in patent interference cases. The U. S. 
District Court for the District of Columbia recently decided 
Kochler v. Mustonen, Civil Action No. 90-1074 (D. D. C. Apr. 
23, 1991). The District Court held that PTO practice regarding 
taking of testimony abroad was not clear. PTO rules require that 
a testimony period be set. The rules also require that testimony 
be taken during the testimony period. Rule 684 authorizes 
testimony to be taken abroad. However, Rule 684 requires that 
a motion be filed for leave to take testimony abroad and that the 
motion be filed before the close of a party’s testimony period. 
The District Court suggested that a motion to take testimony 
abroad, filed in PTO on the last day of the testimony period, could 
be considered timely even though taking of the testimony might 
occur after the testimony period. By this notice, PTO proposes to 
continue to authorize the filing of a motion to take testimony 
abroad. However, a party would have to file the motion within a 
time such that the testimony could be taken during the testimony 
period set under PTO Rule 651. 

Dates: Comments must be submitted on or before July 12, 1991. 
A public hearing will not be held. 

Addresses: Address written comments to Box 8, Commissioner 
of Patents and Trademarks, Washington, D. C. 20231, marked to 
the attention of Fred E. McKelvey, Solicitor. Written comments 
will be available for public inspection in Suite 918, on the 9th 
floor of Crystal Park II, located at 2121 Crystal Drive, Arlington, 
Virginia. 

For Further Information Contact: Fred E. MsKelvey by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D. C. 20231. 

Supplementary Information: The PTO conducts interference 
proceedings to determine who as between two or more appli- 
cants for patent or one or more applicants and one or more 
patentees is the first inventor of a patentable invention. As part 
of its proofs in an interference, a party may request leave to take 
testimony abroad. 37 CFR § 1.684 (1990). 

The U. S. District Court for the District of Columbia recently 
decided Kochler v. Mustonen, Civil Action No. 90-1074 (D. D. 
C. Apr. 23, 1991). The District Court held that PTO practice 
regarding taking of testimony abroad was not clear. PTO Rule 
651 (37 CFR § 1.651 (1990)) requires that a testimony period be 
set. Rule 651 also requires that testimony be taken during the 
testimony period. Rule 684 (37 CFR § 1.684 (1990)) authorizes 
testimony to be taken abroad. However, Rule 684 requires that 
a motion be filed for leave to take testimony abroad and that a 
motion be filed before the close of a party’s testimony period. 
The District Court suggested that a motion to take testimony 
abroad, filed in PTO on the last day of the testimony period, could 
be considered timely even though taking of the testimony might 
occur after the testimony period. By this notice, PTO proposes to 
continue to authorize the filing of a motion to take testimony 
abroad. However, a party would have to file the motion within a 
time such that the testimony could be taken during the testimony 
period set under PTO Rule 651. 

If the changes proposed herein are ultimately adopted, it is 
anticipated that the Examiner-in-Chief assigned to an interfer- 
ence would specify in an order setting testimony when a motion 
to take testimony abroad (§ 1.684) would have to be filed. In the 
absence of setting of a specific time by the Examiner-in-Chief, 
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the motion would have to be filed promptly after a testimony 
period is set so that it could be acted upon and testimony taken 
and completed within the testimony period. The rules, as pro- 
posed to be amended, would continue the policy announced in 
Ziegler v. Baxter v. Natta, 157 USPQ 432 (Comm’r. Pat. 1968) 
(motion to take testimony abroad must be promptly filed after 
testimony period is set). 

Section 1.651(a) is proposed to be revised by adding to the end 
of subsection (a) the language “(testimony includes testimony to 
be taken abroad under § 1. 684).” This language would make 
clear the fact that testimony includes testimony which might be 
taken abraod. 

Section 1.651(d) is proposed to be revised by adding (1) the 
language “including any testimony to be taken abroad under 
§ 1.684,” (2) the language “and completed,” and (3) the sentence 
“A party seeking to extend the period for taking testimony must 
comply with § 1.635 and § 1.645(a).” This language and sen- 
tence would make clear that a party would have to complete all 
testimony within the testimony period and would need to move 
to extend the testimony period if sufficient time was not avail- 
able to complete all testimony, which would include testimony 
to be taken abroad. The period would be extended only if the 
party made the showing required by § 1.645(a). 

Section 1.684 is proposed to be revised by (1) deleting from 
paragraph (a) the language “prior to the close of the party’s 
appropriate testimony period or within such time as may be set 
by an examiner-in-chief,” (2) adding the language “promptly 
after the testimony period is set,” and (3) adding to paragraph (a) 
the language “taking of testimony abroad must be completed 
within the testimony period set under § 1.651.” The effect of 
these changes would be to require a motion to take testimony 
abroad to be filed within sufficient time to be acted upon and 
testimony taken abroad within the testimony period. 

Other Consideration: The proposed rule changes are in con- 
formity with the requirements of the Regulatory Flexibility Act 
(5 U.S. C. 601 et seq.), Executive Orders 12291 and 12612 and 
the Paperwork Reduction Act of 1980, 44 U. S. C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these proposed rule changes will not have a 
significant adverse economic impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U. S.C. 605(b)). The 
principal impact of these proposed changes is to clarify the need 
for taking testimony abroad during the testimony period. The 
proposed rule changes include no additional or increased fees. 
Substantive rights are not adversely affected. 

The Office has determined that these tule changes 
are not a major rule under Executive Order 12291. The annual 
effect on the economy will be less than $100 million. Because 
most of the proposed changes do not change burdens, there will 
be no major increase in costs or prices for consumers; individual 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant productivity, or 
innovation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises int domestic or export 
markets. 

The rule change will not impose any additional burden under 
the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq. 

The Office has also determined that this notice has no Feder- 
alism implication affecting the relationship between the Na- 
tional Government and the States as outlined in Executive Order 
12612. 


List of Subjects in 37 CFR Part 1. 


Administrative practice and proceedure, Courts, Inventions 
and patents. 
PART 1 — RULES OF PRACTICE IN PATENT CASES 

For the reasons set out in the preamble, it is to amend 
37 CFR Part 1 wherein removals are indicated by brackets ([]) 
and additions by arrows > <: 

1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 

Authority: 35 U. S. C. 6, unless otherwise noted. 


2. Section 1.651 is proposed to be revised as follows: 
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§ 1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropiate stage in an interference, an examiner-in- 
chief shall set (1) atime for filing motions (§ 1.635) for additional 
discovery under § 1.687(c) and (2) testimony periods for taking 
any necessary testimony P>(testimony includes testimony to be 
taken abroad)<@. 

(b) Where appropriate, testimony periods will be set to permit 
a party to: ; 

(1) Present its case-in-chief and/or case-in-rebuttal and/or 

(2) Cross-examine an opponent’s case-in-chief and/or a 
case-in-rebuttal. 

(c) A party is not entitled to take testimony to present a case- 
in-chief unless: 

(1) The examiner-in-chief orders the taking of testimony 
under § 1.639(c); 

(2) The party alleges in its preliminary statement a date of 
invention prior to the earlier of the filing date or effective filing 
date of the senior party; 

(3) A testimony period has been set to permit an opponent 
to prove a date of invention prior to the earlier of the filing date 
or effective filing date of the party and the party has filed a 
preliminary statement alleging a date of invention prior to that 
date; or 

(4) A motion (§ 1.635) is filed showing good cause why a 
testimony period should be set. 

(d) Testimony P>,including any testimony to be taken abroad 
under § 1.684,<@ shall be taken P>»and completed<@ during the 
testimony periods set under paragraph (a) of this section. >A party 
seeking to extend the period for taking testimony must comply 
with § 1.635 and § 1.645(a).<q 


3. Section 1.684 is proposed to be revised as follows: 
§ 1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a wit- 
ness to be taken in a foreign country. A party seeking to take 
testimony in a foreign country shall, [prior to the close of the 
party’s appropriate testimony period or within such time as may 
be set by an examiner-in-chief,] P>promptly after the testimony 
period is set,<@ file a motion (§ 1.635): 

(1) Naming the witness. 

(2) Describing the particular facts to which it is expected 
that the witness will testify. 

(3) Stating the grounds on which the moving party believes 
that the witness will so testify. 

(4) Demonstrating that the expected testimony is relevant. 

(5) Demonstrating that the testimony cannot be taken in 
this country at all or cannot be taken in this country without 
hardship to the moving party greatly exceeding the hardship to 
which all opposing parties will be exposed by the taking of the 
testimony in a foreign country. 

(6) Accompanied by an affidavit stating that the motion is 
made in good faith and not for the purpose of delay or harassing 
any . 
(7) Accompanied by written interrogatories to be asked of 
the witness. 

(b) Any opposition under § 1.638(a) shall state any objection 
to the written interrogatories and shall include any cross-inter- 
rogatories to be asked of the witness. A reply under § 1.638(b) 
may be filed and shall be Imited to stating any objection to any 
cross-interrogatories proposed in the opposition. 

(c) If the motion is granted, P>taking of testimony abroad must 
be completed within the testimony period set under § 1.651<q 
[the] P»The<@ moving party shall be responsible for obtaining 
answers to the interrogatories and cross-interrogatories before an 
officer qualified to administer oaths in the foreign country under 
the laws of the United States or the foreign country. The officer 
shall prepare a transcript of the interrogatories, cross-interroga- 
tories, and recorded answers to the interrogatories and cross- 
interrogatories and shall transmit the transcript to BOX INTER- 
FERENCE, Commissioner of Patents and Trademarks, Wash- 
ington, D. C. 20231, with a certificate signed and sealed by the 
officer and showing: 

(1) The witness was duly sworn by the officer be- 
fore answering the interrogatories and cross-interroga- 
tories. 
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(2) The recorded answers are a true record of the answers 
given by the witness to the interrogatories and cross-interrogato- 
Ties. 

(3) The name of the person by whom the answers were 
recorded and, if not recorded by officer, whether the answers 
were recorded in the presence of an officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were re- 
corded. 

(6) A copy of the recorded answers was read by or to the 
witness before the witness signed the recorded answers and that 
the witness signed the recorded answers in the presence of an 
officer. The officer shall state the circumstances under which a 
witness refuses to read or sign recorded answers. 

(7) The officer is not disqualified under § 1.674. 

* (d) If the parties agree in writing, the testimony may be 
taken before an officer on oral deposition. 

(e) A party taking testimony in a foreign country shall have 
the burden of proving that false swearing in the giving of 
testimony is punishable as perjury under the laws of the foreign 
country. Unless false swearing in the giving of testimony before 
the officer shall be punishable as perjury under the laws of the 
foreign country where testimony is taken, the testimony shall not 
be entitled to the same weight as testimony taken in the United 
States. The weight of the testimony shall be determined in each 
case. 

May 7, 1991 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1128 OG 6] 


(170) Interference Practice: Response to 


Order to Show Cause Under 37 CFR 1.640 


37 CFR 1.640(e) provides that when an order to show cause 
under 37 CFR 1.640(d) is issued against an interference party, 
the Board of Patent Appeals and Interferences will enter judg- 
ment against that party “unless, within 20 days after the date of 
the order, the party against whom the order issued files a paper 
which shows good cause why judgment should not be entered in 
accordance with the order.” In the application of this rule, some 
confusion has arisen as to the nature of the “paper” which the 
party must file when the basis of the order is 37 CFR 1.640(d)(1), 
i.e., where “[a] decision on a motion is entered which is disposi- 
tive of the interference against the party on any count.” 

Normally, the “paper” filed in response to such an order to 
show cause should be a simple request that final hearing (see 37 
CFR 1.654) be set to review the decision on the motion which 
was dispositive of the interference against the party, as well as 
any other decision on motion which the party may wish to have 
reviewed by the Board.* When such a response is filed, the 
Examiner-in-Chief will normally set the times for filing briefs 
under 37 CFR 1.656. The response should be accompanied by a 
motion requesting a testimony period, if the party desires to take 
testimony. See 37 CFR 1.640(e), last sentence. Also, an oppos- 
ing party may request a testimony period, even if the party 
responding to the order to show cause does not. Such a request 
should be filed promptly after the Examiner-in-Chief enters an 
order setting the brief times, but in no event more than twenty 
(20) days after entry of such order. Cf. the Commissioner’s 
Notice of June 15, 1981, 1008 O.G. 9 (July 14, 1981). 

Instead of filing a request that final hearing be set, the party 
under order to show cause may file a paper containing a full 
discussion of the reasons why judgment should not be entered. 
However, before deciding to file such a paper, the following 
should be taken into consideration: 

(1) Such paper will be construed as a request for final hearing 
if a testimony period is requested; 

(2) Such paper will be deemed a waiver of any opportunity to 
present oral argument concerning the matters discussed therein, 
and the matter will be decided by the Board based upon the 
content of the paper and any response thereto; 

(3) An opposing party may still request final hearing and/or 
a testimony period within twenty (20) days of the date of service 
of the paper, and if either request is granted it will be necessary 
for the parties to file briefs under 37 CFR 1.656. 
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It is the policy of the Board of Patent Appeals and Interfer- 
ences that when final hearing is set pursuant to a request therefor 
following an order to show cause issued as a result of a decision 
on preliminary motions under 37 CFR 1.633 or 1.634, the parties 
must raise at that hearing for consideration by the Board all 
matters specified in 37 CFR 1.655(b) which were decided on the 
merits by the Examiner-in-Chief and which they wish to have 
considered. In other words, once the brief times are set for such 
a final hearing, every matter which was decided by an Examiner- 
in-Chief in connection with a motion under 37 CFR 1.633 or 
1.634 must be raised in the parties’ main briefs if the parties wish 
to have those matters considered by the Board. A party cannot 
wait to see what the Board’s decision on one such matter will be 
and then, if the decision is unfavorable to the party and the case 
continues, raise that matter or any other such matter at a subse- 
quent final hearing. 


DONALD W. PETERSON, 
Deputy Commissioner 

of Patents 

and Trademarks. 


Dec. 8, 1986. 
[1074 OG 4] 


(171) Winkler v. Guglielmino 

On March 15, 1989, a panel of the Board of Patent Appeals and 
Interferences entered a decision in an interference awarding 
priority to junior party, Guglielmino, and held that Winkler, the 
senior party, is not entitled to a patent containing a claim 
corresponding to the interference count because he admitted 
the subject matter of the count was unpatentable. 
Gugielmino v. Winkler, 11 USPQ2d 1389 (Bd. Pat. App. & Int 
1989). 

An appeal was taken to the U.S. Court of Appeals for the 
Federal Circuit. On May 9, 1990, the Federal Circuit vacated and 
remanded. Winkler v.Gulielmino, Appeal No. 89-1571 (Fed. Cir. 
May 9, 1990). The opinion in support of the decision was not 
published. 

In view of the Federal Circuit’s decision, the Board’s pub- 
lished decision is no longer viable precedent and will not be 
followed. 

In the future, a motion for judgment under 37 CFR § 1.633(a) 
contending that an opponent’s claims corresponding to a count 
are not patentable over the prior art shall not be taken as an 
admission per se that the moving party’s claims corresponding 
to the count are also table. However, if an Examiner-in- 
Chief or a panel of the determines that the motion should 
be granted on the merits and the prior art relied upon by the 
moving party is equally applicable to the claims of the moving 
party, action may be taken against all parties under 37 CFR 
§ 1.641 by issuing an order to show cause. When the prior art 
relied upon in support of the motion is not a statutory bar, a party 
in the response to the order to show cause may request a 
Se Oe ee ens See 
overcome the date of the relied upon prior 

Prior cases, such as Slivinski v. Lane, 1922 Dec. Comm’r Pat. 
4 (Comm’r Pat. 1922), held that when an applicant, in interfer- 


should be dissolved and the applicant's claims rejected on the 


admission of ae ae 
ing was that the Patent Office had isdi an interfer- 


No jurisdiction in 
ence to cancel a patent. Since 35 U.S.C. § 135(a) gives the Board 
interference and 


present i Judgment 
patentee based on unpatentability over the prior art, the 

of Slvint an sini cae sno lange applicable. Under 3 

OSS a ee ae ee 1 

unpatentability over prior art eoustiianiiaiaineet 

unpatentability to the moving party. 


May 23, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and 
Commissioner of Patents and Trademarks 

{1115 O.G. 31) 
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(172) Interferences—Preliminary Motions for Judgment 


When a party files a preliminary motion for judgment [37 CFR 
§ 1.633(a)] against an opponent in an interference on the ground 
that the claim(s) corresponding to a count are unpatentable over 
prior art, and, based upon the effective filing date(s) of the 
application(s)/patent(s) involved in the interference, the prior art 
en also be applicable to the moving party, the following will 
apply 

1. The mere filing of the motion will not be construed as an 
admission by the moving party [See Commissioner’s Notice of 
May 23, 1990, 1115 Off. Gaz. Pat. Office 31 (June 19, 1990), 
discussing Winkler-v. Guglielmino, Appeal No. 89-1571 (Fed. 
Cir. May 9, 1990) (unpublished)). 

2. The Examiner-in-Chief (EIC) will determine (i) whether the 
date(s) of the cited prior art are such that it would on its face 
appear to apply to the moving party, and (ii) if so, whether the 
motion includes an explanation as to why the prior art would not 
be applicable to the movant. If the motion does not contain an 
explanation, the EIC will send a letter to the moving party. The 
letter must: (a) inform the movant that the prior art appears to be 
applicable against the movant; (b) set a time period to provide an 
explanation as to why the prior art does not apply to the movant; 
(c) state that unless a sufficient explanation (and evidence, if 
appropriate, e.g., Rule 132 affidavit) is filled within the time set, 
the movant will not be permitted to rely on any such explanation 
(and evidence) in response to or in any subsequent action in the 
interference. 

3.If the movant provides no explanation, or an insufficient 
explanation, as to why the cited prior art would not apply to the 
movant, the EIC will determine whether or not the prior art cited 
in support of the motion renders the count (claims corresponding 
to the count) unpatentabe to the moving party as well as each of 
the other parties. If the EIC concludes that the claims are unpat- 
entable, the EIC will issue an Order to Show Cause under 37 CFR 
§ 1.640 against all parties to whom the prior art is applicable 
without regard to the dates alleged in the preliminary state- 
ments.' Note that if the moving party expressly admits that the 
prior art renders his —— claims unpatentable, the EIC 
must still determine whether the corresponding claims of the 
other parties are unpatentable over that art. 

4. In response to the Order to Show Cause, the parties have the 

options set forth in the Commissioner’s Notice of December 8, 

1986, 1074 Off. Gaz. Pat. Office 4 (January 6, 1987), and/or may 

move under 37 CFR § 1.651(c)(4) for a testimony period, if 
. However, the following should be noted: 

A. If the party who fi led the motion for judgment is under the 
Order to Show Cause, the party’s showing and/or request for 
testimony in response to the Order may not be based upon any 
reasons which could have been, but were not, given in 
explanation of why the cited prior art would not apply to the 


B. If the prior art is not a statutory bar to a party and the 

ee eer teligt e preliminary statement, if proven, 

antedate the effective date(s) of the prior art, an appropri- 

ae uneenara are tea eainaes 

take testimony to antedate wed ge Fed wdeimendh NaF > 

priority of invention. /f applic this option may be specified 
in the Order to Show Cause. 

C. A request for a testimony period to remove the prior art 
based upon other reasons, ¢.g., inoperativeness of a reference, 
unexpected results, etc., must meet the criteria set forth in- 
Hanaganv. Kimura, Interference No. 102,150 __USPQ2d__ 

(Comm’r. Pat. Apr. 5, 1990) (LEXIS, Patcop library, Omni 

file). 


D. Even assuming corroboration, the evidence necessary to 

ee a ee 

prove priority of invention. Cf. Anderson v. Norman, 185 

USPO 371 (Comm’r Pat. 1968). Therfore, on the 

circumstances, a request to take priority testimony may not be 

adequate to cover taking testimony to antedate the reference, and 
vice versa. 


August 10, 1990 


Appeals and Gate 
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1. Goutzoulis v. Athale, 15 USPQ2d 1461 (Comm’r Pat.) 
suggests that a preliminary statement might be considered to 
determine whether an Order to Show Cause should be issued. In 
view of the procedure outlined herein, that suggestion will not be 
followed. 


[1118 O.G. 19] 


(173) Animals—Patentability 

A decision by the Board of Patent Appeals and Interferences 
in Ex parte Allen, 2 USPQ2d 1425 (Bd. App. & Int., Apr. 3, 
1987), held that claimed polyploid oysters are nonnaturally 
occurring manufactures or compositions of matter within the 
meaning of 35 U.S.C. 101. The Board relied upon the opinion of 
the Supreme Court in Diamond v. Chakrabarty, 447 U.S. 303, 
208 USPQ 193 (1980) as it had done in Ex parte Hibbard, 227 
USPQ 443 (Bd. App. & Int., 1985), as controlling authority that 
Congress intended statutory subject matter to “include anything 
under the sun that is made by man.” The Patent and Trademark 
Office now considers nonnaturally occurring non-human mul- 
ticellular living organisms, including animals, to be patentable 
subject matter within the scope of 35 U.S.C. 101. 

The Board’s decision does not affect the principle and prac- 
tice that products found in nature will not be considered to be 
patentable subject matter under 35 U.S.C. 101 and/or 102. An 
article of manufacture or composition of matter occurring in 
nature will not be considered patentable unless given a new form, 
quality, properties or combination not present in the original 
article existing in nature in accordance with existing law. See e.g. 
Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 76 
USPQ 280 (1948); American Fruit Growers v. Brogdex, 283 
U.S. 1, 8 USPQ 131 (1931); Ex Parte Grayson, 51 USPQ 413 
(Bd. App. 1941). 

A claim directed to or including within its scope a human 
being will not be considered to be patentable subject matter 
under 35 U.S.C. 101. The grant of a limited, but exclusive 
property right in a human being is prohibited by the Constitution. 
Accordingly, it is suggested that any claim directed to a non- 
plant multicellular organism which would include a human 
being within its scope include the limitation “non-human” to 
avoid this ground of rejection. The use of a negative limitation to 
define the metes and bounds of the claimed subject matter is a 
permissible form of expression, Jn re Wakefield, 422 F.2d 897, 
164 USPQ 636 (CCPA 1970). 

Accordingly, the Patent and Trademark Office is now exam- 
ining claims directed to multicellular living organisms, includ- 
ing animals. To the extent that the claimed subject matter is 
directed to a non-human “nonnaturally occurring manufacture 
or composition of matter — a product of human ingenuity” 
(Diamond v. Chakrabarty), such claims will not be rejected 
under 35 U.S.C. 101 as being directed to nonstatutory subject 
matter. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Apr. 7, 1987. 


[1077 OG 24] 


(174) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 50103-7058] 
Arbitration of Patent Interference Cases 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its 
rules to implement the arbitration provisions of section 105 of the 
Patent Law Amendments Act of 1984, Pub. L. 98-622. 
Effective Date: May 27, 1987. 

For Further Information Contact: Ian A. Calvert or Michael 
Sofocleous by telephone at (703) 557-4000 or by mail marked to 
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the attention of either and addressed to Box Interference, Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231. 
Supplementary Information: Section 105 of the Patent Law 
Amendments Act of 1984, enacted Nov. 8, 1984, provides for the 
arbitration of patent interference cases. Section 105, codified as 
35 U.S.C. 135(d), provides: 


Parties to a patent interference, within such time as may be 
specified by the Commissioner by regulation, may determine 
such contest or any aspect thereof by arbitration. Such arbitration 
shall be governed by the provisions of title 9 to the extent such 
title is not inconsistent with this section. The parties shall give 
notice of any arbitration award to the Commissioner, and such 
award shall, as between the parties to the arbitration, be disposi- 
tive of the issues to which it relates. The arbitration award shall 
be unenforceable until such notice is given. Nothing in this 
subsection shall preclude the Commissioner from determining 
patentability of the invention involved in the interference. 


The Patent and Trademark Office (PTO) conducts interfer- 
ence proceedings to determine any question of patentability and 
priority of invention between two or more parties claiming the 
same patentable invention. An interference may be declared 
between two or more pending applications naming different 
inventors when, in the opinion of an examiner, the applications 
contain claims for the same patentable invention. An interfer- 
ence may be declared between one or more pending applications 
and one or more unexpired patents naming different inventors 
when, in the opinion of an examiner, any application and any 
unexpired patent contain claims for the same patentable inven- 
tion. Patent interference cases can be quite expensive. Arbitra- 
tion may prove useful to minimize expenses in interference 
cases. The arbitration rule applies to all pending interferences. 


The PTO published an advance notice of rulemaking in the 
Federal Register of Jan. 16, 1985 (50 FR 2294-2296). The notice 
was also published in the Official Gazette on Feb. 12, 1985 (1051 
O.G. 9-10). The notice also appeared in the Bureau of National 
Affairs’ Patent, Trademark and Copyright Journal, Vol. 29, p. 
310 (Jan. 24, 1985), hereinafter “BNA.” Five written comments 
were received in response to the advance notice. 

A notice of proposed rulemaking was published in the Fed- 
eral Register on Sept. 15, 1986 (51 FR 32756-32762), in the 
Official Gazette on Oct. 21, 1986 (1071 O.G. 25-31), and in 
BNA’s Patent, Trademark and Copyright Journal, Vol. 32, pp. 
552-558 (Sept. 18, 1986). In response to the notice, three com- 
ments, two in writing and one by telephone, were received. 
These comments are discussed herein. 

All written comments are available for public inspection in 
Rm. 10C01, Crystal Gateway 2, 1225 Jefferson Davis Hwy., 
Arlington, Va. 


Discussion of the Rule 

Under § 1.690 the arbitrator can determine issues of patenta- 
bility as between the parties but a determination by him or her 
that the subject matter is patentable would not be binding upon 
the PTO. If the arbitrator’s award holds that a party’s claims 
corresponding to the count are unpatentable over prior art or 
under 35 U.S.C. 112, that determination would be binding on that 
party vis-a-vis the party’s opponent and would result in a judg- 
ment adverse to that party. The judgment, however, would not 
discharge the duty that each party has under 37 CFR 1.56 to bring 
to the attention of the examiner in charge of its respective 
application any prior art and/or reason relied upon by the arbitra- 
tor in the determination of unpatentability. 

It is the longstanding practice of the PTO to favor the settle- 
ment of interferences and the PTO looks with favor on all proper 
efforts in that direction as being conducive to the termination of 
the proceeding. See 4 Revise and Caesar, Interference Law and 
Practice, section 861, p. 2956 (Michie Co. 1948) and the Com- 
missioner’s Notice of Nov. 9, 1976, titled, “Extensions of Time 
and Filing of Papers in Interferences,” 953 Official Gazette 2 
(Dec. 7, 1976). In this regard, the notice states that: 

* * * stipulation or motions for extensions of time under 37 
CFR 1.245 will not henceforth be approved or granted, respec- 
tively, unless accompanied by a detailed showing of facts suffi- 
cient to establish that the action for which the extension is sought 
could not have been or cannot be taken or completed during the 





JANUARY 7, 1992 


time previously set therefor, and that the entire extension appears 
necessary for the taking or completion of that action. Since the 
Office favors the amicable settlement of interferences, the fore- 
going requirement will be liberally applied in the case of a first 
request for extension of time for the purpose of negotiating 
settlement. 


Consequently, the examiner-in-chief may give favorable 
consideration to a motion for an extension of time for purposes 
of settlement; however, a further motion for an extension for that 
purpose would not be granted unless it is accompanied by a 
schedule of specific dates showing that the parties will make a 
good faith effort to promptly terminate the proceeding. If pre- 
liminary motions under 37 CFR 1.633 have not been filed, the 
examiner-in-chief would not normally extend the time for their 
filing merely for purposes of settlement. In these circumstances, 
the examiner-in-chief would require that the preliminary mo- 
tions be filed or that their filing be waived. 

If the proceeding is in the testimony stage, the examiner-in- 
chief could grant the parties’ motion to extend all the unexpired 
testimony times to close concurrently on the date the record is 
due provided they file a stipulation that any evidence to be 
submitted will be in one of the forms specified in 37 CFR 
1.672(e) and (f), i.e., affidavit testimony or a stipulation either as 
to what a particular witness would testify to if called or the facts 
in the case of any party. 

Analogously, the aforesaid practice would apply to arbitra- 
tion. Section 1.690 requires that parties who intend to arbitrate an 
interference notify the examiner-in-chief in writing of their 
intention to arbitrate and file a copy of the arbitration agreement 
within 20 days of its execution. Pursuant to 35 U.S.C. 135(c) an 
agreement to arbitrate is considered to be one “made in connec- 
tion with and in contemplation of the termination of the interfer- 
ence”. The agreement must be in writing a copy filed in the PTO 
within 20 days after its execution. The notification of intention to 
arbitrate must be made in a separate paper. Merely incorporating 
the notification in the agreement is not sufficient to comply with 
§ 1.690(a). The parties also will be required to adhere to a time 
schedule approved by the examiner-in-chief such that the inter- 
ference proceeding can be expeditiously resolved so as to pre- 
vent the unnecessary postponement of the beginning of the 
running of the term of any patent resulting from an application 
involved in the interference. Pritchard v. Loughlin, 361 F.2d 
483, 149 USPQ 841 (CCPA 1966). 

If the parties desire to arbitrate an interference prior to the 
close of the motion period, the examiner-in-chief will not nor- 
mally grant an extension of time for the purpose. The parties will 
be required to file their preliminary motions under 37 CFR 1.633. 
After the motions are filed, the examiner-in-chief could grant an 
extension only upon compliance with 37 CFR 1.645 which 
requires a showing of “good cause.” Such a “good cause” 
showing would normally include a schedule, agreed to by the 
parties, setting forth, inier alia, the dates for (1) executing the 
arbitration agreement, (2) determining priority and (3) terminat- 
ing the interference. 

Section 1.690(a) requires that an arbitration agreement in- 
clude the following: 


(1) The name of the arbitrator or a date certain (not more than 
30 days after the execution of the agreement) for his or her 
selection. 

(2) The issues to be decided by the arbitrator. 

(3) A provisions that the arbitrator’s award is binding on the 
parties and that the Board can enter a judgment based thereon. 


Section 1.690(c) requires that a copy of the arbitration award 
be filed within 20 days from the date of the award or by a date set 
by the examiner-in-chief. 

If the proceeding is in the testimony stage and the parties 
desire to arbitrate, the examiner-in-chief could grant a reason- 
able extension for that purpose. A motion for a further extension 
for that purpose would not be granted unless it were accompa- 
nied by a schedule, agreed to by the parties, setting forth, inter 
alia, the dates for (1) executing the arbitration agreement, (2) 
determining priority, and (3) terminating the interference. If the 
parties are to submit the required schedule, a motion for a further 
extension could be granted. If the parties file a copy of the 
arbitration agreement and they agree that any evidence submit- 
ted in the proceeding will be in one of the forms specified by 37 
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CFR 1.672(e) or (f), the examiner-in-chief could give favorable 
consideration to the parties’ motion that all the unexpired times 
be extended to close concurrently on the date the record is due. 
By that date, the parties would be required to file the arbitrator’s 
award and their records, if necessary for the resolution of any 
issue not decided by the arbitrator. If the award is not dispositive 
of all the issues in the interference, the examiner-in-chief would 
set brief times so that parties could explain their evidence 
relating to any issues which the arbitrator did not, or was unable 
to decide. For example, the award might be dispositive of the 
issue of priority between the parties and leave for the Board’s 
determination the question of substituting a new count raised in 
a preliminary motion under 37 CFR 1.633. 

The arbitration award, filed by the parties, would be in the 
nature of a final decision and should include the following: 

(1) The style (e.g., Jones v. Smith), the number of the interfer- 
ence and the names of the real parties in interest. 

(2) The subject matter in issue, i.e., the counts and a table of 
counts, if necessary, indicating the relationship of the parties’ 
claims corresponding to each count and those claims not corre- 
sponding thereto. 

(3) The issues for decision before the arbitrator. 

(4) The arbitrator’s decision. The decision may also include 
a statement of the grounds and reasoning in support thereof. 

(5) A summary, if appropriate, indicating, inter alia, that 
judgment should be awarded to one of the parties. 

Any party to the arbitration can attack the award only in the 
manner provided by 9 U.S.C. 10 and 11. 


9 U.S.C. 10 reads as follows: 


In either of the following cases the United States court in and 
for the district wherein the award was made may make an order 
vacating the award upon the application of any party to the 
arbitration— 

(a) Where the award was procured by corruption, fraud, or 
undue means. 

(b) Where there was evident partiality or corruption in the 
arbitrators, or either of them. 

(c) Where the arbitrators were guilty of misconduct in refus- 
ing to postpone the hearing, upon sufficient cause shown, or in 
refusing to hear evidence pertinent and material to the contro- 
versy; or of any other misbehavior by which the rights of any part 
have been prejudiced. 

(d) Where the arbitrators exceeded their powers, or so imper- 
fectly execute them that a mutual, final, and definite award upon 
the subject matter submitted was not made. 

(e) Where an award is vacated and the time within which the 
agreement required the award to be made has not expired the 
court may, in its discretion, direct a rehearing by the arbitrators. 


9 U.S.C. 11 reads as follows: 


In either of the following cases, the United States court in and 
for the district wherein the award was made may make an order 
modifying or correcting the award upon the application of any 
party to the arbitration— 

(a) Where there was an evident material miscalculation of 
figures or an evident material mistake in the description of any 
person, thing, or property referred to in the award. 

(b) Where the arbitrators have awarded upon a matter not 
submitted to them, unless it is a matter not affecting the merits of 
the decision upon the matter submitted. 

(c) Where the award is imperfect in matter of form not 
affecting the merits of the controversy. 

The order may modify and correct the award, so as to effect 
the intent thereof and promote justice between the parties. 


See, for example, Fairchild and Co., Inc. v.Richmond, F .and 
P.R.Co.,516 F.Supp. 1305 (D.D.C. 1981). If such an attack were 
to be made by one of the parties while the interference is pending 
before the Board, the Board would not stay the interference. 
Rather, the Board would issue its judgment in accordance with 
the award. So long as the award is in compliance with § 1.690, it 
would carry the presumption that the arbitrator acted correctly in 
making his decision and accordingly, the party designated by the 
award as the prevailing party would be entitled prima facie to a 
judgment in its favor. If the dissatisfied party brings an action in 
an appropriate United States district court and if the court 
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vacates, modifies or corrects the award, the Board would take 
action consistent with the court’s findings. No action would lie 
in the PTO to vacate or correct an arbitration award, unless all 
parties agreed in writing. 

The following examples illustrate the practice of the PTO 
concerning arbitration. 


Example | 
Arbitration Practice—Preliminary Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFK 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The parties decide to arbitrate the interference 
in accordance with § 1.690 and file a motion for an extension of 
time so that they can “freely” arbitrate the interference, but do not 
file a waiver of their right to file motions. 

The examiner-in-chief would deny the motion because the 
parties’ intention to arbitrate, in and of itself, does not constitute 
a showing of “good cause” within the meaning of 37 CFR 
1.645(a). Even if the parties file an agreement to arbitrate, the 
PTO would not grant any extension of time to permit the parties 
to “freely” arbitrate an interference prior to the expiration of the 
time for filing preliminary motions. 


Example 2 
Arbitration Practice——Testimony Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633. The parties 
file preliminary motions; the examiner-in-chief renders a deci- 
sion thereon and sets the testimony times. The parties file a notice 
of intent to arbitrate the interference under § 1.690(a) and a 
motion for a one month extension of the testimony times. The 
examiner-in-chief could grant the motion, but would indicate 
that if the parties file another motion for an extension for that 
purpose, the motion must be accompanied by a schedule, agreed 
to by the parties, setting forth the dates for (1) executing the 
arbitration agreement, (2) determining priority and (3) terminat- 
ing the interference. ‘ 


The parties file a motion for an additional one month exten- 
sion of time to permit the parties to arbitrate the interference. 
Accompanying the motion is a proposed schedule of times and 
a copy of the arbitration agreement which provides, inter alia, (i) 
the name of the arbitrator or a date certain for his selection, (ii) 
that the arbitrator’s award will be binding on the parties, (iii) the 
issues to be decided by the arbitrator and (iv) that the award will 
be filed by the date the record is due. The parties also indicate that 
the evidence to be filed in the proceeding will be in one of the 
forms specified by 37 CFR 1.672(e) or (f). The examiner-in- 
chief could grant the motion and indicate that he will give 
favorable consideration to a motion to extend all the unexpired 
times to close concurrently on the date the record is due should 
the parties request such. 

On the date for filing the record, the parties file the arbitrator’s 
award and their evidentiary records, if necessary. The award 
states (i) the style and number of the interference and the real 
parties in interest, (ii) the subject matter in issue and the parties’ 
claims which correspond thereto and which do not correspond 
thereto, (iii) the issues for decision before the arbitrator, (iv) the 
arbitrator’s decision (which may include a statement of the 
grounds and reasoning in support thereof) and (v) that judgment 
should be awarded to one of the parties. The examiner-in-chief 
examines the award to ensure that it complies with § 1.690 and 
is dispositive of the issues in the interference which can be 
decided by the arbitrator. If the award is otherwise acceptable, 
the Board would issue a judgment based on the award. If the 
award is not dispositive of all the issues in the interference, the 
examiner-in-chief would determine how the interference will 
proceed. 


Example 3 


Arbitration Practice—Award Decides Interference-in-Fact Is- 
sue and Junior Party Takes No Testimony 
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An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(b) on the ground that there is no interfer- 
ence-in-fact between his claims corresponding to the count and 
his opponent’s claims corresponding thereto. The examiner-in- 
chief denies the motion, examines the preliminary statements 
and sets the testimony times. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbi- 
trate and file an arbitration agreement which is approved by the 
examiner-in-chief. On the date for filing the record, the junior 
party files the award together with a motion requesting that the 
interference be terminated in view of the award. He does not file 
arecord. In his award the arbitrator holds that no interference-in- 
fact exists between the parties’ claims corresponding to the 
count. 

The motion would be denied because the award decides a 
matter of patentability which would not result in a judgment 
adverse to one of the parties. Consequently, the junior party 
would be placed under an order to show cause why judgment 
under 37 CFR 1.652 should not be entered against him for his 
failure to file an evidentiary record by the time set therefore. In 
response to the order, the junior party requests final hearing to 
review the examiner-in-chief’s denial of the motion for judg- 
ment and a testimony period to show no interference-in-fact. The 
examiner-in-chief would grant the junior party’s request to the 
extent that final hearing is set and would deny the request for 
testimony because the junior party already had the opportunity 
to take testimony on the matter. 


Example 4 


Arbitration Practice—Cannot Decide Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims correspond- 
ing to the count are unpatentable over prior art. In his decision on 
motions, the examiner-in-chief grants the motion and places 
both parties under an order pursuant to 37 CFR 1.640(d)(1) to 
show cause why judgment should not be entered against them as 
to the count. In response to the order, the senior party files a paper 
in accordance with 37 CFR 1.640(e) purportedly showing good 
cause why judgment should not be entered in accordance with 
the order and a motion requesting permission to arbitrate the 
patentability issue. The examiner-in-chief would deny the mo- 
tion. The arbitrator is without authority to extablish vis-a-vis the 
public that the subject matter of the court is patentable. Thus, the 
arbitration will serve no useful purpose. The Board would 
consider the senior party’s paper and enter an appropriate order. 


Example 5 
Arbitration Practice—Award After Decision on Motions 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims correspond- 
ing to counts 1 and 2 are unpatentable over prior art. In his 
decision on motions, the examiner-in-chief grants the motion 
with respect to count 1, denies the motion with respect to count 
2 and places both parties under an order pursuant to 37 CFR 
1.640(d)(1) to show cause why judgment should not be entered 
against them as to count 1. The senior party files a paper in 
accordance with 37 CFR 1.640(e); the junior party, a response 
thereto. The Board considers the paper and the response thereto 
and based on the record enters judgment adverse to both parties 
as to count 1. Thereafter, the examiner-in-chief examines the 
preliminary statements and sets dates for taking testimony and 
filing the record. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intent to arbi- 
trate and file an arbitration agreement which is approved by the 





JANUARY 7, 1992 


examiner-in-chief. In his award, the arbitrator decides that judg- 
ment should be awarded to the junior party. On the date for filing 
the record, both parties file the award together with a motion 
requesting that the interference be terminated in view of the 
award. No record is filed. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing his 
claims corresponding to count 2. 


Example 6 
Arbitration Practice—Award Decides Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions for judgment under 37 CFR 1.633 
are filed and after the examination of the preliminary statements, 
the examiner-in-chief sets the testimony times. 

During the testimony period, the parties decide to arbitrate the 
int nce, notify the examiner-in-chief of their intent to arbi- 

te and file an arbitration agreement which is approved by the 
examiner-in-chief. In his award, the arbitrator finds (1) that the 
evidence is insufficient to establish a prior public use bar under 
35 U.S.C. 102(b) against the junior party, (2) that the claims of 
the junior party corresponding to the count are patentable under 
35 U.S.C. 103 over the prior art cited by the senior party to the 
junior party, and (3) that judgment on priority should be awarded 
to junior party. On the date for filing together with a motion 
requesting that the interference be terminated in view of the 
award. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing his 
claims corresponding to the count. After the termination of the 
proceeding, each party has the duty under 37 CFR 1.56 to bring 
before the primary examiner the evidence concerning the pur- 
ported public use bar and the prior art cited by the senior party 
and/or considered by the arbitrator. 


Example 7 


Arbitration Practice—Award Grants Priority to Junior Party 
Contingent Upon Granting of Preliminary Motion Under 1 .633(C) 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion under 37 CFR 
1.633(c)(1) to substitute another count. The examiner-in-chief 
denies the motion, examines the preliminary statements and sets 
the testimony times. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intention to 
arbitrate and enter into an arbitration agreement which is ap- 
proved by the examiner-in-chief. The agreement provides that 
any evidence to be submitted by the parties will be in the form of 
a stipulation under 37 CFR 1.672(e) and (f). The parties file a 
motion requesting that all the unexpired testimony times be 
extended to close concurrently on the date the record is due. The 
motion would be granted. 

On the date for filing the record, the junior party files his 
record and the award. The award states, inter alia, that if the 
Board at final hearing should grant the junior party’s motion 
under 37 CFR 1.633(c)(1) to substitute a new count, judgment 
should be awarded to the junior party based on the evidence. 
Otherwise, the award states that judgment should be awarded to 
the senior party. 

The examiner-in-chief sets the brief times and after the filing 
thereof the interference would be set for final hearing so that the 
Board can review the examinter-in-chief’s denial of the junior 
party’s motion under 37 CFR 1.633(c) and issue an appropriate 
judgment based on the award. 


Example 8 
Arbitration Practice—Award Attacked 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
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for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No preliminary motions are filed. The exam- 
iner-in-chief examines the preliminary statements and sets the 
testimony times. 

During the testimony period, the parties decide to arbitrate the 
interference, notify the examiner-in-chief of their intention to 
arbitrate and file an arbitration agreement which is approved by 
the examiner-in-chief. 

On the date for filing the record, both parties file their records. 
The junior party files the award which states that judgment 
should be awarded to him and a motion for judgment based on 
that award. The senior party files an opposition to the motion for 
judgment on the grounds (i) that the award contains errors of law, 
(ii) that the award was procured by “corruption, fraud or undue 
means” in violation of 9 U.S.C. 10(a), and (iii) that the arbitrator 
exhibited “evident partiality” in violation of 9 U.S.C. 10(b) and 
was “guilty of misconduct * * * in refusing to hear evidence 
pertinent and material” to the interference, citing 9 U.S.C. 10(c). 

The Board would grant the judgment based on the award, 
holding that the senior party is not entitled to a patent containing 
his claims corresponding to the count. So long as the award is in 
compliance with the provisions of § 1.690, it would carry a 
presumption that the arbitrator acted properly in all respects. 
Consequently, before the PTO the award is binding upon the 
parties and the junior party is prima facie entitled to a judgment 
in its favor. Thus, no action lies in the PTO as regards the matter 
raised by the senior party. The senior party’s action lies in an 
appropriate United States district court and the PTO would take 
any action consistent with the court’s decision. 


Example 9 


Arbitration Practice—Award Cannot Modify Board’s Final 
Decision 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate the 
interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of their intent to arbitrate nor 
do they file a copy of the agreement in the interference. Both 
parties timely file their records and briefs. Both waive oral 
argument. The Board enters a final decision after consideration 
of the evidence in favor of the senior party. 

The junior party requests reconsideration of the Board’s final 
decision, submits a copy of the arbitration award and moves that 
the Board set aside its final decision and enter judgment in his 
favor based on the award. In support of its request, the junior 
party cites 9 U.S.C. 9, which provides that “any party to the 
arbitration may apply to the court so specified for an order 
confirming the award” and 35 U.S.C. 135(d) which provides that 
title 9 applies to interference arbitrations. 

The Board would deny the motion to set aside. The parties did 
not comply with § 1.690(a), i.c., notify the examiner-in-chief in 
writing of their intention to arbitrate and file a copy of the 
arbitration agreement within twenty (20) days of its execution. 
The denial of the motion is an appropriate sanction under 37 CFR 
1.616. Such action by the Board is considered consistent with 
long-standing interference practice. Cf. Humphrey v. Fickert, 
1904 Dec. Comm’r. Pat. 447 (Comm’r. 1904) wherein the 
Board, after it had considered the evidence, refused to set aside 
its award of priority to Fickert and act upon the Fickert’s conces- 
sion of priority in favor of Humphrey, the losing party. 


Example 10 


Arbitration Award Filed With Record—No Notice to Examiner- 
In-Chief 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 
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During the testimony period, the parties decide to arbitrate the 
interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of the agreement. The junior 
party timely files its record together with a copy of the arbitration 
award and a motion for judgment based on the award. 

The motion would be denied. Under the provisions of 37 CFR 
1.616, the examiner-in-chief would place both parties under an 
order to show cause why judgment should not be rendered 
against them for their failure to comply with 1 .690(a), i.c., failing 
to notify him of their intent to arbitrate and file a copy of the 
arbitration agreement. 


Discussion of Comments 


One commentor suggested that the expression “An interfer- 
ence or any aspect thereof shall be arbitrated” in part (b) of 
proposed § 1.690 might be construed as going beyond the terms 
of the statute by authorizing an examiner-in-chief to require the 
parties to arbitrate an interference, and proposed that the quoted 
language be changed to “An arbitration proceeding under this 
section shall be conducted.” To eliminate any possible miscon- 
struction of the rule, this proposal has been adopted. 

A second commentor suggested, by telephone, that a provi- 
sion be added to proposed § 1.690 requiring that the arbitrator be 
familiar with United States interference practice, and that United 
States law be applied by the arbitrator in making the determina- 
tion. He expressed the fear that a foreign arbitrator might reach 
a result contrary to established domestic law. 

This suggestion has not been adopted. It is incumbent upon 
the parties to select the arbitrator, and to satisfy themselves as to 
his or her qualifications. Presumably if the arbitrator’s decision 
is contrary to established law, any resulting patent would be 
subject to attack on that ground by a third party in subsequent 
litigation. 

Another commentor stated that, with the arbitration rule, the 
PTO was “attempting to apply a band-aid to a system which 
cannot be cured by application of a band-aid,” and that the first- 
to-file system should be adopted in place of the first-to-invent 
system. This suggestion is obviously far beyond the scope of the 
rule change under consideration. The first-to-invent system is 
mandated by statute and could not be replaced merely by a 
change in the rules. The purpose of § 1.690 is to establish a 
specific procedure governing the optional arbitration of interfer- 
ences provided by section 105 of Pub. L. 98-622. 


Other Considerations 


This rule does not have a significant impact on the quality of 
the human environment or the conservation of natural resources. 
The rule is in conformity with the requirements of the Regu- 
latory Flexibility Act (Pub. L. 96-354), Executive Order 12291, 
and the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 


seq. 

The General Counsel of the Department of Commerce certi- 
fied to the Small Business Administration that the rule will not 
have a significant adverse economic impact on a substantial 
number of small entities (Regulatory Flexibility Act. Pub. L. 96- 
354) because arbitration intended to minimize expenses in inter- 
ference cases. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The annual 
effects on the economy will be less than $100 million. There will 
be no major increase in costs or prices for consumers, individual 
industries, federal, state or local government agencies, or geo- 
graphic regions. There will be no significant adverse effects on 
competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the Act 
are placed upon the public. 


List of Subjects in 37 CFR Part | 
Administrative practice and procedure, Authority delega- 


tions, Conflicts of interest, Courts, Inventions and patents, Law- 
yers. 
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For the reasons set out in the preamble and under the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6 and 135, Part 1 of Title 37 CFR is amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 
2. New § 1.690 is added to Subpart E to read as follows: 
§ 1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the interfer- 
ence or any aspect thereof by arbitration. Such arbitration shall 
be governed by the provisions of Title 9, United States Code. The 
parties must notify the Board in writing of their intention to 
arbitrate. An agreement to arbitrate must be in writing, specify 
the issues to be arbitrated, the name of the arbitrator or a date not 
more than thrity (30) days after the execution of the agreement 
for the selection of the arbitrator, and provide that the arbitrator’s 
award shall be binding on the parties and that judgment thereon 
can be entered by the Board. A copy of the agreement must be 
filed within twenty (20) days after its execution. The parties 
shallbe solely responsible for the selection of the arbitrator and 
the rules for conducting proceedings before the arbitrator. Issues 
not disposed of by arbitration will be resolved in accordance with 
the procedures established in 37 CFR, Subpart E of Part 1, as 
determined by the examiner-in-chief. 

(b) An arbitration proceeding under this section shall be 
conducted within such time as may be authorized on a case-by- 
case basis by an examiner-in-chief. 

(c) An arbitration award will be given no consideration unless 
it is binding on the parties, is in writing and states in a clear and 
definite manner (1) the issue or issues arbitrated and (2) the 
disposition of each issue. The award may also include a state- 
ment of the grounds and reasoning in support thereof. Unless 
otherwise ordered by an examiner-in-chief, the parties shall give 
notice to the Board of an arbitration award by filing within 
twenty (20) days from the date of the award a copy of the award 
signed by the arbitrator or arbitrators. When an award is timely 
filed, the award shall, as to the parties to the arbitration, be 
dispositive of the issue or issues to which it relates. 

(d) An arbitration award shall not preclude the Office from 
determining patentability of any invention involved in the inter- 
ference. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Mar. 16, 1987. 


[FR Doc. 87-9373 Filed 4-24-87; 8:45 am] 
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(175) Disclosure Document Program 

This notice consolidates and supersedes the notices of Mar. 
26, 1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 1) relating 
to the Patent Office Disclosure Document Program. Under this 
program the Patent Office accepts and preserves, for a period of 
two years, papers referred to as “Disclosure Documents.” These 
papers may be used as evidence of the dates of conception of 
inventions. 


The Program 


A paper disclosing an invention and signed by the inventor or 
inventors may be forwarded to the Patent Office by the inventor 
(or by any one of the inventors when there are joint inventors), 
by the owner of the invention, or by the attorney or agent of the 
inventor(s) or owner. It will be retained for two years and then be 
destroyed unless it is referred to in a separate letter in a related 
patent application within said two years. 
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A Disclosure Document is not a patent application and the 
date of its receipt in the Patent Office will not become the 
effective filing date of any patent application subsequently filed. 
However, like patent applications, these documents will be kept 
in confidence by the Patent Office. If patent protection is desired, 
a patent application should be filed as soon as possible. 

This program does not diminish the value of conventional 
witnessed and notarized records as evidence of conception of an 
invention, but it should provide a more credible form of evidence 
than that provided by the popular practice of mailing a disclosure 
to oneself or another person by registered mail. The program 
is made available as a service to those persons desiring to use 
it. 


Content of Disclosure Document 


Although there are no restrictions as to content and claims are 
not necessary, the benefits afforded by a Disclosure Document 
will depend directly upon the adequacy of the disclosure. There- 
fore, it is strongly urged that the document contain a clear and 
complete explanation of the manner and process of making and 
using the invention in sufficient detail to enable a person having 
ordinary knowledge in the field of the invention to make and use 
the invention. When the nature of the invention permits, a 
drawing or sketch should be included. The use or utility of the 
invention should be described, especially in chemical inven- 
tions. 

The Disclosure Document must be limited to written matter or 
drawings on paper or other thin, flexible material, such as linen 
or plastic drafting material, having dimensions or being folded “ 
dimensions not to exceed 8 1/2 by 13 inches. Photographs al 
are acceptable. Each page should be numbered. Text and + Senn 
ings should be sufficiently dark to permit reproduction with 
commonly used office copying machines. 

A $10 fee is charged for filing a Disclosure Document. 
Payment must accompany the Disclosure Document when it is 
submitted to the Patent Office. 

In addition to the $10 fee, the Disclosure Document must be 
accompanied by a stamped, self-addressed envelope and a sepa- 
rate paper in duplicate, signed by the inventor, stating that he is 
the inventor and requesting that the material be received for 
processing under the Disclosure Document Program. The papers 
will be stamped by the Patent Office with an identifying number 
and date of receipt, and the duplicate request will be returned in 
the self-addressed envelope together with a warning notice 
indicating that the Disclosure Document may be relied upon 
only as evidence and that a patent application should be dili- 
gently filed if patent protection is desired. The inventor’s request 
may take the following form: 


“The undersigned, being the inventor of the disclosed inven- 
tion, requests that the enclosed papers be accepted under the 
Disclosure Document Program, and that they be preserved for 
a period of two years.” 


Retention 


The Disclosure Document will be preserved in the Patent 
Office for two years after its receipt and will then be destroyed 
unless it is referred to in a separate letter in a related patent 
application filed within the two-year period. The Disclosure 
Document must be referred to in the letter by title, 
number, and date of receipt. Acknowledgment of receipt of such 
letters will be made in the next official communication or in 

letter from the Patent Office. Unless it is desired to have 
the Patent Office retain the Disclosure Document beyond the 
two-year period, it is not required that it be referred to in a patent 
application. 
Warning as to Limitations 


The two-year retention period should not be considered to be 
a “grace period” during which the inventor can wait to file his 
patent application without possible loss of benefits. It should be 
recognized that in establishing priority of invention an affidavit 
or testimony referring to a Disclosure Document must usually 
also establish diligence in completing the invention or in filing 
the patent application since the filing of the Disclosure Docu- 
ment. 
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Inventors are also reminded that any public use or sale in the 
United States, or publication of the invention anywhere in the 
world, more than one year prior to the filing of a patent applica- 
tion on that invention will prohibit the granting of a patent on that 
invention. 

If the inventor is not familiar with what is considered to be 
“diligence i in the invention” or “reduction to prac- 
tice” under the patent law, or if he has other questions about 
patent matters, the Patent Office advises him to consult an 
attorney or agent registered to practice before the Patent Office. 
Patent attorneys and agents may be found in the telephone 
directories of most major cities. Also, many large cities have 
associations of patent attorneys which may be consulted. 


RICHARD A. WAHL, 
Assistant Commissioner 
of Patents. 


Jan. 4, 1971. 
[883 O.G. 3] 


(176) POSTAL SERVICE EMERGENCY 


CONTINGENCY PLAN 


The U.S. Patent and Trademark Office is establishing the 
following contingency plan for filing any paper or paying any 
fee in the Office in the event of an emergency caused by any 
major interruption in the mail service in the United States. Upon 
determination by the Commissioner of Patents and Trademarks 
that such an emergency exists, a notice activating the plan will be 
issued by the Commissioner. The activating notice will be 
published in the Wall Street Journal and made available in a 
special recorded telephone message at area code 703, 557-3158. 
Also, certain publications, patent bar groups, and other organi- 
zations closely associated with the patent system, will be noti- 
fied. Termination of the program will be similarly announced. 
Where the postal emergency is not nationwide, the Commis- 
sioner will designate the areas of the United States in which the 
procedures outlined below will be in effect. 

U.S. Department of Commerce District Offices (formerly 
referred to as Department of Commerce Field Offices) will be 
designated on an emergency basis, as receiving stations for filing 
papers and paying fees in the U.S. Patent and Trademark Office. 

Upon determination that an emergency exists, the following 
procedures may be followed: All papers and fees should be 
enclosed in a sealed envelope addressed to the Patent and 
Trademark Office and deposited in one of the District Offices. 
Such papers will be considered as received in the U.S. Patent and 
Trademark Office on the day of deposit. The District Office will 
date stamp each envelope and the accompanying receipt card 
which completely identifies the deposited papers. The receipt 
card will be returned to the depositor. Applicants or their repre- 
sentatives should assure the legibility of the date stamp. 

District Office deposits should be limited to checks in pay- 
ment of issue fees, new application papers wherein priority dates 
or statutory bars may be involved, amendments where the six 
month statutory period for response is about to expire, trademark 
oppositions, Section 8 affidavits, trademark renewals, and to 
other papers for which the patent and trademark statutes do not 
provide a remedy for failure to obtain a particular date. 

Where papers originate from overseas, it is suggested that the 
papers be mailed to a registered agent in Canada, with a request 
that the papers be forwarded by courier to the nearest District 
Office in the United States. 

In regard to pending applications, if the time for taking any 
action or paying any fee expires during the period that the 
Commissioner declares to be an emergency, the time will be 
extended until one month after the end of the emergency period, 
provided that such extension does not exceed the maximum 
period for response provided for in the statutes. 

Since this extension of time will be automatic, there will be no 
record in the individual files to indicate that a response filed 
during the extended period is in fact timely. In order to provide 
acomplete record, applicants or their representatives should file 
a paper referring to this notice in each case in which a response 
is filed during the extended period. 

The addresses of the Department of Commerce District Of- 
fices, subject to subsequent changes, are as follows: 
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ALBUQUERQUE, N.M., 87101, Room 316, U.S. Courthouse 
(505) 766-2386. 

ANCHORAGE, 99501, 632 Sixth Ave., Hill Bldg., Suite 412 
(907) 265-4597. 

ATLANTA, 30309, Suite 523, 1401 Peachtree St., NE. (404) 
526-6000. 

BALTIMORE, 21202, 415 U.S. Customhouse, Gay and Lom- 
bard Sts. (301) 962-3560. 

BIRMINGHAM, ALA., 35205, Suite 200-201, 908 S. 20th St. 
(205) 325-3327. 

BOSTON, 02116, 10th Floor, 441 Stuart St. (617) 223-2312. 

BUFFALO, N.Y., 14202, Room 1312, Federal Bidg., 111 W. 
Huron St. (716) 842-3208. 

CHARLESTON, W. VA., 25301, 3000 New Federal Office 
Bidg., 500 Quarrier St. (304) 343-6181, Ext. 375. 

CHEYENNE, WYO., 82001, 6022 O’Mahoney Federal Center, 
2120 Capitol Ave. (307) 788-2151. 

CHICAGO, 60603, Room 1406, Mid-Continental Plaza Bldg., 
55 E. Monroe St. (312) 353-4450. 

CINCINNATI, 45202, 8028 Federal Office Bldg., 550 Main St. 
(515) 684-2944. 

CLEVELAND, 44114, Room 600, 666 Euclid Ave. (216) 522- 
4750. COLUMBIA, S.C., 29204, Forest Center, 2611 Forest 
Dr. (803) 765-5345. 

DALLAS, 75202, Room 3E7, 1100 Commerce St. (214) 749- 
1515. 

DENVER, 80202, Room 161, New Custom House, 19th and 
Stout Sts. (303) 837-3246. 

DES MOINES, IOWA, 50309, 609 Federal Bidg., 210 Walnut 
St. (515) 284-4222. 

DETROIT, 48226, 445 Federal Bldg. (313) 226-3650. 

GREENSBORO, N.C., 27402, 203 Federal Bidg., W. Market St., 
P.O. Box 1950. (919) 275-9111, Ext. 345. 

HARTFORD, CONN., 06103, Room 610-B, Federal Office 
Bldg., 450 Main St. (203) 244-3530. 

HONOLULU, 96813, 286 Alexander Young Bidg., 1015 Bishop 
St. (808) 546-8694. 

HOUSTON, 77002, 201 Fannin, 1017 Federal Office Bldg. 
(713) 226-4231. 

INDIANAPOLIS, 46204, 355 Federal Office Bldg., 46 E. Ohio 
St. (317) 269-6214. 

KANSAS CITY, MO., 64106, Room 1840, 601 E. 12th St. (816) 
374-3142. 

LOS ANGELES, 90024, 11201 Federal Bldg., 11000 Wilshire 
Blvd. (213) 824-7591. 

MEMPHIS, 38103, Room 710, 147 Jefferson Ave. (901) 534- 
3213. 

MIAMI, 33130, Rm. 821, City National Bank Bldg., 25 W. 
Flagler St. (305) 350-5267. 

MILWAUKEE, 53203, Straus Bldg., 238 W. Wisconsin Ave. 
(414) 224-3473. 

MINNEAPOLIS, 55401, 306 Federal Bidg., 110 S. Fourth St. 
(612) 725-2133. 

NEW ORLEANS, 70130, Room 432, International Trade Mart, 
2 Canal St. (504) 589-6546. 

NEW YORK, 10007, 41st Floor, Federal Office Bldg., 26 Fed- 
eral Plaza, Foley Sq. (212) 264-0634. 

NEWARK, N.J., 07102, Gateway Bldg., (4th Floor) (201) 645- 
6214. 

PHILADELPHIA, 19106, 9448 Federal Bidg., 600 Arch St. 
(215) 597-2850. 

PHOENIX, ARIZ., 85004, 508 Greater Arizona Savings Bldg., 
112 N. Central Ave. (602) 261-3285. 

PITTSBURGH, 15222, 431 Federal Bldg., 1000 Liberty Ave. 
(412) 644-2850. 

PORTLAND, ORE., 97205, 921 SW. Washington St., Suite 521, 
Pittock Block. (503) 221-3001. 

RENO, NEV., 89502, 2028 Federal Bidg., 300 Booth St. (702) 
784-5203. 

RICHMOND, VA., 23240, 8010 Federal Bidg., 400 N. 8th St. 
(804) 782-2246. 

ST. LOUIS, 63105, Chromalloy Bidg., 120 S. Central Ave. (314) 
622-4243. 

SALT LAKE CITY, 84111, 1201 Federal Bidg., 125 S. State St. 
(801) 524-5116. 

SAN FRANCISCO, 94102, Federal Bldg., Box 36013, 450 
Golden Gate Ave., (415) 556-5860. 

SAN JUAN, P.R., 00902, Room 100, Post Office Bidg., (809) 
723-4640. 
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SAVANNAH, 31402, 235 U.S. Courthouse and Post Office 
Bldg., 125-29 Bull St. (912) 232-4204. 

SEATTLE, 98109, 706 Lake Union Bldg., 1700 Westlake Ave. 
North (206) 442-5615. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 


July 18, 1975. 


[937 O.G. 386] 


(177) Service of Process and Testimony of 
Employees of the Patent and Trademark 


Office and Production of Documents in Legal Proceedings 


The Patent and Trademark Office (PTO) is adding Parts 15 
and 15a to Title 37 of the Code of Federal Regulations. Part 15 
concerns service of process on the Commsssioner, the Patent 
and Trademark Office, and employees of the Patent and Trade- 
mark Office in their official capacity. Part 15a concerns the 
testimony of PTO employees regarding official matters and the 
production of official documents in legal proceedings. Parts 15 
and 15a were effective upon publication in the Federal Register. 
54 FR 3976-8 (Jan. 26, 1989). 

In addition, §§ 1701 and 1701.01 of the Manual of Patent 
Examining Procedure and §§ 1801 and 1801.01 of ju the Trade- 
mark Manual of Examining Procedure are amended, as indi- 
cated below, effective immediately. 

Parts 15 and 15a, §§ 1701 and 1701.01 of the Manual of Patent 
Examining Procedure and §§ 1801 and 1801.01 of the Trade- 
mark Manual of Examining Procedure are published in this 
notice as a convenience to the public. In addition to these 
materials, the Patent and Trademark Office alerts the public to its 
position with respect to Standard Packaging Corp. v. Curwood, 
Inc ., 365 F. Supp. 134, 180 USPQ 234 (N.D. Ill. 1973). In the 
past, parties have attempted, based on Standard Packaging, to 
obtain answers to questions which the Patent and Trademark 
Office has regarded to be improper. While the Patent and 
Trademark Office believes Standard Packaging accurately states 
the law, the Office believes that the court misapplied the law to 
the precise questions in issue. Accordingly, the Office agrees 
with the Federal Circuit’s observation in Western Electric Co. v. 
Piezo Technology, Inc. v. Quigg , 860 F.2d 428, 432, 8 USPQ 2d 
1853, 1857 (Fed. Cir. 1988), that there is considerable doubt 
whether Standard Packaging wascorrectly decided. The Patent 
and Trademark Office will not permit examiners to answer 
questions similar to those which the Standard Packaging court 
found acceptable. 


ee eRKE 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 15 and 15a 


[Docket No. 9106-9006] 

Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of 
Documents in Legal Proceedings 


Agency: Patent and Trademark Office. 

Action: Final rule. 

Summary: The Patent and Trademark Office is adding 37 CFR 
Parts 15 and 15a to supplement 15 CFR Parts 15 and 15a. These 
new parts prescribe policies and procedures to be followed with 
respect to service of process on the Patent and Trademark Office, 
the Commissioner of Patents and Trademarks, and employees of 
the Office, the testimony of Office employees regarding official 
matters, and the production of official documents in legal pro- 
ceedings. These regulations serve as a statement of Office policy 
and provide comprehensive guidelines for the Office and its 
employees, outside agencies, and other persons regarding the 
appropriate procedures for service of process, testimony, and 
production of documents. 

Effective date: Jan. 26, 1989. 
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For Further Information Contact: Associate Solicitor John W. 
Dewhirst by mail at Box 8, U.S. Patent and Trademark Office. 
Washington, D.C. 20231 and by phone at (703) 557-4035. 
Supplementary Information: These regulations are designed to 
supplement, and be construed consistent with, 15 CFR Parts 15 
and 15a. The regulations in Part 15a state the views of the Office 
with respect to the permissible scope of testimony which may be 
given by Office employees in connection with their perform- 
ance of quasi-judicial patent and matters. 

Office views are consistent with United States v. Morgan , 313 
U.S. 409, 422 (1941); Western Electric Co., Inc. v. Piezo Tech- 
nology, Inc. v. Quigg, No. 88-1216, 860 F.2d 428, 8 USPQ 2d 
1853 (Fed. Cir. Nov. 1, 1988); In re Mayewsky, 162 USPQ 86, 89 
(E.D. Va. 1969), and Shaffer: Tool Works v. Joy Mfg. Co., 167 
USPQ 170 (S.D. Tex. 1970). 

Because these regulations concern agency management and 
personnel, they are not rules or regulations within the meaning of 
section 1(a) of Executive Order 12291, and they are not subject 
to the requirements of that Order. Accordingly, no preliminary 
or final regulatory impact analysis has to be or will be prepared. 

These regulations, relating to agency management and per- 
sonnel, are exempt from all requirements of section 553 of the 
Administrative Procedure Act [5 USC 553] {including a de- 
layed effective date and therefore will be effective immediately 
upon publication in the Federal Register. 

Because a notice of proposed rule making and an opportunity 
for public comments are not required to be given for these 
regulations by section 553 of the APA, or by any other law, no 
regulatory flexibility analysis has to be or will be prepared for 
purposes of the Regulatory Flexibility Act [5S U.S.C. 603(a) and 
604(a)) . 

This final rule does not contain policies with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. 

This rule does not contain collections of information for 
purposes of the Paperwork Reduction Act. 


List of subjects in 37 CFR Parts 15 and ISa: 


Attorneys, Administrative practice and procedure, Courts, Gov- 
ernment employees. 


For the reasons set forth in the preamble, 37 CFR is amended 
as follows: 
1. Part 15 is added to read as follows: 


Part 15 
Service of Process 


Sec. 

15.1 Scope and purpose 

15.2 Definitions 

15.3 Acceptance of service of process 

Authority: 5 U.S.C. 301, —- 1501, 1512, 1513, 1515, and 
1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 15 
CFR 15.2(a). 


(i) a 
(a) This a acaphaeals 15 CFR Part 15 and sets forth the 
to be followed when a summons or complaint is 
served on the Office or the Commissioner or an employee of the 
Office in his or her official capacity. This part is to be construed 
consistent with 15 CFR Part 15. 

(b) This part is intended to ensure the orderly execution of the 
“Si adaatadtanen legal 

(c) This does not ly to subpoenas. 
wehibenel etbenpents ayo hpenane Tee Emcee 
this Title. 

(d) This part does not apply to service of process made on an 
Office employee personally on matters not related to official 
business of the Office or to the official responsibilities of the 
Office employee. 


§ 15.2 Definitions. 


For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Commis- 
sioner of Patents and Trademarks. 
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(b) “Legal proceeding” means a proceeding before a tr bunal 
constituted by law, including a court, an administrative be dy or 
commission, or an administrative law judge or hearing ot. cer 

(c) “Office” means Patent and Trademark 
Pe “Office employee” means any officer or employee of the 


(e) “Official business” means the authorized business of the 


(f) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 
authority to act under this part. 


§ 15.3 Acceptance of service of process 


(a) Any summons or complaint to be served in person or by 
registered or certified mail or as otherwise authorized by law on 
the Office or the Commissioner or an Office employee in his or 
her official capacity, shall be served on the Solicitor or an Office 
employee designated by the Solicitor. 

(b) Any summons or complaint to be served by mail may be 
addressed to Solicitor, P.O. Box 15667, Arlington, Va. 22215. 
Any summons or complaint to be served by hand may be 
delivered to the Office of the Solicitor. 

(c) Any Office employee served with a summons or complaint 
shall immediately notify and deliver the summons or complaint 
to the Office of the Solicitor. 

(d) Any Office employee receiving a summons or complaint 
shall note on the summons or complaint the date, hour, and place 
of service and whether service was by personal delivery or by 
mail. 

(e) When a legal ing is brought to hold an Office 
employee personally liable in connection with an action taken in 
the conduct of official business, rather than liable in an official 
capacity, the Office employee by law is to be served personally 
with process. Service of process in this case is inadequate when 
made upon the Solicitor or the Solicitor’s designee. Any Office 
employee sued personally for an action taken in the conduct of 
official business shall immediately notify and deliver a copy of 
the summons or complaint to the Office of the Solicitor. 

(f) An Office employee sued personally in connection with 
official business may be represented by the t of 
Justice at its discretion. See 28 CFR 50.15 and 50.16 (1987). 

(g) The Solicitor or Office employee designated by the 
Solicitor, when accepting service of process for an Office em- 
ployee in an official capacity, shall endorse on the Marshal’s or 
server’s return of service form or receipt for registered or 
certified mail the following statement: “Service accepted in 
official capacity only.” The statement may be placed on the form 
or receipt with a rubber stamp. 

(h) Upon acceptance of service or receiving notification of 
service, as provided in this section, the Solicitor shall take 
jt gearhead ~~ i alsa casas aes ial 

involved. 

OOP Part 15a is added to read as follows: 


of Documents in Legal Proceedings 


employees in proceedings involving 
when an wtSUS ieee 1512 150, 1th an 
—— $U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, and 


8; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 15 
Gr ‘15a.1€) and 15a.2(f). 


§ 15a.1 Scope 


(a) This part supplements 15 CFR Part 15a and prescribes the 
sd procures of the fix wth rs Tespect to the testi- 


of Office employees as witnesses Sg 
the peodection of decemants of the Odiice = 


eS subpoena. This 
on —— Sounamaes 
consistent with 15 CFR Part 
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(b) This part does not apply to any legal proceeding in which 
an Office employee is to testify, while on leave status, as to facts 
or events that are in no way related to the official business of the 
Office. 

(c) This part is intended to ensure the orderly execution of the 
affairs of the Office and not to impede any legal proceeding and 
in no way affects the rights and procedures governing public 
access to records pursuant to the Freedom of Information Act or 
the Privacy Act. See 15 CFR 15a.4 and 37 CFR 1.15. 


§ 15a.2 Definitions. 
For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Commis- 
sioner of Patents and Trademarks. 

(b) “Demand” means a request, order, or subpoena for testi- 
mony or documents for use in a legal proceeding. 

(c) “Document” means any record, paper, and other property 
held by the Office, including without limitation official patent 
and trademark files, official letters, telegrams, memoranda, 

reports, studies, calendar and dairy entries, maps, graphs, pam- 
phlets, notes, charts, tabulations, analyses, statistical or informa- 
tional accumulations, any kind of summaries of meetings and 
conversations, film impressions, magnetic tapes, and sound or 
mechanical reproductions. 

(d) “Legal proceeding” means a proceeding before a tribunal 
constituted by law, including a court, an administrative body or 
commission, an administrative law judge or hearing officer or 
any discovery proceeding in support thereof. 

(e) “Office” means Patent arid Trademark Office. 

(f) “Office employee” means any officer or employee of the 
Office. 

(g) “Official business” means the authorized business of the 
Office. 

(h) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 
authority to act under this part. 

(i) “Testimony” means a statement given in person before a 
tribunal or by deposition for use before the tribunal or any other 
statement given for use before a tribunal in a legal proceeding, 
including an affidavit, declaration under 35 U.S.C. 25, or decla- 
ration under 28 U.S.C. 1746. 

(j) “United States” means the Federal Government, its depart- 
ments and agencies, and individuals acting on behalf of the 
Federal Government. 


§ 15a.3 Office policy. 


The Office policy is that its documents will not be voluntarily 
produced and Office employees will not voluntarily appear as 
witnesses or give testimony in a legal proceeding. The reasons 
for this policy include: 


(a) To conserve the time of Office employees for conducting 
official business. 

(b) To minimize the possibility of involving the Office in 
controversial or other issues which are not related to the mission 
of the Office. 

(c) To prevent the possibility that the public will misconstrue 
variances between personal opinions of Office employees and 
Office policy. 

(d) To avoid spending the time and money of the United States 
for private purposes. 

(e) To preserve the integrity of the administrative process, 
minimize disruption of the decision-making process, and pre- 
vent interference with the Office’s administrative functions. 


§ 1Sa.4 Testimony or production of documents; general rule 


(a) No Office employee shall give testimony concerning the 
official business of the Office or produce any document in any 
legal proceeding without the prior authorization of the Solicitor. 
Where appropriate, an Office employee may be instructed in 
writing by the Commissioner, Solicitor, or other appropriate 
Office employee not to give testimony or produce a document. 
Without prior approval, no Office employee shall answer inquir- 
ies from a person not employed by the Department of Commerce 
regarding testimony or documents subject to a demand or a 
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potential demand under the provisions of this Part. All inquiries 
involving a demand or potential demand on an Office employee 
shall be referred to the Solicitor. 

(b) A certified copy of a document, not otherwise available 
under Chapter I of this Title, will be provided for use in a legal 
proceeding upon written request and payment of applicable fees 
required by law. 

(c)(1) Request for testimony or document. A request for 
testimony of an Office employee or document shall be mailed or 
hand-delivered to the Office of the Solicitor. The mailing 
address of the Office of the Solicitor is Box 8, Patent and 
Trademark Office, Washington, D.C. 20231. 

(2) Subpoenas. A subpoena for testimony by an Office em- 
ployee or a document shall be served in accordance with the 
Federal Rules of Civil or Criminal Procedure as appropriate, or 
applicable state procedure, and a copy of the subpoena shall be 
sent to the Solicitor. 

(3) Affidavit. Every request and subpoena shall be accompa- 
nied by an affidavit or declaration under 28 U.S.C. 1746 or, if an 
affidavit or declaration is not feasible, a written statement setting 
forth the title of the legal proceeding, the forum, the requesting 
party’s interest in the legal proceeding, the reasons for the 
request or subpoena, a showing that the desired testimony or 
document is not reasonably available from any other source, and 
if testimony is requested, the intended use of the testimony, a 
general summary of the testimony desired, and a showing that 
no document could be provided and used in lieu of testimony. 
The purpose of this requirement is to permit the Solicitor to make 
an informed decision as to whether testimony or production of a 
document should be authorized. 

(d) Any Office employee who is served with a demand shall 
immediately notify the Office of the Solicitor. 

(e) The Solicitor may consult or negotiate with an attorney for 
a party or the party, if not represented by an attorney, to refine 
or limit a demand so that compliance is less burdensome or 
obtain information necessary to make the determination re- 
quired by paragraph (c) of this section. Failure of the attorney or 
party to cooperate in good faith to enable an informed determi- 
nation to be made under this part may serve as the basis for a 
determination not to comply with the demand. 

(f) A determination under this part to comply or not to comply 
with a demand is not an assertion or waiver of privilege, lack of 
relevance, technical deficiencies or any other ground for non- 
compliance. The Commissioner reserves the right to oppose any 
demand on any legal ground independent of any determination 
under this part. 


§ 15a.5 Testimony of Office employees in proceedings involving 
the United States. 


(a) An Office employee may not testify as an expert or opinion 
witness for any party other than the United States. 

(b) When appropriate, the Solicitor may authorize an Office 
employee to give testimony as an expert or opinion witness on 
behalf of the United States. Expert or opinion testimony on 
behalf of the United States will not be authorized in any legal 
proceeding involving the validity or enforceability of a patent or 
registered trademark. 

(c) Whenever, in any legal proceeding involving the United 
States, a request is made by an attorney ting or acting 
under the authority of the United States, the Solicitor will make 
all necessary arrangements for the Office employee to give 
testimony on behalf of the United States. Where appropriate, the 
Solicitor may require reimbursement to the Office of the ex- 
penses associated with an Office employee giving testimony on 
behalf of the United States. 


§ 15a.6 Legal proceedings between private litigants 


(a) Testimony by an Office employee and production of 
documents in a legal proceeding not involving the United States 
shall be governed by § 15a.4. 

(b) If an Office employee is authorized to give testimony ina 
legal proceeding, the testimony, if otherwise proper, shall de 
limited to facts within the personal knowledge of the Office 
employee. An Office employee is prohibited from giving expert 
or opinion testimony, answering hypothetical or speculative 
questions, or giving testimony with respect to subject matter 
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which is privileged. If an Office employee is authorized to testify 
in connection with the employee’s involvement or assistance in 
a quasi-judicial proceeding which took place before the Office, 
that employee is further prohibited from giving testimony in 
response to questions which seek: 


(1) Information about that employee’s: 


(i) Background. 
(ii) Expertise. 
(iii) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 
(iv) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice in a 
particular case. 
(v) Consultation with another Office employee. 
(vi) Understanding of: 
(A) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination or 
interference file. 
(B) Prior art. 
(C) Registered subject matter, subject matter sought to 
be registered, or atrademark application, registration, 
opposition, cancellation, interference or concurrent use 
file. 
(D) Any Office manual of practice. 
(E) Office regulations. 
(F) Patent, trademark, or other 
law. 
(G) The responsibilities of another Office employee. 
(vii) Reliance on particular facts or arguments. 


(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing the 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in _per- 
forming the quasi-judicial function. 


§ 15a.7 Procedures when an Office employee receives a sub- 
poena. 


(a) Any Office employee who receives a subpoena shall 
immediately forward the subpoena to the Office of the Solicitor. 
The Solicitor will determine the extent to which 

an Office employee will comply with the subpoena. 

(b) If the Office employee is not authorized tocomply with the 
subpoena, the Office employee shall appear at the time and place 
stated in the subpoena, produce a copy of Part 15a of Title 15 and 
a copy of this part, and respectfully refuse to provide any 
testimony or produce any document. United States ex rel. Touhy 
v. Ragen . 340 U.S. 462 (1951). 

(c) When necessary or appropriate, the Solicitor will request 
assistance from the Department of Justice or a U.S. Attorney or 
otherwise assure the presence of an attorney to represent the 
interests of the Office or an Office employee. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Dec. 23, 1988. 


Revisions to §§ 1701 and 1701.01 of MPEP 


§ 1701 Office personnel not to express opinion on validity or 
patentability of patent 


Every patent is presumed to be valid. 35 U.S.C. § 282, first 
sentence. Public policy demands that every employee of the 
Patent and Trademark Office refuse to express to any person any 
opinion as to the validity or invalidity of, or the patentability or 
unpatentability of any claim in any U.S. Patent, except to the 
extent necessary to carry out (a) examination of an application 
seeking to reissue the patent, (b) a reexamination proceeding to 
reexamine the patent, or (c) an interference involving the patent. 

The question of validity or invalidity is otherwise exclusively 
a matter to be determined by a court. Members of the patent 
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examining corps are cautioned to be especially wary of any 
inquiry from any person outside the Patent and Trademark 
Office, including an employee of another Government agency, 
the answer to which might indicate that a particular patent should 
not have issued. 

When a field of search for an invention is requested, examin- 
ers should routinely inquire whether the invention has been 
patented in the United States. If the invention has been patented, 
no field of search should be suggested. 

Employees of the Patent and Trademark Office, particularly 
patent examiners who examined an application which matured 
into a patent or a reissued patent or who conducted a reexamina- 
tion proceeding, should not discuss or answer inquiries from any 
person outside the Patent and Trademark Office as to whether or 
not a certain reference or other particular evidence was consid- 
ered during the examination or proceeding and whether or not a 
claim would have been allowed over that reference or other 
evidence had it been considered during the examination or 
proceeding. Likewise, employees are cautioned against answer- 
ing any inquiry concerning any entry in the patent or reexamina- 
tion file, including the extent of the field of search and any entry 
relating thereto. The record of the file of a patent or reexamina- 
tion proceeding must speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
patent examining corps. Inquiries from members of the public 
relating to the matters discussed above must of necessity be 
refused and such refusal should not be considered discourteous 
or an expression of opinion as to validity or patentability. 


§ 1701.01 Office personnel not to testify 
[ Reprint: 37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 15a.6 
37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including patent examiners, will not appear as_wit- 
nesses or give testimony in legal proceedings, except under the 
conditions specified in 37 CFR Part 15a: Any employee who 
testifies contrary to this policy will be dismissed or removed. The 
reasons for this policy are set out in 37 CFR 15a.3. 

Whenever an empioyee of the Patent and Trademark Office, 
including a patent examiner, is asked to testify or receives a 
subpoena, the employee shall immediately notify the Office of 
the Solicitor. Inquiries requesting testimony shall be also re- 
ferred immediately to the Office of the Solicitor. 

Patent examiners and other Patent and Trademark Office 
employees performing or assisting in the performance of quasi- 
judicial functions, are forbidden to testify as experts or to express 
opinions as to the validity of any patent. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a patent 
examiner or other quasi-judicial employee, must comply with 
the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the + 

Solicitor at least ten working days prior to the date of the 
expected testimony. 

If an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 
opinion testimony. Fischer & Porter Co. v. Corning Glass 
Works. 61 F.R.D. 321, 181 USPQ 329 (E.D. Pa. 1974). Likewise, 
employees are prohibited from answering hypothetical or specu- 
lative questions. Jn re Mayewsky, 162 USPQ 86, 89 (E.D. Va. 
1969) (deposition of an examiner must be restricted to relevant 
matters of fact and must avoid any hypothetical or speculative 
questions or conclusions based thereon); Shaffer Tool Works v. 
Joy Mfg. Co., 167 USPQ 170 (S.D. Tex. 1970) (deposition of 
examiner should be limited to matters of fact and must not go 
into hypothetical or speculative areas or the bases, reasons, 
mental processes, analyses, or conclusions of the examiner in 
acting upon a patent application). Employees will not be permit- 
ted to give testimony with respect to subject matter which is 
privileged. Several court decisions limit testimony with respect 
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to quasi-judicial functions performed by employees. Those de- 
cisions include United States v. Morgan, 313 U.S. 409, 422 
(1941) (improper to inquire into mental processes of quasi- 
judicial officer or to examine the manner and extent to which the 
officer considered an administrative record); Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg, 860 F.2d 428, 8 USPQ 
2d 1853 (Fed. Cir. 1988) (patent examiner may not be compelled 
to answer questions which probe the examiner’s technical 
knowledge of the subject matter of a patent); McCulloch Gas 
Processing Co. v. Department of Energy, 650 F.2d 1216, 1229 
(Temp. Emer. Ct. App. 1981) (discovery of degree of expertise 
of individuals performing governmental functions not permit- 
ted); In re Nilssen, 851 F.2d 1401, 7 USPQ 2d 1500 (Fed. Cir. 
1988) (technical or scientific qualifications of examiners-in- 
chief are not legally relevant in appeal under 35 U.S.C. § 134 
since board members need not be skilled in the art to render 
obviousness decision); Lange v. Commissioner, 352 F. Supp. 
166, 176 USPQ 162 (D.D.C. 1972) (technical qualifications of 
examiners-in-chief not relevant in § 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 


(1) Information about that employee’s: 

(A)Background. 

(B)Expertise. 

(C)Qualifications to examine or otherwise consider a 
particular patent or trademark application. 

(D)Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice (in- 
cluding the MPEP or TMEP) in a particular case. 

(E) Consultation with another Office employee. 

(F) Understanding of: 

(i) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination 
or interference file. 

(ii) Prior art. 

(iii) Registered subject matter, subject matter sought to 
be registered, or a trademark application, registration, 
opposition, cancellation, interference or concurrent 
use file. 

(iv) Any Office manual of practice. 

(v) Office regulations. 

(vi) Patent, trademark, or other law. 

(vii) The responsibilities of another Office employee. 


(G) reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 

Any request for testimony addressed or delivered to the Office 
of the Solicitor shall comply with 37 CFR 15a.4(c). All requests 
must be in writing . The need for a subpoena may be obviated 
where the request complies with 37 CFR 15a.4(c) if the party 
requesting the testimony further meets the following conditions: 


(1) The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony is 
being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel for 
all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. Fifteen working 
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days notice is required for any deposition which is desired 
to be taken between Nov. 15 and Jan. 15. 

(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to be 
a place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of the 
deposition to the Patent and Trademark Office for its 
records. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a 
subpoena. 


eee 


Revisions to §§ 1801 and 1801.01 of TMEP 


§ 1801 Office personnel not to express opinion on validity of 
registered trademark 


A certificate of registration of a trademark on the Principal 
Register is prima facie evidence of the validity of the registration. 
15 U.S.C. {g49 1057(b). Public policy demands that every 
employee of the Patent and Trademark Office refuse to express 
to any person any opinion as to the validity of any registered 
trademark, except to the extent necessary to carry out inter 
partes proceedings at the Trademark Trial and Appeal Board in 
cancellation and similar proceedings authorized by law. 

The question of validity of a registered trademark is otherwise 
exclusively a matter to be determined by acourt. Members of the 
trademark examining operation are cautioned to be especially 
wary of any inquiry from any person outside the Patent and 
Trademark Office, including an employee of another Govern- 
ment agency, the answer to which might indicate that a particular 
registration should not have been published or issued. 

Employees of the Patent and Trademark Office, particularly 
trademark examining attorneys who examined an application 
should not discuss or answer inquiries from any person outside 
the Patent and Trademark Office as to whether or not a certain 
registration or other particular evidence was considered during 
the examination of the application or whether a trademark would 
have been published or registered if the registration or other 
evidence had been considered during the examination. Like- 
wise, employees are cautioned against answering any inquiry 
concerning any entry in the trademark registration file, including 
the extent of the field of search and any entry relating thereto. The 
record of the file of a trademark registration or inter partes 
proceedings before the Trademark Trial and Appeal Board must 
speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
trademark examining operation. Inquiries from members of the 
public relating to the matters discussed above must of necessity 
be refused and such refusal should not be considered discourte- 
ous or an expression of opinion as to validity of any registration. 


§ 1801.01 Office personnel not to testify 
{ Reprint: 37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 15a.6 
37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including trademark examining attorneys, will not 
appear as witnesses or give testimony in legal ings, 
except under the conditions specified in 37 CFR Part 15a. Any 
employee who testifies contrary to this policy will be dismissed 
- < we . The reasons for this policy are set out in 37 CFR 

a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a trademark examining attorney, is asked to testify or 
receives a subpoena, the employee shall immediately notify the 
Office of the Solicitor. Inquiries requesting testimony shall be 
also referred immediately to the Office of the Solicitor. 
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Trademark examining attorneys and other Patent and Trade- 
mark Office employees performing or assisting in the perform- 
ance of quasi-judicial functions, are forbidden to testify as 
experts or to express opinions as to the validity of any registra- 
tion. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a 
trademark examining attorney or other quasi-judicial employee, 
must comply with the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the Solicitor 
at least ten working days prior to the date of the expected 
testimony. 

If an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 
opinion testimony. Fischer & Porter Co. v. Corning Glass 
Works ,61 F.R.D. 321, 181 USPQ 329(E.D. Pa. 1974). Likewise, 
employees are prohibited from answering hypothetical or specu- 
lative questions. Jn re Mayewsky , 162 USPQ 86, 89 (E.D. Va. 
1969) (deposition of an examiner must be restricted to relevant 
matters of fact and must avoid any hypothetical or speculative 
questions or conclusions based thereon); Shaffer Tool Works v. 
Joy Mfg. Co. , 167 USPQ 170 (S.D. Tex. 1970) (deposition of 
examiner should be limited to matters of fact and must not go into 
hypothetical or speculative areas or the bases, reasons, mental 
processes, analyses, or conclusions of the examiner in acting 
upon an application). Employees will not be permitted to give 
testimony with respect to subject matter which is privileged. 
Several court decisions limit testimony with respect to quasi- 
judicial functions performed by employees. Those decisions 
include United States v. Morgan , 313 U.S. 409, 422 (1941) 
(improper to inquire into mental processes of quasi-judicial 
officer or to examine the manner and extent to which the officer 
considered an administrative record); Western Electric Co. v. 
Piezo Technology, Inc. v. Quigg , 860 F.2d 42%, 8 USPQ 2d 1583 
(Fed. Cir. 1988) (patent examiner may not be compelled to 
answer questions which probe the examiner’s technical knowl- 
edge of the subject matter of a patent); McCulloch Gas Process- 
ing Co. v. Department of Energy , 650 F.2d 1216, 1229 (Temp. 
Emer. Ct. App. 1981) (discovery of degree of expertise of 
individuals performing governmental functions not permitted); 
In re Nilssen , 851 F.2d 1401, 7 USPQ 2d 1500 (Fed. Cir. 1988) 
(technical or scientific qualifications of examiners-in-chief are 
not legally relevant in appeal under 35 U.S.C. {g49 134 since 
board members need not be skilled in the art to render obvious- 
ness decision); Lance v. Commissioner , 352 F. Supp. 166, 176 
USPQ 162 (D.D.C. 1972) (technical qualifications of examin- 
ers-in-chief not relevant in Sec. 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 

(1) Information about that employee’s: 


(A) Background. 

(B) Expertise. 

(C) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 

(D) Usual practice or whether the employee followed a 

lure set out in any Office manual of practice (in- 

cluding the MPEP or TMEP) in a particular case. 

(E) Consultation with another Office employee. 

(F) Understanding of: 

(i) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination 
or interference file. 

(ii) Prior art. 

(iii) Registered subject matter, subject matter sought 
to be registered, or a trademark application, registra- 
tion, opposition, cancellation, interference or concur- 
rent use file. 

(iv) Any Office manual of practice. 

(v) Office regulations 

(vi) Patent, trademark, or other law. 

(vii) The responsibilities of another Office em- 
ployee. 
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(G) Reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a 
quasi-judicial function. 

(3) {dn To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 


Any request for testimony addressed or delivered to the Office 
of the Solicitor shall comply with 37 CFR 15a.4(c). All requests 
must be in writing . The need for a subpoena may be obviated 
where the request complies with 37 CFR 15a.4(c) only if the 
party requesting the testimony further meets the following con- 
ditions: 


(1) The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony is 
being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel for 
all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. 

Fifteen working days notice is required for any deposition 
which is desired to be taken between Nov. 15 and Jan. 15. 
(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to be 
a place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of the 
deposition to the Patent and Trademark Office for its rec- 
ords. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5S), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a sub- 
poena. 


FRED E. McKELVEY, 


Feb.-7, 1989. Solicitor . 


[1099 OG 36] 


Department of Commerce 
Patent and Trademark Office 


United States Adherence to the 
International Union for the Protection of New Varieties 
of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its instrument 
of acceptance of the 1978 text of the UPOV Convention. The 
United States was the second State to adhere to this text, New 
Zealand having earlier done so. 

The UPOV Convention will take effect with respect to the 
United States and the other adherents to the 1978 text upon a total 
of five adherences, three of which must be by present member 
States (States adhering to the text of the Convention). We expect 
at least three present member States to adhere shortly and the 
1978 text to take effect, therefore, during 1981. 

The United States deposited its instrument of acceptance on 
the basis of the legal protection offered for asexually reproduced 
plants under the plant patent law (35 U.S.C. 161-164). Accord- 
ingly, the Convention will apply only to asexually reproduced 
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ie 


pe en ae te. Steps are now being taken, 

Plant Variety Protection Office of the Depart- 
to conform the i of the Plant 
Protection Act (7 U.S.C. 2321 et seq.) to the Conven- 
pe *equremets. When tis is dove the nited States will 
notify the Ang 24 Secretariat that the Convention is also appli- 
cable in the United States to sexually reproduced plants pro- 


meee UPOV Con be di 

Questions concerning the vention may - 
rected to the Office of Legislation and International Affairs of the 
Patent and Trademark Office. This Office may be addressed as 
follows: Box 4, Commissioner of Patents and ee 
Washington, D.C. 20231. The Office’s telephone number 
(703) 557-3065. 


SIDNEY A. DIAMOND, 
Commissioner of Patents 
and Trademarks. 


Dec. 16, 1980. 
[1002 0.G. 102] 


(179) Taking Effect in the United States 
of the International Convention for 


the Protection of New Varieties of Plants 


The International Convention for the Protection of New 
Varieties of Plants (the UPOV Convention) will take effect in the 
United States on Nov. 8, 1981. It will apply to all applications for 
the patenting of plants under the provisions of Title 35, United 
States Code, which are filed on or after Nov. 8, 1981. The actual 
filing date will govern in determining whether the Convention 
will apply to an application, even though the application may be 
entitled to an earlier effective date under section 119 or 120 of 
Title 35, United States Code. 

In addition to the United States, the UPOV Convention will be 
in effect as of Nov. 8, 1981, in the following fourteen States: 

* Belgium, Denmark, Federal Republic of Germany, France, Ire- 
land, Israel, Italy, Netherlands, New Zealand, Republic of South 
Africa, Spain, Sweden, Switzerland, and the United Kingdom. 

No changes in the patent law are needed to implement the 
UPOV Convention in the United States. An applicant for a plant 
patent will be required, however, to submit for registration a 
variety name for the plant to be patented. Registration is required 
by Article 13 of the UPOV Convention. 

Registrability shall be determined in accordance with the 
International Code of Nomenclature for Cultivated Plants (1980). 
As an interim pending the promulgation of an appro- 
priate rule, inclusion of the variety name in the application will 
be as a submission of the name for registration. No plant 
patent as a result of an application filed on or after Nov. 8, 1981, 
shall be issued without the registration of a variety name. Ques- 
tions concerning this variety naming requirement or the UPOV 
Convention may be addressed to: 


Mr. Michael K. Kirk, Director 

Office of Legislation and 

International Affairs Box 4 

U.S. Patent and Trademark Office Washington, D.C. 
20231 


Mr. Kirk’s telephone number is (703) 557-3065. 
GERALD J. MOSSINGHOFF, 


Commissioner of Patents 
and Trademarks. 


Oct. 15, 1981. 


(1011 O.G. 27} 


37 CFR 1.341(c) provides in pertinent part, “No person will 
be admitted to practice and registered unless he shall . . . establish 
to the satisfaction of the Commissioner that he is of good moral 
character and good repute and *** possessed of the legal and 
scientific and technical qualifications necessary to enable him to 
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render applicants for patents valuable service ***. In order that 
the Commissioner may determine whether the person *** has 


and technical matters must be submitted ***.” 

Ne aay &- 
nished with a circular entitled “General Requirements For Ad- 
mission To The Examination For Registration To Practice Be- 
fore The Patent and Trademark Office”. The circular contains a 
list of the subjects in which a person must have a bachelor’s 
degree or the equivalency thereof in scientific and technical 
training to meet registration qualifications. It is strongly recom- 
et in one 
of those subjects ly with the instructions in the paragraph 
following the list to show their scientific and technical qualifica- 
tions. If it is intended to rely on courses in computer science, no 
more than 3 semester hours of courses in computer programming 
will be accepted as providing part of the required basic training 
in scientific and technical matters. Computer science courses 
oriented away from the physical sciences or engineering, e.g., 
toward accounting or business, will not be as providing 
any of the requisite basic training in scien and technical 
matters. 

Many applications for admission to an examination are filed 
on or just prior to the announced closing date for doing so, and 
these applications are frequently disapproved because the per- 
son does not furnish a satisfactory showing of his or her qualifi- 
cations. For instance, with a bachelor’s degree in a 

other than one of those listed in the circular frequently do 
not follow instructions in the circular and do not furnish both 
their transcripts and official course descriptions. Other persons 
list charges brought against them requiring further showings to 
overcome doubts raised by the charges about their character and 
reputation. Still others who failed one section of the examination 
three times do not furnish a satisfactory showing of sufficient 
additional legal training to pass the examination. 

The Office of Enrollment and Discipline evaluates each 
application for admission to the examination on an individual 
basis as soon as ical after receipt in that office. Thereafter, 
notification is promptly mailed to each person whose application 
has been disapproved. 

The Office of Personnel Management (OPM — formerly 
Civil Service Commission), which administers the examination, 

requires that it receive correct data from the Patent and Trade- 
a Office identifying the locale of the examination and the 
number of to be tested well ahead of the examination 
date. To afford adequate time to present a satisfactory supple- 
mental showing to gain admission to the examination for which 
application is being made, it is recommended that all persons file 
their applications early, preferably at least two months before 
the closing date. 

All supplemental showings of qualifications and all applica- 
tions filed after the closing date to apply for admis- 
sion to an examination will be considered only in connection 
with the person’s admission to the next succeeding examination. 
Admission to an examination given on a particular date is 
available only to persons who have filed a completed application 
form, a $75.00 admission fee, and a satisfactory showing of 
qualifications on or before the closing date for applying for 
admission to the examination. Examinations are given in Apr. 
and Oct. each year, and the respective closing dates for applying 
for admission to the examinations are the preceding Jan. 31 and 
July 31. 


WILLIAM FELDMAN, 
Director of Enrollment 
and Discipline. 


Sept. 18, 1984. 


[1047 0.G. 35] 


(181) 


37 CFR Parts 1, 2, and 10 
Docket 407 88-4181 


Practice before the Patent and Trademark Office 
Agency: Patent and Trademark Office, Commerce 
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Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules governing practice before the PTO by attorneys and 
agents. These rules are needed to clarify and modernize the rules 
relating to admission to practice and the conduct of disciplinary 
cases. The rules are also needed to set out in the Code of Federal 
Regulations a PTO Code of Professional Responsibility. By 
amending the rules, the PTO believes the standards for admis- 
sion to practice in patent cases will be more easily understood, 
that those practicing before the PTO will have ready access to a 
code of professional responsibility, and that procedure in disci- 
plinary cases will be more easily understood. The PTO expects 
that the conduct of disciplinary proceedings under these rules 
will be more effective and less costly. 

Dates: The effective date of these rules (except § 1.21(a) (5) and 
(6)) is Mar. 8, 1985. Section 1.21(a) (5) and (6) is effective Apr. 
8, 1985. 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4025 (if no answer, message may be left at 
703-557-4103) or by mail marked to his attention and addressed 
to Box 8, Commissioner of Patents and Trademarks, Washing- 
ton, D.C. 20231. 

Supplementary Information: Attorneys and agents practice 
before the Patent and Trademark Office (PTO) in patent cases. 35 
U.S.C. 31. Attorneys also practice before the PTO in trademark 
and other non-patent cases. 5 U.S.C. 500(b). A few agents also 
practice before the PTO in trademark cases under rules in force 
prior to Jan. 1, 1957. 

A notice of proposed rulemaking for attorney and agent 
conduct and disciplinary procedure was published on Aug. 11, 
1983 in the Federal Register, 48 F.R. 36478, and on Sept. 20, 
1983 in the Official Gazette, 1034 O.G. 39, 1034 TMOG 33. A 
notice extending the comment period and setting a second 
hearing was published on Oct. 5, 1983 in the Federal Register, 
48 F.R. 45424, and on Oct. 18, 1983, in the Official Gazette, 1035 
O.G. 19, 1035 TMOG 17. The PTO decided to withdraw, and not 
adopt, the rules proposed in the Federal Register notice of Aug. 
11, 1983. There were numerous objections to the proposed rules 
and the public indicated that a longer period for study and review 
of a code of conduct and disciplinary procedures was necessary. 

An advance notice of proposed rulemaking setting out re- 
vised rules being considered for standards of conduct and disci- 
plinary proceedings was published on Mar. 16, 1984, in the 
Federal Register, 49 F.R. 10012, and on Apr. 10, 1984, in the 
Official Gazette, 1041 O.G. 15, 1041 TMOG 13. Numerous 
organizations and individuals filed comments in response to the 
advance notice. 

On Aug. 24, 1984, the PTO published in the Federal Register 
a notice of proposed rulemaking. 49 F.R. 33790. On Aug. 28, 
1984, the notice was also published in the Official Gazette. 1045 
O0.G. 29; 1045 TMOG 25. The notice also appeared in the Bureau 
of National Affairs, Patents, Trademark & Copyright Journal, 
Vol. 28, No. 694, pp. 485-515 (Aug. 30, 1984). Twenty-two 
written comments were timely received in response to the notice 
of proposed rulemaking. The comments are analyzed herein. A 
hearing was held on Oct. 10, 1984. Five individuals appeared at 
the hearing. Oral comments made at the hearing are also ana- 
lyzed herein. The twenty-two written comments and a copy of 
the transcript of the hearing are available for public inspection in 
Room 12B10, Crystal Gateway II, 1225 Jefferson Davis Hwy., 
Arlington, Va. 

This notice of rulemaking sets out rules in three areas: 


(1) Practice of attorneys and agents before the PTO in patent, 
trademark, and other non-patent cases §§ 10.2 through 10.19); 

(2) A PTO Code of Professional Responsibility (§§ 10.20 
through 10.112); and 

(3) Rules governing (a) investigation of possible violations of 
the PTO Code of Professional Responsibility and (b) discipli- 
nary proceedings to reprimand, suspend, or exclude (disbar) 
individuals from practicing before the PTO who, after notice and 
opportunity for a hearing, are found to have violated a discipli- 
nary rule of the PTO Code of Professional Responsibility (§§ 
10.130 through 10.170). 


Familiarity with the advance notice and notice of proposed 
rulemaking is assumed. Changes in the text of the rules published 
for comment in the notice of proposed rulemaking are discussed. 
Comments received in response to the notice of proposed rule- 
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making are discussed. Comments not timely received in re- 
sponse to the advance notice are also discussed. 

Tables 1, 2, and 3 are included in this notice to assist readers 
in correlating present rules with the new rules and to find the 
principal source for the new rules. An indication in Tables 1, 2, 
or 3 that a section is “new” means that a corresponding section 
does not currently appear in Tile 37 of the Code of Federal 
Regulations. 

Table 1 shows the principal sources of the new rules which 
relate to (1) admission to practice of attorneys and agents in 
patent cases and (2) practice in trademark and other non-patent 
cases. 

Table 2 shows the principal sources of the rules for the new 
PTO Code of Professional Responsibility. 

Table 3 shows the principal sources of the new rules for 
disciplinary proceedings. 

Other sources for, and rationale in support of, the proposed 
rules are discussed in the Supplementary Information of the 
advance notice, 49 F.R. 10012-10022, and the Supplementary 
Information of the notice of proposed rulemaking, 49 F.R. 
33790-33803. 

In issuing these rules, the PTO has made every effort to 
minimize preemption of State control over the practice of law. 
Thus, in § 10.1, second sentence, the new rules provide: 


Nothing in . . . [these rules] shall be construed to preempt the 
authority of each State to maintain control over the practice of 
law, except to the extent necessary for the Patent and Trade- 
mark Office to accomplish its federal objectives. 


This provision of § 10.1 is based on language in Sperry v. 
Florida ex rel, Florida Bar, 373 U.S. 379, 402 (1963), and makes 
clear the PTO’s intent to regulate only conduct related or relevant 
to practice before the PTO. 

In an effort to ascertain whether the proposed rules would 
have any adverse impact on the States, copies of both the 
advance notice of Mar. 16, 1984, and the notice of proposed 
rulemaking of Aug. 24, 1984, were sent to Bar Counsel in each 
State. The PTO received responses from Bar Counsel in Ala., 
Conn., Fla.,Ga., Md., Miss., Nebr., Tex., and Vt. Comments were 
also received from the National Organization of Bar Counsel, the 
American Bar Association, and others. 

Alaska Bar Counsel, contrary to other bar counsel filing 
comments, suggested that creation of a PTO Code of Profes- 
sional Responsibility would be “inherently confusing” to any 
attorney practicing in a State and also before the PTO. The new 
rules, however, do not establish for the first time a PTO Code of 
Professional Responsibility. The currént PTO code appears in 37 
CFR §§ 1.344 and 2.12. Sections 1.344 and 2.12 merely incor- 
porate by reference the Code of Professional Responsibility of 
the American Bar Association (1970). The new PTO code more 
appropriately sets out the standards of conduct relevant to the 
practice of law before the PTO. Alaska Bar Counsel also felt that 
it would be more appropriate if the PTO brought alleged ethics 
violations by attorneys to local state enforcement authorities. 
This view was not shared by other bar counsel who filed com- 
ments. The statute (35 U.S.C. 32) authorizes the Commissioner 
to administer discipline. The PTO has taken disciplinary action 
in instances where a State has declined to do so. Moreover, there 
are registered patent agents who are not subject to discipline by 
State enforcement agencies. Finally, Alaska Bar counsel sug- 
gested that “adjudicative agencies” are too closely involved in a 
disciplinary matter to be impartial. Congress has determined 
otherwise. 35 U.S.C. 32 and 5 U.S.C. 500(d). 

Comments were received from the Statewide Grievance Com- 
mittee of Connecticut in response to the advance notice. Many 
helpful suggestions were made in the comments. Most of the 
suggestions were adopted at the time the notice of proposed 
rulemaking was published. 

The Florida Bar, through its Director of Lawyer Regulation, 
filed comments in response to the notice of proposed rulemak- 
ing. The Florida Bar commented on §§ 10.1(c) and 10.23(c) (5). 
The PTO’s response to the comment appears later in this notice 
under a discussion of § 10.1. 

An Assistant General Counsel of the State Bar of Georgia 
filed a response to the advance notice. The response stated, 
among other things: “Although due to the press of business at the 
present time I am unable to provide a substantive response in this 
correspondence, I will respond within the appropriate time limits 





1134 TMOG 422 
(181) 


after having an opportunity to study the enclosed . . . [advance 
notice].” No further response was received. 

Bar counsel for the Attorney Grievance Commission of 
Maryland filed a response to the advance notice. In his response 
Bar Counsel states in part: 


It does not appear to me that any of the proposed Rules would 
present any difficulty in the administration of discipline 
within Md. 


Complaint Counsel for Miss. responded to the advance no- 
tice. He stated in part: 


I have not reviewed the proposed Code in comparison with 
the Code of Professional Responsiblity in great detail. In 
general however I can state that adoption of the proposed 
Code would not have an adverse effect upon the function of 
this office. 


The General Counsel of the State Bar of Texas responded to 
the advance notice and did “not perceive that any problem would 
be created by . . . [the proposed rules] in Tex.” The General 
Counsel did express the thought that the PTO’s use of the word 
“practitioner” instead of “lawyer” would not prevent reciprocal 
discipline in Tex. based on disciplinary action by the PTO. The 
PTO sees no reason for disagreeing with the General Counsel. 
The word “practitioner” is used by the PTO to define registered 
attorneys, registered agents, and other attorneys authorized to 
practice in trademark and other non-patent cases before the PTO 
under 5 U.S.C. 500(b). 

The Chairman of the Professional Conduct Board of Vermont 
responded to the advance notice. He states in part: 


I find nothing contained in the proposed rules which would 
present any difficulty in the administration of disciplinary 
matters within the State of Vermont. Further, I see no prob- 
lems created vis-a-vis the Code of Professional Responsibil- 
ity in this jurisdiction. 


The President of the National Organization of Bar Counsel 
responded to the notice of proposed rulemaking. He expressed a 
concern as to whether the PTO intended to “provide for notice 
and information of . . . [each disciplinary violation by an attor- 
ney] to each jurisdiction where the attorney is licensed.” Two 
provisions of the rules are designed to insure that States are 
notified of PTO disciplinary action. Section 10.158(b) (1) re- 
quires a disciplined attorney to notify all bars of which he or she 
is a member and to file a copy of the notice with the Director of 
Enrollment and Discipline of the PTO. Section 10.159(a) re- 
quires the Director to notify known state bars and appropriate bar 
associations of PTO disciplinary action. In addition, as a matter 
of policy, the PTO intends to notify the National Discipline Data 
Bank of the American Bar Association. 

Comments were filed in response to the advance notice and 
the notice of proposed rulemaking by the Standing Committee 
on Professional Discipline of the American Bar Association. The 
comments filed in response to the advance notice were analyzed 
in the notice of proposed rulemaking and are not re-analyzed in 
this notice. In its comments responding to the notice of proposed 
rulemaking the Standing Committee made several helpful sug- 
gestions, some of which are being adopted. A full discussion of 
the PTO rationale for adopting or not adopting a particular 
suggestion appears under analysis of comments later in this 
notice. The Standing Committee urged adoption of the 1983 
ABA Model Rules. The PTO is not now adopting the Model 
Rules inter alia because most States have not adopted those 
rules. If a significant number of states adopt the Model Rules, the 
PTO will consider further amendments to its Code of Profes- 
sional Responsibility. The Standing Committee suggested 
changes to § 10.23(c) (12) which are being adopted in part. The 
Standing Committee suggested that notice be given to a practi- 
tioner prior to any meeting of the Committee on Discipline. This 
suggestion is not being adopted. In most instances, a practitioner 
will be-able to respond to a notice under 5 U.S.C. 558(c). The 
Committee will have the practitioner’s response at the time of its 
deliberation. The Standing Committee urged that hearings in 
disciplinary matters should be open to the public. Others op- 
posed this position. The PTO is not adopting this suggestion in 
view of 35 U.S.C. 122. Further rationale for not adopting the 
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Standing Committee’s suggestion appears later in the notice. 
The Standing Committee urged a change in § 10.149 
to make the burden for proving a disciplinary violation one of 
“clear and convincing evidence.” This suggestion is being 
adopted. The Standing Committee urged that more discovery be 
permitted than was authorized by § 10.152 as proposed. This 
suggestion is being adopted as explained further in this notice. 
The Standing Committee also thought § 10.159 should provide 
for notice to the ABA National Discipline Data Bank when the 
PTO administers discipline. While § 10.159 will not specifically 
mention the Data Bank, a change has been made to permit the 
Director to notify appropriate bar associations. The Data Bank is 
an appropriate bar association. 


Changes in Text: Several changes have been made in the text of 
the new rules from the text of the proposed rules which were 
published for comment in the notice of proposed rulemaking. 
Those changes are discussed below. 

In § 1.8, the new subparagraph will be (xiii). Subparagraph 
(xii) was added when the rules relating to patent interference 
proceedings were amended. See 49 F.R. 48451 (Dec. 12, 1984). 

In the first sentence of § 1.31, the term “agent” has been 
changed to “registered agent” to make clear that only registered 
agents are intended. 

Section 1.33(c) is being amended to delete a reference to 
former §§ 1.341 and 1.347 and to now refer to §§ 10.5 and 10.11. 

Section 1.56(f) and (h) is being amended to delete a reference 
to former § 1.346 and to now referred to § 10.18. 

In the second sentence of § 10.1, “subpart shall” has been 
changed to “part shall” and “maintain control over” has been 
changed to “regulate.” In the same sentence, “within its borders” 
has been deleted. 

In § 10.2(b){ sf,4 (1), “maintain the register” has been changed 
to “maintain the register provided for in § 10.5”. 

In the next-to-the-last sentence of § 10.7(b), “examining 
corps” has been changed to “patent examining corps”. 

The language “an alien” in § 10.9(b) has been changed to read 
“a resident alien” to make clear that aliens registered under 
paragraphs (a) or (b) of § 10.6 must be resident aliens. 

In the first sentence of § 10.14(c), “foreigner” has been 
changed to “foreign attorney or agent”, “registered and in good 
standing” has been changed to “registered or in good standing”, 
“applicants” has been changed to “parties” and “trademark 
applications” has been changed to “trademark cases”. 

In § 10.18(a) (1), “the paper has been read” has been changed 
to “the paper has been read by the practitioner”. 

Several changes have been made in § 10.23. 

In § 10.23(c) (4) (iii), “improperly” has been added before 
“bestowing.” 

In § 10.23(c) (5S), “on ethical grounds” has been added after 
the first occurrence of “attorney or agent” and “suspension or 
disbarment as an attorney or agent” (after “10.6(c)”) has been 
deleted. 

In § 10.23(c) (7), “patent” has been added before “applica- 
tion of another” and the following has been added as a second 
sentence: “See §§ 1.604(b) and 1.607(c) of this Subchapter.” 

In § 10.23(c) (8), “Failing to forward” has been changed to 
“Failing to inform a client or former client”; “inability to for- 
ward, to” has been changed to “inability to notify”; “client 
correspondence” has been changed to “client of correspon- 
dence”; “is correspondence which” has been changed to “is 
correspondence of which”; and “under the circumstances should 
be forwarded to the client or former client” has been changed to 
“under the circumstances the client or former client should be 
notified.” 

Section 10.23(c) (12) has been changed to read: “Knowingly 
filing, or causing to be filed, a frivolous complaint alleging a 
violation by a practitioner of the Patent and Trademark Office 
Code of Professional Responsibility.” 

In § 10.23(c) (15), “including” has been changed to “making 
a” and “matter” has been changed to “statement”. 

In § 10.36(b) (3), the language “in the locality” has been 
deleted. 

The following language has been deleted from § 10.40(c): “, 
and may not withdraw in other matters,”. 

In § 10.62(b), the language “contemplated or pending litiga- 
tion or” has been deleted. 

In § 10.63(a), the language “contemplated or pending litiga- 
tion or” has been deleted. Both occurrences of “trial or” have 





JANUARY 7, 1992 


been deleted from § 10.63(a). The language “contemplated or 
pending litigation or” has been deleted from § 10.63(b). 

The following sentence has been added to § 10.64(b): 

“A practitioner may, however, advance any fee required to 
prevent or remedy an abandonment of a client’s application by 
reason of an act or omission attributable to the practitioner and 
not to the client, whether or not the client is ultimately liable for 
such fee.” 1 In § 10.84(a) (3), “§ 10.85” has been changed to “this 


The following sentence has been added to § 10.87(a): 

“Tt is not improper, however, for a practitioner to encourage 
a client to meet with an opposing party for settlement discus- 
sions.” 

Subparagraph (5) of § 10.89(c) as it appeared in the notice of 
proposed rulemaking has been deleted. Subparagraph (6) of § 
10.89(c) as it appeared in the notice of proposed rulemaking has 
been changed to read: “(5) Engage in undignified or discourte- 
ous conduct before the Office (see § 1.3 of this Subchapter).” 
Subparagraph (7) of § 10.89(c) has beea redesignated as sub- 
paragraph (6). 

In § 10.112(a), the language: 


maintained: (1) in the case of a practitioner whose office is 
located in the United States, the State in which the practitio- 
ner’s office is situated or (2) in the case of a practitioner 
having an office in a foreign country or registered under 
§ 10.6(c) in the United States or the foreign country has been 
changed to read: 

maintained in the United States or, in the case of a practitioner 
having an office in a foreign country or registered under 
§ 10.6(c), in the United States or the foreign country. 


In § 10.131(a), the second sentence has been deleted as being 
unnecessary in view of § 10.132(b). The second sentence of § 
10.131(a) in the notice of proposed rulemaking read: “The 
investigation shall be such as to determine whether there is 
probable cause to believe that a violation of a Disciplinary Rule 
by a practitioner has occurred.” 

In the first sentence of § 10.132(a), the language “that there 
is probable cuase to believe” has been deleted. The Committee 
on Discipline, not the Director, shall determine whether there is 
probable cause to believe that a practitioner has violated a 
Disciplinary Rule. See §§ 10.4(b) and 10.132(b). 

Several changes have been made in § 10.133. In the first 
sentence of § 10.133(b), the language “§§ 10.132(b) and 10.134” 
has been replaced with “§ 10.134”. The reference to § 10.132(b) 
is not necessary. The language “his or her resignation by filing” 
in § 10.133(b) has been deleted as unnecessary. The second 
sentence of § 10.133(b) has been modified to become new 
paragraphs (c) and (d). Paragraph (c) indicates the content of an 
affidavit of resignation filed prior to the date set by the adminis- 
trative law judge (ALJ) for hearing. Paragraph (d) indicates the 
content of an affidavit of resignation filed on or after the date set 
by the ALJ for hearing. Paragraph (c) has been redesignated as 
new paragraph (e). In addition, the language “ (b)” 
therein has been changed to “paragraphs (b) or (c)”. Paragraphs 
(d) and (e) have been redesignated as new paragraphs (f) and (g), 
respectively. 

In § 10.135(a) (2) (i), “Committee on Enrollment” has been 
changed to “Director”. 

In § 10.149, “a preponderance of” has been changed in both 
instances to “clear and convincing”. 

Several changes have been made to § 10.152 to expand 
discovery. Paragraphs (a) and (b) of § 10.152 as set out in the 
notice of proposed rulemaking have been redesignated as para- 
graphs (e) and (f), respectively, and new paragraphs (a) through 
(d) have been added. New paragraph (a) sets forth discovery 
which is authorized. New paragraph (b) sets forth matter which 
cannot be discovered. Paragraph (c) sets forth factors which an 
ALJ can consider in determining whether to authorize discovery. 
Paragraph (d) requires that a motion be filed which addresses 
specifically and separately each particular request for discovery. 
In paragraph (e) (formerly paragraph (a)), a new subparagraph 
(3) has been added to specify that the ALJ may require the parties 
to set out in a pre-hearing statement information related to expert 
witnesses. Old subparagraphs (3) and (4) have been redesig- 
nated as new subparagraphs (4) and (5), respectively. 

In § 10.154(b), anew subparagraph (5) has been added which 
states: “(5) any extenuating circumstances.” 
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In § 10.155(a), both occurrences of “on the respondent” have 
been deleted. 

Several changes have been made to § 10.158. In § 10.158(b) 
(1), after “all clients of the practitioner” the following has been 
added “for whom he or she is handling matters before the 
Office”. In § 10.158(b) (2), “client’s active case files” has been 
changed to “client’s active Office case files”. In § 10.158(c), 
changes have been made to make paragraph (c) applicable to 
corporate patent departments and to prohibit a suspended or 
excluded practitioner from meeting in person or in the presence 
of another practitioner with an official of the PTO in connection 
with the prosecution of a patent, trademark, or other case. 

The following has been added to the end of § 10.159(a): “and 
any appropriate bar associations,” 

Several changes have been made in § 10.160(c). “A practitio- 
ner has been suspended or excluded” has been changed to “An 
individual who has resigned under § 10.133 or who has been 
suspended or excluded”. The language “if the Director is satis- 
fied” has been changed to “when the individual makes a clear 
and convincing showing”. The language “suspended or ex- 
cluded practitioner” has been changed to “individual”. 


Response to and Analysis of Comments: Twenty-two (22) writ- 
ten comments where timely received in response to the notice of 
proposed rulemaking. The comments have been analyzed. Some 
suggestions made in comments have been adopted and others 
have been rejected. A detailed analysis of the timely received 
comments follows. Several comments were not timely received 
by July 9, 1984, in response to the advance notice of proposed 
rulemaking of Mar. 16, 1984. These comments have now been 
considered and are analyzed herein. 

Several comments were received which suggested that the 
rules purport to regulate attorney conduct beyond that necessary 
or proper for administration of federal programs by the PTO. It 
is not, and has never been, the intention of the PTO to regulate 
conduct except to the extent necessary for the accomplishment 
of federal objectives. Thus, only that conduct which is relevant 
to the practice of patent, trademark, or other law before the PTO 
is what the PTO seeks to regulate. The preamble of § 10.1 
indicates that Subpart 10 governs solely the practice of patent, 
trademark, and other law before the PTO. As noted in the 
preamble to § 10.1, “[nJothing in this subpart shall be construed 
to preempt the authority of each State to regulate the practice of 
law, except to the extent necessary for the Patent and Trademark 
Office to accomplish its federal objectives.” See Sperry v 
Florida ex rel. Florida Bar, 373 U.S. 379, 402 (1963). See also 
Michigan Canners and Freezers Ass'n. v. Agricultural Market- 
ing and Bargaining Board, 104 S. Ct. 2518, 2523 (1984) (State 
Law is preempted when it stands as an obstacle to the accom- 
plishment and execution of the full purposes and objectives of 
Congress) and Fidelity Federal Savings and Loan Ass'n. v. de la 
Cuesta, 102 S. Ct. 3014, 3022 (1982) (federal regulations have 
no less preemptive effect than federal statutes). 

Several comments were received concerning § 10.1. The 
Florida Bar noted that in the notice of proposed rulemaking the 
PTO indicated “that failure to pay State bar dues is not a basis for 
suspension or exclusion before the PTO because failure to pay 
the dues has no relationship to the federal objectives which the 
PTO seeks to accomplish.” 49 F.R. 33795, column 1, third full 

ph. The Florida Bar suggested that “the loss of good 
standing [should] be of concern to the PTO.” The PTO agrees in 
part. Suspension from a State bar for failure to pay dues will not 
be viewed by the PTO as “misconduct.” See § 10.23(c) (5), 
which has been changed to define misconduct as suspension or 
disbarment on ethical grounds. If an attorney is suspended by his 
or her State bar for failure to pay bar dues, and for that reason is 
no longer in good standing before the State bar, that attorney is 
no longer an attorney within the meaning of § 10.1(c). An 
attorney suspended from his or her State bar for failure to pay bar 
dues would no longer be eligible to represent individuals before 
the PTO in trademark and other non-patent cases. 

One commentator suggested that the second sentence of 
§ 10.1 be changed to read: “Nothing in this subpart shall be 
construed to preempt the authority of each State to regulate the 
practice of law, except to the extent necessary for the Patent and 
Trademark Office to accomplish its federal objectives.” The 
suggestion is being adopted. The commentator noted that as 
originally proposed in the notice of proposed rulemaking, the 
phrase “to maintain control over the practice of law within its 
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borders” is unduly restrictive. The commentator correctly pointed 
out that “[cjertainly, New York would have the authority to 
regulate the practice of law by a New York attorney residing in 
Fla.” 

Another commentator noted the language “federal objec- 
tives” in § 10.1 and felt it would be appropriate for the PTO “to 
set forth what the federal objectives really are.” The PTO does 
not believe it is appropriate to set out in the regulations specific 
federal objectives. The PTO engages in the examination of 
applications for patents, reexamination of issued patents, exami- 
nation of applications for registrations of trademarks, and nu- 
merous inter partes patent and trademark proceedings. The 
federal objectives of the PTO center around these activities. 

With respect to § 10.2(c), one commentator argued that “it is 
unfair to require the payment of a fee to review a final decision 
of the Director.” The PTO disagrees. The review provided by § 
10.2(c) is a service preformed by the PTO for which a fee may be 
charged. There is no compelling reason for not charging a fee. 

Several comments were received discussing § 10.4. One 
commentator suggested “that a provision for no discovery or 
testimony from a member of the Committee on Discipline is 
unfair and inappropriate.” The PTO does not believe that a 
“mini-trial” should be conducted in a subsequent disciplinary 
proceeding of how or why the Committee on Discipline reached 
its decision. The commentator also argued that 10.4(c) “would 
be in direct conflict with the Federal Rules of Civil Procedure’ 
in any review in the U.S. District Court for the District of 
Columbia. Again, the PTO disagrees. The Federal Rules of Civil 
Procedure do not apply to disciplinary cases in the PTO. More- 
over, those rules do not apply in cases seeking judicial review of 
a decision of the Commissioner in a disciplinary matter. Appli- 
cable law (35 U.S.C. 32 and Local Rule 1-26 of the district court) 
provides for review on the record made in the PTO. See also 
Camp v. Pitts, {ro 411 U.S. 138 (1973). Hence, there is no 
discovery in a proceeding under 35 U.S.C. 32. 

Comments were received which suggest that the associate 
and assistant solicitors in the Office of the Solicitor cannot be 
isolated from the Solicitor and the Deputy Solicitor. The associ- 
ate and assistant solicitors are to be isolated so that (1) the 
associate and assistant solicitors may act as attorney for the 
Director in prosecuting a disciplinary proceeding and (2) the 
Solicitor and Deputy Solicitor may act as legal advisor to the 
Commissioner in deciding a disciplinary matter. In disciplinary 
matters, the associate and assistant solicitors will report directly 
to the Director. Associate and assistant solicitors will not have 
occasion to discuss disciplinary matters with the Solicitor or 
Deputy Solicitor. 

The following discussion in the Attorney General’ s Manual 
on the Administrative Procedure Act, pp. 5758 (1947), com- 
menting on original § 5(c) (now 5 U.S.C. 554(d)) is believed 
particularly relevant to the issues raised in the comments: 


Assuming that an agency will in many cases wish to consult 
with certain of its staff members, it may proceed in one of two 
ways. It may in a particular case consult with staff members 
who in fact have not performed investigative or prosecuting 
functions in that or a factually related case. In the alternative, 
the agency may find it feasible so to organize its staff assign- 
ments that the staff members whom it most frequently desires 
to consult will be free of all investigative and prosecuting 
functions. 
eee * 

[I}f the agency so organizes its staff that the general counsel 
is not responsible for the investigative and prosecuting func- 
tions, he would be regularly available to the agency for 
consultation on the decision of cases.* 


Several commentators suggested that members of the public 
or the PTO bar should be members of the Committee on Disci- 


pline. This suggestion is not being adopted. As noted in the 
notice of proposed rulemaking (49 F.R. 33793, column 2, last 
paragraph), there are two reasons for not adopting the sugges- 
tion. Use of individuals outside the PTO is made difficult by 35 
U.S.C. 122. Administrative delays would take place because it 


would be more difficult to schedule meetings. 


"The general counsel's participation in rule making and in court litigation 
would be entirely compatible with his role in advising the agency in the 
decision of adjudicatory cases subject to section 5(c). 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


One commentator suggested that the language “at least” in 
the phrase “at least three employees of the Office” should be 
deleted from the second sentence of § 10.4(a). This suggestion 
is not being adopted. The “at least” language will permit the 
Commissioner to appoint alternate members to substitute for a 
member who may be disqualified or who may be unavailable for 
an extended period. 

Section 10.10 provides that only practitioners who are regis- 
tered under § 10.6 or individuals given limited recognition under 
§ 10.9 will be permitted to prosecute patent applications of others 
before the PTO. One comment was received which noted that the 
rules do not address the “status” of (a) “an individual in a training 
program directed to the preparation and prosecution of applica- 
tions for patent” or (b) “a long-time employee working within a 
patent organization in the area of preparation and prosecution of 
applications for patent, but has never become registered to 
practice as either a Patent Agent or Patent Attorney.” The 
commentator suggested that the rules should state what such 
individuals or employees may do. The suggestion is not being 
adopted. Only registered practitioners (attorneys and agents) 
may practice patent law before the PTO. The commentator also 
suggested that the rules should provide that long-time corporate 
or government employees who have never been registered 
should be given limited recognition by the PTO. This suggestion 
is not being adopted. Limited recognition will be given only on 
a case-by-case basis. See § 10.9. 

One comment suggested that “applicants” and “trademark 
applications” in the first sentence of § 10.14(c) rendered it 
unclear whether an individual authorized to practice before the 
PTO in trademark cases could prosecute post-registration cases, 
such as a cancellation proceeding. The rule has been clarified by 
changing “applicants” to “parties” and “trademark applications” 
to “trademark cases”. An individual authorized to represent 
others under § 10.14 is authorized to appear in any trademark 
case. 

Several comments were received discussing § 10.18. One 
comment made at the hearing suggested that the rule should 
specify who should read the paper being signed. The commen- 
tator stated: “I think it would be salutary if what you really mean 
is that the practitioner who signs it has read it.” The suggestion 
is being adopted and the language of § 10.18(a) (1) has been 
changed from “the paper has been read” to “the paper has been 
read by the practitioner”. 

Two individuals commented that requiring the signature of a 
practitioner would eliminate the “custom” of having an associate 
sign the name of a principal attorney on a paper which the 
principal authorizes the associate to file. Section 10.18 requires 
that the practitioner signing the paper sign his or her own name. 
The rule would permit associate attorney John Smith to sign on 
behalf of principal attorney David Jones by signing the paper as 
follows: “David Jones by John Smith.” The rule would not 
permit Smith to merely sign Jones’ name or to sign “David Jones 
by JS.” The rule does not authorize a non-practitioner (e.g., a 
para-legal or secretary) to sign a paper on behalf of a practitioner. 

One comment asked the following: 


Assume an inventor is under Final Rejection and the 
period for proper response is near at hand. The attorney 
is now instructed to “keep the case alive” until a CIP 
{continuation-in-part] is prepared and filed. For reasons 
outside the control of the attorney, the CIP cannot be 
filed in time. Assume now the attorney files a Notice of 
Appeal, never intending to prosecute the appeal, intend- 
ing only to buy time until the CIP can be filed. Would the 
filing of the Notice ef Appeal violate Rule 10.18 and 
subject the attorney to PTO disciplinary action? 


A notice of appeal is a proper response to a final rejection. 
Accordingly, it would not appear under the circumstances out- 
lined that the notice of appeal was “interposed for delay” within 
the meaning of § 10.18(a) (4). 

Three comments were received discussing § 10.22. One 
comment suggested that modifiers, such as “knowingly” and 
“willfully” be inserted in paragraphs (a) and (b) of § 10.22. The 
suggestion is not being adopted. A “materially false statement,” 
a failure “to disclose a material fact,” or furthering the applica- 
tion of another “known . . . to be unqualified” constitute acts 
which cannot be characterized as innocent. Accordingly, there is 
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no need to insert the “modifiers” in the text of the rule. Another 
commentator suggested that the provisions of § 10.22 are not 
relevant to the federal objectives of the PTO. The PTO 
disagrees. Practitioners who (1) fail to tell the truth, (2) fail to 
reveal material information or (3) knowingly further the applica- 
tion of an unqualified individual to a bar, demonstrate that they 
are “disreputable” within the meaning of 35 U.S.C. 32. A third 
commentator suggested that § 10.22(b) is too broad because a 
practitioner could recommend an individual for membership in 
a bar and the individual might fail to pass the bar examination. 
Unless a practitioner has good reason to know that the individual 
will fail to pass a bar examination, it is not apparent how the 
practitioner’s recommendation could amount to a violation of 
the PTO Code of Professional Responsibility. 

Numerous comments were received discussing § 10.23. One 
comment suggested that § 10.23(c) (8) be changed to require 
notification of aclient rather than requiring correspondence to be 
forwarded. This suggestion has been adopted by making appro- 
priate changes to § 10.23(c) (8). 

A suggestion was made to delete the reference to $5000 in § 
10.23(c) (17). This suggestion is not being adopted. See 
the discussion in the advance notice, 49 F.R. 10016, col- 
umn 1. 

A suggestion was made that § 10.23(c) (5) has “a built-in 
inequity as regards different patent attorneys in different states.” 
According to the commentator, a practitioner suspended for an 
act by Ohio might not be suspended for the same act by New 
York. The commentator reasons it would be unfair for the Office 
to suspend the Ohio practitioner, but not the New York practitio- 
ner. The commentator’s concern is not warranted in view of the 
second sentence of § 10.1. 

Another commentator noted that § 10.23(a) (3) “points up the 
difficulty of superimposing . . . [a] set of rules on of the various 
local jurisdictions.” Here again, the commentator’s concern is 
not believed warranted in view of the second sentence of § 10.1. 
Another commentator noted that “moral turpitude” is hard to 
define. It was suggested that possession of marijuana is regarded 
as a crime involving moral turpitude in some states where a 99- 
year sentence may be received. It was suggested that in other 
states possession of marijuana might result in “a slap on the 
wrist.” If a practitioner is incarcerated for a crime in a state, it 
follows that the practitioner is not capable of representing indi- 
viduals before the Office. This is true even if the same practitio- 
ner would not have been incarcerated in another state for the 
same act. 

The Florida Bar raised a question concerning § 10.23(c) (5) 
which is answered under the discussion above of § 10.1. Section 
10.23(c) (5) has been changed to make suspension or disbarment 
“on ethical grounds” a basis for suspension or disbarment by the 
Office. “Ethical grounds” would include incompetence, but 
would not include failure to pay State bar dues. 

One comment suggested that “disreputable” and “gross mis- 
conduct” in § 10.23(a) be defined. The terms “disreputable” and 
“gross misconduct” appear in 35 U.S.C. 32 and need no further 
definition in the rules. For a discussion of “disreputable,” see 
Poole v. United States, 54 A.F.T.R. 2d (P-H) 84-5536 (D.D.C. 
June 29, 1984). 

Several comments suggested that the Model Rules of Profes- 
sional Conduct of the American Bar Association (1983) be 
adopted in place of § 10.23. Adoption of the Model Rules was 
given consideration prior to publication of the advance notice 
and the notice of proposed rulemaking. The matter has been 
considered again. However, it has not been demonstrated to the 
Office that a large number of states have adopted the Model 
Rules. As noted in the notice of proposed rulemaking, at least Va. 
has rejected the Model Rules. Accordingly, the PTO will not, at 
this time, adopt the Model Rules. If a large number of states adopt 
the Model Rules in the future, the PTO would be willing to 
reconsider its position. 

One comment suggested that “before the Office” be inserted 
after the word “conduct” in § 10.23(b) (4), (5), and (6). This 
suggestion is not being adopted in view of the second sentence 
of § 10.1. 

A suggestion was received that “improperly” be inserted at 
the beginning of § 10.23(c) (4) (iii). This suggestion has been 
adopted. 

A suggestion was received that the word “patent” be inserted 
before “application” in § 10.23(c) (7). This suggestion has been 
adopted. 
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A suggestion was received that § 10.23(c) (15) be changed so 
that a trademark practitioner could present potentially scandal- 
ous subject matter in order to receive a determination on the 
merits of registrability. See e.g., In re McGinley, 660 F.2d 481, 
211 USPQ 668 (CCPA 1981). Section 10.23(c) (15) has been 
changed to refer only “making a scandalous or indecent state- 
ment in a paper filed in the Office.” 

Several individuals suggested that it may be difficult to 
determine the identity of tunder § 10.23(c)(8), particularly in 
corporate patent departments. The PTO will presume that prac- 
titioners know the identities of their clients and that information 
conveyed to the client is being conveyed in a manner acceptable 
to the client. 

Section 10.23(c)(12) has been changed in response to com- 
ments which suggested that it would be difficult for practitioners 
to comply with § 10.23(c)(12) on the one hand and §§ 10.24 and 
10.131 on the other hand. The purpose of § 10.23(c)(12) is to 
eliminate a frivolous complaint against practitioners. Accord- 
ingly, § 10.23(c)(12) has been changed to define as misconduct 
“knowningly filing, or causing to be filed, a frivolous complaint 
alleging a violation by a practitioner of the Patent and Trademark 
Office Code of Professional Responsibility.” 

Several individuals criticized § 10.24. The provisions of 
§ 10.24 are derived from DR 1-103 of the Code of Professional 
Responsibility of the American Bar Association (1970)—the 
rule currently applicable to practitioners. See 37 CFR §§ 1.344 
and 2.13. The PTO is not aware that the current rule causes any 
problems. Accordingly, the numerous suggestions to delete or 
amend § 10.24 are not being adopted. 

One comment was received which suggested that charging 
another person with trademark infringement and requesting that 
the person withdraw a pending application “might be. . . 
interpreted as a violation” of § 10.31(a). The PTO disagrees. A 
reasonable interpretation of the rule does not justify the unrea- 
sonable construction by the commentator. 

At the hearing, an individual discussed § 10.32. The individ- 
ual suggested that three “practices” should be sanctioned under 
any PTO Code of Professional Responsibility and it was sug- 
gested that all three practices might be prohibited by § 10.32. 
First, the individual suggested that “the giving of moderately 
priced presents . . . to established clients on appropriate occa- 
sions— Christmas, weddings of their daughters” should not 
constitute a violation of § 10.32. The PTO agrees. The giving of 
a gift to an “established client” on the occasions suggested is not 
a gift “to a person for recommending the practitioner’s services.” 
Second, the individual suggested that a practitioner should not be 
prohibited from “paying for ordinary client entertainment.” The 
PTO agrees. Again the “client” is not “a person recommending 
the practitioner’s services” in return for being entertained. Third, 
the individual argued that the rules should not preclude an 
“exchange of cases with foreign practitioners.” An “exchange” 
was said to occur “[w] here a foreign patent practitioner in his 
country sends cases to an American patent or trademark practi- 
tioner to prosecute before the PTO, and you send the foreign firm 
cases to prosecute before the foreign patent office, on the more 
or less explicit basis that it’s something in the nature of a trade.” 
According to the individual, the “exchange” ordinarily takes 
place without knowledge of the practitioner’s client. The indi- 
vidual expressed the opinion that “exchanges” without knowl- 
edge of the client presently occur routinely. The PTO believes 
that the suggested “exchange” may ethically take place only 
when the practitioner’s clients are fully advised of the exchange. 
Three other witnesses at the hearing expressed the view— 
correctly the PTO believes—that client knowledge is essential to 
an ethical exchange of the type contemplated. No change in § 
10.32 is being made. 

A suggestion was received that “in matters before the Office” 
be inserted after “professional employment” in § 
10.33. The suggestion is not being adopted in view of the second 
sentence of § 10.1. Another comment suggested that Rule 7.3 of 
the Model Rules of Professional Conduct (1983) be adopted in 
place of § 10.33. The suggestion is not being adopted. Section 
10.33 is based partly on Rule 7.3, but contains the additional 
language “under circumstances evidencing undue influence, 
intimidation, or overreaching.” Section 10.33 is designed to 
prohibit so-called “ambulance chasing.” In Ohralik v. Ohio State 
Bar Ass’ n., 436 U.S. 447 (1978), the Supreme Court held that a 
state could lawfully regulate ambulance chasing. In its opinion, 
the Supreme Court said: 
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We need not discuss or evaluate each of these interests in 
detail as appellant has conceded that the State has a legitimate 
and indeed “compelling” interest in preventing those aspects 
of solicitation that involve fraud, undue influence, intimida- 
tion, overreaching, and other forms of ‘vexatious conduct.’ 
We agree that protection of the public from these aspects of 
solicitation is a legitimate and important state interest. 


436 U.S. at 462. The additional language appearing in § 10.33:is 
designed to limit the application of § 10.33 to those situations in 
which the PTO has a legitimate interest. See also 35 U.S.C. 32 
and § 10.31(a). 

A suggestion was received that § 10.35(b) should be deleted. 
According to the suggestion, “[rjegulation of the practitioner’s 
business arrangements should be left to state regulation.” While 
the PTO is in general agreement with the rationale suggested, 
there exist partnerships of agents which are not subject to 
regulation by any state. Moreover, the commentator has not 
suggested or shown that § 10.35(b) is inconsistent with the policy 
of any state. Practitioners should not be free to hold themselves 
out as being associated with a partnership or other organizations 
when an association does not in fact exist. 

One comment suggested that “in the locality” be deleted from 
§ 10.36(b)(3). This suggestion is being adopted, because “in the 
locality” has no particular significance in the practice of patent 
and trademark law. Clients of patent and trademark practitioners 
are not necessarily located where counsel are located. Moreover, 
the practice is national in scope. 

An individual at the hearing suggested that the PTO should 
delete subparagraphs (1) and (2) from § 10.37(a). This sugges- 
tion is not being adopted. The individual suggested that a client 
need not know that “employment” has been referred to another 
practitioner or to a foreign practitioner. The PTO disagrees and 
so did three other individuals who expressed a view at the 
hearing. Moreover, the PTO believes that when “farming out” 
occurs with the consent of a client, that the fee division should be 

ional to the services rendered. Under § 10.37, “farming 
out” of work without knowledge and consent of a client will 
constitute a disciplinary rule violation. 

One commentator suggested that § 10.39 “may result in 
numerous claims to the effect that a practitioner brought a 
proceeding ‘merely for the purpose of harassing or maliciously 
injuring another person.’ “ Section 10.39 continues existing 
policy (37 CFR § 1.344 and DR 2-109 of the ABA Code (1970)). 
Under existing policy, the PTO has not experienced “numerous 
claims.” Accordingly, there is no reason to expect such claims 
under § 10.39. 

A suggestion was received that the first sentence of § 10.40(a) 
be changed to read: “A practitioner may withdraw from employ- 
ment in a proceeding before the Office without permission from 
the Commissioner in those instances in which a substitute has 
been selected and is willing to serve.” This suggestion is not 
being adopted. If “a substitute has been selected and is willing to 
serve,” presumably with the consent of the client, a new power 
of attorney may be filed in the PTO. Another commentator 
suggested that § 10.40 should not apply to corporate attorneys. 
This suggestion likewise is not being adopted. If a 
atorney changes jobs, the attorney should withdraw from repre- 
senting the “old” corporation or the old corporation should 
revoke any power of attorney. 

One comment suggested that the PTO should be under a 
burden of deciding requests for permission to withdraw within 
thirty (30) days. This suggestion is not being adopted, but it is and 
will continue to be PTO policy to promptly decide requests for 
permission to withdraw. 

One comment suggested that “, and may not withdraw in 
— matters,” be deleted from § 10.40(c). This suggestion has 

n 


One comment asked whether a power of attorney given 
during prosecution of a patent application continues to be viable 
after the patent is issued. The answer is “yes.” Communications 
received during reexamination proceedings are sent to the corre- 

address established during prosecution of the appli- 
cation which matures into the patent being reexamined. See 37 
CFR § 1.525. Notices concerning maintenance fees likewise are 


mailed to the corres nce address. See 37 CFR § 1.363, 49 
F.R. 34725 (Aug. 31, 1984). The commentator also raised a 
question of who is the client when a case is filed on behalf of an 
individual, but the individual’s assignee pays the practitioner’s 
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bills. Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes to 
make that fact plain on the record of a patent application, the 
practitioner may file an assignment and a power of attorney 
signed by the assignee. If a dispute should then occur between 
the individual and the assignee, the record would be clear that the 
assignee is the client. 

A comment suggested that § 10.40(a) “would appear to be 
unreasonable” in view of the language “giving due notice to 
another practitioner.” Such language does not appear in § 10.40(a). 

An oral comment was received by phone which questioned 
whether the use of para-legals or apprentices by a practitioner 
constitutes the unauthorized practice of law. If a para-legal or 
apprentice works under the direction of a practitioner and the 
practitioner does not allow the para-legal or apprentice to hold 
themselves out as a practitioner, there is no unauthorized prac- 
tice of law problem within the meaning of § 10.47. 

One comment discussing § 10.49 made the following state- 
ment: 


“... ifthe intent of this section is to prohibit a practitioner from 
forming a partnership with a lawyer who, while in good 
standing with his State bar, does not qualify to practice before 
the Office (either because he has not taken the patent exami- 
nation or is not qualified to handle trademark matters), then it 
should be stricken.” ; 


As explained in the notice of proposed rulemaking (49 F.R. 
33797, column 3), the PTO does not intend to prohibit formation 
of law firms by members of the Bar of any state. 

One comment suggested that “in matters before the Office” 
should be inserted after “employment” in § 10.62(a). This 
or is not being adopted in view of the second sentence 
of § 10.1. 

Another comment suggested that §§ 10.62 and 10.63 be 
replaced with Rule 3.7(b) of the Model Rules of Professional 
Conduct of the ABA (1983). For reasons already discussed, the 
PTO is not adopting the Model Rules. The comment went on to 
suggest that practitioners would not be free testify concerning 
attorney diligence in patent interference cases. The PTO has 
made it plain twice that it disagrees. See the advance notice (49 
F.R. 10016, column 3 (Mar. 16, 1984)) and the notice of pro- 
posed rulemaking (49 F.R. 33797, column 3, last paragraph 
(Aug. 24, 1984)). 

Acomment suggested that language in §§ 10.62 and 10.63 is 
not clear. Specificaily, the commentator referred to “solely to an 
uncontested matter” or “solely to a matter of formality.” This 
language occurs in the current rules and has not caused any 
known difficulty. 

Twocomments were received which suggested that § 10.64(b) 
should permit practitioners to pay fees which rightfully should 
be paid by a practitioner. This suggestion is being adopted and 
the following sentence has been added to § 10.64(b): “A 
practitioner may, however, advance any fee required to prevent 
or remedy an abandonment of a client’s application by reason of 
an act or omission attributable to the practitioner and not to the 
client, whether or not the client is ultimately liable for such fee.” 
One of the commentators supplied the following rationale with 
which the PTO agrees: 


It sometimes happens that payment of a fee is necessitated by 
some act or omission for which the practitioner and not the 
client is responsible. One example is a fee for an extension of 
time to respond to an Office Action (see 37 C.F.R. § 1.17 and 
§ 1.136), where the delay has resulted from the practitioner’s 
workload for other clients, or from the practitioner’s absence 
from his or her office for purposes unrelated to the client’s 
business. Another example is a petition fee for revival of an 
application unintentionally abandoned through some inad- 
vertent oversight on the practitioner’s part. In these circum- 
stances, it would seem unjust to require the client to bear the 
cost of the fee. 


One comment suggested that § 10.65 should be amended to 
indicate that it relates only to matters before the PTO. This 
TO is not being adopted in view of the second sentence 
of § 10.1. 

Another comment suggested that § 10.65(a) “may limit a 
practitioner serving on the board of directors of a client.” The 
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commentator went on to say that practitioners serving on boards 
of directors is a common practice. Inasmuch as the client con- 
sents to practitioner serving on the board, it is believed that § 
10.65 does not limit a practitioner as suggested by the commen- 
tator. 

One comment was received which suggested that § 10.66(d) 
be changed to exclude corporate patent departments. According 
to the comment, “why should an entire corporate patent depart- 
ment have to withdraw if one of its members has to withdraw for 
disciplinary reasons?” In situations where it would not be 

priate for an entire firm or department to withdraw, § 10.66(d) 
permits the Commissioner or the Director to so order. See e.g., 
Sunkist Growers, Inc. v. The Benjamin Ansehl Co., 221 USPQ 
1077 (Comm’r.Pat. 1984). Another comment suggested that § 
10.66 should be amended to indicate that it relates only to matters 
before the PTO. This suggestion is not being adopted in view of 
the second sentence of § 10.1. 

One comment was received which suggested that § 10.67 be 
amended to indicate that it relates only to matters before the PTO. 
This suggestion is not being adopted in view of the second 
sentence of § 10.1. 

A comment was received which suggested that § 10.68(c) 
might be construed to preclude a practitioner from joining a law 
firm where attorneys who are not registered to practice before the 
PTO “are in control,” i.e., are the “senior” partners. The defini- 
tion of practitioner (see § 10.1(r)) precludes such a construction, 
because any attorney in good standing in any State is a practitio- 
ner. Another comment suggested that § 10.68 be amended to 
indicate that it relates only to matters before the PTO. This 
suggestion is not being adopted in view of the second sentence 
of § 10.1. 

One comment was made at the hearing which suggested that 
modifiers, such as “knowingly, willfully, intentionally,” be in- 
serted in § 10.77. This suggestion is not being adopted. The PTO 
believes § 10.77 states clearly the prohibited conduct. 

A comment was received which suggested that §§ 10.77, 
10.78, and 10.84 be amended to indicate that they refer only to 
matters before the PTO. This suggestion is not being adopted in 
view of the second sentence of § 10.1. 

One comment suggested that the term “unwarranted” in 
§ 10.85(a) (2) is “too vague as to its limits.” The PTO disagrees. 
Contrary to the suggestion by the commentator, it is believed that 
practitioners can readily determine whether they are advocating 
a position that is unwarranted under existing law. 

Acomment was received which suggested that § 10.85(b) can 
place a difficult burden on patent counsel. In support of his 
position, the commentator gave two examples and commented 
on both examples as follows: 


Example 1: 

A client engages a patent attorney in the preparation of a 
patent application, and the patent attorney goes through the usual 
routine of advising the client of statutory bars, duty to disclose, 
etc. The attorney prepares and files the application, and during 
the course of the prosecution, the client informs the attorney of 
some activities that occurred a couple of years before filing the 
application, which activities might constitute an offer for sale. 
The attorney advises that this must be disclosed to the Patent 
Examiner, but the applicant refuses to follow this course of 
action and discharges the patent attorney. The client then en- 
gages another attorney to complete the prosecution, without 
telling the new attorney of the potentially damaging prior art. 
Comment: 

In accordance with my interpretation of § 10.85(b), the first 
attorney would be required to disclose this situation to the Office, 
unless the term “prepetrated a fraud” as it appears in that rule 
does not include the deliberate failure to disclose relevant prior 
art. My concern is that this could make for some very poor 
relationships with the client who might not understand the 
attorney’s duty of disclosure before the Office. 


Example 2: 

A rather poor inventor has managed to drum up enough 
money for the filing fee for a patent application and then pro- 
ceeds to prepare and file his own patent application, without the 
assistance of a patent attorney. After a few months, the inventor 
obtains some financing from an investor, and the inventor and 
the investor consult the patent attorney to see if he would 
continue with the prosecution of the application. The attorney 
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reviews the fact pattern and informs both the inventor and the 
investor that there is unquestionably some prior art, in the form 
of an earlier publication by the inventor, which must be disclosed 
before the Office. When the inventor and the investor find that 
the attorney intends to disclose this prior art as soon as he is 
engaged as their attorney, the inventor and the investor tell the 
attorney that they would rather engage the services of some other 
patent attorney, and that they will not tell the second attorney of 
the prior art. 

Comment: 

As I would interpret § 10.85 (b), the first patent attorney 
would be obliged to inform the Office of the relevant prior art. 
The first patent attorney would likely have the serial number and 
filing date of the application, and it would appear to me that the 
patent attorney would have to disclose not only the prior art, but 
also disclose the intent of the inventor and the investor not to 
disclose the same. This is pretty harsh treatment, and I can see 
where the inventor and the investor would have some very hard 
feelings against the patent attorney. 

The PTO agrees that under the circumstances of Example 1, 
a “client... might not understand the attomey’s duty of disclo- 
sure...“ Likewise, the PTO can understand “where the inventor 
and the investor [in Example 2] would have some very hard 
feelings against the patent attorney.” Nevertheless, the commen- 
tator has correctly noted in each case that the practitioner is 
required to advise the PTO. The practitioner’s obligation under 
§ 10.85(b) has not been changed by the rules and is mandated by 
Kingsland v. Dorsey, 338 U.S. 318 (1949). See also Nahstoll, 
The Lawyer’ s Allegiance: Priorities Regarding Confidentiality, 
41 Wash. & Lee L. Rev. 421 (1984). 

A comment was received which suggested that § 10.85 be 
amended to indicate that it pertains only to matters before the 
PTO. The suggestion is not being adopted in view of the second 
sentence of § 10.1. 

Twocomments were received which suggested that § 10.87(a) 
could be construed to prohibit a practitioner from recommend- 
ing that a client meet with an opposing party for settlement 
discussions. Both comments suggested that § 10.87(a) be 
amended to permit a practitioner to recommend that a client 
engage in settlement discussions directly with an opposing 
party. The suggestion is being adopted and the following sen- 
tence has been added to § 10.87(a): “It is not improper, however, 
for a practitioner to encourage a client to meet with an opposing 
party for settlement discussions.” 

A suggestion was made that § 10.87 be amended to indicate 
that it pertains only to matters before the PTO. The suggestion is 
not being adopted in view of the second sentence of § 10.1. 

One comment suggested that § 10.89(c) (5) be “eliminated on 
the grounds of vagueness” because one cannot “be expected to 
comply with apparently unpublished customs of courtesy or 
practice.” The suggestion is being adopted. Subparagraph (6) of 
§ 10.89(c) is being redesignated as subparagraph (5) and has also 
been changed to read: “Engage in undignified or discourteous 
conduct before the Office (see § 1.3 of this Subchapter).” 
Subparagraph (7) has been redesignated as subparagraph (6). 

Another comment discussing § 10.89 asked “since when 
must counsel cite to the Examiner in ex parte proceedings cases 
known to be directly adverse to the position being advocated?” 
Counsel are expected to advise patent and trademark examiners 
of known controlling authority which is contrary to a position 
being advocated. It is important for counsel to do so in ex parte 
cases because there is no advocate taking a position contrary to 
the position being taken by an applicant. See also Southern 
Pacific Transportation Co. v. Public Utilities Commission of the 
State of Calif., 716 F.2d 1285, 1291 (9th Cir. 1983). 

A commentator contended that § 10.89(a) “makes no sense” 
because a decision of the PTO may have been overruled by the 
Federal Circuit. Section 10.89(a) is limited to “a decision of the 
Office made in the course of a proceeding.” Practitioners are 
expected to follow interlocutory orders entered in PTO proceed- 
ings. Obviously if such an order is ultimately overruled or 
reversed by a court, it no longer need be followed. The same 
commentator suggested that § 10.89(c) (3) is not appropriate. 
Specifically, the commentator indicated that practitioners often 
rely on the specification of a patent application and prior art. The 
specification and prior art are evidence, not the “practitioner’s 
personal knowledge.” 

One commentator suggested that §§ 10.92 and 10.93 be 
amended to indicate that they relate solely to matters before the 
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sentence of § 10.1. 
A commentator at the hearing suggested that § 10.93 be 
to matters 
ts eneionsony Ceumsinuss or eaushors of tro Bound of Peso 
Interferences or the Trademark Trial and Board. In view 
of Public Law 98-622, November 8, 1984, the Board of Patent 
Interferences will cease to exist on February 8, 1985. All patent 
interference cases will be transfered to the Board of Patent 
Appeals and Interferences and will be assigned to an examiner- 
in-chief. Practitioners may consult an examiner-in-chief orally 
upon adequate notice to opposing counsel. A telephone confer- 
ence call may be arranged when opposing counsel desires to 
participate in the oral consultation. The same is true of the 
interlocutory examiners or members of the Trademark Trial and 
Appeal Board. Questions of a purely procedural nature may be 
asked. However, an examiner-in-chief or the interlocutory ex- 
aminer or member of the Trademark Trial and Appeal Board may 
nevertheless decline to answer without 


procedural questions 
opposing counsel being present or involved in a conference call. 


One commentator suggested that §§ 10.101, 10.102, 10.103, 
and 10.111 be amended to indicate that 


view of the second sentence of § 10.1. 

One comment suggested that practitioners residing in the 
United States should be able to maintain trust funds in a bank in 
any State. Le ig meer at 10.112(a) has 
tn chanendte Sighuneetie suggestion. However, if a State 
Oa a eee ee eee nen ee a 
practitioner would be required to keep funds in a bank in the State 
in order to comply with State rules. Another comment suggested 
that § 10.112(c)(2) is not practical. According to the commenta- 
tor, “invention samples and invention disclosures and drawings 
usually are the client’s property, but keeping them in a safe 
deposit box is totally impractical.” The commentator overlooks 
that portion of § 10.112(c)(2) which reads “in a safe deposit box 
or other place of safekeeping . . . .” A client may consent to a 
practitioner keeping invention samples, invention disclosures, 
and drawings in the practitioner’s office. The practitioner, of 
course, should see to it that the office is maintained with appro- 
priate security. 

An individual testified at the hearing that § 10.112 is notclear. 
According to the individual, “I think the rules should specify that 
if you get money up front from a client, whether it’s called a 
retainer, pre-payment, or whatever . . . that money has to be put 
into a trust fund or a trust account . . . and that you can’t take the 
money out and spend it until you have performed the services 
and sent a bill to the client that says X dollars has come out of your 
trust account in payment of Y services.” The PTO believes that 
§ 10.112(6)(2) specifies “that you can’t take the money out and 
spent it until you have performed the services” and that § 
10.112(c)(3) specifies that you must send “a bill to the client.” 
Accordingly, no change to § 10.112 is necessary. 

One commentator testified at the hearing that the PTO rules 
do not address “those individuals who, due to a mental or 
physical defect, are not able to bring themselves in conformity 
with the rules of conduct... .” On the contrary, § 10.130 specifies 
that any practitioner shown to be “incompetent” may be sus- 
pended or excluded. The commentator at the hearing referred to 
an individual “who has a drinking problem or one who is 
mentally incapable of representing people before the . . . Office.” 
The statute (35 USC. 32) a 32) and the rules address such an indi- 
vidual. Soames Snaaeesantes, the PTO has declined to 
adopt the suggesti in Manson, Helping Lawyers 
Who Need Help (But Wor tAsk Co tAskforit!). 25 Va. Bar News 27 (June 
1977). See 49 F.R. 10017, column 1 (Mar. 16, 1984). If an 
individual is suspended due to a drinking problem, reinstatement 
(see § 10.160) may be conditioned on a clear and convincing 
showing that the drinking problem has been overcome. 

One individual testified at the that a “statute of 
limitations” should be inserted in § 10.131. This suggestion is not 
being adopted. As the individual noted during testimony, statues 
of limitations do not apply in disciplinary proceedings. 

A suggestion was received that § 10.132 be changed to 
expressly provide that: 


No disposition adverse to the respondent shall be recom- 
mended by the Director until the respondent shall have been 
afforded the opportunity to be heard. 
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This suggestion is not being adopted. Section 10.132(a) 
provides that, where necessary, pipnedvangsm ae egg 
U.S.C. 558(c) prior to calling Committee on 
Discipline. Sctnengulenat a $S0(c) peovidew: 


in cases of willfulness or those in which public 

interest, or safety required otherwise, the with- 
drawal, ion, revocation, or annulment of a license is 
lawful only if, before the institution of agency proceedings 
therefor, the license has been given; 


(1) notice by the agency in writing of the facts or conduct 
which may warrant the action; and 

(2) opportunity to demonstrate or achieve compliance 
with all lawful requirements. 


Where appropriate, a notice under § 588(c) will be issued 
prior to the time the Director takes a case to the Committee on 
ae a me Rey a tegen nea 

the Committee on Discipline prior to deciding 
adeeeenaiie should be filed. 

Another suggestion was received which indicated that § 
10.132(c) should be changed so that the “accused practitioner . 

- [would] have the right to select an administrative law judge 
from a panel of such judges, such panel including the names of 
at least two law judges.” This suggestion is not being adopted. No 
rationale was given in support of the suggestion and there is no 
known reason to permit a respondent to select the particular 
administrative law judge (ALJ) to be assigned to hear the prac- 
titioner’s case. 

Several changes have been made in § 10.133 by the PTO 
which are not in response to any comment or suggestion. The 
language “§§ 10.132(b) and 10. 134" i in the first sentence of § 
10.133(b) has been changed to § 10.134". This change was made 
because a reference to § 10.132(b) is not necessary. The lan- 
guage “his or her resignation by filing” in the first sentence of § 
10.133(b) has also been deleted as . The second 
sentence of paragraph (b) of § 10. 133 has been replaced by new 
paragraphs (c) and (d). New (c) specifies the content 
of an affidavit of resignation filed prior to the date set by the ALJ 
for a hearing. New paragraph (d) specifies the content of an 
affidavit of resignation filed on or after the date set by the ALJ for 
a hearing. Old paragraph (c) has been redesignated as new 
paragraph (e) and the language “ (b)” therein has been 
changed to read “paragraphs (b) and (c)”. Old s (d) and 
(e) have been redesignated as new paragraphs (f) and (g), 
respectively 

in 10.133 has been added to define the 
conditions under which a practitioner may resign prior to the date 
set by the ALJ for a hearing. Experience has shown that practi- 
tioners do not readily resign prior to hearing if they are required 
to admit the charges against them and/or are required to admit 
that they could not have been defended against the charges or the 
subject of an investigation. Paragraph (c) does not require a 
practitioner to admit the charges or any lack of defense at the time 
of resignation. Rather, under § 10.133(c)(5), any admission is 
operative at the time of a request for reinstatement and only for 
the limited purpose of determining the request for reinstatement. 
By deferring the time when the practitioner makes the admis- 
sions, it is believed that settlements are more likely. Once a 
hearing begins, however, there is no reason to permit a resigna- 
tion without admission of the facts and a lack of defense. The 
admissions of paragraph (c)(5) are relevant in determining 
whether reinstatement should be granted and whether sufficient 
time has passed between resignation and any application for 
reinstatement. 

One comment was made at the hearing which suggested that 

“if, in fact there is a real stalemate in a discussion, that 
there be some avenue so that there be, in essence, binding 
arbitration” on the part of the respondent and the Director. This 
suggestion is not being adopted. There is no reason to impose 
binding arbitration in disciplinary matters. While settlements are 
to be encouraged, if the parties (the respondent and the Director) 
cannot reach a mutually agreeable settlement, the proper re- 
course is to proceed with the disciplinary proceeding. 

A suggestion was received that the second sentence of § 
10.138 be deleted. The suggestion is not being adopted. The 
second sentence of § 10.138 provides that evidence obtained by 
a subpoena under 35 U.S.C. Sa will net be athniioed eteas peice 
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approval was obtained from the ALJ to proceed under § 24. This 
provision is necessary to retain control over the proceedings in 
the ALJ. Moreover, an order authorizing a party to proceed under 
§ 24 can be helpful to any district court which is required to 
determine whether an individual should be compelled to answer 
counsel’s questions. Additional rationale in support of the PTO’s 
decision not to adopt the suggestion appears in the advance 
notice (49 F.R. 10019, columns 1 and 2) and in the notice of 
proposed rulemaking (49 F.R. 33800, column 1). 

Two individuals testified at the hearing concerning § 10.144. 
Section 10.144 provides that hearings in disciplinary cases will 
not be open to the public. One individual suggested that hearings 
in disciplinary matters should be opened to the public. The other 
individual took the opposite position and supported § 10.144 as 
proposed. The suggestion to open hearings to the public is not 
being adopted at this time. The PTO believes that a practitioner 
should not unnecessarily be exposed to charges of alleged 
wrongdoing until the practitioner is found to have violated the 
PTO Code of Professional Responsibility. Unnecessary and 
premature exposure could cause a practitioner’s clients to find 
other counsel based on mere allegations. Additionally, the PTO 
is required to maintain information concerning patent applica- 
tions in secrecy. 35 U.S.C. 122. In most disciplinary cases 
information concerning a patent application is revealed at any 
hearing. Accordingly, the PTO will not provide for public hear- 
ings. However, the PTO intends to further study the possibility of 
hearings open to the public (e.g., in a disciplinary proceeding 
involving only trademark matters) and may, in the future, pro- 
pose to modify § 10.144. 

Numerous comments were received which suggested that the 
burden of proof set forth in § 10.149 should be changed from 
“preponderance of evidence” to “clear and convincing evi- 
dence.” As announced at the hearing, this suggestion is being 
adopted. The “clear and convincing evidence” standard brings § 
10.149 in conformance with § 10.158(d)(1)(ii) which also re- 
quires proof by clear and convincing evidence. 

The term “clear and convincing evidence” is not succeptable 
to a precise definition. The PTO, therefore, deems it appropriate 
to set forth its views on what constitutes “clear and convincing 
evidence.” “Clear and convincing evidence” falls somewhere 
between proof beyond a reasonable doubt and proof by a prepon- 
derance of evidence. 

A reasonable doubt is a doubt based upon reason and com- 
mon sense—the kind of doubt that would make a reasonable 
person hesitate to act. Proof beyond a reasonable doubt must, 
therefore, be proof of such a convincing character that a person 
would be willing to rely and act upon it unhesitatingly in the most 
important of his or her affairs. Devitt, Federal Jury Practice and 
Instructions § 11.01 (2d ed. 1970). 

To establish a fact by a preponderance of evidence means to 
prove that fact is more likely so than not so. A preponderance of 
evidence means such evidence as, when considered and com- 
pared with that opposed to it, has more convincing force, and 
produces in the mind of the trier of fact a belief that what is sought 
to be proved is more likely true than not true. Devitt, supra at § 
7.01. 

Clear and convincing evidence is that measure or degree of 
proof which will produce in the mind of the trier of fact a firm 
belief or conviction as to an allegation sought to be established; 
it is more than a preponderance of evidence, but less than that 
required to establish guilt beyond a reasonable doubt. Hobson v. 
Eaton, 399 F.2d 781 (6th Cir. 1968). It does not mean clear and 
unequivocal.” Fred C. Walker Agency, Inc. v. Lucas, 215 Va. 
535, 540-541, 211 S.E.2d 88, 92 (1975). 

Several comments were received which suggested that § 
10.150 be changed to make the Federal Rules of Evidence 
applicable to disciplinary proceedings. The suggestion is not 
being adopted. The PTO has explained, in both the advance 
notice (49 F.R. 10020, column 2) and the notice of proposed 
rulemaking (49 F.R. 338001, columns | and 2) why it cannot 
adopt the Federal Rules of Evidence in disciplinary cases. The 
“Federal Rules of Evidence . . . do not apply to administrative 
proceedings . . . .” Davis, Administrative Law Treatise, § 14.01 
(Supp. 1970). The controlling law is set out in 5 U.S.C. 556(d) 
which provides in part: “Any oral or documentary evidence may 
be received, but the agency as a matter of policy shall provide for 
the exclusion of irrelevant, immaterial, or unduly repetitious 
evidence. A sanction may not be imposed or rule or order issued 
except on consideration of the whole record or those parts 
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thereof cited by a party and supported by and in accordance with 
the reliable, probative, and substantial evidence.” It appears to be 
the concern of some of the comments that the Administrative 
Procedure Act does not articulate an iate standard of 
evidence and that hearsay may be admitted. Suffice it to say that 
many adjudications occur daily under the Administrative Proce- 
dure Act, including disciplinary proceedings. The following 
language appearing in an opinion of the Eleventh Circuit in 
TRW-United Greenfield Division v. National Labor Relations 
Board, 716 F.2d 1391, 1394 (11th Cir. 1983), may be helpful: 


At the hearing the ALJ refused to allow five additional 
employees to testify that other employees told them that 
such a statement had been made. TRW contends it was 
denied a full and fair hearing by the exclusion of this 
testimony. The general rule is that administrative tribu- 
nals are not bound by the strict rules of evidence govern- 
ing jury trials. Opp Cotton Mills, Inc. v. Administrator of 
Wage & Hour Div.,312 U.S. 126, 155, 61 S.Ct. 524, 537, 
85 L.Ed. 624 (1971). Thus, the admission of testimony 
which would be deemed incompetent in judicial pro- 
ceedings would not invalidate the administrative order. 
Tagg Bros. & Moorhead v. United States, 280 U.S. 420, 
442, 50 S.Ct. 220, 225, 74 L.Ed. 524 (1930). But this 
assurance of a desirable flexibility in administrative 
procedure does not go so far as to justify orders without 
a basis in evidence having rational probative force. Mere 
uncorroborated hearsay or rumor does not constitute 
substantial evidence. Consolidated Edison Co. v. 
N.LR.B., 305 U.S. 197, 230, 59 S.Ct. 206, 217, 83 L.Ed. 
126 (1938). Therefore, the hearsay testimony of other 
employees would not have amounted to substantial evi- 
dence sufficient to support a finding for the company. 
We find that TRW was not denied a full and fair hearing 
by the judge’s refusal to admit hearsay testimony. 


See also Steadman v. Securities and Exchange Commission, 450 
U.S. 91, 98 n. 17 (1981); Richardson v. Perales, 402 U.S. 389, 
410-411 (1971); Brown v. Gamage, 377 F.2d 154, 158 (D.C.Cir.), 
cert. denied, 389 U.S. 858 (1967); Annotation, Hearsay Evi- 
dence In Proceedings Before Federal Administrative Agencies, 
6 ALR Fed 76 (1971); and Davis, Hearsay in Administrative 
Proceedings, 32 Geo. Wash. L. Rev. 689 (1964). 

A suggestion was received that § 10.151 be changed to make 
the deposition rules of the Federal Rules of Civil Procedure 
applicable to disciplinary proceedings. This suggestion is not 
being adopted. The discovery provisions of the Federal Rules of 
Civil Procedure are not being adopted by the PTO in disciplinary 
cases. Except for discovery which the parties agree to make 
voluntarily, all discovery under these rules will require the prior 
permission of the ALJ. This prior permission is designed to 
insure that the ALJ retains control over the proceeding. By 
requiring prior approval of the ALJ to take a deposition, the rules 
insure that the deposition will relate to evidence the ALJ deems 
to be relevant and will afford the ALJ the option of determining 
whether he or she wishes to observe the witness. 

Several comments were received which suggested that § 
10.152 be changed to permit more discovery. Some commenta- 
tors urged adoption of the discovery provisions of the Federal 
Rules of Civil Procedure relating to requests for admissions, 
interrogatories, and requests for production of documents. Other 
commentators felt that the discovery proposed in the notice of 
proposed rulemaking was not sufficient and that more discovery 
should be authorized. These latter commentators, however, did 
not urge adoption of the discovery provisions of the Federal 
Rules of Civil Procedure. As one commentator noted: 


Disciplinary proceedings are not in the nature of civil 
actions and full discovery within the scope of the Federal 
Rules of Civil Procedure is probably not needed or 
desirable. 


The PTO agrees that more discovery is appropriate than 
would have been authorized under § 10.152 as proposed. The 
PTO does not agree, however, that discovery should be com- 
mensurate in scope with the discovery provisions of the Federal 
Rules of Civil Procedure. 

One commentator at the hearing who urged adoption of the 
discovery provisions of the Federal Rules of Civil Procedure, 
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correctly recognized the existence of “concerns of the Patent 
{and Trademark] Office regarding what are alleged to be general 
discovery abuses.” There is ample basis for the PTO’s concern. 
See e.g., Pollack, Discovery—its Abuse and Correction, 80 
F.R.D. 219 (1979) (reproducing remarks made by Judge Pollack 
at the Fifth Circuit Judicial Conference on April 26, 1978 at New 
Orleans). The same commentator at the hearing went on to note, 
however, that if the ALJ “gets on top of acase and monitors acase 
very actively, then no discovery abuses will occur, and if they do, 
they will be dealt with swiftly and properly.” 

Advocates of discovery “reform” seemingly rely on two 
principles which are claimed to be the cure-all for discovery 
abuse: (1) active control by the judge and (2) sanctions. See e.g. 
Second Report of the Special Committee for the Study of Discov- 
ery Abuse, 92 F.R.D. 137 (1980). The PTO is not in a position to 
impose the most effective sanction—costs. However, the PTO 
can invest the ALJ with control over discovery. It is because the 
PTO can invest the ALJ with control over discovery that the 
suggestion for more discovery is being adopted. Section 10.152 
has been changed to permit discovery which the PTO believes 
will be effective. The scope of the discovery, however, will not 
be commensurate in scope with the Federal Rules of Civil 
Procedure. 

Paragraph (a) of § 10.152 will permit limited discovery an 
answer is filed. Discovery is not authorized prior to the filing of 
an answer. A party seeking discovery will have to make out a 
clear and convincing case to the ALJ that discovery is necessary 
and relevant. If discovery is authorized, the ALJ may set condi- 
tions he or she deems appropriate to accomplish the discovery. 
For example, the ALJ may set the place and time for inspection 
of documents which are required to be produced or the ALJ can 
order a party to mail copies of the documents to the other party. 
Under paragraph (a) of § 10.152, discovery is limited to a 
reasonable number of requests for admissions, interrogatories, 
or requests for production of documents and things. Considera- 
tion was given to setting numerical maximums for requests for 
admission, interrogatories and requests for production of docu- 
ments and things. See e.g., Local Rule 11.1 of the U.S. District 


Court for the Eastern District of Virginia. However, numerical 
maximums are not presently specified. Should discovery be- 
come a problem, the PTO will give further consideration to 


limiting the number 
file. 

Paragraph (b) of § 10.152 specified certain matters which 
cannot be discovered. Matter which will be used by another party 
solely for impeachment or cross-examination cannot be discov- 
ered. Documents which will be used as part of the Director’s 
case-in-chief or the respondent’s case-in-rebuttal or affirmative 
defenses are subject to discovery. Patent applications not avail- 
able to a respondent under 35 U.S.C. § 122 are not subject to 
discovery. Matter relating to disciplinary proceedings com- 
menced prior to the effective date of these rules is not available. 
For the most part, the reasons for a particular length of suspen- 
sion or disbarment have not been stated in the past. Accordingly, 
disciplinary proceedings commenced prior to these rules are not 
particularly relevant. See Poole v. United States, 54 A.F.T.R. 2d 
(P-H) 84-5536 (D.D.C. June 29, 1984). Prior disciplinary pro- 
ceedings which resulted in public discipline being imposed will 
continue to be available in the Office of the Director of Enroll- 
ment and Discipline. Respondents will continue to be free to 
inspect the files of those proceedings. Matters relating to experts, 
except as may be required by the ALJ under § 10.152(e), likewise 
are not subject to discovery. Privileged matter and attorney 
work product are excluded from matter which can be discover- 
ed. 

Paragraph (c) sets forth some factors the ALJ can consider in 
determining whether to authorize discovery or to limit discovery 
which is authorized. The factors include delay (which is a major 
consideration in disciplinary matters), burden on the party re- 
quired to produce discovery, availability of the discovery sought 
to the public (in which case, discovery may not be necessary), the 
extent to which the matter sought to be discovered is equally 
available to both parties, and the extent to which discovery is 
available from another source. 

Paragraph (d) of § 10.152 requires a party desiring discovery 
to file a motion which explains, in detail, how each request is 
relevant to an issue raised in the complaint or the answer. 

Paragraph (e) of § 10.152 sets out matter which the ALJ can 
require a party to produce in a pre-hearing statement. Subpara- 


of discovery requests which a party may 
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graph (4) states the matter the ALJ can require disclosed related 
to experts. 

The PTO has every reason to believe that the discovery 
authorized by § 10.152 will be useful and that sufficient authority 
has been given to the ALJ to effectively control discovery and 
prevent abuses. The PTO intends to monitor discovery closely in 
the future and will consider amending these rules if abuses occur. 

One comment suggested that § 10.154(b) be. modified by 
adding “any extenuating circumstances” as a matter to be con- 
sidered in imposing a penalty. This suggestion is being adopted. 
Another comment suggested that § 10.154 should address “pro- 
bation.” This suggestion is not being adopted. Nevertheless, the 
PTO has authority to place a practitioner on probation for all or 
a portion of any suspension and to revoke the probation upon a 
showing of a violation. See in re Dula, 1030 Official Gazette 20 
(May 17, 1983). 

One comment suggested that § 10.155 be modified to specify 
that the Director should serve a copy of any appeal “on the 
respondent or on the attorney for respondent.” This suggestion 
is not being adopted. However, in view of the suggestion the 
language “on the respondent” (both occurrences) in § 10.155(a) 
is being deleted. Section 10.142(a) specifies how service is made 
on a respondent who is represented by an attorney. 

A suggestion was received that § 10.157 be modified to 
provide that a stay would be entered in every case where a 
respondent seeks judicial review of a decision of the Commis- 
sioner. This suggestion was rejected at the time the notice of 
proposed rulemaking was published (49 F.R. 33802) and is not 
being adopted. There are cases where a stay is not appropriate, 
e.g., when the disbarred practitioner is incarcerated. There are 
other times when a stay may be appropriate. Accordingly, stays 
will be granted in the discretion of the Commissioner. 

Several comments were received discussing § 10.158. Some 
commentators suggested that § 10.158 was “too lenient” and 
another suggested that it was “too hard” on suspended and 
excluded practitioners. Section 10.158 is designed to advise 
suspended practitioners as to what they can and cannot do during 
any period of suspension. The PTO believes that § 10.158 strikes 
a reasonable balance in a difficult area. See the discussion 
concerning § 10.158 in the advance notice (49 F.R. 10021, 
columns 2 and 3). One comment suggested that § 10.158 should 
be made applicable to corporations. This suggestion is being 
adopted by appropriate changes in § 10.158(c) to refer to client- 
employers. Another comment suggested that § 10.158(b)(1) and 
(2) be changed to refer to matters before the PTO. This sugges- 
tion is also being adopted. 

An oral comment was received asking whether the Director 
could conduct an investigation in connection with a determina- 
tion under § 10.158(d). The Director may conduct whatever 
investigation is warranted to determine whether a suspended or 
excluded practitioner seeking reinstatement has complied with 
regulations relating to suspended and excluded practitioners. 

A comment was received regarding § 10.159(a) which sug- 
gested that the Director notify the American Bar Association 
National Discipline Data Bank when a practitioner is suspended 
or excluded. This suggestion is not being adopted as such. 
However, § 10.159(a) has been changed to authorize the Direc- 
tor to notify “any appropriate bar association.” The PTO is not 
inclined to mention any particular bar association by name in the 
rules. It will be the practice of the PTO to notify the National 
Discipline Data Bank, among others, when a practitioner is 
disciplined. Another comment suggested that the entire file of a 
disciplinary proceeding should not be open to the public when 
only some, but not all, charges are sustained. This suggestion is 
not being adopted. In most disciplinary matters, it would be 
highly inconvenient to segregate the relevant from the irrelevant. 
Moreover, once discipline is imposed, the principal rationale for 
keeping the file secret no longer exists. The disciplined practitio- 
ner will suffer whatever public embarassment results from disci- 
pline apart from whether part or all of the file is open to the public. 

With respect to § 10.160, one commentator suggested that the 
burden on the suspended or excluded practitioner for reinstat- 
ment be stated in the rules. This suggestion is being adopted and 
a “clear and convincing showing” requirement has been added 
to § 10.160(c). Section 10.149 sets out the burden on the Director 
for proof of allegations in the complaint and upon the respondent 
for proving affirmative defenses. The showing required by § 

10.158(d)(1) is by “clear and convincing evidence.” One com- 
mentator suggested that the 5-year period of § 10.160(b) should 
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be changed to a 3-year period. This suggestion is not being 
adopted. According to the commentator, the PTO has failed to 
state why a 5-year period was proposed. The commentator 
believes a 3-year period is more appropriate, although no reason 
is given in support of the commentator’s belief. The PTO, after 
considering the matter, has concluded that some period must be 
specified and there is no reason to change the 5-year period 
proposed. A commentator suggested that a practitioner sus- 
pended for less than six months should “automatically” be 
reinstated. This suggestion is not being adopted, because the 
Director, as a condition to any reinstatement, must find that the 
suspended practitioner complied with § 10.158. Another com- 
mentator questioned whether the rules should provide for appli- 
cation for reinstatement during a period of probation. The PTO 
believes the rules need not make provision for application for 
reinstatement during probation. For example, if a practitioner is 
suspended for a period of three years and it is ordered that the 
practitioner be actually suspended for at least one year and that 
the last two years the practitioner be placed on probation, the 
practitioner would be able to apply for reinstatement after serv- 
ing one year of the three year suspension. 

The PTO disagrees with the following comment concerning 
§ 10.161(b). “This clause is ex post facto legislation as it seeks 
retroactively an increase of penalties regarding conduct which 
occurred prior to the legislation.” No legislation is involved. 
Section 10.161(b) does not “increase penalties.” 


Table 1 
Principal Source of Sections 10.2 through 10.19 


Sec. 
10.1 (preamble) 


35 USC 31; Sperry v. Florida, 373 
U.S. 379, 402 (1963) 

10.1 35 USC 25; 28 USC 1746 

10.1(c) 5 USC 500(b) 

10.1(q) 1 USC 1 

10.1(aa) 35 USC 100(c) 

10.2(a) New 

10.2(b)(1) New, but see 37 CFR 1.341(i) (1983) 
10.2(b)(2) New, but see 37 CFR 1.348(a) (1983) 
10.2(c) New, but see 37 CFR 1.341(i) (1983) 
10.3 37 CFR 1.341(i) (1983) 

10.4(a) New 

10.4(b) New, but see 37 CFR 1.348(a) (1983) 
10.4(c) New 

10.5 37 CFR 1.341 (1983) 

10.6(a) 37 CFR 1.341(a) (1983) 

10.6(b) 37 CFR 1.341(b) (1983) 

10.6(c) 37 CFR 1.341(e) (1983) 

10.6(d) 37 CFR 1.341(f) (1983) 

10.6(e) 37 CFR 1.341(g) (1983) 

10.7(a), (b) 37 CFR 1.341(c) (1983) 

10.7(c) New 

10.8 37 CFR 1.341(h) (1983) 

10.9(a) 37 CFR 1.342 (1983) 

10.9(b) New 

10.10 37 CFR 1.343 (1983) 

10.11 37 CFR 1.347 (1983) 

10.12 [reserved] 

10.13 [reserved] 

10.14 5 USC 500(b) and 37 CFR 2.12 (1983) 
10.15 35 USC 32; 5 USC 500(d) (2); 37 CFR 
1.343 (1983); and 37 CFR 2.12(f) 

(1983) 
[reserved] 
[reserved] 
37 CFR 1.346 (1983) and 37 CFR 2.15 
(1983), see also Rule 11, FRCP 
35 USC 32 & Rule 11, FRCP 
[reserved] 


10.16 
10.17 
10.18(a) 


10.18(b) 
10.19 


Table 2 
Principle Source of Sections of 10.20 through 10.112, the 
PTO Code of Professional Responsibility 


Abbreviations: 
FRCP means Federal Rules of Civil Procedure 
MCPR means Model Code of Professional Responsibility of 
the ABA (1980) 
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MRPC means Model Rules of Professional Conduct of the 
ABA (1983) 

VCPR means the Virginia Code of Professional Responsibil- 
ity (1984) 


Sec. 

10.20 
10.21 
10.22 


~ 10.23(a) 


10.23(b)(1) 


10.23(b)(2)-(6) 
10.23(c(1)-(14) 
10.23(c)(15) 


10.23(c)(16)-(18) 


10.23(d) 


10.24 

10.25 through 
10.29 

10.30 

10.31(a) 

10.31(b) 

10.31(c) 

10.31(d) 

10.32 

10.33 

10.34 

10.35(a) 

10.35(b) 

10.36 

10.37 

10.38 

10.39 

10.40 

10.41 through 
10.45 

10.46 

10.47(a), (c) 

10.47(b) 


10.48 

10.49 

10.50 through 
10.55 

10.56 

10.57 

10.58 through 
10.60 

10.61 

10.62 

10.63 

10.64 

10.65 

10.66 

10.67 

10.68 

10.69 through 
10.75 

10.76 

10.77 

10.78 

10.79 through 
10.82 

10.83 

10.84 

10.85 

10.86 

10.87 

10.88 

10.89 

10.90 

10.91 

10.92 

10.93 

10.94 through 
10.99 


Preamble to MCPR (1980) 

MCPR Canon 1 (1980) 

MCPR DR 1-101 (1980) 

35 U.S.C. 32 

35 U.S.C. 32 and MCPR DR 1-102(A) (1) 
(1980) 

MCPR DR 1-102(A) (2)-(6) (1980) 

PTO created 

Rule 11, FRCP 

PTO created 

U.S. v. Beecroft, 608 F.2d 753 (9th 
Cir. 1979) 

MCPR 1-103 (1980) 


(reserved) 

MCPR Canon 2 (1980) 
35 U.S.C. 32 

5 U.S.C. 501 

37 CFR 1.345(c) (1983) 
Newly created 

MRPC Rule 7.2 (1983) 
MRPC Rule 7.3 (1983) 
MRPC Rule 7.4 (1983) 
5 U.S.C. 501 and MRPC Rule 7.5 (1983) 
MRPC Rule 7.5 (1983) 
MCPR DR 2-106 (1980) 
MCPR DR 2-107 (1980) 
MCPR DR 2-108 (1980) 
MCPR DR 2-109 (1980) 
MCPR DR 2-110 (1980) 


(reserved) 

MCPR Canon 3 (1980) 

MCPR DR 3-101 (1980) 

New (but see e.g., Crawford v. State 
Bar of California, 7 Cal. Rptr. 

746, 355 P.2d 490 (Cal. 1960)) 
MCPR DR 3-102 (1980) 

MCPR DR 3-103 (1980) 


(reserved) - 
MCPR Canon 4 (1980) 
MCPR DR 4-101 (1980) 


(reserved) 

MCPR Canon 5 (1980) 
MCPR DR 5-101 (1980) 
MCPR DR 5-102 (1980) 
MCPR DR 5-103 (1980) 
MCPR DR 5-104 (1980) 
MCPR DR 5-105 (1980) 
MCPR DR 5-106 (1980) 
MCPR DR 5-107 (1980) 


(reserved) 

MCPR Canon 6 (1980) 
MCPR DR 6-101 (1980) 
MCPR DR 6-102 (1980) 


(reserved) 

MCPR Canon 7 (1980) 
MCPR DR 7-101 (1980) 
MCPR DR 7-102 (1980) 
(reserved) 

MCPR DR 7-104 (1980) 
MCPR DR 7-105 (1980) 
MCPR DR 7-106 (1980) 
(reserved) 

(reserved) 

MCPR DR 7-109 (1980) 
VCPR DR 7-109 (1984) 


(reserved) 
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10.100 
10.101(a) 
10.101(b) 


MCPR Canon 8 (1980) 

MCPR DR 8-101 (1980) 

37 CFR 1.341(f) (1983) and 41 Cp. 
Att’y Gen. 21 (1949), reprinted in 
1949 Dec. Comm’r Pat. 1 

MCPR DR 8-102 (1980) 

MCPR DR 8-103 (1980) 


10.102 

10.103 

10.104 through 
10.109 

10.110 

10.111 

10.112 


(reserved) 

MCPR Canon 9 (1980) 
MCPR DR 9-101 (1980) 
MCPR DR 9-102 (1980) 


Table 3 
Principal Source of Sections 10.130 through 10.161 


Source 

35 U.S.C. 32 

New, but see 37 CFR 1.348(a) 
MCPR DR 1-103 (1980) 
New 

New 

New, but see 37 CFR 1.348(b) (1983) 
New 

37 CFR 1.348(b) (1983) 
New 

37 CFR 1.348(b) (1983) 
New 

New 

New 

5 USC S500(f) 

37 CFR 1.348(c) (1983) 
New 

37 CFR 1.348(c) (1983) 
37 CFR 1.348(c) (1983) 
New 

37 CFR 1.348(c) (1983) 
New 

5 USC 3105 

5 USC 556(c) 

New 

New 

New 

5 USC S500(b) 

New 

New 

New 

New 

New 


Section 

10.130 

10.131(a) 

10.131(b) 

10.131(c) 

10.132(a),(c) 

10.132(b) 

10.133 

10.134 

10.135(a)(1) 

10.135(a)(2) 

10.135(a)(3) 

10.135(b) 

10.135(c) 

10.135(d) 

10.136(a) 

10.136(b) 

10.136(c) 

10.136(d) 

10.136(e) 

10.137 

10.138 

10.139(a) 

10.139(b) 

10.139%c) 

10.139(d) 

10.139(e) 

10.140(a) 

10.140(b) 

10.141 

10.142 

10.143 

10.144 

10.145 New 

10.146-10.148 [reserved] 

10.149 New 

10.150(a) 5 USC 556(d) 

10.150(b) 37 CFR 1.348 (d) (3) (1983) 

10.150(c) New 

10.150(d) New 

10.150(e) New 

10.151 37 CFR 1.348(d) (3) (1983) 

10.152 New, see Silverman v. CFTC, 549 F.2d 
28 (7th Cir. 1977) 

New, but see 5 USC 557(c) 

See 5 USC 557(b) and 35 USC 32 

New 

New 

35 USC 32, Local Rule 1-26 (D.D.C.) 

New 

New 

New 

New 

[reserved] 

New, but see 37 CFR 1.183 


10.153 
10.154 
10.155 
10.156 
10.157 
10.158 
10.159 
10.160 
10.161 
10.162-10.169 
10.170 


Other Considerations: The rules will not have a significant 
impact on the quality of the human environment or the conser- 
vation of energy resources. 

The rules are in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354) and Executive Order 
12291. 

The General Counsel of the Department of Commerce has 
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certified to the Small Business Administration that the rules will 
not have a significant adverse economic impact on a substantial 
number of small entities (Regulatory Flexibility Act, Pub. L. 96- 
354). The rules regulate the conduct of attorneys and agents who 
represent individuals and juristic entities before the Patent and 
Trademark Office and would not be expected to result in an 
increase of fees charged by attorneys and agents to entities, 
including small entities. 

The Patent and Trademark Office has determined that the 
rules are not a major rule under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state, or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of the United States-based enter- 
prises to compete with foreign-based enterprises in domestic or 
export markets. 

The information reporting requirements contained in the 
rules have been approved by the Office of Management and 
Budget, OMB Control No. 0651-0012 and OMB Control No. 
0651-0017. 


List of Subjects in 37 CFR Parts 1, 2 and 10. 


Administrative practice and procedure, Authority delega- 
tions, 
Conflict of interests, Courts, Inventions and patents, 
Trademarks, Lawyers. 


For the reasons given in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 5 
U.S.C. 500; 15 U.S.C. 1123; and 35 U.S.C. 6, 31,32, and 41. Parts 
1, 2, and 10 of Title 37 of the Code of Federal Regulations are 
amended as set forth below: 


Part 1—Rules of Practice in Patent Cases 


1. Section 1.8 is amended by adding to paragraph (a) (12) a 
new subparagraph (xiii) to read as follows: 


§ 1.8 Certificate of mailing. 


(a) *** 
(2) *** 
(xiii) Papers filed in connection with a disciplinary pro- 
ceeding under Part 10 of this Subchapter. 
2. Section 1.21 is amended by adding to paragraph (a) two 
new subparagraphs (5) and (6) to read as follows: 


§ 1.21 Miscellaneous fees and charges. 


(a) ** * 
(5) For review of a decision of the Director of Enrollment 
and Discipline under § 10.2(c) 60.00 
(6) For requesting regrading of an examination under 
§ 10.7(c) 60.00 


*e KEE 


3. Section 1.31 is revised to read as follows: 


§ 1.31 Applicants may be represented by a registered attorney or 
agent. 


An applicant for patent may file and prosecute his or her own 
case, or he or she may be represented by a registered attorney, 
registered agent, or other individual authorized to practice be- 
fore the Patent and Trademark Office in patent cases. See §§ 
10.6 and 10.9 of this Subchapter. The Patent and Trademark 
Office cannot aid in the selection of a registered attorney or 
agent. 

4. Section 1.33 is amended by removing from paragraph (c) 
“1.341 and 1.347” and inserting in its place “10.5 and 10.11”. 
‘ < Section 1.34 is amended by revising paragraph (a) as 

ollows: 


§ 1.34 Recognition for representation. 
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(a) When a registered attorney or agent acting in a represen- 
tative capacity appears in person or signs a paper in practice 
before the Patent and Trademark Office in a patent case, his or 
her personal appearance or signature shall constitute a represen- 
tation to the Patent and Trademark Office that under the provi- 
sions of this Subchapter and the law, he or she is authorized to 
represent the particular party in whose behalf he or she acts. In 
filing such a paper, the registered attorney or agent should 
specify his or her registration number with his or her signature. 
Further proof of authority to act in a representative capacity may 
be required. 


*e KK 


6. Section 1.56 is amended by removing from paragraphs (f) 
and (h) “1.346” and inserting in its place “10.18”. 

7. The center heading preceding § 1.341 is removed. 

8. Sections 1.341 through 1.348 are removed. 

9. Section 1.455 is amended by removing from paragraph (a) 
“1.341” and inserting in its place “10.10”. 

Part 2—Rules of Practice in Trademark Cases 

10. Section 2.11 is revised to read as follows: 


§ 2.11 Applicants may be represented by an attorney. 


The owner of a trademark may file and prosecute his or her 
own application for registration of such trademark, or he or she 
may be represented by an attorney or other individual authorized 
to practice in trademark cases under § 10.14 of this Subchapter. 
The Patent and Trademark Office cannot aid in the selection of 
an attorney or other representative. 

11. Sections 2.12 through 2.16 are removed. 

12. Section 2.17 is amended by revising paragraph (a) as 
follows: 


§ 2.17 Recognition for representation. 


(a) When an attorney as defined in § 10.1(c) of this Subchap- 
ter acting in a representative capacity appears in person or signs 
a paper in practice before the Patent and Trademark Office in a 
trademark case, his or her personal appearance or signature shall 
constitute a representation to the Patent and Trademark Office 
that, under the provisions of § 10.14 and the law he or she is 
authorized to represent the particular party in whose behalf he or 
she acts. Further proof of authority to act in a representative 
capacity may be required. 


*eeEK 
13. Section 2.19 is revised to read as follows: 


§ 2.19 Revocation of power of attorney or of other authorization 
to represent, withdrawal. 


(a) Authority to represent an applicant or a party to a proceed- 
ing may be revoked at any stage in the proceedings of acase upon 
notification to the Commissioner; and when it is so revoked, the 
Office will communicate directly with the applicant or party to 
the proceeding or with such other qualified person as may be 
authorized. The Patent and Trademark Office will notify the 
person affected of the revocation of his or her authorization. 

(b) An individual authorized to represent an applicant or party 
in a trademark case may withdraw upon application to and 
approval by the Commissioner. 

14. The following Part 10 is added: 


Part 10—Representation of others before the Patent and 
Trademark Office 


Sec. 
10.1 
10.2 
10.3 
10.4 


Definitions 

Director of Enrollment and Discipline 
Committee on Enrollment 

Committee on Discipline 


Individuals Entitled to Practice Before the Patent and 
Trademark Office 
10.5 Register of attorneys and agents in 
patent cases 
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10.6 
10.7 
10.8 
10.9 
10.10 


Registration of attorneys and agents 

Requirements for registration 

Oath and registration fee 

Limited recognition in patent cases 

Individuals not registered or 
recognized to practice in patent 
cases 

Removing names from the register 

[reserved] 

Individuals who may practice before 
the Office in trademark and other 
non-patent cases 

Refusal to recognize a practitioner 

[reserved] 

Signature and certificate of 
practitioner 

[reserved] 


10.11 
10.12-10.13 
10.14 


10.15 
10.16-10.17 
10.18 


10.19 


Patent and Trademark Office Code of Professional 
Responsibility 


10.20 
10.21 
10.22 


Canons and Disciplinary Rules 

Canon 1 

Maintaining integrity and competence 
of the legal profession 

Misconduct 

Disclosure of information to 

authorities 

[reserved] 

Canon 2 

Communications concerning a 
practitioner’s services 

Advertising 

Direct contact with prospective 
clients 

Communication of fields of practice 

Firm names and letterheads 

Fees for legal services 

Division of fees among practitioners 

Agreements restricting the practice 
of a practitioner 

Acceptance of employment 

Withdrawal from employment 

[reserved] 

Canon 3 

Aiding unauthorized practice of law 

Sharing legal fees 

Forming a partnership with a non- 
practitioner 

[reserved] 

Canon 4 

Preservation of confidences and 
secrets of a client 

[reserved] 

Canon 5 

Refusing employment when the interest 
of the practitioner may impair the 
practitioner’s independent 
professional judgment 

Withdrawal when the practitioner 
becomes a witness 

Avoiding acquisition of interest in 

litigation or proceeding before 

the Office 

Limiting business relations with a 

client 

Refusing to accept or continue 
employment if the interests of 
another client may impair the 
independent professional judgment 
of the practitioner 

Settling similar claims of clients 

Avoiding influence by others than the 
client 

[reserved] 

Canon 6 

Failing to act competently 

Limiting liability to client 

[reserved] 


10.23 
10.24 


10.25-10.29 
10.30 
10.31 


10.32 
10.33 


10.34 
10.35 
10.36 
10.37 
10.38 


10.39 
10.40 
10.41-10.45 
10.46 
10.47 
10.48 
10.49 


10.50-10.55 
10.56 
10.57 


10.58-10.60 
10.61 
10.62 


10.67 
10.68 


10.69-10.75 
10.76 
10.77 
10.78 
10.79-10.82 
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10.83 
10.84 
10.85 


Canon 7 

Representing a client zealously 

Representing a client within the 
bounds of the law 

[reserved] 

Communicating with one of adverse 
interest 

Threatening criminal prosecution 

Conduct in proceedings 

[reserved] 

Contact with witnesses 

Contact with officials 

[reserved] 

Canon 8 

Action as a public official 

Statements concerning officials 

Practitioner candidate for judicial 
office 

[reserved] 

Canon 9 

Avoiding even the appearance of 
impropriety 

Preserving identity of funds and 


property of client 
[reserved] 


10.86 
10.87 


10.88 

10.89 
10.90-10.91 
10.92 

10.93 
10.94-10.99 
10.100 
10.101 
10.102 
10.103 


10.104-10.109 
10.110 
10.111 


10.112 
10.113-10.129 
Investigations and Disciplinary Procedures 


Reprimand, suspension or exclusion 

Investigations 

Initiating a disciplinary proceeding; 
reference to an administrative law 
judge 

Conference between Director and 
practitioner; resignation 

Complaint 

Service of complaint 

Answer to complaint 

Supplemental complaint 

Contested case 

Administrative law judge; 
appointment; responsibilities; 
review of interlocutory orders; 
stays 

Representative for Director or 
respondent 

Filing of papers 

Service of papers 

Motions 

Hearings 

Proof; variance; amendment of 
pleadings 

[reserved] 

Burden of proof 

Evidence 

Depositions 

Discovery 

Proposed findings and conclusions; 
post-hearing memorandum 

Initial decisions of administrative 
law judge 

Appeal to the Commissioner 

Decision of the Commissioner 

Review of Commissioner’s final 
decision 

Suspended or excluded practitioner 

Notice of suspension or exclusion 

Petition for reinstatement 

Savings clause 

[reserved] 

Suspension of rules 


10.140 


10.141 
10.142 
10.143 
10.144 
10.145 


10.146-10.148 
10.149 
10.150 
10.151 
10.152 
10.153 


10.154 


10.155 
10.156 
10.157 


10.158 
10.159 
10.160 
10.161 
10.162-10.169 
10.170 


Authority: 5 U.S.C. 500: 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41 


Part 10—Representation of others before the Patent and 
Trademark Office 


$§ 10.1 Definitions. 
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This part governs solely the practice of patent, trademark, and 
other law before the Patent and Trademark Office. Nothing in 
this part shall be construed to preempt the authority of each State 
to regulate the practice of law, except to the extent necessary for 
the Patent and Trademark Office to accomplish its federal objec- 
tives. Unless otherwise clear from the context, the following 
definitions apply to this part: 


(a) “Affidavit” means affidavit, declaration under 35 U.S.C. 
25 (see § 1.68 and § 2.20 of this Subchapter), or statutory 
declaration under 28 U.S.C. 1746. 

(b) “Application” includes an application for a design, plant, 
or utility patent, an application to reissue any patent, and an 
application to register a trademark. 

(c) “Attorney” or “lawyer” means an individual who is a 
member in good standing of the bar of any United States court or 
the highest court of any State. A “non-lawyer” is a person who 
is not an attorney or lawyer. 

(d) “Canon” is defined in § 10.20(a). 

(e) “Confidence” is defined in § 10.57(a). 

(f) “Differing interests” include every interest that may ad- 
versely affect either the judgment or the loyalty of a practitioner 
to a client, whether it be a conflicting, inconsistent, diverse, or 
other interest. 

(g) “Director” means the Director of Enrollment and Disci- 
pline. 

(h) “Disciplinary Rule” is defined in § 10.20(b). 

(i) “Employee of a tribunal” includes all employees of courts, 
the Office, and other adjudicatory bodies. 

(j) “Giving information” within the meaning of 
§ 10.23(c)(2) includes making (1) a written statement or repre- 
sentation or (2) an oral statement or representation. 

(k) “Law firm” includes a professional legal corporation or a 
partnership. 

(1) “Legal counsel” means practitioner. 

(m) “Legal profession” includes the individuals who are 
lawfully engaged in practice of patent, trademark, and other law 
before the Office. 

(n) “Legal service” means any legal service which may 
lawfully be performed by a practitioner before the Office. 

(o) “Legal System” includes the Office and courts and 
adjudicatory bodies which review matters on which the Office 
has acted. 

(p) “Office” means Patent and Trademark Office. 

(q) “Person” includes a corporation, an association, a trust, a 
partnership, and any other organization or legal entity. 

(r) “Practitioner” means (1) an attorney or agent registered to 
practice before the Office in patent cases or (2) an individual 
authorized under 5 U.S.C. 500(b) or otherwise as provided by 
this Subchapter, to practice before the Office in trademark cases 
or other non-patent cases. A “suspended or excluded practitio- 
ner” is a practitioner who is suspended or excluded under § 
10.156. A “non-practitioner” is an individual who is not a 
practitioner. 

(s) A “proceeding before the Office” includes an application, 
a reexamination, a protest, a public use proceeding, a patent 
interference, an inter partes trademark proceeding, or any other 
proceeding which is pending before the Office. 

(t) “Professional legal corporation” means a corporation 
authorized by law to practice law for profit. 

(u) “Registration” means registration to practice before the 
Office in patent cases. 

(v) “Respondent” is defined in § 10.134(a)(1). 

(w) “Secret” is defined in § 10.57(a). 

(x) “Solicit” is defined in § 10.33. 

(y) “State” includes the District of Columbia, Puerto Rico, 
and other federal territories and possessions. 

(z) “Tribunal” includes courts, the Office, and other adjudica- 
tory bodies. 

(aa) “United States” means the United States of America, its - 
territories and possessions. 


§ 10.2 Director of Enrollment and Discipline. 


(a) Appointment. The Commissioner shall appoint a Director 
of Enrollment and Discipline. In the event of the absence of the 
Director or a vacancy in the office of the Director, the Commis- 
sioner may designate an employee of the Office to serve as acting 
Director of Enrollment and Discipline. The Director and any 
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acting Director shall be an active member in good standing of the 
bar of a State. 


(b) Duties. The Director shall: 


(1) Receive and act upon applications for registration, 
prepare and grade the examination provided for in § 10.7(b), 
maintain the register provided for in § 10.5, and perform such 
other duties in connection with enrollment and recognition of 
attorneys and agents as may be necessary. 

(2) Conduct investigations into possible violations by 
practitioners of Disciplinary Rules, with the consent of the 
Committee on Discipline initiate disciplinary proceedings under 
§ 10.132(b), and perform such other duties in connection with 
investigations and disciplinary proceedings as may be neces- 
sary. 


(c) Review of Director’s decision. Any final decision of the 
Director refusing to register an individual under § 10.6, recog- 
nize an individual under §§ 10.9 or 10.14(c), or reinstate a 
suspended or excluded petitioner under § 10.160, may be re- 
viewed by petition to the Commissioner upon payment of the fee 
set forth in § 1.21(a)(5). A petition filed more than 30 days after 
the date of the decision of the Director may be dismissed as 
untimely. Any petition shall contain (1) a statement of the facts 
involved and the points to be reviewed and (2) the action 
requested. Briefs or memoranda, if any, in support of the petition 
shall accompany or be embodied therein. The petition will be 
decided on the basis of the record made before the Director and 
no new evidence will be considered by the Commissioner in 
deciding the petition. Copies of documents already of record 
before the Director shall not be submitted with the petition. An 
oral hearing on the petition will not be granted except when 
considered necessary by the Commissioner. 

(OMB Control No. 0651-0012). 


§ 10.3 Committee on Enrollment. 


(a) The Commissioner may establish a Committee on Enroll- 
ment composed of one or more employees of the Office. 

(b) The Committee on Enrollment shall, as necessary, advise 
the Director in connection with the Director’s duties under 
§ 10.2(b)(1). 


§ 10.4 Committee on Discipline. 


(a) The Commissioner shall appoint a Committee on Disci- 
pline. The Committee on Discipline shall consist of the at least 
three employees of the Office, none of whom reports directly or 
indirectly to the Director or the Solicitor. Each member of the 
Committee on Discipline shall be a member in good standing of 
the bar of a State. 

(b) The Committee on Discipline shall meet at the request of 
the Director and after reviewing evidence presented by the 
Director shall, by majority vote, determine whether there is 
probable cause to bring charges under § 10.132 against a prac- 
titioner. When charges are brought against a practitioner, no 
member of the Committee on Discipline, employee under the 
direction of the Director, or associate solicitor or assistant solici- 
tor in the Office of the Solicitor shall participate in rendering a 
decision on the charges. 

(c) No discovery shall be authorized of, and no member of the 
Committee on Discipline shall be required to testify about, 
deliberations of the Committee on Discipline. 


Individuals Entitled to Practice 
Before the Patent and Trademark Office 


§ 10.5 Register of attorneys and agents in patent cases. 


A register of attorneys and agents is kept in the Office on 
which are entered the names of all individuals recognized as 
entitled to represent applicants before the Office in the prepara- 
tion and prosecution of applications for patent. Registration in 
the Office under provisions of this part shall only entitle the 
individuals registered to practice before the Office in patent 
cases. 


§ 10.6 Registration of attorneys and agents. 
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(a) Attorneys. Any citizen of the United States who is an 
attorney and who fulfills the requirements of this part may be 
registered as a patent attorney to practice before the Office. 
When appropriate, any alien who is an attorney, who lawfully 
resides in the United States, and who fulfills the requirements of 
this part may be registered as a patent attorney to practice before 
the Office, provided: registration is not inconsistent with the 
terms upon which the alien was admitted to, and resides in, the 
United States and further provided: the alien may remain regis- 
tered only (1) if the alien continues to lawfully reside in the 
United States and registation does not become inconsistent with 
the terms upon which the alien continues to lawfully reside in the 
United States or (2) if the alien ceases to reside in the United 
States, the alien is qualified to be registered under paragraph (c) 
of this section. See also § 10.9(b). 

(b) Agents. Any citizen of the United States who is not an 
attorney and who fulfills the requirements of this part may be 
registered as a patent agent to practice before the Office. When 
appropriate, any alien who is not an attorney, who lawfully 
resides in the United States, and who fulfills the requirements of 
this part may be registered as a patent agent to practice before the 
Office, provided: registration is not inconsistent with the terms 
upon which the alien was admitted to, and resides in, the United 
States, and further provided: the alien may remain registered 
only (1) if the alien continues to lawfully reside in the United 
States and registration does not become inconsistent with the 
terms upon which the alien continues to lawfully reside in the 
United States or (2) if the alien ceases to reside in the United 
States, the alien is qualified to be registered under paragraph (c) 
of this section. See also § 10.9(b). 

Note: All individuals registered prior to Nov. 15, 1938, were 

registered as attorneys, whether they were attorneys or not, 

and such registrations have not been changed. 

(c) Foreigners. Any foreigner not a resident of the United 
States who shall file proof to the satisfaction of the Director that 
he or she is registered and in good standing before the patent 
office of the country in which he or she resides and practices and 
who is possessed of the qualifications stated in § 10.7, may be 
registered as a patent agent to practice before the Office for the 
limited purpose of presenting and prosecuting patent applica- 
tions of applicants located in such country, provided: the patent 
office of such country allows substantially reciprocal privileges 
to those admitted to practice before the United States Patent and 
Trademark Office. Registration as a patent agent under this 
paragraph shall continue only during the period that the condi- 
tions specified in this paragraph obtain. 

(d) Government employees. Any officer or employee of the 
United States who is disqualified by statute (18 U.S.C. 203, 205) 
from practicing as an attorney or agent in proceedings or other 
matters before Government departments or agencies, may not be 
registered to practice before the Office. If any registered attorney 
or agent becomes an officer or employee of the United States 
who is disqualified by statute from practicing as an attorney or 
agent in proceedings and other matters before Government 
departments or agencies, his or her name shall be endorsed as 
inactive on the register during the period of any employment by 
the United States. An officer or employee of the United States 
whose official duties require the preparation and prosecution of 
applications for patent and who fulfills the requirements of this 
part may be registered to practice before the Office to the extent 
necessary to carry out his or her official duties. A written 
statement describing the official duties of the officer or em- 
ployee and signed on behalf of the agency employing the officer 
or employee may be required by the Director. 

(e) Former Office employees. No individual who has served 
in the Office will be registered after termination of his or her 
services, nor if registered before such service, be reinstated, 
unless he or she signs a written statement indicating that he or she 
has read 18 U.S.C. 207. No individual who has served in the 
patent examining corps of the Office will be registered after 
termination of his or her services, nor if registered before such 
service, be reinstated, unless he or she signs a written undertak- 
ing (1) not to prosecute or aid in any manner in the prosecution 
of any patent application pending in any patent examining group 
during his or her period of service therein and (2) not to prepare 
or prosecute or to assist in any manner in the preparation or 
prosecution of any patent application of another (i) assigned to 
such group for examination and (ii) filed within two years after 
the date he or she left such group, without written authorization 
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of the Director. Associated and related classes in other patent 
examining groups may be required to be included in the under- 
taking or designated classes may be excluded from the undertak- 
ing. When an application for registration or reinstatement is 
made after resignation from the Office, the applicant will not be 
registered or reinstated if he or she has prepared or prosecuted or 
assisted in the preparation or prosecution of any patent applica- 
tion as indicated in this paragraph. 

(OMB Control No. 0651-0012) 


§ 10.7 Requirements for registration. 


(a) No individual will be registered to practice before the 
Office unless he or she shall: 


(1) apply to the Commissioner in writing on a form sup- 
plied by the Director and furnish all requested information and 
material and 

(2) establish to the satisfaction of the Director that he or she 
is: 

(i) of good moral character and repute; 

(ii) possessed of the legal, scientific, and technical quali- 
fications necessary to enable him or her to render applicants for 
patents valuable service; and 

(iii) is otherwise competent to advise and assist appli- 
cants for patents in the presentation and prosecution of their 
applications before the Office. 


(b) In order that the Director may determine whether an 
individual seeking to have his or her name placed upon the 
register has the qualifications specified in paragraph (a) of this 
section, satisfactory proof of good moral character and repute 
and of sufficient basic training in scientific and technical matters 
must be submitted to the Director. Except as provided in this 
paragraph, each applicant for registration must take and pass an 
examination which is held from time to time. Each application 
for admission to take the examination for registration must be 
accompanied by the fee set forth in § 1.21(a)(1) of this Subchap- 
ter. The taking of an examination may be waived in the case of 
any individual who has actively served for at least four years in 
the patent examining corps of the Office. The examination will 
not be administered as a mere academic exercise. 

(c) Within two months from the date an applicant is notified 
that he or she failed an examination, the applicant may request 
regrading of the examination upon payment of the fee set forth 
in § 1.21(a)(6). Any applicant requesting regrading shall particu- 
larly point out the errors which the applicant believed occurred 
in the grading of his or her examination. 

(OMB Control No. 0651-0012) 


§ 10.8 Oath and registration fee. 


Before an individual may have his or her name entered on the 
register of attorneys and agents, the individual must, after his or 
her application is approved, subscribe and swear to an oath or 
make a declaration prescribed by the Commissioner and pay the 
registration fee set forth in § 1.21(a)(2) of this Subchapter. 

(OMB Control No. 0651-0012) 


§ 10.9 Limited recognition in patent cases. 


(a) Any individual not registered under § 10.6 may, upon a 
showing of circumstances which render it necessary or justifi- 
able, be given limited recognition by the Director to prosecute as 
attorney or agent a specified application or specified applica- 
tions, but limited recognition under this paragraph shall not 
extend further than the application or applications speci- 
fied. 

(b) When registration of a resident alien under paragraphs (a) 
or (b) of § 10.6 is not appropriate, the resident alien may be given 
limited recognition as may be appropriate under paragraph (a) of 
this section. 


§ 10.10 Individuals not registered or recognized to practice in 
patent cases. 


Only practitioners who are registered under § 10.6 or indi- 
viduals given limited recognition under § 10.9 will be permitted 
to prosecute patent applications of others before the Office. 
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§ 10.11 Removing names from the register. 


(a) Registered attorneys and agents shall notify the Director 
of any change of address. Any notification to the Director of any 
change of address shall be separate from any notice of change of 
address filed in individual applications. 

(b) A letter may be addressed to any individual on the register, 
at the address of which separate notice was last received by the 
Director, for the purpose of ascertaining whether such individual 
desires to remain on the register. The name of any individual 
failing to reply and give any information requested by the 
Director within a time limit specified will be removed from the 
register and the names of individuals so removed will be 
published in the Official Gazette. The name of any individual so 
removed may be reinstated on the register as may be appropriate 
and upon payment of the fee set forth in § 1.21(a)(3) of this 
Subchapter. 

(OMB Control No. 0651-0012) 


§§ 10.12-10.13 [reserved] 


§ 10.14 Individuals who may practice before the Office in 
trademark and other non-patent cases. 


(a) Attorneys. Any individua! who is an attorney may repre- 
sent others before the Office in trademark and other non-patent 
cases. An attorney is not required to apply for registration or 
recognition to practice before the Office in trademark and other 
non-patent cases. 

(b) Non-lawyers. Individuals who are not attorneys are not 
recognized to practice before the Office in trademark and other 
non-patent cases, except that individuals not attorneys who were 
recognized to practice before the Office in trademark cases 
under this chapter prior to Jan. 1, 1957, will be recognized as 
agents to continue practice before the Office in trademark cases. 

(c) Foreigners. Any foreign attorney or agent not a resident 
of the United States who shall prove to the satisfaction of the 
Director that he or she is registered or in good standing before the 
patent or trademark office of the country in which he or she 
resides and practices, may be recognized for the limited purpose 
of representing parties located in such country before the Office 
in the presentation and prosecution of trademark cases, pro- 
vided: the patent or trademark office of such country allows 
substantially reciprocal privileges to those permitted to practice 
in trademark cases before the United States Patent and Trade- 
mark Office. Recognition under this paragraph shall continue 
only during the period that the conditions specified in this 
paragraph obtain. 

(d) Recognition of any individual under this section shall not 
be construed as sanctioning or authorizing the performance of 
any act regarded in the jurisdiction where performed as the 
unauthorized practice of law. 

(e) No individual other than those specified in paragraphs (a), 
(b), and (c) of this section will be permitted to practice before the 
Office in trademark cases. Any individual may appear in a 
trademark or other non-patent case in his or her own behalf. Any 
individual may appear in a trademark case for (1) a firm of which 
he or she is a member or (2) a corporation or association of which 
he or she is an officer and which he or she is authorized to 
represent, if such firm, corporation, or association is a party to a 
trademark proceeding pending before the Office. 


§ 10.15 Refusal to recognize a practitioner. 


Any practitioner authorized to appear before the Office may 
be suspended or excluded in accordance with the provisions of 
this part. Any practitioner who is suspended or excluded under 
this subpart or removed under § 10.11(b) shall not be entitled to 
practice before the Office. 


§§ 10.16-10.17 [reserved] 
§ 10.18 Signature and certificate of practitioner. 


(a) Every paper filed by a practitioner representing an appli- 
cant or party to a proceeding in the Office must bear the signature 
of, and be personally signed by, such practitioner except those 
papers which are required to be signed by the applicant or party. 
The signature of practitioner to a paper filed by him or her, 
constitutes a certificate that: 





January 7, 1992 


(1) the paper has been read by the practitioner; 
(2) the paper’s filing is authorized; 
(3) to the best of his or her knowledge, information, and 
belief, there is good ground to support the paper, including any 
allegations of improper conduct contained or alleged therein; 


(4) it is not interposed for delay. 


(b) Any practitioner knowingly violating the provisions of 
this section is subject to disciplinary action. See § 10.23(c)(15). 


§ 10.19 [reserved] 


Patent and Trademark Office Code 
of Professional Responsibility 


§ 10.20 Canons and Disciplinary Rules. 


(a) Canons are set out in §§ 10.21, 10.30, 10.46, 10.56. 10.61, 
10.76, 10.83, 10.100, and 10.110. Canons are statements of 
axiomatic norms, expressing in general terms the standards of 
professional conduct expected of practitioners in their relation- 
ships with the public, with the legal system, and with the legal 
profession. 

(b) Disciplinary Rules are set out in §§ 10.22-10.24, 10.31- 
10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78, 10.84, 10.85, 
10.87-10.89, 10.92, 10.93, 10.101-103, 10.111, and 10.112. 
Disciplinary Rules are mandatory in character and state the 
minimum level of conduct below which no practitioner can fall 
without being subjected to disciplinary action. 


§ 10.23 Canon 1. 


A practitioner should assist in maintaining the integrity and 
competence of the legal profession. 


§ 10.22 Maintaining integrity and competence of the legal 
profession. 


(a) A practitioner is subject to discipline if the practitioner has 
made a materially false statement in, or if the practitioner has 
deliberately failed to disclose a material fact requested in 
connection with, the practitioner’s application for registration or 
membership in the bar of any United States court or any State 
court or his or her authority to otherwise practice before the 
Office in trademark and other non-patent cases. 

(b) A practitioner shall not further the application for registra- 
tion or membership in the bar of any United States court, State 
court, or administrative agency of another person known by the 
practitioner to be unqualified in respect to character, education, 
or other relevant attribute. 


§ 10.23 Misconduct. 


(a) A practitioner shall not engage in disreputable or gross 
misconduct. 
(b) A practitioner shall not: 


(1) Violate a Disciplinary Rule. 

(2) Circumvent a Disciplinary Rule through actions of 
another. 

(3) Engage in illegal conduct involving moral turpitude. 

(4) Engage in conduct involving dishonesty, fraud, deceit, 
or misrepresentation. 

(5) Engage in conduct that is prejudicial to the administra- 
tion of justice. 

(6) Engage in any other conduct that adversely reflects on 
the practitioner’s fitness to practice before the Office. 


(c) Conduct which constitutes a violation of paragraphs (a) 
and (b) of this section includes, but is not limited to: 


(1) Conviction of a criminal offense involving moral turpi- 
tude, dishonesty, or breach of trust. 

(2) Knowingly giving false or misleading information or 
knowingly participating in a material way in giving false or 
misleading information, to: 


(i) A client in connection with any immediate, prospec- 
tive, or pending business before the Office. 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 437 
(181) 


~ 


(ii) The Office or any employee of the Office. 


(3) Misappropriation of, = ee © eee oe 
remit, funds received by a practitioner or the practitioner's 
Samnelineteny ate oueedietamtoenaseipumreanay . 
a Direct! 

(4) ly or indirectly improperly infl sont tees 
ing to improperly influence, offering or to improperly 
influence, or attempting to offer or agrec to i 


ly influence 
ean official action of any employee of the 


by: 


(i) use of threats, false accusations, duress, or coercion, 
(ii) an offer of any special inducement or promise of 
advantage, or 
. (iii) improperly bestowing of any gift, favor, or thing of 
value. 


(5) Suspension or disbarment from practice as an attorney 
or agent on ethical grounds by any duly constituted authority of 
a State or the United States or, in the case of a practitioner who 
resides in a foreign country or is registered under § 10.6(c), by 
any duly constituted authority of: . 


(i) a State, 
(ii) the United States, or 
(iii) the country in which the iil resides. 


(6) Knowingly aiding or hemo a 
or excluded from practice before the 
unauthorized practice before the Office under ; 10.158. 

(7) Knowingly withholding from the Office information 
identifying a patent or patent application of another from which 
one or more claims have been copied. See §§ 1.604(b) and 
1.607(c) of this Subchapter. 

(8) Failing to inform a client or former client or failing to 
timely the Office of an inability to notify to a client or 
former client of c received from the Office or the 
client’s or former client’s opponent in an inter partes proceeding 
before the Office when the correspondence (i) could have a 
significant effect on a matter pending before the Office, (ii) is 
received by the practitioner on behalf of a client or former client 
and (iii) is correspondence of which a reasonable itioner 
would believe under the circumstances the client or former client 
should be notified. 

(9) Knowingly misusing a certificate of mailing under 
§ 1.8 of this Subchapter or a certificate of “Express Mail” under 
§ 1.10 of this Subchapter. 

(10) Violating the duty of candor or good faith require- 
ments of § 1.56(a) of this Subchapter. 

(11) Knowingly filing, or causing to be filed, an application 
which is subject to being stricken under § 1.56(c) of this Sub- 
chapter. 

(12) Knowingly filing, or causing to be filed, a frivolous 
complaint alleging a violation by a practitioner of the Patent and 
Trademark Office Code of Professional Responsibility. 

(13) Knowingly preparing or prosecuting a patent applica- 
tion in violation of an undertaking signed under § 10.6(e). 

(14) Knowingly failing to advise the Director in writing of 
any change which would preclude continued registration under 
§ 10.6. 

(15) Knowingly signing a paper filed in the Office in 
violation of the provisions of § 10.18 or making a scandalous or 
indecent statement in a paper filed in the Office. 

(16) Willfully refusing to reveal or report knowledge or 
evidence to the Director contrary to § 10.24 or paragraph (b) of 
§ 10.131. 

(17) Representing before the Office in a patent case either 
a joint venture comprising an inventor and an invention devel- 
oper or an inventor referred to the registered practitioner by an 
invention developer when (i) the registered practitioner knows, 
or has been advised by the Office, that a formal complaint filed 
by a federal or state agency, based on any violation of any law 
relating to securities, unfair methods of competition, unfair or 
deceptive acts or practices, mail fraud, or other civil or criminal 
conduct, is pending before a federal or state court or federal or 
state agency, or has been resolved unfavorably by such court or 
agency, against the invention developer in connection with 
invention development services and (ii) the registered practitio- 
ner fails to fully advise the inventor of the existence of the 
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pending complaint or unfavorable resolution thereof prior to 
undertaking or continuing representation of the joint venture or 
inventor. “Invention developer” means any person, and any 
agent, employee, officer, partner, or independent contractor 
thereof, who is not a registered practitioner and who advertises 
invention development services in media of general circulation 
or who enters into contracts for invention development services 
with customers as a result of such advertisement. “Invention 
development services” means acts of invention development 
required or promised to be performed, or actually performed, or 
both, by an invention developer for a customer. “Invention 
development” means the evaluation, perfection, marketing, 
brokering, or promotion of an invention on behalf of a customer 
by an invention developer, including a patent search, preparation 
of a patent application, or any other act done by an invention 
developer for consideration toward the end of procuring or 
attempting to procure a license, buyer, or patent for an invention. 
“Customer” means any individual who has made an invention 
and who enters into a contract for invention development 
services with an invention developer with respect to the inven- 
tion by which the inventor becomes obligated to pay the inven- 
tion developer less than $5,000 (not to include any additional 
sums which the invention developer is to receive as a result of 
successful development of the invention). “Contract for inven- 
tion development services” means a contract for invention de- 
velopment services with an invention developer with respect 
to an invention made by a customer by which the inventor 
becomes obligated to pay the invention developer less than 
$5,000 (not to include any additional sums which the invention 
developer is to receive as a result of successful development of 
the invention). 

(18) In the absence of information sufficient to establish a 
reasonable belief that fraud or inequitable conduct has occurred, 
alleging before a tribunal that anyone has committed a fraud on 
the Office or engaged in inequitable conduct in a proceeding 
before the Office. 

(d) A practitioner who acts with reckless indifference to 
whether a representation is true or false is chargeable with 
knowledge of its falsity. Deceitful statements of half-truths or 
concealment of material facts shall be deemed actual fraud 
within the meaning of this part. 


§ 10.24 Disclosure of information to authorities. 


(a) A practitioner possessing unprivileged knowledge of a 
violation of a Disciplinary Rule shall report such knowledge to 
the Director. 

(b) A practitioner possessing unprivileged knowledge or 
evidence concerning another practitioner, employee of the Of- 
fice, or a judge shall reveal fully such knowledge or evidence 
upon proper request of a tribunal or other authority empowered 
to investigate or act upon the conduct of practitioners, employees 
of the Office, or judges. 

(OMB Control No. 0651-0017) 


§§ 10.25-10.29 [reserved] 
§ 10.30 Canon 2. 


A practitioner should assist the legal profesion in fulfilling its 
duty to make legal counsel available. 


§ 10.31 Communications concerning a practitioner’ s services. 


(a) No practitioner shall with respect to any prospective 
business before the Office, by word, circular, letter, or advertis- 
ing, with intent to defraud in any manner, deceive, mislead, or 
threaten any prospective applicant or other person having imme- 
diate or prospective business before the Office. 

(b) A practitioner may not use the name of a Member of either 
House of Congress or of an individual in the service of the United 
States in advertising the practitioner’s practice before the Office. 

(c) Unless authorized under § 10.14(b), a non-lawyer practi- 
tioner shall not hold himself or herself out as authorized to 
practice before the Office in trademark cases. 

(d) Unless a practitioner is an attorney, the practitioner shall 
not hold himself or herself out: 


(1) to be an attorney or lawyer or 
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(2) as authorized to practice before the Office in non- 
patent and trademark cases. . 


§ 10.32 Advertising. 


(a) Subject to § 10.31, a practitioner may advertise services 
through public media, including a telephone directory, legal 
directory, newspaper, or other periodical, radio, or television, or 
through written communications not involving solicitation as 
defined by § 10.33. 

(b) A practitioner shall not give anything of value to a person 
for recommending the practitioner’s services, except that a 
practitioner may pay the reasonable cost of advertising or written 
communication permitted by this section and may pay the usual 
charges of a not-for-profit lawyer referreal service or other legal 
service organization. 

(c) Any communication made pursuant to this section shall 
include the name of at least one practitioner responsible for its 
content. 


§ 10.33 Direct contact with prospective clients. 


A practitioner may not solicit professional employment from 
a prospective client with whom the practitioner has no family or 
prior professional relationship, by mail, in-person or otherwise, 
when a significant motive for the practitioner’s doing so is the 
practitioner’s pecuniary gain under circumstances evidencing 
undue influence, intimidation, or overreaching. The term “so- 
licit” includes contact in person, by telephone or telegraph, by 
letter or other writing, or by other communication directed to a 
specific recipient, but does not include letters addressed or 
advertising circulars distributed generally to persons not specifi- 
cally known to need legal services of the kind provided by the 
practitioner in a particular matter, but who are so situated that 
they might in general find such services useful. 


§ 10.34 Communication of fields of practice. 


A registered practitioner may state or imply that the practitio- 
ner is a specialist as follows: 


(a) A registered practitioner who is an attorney may use the 
designation “Patents,” “Patent Attorney,” “Patent Lawyer,” “Reg- 
istered Patent Attorney,” or a substantially similar designation. 

(b) A registered practitioner who is not an attorney may use 
the designation “Patents,” “Patent Agent,” “Registered Patent 
Agent,” or a substantially similar designation, except that any 
practitioner who was registered prior to November 15, 1938, 
may refer to himself or herself as a “patent attorney.” 


§ 10.35 Firm names and letterheads. 


(a) A practitioner shall not use a firm name, letterhead, or 
other professional designation that violates § 10.31. A trade 
name may be used by a practitioner in private practice if it does 
not imply acurrent connection with a government agency or with 
a public or charitable legal services organzation and is not 
otherwise in violation of § 10.31. 

(b) Practitioners may state or imply that they practice in a 
partnership or other organization only when that is the fact. 


§ 10.36 Fees for legal services. 


(a) A practitioner shall not enter into an agreement for, 
charge, or collect an illegal or clearly excessive fee. 

(b) A fee is clearly excessive when, after a review of the facts, 
a practitioner of ordinary prudence would be left with a definite 
and firm conviction that the fee is in excess of a reasonable fee. 
Factors to be considered as guides in determining the reasona- 
bleness of a fee include the following: 


(1) The time and labor required, the novelty and difficulty 
of the questions involved, and the skill requisite to perform the 
legal service properly. 

(2) The likelihood, if apparent to the client, that the accep- 
tance of the particular employment will preclude other employ- 
ment by the practitioner. 

(3) The fee customarily charged for similar legal services. 

(4) The amount involved and the results obtained. 
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_  G) The time limitations imposed by the client or by the 
circumstances. 
(6) The nature and length of the professional relationship 
with the client. 
(7) The experience, reputation, and ability of the practitio- 
ner or practitioners performing the services. 
(8) Whether the fee is fixed or contingent. 


§ 10.37 Division of fees among practitioners. 


(a) A practitioner shall not divide a fee for legal services with 
another practitioner who is not a partner in or associate of the 
practitioner’s law firm or law office, unless: 

(1) The client consents to employment of the other practi- 
tioner after a full disclosure that a division of fees will be made. 

(2) The division is made in proportion to the services 
performed and responsibility assumed by each. 

(3) The total fee of the practitioners does not clearly exceed 
reasonable compensation for all legal services rendered to the 
client. 

(b) This section does not prohibit payment to a former partner 
or associate pursuant to a separation or retirement agreement. 


§ 10.38 Agreements restricting the practice of a 
practitioner. 


(a) A practitioner shall not be a party to or participate in a 
partnership or employment agreement with another practitioner 
that restricts the right of a practitioner to practice before the 
Office after the termination of a relationship created by the 
agreement, except as a condition to payment of retirement 
benefits. 

(b) In connection with the settlement of a controversy or suit, 
a practitioner shall not enter into an agreement that restricts the 
practitioner’s right to practice before the Office. 


§ 10.39 Acceptance of employment. 


A practitioner shall not accept employment on behalf of a 
person if the practitioner knows or it is obvious that such person 
wishes to: 


(a) Bring a legal action, commence a proceeding before the 
Office, conduct a defense, assert a position in any proceeding 
pending before the Office, or otherwise have steps taken for the 
person, merely for the purpose of harassing or maliciously 
injuring any other person. 

(b) Present a claim or defense in litigation or any proceeding 
before the Office that is not warranted under existing law, unless 
it can be supported by good faith argument for an extension, 
modification, or reversal of existing law. 


§ 10.40 Withdrawal from employment. 


(a) A practitioner shall not withdraw from employment in a 
proceeding before the Office without permission from the Office 
(see §§ 1.36, and 2.19 of this Subchapter). In any event, a 
practitioner shall not withdraw from employment until the prac- 
titioner has taken reasonable steps to avoid foreseeable prejudice 
to the rights of the client, including giving due notice to his or her 
client, allowing time for employment of another practitioner, 
delivering to the client all papers and property to which the client 
is entitled, and complying with applicable laws and rules. A 
practitioner who withdraws from employment shall refund 
promptly any part of a fee paid in advance that has not been 
earned. 

(b) Mandatory withdrawal. A practitioner representing a 
client before the Office shall withdraw from employment if: 

(1) the practitioner knows or it is obvious that the client is 
bringing a legal action, commencing a proceeding before the 
Office, conducting a defense, or asserting a position in litigation 
or any proceeding pending before the Office, or is 
having steps taken for the client, merely for the purpose of 
harassing or maliciously injuring any person; 

(2) the practitioner knows or it is obvious that the practitio- 
ner’s continued employment will result in violation of a Discipli- 
nary Rule; 

(3) the practitioner’s mental or physical condition renders 
it unreasonably difficult for the practitioner to carry out the 
employment effectively; or 
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(4) the practitioner is discharged by the client. 

(c) Permissive withdrawal. If paragraph (b) of this section is 
not applicable, a practitioner may not request ission to 
withdraw in matters pending before the Office unless such 
request or such withdrawal is because: 

(1) the petitioner’s client: 

(i) insists upon presenting a claim or defense that is not 
warranted under existing law and cannot be supported by good 
faith argument for an extension, modification, or reversal of 
existing law; 

‘ (ii) personally seeks to pursue an illegal course of con- 
uct; 

(iii) insists that the practitioner pursue a course of con- 
duct that is illegal or that is prohibited under a Disciplinary Rule; 

(iv) by other conduct renders it unreasonably difficult 
for the practitioner to carry out the employment effectively; 

(v) insists, in a matter not pending before a tribunal, that 
the practitioner engage in conduct that is contrary to the judg- 
ment and advice of the practitioner but not prohibited under the 
Disciplinary Rule; or 

(vi) has failed to pay one or more bills rendered by the 
practitioner for an unreasonable period of time or has failed to 
honor an agreement to pay a retainer in advance of the perform- 
ance of legal services. 

(2) the practitioner’s continued employment is likely to 
result in a violation of a Disciplinary Rule; 

(3) the practitioner’ s inability to work with co-counsel 
indicates that the best interests of the client likely will be served 
by withdrawal; 

(4) the practitioner’s mental or physical condition renders 
it difficult for the practitioner to carry out the employment 
effectively; 

(5) the practitioner’s client knowingly and freely assents to 
termination of the employment; or 

(6) the practitioner believes in good faith, in a proceeding 
pending before the Office, that the Office will find the existence 
of other good cause for withdrawal. 


§§ 10.41-10.45 [reserved] 
§ 10.46 Canon 3. 


A practitioner should assist in preventing the unauthorized 
practice of law. 
§ 10.47 Aiding unauthorized practice of law. 


(a) A practitioner shall not aid a non-practitioner in the 
unauthorized practice of law before the Office. 
(b) A practitioner shall not aid a suspended or excluded 
practitioner in the practice of law before the Office. 
’ (c) A practitioner shall not aid a non-lawyer in the unauthor- 
ized practice of law. 


§ 10.48 Sharing legal fees. 


A practitioner or a firm of practitioners shall not share legal 
fees with a non-practitioner except that: 


(a) An agreement by a practitioner with the practitioner’s 
firm, partner, or associate may provide for the payment of 
money, over a reasonable period of time after the practitioner’s 
death, to the practitioner’s estate or to one or more specified 
persons. 

(b) A practitioner who undertakes to complete unfinished 
legal business of a deceased practitioner may pay to the estate 
of the deceased practitioner that proportion of the total com- 
pensation which fairly represents the services rendered by the 
deceased practitioner. 

(c) A practitioner or firm of practitioners may include non- 
practitioner employees in a compensation or retirement plan, 
even though the plan is based in whole or in part on a profit- 
sharing arrangement, providing such plan does not circumvent 
another Disciplinary Rule. 


§ 10.49 Forming a partnership with a non-practitioner. 


A practitioner shall not form a partnership with a non-prac- 


consist of the 
the Office. 


titioner if any of the activities of the partnershi 
practice of patent, trademark, or other law penn oe 
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§$§ 10.50-10.55 [reserved] 
§ 10.56 Canon 4. 


A practitioner should preserve the confidences and secrets 
of a client. 


§ 10.57 Preservation of confidences and secrets of a client. 


(a) “Confidence” refers to information protected by the 
attornery-client or agent-client privilege under applicable law. 
“Secret” refers to other information gained in the professional 
relationship that the client has requested be held inviolate or 
the disclosure of which would be embarrassing or would be 
likely to be detrimental to the client. 

(b) Except when permitted under paragraph (c) of this sec- 
tion, a practitioner shall not knowingly: 

(1) Reveal a confidence or secret of a client. 

(2) Use a confidence or secret of a client to the disadvan- 
tage of the client. 

(3) Use a confidence or secret of a client for the advantage 
of the practitioner or of a third person, unless the client consents 
after full disclosure. 

(c) A practitioner may reveal: 

(1) Confidences or secrets with the consent of the client 
affected but only after a full disclosure to the client. 

(2) Confidences or secrets when permitted under Disci- 
plinary Rules or required by law or court order. 

(3) The intention of a client to commit a crime and the 
information necessary to prevent the crime. 

(4) Confidences or secrets necessary to establish or collect 
the practitioner’s fee or to defend the practitioner or the prac- 
titioner’s employees or associates against an accusation of 
wrongful conduct. 

(d) A practitioner shall exercise reasonable care to prevent 
the practitioner’s employees, associates, and others whose 
services are utilized by the practitioner from disclosing or using 
confidences or secrets of a client, except that a practitioner may 
reveal the information allowed by parargraph (c) of this section 
through an employee. 


§§ 10.58-10.60 [reserved] 
§ 10.61 Canon 5. 


A practitioner should exercise independent professional 
judgment on behalf of a client. 


§ 10.62 Refusing employment when the interest of the prac- 
titioner may impair the practitioner’s independent profes- 
sional judgment. 


(a) Except with the consent of a client after full disclosure, 
a practitioner shall not accept employment if the exercise of the 
practitioner’s professional judgment on behalf of the client will 
be or reasonably may be affected by the practitioner’s own 
financial, business, property, or personal interests. 

(b) A practitioner shall not accept employment in a proceed- 
ing before the Office if the practitioner knows or it is obvious 
that the practitioner or another practitioner in the practitioner’s 
firm ought to sign an affidavit to be filed in the Office or be 
called as a witness, except that the practitioner may undertake 
the employment and the practitioner or another practitioner in 
the practitioner’s firm may testify: 


(1) If the testimony will relate solely to an uncontested 
matter. 

(2) If the testimony will relate solely to a matter of formality 
and there is no reason to believe that substantial evidence will 
be offered in opposition to the testimony. 

(3) If the testimony will relate solely to the nature and value 
of legal services rendered in the case by the practitioner or the 
practitioner’s firm to the client. 

(4) As to any matter, if refusal would work a substantial 
hardship on the client because of the distinctive value of the 
practitioner or the practitioner’s firm as counsel in the particular 
case. 


§ 10.63 Withdrawal when the practitioner becomes a witness. 


(a) If, after undertaking employment in a proceeding in the 
Office, a practitioner learns or it is obvious that the practitioner 
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or another practitioner in the practitioner’s firm ought to sign 
an affidavit to be filed in the Office or be called as a witness 
on behalf of a practitioner’s client, the practitioner shall with- 
draw from the conduct of the proceeding and the practitioner’s 
firm, if any, shall not continue representation in the proceeding, 
except that the practitioner may continue the representation and 
the practitioner or another practitioner in the practitioner’s firm 
may testify in the circumstances enumerated in paragraphs (1) 
through (4) of § 10.62(b). 

(b) If, after undertaking employment in a proceeding before 
the Office, a practitioner learns or it is obvious that the prac- 
titioner or another practitioner in the practitioner’s firm may be 
asked to sign an affidavit to be filed in the Office or be called 
as a witness other than on behalf of the practitioner’s client, the 
practitioner may continue the representation until it is apparent 
that the practitioner’s affidavit or testimony is or may be preju- 
dicial to the practitioner’s client. 


§ 10.64 Avoiding acquisition of interest in litigation or pro- 
ceeding before the Office. 


(a) A practitioner shall not acquire a proprietary interest in 
the subject matter of a proceeding before the Office which the 
practitioner is conducting for a client, except that the practitioner 
may: 


(1) Acquire a lien granted by law to secure the practitio- 
ner’s fee or expenses; or 

(2) Contract with a client for a reasonable contingent fee; 
or 

(3) In a patent case, take an interest in the patent as part 
or all of his or her fee. 

(b) While representing a client in connection with a contem- 
plated or pending proceeding before the Office, a practitioner 
shall not advance or guarantee financial assistance to a client, 
except that a practitioner may advance or guarantee the expenses 
of going forward in a proceeding before the Office including 
fees required by law to be paid to the Office, expenses of 
investigation, expenses of medical examination, and costs of 
obtaining and presenting evidence, provided the client remains 
ultimately liable for such expenses. A practitioner may, how- 
ever, advance any fee required to prevent or remedy an aban- 
donment of a client’s application by reason of an act or omission 
attributable to the practitioner and not to the client, whether or 
not the client is ultimately liable for such fee. 


§ 10.65 Limiting business relations with a client. 


A practitioner shall not enter into a business transaction with 
a client if they have differing interests therein and if the client 
expects the practitioner to exercise professional judgment therein 
for the protection of the client, unless the client has consented 
after full disclosure. 


§ 10.66 Refusing to accept or continue employment if the 
interests of another client may impair the independent 
professional judgment of the practitioner. 


(a) A practitioner shall decline proffered employment if the 
exercise of the practitioner’s independent professional judgment 
in behalf of a client will be or is likely to be adversely affected 
by the acceptance of the proffered employment, or if it would 
be likely to involve the practitioner in representing differing 
interests, except to the extent permitted under paragraph (c) of 
this section. 

(b) A practitioner shall not continue multiple employment 
if the exercise of the practitioner’s independent professional 
judgment in behalf of a client will be or is likely to be adversely 
affected by the practitioner’s representation of another client, 
or if it would be likely to involve the practitioner in representing 
differing interests, except to the extent permitted under para- 
graph (c) of this section. 

(c) In the situations covered by paragraphs (a) and (b) of 
this section a practitioner may represent multiple clients if it is 
obvious that the practitioner can adequately represent the in- 
terest of each and if each consents to the representation after 
full disclosure of the possible effect of such representation on 
the exercise of the practitioner’s independent professional judg- 
ment on behalf of each. 
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(d) If a practitioner is required to decline employment or to 
withdraw from employment under a Disciplinary Rule, no partner, 
or associate, or any other practitioner affiliated with the prac- 
titioner or the practitioner’s firm, may accept or continue such 
employment unless otherwise ordered by the Director or Com- 
mussioner. 


§ 10.67 Settling similar claims of clients. 


A practitioner who represents two or more clients shall not 
make or participate in the making of an aggregate settlement 
of the claims of or against the practitioner’s clients, unless each 
client has consented to the settlement after being advised of the 
existence and nature of all the claims involved in the proposed 
settlement, of the total amount of the settlement, and of the 
participation of each person in the settlement. 


§ 10.68 Avoiding influence by others than the client. 


(a) Except with the consent of the practitioner’s client after 
full disclosure, a practitioner shall not: 


(1) Accept compensation from one other than the prac- 
titioner’s client for the practitioner’s legal services to or for the 
client. 

(2) Accept from one other than the practitioner’s client 
any thing of value related to the practitioner’s representation 
of or the practitioner’s employment by the client. 


(b) A practitioner shall not permit a person who recommends, 
employs, or pays the practitioner to render legal services for 
another, to direct or regulate the practitioner’s professional 
judgment in rendering such legal services. 

(c) A practitioner shall not practice with or in the form of 
a professional corporation or association authorized to practice 
law for a profit, if a non-practioner has the right to direct or 
control the professional judgment of a practitioner. 


§$§ 10.69-10.75 [reserved] 
§ 10.76 Canon 6. 


A practitioner should represent a client competently. 
§ 10.77 Failing to act competently. 


A practitioner shall not: 

(a) Handle a legal matter which the practitioner knows or 
should know that the practitioner is not competent to handle, 
without associating with the practitioner another practitioner 
who is competent to handle it. 

(b) Handle a legal matter without preparation adequate in 
the circumstances. 

(c) Neglect a legal matter entrusted to the practitioner. 


§ 10.78 Limiting liability to client. 


A practitioner shall not attempt to exonerate himself or 
herself from, or limit his or her liability to, a client for his or 
her personal malpractice. 


§§ 10.79-10.82 [reserved] 
§ 10.83 Canon 7. 


A practitioner should represent a client zealously within the 
bounds of the law. 


§ 10.84 Representing a client zealously. 
(a) A practitioner shall not intentionally: 


(1) Fail to seek the lawful objectives of a client through 
reasonably available means permitted by law and the Discipli- 
nary Rules, except as provided by paragraph (b) of this section. 
A practitioner does not violate the provisions of this section, 
however, by acceding to reasonable requests of opposing counsel 
which do not prejudice the rights of the client, by being punctual 
in fulfilling all professional commitments, by avoiding offensive 
tactics, or by treating with courtesy and consideration all persons 
involved in the legal process. 
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(2) Fail to carry out a contract of employment entered into 
with a client for professional services, but a itioner may 


withdraw as permitted under §§ 10.40, 10.63, and 10.66. 
(3) Prejudice or damage a client during the course of a 
professional relationship, except as required under this part. 


(b) In representation of a client, a practitioner may: 


’ (1) Where permissible, exercise professional judgment 
to waive or fail to assert a right or position of the client. 
(2) Refuse to aid or participate in conduct that the prac- 
titioner believes to be unlawful, even though there is some 
support for an argument that the conduct is legal. 


§ 10.85 Representing a client within the bounds of the law. 
(a) In representation of a client, a practitioner shall not: 


(1) Initiate or defend any proceeding before the Office, 
assert a position, conduct a defense, delay a trial or proceeding 
before the Office, or take other action on behalf of the prac- 
titioner’s client when the practitioner knows or when it is obvious 
that such action would serve merely to harass or maliciously 
injure another. 

(2) Knowingly advance a claim or defense that is unwar- 
ranted under existing law, except that a practitioner may advance 
such claim or defense if it can be supported by good faith 
argument for an extension, modification, or reversal of existing 
law. 

(3) Conceal or knowingly fail to disclose that which the 
practitioner is required by law to reveal. 

(4) Knowingly use perjured testimony or false evidence. 

(5) Knowingly make a false statement of law or fact. 

(6) Participate in the creation or preservation of evidence 
when the practitioner knows or it is obvious that the evidence 
is false. 

(7) Counsel or assist a client in conduct that the practitioner 
knows to be illegal or fraudulent. 

(8) Knowingly engage in other illegal conduct or conduct 
contrary to a Disciplinary Rule. 

(b) A practitioner who receives information clearly estab- 
lishing that: 


(1) A client has, in the course of the representation, 
perpetrated a fraud upon a person or tribunal shall promptly call 
upon the client to rectify the same, and if the client refuses or 
is unable to do so the practitioner shall reveal the fraud to the 
affected person or tribunal. 

(2) A person other than a client has perpetrated a fraud 
upon a tribunal shall promptly reveal the fraud to the tribunal. 


§ 10.86 [reserved] 
§ 10.87 Communicating with one of adverse interest. 


During the course of representation of a client, a practitioner 
shall not: 

(a) Communicate or cause another to communicate on the 
subject of the representation with a party the practitioner knows 
to be represented by another practitioner in that matter unless 
the practitioner has the prior consent of the other practitioner 
representing such other party or is authorized by law to do so. 
It is not improper, however, for a practitioner to encourage a 
client to meet with an opposing party for settlement discussions. 

(b) Give advice to a person who is not represented by a 
practitioner other than the advice to secure counsel, if the 
interests of such person are or have a reasonable possibility of 
being in conflict with the interests of the practitioner’s client. 


§ 10.88 Threatening criminal prosecution. 

A practitioner shall not present, participate in presenting, or 
threaten to present criminal charges solely to obtain an advan- 
tage in any prospective or pending proceeding before the Office. 
§ 10.89 Conduct in proceedings. 


(a) A practitioner shall not disregard or advise a client to 
disregard any provision of this Subchapter or a decision of the 





1134 TMOG 442 
(181) 


Office made in the course of a proceeding before the Office, 
but the practitioner may take appropriate steps in good faith to 
test the validity of such provision or decision. 

(b) In presenting a matter to the Office, a practitioner shall 
disclose: 


(1) Controlling legal authority known to the practitioner 
to be directly adverse to the position of the client and which 
is not disclosed by opposing counsel or an employee of the 
Office. 

(2) Unless privileged or irrelevant, the identities of the 
client the practitioner represents and of the persons who em- 
ployed the practitioner. 

(c) In appearing in a professional capacity before a tribunal, 
a practitioner shall not: 


(1) State or allude to any matter that the practitioner has 
no reasonable basis to believe is relevant to the case or that will 
not be supported by admissible evidence. 

(2) Ask any question that the practitioner has no reasonable 
basis to believe is relevant to the case and that is intended to 
degrade a witness or other person. 

(3) Assert the practitioner’s personal knowledge of the 
facts in issue, except when testifying as a witness. 

(4) Assert the practitioner’s personal opinion as to the 
justness of a cause, as to the credibility of a witness, as to the 
culpability of a civil litigant, or as to the guilt or innocence of 
an accused; but the practitioner may argue, on the practitioner’s 
analysis of the evidence, for any position or conclusion with 
respect to the matters stated herein. 

(5) Engage in undignified or discourteous conduct before 
the Office (see § 1.3 of the Subchapter). 

(6) Intentionally or habitually violate any provision of this 
Subchapter or established rule of evidence. 


§ 10.90-10.91 [reserved] 
§ 10.92 Contact with witnesses. 


(a) A practitioner shall not suppress any evidence that the 
practitioner or the practitioner’s client has a legal obligation to 
reveal or produce. 

(b) A practitioner shall not advise or cause a person to be 
secreted or to leave the jurisdiction of a tribunal for the purpose 
of making the person unavailable as a witness therein. 

(c) A practitioner shall not pay, offer to pay, or acquiesce 
in the payment of compensation to a witness contingent upon 
the content of the witness’ affidavit, testimony or the outcome 
of the case. But a practitioner may advance, guarantee, or 
acquiesce in the payment of: 


(1) Expenses reasonably incurred by a witness in attend- 
ing, testifying, or making an affidavit. 

(2) Reasonable compensation to a witness for the witness’ 
loss of time in attending, testifying, or making an affidavit. 

(3) A reasonable fee for the professional services of an 
expert witness. 


§ 10.93 Contact with officials. 


(a) A practitioner shall not give or lend anything of value 
to a judge, official, or employee of a tribunal under circum- 
stances which might give the appearance that the gift or loan 
is made to influence official action. 


(b) In an adversary proceeding, including any inter partes 
proceeding before the Office, a practitioner shall not commu- 
nicate, or cause another to communicate, as to the merits of the 
cause with a judge, official, or Office employee before whom 
the proceeding is pending, except: 


(1) In the course of official proceedings in the 
cause. 

(2) In writing if the practitioner promptly delivers a copy 
of the writing to opposing counsel or to the adverse party if the 
adverse party is not represented by a practitioner. 

(3) Orally upon adequate notice to opposing counsel or 
to the adverse party if the adverse party is not represented by 
a practitioner. 

(4) As otherwise authorized by law. 
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§§ 10.94-10.99 [reserved] 
§ 10.100 Canon 8. 


A practitioner should assist in improving the legal system. 
§ 10.101 Action as a public official. 
(a) A practitioner who holds public office shall not: 


(1) Use the practitioner’s public position to obtain, or 
attempt to obtain, a special advantage in legislative matters for 
the practitioner or for a client under circumstances where the 
practitioner knows or it is obvious that such action is not in the 
public interest. 

(2) Use the practitioner’s public position to influence, or 
attempt to influence, a tribunal to act in favor of the practitioner 
or of a client. 

(3) Accept any thing of value from any person when the 
practitioner knows or it is obvious that the offer is for the purpose 
of influencing the practitioner’s action as a public official. 


(b) A practitioner who is an officer or employee of the United 
States shall not practice before the Office in patent cases except 
as provided in § 10.6(d). 


§ 10.102 Statements concerning officials. 


(a) A practitioner shall not knowingly make false statements 
of fact concerning the qualifications of a candidate for election 
or appointment to a judicial office or to a position in the Office. 

(b) A practitioner shall not knowingly make false accusations 
against a judge, other adjudicatory officer, or employee of the 
Office. 


§ 10.103 Practitioner candidate for judicial office. 


A practitioner who is a candidate for judicial office shall 
comply with applicable provisions of law. 


§ 10.104-10.109 [reserved] 
§ 10.110 Canon 9. 


A practitioner should avoid even the appearance of profes- 
sional impropriety. 


§ 10.111 Avoiding even the appearance of impropriety. 


(a) A practitioner shall not accept private employment in a 
matter upon the merits of which he or she has acted in a judicial 
capacity. 

(b) A practitioner shall not accept private employment in a 
matter in which he or she had personal responsibility while a 
public employee. 

(c) A practitioner shall not state or imply that the practitioner 
is able to influence improperly or upon irrelevant grounds any 
tribunal, legislative body, or public official. 


§ 10.112 Preserving identity of funds and property of client. 


(a) All funds of clients paid to a practitioner or a practitioner’s 
firm, other than advances for costs and expenses, shall be 
deposited in one or more identifiable bank accounts maintained 
in the United States or, in the case of a practitioner having an 
office in a foreign country or registered under § 10.6(c), in the 
United States or the foreign country. 

(b) No funds belonging to the practitioner or the practitioner’s 
firm shall be deposited in the bank accounts required by para- 
graph (a) of this section except as follows: 


(1) Funds reasonably sufficient to pay bank charges may 
be deposited therein. . 

(2) Funds belonging in part to a client and in part presently 
or potentially to the practitioner or the practitioner’s firm must 
be deposited therein, but the portion belonging to the practitioner 
or the practitioner’s firm may be withdrawn when due unless 
the right of the practitioner or the practitioner’s firm to receive 
it is disputed by the client, in which event the disputed portion 
shall not be withdrawn until the dispute is finally resolved. 
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(c) A practitioner shall: 


(1) Promptly notify a client of the receipt of the client’s 
funds, securities, or other properties. 

(2) Identify and label securities and properties of a client 
promptly upon receipt and place them in a safe deposit box or 
other place of safekeeping as soon as practicable. 

(3) Maintain complete records of all funds, securities, and 
other properties of a client coming into the possession of the 
practitioner and render appropriate accounts to the client regard- 
ing the funds, securities, or other properties. 

(4) Promptly pay or deliver to the client as requested by 
aclient the funds, securities, or other properties in the possession 
of the practitioner which the client is entitled to receive. 

(OMB Control No. 0651-0017) 


§ 10.113-10.129 [reserved] 
Investigations and Disciplinary Proceedings 
§ 10.130 Reprimand, suspension or exclusion. 


(a) The Commissioner may, after notice and opportunity for 
a hearing, (a) reprimand or (b) suspend or exclude, either generally 
or in any particular case, any individual, attorney, or agent shown 
to be incompetent or disreputable, who is guilty of gross mis- 
conduct, or who violates a Disciplinary Rule. 

(b) Petitions to disqualify a practitioner in ex parte or inter 
partes cases in the Office are not governed by §§ 10.130 through 
10.170 and will be handled on a case-by-case basis under such 
conditions as the Commissioner deems appropriate. 


§ 10.131 Investigations. 


(a) The Director is authorized to investigate possible viola- 
tions of Disciplinary Rules by practitioners. See § 10.2(b) (2). 

(b) Practitioners shall report and reveal to the Director any 
knowledge or evidence required by § 10.24. A practitioner shall 
cooperate with the Director in connection with any investigation 
under paragraph (a) of this section and with officials of the Office 
in connection with any disciplinary proceeding instituted under 
§ 10.132(b). 

(c) Any non-practitioner possessing knowledge or informa- 
tion concerning a violation of a Disciplinary Rule by a prac- 
titioner may report the violation to the Director. The Director 
may require that the report be presented in the form of an 
affidavit. 


§ 10.132 Initiating a disciplinary proceeding; reference to 
an administrative law judge. 


(a) If after conducting an investigation under § 10.131(a) the 
Director is of the opinion that a practitioner has violated a 
Disciplinary Rule, the Director shall after complying where 
necessary with the provisions of 5 U.S.C. 558(c), call a meeting 
of the Committee on Discipline. The Committee on Discipline 
shall then determine as specified in § 10.4(b) whether a dis- 
ciplinary proceeding shall be instituted under paragraph (b) of 
this section. 

(b) If the Committee on Discipline determines that probable 
cause exists to believe that a practitioner has violated a Dis- 
ciplinary Rule, the Director shall institute a disciplinary proceed- 
ing by filing a complaint under § 10.134. The complaint shall 
be filed in the Office of the Director. A disciplinary proceeding 
may result in: 


(1) a reprimand or 
(2) suspension or exclusion of a practitioner from practice 
before the Office. 


(c) Upon the filing of a complaint under {g49 10.134, the 
Commissioner will refer the disciplinary proceeding to an 
administrative law judge. 


§ 10.133 Conference between Director and practitioner; 
resignation. 


(a) General. The Director may confer with a practitioner 
concerning possible violations by the practitioner of a Disci- 
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plinary Rule whether or not a disciplinary proceeding has been 
instituted. 

(b) Resignation. Any practitioner who is the subject of an 
investigation under § 10.131 or against whom a complaint has 
been filed under § 10.134 may resign from practice before the 
Office only by submitting with the Director an affidavit stating 
his or her desire to resign. 

(c) If filed prior to the date set by the administrative law judge 
for a hearing, the affidavit shall state that: 


(1) the resignation is freely and voluntarily proferred; 

(2) the practitioner is not acting under duress or coersion 
from the Office; 

(3) the practitioner is fully aware of the implications of 
filing the resignation; 

(4) the practitioner is aware (i) of a pending investigation 
or (ii) of charges arising from the complaint alleging that he 
or she is guilty of a violation of the Patent and Trademark Office 
Code of Professional Responsibility, the nature of which shall 
be set forth by the practitioner to the satisfaction of the Director; 

(5) the practitioner acknowledges that, if and when he or 
she applies for reinstatement under § 10.160, the Director will 
conclusively presume, for the limited purpose of determining 
the application for reinstatement, that: 


(i) the facts upon which the complaint is based are true 
and 

(ii) the practitioner could not have successfully de- 
fended himself or herself against (A) charges predicated on the 
violation under investigation or (B) charges set out in the complaint 
filed against the practitioner. 


(d) If filed on or after the date set by the administrative law 
judge for a hearing, the affidavit shall make the statements 
required by subparagraphs (1) through (4) of paragraph (b) of 
this section and shall state that: 

(1) the practitioner acknowledges the facts upon which 
the complaint is based are true; and 

(2) the resignation is being submitted because the prac- 
titioner could not successfully defend himself or herself against 
(i) charges predicated on the violation under investigation or 
(ii) charges set out in the complaint. 


(e) When an affidavit under paragraph (b) or (c) of this section 
is received while an investigation is pending, the Commissioner 
shall enter an order excluding the practitioner “on consent.” 
When an affidavit under paragraphs (b) or (c) of this section 
is received after a complaint under § 10.134 has been filed, the 
Director shall notify the administrative law judge. The admin- 
istrative law judge shall enter an order transferring the disci- 
plinary proceeding to the Commissioner and the Commissioner 
shall enter an order excluding the practitioner “on con- 
sent.” 

(f) Any practitioner who resigns from practice before the 
Office under this section and who intends to reapply for ad- 
mission to practice before the Office must comply with the 
provisions of § 10.158. 

(g) Settlement. Before or after a complaint is filed under § 
10.134, a settlement conference may occur between the Director 
and a practitioner for the purpose of settling any disciplinary 
matter. If an offer of settlement is made by the Director or the 
practitioner and is not accepted by the other, no reference to 
the offer of settlement or its refusal shall be admissible in 
evidence in the disciplinary proceeding unless both the Director 
and the practitioner agree in writing. 


§ 10.134 Complaint. 
(a) A complaint instituting a disciplinary proceeding shall: 


(1) Name the practitioner, who may then be referred to 
as the “respondent.” 

(2) Give a plain and concise description of the alleged 
violations of the Disciplinary Rules by the practitioner. 

(3) State the place and time for filing an answer by the 
respondent. 

(4) State that a decision by default may be entered against 
the respondent if an answer is not timely filed. 

(5) Be signed by the Director. 
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(b) A complaint will be deemed sufficient if it fairly informs 
the respondent of any violation of the Disciplinary Rules which 
form the basis for the disciplinary proceeding so that the re- 
spondent is able to adequately prepare a defense. 


§ 10.135 Service of complaint. 


(a) A complaint may be served on a respondent in any of 
the following methods: 


(1),.By handing a copy of the complaint personally to the 
respondent, in which case the individual handing the complaint 
to the respondent shall file an affidavit with the Director indi- 
cating the time and place the complaint was handed to the 
respondent. 

(2) By mailing a copy of the complaint by “Express Mail” 
or first-class mail to: 


(i) a registered practitioner at the address for which 
separate notice was last received by the Director or 

(ii) a non-registered practitioner at the last address for 
the respondent known to the Director. 


(3) By any method mutually agreeable to the Director and 
the respondent. 


(b) If a complaint served by mail under paragraph (a) (2) 
of this section is returned by the U.S. Postal Service, the Director 
shall mail a second copy of the complaint to the respondent. 
If the second copy of the complaint is also returned by the U.S. 
Postal Service, the Director shall serve the respondent by 
publishing an appropriate notice in the Official Gazette for four 
consecutive weeks, in which case the time for answer shall be 
at least thirty days from the fourth publication of the notice. 

(c) If a respondent is a registered practitioner, the Director 
may serve simultaneously with the complaint a letter under § 
10.11(b). The Director may require the respondent to answer 
the § 10.11(b) letter within a period of not less than 15 days. 
An answer to the § 10.11(b) letter shall constitute proof of 
service. If the respondent fails to answer the § 10.11(b) letter, 
his or her name will be removed from the register as provided 
by § 10.11(b). 

(d) If the respondent is represented by an attorney under § 
10.140(a), a copy of the complaint shall also be served on the 
attorney. 


§ 10.136 Answer to complaint. 


(a) Time for answer. An answer to a complaint shall be filed 
within a time set in the complaint which shall be not less than 
thirty days. 

(b) With whom filed. The answer shall be filed in writing with 
the administrative law judge. The time for filing an answer may 
be extended once for a period of no more than thirty days by 
the administrative law judge upon a showing of good cause 
provided a motion requesting an extension of time is filed within 
thirty days after the date the complaint is filed by the Director. 
A copy of the answer shall be served on the Director. 

(c) Content. The respondent shall include in the answer a 
statement of the facts which constitute the grounds of defense 
and shall specifically admit or deny each allegation set forth 
in the complaint. The respondent shall not deny a material 
allegation in the complaint which the respondent knows to be 
true or state that respondent is without sufficient information 
to form a belief as to the truth of an allegation when in fact the 
respondent possesses that information. The respondent shall 
also state affirmatively special matters of defense. 

(d) Failure to deny allegations in complaint. Every allegation 
in the complaint which is not denied by a respondent in the 
answer is deemed to be admitted and may be considered proven. 
No further evidence in respect of that allegation need be received 
by the administrative law judge at any hearing. Failure to timely 
file an answer will constitute an admission of the allegations 
in the complaint. 

(e) Reply by Director. No reply to an answer is required by 
the Director and any affirmative defense in the answer shall be 
deemed to be denied. The Director may, however, file a 
reply if he or she chooses or if ordered by the adminstrative 
law judge. 
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§ 10.137 Supplemental complaint. 


False statements in an answer may be made the basis of a 
supplemental complaint. 


§ 10.138 Contested case. 


Upon the filing of an answer by the respondent, a disciplinary 
proceeding shall be regarded as a contested case within the 
meaning of 35 U.S.C. 24. Evidence obtained by a subpoena 
issued under 35 U.S.C. 24 shall not be admitted into the record 
or considered unless leave to proceed under 35 U.S.C. 24 was 
previously authorized by the administrative law judge. 


§ 10.139 Administrative law judge; appointment; responsi- 
bilities; review of interlocutory orders; stays. 


(a) Appointment. An administrative law judge, appointed 
under 5 U.S.C. 3105, shall conduct disciplinary proceedings as 
provided by this part. 

(b) Responsibilities. The administrative law judge shall have 
authority to: 


(1) Administer oaths and affirmations; 

(2) Make rulings upon motions and other requests; 

(3) Rule upon offers of proof, receive relevant evidence, 
and examine witnesses; 

(4) Authorize the taking of a deposition of a witness in 
lieu of personal appearance of the witness before the admin- 
strative law judge; 

(5) Determine the time and place of any hearing and 
regulate its course and conduct; 

(6) Hold or provide for the holding of conferences to settle 
or simplify the issues; 

(7) Receive and consider oral or written arguments on facts 
or law; 

(8) Adopt procedures and modify procedures from time 
to time as occasion requires for the orderly disposition of 
proceedings; 

(9) Make initial decisions under § 10.154; and 

(10) Perform acts and take measures as necessary to promote 
the efficient and timely conduct of any disciplinary proceeding. 


(c) Time for making initial decision. The administrative law 
judge shall set times and exercise control over a disciplinary 
proceeding such that an initial decision under § 10.154 is normally 
issued within six months of the date a complaint is filed. The 
administrative law judge may, however, issue an initial decision 
more than six months after a complaint is filed if in his or her 
opinion there exist unusual circumstances which preclude 
issuance of an initial decision within six months of the filing 
of the complaint. 

(d) Review of interlocutory orders. An interlocutory order 
of an administrative law judge will not be reviewed by the 
Commissioner except: 


(1) when the administrative law judge shall be of the 
opinion (i) that the interlocutory order involves a controlling 
question of procedure or law as to which there is a substantial 
ground for a difference of opinion and (ii) that an immediate 
decision by the Commissioner may materially advance the 
ultimate termination of the disciplinary proceeding or 

(2) in an extraordinary situation where justice requires 
review. 


(e) Stays pending review of interlocutory order. If the Di- 
rector or a respondent seeks review of an interlocutory order 
of an administrative law judge under paragraph (b)(2) of this 
section, any time period set for taking action by the adminis- 
trative law judge shall not be stayed unless ordered by the 
Commissioner or the administrative law judge. 


§ 10.140 Representative for Director or respondent. 


(a) A respondent may be represented before the Office in 
connection with an investigation or disciplinary proceeding by 
an attorney. The attorney shall file a written declaration that he 
or she is an attorney within the meaning of § 10.1(c) and shall 
state: 





JANUARY 7, 1992 


(1) the address to which the attorney wants 
related to the in or disciplinary sent and 
()atcephone number where the aomey may beached 
during normal business hours. 


(b) The Commissioner shall designate at least two associate 
eee 
the Director in disciplinary In prosecuting 
disciplinary proceedings, the designated associate solicitors shall 
not involve the Solicitor or the Deputy Solicitor. The Solicitor 
and the Deputy Solicitor shall remain insulated from the inves- 
tigation and prosecution of all disciplinary ings in order 
that they shall be available as counsel to the Commissioner in 
deciding disciplinary proceedings. 


§ 10.141 Filing of papers. 


(a) The provisions of § 1.8 of this Subchapter do not apply 
to disciplinary proceedings. 

(b) All papers filed after the complaint and prior to entry of 
an initial decision by the administrative law judge shall be filed 
with the administrative law judge at an address or place des- 
ignated by the administrative law judge. All papers filed after 
entry of an initial decision by the administrative law judge shall 
be filed with the Director. The Director shall promptly forward 
to the Commissioner any paper which requires action under this 
part by the Commissioner. 

(c) The administrative law judge or the Director may provide 
for filing papers and other matter by hand or by “Express Mail.” 


§ 10.142 Service of papers. 


(a) All papers other than a complaint shall be served on a 
‘respondent represented by an attorney by: 


(1) delivering a copy of the paper to the office of the 
attorney; or 

(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to the attorney at the address provided by the 
attorney under § 10.140(a) (1); or 

(3) any other method mutually agreeable to the attorney 
and a representative for the Director. 


(b) All papers other than a complaint shali be served on a 
respondent who is not represented by an attorney by: 


(1) delivering a copy of the paper to the respondent; or 
(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to the respondent at the address to which a 
complaint may be served or such other — as may be 
designated in writing by the respondent; 
(3) any other mA mutually squats to the respondent 
and a representative of the Director. 


(c) A respondent shall serve on the representative for the 
Director one copy of each “? filed with the administrative 
law judge or the Director. A paper may be served on the 
representative for the Director by: 


(1) delivering a copy of the paper to the representative; 
or 

(2) mailing a copy of the paper by first-class mail or 
“Express Mail” to an address designated in writing by the 
representative; or 

(3) any other method mutually agreeable to the respondent 
and the representative. 


(d) Each paper filed in a disciplinary proceeding shall contain 
therein a certificate of service indicating: 


(1) the date on which service was made and 
(2) the method by which service was made. 


(e) The administrative law judge or the Commissioner may 
require that a paper be served by hand or by “Express Mail.” 

(f) Service by mail is completed when the paper mailed in 
the United States is placed into the custody of the U.S. Postal 
Service. 
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§ 10.143 Motions. 


Motions may be filed with the administrative law judge. The 
Peay meager ny ae eget pat n en 
the time period for response to a motion and whether replies 

will be authorized. No motion shall be filed with 


the parties prior i 
pee te cee a SN the parties shall promptly 
notify the administrative law judge. 


§ 10.144 Hearings. 


(a) The administrative law judge shall preside at hearings 
in eer pee proceedings. Hearings will be stenographically 
recorded and transcribed and the testimony of witnesses will 
be received under oath or affirmation. The administrative law 
judge shall conduct hearings in accordance with.5 U.S.C. 556. 
A copy of the transcript of the hearing shall become part of the 
ee 
and the respondent at the expense of the Office. 

(b) ee eee proceeding fails to 
appear at the hearing after a notice of hearing has been given 
by the administrative law judge, the administrative law judge 
may deem the respondent to have waived the right to a hearing 
and may proceed with the hearing in the absence of the respon- 
dent. 


(c) A hearing under this section will not be open to the public 
except that the Director may grant a request by a respondent 
to open his or her hearing to the public and make the record 
of the disciplinary proceeding available for public inspection, 
provided agreement is reached in advance to exclude from 
public disclosure information which is privileged or confidential 
under applicable laws or regulations. If a disciplinary proceed- 
ing results in disciplinary action against a practitioner, and 
subject to § 10.159(c), the record of the entire disciplinary 
proceeding, including any settlement agreement, will be avail- 
able for public inspection. 


§ 10.145 Proof; variance; amendment of pleadings. 


Incase of a variance between the evidence and the allegations 
in a complaint, answer, or reply, if any, the administrative law 
judge may order or authorize amendment of the complaint, 
answer, or reply to conform to the evidence. Any party who 
would otherwise be prejudiced by the amendment will be given 
reasonable opportunity to meet the allegations in the complaint, 
answer, or reply, as amended, and the administrative law judge 
shall make findings on any issue presented by the complaint, 
answer, or reply as amended. 


$§ 10.146-10.148 [reserved] 
§ 10.149 Burden of proof. 


In a disciplinary proceeding, the Director shall have the 

n of proving his or her case by clear and convincing 

evidence and a re: nt shall have the burden of providing 
any affirmative defense by clear and convincing evidence. 


§ 10.150 Evidence. 


(a) Rules of evidence. The rules of evidence prevailing in 
courts of law and equity are not controlling in hearings in 
disciplinary proceedings. However, the administrative law judge 
shall exclude evidence which is irrelevant, immaterial, or unduly 
repetitious. 

(b) Depositions. Depositions of witnesses taken pursuant to 
§ 10.151 may be admitted as evidence. 

(c) Government documents. Official documents, records, and 

of the Office are admissible without extrinsic evidence 
of authenticity. These documents, records and papers may be 
evidenced by a copy certified as correct by an employee of 
the Office. 
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(d) Exhibits. If any document, record, or other paper is 
introduced in evidence as an exhibit, the administrative law 
judge may authorize the withdrawal of the exhibit subject to 
any conditions the administrative law judge deems appropriate. 

(e) Objections. Objections to evidence will be in short form, 
stating the grounds of objection. Objections and rulings on 
objections will be a part of the record. No exception to the ruling 
is necessary to preserve the rights of the parties. 


§ 10.151 Depositions. 


(a) Depositions for use at the hearing in lieu of personal 
appearance of a witness before the administrative law judge may 
be taken by respondent or the Director upon a showing of good 
cause and with the approval of, and under such conditions as 
may be deemed appropriate by, the administrative law judge. 
Depositions may be taken upon oral or written questions, upon 
not less than ten days written notice to the other party, before 
any officer authorized to administer an oath or affirmation in 
the place where the deposition is to be taken. The requirement 
of ten days notice may be waived by the parties and depositions 
may then be taken of a witness and at a time and place mutually 
agreed to by the parties. When a deposition is taken upon written 
questions, copies of the written questions will be served upon 
the other party with the notice and copies of any written cross- 
questions will be served by hand or “Express Mail” not less then 
five days before the date of the taking of the deposition unless 
the parties mutually agree otherwise. A party on whose behalf 
a deposition is taken shall file a copy of a transcript of the 
deposition signed by a court reporter with the administrative 
law judge and shall serve one copy upon the opposing party. 
Expenses for a court reporter and preparing, serving, and filing 
depositions shall be borne by the party at whose instance the 
deposition is taken. 

(b) When the Director and the respondent agree in writing, 
a deposition of any witness who will appear voluntarily may 
be taken under such terms and conditions as may be mutually 
agreeable to the Director and the respondent. The deposition 
shall not be filed with the administrative law judge and may 
not be admitted in evidence before the administrative law judge 
unless he or she orders the deposition admitted in evidence. The 
admissibility of the deposition shall lie within the discretion 
of the administrative law judge who may reject the deposition 
on any reasonable basis including the fact that demeanor is 
involved and that the witness should have been called to appear 
personally before the administrative law judge. 


§ 10.152 Discovery. 


Discovery shall not be authorized except as follows: 
(a) After an answer is filed under § 10.136 and when a party 
establishes in a clear and convincing manner that discovery is 
and relevant, the administrative law judge, under such 
conditions as he or she deems appropriate, may order an op- 
posing party to: 


(1) answer a reasonable number of written requests for 
admission or interrogatories; 

(2) produce for inspection and copying a reasonable number 
of documents; and 

(3) produce for inspection a reasonable number of things 
other than documents. 


(b) Discovery shall not be authorized under paragraph (a) 
of this section of any matter which: 


(1) will be used by another party solely for impeachment 
or cross-examination; 

(2) is not available to the party under 35 U.S.C. § 122; 

(3) relates to any disciplinary proceeding commenced in 
the Patent and Trademark Office prior to Mar. 8, 1985; 

(4) relates to experts except as the administrative law judge 
may require under paragraph (e) of this section. 

(5) is privileged; or 

(6) relates to mental impressions, conclusions, opinions, 
or legal theories of any attorney or other representative of a party. 


(c) the administrative law judge may deny discovery re- 
quested under paragraph (a) of this section if the discovery 
sought: 
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(1) will unduly delay the disciplinary proceeding; 

(2) will place an undue burden on the party required to 
produce the discovery sought; or 

(3) is available (i) generally to the public, (ii) equally to 
the parties; or (iii) to the party seeking the discovery through 
another source. 


(d) Prior to authorizing discovery under paragraph (a) of this 
section, the administrative law judge shall require the party 
seeking discovery to file a motion (§ 10.143) and explain in 
detail for each request made how the discovery sought is 
necessary and relevant to an issue actually raised in the com- 
plaint or the answer. 

(e) The administrative law judge may require parties to file 
and serve, prior to any hearing, a pre-hearing statement which 
contains 

(1) A list (together with a copy) of all proposed exhibits 
to be used in connection with a party’s case-in-chief, 

(2) a list of proposed witnesses, 

(3) as to each proposed expert witness: 


(i) an identification of the field in which the individual 
will be qualified as an expert; 

(ii) a statement as to the subject matter on which the 
expert is expected to testify; and 

(iii) a statement of the substance of the facts and opinions 
to which the expert is expected to tesify, 


(4) the identity of government employees who have in- 
vestigated the case, and 

(5) copies of memoranda reflecting respondent’s own 
Statements to administrative representatives. 


(f) After a witness testifies for a party, if the opposing party 
requests, the party may be required to produce, prior to cross- 
examination, any written statement made by the witness. 


§§ 10.153 Proposed findings and conclusions; post-hearing 
memorandum. 


Except in cases when the respondent has failed to answer 
the complaint, the administrative law judge, prior to making an 
initial decision, shall afford the parties a reasonable opportunity 
to submit proposed findings and conclusions and a post-hearing 
memorandum in support of the proposed findings and conclu- 
sions. 


§ 10.154 Initial decision of administrative law judge. 


(a) The administrative law judge shall make an initial de- 
cision in the case. The decision will include (a) a statement of 
findings and conclusions, as well as the reasons or basis therefore 
with appropriate references to the record, upon all the material 
issues of fact, law, or discretion presented on the record, and 
(b) an order of suspension or exclusion from practice, an order 
of reprimand, or an order dismissing the complaint. The admin- 
istrative law judge shall file the decision with the Director and 
shall transmit a copy to the representative of the Director and 
to the respondent. In the absence of an appeal to the Commis- 
sioner, the decision of the administrative law judge will, without 
further proceedings, become the decision of the Commissioner 
of Patents and Trademarks thirty (30) days from the date of the 
decision of the administrative law judge. 

(b) The initial decision of the administrative law judge shall 
explain the reason for any penalty of reprimand, suspension or 
exclusion. In determining any penalty, the following should 
normally be considered: 


(1) the public interest; 

(2) the seriousness of the violation of the Disciplinary 
Rule; 

(3) the deterrent effects deemed necessary; and 

(4) the integrity of the legal profession; and 

(5) any extenuating circumstances. 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party may 
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to the Commissioner. An appeal by the respondent will 
be filed with the Director in duplicate and will include exceptions 
to the decisions of the administrative law judge and supporting 
reasons for those exceptions. If the Director files the 
the Director shall serve a copy of the appeal. Within thirty (30) 
days after receipt of an appeal or copy thereof, the other party 
may file a reply brief in duplicate with the Director. If the 
Director files the reply brief, the Director shall serve a copy of 
the reply brief. Upon the filing of an appeal and a reply brief, 
if any, the Director shall transmit the entire record to the 
Commissioner. 

(b) The appeal will be decided by the Commissioner on the 
record made before the administrative law judge. 

(c) The Commissioner may order reopening of a disciplinary 
proceeding in accordance with the principles which govern the 
granting of new trials. Any request to reopen a disciplinary 
proceeding on the basis of newly discovered evidence must 
demonstrate that the newly discovered evidence could not have 
been discovered by due diligence. 


§ 10.156 Decision of the Commissioner. 


(a) An from an initial decision of the administrative 
law judge shall be decided by the Commissioner. The Commis- 
sioner may affirm, reverse, or modify the initial decision or 
remand the matter to the administrative law judge for such 
further proceedings as the Commissioner may deem appropri- 
ate. Entry of a decision by the Commissioner is a final agency 
action in a disciplinary proceeding. In making a final decision, 
the Commissioner shall review the record or those portions of 
the record as may be cited by the parties in order to limit the 
issues. The Comissioner shall tranmit a copy of the final decision 
to the Director and to the respondent. 

(b) A final decision of the Commissioner may dismiss a 
disciplinary proceeding, reprimand a practitioner, or may sus- 
pend or exclude the practitioner from practice before the Office. 


§ 10.157 Review of Commissioner’s final decision. 


(a) Review of the Commissioner’s final decision in a dis- 
ciplinary case may be had by a petition filed in the United States 
District Court for the District of Columbia. See 35 U.S.C. 32 
and Local Rule 1-26 of the United States District Court for the 
District of Columbia. 

(b) The Commissioner may stay a final decision pending 
review of the Commissioner’s final decision. 


§ 10.158 Suspended or excluded practitioner. 


(a) A practitioner who is suspended or excluded from practice 
before the Office under § 10. 156(b) shall not engage in unauthor- 
ized practice of patent, trademark and other non-patent law 
before the Office. 

(b) Unless otherwise ordered by the Commissioner, any 
practitioner who is suspended or excluded from practice before 
the Office under § 10.156(b) shall: 


(1) Within 30 days of entry of the order of suspension or 
exclusion, notify all bars of which he or she is a member and 
all clients of the practitioner for whom he or she is handling 
matters before the Office in separate written communications 
of the suspension or exclusion and shall file a copy of each 
written communication with the Director. 

(2) Within 30 days of entry of the order of suspension or 
exclusion, surrender a client’s active Office case files to (i) the 
client or (ii) another practitioner designated by the client. 

(3) Not hold himself or herself out as authorized to practice 
law before the Office. 

(4) Promptly take any necessary and appropriate steps to 
remove from any telephone, legal, or other directory any ad- 
vertisement, statement, or representation which would reasona- 
bly suggest that the practitioner is authorized to practice patent, 

or other non-patent law before the Office, and within 
30 days of taking those steps, file with the Director an affidavit 
describing the precise nature of the steps taken. 

(5) Not advertise the practitioner’s availability or ability 
to perform or render legal services for any person having 
immediate, prospective, or pending business before the Office. 

(6) Not render legal advice or services to any person having 
immediate, prospective, or pending business before the Office 
as to that business. 
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(7) Promptly take steps to change any sign ay ape a 
practitioner’s or the practitioner’s firm’s office and the prac- 
titioner’s or the practitioner’s firm’s stationary to delete there- 
from any advertisement, statement, or representation which 
would reasonably suggest that the practitioner is authorized to 

law before the Office. 

(8) Within 30 days, return to any client any unearned funds, 
including any uneamed retainer fee, and any securities and 
property of the client. 


(c) A practitioner who is suspended or excluded from practice 
before the Office and who aides another practitioner in any way 
in the other practitioner’s practice of law before the Office, may, 
under the direct supervision of the other practitioner, act as a 
para-legal for the other practitioner or perform other services 
for the other practitioner which are normally performed by lay- 
persons, provided: 


(1) the practitioner who is suspended or excluded is: 
(i) a salaried employee of: 

(A) the other practitioner; 

(B) the other practitioner’s law firm; or 

(C) a client-employer who employs the other prac- 
titioner as a salaried employee; 

(2) the other practitioner assumes full professional respon- 
sibility to any client and the Office for any work performed by 
the suspended or excluded practitioner for the other practitioner; 

(3) the suspended or excluded practitioner, in connection 
with any immediate, prospective, or pending business before 
the Office, does not: 

(i) communicate directly in writing, orally, or otherwise 
with a client of the other practitioner; 

(ii) render any legal services to a client of the other 
practitioner; or 

(iii) meet in person or in the presence of the other 
practitioner with: 

(A) any Office official in connection with the prose- 
cution of any patent, trademark, or other case; 

(B) any client of the other practitioner, the other 
practioner’s law firm, or the client-employer of the other prac- 
titioner; 

(C) any witness or potential witness which the other 
practitioner, the other practitioner’s law firm, or the other 
practitioner’s client-employer may or intends to call as a witness 
in any proceeding before the Office. The term “witness” includes 
individuals who will testify orally in a proceeding before, or 
sign an affidavit or any other document to be filed in, the Office. 


(d) When a suspended or excluded practitioner acts as a para- 
legal or performs services under paragraph (c) of this section, 
the suspended or excluded practitioner shail not thereafter be 
reinstated to practice before the Office unless: 


(1) the suspended or excluded practitioner shall have filed 
with the Director an affidavit which (i) explains in detail the 
precise nature of all para-legal or other services performed by 
the suspended or excluded practitioner and (ii) shows by clear 
and convincing evidence that the suspended or excluded prac- 
titioner has complied with the provisions of this section and all 
Disciplinary Rules, and 

(2) the other practitioner shall have filed with the Director 
a written statement which (i) shows that the other practitioner 
has read the affidavit required by subparagraph (d) (1) of this 
section and that the other practitioner believes every statement 
in the affidavit to be true and (ii) states why the other practitioner 
believes that the suspended or excluded practitioner has com- 
plied with paragraph (c) of this section. 


§ 10.159 Notice of suspension or exclusion. 


(a) Upon issuance of a final decision reprimanding a prac- 
titioner or suspending or excluding a practitioner from practice 
before the Office, the Director shall give notice of the final 
decision to appropriate employees of the Office and to interested 
departments, agencies, and courts of the United States. The 
Director shall also give notice to appropriate authorities of any 
State in which a practitioner is known to be a member of the 
bar and any appropriate bar association. 

(b) The Director shall cause to be published in the Official 
Gazette the name of any practitioner suspended or excluded 
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from practice. Unless otherwise ordered by the Commissioner, 
the Director shall publish in the Official Gazette the name of 
any practitioner reprimanded by the Commissioner. 

(c) The Director shall maintain records, which shall be 
available for public inspection, of every disciplinary proceeding 
where a practitioner is reprimanded, suspended, or excluded 
unless the Commissioner orders that the proceeding be kept 
confidential. 


§ 10.160 Petition for reinstatement. 


(a) A petition for reinstatement of a practitioner suspended 
for a period of less than five years will not be considered until 
the period of suspension has passed. 

(b) A petition for reinstatement of a practitioner excluded 
from practice will not be considered until five years after the 
effective date of the exclusion. 

(c) An individual who has resigned under § 10.133 or who 
has been suspended or excluded may file a petition for rein- 
statement. The Director may grant a petition for reinstatement 
when the individual makes a clear and convincing showing that 
the individual will conduct himself or herself in accordance with 
the regulations of this part and that granting a petition for 
reinstatement is not contrary to the public interest. As acondition 
to reinstatement, the Director may require the individual to: 


(1) meet the requirements of § 10.7, including taking and 
passing an examination under § 10.7(b) and 

(2) pay all or a portion of the costs and expenses, not to 
exceed $1,500, of the disciplinary proceeding which lead to 
suspension or exclusion. 

(d) Any suspended or excluded practitioner who has violated 
the provisions of § 10.158 during his or her period of suspension 
or exclusion shall not be entitled to reinstatement until such time 
as the Director is satisfied that a period of suspension equal in 
time to that ordered by the Commissioner or exclusion for five 
years has passed during which the suspended or excluded 
practitioner has complied with the provisions of § 10.158. 

(e) Proceedings on any petition for reinstatement shall be 
open to the public. Before reinstating any suspended or excluded 
practitioner, the Director shall publish in the Official Gazette 
a notice of the suspended or excluded practitioner’s petition for 
reinstatement and shall permit the public a reasonable oppor- 
tunity to comment or submit evidence with respect to the petition 
for reinstatement. 


§ 10.161 Savings clause. 


(a) A disciplinary proceeding based on conduct engaged in 
prior to the effective date of these regulations may be instituted 
subsequent to such effective date, if such conduct would con- 
tinue to justify suspension or exclusion under the provisions of 
this part. 

(b) No practitioner shall be subject to a disciplinary proceed- 
ing under this part based on conduct engaged in before the 
effective date hereof if such conduct would not have been 
subject to disciplinary action before such effective date. 


§ 10.162-10.169 [reserved] 
§ 10.170 Suspension of rules. 


(a) In an extraordinary situation, when justice requires, any 
requirement of the regulations of this part which is not a re- 
quirement of the statutes may be suspended or waived by the 
Commissioner or the Commissioner’s designee, sua sponte, or 
on petition of any party, including the Director or the Director’s 
representative, subject to such other requirements as may be 
imposed. 

(b) Any petition under this section will not stay a disciplinary 
proceeding unless ordered by the Commissioner or an admin- 
istrative law judge. 


GERALD J. MOSSINGHOFF 
Commissioner of Patents 
and Trademarks 


Dec. 21, 1984. 


[1052 OG 4] 
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(182) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 10 
[Docket No. 40788-8069] 
Practice Before the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule; correction. 
Summary: On Feb. 6, 1985, final rules regarding the represen- 
tation of others before the Patent and Trademark 
Office were issued. (50 FR 5172, Feb. 6, 1985.) This notice 
makes a technical correction to the second sentence in {g49 
10.157(a) to reflect the Local Rule designation currently used 
by the U.S. District Court for the District of Columbia. 
For Further Information Contact: Nancy C. Slutter by telephone 
at [703] 557-4035 or by mail marked to her attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
Supplementary Information: Part 10-Representation of Others 
Before the Patent and Trademark Office 

1. The authority citation for 37 CFR Part 10 continues to read 
as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 

2. Section 10.157(a) [Corrected] 

The reference in § 10.157, paragraph (a), the second sen- 
tence, to “1-26” is corrected to read “213”. 


DONALD W. PETERSON, 
Deputy Assistant Secretary 
and Deputy Commissioner of 

Patents and Trademarks. 


Apr. 13, 1988. 


[1090 OG 41] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 10 
[Docket No. 80866-9013] 


Requests for Reconsideration in Patent and Trademark 
Office Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: This final rule sets forth an amendment to 37 CFR 
10.156. The purpose of the amendment is to prescribe a date 
on which the decision of the Commissioner of Patents and 
Trademarks in a Patent and Trademark (PTO) disciplinary 
proceeding becomes final agency action for purposes of judicial 
review, and to provide for one request for reconsideration or 
modification of such decision by a party. 

Effective Date: Apr. 1, 1989 

For Further Information Contact: Harris A. Pitlick by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: Present rules do not explicitly 
provide for requests for reconsideration or modification of 
Commissioner’s decisions in appeals from initial decisions of 
administrative law judges in PTO disciplinary proceedings. 37 
CFR 10.156 presently provides that such a Commissioner’s 
decision is a final agency action. 

In a recent case, Klein v. Peterson, 6 USPQ 2d 1556 (D.D.C. 
1988), a first decision of the Commissioner was withdrawn and 
ultimately replaced with a second decision. The respondent 
sought judicial review of the first decision under 35 U.S.C. 32 
after its finality had already been withdrawn and then sought 
judicial review of the second decision. The authority of the 
Commissioner to, in effect, reconsider his decision in a disci- 
plinary proceeding was challenged in the cited case. The district 
court heid that since there was no express statutory authority 
proscribing the Commissioner from reconsidering the first de- 
cision, there was implicit authority to do so consistent with long- 
standing precedent in the area of federal administrative law. 

While Klein confirmed that the Commissioner has inherent 
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authority to reconsider a decision, at least before an appeal has 
been noted, the PTO believes that a rule explicitly providing 
for a time in which requests for reconsideration may be made 
by a party and a date certain for when Commissioner’s decisions 
in disciplinary proceedings become final will both promote 
greater certainty in this area of disciplinary proceeding practice 
and eliminate the possibility of multiple appeals. The final rule 
is not intended to preclude the Commissioner from sua sponte 
reconsidering or modifying a decision in a disciplinary proceed- 
ing at any time where conditions warrant and a respondent’s 
due process rights are not violated, consistent with long-stand- 
ing federal administrative law precedent. 

A notice of proposed rulemaking was published in the Federal 
Register on Oct. 3, 1988 (53 FR 38740) and the Official Gazette 
on Oct. 25, 1988 (1095 O.G. 44). Interested parties were re- 
quested to submit written comments on or before Dec. 1, 1988. 
No comments were received. 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 

The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration that the rule change 
is not expected to have a significant adverse economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because in merely codifying the inherent 
right of the PTO to reconsider its decisions sua sponte, the rule 
extends the right to each party in a PTO disciplinary proceeding 
to seek reconsideration. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increases in costs or prices for consumers, 
individual industries, Federal, State or local government agen- 
cies, or geographic regions. There will be no adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. — 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the rela- 
tionship between the National government and the States as 
outlined in Executive Order 12612. 

This rule change does not contain a collection of information 
subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq. 


List of Subject in 37 CFR Part 10 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Trademarks. 


For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, the Patent and Trademark Office amends 37 CFR Part 
10 as follows: 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


2. Section 10.156 is amended by revising paragraph (a) and 
adding new paragraph (c) to read as follows: 


10.156 Decision of the Commissioner. 


(a) An from an initial decision of the administrative 
law judge shall be decided by the Commissioner. The Commis- 
sioner may affirm, reverse or modify the initial decision or 
remand the matter to the administrative law judge for such 
further proceedings as the Commissioner may deem appropri- 
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ate. Subject to paragraph (c) of this section, a decision by the 
Commissioner does not become a final agency action in a 
disciplinary proceeding until 20 days after it is entered. In 
making a final decision, the Commissioner shall review the 
record of those portions of the record as may be cited by the 
parties in order to limit the issues. The Commissioner shall 
transmit a copy of the final decision to the Director and to the 
respondent. 


*e ee * 


(c) A single request for reconsideration or modification of 
the Commissioner’s decision may be made by the repondent 
or the Director if filed within 20 days from the date of entry 
of the decision. Such a request shall have the effect of staying 
the effective date of the decision. The decision by the Com- 
missioner on the request is a final agency action in a disciplinary 
proceeding and is effective on its date of entry. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Jan. 11, 1989. 


[1100 OG 5] 


Department of Commerce 
Patent and Trademark Office 
37 CFR PART 10 


[Docket No. 80340-8188] 


Practice Before the Patent and Trademark 
Office; Government Employees 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules governing admission of Government employees to 
practice before the PTO in patent cases, Part 10 of Title 37. 
Those rules presently permit officers and employees of the 
Government to be registered only if their official duties include 
preparation and prosecution of patent applications. A recent 
decision of the U.S. District Court for the District of Columbia 
has held that these rules are partially invalid. By these amended 
rules, the PTO has conformed the rules to the court’s decision 
and has eliminated the “inactive” status designation of registered 
attorneys and agents who became employed by the Government, 
but do not engage in the preparation and prosecution of patent 
applications. 

Effective Date: Nov. 4, 1988 

For Further Information Contact: Nancy C. Slutter by telephone 
at (703) 557-4035 or by mail marked to her attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: Attorneys and agents must be 
admitted to practice before the Patent and Trademark Office 
(PTO) in patent cases. 35 U.S.C. 31; 37 CFR 10.10(a). Part 10 
of Title 37 is being amended to allow Federal employees who 
fulfill the requirements for registration set forth at 37 CFR 10.7 
to have their names placed on the PTO register of attorneys and 
agents. 

In the past, the rules provided that an officer or employee 
of the Government whose official duties include ion and 
prosecution of patent applications may be registered. 37 CFR 
10.6(d). Under the rule, all other Government employees were 
not to be registered. If a registered practitioner became a 
Government employee, the rule required that the petitioner’s 
name be endorsed as “inactive” if the employee’s duties did 
not involve the preparation and prosecution of patent applica- 
tions. 

In a recent decision by the U.S. District Court for the District 
of Columbia, portions of 37 CFR 10.6(d) were held to be invalid. 
In that case, an attorney presently employed by a Federal agency 
petitioned the Commissioner, requesting that his name be placed 
(with an inactive designation) on the register of attorneys and 
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agents entitled to practice before the PTO in mt cases. His 
petition was denied in view of 37 CFR 10.6(d). In re Athridge, 
230 USPQ 470 (Comm’r Pat. 1986). Following the Commis- 
sioner’s decision, the attorney sought judicial review in the 
U.S. District Court for the District of Columbia. The court 
determined that 37 CFR 10.6(d) was invalid to the extent that 
it precluded registration of an otherwise qualified individual 
solely on the basis of his status as a Government employee. 
Based on its determination, the court held that the employee 
could be registered and desi as “inactive.” Athridge v. 
Quiqq, 655 F. Supp. 779, 3 USPQ 2d 1391 (D.D.C. 1987). See 
also Athridge v. Quigg, 4 USPQ 2d 1656 (Comm’r Pat. 1987). 
Amendments to 37 CFR §§ 10.6, 10.10 and 10.23(c) were 
in a rulemaking notice published in the Federal Regqis- 
ter at 53 FR 20871-20872 (June 7, 1988) and at 1091 Official 
Gazette 38 (June 28, 1988). 

Interested parties were requested to submit written comments 
on or before Aug. 9, 1988. Written comments were submitted 
by two individuals and one organization. 

Section 10.6, as amended, removes § 10.6(d). The effect of 
removing § 10.6(d) will permit otherwise qualified Government 
employees to be registered to practice before the PTO in patent 
cases. Registration, however, will not relieve any Government 
employee from otherwise complying with conflict of interest 
requirements, e.g., 18 U.S.C. 203, 205, 207, applicable agency 
regulations and personnel practices, and applicable codes of 
professional responsibility. 

Section 10.10, as amended, refers to restrictions on practice 
in patent cases imposed on Government employees, Office 
employees, and former Office employees. 

Section 10.23(c), which sets forth specific forms of miscon- 
duct, is amended by revising paragraph 10.23(c)(13) to reflect 
the redesignation of paragraph 10.6(e) as § 10.10(b), and by 
adding new paragraphs (c) and (d), which provide that actions 
contrary to the restrictions on practice in t cases set forth 
in amended i 10.10(c) and (d) will be treated as 
misconduct by the Office. 

One commenter expressed concern that under § 10.10(b) as 
proposed, a former member of the patent examining corps could 
be denied registration (or reinstatement) as the result of filing 
an application that is assigned to his or her former examining 
group by the Office even though when filing the 
the practitioner sincerely did not believe the application would 
be assigned to that group. It is noted that § 10.10(b) contains 
the same provisions with to applications filed by former 
patent examiners as former § 10.6(e). A former member of the 


assigned to his or her former group if 
immediate etn taken to withdraw fom farther prosecution 
of the case when he or she finds out that the application has 
been assigned to his or her former group. Actionable misconduct 
occurs when the individual knowingly acts in violation of the 
undertaking signed under § 10.10(b). See § 10.23(c)(13). 
Two comments were received suggesting an addition to § 
10.66 that would correspond to newly aes § 10.10(d). 
However, § 10.66 relates to Canon 5 of the Patent and Trademark 
cauks istapontent jeapuen en UAE af 0 otha aad 
exercise j on behalf of a client) and is 
concemed with a practitioner’s relationship with clients whereas 
newly proposed 10 oe tempera gy 
of interest laws, regulations or of professional respon- 
aawdiarcadetmmemne . Accordingly, 
ee ee 


be $10.1 ped Scotwae 

to as c), weer tn ne 
Gazette (0540.0 12) “Reinstatement of 

Agents to Practice Before the U.S. Punntend Teeteanet OWiee” 
Such a change is not adopted in this rule package but is under 
consideration for a future rule change. 

Two comments were received concerning the differences in 
the language used in proposed §§ cen ape 
and the need to avoid inconsistencies in two sections. In 
particular, § 10.10(b) (last ) incieded “providing 
assistance,” be ae A matey ff we tp 10.23(c(13) 
recited “knowingly,” whereas § 10.10(b) did not. This sugges- 
pegs" sb cam 1070s 

“providing assistance” tude tho wend “hanekenty ae 
$1 ) will be changed to include 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


It was suggested by two commenters that additional explana- 
tory commentary be provided with respect to newly proposed 
31 10.10(c) and (d). It is felt that this is in connection 
with the rule change. Government employees with questions 
concerning applicable conflict of interest laws, regulations or 
codes of professional ——— should address these ques- 
tions to their respective Offices of General Counsel. With respect 
to further comment by the Office concerning practice by 
Government employees before the PTO, the last paragraph 
under Supplementary Information in the Notice of proposed 
rulemaking provides sufficient clarity on this issue. 

Two comments were received concerning the status of in- 
dividuals who may be affected by this rule change. These 
individuals should contact the Office of Enrollment and Dis- 
cipline (OED). In addition, the Office will publish a notice in 
the Official Gazette listing all individuals registered as inactive 
and their last known address. 

Twocommenters correctly observed that proposed § 10.10(b) 
does not require a written statement of official duties for an 
officer or Government employee whose official duties re- 
quire the preparation and prosecution of applications for pa- 
tent. 

The citation to the Commissioner’s decision indicating that 
Mr. Athridge’s name has been entered on the “active” list of 
registered attorneys and agents entitled to practice before the 
PTO in patent cases has been added to the discussion under 
Supplementary Information as suggested. 

The suggestion that the term “contrary to” be changed to “in 
violation of” in proposed § 10.23(c)(20) has not been adopted. 
The term “contrary to” is considered preferable. 

Two comments were received concerning the continued 
effect of an rendered by the Acting United States Attorney 
General, 41 Op. Att. Gen. 21, 1949 Dec. Comm’ r Pat. 1 (1949). 
In response, the Commissioner advises that the PTO maintains 
the import of that decision is unchanged with respect to practice 
before the PTO by Government — See In re Athridge, 
230 USPQ 470 (Comm’r Pat. 1986). 


Other Considerations 


This rule change will not have a significant impact on the 
quality of the human environment or the conservation of energy 
resource. 

The rule change is in conformity with the requirements of 

the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic = impact 
on a substantial number of small entities Flexibility 
Act, Pub. L. 96-354). The rule change emment 

who meet the requirements set forth at 37 CFR 10.7 
to have their names placed on the Patent and Trademark Office 
register of attorneys and agents would not be expected to result 
in an increase of fees charged by attorneys and agents to entities, 
SS 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
NE ee 
cies, or geographic regions. There will be no significant adverse 
effects on investment, productivity, 
innovation, or on the ability of United States-based enterprises 
<i a ee eee meets ae 


"The PTO has also determined that this notice has no fod- 
eralism implications affecting the between the 
ee Order 

any additional burden under 
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Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

Pursuant to the authority granted to the Commissioner of 
Patents and Trademarks by 35 U.S.C. 6 and 31, Part 10 of Title 


37 of the Code of the Federal Regulations is amended as set - 


forth below: 


PART 10-REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 continues to read 
as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


2. Section 10.6 is amended by removing paragraph (d) and 
redesignating paragraph (e) as § 10.10(b). 

3. Section 10.10 is amended by revising the title, redesig- 
nating the text as paragraph (a), revising newly redesignated 
——— (b) and adding new paragraphs (c) and (d) to read 
as follows: 


§ 10.10 Restrictions on practice in patent cases. 


(a) Only practitioners who are registered under § 10.6 or 
individuals given limited recognition under § 10.9 will be 
permitted to prosecute patent applications of others before the 
Office. 

(b) No individual who has served in the patent examining 
corps of the Office may practice before the Office after termi- 
nation of his or her service, unless he or she signs a written 
undertaking (1) not to prosecute or aid in any manner in the 
prosecution of any patent application pending in any patent 
examining group during his or her period of service therein and 
(2) not to prepare or prosecute or to assist in any manner in 
the preparation or prosecution of any patent application of 
another [i] assigned to such group for examination and [ii] filed 
within two years after the date he or she left such group, without 
written authorization of the Director. Associated and related 
classes in other patent examining groups may be required to 
be included in the undertaking or designated classes may be 
excluded from the undertaking. When an application for reg- 
istration is made after resignation from the Office, the applicant 
will not be registered if he or she has prepared or prosecuted 
or assisted in the preparation or prosecution of any patent 
application as indicated in the paragraph. Knowingly preparing 
or prosecuting or providing assistance in the preparation or 
prosecution of any patent application contrary to the provisions 
of this paragraph shall constitute misconduct under § 10.23(c)(13) 
of this part. 

(c) A practitioner who is an employee of the Office cannot 
prosecute or aid in any manner in the prosecution of any patent 
application before the Office. 

(d) Practice before the Office by Government employees is 
subject to any applicable conflict of interest laws, regulations 
or codes of professional responsibility. [Approved by the Office 
of Management and Budget under control number 0651-0012) 


4. Section 10.23 is amended by revising paragraph (c)(13) 
and by adding new paragraphs (c)(19) and (c)(20) to read as 
follows: 


§ 10.23 MISCONDUCT 


*e ee * 
<cp*** 


(13) Knowingly preparing or prosecuting or providing as- 
sistance in the preparation or prosecution of a patent application 
in violation of an undertaking signed under § 10.10(b). 


*e ee * 


(19) Action by an employee of the Office contrary to the 
provisions set forth in § 10.10(c). 

(20) Knowing practice by a Government employee contrary 
to applicable Federal conflict of interest laws, or regulations of 
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the Department, agency or commission employing said indi- 
vidual. 


*ee* * 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Sept. 15, 1988 


[1095 OG 45} 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 10 


Docket No. 80340-8188 
Practice Before the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule: Corection 

Summary: Oct. 4,1988, final rules amending regulations regard- 
ing the representation of others before the Patent and Trademark 
Office were issued. (53 FR 38948, Oct. 4, 1988.) This notice 
makes a technical correction to §10.10(b) to reflect that by 
reason of the amended regulations, §§ 10.10(c) and 10.10(d) 
currently address practice of Government employees before the 
Patent and Trademark Office in patent cases. 

Effective Date: Feb. 13, 1989. 

For Further Information Contact: Cameron Weiffenbach by 
telephone at (703) 557-2012 or by mail marked to his attention 
and addresseed to Box OED, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

Supplementary Information: 


(185) 


List of Subjects in 37 CFR Part 10 
Administrative practice and procedure. 


PART 10-REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 continues to read 
as follows: 


Authority: 5 U.S.C. 500;15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


$10.101 [Amended] 
2. Section 10.101(b) [Amended] 


The reference in § 10.101(b) to “§ 10.6(d)” is revised to read 
“$§ 10.10(c) and 10.10(d).” 


DONALD J. QUIGG. 
Assistant Secretary and 

Commissioner of Patents 

and Trademarks 


Feb. 2, 1989. 


[1100 O.G. 7] 


(186) nt of Commerce 
Patent and Trademark Office 


37 CFR Part 100 
[Docket No. 80995-8195] 


Rights Determinations in Government 
Employee Inventions 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: Executive order 10096 as amended by Executive 
Order 10930 sets forth the policies and procedures for deter- 
mining the rights of Government employees and the Govern- 
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ment is: inventions made by employees. The Delegation of 
Authority from the Secretary of Commerce, dated Sept. 15, 
1988, transferred administration of these provisions from the 
Commissioner of Patents and Trademarks to the Under Secretary 
for Economic Affairs in the Department of Commerce. This final 
rule removes 37 CFR Part 100 in its entirety. 
Effective date: This rule is effective Nov. 1, 1988. 
For Further Information Contact: John H. Raubitschek by 
telephone at [703] 557-4035 or by mail marked to his attention 
and addressed to Box 8, Commissioner of Patents and Trade- 

rm Washington, D. C. 20231. 
Supplementary Information: Executive Order 10096, as amended 
by Executive Order 10930, sets forth the policies and procedures 
for determining the rights of Government employees and the 
Government is inventions made by the employees. The function 
of reviewing agency rights determinations assigned to the 
Secretary of Commerce was delegated by the Secretary to the 
Commissioner of Patents and Trademarks. On Sept. 15, 1988, 
the Secretary changed the delegation to the Under Secretary for 
Economic Affairs, who is republishing Part 100 as new Part 
501 in 37 CFR. 

All rights determinations and appeals relating thereto, which 
are pending before the Commissioner at the time 37 CFR Part 


501 becomes effective, will be acted upon by the Commissioner 
the 


notice is not a rule within the meaning of section 1(a) of Executive 
Order 12291. Therefore, no Regulatory Impact Analysis has to 
or will be Because a notice of proposed rulemaking 
and an opportunity for public comment are not required to be 
given by section 553 of the Administrative Procedure Act (5 
U.S.C. 553), or by any other law, no initial or final Regulatory 
Flexibility Analysis has to or will be prepared for the purposes 
of the Regulatory Flexibility Act (S U.S.C. 603(a) and 604(a)). 

This final rule does not contain a policy with Federalism 
implications sufficient to warrant ion of a Federalism 
assessment under Executive Order 12612. Nor does this rule 
contain a collection of information for purposes of the Paper- 
work Reduction Act of 1980. 

For reasons set forth in the preamble, 37 CFR Part 100 is 
amended as follows: 


PART 100—{REMOVED AND RESERVED] 
1. Part 100 is removed and reserved. 
DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


(FR Doc. 88-23238 Filed 10-7-88; 8:45 am] 
Billing Code 3510-16-M O 


[1096 OG 15] 


Oct. 4, 1988 


(187) as of Commerce 
Patent and Trademark Office 


37 CFR Part 501 
[Docket No. 80627-8127] 


Uniform Patent Policy for Domestic 
Rights in Inventions Made by 
Government Employees 


Agency: Under Secretary for Economic Affairs, Department of 
Commerce 


Action: Final rule. 

Summary: Executive Order 10096, as amended by Executive 
Order 10930, sets forth the policies and procedures for deter- 
mining the rights in Federal employee 

to the Federal 


Sept. 15, 1988 and effective Nov. 1, 1988, transferred admini- 
stration of the provisions of Executive Order 10096 as amended 
by Executive Order 10930 from the Commission of Patents 
and Trademarks to the Under Secretary for Economic Affairs 
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in the Department of Commerce. This final rule establishes 37 
CFR Part 501 which sets forth this delegation of authority to 
the Under Secretary. In addition, each Government agency is 
authorized to determine whether the results of research, devel- 
opment, or other activity within the agency constitute an inven- 
tion with the purview of Executive Order 10096, as amended 
by Executive Order 10930 and to determine initially the rights 
therein in accordance with the provisions of section 501.6 and 
501.7 herein. By separate notice in today’s Federal Register the 
Patent and Trademark Office is deleting 37 CFR Part 100. 
Effective Date: Nov. 1, 1988. 

However, all rights, determinations, and appeals submitted 
to the Commissioner prior to the effective date, will be reviewed 
by the Commissioner under the procedures of 37 CFR Part 100. 
Address: Comments may be sent to Mr. Joseph P. Allen, Acting 
Director, Federal Technology Management Division, Office of 
the Under Secretary for Economic Affairs, United States 
Department of Commerce, Room 4839, Herbert C. Hoover 
Bldg., Washington, D.C. 20230. 

For Further Information Contact: Mr. Joseph P. Allen, by 
telephone at (202) 377-8100 or Robert B. Ellert by telephone 
at (202) 377-5394. 
Supplementary Information: Executive Order 10096, as amended 
by Executive Order 10930, sets forth the policies and jures 
for determining the rights in Federal Employee inventions with 
respect to the Federal employee and the Government employer. 
The Under Secretary for Economic Affairs of the Department 
of Commerce was delegated responsibility for oversight of the 
Executive Order on Sept. 15, 1988. Functions required by the 
Executive Order were a performed by the Commis- 
sioner of Patents and Trademarks. This final rule is substantially 
the same as the rule set out in 37 CFR Part 100, except, the 
Secretary of Commerce is substituted for the Commissioner of 
Patents and Trademarks, and advance approval is given to 
agency heads to make final determinations relating to determi- 
nations of rights decisions of Government employee inventions, 
ee ee ee 

ident Reagan in Executive Order 12591, on Apr. 10, 
1987 di directed all Government agencies to facilitate the transfer 
of technology developed at federal laboratories to the private 
sector and to promote its commercialization. To accomplish the 
goals of E.O. 12591 it is necessary that rights to inventions made 
by government employees be determined as expeditiously as 
possible. Accordingly, the Secretary has reviewed the existing 
procedures and policies under 37 CFR Part 100 and concluded 
that administration of the functions thereunder could be per- 
formed on a more efficient basis by confining the role of the 
Department of Commerce to appeals by employees from dis- 
puted agency determinations. Accordingly, under 37 CFR Part 
501 each Government agency is given the authority to determine 
whether the results of research, development of other activities 
within the agency constitute an invention by an employee, and 

to determine initially the rights relating to ownership within 
the provisions of Executive Order 10096 as amended by Ex- 
ecutive Order 10930. If no appeal is taken to the Secretary by 
an employee under section 501.8, the initial determination of 
the agency will be final. 

Notwithstanding the fact that this is a final rule, comments 
are requested. 

Because this rule concerns agency management and person- 
nel, it is not a rule or regulation within the meaning of section 
1(a) of Executive Order 12291, and it is not subject to the 
requirements of the Order. Accordingly, no preliminary or final 
regulatory impact analysis has to be or will be prepared. 

Because a notice of proposed rulemaking and an opportunity 
for public comments are not required to be given for this rule 
by section 553 of the Administrative Procedure Act (5 U.S.C. 
553), or by any other law, no regulatory flexibility analysis has 
to be or will be for purposes of the Regulatory Flex- 
ibility Act (S U.S.C. 603(a) and 604(a)). 

This final rule does not contain policies with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. This rule does not 
contain collections of information for purposes of the Paperwork 
Reduction Act. 

The changes in the process of determining employee rights 
to inventions made by this rule do not have takings implications 


sufficient to require preparation of a Takings ications 
Assessment under Executive Order 12630. ans 
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List of Subjects in 37 CFR Part 501 


Uniform patent policy. Domestic Rights in inventions, In- 
ventions made by Government employees. 


ROBERT ORTNER, 
Under Secretary for 
Economic Affairs. 


Oct. 3, 1988 


*e ee * 


For the reasons set forth in the preamble 37 CFR is amended 
by adding Chapter V, consisting of Part 501, to read as follows: 


CHAPTER V—UNDER SECRETARY FOR ECONOMIC 
AFFAIRS, DEPARTMENT OF COMMERCE 


PART 501—UNIFORM PATENT POLICY FOR DOMES- 
TIC RIGHTS IN INVENTIONS MADE BY GOVERN- 
MENT EMPLOYEES 


Sec. 


501.1 
501.2 
501.3 
501.4 
501.5 
501.6 


Purpose. 

Scope. 

Definitions. 

Determination of Inventions and Rights therein. 

Agency Liaison Officier. 

Criteria for The Determination of Rights in and 
to Inventions. 

Agency Determination. 

Appeals by employees. 

Patent 

Dissemination of this part and of implementing 
regulations. 


Authority: Sec. 4, E.0. 10096, 3 CFR 1949-1953 Comp., p. 
292, as amended by E. O. 10930, 3 CFR 1959-1963 Comp., 
p. 456; and Delegation of Authority by the Secretary of 
Commerce, Sept. 15, 1988, DOO 10-9. 


§ 501.1 Purpose. 


501.7 
501.8 
501.9 
501.10 


The purpose of this part is to provide for the administration 
of a uniform patent policy for the Government with respect to 
the domestic rights in inventions made by Government employ- 
ees and to prescribe rules and regulations for implementing and 
effectuating such policy. 


§ 501.2 Scope. 


This part applies to any invention made by a Government 
employee and to any action taken with respect thereto. 


§ 501.3 Definitions. 


(a) The term “Secretary,” as used in this part, means the Under 
Secretary of Commerce for Economic Affairs. 

(b) The term “Government agency” as used in this part, 
means and Executive department or independent establishment 
of the Executive branch of the Government (including any 
independent regulatory commission or board, any corporation 
wholly owned by the United States, and the Smithsonian In- 
stitution), but does not include the Department of Energy for 
inventions made or conceived under the provisions of 42 U.S.C. 
2182. 

(c) The term “Government employee,” as used in this part, 
means any officer or employee, civilian or military, of any 
Government agency, including any part-time consultant or part- 
time employee except as may otherwise be provided for by 
agency regulation approved by the Secretary. 

(d) The term “invention,” as used in this part, means any 
art, machine, manufacture, design, or composition of matter, 
or any new and useful improvement thereof, or any variety of 
plant, which is or may be patentable under the patent laws of 
the United States. 


§ 501.4 Determination of Inventions and rights therein. 


Each Government agency has the approval of the Secretary 
to determine whether the results of research, development, or 
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other activity in the agency constitute an invention within the 
purview of E.O. 10096, as amended by E.O. 10930 and to 
determine the rights therein in accordance with the provisions 
of § 501.6 and 501.7 herein. 


§ 501.5 Agency Liaison Officer. 


Each Government agency shall designate a liaison officer 
to represent the agency before the Secretary. Provided, however, 
that the Departments of the Army, the Navy, and the Air Force 
may each designate a liaison officer. 


§ 501.6 Criteria for the Determination of Rights In and To 
Inventions. 


(a) The following rules shall be applied in determining the 
respective rights of the Government and of the inventor in and 
to any invention that is subject to the provisions of this part: 


(1) The Government shall obtain, except as herein otherwise 
provided, the entire domestic right, title and interest in and 
to any invention made by any Government employee: 


(i) During working hours, or 

(ii) With a contribution by the Government of facilities, 
equipment, materials, funds or information, or of time 
or services of other Government employees on official 
duty, or 

(iii) Which bears a direct relation to or is made in conse- 
quence of the official duties of the inventor. 


Foreign patent rights are governed by the provisions of 37 
CFR Part 101. 


(2) In any case where the contribution of the Government, as 
measured by any one or more of the criteria set forth in 
paragraph (a)(1) of this section, to the invention is insuf- 
ficient equitably to justify a requirement of assignment to 
the Government of the entire domestic right, title, and 
interest in and to such invention, or in any case where the 
Government has insufficient interest in an invention to 
obtain the entire domestic right, title, and interest therein 
(although the Government could obtain same under para- 
graph (a)(1) of this section), the Government agency con- 
cerned shall leave title to such invention in the employee, 
subject however, to the reservation to the government of 
a nonexclusive, irrevocable, royalty-free license in the 
invention with power to grant licenses for all governmental 
purposes, such reservation, in the terms thereof, to appear, 
where practicable, in any patent, domestic or foreign, which 
may issue on such invention. Reference is made to section 
15 of the Federal Technology Transfer Act of 1986 (15 
U.S.C. 3710d) which requires a Government agency to 
allow the inventor to retain title to any covered invention 
when the agency does not intend to file a patent application 
or otherwise promote commercialization. 

(3) In applying the provisions of paragraphs (a)(1) and (2) of 
this section to the facts and circumstances relating to the 
making of a particular invention, it shall be presumed that 
an invention made by an employee who is employed or 
assigned: 


(i) To invent or improve or perfect any art, machine, design, 
manufacture, or composition of matter, 

(ii) To conduct or perform research, development work, or 
both, 


(iii) To supervise, direct, coordinate, or review Government 
financed or conducted research, development work, or 
both, or 

(iv) To act in a liaison capacity among governmental or non- 
governmental agencies or individuals engaged in such 
research or development work, falls within the provi- 
sions of paragraph (a)(1) of this section, and it shall be 
presumed that any invention made by any other em- 
ployee falls within the provisions of paragraph (a)(2) 
of this section. Either presumption may be rebutted by 
a showing of the facts and circumstances in the case 
and shall not preclude a determination that these facts 
and circumstances justify leaving the enire right, title 
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and interest in and to the invention in the Government 
employee, subject to the law. 


(4) In any case wherein the Government neither: 


(i) Obtains the entire domestic right, title and interest in and 
to an invention pursuant to the provisions of paragraph 
(a)(1) of this section nor 

(ii) Reserves a nonexclusive, irrevocable, royalty-free li- 
cense in the invention, with power to grant licenses for 
all governmental purposes, pursuant to the provisions 
of paragraph (a)(2) of this section. 


The Government shall leave the entire right, title and interest 
in and to the invention in the Government employee, subject 
to law. 


§ 501.7 Agency determination. 


(a) If the agency determines that the Government is entitled 
to obtain title pursuant to § 501.6(a)(1) and the employee does 
not appeal, no further review is required. 

(b) In the event that a Government agency determines, 
pursuant to paragraph (a)(2) or (a)(4) of § 501.6, that title to 
an invention will be left with the employee, the agency shall 
notify the employee of this determination. 

(c) In the case of a determination under either paragraph (a) 
or (b) of this section, the agency shall promptly prepare, and 
preserve in appropriate files, accessible to the Secretary, a 
written, signed, and dated statement concerning the invention 
including the following: 


(1) A description of the invention in sufficient detail to identify 
the invention and show its relationship to the employee’s 
duties and work assignments; 

(2) The name of the employee and employment status, including 
a detailed statement of official duties and responsibilities 
at the time the invention was made; and 

(3) An explanation of the agency determination and reasons 
therefor. The agency shall, subject to considerations of 
national security, or public health, safety, or welfare, submit 
to the Secretary, if an appeal is taken, a copy of this written 
statement. 


§ 501.8 Appeals by employees. 


(a) Any Government employee who is aggrieved by a 
Government agency determination pursuant to { 249 501.6(a)(1) 
or (a)(2), may obtain a review of any agency determination by 
filing, within 30 days (or such longer period as the Secretary 
may, for good cause shown in writing, fix in any case) after 
receiving notice of such determination, two copies of an appeal 
with the Secretary. The Secretary then shall forward one copy 
of the appeal to the Government agency. 

(b) On receipt of a copy of an appeal filed pursuant to 
paragraph (a) of this section, the agency official who made the 
agency determination being appealed shall, subject to consid- 
erations of national security, or public health, safety, or welfare, 
promptly furnish both the Secretary and the inventor with a copy 
of a report containing the following information about the 
invention involved in the appeal: 


(1) A copy of a statement by the agency containing the infor- 
mation specified in § 501.7, and 

(2) A detailed statement of the points of dispute or controversy, 
together with copies of any statements or written arguments 
filed with the agency, and of any other relevant evidence 
that the agency considered in making its determination of 
Government interest. Within 25 days (or such longer period 
as the Secretary may, for good cause shown, fix in any 
case) after the transmission of a copy of the agency report 
to the employee, the employee may file a reply thereto with 
the Secretary and file one copy thereof with the appropriate 
agency decision maker. 

(c) After the time for the inventor’s reply to the Government 
agency’s report has expired and if the inventor has so requested 
in his or her appeal, a date will be set for hearing of oral 
arguments before the Secretary, by the employee (or by an 
attorney whom he or she designates by written power of attorney 
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filed before, or at the hearing) and a representative of the 
Government agency involved. Unless it shall be otherwise ordered 
before the hearing begins, oral arguments will be limited to 
thirty minutes for each side. The employee need not retain an 
attorney or request an oral hearing to secure full consideration 
of the facts and his or her arguments. The employee may 
expedite such consideration by notifying the Secretary when 
he ot she does not intend to file a reply to the agency report. 

(d) After a hearing on the appeal, if a hearing was requested, 
or after expiration of the period for the inventor’s reply to the 
agency report if no hearing is set, the Secretary shall issue a 
decision on the matter within 120 days, which decision shall 
be final after a thirty day period for requesting reconsideration 
expires or on the date that a decision on a petition for recon- 
sideration is finally disposed of. Any request for reconsideration 
or modification of the decision must be filed within 30 days 
from the date of the original decision (or within such an extension 
thereof as may be set by the Secretary before the original period 
expires). The decision of the Secretary shall be made after 
consideration of the statements of fact in the employee’s appeal, 
the agency’s report, and the employee’s reply, but the Secretary 
at his or her discretion and with due respect to the rights and 
convenience of the inventor and the Government agency, may 
call for further statements on specific questions of fact or may 
request additional evidence in the form of affidavits or depo- 
sitions on specific facts in dispute. 


§ 501.9 Patent protection. 


(a) A Government agency, upon determining that an inven- 
tion coming within the scope of § 501.6(a)(1) or (a)(2) has been 
made, shall thereupon determine whether patent protection will 
be sought in the United States by the agency for such invention. 
A controversy over the respective rights of the Government and 
of the employee in any case shall not delay the taking of the 
actions provided for in this section. In cases coming within the 
scope of § 501.6(a)(2), agency action looking toward such patent 
protection shall be contingent upon the consent of the employee. 

(b) Where there is an appealed dispute as to whether § 
501.6(a)(1) or (a)(2) applies in determining the respective rights 
of the Government and of an employee in and to any invention, 
the agency will determine whether patent protection will be 
sought in the United States pending the Secretary’s decision on 
the dispute and, if it decides that an application for patent should 
be filed, will take such rights as are specified in § 501.6(a)(2), 
but this shall be without prejudice to acquiring the rights 
specified in paragraph (a)(1) of that section should the Secretary 
so decide. 

(c) Where an agency has determined to leave title to an 
invention with an employee under § 501.6(a)(2), the agency will, 
upon the filing of an application for patent take the rights 
specified in that paragraph without prejudice to the subsequent 
acquistion by the Government of the rights specified in para- 
graph (a)(1) of that section should the Secretary so decide. 


§ 501.10 Dissemination of this part and of implementing 
regulations. 


Each Government agency shall disseminate to its employees 
the provisions of this part, and any appropriate implementing 
agency regulations and delegations. Copies of any such regu- 
lations shall be sent to the Secretary. If the Secretary identifies 
an inconsistency between this part and the agency regulations 
or delegations, the agency, upon being informed by the Secretary 
of the inconsistency, shall take prompt action to correct it. 


{FR Doc. 88-23239 Filed 10-7-88; 8:45 am] 
Billing Code 3510-EA-M 


(188) Practitioner’s R: 


bility to Avoid 
Prejudice to the Rights 


a Client/Patent Applicant 


Under 37 CFR Part 10, a practitioner is responsible for taking 
reasonable steps to avoid foreseeable prejudice to the rights of 
a client/patent applicant. This responsibility exists in all circum- 
stances including those where the practitioner is operating through 
a corporate liaison or foreign agent and has no direct contact 
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with the client/patent applicant, who in most cases is the one 
being represented. 

This notice is intended to clarify the appropriate course of 
action fora practitioner to follow when the practitioner is operating 
through such a corporate liaison or foreign agent. In such 
arrangements, the registered practitioner may rely upon the 
advice of the corporate liaison or the client/patent applicant’s 
foreign agent as to the action to be taken so long as the prac- 
titioner is aware that the client/patent applicant has consented 
after full disclosure to be represented by the liaison or agent. 
It will be assumed by the Patent and Trademark Office that the 
client/patent applicant has an agreement with the liaison or 
agent, arrived at after full disclosure, to be represented by the 
liaison or agent. Registered practitioners, if they wish, however, 
may maintain a copy of the agreement in this regard between 
the client/patent applicant and the liaison or agent in practitio- 
ner’s file of the application or other proceeding before the Office. 
If there is, in fact, no such agreement between the client/patent 
applicant and the liaison or agent, the registered practitioner 
must communicate to the client/patent applicant. 

In circumstances where the practitioner is aware that there 
is an agreement between the client/patent applicant and the 
liaison or agent, the practitioner may fully rely upon the advice 
of the liaison or agent as to the wishes of the client/patent 
applicant. For example, if the registered practitioner is instructed 
by the client/patent applicant’s liaison or agent to allow an 
application to go abandoned rather than to respond to an Office 
action within a set period for response, the practitioner may 
properly do so without any further notice to the client/patent 
applicant. : 

It is assumed that withdrawal from employment by a prac- 
titioner will remain a relatively rare occurrence, particularly in 
view of this clarification. This notice should not be taken to 
require or encourage withdrawal. If a practitioner should decide 
to withdraw, however, the practitioner must take reasonable 
steps to avoid foreseeable prejudice to the rights of the client/ 
patent applicant including allowing time for employment of 
another practitioner (37 CFR 10.40). Therefore, at least thirty 
days would be required between the date of approval by the 
Office of the withdrawal and the later of the expiration date of 
the response period or the expiration date of the period which 
can be obtained by a petition for extension of time and fee under 
37 CFR 1.136(a). This is necessary so that the client/patent 
applicant would have sufficient time to obtain other represen- 
tation or to take other action. If a period has been set for response 
and the period may be extended without a showing of cause 
pursuant to 37 CFR 1.136(a) by filing a petition for extension 
of time and fee, the practitioner will not be required to seek such 
extensioh of time for withdrawal to be approved. In such a 
situation, however, withdrawal will not be approved unless at 
least thirty days would remain between the date of approval and 
the last date on which such a petition for extension of time and 
fee could properly be filed. 
Dec. 10, 1987 DONALD J. QUIGG, 
Assistant Secretary and 

Commissioner of Patents 
and Trademarks. 


[1086 OG 457] 


(189) Responsibilities of Practitioners Representing 
Clients in Proceedings Before 
The Patent and Trademark Office 


This notice is intended to remind practitioners of certain 
aspects of their responsibilities in representing clients in pro- 
ceedings before the Office. The Notice is also intended to 
supplement the discussion set forth in the Official Gazette Notice 
published at 1086 Official Gazette 457 (Jan. 12, 1988) entitled 
“Practitioner’s Responsibility to Avoid Prejudice to the Rights 
of a Client/Patent Applicant” and to amplify and supersede the 
Helpful Hint published at 1084 Official Gazette 34 (Nov. 24, 
1987) titled “Correspondence Address and/or Fee Address of 
Maintenance Fees.” 

Part 10 of title 37, Code of Federal Regulations, sets forth 
the Patent and Trademark Office (PTO) Code of Professional 
Responsibility. Each attorney or agent who practices before the 
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PTOis subject to the rules set forth in Part 10 and should carefully 
study the rules promulgation originally published at 50 Federal 
Register 5158 (Feb. 6, 1985) and at 1052 Official Gazette 4 (Mar. 
5, 1985) and reproduced as item number 172 in the Consolidated 
Listing of Official Gazette Notices, published at 1086 Trade- 
mark Official Gazette 3 (Jan. 5, 1988). 


Practitioner’s Client 


During the promulgation of Part 10, 37 CFR, several indi- 
viduals suggested that “it may be difficult to determine the 
identity of the ‘client’. . ., particularly in corporate patent 
departments.” The response to that suggestion was that “[t]he 
PTO will presume that practitioners know the identities of their 
clients . . ..” 50 Federal Register 5163 (Feb. 6, 1985); 1086 
Trademark Official Gazette 356 (Jan. 5, 1988). For example, 
in a patent application, practitioner’s client is ordinarily the 
inventor who gives practitioner a power of attorney to prosecute 
the application (37 CFR 1.31). A practitioner may represent only 
the assignee of the entire interest in a patent application if the 
assignee has filed a power of attorney and the assignee is 
conducting the prosecution of the application to the exclusion 
of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised 
a question of who is the client when an application is filed on 
behalf of an individual, but the individual’s assignee pays 
practitioner’s bill. The question was answered in the following 
manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes 
to make that fact plain on the record of a patent application, 
the practitioner may file an assignment and a power of 
attorney signed by the assignee. If a dispute should then occur 
between the individual and the assignee, the record would 
be clear that the assignee is the client.” 50 Federal Register 
5164 (Feb. 6, 1985); 1086 Trademark Official Gazette 357 
(Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison 
or foreign agent. Such arrangements do not automatically change 
the person whom practitioner represents, e.g., the inventor or 
trademark owner. The fact that a U.S. practitioner receives 
instructions from the inventor or trademark owner through a 
foreign attorney or agent does not change the fact that the client 
is still the inventor or trademark owner rather than the foreign 
attorney or agent. See Strojirenstvi v. Toyoda, 2 USPQ 2nd 1222 
(Comm’r Pat. 1986), which at 1223 cited Yetter Manufacturing 
Co. v. Hiniker Co., 213 USPQ 119, 120 (D. Minn. 1981) for 
the principle that “when attorney served as local counsel for 
a law firm representing Hiniker Co., the attorney represented 
Hiniker and not the law firm” and also cited Toulmin v. Becker, 
105 USPQ 511 (Ohio Ct. App. 1954) for the principle that 
“foreign patent agents or attorneys were not clients of U.S. 
patent attorney.” The PTO expects practitioners to know the 
identities of their clients and to take reasonable steps to avoid 
foreseeable prejudice to the rights of their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client 
of the U.S. practitioner, to be passed to the U.S. _ practitioner 
through intermediaries, such as corporate liaisons or foreign 
agents. Clearly, a client may choose to use a corporate liaison 
or a foreign agent to convey instructions, etc., to a practitioner. 
In such an arrangement, the practitioner may rely upon instruc- 
tions of, and accept compensation from, the corporate liaison 
or the foreign agent as to the action to be taken in a proceeding 
before the Office so long as the practitioner is aware that the 
client has consented to have instructions conveyed through the 
liaison or agent. See 37 CFR 10.68(a) and (b). An agreement 
between the client and the liaison or agent establishes an agency 
relationship between the liaison or agent and the client such that 
the U.S. practitioner can rely upon the liaison or agent as the 
representative of the client for the purpose of communicating 
the client’s instructions about the proceeding to the U.S. prac- 
titioner. The PTO will assume that the client has an agreement 
with the liaison or agent to be represented by the liaison or agent. 
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It is the responsibility of the client to notify the practitioner that 
the agency relationship between the client and the liaison or 
agent has ceased to exist and that instructions from the liaison 
or agent should no longer be accepted. 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attor- 
ney is executed. For example, the following language could 
be inserted in an oath, declaration, or power of attorney 
form: 


“The undersigned hereby authorizes the U.S. attorney or 
agent named herein to accept and follow instructions from 
as to any action to be taken in the Patent and Trademark Office 
regarding this application without direct communication 
between the U.S. attorney or agent and the undersigned. In 
the event of a change in the persons from whom instructions 
may be taken, the U.S. attorney or agent named herein will 
be so notified by the undersigned.” 


Without an agency relationship between the liaison or agent 
and the client, a practitioner would be bound by 37 CFR 10.68(b) 
to “not permit a person who recommends, employs, or pays the 
practitioner to render legal services for another, to direct or 
regulate the practitioner’s professional judgment in rendering 
such legal services.” 


Practitioner’ s Responsibility to a Client After the Client’ s Patent 
Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to 
their responsibilites to a client (patent or trademark applicant) 
after the client’s patent was issued or trademark has been reg- 
istered. In response thereto, it is pointed out that a power of 
attorney given during prosecution of a patent or trademark 
application is considered to be viable after the patent is issued 
or the trademark is registered. See 50 Federal Register 5164 
(Feb. 6, 1985); 1086 Trademark Official Gazette 357 (Jan. 5, 
1988). While the Office considers such a power of attorney to 
be viable for purposes of the practitioner taking actions in 
proceedings before the Office if practitioner and the client so 
desire, the existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark does not establish whether prac- 
titioner has a responsibility, and a dutaffirmatively in a proceed- 
ing before the Office on behalf of the client after the patent issues 
or the trademark is registered. 

Practitioner’s responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the 
trademark is registered depends upon whether practitioner still 
has a practitioner-client relationship with the client which has 
continued after the patent issued or trademark is registered. The 
mere existence of the power of attorney to file and/or prosecute 
the application through issuance of the patent or registration of 
the trademark would not establish such a practitioner-client 
relationship in the absence of other facts establishing such a 
relationship since the purpose for which the power of attorney 
was originally given has been accomplished. 


Practitioner's Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent 
the client in a proceeding before the Office, a practitioner 
nevertheless has certain obligations to a former client. These 
obligations are placed upon practitioner by the Office rules and 
are necessary for the proper conduct of proceedings before the 
Office. Under 37 CFR 10.23(c)(8), practitioners have a duty to 
inform a client or former client or timely notify the Office of 
an inability to notify a client or former client of certain corre- 
spondence received from the Office and also from the client’s 
or former client’s opponent in an inter partes proceeding before 
the Office. Practitioners have an obligation whether the client 
is a present client or a former client. Included among the items 
of correspondence of which practitioners have the obligation 
to inform clients or former clients are notices regarding main- 
tenance fees, reexamination proceedings, and institution of inter 
partes patent and trademark proceedings. 
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Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a 
change thereto may be filed with the Office during the enforce- 
able life of a patent. This “correspondence address” will be used 
in any correspondence relating to maintenance fees unless a 
separate “fee address” has been specified solely for maintenance 
fee purposes as provided by 37 CFR 1.363. Practitioners who 
do not wish to receive correspondence relating to maintenance 
fees must change the correspondence address in the patented 
file or provide the PTO with a fee address to which the cor- 
respondence should be sent. It is not required that a practitioner 
file a request for permission to withdraw pursuant to 37 CFR 
1.36 solely for the purpose of changing the correspondence 
address in a patent even though a withdrawal of a practitioner 
would change the correspondence address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in 
a reexamination proceeding will be directed to the attorney or 
agent of record in the patent file, a request for permission to 
withdraw pursuant to 37 CFR 1.36 must be filed in the patent 
if the attorney or agent of record does not desire to receive 
correspondence relating to reexamination. For information on 
requests to withdraw, see the discussion in the Jan. 12, 1988 
Official Gazette Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or 
requirements relating to a particular proceeding before the Office, 
those questions should be directed to the particular area of the 
Office responsible for the proceeding. If practitioners have 
questions about their responsibilities to their clients, those 
questions should be directed to the Office of Enrollment and 
Discipline. The telephone number of that Office is (703) 557- 
2012. 


DONALD J. QUIGG, 
Assistant Secretary and Commissioner 
of Patents and Trademarks. 


May 25, 1988 


[1091 OG 26] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 10 
[Docket No. 81146-9134] 


RIN: 0651-AA41 
Exhaustion of Administrative Remedies 
in Patent and Trademark Office 
Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: This final rule sets forth amendments to 37 CFR §§ 
10.155 and 10.157. The purpose of the amendments is to clarify 
that a respondent dissatisfied with the initial decision by the 
administrative law judge in a Patent and Trademark Office 
(PTO) disciplinary proceeding must exhaust available admin- 
istrative remedies, i.e., appeal to the Commissioner of Patents 
and Trademarks, before seeking judicial review under 35 U.S.C. 
32. 

Effective Date: August 1,1989 

For Further Information Contact: Harris A. Pitlick by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: It is possible that present rules may 
be interpreted not to explicitly require a respondent dissatisfied 
with the decision of the administrative law judge (initial deci- 
sion) in a PTO disciplinary proceeding to file an appeal with 
the Commissioner of Patents and Trademarks as a condition 
precedent to filing a petition for review in the United States 
District Court for the District of Columbia under 35 U.S.C. 32. 
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Under 37 CFR § 10.154(a), in the absence of an appeal to 
the Commissioner, the initial decision, without further proceed- 
ings, becomes the decision of the Commissioner thirty (30) days 
therefrom. Local Rule 213 of the United States District Court 
for the District of Columbia, 37 CFR § 10.157 and 35 U.S.C. 
32, together provide for review of the final decision of the 
Commissioner by a petition in that court within 30 days of the 
date of that decision. Thus, the rules could be construed to permit 
a respondent dissatisfied with the initial decision to bypass 
review by the Commissioner and directly seek judicial review 
within 60 days of the date of the initial decision. 

The purpose of 37 CFR §§ 10.154-10.157 is to outline the 
steps for seeking review of an initial decision in a disciplinary 
proceeding. There is no provision for bypassing a determination 
by the Commissioner unless both parties accept the decision 
and do not desire any further review of the initial decision. 
Sections 10.155 and 10.157 have been amended to clarify that 
a respondent must exhaust available administrative remedies by 
appeal to the Commissioner before judicial review can be con- 
sidered ripe. 

Subsequent to a notice of proposed rulemaking setting forth 
the proposed amendments now adopted by this Final Rule, an 
amendment to 37 CFR § 10.156 was adopted. See 54 FR 6659 
(February 14, 1989). Section 10.156 now explicitly permits the 
respondent or the Director to make a single request for recon- 
sideration or modification of the Commissioner’s decision on 
appeal from an initial decision. Nothing in that rule, or in the 
rules adopted by this Final Rule, requires a respondent dissat- 
isfied with the Commissioner’s decision to seek reconsideration 
thereof. Thus, a respondent dissatisfied with the Commis- 
sioner’s decision may directly seek judicial review under 35 
U.S.C. 32. In other words, for purposes of 37 CFR Part 10, 
exhaustion of administrative remedies is complete upon appeal 
to the Commissioner from the initial decision. 

A notice of proposed rulemaking was published in the Fed- 
eral Register on December 28, 1988 (53 FR 52438) and the 
Official Gazette on January 17,1989 (1098 O.G. 527). Interested 
parties were requested to submit written comments on or before 
February 27, 1989. Comments from two (2) sources were 
received. None of the suggestions made in the comments have 
been adopted. A detailed analysis of the comments follows: 
Comment: The proposed rules do not go quite far enough in 
order to comply with 5 U.S.C. 704, which specifies that 

agency action otherwise final is final for purposes of this 

section whether or not there has been presented or determined 
an application . . . unless the agency otherwise requires by 
rule and provides that the action meanwhile is inoperative, 
for an appeal to superior agency authority. 
Since no rule specifies that the initial decision of the admin- 
istrative law judge shall be inoperative, a sentence should be 
added to the end of 37 CFR § 10.154(a) stating that pending 
an appeal to the Commissioner in accordance with § 10.155 the 
decision of the administrative law judge will be inoperative. This 
would assure compliance with 5 U.S.C. 704 and remove any 
concer by practitioners subject to disciplinary proceedings that 
the initial decision has any binding effect prior to action by the 
Commissioner. 
Response: The suggestion has not been since it is not 
necessary. The above-quoted language from 5 U.S.C. 704 first 
as part of section 10(c) of the original Administrative 
Procedure Act, 5 U.S.C. 1009(c) (Act of June 11, 1946, ch. 
324, § 10(c), 60 Stat. 243). The meaning of the language in 
that section is explained in the Attorney General’s Manual on 
the Administrative Procedure Act (1947) at 101-05. The pur- 
pose of the language quoted in the comment was to provide 
for judicial review at the time when agency action becomes 
operative, rather than at some later time, such as when further 
review available in the agency became exhausted. Under the 
regulatory scheme for review following an initial decision in 
a PTO disciplinary proceeding, agency action— i.e., imposition 
of discipline on a practitioner before the Office — cannot 
become operative before 20 days after the date of entry of the 
Commissioner’s decision under 37 CFR § 10.156(a) or, if a 
request for reconsideration has been filed within those 20 days, 
before the date of entry of the decision on reconsideration under 
37 CFR § 10.156(c). In other words, the initial decision cannot 
become operative until such time that judicial review becomes 
available to the affected practitioner. The suggested change to 
37 CFR § 10.154(a) is, hence, unnecessary. 
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Comment: The evidence upon which the General Counsel has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that this proposed rule change is not expected 
to have a significant adverse economic impact on a substantial 
number of small entities has not been disclosed to the public 
for review and comment. 

Response: No law requires that such evidence, if any, be dis- 
closed to the public for review and comment. See 5 U.S.C. 
605(b). The basis for the certification was that the proposed 
tule changes would merely make explicit what was implicity 
intended by the rules as originally constituted. 

Comment: The proposed rule change will have a significant 
adverse economic impact on a substantial number of small 
entities because it prolongs the time for judicial review for a 
person who has been refused registration to practice before the 
Office. 

Response: Both the proposed rule changes and the rules affected 
thereby relate solely to practitioners already registered or oth- 
erwise permitted to practice before the Office and who have 
been subject to a PTO disciplinary proceeding. The rules and 
rule changes have no impact, economic or otherwise, on persons 
refused registration or permission to practice before the Office. 


Other Considerataions 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 

The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration that this rule change 
is not expected to have a significant adverse economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354) because it merely makes explicit what was 
implicitly intended by the rules as originally constituted. Ad- 
ditionally, no more than a few small entities in a given year out 
of over 13,000 registered patent attorneys and agents and an 
unknown number of trademark attorneys are expected to be 
subject to an initial decision in a PTO disciplinary proceeding. 
Whatever the number of small entities, however, there would 
not be expected to be a significant impact on them because 
agency action does not take effect until after a final decision 
is made by the Commissioner. 

The Patent and Trademark Office has determined that this 
proposed rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less that $100 
million. There will be no major increases in costs or prices for 
consumers, individual industries, Federal, State or local gov- 
ernment agencies, or geographic regions. There will be no 
adverse effects on competition, employment, investment, pro- 
ductivity, innovation, or on the ability of United States-based 
enterprises to compete with foreign-based enterprises in domes- 
tic or export markets. 

The Patent and Trademark Office has also determined that 
this notice has no federalism implications affecting the relation- 
ship between the National Government and the States as outlined 
in Executive Order 12612. 

This rule change does not contain a collection of information 
subject to the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Courts, Inventions 
and patents, Lawyers, Trademarks. 


For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, the Patent and Trademark Office amends 37 CFR Part 
10 as follows: 


PART 10-REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


1. The authority citation for 37 CFR Part 10 continues to read 
as follows: 


Authority: 5. U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 
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2. Section 10.155 is amended by adding new paragraph 
(d) as follows: 


§ 10.155 Appeal to the Commissioner. 


ese ee * 
(d) In the absence of an appeal by the Director, failure by 
it to appeal under the provisions of this section 
shall be deemed to be both acceptance by the respondent of the 
initial decision and waiver by the respondent of the right to 
further administrative or judicial review. 


3. Section 10.157 is amended by revising paragraph (a) as 
follows: 


§ 10.157 Review of Commissioner’s final decision 


(a) Review of the Commissioner’s final decision in a dis- 
ciplinary case may be had, subject to § 10.155(d), by a petition 
filed in the United States District Court for the District of 
Columbia. See 35 U.S.C. 32 and Local Rule 213 of the United 
States District Court for the District of Columbia. 


*_ee ee * 

May 26, 1989 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


[1104 OG 20] 


(191) Department of Commerce 
Patent and Trademark Office 
37 CFR {g49 1.15 


[Docket No. 80515 - 8209] 
Requests for Identifiable Records 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: This final rule sets forth changes that the Patent and 
Trademark Office (PTO) is making to the rules governing requests 
for records not disclosed to the public as part of the regular 
informational activity of the PTO. The prior rule sets out the 
Se eee cone 
tule updates these Ree ne Ae 
will be processed in accordance wi 
sqpaedeascuuiiund tn Fon 4el tS 
Effective Date: Dec. 30, 1988 

For Further Information Contact: Albin F. Drost by telephone 
at (703) 557-4035 or by mail marked to his attention and 
re eee 
Washington, D.C. 2023 

pte = condo inane As presently written, 37 CFR 1.15 
describes for obtaining documents under the Free- 
dom of Information Act that have been The purpose 
of this rule change is to bring the PTO into 
con: 


of Commerce 
(Public Information). 


LA 
formity with the Department of Commerce FOIA rules. The 
final rule directly advises requesters that the PTO will follow 
the Department of Commerce rules for disclosure of information 


under FOIA. 
A notice of rulemaking was published on July 19, 
pe teen . 27 177). Interested 


parties were requested 
to submit written comments on or before Sept. 20, 1988. No 
comments were received. 


Other Considerations 


oe ale Saree Wie ont. tae 0 eis agen on Oo 
quality of the human environment or the conservation of energy 


eS eer oe 
ments of the Regulatory Flexibility Act (Pub. L. 96-354), 
Executive Orders 12291 and 12612, and the Paperwork Reduc- 
eS U.S.C. AY needed 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact on 
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a substantial number of small entities [Regulatory eT 
Act, Pub. L. 96-354] because no increase in fees or paperwork 
should result from this rule change. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12991. 
The annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The PTO has also determined that this notice has no fed- 
eralism implications affecting the relationship between the 
National Government and the states as outlined in Executive 
Order 12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. § 3501 et seq., since 
no record keeping or reporting requirement within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Records. 

For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. § 6, the Patent and Trademark Office amends Title 37 
of the Code of Federal Regulations as set forth below: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


AUTHORITY: 35 U.S.C. § 6 unless otherwise noted. 
2. Section 1.15 is revised as follows: 
§ 1.15 Requests for identifiable records. 


(a) Requests for records, not disclosed to the public as part 
of the regular informational activity of the Patent and Trademark 
Office and which are not otherwise dealt with in the rules in 
this part, shall be made in writing, with the envelope and the 
letter clearly marked “Freedom of Information Request.” Each 
such request, so marked, should be submitted by mail addressed 
to the “Patent and Trademark Office, Freedom of Information 
Request Control Desk, Box 8, Washington, D.C. 20231,” or 
hand delivered to the Office of the Solicitor, Patent and 
Trademark Office, Arlington, Virginia. The request will be 
in accordance with the procedures set forth in Part 4 
of Title 15, Code of Federal Regulations. 
se), ANY Person whose request for records has been intially 
or in part, or has not been timely determined, 
may submit a written appeal as provided in § 4.8 of Title 15, 
Code of Federal 
(c) Procedures applicable in the event of service of process 
or in connection with testimony of employees on official matters 
and of official docaments of the Patent and Trade- 
mark Office in civil legal proceedings not involving the United 
States shall be those established in parts 15 and 15a of Title 
15, Code of Federal Regulations. 


Nov. 21, 1988 


[1097 OG 15] 
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Patent Cooperation Treaty (PCT) on 31 January 1991. Cote 
d’ Ivoire will become the 46th Contracting State of the PCT on 30 
April 1991. Consequently, nationals and residents of Cote d’ Ivoire 
will be entitled to file international applications on and after 30 
April 1991, and from the same date it will be possible to file 
international applications designating Cote d’Ivoire. Since Cote 
d'Ivoire is a member State of the African Intellectual Property 
Organization (OAPI), such designation has the effect of a desig- 
nation of that country for the purposes of a regional patent issued 
by OAPI in Yaounde, Cameroon. 


Accession by Guinea and Mongolia 


The United States Patent and Trademark Office has recieved 
notification from the World Intellectual Property Organization 
that Guinea and Mongolia deposited instruments of accession to 
the PCT on 27 February 1991. Guinea and Mongolia will be- 
come the 47th and 48th Contracting States of the PCT on 27 May 
1991. Consequently, nationals and residents of Guinea and 
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Mongolia will be entitled to file international applications on 
and after 27 May 1991, and from the same date it will be 
possible to file international applications designating Guinea 
and Mongolia. Since Guinea is a member State of OAPI, such 
designation has the effect of a designation of that country for the 
purposes of a regional patent issued by OAPI in Yaounde, 
Cameron. 


Accession by Czechoslovakia 


The United States Patent and Trademark Office has also 
received notification from the World Intellectual Property Or- 
ganization that Czechoslovakia deposited its instrument of 
accession to the PCT on 20 March 1991. Czechoslovakia will 
become the 49th Contracting State of the PCT on 20 June 1991. 
Consequently, national and residents of Czechoslovakia will 
be entitled to file international applications on and after 20 June 
1991, and from the same date, it will be possible to file 
international applications designating Czechoslovakia. 


Listing of PCT Member Countries 


Ratification 
Country or Accession 


Central African Republic* 
Senegal* 
Madagascar 


Accession 


Ratification 


Accession 
United States of America 
Germany, Federal Republic of ** .. 
Congo* Accession 
Switzerland** .... 
United Kingdom** 


Ratification 
Ratification 


... Ratification .. 
... Ratification. .. 


Date of Effective 
Ratification Date 
or Accession 


September 1971 1978 
March 1972 1978 
March 1972... 1978 

1978 
March 1973 1978 
February 1974 1978 
January 1975 1978 
March 1975 1978 
November 1975 1978 

1978 
August 1977 1978 
September 1977 ...... 1978 
October 1977 1978 


Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 


Soviet Union 


Luxembourg** .. 


Netherlands** .... 
Romania 


Accession 
Accession .... 
Ratification 


Liechtenstein** .. 
Australia 


Democratic People’s Republic of 
Korea (North Korea) Accession 


Ratification 


Ratification 
or Accession 


Ratification 
Accession 


Belgium** 


Accession 
= aie Accession .... 
saa ai Accession .... 
Republic of Korea (South Korea)... Accession .... 
Mali* Accession .... 
Barbados .... Accession 

Ratification 
Accession 
= = Accession .... 
Spain** mae = Accession 
Ratification 
Accession 
Accession 


Mauritania* 


Greece** .... 


Ratification ........... 


November 1977 
December 1977 
January 1978 
January 1978 
February 1978 
July 1978 
September 1978 
January 1979 
March 1979... 


December 1979 
March 1980 


July 1980 
Date of 

Ratification 

or Accession 


September 1981 
November 1981 


December 1984 
November 1986 
December 1988 
August 1989 

October 1989 


1978 
1978 
1978 
1978 
1978 
October 1978 
December 1978 
April 1979 
June 1979 
July 1979 
July 1979 
January 1980 
March 1980 
March 1980 
June 1980 


July 1980 
October 1980 
Effective 

Date 


December 1981 
February 1982 


April 1983 
April 1984 
May 1984 
August 1984 
October 1984 
March 1985 
March 1985 
February 1987 
March 1989 
November 1989 
January 1990 
October 1990 
December 1990 
April 1991 
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February 1991 27 May 1991 
February May 1991 
March 1991 June 1991 


*Members of African Intellectual Property Organization (OAPI) regional patent system. Only regional patent protection 
is available for OAPI countries. A designation of any country is an indication that all OAPI countries have been designated. 
Only one designation fee is due regardless of the number of OAPI countries designated. 

**Member of European Patent Convention (EPC) regional patent system. Either national or European patents for member 
countries are available through PCT, except for France, Belgium, Italy and Greece, for which only European patents are 
available if PCT is used. Note: Only one PCT designation fee is due if European regional patent protection is sought for 


one, several or all EPC member countries under the PCT. 
April 15, 1991 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1126 OG 2] 


(193) Minimum its for Ai 
of A 


—— Under 35 U.S.C. 371 
(the National Stage of PCT) 

The Patent and Trademark Office is continuing to receive 
application papers which do not clearly identify whether the 
papers (1) are being submitted to enter the national stage of the 
Patent Cooperation Treaty (PCT) under 35 U.S.C. 371 or (2) 
are being filed as a regular national application under 35 U.S.C. 
111. 

Attention is directed to the notice in the Official Gazette at 
1070 O.G. 11 titled “Unity of Invention Practice in International 
Applications and National Phase Applications Entered Under 
35 U.S.C. 371” wherein at item eight it is stated 


“(8) Applicants should clearly indicate on all 
application papers filed for entry under 35 U.S.C. 371 and 
37 CFR 1.61 that the filing is being made under 35 U.S.C. 
371. Otherwise, the application papers will be treated as 
having been filed under 35 U.S.C. 111.” 

To clearly indicate an international application is being filed 
under 35 U.S.C. 371 the applicant should use the “Transmittal 
Letter for United States Designated Office” (Form PTO-1390) 
as the transmittal letter. 

Alternatively, one of the following indications may be used: 


1) the applicant shall clearly state in the transmittal 
or cover letter that he or she is filing under 35 U.S.C. 371 
or entering the national stage under the PCT; or 

2) the applicant clearly identifies in the oath or 
declaration the specification to which it is directed by 
referring to a particular international application by PCT 
Serial Number and International Filing Date and that he 
or she is executing the declaration as, and seeking a U.S. 
Patent as, the inventor of the invention described in the 
identified international application. 


Applicants are cautioned that the identification of the inter- 
national application, in the oath or declaration or otherwise, as 
a prior filed application for priority purposes is not considered 
to be an indication of an intention to file under 35 U.S.C. 371. 


If there are any conflicting instructions as to which section 
of the statute (371 or 111) is intended the application will be 
accepted under 35 U.S.C. 111. It is strongly recommended that 
applicant use the Form PTO-1390 in all cases where a filing 
under 35 U.S.C. 371 is intended. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


Mar. 16, 1987. 
[1077 OG 13] 


(194) Patent Cooperation Treaty: Implementing 
Legislation and Withdrawal of the 
Reservation to Chapter II. 


On Oct. 9, 1986, the U.S. Senate gave its advice and consent 
to withdrawal by the United States of its declaration not to be 
bound by chapter II of the Patent Cooperation Treaty (PCT). 
Public Law 99-616, that amends title 35, United States Code, 
to implement U.S. adherence to PCT chapter II was enacted on 
Nov. 6, 1986. 

On Apr. 1, 1987, the President notified the Director General 
of the World Intellectual Property Organization of the with- 
drawal of the declaration by the United States. As the withdrawal 
takes effect three months after the date of notification, the United 
States will be bound by the provisions of PCT chapter II on July 
1, 1987. 

A notice of rulemaking concerning PCT c 
U was published in the Federal Register on Mar. 4, 1987 (52 
Fed. Reg. 6696) and was reprinted in the Official Gazette on 
Mar. 17, 1987, (1076 OG 29). The text of the President’s 
notification and of Public Law 99-616 are reprinted below. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Apr. 13, 1987. 
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NOTIFICATION 
RONALD REAGAN 


PRESIDENT OF THE UNITED STATES OF 
AMERICA 


TO ALL TO WHOM THESE PRESENTS SHALL COME, GREETING: 
CONSIDERING THAT: 


The Patent Cooperation Treaty, with Regulations, done at Washington June 19, 1970, was signed by the United States 
,on that date and ratified by the United States on November 27, 1973, subject to three declarations, in pursuance of 
the advice and consent of the Senate; 


The United States deposited its instrument of ratification with the Director General of the World Intellectual Property 
Organization on November 26, 1975, and the Treaty entered into force for the United States on January 24, 1978; 


At the request of the President, the Senate of the United States of America by its resolution of October 9, 1986, two- 
thirds of the Senators present concurring therein, gave its advice and consent to withdraw one of the declarations made 
when the United States deposited its instrument of ratification, to wit, under Article 64(1)(a), the United States would 
not be bound by the provisions of Chapter II of the Treaty; 


NOW, THEREFORE, I, Ronald Reagan, President of the United States of America, hereby give notice and confirm 
the withdrawal of the declaration by the United States regarding Chapter II of the said Treaty. 


IN TESTIMONY WHEREOF, I have signed this instrument withdrawing the said declaration and caused the seal of 
the United States of America to be affixed. 


DONE at the city of Washington this twenty-seventh day of March in the year of our Lord one thousand nine hundred 
eighty-seven and of the Independence of the United States of America the two hundred eleventh. 


By the President: Ronald Reagan 


George P. Shultz 
Secretary of State 
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Public Law 99-616 
9%h Congress 
An Act 


To amend the patent laws implementing the Patent Cooperation Treaty. Nov. 6, 1986 


‘Be it enacted by the Senate and House of Representatives of the United States of [S.1230} 
America in Congress assembled, That this Act may be cited as the “Act to authorize SS USE 351 nom. 
the United States to participate in chapter II of the Patent Cooperation Treaty”. 
SEC. 2. (a) Section 351(a) of title 35, United States Code, is amended by striking out “, excluding 28 UST 7645. 
chapter II thereof”. 
(b) Section 351(b) of title 35, United States Code, is amended by striking out “excluding part 
C thereof”. 
(c) Section 351(g) of title 35, United States Code, is amended by— 
(1) striking out “term” and inserting in lieu thereof “terms”; 
(2) inserting “and ‘International Preliminary Examining Authority”’” after “Authority”; and 
(3) striking out “means” and inserting in lieu thereof “mean”. 
(d) Section 361(d) of title 35, United States Code, is amended to read as follows: 
“(d) The international fee, and the transmittal and search fees prescribed under section 376(a) 
of this part, shall either be paid on filing of an international application or within such later time 
as may be fixed by the Commissioner.”. 
SEC. 3. The item relating to section 362 in the analysis for chapter 36 of title 35, United States 
Code, is amended to read as follows: 


“362. International Searching Authority and International Preliminary Examining Authority.”. 


SEC. 4. Section 362 of title 35, United States Code, is amended to read as follows: 


§ 362. International Searching Authority and International Preliminary Examining Authority 


“(a) The Patent and Trademark Office may act as an International Searching Authority and 
International Preliminary Examining Authority with respect to international applications in accor- 
dance with the terms and conditions of an agreement which may be concluded with the International 
Bureau, and may discharge all duties required of such Authorities, including the collection of handling 
fees and their transmittal to the International Bureau. 

“(b) The handling fee, preliminary examination fee, and any additional fees due for international 
preliminary examination shall be paid within such time as may be fixed by the Commissioner.”. 

SEC. 5. Section 364(a) of title 35, United States Code, is amended by— 

(a) striking out “or”, first occurrence and inserting in lieu thereof “,”; 
(b) inserting “International Preliminary Examining Authority” after “Authority, or”; and 
(c) striking out “both”. 
SEC. 6 Section 368(c) of title 35, United States Code, is amended by— 
(a) striking out the second occurrence of “or” and inserting in lieu thereof “,”, and 
(b) striking out “both” and inserting in lieu thereof “International Preliminary Examining 
Authority”. 

SEC. 7. (a) Section 371(a) of title 35, United States Code, is amended to read as follows: 

“(a) Receipt from the International Bureau of copies of international applications with any 
amendments to the claims, international search reports, and international preliminary examination 
reports including any annexes thereto may be required in the case of international applications 
designating or electing the United States.” 

(b) Section 371(b) of title 35, United States Code, is amended to read as follows: 

“(b) Subject to subsection (f) of this section, the national stage shall commence with the expiration 
of the applicable time limit under article 22 (1) or (2), or under article 39(1)(a) of the treaty”. 

(c) Section 371(c)(4) of title 35, United States Code, is amended by striking the “.” and inserting 
in lieu thereof “;”. 

(d) Section 371(c) of title 35, United States Code, is amended by adding at the end thereof the 
following new paragraph (5): 

“(5) a translation into the English language of any annexes to the international preliminary 
examination report, if such annexes were made in another language.”. 

(e) Section 371(d) of title 35, United States Code, is amended by adding at the end thereof the 
following sentence: “The requirement of subsection (c)(5) shall be complied with at such time as 
may be fixed by the Commissioner and failure to do so shall be regarded as cancellation of the 
amendments made under article 34(2)(b) of the treaty” 

(f) Section 371(e) of title 35, United States Code, is amended by inserting “or article 41” after 
“9g” 

SEC. 8.(a) Section 376(a) of title 35, United States Code, is amended by— 

(1) inserting “and the handling fee” after the first occurrence of “fee”; 

(2) striking “amount is” and inserting in lieu thereof “amounts are”, 

(3) redesignating paragraph (5) as paragraph (6); and 

(4) inserting the following new paragraph (5): 

“(5) A preliminary examination fee and any additional fees (see section 362(b)).” 

(b) Section 376(b) of title 35, United States Code, is amended by— 

(1) inserting “and the handling fee” after the first occurrence of “fee’ in the first sentence; 
and 

(2) inserting “the preliminary examination fee and any additional fees,” after “fee,” in the 
third sentence. 

SEC. 9. Sections 2 through 8 of this Act shall come into force on the same day as 
the effective date of entry into force of chapter II of the Patent Cooperation Treaty 
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28 UST 7645. 


of the Patent Cooperation Treaty. It shall apply to all international applications pending before or 


after its effective date. 


Approved Nov. 6, 1986. 


LEGISLATIVE HISTORY—S. 1230: 


SENATE REPORTS: No. 99-275 (Comm. on the Judiciary). 
CONGRESSIONAL RECORD, Vol. 132 (1986): 

Oct. 16, considered and passed Senate. 

Oct. 17, considered and passed House. 


[1078 OG 10-13] 


(195) Implementation of Chapter II 


of the Patent Cooperation Treaty 


This notice is intended to be a summary of various notices 
published to implement Chapter II of the Patent Cooperation 
Treaty (PCT) on July 1, 1987. 


1. Withdrawal of reservation and implementing legislation. 


A copy of the withdrawal of the reservation as to Chapter 
Il of the PCT under PCT Article 64(6)(b) and acopy of Public 
Law 99-616 implementing Chapter II of the PCT were published 
in the Official Gazette of May 12, 1987 at 1078 O.G. 10-13. 

The proposed rule change relating to the implementation of 
Chapter II of the PCT was published on Mar. 4, 1987 in the 
Federal Register at 52 F.R. 6696-6707 and on Mar. 17, 1987 
in the Official Gazette at 1076 O.G. 29-40. The final rules were 
published on May 28, 1987 in the Federal Register 52 F.R. 
20038-20052 and on June 16, 1987 in the Official Gazette at 

1076 O.G 32. 

A listing of all current member countries of the PCT was 
published on Mar. 3, 1987 at 1076 O.G. 3. After July 1, 1987 
only Denmark, Norway, Liechtenstein, Switzerland and the 
Republic of Korea (South Korea) retain reservations as to Chapter 
Il of the PCT. 

A listing of the level of PCT fees effective July 1, 1987, both 
because of rulemaking and a change in the exchange rate was 
published on June 23, 1987 in the Official Gazette at 1079 O.G. 
50. 

A notice clarifying the requirements for entering the national 
stage in the United States under 35 U.S.C. 371 was published 
on Apr. 14, 1987 at 1077 0.G. 13. 


2. International Preliminary Examining Authorities 


The United States has informed the Director General of the 
World Intellectual Property Organization (WIPO) that the United 
States Patent and Trademark Office (USPTO) will serve as an 
International Preliminary Examining Authority for any interna- 
tional application filed in the United States Receiving Office 
and for any international application for which the USPTO has 
served as the International Searching Authority. 

Applicants who have filed their international applications in 
the USPTO as a Receiving Office may choose to have the 
European Patent Office (EPO) serve as their International Pre- 
liminary Examining Authority if (1) the EPO has served as ihe 
International Searching Authority for the international applica- 
tion and (2) the demand filed with the EPO is one of the first 
500 demands filed by applicants who have filed their interna- 
tional applications in the United States Receiving Office in one 
of the 3 years beginning July 1, 1987. 

The attention of applicants desiring to use the EPO as an 
International Preliminary Examining Authority is also directed 
to the notice titled “Information for PCT applicants concerning 
the procedure before the EPO as an International Preliminary 
Examining Authority under Chapter II of the PCT” published 
in the Official Journal of the European Patent Office in volume 
12/1986 at pages 441-445. 


A copy of the “Memorandum of Understanding” to monitor 
the number of demands filed in the EPO by U.S. applicants 
between the USPTO and EPO appears below. 


DONALD J. QUIGG, 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
United States Patent and 
Trademark Office. 


June 11, 1987. 


Memorandum of Understanding 


Procedures for monitoring and processing demands submit- 
ted to the European Patent Office by U.S. applicants who filed 
their international applications with the United States Receiving 
Office. 


Purpose 


The purpose of this memorandum is to set forth the proce- 
dures to be used to monitor the number of demands for inter- 
national preliminary examination filed by U.S. applicants in the 
European Patent Office (EPO) in respect of international ap- 
plications filed with the United States Receiving Office (here- 
inafter referred to as “demands filed in the EPO by U.S. ap- 
plicants”). Such monitoring is important in view of the limit of 
500 international preliminary examination reports which the 
EPO has agreed to establish during each of the first three years 
that PCT Chapter II is in effect as to the United States of America. 
The memorandum also sets forth the processing procedures for 
any demands filed in excess of the agreed to-amount. 


Monitoring of Number of Demands 


It is essential that U.S. applicants be informed as to the 
number of demands which have already been filed in the EPO 
by U.S. applicants, especially where the number of demands 
filed in the EPO is approaching 500. 

In order to provide such numerical information to the U.S. 
applicants, the EPO will provide to the USPTO, each month 
during the first three years by telex, the cumulative number of 
demands filed in the EPO by U.S. applicants during that par- 
ticular year. The USPTO will then publish a notice which 
indicates the number of demands filed in the EPO by U.S. 
applicants as of a particular date, in its Official Gazette. The 
number of demands filed, based upon the latest known infor- 
mation, will also be supplied by telephone or telex to interested 
persons by both the EPO and USPTO. 


Processing of Demands in Excess of 500 


Since the EPO will only accept 500 demands a year from 
U.S. applicants, the USPTO will accept any demands beyond 
the 500 limit filed in the EPO- by U.S. applicants. 

Upon receipt by the EPO of the 501st and subsequent demands 
from a U.S. applicant, the EPO will promptly notify the applicant 
that it is not competent under PCT Rule 59.1 to receive the 
demand. The EPO will also immediately telex or telephone the 
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USPTO and inform it of the international application serial 
number so that the USPTO may make immediate contact with 
the applicant. 

The EPO will refund any fees paid by the applicant to the 
EPO and indicate that only the USPTO is competent to receive 
the demand and establish the international preliminary exami- 
nation report, and that the demand is being forwarded to the 
USPTO. The EPO will indicate the date of receipt of the demand 
on the demand and promptly forward it to the USPTO for further 
processing. The EPO will be considered to be the agent of the 
USPTO for purposes of receiving and dating demands. The 
USPTO will correspond with the applicant concerning the demand 
and require the payment of fees to the USPTO under PCT Rules 
57.4 and 58.2. 

For purposes of this procedure, the contact person in the 
USPTO is Louis O. Maassel (telephone 703-557-3070) and the 
contact person in the EPO is Mr. Colin Philpott (telephone 2399- 
2479) for substantive and organizational matters, or Mrs. M. 
Houyez-Stevens (telephone 2399-2423) for numerical informa- 
tion. 


PAUL BRAENDLI 
President, 
European Patent Office. 


DONALD J. QUIGG, 
Assistant Secretary 

and Commissioner of 
Patents and Trademarks 
United States Patent 

and Trademark Office. 


[1080 OG 2] 


(196) Patent Cooperation Treaty (PCT) Update 
Number of demands received by the IPEA/EP from US appli- 
cants and Guidelines for use of the European Patent Office as 
International Preliminary Examining Authority. 


Number of demands for International Preliminary Examination 
filed by US applicants with the European Patent Office as 
International Preliminary Examining Authority (IPEA/EP) as of 
April 29, 1988 


As of April 29, 1988, the European Patent Office acting as 
International Preliminary Examining Authority (IPEA/EP) had 
received 257 demands for International Preliminary Examina- 
tion from US applicants who filed their international applica- 
tions with the United States Receiving Office. 


Guidelines for use of the European Patent Office as International 
Preliminary Examining Authority 


The European Patent Office (EPO) has informed the United 
States Patent and Trademark Office of a number of problems 
which have arisen with demands originating from US applicants. 
These problems can cause serious delays in the handling of 
demands and, in some cases, may result in a loss of rights or 
in responses being disregarded. 


In particular, attention is drawn to the following points: 


1. When a demand for International Preliminary Examination 
has been properly filed after the expiration of 19 months 
from the earliest priority date (or filing date when no priority 
is claimed), it is nevertheless validly submitted. However, 
the consequence of the late filing of the demand is that the 
applicant has to start the regional/national phase under 
Article 22 of the Treaty before the expiration of 20 months 
from the earliest priority date and will not benefit from the 
extension to 30 months from the earliest priority date for 
starting the regional/national phase under Article 39. 

2. A power of attorney when needed — because of a change 
in the appointment of an agent or common representative 
under PCT Rule 90.3 — must be filed with the International 
Bureau or with the Receiving Office. 

However, it is recommended to file a photocopy thereof 
with the EPO in Munich for Information. 
. Reply to the first/second opinion (Form PCT/IPEA/408): 
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(a) A written reply must contain an origina! signature (i.e. 
not a photocopy) by an authorized person (PCT Rule 
92.1). 

(b) A reply sent by facsimile/telex/telegram must be con- 
firmed in writing within 14 days from the date of its 
receipt; otherwise, it shall be considered not to have 
been submitted (PCT Rule 92.4(a)). 

(c) A reply filed outside the time limit set may be disre- 
garded. 

Computation of the time limit is effected according to 
PCT Rule 80. 

4. When using facsimile or telex as a means of correspondence, 
the communication should contain the complete appropri- 
ate number (i.e. for the facsimile: State, place, facsimile 
number) to facilitate a possible reply from the EPO. 

5. Withdrawal of the demand for international preliminary 
examination or the election of any State under PCT Article 
37 and Rule 75.1 must be effected by signed notice of the 
applicant to the International Bureau. 

However, it is recommended to file a photocopy thereof 

with the EPO in Munich for information. 

6. Any withdrawal of the international application under PCT 
Rule 32.1 must be accomplished by signed notice of the 
applicant to the International Bureau or Receiving Office, 
not to the EPO in Munich. 

However, it is recommended to file a photocopy thereof 

with the EPO in Munich for information. 

7. A notice providing general information for PCT applicants 
concerning the procedure before the EPO as an IPEA under 
PCT Chapter II can be found in the Journal EPO No. 12/ 
1986, pages 441 to 445. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Patents. 


May 12, 1988 
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(197) Patent Cooperation Treaty Information 
The European Patent Office as an International 
Preliminary Examining Authority for International 
Applications filed with the United States Patent and 
Trademark Office as a Receiving Office 


Pursuant to a recent communication from the President of 
the European Patent Office (EPO) to the Commissioner of 
Patents and Trademarks, the EPO has confirmed that 
beginning July 1, 1990, it will continue to act as an 
International Preliminary Examining Authority (IPEA) for 
international applications filed with the United States Patent 
and Trademark Office as the Receiving Office. Further- 
more, effective July 1, 1990, there will be no limit on the 
number of international applications originating in the 
United States which will be examined by the EPO as the 
IPEA, provided that the EPO acted as the International 
Searching Authority for these applications. 

June 18, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


{1116 O.G. 32] 


(198) Request for Comments on the Desirability of 
Permitting Acceptance of Unintentionally 
Delayed Payment of Maintenance Fees 
and Revival Under 35 USC 111 of 


Unintentionally Abandoned Applications 


The Patent and Trademark Office has received suggestions 
that it would be desirable for unintentionally delayed payment 
of maintenance fees to be accepted and for revival of uninten- 
tionally abandoned applications to be permitted for applications 
abandoned for failure to submit the required fee and/or oath 
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within the prescribed period under 35 USC 111. The purpose 
of this notice is to solicit public comment on draft legislation 
permitting acceptance of unintentionally delayed payment of 
maintenance fees and revival of unintentionally abandoned 
applications under 35 USC 111. The draft legislation follows 
this notice. 

At the present, late payment of a maintenance fee under 35 
USC 41(c)(1), and late submission of the filing fee and/or the 
oath under 35 USC 111 can only be accepted if the delay was 
unavoidable. The draft amendments provide for reinstatement 
of a patent to an enforceable status or revival of a patent 
application to a pending status in the cases of unintentional as 
well as unavoidable late payment of a maintenance fee and late 
submission of the filing fee and/or the oath respectively. 

The intent of these draft amendments is to be consistent with 
other sections of Title 35, United States Code, which permit 
revival of unintentionally or unavoidably abandoned applica- 
tions. Therefore, these draft amendments would permit the 
Commissioner to accept a late response under 35 USC 41(c)(1) 
and 35 USC 111 if the delay in submitting the response is shown 
to be either unavoidable or unintentional. 

Dates: Comments and suggestions should be received by July 
1, 1988. 

Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231 to the atten- 
tion of Jeffrey V. Nase, Petitions Examiner, Crystal Plaza 3- 
11A09. For further information, contact Jeffrey V. Nase at 
telephone number (703) 557-4282. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Apr. 1, 1988. 


*ek# ee * 


Proposed amendments 4o sections 41(c)(1) and 111 of Title 
35, United States Code (new language is italic). 


(1) Amend 35 USC 41 (c)(1) to read as follows: 


(c)(1) The Commissioner may accept the payment of any 
maintenance fee required by subsection (b) of this section 
filed after the six-month grace period if the delay is shown 
to the satisfaction of the Commissioner to have been un- 
avoidable or unintentional. The Commissioner may require 
the payment of surcharges in different amounts as a con- 
dition of accepting an unavoidably or unintentionally delayed 
payment of any maintenance fee after the six-month grace 
period. The Commissioner may not accept an unintention- 
ally delayed payment of a maintenance fee filed later than 
six months after the six-month grace period. If the Com- 
missioner accepts payment of a maintenance fee after the 
six-month grace period, the patent shall be considered as 
not having expired at the end of the grace period. 


(2) Amend 35 USC 111 to read as follows: 
§ 111 Application for Patent 


Application for patent shall be made, or authorized to be 
made, by the inventor, except as otherwise provided in this 
title, in writing to the Commissioner. Such application shall 
include (1) a specification as prescribed by section 112 of 
this title; (2) a drawing as prescribed by section 113 of this 
title; and (3) an oath by the applicant as prescribed by section 
115 of this title. The application must be accompanied by 
the fee required by law. The fee and oath may be submitted 
after the specification and any required drawings are sub- 
mitted, within such period and under such conditions, 
including the payment of a surcharge, as may be prescribed 
by the Commissioner. Upon failure to submit the fee and 
oath within such prescribed period, the application shall be 
regarded as abandoned, unless it is shown to the satisfaction 
of the Commissioner that the delay in submitting the fee 
and oath was unavoidable or unintentional. The filing date 
of an application shall be the date on which the specification 
and any required drawing are received in the Patent and 
Trademark Office. 
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Purpose of the Amendments to Sections 41 and 111: 


The amendments being proposed to sections 41 and 111 are 
intended to provide for an increased opportunity for revival of 
abandoned applications or reinstatement of expired patents. At 
the present, under the aforementioned sections of Title 35, late 
payment of a maintenance fee or filing fee or late filing of an 
oath can only be accepted by the Commissioner for reasons that 
the delay was unavoidable while other sections of Title 35 permit 
revival of applications for unavoidable as well as-unintentional 
reasons. Some members of the public have pointed out that there 
is no sound policy reason for the inconsistency in the discretion 
that the Commissioner may exercise in reviving abandoned 
applications or accepting late payment of a fee in appropriate 
circumstances. The intent of these draft amendments is to respond 
to this criticism by providing consistency between the sections 
of Title 35 regarding the revival of abandoned applications and 
the reinstatement of expired patents. These draft amendments 
achieve their objectives by providing for reinstatement of expired 
patents under 35 USC 41 (c)(1) and revival of abandoned 
applications under 35 USC 111 for unintentional reasons. By 
making the reasons regarding revival of abandoned applications 
and reinstatement of expired patents more consistent throughout 
Title 35, these draft amendments will provide an increased 
opportunity for, and make revival of, abandoned applications 
and reinstatement of expired patents less burdensome and 
confusing to the public. 


Section Analysis: 


Section (1) of this bill amends subsection 41(c)(1) of Title 
35, United States Code, to give the Commissioner the authority 
to accept payment of any maintenance fee after the six-month 
grace period if the delay in payment was unintentional and the 
payment was made not later than six months after the end of 
the six-month grace period. It is intended that the Commissioner 
will issue regulations establishing guidelines for acceptance of 
late payment of the maintenance fee on the basis of unintentional 
delay. 

The Commissioner would establish surcharges as a precon- 
dition to acceptance of a late payment of a maintenance fee. 
The surcharge established for acceptance of a late payment of 
a maintenance fee based on unintentional delay would be 
substantially higher than the surcharge established for accep- 
tance of a late payment of a maintenance fee based on unavoid- 
able delay. 

Under this section, a late payment of a maintenance fee would 
not be accepted where the failure to pay the maintenance fee 
was intentional as opposed to being unintentional or unavoid- 
able. This subsection would permit the Commissioner to have 
more discretion than present law to accept late payment of the 
maintenance fee in appropriate circumstances. The intervening 
rights provided in subsection 41(c)(2) of Title 35, United States 
Code, would protect the rights of any person or their successors 
in business who made, purchased or used anything protected 
by the patent after the six-month grace period but prior to the 
acceptance of the maintenance fee based on unintentional delay. 

Section (2) of this bill would amend section 111 of Title 35, 
United States Code, to authorize the Commissioner to revive 
applications unintentionally abandoned under section 111 in the 
same manner as the Commissioner presently revives applica- 
tions unintentionally abandoned under 35 USC 41(a)7. It is 
intended that the fees for filing a petition for the revival of an 
unavoidably or unintentionally abandoned application pursuant 
to section 111 be the same as the fees established by the 
Commissioner for filing a petition for the revival of uninten- 
tionally or unavoidably abandoned application pursuant to 
subsection 41(a)7 of Title 35, United States Code. This amend- 
ment would permit the Commissioner to have more discretion 
than present law to revive applications abandoned pursuant to 
section 111 in appropriate circumstances. 


[1089 OG 55] 


(199) Requests for Comments on the Desirability 
of Permitting More Participation by 
Non-Patent Owner Requesters 
During Reexamination 
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The Patent and Trademark Office has received indications 
and suggestions that reexamination requesters who are not the 
patent owner be permitted to participate more fully during 
reexamination proceedings than is now permitted under the 
present statute (35 USC 302-307) and rules (37 CFR 1.510- 
1.570). The purpose of this notice is to solicit public comment 
on draft legislation permitting more participation by non-patent 
owner requesters during reexamination proceedings. The draft 
legislation follows this notice. ; 

The draft amendments to the reexamination statute permit 
increased requester participation throughout the reexamination 
proceeding including appeal to the Court of Appeals for the 
Federal Circuit and permit rejection of patent claims in reex- 
amination for lack of compliance of the claims or the specifi- 
cation of the patent with the requirements of 35 USC 112. The 
amendments being proposed to sections 303, 305, and 306 are 
intended to increase the value of the reexamination proceeding 
to the public, and particularly the person requesting reexami- 
nation of another’s patent, by providing well-defined, but lim- 
ited, opportunities for the requester to participate in the exami- 
nation process after it has begun. At present, the person request- 
ing reexamination, if not the patent owner, is not able to par- 
ticipate in, or comment upon, the examination process after it 
has begun. The intent of these draft amendments is to provide 
well-defined, but limited, opportunities for the reexamination 
requester to comment upon, and participate in, each stage of 
the examination after it has begun, but to do so in such a manner 
that the requirement of section 305 of this title that reexamination 
proceedings “be conducted with special dispatch within the 
Office” is met. 

Presently, issues under 35 USC 112 may only be raised 
during reexamination with respect to new claims or the amen- 
datory subject matter of original claims. The draft amendment 
provides for the raising of issues under 35 USC 112 with respect 
to any claim - new, amended, or original. 

Although not specifically provided for in the draft amend- 
ments to the statute, this increased requester participation con- 
templates the Commissioner, under appropriate guidelines, 
permitting the requester to attend, as an observer, interviews 
between the examiner and the patent owner. For example, the 
requester might not be permitted to participate in any manner. 
The requester might, however, be permitted to file into the 
reexamination record a summary of the interview or comments 
on the patent owners or examiner’s summary. 

The amendment provides a person requesting reexamination, 
who is not the patent owner, with the opportunity, within the 
times and conditions established by the Commissioner, to ef- 
fectively respond to the positions taken by the patent owner 
during the reexamination proceeding. The amendment provides 
that a fee or fees for increased requester participation may be 
established. This could be done, for example, by an increase 
in the initial reexamination filing fee for all reexaminations, by 
requiring an individual fee for the right to further participa- 
tion for each paper filed, or by a combination of such 
fees. 

The amendment also provides the requester with the oppor- 
tunity, under appropriate conditions, to appeal decisions which 
are favorable to patentability to the Board of Patent Appeals 
and Interferences and to the United States Court of Appeals for 
the Federal Circuit. The amendment is intended to assist the 
public, including patent owners and alleged or potential infring- 
ers, and the Federal courts, by providing a more expeditious 
and less costly alternative to patent litigation to determine 
questions of patentability based on patents and printed publi- 
cations. These amendments will provide the public and the 
Federal courts with the opportunity in appropriate cases, to 
obtain a decision as to the patentability of subject matter which 
may be given preclusive effect. These amendments therefore 
will make patent litigation less costly and reexamination more 
attractive and effective. 

Dates: Comments and suggestions should be received by March 
1, 1988. A public hearing will be held on March 8, 1988, 
beginning at 9:30 a.m. in Room IICI0 on the llth floor of Building 
3, located at Crystal Plaza, 2021 Jefferson Davis Highway, 
Arlington, Va. Requests to make oral presentations at the hearing 
should be received on or before March 1, 1988. 

Addresses: Address written comments and requests to make 
oral presentation to the Commissioner of Patent and Trade- 
marks, Washington, D.C 20231 to the attention of R. Franklin 


OFFICIAL GAZETTE 


JANUARY 7, 1291 


Burnett, Crystal Plaza 3-11A13. For further information contact 
R. Franklin Burnett by telephone at (703) 557-3054. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents a 
and Trademarks. 


Proposed Amendments to Sections 303, 305, and 306 of title 
35, United States Code (New language is italic) 


(1) Amend 35 U.S.C. § 303(c) to read as follows: 


Nov. 17, 1987 


(c) The Commissioner may refund a portion of the reexamination 
fee required under section 302 of this title upon a final 
determination that no substantial new question of patenta- 
bility has been raised unless an appeal under the provisions 
of section 306 of this title is filed. 


(2) Amend 35 U.S.C. § 305 to read as follows: 
§ 305 Conduct of reexamination proceedings 


After the times for filing the statement and reply provided 
for by section 304 of this title have expired, reexamination will 
be conducted according to the procedures established for initial 
examination under the provisions of sections 132 and 133 of 
this title. The examination will include issues under section 112 
of this title relating to the patent undergoing reexamination and 
to proposed amendments to the patent. The person requesting 
reexamination may file a single set of comments on each notice 
of examination pursuant to section 132 of this title or the patent 
owner’s response to each notice of examination pursuant to 
section 132 of this title, within such time and conditions, and 
upon payment of such fee or fees, as the Commissioner shall 
establish. The Commissioner may establish the fee or fees as 
a part of the reexamination fee under section 302 of this title 
or require the fee or fees to be paid at another time by the 
requester. In any reexamination proceeding under this chapter, 
the patent owner will be permitted to propose any amendment 
to his patent and a new claim or claims thereto, in order to 
distinguish the invention as claimed from the prior art cited under 
the provisions of section 301 of this title, or in response to a 
decision adverse to the patentability of a claim of a patent. No 
proposed amended or new claim enlarging the scope of a claim 
of the patent will be permitted in a reexamination proceeding 
under this chapter. All reexamination proceedings under this 
section, including any appeal to the Board of Patent Appeals 
and Interferences will be conducted with special dispatch within 
the Office. 


(3) Amend 35 U.S.C. § 306 to read as follows: 
306 Appeal 


The patent owner involved in a reexamination proceeding 
under this chapter may appeal under the provisions of section 
134 of this title, and under the provisions of sections 141 to 
144 of this title, with respect to any decision adverse to the 
patentability of any original or proposed amended or new claim 
of the patent. Any person requesting reexamination, who is not 
the patent owner, may appeal to the Board of Patent Appeals 
and Interferences within such time and conditions and upon the 
payment of such fee as the Commissioner shall establish, with 
respect to any decision favorable to patentability or a final order 
denying reexamination because no substantial new question of 
patentability has been raised. Any person requesting reexami- 
nation, who is not the patent owner, may appeal, under the 
provisions of sections 141 to 144 of this title, with respect to 
any decision of the Board of Patent Appeals and Interferences 
favorable to patentability, or any decision of the Board of Patent 
Appeals and Interferences upholding a final order denying 
reexamination because no substantial new question of patenta- 
bility has been raised. 


Purpose of the Amendments To 
Sections 303, 305, and 306 


The amendments being proposed to sections 303, 305, and 
306 are intended to increase the value of the reexamination 
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proceeding to the public, and particularly to the person request- 
ing reexamination of another’s patent, by providing well-de- 
fined, but limited, opportunities to participate in the examination 
process after it has begun. At present, the person requesting 
reexamination, if not the patent owner, is not able to participate 
in, or comment upon, the examination process after it has begun. 
Some members of the public view this total lack of the ability 
to participate in, or comment upon, the examination process after 
it has begun as a serious drawback to the effectiveness of 
reexamination. The intent of these amendments is to respond 
to this criticism by providing well-defined, but limited, oppor- 
tunities for the reexamination requester to comment upon, and 
participate in, each stage of the examination after it has begun, 
but to do so in such a manner that the requirement of section 
305 of this title that reexamination proceedings “be conducted 
with special dispatch within the Office” is met. This amendment 
achieves its objectives by providing a person requesting re- 
examination, who is not the patent owner, with the opportunity, 
within the times and conditions established by the Commis- 
sioner, to effectively respond to the positions taken by the patent 
owner during the reexamination proceeding. Such a person is 
also provided with the opportunity, under appropriate condi- 
tions, to appeal decisions which are favorable to patentability 
to the Board of Patent Appeals and Interferences and to the 
United States Court of Appeals for the Federal Circuit. This 
amendment is intended to assist the public, including patent 
owners and alleged or potential infringers, and the Federal 
courts, by providing a more expeditious and less costly alter- 
native to patent litigation to determine questions of patentability 
based on patents and printed publications. These amendments 
will provide the public and the Federal courts with the oppor- 
tunity in appropriate cases, to obtain a decision as to the 
patentability of subject matter which can be given preclusive 
effect. These amendments therefore will make patent litigation 
less costly and reexamination more attractive and effective. 


Section Analysis 


Section (1) of this bill amends paragraph (c) of section 303 
of title 35 to authorize the Commissioner to refund a portion 
of the reexamination fee required under section 302 of title 35 
upon a final determination that no substantial new question of 
patentability has been raised unless an appeal under the pro- 
visions of the amendment to {g49 306 is filed. If an appeal to 
the Board of Patent Appeals and Interferences is filed, no refund 
is proper since the additional expense to the Office makes a 
refund inappropriate. Further, the refusal to refund a portion of 
the reexamination fee when an appeal is filed will discourage 
frivolous appeals. ; 

Section (2) of this bill amends section 305 of title 35, United 
States Code, by adding to the section a new sentence including 
examination under section 112 of this title of all claims in a 
reexamination including those in the patent and those in pro- 
posed amendments to the patent. This will allow issues under 
section 112 with regard to the patent claims to be resolved in 
the reexamination along with such issues as are now being 
considered as to new claims or amendments to the claims of 
the patent under reexamination. It is not intended to extend 
reexamination to other issues such as whether the invention was 
on public use or sale or whether there was inequitable conduct 
in obtaining the patent. Such issues may be decided in the courts 
in view of the evidence presented after discovery and testimony. 
A new sentence is also added to the section permitting a person 
requesting reexamination to file either comments cn each notice 
of examination pursuant to section 132 of this title or a reply 
to the patent owner’s response to each notice of examination 
pursuant to section 132 of this title, within such time and 
conditions, and upon payment of such fee or fees, as the 
Commissioner shall establish. This amendment would permit 
the person requesting reexamination to have one opportunity 
to comment upon each notice of examination pursuant to section 
132 of this title. If the person requesting reexamination is the 
patent owner, the patent owner’s comments under this section 
would be expected to be incorporated into the patent owner’s 
response to each notice of examination and the Commissioner 
could so require. If the person requesting reexamination is not 
the patent owner, this amendment would permit the requester 
to file a single set of comments on each notice of examination 
under section 132, i.e., each of the patent examiner’s official 
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actions, or the patent owner’s response to each of the examiner’s 
actions. Under this amendment, although a requester could file 
a set of comments on an official action by the examiner without 
waiting for the patent owner’s response, it is not anticipated that 
most requesters will do so. A requester would file a set of 
comments on the examiner’s official action, however, in situ- 
ations where no response is expected by the patent owner. 

The amendment authorizes the Commissioner to establish 
appropriate times and conditions for the filing of the comments 
or reply such that the requirement of this section that reexami- 
nation proceedings “be conducted with special dispatch within 
the Office” will be met. The Commissioner may limit the content 
and/or length of the comments or reply, if appropriate, to ensure 
that the procedure is orderly and conducted with special dis- 
patch. The Commissioner may also, in the Commissioner’s 
discretion, permit the requester to reply to any petitions or other 
submissions of the patent owner which the Commissioner may 
authorize to be filed during the reexamination proceeding. It 
is contemplated that the Commissioner will set strict times for 
the filing of the comments or reply in order to ensure that the 
reexamination proceedings are conducted expeditiously. Fur- 
ther, the Commissioner may, in the Commissioner’s discretion, 
return any unauthorized or untimely comments or replies. The 
requester may be permitted to be present during interviews with 
the patent owner, subject to guidelines established by the 
Commissioner. 

The amendment authorizes the Commissioner to establish 
a fee or fees for the increased requester participation. The 
Commissioner could do so by establishing the fee or fees as 
part of the reexamination fee under section 302 of this title or 
requiring the fee or fees to be paid at another time, e.g., upon 
filing the first or each comment or reply. 

Section (3) of this bill amends section 306 of title 35, United 
States Code, by providing for an appeal to the Court of Appeals 
for the Federal Circuit by a patent owner from a decision adverse 
to patentability rather than providing alternative routes of review 
under both sections 141 and 145. Section (3) also amends section 
306 to provide that any person requesting reexamination, who 
is not the patent owner, may appeal to the Board of Patent 
Appeals and Interferences within such time and conditions and 
upon the payment of such fee as the Commissioner shall es- 
tablish, with respect to any decision favorable to patentability 
or a final order denying reexamination because no substantial 
new question of patentability has been raised. Section (3) also 
amends section 306 to provide that any person requesting 
reexamination, who is not the patent owner, may appeal to the 
Court of Appeals for the Federal Circuit with respect to any 
decision of the Board of Patent Appeals and Interferences 
faverable to patentability, or any decision of the Board 
of Patent Appeals and Interferences upholding a final order 
denying reexamination because no substantial new question of 
patentability has been raised. 

The amendments to section 306 to require that appeals by 
either the patent owner or the requester, who is not the patent 
owner, be directed to the Court of Appeals for the Federal Circuit 
are designed to eliminate the limited de novo consideration in 
the District Court which does not appear necessary and to 
prevent the anomalous situation which would result if the patent 
owner and the requester, who is not the patent owner, could 
appeal or seek review in different courts. These amendments 
will not adversely affect the rights of either the patent owner 
or the requester, who is not the patent owner, since reexami- 
nation proceedings involve decisions based on patents and 
printed publications or admissions and previous determinations 
on any grounds by the courts or the Patent and Trademark Office 
and are suited for consideration by the Court based on the record 
before the Patent and Trademark Office. 

The amendment to section 306 is intended to permit an appeal 
to the Board of Patent Appeals and Interferences of a final order 
denying reexamination because no substantial new question of 
patentability has been raised only in those circumstances where 
the request is found to contain no substantial new question of 
patentability and an order for reexamination is denied. If the 
reexamination request is granted on any basis, this amendment 
would not permit an appeal on other grounds upon which 
reexamination was not ordered. In such circumstances where 
reexamination has been ordered, any appeal would be on the 
basis that the decision of the examiner was favorable to pat- 
entability and not on the basis of an order denying reexami- 
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nation. This amendment to section 306, provides a route of 
appeal to the Court of Appeals for the Federal Circuit for any 
person requesting reexamination, who is not the patent owner, 
of any decision of the Board of Patent Appeals and Interferences 
upholding a final order denying reexamination because no 
substantial new question of patentability has been raised. If 
reexamination of the patent is ordered as a result of the request 
for any reason, this route of appeal does not exist. The amend- 
ment does not provide for participation by the patent owner in 
any appeal of a final order denying reexamination because no 
substantial new question of patentability has been raised since 
the patent owner will fully participate if reexamination is ordered 
as a result of the appeal. In this respect, the amendment is 
consistent with the reexamination procedures in effect prior to 
the amendment which do not permit participation by the patent 
owner prior to the determination on the request for reexami- 
nation. The amendment also contemplates that precluding the 
patent owner from participating in any appeal of a final order 
denying reexamination will be less expensive to the patent 
owner and will simplify and expedite the appeal. The patent 
owner will not lose any rights by not having to participate until 
reexamination is ordered. 


[1086 TMOG 445-448] 
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Mathematical Algorithms and Computer Programs 


The following represents a recent legal analysis done by 
Associate Solicitor Lee E. Barrett, an attorney in the Office of 
the Solicitor of the Patent and Trademark Office, on the subject 
of the patentability of mathematical algorithms and computer 
programs. The analysis is published for the benefit of the public. 
August 9, 1989 FRED E. McKELVEY 

Solicitor 
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statutory unless they fall within a judicially deter- 
mined exception 


Discussion 
I. Statutory Subject Matter - 35 U.S.C. § 101 
Inventions may be patented only if they fall within one of 
the four statutory classes of subject matter of 35 U.S.C. § 101: 
“process, machine, manufacture, or composition of matter.” See 
Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 483, 181 USPQ 
673, 679 (1974): 


[N]o patent is available for a discovery, however use- 
ful, novel, and nonobvious, unless it falls within one of 
the express categories of patentable subject matter of 
35 U.S.C. § 101. 


Subject matter that does not fall within one of the statutory 
classes of 35 U.S.C. § 101 is said to be “nonstatutory” or to 
be “unpatentable subject matter.” 

The broad language of § 101 is intended to dilineate a “general 
industrial boundary” of patentable invention. Jn re Bergy, 596 
F.2d 952, 974 n.11, 201 USPQ 352, 372 n.11 (CCPA 1979), 
vacated, 444 U.S. 1028, aff'd sub nom., Diamond v. Chakra- 
barty, 447 U.S. 303, 206 USPQ 193 (1980). The first statutory 
class, process, is defined in 35 U.S.C. § 100(b) and refers to 
acts, while the last three classes, machine, manufacture and 
composition of matter, refer to physical things; therefore, the 
general field of patentable invention consists of new acts and 
new things. Jd. The classes relevant to this discussion are “process” 
and “machine.” A “process” is equivalent to a “method.” Bergy, 
596 F.2d at 965, 201 USPQ at 364. The term “machine” is used 
interchangeably with “apparatus.” Jn re Prater, 415 F.2d 1393, 
1395 n.11, 162 USPQ 541, 543 n.11 (CCPA 1969). 

The question of whether a claimed invention satisfies the other 
conditions for patentability is “wholly apart from whether the 
invention falls into a category of statutory subject matter” 
(emphasis deleted). Diamond v. Diehr, 450 U.S. 175, 190, 209 
USPQ 1, 9 (1981) (citing Bergy, 596 F.2d at 961, 201 USPQ 
at 361). As stated in Parker v. Flook, 437 U.S. 584, 593, 198 
USPQ 193, 198-99 (1978): 


The obligation to determine what type of discovery is 

sought to be patented must precede the determination 
of whether that discovery is, in fact, new [i.e., novel 
under § 102] or obvious [§ 103]. 


See also In re Sarkar, 588 F.2d 1330, 1333 n.10, 200 USPQ 
132, 137 n.10 (CCPA 1978) (“If the subject matter as claimed 
is subject to patenting, i.e., if it falls within § 101, it must them 
be examined for compliance with §§ 102 and 103”). 

Legislative history indicates that Congress contemplated that 
the subject matter provisions be given a broad construction and 
were intended to “include anything under the sun that is made 
by man.” Diamond v. Chakrabarty, 447 U.S. at 309, 206 USPQ 
at 197. Any process, machine, manufacture, or composition of 
matter constitutes statutory subject matter unless it falls within 
a judicially determined exception to § 101. Jn re Pardo, 684 
F.2d 912, 916, 214 USPQ 673, 677 (CCPA 1982). Exceptions 
include laws of nature, physical phenomena and abstract ideas. 
Diehr, 450 U.S. at 185, 209 USPQ at 7, and cases cited therein. 
This analysis addresses whether mathematical algorithms and 
computer programs are statutory subject matter. 


Il. Mathematical Algorithms 
A. Mathematical algorithms per se are not a 
statutory “process” under § 101 


A mathematical algorithm is defined as a “procedure for 
solving a given type of mathematical problem.” Gottschalk v. 
Benson, 409 U.S. 63, 65, 175 USPQ 673, 674 (1972); Flook, 
437 U.S. at 585 n.1, 198 USPQ at 195 n.1; Diehr, 450 U.S. at 
186, 209 USPQ at 8. Mathematical algorithms are nonstatutory 
because they have been determined not to fall within the § 101 
Statutory class of a “process.” Benson. “[AJn algorithm, or 
mathematical formula, is like a law of nature, which cannot be 
the subject of a patent.” Diehr, 450 U.S. at 186, 209 USPQ at 
8. The exception applies only to mathematical algorithms since 
any process is an “algorithm” in the sense that it is a step-by- 
step procedure to arrive at a given result. In re Walter, 618 F.2d 
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758, 764 n.4, 205 USPQ 397, 405 n.4. (CCPA 1980); Pardo, 
684 F.2d at 915, 214 USPQ at 676. 

Although mathematical algorithms per se are nonstatu' 
as stated in Diehr, 450 U.S. at 187-88, 209 USPQ at 8-9: 


[A] claim drawn to subject matter otherwise statutory 
does not become nonstatutory simply because it uses 
a mathematical formula, computer program, or digital 
computer. . . . [Ijn Parker v. Flook we stated that “a 
process is not unpatentable simply because it contains 
a law of nature or a mathematical algorithm.” 437 U.S. 
at 590. It is now commonplace that an application of 
a law of nature or mathematical formula to a known 
structure or process may well be deserving of patent 
protection. As Justice Stone explained four decades ago: 

“While a scientific truth, or the mathematical 
expression of it, is not a patentable invention, a 
novel and useful structure created with the aid of 
knowledge of scientific truth may be.” Mackay 
Radio & Telegraph Co. v. Radio Corp. of America, 
306 U.S. 86, 94 (1939). [Citations omitted.] 


The Supreme Court thus recognizes that mathematical algo- 
rithms are “the basic tools of scientific and technological work,” 
Benson, 409 U.S. at 67, 175 USPQ at 675, and should not be 
the subject of exclusive rights, whereas technological applica- 
tion of scientific principles and mathematical —— fur- 
thers the constitutional purpose of promoting “the Progress of 

. Useful arts.” U.S. Const. art. I, § 8. It is also recognized 
that mathematical algorithms may be the most precise way to 
describe the invention. 

Where claims involve mathematical algorithms, as stated in 
In re Abele, 684 F.2d 902, 907, 214 USPQ 682, 687 (CCPA 
1982): 


The goal is to answer the question “What did appli- 
cants invent?” If the claimed invention is a mathematical 
algorithm, it is improper subject matter for patent pro- 
tection, whereas if the claimed invention is an applica- 
tion of the algorithm, § 101 will not bar the grant of 
a patent. 


The tests for determining whether claims containing mathe- 
matical algorithms are statutory have gradually evolved in the 
courts since the Supreme Court’s decision in Benson in 1972. 


B. Evolution of the two-part test for mathematical 
algorithm-statutory subject matter 


The proper legal analysis of mathematical algorithm-statutory 
subject matter cases is the two-part test of In re Freeman, 573 
F.2d 1237, 197 USPQ 464 (CCPA 1978), as modified by Walter 
and Abele. See In re Meyer, 688 F.2d 789, 796, 215 USPQ 193, 
198 (CCPA 1982) (“A more comprehensive test for cases 
involving mathematical algorithms is set forth in Jn re Abele”’). 
A review of the evolution of the analysis provides some useful 
insights into the application of the test. 

In Benson, the Supreme Court concluded that claims directed 
to a particular algorithm for converting binary coded decimal 
numbers to binary numbers was not statutory subject matter. 
The Supreme Court further concluded that any patent issued 
on those claims “would wholly pre-empt the’ mathematical 
formula and in practical effect would be a patent on the algorithm 
itself.” 409 U.S. at 72, 175 USPQ at 676. These two conclusions 
formed the basis for the two-part analysis of the Court of 
Customs and Patent Appeals (CCPA) in Freeman, 573 F.2d at 
1245, 197 USPQ at 471: 


First, it must be determined whether the claim directly 
or indirectly recites an “algorithm” in the Benson sense 
of that term, for a claim which fails even to recite an 
algorithm clearly cannot wholly preempt an algorithm. 
Second, the claim must be further analyzed to ascertain 
whether in its entirety it wholly preempts that algorithm. 

In 1978, the Supreme Court held in Flook that a claim need 
“not . . . cover every conceivable application of the formula” 
to be nonstatutory. 437 U.S. at 586, 198 USPQ at 196. This 
decision left undefined what constitutes statutory subject matter. 
In Waiter, the CCPA modified the second step of Freeman to 
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amore positive h to determining what is claimed, 


618 F.2d at 767, 205 USPQ at 407: 


5S nS ee ee 
mented in a specific manner to define structural rela 
tionships between the physical elements of the claim (in 


claim passes muster under § 101. If, however, the mathe- 
matical algorithm is merely presented and solved by the 
claimed invention, as was the case in Benson and Flook, 
and is not applied in any manner to physical elements 

Or process steps, no amount of post-solution activity will 
render the claim statutory; nor is it saved by a preamble 
merely reciting the field of use of the mathematical 
algorithm. 


The CCPA noted that while the second step of Freeman was 
“stated in terms of preemption” it had consistently been applied 
“in the spirit of the foregoing principles.” 618 F.2d at 767, 205 
USPQ at 407. 
In Abele, the CCPA further modified the second part of the 
test to provide a more comprehensive test, 684 F.2d at 906-7, 
214 USPQ at 686: 


Appellants summarize the Walter test as setting forth 
two ends of a : what is now clearly nonstatu- 
tory, i.e., claims in which an algorithm is merely pre- 
sented and solved by the claimed invention (preemp- 
tion), and what is clearly statutory, i.e., claims in which 
an algorithm is implemented in a specific manner to 
define structural relationships between the physical 
elements of the claim (in an apparatus claim) or fo refine 
or limit steps (in a process). Appellants urge that the 
statement of the test in Walter fa‘ls to provide a useful 
tool for analyzing claims in the “gray area” which falls 
between the two ends of that spectrum. We agree that 
the board’s understanding and application of the Walter 
analysis justifies appellant’s position. However, the Wal- 
ter analysis quoted above does not limit patentable 
subject matter only to claims in which structural rela- 
tionships or process steps are defined, limited or refined 
by the application of the algorithm. 

Rather, Walter should be read as requiring no more 
than that the algorithm be “applied in any manner to 
physical elements or process steps,” provided that its 
application is circumscribed by more than a field of use 
limitation or non-essential post-solution activity. Thus, 
if the claim would be “otherwise statutory,” id., albeit 
inoperative or less useful without the algorithm, the 
claim likewise presents statutory subject matter when 
the algorithm is included. This broad reading of Walter, 
we conclude, is in accord with the Supreme Court de- 
cisions [holding “that a claim drawn to subject matter 
otherwise statutory does not become nonstatutory sim- 
ply because it uses a mathematical formula, computer 
program, or digital computer,” Diamond v. Diehr, 450 
U.S. at 187, 209 USPQ at 8}. 


The reason for the modification of the test was because, as 
noted in Abele, 684 F.2d at 909, 214 USPQ at 688: 


The algorithm [in Abele] does not necessarily refine 
or limit the earlier steps of ion and detection as 
would be required to achieve the status of patentable 
subject matter by the board’s narrow reading of Walter. 


The second test of Abele suggests that the determination of 
whether the algorithm is “applied in any manner to physical 
element or process steps” may be made by viewing the claims 
without the algorithm and determining whether what remains 
is “otherwise statutory.” This analysis focuses on identifying 
the statutory process in the claim and is consistent with previous 
cases such as Walter, 618 F.2d at 769, 205 _——- at 409 
(“Examination of each claim demonstrates that each has no 
substance apart from the calculations involved”). The technique 
of viewing the claim without the mathematical algorithm is not 
inconsistent with the requirement that claims must be considered 
“as a whole” under § 101. 
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The requirement that claims be considered “as a whole” arose 
out of the now rejected “point of novelty” approach to statutory 
subject matter. Under the “point of novelty” approach, if a claim 
considered without the nonstatutory subject matter was 
unpatentable over the prior art (i.e., if the algorithm was at the 

“point of novelty” of the claim), the claims were found to not 
recite statutory subject matter. This approach was consistently 

rejected by the CCPA. See In re Chatfield, 545 F.2d 152, 191 
USPQ 730 (CCPA 1976), cert. denied, 434 U.S. 875 (1977); 
In re Deutsch, 553 F.2d 689, 193 USPQ 645 (CCPA 1977); In 
re de Castelet, 562 F.2d 1236, 195 USPQ 439 (CCPA 1977); 
Freeman; Sarkar; Walter. The point of novelty approach was 
finally put to rest in Diehr, 450 U.S. at 188-89, 209 USPQ at 
9: 


In determining the eligibility of respondents’ claimed 
process for patent protection under § 101, their claims 
must be considered as a whole. It is inappropriate to 
dissect the claims into old and new elements and then 
to ignore the Presence of the old elements in the analysis. 

. . The “novelty” of any element or steps in a process, 
or even of the process itself, is of no relevance in 
determining whether the subject matter of a claim falis 
within the § 101 categories of possibly patentable subject 
matter. 


Under the second test of Abele, the claims are considered 
without the algorithm to determine whether what remains is 
“otherwise statutory,” not to determine whether what remains 
is novel and nonobvious. 


C. Application of the two-part test 
1. Step 1 - presence of a mathematical algorithm 
a. Mathematical algorithm 


A mathematical algorithm is a “procedure for solving a given 
type of mathematical problem.” In this sense, a mathematical 
algorithm refers “to methods of calculation, mathematical for- 
mulas, and mathematical procedures generally.” Walter, 618 
F.2d at 764-65 n.4, 205 USPQ at 405 n.4. “The type of mathe- 
matical computation involved does not determine whether a 
procedure is statutory or nonstatutory.” Jn re Gelnovatch, 595 
F.2d 32, 41, 201 USPQ 136, 145 (CCPA 1979). A “claim for 
an improved method of calculation, even when tied to a specific 
end use, is unpatentable subject matter under § 101.” Flook, 
437 U.S. at 595 n.18, 198 USPQ at 199 n.18. 

Mathematical algorithms may represent scientific principles, 
laws of nature, or ideas or mental processes for solving complex 
problems. See Meyer, 688 F.2d at 794-95, 215 USPQ at 197: 


Scientific principles, such as the relationship between 
mass and energy [E = mc’], and laws of nature, such 
as the acceleration of gravity, namely a = 32 ft./sec.’, 
can be represented in mathematical format. However, 
some mathematical algorithms and formulae do not 
represent scientific principles or laws of nature; they 
represent ideas or mental processes and are simply logical 
vehicles for communicating possible solutions to com- 
plex problems. 


See also Safe Flight Instrument Corp. v. Sundstrand Data Con- 
trol, Inc., 706 F. Supp. 1146, 10 USPQ2d 1733 (D.Del. 1989) 
(mathematical algorithm representing a natural phenomenon, 
windshear). No distinction is made between mathematical al- 
gorithms invented by man, and mathematical algorithms rep- 
resenting discoveries of scientific principles and laws of nature 
which reveal a relationship that has always existed. 


b. "Process" versus "apparatus" claims 


Since mathematical algorithms have been determined not to 
fall within the § 101 statutory class of a “process,” attempts have 
been made to circumvent the nonstatutory subject matter rejec- 
tion by drafting mathematical algorithms as “machine” claims. 
The technique used is to draft the method steps in terms of 
“means for” language permitted by 35 U.S.C. § 112, sixth 
paragraph. While such a claim is technically a “machine” or 
“apparatus” claim, the courts have held that form of the claim 
does not control whether the subject matter is statutory. See Jn 
re Maucorps, 609 F.2d 481, 485, 203 USPQ 812, 815-16(CCPA 
1979): 
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Labels are not determinative in § 101 inquiries. “Ben- 
son applies equally whether an invention is claimed as 
an apparatus or process, because the form of the claim 
is often an exercise in drafting.” Jn re Johnson, 589 F.2d 
1070, 1077, 200 USPQ 199, 206 ({CCPA] 1978). “Though 
a claim expressed in ‘means for’ (functional) terms 
{under 35 U.S.C. § 112, sixth paragraph] is said to be 
an apparatus claim, the subject matter as a whole of that 
claim may be indistinguishable from that of a method 
claim drawn to the steps performed by the ‘means.’” 
In re Freeman, 573 F.2d at 1247, 197 USPQ at 472. 
Moreover, that the claimed computing system may be 
a “machine” within “the ordinary sense of the word,” 
as appellant argues, is irrelevant. The holding in Benson 
“forecloses a purely literal reading of § 101.” 


The test for determining whether “means for” apparatus claims 
should be treated as method claims is stated in Walter, 618 F.2d 
at 768, 205 USPQ at 408: 


If the functionally-defined disclosed means and their 
equivalents are so broad that they encompass any and 
every means for performing the recited functions, the 
apparatus claim is an attempt to exalt form over sub- 
stance since the claim is really to the method or series 
of functions itself . . . . In such cases the burden must 
be placed on the applicant to demonstrate that the claims 
are truly drawn to specific apparatus distinct from other 
apparatus capable of performing the identical functions. 

If this burden has not been discharged, the apparatus 
claim will be treated as if it were drawn to the method 
or process which encompasses all of the claimed “means. 
See In re Maucorps, 609 F.2d at 485, 203 USPQ at 815- 
816; In ve Johnson, 589 F.2d at 1077, 200 USPQ at 206; 
In re Freeman, 573 F.2d at 1247, 197 USPQ at 472. 
The statutory nature of the claim under § 101 will then 
depend on whether the corresponding method is statu- 
tory. 


See also Meyer, 688 F.2d at 795 n.3, 215 USPQ at 198 n.3; Abele, 
684 F.2d at 909, 214 USPQ at 688; Pardo, 684 F.2d at 916 n.6, 
214 USPQ at 677 n.6; Arshal v. United States, 621 F.2d 421, 
427-28, 208 USPQ 397, 404 (Ct. Cl. 1980), cert. denied, 449 
U.S. 1077 (1981), reh’g denied, 450 U.S. 1050 (1981). In 
Maucorps, the limitation of various “means” in claim 1 to 
include certain “electric circuits” did not prevent the claim from 
being treated as a method. A claim is not presumed to be statutory 
simply because it is in apparatus form. 


c. Form of the mathematical algorithm 


The first step of the analysis is to determine whether the claim 
directly or indirectly recites a mathematical algorithm. A mathe- 
matical algorithm can appear in many forms. As stated in Free- 
man, 573 F.2d at 1246, 197 USPQ at 471: 


The manner in which a claim recites a mathematical 
algorithm may vary considerably. In some claims, a 
formula or equation may be expressed in traditional 
mathematical symbols so as to be immediately recog- 
nizable as a mathematical algorithm. See, e.g., In re 
Richman, 563 F.2d 1026, 195 USPQ 340 ({CCPA] 1977); 
In re Flook, 559 F.2d 21, 195 USPQ 9 ({CCPA] 1977), 
cert. granted sub nom., Parker v. Flook, [437 U.S. 5841 
(1978). Other claims may use prose to express a mathe- 
matical computation or to indirectly recite a mathemati- 
cal equation or formula by means of a prose equivalent 
therefor. See, e.g., In re de Castelet, supra (claims 6 and 
7); In re Waldbaum, 559 F.2d 611, 194 USPQ 465 
({CCPA] 1977). A claim which substitutes, for a mathe- 
matical formula in algebraic form, “words which mean 
the same thing,” nonetheless recites an algorithm in the 
Benson sense. In re Richman, supra 563 F.2d at 1030, 
195 USPQ at 344. Indeed, the claims at issue in Benson 
did not contain a formula or equation expressed in 
mathematical symbols. 


Claims which include mathematical formulas or calculations 
expressed in mathematical symbols clearly include a mathemati- 
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cal algorithm. Mathematical algorithms in prose form may be 
expressed as literal translations of the mathematical algorithm 
(e.g., substituting the expression “division” or “taking the ratio” 
for a division sign) or may be expressed in words which indicate 
the mathematical algorithm. See Safe Flight Instrument, 706 F. 
Supp. at 1148, 10 USPQ2d at 1734 (subtracting); Abele, 684 
F.2d at 908 n.8, 214 USPQ at 687 n.8 (“The algorithm, calcu- 
lating the difference, is defined in the specification as a Gaussian 
weighting function”); /n re Taner, 681 F.2d 787, 790,214 USPQ 
678, 681 (CCPA 1982) (summing); /n re Johnson, 589 F.2d 
1070, 1079, 200 USPQ 199, 208 (CCPA 1978) (“‘computing’ 
connotes the execution of one or a sequence of mathematical 
operations”); Jn re Waldbaum, 559 F.2d 611, 194 USPQ 465 
(CCPA 1977) (method of claim 1 “to count” the number of busy 
lines “solves a mathematical problem, to wit, counting a number 
of busy lines in a tele system,” In re Bradley, 600 F.2d 
807, 810 n.4, 202 USPQ 480, 484 n.4 (CCPA 1979), aff'd by 
an equally divided court sub nom., Diamond v. Bradley, 450 
U.S. 381, 209 USPQ 97 (1981)). 

It is not always possible to determine by inspection of the 
claim whether it indirectly recites a mathematical algorithm; in 
such instances the analysis “requires careful interpretation of 
each claim in the light of its supporting disclosure.” Johnson, 
589 F.2d at 1079, 200 USPQ at 208. See also id. at 1078-79, 
200 USPQ at 208 (“the flow diagrams which form part of the 
specification disclose explicit mathematical equations which are 
to be used in conjunction with each of these [claimed] steps 
[of ‘determining’ or ‘correlating’]”); Waldbaum, 559 F.2d 611, 
194 USPQ 465 (“series of steps for manipulating binary numbers 
within a procedure for calculating the number of binary 1’s and 
0’s present” was considered a mathematical algorithm, Gelno- 
vatch, 595 F.2d at 39, 201 USPQ at 143); In re Sherwood, 613 
F.2d 809, 818, 204 USPQ 537, 545 (CCPA 1980), cert. denied, 
450 U.S. 994 (1981) (“claims must be said to include the indirect 
recitation of a mathematical equation”); Meyer, 688 F.2d at 795, 
215 USPQ at 198 (claims indirectly “recite a mathematical 
algorithm, which represents a mental process that a neurologist 
should follow”). 


2. Step 2- is the mathematical algorithm "applied 
in any manner to physical elements or process 
steps?” 


The second test is to determine whether the mathematical 
algorithm is “applied in any manner to physical elements or 
process steps.” The guideline for the analysis should be the 
CCPA’s suggestion in Abele to view the claim without the 
mathematical algorithm to determine whether what sont is 

“otherwise statutory”; if it is, it does not become nonstatu 

simply because it uses a mathematical algorithm. It penne 
that “[t}]he line between a patentable ‘ ’ and an unpat- 
entable ‘principle’ is not always clear.” Flook, 437 U.S. at 589, 
198 USPQ at 197. There are no definitive “tests for determining 
whether a claim positively recites statutory subject 

Meyer, 688 F.2d at 796 n.4, 215 USPQ at 198 n.4. Nevertheless, 
some useful guidelines may be synthesized out of the court 
decisions. 


a. Post-solution activity 


If the only limitation aside from the mathematical algorithm 
is insignificant or non-essential “post-solution activity,” the 
claimed subject matter is nonstatutory. Flook, 437 U.S. at 590, 
198 USPQ at 197: 


The notion that post-solution activity ...can transform 
an unpatentable principle into a patentable process ex- 
alts form over substance. A competent draftsman could 
attach some form of post-solution activity to almost any 


ication 
pe enc eget nye: smegma 
applied to existing surveying 


Insignificant post-solution activity by itself is insufficient to 
constitute a statutory process. In Flook, the final step of adjusting 
coetunn fiuibresankaiiehen. fee also Safe Flight (final step 
of “means for processing said windshear signal to provide an 
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indication representing the magnitude thereof” not sufficient); 
Abele, 684 F.2d at 909, 214 USPQ at 688 (final step of display: 
“that the result is displayed as a shade of gray rather than as 
simply a number provides no greater or better information, 
considering the broad range of applications encompassed by 
the claims”); Walter, 618 F.2d at 770, 205 USPQ at 409 (final 
step in dependent claim of magnetic recording: “If § 101 could 
be satisfied by the mere recordation of the results of a nonstatu- 
tory process on some record medium, even the most unskilled 
patent draftsman could provide for such a step”); Gelnovatch, 
595 F.2d at 41 n.7, 201 USPQ at 145 n.7 (final step of storing 
outputs: “each of the steps of the claimed process, except 
perhaps the final step of equating the process outputs to the 
values of the last set of process inputs, directly or indirectly 
recites a mathematical computation”); Sarkar, 588 F.2d at 1332 
n.6, 200 USPQ at 136 n.6 (final pe el 
tion at a location determined by a mathematical model: “Sarkar 
no longer relies upon bridge of dam construction as west 
activity steps effective to bring his process within § 101”); de 
Castelet, 562 F.2d at 1244, 195 USPQ at 446 (final step of 
transmitting: “That the computer is instructed to transmit elec- 
trical signals, representing the result of its calculations . . . does 
not transform the claim into one for a process merely using an 
algorithm”). 

The absence of post-solution activity or the fact that any post- 
solution activity may be trivial is only one factor to be consid- 
ered. On one hand, as stated in Walter, 618 F.2d at 767-68, 205 
USPQ at 407: 


if the end-product of a claimed invention is a pure 
number, as in Benson and Flook, the invention is non- 
statutory regardless of any post-solution activity which 
makes it available for use by a person or machine for 
other purposes. 


On the other hand, as stated in Abele, 684 F.2d at 908 n.9, 
214 USPQ at 687 n.9: 


“the fact that [the] equation is the final step is not 
determinative of the section 101 issue.” Jn re Richman, 
563 F.2d at 1030, 195 USPQ at 343. Accord, Inre Taner, 
681 F.2d 787 ({CCPA] 1982), overruling In re Chris- 
tensen, 478 F.2d 1392, 178 USPQ 35 ({CCPA] 1973). 


The particular order of the steps should not be determinative 
of the statutory subject matter inquiry. 


b. Field of use limitations 


A mathematical algorithm is not made statutory by “attempt- 
ing to limit the use of the formula to a particular technological 
environment.” Diehr, 450 U.S. at 191, 209 USPQ at 10. Thus, 
“field of use” or “end use” limitations in the claim preamble 
are insufficient to constitute a statutory process. This is con- 
sistent with the usual treatment of preambles as merely setting 
forth the environment. See Flook (the preamble, while limiting 
the application of the claimed method to “a process comprising 
the catalytic chemical conversion of hydrocarbons” did not 
serve to render the method statutory); Walter, 618 F.2d at 769, 
205 USPQ at 409 (“Although the claim preambles relate the 
claimed invention to the art of seismic prospecting, the claims 
themselves are not drawn to methods of or for seismic 
Se 562 F.2d at 1244 n.6, 195 USPQ at 
446 n.6 ( potential for misconstruction of preamble lan- 
guage requires that compelling reason exist before that language 
may be given weight”). Compare Waldbaum, 559 F.2d at 616 
n.6, Se re ee ee eee 
method portion of claims “are necessary for completeness of 
the claims and are proper limitations thereto”). 


c. Data-gathering steps 


If the only limitations in the claims in addition to the mathe- 
matical steps which “merely de- 
mathematical 


algorithm are data-gathering 
termine values for the variables used in the 


for- 


195 105 USPQ at 343: Sark Sarkar, 588 F.2d at 1335, 200 USPQ at 139 
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(“If the steps of gathering and substituting values were alone 
sufficient, every mathematical equation, formula, or algorithm 
having any practical use would be per se subject to patenting 
as a ‘process’ under § 101"); Gelnovatch, 595 F.2d at 41 n.7, 
201 USPQ at 145 n.7 (“claimed step of perturbing the values 
of a set of process inputs (step 3), in addition to being a 
mathematical operation, appears to be a data-gathering step”). 
Where the claim “presents data gathering steps not dictated by 
the algorithm but by other limitations which require certain 
antecedent steps” the claim may present statutory subject matter. 
Abele, 684 F.2d at 908, 214 USPQ at 687. 


d. Transformation of something physical 


In determining whether the claim recites a statutory process 
or a nonstatutory mathematical algorithm, it is useful to analyze 
whether there is transformation of something physical into a 
different form. One distinction is made between transformation 
of physical “signals” from one physical state to a different 
physical state, a statutory process in the electrical arts, and mere 
mathematical manipulation of “data” which, by itself, is not a 
statutory process. Compare Taner (conversion of “substantially 
spherical seismic signals” into “a form representing the earth’s 
response to cylindrical or plane waves” was statutory process); 
Sherwood, 613 F.2d at 819, 204 USPQ at 546 (conversion of 
amplitude-versus-time seismic traces into amplitude-versus- 
depth seismic traces was statutory process because it “converts 
one physical thing into another physical thing just as any other 
electrical circuitry would do”); and Johnson (technique for 
removing unwanted noise from a seismic trace was statutory 
process); with Walter, 618 F.2d at 768, 770, 205 USPQ at 407, 
409 (if “the claimed invention produces a physical thing . . . 
the fact that it is represented in numerical form does not render 
the claim nonstatutory” but finding that the “signals” claimed 
“may represent either physical quantities or abstract quantities” 
and thus were to the algorithm itself and not a particular ap- 
plication); Richman (method of calculating airborne radar 
boresight correction angle from “a plurality of signal sets” not 
statutory); Gelnovatch, 595 F.2d at 42, 201 USPQ at 145 (where 
“the claims solely recite a method whereby a set of numbers 
is computed from a different set of numbers by merely perform- 
ing a series of mathematical computations, the claims do not 
set forth a statutory process”); and Benson (conversion of binary 
coded decimal numbers into pure binary numbers not statutory). 
It is manifest that the statutory nature of the subject matter does 
not depend on the labels “signals” or “data.” 


e. Structural limitations in process claims 


Another issue is the effect of structural limitations in method 
claims. While structural limitations in method claims are not 
improper, they are usually not entitled to patentable weight 
unless they somehow affect or form an essential part of the 
process. See Benson, 409 U.S. at 73, 175 USPQ at 677 (claim 
8 recited use of a “reentrant shift register”); Waldbaum, 559 F.2d 
at 616, 194 USPQ at 469 (machine limitations in data processor 
method claims); de Castelet, 562 F.2d at 1244, 195 USPQ at 
447 (“Claims to nonstatutory processes do not automatically and 
invariably become patentable upon incorporation of reference 
to apparatus”). The related problem of specific structural lan- 
guage in apparatus claims has been treated, supra, in section 
ILC.1.b. 


D. Examples 
1. Diamond v. Diehr 


The following claim was held to recite statutory subject 
matter. 


1. A method of operating a rubber-molding press for 
precision molded compounds with the aid of a digital 
computer, comprising: providing said computer with a data 
base for said press including at least, natural logarithm 
conversion data (In), the activation energy constant (C) 
unique to each batch of said compound being molded, and 
a constant (x) dependent upon the geometry of the par- 
ticular mold of the press, initiating an interval timer in said 
computer upon the closure of the press for monitoring the 
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elapsed time of said closure, constantly determining the 
termperature (Z) of the mold at a location closely adjacent 
to the mold cavity in the press during molding, constantly 
providing the computer with the temperature (Z), repeti- 
tively calculating in the computer, at frequent intervals 
during each cure, the Arrhenius equation for reaction time 
during the cure, which is In v = CZ + x where v is the total 
required cure time, repetitively comparing in the computer 
at said frequent intervals during the cure each said calcu- 
lation of the total required cure time calculated with the 
Arrhenius equation and said elapsed time, and opening the 
press automatically when a said comparison indicates 
equivalence. 


Step 1 The claim contains an equation for controlling the 
in-mold time: In v = CZ + x. 

Step 2 The claimed subject matter is statutory because it 
recites an “otherwise statutory” process in addition to the 
mathematical algorithm. As stated in Abele, 684 F.2d at 907, 
214 USPQ at 686: 


In Diehr, were the claims to be read without the 
algorithm, the process would still be a process for curing 
rubber, although it might not work as well since the 
in-mold time would not be as accurately con- trolled. 


The steps in the process, 450 U.S. at 187, 209 USPQ at 8: 


include installing rubber in a press, closing the mold, 
constantly determining the temperature of the mold, 
constantly recalculating the appropriate cure time through 
the use of the formula and a digital computer, and 
automatically opening the press at the proper time. 


The statutory nature of the claim is not based on the post-solution 
activity of opening the press, but on the application of the 
mathematical algorithm to the whole process. 


2. Parker v. Flook 


The following claim in Flook was held to recite nonstatutory 
subject matter. 


1. A method for updating the value of at least one alarm 
limit on at least one process variable involved in a 
process comprising the catalytic chemical conversion 
of hydrocarbons wherein said alarm limit has a current 
value of 


Bo + K 


wherein Bo is the current alarm base and K is a pre- 
determined alarm offset which comprises: 
(1) determining the present value of said process 
variable, said present value being defined as PVL; 
(2) determining a new alarm base B1 using the 
following equation: 


Bl = Bo(1.0 - F) + PVL(F) 


where F is a predetermined number greater than zero 
and less than 1.0; 

(3) determining an updated alarm limit which is 
defined as B1 + K; and thereafter 

(4) adjusting said alarm limit to said updated alarm 
limit value. 


Step 1 The claim contains a mathematical algorithm com- 
prising determining a new alarm base in step (2) and computing 
an “alarm limit” in step (3). 

Step 2 When viewed without the steps of the mathematical 
algorithm, steps (2) and (3), the only limitations remaining are 
the preamble limitation restricting the field of use to “a process 
comprising the catalytic chemical conversion of hydrocarbons”; 
the data-gathering step of step (1); and the post-solution step 
of step (4). None of these limitations comprises an “otherwise 
statutory” process. The claim seeks to protect a method for 
computing an “alarm limit” rather than the application of the 
computation within an otherwise statutory process. 
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3. In re Abele 


In Abele, claim 5 was held to recite nonstatutory subject matter 
under § 101 whereas dependent claim 6 was statutory. 

5. A method of displaying data in a field comprising 
the steps of calculating the difference between the local 
value of the data at a data point in the field and the average 
value of the data in a region of the field which surrounds 
said point for each point in said field, and displaying 
the value of said difference as a signed gray scale at a 
point in a picture which corresponds to said data point. 

6. The method of claim 5 wherein said data is X-ray 
attenuation data produced in a two dimensional field by 
a computed tomography scanner. 


Step 1 Claim 5 contains a mathematical algorithm, “calcu- 
lating the difference,” which is defined in the specification as 
a Gaussian weighting function. 

Step 2. When claim 5 is viewed without the mathematical 
algorithm, the only remaining limitation is the post-solution 
activity of displaying the result. The display by itself did not 
constitute an “otherwise statutory” process. The court held that 
“the algorithm is neither explicitly nor implicitly applied to any 
certain process.” 684 F.2d at 909, 214 USPQ at 688. However, 
when dependent claim 6 is added to the limitations of claim 5, 
684 F.2d at 908, 214 USPQ at 687-88: 


Were we to view the claim absent the algorithm, the 
production, detection and display steps would still be 
present and would result in a conventional CAT-s_an 
process. . . . [W]e view the production, detection, and 
display steps as manifestly statutory subject matter and 
are not swayed from this conclusion by the presence of 
an algorithm in the claimed method. 


Ill. Computer Programs 
A. “Computer programs” versus “computer processes” 


A “process” or “algorithm” is a step-by-step procedure to 
afrive at a given result. In the patent area, a “computer process” 
or “computer algorithm” is a process, i.e., a series of steps, which 
is performed by a computer. A “[computer] program is a se- 
quence of coded instructions for a digital computer.” Benson, 
409 U.S. at 65, 175 USPQ at 674. Computer programs are 
equivalently known as “software.” 

Unfortunately for discussion in this area, “[bJoth the series 
of steps performed by a computer, and the software directing 
those steps, have acquired the name ‘computer programs.”” 
Gelnovatch, 595 F.2d at 45 n.5, 201 USPQ at 148 n.5 (Markey, 
C.J., dissenting). What is sought to be protected by patent is 
the underlying process. As stated in Gelnovatch, 595 F.2d at 
44, 201 USPQ at 147: 


Confusion may be avoided if it be realized that what 
is at issue is not the “program,” i.e., the software, but 
the process steps which the software directs the com- 
puter to perform. 


See, e.g., Maucorps, 609 F.2d at 483, 203 USPQ at 814 (“The 
[claimed] invention is implemented via a computer program 
written in FORTRAN IV, either built into the calculating ma- 
chine, or loaded into a general purpose computer’). 


B. Statutory nature of computer processes 
1. The Supreme Court has not ruled on the patentability 
of computer programs. 


The Supreme Court has not ruled on whether computer proc- 
esses are per se statutory or nonstatutory. The decisions in 
Benson, Flook and Diehr all dealt with claims viewed as mathe- 
matical algorithms. In Benson and Diehr, the claims contained 
mathematical algorithms implemented by a computer. In Ben- 
son, the Court held that the claims preempted the use of the 
mathematical algorithm, but did not hold that “any program 
servicing a computer” would be nonstatutory. In Diehr, the 
Court held that the claims otherwise defined a statutory process 
for curing rubber, and that the inclusion of a mathematical 
algorithm or computer program did not make claim nonstatu- 
tory. The claim in Flook did not involve a computer process. 


U.S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 473 
(200) 


In Dann v. Johnston, 425 U.S. 219, 189 USPQ 257 (1976), 
rev’ g on other grounds, In re Johnston, 502 F.2d 765, 183 USPQ 
172 (CCPA 1974), which involved a “machine system for 
automatic record-keeping of bank checks and deposits,” the 
Court declined to discuss the § 101 issue of the general pat- 
= of computer programs, 425 U.S. at 220, 189 USPQ 
at - 


We find no need to treat that question in this case, 
however, because we conclude that in any event respon- 
dent’s system is unpatentable on grounds of obvious- 
ness. 35 U.S.C. § 103. 


In Diamond v. Bradley, an equally divided Supreme Court 
affirmed the CCPA’s decision in Bradley. The claims were 
directed to computer “firmware,” which refers to microin- 
structions permanently embodied in hardware elements, and not 
to a computer application or process. The CCPA found that the 
claims literally recited a machine and that, in applying the two- 
part test of Freeman, the claims did not recite a mathematical 
algorithm. 


2. The CCPA has held that computer processes are 
statutory unless they fall within a judicially deter 
mined exemption 


In Pardo, the most recent CCPA case on computer pro- 
cesses, the CCPA stated that, 684 F.2d at 916, 214 USPQ at 
677: 


any process, machine, manufacture, or composition of 

matter constitutes statutory subject matter unless it 
falls within a judicially determined exception to section 
101. 


The major (and perhaps only) exception in the area of com- 
puter processes is the mathematical algorithm. Although not 
binding precedent on the Federal Circuit, the district court in 
Paine, Webber, Jackson & Curtis, Inc. v. Merrill Lynch, Pierce, 
Fenner & Smith, 564 F. Supp. 1358, 1367, 218 USPQ 212, 218 
(D. Del. 1983) stated: 


The CCPA [has] . . . held that a computer algorithm, 
as opposed to a mathematical algorithm, is patentable 
subject matter. 


If a computer process claim does not contain a mathematical 
algorithm in the Benson sense, the second step of the Freeman- 
Walter-Abele test is not reached, and the claimed subject matter 
will usually be statutory. 

The traditional approach by the CCPA to the PTO’s rejection 
of computer processes as nonstatutory subject matter has been 
to apply the two-part test for mathematical algorithms and to 
find statutory subject matter if the claims do not recite a 
mathematical algorithm. See Pardo, 684 F.2d at 916, 214 USPQ 
at 676 (process for converting source program into object program: 
“we are unable to find any mathematical formula, calculation, 
or algorithm either directly or indirectly recited in the claimed 
steps of examining, compiling, storing, and executing”); Jn re 
Toma, 575 F.2d 872, 877, 197 USPQ 852, 856 (CCPA 1978) 
(process for translating a source natural language, e.g., Russian, 
to a target natural language, e.g., English: “[we] are unable to 
find any direct or indirect recitation of a procedure for solving 
a mathematical problem”); Jn re Phillips, 608 F.2d 879, 883, 
203 USPQ 971, 975 (CCPA 1979) (process for preparing ar- 
chitectural specifications: “Our analysis of the claims on appeal 
reveals no recitation, directly or indirectly, of an algorithm in 
the Benson and Flook sense”); Freeman, 573 F.2d at 1246, 197 
USPQ at 471 (“The method claims here at issue do not recite 
process steps which are themselves mathematical calculations, 
formulae, or equations”); Deutsch, 553 F.2d 689, 692, 193 
USPQ 645, 648 (CCPA 1977) (method of operating a system 
of manufacturing plants: “Nothing in the methods claimed by 
Deutsch preempts a mathematical formula, an algorithm, or any 
specific computer program”); Chatfield, 545 F.2d at 158, 191 
USPQ at 736 (method of reassigning priorities within a com- 
puter: “[the] independent claims contain neither a mathematical 
formula nor a mathematical algorithm”). 
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If the computer process is found to contain a mathematical 
algorithm, it must then pass the second part of the Freeman- 
Walter-Abele test for statutory subject matter. See, e.g., Sher- 
wood; Maucorps; Gelnovatch. 

Arguably, other exceptions such as “methods ofdoing busi- 
ness” and “mental steps” may be_raised if a claim is not a true 
computer process, but merely recites that an otherwise nonstatu- 
tory process is performed on a computer. de Castelet, 562 F.2d 
at 1244, 195 USPQ at 447 (“Claims to nonstatutory processes 
do not automatically and invariable become patentable upon 
incorporation of reference to apparatus”). These would appear 
to be exceptions with very narrow application to claims which 
are not limited to implementation by a machine. For example, 
while a “method of doing business” per se is not statutory subject 
matter, “a method of operation on a computer to effectuate a 
business activity” has been held to be statutory subject matter. 
Paine, Webber v. Merrill Lynch, 564 F. Supp. at 1369, 218 USPQ 
at 220. See also Deutsch, 553 F.2d at 692 n.5, 193 USPQ at 
648 n.5 (claims were not a method of doing business because 
“[t}hey do not merely facilitate business dealings”); Johnston, 
rev'd on other grounds, Dann v. Johnston (apparatus claims 
directed to system for automatic record-keeping of bank checks 
and deposits did not cover a method of doing business). Simi- 
larly, machine or computer implementation of “mental steps” 
is statutory subject matter. Prater; Inre Bernhart, 417 F.2d 1395, 
163 USPQ 611 (CCPA 1969); In re Musgrave, 431 F.2d 882, 
167 USPQ 280 (CCPA 1970). See also Toma (computer imple- 
mented method for translation of natural languages is statu- 
tory). 
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Safe Flight Instrument Corp. v. Sundstrand Data Control, Inc., 
706 F. Supp. 1146, 10 USPQ2d 1733 (D. Del. 1989) 
[1106 OG 5] 


Notice Interpreting In Re Iwahashi 
(Fed. Cir. 1989) 


(201) 


The Patent and Trademark Office’s (PTO’s) policy on the 
patentability of claims reciting matematical algorithms and 
computer programs, published at 1106 Off. Gaz. Pat. Office 5- 
12 (Sept. 5, 1989), is unaffected by Jn re Iwahashi, 888 F.2d 
1370, 12 USPQ2d 1980 (Fed. Cir. 1989). The following com- 
ments are intended as the PTO’s interpretation of /wahashi. 

Iwahashi reversed a rejection of appellants’ apparatus claim 
1 (the sole claim) under 35 U.S.C. §101. The rejection main- 
tained that claim 1 was directed to nonstatutory subject matter 
in the form of a mathematical algorithm. Appellants developed 
an approximation to the conventional equation for auto-corre- 
lation coefficients for use in pattern recognition which uses a 
term which is the square of the sum of two variables, instead 
of the product of the two variables. Appellants’ claim to an 
autocorrelation unit is in “means-plus-function” format except 
for a recited “read only memory” (“ROM”) for implementing 
the squaring term. PTO argued that the term “read only memory” 
as used in this claim is as broad as a means-plus-function 
recitation with the result that the claim is effectively entirely 
in means-plus-function format and indistinguishable for §101 
purposes from a method claim; it was argued that such a 
corresponding method claim would be nonstatutory. See Jn re 
Freeman, 573 F.2d 1237, 1247, 197 USPQ 464, 472 (CCPA 
1978); In re Walter, 618 F.2d 758, 768, 205 USPQ 397, 407- 
08 (CCPA 1980); In re Abele, 684 F.2d 902, 909, 214 USPQ 
682, 688 (CCPA 1982); In re Meyer, 688 F.2d 789, 796, 215 
USPQ 193, 198-99 (CCPA 1982); and 1 106 Off. Gaz. Pat. Office 
at 8, under “‘Process’ versus ‘apparatus’ claims.” PTO also 
argued that appellants’ apparatus claim is nonstatutory when 
directly analyzed according to the two-part Freeman-Walter test 
because (1) it recites a mathematical algorithm and (2) the 
algorithm does not “define” a structural relationship between 
physical elements and is not “applied” in any manner to physical 
elements. 

The Federal Circuit determined that a read only memory is 
a “term[] well understood by those skilled in the art,” 888 F.2d 
at 1372, 12 USPQ2d at 1909, and that the claimed read only 
memory element “is not in means-plus-function form,” id. at 
1373, 12 USPQ2d at 1909, but “is a specific piece of apparatus,” 
id. at 1375, 12 USPQ2d at 1912. The Court states that appellants’ 
apparatus claim does not meet the second part of the Freeman- 
Walter test, detailing the relationship between the ROM and the 
other means in the claim. Therefore, the Court concluded, id. 
at 1375, 12 USPQ2d at 1911: 


The claim as a whole certainly defines apparatus in the form 
of a combination of interrelated means and we cannot discern 
any logical reason why it should not be deemed statutory 
subject matter as either a machine or a manufacture as speci- 
fied in §101. The fact that the apparatus operates according 
to an algorithm does not make it nonstatutory. ... We therefore 
hold that the claim is directed to statutory subject matter. 


Because the Court determined a ROM to be a specific piece 
of apparatus for implementing a table look-up function, and not 
as broad as a means-plus-function recitation, appellants carried 
their burden of demonstarting that the claim is “truly drawn to 
specific apparatus distinct from other apparatus capable of 
performing the identical functions,” Walter, 618 F.2d at 768, 
205 USPQ at 408; as a matter of claim interpretation, the claim 
cannot be treated as equivalent to a method. The Walter test 
for whether an apparatus claim is equivalent to a method claim 
is the same as applying the Freeman-Walter test to an apparatus 
claim. See In re Maucorps, 609 F.2d 481, 486, 203 USPQ 812, 
816 (CCPA 1979) (application of second part of two-part 
Freeman test to appartus claim in “means for” format considers 
whether the “claimed invention as a whole comprises each and 
every means for carrying out a [mathematical algorithm]”). 

Once it is determined that the claim is truley drawn to specific 
apparatus, it necessarily follows that the apparatus is statutory 
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subject matter under §101. True apparatus does not invoke the 
mathematical algorithm exception because the mathematical 
algorithm remains free for use by anyone not employing the 
specific apparatus, i.e., there is no preemption, in whole or part, 
of the mathematical algorithm itself. See In re Bernhart, 417 
F.2d 1395, 1399, 163 USPQ 611, 616 (CCPA 1969) (“a member 
of the public would have to do much more than use the equations 
to infringe any of these [apparatus] claims”); Freeman, 573 F.2d 
at 1247 n.11, 197 USPQ at 472 n.11 (“the calculation method 
[in dependent claim 10] remained free for use by anyone not 
employing the enire apparatus of claim 9”). Importantly, as the 
Iwahashi Court notes: [t]he fact that apparatus operates accord- 
ing to an algorithm does not make it nonstatutory,” 888 F.2d 
at 1375, 12 USPQ2d at 1911. See Freeman, 573 F.2d at 1247 
n.10, 197 USPQ at 472 n.10 (“ A claim to a new, useful, and 
unobvious computer, describing that computer in truly structural 
terms, would not be rejectable on the ground that the only known 
use for that computer is the performance of unpatentable methods 
of calculation.”). 

The Court’s holding that the claim defines apparatus because 
of ROM is a specific piece of apparatus for implementing the 
mathematical algorithm is consistent with precedent and PTO 
policy as set forth at 1106 Off. Gaz. Pat. Office 5-12. Every case, 
however, must be determined on its facts and, to be consistent 
with previous decisions, /wahashi does not “hold that the mere 
presence of apparatus language in a claim will, of itself, save 
that claim from rejection as nonstatutory.” id. at 1247 n.11, 197 
USPQ at 472 n.11. Under Walter, the inquiry with every ap- 
paratus claim should be whether the apparatus encompasses any 
and every means for performing the recited functions and, if 
this appears to be the case, the burden should be placed on the 
applicant to show that it does not. ‘ 

The Court’s dicta in footnote 1 (the sole footnote) suggests 
that §112 46 may require the PTO to construe means-plus- 
function limitation to the apparatus disclosed in the application 
and equivalents thereof. Under this suggestion, even a claim 
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which is entirely in means-plus-function format could not be 
treated as indistinguishable from a corresponding method claim 
for §101 purposes. Such a result would be directly contrary to 
precedent, including Freeman, Walter, Abele and Meyer. In the 
opinion of the PTO, means-plus-function limitations should be 
not treated differently for §101 purposes than for §102 and §103 
purposes for rejections over prior art. Indeed, during prosecution 
claims should be given their broadest reasonable interpretation. 
See In re Zletz, ___ F.2d __, ___, 13 USPQ2d 1320, 1321- 
22 (Fed. Cir. 1989). The issue of claim scope should be treated 
as a matter of burden of proof: examiners should give “means 
for” limitations their broadest reasonable interpretation and then 
it is applicant’s burden to show that the functionally-defined 
disclosed means do not encompass any and every means for 
performing the recited functions. See Walter, 618 F. 2d at 768, 
205 USPQ at 408 (“the burden must be placed on the applicant 
to demonstrate that the claims are truly drawn to specific 
apparatus”); Meyer, 688 F.2d at 796 n.6, 215 USPQ at 199 n.6 
and corresponding text; Jn re Mulder, 716 F.2d 1542, 1549, 219 
USPQ 189, 196 (Fed. Cir. 1983) (involving a “means for” 
limitation in a §103 rejection: “Appellants have neither asserted 
nor shown that [the reference] structure is not the equivalent 
of the structure disclosed in their specification [for performing 
the function, as stated by the board]’”). 
Feb. 15, 1990 JAMES E. DENNY 
Acting Assistant 
Commissioner 

for Patents 


{1112 OG 16] 


(202) [Reserved] 
(203) [Reserved] 


Notice of Final Rulemaking Patent and Trademark Fee Revisions 


The Patent and Trademark Office is amending its rules of practice in patent and trademark cases. Parts | and 2 of Title 37, Code 
of Federal Regulations, to adjust patent and trademark fee amounts. 

Public Law 102-204, which was enacted on Dec. 10, 1991, waives the normal 30 day notice period and allows fees to become 
effective in fiscal year 1992 on or after one day after publication of a notice in the Federal Register. A notice was published on Friday, 
Dec. 13, 1991 at 56 FR Part III. The effective date for the new fee amounts is Monday, Dec. 16, 1991. 

Any fee amount that is paid on or after Dec. 16, 1991 is subject to the new fee schedule. 

Your attention is drawn to the following major changes in the fee schedule: 

*The legislation established comparable maintenance fee amounts for all patents based on applications filed on or after Dec. 
12, 1980. All first stagemaintenance fees are now $900 for a large entity and $450 for a small entity; second stage 
maintenance fees are now $1,810 for a large entity and $905 for a small entity; and third stage maintenance fees are now $2,730 


for a large entity, and $1,365 for a small entity. 


*The small entity provision is continued and made applicable to all maintenance fee payments. 
*The trademark application filing fee was increased to $200. Several trademark service fees have been adjusted, but all other 


trademark processing fees remain unchanged. 


If you have any questions or comments, or would like to have a copy of the Federal Register notice, please contact the Office of 


Long-Range Planning and Evaluation by phone at 703-305-8510 


BRADFORD R. HUTHER 
Assistant Commissioner 
for Finance and Planning 


U.S. PATENT AND TRADEMARK OFFICE 
Effective Dec. 16, 1991 


The U.S. Patent and Trademark Office has amended its rules of practice in patent and trademark cases, Parts 1 and 2 of Title 37, 
Code of Federal Regulations to adjust patent and trademark fee amounts. 

Any fee payment due and paid on or after Dec. 16, 1991, must be paid in the revised amount. The date of mailing indicated on a 
proper Certificate of Mailing under either 37 CFR 1.8 or 37 CFR 1.10 will be considered to be the date of receipt and payment in the 


Office 


As this fee sheet is a summary and the content of rules also may be changing, you should refer to the notice published in the Federal 
Register on Dec. 13, 1991 at 56 FR Part III. See also Official Gazette of Dec. 17, 1991. 

The fees which are subject to reduction for small entities who have established status (37 CFR 1.27) are shown in a separate column. 

For additional information, please contact the PTO Public Service Center at (703)305-HELP. 
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Fee 


Code 37 CFR 


Filing Fees 
101/201 
102/202 
103/203 
104/204 
105/205 
106/206 
107/207 
108/208 
109/209 
110/210 
139 


Extension Fees 


115/215 
116/216 
117/217 
118/218 


1.16(a) 
1.16(b) 
1.16(c) 
1.16(d) 
1.16(e) 
1.16(f) 

1.16(g) 
1.16(h) 
1.16(i) 

1.16(j) 
1.17(k) 


1.17(a) 


1.17(b) 
1.17(c) 
1.17(d) 


Appeals/Interference Fees 


119/219 
120/220 
121/221 


Issue Fees 
142/242 
143/243 
144/244 


1.17(e) 
1.17(f) 
1.17(g) 


1.18(a) 
1.18(b) 
1.18(c) 


Miscellaneous Fees 


111 
112 
113 
145 
147 
148/248 


1.20(j) 

1.17(n) 
1.17(c) 
1.20(a) 
1.20(c) 
1.20(d) 


Patent Petition Fees 


122 
138 
140/240 
141/241 


1.174) 
1.171) 
1.17(m) 


Maintenance Fees: 


183/283 
184/284 
185/285 
186/286 
187 


1.20(e) 
1.20(f) 
1.20(g) 
1.20(h) 
1.20(i) 


PCT Fees - National Stage 


154/254 
156 

956/957 
958/959 
960/961 
962/963 
964/965 
966/967 
968/969 
970/971 


1.492(e) 
1.492(f) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(4) 
1.492(b) 
1.492(c) 
1.492(d) 
1.492(a)(5) 


OFFICIAL GAZETTE 


Description 


Patent Fees 


Basic filing fee - utility 

Independent claims in excess of three 

Claims in excess of twenty 

Multiple dependent claim 

Surcharge--Late filing fee or oath or declaration 
Design filing fee 

Plant filing fee 

Reissue filing fee 

Reissue independent claims over original patent 
Reissue claims in excess of 20 and over original patent 
Non-English specification 


Extension for response within first month 
Extension for response within second month 
Extension for response within third month 
Extension for response within fourth month 


Notice of appeal 
Filing a brief in support of an appeal 
Request for oral hearing 


Utility issue fee 
Design issue fee 
Plant issue fee 


Extension of term of patent 

Requesting publication of SIR - Prior to examiner’s action 
Requesting publication of SIR - After examiner’s action 
Certificate of Correction 

For filing a request for reexamination 

Statutory Disclaimer 


Petitions to the Commissioner, unless otherwise specified 
Petition to institute a public use proceeding 

Petition to revive unavoidably abandoned application 
Petition to revive unintentionally abandoned application 


Applications Filed on or after Dec. 12, 1980 
Due at 3.5 years 

Due at 7.5 years 

Due at 11.5 years 

Surcharge - Late payment within 6 months 
Surcharge after expiration 


Surcharge - Late filing fee or oath or declaration 
English translation - after twenty months 

IPEA - U.S. 

ISA - U.S. 

PTO not ISA or IPEA 

Claims meet PCT Articles 33(1)-(4) - IPEA - U.S. 
Claims - extra independent (over three) 

Claims - extra total (over twenty) 

Claims - multiple dependent 

For filing with EPO or JPO search report 


PCT Fees - International Stages 


150 
151 
152 
153 
190 
191 
192 
193 


1.445(a)(1) 
1.445(a)(2) 
1.445(a)(3) 
1.445(a)(2) 
1.482(a)(1) 
1.482(a)(1) 
1.482(a)(2) 
1.482(a)(2) 


Transmittal fee 

PCT search fee - no U.S. application 
Supplemental search per additional invention 
PCT search prior U.S. application 

Preliminary examination fee - ISA was the U.S. 
Preliminary examination fee - ISA not the U.S. 
Additional invention - ISA was the U.S. 
Additional invention - ISA not the U.S. 
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Small Entity Fee 
Fee if Applicable 


690.00 
72.00 
20.00 

220.00 

130.00 

280.00 

460.00 

690.00 
72.00 
20.00 

130.00 


110.00 
350.00 
810.00 
1,280.00 


260.00 
260.00 
220.00 


1,130.00 
400.00 
570.00 


1,000.00 
790.00 * 
1,580.00 * 
70.00 
2,180.00 
110.00 55.00 


*Reduced by Basic Filing Fee Paid 


130.00 
1,310.00 
110.00/ 
1,130.00/ 


900.00/ 
1,810.00/ 
2,730.00/ 

130.00/ 

600.00 


130.00/ 
130.00 
620.00/ 
690.00/ 
920.00/ 
90.00/ 
72.00/ 
20.00/ 
220.00/ 
800.00/ 


190.00 

600.00 + 
160.00 + 
400.00 + 
440.00 + 
650.00 + 
140.00 + 
220.00 + 





JANUARY 7, 1992 U. S. PATENT AND TRADEMARK OFFICE 1134 TMOG 477 
(204) 


Fee Small Entity Fee 
Code 37 CFR Description Fee if Applicable 

PCT Fees to WIPO 
800 Basic fee (first thirty pages) 490.00 * 
801 Basic supplemental fee (for each page over thirty) 10.00 * 
803 Handling fee 150.00 * 
803-896 Designation fee per country 119.00 * 


PCT Fee to EPO 
802 International search 1,320.00 


Patent Service Fees 
561 1.19(a)(1)(i) —_—~ Printed copy of patent w/o color, regular service 3.00 
562 1.19(a)(1)(ii) Printed copy of patent w/o color, expedited local service 6.00 
563 1.19(a)(1)(iii) Printed copy of patent w/o color ordered via EOS, 
expedited service 25.00 
564 1.19(a)(2) Printed copy of plant patent, in color 12.00 
565 1.19(a)(3) Copy of utility patent or SIR, with color drawings 24.00 
566 1.19(b)(1)(i) Certified or uncertified copy of patent application as filed, regular 
service 12 
567 1.19(b)(1)(ii)_ Certified or uncertified copy of patent application, expedited local 
service 24.00 
1.19(b)(2) Certified or uncertified copy of patent-related file wrapper 
and contents 150.00 
1.19(b)(3) Certified or uncertified copy of document, unless otherwise 
provided 25.00 
1.19(b)(4) For assignment records, abstract of title and certification, 
per patent 
1.19(c) Library Service 
1.19(d) List of U.S. patents and SIRs in subclass 
1.19(e) Uncertified statement re status of maintenance fee payments 
1.19(f) Copy of non U.S. document 
1.19(g) Comparing and Certifying Copies, Per Document, Per Copy 
1.19(h) Additional filing receipt, duplicate or corrected due to 
applicant error 
1.21(c) Filing a Disclosure Document 
1.21(d) Local delivery box rental, per annum 
1.21(e) International type search report 
1.21(g) Self-service copy charge, per page 
1.21(h) Recording each patent assignment, agreement or other paper, 


per property 
Publication in Official Gazette 
Labor charges for services, per hour or fraction thereof 
Unspecified other services 
Retaining abandoned application 
Handling fee for incomplete or improper application 
Automated Patent System (APS-text) terminal session 


time, per hr. 
Handling fee for withdrawal of SIR 
Patent coupons 


Patent Enrollment Fees 

609 1.21(a)(1) Admission to examination 

610 1.21(a)(2) Registration to practice 

611 1.21(a)(3) Reinstatement to practice 

612 1.21(a)(4) Copy of certificate of good standing 

613 1.21(a)(4) Certificate of good standing - suitable for framing 

615 1.21(a)(5) Review of decision of Director, Office of Enrollment 
and Discipline 

616 1.21(a)(6) Regrading of Examination 


Trademark Fees 


Trademark Processing Fees 
361 2.6(a)(1) Application for registration, per class 200.00 
362 2.6(a)(2) Filing an Amendment to Allege Use under § 1(c), per class 100.00 
2.6(a)(3) Filing a Statement of Use under § 1(d)(1), per class 100.00 
2.6(a)(4) Filing a request for a Six-month Extension of Time for Filing a Statement 
of Use under § 1(d)(1), per class 100.00 
2.6(a)(5) Application for renewal, per class 300.00 
2.6(a)(6) Additional fee for late renewal, per class 100.00 
2.6(a)(7) Publication of mark under § 12(c), per class 100.00 
2.6(a)(8) Issuing new certificate of registration 100.00 
2.6(a)(9) Certificate of Correction, registrant’s error 100.00 
2.6(a)(10) Filing disclaimer to registration 100.00 
2.6(a)(11) Filing amendment to registration 100.00 
2.6(a)(12) Filing § 8 affidavit, per class 100.00 
2.6(a)(13) Filing § 15 affidavit, per class 100.00 
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Fee 

Code 37 CFR 
2.6(a)(14) 
2.6(a)(15) 
2.6(a)(16) 
2.6(a)(17) 
2.6(a)(18) 


Description 


374 
375 
376 
377 
378 


Petition to Commissioner 


Notice of opposition, per class 
Ex parte appeal, per class 


Trademark Service Fees 
461 2.6(b)(1)(i) 
462 2.6(b)(1 (ii) 
463 2.6(b)(1 (iii) 
2.6(b)(4)(i) 
2.6(b)(4)(ii) 
2.6(b)(2)(i) 
2.6(b)(2)(ii) 
2.6(b)(3) 
2.6(b)(5) 
2.6(b)(7) 
1.19(g) 


2.6(b)(9) 
2.6(b)(6) 


expedited service 
464 

service 

expedited local service 

regular service 

expedited local service 

and contents 


otherwise provided 


per registration 


first mark per document 


For second and subsequent marks in the same document 
Labor charges for services, per hour or fraction thereof 


2.6(b)(10) 
2.6(b)(11) 
2.6(b)(8) 
1.24 


Unspecified other services 


Trademark coupons 


OFFICIAL GAZETTE 


Filing combined §§ 8 & 15 affidavit, per class 


Petition for cancellation, per class 


Printed copy of each registered mark, regular service 
Printed copy of each registered mark, expedited local service 
Printed copy of each registered mark ordered via EOS, 


Comparing and certifying copies, per document, per copy 
Self-service copy charge, per page 
Recording trademark assignment, agreement or other paper, 


Each hour of T-SEARCH terminal session time 
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Small Entity Fee 
Fee if Applicable 
200.00 
100.00 
200.00 
200.00 
100.00 


3.00 
6.00 


25.00 


Certified copy of registered mark, with title and/or status, regular 


10.00 
20.00 


Certified copy of registered mark, with title and/or status, 
Certified or uncertified copy of trademark application as filed, 


12.00 


Certified or uncertified copy of trademark application as filed, 


24.00 


Certified or uncertified copy of trademark-related file wrapper 


50.00 


Certified or uncertified copy of trademark document, unless 


25.00 


For assignment records, abstracts of title and certification 


20.00 
25.00 
0.25 


40.00 
25.00 
30.00 

AT COST 
40.00 
3.00 


General Fees 


Finance Service Fees 

607 1.21(b)(1) 
608 1.21(b)(2) 
608 1.21(b)(3) 


Establish deposit account 


deposit account 


617 1.21(m) Processing returned checks 


Computer Service Fees 
618 Computer records 


+ Effective Dec. 27, 1991. 


Service charge for below minimum balance 
Service charge for below minimum balance restricted subscription 


10.00 
20.00 


20.00 
50.00 


* WIPO fees subject to periodic change due to fluctuations in echange rate. Refer to Patent Official Gazette for current amounts. 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

37 CFR Parts 1 and 2 

Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Final rule. 


Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts 1 and 2 
of title 37, Code of Federal Regulations, to adjust certain patent 
and trademark fee amounts and to amend certain procedures in 
accordance with the applicable provisions of the Patent and 
Trademark Office Authorization Act of 1991, which was passed 
by the House of Representatives on November 25, 1991, and by 
the Senate on November 27, 1991, as H.R. 3531, and signed into 
law on December 10, 1991. 


H.R. 3531 subsections 5(a)(1) and (2), sets base amounts for 
fees established by 35 U.S.C. 41(a) and 41(b). Subsections 


5(a)(1) and (2) also add certain fees related to national process- 
ing of Patent Cooperation Treaty applications and maintenance 
fees established under Pub. L. 96-517 to 35 U.S.C. 41(a) and 
41(b), respectively. The base amounts set by subsections 5(a)(1) 
and (2) are subject to the surcharge to be set by the Commissioner 
to recover the deficit reduction target of $95,000,000 in fiscal 
year 1992 as required by the Omnibus Budget Reconciliation 
Act of 1990, Pub. L. 101-508, as amended by subsection 2(a) of 
H.R. 3531. Subsection 5(a)(3) of H.R. 3531 gives the Commis- 
sioner authority to establish fees under 35 U.S.C. 41(d) to 
recover average costs, and sets the fee amount for three specific 
services provided by the PTO. The small entity provision, 35 
U.S.C. 41(h), is continued. The small entity provision is also 
made applicable to maintenance fee payments based on applica- 
tions filed on or after December 12, 1980, but before August 27, 
1982, and to certain fees related to the national processing of 
Patent Cooperation Treaty (PCT) application. H.R. 3531 allows 
the adjustment of trademark fees to reflect fluctuations in the 
Consumer Price Index (CPI). " 


Effective Date: The rules are effective December 16, 1991 
except for §§ 1.445(a) and 1.1482(a) which will be effective on 
December 27, 1991. 
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For Furthur Information Contact: Frances Michalkewicz by 
telephone at (703) 305-8510 or by mail marked to her attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Supplementary Information: This rule change is designed to 
adjust the Patent and Trademark Office fees in accordance with 
the provisions of H.R. 3531. Patent and trademark fees were set 
on October 1, 1982, in accordance with the provisions of title 35, 
United States Code, and the provisions of section 31 of the 
Trademark (Lanham) Act of 1946, as amended (15 U.S.C. 1113). 


On November 5, 1990, the Omnibus Budget Reconciliation 
Act of 1990 (Pub. L. 101-508) imposed a 69 percent surcharge 
on all patent fees set under 35 U.S.C. 41(a) and (b). Section 
10101 of Pub. L. 101-508 required the Commissioner to make 
recommendations for any statutory changes necessary to imple- 
ment new fee proposals. PTO’s authorizing legislation (Pub. L. 
100-703) was to expire on September 30, 1991. Legislation to 
authorize appropriations for the Patent and Trademark Office for 
fiscal years 1992 and 1993 and for other purposes was intro- 
duced in the House of Representatives on March 22, 1991, as 
H.R. 1613, and in the Senate on April 9, 1991, as S. 793. 


A notice of proposed rulemaking to adjust patent and trade- 
mark fees in accordance with the proposed provisions of H.R. 
1613 and S. 793 was published in the Federal Register on May 
10, 1991, at 56 FR 21890, and in the Official Gazette on May 21, 
1991, at 1126OG 56. A public hearing on the notice of proposed 
rulemaking was held on June 12, 1991. 


For fiscal year 1992, H.R. 3531 waives requirements for 
advance publication, notice and comment contained in the patent 
and trademark laws and the Administrative Procedures Act, and 
revised fee amounts take effect on or after one day after publica- 
tion in the Federal Register. To provide continuity, this final rule 

kage modifies the notice of rulemaking that was 


package m - of proposed aking 
published in the Federal Register on May 10, 1991, to reflect the 
provisions of H.R. 3531. Comments received in response to the 
notice of proposed rulemaking have been addressed, even though 
certain comments may have been rendered moot by provisions 
of H.R. 3531. 


BACKGROUND: 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. 
Subsections 41(a) and (b) of title 35, United States Code, estab- 
lish a number of statutory fees. Among them are fees for filing a 
patent application, issuing a patent, and maintaining a patent in 
force. Subsections 5(a)(1) and (2) of H.R. 3531 amend 35 U.S.C. 
41(a) and (b) by adjusting the amounts of the patent statutory fees 
currently established by those subsections, and by specifying 
pm apn he ta ace 
tion Treaty applications and maintenance fees on er meee 
tions filed on or after December 12, 1980, but be’ August 27, 
1982, in 35 U.S.C. 41(a) and 41(b), respectively. 


The Omnibus Budget Reconciliation Act of 1990, Pub. L. 101- 
508, imposed a 69 percent surcharge on all fees authorized by 35 
U.S.C. 41(a) and (b), effective November 5, 1990. Subsection 
2(b) of H.R. 3531 amends that Act to require the Commissioner 
to establish under section 10101(a) of Pub. L. 101- 


surcharges ’ 
508 on all fees established under 35 U.S.C. 41(a) and 41(b) to 


recover $95,000,000 in fiscal year 1992. 


ae. 35, gee ane eh ye oop 
50 percent reduction in the fees paid under 35 U.S.C. 41(a) and 
ee. Se ee 
it organizations who meet the prescribed definitions. 
This reduction will apply to the fees newly established in subsec- 
tions 41(a) and 41(b). 


Subsections 5(a\(3) of H.R. 3531 amends 35 U.S.C. 41(d) to 
allow the Commissioner to establish fees for all other processing, 
NS ee ee 
amended section 41 to recover the average cost of providing 
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these services or materials. Section 5(a)(3) also establishes the 
amounts for three services. 


Subsection 5(b) of H.R. 3531 amends subsection 41(f) of title 
35, United States Code, to provide that fees set under 35 U.S.C. 
41(a) and (b) may be adjusted on October 1, 1992, and every year 
thereafter, to reflect fluctuations in the CPI over the previous 12 
months. 


Subsection 5(c) amends subsection 41(g) of title 35, United 
States Code, to allow new fee amounts established by the Com- 
missioner under section 41 to take effect thirty days after notice 
in the Federal Register and the Patent and Trademark Office 
Official Gazette. However, sections 2(c), 5(c)(2) and 13 of H.R. 
3531 provide that patent fees established for fiscal year 1992 will 
take effect on or after one day after such fees are published in the 
Federal Register. 


Section 31 of the Trademark (Lanham) Act of 1946, as amended 
(15 U.S.C. 1113), authorizes the Commissioner to establish fees 
for the filing and processing of an application for the registration 
of a trademark or other mark, and for all other services and 
materials relating to trademarks and other marks. 


Subsection 42(c) of title 35, United States Code, provides that 
trademark fees available to the Commissioner are to be used 
exclusively for the processing of trademark registrations and for 
other services and materials related to trademarks. Subsection 
5(e) of H.R. 3531 modifies 35 U.S.C. 42(c) so that trademark fees 
may be used for the processing of trademark registrations and for 
other activities, services, and materials relating to trademarks 
and to cover a propoitionate share of the administrative costs of 
the PTO. 


Subsection 5(f) amends section 31(a) of the Trademark Act of 
1946 (15 U.S.C. 1113(a)) to allow trademark fees to be adjusted 
once each year to reflect, in the aggregate, any fluctuations 
during the preceding 12 months in the CPI. However, during 
fiscal year 1992, trademark fees may be adjusted to reflect 
fluctuations in the CPI during the preceding three years. 


Subsection 5(f) also amends section 31 to allow new fee 
amounts to take effect thirty days after notice in the Federal 
Register and the Patent and Trademark Official Gazette. How- 
ever, fees established for fiscal year 1992 will take effect on or 
after one day after such fees are published in the Federal Regis- 
ter. 


Subsection 5(g) of H.R. 3531 makes conforming amendments 
to section 376 of title 35, United States Code, that authorizes the 
establishment of fees related to applications filed under the 
| ren of the PCT. Under current law, section 376 permits 

the Commissioner to set certain fees related to these applications 
Amendments made in subsection 5(a)(1) of H.R. 3531 s however, 
set some PCT-related fees in the new subsection 41(a). 


Revised fee amounts go into effect on the effective date noted 
above, with the exception of certain PCT fees (1.445(a), and 
1.482(a)), which go into effect on December 27, 1991. Under an 
agreement between the PTO and the World Intellectual Property 
ee eo 
Searching and under the PCT, any amend- 
ment to certain PCT fees can take effect only after PTO provides 


to PCT international fees for international 

the United States Recelvieye Office is include as Appendix A. 
ee 
is included as Appendix B. 


General Procedures 


Recovery Level Determinations: Fees have been adj fora 
planned recovery of $426,000,000 in fiscal year 1992. The fiscal 
year 1992 PTO budget will be adjusted accordingly. 


Amounts for fees established by 35 U.S.C. ss ge 
371(c\(1) are amended 5 beg” 3531. 41(a) and 
41(b) of title 35, United Code, new include certain fees 
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related to the national processing of PCT applications and main- 
tenance fees on patent applications filed on or after December 
12, 1980, but before August 27, 1982. Fee amounts established 
by subsections 41(a) and 41(b) are subject to the provisions of 
the Omnibus Budget Reconciliation Act of 1990, as amended by 
H.R. 3531. These provisions require that $95 million be raised in 
fiscal year 1992 for deficit reduction purposes. As a result, the 
fees established in subsections 41(a) and 41(b) have been in- 
creased by 38 percent to generate this $95,000,000 in fiscal year 
1992. After application of the 38 percent increase to the base 
fees, amounts were rounded by applying standard arithmetical 
rules so that the amounts rounded would be de minimis and 
convenient to the user. Fees of $100 or more were rounded to the 
nearest $10. Fees between $2 and $99 were rounded to the 
nearest even number so that the comparable small entity fee 
would be a whole number. 


Non-Statutory patent service fees and PCT processing fees are 
adjusted to recover planned costs for 1992. However, three 
patent service fees are set by statute. These are assignment fees, 
printed patent copy fees and photocopy charge fees. In response 
to comments on the proposed level of the non-statutory patent 
fee amounts and the direction by Congress to reduce costs 
overall and, hence, associated fees, from the requested 1992 
budget of $462 million to a level of $426 million, many of the 
adopted fee amounts are less than the proposed amounts. 


Subsection 5(f) (2) of H.R. 3531 allows trademark fees to be 
adjusted in fiscal year 1992 to reflect changes over the prior three 
fiscal years in the Consumer Price Index. The Office of Manage- 
ment and Budget has determined that the PTO should use 
Consumer Price Index-U to adjust trademark fees. The Depart- 
ment of Labor’s Consumer Price Index is made public approxi- 
mately 21 days after the end of the mount being calculated. The 
trademark fees are being adjusted by 13.8 percent. 


Workload Projections: Determination of workloads varies by fee 
code. Principal workload projection techniques are as follows: 


Patent and trademark application workloads are projected 
from statistical regression models using recent application trends. 
Patent issues are projected from an in-house patent production 
model and reflect examiner production achievements and goals. 
Patent maintenance fee workloads utilize patents issues 3.5, 7.5 
and 11.5 years prior to payment and assume payment rates of 75 
percent, 50 percent and 25 percent, respectively. Trademark 
affidavit projections are based on filing trends for marks regis- 
tered five to six years prior. Trademark renewal projections are 
based on marks registered 20 years prior to 1992. Service fee 
workloads follow linear trends from prior year activities. 
Workload estimates are calculated by the PTO’s Office of Bud- 
get and the office responsible for the fee activity. 


A comparison of existing and revised fee amounts is included 
as Appendix C to this notice. Any fee amount that is paid on or 
after the effective date is subject to the new fee schedule. For 
purposes of determining the amount of the fee to be paid, the date 
of mailing indicated on a proper Certificate of Mailing, where 
authorized under 37 CFR 1.8, will be considered to be the date of 
receipt in the PTO. A “Certificate of Mailing under section 1.8” 
is not “proper” for items which are specifically excluded from 
the provisions of section 1.8. Section 1.8(a)(2) should be con- 
sulted for those items for which a Certificate of Mailing is not 
“proper.” Such items include, inter alia, the filing of national and 
international applications for patents and the filing of trademark 
applications. The provisions of 37 CFR 1.10 relating to filing 
papers and fees with an “Express Mail” certificate, however, do 
apply to any paper or fee (including patent and trademark 
applications) to be filed in the PTO. If an application or fee is filed 
by “Express Mail” with a proper certificate dated on or after the 
effective date of the rules, the amount of the fee to be paid is the 
fee established herein. 


A discussion of specific sections is set forth below. 


DISCUSSION OF SPECIFIC RULES 
37 CFR 1.12 Assignment records open to public inspection. 
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Section 1.12, paragraph (a), is amended to change the refer- 
ence for payment of a fee to section 1.19(b)(3), and add a 
reference to the fee set in trademark rules at section 2.6(b)(5). 
Section 1.12, paragraph (d), is amended to change the reference 
for payment of a fee to section 1.21(j), and add a reference to the 
fee set in the trademark rules at section 2.6(b)(10). 


37 CFR 1.13 Copies and Certified copies 


Section 1.13 is amended to revise paragraph (b) to be consistent 
with revisions to paragraphs 1.19(b) and 2.6(b). 


37 CFR 1.16 National application filing fee. 


Section 1.16, paragraphs (a), (b), (d) and (f)-(j), is revised to 
reflect the amendments made by subsections 2(b) and 5(a)(1) of 
H.R. 3531 as described above under General Procedures. 


Section 1.16, paragraph (e), is revised to adjust the patent 
application surcharge fee authorized by 35 U.S.C. 41(d) and 111. 
Paragraph (e) has been modified from the proposal to provide a 
two-tier fee structure for the payment of the surcharge. The fifty 
percent reduction for those that have established small entity 
status is applicable to the surcharge for filing the basic filing fee, 
oath or declaration on a date later than the filing date of the 
application. In response to comments on the proposed level of 
the non-statutory patent fee amounts and Congressional direc- 
tion to recover a lower level of planned costs overall, the adopted 
fee amount is less than the amount proposed. 


37 CFR 1.17 Patent application processing fees. 

Section 1.17, paragraphs (a)-(g), (1) and (m), is revised to 
reflect the amendments made by subsections 2(b) and 5(a)(1) of 
H.R. 3531 as described above under General Procedures. 


Section 1.17, paragraphs (h)-(k), is revised to adjust fees 
authorized by 35 U.S.C. 41(d) as amended by subsection 5(a)(3) 


of H.R. 3531. In response to comments on the proposed level of 
the non-statutory patent fee amounts and Congressional direc- 
tion to recover a lower level of planned costs overall, the adopted 
fee amounts are less than the proposed amounts. 


Section 1.17, paragraphs (n) and (0), is revised to adjust fees 
authorized by 35 U.S.C. 41(d) as amended by subsection 5(a)(3) 
of H.R. 3531. The fee amounts in 37 CFR 1.17(n) and (0) are 
higher than proposed because the amount of the application 
basic filing fee on which these amounts are based was increased 
by subsections 2(b) and 5(a)(1) of H.R. 3531. 


37 CFR 1.18 Patent issue fees. 


Section 1.18 is revised to reflect the amendments made by 
subsections 2(b) and 5(a)(1) of H.R. 3531 as described above 
under General Procedures. 


37 CFR 1.19 Document supply fees. 


Section 1.19, paragraphs (a), (b) and (d)-(h), is revised to adjust 
fees authorized by 35 U.S.C. 41(d) as amended by 5(a)(3) of H.R. 
3531. In response to comments on the proposed level of the non- 
statutory patent fee amounts and Congressional direction to 
recover a lower level of planned costs overall, the adopted fee 
amounts in paragraphs (a)(1)(iii), (a)(2), (a)(3), (b)(1), (b)(4), 
(d), and (f) are less than the proposed amounts. 


Section 1.19 is revised further to establish that the Office will 
sell certified or uncertified copies of documents at the same flat 
fee. Most requests for documents are for certified copies. Cus- 
tomers who need uncertified copies of documents or copies of 
portions of documents also are able to make those copies them- 
selves at a self-service copy charge, per page. 


Subparagraph (a)(1) also is revised to clarify and set fees for 
different levels of service available for obtaining copies of 
patents in black and white. In addition to regular service, the PTO 
will provide for expedited local service to be fulfilled within one 
workday for orders delivered to the Public Service Window at 
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double the fee amount set for regular service; and expedited 
service for copies ordered via electronic ordering service and 
delivered by overnight delivery service as previously provided 
by subparagraph (a)(6). There are two Public Service Windows 
at the PTO: one in the Patent Search Room and another in the 
Trademark Search Library. Unless otherwise requested, copies 
of patents will be delivered to the Public Service Window in the 
Patent Search Room. 


Section 1.19, subparagraph (a)(2), is revised further to delete 
reference to copies of statutory invention registrations in color, 
which will be provided by renumbered subparagraph (a)(3). 


Section 1.19 is revised to delete existing subparagraph (a)(3). 
In the future, the PTO only will provide certified or uncertified 
copies of documents at a flat fee, as set forth in renumbered 
subparagraph (b)(3). 


Section 1.19, renumbered subparagraph (a)(3), is revised fur- 
ther to clarify and set fees for different levels of service available 
for obtaining copies of utility patents or statutory invention 
registrations containing color drawings. Subparagraph (a)(3) 
has been modified from the proposal to delete reference to 
expedited local service because this service cannot be provided 
by the PTO contractor. 


Section 1.19 is revised further to delete subparagraphs (a)(5) 
and (a)(6). The service formerly provided under subparagraph 
(a)(5) will be provided under subparagraphs (a)(1)(ii), and 
(a)(2)(ii), and the service formerly provided under subparagraph 
(a)(6) will be provided under (a)(1)(iii). 


Section 1.19, subparagraph (b)(1), is revised further to clarify 
and set fees for different levels of service available for obtaining 
certified or uncertified copies of patent applications as filed. In 
addition to regular service, the PTO will provide for expedited 
service, fulfilled within five work days, excluding mailing time, 
at double the fee amount set for regular service. 


Section 1.19, subparagraph (b)(2), is revised to reduce the fee 
for providing a certified or uncertified copy of a patent file 
wrapper and contents. 


Section 1.19 is revised further to delete existing subparagraph 
(b)(3). Certified or uncertified copies of assignment records will 
be provided under renumbered subparagraph (b)(4). 


Section 1.19 is revised further to delete existing subparagraph 
(b)(4). Certified or uncertified copies of Office records will be 
provided under renumbered subparagraph (b)(3). Expedited 
service as currently provided under existing subparagraph (b)(4) 
will be provided under subparagraph (b)(1)(ii). 


Section 1.19 is revised further to renumber subparagraph 
(b)(5) as (b)(3). Section 1.19, subparagraph (b)(3), is revised to 
establish that the PTO provides certified or uncertified copies of 
documents at one flat fee amount. 


Section 1.19 is revised further to renumber subparagraph 
(b)(6) as (b)(4) and to include services formerly provided under 
subparagraph (b)(3) in addition to certified and uncertified 
copies of abstracts of title. 


Section 1.19 paragraph (g), is modified from the proposal. The 
PTO will continue to compare and certify copies of documents 
made from PTO records, but not prepared by PTO staff. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (a)-(c), is revised to adjust the fees 
authorized by 35 U.S.C. 41(d) as amended by subsection 5(a)(3) 
of H.R. 3531. In response to comments on the proposed level of 
the non-statutory patent fee amounts and Congressional direc- 
tion to recover a lower level of planned costs overall, the adopted 
fee amounts are less than the amounts proposed. 


Section 1.20, paragraph (d), is revised to reflect the amend- 


ments made by subsections 2(b) and 5(a)(1) of H.R. 3531 as_ 
described above under General Procedures. 
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Section 1.20, paragraphs (e)-(g), is revised to reflect the amend- 
ments made by subsections 2(b) and 5(a)(2) of H.R. 3531 as 
described above under General Procedures, and to provide for 
the payment of maintenance fees on original and reissue patents, 
except design or plant patents, based on all applications filed on 
or after December 12, 1980. Paragraphs (e)-(g) formerly pro- 
vided for the payment of maintenance fees on original and 
reissue patents, except design or plant patents, based on applica- 
tions filed on or after December 12, 1980, but before August 27, 
1982. Paragraphs (h)-(j), which are deleted, provided for the 
payment of maintenance fees on original and reissue patents, 
except design or plant patents, based on applications filed on or 
after August 27, 1982. The distinction in the maintenance fee due 
based on the application filing date was eliminated by subsection 
5(a)(2) of H.R. 3531. 


For patents based on applications filed on or after December 
12, 1980, but before August 27, 1982, patent owners must 
establish small entity status according to 37 CFR 1.27 if they 
have not done so and if they wish to pay the reduced fee amounts. 


Section 1.20 is revised to delete paragraphs (h)-(j). The fees for 
maintaining all original or reissue patents, except design or plant 
patents, including those based on applications filed on or after 
August 27, 1982, are set forth in paragraphs (e)-(g). Reissue 
patentees are reminded that the due dates for payment of main- 
tenance fees are computed from the date of grant of the original 
(non-reissue) patent. 


Section 1.20 is revised to renumber paragraph (k) as paragraph 
(h), and adjust the fee amount authorized by 35 U.S.C. 41(d) as 
amended by subsection 5(a)(3) of H.R. 3531. Revised paragraph 
(h) provides for a surcharge for payment of maintenance fee 
during the six-month grace period following the expiration of 
three years and six months, seven years and six months, and 
eleven years and six months after the date of the original grant of 
a patent based on an application filed on or after December 12, 
1980. Paragraph (k) formerly provided for a surcharge for late 
payment of maintenance fees or original and reissue patents, 
except design or plant patents, based on applications filed on or 
after December 12, 1980, but before August 27, 1982. Paragraph 
(1), which is deleted, provided for a surcharge for late payment of 
maintenance fees on original and reissue patents, except design 
or plant patents, based on applications filed on or after August 
27, 1982. 


Section 1.20, new paragraph (h), has been modified from the 
proposal to provide a two-tier fee structure for payment of the 
maintenance fee surcharge. The fifty percent reduction for those 
that have established small entity status is applicable to the 
surcharge for payment of maintenance fees within the six-month 
grace period. Further, in response to comments and Congres- 
sional direction, the adopted fee amount is less than the amount 
proposed. 


Section 1.20 is revised to delete paragraph (1). The fees for the 
late payment of a maintenance fee for all original or reissue 
patents, except design or plant patents, based on applications 
filed on or after December 12, 1980, are set forth in renumbered 
paragraph (h). 


Section 1.20 is revised to renumber paragraphs (m) and (n) as 
paragraphs (i) and (j), and adjust the fee amounts as authorized 
by 35 U.S.C. 41(d) as amended by subsection 5(a)(3) of H.R. 
3531. Further, in response to comments and Congressional 
direction, the adopted fee amount in paragraph (i) is less than the 
amount proposed. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraphs (a), (c), (e), (g), (h), (j), (i) and (n), is 
revised to adjust fees as authorized by 35 U.S.C. 41(d) as 
amended by subsection 5(a)(3) of H.R. 3531. In response to 
comments on the proposed level of the non-statutory patent fee 
amounts and Congressional direction to recover a lower level of 
planned costs overall, the adopted fee amounts in sub-para- 
graphs (a)(1), (a)(3), (a)(5), (a)(6), Gj),@ and (n) are less than the 
amounts proposed. The purposed changes to paragraphs (d) and 
(m) have not been adopted. 
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Section 1.21, subparagrpah (a)(4), is revised further to provide 
a certificate of good standing for $10 and a certificate that is 
suitable for framing at double that fee amount. 


Section 1.21, subparagraph (b)(1), is revised to eliminate the 
fee requirement for reinstating a deposit account. This fee re- 
quirement has been found to be unnecessary because the Office 
no longer suspends accounts when there is no activity. 


Section 1.21 is revised to delete paragraph (f), since searching 
PTO records will be provided under revised paragraph (j). 
Paragraph (f) is reserved. 


Section 1.21, paragraph (g), is revised further to clarify that the 
$.25 fee amount for each photocopy established by subsection 
5(a)(3) of H.R. 3531 is for a self-service copy charge amount, per 
page. The self-service copy charge will be applied to the per copy 
mounts on copy access system cards as previously provided by 
this paragraph. 


The same copy charge will be required for each printed page 
generated from the Automated Patent System, as previously 
provide by paragraph (q). 

Section 1.21, paragraph (h), is revised to establish the fee for 
—. —y assignment in accordance with subsection 5(a)(3) 
of H.R. 3531. 


Section 1.21, paragraph (j), is revised to eliminate the fee for 
providing duplicate Office user passes. The Office will provide 
duplicate passes free of charge. 


Revised paragraph (j) establishes one fee amount for each hour 
of service, or fraction thereof, requested from the PTO. Ex- 
amples of services are searching PTO records, as previously 
provided by this paragraph; PTO staff assistance to conduct a 
search using the Automated Patent System, as previously pro- 
vided in paragraph (p); and other miscellaneous requests for 
services where PTO staff are providing direct labor support to 
customers. 


Section 1.21, paragraph (k), is revised to require the payment 
of the actual cost for performing special services provided by the 
PTO. Generally, services provided by the PTO would be change 
at the $30.00 hourly rate set forth in paragraph (j) of this section. 
Paragraph (k) is reserved for non-labor charges, such as com- 
puter services, special supplies, extra mailing costs, etc., that are 
authorized by the customer. 


37 CFR 1.24 Coupons. 


Section 1.24 is revised to adjust the fee for the purchase of 
coupons for patents and trademarks to make it comparable to the 
fee required for the purchase of copies of patents and trademarks 
and to adjust the amount of the coupon books. 


37 CFR 1.26 Refunds. 


Section 1.26, paragraph (c), is revised to provide for a refund 
of $1,635 if the Commissioner decides not to institute reexami- 
nation proceedings. The $1,635 refund would apply to those 
instances where the reexamination fee of $2,180 under 
37 CFR 1.20(c) was paid. The current $1,500 refund would be 
made in those cases where the current $2,000 reexamination fee 
was paid. 


37 CFR 1.171 Application for reissue. 


Section 1.171, paragraph (a), is revised to change the reference 
for payment of a fee for a title report to section 1.19(b)(4). 


37 CFR 1.296 Withdrawal of request for publication of 
statutory invention registration. 


Section 1.296 is revised to adjust the handling fee for with- 
drawal of a statutory invention registration as authorized by 35 
U.S.C. 41(d) as amended by subsection 5(a)(3) of H.R. 3531. In 
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response to comments on the proposed level of the non-statutory 
patent fee amounts and Congressional direction to recover a 
lower level of planned costs overall, the adopted fee amount is 
less than the proposed amount. 


37 CFR 1.362 Time for payment of maintenance fees. 


Section 1.362 is amended to revise paragraphs (a) and (e) to 
refer to renumbered paragraphs in section 1.20, and to revise 
paragraph (b) to clarify that maintenance fees are not required for 
any plant or design patents. 


37 CFR 1.378 Acceptance of delayed payment of mainte- 
nance fee in expired patent to reinstate patent. 


Section 1.378 is amended to revise paragraphs (a)-(c) and (e) 
to refer to renumbered paragraphs in section 1.20. 


37 CFR 1.445 International application filing, processing, 
and search fees. 


Section 1.445 is revised to adjust the fees authorized by 35 
U.S.C. 376 for international application processing as set forth in 
37 CFR 1.445(a) in accordance with subsection 5(a)(3) of H.R. 
3531. In response to comments on the proposed level of the non- 
statutory patent fee amounts and Congressional direction to 
recover a lower level of planned costs overall, the adopted fee 
amounts are less than the amounts proposed. 


37 CFR 1.482 International preliminary examination fees. 


Section 1.482 is revised to adjust the fees in paragraph (a) in 
accordance with subsection 5(a)(3) of H.R. 3531. In response to 
comments on the proposed level of the non-statutory patent fee 
amounts and Congressional direction to recover a lower level of 
planed costs overall, the adopted fee amount is less than the 
amount proposed. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a)-(d), is revised to reflect the 
amendments made by subsections 2(b) and 5(a)(1) and 5(g) of 
H.R. 3531 as described above under General Procedures. 


Section 1.492 is revised further to add new subparagraph (a)(5) 
to set forth a fee upon entering the national stage when a search 
report on the international application has been prepared by the 
European Patent Office or the Japanese Patent Office. The 

fee amount includes a reduction approximately equiva- 
lent to the reduction of 20 percent of the cost of conducting a 
search that is given by the European and Japanese Patent Offices 
upon entering the national state when a search report in a 
international application has been prepared by the U.S. Patent 
and Trademark Office. 


Section 1.492, s (e) and (f), is revised to adjust fees 
authorized by 35 U.S.C. 41(d) as amended by subsection 5(a)(3) 
of H.R. 3531. Paragraph (e) has been modified from the proposal 
to provide a two-tier fee structure for payment of the surcharge. 
The fifty percent reduction for those who have established small 
entity status is applicable to the surcharge for late filing of the 
basic national fee or oath or declaration later than 20 month from 
the priority date. 


37 CFR 1.740 Application for extension of patent term. 


Section 1.740, paragraph (a)(14), is revised to change the 
reference to the rule for extension of a patent term to section 


1.20()). 


37 CFR 1.770 Express withdrawal of application for exten- 
sion of patent term. 


Section 1.770 is revised to change the reference to the rule for 
extension of a patent term to section 1.20(j). 


37 CFR 2.6 Trademark fees. 


Section 2.6 is revised to be divided into two sections. Revised 
paragraph (a) includes all trademark processing fees and revised 
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paragraph (b) includes all trademark service fees. Paragraphs (a) 
and (u) are renumbered as subparagraphs (a)(1) and (a)(2); 
paragraphs (v), (b), (s), (c)-(1) are renumbered as su 
(a)(4)-(a)(16), respectively; and paragraph (m) is renumbered as 
subparagraph (a)(18). New subparagraphs (a)(3) and (a)(17) are 
added. 


Paragraph (n) is renumbered as subparagraph (b)(1); para- 
graphs (0), (q), (r), and (w) are renumbered as subparagraphs 
(b)(S)-(b)(8), respectively; and paragraph (t) is renumbered as 
subparagraph (b)(11). New subparagraphs (b)(2)-(b)(4), (b)(9) 
and (b)(10) are added. 


Section 2.6, renumbered paragraphs (a)(1) and (b), is revised 
further to adjust fee amounts in accordance with subsection 5(f) 
of H.R. 3531. In response to comments on the proposed level of 
the trademark fee amounts and Congressional direction to limit 
adjustments to fluctuations in the Consumer Price Index, the 
adopted fee amounts in subparagraphs (a)(1), (b)(1)(iii), (b)(2), 
(b)(4), (b)(7), and (b)(10) are less than the amounts. 
The proposed changes to subparagraphs (a)(6) and (a)(12)-(18) 
have not been adopted. 


Subparagraph (a)(2) is revised further to delete reference to 
filing a statement of use. New subparagraph (a)(3) is established 
for filing a statement of use under section (1)(d)(1 of the Act, per 
class. This clarifies that a $100 fee amount is due for each action 
requested. 


Subparagraph (a)(5) has been modified from the proposal so 
that the words “an application” are not deleted. 


Subparagraph (a)(6) is revised further to clarify the require- 
ment for paying an additional fee for a renewal application made 
within three months of the expiration of the registration. 


Subparagraph (a)(16) is revised further to delete reference to 
filing a notice of opposition. New subparagraph (a)(17) is estab- 
lished for filing a notice of opposition. 


Section 6.6(b) is revised further to establish that the Office will 
sell certified or uncertified copies of documents at the same flat 
fee. Most requests for documents are for certified copies. Cus- 
tomers who need uncertified copies of documents or copies of 
portions of documents also are able to make those copies them- 
selves for a self-service copy charge, per page. 


Subparagraph (b)(1) is revised further to delete reference to a 
copy showing title and/or status. In addition, this subparagraph 
clarifies the levels of service available for obtaining printed 
copies of trademarks. In addition to regular service provided by 

subparagraph (b)(1)(i), the PTO will provide, in new subparagraph 
(b)(1)(ii), for expedited local service to be fulfilled within one 
workday for orders delivered to a Public Service Window at 
double the fee amount for regular service. There are two Public 
Service Windows at the PTO: one in the Patent Search Room and 
another in the Trademark Search Library. Unless otherwise 
requested, all copies of trademarks will be delivered to the Public 
Service Window in the Trademark Search Library. New 
subparagraph (b)(1)(iii) establishes a fee for providing expe- 
dited service for a copy of a registered mark ordered by elec- 
tronic ordering service and delivered to the customer within two 
workdays. 


Under new subparagraph (b)(2), the PTO will provide a certi- 
fied or uncertified copy of a trademark application as filed. In 
addition to regular service provided under (b)(2)(i), the PTO will 
provide, in subparagraph (b)(2)(ii), for expedited service ful- 
filled within five workdays, excluding mailing time, at double 
the fee amount for regular service. 


Under subparagraph (b)(3), the PTO will provide certified or 
uncertified copies of trademark file wrappers and contents at the 
same flat fee amount. 


Subparagraph (b)(4) is revised further to provide certified 
copies of registered marks, showing title and/or status, as pro- 
vided under the current section 2.6(n). In addition to regular 
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service provided by (b)(4)(i) at a fee, the PTO will provide, in 
subparagraph (b)(4)(ii), for expedited service fulfilled within 
five workdays from receipt of request in the Trademark Post- 
Registration Division, excluding mailing time, at double the fee 
amount for regular service. 


Subparagraph (b)(5) is revised further to provide certified or 
uncertified copies of trademark records, per document, except as 
otherwise provided in this section, at a flat fee amount. Further, 

expedited services now are included as subparagraphs (b)(2)(ii) 
and (b)(4)(ii). 


Section 2.6 is revised to delete existing paragraph (p). A self- 


service copy charge is provided in subparagraph (b)(9) of this 
section. 


Section 2.6, subparagraph (b)(6), has been modified from the 
proposal to establish a fee of $40 for the first property and a fee 
of $25 for all subsequent properties. 


Subparagraph (b)(7) is revised further to clarify that the fee 
amount charged will cover a search of assignment records and an 
abstract of title and certification. 


Section 2.6 is revised to delete paragraph (x). This service will 
be provided under proposed subparagraph (b)(9). 


New subparagraph (b)(9) will establish a self-service copy 
charge, per page, and will be a replacement for the services 
offered in paragraphs (p) and (x) which are being deleted. The 
$.25 self-service copy charge will be applied to the per copy 
amounts on copy access system cards, and for each printed page 
generated form the Automated Trademark System, as previously 
provided by paragraph (x). 


New subparagraph (b)(10) establishes one fee amount for each 
hour of service, or fraction thereof, requested from the PTO. 
Examples of services would be searching PTO records, as 
previously provided by this paragraph, and other miscellaneous 
requests for services where PTO staff are providing direct labor 
support to customers. 


Subparagraph (b)(11) is revised to clarify that the services to be 
provided would be those that are not specified elsewhere in the 
statute or rules. Adding this language makes the working of this 
rule comparable to section 1.21(k). Generally, services provided 
by the PTO will be charged at the $30.00 hourly rate set forth is 
subparagraph (b)(10) of this section. Subparagraph (b)(11) is 
reserved for non-labor charges, such as computer services, 
special supplies, extra mailing costs, etc., that are authorized by 
the customer. 


Response to Comments on The Rules 


A notice of proposed rulemaking to adjust patent and trade- 
mark fees in accordance with the provisions of H.R. 
1613 and S. 793 was published in the Federal Register on May 
10, 1991, at 56 FR 21890, and in the Official Gazette on May 21, 
1991, at 1126 OG 56. A public hearing was held on June 12, 
1991. 


Although comments were received on a variety of subjects 
related to patents and trademark examination processes, only 
those relating directly to this notice are being addressed. Other 
comments relating to patents have been forwarded to the Advi- 
sory Commission on Patent Law Reform for their review and 
Consideration. Examples of comments that have been referred to 
the Advisory Commission include: 


Comment: One respondent stated that, because some patentees 
make money off their patents while others “enhance the progress 
in the useful arts” by disclosing technology, not all inventors 
should share the same costs. PTO should investigate measures 
for decreasing costs, increasing efficiencies, and reallocating 
costs among users. 


Comment: Fees should be raised proportionately without elimi- 
nating the two-tier system and with only baseline budgets. 
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Comment: PTO should set maintenance fees based on the use 
of the patent; for example, similar to a sales tax which would be 
reported and paid by the owner of the patent. 


Comment: An alternative to the two-tiered system would be a 
system whereby one-half the fees for a small entity would be 
deferred until five years after the patent is granted. 


Comment: PTO should reexamine the post-i enya sg 

a potential source of new revenues, ¢.g., raising fees for assign- 
sents and establishing filing fees for the recordation of lawsuits. 
More intensive use of maintenance fees could result in a trust 
fund to be used for such major projects as automation. 


Comment: The patent system might benefit if PTO were estab- 
lished as a Government ion. As a Government corpora- 
tion, the PTO would have the financing and management flex- 
ibility which has benefitted other Government agencies. 


Comment: PTO should redefine a small entity in order to 
decrease the number of persons receiving the subsidy. 


The following comments relate to the proposed rule notice: 


Comment: A majority of the comments received protested the 
PTO’s proposal in H.R. 1613 and S. 793 to limit the small entity 
subsidy to application fees and claims fees paid upon filing. 


Response: As enacted, H.R. 3531, did not contain the proposed 
change. Therefore, the small entity subsidy provided in 35 
U.S.C. 41(h) continues to apply to fees set forth in 35 U.S.C. 
41(a) and (b) as amended by subsections 5(a)(1) and (2) of H.R. 
3531. 


Comment: The PTO should publish an additional fee schedule 
and invite public comments after legislation is approved by 
Congress. 


Response: Due to the delay in the enactment of PTO’s autho- 
rization legislation, Congress waived normal notice and com- 
ment rulemaking procedures. Thus, H.R. 3531 provides that, in 
fiscal year 1992, the fees will take effect on or after one day after 
the fees are published in the Federal Register. 


Comment: Several respondents indicated that the proposed 
tules would establish the PTO as a user-funded government 
agency and, as such, the Office would no longer be subject to 
Congressional oversight. 


Response: The Office became essentially user-fee funded, 
with the exception of approximately $1.5 million of taxpayer 
revenues in fiscal year 1992, upon enactment of the Omnibus 
Budget Reconciliation Act of 1990 (Public Law 101-508) on 
November 5, 1990. That Act simply changed the source of 
funding for the PTO but did not change its character as a Federal 
agency which is part of the Department of Commerce within the 
Executive Branch. As a Federal agency, the PTO must prepare 
and submit its annual budget requests to the Secretary of Com- 
merce and the Office of Management and Budget. The PTO’s 
request is included in the President’s annual budget submission 
to Congress. Congress continues to have oversight for PTO 
programs, and the annual budge request is subject to the congres- 
sional iations . H.R. 3531 also contains a provi- 
sion whereby the PTO will continue to submit an annual report 
to the Committees on the Judiciary of the Senate and the House 
of Representatives which includes fee collections for the prior 
years; activities during the prior year that were supported by fee 
expenditures; budget plans for significant programs, projects 
and activities; and any proposed disposition of surplus fees by 
the Office. Furthermore, the PTO is governed by reprogramming 
guidelines specified in the Department of Commerce’s annual 
appropriations act. 


Further, subsection 5(d)(3) of H.R. 3531 requires the Commis- 
sioner to report to the Congress, with publication in the Federal 
Register, on the automated search system, and its use by the 
public. 
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Comment: Why should present users be forced to support 
impractica! and wasteful programs and policies, such as the 
quunstion apcepiats aa Gn taldindion of peak Guieomee 
room. 


Response: While questions had been raised as to the source of 
funding for the PTO’s automation several witnesses at 
oversight hearings supported the need to automate patent and 
trademark operations. 


Ree er ewe seep ea toad 
and timeliness of PTO services and products, and to discontinue 
reliance on outmoded manual and paper references. 


These improvements will benefit not only PTO employees but 
also PTO users. Decisions by Congress on PTO fees in 1992 have 
sano tek tak Gectimanes ahaeuareee talk ie on 
), although less funds for the 


(since fees fund the 
programs will result in slower i 


With respect to the PTO’s conference rooms, PTO attempts to 
provide a favorable work environment for its employees and for 
its customers while they are doing business at the Office. 


Comment: PTO should look for hardware and software that is 
already completed rather than developmental for its automation 
program. 


Response: In March 1988, an Industry Review Panel was 
established by the Secretary of Commerce to review the Auto- 
mated Patent System (APS) program. Their findings regarding 
the design and architecture of APS were: “At this time, there is 
no totally of-the-shelf system that can provide the capabilities 
and performance PTO needs for patent search and retrieval. 
Even the majority of the individual components are not available 
off-the-shelf. Currently available products do not provide the 
performance (e.g., flip rate) nor can they handle the workload 
(e.g., number of users and data volumes) required if APS is to 
support the examining corps in its day-to-day operations. For 
example, even considering the recent advances in workstation 
technology, a custom workstation is needed for APS image 
retrieval and manipulation.” 


In light of several technological forecasts performed since 
then, the PTO continues to agree with this assessment. However, 
the report also stated, “the PTO should [plan] to re-procure key 
systems components [at appropriate times] to take advantage of 
improvements in technology and dropping prices.” Therefore, 
within the last few years, the PTO has begun to reprocure several 
major APS.components, such as the devices used to store 
electronic images of patents, the workstations used for searching 
these images, and the network needed to connect APS. 


Comment: PTO should determine whether or not private con- 
tractors in industry can accomplish functions of the PTO. 


Response: PTO has been following the guidelines of OMB 
Circular A-76, “Performance of Commercial Activities”, since 
1981. PTO’s A-76 studies identified specific savings that were 
taken in fiscal years 1983 and 1985 budgets for activities such as 
file maintenance, facilities management and patent copy fulfill- 
ment. The PTO will continue to examine those functions new 
undertaken by Federal personnel that could be performed by 
contractor personnel. 


Comment: Fee amounts will become unreasonable and unfair 
if the Commissioner is given the opportunity to increase them 
every two years. 


Response: This provision, Which was proposed in H.R. 1613, 
is not included in the enacted legislation. H.R. 3531 provides that 
patent statutory fees (for example, filing, issue and maintenance 
fees) may be adjusted each year by fluctuations in the Consumer 
Price Index over the preceding 12 months. 


Comment: Congress has given the Commissioner the ability to 
tax the public by charging fees at amounts greater than the cost 
of providing the service. In particular, non-statutory fees should 
be set to recover the actual cost of a service or product and not to 
recover a percentage of overall operating costs. 
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Response: H.R. 3531 directs that patent non-statutory fees be 
established “to recover the estimated average cost to the Office 
of such processing, services, or materials.” Exceptions are as- 
signment, photocopy and printed copy fees which are set by 
statute. The PTO has complied with Congressional intent on this 
subject, and many fee amounts have been lowered from the 
proposal. 


Comment: The premises, assumptions and models used in 
formulating the proposed fees are not provided so that a respon- 
dent can determine whether the fee increases are justified. 


Response: Since the publication of the notice of proposed 
rulemaking on May 10, 1991, the PTO’s proposals for 1992 fee 
rates and its budget have undergone significant changes. The 
proposed rule package would have adjusted fees to recover a 
1992 budget of $462 million. The fee adjustments that have been 
adopted in this final rule package will recover a 1992 budget of 
$462 million, a reduction of $36 million. This recovery level 
reflects Congressional views on the amount of change required 
for each fee and on the content of the 1992 budget request. An 
explanation of the methodology used in formulating the adopted 
fee amounts is included under General Procedures. 


Comment: There appears to be no added value for the in- 
creased fees since there are no significant improvements in 
services planned. 


Response: The proposed rule package which was published in 
the Federal Register on May 10, 1991, would have adjusted fees 
to address a 1992 budget of $462 million. This proposed budget 
included $110 million in increases over the 1991 budget. At an 
aggregated level, the $110 million increase addressed the fol- 
lowing: $30 million for inflation, cost-of-living salary adjust- 
ments and other uncontrolled costs; $45 million for increased 
workload; $18 million for automation initiatives for patents and 
trademarks; and $17 million for quality enhancements. 


Included in the above are improvements in service such as 
deployment of the Automated Patent System to the public and to 
the examiners in 1993; improved search services for biotechnol- 
ogy patent examiners; replacement of the automated search 
system in Trademarks (T-Search); improved management of the 
patent and trademark operations; enhanced patent classification 
services; and maintenance of patent and trademark pendency 
goals. 


The PTO currently if in the process of readjusting its 1992 
programs and plans to respond to the proposed $426 million 
program level that is the result of H.R. 3531. 


While this level is still a significant increase above the 1991 
budget, the majority of the increased funds will be used to 
address inflatioinary and other uncontrollable costs and 
workloads. Many of the initiatives proposed under the $462 
million level cannot be undertaked in 1992. 


Comment: The divergence in charges for recording assign- 
ments within a four-year period appears arbitrary, and brings 
into question the rationale and assumptions used in creating the 
increase. If owners were to forego the process of recording 
assignments. PTO records would be incomplete, registration 
could not be renewed in the name of the true owner, and the 
patent and trademark systems would suffer. A more viable 
approach would be to return to a reasonable base fee and a 
reduction of the fee for subsequent properties. 


Response: Trademark assignment fees previously were set at 
$100 for the first property and $20 for all subsequent properties. 
The original trademark fee schedule was recommended by 
Congress, in conjunction with the trademark user community, 
and was designed to keep the filing fee low and raise certain other 
fees to recover the costs of the Office. In 1989, the trademark 
assignment fees were reduced to a flat $8 per property. Although 
this was the actual unit cost to the Office for processing assign- 
ments at that time, it was based on antiquated systems, lengthy 
processing times and questionable quality. In response to public 
comments, particularly those from the Public Advisory Commit- 
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tee for Trademark Affairs, fees of $40 for the first trademark 
property and $25 for all subsequent properties in the same 
document have been adopted. 


A flat $40 per patent property assignment fee is established by 
35 U.S.C. 41(d) as amended by subsection 5(a)(3) of H.R. 3531. 


Comment: PCT fees are proposed at disproportionately higer 
levels than U. S. national fees. This disparity compromises both 
the spirit of the PCT and its practical effectiveness for users. 


Response: Some PCT feed were set by Congress in H.R. 3531. 
As to the fees for which the Commissioner has been delegated 
authority to set, these fees have been modified to more accurately 
reflect the costs of providing the associated services as required 
yng U.S.C. 41(d) as amended by subsection 5(a)(3) or H.R. 
3531. 


Comment: The omission of small entity reductions for PCT 
applicants, but not national applicants, discriminates against 
small entities which use the PCT. 


Response: National stage PCT fees have been added to 35 
U.S.C. 41(a), therefore making applicants eligible for the small 
entity reduction. 


Comment: The PCT fees for entry into the national stage 
should be reduced. 


Response: PCT fees for entry into the national stage essentially 
have been set by Congress. The PCT national stage fees are 
generally at a higher level than U.S. national fees to reflect the 
increased cost associated with processing national stage applica- 
tions having muliple inventions which must be processed pusuant 
to the principle of unity of invention. This difference between 
national stage fees and national application fees was established 
at the time of and because of a change in approach to unity of 
invention issues as a result of the decision in Caterpilar Tractor 
Co. v. Commissioner of Patents and Trademarks, 650 F. Supp. 
2108, 231 USPQ 590 (E.D.Va. 1986). 


Comment: Fees for PCT applications which include an interna- 
tional advisory search and examination by a foreign patent office 
effectively penalize rather than recognize the procedural assist. 


Response: The content of an international search report or 
results of a preliminary examination would generally come tothe 
attention of the PTO through an information disclosure state- 
ment or through communications from the International Bureau. 
Where the Japanese Patent Office or European Patent Office 
provides both the results of the search together with copies of the 
documents and theri pertinence to patentability, these reports 
have been of assistance to the PTO examiner and are refected in 
the new fee. 


Comment: As a cost-saving and efficiency measure, the PTO 
should remove all prescreening of applications and require the 
examiner to perform any screening needed. 


Response: To require patent examiners to perform screening 
of the formal requirements of the filing of an application would 
not be efficient or result in cost savings. This screening is 
performed by clerical personnel in the Application Branch who 
are paid less than patent examiners and can readily and effec- 
tively review and patent application for compliance with formal 
requirements. 


Comment: PTO should remove the statutory change relating to 
the declaration to avoid the need to staff the Office with trained 
individuals for reviewing the document. The regulations could 
be replaced with a mere statment of inventor’s name and address 
provided by the applicant. At the very least, the PTO should 
allow filing of facsimile copies of deslarations at the filing date 
to avoid the late fee. 


Response: The requirement for an oath or declaration is set by 
statute (35 U.S.C. 115) and is not subject to elimination under the 
rulemaking authority of the Commissioner. The appropriateness 
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of accepting papers by facsimile has been the subject of a trial 
program and will be addressed in a future proposal. 


Comment: The proposed change which would establish one 
petition fee amount is reasonable for some petitions and unrea- 
sonable for other petitions. 


Response: The fee proposed for ptitions and other fees are 
intended to recover the estimated cost of the operations of the 
PTO. Each petition fee need not, and does not, necessarily 
recover only the cost of processing and deciding a specific type 
of petition. Use of one petition fee amount eases the administra- 
tive burden on the public and on the PTO of being required to 
determine the correct fee amount for the particular petition being 
filed. 


Comment: The proposed 50 percent increase in the reexamina- 
tion fee is too high. 


Response: A fee amount of $2,180, which represents a nine 
percent increase, has been adopted. 


Comment: The progressive schedule for the extension-of-time 
fees is burdensome on a foreign applicant, particularly a small 
entity. Processing a three-month extension does not require any 
more effort form PTO than processing a one-month extension. 


Response: Extension of time fees are mandated by statute and 
any increases reflect changes in the CPI as permitted by 35 
U.S.C. 41 (f) as amended by subsection 5(b) of H.R. 3531. 


Comment: The proposed increase in the fee to $300 for late 
filing of an inventor’s oath and/or filing fee might force appli- 
cants to delay filing while, for example, obtaining an absent 
inventor’s signature. Public policy to encourage prompt 
filing—especially important in securing international rights in 
countries observing strict novelty requirements—suggests the 
fee be more moderately adjusted. 


Response: The adopted fee amount is $130.00 and the small 
entity subsidy is applicable to surcharge fees for late filing of the 
basic filing fee or oath or declaration (37 CFR 1.16(e)), for 
paying a maintenance fee within the six month grace period (37 
CFR 1.20(h)), and for filing the basic national fee or oath or 
declaration later than 20 months in a PCT application (37 CFR 
1.492(e)). 


Comment: Two respondents expressed opposition to the pro- 
posed elimination of the trademark “fence” which, along with 
stringent public and Congressional oversight, has generally 
resulted in a fair and reasonable fee schedule. Trademark opera- 
tions already are 100 percent user-fee funded, and proportion- 
ately contributing to PTO overhead costs does not justify the 
proposed fee increases. 


Response: The enacted legislation, H.R. 3531, maintains the 
“fence” around the use of trademark fees. Trademark fees, 
however, can be used to fund activities relating to trademarks 
and to cover a proportionate share of the administrative costs of 
the PTO. 


Comment: The Assistant Commissioner for Trademarks has 
stated that the actual cost of examining a new trademark appli- 
cation is approximately $225, yet the proposed fee is $250. This 
could generate a substantial trademark operating surplus which 
eventually could help underwrite patent operations. 


Response: The fee for filing a trademark application has been 
set at $200. This amount is consistent with the original trademark 
fee schedule that was recommended by Congress, in conjunction 
with the trademark user community, to keep the filing fee low 
and raise certain other fees to recover the costs of the Office. 


Comment: The proposed increase in the trademark application 
filing fee without a corresponding change in Office needs, 
activities or costs could create a disincentive to Federal registra- 
tion. 
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Response: There has been a change in Office needs, activities 
and costs which justifies the fee increase to $200. As a result of 
implementation of the Trademark Law Revision Act of 1988, the 
Office has hired a substantial number of new examining attor- 
neys and other personnel and relocated to new, more appropriate 
office space. Further, the Office will incur costs connected with 
the replacement of its current automated search system. 


Comment: One respondent questioned PTO’s statement in the 
notice of proposed rulemaking that small entities have the option 
of not registering their marks under the Federal system, but can 
choose to use their marks under common law. Deterring appli- 
cants from using the Federal registration system will have two 
additional undesirable consequences. Since fewer trademark 
owners will apply for registration, the projected revenues may be 
reduced, thus impairing operations. Second, with declining use 
of the Federal system, proportionately more trademarks will not 
be readily available for searching purposes. Potential trademark 
owners will face higher risks in adopting and using new marks. 


Response: The proposal has been modified to adopt a fee of 
$200 for filing a trademark application. The referenced state- 
ment was made in the section of the proposed rulemaking that 
addressed the potential impact of the proposed fees on small 
business. While the PTO does not want to discourage small 
entities from filing Federal trademark applications, and does not 
believe that the proposed fee increase will have that effect, the 
fact remains that trademark rights in the United States are based 
on actual use of the mark, not on Federal registration. The PTO 
is cognizant of, and sympathetic to, the concerns expressed in the 
comment. 


Comment: Proposed trademark fees for filing a petition to 
cancel or a notice of opposition impose an unfair and burden- 
some penalty on businesses and individuals who wish to protect 
their rights. Although the base fee of $400 may cover PTO’s 
costs for handling the proceedings, the corresponding fee of 
$400 for each additional class is not reasonable. 


Response: The PTO has amended its proposed rule to indicate 
the fee for filing a petition to cancel or a notice of opposition will 
remain at $200 and the charge will still be per class. 


Comment: The current practice of charging separate fees for 
each “opposer” or “petitoner” should be discontinued since it is 
only one proceeding in the eyes of the PTO with an essential 
requirement that the opposing/petitioning parties have a unitar'y 
interest in the opposition/cancellation proceeding. 


Response: This comment is directed at 37 CFR 2.101 and 
2.111 which are not the subject of this rulemaking. The PTO will 
consider this comment the next time it proposes amendments to 
the Trademark Rules of Practice. 


Comment: The increase in the section 8 and 15 
affidavit fees could force registrants out of the Federal system. 
Since section 8 and the section 15 affidavits can be filed on the 
same document, the fee for a combined affidavit should be less 
than the fees for filing the documents separately, thereby more 
closely relating to the cost of processing. 


Response: The proposed adjustment to section 8 and 15 affida- 
vit fees have not been adopted. Further, it has been a longstanding 
policy for the PTO to set the fee for a combined section 8 and 15 
affidavit at double the fee for either a section 8 affidavit or a 
section 15 affidavit alone. 


Comment: The proposed $200 fee for filing a late renewal is an 
excessive penalty. The resulting $500 cost of late renewal! ($300 
renewal fee plus $200 penalty) could cause the abandonment of 
registrations for marks still in use to the detriment of the registra- 
tion system. 


Response: In response to public comments, the fee for filing a 
late renewal application remains at $100. 


Comment: The proposed fee for obtaining a copy of a trade- 
mark file wrapper seems unjustified. 
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Response: The adopted fee amount of $50 takes into consider- 
ation the costs incurred prior to actually copying a file, such as 
equipment, supplies and staff time necessary to locate and 
retrieve a file, as well as the copy charge and cost of certification. 


Comment: One respondent asked why the PTO is proposing to 
change the way certification services are provided. 


Response: PTO had proposed the change in the present “com- 
pare and certify” procedure in order to increase internal controls 
over services being provided to customers, and thereby enhance 
the quality of the product ultimately delivered to the customer. 
PTO is concerned that it have full responsibility for all phases of 
the processing of certified copies. Although it is quicker and less 
expensive for the PTO to copy the documents and certify them 
than to properly compare each document to the original and then 
certify them, in response to public comments, particularly from 
patent and trademark services firms, the Office will continue to 
compare and certify copies made from Office records, but not 
prepared by PTO staff. 


Comment: The proposed rule makes no provision for expe- 
dited services for copies of patent or trademark file wrappers and 
contents. 


Response: The PTO cannot guarantee that the file will be 
located within the shortened period of time required for expe- 
dited service. 


Comment: There does not appear to be a fee listed for a certified 
copy of an assignment deed, expedited or otherwise. Will this 
service be provided? 


Response: This service will be provided under 37 CFR 
1.19(b)(4). The wording of this rule has been changed to read, 
“For assignment records, abstract of title and certification, per 
patent” and covers the provision of certified and uncertified 
copies of assignment documents as well as certified or uncertified 
copies of abstracts of title. 37 CFR 2.6(b)(7) also has been 
changed to clarify the services provided. 


Comment: Respondents questioned the basis for the proposed 
$40 per hour fee for labor. One respondent asked if the $40 per 
hour fee would apply while a file was being located, say, over a 
week’s time? 


Response: The purpose of this fee, which has been adopted at 
$30, is to set a flat amount for special labor services for which 
there is no specific fee for the service the customer has requested. 
This flat labor fee is to complement 37 CFR 1.21(k) which reads 
“For items and services that the Commissioner finds may be 
supplied, for which fees are not specified by statute or by this 
part, such chages as may be determined by the Commissioner 
with respect to each such item or service.” 


Comment: Several respondents opposed the proposed reduc- 
tion from 60 to 30 days for the period of time between publication 
of a final rule and the effective date. 


Response: Subsection 5(c)(1) of H.R. 3531 establishes the 
requirement that the PTO must publish a final notice in the 
Federal Register and the Patent and Trademark Office Official 
Gazette at least 30 days prior to the effective date of new fee 
amounts, except for fees set in fiscal year 1992, which go into 
effect the day after they are published in the Federal Register. 


Comment: For future publication of proposed rule changes, 
PTO should return to the previous format of brackets and arrows 
which explicitly identify language that is added to, or deleted 
from, the text of a rule. 


Response: The PTO followed the lures of the 
Office of the Federal Register. In the future, PTO will follow the 
procedures which, in PTO’s judgment, best serve to communi- 
cate the proposed changes. 


Comment: With the proposed revision to the fee for purchase 
of coupons, will it still be possible to use the old coupons to 
purchase copies of patents and trademarks? 
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Response: Coupons purchased prior to the fee increase and 
new coupon issuance will continue to be accepted as a means to 
acquire copies of patents or trademarks. However, the redeem- 
able value of the old coupon issue will be only $1.50. Therefore, 
for each copy requested, two old coupons or one old coupon plus 
a $1.50 check or money order must be tendered. Although cash 


payment is acceptable, checks or money orders are recom- 
mended. 


Other Considerations: The rule change is in conformity with the 
requirements of the Regulatory Flexibility Act (Pub. L. 96-354); 
Executive Orders 12291 and 12612; and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501, et seq. There are no informa- 


tion collection requirements relating to patent and trademark fee 
rules. 


The PTO has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 


The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change would not have a significant 
adverse impact on a substantial number of small entities (Regu- 
latory Flexiblity Act, Pub. L. 96-354). The principal impact of the 
major patent fees has already been taken into account in H.R. 
3531, which provides small entities with a 50 percent reduction 
in the major patent fees. Further, the rule change implements the 


fee amounts set by sections 2(b) and 5(a)(1) of H.R. 3531. 


The PTO has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy would be less than $100 million. There would be no 
major increase in costs or prices for consumers; individual 
industries; Federal, state, or local government agencies; or geo- 
graphic regions. There would be no significant adverse effects 
on competition, employment, investment, productivity, or inno- 
vation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 


List of Subjects in 37 CFR 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and recordkeeping 
requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set forth in the preamble, the PTO is amending 
title 37 of the Code of Federal Regulations, Chapter I, as set forth 
below. 


Part 1-Rules of Prictice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 is amended by revising paragraghs (a) and (d) 
to read as follows: 


§ 1.12 Assignment records open to public inspection. 


(a) The assignment records, relating to original or reissue 
patents, including digests and indexes, and assignment records 
relating to pending or abandoned trademark applications and to 
trademark registrations, are open to public inspection, and cop- 
ies of any instrument recorded may be obtained upon request and 
payment of the fee set forth in section 1.19(b)(3) and section 
2.6(b)(5) of this chapter. 
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(d) An order for a copy of an assignment should give the 
identification of the record. If identified only by the name of the 
patentee and number of the patent, or in the case of a trademark 
registration by the name of the registrant and number of the 
registration, or by name of the applicant and serial number or 
international application number of the application, an extra 
charge as set forth in section 1.21(j) and section 2.6(b)(10) of this 
chapter will be made for the time consumed in making a search 
for such assignment. 


3. Section 1.13 is amended by revising paragraph (b) to read as 
follows: 


§ 1.13 Copies and certified copies. 


eee 


(b) Such copies will be authenticated by the seal of the Patent 
and Trademark Office and certified by the Commissioner, or in 
his name attested by an officer of the Patent and Trademark 
Office authorized by the Commissioner, upon payment of the fee 
for requesting certified copies of Office documents. 


4. Section 1.16 is revised to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except design or plant cases: 


By a small entity (§1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in a original application, 
for filing or later presentation of each independent claim in 
excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic filing fee in an original application, 
for filing or later presentation of each claim (whether indepen- 
dent or dependent) in excess of 20. (Note that § 1.75(c) indicates 
how multiple dependent claims are considered for fee calcula- 
tion pruposes): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


.- $10.00 


(d) In addition to the basic filing fee in an original application, 
if the application contains, or is amended to contain, a multiple 
dependent claim(s) per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c), and (d) 
of this section are not paid on filing or on later presentatioin of the 
claims for which the additional fees are due, they must be paid or 
the claims canceled by amendment prior to the expiration of the 
time period set for response by the Office, in any notice of fee 
deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declara- 
tion on a date later than the filing date of the application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For filing each design application: 


By a small entity (§1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each independent claim which is in 
excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue application, for 
filing or later presentation of each claim (whether independent or 
dependent) in excess of 20 and also in excess of the number of 
claims in the original patent. 


(Note that § 1.75(c) indicates how multiple dependent claims 
are considered for fee calculation purposes): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(Note: See § 1.445, 1.482 and 1.492 for international applica- 
tion filing and processing fees.) 


5. Section 1.17 is revised to read as follows: 
§ 1.17 Patent application processing fees. 


(a) Extension fee for response within first month pursuant to § 
1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$175.00 
(c) Extension fee for response within third month pursuant to 
§ 1.136(a): 


By a small entity (§ 1.9(f)) .... 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant to 


§ 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity .. 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Inerferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$130.00 
(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$130.00 
(g) For filing a request for an oral hearing before the Board of 
Patent Appeals and Interferences in appeal under 35 U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$110.00 


(h) For filing a petition to the Commissioner under a section of 
this part listed below which refers to this paragraph $130.00 122 
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§ 1.47 - for filing by other than all the inventors or a person not 
the inventor. 

§ 1.48 - for correction of inventorship. 

§ 1.182 - for decision on questions not specifically provided 
for. 

§ 1.183 - to suspend the rules. 

§ 1.295 - for review of refusal to publish a statutory invention 
registration. 

§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of patent. 

§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in expired patent. 

§ 1.644(e) - for petition in an interference. 

§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 

§ 1.666(c) - for late filing of interference settlement agreement. 

§§ 5.12, 5.13, & 5.14 - for expedited handling of foreign filing 
license. 

§ 5.15 - for changing the scope of a license. 

§ 5.25 - for retroactive license. 

(i) (1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this paragraph $130.00 
122 

§1.12 - for access to an assignment record. 

§1.14 - for access to an application. 

§1.53 - to accord a filing date. 

§1.55 - for entry of late priority papers. 

§1.60 - to accord a filing date. 

§1.62 - to accord a filing date. 

§1.103 - to suspend action in application. 

§1.177 - for divisional reissues to issue separately. 

§1.312 - for amendment after payment of issue fee. 

§1.313 - to withdraw an application from issue. 

§1.314 - to defer issuance of a patent. 

§1.334 - for patent to issue to assignee, assignment recorded 
late. 

§1.666(b) - for access to interference settlement agreement. 


(2) For filing a petition to the Commissioner under 1.102 of this 
part to make application special $130.00 


(j) For filing a petition to institute a public use proceeding 
under §1.292 $1,310.00 


(k) For processing an application filed with a specification in 
a non-English language (§1.52(d)) $130.00 


(1) For filing a petiton: 

(1) For the revival of an unavoidable abandoned application 
under 35 U.S.C. sections 111, 133, 364, or 371, or 

(2) For delayed payment of the issue fee under 35 U.S.C. 151: 


By a small entity (§1.9(f)) 
By other than a small entity 


(m) For filing a petition: 

(1) For revival of an unintentionally abandoned application, or 

(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


$565.00 
$1,130.00 


By a small entity (§1.9(f)) 
By other than a small entity 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant to 
§1.104—$790.00 reduced by the amount of the application 
basic filing fee paid 


(0) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant to 


§1.104—$1,580.00 reduced by the amount of the application 
basic filing fee paid 


6. Section 1.18 is revised to read as follows: 


$1.18 Patent issue fees. 
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(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


$565.00 
$1,130.00 


(b) Issue fee for issuing a design patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§1.9(f)) 
By other than a small entity 


Section 1.19 is revised to read as follows: 
1.19 Document supply fees. 


The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 


(a) Uncertified copies of patents: 

(1) Printed copy of a patent, including a design patent, statutory 
invention registration, or defensive publication document, ex- 
cept patent or statutory invention registration containing color 
drawing: 

(i) Regular service 

(ii) Expedited local servic 

(iii) Expedited service for copy ordered by electronic ordering 
service and delivered to the customer within two workdays 
$25.00 563 


(2) Printed copy of a plant patent in color$12.00 


(3) Copy of a utility patent or statutory invention registration 
containing color drawing (see §1.84(p)) . $24.00 


(b) Certified and uncertified copies of Office documents: 

(1) Certified or uncertified copy of patent application as filed 
(i) Regular service $12.00 

(ii) Expedited local service 


(2) Certified or uncertified copy of patent-related file wrapper 
and contents $150.00 


(3) Certified or uncertified copies of Office records, per 
document except as otherwise provided in this 


(4) For assignment records, abstract of title and certification, 
per patent 


(c) Library service (35 U.S.C. 13): For providing to libraries 
copies of all patents issued annually, per annum $50.00 


(d) For list of all United States patents and statutory invention 
registrations in a subclass .00 


(e) Uncertified statement as to status of the payment of main- 
tenance fees due on a patent or expiration of a patent $10.00 573 


(f)Uncertified copy of a non-United States patent document, 
per document 


(g)To compare and certify copies made from Patent and Trade- 
mark Office records, but not prepared by the Patent and Trade- 
mark Office, per copy of document 


(h) Additional filing receipts; duplicate; or corected due to 
applicant error $20.00 


8. Section 1.20 is revised to read as follows: 


$1.20 Post issuance fees. 
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(a) For providing a certificate of correction for applicant’s 
mistake (§ 1.323) $7 


(b) Petition for corection of inventorship in patent 
(§$1.324) $130.00 


(c) For 
(1.510(a)) 


filing a request for reexamination 


(d) For filing each statutory disclaimer (1.320): 


By a small entity (§1.9(f)) 
By other than a small entity 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond foru years; the fee is due by 
three years and six months after the original grant 


By a small entity (§1.9(f)) 
By other than a small entity 


(f) For maintanining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant 


By a small entity (§1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is due 
by eleven years and six months after the original grant 


By a small entity (§1.9(f)) 
By other than a small entity 


$1,365.00 


(h) Surcharge for paying a maintenance fee during the six- 
month grace period following the expiration of three years and 
six months, seven years and six months, and eleven years and six 
months after the date of the original grant of a patent based on an 
application filed on or after December 12, 1980 


By a small entity (§1.9(f)) 
By other than a small entity 


(i) Surcharge for acception a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee where 
the delay in payment is shown to the satisfaction of the Commis- 
sioner to have been unavoidable 


(j) For filing an application for extension of the term of a patent 


9. Section 1.21 is revised to read as follows: 
$1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the follow- 
ing fees for the services indicated: 


(a) Registration of attorneys and agents: 


(1) For admission to examination for , ory to practice, 
fee payable upon application 


(2) On registration to practice 
(3) For reinstatement to practice 


= For certificate of good standing as an attorney or 


(5) For review of a decision of the Director of Enrollment and 
Discipline under §10.2(c) 
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(6) For requesting regrading of an examination under 
§10.7(c) $120.00 


(b) Deposit accounts: 
(1) For establishing a deposit account .. $10.00 


(2) Service charge for each month when the balance at the end 
of the month is below $1,000 . 


(3) Service charge for each month when the balance at the end 
of the month is below $300 for restricted subscription deposit 
accounts used exclusively for subscription order of patent copies 
as issued $ 20.00 


(c) Disclosure document: For filing a disclosure docu- 
10.00 
(d) Delivery box: Local delivery box rental, per 
(e) International type search reports: For preparing an interna- 
tional type search report of an international type search made at 
the time of the first action on the merits in a national patent 
application $35. 
(f) [Reserved] 
(g) Self-service copy charge, per page ... $0.25 


(h) For recording each assignment, agreement or other paper 
relating to the property in a patent or application, per 
$40.00 


(i) Publication in Official Gazette: For publicatiion in the 
Official Gazette of a notice of the availability of an ap- 
plication or a patent for licensing or sale, each application or 

$20. 


(j) Labor charges for services, per hour or fraction 
$30.00 


(k) For items and services that the Commissioner finds may be 
supplied, for which fees are not specified by statue or by this part, 
such charges as may be determined by the Commissioner with 
respect to each such item or service Actual Cost 


(1) For processing and retaining any application abandoned 
pursuant to section 1.53(d) unless the oY basic filing fee 
i 130.00 


(m) For processing each check returned “unpaid” by a 
ank 


(n) For handling an incomplete or improper application under 
§1.53(c), §1.60 or §1.62 $130. 


(0) Marginal cost, paid in advance, for each hour of terminal 
serion time, including print time, using Automated Patent Sys- 
tem full-text search capabilities, prorated for the actual time 
used. The Commissioner may waive the payment by an indi- 
vidual for access to the Automated Patent System full-text search 
capability (APS-Text) upon a showing of need or hardship, and 
if such waiver is in the public interest ..... $40.00 


10. Section 1.24 is revised to read as follows: 
$1.24 Coupons. 


Coupons in denominations of three dollars, for the purchase of 
patents, designs, defensive publications, statutory invention reg- 
istrations, and trademark registrations are sold by the Patent and 
Trademark Office for the convenience of the general public; 
these coupons may not be used for any other purpose. The three- 
dollar coupons are sold individually and in books of 50 for 
$150.00. These coupons are good until used; they may be 
transferred but cannot be redeemed 


11. Section 1.26 is amended by revising paragraph (c) to read 
as follows: 
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$1.26 Refunds. 


eee 


(c) If the Commissioner decides not to institute a reexamina- 
tion proceeding, a refund of $1,635 will be made to the requester 
of the proceeding. Reexamination requesters should indicate 
whether any refund should be made by check or by credit to a 
deposit account. 


12. Section 1.171 is revised to read as follows: 
$1.171 Application for reissue. 


An application for reissue must contain the same parts required 
for an application for an original patent, complying with all the 
rules relating thereto except as otherwise provided, and, in 
addition, must comply with the requirements of the rules relating 
to reissue applications. The application must be accompanied by 
a certified copy of an abstract of title or an order for a title report 
accompanied by the fee set forth in 1.19(b)(4) to be placed in the 
file, and by an offer to surrender to original patent (1.178). 


13. Section 1.296 is revised to read as follows: 


§1.296 Withdrawal of request for publication of statutory 
invention registration. 


A request for a statutory invention registration, which has been 
filed, may be withdrawn prior to the date of the notice of the 
intent to publish a statutory invention registration issue pursuant 
to §1.294(c) by filing a request to withdraw the request for 
publication of a statutory invention registration. The request to 
withdraw may also include a request for a refund of any amount 
= in excess of the application filing fee and a handling fee of 

130.00 which will be retained. Any request to withdraw the 
request for publication of a statutory invention registration filed 
on or after the date of the notice of intent to publish issued 
pursuant to §1.294(c) must be in the form of a petition pursuant 
to §1.183 accompanied by the fee set forth in 1.17(h). 


14. Section 1.62 is amended by revising paragraphs (a), (b) and 
(e) to read as follows: 


§1.362 Time for payment of maintenance fees. 


(a ) Maintenance fees as set forth in §1.20(e) through (g) are 
required to be paid in all patents based on applications filed on 
or after December 12, 1980, except as noted in paragraph (b) of 
this seciton, to maintain a patent in force beyond 4, 8 and 12 years 
after the date of grant. 


(b) Maintenance fees are not required for any plant patents or 
for any design patents. Maintenance fees are not required for a 
reissue patent if the patent being reissued did not require main- 
tenance fees. 


*eeee% 


(e) Maintenance fees may be paid with the surcharge set forth 
in 1.20(h) during the respective grace periods after: 

(1) 3 years through 3 years and 6 months after grant for the first 
maintenance fee, 

(2) 7 years through 7 years and 6 months after grant for the 
second maintenance fee, and 

(3) 11 years and 11 years and 6 months after grant for the third 
maintenance fee. 


eee 


15. Section 1.378 is amended by revising paragraphs (a), (b). 
(c)(1) and (2), and (e) to read as follows: 


$1.378 Acceptance of delayed payment of maintenance fee in 
expired patent to reinstate patent. 


(a) The Commissioner may accept the payment of any mainte- 
nance fee due on a patent after expiration of the patent if, upon 
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petition, the delay in payment of the maintenance fee is shown to 
the satisfaction of the Commissioner to have been unavoidable 
and if the surcharge required by 1.20(i) is paid as a condition of 
accepting payment of the maintenance fee. If the Commissioiner 
accepts payment of the maintenance fee upon petiton, the patent 
shall be considered as not have expired, but will be subject to the 
conditions set forth in 35 U.S.C. 41(c)(2). 


(b) Any petition to accept the delayed payment of a mainte- 
nance fee filed under paragraph (a) of this section within six 
months of the expiration of the patent must include: 

(1) The required maintenance fee set forth in 1.20(e)-(g); 

(2) The surcharge set forth in 1.20(i); and 

(3) A showing that the delay was unavoidable since reasonable 
care was taken to ensure that the maintenance fee would be paid 
timely. The showing must enumerate the steps taken to ensure 
timely payment of the maintenance fee. 

(c) Any petition to accept the delayed payment of a mainte- 
nance fee filed under paragraph (a) of this section more than six 
months after the expiration of the patent must include: 

(1) The required maintenance fee set forth in §1.20(e)-(g), 

(2) The surcharge set forth in §1.20(i); and 


*eekEE 


(e) Reconsideration of a decision refusing to accept a mainte- 
nance fee upon petition filed pursuant to paragraph (a) of this 
section may be obtained by filing a petition for reconsideration 
within two months of, or such other time as set in, the decision 
refusing to accept the delayed payment of the maintenance fee. 
Any such petition for reconsideration must be accompanied by 
the petition fee set forth in §1.17(h). After decision on the 
petition for reconsideration, no further reconsideration or review 
of the matter will be undertaken by the Commissioner. If the 
delayed payment of the maintenance fee is not accepted, the 
maintenance fee and the surcharge set forth in §1.20(i) will be 
refunded following the decision on the petition for reconsidera- 
tion, or after the expiration of the time for filing such a petition 
for reconsideration, if none is filed. The fee set forth in §1.17(h) 
for filing the petition for reconsideration will not be refunded 
unless the refusal to accept and record the maintenance fee is 
determined to result from an error by the Patent and Trademark 
Office. 


16. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


$1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applica- 
tions are established by the Commissioner under the authority of 
35 U.S.C. 376: 

(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT 

$190. 


(2) Asearch fee (see 35 U.S.C. 361(d) and PCT Rule 16) where: 

(i) No corresponding prior United States national application 
with basic filing fee has been filed $600.00 

(ii) A corresponding prior United States national application 
with basic filing fee Ae been filed 


(3) A supplemental search fee when required, per additional 
invention . 


*e eet 


17. Section 1.482 is amended by revising paragraph (a) to read 
as follows: 


§1.482 International preliminary examination fees. 


(a) The following fees and charges for international prelimi- 
nary examination are established by the Commissioner under the 
authority of 35 U.S.C. 376: 

(1) A preliminary examination fee is due on filing the Demand: 

(i) Where an international search fee as set forth in § 1.445(a)(2) 
has been paid on the international application to the United States 
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national application was was an authority other than the United States 
— and Trademark Office, a preliminary —— fee 


(2) An additional preliminary examination fee when required, 
per additional invention: 

(i) Where a supplemental search fee as set forth in 1.445(a)(3) 
has been paid on the international application to the United States 


(ii) Where the International Searching Authority for the inter- 
national application was an authority other than the United States 
Patent and Trademark Office 

18. Section 1.492 is revised to read as follows: 


$1.492 National state fees. 


The following fees and charges for international applications 
entering the national stage under 35 U.S.C. 371 are established 
by the Commissioner under 35 U.S.C. 376: 


(a) The basic national fee: 

(1) Where an international preliminary examination fee as set 
forth in 1.482 has been paid on the international application to 
the United States Patent and Trademark Office: 


By a small entity (§1.9(f)) 
By other than a small entity ... 


(2) Where no international preliminary examination fee as set 
forth in §1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth in 
§1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark i 
Searching Authority: 


By a small entity (§1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as set 
forth in §1.482 has been paid and no international search fee as 
set forth in §1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§1.9(f)) 
By other than a small entity 


(4) Where the international preliminary examination fee as set 
forth in §1.482 has been paid to the United States Patent and 
Trademark Office and the international preliminary examination 
report states that the criteria of novelty, inventive step (non- 
obviousness), and industrial applicability, as defined in PCT 
Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see 
§1.496(b)): 


By a small entity (§1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application has 


been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§1.9(f)) 
By other than a small entity 


( 
c) In addition to the basic national fee, for filing or later 
independen 


presentation of each claim (whether i it or dependent) 
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in excess of 20 (Note that §1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes.): 


By a small entity (§1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the 


contsiaa,arioumandudeoceatsin, enabipiocepentean cident, 
per application: 


By a small entity (§1.9(f)) $110.00 
By other than a small entity $220.00 


(If the additional fees eet te eee Se (c), and (d) 
are not paid on presentation of the claims for which the additional 
fees are due, rca Greer ai ehtaananctiins te 
amendment prior to the expiration of the time period set for 
response by the Office in any notice of fee deficiency.) 


(e) Surcharge for filing the basic national fee or oath or 
declaration later than 20 months from the priority date prusuant 
to §1.494(c) or later than 30 months from the priority date 
pursuant to §1.495(c): 


By a small entity (§1.9(f)) 
By other than a small entity 


(f) For filing an English translation of an international applica- 
tion later than 20 months after the priority date (§1 494(0)) oF 
filing an English translation of the international application or of 
any annexes to the international preliminary examination report 
later than 30 months after the pricity date (§1.495(c) 

) 130.00 


19. Section 1.740 is amended by revising paragraph (a)(14) to 
read as follows: 


§1.740 Application for extension of patent term. 


(a)* **** 


(14) The prescribed fee for receiving and acting upon the 
application for extension (see §1.20(j)). 


e*eee% 


20. Section 1.770 is revised to read as follows: 


$1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to 1.750 by 
filing in the Office, in duplicate, a written declaraion of with- 
drawal signed by the owner of record of the patent or its agent. 
An application may not be expressly withdrawn after the date 
permitted for response to the final determination on the applica- 
tion. An express withdrawal pursuant to this section is effective 
when acknowledged in writing by the Office. The filing of an 
express withdrawal pursuant to this section and its acceptance by 
the Office does not entitle applicant to a refund of the filing fee 
(§1.20(j)) or any portion thereof. 


Part 2 - Rules of Practice in Trademark Cases 

1. The authority citation for Part 2 continues to read as follows: 

Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


2. Section 2.6 is revised to read as follows: 
$2.6 Trademark fees. 


The following fees and charges are established by the Patent 
and Trademark Office for trademark cases: 


(a) Trademark process fees. 
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(1) For filing an application, per class $200.00 


(2) For filing an amendment to allege use under section 1(c) of 
the Act, per class 


(3) For filing a statement of use under section 1(d)(1) of the 
Act, per class $100.00 


(4) For filing a request under section 1(d)(2) of the Act for a six- 
month extension of time for filing a statement of use under 
section 1(d)(1) of the Act, per class $100.00 364 

(5) For filing an application for renewal of a registration, per 

.00 


(6) Additional fee for filing a renewal application made 
within three months after the expiration of the registration, per 


(7) For filing to publish a mark under section 12(c), per 
$100.00 
(8) For issuing a new certification of registration upon request 
100 


of assignee 


(9) For a certificate of correction of registrant’s er- 


(10) For filing a disclaimer to a registration $100.00 
(11) For filing an amendment to a registration $100.00 


(12) For filing an affidavit under §8 of the Act, per 
(13) For filing an affidavit under §15 of the Act, per 


(14) For filing a combined affidavity under §§ 8 and 15 of the 
Act, per class 


(15) For petitions to the Commissioner $100.00 
(16) For filing a petition to cancel, per class $200.00 
(17) For filing a notice of opposition, per class $200.00 


(18) For ex parte appeal to the Trademark Trial and Appeal 
Board, per class ' 


(b) Trademark service fees. 


(1) For printed copy of registered mark, copy only 
(i) Regular service $3.00 
(ii) Expedited local service 
(iii) Expedited service for copy ordered by electronic ordering 
service and delivered to the customer within two work 


(2) Certified or uncertified copy of trademark application as 
filed: 

(i) Regular service 

(ii) Expedited local service 


(3) Certified or uncertified copy of a trademark-related file 
wrapper and contents $50. 


U. S. PATENT AND TRADEMARK OFFICE 
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(4) Certified copy of a registered mark, showing title and/or 
status: 

(i) Regular service 

(ii) Expedited local service 


(5) Certified or uncertified copy of trademark records, 
per document except as otherwise “ai in this 


(6) For recording each trademark assignment, agreement or 

other paper relating to the property in a registration or application 
(i) First property in a document $40.00 

(ii) For each additonal property . the same docu- 
25.00 


(7) For assignment records, abstract of title and certification, 
per registration 


(8) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, te T-Search capabilities, 
prorated for the actual time used. The Commissioiner may waive 
the payment by an individual for access to T-Search upon a 
showing of need or hardship, and if such waiver is in the public 
interest $40.00 


(9) Self-service copy charge, per page $0.25 480 


(10) Labor charge for sevices, per hour or fraction 
$30.00 


(11) For items and services that the Commissioner finds may 
be supplied, for which fees are not specified by statute or by this 
part, such charges as may be determined by the Commissiioner 
with respect to each such item or servie Actual Cost 
Dec. 10, 1991 Harry F. Manbeck, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


NOTE - The following appendix will not appear in the Code of 
Federal Regulations 


APPENDIX A 
Patent Cooperation Treaty Update 


The International Bureau of the World Intellectual Property 
Organization has informed the U.S. Patent and Trademark Of- 
fice that, due to a decision of the Assembly of the PCT Union 
taken during its meeting from 23 September 1991 to 02 October 
1991, the amount of the international fees for international 
applications will increase, effective 01 January 1992. 


Effective 01 January 1992, the amount of the international fees 
for international applications filed in the United States Receiving 
Office will be: 


Basic fee (first 30 pages) $525.00 

Basic Supplemental fee (for each page over 30) $10.00 
Designation fee (per country or regioin up to 10) $127.00 
Handling fee $161.00 


The fees charged by the U.S. Patent and Trademark Office, 
including PCT fees other than those lised above, are adjusted on 
December 16, 1991 except for fees set under 37 CFR 1.445(a) 
and 1.482(a)which will be effective on December 27, 1991. 
(Refer to Appendix B for specific effective dates). 
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Patent Cooperation Treaty (PCT) Information 


For information concerning PCT member countries, see the 
notice appearing in the Official Gazette at 1126 O.G. 2, on May 
7, 1991. 

For use of the European Patent Office as an International 
Searching Authority for international applications filed in the 
United States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52, on Sept. 28, 1982. 

For use of the European Patent Office as an International 
Preliminary Examining Authority for international applications 
filed in the United States Receiving Office, see the notices 
appearing in the Official Gazette at 1080 O.G. 2, on July 7, 1987, 
and at 1091 O.G. 2, on June 7, 1988. There is no longer a limit on 
the number of such international applications accepted for inter- 
national preliminary examination by the European Patent Of- 
fice; see the notice appearing at 11 16 O.G. 32, on July 17, 1990. 

The search fee of the European Patent Office was changed on 
July 1, 1991, due to a difference in the exchange rate of the U.S. 
dollar in relation to the German mark, and was announced in the 
Official Gazette at 1126 O.G. 76, on May 28, 1991. 

International fees will be changed on Jan. 1, 1992, due to a 
decision of the Assembly of the PCT Union taken during its 
meeting from 23 September 1991 to 02 October 1991, as de- 
scribed below under “International fees.” 

Certain domestic PCT fees and charges for International 
Search and Preliminary Examination have been changed effec- 
tive [insert one day after publication in the Federal Register], as 
described below under “U.S. National Stage fees.” 

The current schedule of PCT fees (in U.S. dollars) is as 
follows: 


Effective Date 
Transmittal fee . 


Search Fee 

U.S. Patent and Trademark Office 
(USPTO) as International 
Searching Authority (ISA) - 
No corre sponding prior U.S. 
national application filed 

- Corresponding prior U.S. national 
application filed 

- Supplemental search fee, per 
additional invention 

- European Patent Office as 


12/27/91 
12/27/91 
12/27/91 

8/1/91 
Preliminary examination fee 


USPTO as International Preliminary 
Examining Authority (IPEA) 


OFFICIAL GAZETTE 


- Search fee paid to USPTO 


- Additional examination fee, 
per additional invention 
- ISA not the USPTO 
- Additional examination fee, 
per additional invention 
International fees 


Basic Supplemental fee (for each 
page over 30) 

Designation fee per country or 
region for the first 


JANUARY 7, 1992 


12/27/91 


12/27/91 
12/27/91 


12/27/91 


10 national or regional offices . $127.00 


Designation fee for the 11th and 


subsequent designations .... No Charge 


Handling fee 


Small 


U.S. national Stage fees Entity 


USPTO was IPEA and all claims 
presented satisfied provisions 
of PCT Article 33(2) to (4) ..... $45.00 

- For each independent claim in 
excess of 3 $36.00 

- For each claim in excess of 20.. $10. 

- For each application containing a 
multiple dependent claim ... $110.00 

- Surcharge for filing national 
fee or oath or declaration 
after the time limit applicable 
under PCT Article 22 


- Processing fee for filing English 
translation after the 
time limit applicable under 
PCT Article 22 or 


- For filing with EPO/JPO search 


*The effective date is December 16, 1991. 


1/1/92 
1/1/92 


1/1/92 


1/1/92 
1/1/92 


Effective 


Regular 
$620.00 
$690.00 
$920.00 


$90.00 


$72.00 
$20.00 


$220.00 


Date 
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Comparison of Existing and Final Fee Amounts 


FEE AMOUNT 
37 CFR Section Apr.17 Nov. 5 


Final Existing DESCRIPTION 

1.16(a) 1.16(a) Basic Filing Fee 

1.16(a) 1.16(a) Basic Filing Fee (Small Entity) 

1.16(b) 1.16(b) Independent Claims 

16(b) 1.16(b) Independent Claims (Small Entity) 

16(c) 1.16(c) Claims in Excess of 20 

16(c) 1.16(c) Claims in Excess of 20 (Small Entity) 

16(d) 1.16(d) Multiple Dependent Claims 

16(d) 1.16(d) Multiple Dependent Claims (Small Entity) 
1.16(e) Surcharge - Late Filing Fee 

Surcharge - Late Filing Fee (Small Entity) 

Design Filing Fee 

Design Filing Fee (Small Entity) 

Plant Filing Fee 

Plant Filing Fee (Small Entity) 

Reissue Filing Fee 

Reissue Filing Fee (Small Entity) 

Reissue Independent Claims 

Reissue Independent Claims (Small Entity) 

Reissue Claims in Excess of 20 

Reissue Claims in Excess of 20 (Small Entity) 

Extension - First Moni 

Extension - First Month (Small Entity) 

Extension - Second Month 

Extension - Second Month (Small Entity) 

Extension - Third Month 

Extension - Thrid Month (Small Entity) 

Extension - Fourth Month 

Extension - Fourth Month (Small Entity) 

Notice of Appeal 

Notice of Appeal (Small Entity) 

Filing a Brief 

Filing a Brief (Small Entity) 

Request for Oral Hearing 

Request for Oral cakes (Small Entity) 

Petition - Not All Inventors 

Petition - Correction of Inventorship 

17(h) 17(h) Petition - Decision on Questions 

17)h) 1.17(h) Petition - Suspend Rules 

17(h) 1.17(h) Petition - Expedited License 

17(h) 1.17(h) Petition - Scope of License 

17(h) 1.17(h) Petition - Retroactive License 

17(h) 1.17(h) Petition - Refusing Maintenance Fee 

17(h) 1.17(h) Petition - Refusing Maintenance Fee - Expired Patent 

17(h) 1.17(h) Petition - Interference 

17(h) 1.17(h) Petition - Reconsider Interference 

17(h) 1.17(h) Petition - Late Filing of Interference 

17(h) 1.17(h) Petition - Refusal to Publish SIR 

17()(1) 1.17@)(1) Petition - For Assignment 

17()(1) 1.17@)(1) Petition - For Application 

17(i)(1) 1.17@ (1) Petition - Late Priority Papers 

17(i)(1) 1.17@)(1) Petition - Suspend Action 

17()(1) 1.17@ (1) Petition - Devisional Reissues to Issue Separately 

17()(1) 1.17(@)(1) Petition - For Interference Agreement 

17@(1) 1.17@() Petition - Amendment After Issue 

1.17(@(1) 1.17@(1) Petition - Withdrawal After Issue 

1.17(@)(1) 1.17@(1) Petition - Defer Issue 

1.17@)(1) 1.17@(1) Petition - Issue to Assignee 

1.17@ (1) 1.17@(1) Petition - Accord a Filing Date Under § 1.53 

1.17@ (1) 1.17@(1) Petition - Accord a Filing Date Under § 1.60 

1.17@(1) 1.17(@)(1) Petition - Accord a Filing Date Under § 1.62 

1.17()(2) 1.17(i)(2) Petition - Make Application Special 

1.17(j) 1.17(j) Petition - Public Use Proceeding 

1.17(k) 1.17(k) Non-English Specification 

1.170) 1.17()) Petition - Revive Abandoned Appl. 

1.170) 1.17(1) Petition - Revive Abandoned Appl. (Small Entity) 

1.17(m) 1.17(m) Petition - Revive Unitentionally Abandoned Appl. $620 

1.17(m) 1.17(m) Petition - Revive Unintent Abandoned Appl. (Small Entity)} $310 
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37 CFR Section 


Final 


1.17(n) 
1.17(0) 
1.18(a) 
1.18(a) 
1.18(b) 
1.18(b) 
1.18(c) 
1.18(c) 
1.19(a)(1)(i) 
1.19(a)(1)(ii) 
1.19(a)(1)(iii) 
1.19(a)(2) 
1.19(a)(3)(i) 
1.19(b)(1)(i) 
1.19(b)(1)(i) 
1.19(b)(2) 


1.19(b)(3) 
1.19(b)(4) 


1.19(c) 
1.19(d) 
1.19(e) 


1.19(f) 
1.19(g) 


1.19(h) 
1.20(a) 
1.20(b) 
1.20(c) 
1.20(d) 
1.20(d) 
1.20(e) 
1.20(e) 
1.20(f) 
1.20(f) 
1.20(g) 
1.20(g) 
1.20(h) 
1.20(h) 
1.20(i) 
1.20(j) 
1.21(a)(1) 
1.21(a)(2) 
1.21(a)(3) 
1.21(a)(4) 
1.21(a)(4) 
1.21(a)(5) 
1.21(a)(6) 
1.21(b)(1) 
1.21(b)(2) 
1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.21(j) 
1.21(k) 


1.21(1) 
1.21(m) 
1.21(n) 
1.21(0) 
1.24 


Existing 
1.17(n) 
1.17(0) 
.18(a) 
1.18(a) 
1.18(b) 
1.18(b) 
1.18(c) 
1.18(c) 
1.19(a)(1) 
1.19(a)(5) 
1.19(a)(6) 
1.19(a)(2) 
1.19(a)(4) 
1.19(b)(1) 
1.19(b)(4) 
1.19(b)(2) 


-19(b)(S) 
-19(b)(6) 


.19%(c) 
.19(d) 
.19(e) 


-19(f) 
.19%(g) 


1.19(h) 
1.20(a) 
1.20(b) 
1.20(c) 
1.20(d) 
1.20(d) 


1.20(m) 
1.20(n) 
1.21(a)(1) 
1.21(a)(2) 
1.21(a)(3) 
1.21(a)(4) 
1.21(a)(4) 
1.21(a)(5) 
1.21(a)(6) 
1.21(b)(1) 
1.21(b)(2) 
1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 


1.21(h) 
1.21(i) 


1.21(k) 


1.21(1) 
1.21(m) 
1.21(n) 
1.21(0) 
1.24 
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Comparison of Existing and Final Fee Amounts 


Apr. 17 


DESCRIPTION 1989 

SIR - Prior to Examiner's Action 

SIR - After Examiner's Action 

Issue Fee 

Issue Fee (Small Entity) 

Design Issue Fee 

Design Issue Fee (Small Entity) 

Plant Issue Fee 

Plant Issue Fee (Small Entity) 

Copy of Patent 

Patent Copy - Expedited Local Service 

Patent Copy Ordered Via EOS - Expedited Service 

Plant Patent Copy 

Copy of Utility Patent or SIR in Color 

Certified Copy of Patent Application as Filed 

Certified Copy of Patent Application as Filed, Expedited 

Cert or Uncert Copy of Patent-Related File 
Wrapper/Contents 

Cert or Uncert. Copies of Office Records, per Document 

For Assignment Records, Abstract of Title and 
Certification 

Library Service 

List of Patents in Subclass 

Uncertified Statement - Status of Maintenance Fee 
Payment 

Copy of Non-U.S. Patent Document 

Comparing and Certifying Copies, Per Document, 
Per Copy 

Duplicate or Corrected Filing Receipt 

Certificate of Correction 

Petition - Correction of Inventorship 

Reexamination 

Statutory Disclaimer 

Statutory Disclaimer (Small Entity) 

Maintenance Fee - 3.5 Years 

Maintenance Fee - 3.5 Years (Small Entity) 

Maintenance Fee - 7.5 Years 

Maintenance Fee - 7.5 Years (Small Entity) 

Maintenance Fee - 11.5 Years 

Maintenance Fee - 11.5 Years (Small Entity) 

Surcharge - Maintenance Fee - 6 Months 

Surcharge - Maintenance Fee - 6 Months (Small Entity) 

Surcharge - Maintenance After Expiration 

Extension of Term of Patent 

Admission to Examination 

Registration to Practice 

Reinstatement to Practice 

Certificate of Good Standing 

Certificate of Good Standing, Suitable Framing 

Review of Decision of Director, OED 

Regrading of Examination 

Establish Deposit Account 

Service Charge Below Minimum Balance 

Service Charge Below Minimum Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 

Self-Service Copy Charge 

Recording Patent Property 

Publication in the OG 

Labor Charges for Services 

Unspecified Other Services 


Retaining Abandoned Application 
Processing Returned Checks 

Handling Fee - Incomplete Application 
Terminal Use APS-TEXT 

Coupons for Patent Copies 


JANUARY 7, 1992 


FEE AMOUNT 


Nov. 5 
1990 


December 
1991 


$65 
$600 
$1,000 
$290 
$100 
$15 
$10 
$20 
$120 
$120 
$10 
$20 
$20 
$10 
$50 
$35 
$0.25 
$40 
$20 
$30 
Actual 
Cost 
$130 
$50 
$130 
$40 
$3 





JANUARY 7, 1992 U. S. PATENT AND TRADEMARK OFFICE 1134 TMOG 497 
(204) 


Comparison of Existing and Final Fee Amounts 


FEE AMOUNT 
37 CFR Section Apr.17 Nov. 5 December 


Final Existing DESCRIPTION 1989 1990 1991 

1.296 1.296 Handling Fee - Withdrawal SIR 

1.445(a)(1)  1,445(a)(1) Transmittal Fee 

1.445(a)(2)(i) 1,445(a)(2) | PCT Search Fee - No U.S. Application 

1.445(a)(2)(ii) 1,445(a)(2) | PCT Search Fee - Prior U.S. Application 

1.445(a)(3) 1.445(a)(3) Supplemental Search 

1.482(a)(1)(i) 1.482(a)(1) ‘Preliminary Exam Fee 

1.482(a)(1)(ii) 1.482(a)(1) Preliminary Exam Fee 

1.482(a)(2)(i) 1.482(a)(2) Additional Invention 

1.482(a)(2)(ii) 1.482(a)(2) Additional Invention 

1.492(a)(1) 1.492(a)(1) Preliminary Examining Authority 

1.492(a)(1) 1.492(a)(1) — Preliminary Examing Authority (Small Entity) 

1.492(a)(2)  1.492(a)(2) Searching Authority 

1.492(a)(2) | 1.492(a)(2) Searching Authority (Small Entity) 

1.492(a)(3) 1.492(a)(3) PTONot ISA nor IPEA 

1.492(a)(3) _1.492(a)(3) PTO Not ISA nor IPEA (Small Entity) 

1.492(a)(4)  1.492(a)(4) Claims - IPEA 

1.492(a)(4) 1.492(a)(4) Claims - IPEA (Small Entity) 

1.492(a)(5S) Filing with EPO/JPO Search Report 

1.492(a)(5) Filing with EPO/JPO Search Report (Small Entity) 

1.492(b) 1.492(b) Claims - Extra Individual (Over 3) 

1.492(b) 1.492(b) Claims - Extra Individual (Over 3) (Small Entity) 

1.492(c) 1.492(c) Claims - Extra Total (Over 20) 

1.492(c) 1.492(c) Claims - Extra Total (Over 20) (Small Entity) 

1.492(d) 1.492(d) Claims - Multiple Dependents 

1.492(d) 1.492(d) Claims - Multiple Dependents (Small Entity) 

1.492(e) 1.492(e) Surcharge 

1.492(e) 1.492(e) Surcharge (Small Entity) 

1.492(f) 1.492(f) English Translation - After 20 Months 

2.6(a)(1) 2.6(a) Application for Registration, Per Class 

2.6(a)(2) 2.6(u) Amendment to Allege Use, Per Class 

2.6(a)(3) 2.6(u) Statement of Use, Per Class 

2.6(a)(4) 2.6(v) Extension for Filing Statement of Use, Per Class 

2.6(a)(5) 2.6(b) Application for Renewal, Per Class 

2.6(a)(6) 2.6(s) Surcharge for Late Renewal, Per Class 

2.6(a)(7) 2.6(c) Publication of Mark Under §12(c), Per Class 

2.6(a)(8) 2.6(d) Issuing New Certificate of Registration 

2.6(a)(9) 2.6(e) Certificate of Correction of Registrant's Error 

2.6(a)(10) 2.6(f) Filing Disclaimer to Registration 

2.6(a)(11) 2.6(g) Filing Amendment to Registration 

2.6(a)(12) 2.6(h) Filing Affidavit Under Section 8, Per Class 

2.6(a)(13) 2.6(i) Filing Affidavit Under Section 15, Per Class 

2.6(a)(14) 2.6(j) Filing Affidavit Under Section 8 & 15, Per Class 

2.6(a)(15) 2.6(k) Petitions to the Commissioner 

2.6(a)(16) 2.6(1) Petition to Cancel, Per Class 

2.6(a)(17) 2.6(1) Notice of Opposition, Per Class 

2.6(a)(18) 2.6(m) Ex Parte Appeal to the TTAB, Per Class 

2.6(b)(1)(i) ~—s-.2.6(n) Copy of Registered Mark 

2.6(b)(1)(ii) Copy of Registered Mark, Expedited 

2.6(b)(1 (iii) Copy of Registered Mark Ordered Via EOS, Expedited 
Sve. 

2.6(b)(2)(i) Certified Copy of TM Application as Filed 

2.6(b)(2)(ii) Certified Copy of TM Application as Filed, Expedited 

2.6(b)(3) Cert. or Uncert. Copy of TM-Related File 
Wrapper/Contents 

2.6(b)(4)(i) —-2.6(n) Cert. Copy of Registered Mark, Title or Status 

2.6(b)(4)(ii) Cert. Copy of Registered Mark, Title or Status - Expedited 

2.6(b)(5) 2.6(0) Certified or Uncertified Copy of TM Records 

2.6(b)(6) 2.6(q) Recording Trademark Property, Per Mark, Per Document 

2.6(b)(6) For Second and Subsequent Marks in Same Document 

2.6(b)(7) 2.6(r) For Assignment Records, Abstracts of Title and 
Certification 

2.6(b)(8) 2.6(w) Terminal Use T-SEARCH $40 

2.6(b)(9) Self-Service Copy Charge — 

2.6(b)(10) Labor Charges for Services — 

2.6(b)(11) 2.6(t) Unspecified Other Services Actual 

Cost 
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Comparison of Existing and Final Fee Amounts 


FEE AMOUNT 
Apr.17 Nov. 5 December 


1989 1990 1991 
Comparing and Certifying Copies, per Document, 
per Copy 
Trademark Coupons 


NOTE: 

The November 5, 1990, column applies only to cetain fee amounts. Dashes indicate no change to the April 1989 fee amounts 
on November 5, 1990. 
*Revised small and large entity maintenance fees are applicable to all applications filed on or after December 12, 1980. H.R. 
3531 combine maintenance fees established under Pub. L. 96-517 with maintenance fees under PL 97-247. 
Only maintenace fees set under Pub. L. 97-247 were affected by November 5, 1990 surcharge. 
**Combines surcharge for payment of maintenance fees during the 6-month grace period under Pub. L. 96-517 and surcharge 
set under Pub. L 
+Effective December 27, 1991 


[1133 OG 43] 
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TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


(205) Interviews Involving Trademark Application 


Interviews frequently result in a better understanding of the 
issues involved, shorten the prosecution and facilitate disposal 
of applications. 

Interviews for discussion of registrability of the mark of a 
pending application will not be had before the first official Office 
action thereon and ordinarily not before filing the first response. 
Arrangements for an interview should be made in advance so 
that the Examiner may review the case and be familiar with the 
details involved. 

Interviews on Friday will no longer be prohibited as a matter 
of policy but all interviews should be set at a time satisfactory 
to all parties concerned. 

A memorandum summarizing the conclusions reached at the 
interview should be prepared by the Examiner and placed in 
the application file. The memorandum will be retained in the 
application file until the prosecution is completed. Such pro- 
cedure will not, however, relieve the applicant of the respon- 
sibility of complying with the requirements of Trademark Rule 
2.62. 


HORACE B. FAY, JR., 
Assistant Commissioner 
of Patents. 


July 6, 1964. 


This supersedes the notice of Feb. 10, 1958. (728 O.G. TM 


1) 
[804 O.G. TM 147] 


(206)Trademark Examining Procedure for Amended 
Applications; Reporting Oldest Dates of 
Amended Trademark Applications 


Effective immediately, the order in which amendments to 
trademark applications are examined is changed. Previously, 
Examiners have usually acted on amended cases in order of 
filing date of the application which the amendment concerned, 
i.e., amended cases with the oldest filing date were examined 
first. Under the new procedure, amended cases will normally 
be examined in the order in which the amendment or other 
response is received, i.e., amendments that are received first will 
normally be examined first. 

Effective with this issue of the Official Gazette (Trademark 
Section) in order to reflect more accurately the condition of 
division dockets, the column reporting the date of the oldest 
amended application in each division has been changed to 
indicate the date of receipt of the oldest filed amendment. Under 
this new method of reporting the oldest date of receipt of a filed 
amendment upon which no action has been taken by an Ex- 
aminer will be indicated for each division of the Trademark 
Examining Operation. 


RENE D. TEGTMEYER, 


July 15, 1971. Assistant Commissioner. 


[889 O.G. TM 6] 


(207) Trademark Office Actions 
Effective immediately Applicants or their attorneys will be 
provided with only one carbon copy of any office action, and 
the mailing of an additional carbon copy will be discontinued. 
This change is consistent with the current practice in the 
patent examining operations and should result in greater effi- 
ciency in the preparation and mailing of office actions. 


ROBERT GOTTSCHALK, 
Commissioner of Patents. 


[895 O0.G. TM 238] 


Feb. 7, 1972. 
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(208) Petition to Make Trademark 
Applications Special 


The practice of expediting the prosecution of new trademark 
applications on request of the applicant (accelerated prosecu- 
tion) was rescinded, effective Aug. 1, 1971 (36 F.R. 13231, July 
16, 1971; 825 O.G. 2). This action was taken after a careful study 
of the practice, including a recommendation of the Public 
Advisory Committee for Trademark Affairs that the Patent 
Office terminate accelerated prosecution of trademark applica- 
tions. The study considered both the effect of the procedure on 
the workload of the Trademark Operations and the broader 
interest of examining trademark applications in an order which 
is equitable to all applicants. 

Since the termination of this practice, the Office has expe- 
rienced some increase in the number of petitions requesting the 
Commissioner to invoke his supervisory authority pursuant to 
Rule 2.146 in order to advance the examination of applications 
out of their regular order. This was to be expected since ap- 
plicants who might have been able to show special circum- 
stances entitling them to advanced examination could previ- 
ously achieve this special treatment without resorting to a petition. 
However, some of the petitions now being received are not 
considered sufficient to justify the extraordinary relief of invok- 
ing the supervisory authority of the Commissioner for the purpose 
of advancing the applications out of their regular order. 

In particular, a number of such petitions have been based 
on the ground that the applicant is about to embark on an 
advertising campaign or to commit advertising or promotional 
expenditures in which the mark applied for is material. Such 
a ground is not considered to constitute appropriate circum- 
stances justifying the advancement of the application out of its 
regular turn and the petitions based on such ground have been 
and will continue to be denied. The principal reason for the denial 
is that these circumstances are applicable to a substantial portion 
of the trademark applications filed in the Patent Office. The 
supervisory authority of the Commissioner should be exercised 
only where an extraordinary reason for such action has been 
disclosed. See Anderson & Dyer v. Lewry, 89 O.G. 1861, 1899 
C.D. 230, and Wilputte v. Van Ackeren, 103 USPQ 235. Thus, 
the extraordinary remedy of invoking the supervisory authority 
of the Commissioner is not considered appropriate under these 
circumstances. 

In the interest of equitable treatment of all applicants, the 
policy of the Office in granting such petitions will be restricted 
to those cases in which particular and very special circumstances 
exist, such as a demonstrable possibility of loss of substantial 
rights, rather than circumstances which would be equally ap- 
plicable to a large number of other applicants for trademark 
registration. 


ROBERT GOTTSCHALK, 
Mar. 13, 1972. Commissioner of Patents. 


[897 0.G. TM 2] 


(209) Title 37—Patents, Trademarks, 


and Copyrights 
Chapter I—Patent Office, Department of Commerce 
Parts 2 and 6—Rules of Practice in Trademark Cases 
International Trademark Classification 


A proposal was published at 37 F.R. 6404 torevise § 
6.1 of the Rules of Practice in Trademark Cases. The Patent 
Office proposed to establish the “International Classification of 
Goods and Services to Which Trademarks Are Applied” (the 
subject of the “Nice Agreement Concerning the International 
Classification of Goods and Services for the s of the 
Registration of Marks” of 1957, as revised at Stockholm on July 
14, 1967) as the primary classification of goods and services 
for registration of trademarks and service marks. Pursuant to 
the Notice, written comments have been received, and a public 
hearing was held on June 14, 1972. Full consideration has been 
given to all matter presented, and changes in the text of the 
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original proposal have been made in view thereof. It has been 
determined that adoption of the international classification system 
is desirable. 

The Patent Office has studied the international classification 
and, since Mar. 5, 1968, has indicated the appropriate interna- 
tional class in all publications and on all issued registrations and 
renewals as a subsidiary classification. Based on this experience 
and the comments received, it is now believed that adoption 
of the international schedule as the primary classification system 
is desirable. The international system is easier to administer 
because of fewer classes of goods and the availability of an 
alphabetical listing of goods and services. 

The Nice Agreement provides for an International Commit- 
tee of Experts whose objective is to keep the classification 
current. The classification of specific goods and services is set 
forth in the Alphabetical List entitled “International Classifica- 
tion of Goods and Services to Which Trademarks Are Applied” 
(published by the World Intellectual Property Organization). In 
addition, the International Trademark Classification List con- 
tains the names of the classes setting forth the basic contents 
of each class. The Alphabetical List also comprises explanatory 
notes which serve as guidelines for determining the appropriate 
international class for a specific product or service. 

The alphabetical listing within the International Trademark 
Classification Manual is currently used by the Office as a guideline 
for determining the degree of particularity of identification of 
goods. See “Identification of Goods and Services in Trademark 
Applications,” 36 F.R. 13232; July 16, 1971. 

Applications for registrations filed on or after Sept. 1, 1973, 
and registrations issuing thereon, will be classified according 
to the international classification set forth in the new § 6.1. 
Accordingly, the international classification is adopted under 
Section 30 of the Trademark Act of all purposes under the statute 
and rules; and, therefore, will be the criterion for determining, 
inter alia, fees. 

Applications for the registration of marks filed on or before 
Aug. 31, 1973, appeals or petitions to revive or oppositions filed 
in connection with said applications, and affidavits, renewals 
and petitions for cancellation filed in connection with registra- 
tions issuing thereon, will continue to be processed under the 
classification system existing at the time the mark was registered. 

All applications which are published and registrations which 
are issued will carry both the appropriate international classi- 
fication and existing U.S. classification number. 

An insufficient fee, in connection with an appeal or oppo- 
sition on any application or in connection with an affidavit or 
renewal filed in connection with any registration, will not render 
the same unacceptable, if the proper fee is submitted within a 
time limit set forth in a notification of the defect, providing the 
proper fee for at least one class has been originally submitted 
within the applicable time limit. This will be the case even if 
the full fee is not received within the sixth year in the case of 
an affidavit filed under Section 8 or before the end of the 
twentieth year, including the grace period, in the case of renewal 
applications, or within the six-month statutory response period 
in the case of an appeal, or within the thirty-day opposition 
period, or any extension thereof in the case of the filing of an 
Opposition. 

The existing classification system will continue to be used 
for searching registered and pending marks until all documents 
in the search file are organized on the basis of the international 
system of classification. Until this changeover 
is effected, the U.S. class designation will continue to be printed 
on all published applications and registrations issued under the 
existing or the international classification system to facilitate 
searching on the basis of the existing U.S. system of classifi- 
cation. 

Until all applications filed on or before Aug. 31, 1973, have 
been disposed of, the trademark sections of the Official Gazette, 
which are organized by class, will include two sections: one for 
applications published or registrations issued on the basis of 
applications filed on or before Aug. 31, 1973, organized by class 
according to the U.S. schedule of classes; the other section for 
applications published or registrations issued on the basis of 
applications filed on or after Sept. 1, 1973, organized by class 
according to the new international schedule. 

Certification marks and collective membership marks will 
continue to be classified as set forth in redesignated §§ 6.3 and 
6.4. 
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Efforts will be made to have the International Trademark 
Classification List printed by the Government Printing Office 
or otherwise assure the availability of the List from local sources. 
Notification will appear in the Official Gazette when the List 
is available from local sources of the Government Printing 
Office. 

The English edition of the “International Classification of 
Goods and Services to Which Trademarks Are Applied” can 
presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House, St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international trade- 
mark classification have been published as supplements and are 
also available from the British Office. In addition, and inasmuch 
as the World Intellectual Property Organization (WIPO) has 
issued the List in several languages, it is anticipated that an 
English version will be published by that organization 

We have been advised by the Patent Office of the United 
Kingdom that the only acceptable methods of payment for the 
International Trademark Classification List are by International 
Postal Money Order or by banker’s draft payable in sterling and 
drawn on a bank in the United Kingdom. 


*e ee * 


ROBERT GOTTSCHALK, 


May 14, 1973. Commissioner of Patents. 


BETSY ANCKER-JOHNSON, 
Assistant Secretary for 
Science and Technology. 


Published in 38 F.R. 41681, June 4, 1973 
[911 O.G. TM 210] 


(Note: Rule 2.85 (Classification schedules) was revised and 
Rule 6.1 (International schedule of classes of goods and serv- 
ices) was established as of September 1, 1973 by this notice; 
prior U.S. schedule of classes was redesignated as Rule 6.2.) 


(210) Wording In Verification or Declaration of 


Trademark Application 


Applicants and attorneys are requested to use the following 
wording in the part of the verification or declaration of the 
trademark application which indicates the signer’s belief that 
the mark applied for does not resemble another person’s mark: 


—that no other person, firm, corporation, or association, 
to the best of his knowledge and belief, has the right 
to use such mark in commerce either in the identical 
form thereof or in such near resemblance thereto as to 
be likely, when applied to the goods of such other person, 
to cause confusion, or cause mistake, or to deceive: — 


The wording emphasized conforms to the language of both 
Sections 1(a)(1) and 2(d) of the Trademark Act of 1946. 

Some applicants and attorneys, instead of using the wording 
emphasized above, are still using the now obsolete wording “as 
might be calculated to deceive” which was promulgated in the 
forms under the Trademark Act of 1905 and inadvertently 
continued by the Act of 1946 up to October 1962 in Section 
1(a)(1) and in the forms connected with the Act. Section 1(a)(1) 
of the 1946 Act was amended by Act of October 9, 1962 (Public 
Law 772, 87th Congress, 76 Stat. 769) to conform it to the 
language of Section 2(d) of the 1946 Act, since the language 
of Section 2(d) reflects the thinking at the time the 1946 Act 
was written. The wording of the trademark forms for the 1946 
Act has also been amended appropriately. 

It is desirable that proper wording be used. However, since 
the differences in wording referred to above are considered to 
be differences of form rather than of substance. Examiners will 
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not require new verifications or declarations. When the obsolete 
wording is observed and a letter is to be written for other reasons, 
Examiners will at that time call attention to the fact that the 
SS Sea 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Trademarks. 


Mar. 25, 1974. 
[921 O.G. TM 186] 


(211) Standardized Disclaimers 
with the Nov. 9, 1982 issue of the Official Gazette, 
decalean bo mute petted tor aqpudtten aa8 to tees 


of registration for marks issued on the Supplemental Register 
will also contain the standardized disclaimer as of that date. 
Certificates of for marks issued on the Principal 
Register will contain the uniform statement Feb. 1, 
1983. The disclaimed matter will be taken from the disclaimer 
of record and inserted into a standardized disclaimer for printing 
and data base purposes. The new disclaimer text will take the 
following form: 


No claim is made to the exclusive right to use 
apart from the mark as shown. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Aug. 30, 1982. 
[1022 TMOG 44] 


(212) Trademark “Revivals” and “Reinstatements” 


It would be of great assistance to the Office if the heading 
or caption of “Petitions to Revive” or “Requests for Reinstate- 
ment” of abandoned trademark applications carried the follow- 
ing identifying data: 


1. Address Paper to the Attention of: 
Office of Director, Trademark Examining Operation 

—— 

3. Mark 

4. Applicant’s Name 

5. A title indicating the nature of the paper 


Use of this heading for “Petitions to Revive” or “Requests 
for Reinstatement” of abandoned trademark applications will 
Fe ee ee ee 

, which will prevent needless delay in its consideration. 


MARK M. NEWMAN, 
Director, Trademark 
Examining Operation. 


[1046 TMOG 13] 


Aug. 13, 1984. 


(213) T-Search Printouts as Section 2(d) References 

As part of its ongoing automation program, the PTO is 
glam 1, 1986, Trademark 
Examining Attorneys will use the automated Trademark search 
system (T-Search) exclusively for searching word marks. The 
Examining Attorneys will use computer printouts to advise 
applicants about Section 2(d) references. The printouts will 
include computer-generated facsimiles of the drawing where 
appropriate. The printouts will be used for word marks, whether 
ae ee ee ee ee 
Photocopies of certificates of registration will continue to be 
used for design marks. 

The Patent and Trademark Office, in consultation with the 
Public Advisory Committee for Trademark Affairs, has estab- 


U. S. PATENT AND TRADEMARK OFFICE 


Subject to the above caveat, the printouts will contain all the 
information that appears on the certificate of registration with 
one ¢ i If an application for i was based on 
Section 44, 15 U.S.C. 1126, the will indicate that the 
registration or application was under the provisions of 
Section 44 (using the notation “SECT 44”). The printout will 
also show the priority date if the application was filed under 
the provisions of Section 44(d). However, it will not indicate 

country or certificate number of the foreign registration on 
which the U.S. registration was based. 

The pri will also contain additional registration infor- 
mation which was not provided under the non-automated sys- 
tem, as follows: 


A. Change in registration—This will indicate that a regis- 
tration was changed after registration, such as by an 
amendment of the mark or identification of goods/serv- 
ices. The current information will be displayed in the 
printout. 


B. Affidavits—This indicates that a Section 8 affidavit of 
continued use was accepted, that a Section 15 affidavit 
of incontestability was acknowledged, or that a mark was 
republished under the provisions of Section 12(c). 


C. Renewals—Applicable renewal information, such as “Ist 
Renewal” or “2nd Renewal” will be shown. 

D. Owner—lIn addition to listing the original registrant, the 

last known owner, as the change of ownership is ac- 

knowledged by the Office by virtue of examining an‘ 

affidavit or renewal, will be included. 


The following provides an explanation of the terms/symbols 
used in the printout: 


1. Goods or services appearing in double parentheses “(())” 
were not included in a Section 15 affidavit. 

2. Goods or services appearing in brackets “[ ]” were deleted 
after registration by amendment, correction, restriction 
or at the time of renewal. 

3. Dates will as year, ee. For example, 
June 20, 1983 will appear as 1983.06. 

4. Geatsamiaandannattlite aeadbatitateemeations 
class (IC), the prior U.S. classification (US), the iden- 
SS eee ease 


a Registrants (OWNER) will be listed showing the owner’s 
name, entity designation (e.g., individual, partnership, 
corporation), ee of citizenship or state or country 
of incorporation, and address. 

6. ee 

has no bearing on the registration information. 

7. Design search code—This is also merely an aid for com- 
puterized searching of design marks, by which a number 
is assigned to describe a particular design element. It has 
no bearing on the registration information. 

8. Mark drawing code—This indicates the appearance of the 
ee 
are six mark drawing codes. 


1—typed drawing 
2—design only 
3—-words, letters and/or numbers and design 
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4—-words, letters and/or number in block form (block 


stylized word mark follow. 
letters; not typed drawing) 


5—words, letters and/or numbers in a stylized form 


6—sound marks 


An example of a computer printout and a facsimile of a 


Document {1 of 1 fer 
WORD MAPY. 
TRANELAT ION 


SO00S AND SERVICES 


MARK DRAWING CODE 


SERIAL NUMEES 

FILING DATE 

CHANGE IN REGISTRATION 
REGISTRATION NUMSER 
REGISTRATION DATE 
OWNER NAME ANO AODORESS 


SECTION 44 INDICATOR 
FOREIGN PRIOR: TY DATES 
DISCLAIMER 


TYPE OF MARI 
RESISTER 


tees 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


June 23, 1986. 


FO 13517€66/RN,SN 

LINEA ADRIAN® 

THRE WORDS “LINEA ADRIANO® .1t THE MARK MAY BE 
TRANSLATE? INTC ENGLISH AS “LINE HADRIAN 
1C 025: US 039: S$ & S: ARTICLES OF CLOTHING 
FOS MEN. NAMELY JACKETS. COATS, SUITS, 
TROUSERS, JUMPERS, SHIRTS AND TIES 

{S$} WORDS, LETTERS, AND /OR NUMEESS if) 
STYLIZED FORM 

73-44€250 

1983.°0.%6 

CHANGE IN REGISTRATION HAS OCCUIMRES 

1351766 

1985.07.39 

(REGISTRANT) RITEX AG KLEIDERFABRIK ZOF INGEN 
CORPORATION. SWITZERLAND FUNKENSTRASSE 10 
ZOF INGEN AARGAU SWI TZERLArIO 

SECT 44 

1983.06.20 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LINEA* APART FROM THE MARK AS SHOWN 
TRADEMARK 

PRINCIPAL 


[1068 TMOG 7} 
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(214) Trademark Drawings 

Effective July 3, 1989, the requirement of Trademark Rule 
2.52(c) (37 CER {g49 2.52(c)) that drawings in 
ae et 
strictly enforced for the purpose of assigning a filing date, 
pursuant to Trademark Rule 2.21(a)(3) (37 CFR {g49 2.21(a)(3)). 
[This notice rescinds the prior notice concerning this issue in 
the Official Gazette of June 30, 1987, at 1079 TMOG 12.] 

The drawing size limitation is necessary to permit entry of 
the drawing in the automated trademark search system (T- 
Search) as soon as possible after receipt of the application by 
the Patent and Trademark Office (PTO). Oversized or poor 
quality drawings require additional processing before they can 
be digitized (copied) and entered in T-Search. If the PTO must 
reduce a drawing, not only is there often a loss of detail and 
overall drawing quality, but drawing reduction processing length- 
ens the tine before the mark and information about the appli- 
cation are available to the public. Furthermore, an oversized 
drawing that is not reduced by the PTO cannot be scanned in 
its entirety for entry in T-Search, resulting in the possible loss 
of portions of the mark. 


Enforcement of the drawing size limitation rule as a require- © 


ment for receipt of a filing date will permit the PTO to expedite 
application processing and permit the applicant to control the 
reduction process and, thus, control the quality of the represen- 
tation of the mark as it will appear in T-Search, in the Official 
Gazette, and on the registration certificate. 

The Trademark Law Revision Act of 1988 [Title 1 of Pub. 
L. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)] will be imple- 
mented on Nov.16, 1989. Two important provisions of the new 
law are that (1) an application for registration of the Principal 
Register may be filed based upon a bona fide intention to use 
a mark in commerce (15 U.S.C. 1051(b), as amended), and (2) 
for all applications filed on or after Nov. 16, 1989, upon the 
registration of a mark on the Principal Register, the application 
filing date becomes a constructive date of first use of the mark 
(15 U.S.C. 1057(c), as amended). Therefore, expedited 


proc- 
essing to permit timely public notification of the filing of an 
application on the Principal Register will be particularly impor- 
tant. 


JEFFERY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Apr. 3, 1989 


[1102 TMOG 6] 


(215) Examination Guide 

The following examination guide concerns the implementa- 
tion of The Trademark Law Revision Act of 1988, Public Law 
100-667, 102 Stat. 3935, and the amended Rules of Practice 
in Trademark Cases, 37 C.F.R. Part 2, which take effect on 
November 16, 1989. The guide is to be used in conjuction with 
Revision 7 to The Trademark Manual of Examining Procedure. 

The guide presents a comprehensive statement of the revi- 
sions to Office policy and procedure related to the referenced 
amendments to the Trademark Act and rules. To the extent that 
the policies stated in the guide conflict with policies set forth 
in Revision 7, the provisions of the guide are controlling. Those 
policies set forth in Revision 7 which do not conflict with the 
guide remain operative. 


JEFFERY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Oct. 16, 1989 


EXAMINATION GUIDE 3-89 
IMPLEMENTATION OF THE 
TRADEMARK LAW REVISION ACT OF THE 1988 
AND THE 


AMENDED RULES OF PRACTICE 
IN TRADEMARK CASES 
Table of Contents 


U. S. PATENT AND TRADEMARK OFFICE 


1122 TMOG 503 
(214) 


A. INTENT-TO USE APPLICATIONS 
1. General Overview 


c. Application Requirements 
d. Applications Not Accepted Until Effective Date 
e. Good Faith 


2. Filing-date Requirements 
3. Application Requirements - Initial Examination 


a. Drawings 
b. Statutory Averments and the Identification of Goods or 
Services 


c. Examination for Use as a Trademark or Service Mark 

d. Examination under Sections 1, 2(a), 2(b), 2(c) and 2(e) 

e. Examination under Section 2(d) 

f. Claims of Acquired Distinctiveness under Section 2(f) 

g. Intent-to Use Applications and the Supplemental 
Register 


4. Amendments to Allege Use under Section 1(c) of the 
Act 


a. Form and Permissible time Period for Filing an 
Amendment to Allege Use under Section 1(c) of the Act 
b. Necessary Elements in a Complete Amendment to Allege 
Use under Section 1(c) of the Act 

c. Minimum Requirements for and Amendment to Allege 
Use under Setion 1(c) of the Act 

d. Examination of the Amendment to Allege Use be the 
Examining Attorney 


i.Ownership and Proper Execution 

ii. The Verified Statement and the Identification of Goods 
and Services 

iii. The Specimens 

iv. The Drawing 


e. Issuance of Actions by the Examining Attorney Related 
to the Amendment to Allege Use 

f. Amendment and Withdrawal of the Amendment to Allege 
Use 

g. Final Acceptance of the Amendment to Allege Use After 
Examination 


5. Publication for Opposition and Issuance of the Notice 
of Allowance 


6. Amendments Between Issuance of the Notice of 
Allowance and Submission of the Statement of Use 


SS ie Cee rer eee 
se 


a. Requirements Related to the First Six-Month Extension 
b. Requirements Related to Extensions Beyond the First 
Six-Month Extension - Good Cause Extensions 

c. Identifying the Goods and Services in the Request for an 
Extension of Time 

d. Mpa a Request for an Extension of Time in Conjunction 
with a Statement of Use 

e. Processing of the Request for Extension of Time 


8. Submission of the Statement of Use under Section 1(d) 
of the Act 


a. Form and Permissible Time Period for Filing a Statement 
of Use under Section 1(d) of the Act 

b. Ni Elements in a Complete Statement of Use 
under Section 1(d) of the Act 

c. Minimum Requirements for a Statement of Use under 
Section 1(d) of the Act 


9. Examination of the Statement of Use 
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a. Procedures Governing Examination of the Statement of 
Use 


i. Complying with Minimum Requirements within the 
Time Permitted 
ii. Correcting Defects 
iii. Withdrawal of the Statement of Use Prohibited 
b. The “Clear-Error” Standard in Examination of the State- 
ment of Use 
c. Examination of the Verified Statement of Use 
d. The Identification of Goods and Services in the Exami- 
nation of the Statement of Use 
e. Examination of the Statement of Use Related to the Drawing 
f. Consideration of the Specimens of Use in the Examination 
of the Statement of Use 


10. Revival of Abandoned Intent-to-Use Applications 


11. Assignment of Intent-to-Use Applications 


12. Mailing Procedures and Fees Related to Intent-to- 
Use Applications 


a. Use of the “Box ITU” Designation 


b. The Certificate-of-Mailing Procedure 
c. Fees Related to Intent-to-Use Applications 


B. PROVISIONS AFFECTING ALL APPLICATIONS 
1. Filing-Date Requirements 


a. Applicant’s Signature 
b. Drawing Size 


2. Identifying the Applicant and Applicant’s Address 
3. Drawings 

4. Specimens - Requirements 

5. Specimens - Examination 

6. Identifications of Goods and Services 


a. Limiting the Identification of Goods and Services 
b. Clarifying the Identification of Goods and Services 


7. Claims of Acquired Distinctiveness 
8. Supplemental Register 
9. Affidavits of Use under Section 8 
10. Term and Renewal 
11. Assignments 

a. Content of Assignment Documents 


b. Issuance of Registration in Current Owner’s Name 
c. Assignment Fees 


12. Establishing Ownership of Applications or Registra- 


13. Revival of Abandoned Applications 
14. Concurrent Use 
15. Requests to Divide an Application 


a. Processing Requests to Divide 
b. Division of Registration Not Permitted 


16. Correspondence with Applicants Not Domiciled in 
the United States 


17. Preferred Size for Application Papers 
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C. PROVISIONS AFFECTING APPLICATIONS 


UNDER 
SECTION 44 OF THE ACT 


1. Filing-Date Requirements 


a. Statement of a Bona Fide Intention to Use the Mark In 
Commerce 

b. Priority Claim or Certified Copy of a Foreign 
Registration 


2. Statement of Dates of Use and Method of Use and 
Specimens Not Required 


3. The Basis for Registration in Applications Claiming 
the Benefits of Section 44(d) 


D. PROVISIONS AFFECTING APPLICATIONS 
BASED ON USE IN COMMERCE ONLY 


E. FILING ON MORE THAN ONE BASIS 
AND CHANGING THE BASIS OF 
THE APPLICATION 


Preface 


On November 16, 1988, the President signed The Trademark 
Law Revision Act of 1988 into law, Public Law 100-667, 102 
Stat. 3935 (the 1988 amendments). The 1988 amendments, 
which take effect on November 16, 1989, represent the most 
significant reform in United States trademark law since the 
enactment of The Trademark Act of 1946, 15 U.S.C. Section 
1051 et seq. (the Act). The principal purpose of this examination 
guide is to provide a comprehensive statement of revisions to 
Office policy and procedure associated with the 1988 amend- 
ments. 

The Rules of Practice in Trademark Cases, 37 C.F.R. Section 
2.1 et seq., have also been revised effective November 16, 1989, 
principally to incorporate the provisions of the 1988 amend- 
ments. The rules were also revised to update Office policy in 
other respects. These additional revisions bring the rules into 
conformity with current Office practice in several areas and 
reflect changes in practice dictated by decisions such as the 
Trademark Trial and Appeal Board decision in Crocker Na- 
tional Bank v. Canadian Imperial Bank of Commerce, 223 
USPQ 909 (TTAB 1984). This guide will also set forth these 
additional revisions to Office policy and procedure reflected in 
the rules. The revisions discussed here were published in final 
form on September 11, 1989, with the exception of the revisions 
to Trademark Rules 2.42 and 2.186, 37 C.F.R. Sections 2.42 
and 2.186, which were published in final form on August 22, 
1989, in conjunction with other revisions related to proceedings 
before the Trademark Trial and Appeal Board. All revisions 
published on both dates take effect on November 16, 1989. 
References in this guide to the rules relate to the rules as amended 
on November 16, 1989. 

The most significant amendment to the Act is a provision 
permitting the filing of applications to register marks on the 
Principal Register based on a bona fide intention to use a mark 
in commerce, before actual use (intent-to-use applications). The 
examination guide will discuss the administration of this pro- 
vision in detail. However, intent to use and other provisions of 
the 1988 amendments required revisions in policies and pro- 
cedures affecting virtually all applications and all aspects of 
processing. Please read the entire guide carefully to become 
familiar with all of the provisions. 

The first major section of the guide presents the requirements, 
policies and procedures related to intent-to-use applications. The 
second major section addresses provisions affecting all appli- 
cations. The next two sections address provisions related to other 
specific types of applications, and the final section addresses 
multiple bases and changes in the basis for registration. 

The policies set forth in this guide apply to all applications, 
affidavits and renewals filed on or after November 16, 1989, 
unless specifically indicated otherwise. The stated policies also 
apply to any action taken on or after November 16, 1989, with 
respect to applications filed before that date, unless specifically 
indicated otherwise. To the extent that the policies and proceThe 
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dures set forth in this examination guide conflict with policies 
or procedures set forth in the Trademark Manual of Examining 
Procedure (TMEP) or other statements of Office policy, the 
provisions of this examination guide are controlling. Note es- 
pecially the discussion below concerning the application of the 
rule restricting amendments to the identification of goods and 
services to pending applications. 


JAMES T. WALSH 
Administrator for Trademark 
Policy and Procedure 


DAVID E. BUCHER 
Director, 
Trademark Examining Operation 


A. INTENT-TO-USE APPLICATIONS 
1. General Overview 
a. Summary of Application Flow 


The 1988 amendments revise Section 1 of the Act to permit 
filing of an application to register a mark on the Principal 
Register based on a statement of a bona fide intention to use 
the mark in commerce. Trademark Act Section 1(b), 15 U.S.C. 
Section 1051(b). The Act, as amended, further requires that such 
an applicant use the mark in commerce before issuance of the 
registration. The Act thus requires that the applicant file either 
an amendment to allege use or a statement of use before, and 
as a precondition to, the issuance of the registration. Trademark 
Act Sections 1(c) and 1(d), 15 U.S.C. Sections 1051(c) and (d). 

The principal difference between the amendment to allege 
use and the statement of use is the time of filing. The amendment 
to allege use may be filed during initial examination, that is, 
after filing of the application but before either approval of the 
mark for publication or the expiration of the response period 
after issuance of a final action. Trademark Rule 2.76 (a), 37 
C.F.R. Section 2.76(a). If the ammendment to allege use is 
acceptable and the application is otherwise in condition for 
publication, the mark will be published for opposition. After 
publication, the application will be processed in the same manner 
as an application based on use. If the application is not opposed, 
or if the applicant prevails in all oppositions filed, the application 
will proceed to registration. 

If the applicant does not file an acceptable amendment to 
allege use during initial examination or if it is withdrawn, and 
the application is otherwise in condition for publication, the 
mark will be published for opposition. If the application is not 
opposed, or if the applicant prevails in all oppositions filed, the 
Office will issue a notice of allowance under Trademark Act 
Section 13 (b)(2), 15 U.S.C. Section 1063 (b)(2). The applicant 
must file a statement of use within six months of the issuance 
of the notice of allowance or within an extension of time granted 
for filing of the statement of use. Trademark Act Section 1(d), 
15 U.S.C. Section 1051(d). The applicant may not file the 
statement of use before issuance of the notice of allowance. 
Trademark Rule 2.88(a), 37 C.F.R. Section 2.88(a). This period 
after approval for publication and before issuance of the notice 
of allowance during which the statement of use may not be filed 
is referred to as the blackout period. The statement of use will 
be examined as discussed below. 

The applicant may request extensions of time for filing the 
statement of use under Trademark Act Section 1(d), 15 U.S.C. 
Section 1051(d). The applicant may request one six-month 
extension without a showing of good cause and four additional 
six-month extensions with a showing of good cause. Trademark 
Rule 2.89, 37 C.F.R. Section 2.89. Extensions of time are dis- 
cussed below in detail (A.7.). 

Please note that any reference to “initial examination” refers 
to examination of an intent-to-use application before approval 
for publication. The examination after filing of the statement 
of use will be referred to as “examination of the statement of 
use.” Also, please note that the “notice of allowance” refers to 
anew document required under the 1988 amendments. To avoid 
confusion, the term “allowance” will be used only in reference 
to this document and this phase of processing intent-to- use 
applications. Therefore, this guide will use the term “approval 


U. S. PATENT AND TRADEMARK OFFICE 


1122 TMOG 505 
(215) 


for publication” rather than “allowance for publication” to avoid 
any confusion with the notice of allowance. 

As discussed in more detail below, the examining attorney 
must raise and dispose of all possible issues in the application 
during the initial examination. During examination of the state- 
ment of use, the examining attorney may not issue requirements 
or refusals which could or should have been presented in the 
initial examination unless the failure to do so initially was a clear 
error as defined below (A.9.b.). 

The Office has established a special intent-to-use unit (ITU 
Unit) to process certain papers. Paralegals in the ITU Unit will 
review all statements of use to determine whether they meet the 
minimum requirements to be forwarded for examination on the 
merits, in the same way that the Application Section reviews 
the initial application for compliance with filing requirements. 
If the statement of use meets the minimum requirements, it will 
be referred to the examining attorney in the law office for 
examination on the merits. The paralegals in the ITU Unit will 
also review and act on all requests for extensions of time to file 
statements of use. 


b. Constructive Use Priority 


Trademark Act Section 7 has also been amended to provide 
that the filing of any application for registration on the Principal 
Register, including an intent-to-use application, constitutes 
constructive use of the mark, provided the application matures 
into a registration. Trademark Act Section 7(c), 15 U.S.C. Sec- 
tion 1057(c). Upon registration, filing thus affords the applicant 
nationwide priority over others except parties who had used the 
mark before the applicant’s filing date, parties who had filed 
in the Office before the applicant or parties who are entitled 
to an earlier priority filing date based on the filing of a foreign 
application under Trademark Act Section 44(d), 15 U.S.C. Section 
1126(d). 

The Office will not amend the filing date of any application 
filed before November 16, 1989, to a date on or after November 


16, 1989, for the purpose of affording the applicant whatever 
benefit the constructive use date may provide. 


c. Application Requirements 


Intent-to-use applications must comply with all of the require- 
ments of the Act and relevant regulations in all respects except 
as specifically noted in this guide. For example, the provisions 
of Sections 2(e)(1), 2(e)(2) and 2(e)(3) apply to intent-to-use 
applications as well as to other applications. This section of the 
guide will focus on those requirements, policies and procedures 
related to intent-to-use applications which differ from those 
related to the filing and processing of other applications. 


d. Applications Not Accepted Until Effective Date 


The Office will not accept any intent-to-use applications filed 
before November 16, 1989. If any such application is received 
before that date, the Office will return the application. If an 
intent-to-use application filed before the effective date reaches 
the examining attorney in error, the examining attorney should 
return the case to the Application Section for appropriate action. 
However, if the examining attorney has already issued an action, 
the examining attorney should issue a new action refusing 
registration because the application was void as filed. 

Intent-to-use applications executed before the effective date, 
but filed on or after the effective date, will be accepted. However, 
the examining attorney will determine whether the time between 
execution and filing is within Office guidelines for all appli- 
cations. See TMEP section 803.04. The applicant may reexecute 
the declaration verifying its statement of a bona fide intention 
to use the mark in commerce if the examining attorney deter- 
mines that the delay between execution and filing was unrea- 
sonable. 

All intent-to-use and Section 44 applicants must file the 
application within a reasonable time after execution to ensure 
the statement of intent is valid at the time of filing. The guidelines 
governing the reasonableness of the lapse of time are the same 
as those which apply to use applicants. 


e. Good Faith 
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Act specifies that an applicant may file an application based 
on a bona fide intention to use a mark in commerce “...under 
circumstances showing the good faith of such person.” Trade- 
mark Act Section 1(b), 15 U.S.C. Section 1051(b). The Office 
will not evaluate the good faith of an applicant in the ex parte 
examina- tion of applications. The applicant's sworn statement 
of a bona fide intention to use the mark in commerce will always 
be sufficient evidence of good faith in the ex parte context. 
Consideration of issues related to good faith is appropriate in 
an inter partes proceeding. 


2. Filing-Date Requirements 


Trademark Rule 2.21, 37 C.F.R. Section 2.21, sets forth the 
minimum requirements for receiving a filing date for an intent- 
to- use application as well as other types of applications. These 
minimum formal requirements do not include all of the require- 
ments which may ultimately apply for registration of the mark, 
but merely those requirements which must be met to receive 
a filing date. Please note the discussion below of those require- 
ments for receiving a filing date which apply to all applications, 
in particular, the requirement that the application include a 
declaration or verification signed by the applicant to receive a 
filing date (B.1.). 

With specific reference to intent-to-use applications, the 
application must include the following elements to receive a 
filing date: the name of the applicant; the name and address to 
which communications can be directed; a drawing of the mark 
substantially meeting all of the requirements of Trademark Rule 
2.52, 37 C.F.R. Section 2.52; an identification of goods or 
services; a claim of a bona fide intention to use the mark in 
commerce; a verification or declaration under Trademark Rule 
2.33(b), 37 C.F.R. Section 2.33(b), signed by the applicant; and 
the required filing fee for at least one class of goods or services. 

In the case of an intent-to-use application, as in the case of 
all applications, if the application lacks any of the elements 
specified as necessary to receive a filing date, the application 


will be denied a filing date and all papers returned to the applicant 
with an explanation as to the deficiency. TMEP section 704. 
If an application which lacks one or more of the elements 
required for receiving a filing date is referred to the law office 
for examination in error, the examining attorney should return 


the case to the Application Section for iate handling. 
If the examining attorney discovers that an element was lacking 
after taking an action in the case, the examining attorney should 
issue a refusal on the ground that the application was not eligible 
to receive a filing date. TMEP section 705.02. 

The fee for filing an intent-to-use application is the same as 
the filing fee for any other application, $175.00 per class. 


3. Application Requirements - Initial Examination 


In an intent-to-use application, the examining attorney will 
potentially examine both the application and a statement of use. 
After receipt of the application, the Office will perform the initial 
examination of the application to determine whether the mark 
is eligible for registration, but for the lack of use. If it is found 
to be eligible, the mark will be approved for publication and 
published for opposition. If the applicant has not submitted an 
amendment to allege use before publication, and the application 
is not opposed or survives all oppositions filed, the Office will 
issue a notice of allowance. Trademark Act Section 13(b), 15 
U.S.C. Section 1063(b); Trademark Rule 2.81, 37 C.F.R. Section 
2.81. In such a case, the applicant must submit a statement of 
use. Trademark Act Section 1(d)(1), 15 U.S.C. Section 1051(d)(1); 
Trademark Rule 2.88, 37 C.F.R. Section 2.88. If an amendment 
to allege use is filed and accepted, the application will be 
processed in the same manner as a use application from that 
point forward. 

This section addresses examination before publication only; 
a later section will discuss the filing and examination of the 
statement of use after issuance of the notice of allowance. 

The examining attorney must examine and act on all possible 
issues in the initial examination of the application. The intent- 
to-use application is subject to the same requirements and ex- 
amination procedures as all other applications, except as spe- 
cifically noted. 


a. Drawings 
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The examination of the drawing in initial examination, before 
submission of any amendment to allege use and specimens, will 
focus primarily on the form of the drawing and compliance with 
Trademark Rule 2.52, 37 C.F.R. Section 2.52. The examination 
of the drawing after submission of an amendment to allege use 
is discussed below (A.4.d.iv.). As in any other application, the 
applicant may not amend the mark in a drawing if the amendment 
constitutes a material alteration of the mark. Jn re The Wine 
Society of America, Inc., Serial No. 662,515 (TTAB, April 6, 
1989). The applicant may not add or delete matter if the amend- 
ment would alter the character of the mark. 

Please note the discussion below concerning the requirement 
in all applications that special-form drawings not exceed four 
inches by four inches to receive a filing date (B.1.b.). 


b. Statutory Averments and the Identification of Goods and 
Services 


The application must include a statement that the applicant 
has a bona fide intention to use the mark in commerce with 
respect to specific goods and services as well as the other 
averments specified in Trademark Act Section 1(b), 15 U.S.C. 
Section 1051(b). Trademark Rule 2.33(b)(2), 37 C.F.R. Section 
2.33(b)(2). If the application does not include the averments, 
the examining attorney must require a new verification including 
all necessary averments. 

The general requirements related to identification of goods 
and services discussed below apply to intent-to-use applications 
as well as to all other applications. Under Trademark Rule 
2.71(b), 37 C.F.R. Section 2.71(b), “the identification of goods 
or services may be amended to clarify or limit the identification, 
but additions will not be permitted.” The policies governing the 
application of this revised rule are discussed in detail below 
(B.6.) with examples and merit special attention. 

Furthermore, under long-standing Office policy, the identi- 
fication of goods and services must be specific and definite. Cf. 
In re Societe Generale des Eaux Minerales de Vittel S.A., 1 
USPQ2d 1296 (TTAB 1986), rev'd on other grounds, 824 F.2d 
957, 3 USPQ2d 1450 (Fed. Cir. 1987). 

As noted above, the Office will not examine the applicant’s 
good faith in relation to the identification of goods or services 
or otherwise. Consideration of this issue is more appropriate in 
an inter partes proceeding. ' 

In suggesting identifications, examining attorneys should not 
be overly restrictive. See In re Sentry Chemical Company, 230 
USPQ 556 (TTAB 1986). 

Because applicants may only limit or clarify the goods and 
services, the examining attorney should provide appropriate 
cautions to the applicant in requiring amendment to the iden- 
tification of goods and services. When iate, the exam- 
ining attorney should advise the applicant that goods or services 
explicitly deleted by amendment may not be reinserted at a later 
point in prosecution. Examining attorneys should take particular 
attention in the case of pro se applicants to ensure that they are 
aware of the restrictions related to amendments to the identi- 
fication of goods and services. 


c. Examination for Use as a Trademark or Service Mark 


The Office will not examine the issue of use as a trademark 
or service mark in the initial examination of an intent-to-use 
application unless the applicant has submitted specimens of use 
in conjunction with an amendment to allege use under Section 
l(c). However, as noted below (A.4.d.), if the applicant with- 
draws an amendment to allege use, the specimens remain of 
record, but the examining attorney may not consider or act on 
any such specimens in relation to the issue of use. 


d. Examination under Sections 1, 2(a), 2(b), 2(c) and 2(e) 


To the fullest extent possible, the examining attorney will 
examine the intent-to-use application for registrability under 
Trademark Act Sections 1, 2(a), 2(b), 2(c) and 2(e), 15 U.S.C. 
Sections 1051, 1052(a), (b), (c) and (e), according to the same 
procedures and standards which apply to any other application. 
The examining attorney should investigate all possible issues 
regarding registrability under these sections through all avail- 
able sources. If appropriate, the examining attorney should 
request that the applicant provide literature or explanation conlf 
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cerning these issues under Trademark Rule 2.61(b), 37 C.F.R. 
Section 2.61(b). The examining attorney should request such 
information relevant to the types of goods or services or the 
trade, in general, or similar general information. The examining 
attorney should not request information regarding use of the 
specific mark in relation to the goods or services. 

First and foremost, the examining attorney must develop 
evidence during the initial examination from sources other than 
the applicant. The examining attorney may not make any inquiry 
or request any information premised on use of the mark before 
the applicant files an amendment to allege use. If the applicant 
submits an amendment to allege use during the initial exami- 
nation, the examining attorney may then obtain relevant infor- 
mation from the applicant in the same manner as would apply 
in any application based on use unless the amendment to allege 
use is withdrawn. 

The examining attorney must raise all possible issues under 
these sections in the initial examination of the application. As 
discussed more fully below (A.9.), Office policy precludes the 
issuance of a requirement or refusal during examination of the 
statement of use if the issue could or should have been treated 
in the initial examination, unless the failure to do so in initial 
examination constitutes a clear error. “Clear error” means an 
error which, if not corrected, would result in issuance of a 
registration in violation of the Act. The meaning and appli- 
cation of this standard are discussed in detail below (A.9.b.). 


e. Examination under Section 2(d) 


The examining attorney will perform a search and will issue 
refusals, as iate, under Trademark Act Section 2(d), 15 
U.S.C. Section 1052(d), in the case of an intent-to-use appli- 
cation. The determination of likelihood of confusion under 
Section 2(d) in an intent-to-use application does not differ from 
the determination in any other type of application. The exam- 
ining attorney should consider questions concerning the scope 
of the goods and services and related goods and services in 
determining likelihood of confusion under the standards which 
have historically governed in applications based on use or based 
on a foreign application or registration. 

For the purpose of determining priority among pending ap- 
plications, the intent-to-use application wili be ireaied in the 
same manner as any other application. For purposes of publi- 
cation for opposition, an intent-to-use application will receive 
priority over any application which has an effective filing date 
later than the intent-to-use application. 

For the purpose of determining priority between two appli- 
cations which have the same filing date, the application with 
the earlier date of execution will be accorded priority for purposes 
of publication for opposition. Trademark Rule 2.83(b), 37 C.F.R. 
Section 2.83(b). This would apply whether one or both of the 
applications are intent-to-use applications. 

Also, an intent-to-use application, like any other application, 
cannot serve as the basis for a formal refusal under Section 2(d) 
until the application has matured into a registration. 


f. Claims of Acquired Distinctiveness under Section 2(f) 


An intent-to-use applicant may not assert that a nondistinctive 
designation has acquired distinctiveness under Trademark Act 
Section 2(f), 15 U.S.C. Section 1052(f), until the applicant has 
submitted an amendment to allege use or a statement of use. 
A claim of acquired distinctiveness, by definition, requires prior 
use. Section 2(f) is limited by its terms to “a mark used by the 
applicant.” Therefore, the examining attorney should reject any 
claim of acquired distinctiveness filed before submission of an 
acceptable amendment to allege use or statement of use. The 
examining attorney should consider and act on any claim of 
acquired distinctiveness filed after such time in the same manner 
and according to the same standards which would apply to any 
other application. 

Please note the discussion below of the revision regarding 
five-year claims of acquired distinctiveness (B.7.). 


g. Intent-to-Use Applications and the Supplemental Register 
An intent-to-use applicant may not seek registration on the 


Supplemental Register until the applicant has submitted either 
an acceptable amendment to allege use or statement of use. 
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Trademark Rule 2.75(b), 37 C.F.R. Section 2.75(b). Only ap- 
plications under Trademark Act Section 44, 15 U.S.C. Section 
1126, are excepted from the use requirement in seeking reg- 
istration on the Supplemental Register. Trademark Act Section 
44(e), 15 U.S.C. Section 1126(e). 

If an applicant submits an application for the Supplemental 
Register based on intent to use, the Office will reject the ap- 
plication because it was void as filed and will return all papers 
to the applicant with any fees submitted. If any such application 
reaches an examining attorney in error, the examining attorney 
should return the papers to the Application Section for appro- 
priate action. 

If an intent-to-use applicant does file an acceptable amend- 
ment to allege use or statement of use and an acceptable amend- 
ment to the Supplemental Register, the Office will change the 
effective filing date of the application to the date of the filing 
of the amendment to allege use or the statement of use. Trade- 
mark Rule 2.75(b), 37 C.F.R Section 2.75(b). The examining 
attorney must ensure that the effective filing date has been 
changed. 

The amendment to allege use or statement of use should be 
examined before any action is taken on an amendment to the 
Supplemental Register. 


4. Amendments to Allege Use under Section 1(c) of the Act 


As stated earlier, an intent-to-use applicant must file either 
an amendment to allege use under Trademark Act Section 1(c), 
15 U.S.C. 1051(c), or a statement of use under Trademark Act 
Section 1(d), 15 U.S.C. Section 1051(d), as a precondition to 
issuance of the registration. This section will discuss amend- 
ments to allege use only; the statement of use will be discussed 
below (A.8. and 9.). 


a. Form and Permissible Time Period for Filing an Amendment 
to Allege Use under Section 1(c) of the Act 


Any paper which includes an amendment to allege use under 
Section 1(c) of the Act should be entitled “Amendment to Allege 
Use” whether or not it includes other amendments. This title 
should appear at the top of the first page. Trademark Rule 
2.76(d), 37 C.F.R. Section 2.76(d). This practice is recom- 
mended, not required. It will assist in the prompt and orderly 
processing of papers. The Office will not take any action to 
require a proper title. 

An applicant may file an amendment to allege use under 
Section 1(c) of the Act at any time after filing the application 
and before the date the examining attorney approves the mark 
for publication or before the expiration of the six-month re- 
sponse period after issuance of a final action. Trademark Rule 
2.76(a), 37 C.F.R. Section 2.76(a). If the applicant files an 
amendment to allege use after the time indicated, and before 
the permissible period for filing a statement of use, the review 
and amendment clerk will return the amendment to allege use 
and any fees to the applicant. The applicant may resubmit the 
amendment to allege use as a statement of use after issuance 
of the notice of allowance. 

If the applicant submits a late amendment to allege use on 
the same paper with other amendments, the review and amend- 
ment clerk will retain the papers for appropriate processing of 
the other amendments and will advise the applicant that the 
amendment to allege use is late and must be resubmitted as a 
statement of use after issuance of the notice of allowance. The 
review and amendment clerk will arrange a refund of any fees 
in conjunction with this notification. 

If the amendment to allege use is filed within the time per- 
mitted and complies with the minimum requirements to be 
referred for examination on the merits, but the application was 
approved for publication before the amendment to allege use 
was associated with the file, the examining attorney should 
withdraw the application from publication and examine the 
amendment to allege use. 

If the applicant files the amendment to allege use in conjunc- 
tion with a notice of appeal, the Trademark Trial and Anpeal 
Board will institute the appeal, suspend action on the appeal 
and remand the case to the examining attorney to examine the 
amendment to allege use. The examining attorney should con- 
tinue examination according to standard examining procedures 
until final resolution of all new issues arising in the examination 
of the amendment to allege use. 
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the application becomes abandoned in the course of the exami- 
nation of the amendment to allege use, the examining attorney 
will advise the Trademark Trial and Appeal Board. If the 
application is not abandoned in the course of the examination 
of the amendment to allege use, that is all issues are resolved 
or made the subject of a final action, the examining attorney 
should return the application to the Trademark Trial and Appeal 
Board for resumption of the appeal or other action, as 

priate. Trademark Rule 2.142(f)(3), 37 C.F.R. Section 2. 142(f)(3). 

The Office will not accept an amendment to allege use during 
the pendency of an ex parte appeal unless the amendment to 
allege use was filed within the six-month response period after 
issuance of the final action from which the was taken. 

The applicant may file the amendment to allege use only after 
the applicant has made use of the mark on or in connection with 
all goods or services for which the applicant will ultimately seek 
registration in the application, unless the applicant specifically 
requests that the application be divided. Trademark Rule 2.76(c), 
37 C.F.R. Section 2.76(c). Trademark Rule 2.87, 37 C.F.R. 
Section 2.87, permits an applicant to divide the application into 
two or more separate applications. While an applicant can 
request division for any reason, the purpose of dividing the 
application in this case would be to effect publication or issuance 
of a registration for goods or services on or in connection with 
which the applicant had already made use while maintaining 
an active application for the remaining goods or services. The 
requirements attendant to submission of a request to divide an 
application are discussed more fully below (B.15.). 

The filing of an amendment to allege use does not relieve 
the applicant of the duty to file a response to an outstanding 
Office action or to take any other action required in the case, 
including the filing of a notice of appeal. As noted, in the case 
of an appeal, the Trademark Trial and Appeal Board will remand 
the case for examination of the amendment to allege use. 


b. Necessary Elements in a Complete Amendment to Allege Use 
under Section 1(c) of the Act ‘ 


The amendment to allege use must include the following 
elements: 


i. a verified statement that the applicant is believed to be the 
owner of the mark and that the mark is in use in commerce, 
specifying the date of the applicant's first use of the mark and 
first use of the mark in commerce, the type of commerce, 
those goods or services specified in the application on or in 
connection with which the mark is in use in commerce and 
the mode or manner in which the mark is used; 

ii. three specimens or facsimiles of the mark as used in 
commerce conforming to the requirements of Trademark 
Rules 2.56, 2.57 and 2.58, 37 C.F.R. Sections 2.56, 2.57 and 
2.58; and 

iii. the prescribed fee. 


Trademark Rule 2.76(b), 37 C.F.R. Section 2.76(b). 
The fee for filing an amendment to allege use is $100.00 per 
class. 


c. Minimum Requirements for an Amendment to Allege Use 
under Section 1(c) of the Act 


The amendment to allege use must include the following 
minimum elements to be referred to the examining attorney for 
examination on the merits: 


i. the prescribed fee; 

ii. at least one specimen or facsimile of the mark as used in 
commerce; and 

iii. a verification or declaration signed by the applicant stating 
that the mark is in use in commerce. 


Trademark Rule 2.76(e), 37 C.F.R. Section 2.76(e). 

The review and amendment clerk will conduct a preliminary 
review of the amendment to allege use to determine whether 
it is timely and complies with the minimum requirements. This 
preliminary review is similar to the review in the Application 
Section for filing-date requirements in a new application. If the 
amendment to allege use is timely and does comply with those 
requirements, the review and amendment clerk will refer the 
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application to the responsible examining attorney for examina- 
tion of the amendment to allege use on the merits. 

If the amendment to allege use is untimely, the review and 
amendment clerk will return it to the applicant. If the applicant 
has submitted other amendments on the same paper with an 
untimely amendment to allege use, the review and amendment 
clerk will notify the applicant that the amendment to allege use 
is untimely and will not be considered and will process the other 
amendments, as appropriate, without consideration of the amend- 
ment to allege use. If a fee has been submitted, the review and 
amendment clerk will process the refund of the fee. The ap- 
plicant may resubmit the amendment to allege use as a statement 
of use after issuance of the notice of allowance. Trademark Rule 
2.76(f), 37 C.F.R. Section 2.76(f). 

If the amendment to allege use is.timely, but does not comply 
with the minimum requirements specified above, the review and 
amendment clerk will advise the applicant of the deficiency. 
The applicant may correct the deficiencies, provided the appli- 
cant does so before the mark has been approved for publication 
or the expiration of the response period after issuance of a final 
refusal. Trademark Rule 2.76(a), 37 C.F.R. Section 2.76(a). The 
review and amendment clerk should place the informal amend- 
ment to allege use in the file with copies of the relevant action 
advising the applicant of the deficiencies. If the applicant does 
not correct the deficiencies before approval of the mark for 
publication or before the expiration of the response period for 
a final refusal, the amendment to allege use will not be examined. 
In such a case, if the applicant has submitted the fee, the fee 
will not be refunded. If the mark is published for opposition, 
the applicant may file a statement of use after issuance of the 
notice of allowance. 

If the amendment to allege use is not signed, the review and 
amendment clerk will hold it not in compliance with the mini- 
mum requirements and will require that the applicant submit 
a properly signed amendment to allege use. The review and 
amendment clerk will not inquire into the authority of the person 
who signed. The examining attorney will examine this issue if 
and when the amendment to allege use is referred for exami- 
nation on the merits. 

After the review and amendment clerk has taken appropriate 
action with respect to any deficient amendment to allege use, 
the review and amendment clerk will process any other amend- 
ments filed with the amendment to allege use and will refer the 
case to the responsible examining attorney for appropriate action 
on those other amendments. 

As noted previously, the filing of an amendment to allege 
use does not constitute a response to any outstanding Office 
action in the case. The applicant must respond to any such action 
within the time provided to avoid abandonment of the appli- 
cation. Trademark Rule 2.76(g), 37 C.F.R. Section 2.76(g). 

If the review and amendment clerk has issued an action 
holding the proposed amendment to allege use not in compliance 
with the minimum requirements, the examining attorney will 
act on any other amendments in the case without consideration 
of the amendment to allege use. The examining attorney should 
issue requirements or refusals in nonfinal or final form according 
to standard examination procedure without consideration of the 
amendment to allege use. Any specimens submitted, as in the 
case of specimens related to an amendment to allege use which 
is withdrawn, become part of the record and may be relied on 
in relation to issues unrelated to use. 

If the examining attorney determines that the review and 
amendment clerk erred in holding that the amendment to allege 
use did not meet the minimum requirements to be referred for 
examination on the merits, the examing attorney should tele- 
phone to advise the applicant the the amendment to allege use 
will be examined on the merits and to disregard the review and 
amendment clerk’s action citing deficiencies. 


d. Examination of the Amendment to Allege Use by the Ex- 
amining Attorney 


The examing attorney must examine the amendment to allege 
use for compliance with all relevant sections of the Act. If the 
examination of the amendment to allege use raises any issues 
necessitating the issuance of requirements or refusals, the ex- 
amining attorney must take appropriate action, as discussed 
below. The following sections present examples of issues which 
should be examined in relation to the amendment to allege use. 
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These sections do not exhaust all possibilities, but present a 
general framework governing the areas for examination. 


i. Ownership and Proper Execution 


The examing attorney must confirm that the proper party has 
executed the amendment to allege use. The party submitting 
the amendment to allege use must be the same as the 
or a valid assignee under Trademark Act Section 10, 15 U.S.C. 
Section 1060. 
ne aa 
entitled to do so on behalf of the applicant. The same persons 
identified as possessing the authority to sign the original ap- 
under Trademark Act Section 1, 15 U.S.S. Section 
1051,are the only persons possessing the to sign the 
amendment to allege use. That is, only the individual owoner 
can sign for a partnership for an individual applicant, only a 


not signed by one of these persons, eye anne 
require that the applicant submit a substitute amendment to 
allege use signed by a proper person, or that a proper person 
execute an affidavit or declaration verifying the facts ss set forth 
in the amendment to allege use. 

The color of authority provision of Trademark Rule 2.71 (c), 
37 C.F.R. Section 2.71 (c), does not apply to amendments to 
rm need not demonstrate that the 
person who signed originally had color of authority because the 
applicant may submit a substitute declaration within the re- 
sponse period set in the examining attorney’s action, whether 
or not the person who signed originally had color of authority. 
The specific date on which the applicant submits the amendment 
to allege use does not have the same importsance as the filing 
date for the application or the statement of use, since the 
amendment to allege use can be submitted up to the expiration 
of the six-month period following a final action, 
including a final action requiring execution by a proper 
person. 


ii. The Verified Statement and the Identification of Goods and 
Services 


The examining attorney must examine the verified statement 
to ensure that the statement includes the necessary averments, 
that the dates are properly stated, that the type of commerce 
is indicated and that the mode of use is set forth. If the statement 
is defective, the examining attorney must require appropriate 
amendment. 

The examining attorney must also examine the identification 
of goods and services to ensure that it conforms to the goods 
and services specified in the application. The applicant may limit 
or clarify the goods and services, but the applicant cannot add 
to or otherwise expand the identification of goods or services 
specified in the application. 

If goods or services identified in the application are omitted 
from the amendment to allege use, but the applicant has not 
specifically indicated an intention to delete those goods or 
services from the application, the examining attorney should 
confirm that the applicant intends to delete the omitted goods 
or services. The applicant may amend the application to reinsert 
goods or services which have been omitted from the amendment 
to allege use, provided the applicant did not expressly delete 
the goods or services by amendment and provided the applicant 
verifies that it has used the mark in commerce on or in connection 
with the goods or services in an affidavit or declaration under 
Trademark Rule 2.20, 37 C.F.R. Section 2.20. Omission of goods 
or services in an amendment to allege use or statement of use 
is the only instance in which an applicant may reinsert goods 
or services. The general rule is that goods and services once 
deleted by express amendment or omitted from the identification 
of goods and services in a request for an extension of time to 
file a statement of use may not be reinserted in a later amend- 
ment. 


iii. The Specimens 
The examining attorney must review the specimens for com- 


pliance with all relevant requirements. The examining attorney 
must confirm that the designation is used as a mark on the 
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specimens. The examining attorney attorney must determine whether the 
specimens indicate descriptive or generic use of the mark. The 


thet the substitute specimens were in use as of any specific date, 
page: Aree oe i ne" ramen 
in connection with the goods or services. 


iv. The Drawing 


Trademark Rule 2.51, 37 C.F.R. Section 2.51, specifies that 
the drawing in an intent-to-use 


the notice of allowance. Trademark Rule 2.88(j), 37 C.F.R. 
Section 2.88(j). An applicant may not amend the mark i 
drawing if the amendment constitutes a material alteration of 
the mark. Also, the mark in the drawing must agree with the 
mark as used on the specimens. The same standards which apply 
to use applications in determining whether specimens support 
use of the mark and in determining whether amendments can 
be permitted apply in the examination of the amendment to 
allege use. 

Therefore, in an intent-to-use application, the examining at- 
torney must require amendment to the mark or the submission 
of new specimens if the mark in the drawing is not a substantially 
exact representation of the mark as used on the specimens. 
Trademark Rule 2.72(c), 37 C.F.R. Section 2.72(c). However, 
if amendment of the mark would constitute a material alteration 
of the mark, the examining attorney must require substitute 
specimens only. The same standards applied in use applications 
in determining whether the specimens support use of the ap- 
plied-for mark apply to specimens in intent-to-use applications. 
See Examination Guide 2-89. Cf. United Rum Merchants Ltd. 
v. Distillers Corp. (S.A.) Ltd., 9 USPQ2d 1481 (TTAB 1988). 


e. Issuance of Actions by the Examining Attomey Related to 
the Amendment to Allege Use 


If, upon examination, the examining attorney determines that 
the amendment to allege use is not acceptable, or that it raises 
new issues in the case, the examining attorney will issue an 
action stating all refusals and requirements arising in the ex- 
amination of the amendment to allege use and incorporating all 
unresolved issues from any outstanding Office action in the case. 
The action related to the amendment to allege use thus supef- 
sedes any outstanding Office action, and the applicant’s re- 
sponse on all issues is due six months from the date of the new 
action. The new action will be a nonfinal action since at least 
those issues arising from the examination of the amendment to 
allege use will have been raised for the first time. 

If the amendment to allege use is received before any ex- 
amination of the application, the review and amendment clerk 
will review the amendment to allege use to determine whether 
it complies with the minimum requirements and will take ap- 
propriate action. The review and amendment clerk will return 
the case to the new case docket after taking appropriate action. 
When the case is reached for examination, the examining at- 
torney will examine the ion as a whole, including the 
amendment to allege use, and will issue a first action addressing 
all issues in the case. 

If the review and amendment clerk reviews the amendment 
to allege use and refers it to the examining attorney for exami- 
nation on the merits, the examining attorney should examine 
the amendment to allege use regardless of the status of the 
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application. If the application is in suspended status, the exam- 
ining attorney should examine the amendment to allege use, and 
if any action is required, the examining attorney should remove 
the application from suspension and take appropriate action. 

If the amendment to allege use is submitted at the same time 
as a response and it is referred for examination on the merits, 
the examining attorney should consider both the response and 
the amendment to allege use. If the examining attorney must 
take any action with respect to the amendment to allege use, 
the examining attorney should issue a nonfinal action incorpo- 
rating any refusals or requirements which remain outstanding 
after the applicant's response. If the amendment to allege use 
is acceptable in all respects, the examining attorney should act 
on the response independent of the amendment to allege use. 
The examining attorney should proceed in the same manner if 
the amendment to allege use reaches the examining attorney 
when the case is in the examining attorney’s amended docket 
after receipt of a response. 


f. Amendment and Withdrawal of the Amendment to Allege Use 


The applicant may amend the amendment to allege use to 
correct deficiencies, to overcome a refusal, to comply with a 
requirement or for any other purpose. Cf. Trademark Act Section 
1(d)(3), 15 U.S.C. Section 1051(d)(3). 

The applicant may withdraw the amendment to allege use. 
The applicant or the applicant’s attorney may authorize with- 
drawal in an examiner’s amendment. The applicant may do so 
at any time after submission of the amendment to allege use 
and before approval of the application for publication. The 
Office will not refund the fee for filing the amendment to allege 
use if it is withdrawn by the applicant. 

If the applicant withdraws the amendment to allege use, the 
application will be processed as an intent-to-use application 
subject to publication, issuance of a notice of allowance and 
submission of a statement of use after issuance of the notice 
of allowance. 

If the applicant wishes to request withdrawal of an amendment 
to allege use during an ex parte appeal, the applicant should 
direct the request to the Trademark Trial and Appeal Board for 
a determination by the Board on the request. 

If the applicant withdraws the amendment to allege use, the 
examining attorney will withdraw any requirements or refusals 
specifically related to use of the mark, such as objections related 
to the form of the verified statement itself, objections related 
to the agreement of the mark as used with the drawing or 
objections related to use of the applied-for designation as a 
trademark or service mark on the specimens. The examining 
attorney should also withdraw any requirement or refusal related 
to the execution of the amendment to allege use. The examining 
attorney should maintain any requirement or refusal arising from 
the amendment to allege use not specifically related to the dates 
of use or use of the mark, such as ownership questions or refusals 
or requirements related to Sections 2(e)(1), 2(e)(2) or 2(e)(3) 
of the Act. The specimens or any other submission related to 
the amendment to allege use will remain part of the record for 
the purpose of determinations under these sections. Issues related 
to use include functionality, ornamentation and configuration 
issues. 

If the applicant withdraws the amendment to allege use after 
issuance of the notice of final acceptance of the amendment to 
allege use, the examining attorney must withdraw the accep- 
tance on the TRAM system. 


g. Final Acceptance of the Amendment to Allege Use After 
Examination 


If the amendment to allege use is acceptable in all respects, 
the Office will notify the applicant of its acceptance. The 
examining attorney will ensure that the computer-generated 
notice is issued. The examining attorney must also sign the file 
to indicate acceptance of the amendment to allege use. As noted 
above, after an amendment to allege use is accepted, the intent- 
to-use application will be processed in the same manner as a 
use application under Trademark Act Section 1(a), 15 U.S.C. 
Section 1051(a). The notification must be sent regardless of the 
status of the case, whether there is an outstanding Office action 
or not. Examination should continue on other issues in the case 
after the acceptance of the amendment to allege use. 
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5. Publication for Opposition and Issuance of the Notice of 
Allowance 


In the case of an intent-to-use application, if the examining 
attorney determines that the mark is entitled to registration, but 
for the submission of a statement of use, that is, no amendment 
to allege use has been the examining attorney will 
approve the mark for publication and the mark will be published 
for opposition. In the case of an intent-to-use application where 
an amendment to allege use has been submitted and accepted, 
the application will be processed thereafter in the same manner 
as a use application. If the application is not opposed or survives 
all oppositions filed, the mark will proceed to registration. 

In the case of an intent-to-use application where no amend- 
ment to allege use has been filed or where the applicant has 
withdrawn the amendment to allege use, the Office will issue 
a notice of allowance, provided the mark clears the opposition 
period or survives all oppositions. Trademark Act Section 
13(b)(2), 15 U.S.C. Section 1063(b)(2); Trademark Rule 2.81(b), 
37 C.F.R. Section 2.81(b). 

The notice of allowance in an intent-to-use application will 
issue on the same date that a registration would issue in a use 
application. The Office will not publish any notice that a notice 
of allowance has been issued in the Official Gazette. 

The notice of allowance will state the serial number of the 
application, the name of the applicant, the correspondence ad- 
dress, the mark, the identification of goods or services, and the 
date of issuance of the notice of allowance. The notice of 
allowance is a key document because the issuance date estab- 
lishes the due date for submission of the statement of use 
required prior to registration. The information stated on the 
notice of allowance is also important. If the notice of allowance 
includes any errors, the applicant should notify the Office 
immediately. 


6. Amendments between Issuance of the Notice of Allowance 
and Submission of the Statement of Use 


The only amendment permitted between the issuance of the 
notice of allowance and the submission of the statement of use 
is an amendment to delete goods or services. Trademark Rule 
2.77, 37 C.F.R. Section 2.77. “Deletion” means the elimination 
of an existing item in an identification of goods and services 
in its entirety. Deletion is distinct from other types of amend- 
ments to limit, such as amendments to limit the goods as to types, 
channels of trade or class of purchasers or to restrict an existing 
item in scope by the introduction of some qualifying language 
or the substitution of specific for more general terms. The Office 
will not consider any other amendment to the application during 
this period. If the applicant submits any other amendments 
during this period, the Office will place the amendments in the 
file for consideration at the time of examination of the statement 
of use. The ITU paralegal will advise the applicant of receipt 
of any such amendment and that the amendment will not be 
considered until the examination of the statement of use. 

The Office will process any change of address or change of 
attorney at any time during the prosecution of an application, 
even during the period between issuance of the notice of al- 
lowance and the filing of the statement of use. 


Ne STD aE ENS ee 
se 


Trademark Act Section 1(d)(2), 15 U.S.C. Section 1051(d)(2), 
permits the Office to extend the time for filing a statement of 
use upon a written request from the applicant. Trademark Rule 
2.89, 37 C.F.R. Section 2.89, sets forth Office policy and pro- 
cedure governing the filing and processing of such requests. 
Essentially, an applicant may request one six-month extension 
without a showing of good cause and up to four additional six- 
month extensions with a showing of good cause. Thus, the time 
available for filing the statement of use may not be extended 
beyond thirty-six months from the issuance of the notice of 
allowance. 

The six-month period following issuance of the notice of 
allowance will not be cut short by the grant of an extension. 
The extension will begin to run from the expiration of the six- 
month period following the notice of allowance. Likewise, an 
applicant will receive the full benefit of each extension before 
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ch ee et a No extension will 
be granted for more than six months. Trademark Rule 2.89(b), 
37 C.F.R. Section 2.89(b). 

The only amendment which is permitted in connection with 
the filing of a request for an extension of time is an amendment 
to delete goods or services. If any other amendment is submitted 
in conjunction with a request for an extension of time, the Office 
will place the amendment in the file for consideration 
at the time of examination of the statement of use. The Office 
ee ds amg mgmt a gtr: ere | 
time during the prosecution of an application, even if filed in 
conjunction with a request for an extension of time. 

Any request for an extension of time must be filed by the 
entity which owns the mark at the time the request is filed and 
must be executed by an individual possessing statutory authority 
to do so on behalf of the specific type of applicant entity. The 
individual must sign for an individual applicant, a general partner 
must sign for a partnership and an officer must sign for a 
corporation or association. If the party filing is different from 
the owner of record, the request should include the reel and frame 
number of any relevant assignment recorded in the Assignment 
Branch of the Office or other evidence that the party filing is 
the owner of the application in accordance with Trademark Rule 
2.186, 37 C.F.R. Section 2.186. If the request does not include 
such evidence the ITU Unit will deny the request. The applicant 
may establish ownership within the time provided in the action 
advising the applicant of the denial, even if the time permitted 
for filing the statement of use has expired. However, the ap- 
plicant must file another request for an extension of time before 
the time period related to the request which is under consid- 
eration expires to avoid abandonment. 

As noted above (A.7.), only those individuals who possess 
statutory authority to sign the original ication are permitted 
to sign the request for an extension of time. If the request is 
signed by any other person, the request for an extension of time 
will be denied. Because the request must include a statement 
of a continued bona fide intention to use the mark in commerce, 
only the applicant can execute the request under the Act. In the 
case of a request for an extension of time, the request cannot 
be reexecuted by one with proper authority after the expiration 
of the time permitted for filing the statement of use. The “color 
of authority” provision of Trademark Rule 2.71(c), 37 C.F.R. 
Section 2.71(c), does not apply to the filing of requests for 
extensions of time. 


a. Requirements Related to the First Six-Month Extension 


The applicant may request an initial six-month extension of 
time to file the statement of use by filing a request for such an 
extension before the expiration of the six-month period follow- 
ing the issuance of the notice of allowance. The request must 
include the prescribed fee of $100.00 per class and a verified 
statement signed by the applicant that the applicant has a con- 
tinued bona fide intention to use the mark in commerce. The 
statement must specify those goods or services specified in the 
notice of allowance on or in connection with which the applicant 
has a continued bona fide intention to use the mark in commerce. 
Trademark Rule 2.89(a), 37 C.F.R. Section 2.89(a). The appli- 
cant may incorporate the goods and services specified in the 
notice of allowance by reference. 


b. Requirements Related to Extensions Beyond the First Six- 
Month Extension - Good Cause Extensions 


The applicant may request up to a maximum of four six-month 
extensions to file the statement of use in addition to the first 
six-month extension. Each request for such an extension must 
be filed before the expiration of the previously granted exten- 
sion. The request must include the prescribed fee of $100.00 
and a verified statement signed by the applicant that the applicant 
has a continued bona fide intention to use the mark in commerce. 
The statement must specify those goods or services specified 
in the notice of allowance on or in connection with which the 
applicant has a continued bona fide intention to use the mark 
in commerce. In addition, each such request must include a 
showing of good cause. Trademark Rule 2.89(b), 37 C.F.R. 
Section 2.89(b). 

The showing of good cause must include an allegation that 
the applicant has not yet made use of the mark in commerce 
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on or in connection with all of the goods or services specified 
in the notice of allowance for which the applicant has a continued 
bona fide intention to use the mark in commerce. The showing 
must also include a statement of applicant’s ongoing efforts to 
use the mark in commerce on or in connection with the 

as those for which the applicant has a 
continued bona fide intention to use the mark in commerce. 
Trademark Rule 2.89(d), 15 U.S.C. Section 2.89(d). 

Efforts to use the mark in commerce may include “...without 
limitation, product or service research or development, market 
research, manufacturing activities, promotional activities, steps 
to acquire distributors, steps to obtain required governmental 
approval, or other similar activities.” Trademark Rule 2.89(d)(2), 
37 C.F.R. Section 2.89(d)(2). In the alternative, the applicant 
must submit a satisfactory explanation for the failure to make 
such efforts. The applicant’s statement concerning good cause 
need only refer to the types of activities listed in 
the rule or similar types of activities. The applicant need not 
provide an explanation or evidence Fa mer details as to 
specific activities related to the types delineated. For instance, 
the applicant may simply state that it is engaged in manufac- 
turing activities and activities. 

Any request for an extension of time, including the showing 
of good cause, will become a part of the permanent Office record 
and open to the public as such. As noted, the showing of good 
cause need only provide general statements identifying the types 
of efforts the applicant has undertaken as stated in the rule. The 
showing need not state specific facts which would disclose 
confidential business information or other i informa- 
tion. The Office will not require any evidence or explanation 
in a showing of good cause. 


c. Identifying the Goods and Services in the Request for an 
Extension of Time 


The goods and services identified in the request for an ex- 
tension of time must conform to the goods and services identified 
in the notice of allowance. If appropriate, the applicant may 
incorporate the specification of goods and services in the notice 
of allowance by reference. If goods or services are to be deleted, 
the applicant should clearly seecity those goods and services 
to be deleted. 

If the applicant lists the goods and services specifically in 
the request for an extension of time, and omits any goods or 
services which were listed in the notice of allowance, the Office 
will delete those goods or services from the application and will 
not grant the request as to the omitted items. Likewise, if the 
applicant lists the goods and services specifically, and the wording 
in the listing of the goods and services in the request does not 
conform to the wording of the specification of goods and serv- 
ices in the notice of allowance, the Office will delete from the 
application any wording not expressly included in the request 
in conforming language and will not grant the request as to the 
deleted items. The applicant cannot amend the application later 
to reinsert the deleted goods or services once they have been 
so deleted. Trademark Rule 2.89(f), 37 C.F.R. Section 2.89(f). 

The paralegal in the ITU Unit will examine the identification 
of goods and services specified in the extension a to 
determine whether the goods and services specified conform 
to the goods and services specified in the notice of allowance. 
The paralegal will delete any items from the identification of 
goods and services in the application which are not either 

by reference or specified in the extension request 
in conforming language. 

As noted above, applicants may incorporate goods and serv- 
ices by reference in the request for an extension of time. It is 
advisable to do so, if appropriate, to avoid the possibility that 
goods or services will be deleted unintentionally. Thus, the 
applicant may specify the goods or services by stating “those 
goods or services identified in the notice of allowance” or “those 
goods or services identified in the notice of allowance except...” 
followed by an identification of goods or services to be deleted. 

The only amendment permitted between issuance of the no- 
tice of allowance and filing of the statement of use is an amend- 
ment to delete or services. Trademark Rule 2.77, 37 C.F.R. 
Section 2.77. “Deletion” means the elimination of an item from 
the identification of goods and services in its entirety as distinct 
from other of amendments to limit, such as amendments 
to limit the goods as to types, channels of trade or class of 
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purchasers or to restrict an existing item in scope by the intro- 
duction of some qualifying language or the substitution of 
specific for more general terms. The ITU paralegal will not 
process any proposed amendments filed with the request for an 
extension of time, other than deletions, and will place other 
amendments in the file for consideration at the time of exami- 
nation of the statement of use. The paralegal will act on the 
extension request, apart from any such proposed amendment, 
as specified above. 


d. Filing a Request for an Extension of Time in Conjunction 
with a Statement of Use 


An applicant may file one final request for an extension of 
time at the time of filing the statement of use or during any time 
remaining in the existing six-month period in which a statement 
of use is filed. However, such a request is not permitted if the 
grant of such an extension would extend the time for filing more 
than thirty-six months beyond the issuance of the notice of 
allowance. Trademark Rule 2.89(e), 37 C.F.R. Section 2.89%(e). 
The applicant may not request any further extensions of time 
after this request. 

The purpose of such a request would be to secure additional 
time to correct any deficiency in the statement of use which is 
of a type which must be corrected before the expiration of the 
time permitted for filing the statement of use. Because the 
statement of use may not be withdrawn, the applicant must 
correct any such deficiency within the time provided to file the 
statement of use or the application will become abandoned. 

The request must conform to all relevant requirements includ- 
ing payment of the applicable fee. If the request is not the first 
request for an extension of time, and thus a showing of good 
cause is required with the request for an extension of time filed 
with or after the statement of use, the applicant may satisfy the 
requirement for a showing of good cause by asserting that 
applicant believes that it has made valid use of the mark in 
commerce, as evidenced by the submitted statement of use, but 
that if the statement of use is found to be fatally defective, the 
applicant will need additional time to file a statement of use. 
Trademark Rule 2.89(e)(2), 37 C.F.R. Section 2.89(e)(2). 

If the applicant files a final request for an extension of time 
in conjunction with a statement of use, and the applicant submits 
fees sufficient for one, but not both, the Office will apply the 
fees to the extension of time to avoid abandonment of the 
application. 


e. Processing of the Request for an Extension of Time 


The Office will notify the applicant of the grant or denial of 
the request for an extension of time. Trademark Rule 2.89(g), 
37 C.F.R. Section 2.89(g). Any denial will specify the reasons 
for the denial. The Office’s failure to notify the applicant of the 
grant or denial of the extension before the expiration of the 
existing period to file the statement of use or before the expi- 
ration of the period requested does not relieve the applicant of 
the responsibility to file the statement of use or a request for 
an extension of time within the relevant period. If the applicant 
fails to file the statement of use or a request for an extension 
of time within the time permitted, the application will become 
abandoned. Trademark Act Section 1(d)(4), 15 U.S.C. Section 
1051(d)(4). 

If the Office denies the request for an extension of time but 
time remains in the applicant’s existing period for filing the 
statement of use, the applicant may file the statement of use or 
another request for an extension of time to file the statement 
of use. Otherwise, the applicant’s only recourse after denial of 
the request for an extension of time is a petition to the Com- 
missioner. A petition from the denial of a request for an extension 
must be filed within one month from the mailing date of the 
denial of the extension of time. Trademark Rule 2.89(g), 37 
C.F.R. Section 2.89(g). The ITU Unit will not accept any request 
to reconsider a denial of a request for an extension of time. The 
ITU Unit will be responsible for processing all requests for 
extensions of time to file statements of use. 


8. Submission of the Statement of Use under Section 1(d) of 
the Act 


As noted earlier (A.1.a.), an intent-to-use applicant must file 
either an amendment to allege use under Trademark Act Section 
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i(c), 15 U.S.C. 1051(c), or a statement of use under Trademark 
Act Section 1(d), 15 U.S.C. Section 1051(d), as a precondition 
to issuance of the registration. This section will discuss state- 
ments of use only; the amendment to allege use is discussed 
above (A.4.). 


a. Form and Permissible Time Period for Filing a Statement of 
Use under Section 1(d) of the Act 


The statement of use should be entitled, “Statement of Use 
under Section 2.88.” Trademark Rule 2.88(d), 37 C.F.R. Section ~ 
2.88(d). The title should be placed at the top of the first page. 
The mailing address should specify “Box ITU” also. Proper 
identification of the statement of use will expedite handling, but 
the Office will not take any action for failure to comply with 
these recommendations. The applicant may submit other amend- 
ments related to the application with the statement of use. 

The statement of use must be filed within six months of the 
issuance date of the notice of allowance or within an extension 
of time for filing the statement of use granted under Trademark 
Rule 2.89, 37 C.F.R. Section 2.89. For purposes of establishing 
a date of receipt, the statement of use is not subject to the 
certificate-of-mailing procedure under Rule 1.8, 37 C.F.R. Sec- 
tion 1.8. The statement of use will be considered received on 
the date it is actually received or on the Express-Mail date under 
Rule 1.10, 37 C.F.R. Section 1.10. 

Any statement of use filed before mailing of the notice of 
allowance is premature and will not be considered. In such a 
case, the ITU Unit will return the statement of use and refund 
the fee to the applicant. Trademark Rule 2.88(a), 37 C.F.R. 
Section 2.88(a). If the statement of use is not filed or is filed 
later than required, the application will be considered aban- 
doned. Trademark Act Section 1(d)(4), 15 U.S.C. Section 
1051(d)(4); Trademark Rule 2.88(h), 37 C.F.R. Section 2.88(h). 
A late statement of use will not be considered. The ITU Unit 
will return the late statement of use to the applicant with any 
fees paid. 

The applicant may file the statement of use only after the 
applicant has made use of the mark on or in connection with 
all goods or services for which the applicant will ultimately seek 
registration in the application, unless the applicant specifically 
requests that the application be divided. Trademark Rule 2.88(c), 
37 C.F.R. Section 2.88(c). Trademark Rule 2.87, 37 C.F.R. 
Section 2.87, permits an applicant to divide the application as 
filed into two or more separate applications. The purpose of 
filing a request to divide an application in conjunction with the 
filing of a statement of use would be to effect issuance of a 
registration for goods or services on or in connection with which 
the applicant has already made use while maintaining an active 
application for the remaining goods or services. After the di- 
vision all applications retain the original filing date. The require- 
ments attendant to submission of a request to divide an appli- 
cation are discussed below (B.15.). 


b. Necessary Elements in a Complete Statement of Use under 
Section 1(d) of the Act 


The statement of use must include the following elements: 


i. a verified statement that the applicant is believed to be the 
owner of the mark and that the mark is in use in commerce, 
specifying the date of the applicant,s first use of the mark 
and first use of the mark in commerce, the type of commerce, 
those goods or services specified in the notice of allowance 
on or in connection with which the mark is in use in commerce 
and the mode or manner in which the mark is used; 
ii. three specimens or facsimiles of the mark as used in 
commerce; and 
iii. the prescribed fee. 
Trademark Rule 2.88(b), 37 C.F.R. Section 2.88(b). 
The filing fee for a statement of use is $100.00 per class. 


c. Minimum Requirements for a Statement of Use under Section 
1(d) of the Act 


The statement of use must include the following minimum 
elements to be referred to the examining attorney for exami- 
nation on the merits: 

i. the prescribed fee; 
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ii. at least one specimen or facsimile of the mark as used in 
commerce; and 

iii. a verification or declaration signed by the applicant stating 
that the mark is in use in commerce. 


Trademark Rule 2.88(e), 37 C.F.R. Section 2.88(e). 


The ITU Unit will review the statement of use to determine 
whether it is timely and whether it complies with the minimum 
requirements. As noted above (A.8.a.), if the statement of use 
is untimely, either because it is premature or late, the ITU Unit 
will return the statement of use with any fees to the applicant. 

If the statement of use is timely, but does not comply with 
one or more of the minimum requirements, the ITU Unit will 
advise the applicant of the deficiency. The applicant may correct 
the deficiency provided the time permitted for filing the state- 
ment of use has not expired. Trademark Rule 2.88(g), 37 C.F.R. 
Section 2.88(g). If the applicant does not correct the deficiency 
before the expiration of the relevant time period, the statement 
of use will not be examined and the application will be declared 
abandoned. In such a case, if the applicant has submitied the 
fee, the ITU Unit will not refund the fee. 

The applicant may not withdraw the statement of use and 
return to the previous status of awaiting filing of the statement 
of use, even if the statement of use as filed fails to meet the 
minimum requirements. Trademark Rule 2.88(g), 37 C.F.R. 
Section 2.88(g). The applicant may request extensions of time 
to file the statement of use in accordance with Trademark Rule 
2.89, 37 C.F.R. Section 2.89, as discussed above (A.7.e.), in- 
cluding a final request for an extension filed with a statement 
of use or during the time remaining in the existing period in 
which the statement of use is filed. 

The Office will not issue a filing receipt to acknowledge 
receipt of a statement of use. 

If an applicant files a statement of use and a request to divide 
the application at the same time, and the fees submitted are 
insufficient for both, the fees will be applied to the statement 
of use first and the applicant will be notified of the deficiency. 


9. Examination of the Statement of Use 


If the statement of use is timely and complies with the mini- 
mum requirements, the ITU Unit will refer the entire application 
with the statement of use to the responsible examining attorney 
for examination on the merits. The same examining attorney 
who examined the application initially will examine the state- 
ment of use unless the examining attorney has left the Office 
or assumed other duties. 


a. Procedures Governing Examination of the Statement of Use 


Examination of the statement of use follows the same pro- 
cedural course as the initial examination of the application under 
Trademark Rule 2.61 et seq., 37 C.F.R. Section 2.61 et seq. The 
examining attorney should issue actions, as appropriate, stating 
requirements and refusals and culminating in final action or 
acceptance of the statement of use. The examining attorney may 
issue examiners amendments or priority actions, as appropriate. 
The applicant must respond to actions within six months under 
routine Office procedure. If the examining attorney ultimately 
finds the statement of use acceptable in all respects, the Office 
will notify the applicant of its acceptance. The Office will then 
publish notice of the registration of the mark and will issue the 
registration to the applicant. The application is not once again 
subject to opposition. Trademark Rule 2.151, 37 C.F.R. Section 
2.151. 

If the examining attorney issues any requirements or refusals, 
the applicant may respond under standard examination proce- 
dure. The applicant may appeal or petition matters in the same 
manner and subject to the same procedures which would apply 
in the initial examination of the application. 

The applicant may amend or otherwise correct the statement 
of use during examination, provided the applicant had complied 
with the minimum requirements attendant to the statement of 
use before the expiration of the time permitted to file the state- 
ment of use. 


i. Complying with Minimum Requirements within the Time 
Permitted 
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The applicant must make valid use of the mark in commerce 
and must file a statement of use meeting the minimum require- 
ments, including at least one specimen, before the expiration 
of the time permitted to file the statement of use. Trademark 
Rule 2.71(d)(3), 37 C.F.R. Section 2.71(d)(3). The applicant can 
provide substitute specimens, during examination, after the 
expiration of the time permitted to file the statement of use. 
However, the applicant must verify that the specimens were in 
use before the expiration of the time permitted for filing the 
statement of use. If the applicant attempts to amend the dates 
of use to state a date of first use in commerce which is later 
than the time permitted for filing the statement of use, the 
examining attorney must refuse registration because the appli- 
cant failed to make use within the time permitted and, as a result, 
the application is abandoned. The examining attorney must 
refuse registration on the same grounds if the applicant cannot 
provide an acceptable specimen which was in use in commerce 
before the expiration of the time permitted for filing the state- 
ment of use. 

Likewise, the party filing the statement of use must be the 
owner of the mark at the time of filing. However, even after 
the expiration of the time permitted for filing the statement of 
use, the applicant can provide information to establish that the 
party who filed was the owner at the time the statement of use 
was filed through a chain of title. Trademark Rule 2.186, 37 
C.F.R. Section 2.186. The applicant must do so within the 
specified response period. However, if the party which did file 
was not the owner at the time of filing the statement of use, 
the applicant cannot provide a substitute statement of use or the 
equivalent to correct this error after the expiration of the time 
permitted for filing the statement of use. If the time permitted 
for filing the statement of use has not yet expired, the applicant 
may file a substitute statement of use in the name of the true 
owner. 

Therefore, if the party filing the statement of use is not the 
owner of the mark at the time of filing the statement of use, 
the examining attorney must reject the statement of use. If no 
time remains within the time permitted for filing the statement 
of use, the examining attorney must refuse registration because 
the application is abandoned for failure to file the statement of 
use within the time permitted. 

Also, the person who signs the statement of use must have 
the authority to do so under the Act. Only those persons who 
are authorized to sign the original application have authority 
to sign the statement of use: the individual for an individual 
applicant, a general partner for a partnership and an officer for 
a corporation or association. As in the case of the original 
application, the person who signs must have at least color of 
authority to sign in order for the statement of use to be considered 
received in the Office. 

If the person who signed the statement of use lacked even 
color of authority to do so, the applicant cannot provide a 
statement of use or the equivalent, signed by a proper person, 
after the expiration of the time permitted to file the statement 
of use. If the person who signed the statement of use possessed 
at least color of authority, as discussed below (B.1.a.), the 
applicant can provide a substitute statement of use or an affidavit 
or declaration signed by the proper person verifying the facts 
as set forth in the statement of use after the expiration of the 
time permitted for filing the statement of use. Trademark Rule 
2.71(c), 37 C.F.R. Section 2.71(c). The principles which govern 
the determination as to whether a person possesses color of 
authority are discussed below (B.1.a.) in relation to the signature 
requirements attendant to the filing of the original application. 

If the person who signed the statement of use lacked even 
color of authority to so do, and the time permitted for filing the 
statement of use has expired, the examining attorney must refuse 
registration because the application is, therefore, abandoned for 
failure to file the statement of use within the time permitted. 


ii. Correcting Defects 


The applicant may correct defects in the statement of use after 
the expiration of the time permitted for filing the statement of 
use when compliance within the time permitted for filing the 
statement of use is not required by the Act. However, the 
applicant must respond to requirements related to these defects 
within the response periods established under standard exami- 
nation procedure to avoid abandonment of the application. 
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As noted above (A.9.a.i.), the applicant may provide substi- 
tute specimens after the expiration of the time permitted for filing 
the statement of use. However, the applicant must verify that 
the substitute specimens were in use in commerce before the 
expiration of the time permitted for filing the statement of use. 

As noted above (A.9.a.i.), the applicant may establish chain 
of title during examination, after the expiration of the time 
permitted for filing the statement of use. The applicant may 
establish color of authority of the person who signed the state- 
ment of use and provide a substitute statement of use signed 
by a proper person during examination after the expiration of 
the time for filing the statement of use. The applicant may correct 
the dates of use, subject to the limitations provided in Trademark 
Rule 2.71(d), 37 C.F.R. Section 2.71(d), or the method of use 
clause after the expiration of the time permitted for filing the 
statement of use. The applicant may amend the identification 
of goods and services, subject to the general restrictions gov- 
erning such amendments under Trademark Rules 2.71(b) and 
2.88(i)(1), 37 C.F.R. Sections 2.71(b) and 2.88(i)(1), after the 
expiration of the time permitted for filing the statement of use. 
The applicant may amend the drawing, subject to the restrictions 
generally governing amendments to drawings under Trademark 
Rule 2.72, 37 C.F.R. Section 2.72, during examination after the 
expiration of the time permitted for filing the statement of use. 


iii. Withdrawal of the Statement of Use Prohibited 


Once the applicant has filed the statement of use, the applicant 
may not withdraw the statement of use and return to the previous 
status of awaiting submission of the statement of use. Trademark 
Rule 2.88(g), 37 C.F.R. Section 2.88(g). The applicant may not 
do so, even if the Office determines that the statement of use 
does not comply with the minimum requirements. However, the 
applicant may amend the statement of use or file a substitute 
statement of use to correct even fatal defects within the time 
permitted for filing the statement of use. 


b. The “Clear-Error” Standard in Examination of the Statement 
of Use 


For the purpose of examination of the statement of use, the 
Office will issue requirements or refusals concerning matters 
specifically related to the statement of use only. The Office will 
not issue any requirements or refusals concerning matters which 
could have or should have been raised during initial examina- 
tion, unless the failure to do so in initial examination constitutes 
a clear error. “Clear error” refers to an error which, if not 
corrected, would result in issuance of a registration in vio- 
lation of the Act. Cf. Century 2] Real Estate Corp. v. Century 
Life of America, 10 USPQ2d 2034 (TTAB 1989); Granny’s 
Submarine Sandwiches, Inc. v. Granny's Kitchen, Inc., 199 
USPQ 564 (TTAB 1978). 

The examining attorney must act on all new issues in the 
examination of the statement of use. Examples of such issues 
are presented below (A.9.b.) in the discussion of various areas 
of examination related to the statement of use. For example, the 
examining attorney must issue an appropriate refusal if the 
specimens fail to show use of the designation as a mark. How- 
ever, the examining attorney may not issue a refusal under 
Trademark Act Section 2(e)(1), 15 U.S.C. Section 1052(e)(1), 
unless the refusal is dictated by changed circumstances from 
the time of initial examination or the failure to issue such a refusal 
would constitute clear error. 

If a significant length of time has elapsed since the initial 
examination, in some unusual circumstances, the mark may 
have become descriptive or even generic as applied to the goods 
or services. In such a case, the evidence of the descriptive or 
generic use would not have been available during initial exami- 
nation. 

However, if evidence that the mark is merely descriptive was 
available during initial examination, and thus the refusal could 
or should have been issued in initial examination, the examining 
attorney cannot issue the refusal unless clear error is present. 
That is, the evidence of descriptiveness must be substantial and 
unequivocal. The examining attorney should not issue such a 
refusal on the basis of information that was available during 
the initial examination unless clear error exists. 

Likewise, the examining attorney must not issue requirements 
or refusals related to informalities which could or should have 
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been addressed during the initial examination. For example, if 
the examining attorney determines that the initial declaration 
in support of the application was defective, the examining 
attorney should not issue a requirement for a new declaration. 

If the goods or services were classified incorrectly and pub- 
lished for opposition in the wrong class, the examining attorney 
should require correction of the classification. In the case of any 
change of class after issuance of the notice of allowance, the 
mark must be republished for opposition unless the Petitions 
and Classification Attorney determines that republication is not 
necessary. 

If a disclaimer could or should have been required during 
the initial examination, the examining attorney should not require 
a disclaimer during the examination of the statement of use 
unless there is clear error. For example, a disclaimer of all of 
the wording in a mark may be required under the clear-error 
standard where the mark consists of merely descriptive wording 
and distinctive design elements. Issuance of a registration without 
such a disclaimer would violate the Act by affording the ap- 
plicant rights beyond those to which the applicant is entitled. 
In other cases where the requirement for a disclaimer is subject 
to greater discretion, the clear-error standard would not permit 
a disclaimer requirement when it could or should have been 
stated in initial examination. The determination that a term is 
descriptive or generic related to the requirement for a disclaimer 
is subject to the substantial-and-unequivocal-evidence standard 
stated above. 

Generally, the Office will not conduct any search for con- 
flicting marks, or issue any refusals on that basis, in the exami- 
nation of the statement of use. However, if the examining 
attorney determines that a second search is necessary, due to 
an amendment of the mark or an amendment of the goods or 
services, the examining attorney will conduct a second search 
and take action, as appropriate. Likewise, the Office may dis- 
cover a clear error under Trademark Act Section 2(d), 15 U.S.C. 
Section 1052(d), in the course of internal Office quality review 
or through a letter of protest. The Office will not issue any refusal 
under Section 2(d) in the examination of the statement of use 
unless the failure to do so constitutes a clear error. For the 
purposes of Section 2(d), the conflict between the application 
and registration at issue must be such that reasonable minds 
could not differ as to the necessity for the refusal, that is, failure 
to issue the refusal would result in issuance of a registration 
in violation of the Act. 

In the case of an intent-to-use application, as in all applica- 
tions, the Office will deny as untimely letters of protest which 
are filed more than thirty days after publication of a mark. Jn 
re Pohn, 3 USPQ2d 1700 (Comm’r Pats. 1987). 


c. Examination of the Verified Statement of Use 


The examining attorney should review the statement of use 
itself to confirm that the statement conforms to the requirements 
of the Act and the rules. As noted above (A.8.a.), the statement 
must include an averment that the applicant is the owner of the 
mark, the dates of use, an identification of the goods and services 
and the method of use. The statement must be verified. Trade- 
mark Act Section 1(d), 15 U.S.C. Section 1051(d); Trademark 
Rule 2.88(b), 37 C.F.R. Section 2.88(b). 

The averment of ownership and use in commerce are essential 
elements of the statement. If the averment of ownership is 
omitted, the examining attorney must require the applicant to 
submit a verified statement including this averment. 

If the statement of use was executed before the stated dates 
of use, the examining attorney must require that the statement 
be re-executed. The dates of use may not be amended to a date 
later than the expiration of the time permitted for filing of the 
statement of use. The applicant must verify amendments to the 
dates of use in the statement of use as in the application itself. 
Trademark Rule 2.71(d), 37 C.F.R. Section 2.71(d). 

The date of first use in commerce must be no earlier than 
the date of first use anywhere. Office policies governing the 
correction of dates which do not conform to this requirement 
in use applications apply to statements of use also. TMEP section 
806.03. The applicant must state dates of use for each class. 
The dates of first use for each class must apply to at least one 
item in the class but need not apply to more than one item. 
However, the applicant must have used the mark on all items 
covered by the statement of use before execution of the statement 
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unless the applicant requests to divide the application under 
Trademark Rule 2.87, 37 C.F.R. Section 2.87. 

The applicant must identify the type of commerce according 
to the same standards which govern use applications. TMEP 
section 806.05. 

The applicant must indicate the method of use. Office policies 
governing this requirement relative to use applications apply 
to the statement of use as well. TMEP section 808.09. If the 
method of use indicated in the statement of use is inconsistent 
with the intended method of use stated in the initial application, 
the examining attorney should assume that the later statement 
is controlling and should not raise this inconsistency as an issue 
in examination. 


d. The Identification of Goods and Services in the Examination 
of the Statement of Use 


“The goods or services specified in a statement of use must 
conform to those goods or services identified in the notice of 
allowance.” Trademark Rule 2.88(i)(1), 37 C.F.R. Section 
2.88(i)(1). The referenced rule further recommends that, in 
appropriate cases, applicants specify the goods or services by 
stating “those goods or services identified in the notice of 
allowance” or “those goods or services identified in the notice 
of allowance except. . .” followed by an identification of the 
goods or services to be deleted. 

The rules preclude additions to the identification of goods 
or services in all applications, as noted below. Trademark Rule 
2.71(b), 37 C.F.R. Section 2.71(b). If the applicant proposes to 
add to the identification of goods or services in conjuncion with 
the statement of use, the examining attorney must reject the 
amendment. 

If the applicant omits any goods or services specified in the 
notice of allowance from the identification of goods or services 
in the statement of use, and the applicant has not expressed a 
clear intention to delete those goods or services, the examining 
attorney must inquire as to the discrepancy. The examining 
attorney will permit the applicant to amend the statement of use 
to reinsert any omitted goods or services, provided the applicant 
did not delete the goods or services expressly in an amendment 
and provided the applicant verifies that the mark was in use in 
commerce with those goods or services before the expiration 
of the time permitted to file the statement of use. Trademark 
Rule 2.88(i)(2), 37 C.F.R. Section 2.88(i)(2). 

The applicant may amend to delete items or to limit the 
identification of goods and services. For example, the applicant 
may amend to limit the goods as to types, channels of trade or 
class of purchasers or to restrict an existing item in scope by 
the introduction of some qualifying language or the substitution 
of specific for more general terms. The applicant may clarify 
the identification of goods or services, provided the amendment 
does not exceed the scope of goods or services specified in the 
notice of allowance. The principles which govern amendments 
to delete, limit or clarify in general also apply in the examination 
of the statement of use. If, due to any amendment to the iden- 
tification of goods and services, the international class must be 
amended, the application must be republished for opposition 
unless the Petitions and Classification Attorney determines that 
republication is not necessary. 


e. Examination of the Statement of Use Related to the Drawing 


Trademark Rule 2.51, 37 C.F.R. Section 2.51, specifies that 
the drawing in an intent-to-use application must be a substan- 
tially exact representation of the mark as intended to be used 
and as actually used upon filing of the amendment to allege 
use before publication or the statement of use after issuance of 
the notice of allowance. Trademark Rule 2.88(j), 37 C.F.R. 
Section 2.88(j). An applicant may not amend the mark in a 
drawing if the amendment constitutes a material alteration of 
the mark. Also, the mark in the drawing must agree with the 
mark as used on the specimens. The same standards which apply 
to use applications in determining whether specimens support 
use of the mark and in determining whether amendments can 
be permitted apply in the examination of the statement of use. 

Therefore, in an intent-to-use application, the examining at- 
torney must require amendment to the mark or the submission 
of new specimens if the mark in the drawing is not a substantially 
exact representation of the mark as used on the specimens. 
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Trademark Rule 2.72(c), 37 C.F.R. Section 2.72(c). However, 
if amendment of the mark would constitute a material alteration 
of the mark in such a case, the examining attorney must require 
substitute specimens only. The same standards applied in use 
applications in determining whether the specimens support use 
of the applied-for mark apply to specimens in intent-to-use 
applications. See Examination Guide 2-89. Cf. United Rum 
Merchants Ltd. v. Distillers Corp. (S.A.) Ltd., 9 USPQ2d 1481 
(TTAB 1988). 

If the applicant submits substitute specimens in conjunction 
with a statement of use, the applicant must verify that the 
substitute specimens were in use in commerce before the ex- 
piration of the time permitted to file the statement of use. 
Trademark Rule 2.59(b), 37 C.F.R. Section 2.59(b). If the dates 
of first use change as a result of the submission of new speci- 
mens, the applicant must also amend the dates of first use in 
the statement of use with a supporting affidavit or declaration. 


f. Consideration of the Specimens of Use in the Examination 
of the Statement of Use 


Apart from the statement of use itself, the primary focus of 
examination of the statement of use is the specimens of use. 
The examining attorney must evaluate the specimens to confirm 
that the specimens exhibit appropriate use. Trademark Act Section 
45, 15 U.S.C. Section 1127. The examining attorney must also 
examine the specimens to confirm that the specimens show use 
of the subject matter as a trademark or service mark on or in 
connection with the goods or services identified in the statement 
of use. The examining attorney will also consider any questions 
regarding ownership or control of the mark arising in the ex- 
amination of the specimens. These issues are typical of those 
which are appropriate for action in examination of the statement 
of use. The examining attorney should issue requirements and 
refusals, as appropriate, based on the examination of the speci- 
mens, subject to the same standards which govern the exami- 
nation of specimens in any other phase of examination. TMEP 
section 808. 


10. Revival of Abandoned Intent-to-Use Applications 


As noted below (B.13.), petitions to revive all abandoned 
applications must be filed promptly. Trademark Rule 2.66(d), 
37 C.F.R. Section 2.66(d). Generally, a petition to revive should 
be filed within two months of abandonment. In any petition to 
revive an abandoned application, the applicant must show that 
the delay in responding was unavoidable. Delays due to circum- 
stances which could have been avoided with the exercise of a 
modicum of care and attention will not be considered unavoid- 
able delays. 

In addition to the requirements which apply to all petitions 
to revive, a petition to revive an intent-to-use application, aban- 
doned due to the failure to file the statement of use within the 
time allowed, is subject to additional requirements. The petition 
must include a fee equal to the required fees for the number 
of requests for extensions of time to file the statement of use 
which should have been filed if the application had not been 
abandoned and either a statement of use or a request for an 
extension of time. Trademark Rule 2.66(c), 37 C.F.R. Section 
2.66(c). 

The referenced fees are in addition to the standard petition 
and any statement of use fees. If an applicant has already filed 
a statement of use, the applicant need not file another statement 
of use with the petition. If a response to an outstanding Office 
action is due, the applicant must include that response with the 
petition. 

However, the Office will not grant a petition to revive an 
intent-to-use application if the grant of the petition would extend 
the period for filing the statement of use beyond thirty-six 
months after issuance of the notice of allowance. Trademark 
Rule 2.66(d), 37 C.F.R. Section 2.66(d). 


11. Assignment of Intent-to-Use Applications 


The 1988 amendments to the Act provide as follows: 


However, no application to register a mark under section 1(b) 
shall be assignable prior to the filing of the verified statement 
of use under section 1(d), except to a successor to the business 
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of the applicant, or portion thereof, to which the mark pertains, 
if that business is ongoing and existing. 


Trademark Act Section 10, 15 U.S.C. Section 1060. 


The Office will not examine proposed assignments to deter- 
mine compliance with this provision as a general rule. However, 
the examining attorney will inquire to determine whether an 
assignment conforms to the requirements of this provision if 
the question is raised by the information of record. If the examining 
attorney issues an inquiry as to compliance, the applicant’s 
response that the assignment was in compliance with the law 
is sufficient to resolve the issue. 

As discussed in detail below (B.11.b.), the applicant bears 
the burden of recording and notifying appropriate Office per- 
sonnel of assignments or changes of name to ensure that the 
registration issues in the name of a new owner. Trademark Rule 
2.187, 37 C. F. R. Section 2.187. 


12. Mailing Procedures and Fees Related to Intent-to-Use 
Applications 


a. Use of the “Box ITU” designation 
in the 


Applicants are encouraged to include "Box ITU" 
address when submitting the following: 


i. statements of use under Section 1(d) of the Act, Trademark 
Rule 2.88, 37 C. F. R. Section 2.88, and 


ii. requests for extensions of time to file statements of use 
under Trademark Rule 2.89, 37 C.F.R. Section 2.89. 


Rule 1.1(h), 37 C. F. R. Section 1.1(h). Applicants should not 
use the “Box ITU” designation when filing the intent-to-use 
application itself, amendments to allege use or when filing 
routine responses to Offfice actions in intent-to-use applications 
because it may delay processing. 


b. The Certificate-of-Mailing Procedure 


The following intent-to-use papers are specifically excepted 
from the certificate-of-mailing procedure: 


i. statements of use under Section 1(d) of the Act, 


ii. requests for extensions of time to file statements of use 
under Trademark Rule 2.89, 37 C. F. R. Section 2.89, and 


iii. amendments to allege use under Section 1(c) of the Act. 


Rule 1.8(a), 37 C. F. R. Section 1.8(a). Also, the initial filing 
of all trademark applications, including intent-to-use applica- 
tions, is excepted from this procedure. Thus, any of these papers 
will be considered filed on the date actually received or on the 
date specified under Rule 1.10, 37 C. F. R. Section 1.10, con- 
cerning the use of “Express Mail.” 


c. Fees Related to Intent-to-Use Applications 


The filing fee for an intent-to-use application itself is $175.00 
per class. The fee for filing an amendment to alleged use, 
statement of use or a request for an extension of time is $100.00 
per class. Trademark Rule 2.6, 37 C. F. R. Section 2.6 


B. PROVISIONS AFFECTING ALL APPLICATIONS 


Certain changes in Office policy and procedure associated 
with the 1988 amendments and revisions to the rules affect all 
applications, that is, use applications under Tradfemark Act 
Section 1(a), 15 U. S. C. Section 1051(a), intent-to-use appli- 
cations under Trademark Act Section 1(b), 15 U. S. C. Section 
1051(b), as wel! as applications filed under Trademark Act 
Section 44, 15 U. S. C. Section 1126. Those changes will be 
set forth in this section. 


1. Filing Date Requirements 
Trademark Rule 2.21, 37 C. F. R. Section 2.21, sets forth the 
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minimum requirements for receiving a filing date for all types 
of applications. These minimum requirements do not include 
all of the requirements which may ultimately apply for regis- 
tration of the mark, but merely those formal requirements which 
must be met to receive a filing date. 


a. Applicant’s Signature 


Under the rule, as revised, all applicants are required to 
provide a declaration or verification signed by the applicant to 
receive a filing date. Because the filing of an application for 
the Principal Register now establishes a constructive date of use, 
contingent on issuance of a registration, under Trademark Act 
Section 7(c), 15 U.S.C. Section 1057(c), the rule now imposes 
this requirement. 

If an application is submitted unsigned, the Application Sec- 
tion will not grant a filing date and will return the papers to the 
applicant. If an unsigned application reaches the examining 
attorney in error, the examining attorney should return the 
application to the Application Section for appropriate action. 

Under Trademark Act Section 1, 15 U.S.C. Section 1051, only 
the following persons have statutory authority to sign: the in- 
dividual in an application filed by an individual, a general partner 
in a partnership application or an officer in an application filed 
by a corporation or association. 

If the applicant submits a signed declaration or verification, 
the examining attorney will determine whether the person who 
signed had authority to sign for the applicant under the Act. If 
the person did not, the applicant may submit a substitute dec- 
laration and retain the filing date, provided the person who 
signed initially possessed color of authority to sign. Persons 
having color of authority are those who have firsthand knowl- 
edge of the truth of the statements in the application and who 
also have actual or implied authority to act on behalf of the 
applicant. Trademark Rule 2.71(c), 37 C.F.R. Section 2.71(c). 

For example, in the case of acorporate applicant, a nonofficer, 
such as a manager, who had the requisite knowledge of the facts 
relevant to the application and actual or implied authority to 
act on behalf of the applicant, would possess color of authority, 
though not proper authority under the Act. In such a case, a 
substitute declaration could be submitted during prosecution of 
the application to correct this defect. An attorney who is an 
employee of a corporation might also satisfy the criteria. 

On the other hand, the applicant’s private attorney would not 
ordinarily be regarded as possessing color of authority to sign 
on behalf of an applicant. Private attorneys do not usually have 
firsthand knowledge of a client’s business or the authority to 
act on behalf of a client, other than as legal representative. Here, 
the defect could not be corrected by filing a substitute verifi- 
cation or declaration, confirming the facts in tha application, 
signed by an appropriate person. If the person who signed the 
application lacked even color of authority to sign on behalf of 
the applicant, the examining attorney must refuse registration 
because the application did not meet the requirements of Trade- 
mark Rule 2.21, 37 C.F.R Section 2.21, for receiving a filing 
date. 

If the examining attorney determines that the person who 
signed for the applicant lacked the requisite authority, but the 
person possessed at least color of authority, the examining 
attorney will require a substitute declaration or verification. 

The Office will accept copies of signed applications for the 
purpose of granting a filing date. Applicants cannot send copies 
of applications by fax directly to the Office, but the Office will 
accept copies which have been produced by fax in the same 
manner as any other copy. However, if a copy is filed, the 
applicant must provide the signed original copy of the appli- 
cation during prosecution. If the applicant has not done so 
earlier, the examining attorney will require that the applicant 
do so in the first action in the case. In no case will anything 
other than a certificate or certified copy of a foreign registration 
be accepted for purposes of granting a filing date in an appli- 
cation based on Trademark Act Section 44(e), 15 U.S.C. Section 
1126(e). 


b. Drawing Size 


Effective July 3, 1989, the Office requires that drawings 
conform to the size requirements specified in Trademark Rule 
2.52(c), 37 C.F.R. Section 2.52(c), to receive a filing date. If 
the mark in a special-form drawing is displayed in an area larger 
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than four inches by four inches, it will be regarded as not being 
in substantial conformity with the rule and the application will 
be denied a filing date and returned to the applicant. If an 
examining attorney discovers an application with a drawing 
which does not conform to this requirement, the examining 
attorney should return the application to the Trademark Services 
Division for appropriate handling. It should not be examined. 

Other changes relating to the minimum requirements for 
receiving a filing date which relate to specific types of appli- 
cations are noted under the discussion of those specific types 
of applications. 


2. Identifying the Applicant and Applicant’s Address 


Trademark Rule 2.33(a)(1)(ii), 37 C.F.R. Section 2.33(a)(1)(ii), 
has been revised to state the requirements related to identifying 
a partnership. The rule now specifies that the application must 
identify “the state or nation under the laws of which the part- 
nership is organized.” This revision merely reflects long-stand- 
ing Office practice. The applicant must also provide the names 
of all general partners and their state or nation of incorporation 
or their citizenship, as appropriate. 

Also, an individual applicant may provide either a business 
or residence address. Both addresses are no longer required. 


3. Drawings 


Trademark Rule 2.51(d), 37 C.F.R. Section 2.51(d), has been 
added to provide guidance concerning the nature of drawings 
in the case of certain unusual types of marks. The rule provides 
as follows: 


(d) Broken lines should be used in the drawing of a mark to 
show placement of the mark on the goods, or on the packaging, 
or to show matter not claimed as part of the mark, or both, as 
appropriate. In an application to register a mark with three- 
dimensional features, the drawing shall depict the mark in 
perspective in a single rendition. 


This provision is intended to provide guidance to applicants 
wishing to register certain types of marks, such as configurations 
of goods or configurations of packaging for goods and similar 
marks. The provision brings the rules into conformity with 
current practice. The drawing should clearly define the matter 
the applicant claims as its mark. See In re Famous Foods, Inc., 
217 USPQ 177 (TTAB 1983). If the mark is three-dimensional, 
the drawing should present the mark in three dimensions. /n 
re Schaefer Marine, Inc., 223 USPQ 170 (TTAB 1984). 

Trademark Rule 2.52(e), 37 C.F.R. Section 2.52(e), has been 
revised to simplify the color linings used to identify the colors 
orange and yellow or gold in drawings of marks. If an applicant 
employs the color linings formerly designated for these colors, 
the examining attorney should not require a new drawing. The 
revised rule has been adopted for the convenience of applicants, 
and the Office will allow a reasonable time for applicants to 
adjust to the new coding. 

Trademark Rule 2.52(d), 37 CF.R. Section 2.52(d), has been 
amended to modify the content of the drawing heading. Spe- 
cifically, it now requires that an applicant claiming the benefit 
of a foreign application under Trademark Act Section 44(d), 
15 U.S.C. Section 1126(d), specify the priority date in the 
drawing heading. It also recommends that applicants provide, 
as a part of the heading, a description of the essential elements 
of the mark in the case of a special-form drawing. 


4. Specimens - Requirements 


Trademark Rules 2.56 and 2.57, 37 C.F.R. Sections 2.56 and 
2.57, have been revised to reduce the number of specimens or 
facsimiles required in an application from five to three. In view 
of this rule, the public may remove only two surplus copies of 
specimens from the file permanently. At least one original of 
each type of specimen submitted must be retained in the file 
to ensure a complete record of the case. In the case of appli- 
cations filed before November 16, 1989, the Office will not 
require more than three specimens per class in any action taken 
on or after that date. 

The referenced rules have also been revised to reflect the 
provisions of the 1988 amendments revising Trademark Act 
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Section 45, 15 U.S.C. Section 1127. Specifically, the definition 
of “use in commerce” has been revised to provide that when 
the nature of the goods makes placement of the mark on the 
goods, containers, tags, labels or displays associated with the 
goods impracticable, then placement of the mark on documents 
associated with the goods or their sale constitutes use in com- 
merce. The referenced rules have been amended to reflect this 
change. See In re E.A. Miller & Sons Packing Co., 225 USPQ 
592 (TTAB 1985). Therefore, the examining attorney should 
accept documents associated with the goods or their sale, in the 
case of goods sold in bulk or in similar cases, where placement 
of the mark on the goods themselves is impracticable. 

The referenced rules regarding specimens or facsimiles have 
also been revised to establish 8.5 by 11 inches as the maximum 
size permitted for such items. This revision brings the rule into 
conformity with the preferred size indicated for all filings and 
standards prevailing in federal practice in general. 


5. Specimens - Examination 


The 1988 amendments also revise the definition of “use in 
commerce” to adopt a stricter standard. The Act now states, “The 
term “use in commerce’ means the bona fide use of a mark in 
the ordinary course of trade, and not merely to reserve a right 
in a mark.” Trademark Act Section 45, 15 U.S.C. Section 1127. 
This stricter definition of “use in commerce” applies to all 
applications, affidavits of use and renewals filed on or after 
November 16, 1989. Cf. Ralston Purina Company v. On-Cor 
Frozen Foods Inc., 746 F.2d 801, 223 USPQ 979 (Fed. Cir. 
1984). 

The Office will not inquire into the sufficiency of an appli- 
cant's or registrant's use in the examination of applications, 
amendments to allege use, statements of use, affidavits of use 
or renewals unless the specimens or other evidence of record 
clearly raise a question concerning the applicant's or registrant’s 
use. The consideration of whether a particular use satisfies the 
statutory definition is more appropriate in an inter partes pro- 
ceeding. The examining attorney should require new specimens 
generally under the same circumstances where the examining 
attorney would have required new specimens prior to the 1988 
amendments. If the specimens appear to be temporary in nature, 
the examining attorney may require specimens of a more per- 
manent nature. 


Example —if an applicant seeks to register a mark suggesting 
a Christmas theme for greeting cards and submits as specimens 
birthday cards with an additional pasted label displaying the 
mark, the specimens could not be regarded as exhibiting “use 
incommerce.” The examining attorney should refuse registration 
and require substitute specimens exhibiting use in commerce 
or an explanation to establish use in commerce. 


When action is necessary, in appropriate cases, the examining 
attorney should require additional product or sales literature 
concerning the use of the mark to permit full consideration of 
the issue. Trademark Rule 2.61(b), 37 C.F.R. Section 2.61(b). 


6. Identifications of Goods and Services 


Trademark Rule 2.71, 37 C.F.R. Section 2.71, restricts amend- 
ments to the identification of goods or services as follows, “The 
identification of goods or services may be amended to clarify 
or limit the identification, but additions will not be permitted.” 
Trademark Rule 2.71(b), 37 C.F.R. Section 2.71(b). 

This rule applies to applications filed on or after November 
16, 1989. The rule also applies to applications filed before 
November 16, 1989, for the purposes of any action taken on 
or after that date. However, if the Office issued a requirement 
or suggested an amendment in an action prior to that date, and 
the applicant submits an amendment substantially complying 
with the requirement or suggestion on or after the effective date, 
the examining attorney should accept the amendment, even 
though it does not comply with the new rule, if it is otherwise 
proper. 

As noted previously, Trademark Act Section 7(c), 15 U.S.C. 
Section 1057(c), provides that the filing of any application for 
registration on the Principal Register establishes constructive 
use and nationwide priority contingent on issuance of the reg- 
istration. The identification of goods and services in an appli- 
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cation, therefore, defines the scope of those rights established 
by the filing of an application for the Principle Register. The 
following sections discuss identification of goods and services 
in general; additional information relevant to the identification 
of goods and services in an intent-to-use application is presented 
above with the specific discussion of such applications. 


a. Limiting the Identification of Goods and Services 


As indicated above, the rules permit amendments to limit the 
identification of goods and services. The rules also refer to 
“deletion” in relation to the identification of goods and services. 
See, e.g., Trademark Rule 2.74, 37 C.F.R. Section 2.74.”Dele- 
tion” means the elimination of an existing item in an identifi- 
cation of goods and servbices in its entirety. Deletion is distinct 
from other types of amendments to limit, such as amendments 
to limit the goods as to types, channels of trade or class of 
purchasers or to restrict an existing item in scope by the intro- 
duction of some qualifying language or the substitution of 
specific for more general terms. 

Deletions from the identification of goods and services are 
permitted. If the applicant wishes to amend the identification 
of goods and services to delete one or more items, the examing 
attorney should accept the amendment, provided it is timely and 
otherwise proper. However, once the applicant has expressly 
amended the identification of goods and services to delete an 
item it may not be reinserted in a later amendment. 

If an applicant wishes to amend the identification of goods 
and services to insert an item which is equivalent to or logically 
encompassed by an item already included in the identification 
of goods and services, the examining attorney should permit 
the amendment, provided it is timely and otherwise proper. 

If the applicant wishes to amend the identification of goods 
and services to restrict one or more of the items by inserting 
qualifying language or substituting more specific language, the 
examining attorney should accept the amendment, provided it 
is timely and otherwise proper. 


Example —if the applicant initially identifies the goods as 
“publications,” the applicant may amend to substitute one or 
more terms which fall under the definition of publications. 
Likewise, if an applicant identifies its goods as “pamphlets,” 
the applicant may amend to indicate brochures or both because 
these terms are generally equivalent and interchangeable. In 
either case, the applicant must specify the subject matter. 


Example — If the Applicant initially identifies the goods as 
“football uniforms, “ the applicant may amend to indicate 
football uniforms in Class 25 and football helmets and shoulder 
pads in Class 28. These goods are logically included within the 
initial identification. Footballs, however, could not be added; 
this would add an item not logically included within the original 
identification. 


Example — If the applicant initially identifies the services as 
“prepaid medical services” and wishes to amend to underwriting 
prepaid medical plans and health care services in the nature 
of a health maintenance organization, the amendment should 
be permitted. Both specific services are logically included under 
prepaid medical services. 


On the other hand, an applicant may not amend an identi- 
fication of goods or services to add or substitute a term which 
is not logically included within the scope of the terms originally 
stated or which is otherwise qualitatively different from the 
goods and services as originally stated. 


Example —if the applicant identifies the goods as “computer 
programs,” the applicant may not add or substitute computers 
or other types of computer hardware to the listing. 


Example — If the applicant initially identifies the goods as 
“hats,” the applicant may not add or substitute scarfs in the 
identification of goods. Likewise, the applicant may not add or 
substitute shirts for slacks. 


Example — If the applicant identifies its services as 
“ophthalmologist’s services” and proposes to amend the 
identification to medical services, the amendment should not 
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be permitted. The amendment would expand the identification 
to include services beyond the scope of those identified initially. 


The scope of the goods and services, as originally identified 
or as amended by an express amendment, establishes the outer 
limit for any later amendments. 

Because the rule precludes additions to the identification of 
goods and services, examining attorneys should not require or 
suggest unduly restrictive identifications of goods and services. 
See In re Sentry Chemical Company, 230 USPQ 556 (TTAB 
1986). Once the identification has been limited, it cannot be 
expanded later. Also, in requiring amendments to the identifi- 
cation of goods and services, examining attorneys should gen- 
erally advise applicants that additions to the identification of 
goods and services are not permitted. This subject is discussed 
in greater detail above in conjunction with intent-to-use appli- 
cations. 


b. Clarifying the Identification of Goods and Services 


Under the rule, an applicant may amend “to clarify” the 
identification of goods and services. The applicant may clarify 
an identification of goods and services which is indefinite or 
overly broad to identify goods or services which are within the 
scope of the goods and services as identified initially. As noted, 
the filing of an application for registration on the Principal 
Register establishes a constructive date of first use in commerce, 
contingent on issuance of the registration. Trademark Act Sec- 
tion 7, 15 U.S.C. Section 1057. Accordingly, the applicant may 
not expand those rights through amendment of the identification 
of goods and services. 

Thus the applicant may amend from the more general to the 
specific, but the applicant may not amend the specific to the 
more general. The scope of the goods and services identified 
initially, or as limited by an express amendment, establishes the 
outer limit for permissible amendments. Classification may 
provide some guidance in determining whether an amendment 
exceeds the scope of the goods and services identified initially, 
but it is not controlling. The examining attorney may suggest 
and may permit amendments to the identification of goods and 
services resulting in a change of class, provided the amended 
identification does not exceed the scope of the original iden- 
tification. 


Example — If an applicant has erroneously identified its goods 
and services as “menus,” but in fact, the applicant intends to 
register the mark for restaurant services, the applicant may not 
amend the identification of goods to “restaurant services.” In 
such a case, the original identification, which is specific and 
narrow in scope, may not be expanded to services beyond the 
scope of that identification. 


Example — If an applicant has erroneously identified its goods 
and services as “packaging and labels,” but infact, the applicant 
intends to register the mark for toys, the applicant may not 
amend to correct the identification. The initial identification 
failed to indicate the nature of the applicant’ s goods and services 
in any form, and therefore, the examining attorney must reject 
the amendment to insert an identification of goods and services 
beyond the scope of those stated initially. 


Example — If an applicant has identified its goods and services 
as “advertising and business” the appplicant may not amend 
to specific goods or to services other than those within the scope 
of these terms, generally those services included in International 
Class 35. 


7. Claims of Acquired Distinctiveness 


The 1988 amendments revise Trademark Act Section 2(f), 
15 U.S.C. Section 1052(f), to permit the filing of a prima facie 
showing of acquired distinctiveness based on five years use 
running up to the date the claim is made. The Act now states: 
The Commissioner may accept as prima facie evidence that the - 
mark has become distinctive, as used on or in connection with 
the applicant’s goods in commerce, proof of substantially 
exclusive and continuous use thereof as a mark by the applicant 
in commerce for the five years before the date on which the 
claim of distinctiveness is made. 
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Trademark Act Section 2(f), 15 U.S.C. Section 1052(f). 


The Act previously required that the relevant five-year period 
precede the filing date of the application. Under the new pro- 
vision, therefore, any five-year claim submitted on or after 
November 16, 1989, is subject to the new time period. This will 
apply even if the application was filed before November 16, 
1989. See Trademark Rule 2.41(b), 37 C.F.R. Section 2.41(b). 
Note the discussion above concerning claims of acquired dis- 
tinctiveness in intent-to-use applications (A.3.f.). 


8. Supplemental Register 


The 1988 amendments eliminate the one-year- lawful-use 
requirement for eligibility for the Supplemental Register. There- 
fore, on or after November 16, 1989, an applicant may apply 
for registration on the Supplemental Register at any time after 
commencing use of the mark. Likewise, on or after November 
16, 1989, an applicant may amend a pending application to seek 
registration on the Supplemental Register at any time after use 
of the mark has commenced. The applicant may do so even if 
the original application for the Principal Register was filed 
before November 16, 1989. See Trademark Rule 2.47, 37 C.F.R. 
Section 2.47. However, if the application was filed before 
November 16, 1989, and the applicant had not used the mark 
in commerce for one year before the filing date, and the applicant 
amends to the Supplemental Register on or after November 16, 
1989, the date of the amendment to the Supplemental Register 
becomes the effective filing date of the application. 

As noted above (A.3.g.), an intent-to-use applicant may file 
an amendment to the Supplemental Register only after use has 
commenced and after the filing of an acceptable amendment 
to allege use or a statement of use. In such a case, the effective 
filing date of the application will be changed to the date on which 
the applicant filed the amendment to allege use under Section 
l(c) of the Act or the statement of use under Section 1(d) of 
the Act. 

In requesting registration on the Supplemental Register in 
either the original application or in an amendment to the Sup- 
plemental Register, the applicant need not include an additional 
statement as to lawful use. Although Section 23 still includes 
an explicit reference to lawful use, any use which is the basis 
for an application on either the Principal or the Supplemental 
Register must be lawful. It need not be stated explicitly. 

In an application under Section 44 of the Act, the applicant 
may seek registration on the Supplemental Register without 
alleging lawful use in commerce and without alleging use any- 
where in the world. Trademark Rule 2.47(b), 37 C.F.R. Section 
2.47(b). 

The 1988 amendments also add the following language to 
Trademark Act Section 27, 15 U.S.C. Section 1095, “Registra- 
tion of a mark on the Supplemental Register shall not constitute 
an admission that the mark has not acquired distinctiveness.” 
Examining attorneys, therefore, should note this provision in 
presenting any refusals or requirements related to the nondistinc- 
tive character of a mark previously registered on the Supple- 
mental Register. 


9. Affidavits of Use under Section 8 


The 1988 amendments modify the requirements for the con- 
tent of an affidavit of use which must be filed between the fifth 
and sixth anniversaries of registration. Trademark Act Section 
8, 15 U.S.C. Section 1058. Under the new provision, the reg- 
istrant must identify the specific goods or services on or in 
connection with which the mark is in use in commerce. Similarly, 
if the registrant elects to present an explanation of excusable 
nonuse, this explanation must also relate to specific goods or 
services. 

Formerly, the allegation of use in commerce related to one 
or more classes with no requirement to specify the goods or 
services within a class on or in connection with which the mark 
was in use. If the registrant fails to provide an allegation of use 
or a satisfactory explanation as to nonuse as to any goods or 
services in the registration, those goods or services will be 
cancelled from the registration. If the original affidavit of use 
fails to specify the goods and services, the registrant may not 
amend the affidavit to correct this omission after the expiration 
of the period during which the affidavit is due. The registrant 
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may incorporate the goods and services by reference. Forexample, 
the registrant may state, “those goods and services specified in 
the registration” or “those goods and services specified in the 
registration except. . .” specifying any goods or services to be 
deleted. 

The new provision also explicitly requires specimens of use 
to support the affidavit. Formerly, the Act required a “showing” 
and the Trademark Rules of Practice required as follows, “The 
statement must be supported by evidence which shows that the 
mark is in use, and normally such evidence consists of a speci- 
men or a facsimile specimen which is currently in use, or a 
statement of facts concerning use.” In view of the 1988 amend- 
ments, the rules have been revised to specify that specimens 
or facsimiles are required. Trademark Rules 2.161 and 2.162, 
37 C.F.R. Sections 2.161 and 2.162. 

Specimens of use must be provided before the expiration of 
the sixth year following registration. If the registrant fails to do 
so, the registration will be cancelled. If the registrant does 
provide specimens, but the Office determines that those speci- 
mens are unacceptable, the Office will require substitute speci- 
mens. In such a case, the registrant must provide specimens of 
use within the time provided. Substitute specimens may be filed 
after the expiration of the sixth year. If the registrant fails to 
do so, the registration will be cancelled. The registrant must also 
verify in an affidavit or a declaration under Trademark Rule 
2.20, 37 C.F.R. Section 2.20, that the substitute specimens were 
in use in commerce before the expiration of the sixth year 
following registration. 

Registrants filing affidavits under Section 8 should also note 
the revised rule concerning the establishment of ownership. 
Trademark Rule 2.186, 37 C.F.R. Section 2.186, permits a 
registrant to establish ownership either by recording an assign- 
ment in the Assignment Branch of the Office or by submitting 
proof of the assignment without recording. 


10. Term and Renewal 


The 1988 amendments reduce the registration and renewal 
term from twenty to ten years. Trademark Act Sections 8(a) and 
9, 15 U.S.C. Sections 1058(a) and 1059. Accordingly, regis- 
trations issued on or after November 16, 1989, will be issued 
for ten-year periods and subject to renewal for ten-year periods. 
Registrations issued prior to that date remain in force for their 
existing term of twenty years, but are subject to renewal for ten- 
year periods. Trademark Rule 2.181, 37 C.F.R. Section 2.181. 
For the purpose of determining the relevant renewal period, 
the Office will adhere to the following policy during the tran- 
sition. . 


i. If the registration expires on or after November 16, 1989, 
the registration will ke renewed for ten years. The Office will 
not take final action to grant any such renewal until November 
16, 1989. 

ii. If the registration expires before November 16, 1989, and 
the Office takes final action to grant the renewal before that 
date, the registration will be renewed for twenty years. 
iii. If the registration expires before November 16, 1989, and 
the Office takes final action to grant the renewal on or after 
November 16, 1989, the registration will be renewed for ten 
years. 


All renewal terms run from the expiration date of the previous 
term. 

Note Trademark Rule 2.186, 37 C.F.R. Section 2.186, regard- 
ing requirements related to the establishment of ownership of 
the registration for the purpose of renewals which permits a 
registrant to establish ownership either by recording an assign- 
ment in the Assignments Branch of the Office or by submitting 
proof of the assignment without recording. 


11. Assignments 
a. Content of Assignment Documents 


Office policy governing trademark assignments provides that 
an assignment relating to an application or registration will be 
recorded, even if the assignment document itself does not iden- 
tify the relevant application or registration numbers, provided 
certain conditions are met. Specifically, the policy requires as 
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follows with respect to the identification of the properties as- 
signed in such a case: 


(i) The mark and the goods and services are identified in the 
assignment document (or the assignment is of all registrations 
and/or applications owned by the assignor), and the application 
or registration is identified by number and date in a transmittal 
letter or attachment to the assignment document, in which case, 
such letter or attachment shall become part of the record of the 
assignment; or 


(ii) An assignment is executed concurrently with or subsequent 
to the filing of an application but before its serial number and 
filing date are ascertained, and the application is identified by 
its date of execution, name of the applicant, mark and goods 
or services. 

b. Issuance of Registration in Current Owner’s Name 


Trademark Rule 2.187, 37 C.F.R. Section 2.187, has also been 
revised to clarify Office policy concerning issuance of regis- 
trations in the name of assignees or in a new name of the 
applicant. The rule provides as follows: 


The certificate of registration may be issued to the assignee of 
the applicant, or in a new name of applicant, provided that the 
party makes a written request in the application record, by the 
time the application is being prepared for issuance of the certificate 
of registration, and an appropriate document is of record in the 
Assignment Search Room of the Patent and Trademark Office. 
If the assignment or name change document is not of record 
in the Assignment Search Room, then the written request must 
state that the document has been filed for recordation. The 
address of the assignee must be made of record in the application 
file and in the recorded document. 


Trademark Rule 2.187, 37 C.F.R. Section 2.187. 


Any application where such a request has been submitted 
should be forwarded to the assigned examining attorney. The 
assigned examining attorney will ensure that the assignment or 
change of name is entered in the file after recording and will 
then return the application to processing. 

If a party other than the applicant of record attempts to take 
any action in a case, the examining attorney must confirm that 
the new party is the owner in accordance with Trademark Rule 
2.186, 37 C.F.R. Section 2.186. That is, the applicant must 
provide the reel and frame number of an assignment, or the 
applicant must submit other evidence of ownership. 


c. Assignment Fees 


Applicants should note that, effective April 17, 1989, the fee 
for recording assignments of trademarks is $8.00 per application 


or registration assigned. Trademark Rule 2.6, 37 C.F.R. Section 
2.6. 


12. Establishing Ownership of Applications or Registrations 


Trademark Rule 2.186, 37 C.F.R. Section 2.186, as amended, 
provides: 


Any action with respect to an assigned application or registration 
which may or must be taken by an applicant or registrant may 
be taken by the assignee provided that the assignment has been 
recorded or that proof of the assignment has been submitted. 


The previous rule required recording of an assignment in a 
case where the applicant/assignee or registrant/assignee was 
required to take an action, such as filing a response to an Office 
action, filing an affidavit of use under Trademark Act Section 
8 or filing a renewal. While it may be advisable for an applicant 
or registrant to record an assignment of an application or reg- 
istration in view of the provisions of Trademark Act Section 
10, 15 U.S.C. Section 1060, concerning subsequent purchasers, 
neither the Act nor the rules require recordation. 

However, if the party taking the relevant action with respect 
to the application or registration is different from the applicant 
or registrant of record and the filing party has not recorded an 
assignment, the party taking the action must establish that it is 
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the owner of the application or registration through appropriate 
evidence. This evidence may consist of a copy of a document 
transferring ownership from one party to another or an expla- 
nation in an affidavit or supported by a declaration under Trade- 
mark Rule 2.20, 37 C.F.R. Section 2.20, that a valid transfer 
of legal title has occurred. 


13. Revival of Abandoned Applications 


Trademark Rule 2.66, 37 C.F.R. Section 2.66, concerning 
petitions to revive abandoned applications, requires that all such 
petitions be filed “promptly.” The Office will continue to consider 
each petition on the merits according to the circumstances of 
the case, but, as a general rule, all such petitions should be filed 
within two months of the abandonment date. The standard for 
granting a petition to revive continues to be “unavoidable delay.” 
Please note the discussion above (A.10.) with specific reference 
to petitions to revive intent-to-use applications. 


14. Concurrent Use 


The 1988 amendments insert the following language in Trade- 
mark Act Section 2(d), 15 U.S.C. Section 1052(d), governing 
concurrent use applications which are subject to concurrent use 
proceedings in the Patent and Trademark Office: 


Use prior to the filing date of any pending application or a 
registration shall not be required when the owner of such 
application or registration consents to the grant of a concurrent 
registration to the applicant. 


The statute now provides greater flexibility to applicants seek- 
ing concurrent use registrations. Therefore, if the applicant is 
not entitled to a concurrent use registration on the basis of the 
jurisdictional requirement of use of its mark prior to the earliest 
filing date of any relevant pending application or registration, 
but the relevant prior applicant or registrant has consented to 
the applicant’s concurrent use application, the examining attor- 
ney should approve the mark for publication, subject to a 
concurrent use proceeding, provided it is otherwise eligible. 

Also, Trademark Rule 2.42, 37 C.F.R. Section 2.42, no longer 
requires that the stated exceptions in aconcurrent use application 
be inserted in the verification or declaration. The exceptions 
need only be provided in the statement portion of the application. 


15.Requests to Divide an Application 


Trademark Rule 2.87, 37 C.F.R. Section 2.87, establishes 
procedures for dividing one application into two separate ap- 
plications. The rule provides as follows: 


(a) An application may be physically divided into two or more 
separate applications upon submission by the applicant of a 
request therefor, in accordance with paragraph (c) of this section. 
In the case of a request to divide out some, but not all, of the 
goods or services in aclass, a fee foreach new separate application 
to be created by the division must be submitted. Any outstanding 
time period for action by the applicant in the original application 
at the time of the division will be applicable to each new separate 
application created by the division. 


(b) A request to divide an application may be filed at any time 
between the filing of the application and the date the Trademark 
Examining Attorney approves the mark for publication or the 
date of expiration of the six-month response period after issuance 
of a final action; or during an opposition, upon motion granted 
by the Trademark Trial and Appeal Board. Additionally, a 
request to divide an application under section 1(b) of the Act 
may be filed with a statement of use under section 2.88 or at 
any time between the filing of a statement of use and the date 
the Trademark Examining Attorney approves the mark for 
registration or the date of expiration of the six-month response 
period after issuance of a final action. 


(c) A request to divide an application should be made in a 
separate paper from any other amendment or response in the 
application. The title “Request to divide application.” should 
appear at the top of the first page of the paper. 
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By dividing the application, the applicant preserves the filing 
date, and thus the potential constructive use date, as to all of 
the goods and services covered by the application. 

Under the rule, the applicant may request that certain goods 
or services in a single class be divided, that is, that a separate 
application with the same filing date be created to cover those 
goods or services. The applicant may also request that an entire 
class or several classes be divided, that is, that one or more 
separate applications with the same filing date be created to 
cover certain classes. 

An applicant may request division of an application for any 
reason. For example, in an intent-to-use application, the appli- 
cant may wish to proceed to publication or registration with 
certain goods and services on or in connection with which it 
has used the mark in commerce and retain an active application 
for any remaining goods or services. The applicant can do so 
by requesting division of the application. 

If the applicant requests that the goods or services in a single 
class be divided into one or more separate applications, the 
applicant must submit an application fee for each new appli- 
cation to be created. The fee is the same as the fee for the filing 
of a new single-class application, $175.00. If an entire class is 
to be divided out from a multiple class application, there is no 
fee. Trademark Rule 2.87(a), 37 C.F.R. Section 2.87(a). There 
is no fee for the request to divide itself. 


a. Processing Requests to Divide 


Specially designated personnel in the ITU Unit will process 
all requests to divide. All requests to divide will be given priority 
in processing over any other paper in the-case. All requests to 
divide should be forwarded to the ITU Unit immediately for 
processing. However, if the application is the subject of a 
proceeding before the Trademark Trial and Appeal Board, the 
request should first be forwarded to the Board for appropriate 
action. The ITU Unit will process the request as promptly as 
possible and will return the application or applications to regular 
processing after completing action on the request to divide. 

If the request to divide does not include a necessary fee or 
is otherwise deficient, the ITU Unit will notify the applicant of 
the deficiency. The applicant must correct any such deficiency 
within thirty days or, if the division is a necessary component 
of a statement of use, within the time permitted for filing the 
statement of use, whichever is shorter. If the applicant fails to 
correct the deficiency within the time provided, the request will 
be considered abandoned and the application will be processed 
without regard to the request. The ITU Unit will advise the 
applicant of any such action and will refund any fees paid in 
conjunction with the request to divide. 

If the applicant submits a request to divide along with a 
statement of use and a request for an extension of time, and 
the fees are insufficient to cover all three, the fees will be applied 
first to the request for an extension of time, second to the 
statement of use and lastly to the request to divide. 

If the applicant submits a request to divide along with a 
statement of use, and the fees are sufficient for the statement 
of use only, and no time remains for filing additional fees, the 
applicant will be given the opportunity to amend the statement 
of use to include all goods or services in the application. The 
applicant must establish that the applicant used the mark in 
commerce on or in connection with all such goods or services 
within the time permitted for filing the statement of use. If time 
does remain in the existing period for filing the statement of 
use, the applicant will be permitted to submit the additional fees 
within that time period. 

Filing a request to divide an application does not relieve an 
applicant of the duty to respond to any outstanding Office action 
or to take any other required action. 

Likewise, the applicant should note that any outstanding time 
period for action by the applicant in effect at the time the 
application is divided applies not only to the original application, 
but also to each new application created in the division of the 
application. Therefore, if a response to an Office action is due 
in a case, the response is due likewise in each new application 
created through the division of the application. 

Similarly, if a statement of use is due, the period for filing 
the statement of use relevant to the original application is like- 
wise relevant to each new application created through the division. 
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If a request to divide an application is received at any time 
other than those specified, it will be returned to the applicant 
with any fees submitted for that purpose and the application will 
not be divided. 

The Office will not consider a request to merge two separate 
applications into a single application once again after a proper 
request to divide has been granted. 


b. Division of Registration Not Permitted 


A registration cannot be divided into one or more separate 
registrations. 


16. Correspondence with Applicants Not Domiciled in the 
United States 


Trademark Rule 2.18, 37 C.F.R. Section 2.18, has been re- 
vised to clarify Office policy with respect to correspondence 
with applicants not domiciled in the United States. In such a 
case, the Office will send correspondence to the applicant’s 
domestic representative unless the applicant has authorized an 
attorney or another qualified person to prosecute the application. 
If the applicant has authorized an attorney or other qualified 
person to prosecute the application, the Office will send cor- 
respondence to that authorized person. 


17. Preferred Size for Application Papers 


Trademark Rule 2.31, 37 C.F.R. Section 2.31, now specifies 
that the preferred size for application papers is letter size. This 
policy applies to all submissions related to all applications. 


C. PROVISIONS AFFECTING APPLICATIONS UNDER 
SECTION 44 OF THE ACT 


The 1988 amendments introduce relatively few changes af- 
fecting applications filed under Trademark Act Section 44, 15 
U.S.C. Section 1126. The amended Rules of Practice incorporate 
changes dictated by decisions in the area and clarify Office 
policy related to the administration of Section 44 in other re- 
spects. The provisions are summarized in this section. 


1. Filing-Date Requirements 


As noted above (A.1.a.), the amended Rules of Practice 
institute a number of changes related to receipt of a filing date 
which affect all applications. This section addresses only those 
changes which relate specifically to applications under Section 
44. Trademark Rule 2.21, 37 C.F.R. Section 2.21, sets forth the 
minimum formal requirements to receive a filing date for the 
various types of applications. These minimum requirements do 
not include all of the requirements which may apply to qualify 
for registration. 


a. Statement of a Bona Fide Intention to Use the Mark in 
Commerce 


The 1988 amendments require all applicants under Section 
44 of the Act to allege a bona fide intention to use the mark 
in commerce, although use in commerce is not required as a 
condition to registration. Any application under either Section 
44(d) or 44(e) of the Act must include such a statement to receive 
a filing date. Trademark Rule 2.21(a)(5)(ii) and (iii), 37 C.F.R. 
Section 2.21(a)(5)(ii) and (iii). 

The Office will not presume that an application under Section 
44 is also based on intent to use under Trademark Act Section 
1(b), 15 U.S.C. Section 1051(b). If the applicant wishes to assert 
both bases, the applicant must indicate so specifically. If the 
applicant indicates that Section 44 is the basis, and nothing more, 
and the applicant fails to comply with the relevant Section 44 
filing-date requirements, the applicant will be denied a filingdate, 
even if the application includes a statement of a bona fide 
intention to use the mark in commerce. 


b. Priority Claim or Certified Copy of a Foreign Registration 
In the case of an application claiming the benefits of Section 


44(d), the application must be filed in the U.S. within six months 
of the relevant foreign filing and must include a claim of the 
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benefit of a prior foreign application to receive a filing date. 

Trademark Rule 2.21(a)(5)(iii), 37 C.F.R. Section 2.21(a)(5)(iii). 
Trademark Rule 2.39, 37 C.F.R. Section 2.39, sets forth the 
required content of such a claim, essentially, the filing date and 
country of the first regularly filed foreign application. The 
applicant should also indicate the serial number of that appli- 
cation, if it is available. The serial number is not required to 
receive a filing date, however. 

In the case of an application under Section 44(e), the appli- 
cation must include a certification or certified copy of the foreign 
registration on which the United States application is based to 
receive a filing date. Trademark Rule 2.21(a)(5)(ii), 37 C.F.R. 
Section 2.21(a)(5)(ii). If the applicant submits any type of copy 
other than an original of a certified copy, the Office will not 
grant a filing date. 


2. Statement of Dates of Use and Method of Use and Speci- 
mens Not Required 


In any application under Section 44, the applicant need not 
state a date of first use anywhere, nor a date of first use in 
commerce, nor the method of use. Also, the applicant need not 
provide specimens of use. Crocker National Bank v. Canadian 
Imperial Bank of Commerce, 223 USPQ 909 (TTAB 1984). 
Trademark Rules 2.21 and 2.33, 37 C.F.R. Sections 2.21 and 
2.5. mave been amended to reflect this change. In such a case, 
the mark need not be in use anywhere for the purposes of the 
U.S. application. 


3. The Basis for Registration in Applications Claiming the 
Benefits of Section 44(d) 


In Jn re Daiwa Seiko, Inc., 230 USPQ 794 (Comm’r Pats. 
1983), the Commissioner clarified the distinction between Sec- 
tions 44(d) and (e) of the Act. The Commissioner held that 
Section 44(d) only provides a basis for receiving a priority filing 
date but does not provide a basis for registration. Therefore, an 
application claiming the benefit of a foreign application under 
Section 44(d) must include a basis for registration also. In most 
cases, the basis for registration will be the foreign registration 
which will issue from the foreign application relied upon for 
priority. The Office will presume that this is the basis for reg- 
istration in any application under Section 44(d) unless the ap- 
plicant indicates otherwise. 

Furthermore, the assertion of a different basis for registration 
more than six months after the filing of the foreign application, 
including reliance on a different foreign registration under Sec- 
tion 44(e), will result in the loss of the priority filing date under 
Section 44(d) of the Act. In such a case, the Office will change 
the filing date in the United States to the date on which the 
applicant perfects the new basis for registration by providing 
either a proper statement of dates of use in commerce, a proper 
assertion of an intent to use in commerce under Section 1(b) 
of the Act or a certificate or certified copy of a foreign regis- 
tration. See TMEP section 706 and Chapter 1000. 

In an application filed under Section 44 before November 
16, 1989, the applicant may amend to add Section 1(b) as a basis 
for registration on or after that date. However, if the applicant 
has claimed priority under Section 44(d) in such a case, and 
the applicant drops the original basis for registration to rely on 
Section 1(b) only, the applicant may not retain the priority date 
unless the amendment asserting Section 1(b) as a basis for 
registration was made within six months of the filing of the 
foreign application relied on for priority. If the amendment was 
made later and the applicant drops the original basis for reg- 
istration, the effective filing date of the application is the date 
of the amendment to assert Section 1(b) as a basis for registration. 


D. PROVISIONS AFFECTING APPLICATIONS BASED 
ON USE IN COMMERCE ONLY 


The 1988 amendments and the amended Rules of Practice 
do not provide any changes, as such, related specifically to 
applications based on use in commerce under Trademark Act 
Section 1(a), 15 U.S.C. Section 1051(a), other than those noted 
above (Section B) affecting all applications. In one instance, 
noted here, the amended Rules of Practice merely set forth long- 
standing Office policy in the rules for the first time. 
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Trademark Rule 2.59(a), 37 C.F.R. Section 2.59(a), provides 
as follows: 


In an application under section 1(a) of the Act, the applicant 
may submit substitute specimens of the mark as used on or in 
connection with the goods, or in the sale or advertising of the 
services, provided that any substitute specimens submitted are 
supported by applicant's affidavit or declaration in accordance 
with Section 2.20 (37 C.F.R. Section 2.20) verifying that the 
substitute specimens were in use in commerce at least as early 
as the filing date of the application. The verification requirement 
shall not apply if the specimens are duplicates or facsimiles, 
such as photographs, of specimens already of record in the 
application. 


As noted, this provision merely states long-standing policy in 
the regulations for the first time. 


E. FILING ON MORE THAN ONE BASIS AND CHANG- 
ING THE BASIS OF THE APPLICATION 


Trademark Rule 2.33(d), 37 C.F.R. Section 2.33(d), precludes 
the filing of an application based on both use in commerce under 
Trademark Act Section 1(a), 15 U.S.C. Section 1051(a), and a 
bona fide intention to use the mark in commerce under Trade- 
mark Act Section 1(b), 15 U.S.C. Section 1051(b). This pro- 
hibition precludes applications in a single class alleging both 
use in commerce and intent to use as to either the same goods 
and services or different goods or services. Likewise, the pro- 
hibition precludes applications in more than one class alleging 
both use in commerce and intent to use. If an applicant submits 
an application asserting both Section 1(a) and 1(b) bases for 
registration, the Office will not grant a filing date and will return 
the papers to the applicant. 

The rule also precludes amendments in applications initially 
based on use in commerce under Section 1(a) to change the basis 
to intent to use under Section 1(b). In an application under 
Section 1(b) of the Act, an applicant may assert dates of first 
use which are earlier than the filing date of the application in 
an amendment to allege use or a statement of use. 

Applicants may allege Section 44 as an additional basis for 
registration in conjunction with either use in commerce under 
Section 1(a) or intent to use under Section 1(b). In such a case, 
an applicant may also allege different bases for the application 
as to specific goods or services within a class. If an applicant 
asserts more than one basis for registration, the applicant must 
satisfy all of the requirements for registration which apply to 
each basis asserted. The applicant must indicate clearly that it 
asserts two bases for registration. 

If an applicant asserts both intent to use and Section 44(e) 
as the bases for registration, the Office will not approve the mark 
for publication until the applicant submits a certificate or cer- 
tified copy of the foreign registration. 

In an application filed under Section 44 before November 
16, 1989, the applicant may amend to add Section 1(b) as a basis 
for registration on or after that date. However, if the applicant 
has claimed priority under Section 44(d) in such a case, and 
the applicant drops the original basis for registration to rely on 
Section 1(b) only, the applicant may not retain the priority date 
unless the amendment asserting Section 1(b) as a basis for 
registration was made within six months of the filing of the 
foreign application relied on for priority. If the amendment was 
made later and the applicant drops the original basis for reg- 
istration, the effective filing date of the application is the date 
of the amendment to assert Section 1(b) as a basis for registration. 
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(216) Questions and Answers 


I. New Trademark Application Filing Requirements 


The Trademark Law Revision Act of 1988, which was 
implemented on Nov. 16, 1989, contains the most significant 
amendments to the Lanham Act since its enactment in 1947. 
The Patent and Trademark Office has significantly revised the 
Trademark Rules of Practice to reflect the changes in the law. 
Additionally, the PTO has issued a supplement to Revision 7 
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of the Trademark Manual of Examining Procedure that reflects 
the changes in the law, rules, and Office policy and is available 
from the Government Printing Office. 

The PTO’s Office of the Assistant Commissioner for Trade- 
marks has prepared a series of “Questions and Answers” about 
Office practice under the new law and rules. This first in the 
series concerns the requirements for the initial filing of an 
application. Subsequent “Questions and Answers” will address 
various examination issues, the statement of use, requests for 
extension of time to file the statement of use, the amendment 
to allege use and notice of allowance. 


Q. What is an intent-to-use application? 


A. The Trademark Law Revision Act of 1988 became effective 
on Nov. 16, 1989. It amended the Trademark Act to add a new 
basis for filing an application for Federal trademark registration 
on the Principal Register. A party with a bona fide intention 
to use a specific mark in commerce in relation to specific goods 
or services may now file an application. However, before the 
mark will be registered, the applicant must use the mark in 
commerce in connection with the specified goods or services 
and submit specimens evidencing use and a verified allegation 
concerning that use. 

First, an intent-to-use application will be examined in relation 
to all substantive and procedural requirements, except use- 
related issues, and, if acceptable, published for opposition. If 
there is no opposition, or any opposition is resolved in the 
applicant’s favor, the applicant will receive a notice of allow- 
ance. 

The applicant must submit a statement of use within six 
months of that date, or request a six-month extension of time. 
The applicant may then request up to four additional six-month 
extensions of time in which to file the statement of use. The 
grant of such extensions is predicated, in part, upon the appli- 
cant’s showing of “good cause” as to why the mark has not yet 
been used. Thus, an applicant may have up to 36 months from 
the mailing of the notice of allowance within which to file a 
statement of use. (See Trademark Rules 2.88 and 2.89 concern- 
ing the requirements for a statement of use and extension requests.) 
Upon filing, the statement of use will be examined and, if 
accepted, the mark will register. 


Q. How does an intent-to-use application differ from an appli- 
cation based upon use in commerce? 


A. The primary difference between the two types of applications 
is the basis for filing. Because of that difference, the filing 
requirements and processing of the two types of applications 
differ. 

A party may not file an application based upon use of a mark 
in commerce until after that use has occured. Instead of asserting 
a bona fide intent to use the mark in commerce, the use-based 
application must include allegations concerning dates of use and 
specimens evidencing use as a filing requirement. The use-based 
application will be examined and, if acceptable, published for 
opposition. If the mark is not opposed, or any opposition is 
resolved in the applicant’s favor, the mark will register. This 
procedure differs from the application procedure for an intent- 
to-use application, as noted above. 

However, in all other respects the legal reasons for refusing 
registration (such as descriptiveness, likelihood of confusion, 
etc.) and the procedural requirements (such as specificity of 
identifications of goods, signature by applicant, etc.) are exactly 
the same for the two types of applications. Additionally, upon 
registration, the filing date of any application on the Principal 
Register is a constructive date of first use of the mark. 


Q. What are the requirements for filing an intent-to-use appli- 
cation? 


A. A complete intent-to-use application consists of a written 
application, a drawing of the mark, and the required filing fee 
for each class of goods. The requirements for a written intent- 
to-use application are set forth in Trademark Rule 2.33. The 
application must be made to the Commissioner of Patents and 
Trademarks, must include a request for registration, and must 
be signed and verified (sworn to) by the applicant. 
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The application must specify: the name and address of the 
applicant; information about the applicant’s legal entity; a claim 
that the applicant has a bona fide intention to use the mark in 
commerce; the particular goods or services on or in connection 
with which the applicant has a bona fide intention to use the 
mark; the class of goods or services according to the official 
classification, if known to the applicant; and the intended mode, 
manner or method of applying, affixing or otherwise using the 
mark on or in connection with the goods or services specified. 

The applicant must sign a verfication of the application which 
includes, in part, averments that the applicant is believed to be 
entitled to use the mark sought to be registered; that to the best 
of the declarant’s knowledge and belief no other entity has the 
right to use the mark in commerce, either in the identical form 
or in such near resemblance as to be likely, when applied to 
the goods or services of such other entity, to cause confusion, 
or to cause mistake, or to deceive; and that the facts set forth 
in the application are true. 

Please note that Rule 2.33 differs form section 1(b) of the 
Act because the rule requires the above verification to include 
a statement that “the applicant is the owner of the mark” rather 
than that “the applicant believes it is entitled to use the mark.” 
This specific requirement of the rule should be disregarded to 
the extent that it differs from the statute. The rule will be amended 
in due course. 


Q. What are the minimum requirements for receipt of a filing 
date for an intent-to-use application? 


A. Trademark Rule 2.21 sets forth the minimum requirements 
for receipt of a filing date for intent-to-use applications, as well 
as other types of applications. These minimum formal require- 
ments do not include all of the requirements which may ulti- 
mately be necessary to obtain registration, but merely those 
which must be satisified to receive a filing date. 

An intent-to-use application must include the following el- 
ements in order to receive a filing date: the name of the applicant, 
the name and address to which communications can be directed, 
a drawing of the mark substantially meeting all of the require- 
ments of Trademark Rule 2.52, an identification of goods or 
services, a claim of a bona fide intention to use the mark in 
commerce, a verification or declaration under Trademark Rule 
2.33(b) signed by the applicant, and the required filing fee for 
at least one class of goods or services. If an application lacks 
any one of these elements, it will be denied a filing date and 
all papers will be returned to the applicant as informal. 


Q. Is there any change in the requirements for applications 
based upon either use in commerce or Section 44 of the Trade- 
mark Act? 


A. Yes. Effective Nov. 16, 1989, an application must be signed 
in order to receive a filing date. Trademark Rule 2.21 has been 
amended to require that an application include a verification 
or declaration in accordance with Trademark Rule 2.33(b), 
signed by the applicant, to receive a filing date. This requirement 
applies to all applications filed after Nov. 16, 1989, regardless 
of the basis for filing. Unsigned applications will be returned 
to the applicant as informal. A verified assertion, signed by the 
applicant, of the basis for filing, is believed to be essential 
because of the importance of the filing date as a constructive 
date of first use of the mark for registration of the Principal 
Register. 

All other filing requirements for use-based applications re- 
main unchanged. 

Concerning Section 44 which permits, under certain circum- 
stances, the .uug of an application in the United States based 
upon an application or registration in another country, there are 
two additional changes. Effective Nov. 16, 1989, an application 
filed under Section 44(d) or Section 44(e) of the Trademark Act 
must include an allegation that the applicant has a bona fide 
intention to use the mark in commerce. However, Section 44 
applicants will still be exempt from any use requirement as a 
condition to registration. In other words, Section 44 applicants 
are not required to file specimens evidencing use of the mark 
or an allegation of use in order to obtain registration. 

As a requirement for obtaining a filing date, an application 
filed pursuant to Section 44(d) must include in the heading of 
the drawing the date of the foreign filing which forms the basis 
of its priority claim. 
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Q. Who can sign an application? 


A. There are two issues that may arise with respect to the 
signature on an application: (1) whether the signature is suf- 
ficient for receipt of a filing date, and (2) whether the signature 
is that of the applicant. 

The following persons can properly sign an application for 
an applicant: an individual applicant, a general partner of a 
partnership, or an officer of a corporation or association. 

If an application is signed by an improper party, but the 
improper party had “color of authority” to act for applicant, the 
Office will require re-execution of the application, but will not 
invalidate the filing date. (See Trademark Rule 2.71(c) concern- 
ing “color of authority.”) The Examining Attorney will deter- 
mine whether the signatory had color of authority to sign the 
application for the applicant. A person has such color of au- 
thority if he or she has firsthand knowledge of the relevant facts 
and implied or actual authority to act on behalf of the applicant. 
A general manager may qualify under this standard. The 
applicant’ s attorney will not ordinarily be regarded as possess- 
ing color of authority to sign on behalf of a client. Attorneys, 
who are not employees of a corporate applicant, do not usually 
have firsthand knowledge of a client’s business or the authority 
to act on behalf of a client, other than as legal representa- 
tive. 

If the signature is acceptable for the purpose of receiving a 
filing date (i.e., if the signatory had color of authority), but is 
not the signature of the applicant, a substitute verification by 
the applicant of the facts in the application will be required. If 
the person who signed did not have even color of authority, the 
Examining Attorney will refuse registration because the appli- 
cant did not meet the minimum requirements of Rule 2.21 for 
receipt of a filing date. An application signed by a party without 
color of authority is void ab initio and cannot be corrected by 
submission of a substitute declaration. 


Q. Are “fax” copies of signatures acceptable? 


A. The Trademark Operation does not have the equipment to 
accept documents transmitted by “fax” for purposes of receiving 
a filing date. However, the signature on a properly filed appli- 
cation may be a photocopy or “fax” copy of the original sig- 
nature. The subsequent submission of the original document will 
be required by the Examining Attorney. 


Q. What is the significance of the filing date? 


A. Section 7 of the Trademark Act has been amended to provide 
that the filing date of an application of the Principal Register 
is a constructive date of first use of the mark in commerce, 
provided the application matures into a registration. Thus, filing 
affords the applicant nationwide priority over others, with the 
exception of parties who had used the mark before the appli- 
cant’s filing date, parties who had filed before the applicant, 
or parties who are entitled to an earlier priority filing date based 
upon the filing of a foreign application under Section 44(d) of 
the Trademark Act. 


Q. Can an application be based upon both use and intent-to- 
use? 


A. No. Section 1(a) of the Trademark provides for the filing 
of applications based upon actual use incommerce, while Section 
1(b) provides for the filing of applications based upon intent- 
to-use. Trademark Rule 2.33(d) states that an applicant may not 
file under both Sections 1(a) and 1(b) of the Act in a single 
application, nor may an applicant in an application under Section 
1(a) of the Act amend to seek registration under Section 1(b). 
Any application filed under both Sections 1(a) and 1(b) of the 
Trademark Act will be denied a filing date and returned to the 
applicant. 


Q. Can an applicant assert both a Section 44 claim and an intent- 
to-use or use claim in the same application? 


A. Yes. Section 44(d) provides for applications based upon an 
application for registration filed in an applicant’s country of 
origin, and section 44(e) provides for applications based upon 
a registration in applicant’s country of origin. An application 
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may be based upon both a foreign application or registration 
under Section 44 and either use in commerce under Section 1 (a) 
or intent-to-use under Section 1(b). 


Q. Since a Section 44 application contains a statement of a bona 
fide intent to use the mark in commerce, isn’ t this also an intent- 
to-use application? 


A. No. The statement of a bona fide intent to use a mark is one 
of the statutory requirements for a Section 44 filing and the PTO 
will not consider the mere inclusion of such a statement to 
constitute the assertion of a basis for filing under Section 1(b) 
of the Act. In other words, once the requirements for Section 
44 are met and the application successfully completes the 
opposition period, the mark will register (rather than a notice 
of allowance issuing in the application). 

A Section 44 applicant may also assert an intent-to-use basis 
by explicitly stating, after its statement of a bona fide intent to 
use the mark in commerce, that it is also asserting a Section 
1(b) basis for filing. 


Q. Can an intent-to-use application be filed on the Supplemental 
Register? 


A. No. An intent-to-use application initially filed on the Supple- 
mental Register will be denied a filing date and returned to the 
applicant. No amendment of an intent-to-use application to the 
Supplemental Register will be accepted until after use has 
commenced and after the filing and acceptance of an amendment 
to allege use or a statement of use. In such a case, the effective 
filing date of the application will be changed to the date on which 
the applicant filed the amendment to allege use under Section 
1(c) of the Trademark Act or the statement of use under Section 
1(d) of the Act. 


Q. Must an intent-to-use applicant begin using the mark before 
a registration will issue? 


A. Yes. An intent-to-use application may not mature into a 
registration until use of the mark has begun. After use begins, 
the applicant must verify such use in either (1) an amendment 
to allege use or (2) a statement of use. In addition, applicant 
must submit specimens evidencing use and a fee of $100 per 
class of goods or services in the application. 


Q. What is the difference between an amendment to allege use 
and a statement of use? 


A. The primary difference between the amendment to allege 
use and the statement of use is the time of filing. The amendment 
to allege use may be filed during initial examination of the 
application, i.e., after the filing date of the application and before 
the date on which the Examining Attorney approves the mark 
for publication. If the amendment to allege use is accepted, the 
application will then be processed for publication and issuance 
in the same manner as a use-based application. 

If no amendment to allege use is filed before the Examining 
Attorney approves the mark for publication, the mark will be 
published for opposition. After the successful completion of the 
opposition period, the PTO will issue a notice of allowance. The 
applicant will then have six months from the date of the notice 
of allowance in which it must file a statement of use, or file 
a written request for an extension of time in which to file the 
statement of use. Successive extensions of time, aggregating no 
more than 36 months from the notice of allowance, may be 
obtained pursuant to Trademark Rule 2.89. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Nov. 27, 1989 


[1110 TMOG 622] 


(217) Reminders Concerning the Revised Rules 


of Practice in Trademark Cases 


The Office offers the following reminders concerning certain 
requirements under the revised Rules of Practice in Trademark 
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Cases to ensure proper and efficient processing of trademark 
papers. 


1. Statement of A Bona Fide Intention to Use in Commerce 


The Office has received a number of applications filed based 
on Trademark Act Section 44 which contain no claim of bona 
fide intention to use the mark in commerce. Sections 44(d)(2) 
and 44(e), and revised Trademark Rule 2.21 state the require- 
ments for filing a trademark application based on a foreign 
application or registration. These sections require, among other 
things, that all applications filed pursuant to Section 44 state 
a bona fide intention to use the mark in commerce. Therefore 
if the application is filed based only on Section 44, and applicant 
has not recited a claim of bona fide intention to use the mark 
in commerce, the application will not be accorded a filing date 
and will be returned to the applicant. 

This statement must include the words “in commerce.” The 
statement should be set forth in its entirety prominently in the 
opening statement of the application to ensure that the appli- 
cation is accorded a filing date. The applicant may repeat the 
statement in the application declaration, if desired. 


2. Assertion of Two Bases 


If the applicant wishes to file based on both a bona fide 
intention to use the mark in commerce under Trademark Act 
Section 1(b) and a foreign application or registration under 
Trademark Act Section 44, the applicant must clearly indicate 
its intention to do so. In a Section 44 filing the Office will not 
presume Trademark Act Section 1(b) as an additional basis for 
filing by the mere statement of a bona fide intention to use the 
mark in commerce. If the applicant wishes to claim an additional 
basis under Section 1(b) of the Act it should indicate its in- 
tention with a separate statement claiming a basis under Section 
1(b). 


3. Filing Papers Before Notification of Serial Number 


The Office recommends that applicants wait until they have 
received the filing fee receipt before filing any papers related 
to a trademark application. The filing fee receipt includes the 
assigned application serial number. The applicant should refer 
to the serial number in filing any paper to ensure that the paper 
is associated with the correct application file. For example, if 
applicant has filed a photocopy of its application in order to 
receive a filing date and follows up the photocopy with an 
original document, the applicant should wait for the filing fee 
receipt in order to have a serial number with which to reference 
the second document. Without the reference number, the papers 
may be returned to the applicant or the papers may be identified 
as a new filing, and accorded a new serial number. 

In the same manner, it is preferable that amendments to allege 
use under Trademark Act Section 1(c) should not be filed until 
a filing fee receipt has issued and applicant can reference the 
serial number of the appropriate application when it submits its 
amendment to allege use. 

The filing of an amendment to allege use has important 
ramifications in the publication of the mark and production of 
the Official Gazette. Therefore it is especially important that the 
Office be able to identify and process those papers promptly. 

If the applicant files an amendment to allege use along with 
other amendments, it would be helpful if the applicant provides 
some indication that the filing is both an amendment to allege 
use and other amendments. 


4. Section 8 Affidavit Requirements 


Trademark Act Section 8, as amended, and revised Trademark 
Rule 2.162 requires, among other things, that registrants set forth 
the “goods or services recited in the registration on or in con- 
nection with which the mark is in use in commerce.” The goods 
and services must also be set forth in any affidavit asserting 
excusable nonuse. Formerly, applicants were not required to set 
forth the specific goods and services. Applicant may meet the 
requirement to specify the goods or services either by listing 
the goods or services or by incorporating the goods and services 
by reference, e.g., “The registered mark is in use in commerce 
with all the goods and services listed in the registration.” The 
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list of goods and services or applicant’s incorporation of the 
goods and services by reference should appear somewhere in 
the body of the affidavit. 

Applicants should also take note of the revised requirement 
for a specimen or facsimile for each class of goods or services 
in the registration. The specimen or facsimile for each class must 
be filed prior to the end of the sixth year. Failure to meet these 
revised requirements may result in cancellation of all or part 
of a registration. 


5. Filing of Miscellaneous Papers 


Every paper filed with the Office which relates to an appli- 
cation or registration should include the serial number of the 
application or the registration number of the registration. The 
best practice would be to have the application number or reg- 
istration number appear on every single sheet of paper which 
an applicant or registrant files with the Office, including any 
substitute specimens which applicant may file. Those papers 
filed with the Office which do not have the application serial 
number or the registration number reference on them must be 
identified by Office personnel using alternative means such as 
looking up the mark or owner in the automated search system. 
However, if papers become detached, the information which the 
Office needs to join a particular piece of correspondence to the 
correct file may not be available. 


6. Time for Filing Corrections to Amendments to Allege 
Use 


Applicants should note that Rule 2.76(a) provides that filing 
an amendment to allege use of a mark in commerce under section 
1(c) is only permitted between the time of filing the application 
and the time the examiner approves the mark for publication. 
If applicant’s amendment to allege use fails to meet the minumum 
requirements for an amendment to allege use as set out in Rule 
2.76(e)(3), applicant must correct those defects prior to approval 
of the mark for publication or the application will be published 
without any consideration of the amendment to allege use. If 
the file is approved for publication before applicant can correct 
its amendment to allege use, applicant will be required to wait 
until a notice of allowance issues before it can file its affidavit 
of use. In these circumstances the fee applicant submitted for 
its original amendment to allege use will not be refunded or 
applied to the later filed statement of use. 


Apr. 12, 1990 JEFFREY M. SAMUELS 
Assistant Commissioner 


for Trademarks 
(1114 TMOG 31] 


TRADEMARK POST REGISTRATION 


(218) Trademark Rule 2.165 Requirement 
Where A Section 8 Affidavit Or 


Declaration Is Held Insufficient 


Several recent Petitions to the Commissioner have indicated 
a failure on the part of registrants and their attorneys to follow 
the requirements of Trademark Rule 2.165. Therefore, review- 
ing certain basic elements of this rule is considered timely so 
as to alert registrants and attorneys to technical errors which 
might lead to the cancellation of a valuable trademark regis- 
tration. 

Part (a) of Rule 2.165 indicates that the examiner will notify 
the registrant when an affidavit or declaration of use under 
Section 8 of the Statute is insufficient and the reasons therefor. 
When the registrant wishes the examiner to reconsider the 
affidavit or declaration, or when the registrant has taken addi- 
tional steps to rectify the deficiencies and desires to have the 
examiner reconsider the affidavit or declaration in light of those 
steps, the request for reconsideration must be submitted within 
6 months of the date of mailing of the notice of insufficiency. 

Note, however, that a supplemental or substitute affidavit or 
declaration required by Section 8 cannot be considered unless 
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it is received before the expiration of the six year anniversary 
of the registration. Consequently, registrants should file their 
affidavits as early as possible during the sixth year following 
registration. 

There are situations where correcting the deficiency in the 
affidavit or declaration requires recording an assignment with 
the Assignment Division of this Office. If the recording cannot 
be completed within 6 months, the registrant must at least 
respond to the examiner’s notice of insufficiency within that 
period. The response must indicate the steps being taken to 
correct the deficiency. The examiner can then allow the reg- 
istrant additional time or suspend action depending on the 
circumstances. Registrants must always observe the “six month 
response” period whenever responding to the examiner from 
an adverse action. 

Part (b) of Rule 2.165 permits a registrant to request the 
Commissioner to review the action of the examiner when he 
is dissatisfied with that action. Review by the Commissioner 
should be sought only where it is believed that the examiner 
has erred in his action. In other words, the Commissioner’s role 
is to review the correctness of the examiner’s action and not 
to serve as an alter ego of the examiner before whom the 
registrant may seek to correct deficiencies. 

When review by the Commissioner has been sought, the 
decision on that request constitutes the final action of the Patent 
and Trademark Office. If no review by the Commissioner is 
sought and if no request for reconsideration of an examiner’s 
action is timely filed, the Commissioner will notify the registrant 
of the deficiency in the affidavit or declaration after the sixth 
year has expired. Such notice is never mailed prior to the 
expiration of the sixth year following registration nor until a 
reasonable time has elapsed following a six month period from 
the last action mailed by this Office. This notice constitutes the 
final action of the Patent and Trademark Office in those cases 
where the Commissioner’s review has not been sought. Once 
this notice has been mailed, it is too late (under the Rules of 
Practice) to request the Commissioner to review the action of 
the examiner. Review would only be proper if an affiant could 
show circumstances sufficient to suspend the finality element 
of Rule 2.165(b) pursuant to Rule 2.148. 

Registrants will be held to strict compliance with Rule 2.165 
as it has been briefed above. Therefore, parties are urged to 
respond fully as soon as possible after an action is received from 
the examiner. ad 


BERNARD A. MEANY, 
Assistant Commissioner 
for Trademarks. 


Dec. 12, 1977. 
[966 TMOG 80] 


(219) Late-Filed Renewal Fees 

Sections 9 and 31 of the Lanham Act (15 U.S.C. §§ 1095 
and 1113) require that an additional five dollar ($5.00) fee be 
submitted by a registrant who files a renewal application during 
the three-month period following expiration of its registration. 
The language of the statute requires that this additional fee be 
submitted within the three-month grace period. A number of 
registrants who have failed to submit the additional fee within 
the prescribed period have petitioned the Commissioner to allow 
their renewal applications. The Commissioner has granted 
petitions of this kind where the registrant or its attorney main- 
tained a Patent and Trademark Office deposit account which 
contained, on the date the renewal application was filed, suf- 
ficient funds to cover the additional fee. Specifically, the 
Commissioner has exercised discretion under Trademark Rules 
2.146(a)(3) and 2.147 to deem the authorizations to charge the 
deposit accounts to have taken place at the time the registrants 
filed their renewal applications, even though the authorizations 
were not confirmed until a later date. This Office policy was 
established by the Commissioner’s decision in Jn re Ralston 
Purina Co., 191 USPQ 154 (Comr. Pats. 1976). 

The policy established by the Ralston Purina decision is 
being Changed. Henceforth, the Commissioner will no longer 
exercise discretion to charge deposit accounts nunc pro tunc 
for trademark renev'al application fees. To allow an authoriza- 
tion to charge a deposit account to relate back to a date on which 
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no actual authorization existed is, in effect, to allow late pay- 
ment. It is inequitable to permit those registrants who have 
deposit accounts (or those whose attorneys have such accounts) 
to make late payment of renewal fees, while those without 
deposit accounts may not. 

Petitions relying on Ralston Purina will, after the date of this 
notice, be denied, unless the events that gave rise to those 
petitions occurred before publication of this notice. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Feb. 20, 1981. 
[1004 0.G. 29] 


(220) Renewal Applications and 


Section 8 Affidavits 


There has been a noticeable increase in the number of petitions 
requesting provisional acceptance of defectively executed Section 
8 Affidavits and Renewal Applications under 35 U.S.C. § 26, 
the most common problem being a lack of notarization or a Rule 
2.20 declaration. Often, such petitions are necessitated by the 
failure of registration owners to file the documents early enough 
to leave time in which to correct should they prove defective. 

Section 8 Affidavits may be filed beginning with the fifth 
anniversary of the registration. The period for filing expires on 
the sixth anniversary of the registration. The period for filing 
Renewal Applications begins six months before the twentieth 
anniversary of the registration and extends three months beyond 
the expiration of the twenty year term. While the Post Regis- 
tration Division may allow up to six months to respond to a 
notice of defect, it may not allow corrective action beyond the 
period for filing established by the Trademark Act. It is therefore 
in the registrant’s best interest to file such documents as close 
to the opening date as possible to allow time for correction, if 
necessary. Provisional acceptance under 35 U.S.C. § 26 has 
been, and will continue to be, given narrow application. Reg- 
istrants should not rely on 35 U.S.C. § 26 as a means of acquiring 
an extension of time. 

We have also become aware of many delays caused by 
defects in the chain of title. Registrants are encouraged to keep 
Patent and Trademark Office assignment records current with 
regard to ownership of registrations. 

The filing of Post Registration documents at the earliest date 
and maintenance of assignment records will heip to avoid the 
cancellation or expiration of registrations of trademarks cur- 
rently in use, and will result in a savings of time and expense 
for both the registrant and the Patent and Trademark Office. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Apr. 19, 1983. 


[1030 TMOG 37] 


(221) Trademark Examining Operation 

Effective Dec. 1, 1983, all requests presented to the Patent 
and Trademark Office under the provisions of Section 7 of the 
trademark statute (15 U.S.C. 1057) will be 
considered by the Post Registration Section of the Trademark 
Examining Operation. 

Necessary telephone inquiries concerning procedure or sta- 
tus should be directed to 703-557-1986. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Dec. 2, 1983. 


{1038 TMOG 256] 


Expedited Service for Certified Copies of 
Trademark Registrations 


(222) 


On Oct. 4, 1986, expedited service for obtaining certified 
copies of trademark registrations will be available to the public. 
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The cost of obtaining a certified copy showing title and/or status 
will be $10.00 plus $25.00 for the expedited service for a total 
of $35.00 per copy; a certified copy of the registered mark, not 
showing title or status, will be $5.00 plus $25.00 for expedited 
service for a total of $30.00. Requests received in the Post- 
Registration Section of the Trademark Services Division, Crys- 
tal Plz. 2-4C24, before 12:00 noon on U.S. Patent and Trademark 
Office scheduled work days will be filled within three work days. 

Requests for expedited service which are hand carried to the 
Post-Registration Section located in Crystal Plz. 2-4C24 will be 
available for pickup at the same location after 12:00 noon three 
work days later. Requests for expedited service which are mailed 
to the Patent and Trademark Office will be processed and mailed 
back to the requester three work days after they are received 
in the Post-Registration Section from the U.S. Patent and Trade- 
mark Office mail room. All requests for expedited service will 
be machine stamped when received in the Post-Registration 
Section and machine stamped upon completion by the Post- 
Registration Section. 

Anyone requesting expedited service will be limited to five 
registration numbers per day. Limits on the number of regis- 
trations being certified are needed in order to ensure that service 
is not disrupted for routine requests for certified copies. The 
guarantee of service in three work days is based on the ability 
of the Post-Registration Section to process up to 1,000 expedited 
copies out of an average of 16,000 copies processed each year. 

Inquiries about the service should be addressed to: 


Patricia M. Davis 

Administrator for Trademark Operations 
Trademark Examining Operation 
Crystal Plz. 2-3C06 

(703) 557-3268 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Aug. 19, 1986. 


[1070 TMOG 4] 


(223) Helpful Hints 


* Trademark Post Registration - Failure to Specify Type of 
Commerce in Section 8 Affidavits or Declarations —Section 
8(a) of the Trademark Act requires that before the end of 
the sixth year following registration, an affidavit must be 
filed showing that the “mark is in use in commerce.” [15 
U.S.C. 1058a]. 

The Trademark Rules require that all Section 8(a) affi- 
davits or declarations “state that the registered mark is in 
use in commerce and specify the nature of such commerce.” 
(37 C.F.R. Section 2.162(e)]. 

The affidavit or declaration must be filed between the fifth 
and sixth year following the date of registration and it must 
contain a statement that the “mark is in use in commerce,” 
with evidence thereof. There may be no extensions of time 
beyond the sixth year for submission of this statement and 
evidence of use of the mark in commerce. However, if the 
timely-filed affidavit or declaration does not set forth the 
type of commerce, the registrant will be given six months 
to submit that information even though the sixth year may 
have expired. The rules do not provide for any further 
extensions of time beyond the six months. (Carlisle Walters, 
703-557-3061) 


¢ Backlogs in Trademark Renewals and Section 8 Affidavits 
and Declarations — Registrants are advised that a backlog 
currently exists in the processing of Trademark Renewals 
and Section 8 affidavits and declarations. While the Patent 
and Trademark Office conducts a preliminary review of 
critical elements in order to notify registrants of statutory 
deficiencies prior to the expiration of the statutory period 
for the submission of required documents, the ultimate 
responsibility for complying with the requirements of the 
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statute and the rules rests with the registrant. (Carlisle Walters, 
703-557-3061) 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


[1092 TMOG 11] 


July 1, 1988 


(224) Section 8 Requirements 


For Trademark Registrations 


Any registrant who files in the Patent and Trademark Office, 
on or after November 16, 1989, an affidavit or declaration under 
Section 8 of the Trademark Act will be required to comply with 
the requirements of the Trademark Law Revision Act of 1988 
[Title 1 of Pub. L. 100-667, 102 Stat. 3935 (15 U. S. C. 1051)], 
which takes effect on November 16, 1989. The Trademark Law 
Revision Act amends 15 U. S. C. 1058(a) by adding the require- 
ment that a registrant submit an affidavit “setting forth those 
goods or services recited in the registration on or in connection 
with which the mark is in use in commerce and attaching to 
the affidavit a specimen or facsimile showing current use of the 
mark...” 

For Section 8 affidavits or declarations filed on or after 
November 16, 1989, the Patent and Trademark Office will 
require registrants to specify the goods and services to which 
the Section 8 affidavit or declaration pertains. The registrant may 
comply with the requirement for specification of its goods and 
services by listing each of the goods and services to which the 
Section 8 affidavit or declaration pertains or by making an all- 
encompassing reference to the goods and services recited in the 
registration (e. g., “The mark is in use in connection with all 
the goods and services recited in the registration.” or “The 
mark is in use in connection with all the goods and services 
recited in the registration, with the exception of ...” . The Patent 
and Trademark Office prefers that the registrant use an all- 
encompassing reference to its goods and services as the method 
of specification, especiallly where the mark is registered for 
numerous goods and services. 

If the registrant fails to file, before the end of the sixth year 
following registration, a Section 8 affidavit or declaration that 
sets forth goods and services in connection with which the mark 
is in use, the registration will be cancelled. Similarly, those goods 
or services recited in the registration but not specified in a 
Section 8 affidavit or declaration filed before the end of the sixth 
year following registration will be deleted from the registration. 
After the end of the sixth year following registration, the Patent 
and Trademark Office will not accept a substitute Section 8 
affidavit or declaration filed to correct registrant’s failure to 
specify, or to specify completely, the goods and services on or 
in connection with which the mark is in use. 

A Section 8 affidavit or declaration filed on or after November 
16, 1989 must include a specimen or facsimile showing current 
use of the registered mark. The registrant will be required to 
file one specimen or facsimile for each class of goods or services 
to which the registration pertains. For a single-class registration 
covering multiple goods or services, only one specimen or 
facsimile showing current use of the mark on one of the goods 
or services in that class will be required. Similarly, fora mulitiple- 
class registration, the registrant will be required to file, for each 
class of goods or services covered by the multiple-class reg- 
istration, one specimen or facsimile showing current use of the 
mark on one of the goods or services in that class. 

If the registrant fails to file, before the end of the sixth year 
following registration, an affidavit or declaration that includes 
a proper specimen or facsimile for each class of goods or services 
to which the registration pertains, the registration will be can- 
celled as to that class of goods or services. After the end of the 
sixth year following registration, the Patent and Trademark 
Office will not accept a substitute Section 8 affidavit or dec- 
laration filed to correct the omission of a proper specimen or 
facsimile. 
June 15, 1989 Jeffery M. Samuels 
Assistant Commissioner for Trademarks 


[1104 TMOG 22] 
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(225) 

(225) Renewal of Trademark Registrations 
(Revised) 


This supersedes the notice that appeared in the Official Gazette 
on May 2, 1989; (1102 TMOG 5): 

The Trademark Law Revision Act of 1988 [Title 1 of Pub. 
L. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)], which takes effect 
on November 16, 1989, amends 15 U.S.C. 1059(a) to reduce 
the renewal term of a registration from twenty years to ten years 
from the end of the expiring period of the registration. 

Any registration whose expiration date is prior to November 
16, 1989, shall be renewed, upon proper application, from the 
end of the expiring period for: 


(a) twenty years if the renewal is granted prior to 
November 16, 1989, or 

(b) ten years if the renewal is granted on or after November 
16, 1989, regardless of the renewal application filing date. 


Any registration whose expiration date is on or after Novem- 
ber 16, 1989, shall be renewed, upon proper application, for 
ten years from the end of the expiring period, regardless of the 
renewal application filing date. 

The present practice of notification of renewal will continue. 
However, the updated renewal certificate issued by the PTO will 
be modified to specifically indicate the length of the renewal 
period. The notice of renewal appearing in the Trademark 
Official Gazette will be modified to indicate the date of the 
acceptance of renewal. 
August 16, 1989 JEFFREY M. SAMUELS 

Assistant Commissioner 

for Trademarks. 


[1106 TMOG 25] 


TRADEMARK INFORMATION AND 
CORRESPONDENCE 

(226) Powers of Attorney in Registered 
Trademark Files 


On and after Feb. 1, 1967, communications advising of 
changes in the powers of attorney for registered trademarks will 
be placed in the registration files, but will not be acknowledged 
by the Patent Office. The information will thus be available to 
those who inspect the files, but since these powers of attorney 
do not directly concern the Patent Office, acknowledgments are 
not believed to be necessary. 


C.M. WENDT, 


Jan. 30, 1967. Director. 


[835 TMOG 95] 


Initial Processing of Application 


(227) 


On Feb. 1, 1972, the operations of the Trademark Application 
Section of the Patent Office will be reorganized. The purpose 
of the reorganization is to provide the public and applicants with 
more current information concerning newly filed applications. 

The prompt initial processing of trademark applications is 
necessary in order to fulfill one of the main Patent Office 
functions, that of producing a record, accessible to the public, 
of new trademark activity to facilitate the clearance of new marks 
for use, determine the registrability of proposed marks, and 
avoid conflicts with the rights of others. In order to maintain 
a record of marks applied for which reflects the most current 
information available to the Office concerning them, the early 
processing of drawings in order to have them placed in the search 
room is considered as a first priority. The processing of these 
drawings includes the assignment of serial numbers, initial 
classification, duplication of the drawing and the forwarding of 
copies of the drawing to the search room. Other functions which 
are necessary in the processing of applications, such as the 
processing and mailing of filing receipts, are secondary to the 
processing of drawings. 
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In past years, there have been delays in processing appli- 
cations and forwarding application drawings to the search room. 
These delays have varied from several weeks to several months. 
In view of the importance, both to applicants and the public, 
of recording essential information concerning newly filed 
applications as quickly as possible, a reorganization of the 
workflow in the Application Section is being effected. 

There is no change in the processing of applications through 
the mail room and finance branch to the Application Section. 
However, under the new plan, upon receipt in the Trademark 
Application Section, all applications will be stamped with a 
serial number, and the drawing of the mark will be reproduced 
immediately and placed in the search file. This processing will 
occur as soon as the application files reach the Application 
Section. Such procedures as determining whether or not an 
application will receive a filing date, preparation of the file 
jackets, and mailing of the filing receipt will take place at a later 
time. 

Applicants who wish to be notified promptly of the date their 
papers were received in the office and their serial number, may 
send two self-addressed postcards with their application papers. 
The mail room will stamp both postcards with the date of receipt 
and return one to the applicant; the second postcard will be 
stamped with the serial number and forwarded to the applicant 
from the Application Section. The postcards should contain the 
applicant’s name and the trademark which is the subject of the 
application. When more than one set of application papers are 
forwarded under one cover, postcards should be attached to each 
set of papers for which a receipt is desired. 

Under the new system of processing application papers, your 
particular attention is directed to the following changes as 
compared to the present procedure. 

1. Application drawings will be placed in the public search 
file prior to the mailing of the filing receipt. 

2. By using the postcard system described above, applicants 
will be notified sooner of the date of receipt of their papers and 
the serial number of their application. Applicants are encouraged 
to use the postcard system. 

3. Additional papers sent in by the applicant or attorney 
should be identified by serial number, thereby enabling the 
office to process these papers quickly. 

4. When an application is accompanied by a petition to the 
Commissioner under § 2.146, the petition will not be considered 
until processing by the Application Section is complete. 

Effective date. The procedure outlined in this notice will 
become effective Feb. 1, 1972. 


RICHARD A. WAHL, 
Jan. 11, 1972. Acting Commissioner of Patents. 
JAMES H. WAKELIN, JR., 
Assistant Secretary for 
Science and Technology. 


Published in 37 F.R. 942; Jan. 21, 1972 
[895 O.G. TM 193] 


(228) Dissemination Of Trademark Information 

In order to clarify the policy regarding Trademark Examiners 
giving out Trademark information to the general public, the 
following directive has been promulgated: 


Trademark Examiners are reminded that they may only be 
responsive to questions regarding applications pending before 
them. All other questions regarding Trademark matters must be 
directed to the Director of the Trademark Examining Operation, 
703-557-3268. 


BERNARD A. MEANY, 
Assistant Commissioner 
for Trademarks. 


Feb. 15, 1978. 


[968 TMOG 9] 


(229) Requests for Information on Status 


of Trademark Registrations 





JANUARY 7, 1992 


The purpose of this notice is to explain the circumstances 
in which the Trademark Examining Operation can respond to 
written and telephone requests for information about the status 
of trademark registrations. Only limited information can be 
provided by telephone. 


I. Orders for “Status” Copies 


The most reliable means of obtaining status information 
concerning a registration is a written order for a “status” copy 
of the registration. Status copies show whether affidavits have 
been filed under Sections 8 and 15, whether the registration has 
been renewed or cancelled, and whether certain other actions 
have been taken with respect to the registration. The charge for 
copies of registrations showing status and/or title, if not certified, 
is $6.50, effective Oct. 1, 1982. The charge for a certified copy 
showing status and/or title is $10.00 effective the same date. 


II. Telephone Information Available from the Search Library 


If the caller has the registration number, he or she may leave 
a request for status information on an automatic answering 
machine in the Trademark Search Library (Search Room) at 703- 
557-3282. The Search Library staff will call back with the 
information requested within one working day. Callers are asked 
to limit their requests to two registration numbers per day. 

The Search Library staff is not permitted to make “searches” 
to determine if particular marks are in the Office’s search files. 
Neither is the staff able to supply information as to the ownership 
or assignment of registrations, or to read over the telephone 
lengthy passages of a registration, such as the identification of 
goods or services. 


Ill. Telephone Information on Receipt of Section 8 and 15 
Affidavits and Renewal Applications 


The Post Registration Section can be reached by calling 703- 
557-2923. The staff of this section can advise only on whether 
an affidavit or a renewal application has or has not been received. 
Inquiries as to whether affidavits and renewals have been accepted 
should be directed to the Search Library. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Sept. 15, 1982. 


[1023 TMOG 15] 


(230) Availability of Trademark Status Line 

Beginning on Feb. 20, 1990, the U.S. Patent and Trademark 
Office provided access, via push button telephone, to current 
status and status date information for all federal trademark 
application and registration records maintained in the automated 
Trademark Reporting and Monitoring (TRAM) System. The 
Trademark Status Line will be available on (703)557-8747 from 
6:30 a.m. until midnight, Eastern Time, Monday through Friday. 

The Trademark Status Line may be used from any push button 
telephone by entering a seven-digit registration number and the 
“#” symbol or an eight-digit serial number and the “#” symbol 
after the welcoming message and the tone. All calls will be 
answered in the order received. Callers may request information 
for up to five serial number or registration number records per 
call. 

When requesting information for registration numbers under 
one million, add sufficient leading zeros to the registration 
number so that a total of seven digits are entered. For example, 
to get status information for Reg. No. 88,725 enter 0088725#. 


(232) 
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When requesting information for applications, enter an eight- 
digit serial number that consists of the two-digit series code 
followed by the six-digit seriai number PTO. The series code 
is determined by the filing date of the application. All appli- 
cations filed before Mar. 31, 1905 are series code 70. Appli- 
cations filed between Apr. 1, 1905 and Dec. 31, 1955 are series 
code 71. Applications filed between Jan. 1, 1956 and Aug. 31, 
1973 are series code 72. Applications filed between Sept. 1, 1973 
and Nov. 15, 1989 are series code 73. All applications filed 
on or after November 16, 1989 are series code 74. 

When requesting information for serial numbers under 100,000 
in any series code, add sufficient leading zeros to the serial 
number so that a total of six digits are entered after the series 
code. For example, to get status information for serial number 
92,132 in series code 73, enter 73092132#. 

The TRAM System contains records for all active federal 
trademark registration and pending applications. The TRAM 
System also contains records for all federal trademark registra- 
tions and applications which became inactive after Mar. 31, 
1982. Some earlier inactive records are also available. 

The Trademark Status Line will provide current status infor- 
mation for all federal trademark application and registration 
records included in the TRAM System. The date that the record 
entered the current status is provided also. If additional infor- 
mation regarding the status of a trademark application or reg- 
istration is required, call the Trademark Services division at 
(703)557-5249 and request a status check. 

Feb. 8, 1990 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


{1112 TMOG 49} 


(231) New Telephone Numbers for the 


Trademark Status Line 


On November 18, 1991, the local telephone company in 
Arlington, Va. will change many of the telephone numbers used 
by the U.S. Patent and Trademark Office, including the numbers 
for the Trademark Status Line. Effective on that date, the new 
telephone numbers for the Trademark Status Line will be (703) 
305-8747 through (703) 305-8752. 

The Trademark Status Line provides access, via touch tone 
telephone, to current status and status date information for all 
federal trademark application and registration records main- 
tained in the automated Trademark Reporting and Monitoring 
(TRAM) System. The Trademark Status Line is available from 
6:30 a.m. until midnight, Eastern Time, Monday through 
Friday. . 

The Trademark Status Line may be used from any touch tone 
telephone by entering a seven-digit registration number and the 
“#” symbol or an eight-digit serial number and the “#’” symbol 
after the welcoming message and the tone. All calls will be 
answered in the order received. Callers may request information 
for up to five serial number or registration number records per 
call. If additional information regarding the status of a trademark 
application or registration is required, call the Office of 
Trademark Services at (703) 308-9400 and request a status 
check. 

Oct. 23, 1991 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


[1132 OG 33] 


TRADEMARK STATUS INFORMATION AVAILABLE ON THE TRADEMARK STATUS LINE 


The Trademark Status Line (703) 557-8747 provides status and status date information for all Trademark applications and 
registrations to users with touch tone telephones. The Trademark Status Line is available from 6:30 A.M. to midnight (Eastern 


Standard Time), Monday through Friday. 


The following is a listing of the status text provided by the Trademark Status Line for each corresponding status code in the TRAM 
system and the usual location of the file when it is in each status. All information in parenthesis is explanatory and is not part of the 
status text. All status codes followed by a “*” are within the blackout period for filing Amendments to Allege Use in Intent to Use 
applications. All status codes followed by a “”” apply to Intent to Use applications only. 
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Status 
Code 
600 
601 
602 
603 
604 


605 
606% 
607% 


608 
609 


612 
614 
616 
618 
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Status 

Text 

Abandoned-Incomplete Response 
Abandoned-Express 
Abandoned-Failure to Respond 
Abandoned-After ex parte Appeal 
Abandoned-After inter partes 
decision 

Abandoned-After Publication 
Abandoned-No Statement of Use filed 
Abandoned-Defective Statement 

of use 

Abandoned-After Petition Decision 
Abandoned-Defective Divided 
Application 

Petition to Revive-received 
Abandoned-Petition to revive denied 
Revived-Awaiting Further Action 
Abandoned File-Backfile 

(Indicates the application existed 
when the TRAM database was created 
and it is abandoned but the reason 
for the abandonment is umknown.) 
Backfile application added to database 
-Status not recorded. 

(Indicates the application existed 
when the TRAM database was created and 
the status is unknown at this time.) 
Misassigned Serial Number 
(Indicates that the subject serial 
number was assigned in error 

and cancelled. File contents were 
returned to submitter or transferred 
to another serial number.) 
Registered-Backfile 

(Indicates the registration existed 
when the TRAM database was created 
and remains registered at this time.) 
Registration added to the data base- 
Status unclear 

(Indicates the registration status 

is unknown at this time.) 
Registered-Backfile cancelled or 
expired 

(Indicates the registration is 

no longer active but the reason for 
this is unknown.) 

New Application-Record initialized 
not assigned to examiner 

New Application-Divided-Initial 
processing 

(Indicates a divisional request has 
been received and is being processed.) 
Informal Application 

(Indicates that the application 

filed was incomplete.) 

New Application-Assigned to 

an examiner 

Non-final action counted-Not mailed 
Non-final action-Mailed 

Previous action/approval count withdrawn 
(Indicates the Examiner has with- 
drawn an Office Action or approval.) 
Final refusal counted-Not mailed 
Final refusal-Mailed 

Examiner’s amendment counted-Not 
mailed 

Examiner’s amendment-Mailed 
Action continuing Final counted- 
Not mailed 

Action continuing Final-Mailed 
Suspension inquiry counted-Not 
mailed 

Suspension inquiry-Mailed 
Suspension letter counted-Not 
mailed 

Suspension letter-Mailed 

Report completed suspension check- 
Case still suspended 


Usual File 
Location 
Warehouse 
Warehouse 
Warehouse 
Warehouse 


Warehouse 
Warehouse 
Warehouse 


Warehouse 
Warehouse 


Warehouse 
TMEO Dir 
Warehouse 
Law Office 
Warehouse 


File Cover 
Destroyed 


Law Office 
ITU Unit 


Pre-Exam 


Law Office 


Law Office 
Law Office 
Law Office 


Law Office 
Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 
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661 
663 
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Response after non-Final action- 
Entered 

Response after Final rejection- 
Entered 

Notice of unresponsive amendment- 
Counted 

Notice of unresponsive amendment- 
Mailed 

Refusal withdrawal letter-Counted 
(Refers to an Office Action which 
withdraws a refusal after an ex 
parte appeal has been filed.) 
Refusal withdrawal letter-Mailed 
(Refers to an Office Action which 
withdraws a refusal after an ex parte 
appeal has been filed.) 
Reinstated-Awaiting further action 
(Refers to an application which was 
reinstated after an abandonment due 
to PTO error.) 

Approved for publication 

(By the examiner) 
Publication/Registration review complete 
(By the Law Office Clerk) 
Published for Opposition 

Notice of Allowance-Issued 
Notice of Allowance-Withdrawn 
Notice of Allowance-Cancelled 
Withdrawn from publication 
Withdrawn from registration- 
Jurisdiction restored 

(To Examiner) 

Withdrawn from registraion 
Registered 

Section 8- Accepted 

Section 8 and 15- accepted and 
acknowledged 

Section 15- acknowledged 

Partial Section 8 accepted 

Partial Section 8 and 15 accepted 
and acknowledged 
Cancelled-Section 8 
Cancelled-Section 7(d) 

Cancelled by court Order under 
Section 37 

Cancelled-Section 18 
Cancelled-Section 24 
Cancelled-Restored to Pendency 
(Indicates the subject registration 
number was assigned in error and 
correction requires restoration of 
the appliaction to pendency) 
Inadvertently issued iegistration 
number-Cancelled 

(Indicates the subject registraion 
number was assigned in error and 
has been cancelled.) 

Request for first extension-Filed 
Request for second extension-Filed 
Request for third extension-Filed 
Request for fourth extension-Filed 
Request for fifth extension-Filed 
Extension request refusal-Counted 
not mailed 

Extension request refusal-Mailed 
First Extension-Granted 

Second Extension-Granted 

Third Extension-Granted 

Fourth Extension-Granted 

Fifth Extension-Granted 

Post registration paper filed- 
Assigned to paralegal 

Statement of Use-Filed 

Statement of Use-Informal 

-Letter mailed 

Statement of Use-Informal 
-Response entered 

Statement of Use-ITU processing 
complete 


Law Office 
Law Office 
Law Office 
Law Office 
Law Office 


Law Office 


Law Office 
Pub. and Issue 


Pub. and Issue 
ITU Unit 

Pub. and Issue 
Pub. and Issue 


Law Office 


Warehouse 
Post Reg. 
Post. Reg. 


Post Reg. 
Post Reg. 
Post Reg. 


Warehouse 
Warehouse 
Warehouse 


Warehouse 
Warehouse 
Law Office 
Law Office 
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(Indicates pre-exam processing 

of the Statement of Use at the 

ITU Unit is complete.) 

Statement of Use-To examiner 
(For Examination) 

Statement of Use-Examiner 
statement counted-Not mailed 
Statement of Use-Examiner 
Statement-Mailed 

Examiner statement counted-Not 
mailed 

Examiner statement-Mailed 

Ex parte appeal pending 

Ex parte appeal-Refusal reversed 
Ex parte appeal-Refusal affirmed 
Ex parte appeal dismissed as moot 
Concurrant use proceeding 
terminated-Granted 

Concurrant use proceeding 
terminated-Denied 

Concurrent use proceeding pending 
Interference proceeding pending 
Interference proceeding terminated 
Opposition pending 

Opposition dismissed 

Opposition terminated-See TTAB 
records 

Cancellation dismissed 

Opposition sustained 

Cancellation terminated-See TTAB 
records 

Statement of Use-Opposition Decided 
-Entry of Judgement Deferred 
Statement of Use-Cancellation 
Decided-Entry of Judgement Deferred 
Statement of Use-Interference 
Decided-Entry of judgement 
deferred 

Statement of Use-Concurrant Use 
Decided-Entry of Judgement Deferred 
Cancellation Pending 

Jurisdiction restored to examiner 
Renewed 

Opposition instituted 

Request for extension of time 

to file opposition 

Amendment after publication 


Statement of Use-Non-final action 
counted-Not mailed 

Statement of Use-Non-final action 
-Mailed 

Statement of Use-Final refusal 
counted-Not mailed 

Statement of Use-Final refusal 
-Mailed 

Statement of Use-Examiner’s 
amendment counted-Not maiiled 
Statement of Use-Examiner’s 
amendment-Mailed 

Statement of Use-Action continuing 
final counted-Not mailed 
Statement of Use-Action continuing 
final-Mailed 

Statement of Use-Response after 
non-final action-Entered 
Statement of Use-Response after 
final rejection-Entered 

Statement of Use-Notice of 
unresponsive amendment-Counted 
-Not mailed 

Statement of Use-Notice of 
unresponsive amendment-Mailed 
Statement of Use accepted-Approved 
for Registration 

(By the Examiner) 

Statement of Use-Registration 
review complete 

(By the Law Office Clerk) 


Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 


TTAB 


TTAB 
TTAB 

Law Office 
Post Reg. 
TTAB 
TTAB 

TM Service 
Division 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 
Law Office 


Law Office 


Law Office 
Law Office 


Pub. and Issue 
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900 Expired 

(Refers to registration that were 

not renewed.) 


December 3, 1990 
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Warehouse 


JEFFREY M. SAMUELS 
Assistant Commissioner for Trademarks 


[1122 TMOG 568] 


(233) TRAM Status Codes Indicating 
Blackout Period" in Effect 
for "Intent-to-Use" 


Trademark Applications 


Trademark Rule 2.76, 37 CFR 2.76, provides that an applicant 
pursuing registration of its mark under the “intent to use” provi- 
sions of the Trademark Act (i.e., an application filed under 
Trademark Act Section 1(b), 15 U.S.C. §1051(b)) may amend 
the application “to allege use of the mark in commerce under 
section 1(c) of the Act at any time between the filing of the 
application and the date the examiner approves the mark for 
publication or the date of expiration of the six-month response 
period after issuance of a final action.” (emphasis added). If an 
amendment alleging use of a mark that is the subject of an intent 
to use application is filed outside the time period specified in 
Rule 2.76, it will be returned to the applicant or its attorney. 

In addition, under Trademark Rule 2.88, 37 CFR 2.88, an 
intent to use applicant may not file a statement of use prior to the 
issuance of the notice of allowance. If a statement of use is filed 
before the notice of allowance issues, it will not be considered 
and will be returned to the applicant or its attorney. 

These two rules combine to create a period of time, during the 
prosecution of an intent to use application, when neither an 
amendment to allege use nor a statement of use can be filed. This 
period has become popularly known as the “blackout period.” In 
a number of instances, amendments to allege use have been filed 
for intent to use applications which have “entered” the blackout 
period. This notice is intended to (1) assist applicants and their 
attorneys who need to determine whether a pending intent to use 
application has entered the blackout period and (2) provide 
guidance as to the filing of amendments to allege use so that they 
will be considered timely filed prior to the onset of the blackout 
period. 


Preventing the Onset of the Blackout Period 


In general, an intent to use applicant that has “control” over the 
further prosecution of its application file runs little risk that the 
file will enter the blackout period without the applicant’s knowl- 
edge. For example, if the Examining Attorney has issued a non- 
final typed Office action or a non-final Priority action, the 
applicant is required to file a response to prevent abondment of 
the application. In these cases, the applicant has “control” over 
the further processing of the application by virtue of the fact that 
the examiner will not resume processing until the requisite 
response is filed. It follows, then, that the examiner will not 
“approve the mark for publication,” thus commencing the black- 
out period, when a response to an Office action or Priority action 
is outstanding. Though this is only a general rule, exceptions are 
unlikely to occur. 


Checking the Status of an Application 


To guard against exceptions to the above general rule, or to 
check the “status” of an application in which the applicant does 
not have “control” over prosecution, a call to the Trademark 
Status Line should be made. This automated service can be 
accessed by callers using touch tone telephones to obtain status 
and status date information regarding trademark applications 
and registrations. The number for the Trademark Status Line is 
(703) 557-8747; the line can be accessed from 6:30 A.M. to 
midnight (Eastern Standard Time), Monday through Friday. 

An intent to use applicant checking on the status of its appli- 
cation through the status line must enter its eight digit serial 
number and the “#” sign, after the welcoming message and tone. 
The eight digit serial number of an application consists of a two 


digit series code and a six digit number; if the number following 
the series code for a particular application is less than six digits, 
a sufficient number of leading zeros must be added to the number 
so that a total of six digits are entered after the series code. 

If, after a serial number is entered, the status of the correspond- 
ing application is revealed to be any of the following, than the 
blackout period is in effect because the mark has been ap- 
proved for publication and a notice of allowance has not yet 
issued: 


Status Code Status Line Report 


680 Approved for Publication 
(by the examiner) 

681 Publication/Registration 
review complete 

(by the Law Office clerk) 
Published for Opposition 
Notice of 
Allowance—Withdrawn 
Notice of Allowance— 
Cancelled 


686 
689 


690 


692 


Withdrawn from publication 
693 


Withdrawn from 
registration—Juristiction re- 
stored (to examiner) 
Withdrawn from registra- 

tion 

Cancelled—Restored to Pen- 
dency (Indicates subject regis- 
tration number was assigned in 
error and correction 
requires restoration of the 
application to pendency) 
Inadvertantly issued registra- 
tion number—Cancelled 
(Indicates the subject re- 
gistration number was as- 
signed in error and has 
been cancelled) 


694 
715 


Concurrent use proceeding 
terminated—granted 
Concurrent use proceeding 
terminated—denied 

771 Concurrent use proceeding 


766 


pending 

Interference proceeding 
pending 

Interference proceeding 
terminated 


772 
773 
774 


775 
777 


Opposition pending 
Opposition dismissed 
Opposition dismissed—See 
TTAB records 

Opposition sustained 
Opposition instituted 
Request for extension of 
time to file opposition 


779 
801 
802 


803 Amendment after publication 


The reports provided by the Trademark Status Line will not 
refer to the listed numerical status codes; these codes are only 
displayed on visual display terminals of the Trademark Report- 
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ing and Monitoring (TRAM) System used within the PTO. 
Certain status reports listed above, e.g., those corresponding to 
status codes 693 and 715, may appear to suggest that an applica- 
tion is not actually in the blackout period. This is not necessarily 
so; in some cases, a mark may be withdrawn from registration or 
publication without “undoing” the examiner’s approval of the 
mark for publication. 


Beating the Onset of the Blackout Period 


If an intent to use applicant calls the Trademark Status Line 
about a particular application and the reported status is one of 
those listed above, then the amendment to allege use should not 
be filed since the blackout period has begun. On the other hand, 
if the call to the Trademark Status LIne does not reveal the onset 
of the blackout period, then the amendment to allege use may be 
filed. 

Of course, it is always possible that the mark could be ap- 
proved for publication on the same day, but shortly after, the 
applicant has checked the Trademark Status Line. The status of 
an application, as listed in the TRAM System, is updated imme- 
diately when an examiner records an action in regard to the 
application. Thus, in theory, it might appear that an intent to use 
application could enter the blackout period within hours after the 
applicant has checked out the status line. However, Office policy 
holds that the blackout period does not begin until the day after 
a mark is approved for publication. Therefore, the intent to use 
applicant that wishes to file an amendment to allege use can 
always “beat the onset” of the blackout period if (1) a call to the 
Trademark Status Line reveals that the application has not 
entered the blackout period, and (2) the amendment to allege use 
is filed the same day by U.S. Postal Service Express Mail in 
accordance with PTO Rule 1.10, 37 CFR 1.10. Even if the 
examiner approves the applicant’s mark for publication the same 
day that the amendment to allege use is mailed in accordance 
with Rule 1.10, the amendment will be deemed timely filed prior 
to the onset of the blackout period. 
June 24, 1991 JEFFREY M. SAMUELS 

Assistant Commissioner 
for Trademarks 


[1128 OG 56] 


(234) Transmittals for Use of 


Deposit Accounts 


When statutory fees are to be charged to a deposit account, 
the processing of the application can be facilitated by submitting 
the applicant’s transmittal letter or other correspondence speci- 
fying the account to be charged in triplicate. Submission of these 
documents in triplicate will eliminate the need for the Mail Room 
to photocopy the document and thereby reduce the processing 
time of incoming mail. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Nov. 21, 1983. 


[1037 TMOG 15] 


(235) Availability of Deposit Account Status Line 

Beginning on February 20, 1990, the U.S. Patent and Trade- 
mark Office will provide access, via push button telephone, to 
the current account balance information, and last deposit for the 
current month, if any. The Deposit Account status line will be 
available on (703)557-8735 or (703)557-8746 from 6:30 A.M. 
until midnight, Eastern time, Monday thru Friday. 

The Deposit Account status line may be used from any push 
button telephone by entering your six digit account number and 
the pound sign after being told to do so by the greeting message 
that you receive whenever you dial in. All six digits and the 
pound sign must be entered. 

Questions that may arise pertaining to the information re- 
ceived thru use of the status line must be referred to the Deposits 
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Account Division at (703)557-3227 during the hours 8 A.M. 
until 5 P.M. Eastern time, Monday thru Friday, except for Federal 
holidays. 
Feb. 5, 1990 BRADFORD HUTHER 
Assistant Commissioner 
for Finance and Planning 


{1112 TMOG 49} 


(236) Telephone Changes for Deposit Account Status Line 


Effective Nov. 18, 1991, new telephone exchange numbers 
will be made for the Deposit Account Status Line. On that date, 
Deposit Account Balance information can be obtained by calling 
(703) 305-8735 or (703) 305-8746 from 6:30 a.m. until mid- 
night, Eastern time, Monday thru Friday, except for Federal 
holidays. 

Questions that may arise pertaining to the information re- 
ceived through use of the status line may be referred to the 
Deposit Account Division at (703) 308-0902. Calls will be 
received on the answering machine 24 hours a day, seven days 
a week. 

Oct. 31, 1991 BRADFORD HUTHER 
Assistant Commissioner for 
Finance and Planning 


[1132 OG 48} 


(237) Helpful Hints From The PTO 
* DataTo Be Included on Patent and Trademark Papers Filed 

In The PTO In Response To Office Actions—Perhaps the 
greatest cause of delay and wasted time in the support 
sections of the PTO is in trying to match papers bearing 
incorrect or incomplete data with applications. Because 
some Trademark Papers are not clearly identified as per- 
taining to Trademark applications, they are frequently 
misrouted to the Patent Examining Groups. 

On all papers related to Patent applications, type the word 
“PATENT” in the upper right-hand corner of the document. 
Also, please include the correct serial number, filing date, 
inventor’s name, and title of the invention. Additionally, include 
the examiner’s name, and group art unit number or other iden- 
tifying data found on the most recent letter from the PTO. (37 
CFR 1.1(a)). 

However, please note that an organizational restructuring of 
the Patent Examining Corps has resulted in many applications 
being reassigned to new Groups and Art Units. Your attention 
is directed to the NOTICE OF CHANGES IN THE PATENT 
EXAMINING CORPS that appeared in the OFFICIAL GA- 
ZETTE on June 26, 1984, (1043 OG 23), which identifies the 
Group Art Unit of each examiner (1043 OG 40 through 1043 
OG 67). Letters mailed from the Groups after Apr. 15, 1984, 
should reflect the current identifying data. 

For all papers related to Trademark {ro applications, type 
the word “TRADEMARK” in the upper right-hand corner of 
the document. Also, please set forth the applicatant’s name, 
correct serial number (including the series number which cur- 
rently is “73”), filing date, law office, examining attorney and 
mark. 

Documents for which no fee is required at the time of filing 
(e.g., amendments to applications and requests for extensions 
of time to file an opposition) continue to be addressed: 


Box 5 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Mail directed to the Trademark Trial and Appeal Board 
should have mark “Attention: TTAB” on the envelope in additon 
to “Box 5.” 


* Mailing Responses To The PTO—In general, it would elimi- 
nate or greatly reduce processing steps by the PTO support 
staff, and will avoid interruption of the examiner’s work, 
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if a few simple, general rules were followed in regard to 
mailing of the responses to the PTO: 


1. After a Patent or Trademark application is filed, please 
avoid filing additional papers (other than those request- 
ing a filing receipt or those required by the Office) until 
the filing receipt or return post card identifying the Serial 
Number and Patent Examining Group Art Unit or Trade- 
mark Law Office has been received. 

2. In Patent applications, requests for extensions of time, 
changes of address, proposed drawing corrections, and 
petitions are sometimes incorporated in the remarks 
section or at the beginning of papers entitled “Amend- 
ment” or “Response.” In Trademark applications, change 
of address and powers of attorney are sometimes incor- 
porated in the remarks section or at the beginning of 
papers entitled “Amendment” or “Response”. Please 
present such items in separate papers, appropriately titled, 
since they are all handled by different personnel (37 CFR 
1.4(c)). However, please include a statement in the 
amendment/response describing the paper being filed. 

3. Where a supplemental or preliminary amendment is found 
necessary in Patent or Trademark applications, please 
telephone the examiner and request that the examiner 
delay action for a certain time in order to avoid crossing 
in the mails of the amendment and the Office action. 

4. File Patent and Trademark documents which have no 
particular time or sequence requirement, with materials 
submitted in response to the statutory or regulatory re- 
quirements. Examples are certified copies of foreign 
documents to support priority and formal drawings in 
Patent applications or changes in Power of Attorney or 
Mailing Address following first action. 

5. If a disclosure statement is to be filed before an Office 
action, file it when the application is filed. Some Group 
Art Units have greatly reduced the pendency to first 
action. Hence, many examiners are taking up new ap- 
plications before an information statement is matched 
with the application. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


July 10, 1984. 


[1044 TMOG 44] 


(238) 


Published Trademark Applications 


Papers which are filed in the Patent and Trademark Office 
in connection with published trademark application files should 
be captioned to the attention of the Trademark Quality Review 
Clerk and addressed as follows: 


Commissioner of Patents and Trademarks 
Attention Box 5, Trademark Quality Review Clerk 
Washington, D.C. 20231 


This mailing should be used only for papers filed after 
publication but before issuance of the registration. This could 
include corrections to information which appears to have been 
inadvertently or incorrectly published in the Trademark Official 
Gazette, as well as changes of attorney or address papers or 
notification of filing an assignment. Corrections to information 
published in the TMOG must be received in the Office before 
the registration is issued. 

Use of this mailing address for corrections will help ensure 
that such papers are properly routed within the Office. Tele- 
phone inquiries concerning corrections or other matters in relation 
to published trademark applications should be directed to (703) 
557-4249. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Dec. 10, 1984. 


[1050 TMOG 316] 
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(239) Notices of Abandonment 
The Trademark Operation has begun notifying trademark 
applicants when their pending applications have been aban- 
doned by the Office. Under this new procedure, a computer- 
generated post card bearing the notice, serial number, applicant 
name and abandonment date will be sent to the correspondence 
address designated by the applicant. The post cards will be 
mailed within 2 to 4 weeks after the application is declared 
abandoned. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Jan. 13, 1986. 
[1063 TMOG 4] 


(240) Change of Correspondence Address in 


Trademark Applications 


Applicants are reminded that when an application is filed 
and a correspondence address is entered in the Official record, 
correspondence will continue to be sent to such address until 
the applicant or party, or the attorney-at-law or other authorized 
representative of the applicant or party, indicates in writing that 
correspondence is to be sent to another address. 37 CFR Section 
2.18. The filing of a response to an Office action on letterhead 
stationery that indicates a different address from the correspon- 
dence address of record is insufficient notice that correspon- 
dence is to be sent to another address. Specific language is 
needed which can reasonably be interpreted to be a request to 
change the address. See TMEP Section 603. 

If a power of attorney has been filed in an application, a 
subsequently filed power of attorney will be regarded as a written 
request to change the correspondence address, even if there is 
no specific language changing the address or revoking the prior 
power of attorney. See TMEP Section 603. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


May 15, 1986. 


[1067 TMOG 7] 


(241) Use of Restricted Deposit Account for 
Electronic Ordering of Patent and Trademark Copies 


Effective July 1, 1986, the restricted deposit account will be 
made available to those members of the public who wish to use 
it for electronic ordering of patent and trademark copies. The 
restricted deposit account requires maintenance of a minimum 
balance of $300.00 at the end of each month, as compared to 
the unrestricted account which requires a minimum balance of 
$1,000.00 

In FY 1986, the Office established the restricted deposit 
account for use in charging subscriptions for copies of newly 
issued patents by subject matter classification. Establishment 
of a PTO deposit account is a prerequisite for subscription 
service. 

Recently, the Office established an electronic ordering ser- 
vice (EOS), a method of ordering copies of patents and trade- 
marks through the use of a computer terminal and modem. EOS 
is available only to PTO deposit account holders. 

Many people who are interested in using EOS to order copies 
of patents and trademarks and who do not have PTO deposit 
accounts find the $1,000.00 balance required for the unrestricted 
account prohibitive. Therefore, the use of restricted account is 
being expanded to incorporate EOS ordering. Subscriptions and 
EOS ordering are the only two services for which restricted 
accounts may be used. If you have any questions on subscrip- 
tions or EOS, please call Mary Brown on (703) 557-3236. If 
you have questions on deposit accounts, please call Delores 
Riley on (703) 557-3227. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 23, 1986. 


[1068 TMOG 4] 
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(242) Filing of a Notice of Appeal to the Court of 

Appeals for the Federal Circuit in the Patent 
And Trademark Office 


This notice supersedes a notice entitled Filing of a Notice of 
Appeal to the Federal Circuit and Service of Court Papers on 
the Commissioner of Patents and Trademarks published at 1079 
Off. Gaz. Office 72 (June 30, 1987). 

A notice of appeal to the Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in any 
one of the following ways: 


A. By first-class mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and Trademark 
Office by the due date: 

Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) under 37 
CFR § 1.10 addressed as follows, in which case the notice 
of appeal is deemed filed on the date of the Express Mail 
certificate: 

Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand (on or before the due date) to the Office of the 
Solicitor. The Office of the Solicitor is located at: 
Crystal Park II 
Suite 918 
2121 Crystal Drive 
Arlington, Va. 


D. By facsimile transmission to the Office of the Solicitor. 
The telephone number for accessing the Office of the Solicitor 
facsimile machine is (703) 557-9373. A notice of appeal will 
be deemed timely filed on the date the facsimile transmission 
is received by the Office of the Solicitor, provided an original 
notice of appeal is subsequently received in either of the fol- 
lowing ways: 


(1) An original, signed copy of the notice of appeal is 
actually received in the Office of the Solicitor within five cal- 
endar days of the facsimile transmission; or, 

(2) Anoriginal, signed copy of the notice of appeal is mailed 
by “Express Mail” (U.S. Postal Service only) under 37 CFR 
§ 1.10 on the day of the facsimile transmission. 


The facsimile machine for receiving a notice of appeal is 
located in the Office of the Solicitor and is staffed during the 
business hours of 8:30 a.m. to 5:00 p.m., Monday through 
Friday, excluding holidays. Due to possible equipment failure 
or maintenance requirements, precautions must be taken when 
relying on the availability of this service near the end of the 
time for filing a notice of appeal. 


March 22, 1990 FRED E. McKELVEY 


Solicitor 


[1113 TMOG 29] 


(243) Service of Court Papers on the Commissioner 
of Patents and Trademarks 


Court papers other than a notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit may be served on the Com- 
missioner in either of the following ways: 


A. By hand between 8:30 a.m. and 5:00 p.m. at the Office 
of the Solicitor, located in Crystal Park II, Suite 918, 2121 Crystal 
Drive, Arlington, Va. 


B. By mail in an envelope addressed as follows: 


OFFICIAL GAZETTE 
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Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215 


While the above mail service address may be supplemetned 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent and 
Trademark Office (PTO). 

Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually re- 
ceived in the Office of the Solicitor. 

Papers which are not court papers and are intended to be filed 
in the PTO in connection with an application or other proceeding 
pending in the Office shall not be mailed to the Solicitor’s mail 
service address. Any such papers which are mailed to the So- 
licitor’s mail service address will not be considered to have been 
filed in the PTO. Instead, all such papers will be returned. No 
exceptions will be made to this policy. 

Mar. 22, 1990 FRED E. McKELVEY 
Solicitor. 


[1113 TMOG 30] 


(244) Appeals to the Federal Circuit from the PTO 


This notice was originally prepared by the Solicitor and 
Associate Solicitor Richard E. Schafer for presentation at the 
Eighth Annual Judicial Conference of the U.S. Court of Appeals 
for the Federal Circuit. The notice discusses litigation philoso- 
phy of the Office of the Solicitor of the Patent and Trademark 
Office and other matters which may be helpful to appellants 
and others seeking judicial review of PTO decisions in the U.S. 
Court of Appeals for the Federal Circuit. 


October 5, 1990 FRED E. McKELVEY 


Solicitor 


I. Introduction 

This notice discusses the philosophy of the Office of the 
Solicitor when representing the Commissioner before the Fed- 
eral Circuit and other courts. The notice is also designed to assist 
appellants and others seeking judicial review of Patent and 
Trademark Office (PTO) decisions in the Federal Circuit. Much 
of what is said in the notice is also applicable to those instances 
where judicial review is sought of PTO decisions in a district 
court. 


Il. Solicitor’ s litigation philosophy 
The Office of the Solicitor and its attorneys start with the 
proposition that justice is done when the right result is reached. 
The Solicitor is not an advocate who needs to win to be satisfied. 
Rather, the public interest is served when: 
(1) a patent issues on a patentable invention; 
(2) a patent is refused on an unpatentable invention; 
(3) a trademark is registered if entitled to registration under 
Title 15; 
(4) a trademark is refused registration if not entitled to regis- 
tration under Title 15; or 
(5) PTO rules are properly applied within PTO and by review- 
ing courts. 
Our litigation philosophy is expressed in Berger v. United 
States, 295 U.S. 78, 88 (1935): 


The . . . [Government attorney] is the 
representative not of an ordinary party to a 
controversy, but of a sovereignty whose 
obligation to govern impartially is ascompelling as 
its obligation to govern at all; 
and whose interest . . . is not that it shall 
win a case, but that justice shall be done. As 
such, he is in a peculiar and very definite 
sense the servant of the law, the twofold aim of 
which is that guilt shall not escape or 
innocence suffer. 
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The Office of the Solicitor does more than simply “defend” 
n appeal. Rather, it will determine whether: 

(a) appeals are ripe for judicial consideration; 

(b) there are steps a party might take in PTO to obviate the 
appeal, e.g., amendments which might be made to claims 
to conform an argument to the subject matter being claimed 
—we often find that arguments in a brief are based 

on limitations which do not appear in the claims; 

(c) there is material not in the record which might provide 
a full answer to an argument —particularly a new one — 
made in a brief; and/or 

(d) the deciding official or board should be approached to 
see if it wishes to reevaluate its decision in view of a change 
in the law, a credible argument that the decision may not 
be correct, or a matter which may have been overlooked. 

Most of the time, it takes more effort to implement this 
philosophy than it would take simply to brief and argue a matter. 

Generally, in a Federal Circuit matter, the Office of the 
Solicitor — apart from designating an appendix —does not “get 
deeply into” a case until appellant’s brief is filed. Exceptions 
occur, i.e., inter partes patent and trademark cases where the 
board opinion is reviewed to see if an amicus brief might be 
appropriate to assist the Federal Circuit with PTO practice. ' This 
is not to say that an appellant should not feel free to discuss 
an appeal with an attorney in the Solicitor’s Office. But, ordi- 
narily in an ex parte case, we do not spend time until we see 
appellant’s brief. The reason is that a large number of appeals 
are simply dismissed without the need for us to do much, if any, 
work. 

Table 1, below, shows the disposition of appeals from October 
1985 through April 1990. About 23%, i.e., 146, of the cases 
were dismissed with little, if any, work having been done by 
the Office of the Solicitor on the appeal. If we conducted a review 
of all appeals when filed, our Federal Circuit “workload” would 
increase about 23%. We do not have the resources to effectively 
carry on 23% more work. 

We find a lot of cases are not ripe or otherwise ready for 
judicial review. When we determine that more work needs to 
be done before the Federal Circuit should consider a case, we 
generally move to remand. Fed. Cir. R. 27(c) provides that a 
remand generally should be requested prior to briefing. How- 
ever, since we generally cannot efficiently take up cases until 
appellant’s brief is filed, we now file motions to remand along 
with our brief. A merits panel is then in a position to evaluate 
whether it should hear the case on the merits or order a 
remand. 

There are a variety of reasons why we seek remands. 


Table 1 
Disposition of cases in the Courts of Appeals 
in which the Solicitor has appeared 
October 1985 through September 1990 


Pat ™ Total 


Disposed cases: 

Affirmed 300 347 
Modified 10 10 
Reversed 64 
Remanded? 48 
Dismissed 146 
Amicus/intervene 

Examiner testimony 

Transfer 

Mandamus granted 

Mandamus granted-in-Part 

Mandamus denied 6 

Mandamus dismissed 3 

Totals: 541 643 


' See e.g., Fujiie v. Verhagen, Fed. Cir. No. 89-1126; Hahn v. Wong. 13 
USPQ2d 1211 (Bd. Pat. App. & Int.), aff d, 892 F.2d 1028, 13 USPQ2d 
1313 (Fed. Cir. 1989); Perkins v. Kwon, 886 F.2d 325, 12 USPQ2d 1308 
(Fed. Cir. 1989); and Winkler v. Guglielmino, Fed. Cir. No. 89-1571. See 
also Copelands’ Enterprises. Inc. v. CNV, Inc., 887 F.2d 1065, 12 
USPQ2d 1562 (Fed. Cir. 1989) (en banc) and Kellogg Co. v. Pack’em 
Enterprises, Inc., Fed. Cir. No. 90-1336. 

? Approximately 80% of the remands were ordered based on motions 
to remand filed by the Office of the Solicitor. See the discussion on 
remands, infra. 

> All transfers were from a regional court of appeals to the Federal 
Circuit. 
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A. 

An appellant may argue that a certain feature of a claim is 
not shown in the prior art. Such an argument may prompt us 
to determine whether the feature is known. If we find the feature, 
we will probably ask for a remand for the purpose of making 
an additional rejection.‘ In like manner, based on our respective 
backgrounds or other cases handled by the Office of the So- 
licitor, we may know of prior art which strengthens a rejection. 

B 


Similarly, an appellant may argue that a certain fact is true. 
Upon looking into the matter, we have found literature from 
the appellant’s assignee or other evidence which, in our 
opinion, demonstrates that the argument may not be factually 
correct.® Since the literature or other evidence is not part of 
the record, we have asked for a remand so that the case may 
be fully developed before a merits panel is required to consider 
the case. We have also filed a brief on the merits asking the 
Federal Circuit to take judicial notice of a fact while concurrently 
filing a contingent motion to remand in the event the merits panel 
believes that judicial notice is not appropriate.’ 

S 


We have had cases where the sole issue is whether a Rule 
131, 37 CFR § 1.131, affidavit is sufficient to antedate a ref- 
erence. When the sufficiency of a Rule 131 affidavit is in issue, 
we search for a foreign or other equivalent statutory bar. When 
an equivalent statutory bar is found, we move to remand sug- 
gesting that the issue on appeal may well be moot.* 

D 


In re Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962), 
suggests that indefiniteness should be taken care of prior to 
considering obviousness. There have been cases in which the 
claims are so indefinite that judicial review of an obviousness 
issue simply would not make sense. Remands, over appellant’s 
objection, have been ordered.’ 

E. 

There have been occasions where the Board, TTAB, or the 
Commissioner decides to change or reconsider a decision. A 
change of decision can occur, inter alia, due to: 

1. new “law” as announced in a court or administrative 
decision,"° or 

2. a deciding official or tribunal determines that: 

(a) a decision may not be correct, 

(b) a matter was overlooked,'' or 

(c) a decision otherwise needs to be reconsidered.'? 
F. 

There have been cases where, although not argued by the 
appellant, it did not make sense to apply existing law in a 
particular context. We have moved to remand. In one instance, 
the Board reconsidered its position, established new law, and 
granted relief.” 

G. 

In its opinion, the Board — without entering a new ground 
of rejection under Rule 196(b), 37 CFR § 1.196 — may suggest 
that if there is to be further prosecution, an examiner may wish 


* In re Yashuhara, Fed. Cir. No. 85-889. The reference added on 
remand was relied upon by the Federal Circuit in a later decision affirming 
the rejection made on remand. Jn re Yashuhara, Fed. Cir. No. 86-1634. See 
also Inre Merz, Fed. Cir. No. 86-615, and R. D. Werner Co. v. Quigg, Civil 
Action No. 85-0945 (D.D.C.). 

>See e.g.,Inre Trogan, Fed. Cir. No. 85-2724, Flexiwatt v. Quigg, Civil 
Action No. 86-2666 (D.D.C.), In re Nilssen, Fed. Cir. No. 87-1349, In re 
Nilssen, Fed. Cir. No. 87 1392, and Hepar Chimie v. Mossinghoff, Civil 
Action No. 85-1912 (D.D.C.). 

In re Weitz, Fed. Cir. No. 85-879; In re Lowrance Electronics, Inc., 
Fed. Cir. No. 88-1180.’ Jn re Klang, Fed. Cir. No. 85-2825. 

8 In re Lockner, Fed. Cir. No. 86-1269. 

°In re Jacobs, Fed. Cir. No. 85-2210. 

'° In re Eastin, Fed. Cir. No. 90-1439. 

"' In re Giordano, Fed. Cir. No. 87-1029; In re Raleigh Stores Corp., 
Fed. Cir. No. 87-1183; In re Whaleco, Fed. Cir. No. 87-1522. 

'2 In re Brown, Fed. Cir. No. 86-617; Groz v. Quigg, Civil Action No. 
87-1340 (D.D.C.); London Laboratories v. Commissioner, Civil Action 
No. 86-0914 (D.D.C.); Hashimoto v. Quigg, Civil Action No. 86-1595 
(D.D.C.); and Katrapat AG v. Quigg, Civil Action No. 87-0250 (D.D.C.). 

'3 Papst-Motoren GMbH & Co. v. Quigg, Civil Action No. 86-1168 
(D.D.C.). The Board’s decision on remand is published. Ex Parte Papst- 
Motoren, 1 USPQ2d 1655 (Bd. Pat. App. & Int. 1986). 
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to look into several possible rejections. Generally in such a case 
the appellant will abandon or refile under 35 U.S.C. § 120. On 
occasion, however, an appellant will seek judicial review. Or- 
dinarily, we seek remands in such a case in order to avoid 
piecemeal judicial review.'* 

H. 

We had one case in which an appellant “dropped” an appeal 
as to all but a dependent claim —only the independent claim 
had been discussed in appellant’s brief to the Board and the 
Board discussed only the independent claim. We sought a 
remand — after the appellant’s brief had been filed —so that 
PTO could articulate a rationale as to the sole claim left in 
appeal. Alternatively, we could have argued the appeal on the 
basis of the independent claim. However, in the context of the 
particular case, that alternative did not make sense. 

I 


We had a case where the application on appeal was deemed 
to be abandoned. We moved to remand to clarify the status of 
the application.'© We also had a trademark appeal in which 
registration in the United States could not occur until registration 
took place abroad.'’ Obviously, there was no reason to proceed 
in the Federal Circuit until registration occurred in the foreign 
country. When an appeal is taken in a trademark case, we always 
check to be sure that the registration relied upon is “alive.” 
Appellant also should be sure that the registration has not 
expired. In one trademark appeal, the likelihood of confusion 
issue became moot on appeal when we discovered that the 
registration cited against the appellant expired without being 
renewed. 

Most attorneys representing appellants will agree to a re- 
mand when approached by an attorney in the Office of the 
Solicitor — regardless of the time a suggestion to remand is 
made. A remand saves appellant, the Federal Circuit and our 
office time and money and in the long run contributes to the 
effective administration of justice within PTO and the Federal 
Circuit. In some cases, our motions to remand have been op- 
posed. In one published opinion, an opposed motion was granted 
notwithstanding appellant has filed its principal brief;'* in an- 
other opinion, relief was denied." It appears the Federal Circuit 
has adopted, as a general rule, the latter opinion. See Fed. Cir. 
R. 27(c). 

We will not attempt to reconcile Fed. Cir. R. 27(c) with what 
we regard to be the better policy expressed in Jn re Gould. We 
will point out, however, that if an appeal proceeds in the face 
of a motion to remand, 

(a) an appellant will have to spend money to have its 
attorney appear for oral argument, 

(b) the merits panel will have to spend time preparing for 
oral argument, holding oral argument, and writing an opinion, 

(c) PTO will have to expend resources preparing for and 
presenting oral argument, and 

(d) prosecution on the merits may be reopened after a 
mandate is entered if a viable rejection remains to be con- 
sidered. 

It is possible, of course, that we might prevail on the merits, 
thereby obviating any need for a remand. However, if we do 
not prevail, PTO can — and often does — reopen prosecution 
of the application upon entry of the Federal Circuit’s mandate 
to consider the matter raised by a motion to remand.” 

Sometimes an appellant will decide to file a second appli- 
cation, i.¢., a continuation application or another trademark 
application, and simultaneously pursue the appeal. We believe 
appellant has a responsibility to call our attention to the fact 


'* See Tofe v. Winchell, 645 F.2d 58, 63 [headnote 6] , 209 USPQ 379, 
384 (CCPA 1981). See also Paradis v. Quigg, Civil Action No. 87-1486 
(D.D.C.) and Clough v. Quigg, Civil Action No. 87-2304 (D.D.C.). 

'S In re Hyatt, Fed. Cir. No. 85-2224. 

. '©Inre Goodman, Fed. Cir. No. 87-1056. The Commissioner’s decision 
reviving the application is reported. Jn re Goodman, 3 USPQ2d 1866 
(Comm'r Pat. 1987). See also In re Greven, Fed. Cir. No. 87-2341 

"’ In re Matsushita Electric, Fed. Cir. No. 89-1526. 

'* In re Gould, 673 F.2d 1385, 213 USPQ 628 (CCPA 1982). Relief in 
this case was ultimately granted in PTO. Ex parte Gould, 6 USPQ2d 1680 
(Bd. Pat. App. & Int. 1987). 

'? Inre Hester, 838 F.2d 1193, 5 USPQ2d 1832 (Fed. Cir. 1988). Relief 
on the merits was ultimately granted by the Federal Circuit in an unpub- 
lish=d opinion... 
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that a second application has been filed. Knowledge of the 
second application is material to steps we might take. 

First, perhaps any appeal (or civil action) should be suspended 
pending outcome of proceedings on the second application or 
dismissed without prejudice to another appeal in the event a final 
adverse Board decision is entered in the second application. In 
effect, by filing a second application, appellant admits that there 
are available administrative remedies and that those remedies 
have not been exhausted. 

Second, it is in PTO’s best interest that the examiner handling 
the second application be aware of the existence of an appeal. 
The examiner may ask our office for assistance, as may the 
Board, during prosecution of the second application. 

Ill. Notice of appeal 

Recent amendments have been made to conform PTO prac- 
tice as much as possible to Fed. R. App. 4. See 54 Fed. Reg. 
29548 (July 13, 1989), reprinted in, 1105 Off. Gaz. Pat. Office 
5 (Aug. 1, 1989). 


A. Time for appeal 
If an appeal from a PTO decision to the Federal Circuit is 
authorized by law, the time for filing a notice of appeal in PTO 
was changed in August 1989 to two (2) months or 60 days, 
whichever is longer. The time for seeking judicial review by 
civil action under 35 U.S.C. §§ 145 or 146 is also two (2) months 
or 60 days, whichever is longer. 

The filing of a request for reconsideration in PTO tolls the 
time for filing a notice of appeal. After a decision on re- 
consideration is entered in PTO, the two month period begins 
to run. 

The time for appeal to the Federal Circuit is set by the 
Commissioner. 35 U.S.C. § 142; 15 U.S.C. § 1071(a)(2). The 
period for appeal must be at least 60 days. A notice of final 
rule was effective in August 1989 setting the time for appeal 
to two months or 60 days — whichever is longer. The dichotomy 
which used to exist between the 60-day period for initial de- 
cisions and the 30-day period for decisions on reconsideration”! 
no longer exists. 


B. Cross appeals 
In inter partes cases, a cross-appeal may be filed within 


fourteen (14) days of service of an appeal or two months after 
the PTO decision being appealed, whichever is later. 


C. Requests to extend time to appeal 

A request for an extension of time to file a notice of appeal 
before the appeal period expires can be granted by the Com- 
missioner upon a showing of good cause. 

A request after the appeal period expires must establish 
excusable neglect. The “excusable neglect” standard applied by 
PTO is the same as that applied by the courts of appeals. 

All requests for an extension of time to appeal should be 
directed to the attention of the Office of the Solicitor. 


D. Where to file a notice of appeal 
The original notice must be filed in PTO — filing only in 
the Federal Circuit does not perfect an appeal. However, a copy 
must also be filed in the Federal Circuit. Fed. Cir. R. 15. A copy 
of the decision being appealed, and any decision on reconsid- 
eration, should be attached to the copy of the notice of appeal 
filed in PTO and with the Federal Circuit. 
The original notice may be filed in any of the following ways: 
1. By hand-delivery to the Office of the Solicitor between 
8:30 a.m. and 5:00 p.m. at: 
Office of the Solicitor 
2121 Crystal Drive 
Suite 918 
Arlington, Virginia 


2. By first-class mail addressed to: 
Box 8 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of the Solicitor 


20 In re Ruschig, 379 F.2d 990, 154 USPQ 118 (CCPA 1967); In re 
Fisher, 448 F.2d 1406, 171 USPQ 292 (CCPA 1971). 
2! 37 CFR § 1.304(a) (1989); 37 CFR § 2.145(d) (1989). 
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3. By Express Mail under 37 CFR § 1.10 addressed to: 
Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


A certificate of mailing under 37 CFR § 1.8 cannot be used 
to file a notice of appeal. A notice of appeal filed in PTO using 
a certificate of mailing under 37 CFR § 1.8 is deemed filed when 
received in PTO. In re Thrifty Corp., 231 USPQ 560 (Comm’r 
Pat. 1986). 

A notice of appeal mailed to the Solicitor’s Postal Box in 
Arlington, Virginia is deemed filed when received in the Office 
of the Solicitor. 

E. Content of notice of appeal 

A notice of appeal should identify all parties appealing. Fed. 
R. App. P. 15(a). See Torres v. Oakland Scavenger Co., 487 
U.S. 312, 317 (1988) [ construing similar requirement of Fed. 
R. App. P. 3(c)] . 

Thus, in a case where there are joint inventors, the notice of 
appeal should identify all inventors. The notice of appeal should 
not identify John Doe et al. as appellants; rather, it should 
identify as appellants all named inventors, i.e., “John Doe and 
Richard Roe appeal... .” 

A notice of appeal need simply state that: 

John Doe and Richard Roe appeal to the U.S. Court 
of Appeals for the Federal Circuit from a final decision entered 
by the Board of Patent Appeals and Interferences on June 15, 
1990, and from a decision on reconsideration entered by the 
Board on July 15, 1990. 

There is no need to give reasons in the notice of appeal. See 
37 CFR §§ 1.4 and 1.5 for material which should appear in the 
“heading” of the notice of appeal. 


IV. Transmittal of certified list 

After a notice of appeal is received, a determination is made 
whether the notice was timely filed. 

Appellant will be advised if the appeal is untimely. Fed. Cir. 
R. 15(b)(1) governs proceedings when a notice of appeal is not 
timely filed: 

If the Commissioner notifies the clerk that the notice 
of appeal was not timely, the clerk shall order the appellant 
to show cause why the appeal should not be dismissed, and 
thereupon refer the response to the court. 

In order to properly respond to the Federal Circuit, an ap- 
pellant may wish to file a request for an extension of time, which 
should be filed in the Office of the Solicitor, and establish that 
the untimely filing of the notice of appeal was a result of 
excusable neglect. Any decision on the request will be copied 
to the Clerk of the Federal Circuit for such action as may be 
appropriate. A decision by the Commissioner granting a request 
to extend the time for filing the notice of appeal will discharge 
the show cause order entered by the Clerk. 

A certified list, consisting of the contents of the application, 
interference, opposition, cancellation, or other proceeding is 
copied and forwarded to the Federal Circuit with a statement 
indicating whether the notice of appeal was considered timely 
filed. In ex parte patent appeals the certified list usually does 
not include the contents to any “parent” applications unless the 
application involved in the appeal is a “file wrapper continu- 
ation” under 37 CFR § 1.62. 

A copy of the certified list is mailed to the appellant or, in 
the case of an inter partes proceeding, all parties. 

In ex parte patent or trademark appeals, an attorney in the 
Office of the Solicitor is assigned to the appeal at the time the 
certified list is forwarded to the Federal Circuit. Counsel for 
appellant should initiate a discussion with the Solicitor’s Office 
attorney assigned to the case to determine the contents of the 
appendix. 

Upon receipt of the certified list, the appeal will be docketed 
by the Federal Circuit. An appeal number is assigned to each 
appeal by the Federal Circuit. Appellant’s 60-day period for 
filing a brief runs from the later of the date the appeal is docketed 
by the Federal Circuit or the certified list is served. Fed. Cir. 
R. 31(a). Since the appeal is docketed after the certified list is 
served in the case of PTO appeals, the 60-day period almost 
always runs from the date the appeal is docketed. 


V. Service of court papers on the Solicitor 
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The mail service address for the Solicitor is: 
Office of the Solicitor 
P. 0. Box 15667 
Arlington, Virginia 22215 

Only litigation papers should be mailed to the Post Office 
box address. Other papers intended for filing in PTO should 
be addressed as specified in 37 CFR § 1.1. Non-litigation pa- 
pers will be returned and will not be forwarded to the Mail 
Room. 

Litigation papers not served by hand must be mailed to our 
Post Office box. Litigation papers mailed or delivered to the 
Mail Room of PTO, left in PTO’s night deposit box, or left with 
a PTOemployee in an office other than the Office of the Solicitor, 
are deemed served when received in the Office of the Solicitor. 

The Office of the Solicitor is open from 8:30 a.m. to 5:00 
p.m. Litigation papers served by hand must be delivered between 
8:30 a.m. and 5:00 p.m. to: 

Office of the Solicitor 

2121 Crystal Drive 

Suite 918 

Arlington, Virginia 

Unless permitted by court rules or order, delivery does not 
include facsimile transmission. 


VI. Motions 

Motions are inevitable in Federal Circuit and other court 
practice. Before a motion is filed, appellant should contact the 
Solicitor’s Office to see if there is agreement on the requested 
relief and the proposed order. If there is no opposition to a 
procedural order, it can be entered by the Clerk, thereby ob- 
taining prompt relief and obviating the need for a judge or 
motions panel to consider the matter. 


VII. Appendix 
A. Designation 
The Office of the Solicitor typically designates the following 
items for inclusion in the appendix in addition to the mandatory 
items specified in Fed. Cir. R. 30. 
In ex parte patent cases, we generally designate: 
(1) the specification; 
(2) any drawings; 
(3) the prior art supporting the rejection; 
(4) the final rejection and any Office action referenced in 
the final rejection; 
(5) the examiner’s answer; and 
(6) any evidence submitted to support patentability. 
In ex parte trademark cases, we generally designate: 
(1) the trademark application, including the drawing; 
(2) specimens; 
(3) the trademark examining attorney’s statement; and 
(4) registrations supporting the refusal and any other evi- 
dence relied upon by the examining attorney or 
the TTAB. 


It should be noted that Fed. Cir. R. 30(a)(2)(iii) prohibits the 
inclusion of briefs filed by an applicant in PTO without leave 
of the court. However, the examiner’s answer and examining 
attorney’s statement may be designated and included without 
leave. Fed. Cir. R. 30(a)(2). 

While the items in the appendix differ from case to case, a 
typical appendix in an ex parte patent appeal contains the 
following items in the following order: 

(1) table of contents; 

(2) the initial decision of the Board; 

(3) any decision on reconsideration; 

(4) a copy of the certified list, which corresponds to the 
docket entries mentioned in Fed. R. App. P. 29(a)(1)] ; 
(5) the specification; 

(6) the final rejection; 

(7) the examiner’s answer; 

(8) any prior art relied upon by PTO; 

(9) any rebuttal evidence, e.g., affidavits under Rule 131, 
37 CFR § 1.131, or Rule 132, 37 CFR § 1.132; and 
(10) a copy of the rejected claims. 


With respect to the last item, Fed. Cir. R. 30(a)(3) provides: 
In appeals from . . . [ PTO] , the appendix shall, 
unless the parties mutually agree to the contrary, 
include a copy of all rejected claims in an ex parte 
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patent appeal, a copy of all counts in a patent 
interference appeal, and both a copy of the trademark 
sought to be registered or cancelled and a copy of 
any registration relied upon to refuse or oppose 
registration or to seek cancellation of a registered 
mark in an ex parte or an inter partes trademark 
appeal. 
If the material designated as the appendix exceeds 100 pages, 
a draft copy of the appendix, with page numbers, should be sent 
to the Office of the Solicitor. Upon receipt, if we see any problem 
with the appendix, including any failure to comply with Federal 
Circuit rules, we promptly advise appellant. Preparation of a 
draft appendix will also insure that all briefs properly refer to 
pages of the appendix. 


B. Page numbering 

Fed. Cir. R. 30(c)(2) requires that page numbers be centered 
in the bottom margin of each page and that other pagination 
marks be redacted if necessary to avoid confusion. Numbering 
the appendix pages with a format such as “0001” generally 
avoids confusion with other page numbers. 

If the designated appendix is less than 100 pages (which 
should be copied on both the front and back), the appendix is 
bound with appellant’s principal brief. If the designated appen- 
dix is more than 100 pages, the appendix is filed separately 
within seven (7) days of the date the last reply brief is filed. 
Fed. Cir. R. 30(a)(4). 

C. Legible materials 

An appendix will often contain copies of materials which are 
illegible. In cases where counsel for an appellant does not have 
legible copies of materials which are available in PTO, contact 
the Office of the Solicitor and we will arrange to send a legible 
copy. 

Handwritten notes in the margin of counsel’s copy of Office 
actions should be removed. The proper place to argue a case 
is in a brief — not in notes in the margin. 


VII. Briefs 
A. Statement of the facts 

Fed. R. App. P. 28(a)(3) requires that an appellant file a 
statement of facts relevant to the issues presented for review. 
Fed. Cir. R. 28(b) provides that the appellee’s statement of the 
case should be limited to the specific areas of disagreement with 
those of the appellant. Absent disagreement the appellee shall 
not include a statement of the case in his brief. Jd. In our view 
these rules place the responsibility to provide a complete and 
neutral statement of facts on the appellant. Appellant should 
remember that it Jost below. Hence, the “facts” are not those 
the appellant would like them to be; rather, the “facts” are those 
found by the Board. The statement of the facts in a brief is not 
the place to argue that the Board was clearly erroneous in making 
a finding of fact. 

In our experience, appellants’ statement of the facts invariably 
include argument; fail to describe all the facts relevant to the 
issues; state the facts in a light most favorable to appellant despite 
contrary findings below; or state conclusions — often without 
citation to the appendix. As aresult, we typically find it necessary 
to include a detailed and, we believe, a complete and neutral 
statement of facts — with full citations to the appendix. 

We particularly note that when “new” counsel is retained to 
handle the Federal Circuit appeal, the arguments on appeal often 
bear no resemblance to the arguments made to the Board. As 
a matter of logic, it would seem that the Board could not possibly 
have erred below on the basis of an argument made for the first 
time in the Federal Circuit. See Keebler Co. v. Murray Bakery 
Products, 866 F.2d 1386, 9 USPQ2d 1736 (Fed. Cir. 1989) (since 
Keebler failed to tell the TTAB it was interested in Murray’s 
“intent,” it could not use intent as a basis for showing “error” 
by the TTAB; prescience is not a required characteristic of the 
board and the board need not divine all possible afterthoughts 
of counsel that might be asserted for the first time on appeal). 


B. References in brief to the appendix 
All factual assertions made in the brief should be supported 
with citation to the appendix. How the Federal Circuit is sup- 
posed to know that an assertion is correct, when no reference 
is made to the appendix in support of the assertion, is something 
we have not been able to figure out. The Federal Circuit has 
often noted, with apparent disapproval, the absence of a citation 
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to the appendix in support ot a party’s position.” Failure to cite 
to the appendix may affect an attorney’s credibility before the 
Federal Circuit and diminish the impact of otherwise meritorious 
arguments. If counsel feels that it is necessary to make factual 
assertions and cannot point to the specific portion of the ap- 
pendix supporting the assertion, consideration should be given 
to refiling the application. Argument which depends on factual 
assertions not supported by the record cannot have any relevance 
to any error in the decision under review. 

Moreover, to the extent that we have influence within PTO 
to bring about a favorable result by way of settlement, we need 
to be convinced. Allegations, not supported by references to the 
appendix, are not likely to convince any attorney in the Office 
of the Solicitor of the merits of an appellant’s position. 


IX. Oral argument 
A. When we appear 

Anattorney from the Solicitor’s Office will appear and present 
argument in cases in which the appellant intends to present oral 
argument. We will submit on the briefs only (1) where appellant 
submits on brief and (2) no reply brief has been filed or we 
conclude that the reply brief does not require comment at the 
oral hearing. On the other hand, if a reply brief raises a substantial 
issue, particularly a “new” issue, we will appear even if appellant 
waives oral argument. 


B. Discussing the [allegged] error 

An appellant has a burden of showing that the Board erred 
in its decision.” Factual findings below must be shown to be 
clearly erroneous,” while legal conclusions are reviewed for 
correctness or error as a matter of law.” Having only a short 
time for oral hearing, typically fifteen minutes, appellants should 
direct their remarks to the purported errors in the Board’s 
decision. Based upon the 60 to 80 cases we argue annually, we 
can assure appellants that Federal Circuit merits panels are 
familiar with the record and the proceedings under review. 
Counsel may not want to use part of the 15 minutes normally 
allocated for oral argument by: 

(1) explaining that the case is an appeal from the Patent 
and Trademark Office (the merits panel already knows that 
because the briefs have been read), 

(2) identifying the appellant or assignee (because 
essentially irrelevant), 

(3) reviewing the facts of the case, etc. 

However, counsel should be thoroughly familiar with the 
record and be prepared to identify the portions which support 
their arguments. 

We suggest oral argument by an appellant should start by 
saying “The error below was . . .” and here’s why. 


it is 


C. Visual aides 

Fed. Cir. R. 34(c) encourages the use of visual aids. If the 
visual aid was not used during the administrative proceeding, 
written notice of the proposed use must be given at least 15 days 
prior to the hearing. Any written objections must be filed at least 
5 days before the hearing. The rule also provides that counsel 
may agree on the use of visual aids. 

Whether or not we will agree depends on the particular facts. 
We ordinarily do not disagree with enlargements (“blow- ups”) 
of portions of the record. Where the proposed visual aid is not 
part of the record, we will not agree until we have had an 
opportunity to see the visual aid. 


X. Petitions for rehearing 
Petitions for rehearing can be useful if properly used. But, 
in our experience, petitions for rehearing filed by appellants 


22 See e.g., Datascope Corp. v. SMEC. Inc., 879 F.2d 820, 827, 11 
USPQ2d 1321, 1325 (Fed. Cir. 1989), cert. denied, 110 S.Ct. 729 (1990) 

2 In re Durden, 763 F.2d 1406, 1409, 226 USPQ 359, 361 (Fed. Cir. 
1985) (The burden is on appellant to persuade the court that the Board was 
wrong). 

* Stock Pot Restaurant v. Stockpot, Inc., 737 F.2d 1576, 1578, 222 
USPQ 665, 667 (Fed. Cir. 1984) (findings of fact of the TTAB are 
reviewed under the clearly erroneous standard); In re Caveney, 761 F.2d 
671, 674, 225 USPQ 1, 3 (Fed. Cir. 1985)(findings of fact by the Board 
of Patent Appeals and Interferences are reviewed under the clearly 
erroneous standard). 

5 In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988).. 
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simply reargue the case. We do not believe this is a proper 
function of a petition for rehearing. 

Generally we will file a petition for rehearing only when (a) 
we believe the merits panel has made a genuine mistake — not 
merely a “judgment” call which happens to differ from our 
judgment, or (b) even where the result is correct, an opinion 
contains language which we believe will seriously and adversely 
affect PTO’s ability to properly and effectively administer the 
patent or trademark laws. See Markey, “Semantic Antics in 
Patent Cases,” 88 F.R.D. 103, 108 (1980) (suggesting rehearing 
should be requested to modify opinion language which confuses 
the law of patents). 

We suggest, and do not believe, that there is such a thing as 
a “routine” petition for rehearing. A truly extraordinary 
situation must exist before a petition for rehearing can be deemed 
proper.” The Office of the Solicitor has been relatively suc- 


cessful with petitions for rehearing. In a 20-year period before 
the CCPA and Federal Circuit, we can recall filing approxi- 
mately 12 petitions for rehearing. Some form of relief has been 
granted in nine, i.e., claims found patentable in the original 
decision were found unpatentable on rehearing,”’ language was 
changed in the opinion,” relief was granted in part,” etc. 


XI. Issuance of mandates/termination of proceedings 

As provided in Fed. R. App. P. 41(a), the Court’s mandate 
usually issues 21 days after the entry of its decision. A request 
for rehearing stays the mandate until seven days after an order 
by the merits panel denying rehearing. Unless there are allow- 
able claims or the Court’s decision requires further proceedings 
by the Office, the receipt of the mandate by PTO “terminates 
the proceedings” for purposes of continuity under 35 U.S.C. § 
120. 37 CFR § 1.197(c), 54 Fed. Reg. 29548, 29552 (July 13, 
1989) reprinted in, 1105 Off. Gaz. Pat. Office 5,9 (Aug. 1, 1989). 
If an appellant contemplates filing a “continuing” application, 
it should be filed prior to the receipt of the mandate by PTO 
to preserve the benefit of the filing date of the parent application. 
Proceedings terminate on receipt of the mandate, not upon the 
expiration of the period for applying for certiorari to the Supreme 
Court. * 


XII. Costs 

In ex parte patent and trademark appeals from PTO, costs 
are not awarded for or against the Commissioner. See Fed. Cir. 
Practice Note to Fed. Cir. R. 39.5! Hence, we do not file bills 
of costs in ex parte cases. 


1120 TMOG 22] 


(245) Helpful Hints 

* Correspondence with Certificate of Mailing Delivered by 
Commerical Carrier — The benefits of 37 CFR 1.8 or 1.10 apply 
only to documents delivered to the PTO by the U.S. Postal 
Service. 


26 In the case of a suggestion for rehearing en banc, we obtain approval 
from the Solicitor General 

27 In re Tiffin, 448 F.2d 791, 171 USPQ 294 (CCPA 1971).”* Parks v. 
Fine, 773 F.2d 1577, 227 USPQ 432 (Fed. Cir. 1985), opinion amended, 
783 F.2d 1036, 228 USPQ 677 (Fed. Cir. 1986). 

29 Newman v. Quigg, 877 F.2d 1575, 11 USPQ2d 1340 (Fed. Cir.), 
reh’g on costs granted in part, 886 F.2d 329 (Fed. Cir. 1989). 

© In re Jones, 542 F.2d 65, 69, 191 USPQ 249, 252 (CCPA 1976) 
(when PTO receives CCPA mandate, proceedings in patent application 
are terminated); Continental Can Co. v. Schuyler, 326 F. Supp. 283, 168 
USPQ 625 (D.D.C. 1970) (proceedings terminate within meaning of 35 
U.S.C. § 120 when mandate of CCPA was issued). See also In re Willis, 
537 F.2d 513, 515, 190 USPQ 327, 329 (CCPA 1976). Once a mandate 
is issued, it is our experience that a motion to withdraw the mandate 
to secure “copendency” with a continuation will not be granted. /n re 
Iwashita, Fed. Cir. No. 90-1162, In re Nakahama, Fed. Cir. No. 90-1166, 
and Jn re Nakahama, Fed. Cir. No. 90-1187. 

3! See also In re Kochan, Fed. Cir. No. 83-502 (May 25, 1983); In 
re Lobdell, Fed. Cir. No. 83-674 (Sept. 22, 1983); In re Piasecki, Fed. 
Cir. No. 84-775 (Nov. 9, 1984); In re Shivvers, Fed. Cir. No. 85-1544 
(Dec. 19, 1985); In re Wrenn, Fed. Cir. No. 86-743 (July 17, 1986); 
and In re Dow Chemical, Fed. Cir. No. 87-1406 (Feb. 11, 1988). 


U. S. PATENT AND TRADEMARK OFFICE 


1134 TMOG 541 
(245) 


A number of instances have been uncovered where individu- 
als are certifying that documents were deposited with the U.S. 
Postal Service when, in fact, the documents were hand carried 
or delivered to the PTO via commerical mail service, e.g., 
“Federal Express,” “DHL,” “Purolator,” “Air Borne,” “UPS’,” 
etc. In those instances where documents include a certificate 
of mailing under 37 CFR 1.8 or 1.10, but were delivered to the 
PTO by other than U.S. Postal Service, Mail Room personnel 
are placing a notice indicating that fact on the correspondence 
involved to alert PTO personnel that the benefits of 37 CFR 1.8 
or 1.10 do not apply. 
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(246) Helpful Hints 
* Certificate of Mailing AND Return Post Card — Use of the 
Certificate of Mailing Procedure is strongly encouraged. 

37 CFR 1.8(a) provides for the use of a Certificate of Mailing 
on most correspondence with the PTO, whereby the correspon- 
dence (and/or fee) will be considered as timely filed if deposited 
with the U.S. Postal Service within the set time period. Consistent 
use of this procedure is extremely beneficial to practitioners, 
whether or not the Post Card Receipt provision of MPEP 503 
is used. 

In those instances where the PTO never receives the corre- 
spondence, no post card receipt will be available to evidence 
the filing and/or timeliness of the correspondence. However, 
in those instances where a Certificate of Mailing is properly used, 
37 CFR 1.8(b) provides relief, even if the correspondence is 
not received in the PTO at all. Under 37 CFR 1.8(b) the party 
who forwarded the correspondence need only (1) inform the 
PTO of the previous mailing of the correspondence, (2) supply 
a copy of the previously mailed correspondence and Certificate, 
and (3) include a declaration which adequately attests to the 
previous timely mailing. 


[1082 TMOG 8] 


(247) Filing of Certain Trademark 
Papers and Authorizationsto Charge 


Deposit Accounts by Facsimile Tranmission 


Effective Feu. 12, 1991, the Trademark Examining Operation 
(TMEO) and the Office if the Assistant Commissioner for Trade- 
marks (A/C TM) will implement a pilot program to Study the 
feasibility of accepting certain trademark documents by facsim- 
ile transmission (fax). The information gathered from this pro- 
gram and the pilot program currently in place for acceptance of 
certain patent documents by fax, (See 1096 Official Gazette 30, 
November 15, 1989), will be evaluated for the purpose of 
drafting a rules package governing the fax procedure. The 
Trademark Trial and Appeal Board will not participate in the 
program at this time, but may consider accepting fax tranmis- 
sions at a later date. 

Because this is a pilot program, only select documents will 
initially be accepted via facsimile transmission. These trademark 
documents include, but are not limited to: (1) Responses to 
Office Actions (but not those which include specimens of use 
and/or drawings; (2) Petitons to the Commissioner; (3) Letters of 
Protest; (4) Deposit Account Authorization; and (5) Requests for 
Reconsideration. 


Documents Excluded from Fax Transmission 


Any document to be filed with Trademark Trial and Appeal 
Board, including the notice of ex parte appeal, will not be 
accepted by fax transmission. 

Any documents which include specimens, drawings or certi- 
fications or certified copies of forgien registrations or court 
orders, etc., will also not be accepted by fax transmission. Thus, 
the following documents will not be accepted by fax: 


Trademark Applications; 

Responses to Office Actions and Other Submissions which 
Include Specimens of Use and/or Drawings; 

Section 8 Affidavits or Declarations; 
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Renewal Applications; 

Statements of Use; 

Amendments to Allege Use; 

Certifications or Certified Copies of Foreign Registrations, 
and renewals thereof; 

Section 7 Requests to Amend the Mark in a Registration: 

Section 7 Applications for Voluntary Surrender of a 
Registration; and 

Certified Copies of Court Orders. 


When any trademark document explicitly excluded from the 
fax transmission procedure is received in the PTO via fax 
transmission, the document will not be considered as having 
been filed. The sender will be notified that the paper was 
improperly tranmitted by fax. It is impermissible to file papers by 
fax and submit the supporting exhibits by mail. 

The fax machines will be attended betweeen the business 
hours of 8:30 a.m. and 5:00 p.m., East Coast Time, Monday 
through Friday, excluding holidays. Although the fax machines 
may normally be accessed 24 hours a day, there may be times, 
even during business hours, when reception is not possible due 
to equipment failure or maintenamce requirements. Accord- 
ingly, persons transmitting documents by fax are cautioned 
against relying on the availability of this service near the end of 
response periods or other deadlines. 

A fax machine has been installed in the TMEO and in the A/ 
C TM. The corresponding fax and telephone numbers are as 
follows: 
Location Fax No. Phone No. 
TMEO 
A/C TM 


(703) 308-0429 
(703) 557-8263 


(703) 308-0928 
(703) 557-3061 


Submissions by facsimile transmission to the TMEO or A/C 
TM should be transmitted to the location for which they are 
intended. Fax transmissions regarding trademarks will not be 
deemed to have been filed in the PTO, and will not be considered, 
if transmitted to any fax machines other than those identified 
above. 

The Office will not formally acknowlege receipt of documents 
transmitted by fax. The Office facsimile machine will usually 
confirm to the sending unit that the transmission is com- plete. 


Effect of Filing by Fax 


Certain trademark papers and fees required to be filed in the 
PTO will be considered filed if they are transmitted to one of the 
above fax numbers. The date of receipt is the date that the 
transmission is completed as indicated by the date shown on the 
Office’s facsimile transmission activity report. If that date is a 
Saturday, Sunday or Federal holiday within the District of 
Columbia, the document will be considered to be have been filed 
on the next business day. 

Papers transmitted by fax may include a certificate of facsim- 
ile transmission, certifying the date of transmission. In the event 
the facsimile transmitted paper is misplaced or lost in the PTO, 
a copy of the paper, with Certificate of Facsimile Transmission 
attached thereto, will be evidence of filing by fax. The Certificate 
of Facsimile Transmission should be labeled as such and should 
appear on the paper or include a reference to the registration 
number or application serial number, and must include the 
following: 


The date of facsimile transmission; and 
The signature of the person certifying that the document is 
being facsimile transmitted on a certain date. 


The Certificate of Facsimile Transmission should also include 
the fax number to which the transmission is directed. The person 
signing the Certificate should have a reasonable basis to expect 
that the entire paper will be transmitted by fax on or before the 
date indicated. 

When possible, the Certificate should appear on the paper 
being transmitted. An example of a preferred Certificate of 
Facsimile Transmission for use with the paper being transmitted 
is as follows: 


CERTIFICATE OF FACSIMILE TRANSMISSION 
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I hereby certify that this paper for <reg. or ser. no.> is being 
facsimile transmitted to the Patent and Trademark Office fax 
number __ on the date shown below. 


Type or print name of person signing certificate 


Signature Date 

If the Certificate of Facsimile Transmission is presented on a 
separate paper, it must identify the application or registration to 
which it relates. 

In the event that the facsimile transmission is misplaced or lost 
in the Trademark Office, the submission will be considered filed 
as of the date of the transmission, if the party who transmitted the 
paper: 

1) Informs the PTO of the previous facsimile transmission 
promptly after becoming aware that the submission has been 
misplaced or lost; 

2) Supplies another copy of the previously transmitted sub- 
mission with the Certificate of Transmission; and 

3) Supplies a copy of the sending unit’s report confirming 
transmission of the submission in question. 


Items one through three above must be supported by an 
affidavit or declaration under § 2.20. The required evidence 
should be directed to the area in the Office where the misplaced 
or lost document was intended to be filed, e.g., the Law Office or 
Post Registration. 

If all criteria above cannot be met, the only remedy available 
is a petition to the Commissioner comprised of a verified state- 
ment which attests on a personal knowledge basis to the previ- 
ously timely transmission. 

The above procedures for establishing that a misplaced or lost 
submission was filed in the PTO are not available for those 
submissions enumerated as exceptions to the 37 CFR 1.8 Certifi- 
cate of Mailing procedures. 


Requirements for Filing by Fax 


* Each facsimile transmitted document must be legible. 

¢ Each transmission should have a cover sheet which includes: 
the number of pages, and the name, the address, the fax number 
and the telephone number of the transmitting party. 

* The preferred size of the document being transmitted is 8 1/ 
2 inches by 11 inches, letter size or A4 paper. However, in no 
event will the Office accept a document being transmitted that is 
larger than 8 1/2 inches by 14 inches. 

*Each transmission must be limited to papers relating to a 
single trademark application or registration. The application 
serial number, if one has been assigned, or the registration 
number must be referenced on each page of the transmission. If 
a serial number has not yet been assigned to an application, each 
page of the transmission must bear the name of the applicant and 
an identifier of the mark. The Office strongly recommends that 
applicants wait, if possible, until a serial number is assigned 
before filing a related document by fax. 

* The document that is used as the original for the facsimile 
transmission must have an original signature and should be 
retained by the sender as evidence of the content of the facsimile 
transmission. 

PARTIES SHOULD NOT SUBMIT BY MAIL THE ORIGI- 

NAL OR ADDITIONAL COPIES OF THE DOCUMENT 

TRANSMITTED BY FAX, UNLESS SPECIFICALLY RE- 

QUESTED BY THE OFFICE. 
Jan. 15, 1991 JEFFREY M. SAMUELS 

Assistant Commissioner 
for Trademarks 


{1123 TMOG 18] 


(248) New Numbers for Filing of Certain Trademark 
Papers and Authorizations to Charge Deposit 


Accounts by Facsimile Transmission 


On February 12, 1991, the Trademark Examining Operation 
(TMEO) and the Office of the Assistant Commissioner for 
Trademarks implemented a pilot program to study the feasibility 
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of accepting certain trademark documents by facsimile trans- 
mission (fax). See the Trademark Official Gazette notice at 1123 
TMOG 18 (Feb. 12, 1991) regarding documents which may now 
be filed by fax transmission, documents which are excluded 
from fax transmission and the requirements for filing by fax in 
connection with this program. 

The fax number for transmitting documents to the TMEO has 
changed. For the purpose of accepting documents which are 
permitted to be filed by fax with the TMEO, three fax machines 
are now located in the Trademark Services Division of the 
Office. Their fax numbers are as follows: 


(703) 308-9096 
(703) 308-9097 
(703) 308-9098 


The fax machines in the Trademark Services Division are the 
only machines in the Trademark Examining Operation desig- 
nated for the aceceptance of documents which are permitted to 
be filed by fax. Therefore, in order to file relevant documents by 
fax with the TMEO, one of the above numbers must be used. 

The fax number for the Office of the Assistant Commissioner 
for Trademarks, (703) 557-8263, is unchanged. 

May 9, 1991 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 
[1127 TMOG 36] 


(249) Unpaid Fee Checks 

Beginning Dec. 1, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that the check 
was returned unpaid. Beginning Dec. 1, 1987, the Office of 
Finance will send a copy of its letter to the applicant if the letter 
is addressed to an attorney or agent. The prohibition of 37 CFR 
§§ 1.33 and 2.18 against double correspondence is waived in 
view of the submission of a check that is returned unpaid to 
the Office. 

A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


DONALD W. PETERSON, 
Deputy Commissioner. 


{1083 TMOG 7] 


Oct. 5, 1987. 


Helpful Hints 


Expediting Processing Trademark Assignments — As 
noted in our statistics we are currently running behind in 
processing trademark assignment documents. We are 
working to eliminate the backlog in this area. We have 
recently eliminated a backlog in patent assignment pro- 
cessing. The following helpful hints are offered to aid us 
in eliminating backlogs and to allow us toprovide better 
service for all assignment processing: 

Many individuals are submitting assign- 

ment documents and requests for assign- 

ment services, together with application 

prosecution papers, directly to the exam- 

iner. Often, these requests get placed in 

the file and are not forwarded to the as- 

signment area for handling. Please send 

all assignment documents and requests 

through the mailroom in order that they 

may be properly routed to the assignment 

area. 
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Please separate requests for certified 
copies of assignments from requests for 
other services including requests for 
certified copies of other documents. Cer- 
tification of assignment documents is not 
performed by the same individuals as 
certification of other documents. 


Expediting Handling of Trademark Applications — To fa- 
cilitate processing of new trademark applications, place 
them in a separate envelope apart from all other mail. Identify 
on the outside of the envelope “TRADEMARK APPLICA- 
TION ONLY.” More than one new trademark application 
may be placed in the same envelope. Do not place any papers 
in the envelope other than those related to the new trademark 
applications. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Mar. 7, 1988. 
[1088 TMOG 8} 


(251) | Weekly Summaries of Trademark Trial 


and Appeal Board Final Decisions 


The Patent and Trademark Office will begin publishing, in 
each issue of the Trademark Official Gazette, a weekly summary 
of final decisions issued by the Trademark Trial and Appeal 
Board. Publication of the summary is being undertaken on a 
discretionary basis, as a courtesy to interested members of the 
public. 


JEFFREY M. SAMUELS, 
Assistant Commissioner 
f or Trademarks. 


Mar. 2i, 1988. 


[1091 TMOG 6] 
(252) Filing Receipt for Trademark Applications 
Effective immediately, the Trademark Examining Operation 
will replace its existing “FILING RECEIPT FOR TRADE- 
MARK APPLICATIONS,” PTO Form 100 (Rev. 8/78), with a 
filing receipt using a new format. The revised filing receipt will 
be printed on a single sheet of 8 1/2" x 11" paper and will contain 
information regarding the mark, applicant, International and 
U.S. classes, goods and/or services, and dates of use. If all of 
the information relating to a new application cannot be printed 
on the 8 1/2" x 11" filing receipt, it will be noted that additional 
information was contained in the application but was not printed. 
The addressee’s name and address will be printed on the back 
of the filing receipt. 


JEFFREY M. SAMUELS, 
Assistant Commissioner 
for Trademarks. 


Sept. 6, 1988 
[1095 TMOG 6] 


(253) Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of Documents in 


Legal Proceedings 


The Patent and Trademark Office (PTO) is adding Parts 15 
and 15a to Title 37 of the Code of Federal Regulations. Part 
15 concerns service of process on the Commsssioner, the Patent 
and Trademark Office, and employees of the Patent and Trade- 
mark Office in their official capacity. Part 15a concerns the 
testimony of PTO employees regarding official matters and the 
production of official documents in legal proceedings. Parts, 
15 and 15a were effective upon publication in the Federal 
Register. 54 FR 3976-8 (Jan. 26, 1989). 

In addition, §§ 1701 and 1701.01 of the Manual of Patent 
Examining Procedure and §§ 1801 and 1801.01 of ju the Trade- 
mark Manual of Examining Procedure are amended, as indi- 
cated below, effective immediately. 
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Parts 15 and 15a, §§ 1701 and 1701.01 of the Manual of Patent 
Examining Procedure and §§ 1801 and 1801.01 of the Trade- 
mark Manual of Examining Procedure are published in this 
notice as a convenience to the public. In addition to these 
materials, the Patent and Trademark Office aleris the public to 
its position with respect to Standard Packaging Corp. v. 
Curwood, Inc ., 365 F. Supp. 134, 180 USPQ 234 (N.D. Ill. 
1973). In the past, parties have attempted, based on Standard 
Packaging, to obtain answers to questions which the Patent and 
Trademark Office has regarded to be improper. While the Patent 
and Trademark Office believes Standard Packaging accurately 
states the law, the Office believes that the court misapplied the 
law to the precise questions in issue. Accordingly, the Office 
agrees with the Federal Circuit’s observation in Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg , 860 F.2d 428, 432, 
8 USPQ 2d 1853, 1857 (Fed. Cir. 1988), that there is consid- 
erable doubt whether Standard Packaging was correctly decided. 
The Patent and Trademark Office will not permit examiners 
to answer questions similar to those which the Standard Pack- 
aging court found acceptable. 


*e ee * 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 15 and 15a 


[Docket No. 9106-9006 


Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of 
Documents in Legal Proceedings 


Agency: Patent and Trademark Office. 

Action: Final rule. 

Summary: The Patent and Trademark Office is adding 37 CFR 
Parts 15 and 15a to supplement 15 CFR Parts 15 and 15a. These 
new parts prescribe policies and procedures to be followed with 
respect to service of process on the Patent and Trademark Office, 
the Commissioner of Patents and Trademarks, and employees 
of the Office, the testimony of Office employees regarding 
official matters, and the production of official documents in legal 
proceedings. These regulations serve as a statement of Office 
policy and provide comprehensive guidelines for the Office 
and its employees, outside agencies, and other persons regard- 
ing the appropriate procedures for service of process, testimony, 
and production of documents. 

Effective date: Jan. 26, 1989. 

For Further Information Contact: Associate Solicitor John W. 
Dewhirst by mail at Box 8, U.S. Patent and Trademark Office, 
Washington, D.C. 20231 and by phone at (703) 557-4035. 
Supplementary Information: These regulations are designed to 
supplement, and be construed consistent with, 15 CFR Parts 15 
and 15a. The regulations in Part 15a state the views of the Office 
with respect to the permissible scope of testimony which may 
be given by Office employees in connection with their per- 
formance of quasi-judicial patent and trademark matters. These 
Office views are consistent with United States v. Morgan , 313 
U.S. 409, 422 (1941); Western Electric Co., Inc. v. Piezo Tech- 
nology, Inc. v. Quigg, No. 88-1216, 860 F.2d 428, 8 USPQ 2d 
1853 (Fed. Cir. Nov. 1, 1988); Jn re Mayewsky, 162 USPQ 86, 
89 (E.D. Va. 1969), and Shaffer Tool Works v. Joy Mfg. Co., 
167 USPQ 170 (S.D. Tex. 1970). 

Because these regulations concern agency management and 
personnel, they are not rules or regulations within the meaning 
of section 1(a) of Executive Order 12291, and they are not 
subject to the requirements of that Order. Accordingly, no 
preliminary or final regulatory impact analysis has to be or will 
be prepared. 

These regulations, relating to agency management and per- 
sonnel, are exempt from all requirements of section 553 of the 
Administrative Procedure Act [5 USC 553] {including a de- 
layed effective date and therefore will be effective immediately 
upon publication in the Federal Register. 

Because a notice of proposed rule making and an opportunity 
for public comments are not required to be given for these 
regulations by section 553 of the APA, or by any other law, 
no regulatory flexibility analysis has to be or will be prepared 
for purposes of the Regulatory Flexibility Act [5 U.S.C. 603(a) 
and 604(a)] . 
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This final rule does not contain policies with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. 

This rule does not contain collections of information for 
purposes of the Paperwork Reduction Act. 


List of subjects in 37 CFR Parts 15 and 15a: Attorneys, Ad- 
ministrative practice and procedure, Courts, Government em- 
ployees. 

For the reasons set forth in the preamble, 37 CFR is amended 
as follows: 

1. Part 15 is added to read as follows: 


Part 15 
Service of Process 


Sec. 

15.1 Scope and purpose 

15.2 Definitions 

15.3 Acceptance of service of process 

Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, 
and 1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 
15 CFR 15.2(a). 


§ 15.1 Scope and Purpose. 


(a) This part supplements 15 CFR Part 15 and sets forth 
the procedures to be followed when a summons or complaint 
is served on the Office or the Commissioner or an employee 
of the Office in his or her official capacity. This part is to be 
construed consistent with 15 CFR Part 15. 

(b ) This part is intended to ensure the orderly execution of 
the affairs of the Office and not to impede any legal proceeding. 

(c) This part does not apply to subpoenas. The procedures 
to be followed with respect to subpoenas are set out in Part 15a 
of this Title. 

(d) This part does not apply to service of process made on 
an Office employee personally on matters not related to official 
business of the Office or to the official responsibilities of the 
Office employee. 


§ 15.2 Definitions. 
For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Com- 
missioner of Patents and Trademarks. 

(b) “Legal proceeding” means a proceeding before a tribunal 
constituted by law, including a court, an administrative body 
or commission, or an administrative law judge or hearing officer. 

(c) “Office” means Patent and Trademark Office. 

(d) “Office employee” means any officer or employee of the 
Office. 

(e) “Official business” means the authorized business of the 
Office. 

(f) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 
authority to act under this part. 


§ 15.3 Acceptance of service of process 


(a) Any summons or complaint to be served in person or 
by registered or certified mail or as otherwise authorized by law 
on the Office or the Commissioner or an Office employee in 
his or her official capacity, shall be served on the Solicitor or 
an Office employee designated by the Solicitor. 

(b) Any summons or complaint to be served by mail may 
be addressed to Solicitor, P.O. Box 15667, Arlington, Va. 
22215. Any summons or complaint to be served by hand may 
be delivered to the Office of the Solicitor. 

(c) Any Office employee served with a summons or complaint 
shall immediately notify and deliver the summons or complaint 
to the Office of the Solicitor. 

(d) Any Office employee receiving a summons or complaint 
shall note on the summons or complaint the date, hour, and place 
of service and whether service was by personal delivery or by 
mail. 

(e) When a legal proceeding is brought to hold an Office 
employee personally liable in connection with an action taken 
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in the conduct of official business, rather than liable in an official 
capacity, the Office employee by law is to be served personally 
with process. Service of process in this case is inadequate when 
made upon the Solicitor or the Solicitor’s designee. Any Office 
employee sued personally for an action taken in the conduct 
of official business shall immediately notify and deliver a copy 
of the summons or complaint to the Office of the Solicitor. 

(f) An Office employee sued personally in connection with 
official business may be represented by the Department of 
Justice at its discretion. See 28 CFR 50.15 and 50.16 (1987). 

(g) The Solicitor or Office employee designated by the 
Solicitor, when accepting service of process for an Office 
employee in an official capacity, shall endorse on the Marshal’s 
or server’s return of service form or receipt for registered or 
certified mail the following statement: “Service accepted in 
official capacity only.” The statement may be placed on the 
form or receipt with a rubber stamp. 

(h) Upon acceptance of service or receiving notification of 
service, as provided in this section, the Solicitor shall take 
appropriate steps to protect the rights of the Commissioner or 
Office employee involved. 

2. Part 15a is added to read as follows: 


Part 15a 
Testimony by Employees and the Production 
of Documents in Legal Proceedings 


Sec. 

15a.1 Scope 

15a.2 Definitions 

15a.3 Office policy 

15a.4 Testimony or production of documents; general rule 
15a.5 Testimony of Office employees in proceedings involving 
the United States 

15a.6 Legal proceedings between private litigants 

15a.7 Procedures when an Office employee receives a subpoena 
Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, 
and 1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 
15 CFR 15a.1(e) and 15a.2(f). 


§ 15a.1 Scope 


(a) This part supplements 15 CFR Part 15a and prescribes 
the policies and procedures of the Office with respect to the 
testimony of Office employees as witnesses in legal proceedings 
and the production of documents of the Office for use in legal 
proceedings pursuant to a request, order, or subpoena. This part 
is issued pursuant to 15 CFR 15a.1(e) and is to be construed 
consistent with 15 CFR Part 15a. 

(b) This part does not apply to any legal proceeding in which 
an Office employee is to testify, while on leave status, as to 
facts or events that are in no way related to the official business 
of the Office. 

(c) This part is intended to ensure the orderly execution of 
the affairs of the Office and not to impede any legal proceeding 
and in no way affects the rights and procedures governing public 
access to records pursuant to the Freedom of Information Act 
or the Privacy Act. See 15 CFR 15a.4 and 37 CFR 1.15. 


§ 15a.2 Definitions. 
For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Com- 
missioner of Patents and Trademarks. 

(b) “Demand” means a request, order, or subpoena for 
testimony or documents for use in a legal proceeding. 

(c) “Document” means any record, paper, and other property 
held by the Office, including without limitation official patent 
and trademark files, official letters, telegrams, memoranda, 
reports, studies, calendar and dairy entries, maps, graphs, pam- 
phiets, notes, charts, tabulations, analyses, statistical or infor- 
mational accumulations, any kind of summaries of meetings 
and conversations, film impressions, magnetic tapes, and sound 
or mechanical reproductions. 

(d) “Legal proceeding” means a proceeding before a tribunal 
constituted by law, including a court, an administrative body 
or commission, an administrative law judge or hearing officer 
or any discovery proceeding in support thereof. 

(e) “Office” means Patent and Trademark Office. 
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(f) “Office employee” means any officer or employee of the 
Office. 

(g) “Official business” means the authorized business of the 
Office. 

(h) “Solicitor” means the chief legal officer of the Office 
or other Office employee to whom the Solicitor has delegated 
authority to act under this part. 

(i) “Testimony” means a statement given in person before 
a tribunal or by deposition for use before the tribunal or any 
other statement given for use before a tribunal in a legal 
proceeding, including an affidavit, declaration under 35 U.S.C. 
25, or declaration under 28 U.S.C. 1746. 

(j) “United States” means the Federal Government, its 
departments and agencies, and individuals acting on behalf of 
the Federal Government. 


§ 15a.3 Office policy. 


The Office policy is that its documents will not be voluntarily 
produced and Office employees will not voluntarily appear as 
witnesses or give testimony in a legal proceeding. The reasons 
for this policy include: 


(a) To conserve the time of Office employees for conducting 
official business. 

(b) To minimize the possibility of involving the Office in 
controversial or other issues which are not related to the mission 
of the Office. 

(c) To prevent the possibility that the public will misconstrue 
variances between personal opinions of Office employees and 
Office policy. 

(d) To avoid spending the time and money of the United 
States for private purposes. 

(e) To preserve the integrity of the administrative process, 
minimize disruption of the decision-making process, and pre- 
vent interference with the Office’s administrative functions. 


§ 15a.4 Testimony or production of documents; general rule 


(a) No Office employee shall give testimony concerning the 
official business of the Office or produce any document in any 
legal proceeding without the prior authorization of the Solicitor. 
Where appropriate, an Office employee may be instructed in 
writing by the Commissioner, Solicitor, or other appropriate 
Office employee not to give testimony or produce a document. 
Without prior approval, no Office employee shall answer in- 
quiries from a person not employed by the Department of 
Commerce regarding testimony or documents subject to a 
demand or a potential demand under the provisions of this Part. 
All inquiries, involving a demand or potential demand on an 
Office employee shall be referred to the Solicitor. 

(b) A certified copy of a document, not otherwise available 
under Chapter I of this Title, will be provided for use in a legal 
proceeding upon written request and payment of applicable fees 
required by law. 

(c)(1) Request for testimony or document. A request for 
testimony of an Office employee or document shall be mailed 
or hand-delivered to the Office of the Solicitor. The mailing 
address of the Office of the Solicitor is Box 8, Patent and 
Trademark Office, Washington, D.C. 20231. 

(2) Subpoenas. A subpoena for testimony by an Office em- 
ployee or a document shall be served in accordance with the 
Federal Rules of Civil or Criminal Procedure as iate, 
or applicable state procedure, and a copy of the subpoena shall 
be sent to the Solicitor. 

(3) Affidavit. Every request and subpoena shall be accom- 
panied by an affidavit or declaration under 28 U.S.C. 1746 or, 
if an affidavit or declaration is not feasible, a written statement 
setting forth the title of the legal proceeding, the forum, the 
réquesting party’s interest in the legal proceeding, the reasons 
for the request or subpoena, a showing that the desired testimony 
or document is not reasonably available from any other source, 
and if testimony is requested, the intended use of the testimony, 
a general summary of the testimony desired, and a showing 
that no document could be provided and used in lieu of tes- 
timony. The purpose of this requirement is to permit the Solicitor 
to make an informed decision as to whether testimony or pro- 
duction of a document should be authorized. 
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(d) Any Office employee who is served with a demand shall 
immediately notify the Office of the Solicitor. 

(e) The Solicitor may consult or negotiate with an attorney 
for a party or the party, if not represented by an attorney, to 
refine or limit a demand so that compliance is less burdensome 
or obtain information necessary to make the determination 
required by paragraph (c) of this section. Failure of the attorney 
or party to cooperate in good faith to enable an informed 
determination to be made under this part may serve as the basis 
for a determination not to comply with the demand. 

(f) A determination under this part to comply or not to comply 
with a demand is not an assertion or waiver of privilege, lack 
of relevance, technical deficiencies or any other ground for 
noncompliance. The Commissioner reserves the right to oppose 
any demand on any legal ground independent of any determi- 
nation under this part. 


§ 15a.5 Testimony of Office employees in proceedings involving 
the United States. 


(a) An Office employee may not testify as an expert or opinion 
witness for any party other than the United States. 

(b) When appropriate, the Solicitor may authorize an Office 
employee to give testimony as an expert or opinion witness 
on behalf of the United States. Expert or opinion testimony on 
behalf of the United States will not be authorized in any legal 
proceeding involving the validity or enforceability of a patent 
or registered trademark. 

(c) Whenever, in any legal proceeding involving the United 
States, a request is made by an attorney representing or acting 
under the authority of the United States, the Solicitor will make 
all necessary arrangements for the Office employee to give 
testimony on behalf of the United States. Where appropriate, 
the Solicitor may require reimbursement to the Office of the 
expenses associated with an Office employee giving testimony 
on behalf of the United States. 


§ 15a.6 Legal proceedings between private litigants 


(a) Testimony by an Office employee and production of 
documents in a legal proceeding not involving the United States 
shall be governed by § 15a.4. 

(b) If an Office employee is authorized to give testimony in 
a legal proceeding, the testimony, if otherwise proper, shall be 
limited to facts within the personal knowledge of the Office 
employee. An Office employee is prohibited from giving expert 
or opinion testimony, answering hypothetical or speculative 
questions, or giving testimony with respect to subject matter 
which is privileged. If an Office employee is authorized to testify 
in connection with the employee’s involvement or assistance 
in a quasi-judicial proceeding which took place before the 
Office, that employee is further prohibited from giving testi- 
mony in response to questions which seek: 


(1) Information about that employee’s: 


(i) Background. 
(ii) Expertise. 
(iii) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 
(iv) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice in a 
particular case. 
(v) Consultation with another Office employee. 
(vi) Understanding of: 
(A) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination or 
interference file. 
(B) Prior art. 
(C) Registered subject matter, subject matter sought to 
be registered, or atrademark application, registration, 
opposition, cancellation, interference or concurrent use 
file. 
(D) Any Office manual of practice. 
(E) Office regulations. 
(F) Patent, trademark, or other 
law. 
(G) The responsibilities of another Office employee. 
(vii) Reliance on particular facts or arguments. 
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(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing the 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in _per- 
forming the quasi-judicial function. 


§ 15a.7 Procedures when an Office employee receives a sub- 
poena. 


(a) Any Office employee who receives a subpoena shall 
immediately forward the subpoena to the Office of the Solicitor. 
The Solicitor will determine the extent to which 

an Office employee will comply with the subpoena. 

(b) If the Office employee is not authorized to comply with 
the subpoena, the Office employee shall appear at the time and 
place stated in the subpoena, produce a copy of Part 15a of Title 
15 and a copy of this part, and respectfully refuse to provide 
any testimony or produce any document. United States ex rel. 
Touhy v. Ragen . 340 U.S. 462 (1951). 

(c) When necessary or appropriate, the Solicitor will request 
assistance from the Department of Justice or a U.S. Attorney 
or otherwise assure the presence of an attorney to represent 
the interests of the Office or an Office employee. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Revisions to §§ 1701 and 1701.01 of MPEP 


Dec. 23, 1988. 


§ 1701 Office personnel not to express opinion on validity or 
patentability of patent 


Every patent is presumed to be valid. 35 U.S.C. § 282, first 
sentence. Public policy demands that every employee of the 
Patent and Trademark Office refuse to express to any person 
any opinion as to the validity or invalidity of, or the patentability 
or unpatentability of any claim in any U.S. Patent, except to 
the extent necessary to carry out (a) examination of an appli- 
cation seeking to reissue the patent, (b) a reexamination pro- 
ceeding to reexamine the patent, or (c) an interference involving 
the patent. 

The question of validity or invalidity is otherwise exclusively 
a matter to be determined by a court. Members of the patent 
examining corps are cautioned to be especially wary of any 
inquiry from any person outside the Patent and Trademark 
Office, including an employee of another Government agency, 
the answer to which might indicate that a particular patent should 
not have issued. 

When a field of search for an invention is requested, exam- 
iners should routinely inquire whether the invention has been 
patented in the United States. If the invention has been patented, 
no field of search should be suggested. 

Employees of the Patent and Trademark Office, particularly 
patent examiners who examined an application which matured 
into a patent or a reissued patent or who conducted a reexami- 
nation proceeding, should not discuss or answer inquiries from 
any person outside the Patent and Trademark Office as to 
whether or not a certain reference or other particular evidence 
was considered during the examination or proceeding and whether 
or not a claim would have been allowed over that reference or 
other evidence had it been considered during the examination 
or proceeding. Likewise, employees are cautioned against an- 
swering any inquiry concerning any entry in the patent or 
reexamination file, including the extent of the field of search 
and any entry relating thereto. The record of the file of a patent 
or reexamination proceeding must speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
patent examining corps. Inquiries from members of the public 
relating to the matters discussed above must of necessity be 
refused and such refusal should not be considered discourteous 
or an expression of opinion as to validity or patentability. 


§ 1701.01 Office personnel not to testify 
[ Reprint:37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
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37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 15a.6 
37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including patent examiners, will not appear as _wit- 
nesses or give testimony in legal proceedings, except under the 
conditions specified in 37 CFR Part 15a. Any employee who 
testifies contrary to this policy will be dismissed or removed. 
The reasons for this policy are set out in 37 CFR 15a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a patent examiner, is asked to testify or receives a 
subpoena, the employee shall immediately notify the Office of 
the Solicitor. Inquiries requesting testimony shall be also _re- 
ferred immediately to the Office of the Solicitor. 

Patent examiners and other Patent and Trademark Office 
employees performing or assisting in the performance of quasi- 
judicial functions, are forbidden to testify as experts or to express 
opinions as to the validity of any patent. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a patent 
examiner or other quasi-judicial employee, must comply with 
the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the + 

Solicitor at least ten working days prior to the date of the 
expected testimony. 

If an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 
opinion testimony. Fischer & Porter Co. v. Corning Glass 
Works. 61 F.R.D. 321, 181 USPQ 329 (E.D. Pa. 1974). Likewise, 
employees are prohibited from answering hypothetical or specu- 
lative questions. Jn re Mayewsky, 162 USPQ 86, 89 (E.D. Va. 
1969) (deposition of an examiner must be restricted to relevant 
matters of fact and must avoid any hypothetical or speculative 
questions or conclusions based thereon); Shaffer Tool Works 
v. Joy Mfg. Co., 167 USPQ 170 (S.D. Tex. 1970) (deposition 
of examiner should be limited to matters of fact and must not 
go into hypothetical or speculative areas or the bases, reasons, 
mental processes, analyses, or conclusions of the examiner in 
acting upon a patent application). Employees will not be permitted 
to give testimony with respect to subject matter which is 
privileged. Several court decisions limit testimony with respect 
to quasi-judicial functions performed by employees. Those 
decisions include United States v. Morgan, 313 U.S. 409, 422 
(1941) (improper to inquire into mental processes of quasi- 
judicial officer or to examine the manner and extent to which 
the officer considered an administrative record); Western Elec- 
tric Co. v. Piezo Technology, Inc. v. Quigg, 860 F.2d 428, 8 
USPQ 2d 1853 (Fed. Cir. 1988) (patent examiner may not be 
compelled to answer questions which probe the examiner’s 
technical knowledge of the subject matter of a patent); McCulloch 
Gas Processing Co. v. Department of Energy, 650 F.2d 1216, 
1229 (Temp. Emer. Ct. App. 1981) (discovery of degree of 
expertise of individuals performing governmental functions not 
permitted); /n re Nilssen, 851 F.2d 1401, 7 USPQ 2d 1500 (Fed. 
Cir. 1988) (technical or scientific qualifications of examiners- 
in-chief are not legally relevant in appeal under 35 U.S.C. § 
134 since board members need not be skilled in the art to render 
obviousness decision); Lange v. Commissioner, 352 F. Supp. 
166, 176 USPQ 162 (D.D.C. 1972) (technical qualifications 
of examiners-in-chief not relevant in § 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 


(1) Information about that employee’s: 

(A)Background. 

(B)Expertise. 

(C)Qualifications to examine or otherwise consider a 
particular patent or trademark application. 

(D)Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice (in- 
cluding the MPEP or TMEP) in a particular case. 
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(E) Consultation with another Office employee. 
(F) Understanding of: 

(i) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination 
or interference file. 

(ii) Prior art. 

(iii) Registered subject matter, subject matter sought to 
be registered, or a trademark application, registration, 
opposition, cancellation, interference or concurrent 
use file. 

(iv) Any Office manual of practice. 

(v) Office regulations. 

(vi) Patent, trademark, or other law. 

(vii) The responsibilities of another Office employee. 


(G) reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in _per- 
forming the quasi-judicial function. 


Any request for testimony addressed or delivered tothe Office 
of the Solicitor shall comply with 37 CFR 15a.4(c). All requests 
must be in writing . The need for a subpoena may be obviated 
where the request complies with 37 CFR 15a.4(c) if the party 
requesting the testimony further meets the following conditions: 


(1) The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony 
is being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel 
. for all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. Fifteen working 
days notice is required for any deposition which is desired 
to be taken between Nov. 15 and Jan. 15. 

(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to 
be a place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of 
the deposition to the Patent and Trademark Office for its 
records. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a 
subpoena. 


*e eK * 


Revisions to §§ 1801 and 1801.01 of TMEP 


§ 1801 Office personnel not to express opinion on validity of 
registered trademark 


A certificate of registration of a trademark on the Principal 
Register is prima facie evidence of the validity of the registration. 
15 U.S.C. § 1057(b). Public policy demands that every em- 
ployee of the Patent and Trademark Office refuse to express 
to any person any opinion as to the validity of any registered 
trademark, except to the extent necessary to carry out inter 
partes proceedings at the Trademark Trial and Appeal Board 
in cancellation and similar proceedings authorized by law. 

The question of validity of a registered trademark is otherwise 
exclusively a matter to be determined by a court. Members of 
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the trademark examining operation are cautioned to be espe- 
cially wary of any inquiry from any person outside the Patent 
and Trademark Office, including an employee of another Gov- 
ernment agency, the answer to which might indicate that a 
particular registration should not have been published or issued. 

Employees of the Patent and Trademark Office, particularly 
trademark examining attorneys who examined an application 
should not discuss or answer inquiries from any person outside 
the Patent and Trademark Office as to whether or not a certain 
registration or other particular evidence was considered during 
the examination of the application or whether a trademark would 
have been published or registered if the registration or other 
evidence had been considered during the examination. Like- 
wise, employees are cautioned against answering any inquiry 
concerning any entry in the trademark registration file, including 
the extent of the field of search and any entry relating thereto. 
The record of the file of a trademark registration or inter partes 
proceedings before the Trademark Trial and Appeal Board must 
speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
trademark examining operation. Inquiries from members of the 
public relating to the matters discussed above must of necessity 
be refused and such refusal should not be considered discour- 
teous or an expression of opinion as to validity of any regis- 
tration. 


§ 1801.01 Office personnel not to testify 
{ Reprint: 37 CFR 15a.1 

37 CFR 15a.2 

37 CFR 15a.3 

37 CFR 15a.4 

37 CFR 15a.5 

37 CFR 15a.6 

37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including trademark examining attorneys, wiil not 
appear as witnesses or give testimony in legal proceedings, 
except under the conditions specified in 37 CFR Part 15a. Any 
employee who testifies contrary to this policy will be dismissed 
or removed . The reasons for this policy are set out in 37 CFR 
15a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a trademark examining attorney, is asked to testify 
or receives a subpoena, the employee shall immediately notify 
the Office of the Solicitor. Inquiries requesting testimony shall 
be also referred immediately to the Office of the Solicitor. 

Trademark examining attorneys and other Patent and Trade- 
mark Office employees performing or assisting in the perform- 
ance of quasi-judicial functions, are forbidden to testify as 
experts or to express opinions as to the validity of any reg- 
istration. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a 
trademark examining attorney or other quasi-judicial employee, 
must comply with the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the Solicitor 
at least ten working days prior to the date of the expected 
testimony. 

If an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 
opinion testimony. Fischer & Porter Co. v. Corning Glass 
Works ,61 F.R.D. 321, 181 USPQ 329(E.D. Pa. 1974). Likewise, 
employees are prohibited from answering hypothetical or specu- 
lative questions. Jn re Mayewsky , 162 USPQ 86, 89 (E.D. Va. 

1969) (deposition of an examiner must be restricted to relevant 
matters of fact and must avoid any hypothetical or speculative 
questions or conclusions based thereon); Shaffer Tool Works 
v. Joy Mfg. Co. , 167 USPQ 170 (S.D. Tex. 1970) (deposition 
of examiner should be limited to matters of fact and must not 
go into hypothetical or speculative areas or the bases, reasons, 
mental processes, analyses, or conclusions of the examiner in 
acting upon an application). Employees will not be permitted 
to give testimony with respect to subject matter which is 
privileged. Several court decisions limit testimony with respect 
to quasi-judicial functions performed by employees. Those 
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decisions include United States v. Morgan , 313 U.S. 409, 422 
(1941) (improper to inquire into mental processes of quasi- 
judicial officer or to examine the manner and extent to which 
the officer considered an administrative record); Western Electric 
Co. v. Piezo Technology, Inc. v. Quigg , 860 F.2d 428, 8 USPQ 
2d 1583 (Fed. Cir. 1988) (patent examiner may not be compelled 
to answer questions which probe the examiner’s technical knowl- 
edge of the subject matter of a patent); McCulloch Gas Pro- 
cessing Co. v. Department of Energy , 650 F.2d 1216, 1229 
(Temp. Emer. Ct. App. 1981) (discovery of degree of expertise 
of individuals performing governmental functions not permit- 
ted); In re Nilssen , 851 F.2d 1401, 7 USPQ 2d 1500 (Fed. 
Cir. 1988) (technical or scientific qualifications of examiners- 
in-chief are not legally relevant in appeal under 35 U.S.C. {249 
134 since board members need not be skilled in the art to render 
obviousness decision); Lance v. Commissioner , 352 F. Supp. 
166, 176 USPQ 162 (D.D.C. 1972) (technical qualifications 
of examiners-in-chief not relevant in Sec. 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 


(1) Information about that employee’s: 

(A) Background. 

(B) Expertise. 

(C) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 

(D) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice (in- 
cluding the MPEP or TMEP) in a particular case. 

(E) Consultation with another Office employee. 

(F) Understanding of: 

(i) A patented invention, an invention sought to 
be patented, or patent application, patent, reexami- 
nation or interference file. 

(ii) Prior art. 

(iii) Registered subject matter, subject matter sought 
to be registered, or a trademark application, registra- 
tion, opposition, cancellation, interference or concur- 
rent use file. 

(iv) Any Office manual of practice. 

(v) Office regulations 

(vi) Patent, trademark, or other law. 

(vii) The responsibilities of another Office em- 
ployee. 

(G) Reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a 
quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 


Any request for testimony addressed or delivered to the Office 
of the Solicitor shall comply with 37 CFR 15a.4(c). All requests 
must be in writing . The need for a subpoena may be obviated 
where the request complies with 37 CFR 15a.4(c) only if the 
party requesting the testimony further meets the following con- 
ditions: 


(1) The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony 
is being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel 
for all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
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prior to the date a deposition is desired. Fifteen working days 
notice is required for any deposition which is desired to 
be taken between Nov. 15 and Jan. 15. 

(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Con- 
ference Room in the Office of the Solicitor is deemed to 
be a place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of the 
deposition to the Patent and Trademark Office for its rec- 
ords. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a sub- 
poena. 


FRED E. McKELVEY, 
Feb. 7, 1989. Solicitor . 
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(254) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 90363-9221] 
RIN: 0651-AA40 


Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is amend- 
ing the rules of practice in patent and trademark cases, Parts 
1 and 2 of Title 37, Code of Federal Regulations, to set forth 
fees for public access to the text data bases resident on the 
Automated Patent System (APS) and the automated trademark 
search system (T-Search). Pub. L. 100-703, enacted on Novem- 
ber 19, 1988, allows the Commissioner to establish reasonable 
fees for on-line access to the automated search systems. 

The Office will provide on-line access to its USPAT data base 
(full text of U.S. patents issued after 1974), the U.S. classification 
data from 1790 to the present, and to English abstracts of 
Japanese and Chinese patents (to the extent they are available), 
hereinafter referred to as APS-Text, in its Patent Search Room 
and to T-Search in its Trademark Search Library, located in 
Arlington, Virginia. Except for a series of pilot experiments 
which may occur over the next one or two years, the Office 
does not plan to provide routine remote on-line access to these 
data bases at any other facilities at the present time. A separate 
rulemaking process will be followed when the Office determines 
to provide such remote on-line access. 

Both search systems have been made available to the public 
free of charge since April 3, 1989, for the purposes of education 
and training (familiarization). 

The paper and/or microfilm collections of U.S. patents, for- 
eign patents documents and U.S. trademark registrations con- 
tinue to be available to the public free of charge, as provided 
by section 104(b) of Pub. L. 100-703. The Office reaffirms its 
commitment to hold a public hearing prior to making any 
decision concerning the elimination of the paper files. 

This final rule establishes fees for use of the on-line automated 
search systems. In addition, procedures for public use of the 
automated search systems, including training and charging of 
fees, are presented. 

In response to the notice of proposed rulemaking published 
in the Federal Register on May 3, 1989 (54 FR 18907), and 
at a public hearing held on June 30, 1989, the Office received 
many comments regarding problems encountered by the public 
in the use of T-Search. The Office believes that T-Search has 
proven effective for searches performed by Trademark exam- 
ining attorneys in connection with their examination of appli- 
cations for the registration of marks. Although the Office is 
establishing a fee for accessing the T-Search system, the Com- 
missioner is immediately suspending collection of that fee to 
provide additional time for the public to familiarize themselves 
with T-Search. The Office will provide the public with sixty days 
notice before starting to collect the fee. 
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Effective Date: February 12, 1990. Rule 2.6(w) will take effect 
February 12, 1990 but immediately be suspended by the Com- 
missioner. The Office will provide written notice in the Federal 
Register sixty days before starting to collect fees for accessing 
T-Search. 

For Further Information : Frances Michalkewicz by telephone 
at (703) 557-1610 or by mail marked to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information : The purpose of this final rule is 
to establish new fees for the on-line use by the public of APS- 
Text, and T-Search that are to be provided in the Office’s 
facilities in Arlington, Virginia. This final rule is consistent with 
the Office’s Electronic Data Dissemination Policies and Guide- 
lines, which were published in final form in the Federal Register 
on May 3, 1989, at 54 FR 18920. Establishment and adjustment 
of patent fees is provided for by section 6 and section 41 of 
Title 35, United States Code, and section 103(b) of Pub. L. 100- 
703. Establishment and adjustment of trademark fees is author- 
ized by section 31 of the Trademark (Lanham) Act 1946, as 
amended (15 U.S.C. 1113), and section 103(a) of Pub. L. 100- 
703. Information on the procedures for public use of the au- 
tomated systems, including training, waivers, and the charging 
of fees, also is presented. 

Background : In response to Pub. L. 96-517, the 1980 leg- 
islation which amended patent and trademark laws, the Office 
prepared and submitted a plan for the automation of its opera- 
tions to Congress on December 13, 1982. The plan centered 
on two basic concepts: the creation of electronic data bases that 
(1) would eventually replace the Office’s all-paper patent and 
trademark files, and thereby improve the integrity and quality 
of Office records; and (2) would support searches, examinations, 
Office actions and other Office functions through electronic 
workstations which would provide text and image retrieval 
capabilities and perform other automation functions. 

Over 700,000 active Federal trademark registations have been 
converted to an electronic data base of textual and digital image 
data. A computer system has been installed to enable trademark 
examining attorneys to search the data base for registered and 
pending trademarks and associated textual data, including marks 
containing designs, and to retrieve, display and print all infor- 
mation as a substitute for paper file searches. Trademark ex- 
amining attorneys have been using T-Search exclusively since 
January 1988 via a network of approximately 40 terminals. After 
a six-month experimental T-Search evaluation program con- 
ducted between June and December 1988, the capability was 
deployed for public use in the Trademark Search Library on 
April 3, 1989. 

The T-Search “dead data base”, trademarks cancelled, ex- 
pired or abandoned since March 1984, also is available to the 
public, but approximately 17,000 images are missing and an 
additional 184,000 registrations and applications have not been 
quality checked. Trademark examining attorneys do not search 
this data base in connection with examining activities. 

An Automated Patent System (APS) was installed for test and 
evaluation purposes, using one patent examining group as an 
operational testbed. Major operational components of APS, that 
is, large scale computers with conventional magnetic storage 
devices, a high-speed local data communications network, and 
electronic workstations equipped with two high resolution graphic 
displays and laser printers were interconnected on July 1, 1986, 
to enable system test and evaluation to begin in the testbed 
group. 

On-line access to the full-text of all U.S. patents granted after 
1974 and then to English language abstracts of Japanese patents 
was deployed to the patent examining staff beginning in 1986. 
On-line access to APS-Text permits examiners to search the text 
of approximately one million U.S. patents containing more than 
five billion words. Today, all examiners have been trained in 
the use of the full-text searching tool, and it has become a routine 
part of the patent examination process for many examiners. 
Searches are conducted from approximately 71 single screen 
text terminals located throughout the Office. The APS-Text 
capability was deployed to the public in the Patent Search Room 
on April 3, 1989. 

The Office intends to enter the text of virtually all U.S. patents 
issued after 1970. In addition, selected tubular data and chemical 
and mathematical equations will be added to the current full 
text file. Ultimately, approximately 1.2 million U.S. patents will 
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be available to both patent examiners and the public for search 
in full text form. 

Public evaluation of the APS full-text search capability was 
conducted between January 11 and April 15, 1988. Forty-two 
(42) public users were trained an APS-Text during January 1988, 
and allowed first-come/first-serve access to several terminals. 
Reactions of public users to APS-Text were positive. Public 
users found APS-Text useful for pre-application and state-of- 
the-art searches. 

A total of 38 public users were trained on T-Search during 
a public evaluation period conducted between June and Decem- 
ber 1988. Preliminary review indicated that public users con- 
sidered T-Search to be useful both as a source for registrability 
searching and for verifying paper searches. In addition, T-Search 
was found to facilitate searches by class and ownership. 

Pub. L. 100-703, enacted on November 19, 1988, allows the 
Commissioner to establish reasonable fees for public access to 
the automated search systems while it continues the require- 
ments that no more than 30 percent of automation resources 
may be from user fees and that the Office may not enter into 
exchange agreements relating to automatic data processing 
resources. 

Section 104(c) of Pub. L. 100-703 allows the Commissioner 
to waive the payment by an individual of fees for accessing the 
automated search systems upon a showing of need or hardship, 
and if such waiver is in the public interest. 

The information contained in the automated data bases, which 
will be available to the public at the Patent and Trademark Office 
in Arlington, Virginia, is available free of charge at that location 
in paper form, and is substantially available through commercial 
vendors. The Office believes it to be in the public interest to 
waive the fee for public access to its text data bases in situations 
where access to the data base is needed for a personal, educa- 
tional purpose by an individual or member of an educational 
or non-profit organization, or where payment of the fee would 
pose a genuine financial hardship to the user. 

A personal, educational purpose is one in which the person 
using the data base is attempting to satisfy a personal need, and 
is not conducting a search or otherwise using the data base for 
compensation in any form. Examples of appropriate waiver 
situations would include students or teachers doing a term paper, 
auniversity professor collecting background information for the 
preparation of an application for a research grant. An example 
of a situation where a waiver would not be appropriate would 
include an individual doing work for renumeration — e.g., a 
law student doing a pre-examination or infringement search for 
a law firm. 

The Commissioner will further consider a fee waiver based 
on a genuine financial hardship. The person requesting a waiver 
will be required to provide information that would demonstrate 
a clear inability to pay the fee. 

A waiver for the payment of fees is intended to be granted 
sparingly, and generally only when terminals are available. It 
is not anticipated that fees will be waived for any one individual 
more than once or twice each year. The Commissioner reserves 
the authority to conirol access to the data bases and deny a waiver 
to any individual. 

The waiver policy would apply only to use of the automated 
system, and not to the printing or sale of copies. Any abuse of 
the waiver policy could lead to a ban on the use of any public 
search facility for that individual. 

Cost Calculations : The Office calculated unit costs for all 
fees based on OMB Circular A-25 “User Fees”, and OMB 
Circular A-130, “Management of Federal Information Re- 
sources.” Costs were determined from the best available records 
(for example, financial statements for the Office) and included 
direct and indirect costs to the Office of carrying out the activity, 
as directed by OMB Circular A-25. User charges for both APS- 
Text and T-Search were based on the marginal costs of providing 
these services to the public. 

In calculating the costs of providing access to T-Search and 
APS- Text to the public, the Office followed Congressional 
direction that fees be resonable by reflecting the marginal cost 
for providing the new service and not include the costs of 
designing or installing the automated system for use by Office 
examiners, or the development of the new systems. 

Prior to preparation of this final rule, all of the cost assump- 
tions and cost calculations were reviewed and modified to ensure 
that they included the Office’s best estimates and projections. 
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APS-Text 


The Office is establishing the $40.00 fee for each hour of 
terminal session time on APS-Text. The marginal costs for one 
hour terminal session time on APS-Text include a portion of 
the lease cost of a new computer mainframe which originally 
was to be acquired in fiscal year 1990 for use by Office patent 
examiners. To meet public search requirements, the mainframe 
is being leased earlier than originally planned. That portion of 
lease costs for the three (3) month period March 1990 through 
May 1990 over and above the lease costs for a mainframe sized 
to meet only examiner needs is being passed on to the user. After 
May 1990, the mainfrarne was intended to be procured and 
installed to support APS. Therefore, no costs are being passed 
on to the public user after that time. When public usage reaches 
the level where a mainframe dedicated for public use is required, 
fee adjustments will be proposed to pass all of the costs of that 
mainframe on to the public. 

The level of public use will affect the amount of main memory 
needed to support the additional search sessions. It is projected 
than an additional increment of main memory will be required 
in fiscal years 1991 and 1992. This increment would not be 
required to support the examiner workload alone. 

The fee calculations for public access also include the costs 
for equipment: network interface units, text terminals, printer 
noise dampeners and text terminal printers. 

Other costs include a portion of the license fees that must 
be paid to Chemical Abstracts Service for its proprietary text 
and structure search software; additional personnel for the Patent 
Search Room, and the Office of Information Systems; computer 
installation costs; supplies and equipment dedicated to public 
use; and general and administrative overhead. 

The Office is providing free access time during training on 
the automated search systems in accordance with ? 104(c) of 
Public Law 100-703 which reads. “...a limited amount of free 
access shall be made available to all users of the systems for 
purposes of education and training.” 

The usage rate estimates are based on the three-month public 
user study performed from January through March 1988. For 
this study, 42 frequent Patent Search Room users were selected 
to be trained in the use of APS-Text. Three text terminals were 
made available to the trained public users at no charge. During 
the three-month study period, use of the three terminals averaged 
approximately 50 percent. While it is impossible to accurately 
predict future use by a more diverse group of public users, the 
cost calculations attempted to take into account the following 
factors and assumptions: 

1. Future public users, on averge, would use APS-Text less 
frequently than the 42 frequent users selected for the 1988 study, 
many of whom routinely used commercially available auto- 
mated text search tools. 

2. Collection of a fee for use (as opposed to the absence of 
any charge during the study) would reduce demand for text 
search services when compared with usage data obtained during 
the study period. 

3. The potential universe of public users is expected to average 
no more than 300 per day. 

4. The average length of a public user search session is 
projected to be approximately 22 minutes — the average length 
of a search session during the 1988 test of public use. 

5. Based on the preceding assumptions, if all 300 potential 
public users conducted a single search session during a workday, 
a total of 110 hours of access would be required. Twenty-five 
text terminals available five days a week, twelve hours a day, 
would provide a maximum potential of 300 hours of available 
text search time. Under these assumptions, the number of text 
terminals appeared to be adequate for the foreseeable future. 

6. For purposes of actual use of available text terminals, the 
following estimates were used: 

(a) In fiscal year 1990, between four (4) and six (6) terminals 
would be available during the first quarter. An estimate of 45 
percent utilization of available text terminal time was projected. 
By increasing the number of text terminals to 10 in January 1990 
and 20 in April 1990, an estimate of 40 percent utilization of 
available text terminal time was projected. By increasing the 
number of text terminals to 25 in July 1990, an estimate of 35 
percent utilization of available text terminal time was projected. 

(b) During fiscal year 1991 and beyond, stable levels of usage 
were projected to be achieved, yielding an estimated 35 percent 
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average utilization of the 25 available terminals. This utilization 
rate equates to 105 session hours per day, or an average of 4.2 
session hours per terminal per day. At an average of 22 minutes 
per session, a total of 286 search sessions per day. 

Although usage rates since the system was made available 
to the public in April 1989 have been higher than projected, 
the Office believes these projections are valid for the three-year 
fee cycle. 

A summary of the fee calculations is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
Cost Element (Marginal Cost) 
Personnel: Compensation 
and Benefits 
Hardware & Maintenance 
Software (license fees) 
Site Preparation 
Non-capital Furniture 
Supplies & Forms 
Sub-Total 
General & Administrative 
Overhead 
TOTAL COST 
Estimated Use (hours) 
UNIT COST (per hour) 


$ 918,196 
$ 691,289 
$ 295,676 
$ 38,118 

$ 8,750 

$ 3,500 

$ 1,955,529 


$ 361,773 
$ 2,317,302 
65,946 

$ 35.14 


The marginal cost for one hour of Office staff search assis- 
tance on APS-text includes the costs of personnel compensation 
and benefits. 

A summary of the fee calculation is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Office Staff Search Assistance 
(December 1989-November 1992) 
Public Share 

Cost Element (Marginal Cost) 
Personnel: Annual Compensation 
and Benefits 
TOTAL COST 
Work Hours (per annum) 
UNIT COST (per hour) 


$ 45,659 
1,776 
$ 25.71 


The marginal cost for a printed copy generated from APS- 
Text includes costs for compensation and benefits, printers, 
furniture for the printers, supplies and forms, and general and 
administrative overhead. 

A summary is as follows: 


APS-Text 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 
Cost Element (Marginal Cost) 
Personnel: Compensation 
and Benefits 
Hardware & Maintenance 
Non-capital Furniture 
Supplies & Forms 
Sub-Total 
General & Administrative 
Overhead 
TOTAL COST 
Estimated Use (pages) 
UNIT COST (per page) 


$ 173,472 
$ 13,483 
$ 5,000 

$ 35,882 
$ 227,837 


$ 42,150 
$ 269,987 
4,496,325 

$0.060 


T-Search 


The marginal cost for one hour of terminal session time on 
T-Search includes the costs of personnel in the Trademark 
Search Library, maintenance of the T-Search terminals, routine 
site preparation, supplies and forms, and general and admin- 
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istrative overhead. The Office is establishing the $40.00 fee for 
each hour of terminal session time on T-Search, but is imme- 
diately suspending collection of that fee in order to provide 
public users additional time to familiarize themselves with the 
system. 

The comments submitted in response to the proposed rule- 
making indicate that the public users have not adequately ad- 
justed to the T-Search system. During the period collection of 
the fee is suspended, the public will have an opportunity to better 
learn the system so as to perform more effective searches than 
they may be experiencing now. The Office will publish a notice 
in the Federal Register sixty days before it begins collecting 
a fee for public access to T-Search. 

Usage rates for T-Search during fiscal years 1990-1992 were 
projected to be 28 percent of the hours the system would be 
available to the public. This rate was extrapolated from actual 
usage rates during the T-Search public user pilot program which 
was conducted from June through December 1988. A total of 
38 members of the public were trained on T-Search, and about 
24 to 28 public users were active on T-Search each month. The 
overall usage rate of these active users was 14 percent of the 
hours the system was available to the public. In projecting usage 
rates on which to base a fee amount, it was anticipated that the 
overall number of users and the usage rate would double once 
T-Search was made available in the Trademark Search Library 
to all users of that search facility and training was provided on 
a routine basis. Although usage rates since the system was made 
available to the public in April 1989 have been higher projected, 
the Office believes these projections are valid for the three-year 
fee cycle. 

A summary of the fee calculations are as follows: 


T-Search 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
Cost Element (Marginal Cost) 
Personnel: Compensation 
and Benefits 
Hardware & Maintenance 
Site Preparation 
Supplies & Forms 
Sub-Total 
General & Administrative 
Overhead 
TOTAL COST 
Estimated Use (hours) 
UNIT COST (per hour) 


$ 154,451 
$ 28,809 
$ 1,000 
$ 3,298 
$ 187,558 


$ 34,698 
$ 222,256 
5,985 

$ 37.14 


The marginal cost for a printed copy generated from T-Search 
includes costs for compensation, and supplies and forms. A 
summary of the costs is as follows: 


T-Search 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 
Cost Element (Marginal Cost) 
Personnel: Compensation 
and Benefits 
Hardware & Maintenance 
Supplies & Forms 
Sub-Total 
General & Administrative 
Overhead 
TOTAL COST 
Estimated Use (pages) 
UNIT COST (per page) 


$ 27,862 
$ 5,274 
$ 3,579 

$ 36,715 


$ 6,792 
$ 43,507 
448,875 
$ 0.097 


The proposed fee of $25.00 for each hour of Office staff search 
assistance to conduct a search using T-Search has been with- 
drawn. The T-Search system can be used by the public with 
routine assistance provided by the regular staff of the Trademark 
Search Library. This is similar to assistance on how to use the 
paper files now provided free of charge by the Trademark Search 
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Library staff. Office employees will neither work one-on-one 
with members of the public in conducting searches, nor con- 
ducted searches for members of the public. 

Rounding Procedures: Fee amounts were rounded so that the 
amount rounded would be de minimis and convenient to the 
user. This procedure is consistent with section 103(b) of Pub. 
L. 100-703 which allows the Office to adjust patent fees in the 
aggregate, and with section 103(a) of Pub. L. 100-703 which 
allows the Office to adjust trademark fees in the aggregate. 

The Office has detailed cost calculation worksheets for each 
fee item, which are available for public inspection in Suite 904 
of Building 2, Crystal Park at 2121 Crystal Drive, Arlington, 
Virginia. 


PROCEDURES FOR PUBLIC USE OF APS-TEXT AND T- 
SEARCH 


Patent Search Room Configuration 


Initially four (4) text search terminals will be installed and 
available for public use in the Patent Search Room. A printer 
will be associated with each text search terminal. An additional 
terminal will be located in Patent Search Room employee office 
space for control and adminstrative activities. Up to twenty-one 
(21) more terminals and printers are planned to be added for 
public use during fiscal year 1990, if necessary. 


Trademark Search Library Configuration 


Initially three (3) T-Search terminals with associated printers 
all be installed and available for public use in the Trademark 
Search Library. The terminals will be clustered in one area of 
the Trademark Search Library. An additional terminal will be 
located in Trademark Search Library employee office space for 
control and administration activities. Additional terminals and 
printers will be added as demand warrants and space permits. 


Training 


To enable prospective public users to become effective on 
APS-Text, approximately fourteen (14) hours of free basic 
training is being offered. For those familiar with automated 
search systems, a shorter course of six (6) hours is provided. 
Ten (10) members of the public can be trained during each class. 
Training is being held at the Office’s Arlington, Va. complex 
during normal work hours. 

Four (4) hours of basic training is being offered on the use 
of T-Search. For those familiar with automated search systems, 
a shorter course of one (1) hour is available. T-Search training 
is being held in the Office’s Arlington, Va. complex during 
morning, evening and weekend hours. 

Enrollment in all training classes initially was on a lottery 
basis. Public users who wished to be trained on APS-Text or 
T-Search were required to submit an application form. The 
Office is now accepting requests for training and adding the 
names to the list. As of August 31, 1989, 696 people or 70 percent 
of all those requesting training have been trained. 


System Use and Fee Procedures 


To ensure equity of public access to the automated systems, 
as wel! an efficient operations, rules for use will be posted at 
the teniinals. Users of the systems will be expected to comply 
with the rules and with all other regulations regarding the use 
of facilities. 

Users are strongly encouraged to register in advance for 
system use. Each week, the next week’s schedule will be avail- 
able in the Patent Search room and the Trademark Search 
Library. Should requests for blocks of terminal time exceed the 
availability of terminals, limits on the amount of reserved time 
may be instituted. Up to three (3) of the initial four (4) terminals 
in the Patent Search Room and up to two (2) of the initial three 
(3) terminals in the Trademark Search Library will be allocated 
to public users with advance reserved times. The remaining 
terminal in the Patent Search Room will be available for walk- 
up users and for assisted searches for infrequent users. The 
remaining terminal in the Trademark Search Library will be 
available for walk-up users. The terminal time reservation system 
and the number of terminals available for walk-up public use 
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and for assisted searches (in the Patent Search Room) is subject 
to change based upon operational experience. 

All public use of APS-Text and T-Search, with the exception 
of scheduled training classes, is on a pre-payment basis. In pre- 
paying for use of the systems, the public may use a blank signed 
check, major credit card or charge to a deposit account. At the 
end of the search or the pre-paid amount of time, users will 
receive an accounting from Patent Search Room or Trademark 
Search Library staff for terminal time used and prints produced. 
The user must then finalized payment. 


Discussion of Specific Rules 
37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to add new paragraph (0) to set the 
fees for access to the Automated Patent System full-text search 
capability (APS-Text) and to provide for the waiver of fees under 
certain circumstances. 

Section 1.21 is amended to add new paragraph (p) to set the 
fees for APS-Text search assistance by Office staff. 

Section 1.21 is amended to add new paragraph (q) to set the 
fee for a printed copy from APS-Text. 


37 CFR 2.6 Trademark fees 


Section 2.6 is amended to add new paragraph (w) to set the 
fees for access to the automated trademark search system (T- 
Search) and to provide for the waiver of fees under certain 
circumstances. 

Section 2.6 is amended to add new paragraph (x) to set the 
fee for a printed copy from T-Search. 

A final rule package establishing two new fees under the 
provisions of Pub. L. 100-667, the Trademark Law Revision 
Act of 1988, has been published which added paragraphs (u) 
and (v) to section 2.6. Therefore, the rule has been modified 
from the proposal to add paragraphs (w) and (x) instead of 
paragraphs (u), (v) and (w). 


Response to Comments on the Rules 


A notice of proposed rulemaking to establish a basis for the 
charges for use of the on-line automated search systems in the 
Patent Search Room and Trademark Search Library located at 
the Patent and Trademark Office in Arlington, Virginia was 
published in the Federal Register on May 3, 1989, at 54 FR 
18907. Corrections were published in the Federal Register on 
May 12, 1989, at 54 FR 20670. A notice also was published 
on May 30, 1989, in volume 1102 of the Official Gazette of 
the United States Patent and Trademark Office, pages 94 through 
98 for patents, and pages 96 through 100 for trademarks. 

A public hearing was conducted on June 30, 1989. A total 
of 25 comments were received: 24 respondents submitted written 
comments and five people presented oral testimony (four of 
whom also submitted written comments) at the public hearing. 
On the 25 comments, twelve (12) were from individuals, seven 
(7) from libraries, five (5) from organizations and one (1) from 
business. All of the written and oral comments were considered 
in adopting the rules set forth herein. 

Many of the comments from the representatives of the Patent 
Depository Libraries raised questions or commented on the 
proposed rules from the perspective of their impact on Patent 
Depository Libraries. The proposed rules and policies set forth 
in the Federal Register Notice of May 3, 1989 are applicable 
only to the automated search systems provided in PTO’s facili- 
ties located in Arlington, Virginia. When the Office is prepared 
to offer the automated search systems at the Patent Depository 
Libraries, a proposed notice will be published for public com- 
ment. Therefore, any comments relating to procedures for ac- 
cessing the automated search systems in the Patent Depository 
Libraries will not be addressed at this time. 

Comment: Overall, nine respondents acknowledged the use- 
fulness of the automated search systems, particularly APS-Text. 
Although seven respondents alleged that T-Search is not ade- 
quate to meet the needs of the public, that its response time is 
too slow, and that it is not sufficiently accurate to meet the 
specific needs of the commentor, most of these respondents 
acknowledged that T-Search had the potential for being a useful 
tool. Documentaton of specific problems, for example, those 
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associated with conducting a phonetic search, were provided. 
Two respondents said that T-Search is flawed and the decision 
to require examiners to use the system on an exclusive basis 
was ill-advised and regrettable. 

Response: Trademark examining attorneys have been using 
T-Search for word mark searches since August 1987, and for 
word mark and design searches since January 1988. The public 
has been using the system since Apri 3, 1989. 

The minutes to the September 27, 1988, meeting of the Public 
Advisory Committee for Trademark Affairs, express the view 
that: “...T-Search searches are more thorough than manual 
searches.” The transcript to that meeting contains the following 
comments: “I don’t think there is any question, but a T-Search 
[sic] properly done gives an excellent result” and “...from the 
corporate point of view, ... | am pleased to say that I like what 
I see. I like the very fast action we’re getting on the first action.” 
From the transcript to the February 23, 1988 meeting: “I'd like 
to start with a glowing report. I think that the registration process 
is working very well. From my own personal experience in terms 
of what the examiners are doing, they get an A plus. They’re 
really doing a good job.” 

The concensus of the management of the Trademark Exam- 
ining Operation is that the T-Search system meets the needs of 
the Office at this time. There is no indication in any records 
or activities in the PTO which would indicate that the use of 
T-Search has caused a deterioration in the quality of searches 
conducted by Trademark examining attorneys. 

The difference between the perceptions of the Trademark 
examining attorneys and the public may be attributed to several 
factors; Trademark examining attorneys use the system on a 
daily basis; they know what the system can do and what it cannot 
do and avoid the latter; and they know how to utilize the system’s 
functionalities to perform the best search possible. Further, 
Trademark examining attorneys do different types of searches, 
and have different needs, than the public. T-Search use statistics 
for the period April 1989 through August 1989 demonstrate that 
the public is making extensive use of the system. Following is 
a summary of those statistics: 

Month Available Hours Used 
Hours By Public 


Rate Average 
of Usage Session 
Time 
April 
May 
June 
July 
August 


513 108 
513 126 
627 183 
570 186 
656 217 


21% 
24% 
29% 
33% 
33% 


13.02 min. 
12.25 min. 
10.84 min. 
12.51 min. 
9.66 min. 


This usage rate compares favorably to the projected usage 
rate of 28 percent. 

Comment: Seven respondents claimed that the paper Trade- 
mark files have been allowed to deteriorate and, therefore, are 
not reliable for use by the public. 

Response: The Office contracts for file maintenance sevices 
in both the Trademark Search Library and the Patent Search 
Room. Among the tasks performed by the contractor in the 
Trademark Search Library are maintaining the pending files, 
filing newly registered Trademarks, pulling erroneous registra- 
tions from the file, etc. The contract for the Trademark Search 
Library includes a monitoring system based on MIL-STD 105, 
which is a sampling plan that provides a 97 percent accuracy 
level. Once the contractor completes a task, Office staff check 
the required sample levels to ensure that filing was performed 
accurately. The Office is constantly monitoring the status of the 
paper files, but notes that maintenance of paper file integrity 
is subject to inherent limitations. 

Comment: In view of the above comments about the inade- 
quacy of the Trademark paper search files and T-Search, six 
respondents advocated the need for T-Search, at no charge to 
the user, as an adjunct or back-up to the paper files. One 
respondent suggested a similar arrangement in the Patent Search 
Room. 

Response: The Office has adopted the $40.00 fee amount for 
one hour of terminal session time on both APS-Text and T- 
Search. In order to give the public more time to become familiar 
with the T-Search system, the Commissioner is immediately 
suspending collection of that fee. This will enable users to learn 
the system so as to perform more effective searches. The Office 
will publish a notice in the Federal Register announcing its 
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decision regarding the imposition of the fee at least 60 days 
before starting to collect the fee amount. At that time, the Office 
also will publish validated cost estimates based on usage rates 
and actual costs documented from the present time to the time 
the decision to collect a fee is made. 

Comment: Two respondents claimed that the objective of 
automation necessarily comtemplated a free search system to 
give meaning to the constructive notice provisions of the Trade- 
mark Act. 

Response: Registration of a trademark constitutes construc- 
tuve notice and records of all active trademark registrations and 
pending applications are available for searching free of charge 
in the paper file and on TRAM (Trademark Reporting and 
Monitoring System) data base. 

Comment: One respondent claimed that PTO is required to 
provide access to disclosed patent information as the informa- 
tion is made public; four respondents were opposed to the Office 
charging fees for accessing the automated search systms; two 
other respondents commented that the Office should not charge 
fees for using systems designed to be the sole searching source 
of the public records which the Office is charged by law to 
provide; and one respondent commented that the proposal to 
limit access to the automated data bases only to those who can 
pay a fee is deplorable policy at a time when there is concern 
about industrial competitiveness with Japan. 

Response: The Office will continue to make the paper and/ 
or microfilm collections of U.S. patents, foreign patent docu- 
ments and U.S. trademark registrations available for pubic access 
free of charge. The Office also has adopted a policy whereby 
the hourly terminal session fee for access to the data base can 
be waived when it is needed for a personal, educational purpose 
by an individual or member of an educational or non-profit 
organization, or where payment of the fee would pose a genuine 
financial hardship to the user. In this way, the Office will 
continue to provide public access to all available information 
free of charge. 

Comment: One respondent commented that user fees for 
electronic data is a form of dual taxation when information was 
gathered, organized and produced at taxpayers expense; and two 
respondents claimed that users of information have contributed 
up to 30 percent of the $120 milllion for development of the 
APS system to date — in other words, the public already has 
paid for APS. 

Response: In calculating the proposed fees, the Office is 
consistent with the Office of Management and Budget’s pro- 
posed policy on user charges for Government information prod- 
ucts, as clarified in the June 15, 1989 Federal Register notice 
entitled “Second Advance Notice of Further Policy Develop- 
ment on Dissemination of Information.” In that notice, OMB’s 
stated policy is that user charges for Government Information 
products should be no higher than a level sufficient to recover 
the costs of disseminating, not collecting, the information. 

The costs associated with the fees for accessing APS-Text 
and T-Search are directly related to the public’s use of the 
systems; for example, the costs associated with the acquisition 
of the APS-Text terminals that are being used by the public. 
No costs associated with designing or installing the automated 
system for use by Office examiners, or the development of the 
new systems have been included. Neither have costs been 
included for gathering, organizing or producing information. 

The Federal Register notice of June 15, 1989 (54 FR 25554, 
25558) dealing with policy development on dissemination of 
information states that: “As to double taxation, OMB notes that 
user charges policy has a basis in statute (31 U.S.C. 9701), and 
the Congress has not viewed user charges as double taxation 
because they are applied when the recipient receives special 
benefits.” 

Comment: Two respondents stated that Government informa- 
tion is the same, whether it is provided in printed or electronic 
form. : 

Response: Charging fees for access to the automated search 
systems is consistent with PTO’s fee policy. For example, fees 
are charged for manual search services (e.g., for a search of 
Office records or for a search of assignment records), and for 
printed copies of patents and trademarks and for copies of Office 
documents. 

Comment: The Japanese system is available at four locations 
at no cost, and includes U.S. information made available at U.S. 
taxpayer expense. 
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Response: The Japanese automated search system, like the 
automated search systems in the PTO’s search facilities, is being 
made available free of charge at the present time. The costs of 
such use, however, are being paid from general fee revenues 
collected by the Japanese Patent Office. Additionally, the APS- 
Text system currently includes Japanese English language ab- 
stracts and the Office is in the process of acquiring Japanese 
patent information in digital facsimile form. 

Comment: One respondent commented that PTO has no re- 
sponsibility to provide an expensive, complex, internal Gov- 
ernment on-line value-added computer service, that this is far 
beyond the requirements of public access to patent files; and 
another respondent commented that it is in the public interest 
to have the same system that is being used by the examiners 
also available to the public. 

Response: The Office agrees that it is in the public interest 
to provide the same search system capability to the public that 
is being used by the examiners. 

Comment: One respondent stated that providing free access 
is not competing with the private sector, and that there always 
is a place for the private sector to provide value-added infor- 
mation. 

Response: The user charges adopted for public access to the 
APS-Test and T-Search systems are consistent with OMB Cir- 
culars A-25 “User Charges” and A-130 “Management of Federal 
Information Resources”, and with the PTO’s Electronic Data 
Dissemination Policies and Guidelines. The PTO’s user’s fees 
are designed to recover the marginal costs associated with 
providing access to the automated search systems to the public. 

Comment: Five respondents stated that the proposed fees are 
not “reasonable” and the Office does not have documented cost 
estimates and usage rates to support the proposed fee amounts. 

Response: The Office is meeting Congressional direction to 
establish “reasonable” fees by recovering only the marginal 
costs associated with providing public access to the automated 
search systems. Costs and projected usage rates were determined 
from the best available records, for example, financial state- 
ments for the Office and the results of the public evaluations 
of the APS-Text and T-Search systems. A summary of the costs 
used in the fee calculations is included above under “Cost 
Calculations.” Full details of these cost calculations are available 
for public inspection at the Patent and Trademark Office in Suite 
904 of Building 2, Crystal Park, at 2121 Crystal Drive, Arlington, 
Virginia. 

Comment: Two respondents questioned the proposed fees for 
search assistance. If the search assistance is similar to that which 
is provided free now, there should be no fez. If the search 
assistance entails doing searches, the Office should not be 
getting into that business. 

Response: The PTO is withdrawing the proposed fee for staff 
search assistance to conduct a search using T-Search capabili- 
ties. The fee for staff search assistance to conduct a search using 
APS-Text capabilities is being adopted, because an untrained 
user cannot conduct a search without significant help from 
Office staff. Users of course, have the option of obtaining free 
training on the system. 

Comment: One respondent commented that user fees cannot 
be justified under the theory that electronic search provides a 
new service or offers an enhancement to the public’s ability to 
search the patent data base, and that the public has an option 
of paying the fee or using the paper files. Another respondent 
commented that APS-Text and T-Search represent enhance- 
ments to services already provided. 

Response: The fees are specifically authorized under $ 104 
(c) of Pub. L. 100-703 and are calculated to allow recovery of 
only the marginal cost for providing the system to the public. 

Comment: Two respondents claimed that the Office should 
ask Congress for funding to offer free access here and at the 
PDLs. 

Response: It continues to be PTO policy, consistent with OMB 
Circular A-130, that costs for access to the automated search 
systems be borne by those who actually use the automated search 
systems. 

Comment: One respondent claimed that the accuracy of the 
trademark data base is suspect. 

Response: All of the backfile data base elements (registrations 
issued prior to September 9, 1980) have been corrected except 
owner information. As originally planned, the owner field will 
be cleaned up the active registrations issued prior to September 
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9, 1980. It is projected that this owner field will be cleaned up 
by the third quarter of fiscal year 1991. 

Comment: Three respondents claimed that the public requires 
access to the dead data base. 

Response: The Office will consider this proposal further. The 
dead data base is now available in electronic format for all 
applications and registrations that were active on January 1, 
1983 and are now inactive. However, many of these records 
are of poor quality. Costs for cleaning up these records would 
be significant, and those costs would likely be reflected in the 
T-Search user fee. 

Comment: Four respondents addressed the fee waiver policy. 
The proposal to waive fee appears inconsistent wih PTO’s 
position that the free paper search files provide an equal and 
viable resource to anyone not wanting to pay for the automated 
files. If paper records are inferior, then anyone seeking access 
to T-Search should be able to qualify for the fee waiver. If the 
paper records are adequate, then there should be no need to 
waive the access fee for anyone. 

Response: The waiver policy authorized by Pub. L. 100-703 
is designed for those individuals who, for some reason in the 
public interest, such as an educational purpose, need the capa- 
bilities of the automated system, for example, to manipulate the 
data. 

Comment: One respondent commented that the procedure 
to enroll people in training classes by the use of a lottery was 
unfair and that everyone who wants to be trained should be 
enrolled. 

Response: The lottery was a method for establishing the initial 
schedules to provide training. Everyone who requests training 
will be trained. As of August 31, 1989, 449 out of 623 people 
requesting training on APS-Text, and 247 out of 376 people 
requesting training on T-Search have been trained. 

Comment: One respondent commented that advance regis- 
tration is an unrealistic approach for many searchers. 

Response: At least one terminal in the Patent Search Room 
and one in the Trademark Search Library will be available for 
walk-up users. The other terminals will be available first for users 
with a reservation and then, if needed, for walk-up users. The 
system is designed to ensure equity of public access to the 
automated systems. 

Comment: Two respondents asked for information justifying 
that this is not a “Major Rule” as defined by Executive Order 
12291, and that the rule will not have a significant adverse impact 
on small entities. 

Response: The no “major rule” determination and no signifi- 
cant adverse impact on small entities was based on the fact that 
the automated systems are. being offered only at the Patent and 
Trademark Office’s public search facilities located in Arlington, 
Virginia. The total number of users of these facilities averages 
less than 400 a day, and many of these users are members of 
law firms or commercial search services. The annual effect on 
the economy is expected to be about $1 million, far less than 
the $100 million annual threshold specified in the Executive 
Order. The fees for accessing the automated search systems are 
reasonable and should not burden small entities and, at the same 
time, the Office is continuing to maintain the paper search files 
which are available to the public free of charge. Finally, there 
should be no significant adverse effects on competition, because 
the systems are being offered only at one location, the Patent 
and Trademark Office in Arlington, Virginia, and the public may 
continue to use paper files without payment of any fee. 

Comment: Five respondent commented that user fees burden 
small entities and run counter to a fundamental objective of the 
patent system which is to advance technology through dissemi- 
nation of the technical information contained in patents. 

Response: The Office does not believe that the fee amounts 
adopted will burden small entities or negatively impact the 
dissemination of technical information. The Office also will 
continue to maintain the paper search files using taxpayer funds, 
and provide access to the public free of charge. Further, the 
Office has adopted a fee waiver policy whereby the fee amount 
can be waived where access to the data base is needed for a 
personal, educational purpose by an individual or member of 
an educational or non-profit organization, or where payment of 
the fee would pose a genuine financial hardship to the user. Full 
details are included above under “Background”. 

Comment: One respondent commented that the Office needs 
a policy to ensure that no user of the patent and trademark 
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information is disenfranchised due to an inability to pay for the 
services necessary to its access. 

Response: The Commissioner will consider a fee waiver for 
users with a genuine financial hardship. 


Other Considerations: 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501, et seq. There are no information collection 
requirements relating to patent and trademark fee rules. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The rules 
make the Office’s on-line, automated patent full-text search and 
trademark search systems available to the public at rates sig- 
nificantly less than commercial systems. 

The Office has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy will be less than $100 million. There will be no major 
increase in costs or prices for consumers, individual industries, 
Federal, State or local government agencies, or geographic 
regions. There will be no significant adverse effects on com- 
petition, employment, investment, productivity, innovation, or 
on the ability of United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 


List of Subjects in 37 CFR Parts 1 and 2 
37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents, Lawyers, Reporting and record keeping requirements, 
Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 

For the reasons set forth in the permeable, the Office is 
proposing to amend Title 37 of the code of Federal Regulations, 
Chapter 1, as set forth below. 


PART 1-RULES OF PRACTICE IN PATENT CASES. 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.21 is amended by adding new paragraphs (0)-(q). 
$1.21 Miscellaneous fees and charges. 


* * *& * * 


(0) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using Automated Patent 
System full-text search capabilities, prorated for the actual time 
used. The Commissioner may waiver the payment by an indi- 
vidual for access to the Automated Patent System full-text search 
capability (APS-Text) upon a showing of need or hardship, and 
if such waiver is in the public interest $40.00 

(p) Marginal cost, paid advance, for each hour of Office staff 
search assistance to conduct a search using Automated Patent 
System full-text search capabilities (APS-Text), prorated for the 
actual time used 

(q) Marginal cost, for each printed page generated from the 
Automated Patent System text terminal $0.10 


PART 2- RULES OF PRACTICE IN TRADEMARK CASES 
1. The authority citation for Part 2 continues to read as follows: 
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Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.6 is amended by adding new paragraphs (w)-(x). 
§2.6 Trademark fees 


*_*e* ke * * 


(w) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using T-Search capabilities, 
prorated for the actual time used. The Commissioner may waive 
the payment by an individual for access to T-Search upon a 
showing of need or hardship, and if such waiver is in the public 
interest $40.00 

(x) Marginal cost, for each printed page generated from the 
T-Search terminal 


JEFFREY M. SAMUELS 
ActingCommissioner of Patents 
and Trademarks 


Dec. 4, 1989 
{1110 TMOG 601] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 2 
Patent and Trademark Automated Search System Fees 


(255) 


Agency: Patent and Trademark Office, Commerce 

Action: Listing of suspension of final rule 

Summary: The Patent and Trademark Office (Office), on De- 
cember 11, 1989, amended the rules of practice in patent and 
trademark cases, Parts 1 and 2 of Title 37, Code of Federal 
Regulations, setting forth the fees for public access to the Of- 
fice’s text data bases: the Automated Patent System (APS) and 
the automated trademark search system (T-Search). 54 FR 50942. 
That final rule became effective on February 12, 1990. On that 
date, 37 CFR 2.6(w), dealing with T-Search fees, took effect, 
but was immediately suspended by the Commissioner. 

The collection of the fee was initially suspended to permit 
users to become familiar with the T-Search system. The T- 
Search system has been available to the public since April 1989, 
a sufficient time for users to become familiar with the system. 
Therefore, as provided in the final rule, the Office now gives 
notice that the suspension is lifted. The Office will begin to 
collect the fees set forth in 37 CFR 2.6(w) sixty (60) days from 
the date of this notice. Cost estimates based on usage and actual 
costs are available for inspection in the Office of Long-Range 
Planning and Evaluation, Room 507, Crystal Park 1, Crystal 
Drive, Arlington, Virginia. 

Dates: The suspension of 37 CFR 2.6(w) is lifted as of Nov. 
13, 1990. The collection of fees under 37 CFR 2.6(w) will begin 
on November 13, 1990 
For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 
September 4, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1119 TMOG 6] 


(256) DEPARTMENT OF COMMERCE 
Billing Code: 3510-16 


Patent and Trademark Office 
[Docket No. 70470-9062] 
Electronic Data Dissemination Policies and Guidelines 


Agency: Patent and Trademark Office, Commerce 

Action: Electronic Data Dissmenination Policies and Guidelines 
- Final Notice. 

Summary: The U.S. Patent and Trademark Office (PTO) has 
undertaken a program to automate its operations. As a result, 
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electronic patent and trademark data are being created and new 
techniques are being implemented to expand the use of the 
PTO’s collection of electronic information, which will contain 
all U.S. patents and registered trademarks and selected foreign 
patents. These data bases comprise one of the largest information 
resources of the Nation. 

Date: May 3, 1989. 

Address: Comments should be addressed to: Donald J. Quigg, 
Assistant Secretary and Commissioner of Patents and Trade- 
marks, U.S. Patent and Trademark Office, Washington, D.C. 
20231. 

For Further Information Contact: Bradford R. Huther at 703- 
557-1572. 

Supplementary Information: 

In response to Public Law 96-517, the 1980 legislation which 

amended patent and trademark laws, the PTO prepared and 
submitted a plan for the automation of its operations to Congress 
on December 13, 1982. The plan centered on two basis concepts: 
the creation of electronic data bases that (1) would eventually 
replace the PTO’s all-paper patent and trademark files, and 
thereby improve their intregrity and quality; and (2) would 
support searches, examinations, Office actions and other Office 
functions through electronic workstations which would provide 
text and image retrieval capabilities and perform other automa- 
tion functions. 
Over 700,000 active Federal trademark registrations have been 
converted to an electronic data base of textual and digital 
image data. An IBM-based computer system has been installed 
to enable examiners to search the data base for textual data and 
codes describing designs, and to retrieve and display all infor- 
mation as a substitute for paper file searches. Trademark ex- 
aminers have been using T-Search exclusively since January 
1988, and the capability is ready to be deployed for public use 
in the Trademark Search Library. 

An Automated Patent System (APS) was installed for test and 
evaluation purposes, using one patent examining group as an 
operational testbed. Major operational components of APS — 
large scale computers with conventional magnetic storage 
devices, a high-speed local area data communications network, 
and electronic workstations equipped with two high resolution 
graphic displays and laser printers — were interconnected on 
July 1, 1986 to enable system test and evaluation to begin in 
the testbed group. Optical disk storage units were subsequently 
installed to house the test data base of digital images of U.S. 
and foreign patents. In December 1987, the testbed patent 
examiners began using the APS image search and retrieval 
capability (APS-Image) in a live production environment. Based 
on recommendations of an Industry Review Panel appointed 
by the Deputy Secretary of Commerce to review the Office’s 
patent automation program, changes were made and the testbed 
examiners are using a stable, reliable system suited to their need. 
The digital image retrieval capability of APS has been stabilized 
in the testbed, which now is being used as an operational testbed 
for deployment to other patent examining groups. A decision 
on the next incremental deployment of the digital image retrieval 
and other electronic searching capabilities is planned to be made 
in mid-1989. Additional system capabilities for office automa- 
tion and other administrative support will be added to those 
already installed in the testbed over the next several months to 
supplement the search and retrieval capabilities. Examiners will 
be provided access to commercial data bases, such as industry- 
specific data bases, from the electronic workstations. 

PTO continues to digitize the entire backfile of almost five 
million U.S. patents. The source for the digital image scanning 
operation is the archival set of patent documents which is 
believed to contain the best available copy of each patent. First, 
images of all U.S. patents in the testbed group’s search files were 
converted to digital form and placed on optical disks for use 
in electronic classification and combined text classification 
searches. Subsequently, the remaining patents were captured. 
These patents will be written to optical disk and loaded on APS 
before APS-Image can be deployed to the remaining patent 
examining groups and the public. Through exchange agree- 
ments with the European and Japanese Patent Offices, European 
patents issued since 1920 and all Japanese patents have been 
or will be converted to a common facsimile standard and key 
patents will be entered for on-line retrieval. 

On-line access to the full-text of all U.S. patents granted after 
1974 and the English language abstracts of Japanese and Chi- 
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nese patents — a data base of more than two million records 
representing about 52 gigabytes of data — was deployed to the 
patent examining staff beginning in June 1986. Access to this 
full-text data base (APS-Text) permits examiner to search the 
text of more than one million U.S. patents containing more than 
five billion words. Today, all examiners have been trained in 
the use of the full-text searching tool, and it has become a routine 
part of the patent examination process. Searches are conducted 
from single screen text terminals located throughout the Office, 
supported by a NAS-9080 dual processor. The APS-Text ca- 
pability is ready for deployment to the public in the Patent Public 
Search Room. 

The PTO intends to enter the text of U.S. patents issued after 
1970. 

To fulfill its mission to disseminate information and to guide 
the management of its electronic information resources, on June 
8, 1984, the PTO issued guidelines and policies for dissemi- 
nation and distribution of electronic patent data. These were 
published in 49 Federal Register 2485 (June 14, 1984). Sub- 
sequently, the Office of Management and Budget issued revised 
policies and expanded guidelines for electronic data dissmemi- 
nation in OMB Circular A-130 dated December 1985 and en- 
titled “Management of Federal Information Resources.” 

On August 20, 1987, PTO published in 52 Federal Register 
31442 a notice (1) to inform the public of the PTO’s intention 
to amend its pricing policy for data base products, and to expand 
the scope of its dissemination policies and guidelines to encom- 
pass patent and trademark electronic data; (2) to explain the 
current situation with regard to public access to automated patent 
and trademark search rooms and libraries; and (3) to solicit 
public comments on the intended proposals. 

On December 10, 1987, PTO published in 52 Federal Register 
46815 a notice amending the pricing policy for data base prod- 
ucts and expanding the scope of the policies and guidelines to 
encompass patent and trademark data. That notice also extended 
the period to December 31, 1987, for receiving public comments 
on alternatives for funding public access to patent or trademark 
search rooms or libraries. 

On June 23, 1988, PTO published in 53 Federal Register 
23677 a notice informing the public of its intention to publish 
a comprehensive edition of the policies and guidelines to replace 
the versions published in the June 14, 1984 and December 10, 
1987 notices. 4 

In that notice, the PTO also published a summary of the 
comments received on the three alternatives for financing public 
access to the automated search systems in PTO’s public search 
rooms and libraries. Subsequently, Public Law 100-703 was 
enacted on November 19, 1988. The law allows the Commis- 
sioner of Patents and Trademarks to esiablish reasonable fees 
for access by the public to the automated search systems. 


Response to Comments 


Comment: If user fees are established for public access to the 
automated patent and trademark systems, will those fees also 
be charged by the Patent Depository Libraries (PDLs)? 
Response: Arrangements will be worked out between the PTO 
and individual libraries for providing access to the automated 
search system. Arrangements will depend on each library’s 
authority to collect user fees for the service on their own or the 
PTO’s behalf. Fees for access in PDLs would be adjusted to 
account for any different equipment costs, maintentance and 
added telecommunications costs. 

Comment: How would PDLs administer the free access provi- 
sion of Public Law 100-703? 

Response: Based on PTO’s policy for administering this pro- 
vision, arrangements would be worked out with individual 
libraries. 

Comment: One respondent asked if PTO conducted a study to 
determine the potential demand in PDLs for trademark infor- 
mation and patent information. 

Response: Several surveys on the demand for patent and trade- 
mark information have been conducted which provide unofficial 
indications to the PTO for the need for patent and trademark 
information. Reports to the PTO indicate that the demand for 
trademark information is increasing. 

Comment: One respondent wanted clarification of what will 
ultimately be available to the PDLs — paper, microfilm, elec- 
tronic data. 
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Response: The form of the patent and trademark information 
in each PDL ultimately will depend on decisions made between 
the PTO and individual PDLs and the technology and economics 
of remote access for providing access to the automated search 
systems. 
Comment: If PTO contracts for the provision of public access, 
who owns the PTO data base? 
Response: The PTO will continue to own the PTO data base. 
Comment: One respondent claimed that section B is inconsistent 
with OMB Circular A-130 and that the order of sub-paragraphs 
B(1) and B(2) should be reversed. 
Response: Section B relates only to the PTO search facilities 
and PDLs. This policy is consistent with OMB Circular A-130 
by providing an information “safety net” to the public through 
the dissemination of information in the search facilities and 
libraries. PTO states in paragraph F that, outside the search 
facilities and libraries, it will encourage the private sector to offer 
commercial patent and trademark search and retrieval services, 
and it will not compete with the private sector. 
Sub-paragraphs B(1) and B(2) state that PTO will choose the 
most efficient means for providing search and retrieval services 
in its search facilities and PDLs, directly and/or through a 
contractor. 
Comment: One respondent suggested that there might be mis- 
understanding between sections C and E. 
Response: Section C specifically refers to commercial data bases 
whereas section E refers to PTO-owned data bases. 
Comment: In section D, what does the term “existing collections 
in the PDLs” mean? 
Response: In the June 23, 1988 edition of the Federal Register, 
the reference to “existing collections” meant the collections held 
by each individual library. Collections vary from library to 
library, and acquistion of collections is up to each individual 
PDL. Section D has been revised because section 104(c) of 
Public Law 100-703 allows the Commissioner to establish rea- 
sonable fees for on-line access to the automated search systems. 
Comment: Section E provides for the possibility that a commer- 
cial search and retrieval service could be substituted for the PTO 
automated systems in the PDLs. Would the PDLs be required 
to absorb the cost? 
Response: Arrangements would be worked out between the PTO 
and each individual library and would depend on the library’s 
ability to provide commercial services on its premises. 
Comment: One respondent asked for a brief explanation of OMB 
Circular A-76, entitled “Performance of Commercial Activi- 
ties.” 
Response: The A-76 process enhances quality and efficiency 
by using competition to select the most cost-effective operation 
to perform a service. It requires that studies be conducted to 
see whether work should be performed by the Government or 
by industry. This program was formalized in 1955 and, in 1966, 
the Bureau of the Budget issued the policy as Circular No. A- 
76. 
Comment: One respondent suggested that the word “indirectly” 
in section F should be removed since there already are many 
private trademark search enterprises. Another respondent sug- 
gested that the word “encouraged” in that same section should 
be changed to “allowed.” A third resondent said that PTO should 
“directly encourage” the private sector by making its data avail- 
able in electronic form. 
Response: Section F as written expresses how the PTO will 
indirectly achieve its dissemination goals. No change has been 
made to the wording. 
Comment: One respondent suggested that PTO should not even 
consider “exclusive” arrangements with regard to the sale of 
bulk data as suggested by Section H. 
Response: Paragraph H has been changed by deleting the word 
“normally.” 
Comment: One respondent suggested that marginal cost recov- 
ery described in section I should be limited to commercial 
entities seeking bulk data. 
Response: All cost of goods and services are fully user-fee 
funded under the terms of OMB Circular A-25, “User Fees.” 
Comment: Several respondents asked for clarification of the 
statement that the trademark automated system could be ready 
for public deployment by September 30, 1988. 
Response: Under a proposed rule package entitled Patent and 
Trademark Automated Search System Fees, the PTO is propos- 
ing to provide access to T-Search. 
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Comment: One respondent asked for clarification and more 
specificity to thg response concerning the PTO’s authority to 
automate PDLs. 

Response: Section 13 of title 35, United States Code, authorizes 
the Commissioner to conduct a patent depository library pro- 
gram for disseminating patent information to the public. The 
Paperwork Reduction Act of 1980, as amended, 44 USC, chapter 
35, requires each Federal agency to “implement applicable 
government-wide...information policies...with respect 
to...dissemination of information...and other information re- 
source management functions...” OMB Circular A-130 estab- 
lishes a Government-wide policy of disseminating Government 
Information products and services in the manner most cost 
effective for the Government. Accordingly, the Paperwork 
Reduction Act would authorize disseminating patent informa- 
tion to the PDLs in some electronic form, in lieu of paper or 
microfilm, if it is the most cost-effective mode. The authority 
for providing access to patent and trademark information in the 
PDLs like that for the Patent Search Room and Trademark 
Search Library is the authority inherent in various provisions 
of the patent law other than section 13 such as section 10 of 
title 35. The PDLs serve as extensions of the PTO for dissemi- 
nating patent and trademark information in other geographic 
locations. 

Comment: One respondent asked that PTO adhere to Rep. 
Kastenmeier’s instructions reported in 134 Cong. Rec. H9676 
(daily ed. Oct 5, 1988) (statement of Rep. Kastenmeier), to 
follow the letter and spirit of the copyright law regarding non- 
patent literature. 

Response: The PTO will adhere to the letter and the spirit of 
the copyright law as it applies to the inclusion of nonpatent 
literature in the Automated Patent System. 


Other Considerations: 


The PTO has determined that this notice is not a major rule 
within the meaning of section | (b) of Executive Order 12291. 
Therefore, a Regulatory Analysis has not nor will be prepared. 
Because a notice of proposed rulemaking and an opportunity 
for public comment are not required to be given for this amended 
policy statement by the Administrative Procedure Act (5 U.S.C. 
553(b) (A)), no initial or final Regulatory Flexibility Analysis 
has to be or will be prepared. The PTO also has determined that 
this notice has no Federalism implications affecting the rela- 
tionship between the National Government and the States as 
outlined in Executive Order 12612. This notice does not contain 
a collection of information requirement for purposes of the 
Paperwork Reduction Act. 


ELECTRONIC DATA DISSEMINATION POLICIES AND 
GUIDELINES 


Dissemination in Govenment Public Search Facilities and 
Depository Libraries 


It is the goal of the PTO to achieve effective, widespread 
dissemination of information concerning patents and Federally 
registered trademarks to all segments of the U.S. public. 

A. The dissemination goal will be accomplished di- 
rectly by the PTO by providing electronic search and 
retrieval services to the public in search facilities located 
in the PTO, in other facilities which may be established 
by the Government and in Patent Depository Libraries 
(PDLs). PDLs are Federal, State and local government, 
university or non-profit organization libraries designated 
by the PTO to offer public access to patent collections. 

B. To the extent funding is authorized and appropriated, 
search and retrieval services will be provided in the PTO’s 
search facilities and PDL’s either: 

(1) by the PTO, using its own data bases, computers, 
communications equipment, and software, and/or 

(2) by PTO contractors. 

C. Access to commercial data bases that are available 
to the PTO’s examiners, for example industry-specific 
data bases, will be furnished either through an APS work- 
station or a terminal furnished by data base vendors in 
the PTO public search facilities at commercial rates, 
provided the user has established a commercial account 
with the data base vendor. 
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The PTO will not act as an agent for any data base 
vendor in providing training for, assisting in, or collecting 
fees for the use of such commercial data bases. 

D. Services furnished in the PTO public search facilities 
and in PDLs will be at no cost to the public for access 
to paper and microform records. The cost of accessing 
PTO owned electronic data bases and systems will be 
recouped from user fees set to recover the marginal costs 
of such services. 

E. The type of service for public search and retrieval, 
either PTO or commercial services, will be chosen based 
on the method and criteria established by the 1983 re- 
vision to OMB Circular A-76, entitled “Performance of 
Commercial Activities.” 


Distribution of PTO Data for Commercial Dissemina- 
tion 


F. In addition to B. and C. above, the PTO will pursue 
its dissemination goal indirectly by encouraging the private 
sector to offer commercial patent and trademark search 
and retrieval services and will seek to avoid competition 
with private sector firms in providing such services to the 
public outside the PTO search facilities and PDLs. 

G. Fees charged for bulk data developed by the PTO 
will be based on the marginal cost of providing such 
distribution services. 

H. Arrangements will be non-exclusive. Bulk resale of 
PTO data will be permitted subject to the terms of each 
bulk sales agreement. 

I. Fees charged to the public for U.S. patent and trade- 
mark data products will be based on the marginal cost 
of providing such products. 

J. The PTO will receive non-U.S. electronic patent data 
through exchange agreements with other patent offices 
and international intergovernmental organizations. In 
general, the PTO will not distribute such data, except in 
conjunction with services that may be provided by the 
PTO or its contractors in the PTO public search facilities 
and PDLs. Rather, it will seek to have contractual arrange- 
ments established directly between the organization and 
the commercial data base vendor and will not act as a 
service agent or representative unless there is a special 
need that cannot be met otherwise. 


Mar. 7, 1989 DONALD J. QUIGG 
Assistant Secretary and Commissioner 


of Patents and Trademarks 


[1102 TMOG 100} 


(257) Postal Service Delay in Delivery of 


PTO Mail 


The United States Postal Service (USPS) has advised the 
Patent and Trademark Office (PTO) that delivery of mail picked 
up by the USPS at the PTO around March 18-19, 1991, was 
delayed. Delivery of that mail could have taken place as late as 
May 15-17, 1991. 

To minimize, if not eliminate, any adverse impact caused by 
the USPS delay, and subject to the conditions specified in 
paragraph 5, the following times for taking action in response to 
a PTO letter involved in the delay apply. 

1. If a decision of the Board of Patent Appeals and Interfer- 
ences (BPAI) or the Trademark Trial and Appeal Board (TTAB), 
is date-stamped on any date in March 1991, and was delivered by 
the USPS after May 1, 1991, then the time for taking action 
under: 

(a) 37 CFR § 1.196 (new ground of rejection); 

(b) 37 CFR §§ 1.197, 1.658, 2.129, or 2.144 (seeking 
reconsideration); or 

(c) 35 U.S.C. § 141 or § 145 or 15 U.S.C. § 1071 (seeking 
judicial review), 

will be extended to and including Monday, July 1, 1991, 
unless the date for taking action is already set to expire later than 
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July 1, 1991, in which case the later date applies. 37 CFR §§ 
1.304 and 2.145. 

2. If an order, decision, or other action of the BPAI or TTAB, 
other than those which would call for taking action under 
subparagraphs (a) through (c) of paragraph 1, is date-stamped on 
any date in March 1991, and was delivered by the USPS after 
May 1, 1991, then the time for taking action shall be determined 
by: 

(1) the Chairman of the BPAI or his designee in a patent 
case; or 

(2) the Chairman of the TTAB or his designee in a trade- 
mark case. 

It is not possible, from a practical point of view, to set by 
general notice a date for taking action in the numerous situations 
which can arise in connection with most interlocutory orders, 
decisions, and other actions entered by the BPAI and TTAB. 
However, it is expected that appropriate relief will be granted on 
a case-by-case basis. 

3. If an advisory action entered in an ex parte patent case after 
final rejection (see Manual of Patent Examining Procedure, § 
714.13) is date-stamped on any date in March 1991, and was 
delivered by the USPS after May 1, 1991, and applicant can still 
take, and wants to take, action within the six-month period 
allowed by law (35 U.S.C. § 133), then provisions of 37 CFR § 
1.136(a) and (b) are waived (37 CFR § 1.183) to the extent that 
an extension of time under 37 CFR § 1.136(b) will be granted 
without a fee even though filed after the day on which action by 
the applicant is due. In no case can the extension carry the date 
on which a response is due beyond the six-month statutory limit 
(35 U.S.C. § 133). 

4. If a PTO paper, i.e., any ex parte rejection, ex parte refusal, 
decision, order, requirement, request for payment of a fee, or 
other similar paper (except decisions or orders of the BPAI or 
TTAB, which are governed by paragraph | and 2, or an advisory 
action in a patent case, which is governed by paragraph 3), is 
date-stamped in March 1991, and was delivered by USPS after 
May 1, 1991, then: 

(1) the PTO paper shall be deemed to have been mailed on 
Monday, May 20, 1991, and 

(2) any response filed within the time period as reset by this 
notice will be deemed to be timely filed. 

5. To receive the benefits set out in paragraphs 1 through 4 for 
a paper being submitted, a written request for appropriate relief 
must be filed with, and preferably as part of, the paper. The 
written request (1) must make reference to this notice, and (2) 
must include a statement signed by a practitioner, as defined in 
37 CFR § 10.1(r), which identifies the PTO paper with reason- 
able particularity and states that the PTO paper being responded 
to: 

(a) has been reviewed; 

(b) bears a PTO date stamp having a date in March 1991, 
specifying the date of the PTO date stamp on the paper; and 

(c) was received after May 1, 1991, specifying the date the 
paper was received. 

A copy of the page of the PTO paper bearing the PTO date 
stamp and a date-stamp, or other indication, showing receipt of 
the paper should be attached to and made a part of the statement. 
For example, an appropriate statement is: 


1 , an attorney (agent) of record in the above- 
identified proceeding before the Patent and Trademark 
Office, have reviewed the following paper: (identify the 
paper, i.e., the decision of the BPAI, the decision of the 
TTAB, the first Office action, the final refusal, etc.). The 
paper has a PTO date stamp of March __, 1991, and was 
received on May __, 1991. A copy of the page of paper 
showing the PTO date stamp and a date stamp showing 
receipt of the paper is attached. 


6. It is not possible to extend times set by statutes which leave 
the Commissioner no discretion to extend times, e.g., (1) re- 
sponding to an ex parte patent rejection (35 U.S.C. § 133) or an 
ex parte trademark refusal (15 U.S.C. § 1062) after expiration of 
the six-month statutory period; (2) supplementing certain affida- 
vits of continued use under 15 U.S.C. § 1058 [(In re Mother 
Tucker’s Food Experience (Canada), Inc., 925 F.2d 1402, 17 
USPQ2d 1795 (Fed. Cir. 1991); In re Culligan International Co., 
915 F.2d 680, 16 USPQ2d 1234 (Fed. Cir. 1990)]. Nevertheless, 
it is intent of this notice to indicate that PTO intends to 
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grant relief, where possible, to alleviate any hardship caused 
by the mail delay which occurred in this particular situa- 
tion. 

7. For specific situations not covered by this notice and 
involving the mail delay discussed above, members of the public 
may contact the following: 


(1) Cases involving matters before the BPAI: 
Office of the Chairman 
Board of Patent Appeals and Interferences 
Crystal Gateway 2, Room 12C06 
(703) 557-4101 


(2) Cases involving matters before the TTAB: 


Office of the Chairman 

Trademark Trial and Appeal Board 
South Tower Building, 9th Floor 
(703) 308-9300 


(3) Patent cases not before the BPAI: 


Office of Petitions 
Crystal Park 2, Room 913 
(703) 557-4282 


(4) Trademark cases not before the TTAB: 


Office of the Assistant Commissioner 
for Trademarks 
Crystal Park 2, Room 910 
(703) 557-3916 
May 20, 1991 HARRY F. MANBECK, Jr. 
Commissioner of Patents 
and Trademarks 


[1127 OG 23] 


TRADEMARK PUBLICATIONS 


(258) Separation of the Patent and Trademark 


Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be 
separated into two parts to be known as the Patent Official 
Gazette and the Trademark Official Gazette. 


x** KK * 


Orders for subscriptions should be addressed to Superinten- 
dent of Documents, U.S. Government Printing Office, Wash- 
ington, D.C. 20402. 

Also effective February 2, 1971, the Official Gazette will no 
longer contain “Decisions in Patent and Trademark Cases.” 
Decisions of the type heretofore found in the “Decisions in 
Patent and Trademark Cases” are published by non-Federal 
organizations such as, for example, the Bureau of National 
Affairs, Inc., 1231 25th St. NW., Washington, D.C. 20037, and 
West Publishing Co., 50 Kellogg Blvd., St. Paul, Minn. 55102. 

Finally, the “Decisions Leaflet” of the Official Gazette will 
no longer be supplied as a separate subscription item after 
January 26, 1971. According to present plans, however, both 
the Patent Official Gazette and the Trademark Official Gazette 
will have identical “Patent Office Notices” sections containing 
notices of the various types heretofore published in the Gazette 
decision leaflet and Trademark Section. Those notices of par- 
ticular interest to Patent Office employees will be accumulated 
and published approximately every fourth week, and distributed 
separately to employees. 


WILLIAM E. SCHUYLER, JR., 
Commissioner of Patents. 


(882 O.G. TM 33] 


Dec. 29, 1970. 
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(259) Changes in Format for Publishing 
Trademarks for Oppesition 


Because of the adoption of the Intertiaiional classification 
of goods and services by the United States as of September 1, 
1973 (see Official Gazette of June 26, 1973, 911 O.G. TM 210), 
it is necessary to change the arrangement in the Official Gazette 
of the marks published for opposition. 

Beginning with the issue of May 7, 1974, the section of the 
Official Gazette entitled “Marks Published for Opposition” will 
be divided into four sections instead of the present two sections. 
(For the preceding change from one to two sections, see Official 
Gazette of October 13, 1964, 807 O.G. TM 51.) Sections 1 and 
2 will be according to international classification and will contain 
marks in applications filed on or after September 1, 1973, and 
Sections 3 and 4 will be according to prior United States clas- 
sification and will contain marks in applications filed on or 
before August 31, 1973. 

In Section 1, all marks presented in combined applications 
filed on or after September 1, 1973 for registration in more than 
one international class will be published with only one repro- 
duction of each mark. The reproduction of the mark will be 
followed by the international class numbers, and under each 
class will appear the goods or services in connection with which 
the mark is used. If the date of first use applies to all classes, 
it will appear following the last class; otherwise, the dates of 
use will appear after each class. 

In Section 2, all marks presented in applications filed on or 
after September 1, 1973 for registration in a single class will 
be published in international class order. 

In Section 3, all marks presented in combined applications 
filed on or before August 31, 1973 for registration in more than 
one prior United States class will be published with only one 
reproduction of each mark. The reproduction of the mark will 
be followed by the prior United States class numbers and titles, 
and under each class will appear the goods or services in 
connection with which the mark is used. If the date of first use 
applies to all classes, it will appear following the last class; 
otherwise, the dates of use will appear after each class. 

In section 4, all marks presented in applications filed on or 
before August 31, 1973 for registration in a single class will 
be published in the prior United States class order. 

The following explanation will appear under the heading 
“Marks Published for Opposition”: 


The following marks are published in compliance with 
section 12(a) of the Trademark Act of 1946. Applica- 
tions for the registration of marks in more than one class 
have been filed as provided in section 30 of said act as 
amended by Public Law 772, 87th Congress, approved 
Oct. 9, 1962, 76 Stat. 769. Opposition under Section 13 
may be filed within thirty days of the date of this 
publication. See Rules 2.101 to 2.105. 

A separate fee of twenty-five dollars for opposing 
each mark in each class must accompany the opposition. 


Sections 1 through 4 will appear immediately after the above 
explanation, the sections being designated as follows: 


Section 1. International classification—A pplication in more 
than one class 

Section 2. International classification—Application in one 
class 


Section 3. Prior United States classification—Application in 
more than one class 

Section 4. Prior United States classification—Application in 
one class 


The same procedure of dividing into four sections will be 
followed in the notice of the issuance of registrations 
on the Supplemental Register. 


RENE D. TEGTMEYER, 
Assistant Commissioner 
for Trademarks. 


Mar. 22, 1974. 


[921 O.G. TM 122} 
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(260) Change in Official Gazette Entry to Show 
Cancellation of Fewer Than All Classes in a 
Multiple Class Registration 


Effective with the Official Gazette issue of December 16, 
1980, there will be a change in the Official Gazette listing 
entitled “Trademark Registrations Cancelled.” Beginning with 
that issue, “Trademark Registrations Cancelled” will list: 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) multiple class registrations cancelled in fewer than all 
classes. 


For every entry in the listing, the specific classes cancelled 
will be included in parentheses, next to the registration number 
and mark. 

For a single class registration and for a multiple class reg- 
istration in which every class has been cancelled, the class 
number(s) shown in parentheses will represent every class to 
which the registration applied. 

For a multiple class registration in which fewer than all 
classes have been cancelled, the Official Gazette entry will 
include the word “only” following the notation of classes in 
parentheses, for example: (Int. Cls. 12 and 20, only). In this 
example, the addition of the word “only” would indicate that 
there are classes in the registration in addition to Classes 12 and 
20, but only Classes 12 and 20 have been cancelled. 


MARGARET M. LAURENCE, 
Assistant Commissioner, 
for Trademarks 


Oct. 29, 1980. 


[1000 TM 21] 


(261) Single Copies of the Trademark 


Official Gazette 


Members of the public ordering single copies of the Trade- 
mark Official Gazette from the Superintendent of Documents 
are reminded they must specify the date of the issue being 
ordered. 

The date of the issue in which a mark will be published for 
opposition is shown on The Notice of Publication form mailed 
to applicants approximately two weeks before the publication 
date. This date must be included on each single copy order. 

Orders received without an issue date may be filled from 
current weekly stock. The Superintendent of Documents cannot 
check on whether a particular mark is published in the issue 
then in stock. If the stock is exhausted at the time the order is 
received, the order will be returned unfilled. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Mar. 3, 1981. 


[1004 0.G. 36] 


(262) Imadvertently Issued Registration Numbers 


Effective Jan. 3, 1984, a new sub-section identified as “In- 
advertently Issued Registration Numbers” will exist as the last 
category of cancellations listed under the “Trademark Regis- 
trations Canceled” section of the Official Gazette. 

This new sub-section will provide public notice of the can- 
cellation of registration numbers which have been inadvertently 
issued by the Patent and Trademark Office. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Nov. 15, 1983. 


[1037 TMOG 16] 
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(263) Availability of Patents and 


Trademarks Style Manual 


The latest edition of Patents and Trademarks Style Manual 
will be available to the patent and trademark community soon. 
This edition will be published as a separate supplement to the 
GPO Style Manual. It is the first revision since 1973, and will 
be available in looseleaf form. The cover of this supplement 
is illustrated below: 


PATENTS AND TRADEMARKS 
STYLE MANUAL 


A Supplement to the 


UNITED STATES GOVERNMENT 
PRINTING OFFICE 


Style Manual 


x 1984 


UNITED STATES PATENT AND TRADEMARK OFFICE 


Orders are now being accepted by the Superintendent of 
Documents. The stock number is 003-004-00606-4. Direct in- 
quiries to: 


Superintendent of Documents 
U.S. Goverment Printing Office 
Washington, D.C. 20402 


Checks for orders should be made payable to the Superin- 
tendent of Documents. If a Deposit Account with the Super- 
intendent of Documents is to be used, please include the Deposit 
Account Number with the order. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


June 29, 1984. 


[1045 TMOG 3] 
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(264) USTA Publications of Looseleaf 


Rules of Practice 


The United States Trademark Association has published US 
Trademark Law; Rules of Practice, Forms and Federal Statutes. 
The book, in looseleaf format to allow for supplements, includes 
the trademark Rules of Practice, sample forms, the Lanham Act 
and applicable provisions and cites of other statutes that deal 
with trademarks and the Patent and Trademark Office. In content 
and format, the USTA publication generally replaces the Gov- 
ernment Printing Office looseleaf edition of the Rules of Practice 
which has been discontinued. 

Information on ordering copies of US Trademark Law: Rules 
of Practice, Forms and Federal Statutes may be obtained from: 


The United States Trademark Association 
6 East 45th St. 

New York, N.Y. 10017 

(212) 986-5880 


The Government Printing Office continues to publish the 
Rules of Practice as Title 37, Code of Federal Regulations, every 
July. Effective July 1, 1983, however, the CFR edition no longer 
includes forms. 

MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademark. 


Apr. 30, 1984. 


[1042 TMOG 58] 


(265) Notice to Subscribers 

The Patent and Trademark Office announces a change in the 
point of contact for subscribers who have not been receiving 
all of their copies of the Official Gazette, Manual of Patent 
Examining Procedures Revisions, Annual Indices, or other patent 
and trademark publications. All correspondence and inquiries 
concerning subscription services including requests for rein- 
statement or renewal of subscriptions should be directed 
to: 


Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent of Documents (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 


Furthermore, the Superintendent of Documents advises that 
expiration notices are sent out approximately three months 
before the expiration date. However, subscribers should not rely 
on this schedule. If a notice is not received within two months 
of the expiration date, the subscriber should renew the subscrip- 
tion with the Superintendent of Documents. Attach a label from 
the envelope in which the publication is received, together with 
a check covering the amount of the subscription. if a deposit 
account with the Superintendent of Documents is to be used, 
include the deposit account number with the renewal. 


This notice is effective with the publication date and super- 


sedes the notice published on this subject in 969 O.G. 2, dated 
Mar. 14, 1978. 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


Aug. 3, 1984. 


[1045 TMOG 24] 
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(266) Notification of Errors in Trademark 
Official Gazette 


In view of the establishment of in-house photocomposition 
of the Trademark Official Gazette, it is important that errors 
noted by the public be directed to a single office within the 
Trademark Examining Operation for verification and correc- 
tion. 

Written notification of errors in the publication of marks in 
the Trademark Official Gazette should include the correspon- 
dent’s telephone number and should be addressed to the Para- 
legal Specialist, Office of the Deputy Assistant Commissioner 
for Trademarks, United States Department of Commerce, Patent 
and Trademark Office, Washington, D.C. 20231. Error notifi- 
cation may also be done by telephone to the Paralegal Specialist 
in the Office of the Deputy Assistant Commissioner for Trade- 
marks, at 202-557-3268. 

Applicants may use this procedure to notify the Office of 
errors in relation to marks published in the Official Gazette if 
the error is purely clerical (e.g. typographical error, drawing 
printed upside down, or incorrectly stated data). This procedure 
should not be used to dispute information that is actually of 
record in the application file. The Paralegal Specialist will review 
the notification of error and verify the existence of the clerical 
error, determine whether the error can be corrected without 
jurisdiction being restored to the Examining Attorney or repub- 
lication being required, and coordinate the appropriate correc- 
tion procedure. 

Notification must be received by the Office within one week 
after the Official Gazette publication date to permit processing 
by the Office. 

MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks. 


Apr. 11, 1985. 


[1054 TMOG 4] 


(267) Subscription Pricing Information 
The subscription prices on the following publications have 
been changed as indicated below: 


Title: Official Gazette, Patent Section 
First-class domesitc mailing 
Fourth-class domestic mailing . 
Fourth-class foreign mailing .... 
Single copies each, domestic ... 
Single copies each foreign 

Title: Official Gazette, Trademark Section 
First-class domestic mailing 
Surface mailing, foreign 
Single copies each, domestic ... 
Single copies, foreign 


This change is effective with Government periodicals and 
Subscription Services Price List 36, dated Summer, 1986. 

Foreign first-class mailing rates will be furnished upon request. 
Direct all inquiries and subscription requests to: 


Superintendent of Documents 
U.S. Government Printing Office 
Washington, D.C. 20402 


Checks for subscription orders should be made payable to 
the Superintendent of Documents. If a Deposit Account with 
the Superintendent of Documents is to be used, please include 
the Deposit Account Number with the order. Subscriptions can 
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also be charged to your Master Charge or VISA, include your 


Account Number and expiration date. 
This notice supersedes the notice published June 10, 1986, 
at 1067 OG 12, and 1067 TMOG 13. 


THERESA A. BRELSFORD, 
Assistant Commissioner, 
for Administration. 


June 25, 1986. 


[1068 TMOG 5] 


(268) Printing of Use in Another Form Claims 
Effective immediately, all claims of prior use of the subject 
mark in another form contained in applications for Trademark 
registrations will be printed in the Official Gazette and on the 
registration certificates according to the following formats: 
First used in another form on 
First used in commerce in another form on 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


July 15, 1986. 


[1069 TMOG 4] 


Error in Code of Federal Regulations (C. F. R.) 
Rule 1.8, 37 C. F. RR. 1.8 


(269) 


The following C. F. R. Correction appeared in the Federal 
Register, at 56 FR 14648, on April 11, 1991: 

In the July 1, 1990 revision of title 37 of the Code of Federal 
Regulations, on page 14, column two, § 1.8, paragraphs 
(a)(2)(xiv), (xv), and (xvi) were inadvertently placed after para- 
graph (b). These paragraphs should be correctly placed after 
paragraph (a)(2)(xiii) and before paragraph (b), in column one. 

Rule 1.8 (37 C. F. R. § 1.8), which is entitled “Certificate of 
Mailing,” sets out the conditions for the timely filing by first- 
class mail of papers utilizing the Certificate of Mailing proce- 
dure. Under Rule 1.8(a)(2), certain papers are excluded from the 
Certificate of Mailing procedure and will not be considered 
timely filed if received after the due date, unless deposited as 
Express Mail in compliance with Rule 1.10 (37 C. F. R. § 1.10). 
There are sixteen (16) exclusions, numbered 1.8(a)(2)(i) through 
(xvi). However, the list of exclusions, as printed in the July 1, 
1990 revision of the C. F. R., is interrupted at 1.8(a)(2) (xiii) by 
paragraph 1.8(b), before it resumes with 1.8(a)(2)(xiv) through 
(xvi). Therefore, at first glance, it appears that there are only 
thirteen (13) exclusions. The exclusions for statements of use 
under Rule 2.88; extension requests under Rule 2.89 for filing a 
statement of use; and amendments to allege use in commerce 
under Rule 2.76 were inadvertently placed after para- graph 
(b). 

Any appicant who relied to its detriment on the July 1, 1990 
revision of the C. F. R. and utilized a Rule 1.8 Certificate of 
Mailing when filing either a statement of use or an extension 
request for filing a statement of use, resulting in abandonment of 
the application, may petition the Commissioner to revive its 
application. Further, any applicant who filed an amendment to 
allege use and relied to its detriment on the July 1, 1990 revision 
to the C. F. R., resulting in its amendment to allege use being 
considered untimely, may also petition the Commissioner for 
relief. 

Pursuant to Rules 2.66 and 2.146(c), applicant must support its 
statement of detrimental reliance with an affidavit or declaration 
in accordance with Rule 2.20, averring that on a specific date 
between July 1, 1990 and the date of publication of this notice in 
the Official Gazette, petitioner filed one of the three relevant 
documents pursuant to Rule 1.8; relied on the 1990 revision of 
the C. F. R.; and believed that the relevant document was not 
excluded from filing under Rule 1.8 the petition fee is $100 per 
application. Rule 2.6(k). 
May 15, 1991 JEFFREY M. SAMUELS 

Assistant Commissioner 
for Trademarks 
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OFFICIAL GAZETTE 


JANUARY 7, 1992 


TRADEMARK MISCELLANEOUS 


(270) Recording of Documents Affecting Title 

The Patent Office is liberalizing its policy concerning the 
recording of documents, other than assignments, which affect 
title to trademark registrations and applications. Under Rule 
2.185 of the Trademark Rules of Practice, instruments affecting 
title to a trademark registration or application, and licenses of 
trademarks which are the subject of trademark registrations or 
applications, will be recorded even though the recording thereof 
may not serve as constructive notice under Section 10 of the 
Trademark Act of 1946, as amended (15 U.S.C. 1060). 


WILLIAM E. SCHUYLER, JR., 


June 16, 1971. Commissioner of Pat- 


ents. 
Published in 36 F.R. 13231; July 16, 1971 
[889 O.G. TM 2] 


(271) International Protection of Government 


Emblems and Seals 
Change of Intent 


The Patent and Trademark Office, Department of Commerce, 
intends to forward only the 50 State seals plus one department 
seal for each department listed in the publication “Seals and 
Other Devices in Use at the Government Printing Office” (“Seals”) 


instead of the entire publication, as indicated on page 59366 


of the Federal Register of Dec. 23, 1975. 

Since the publication had been printed in 1975, it was as- 
sumed that few deletions and additions would be necessary. 
However, the response to the above notice, along with some 
necessary deletions, resulted in a large number of seals in the 
publication requiring deletion. This rendered the publication 
unacceptable for submission to the World Intellectual Property 
Organization (WIPO). 

Therefore, the Patent and Trademark Office now intends to 
forward only the 50 State seals along with the departmental seal 
denoted “No. 1” for each department listed in the “Seals” 
publication. If this is not the preferred departmental or State seal, 
the department or State involved is requested to notify the Patent 
and Trademark Office by Sept. 21, 1976. This notification 
should either specify the number of the preferred seal, as it 
appears in the “Seals” publication, or provide a clear, black and 
white photograph, suitable for reproduction, of the preferred 
seal. The seal must be no larger than 1 1/2 inches in diameter. 

These seals will then be forwarded to WIPO for protection 
under Article 6ter of the Paris Convention for the Protection 
of Industrial Property. 

Address all correspondence to: Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


C. MARSHALL DANN, 
Commissioner of Patents 
and Trademarks. 
Published in 41 F.R. 35741 


Aug. 18, 1976. 


[950 O.G. TM 114] 


Recording of “Territorial Assignments” 
in the Assignment Division of the Patent 
and Trademark Office 


(272) 


It has been the practice of the Assignment Division for many 
years to refuse to record “territorial assignments,” that is, as- 
signments purporting to transfer rights in a trademark registra- 
tion (not a concurrent use registration) for less than the entire 
United States. Hereinafter, such documents will be recorded as 
long as the requirements of the Rules of Practice are met by 
the documents submitted. 

The Office is not addressing the validity or effect of such 
documents by recording same, but is merely recognizing that 
such transfers may affect title to a registered mark and therefore 
ought to be recorded. At the time a Section 8 affidavit or 
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declaration or an application for renewal is filed, the Examiner 
of Trademarks will consider the effect of such a document. 


BERNARD A. MEANY, 
Assistant Commissioner 
for Trademarks. 


Oct. 7, 1977. 
[964 TMOG 8] 


(273) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-1046] 


RIN 0651-AA43 
Changes in Patent and Trademark Assignment Practice 


Agency: :Patent and Trademark Office, Commerce 

Action:: Notice of Proposed Rulemaking 

Summary :The Patent and Trademark Office (Office) proposes 
amendments to the rules of practice regarding assignments in 
patent and trademark cases to improve and clarify the rules, to 
codify changes in practice and to consolidate the rules. The 
Office proposes to combine the assignment rules currently in 
Parts 1 and 2 into a new Part 3 directed to assignments. 
Dates:: Written comments must be received on or before July 9, 
1991, to ensure consideration. A public hearing will be con- 
ducted in TWO CRYSTAL PARK, Suite 912, at 2121 Crystal 
Drive, Arlington, Virginia, beginning at 9:00 a.m. on July 17, 
1991. Requests to present oral comments should be received on 
or before July 10, 1991. 

Address: Address written comments to the Office of the Deputy 
Assistant Commissioner for Patents, Commissioner of Patents 
and Trademarks, Box DAC, Washington, D.C. 20231, marked to 
the attention of Jeffrey V. Nase. Written comments will be 
available for public inspection in Suite 912, on the 9th floor of 
TWO CRYSTAL PARK, located at 2121 Crystal Drive, Arling- 
ton, Virginia. 

For Further Information Contact: Jeffrey V. Nase by telephone 
at (703) 557-4282 or by mail marked to his attention and 
addressed to Commissioner of Patents and Trademarks, Box 
DAC, Washington, D.C. 20231. 

Supplementary Information:: The Office is proposing to amend 
the rules of practice in patent and trademark cases to revise, 
simplify, remove or clarify existing assignment rules or to codify 
certain practices which are currently in effect. Changes are 
proposed for rules relating to the documents that will be re- 
corded; the requirements for recording a document; the effect of 
recording; new cover sheet requirements; the appointment of 
domestic representatives; and prosecution by assignees and 
issuance to assignees. While the present rules do not require a 
cover sheet to accompany each document submitted for record- 
ing, typically a cover letter is submitted to ensure proper process- 
ing of the document. 

The Office has suggested and éncouraged the public to use a 
cover letter, containing specific information concerning the 
document being submitted, with each document submitted for 
recording; see “Helpful Hints”, 1114 Official Gazette 77 (May 
29, 1990). The public has adopted the suggested procedure to 
such an extent that most documents now submitted for recorda- 
tion are accompanied by a cover letter which contains the 
suggested data. Documents submitted for recording with cover 
sheets containing the specific information needed for recorda- 
tion have enabled the Office to greatly improve the quality and 
efficiency of the recording process. To better ensure that the 
correct data is captured in recordation and recorded promptly, 
the Office is proposing to make a cover sheet mandatory. The 
proposed cover sheet will contain all the information necessary 
for the Assignment Branch to properly and promptly process the 
document. 
pecific Rules Proposed to be Deleted or Added:: The existing 
rules of practice in Parts | and 2 of Title 37 of the Code of Federal 
Regulations which are proposed to be deleted are §§ 1.32, 1.331, 
1.332, 1.333, 1.334, 2.185, 2.186 and 2.187. These rules are 
proposed to be deleted in their entirety and rewritten and renum- 
bered under a proposed new Part 3. Table 1 is provided to assist 
readers in correlating present rules with the proposed rules. 
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TABLE 1 
Present Rule 


1.32 
1.331(a) 
1.331(b) 
1.331(c) 
1.332 
1.333 
1.334 
2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(c) 
2.186 
2.187 


Proposed Rules 


3.71 & 3.73 
3.11 

3.26 

3.21 

3.51 

3.56 

3.81 

3.11 

3.33 

3.26 

3.41 

3.61 
3.31(b) 
3.51 

3.71 & 3.73 
3.85 


Consideration was given to moving § 1.12 (Assignment rec- 
ords open to public inspection.) to proposed new Part 3. How- 
ever, since this section primarily relates to records maintained by 
the Office and procedures for accessing those records, a tentative 
decision has been made to retain this section under the general 
heading “Records and Files” of the Patent and Trademark Office. 
Comments are requested on whether § 1.12 should be retained in 
Part 1, or moved to proposed Part 3. 


Discussion of Specific Sections Proposed to be Changed or 
Added: Section 1.12(a) is proposed to be revised to reflect the 
fact that all assignment records related to pre-1955 trademark 
records and pre-1957 patent records were transferred to the 
National Archives and Records Administration (NARA) during 
1990. All assignments recorded on or after January 1, 1955, for 
trademarks and May 1, 1957, for patents continue to be main- 
tained by the Office. The pre-1955/1957 records have been 
transferred to NARA to allow for greater accessibility to the 
public, improvement of file integrity for the older records, and 
preservation of these materials. The pre-1955/1957 assignment 
cards, digest books, and libers were stored in four locations: the 
Assignment Search Room (ASR) at the Office, the Federal 
Records Center, the National Archives in downtown Washing- 
ton, and the National Archives location in Alexandria. Storage of 
information in these various locations made searching of old 
assignment records difficult. The materials located at the Federal 
Records Center could be ordered from the ASR. However, many 
times it took months to receive the materials. 

All assignment records from 1837 to December 31, 1954, for 
trademarks and from 1837 to April 30, 1957, for patents are 
maintained and are open for public inspection in the National 
Archives Research Room located at the Washington National 
Records Center Building, 4205 Suitland Road, Suitland, Mary- 
land 20746. Assignments recorded before 1837 are maintained 
at the National Archives and Records Administration, 941 South 
Pickett Street, Alexandria, Virginia 22304. 

All requests for abstracts of title continue to be provided by 
the Office upon request and payment of fees set forth in §§ 1.19 
and 2.6. Requests for copies and certified copies of the pre-1955 
records for trademarks and pre-1957 records for patents should 
be directed to NARA since those records are not maintained by 
the Office. Since these record are maintained by NARA, it 
becomes more expeditious to request copies directly from NARA, 
rather than the Office, which would then have to route the 
requests to NARA. Payment of the fees required by NARA 
should accompany all requests for copies. 

Another proposed change is to make clear that separate 
assignment records are kept for patents and trademarks, and to 
indicate that an extra charge will be imposed by the Office on 
requests for copies of recorded assignments if the correct reel 
and frame number are not identified. 

Sections 1.17 and 1.46 are proposed to be amended to make 
reference to proposed § 3.81, which would replace § 1.334, and 
delete reference to § 1.334. The amount of the fee for recording 
a document would not be affected by this proposed rule change. 

Section 1.104(e) is proposed to be amended to make refer- 
ence to proposed Part 3, which would replace § 1.331, and delete 
reference to § 1.331. 
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Section 3.1 is proposed to be added to set out definitions of 
terms used in proposed Part 3. Terms which are defined include 
“application,” “assignment,” “document,” “Office” (meaning 
Patent and Trademark Office), “recorded document,” and “reg- 
istration.” Definitions are provided to make clear the intended 
meanings of the terms used in proposed Part 3. These definitions 
are intended to be applicable only to proposed Part 3. For 
example, the term “application” is defined, for the purpose of 
proposed Part 3, to mean either an application for patent or an 
application to register a trademark, unless otherwise indicated. 

Section 3.11 is proposed to replace and modify the practice 
set forth in §§ 1.331(a) and 2.185(a), which specify the docu- 
ments the Office will record. This proposed section specifies that 
assignments of patents and registrations will be recorded, as well 
as other documents which affect title to applications, registra- 
tions and patents. Proposed § 3.11 would require that a com- 
pleted cover sheet as specified in proposed §§ 3.28 and 3.31 be 
submitted with the document to be recorded. 

Section 3.16 is proposed to be added to incorporate the 
limitation set out in 15 U.S.C. § 1060 proscribing the assignment 
of an intent-to-use trademark application prior to the filing of a 
statement of use, except as a part of the sale of an on-going 
business. Because the proposed amendments to Part 3 are in- 
tended to address all rules relating to assignments, it is appropri- 
ate to refer to the statutory requirements of an assignment of an 
intent-to-use trademark application. 

Section 3.21 is proposed to replace and modify the practice of 
§ 1.331(c). Proposed § 3.21 sets forth requirements for the 
recording of assignments of patents or patent applications. An 
assignment relating to a patent must identify the patent by 
number. The name of the inventor, the issue date and title of the 
invention as stated in the patent may also be given in the 
assignment to provide additional information on the patent being 
assigned. An assignment relating to a national patent application 
must identify the national patent application by application 
number (consisting of the series code and the serial number, e.g., 
07/123,456) or serial number and filing date. An assignment 
relating to an international patent application which designates 
the United States of America must identify the international 
application number (e.g., PCT/US90/01234). The name of the 
inventor, date of filing and title of the invention as stated in the 
patent application may also be given in the assignment. If an 
assignment is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention so 
that there can be no mistake as to the patent application intended. 
Assignments submitted for recording that do not identify the 
patent or patent application as required by this section will not be 
recorded, but will be returned to the correspondence address 
which would be required to be provided on the cover sheet by 
proposed § 3.31(e). 

Section 3.24 is proposed as a new section to set forth formal 
document requirements aimed at facilitating and expediting the 
recording process. This section proposes that documents sub- 
mitted for recording be legible, using only one side of each page. 
The paper used should be bond weight paper, preferably no 
larger than 8 1/2 x 14 inches (21.6 x 33.1 cm.), and with a one- 
inch (2.5 cm.) margin on all sides. Documents submitted in this 
form are camera-ready and can be recorded expeditiously with 
little additional handling required. Documents submitted that 
fail to meet the legibility and only-one-side-of-the-paper re- 
quirements of this proposed section will be returned as set forth 
in proposed § 3.51. 

Section 3.26 is proposed to replace and modify the practice of 
§§ 1.331(b) and 2.185(a)(2). Proposed § 3.26 provides that the 
Office will accept and record non-English documents provided 
they are accompanied by a verified English translation signed by 
the translator. Documents submitted that fail to meet the require- 
ments of this proposed section will be returned as set forth in 
proposed § 3.51. 

Section 3.27 is proposed as a new section to set forth how 
documents submitted for recording should be addressed to the 
Office. To ensure prompt and proper processing, documents and 
their cover sheets should be addressed to the Commissioner of 
Patents and Trademarks, Box Assignments, Washington, D.C. 
20231, unless they are filed together with new applications or 
with a petition under § 3.81(b). Petitions under § 3.81(b) should 
be addressed to the Commissioner of Patents and Trademarks, 
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Box DAC, Washington, D.C. 20231. New applications and other 
petitions should be addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Section 3.28 is proposed as a new section to set forth a new 
requirement aimed at facilitating and expediting the recording 
process. This section would require that all requests to record a 
document in the Office be accompanied by the document to be 
recorded and at least one cover sheet referring either to the patent 
applications and patents or to the trademark applications and 
registrations against which the document is to be recorded. Only 
one set of documents and cover sheets to be recorded should be 
filed. If a document to be recorded includes interests in, or 
transactions involving, both patents and trademarks, separate 
patent and trademark cover sheets must be submitted. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
be returned to the correspondence address for proper completion 
of the cover sheet and resubmission of the cover sheet and 
document. While the present rules do not require a cover sheet to 
accompany each document submitted for recording, typically a 
cover letter is submitted to ensure proper processing of the 
document. The Office is proposing to make a cover sheet man- 
datory in order to better ensure prompt and proper processing of 
all documents submitted for recording. The proposed cover 
sheet will contain all the information necessary for the Office to 
process the document. 

Section 3.31 is proposed as a new section to set forth the 
formal requirements of the new cover sheet. This section pro- 
poses that each patent or trademark cover sheet must contain (1) 
the name of the party conveying the interest; (2) the name and 
address of the party receiving the interest; (3) a brief description 
of the interest conveyed or transaction to be recorded (e.g., 
assignment, license, change of name, merger, security agree- 
ment, etc.); (4) each application number, patent number or 
registration number against which the document is to be re- 
corded, or an indication that the document is filed together with 
a patent application; (5) the name and address of the party to 
whom correspondence concerning the request to record the 
document should be mailed; (6) the number of applications, 
patents or registrations identified in the cover sheet and the total 
fee; (7) the date the document was executed; (8) an indication 
that the assignee of a trademark application or registration who 
is not domiciled in the United States has designated a domestic 
representative; and (9) the signature of the party submitting the 
document and verification of the correctness of information 
contained on the cover sheet. The verification must be in oath or 
declaration form unless (1) the submitted documents pertain 
only to patents and patent applications and the cover sheet is 
signed by a registered practitioner, or (2) the submitted docu- 
ments pertain only to trademark applications and registrations 
and the cover sheet is signed by an attorney as defined in 
§ 10.1(c). Sample cover sheets for patent documents and for 
trademark documents are shown in Appendices A and B. 

Section 3.34 is proposed as a new section to set forth a 
procedure to correct errors in a recorded cover sheet. This section 
proposes that if a recorded cover sheet contains an error that is 
apparent when the cover sheet is compared with the recorded 
document, the error will be corrected only if a corrected cover 
sheet is filed for recordation. The corrected cover sheet must be 
accompanied by the originally-recorded document or a copy of 
the originally-recorded document and by a new assignment 
recording fee in the appropriate amount. 

Section 3.41 is proposed to replace and consolidate practice 
under §§ 1.331(a) and 2.185(a)(3) regarding recording fees. 
Proposed § 3.41 would require that all requests to record 
documents be accompanied by the appropriate fee. A fee is 
charged for each application, patent and registration identified in 
the cover sheet. The recording fee for patents and patent appli- 
cations is specified in § 1.21(h). The recording fee for registra- 
tions and trademark applications is specified in § 2.6(q). 

Section 3.51 is proposed to replace and modify the practice of 
§§ 1.332 and 2.185(c). Proposed § 3.51 would set the date of 
recording of a document as the date the document meeting the 
requirements for recording set forth in this Part is filed in the 
Office. A document which does not comply with the identifica- 
tion requirements of § 3.21 will not be recorded. Other docu- 
ments not meeting the requirements for recording, for example, 
a document submitted without a completed cover sheet, without 
the required fee, or without any required translation will be 
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returned for correction to the sender where a return address is 
available. The returned papers would be accompanied by a letter 
which would indicate that if the returned papers are corrected 
and resubmitted to the Office within the time specified in the 
letter, the Office would consider the original date of filing of the 
papers as the date of recording of the papers. Applicants could 
use the certificate procedure under either § 1.8 or § 1.10 for 
resubmissions of returned papers if they desired to have the 
benefit of the date of deposit in the United States Postal Service. 
If the returned papers were not corrected and resubmitted within 
the specified period, the date of filing of the corrected papers 
would be considered to be the date of recording of the papers. 
Extensions of time would not be available to extend the specified 
period to resubmit the returned papers. 

Section 3.54 is proposed as a new section to set forth the effect 
of recording a document. This proposed section would set forth 
that the recording of a document is not a determination by the 
Office of the validity of the document or the effect that document 
has on the title to an application, a patent, or a registration. The 
Office will determine, when necessary, what effect a document 
has, including whether a party has the authority to take an action 
in a matter pending before the Office. Examples of when the 
Office will need to determine whether a party has the authority 
to take an action in a matter pending before the Office include: 
(1) prosecution by the assignee as in proposed § 3.71; (2) consent 
of an assignee to the filing of a reissue application as provided in 
§ 1.172; and (3) execution of a disclaimer under § 1.321 by an 
assignee. 

Section 3.56 is proposed to replace and modify the practice of 
§ 1.333. proposed § 3.56 provides that an assignment, which at 
the time of its execution is conditional on a given act or event, 
will be treated by the Office as an absolute assignment. This 
section serves as notification as to how a conditional assignment 
will be treated by the Office in any proceeding requiring a 
determination of the owner of an application, patent or registra- 
tion. Since the Office will not determine whether a condition has 
been fulfilled, the Office will treat the submission of such an 
assignment for recordation as signifying that the act or event has 
occurred. 

Section 3.61 is proposed to replace and modify the practice of 
§ 2.185(a)(4). Proposed § 3.61 sets forth that an assignee of a 
trademark application or registration not domiciled in the United 
States must designate a domestic representative in writing to the 
Office. Assignees of patent applications or patents may desig- 
nate domestic representatives if the assignee is not residing in the 
United States. 35 U.S.C. 293. The designation would be required 
to state the name and address of a person residing within the 
United States on whom may be served process or notice of 
proceedings affecting the application, patent or registration or 
rights thereunder. 

Section 3.71 is proposed to replace and modify the practice vo! 
§§ 1.32 and 2.186. Proposed § 3.71 sets forth that the assignee of 
record of the entire right, title and interest in an application for 
patent is entitled to conduct the prosecution of the patent 
application to the exclusion of the named inventor. Similarly, 
the assignee of record of the entire right, title and interest 
in an application for registration is entitled to conduct the 
prosecution of the trademark application to the exclusion of the 
applicant. 

Section 3.73 is proposed as a new section to set forth the 
procedure by which an assignee can establish the right to take 
action in an application, patent or registration. The inventor is 
presumed to be the original owner of a patent application and any 
patent that may issue therefrom, unless there is an assignment. 
The original applicant is presumed to be the original owner of a 
trademark application and any registration that may issue there- 
from, unless there is an assignment. Any action before the Office 
with respect to an assigned application, patent, or registration 
may be taken by the assignee of the entire right, title, and interest, 
provided ownership is established to the satisfaction of the 
Commissioner. The assignee may establish ownership by sub- 
mitting to the Office documentary evidence of a chain of title 
from the original owner to the assignee or by specifying (e.g., 
reel and frame number, etc.) where such evidence is recorded in 
the Office. Additionally, a statement signed by the party seeking 
to take action in a matter pending before the Office or its attorney 
or agent of record must also be submitted stating the evidence has 
been reviewed and certifying that, to the best of the party’s, 
attomney’s, or agent’s knowledge and belief, title is in the party 
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seeking to take the action. Documents submitted to establish 
ownership may be required to be recorded in the Office as a 
condition to permitting the requesting party to take action in a 
matter pending before the Office. 

Section 3.81 is proposed to replace and modify the practice of 
§ 1.334. Proposed § 3.81 would set forth the procedure for 
issuance of a patent to an assignee. If an assignment of the entire 
right, title, and interest is recorded before the issue fee is paid for 
a patent application, the patent may issue in the name of the 
assignee. If the assignee holds an undivided part interest, the 
patent may issue jointly to the inventor and the assignee. At the 
time the issue fee is paid, the name of the assignee must be 
provided if the patent is to issue solely or jointly to that assignee. 
If the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent, the 
assignee may petition that the patent issue to the assignee. Any 
such petition must be accompanied by the fee set forth in 
§ 1.17@ (1). 

Section 3.85 is proposed to replace and modify the practice of 
§ 2.187. Proposed § 3.85 would set forth the procedure for 
issuance of a registration to an assignee. The certificate of 
registration may be issued to the assignee of the applicant, or in 
a new name of the applicant, provided that the party files a 
written request in the trademark application record by the time 
the application is being prepared for issuance of the certificate of 
registration, and an appropriate document is recorded in the 
Office. If the assignment or name change document has not been 
recorded in the Office, then the written request must state that the 
document has been filed for recordation. The address of the 
assignee must be made of record in the trademark application 
file. 


Other Considerations 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5S U.S.C. 601 et seq.), 
Executive Orders 12291 and 12612 and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these proposed rule changes will not have a 
significant adverse economic impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The 
principal impact of these proposed changes is to require that a 
cover sheet accompany each document submitted for recording. 
The rule change includes no additional or increased fees. Sub- 
stantive rights to use trademarks and patents are not adversely 
affected. 

The Office has determined that these proposed rule changes 
are not a major rule under Executive Order 12291. The annual 
effect on the economy will be less than $100 million. Because 
most of the proposed changes reduce procedural burdens, there 
will be no major increase in costs or prices for consumers; 
individual industries; Federal, state or local government agen- 
cies; or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
or innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

These proposed rule changes contain a collection-of-infor- 
mation requirement subject to the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. The proposed rule changes add a 
requirement for a cover sheet to be submitted with each docu- 
ment to be recorded that will expedite the recording process and 
improve quality. The public reporting burden for this require- 
ment is estimated to be one-half hour per filing, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the data needed, and completing and 
reviewing the collections of information. Send comments re- 
garding the burden estimate or any other aspect of these collec- 
tions of information, including suggestions for reducing this 
burden, to the Commissioner of Patents and Trademarks, Atten- 
tion: Office of Management and Organization, Washington, 
D.C. 20231; and to the Office of Information and Regulatory 
Affairs, Office of Management and Budget, Washington, D.C. 
20503, Attention: Paperwork Reduction Projects 0651-0009 
and 0651-0011. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the Na- 
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tional Government and the States as outlined in Executive Order 
12612. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and pat- 
ents, Trademarks, Assignments. 


For the reasons set out in the preamble, it is proposed to amend 
37 CFR Parts 1, 2 and 3 as follows, wherein removals are 
indicated by brackets ([ ] ) and additions by arrows (> < ): 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are proposed to be 
revised to read as follows: 


§ 1.12 Assignment records open to public inspection. 


(a) > (1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks.< The 
assignment records, relating to original or reissue patents, in- 
cluding digests and indexes > ,for assignments recorded on or 
after May 1, 1957< , and assignment records relating to pending 
or abandoned trademark applications and to trademark registra- 
tions > recorded on or after January 1, 1955< , are open to public 
inspection > at the Patent and Trademark Office< , and copies of 
> those assignment records< [any instruments recorded] may be 
obtained upon request and payment of the fee set forth in § 1.19 
[ (a)(3)] > and 2.6 of this Chapter. 

(2) All records of assignments of patents recorded before May 
1, 1957, and all records of trademark assignments recorded 
before January 1, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA<. 


se+ ee 


(d) An order for a copy of an assignment > or other document 
should identify the reel and frame number where the assignment 
or document is recorded. If a document is identified without 
specifying its correct reel and frame< [ should give the identifi- 
cation of the record. If identified only by the name of the patentee 
and number of the patent, or in the case of a trademark registra- 
tion by the name of the registrant and number of the registration, 
or by name of the applicant and serial number or international 
application number of the application] , an extra charge as set 
forth in § 1.21(f) will be made for the time consumed in making 
a search for such assignment. 


3. Section 1.17 is proposed to be amended by revising para- 
graph (i)(1) to read as follows: 


§ 1.17 Patent application processing fees. 


sees 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 
graph 

§ 1.12 — -for access to an assignment record. 

§ 1.14 — --for access to an application. 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


— --to accord a filing date. 
—-- for entry of late priority papers. 
.60 —-- to accord a filing date. 
.62 —-- to accord a filing date. 
.103 — to suspend action in application. 
1.177 — for divisional reissues to issue separately. 
1.312 — for amendment after payment of issue fee. 
1.313 — to withdraw an application from issue. 
1.314 — to defer issuance of a patent. 
[§ 1.334 — for patent to issue to assignee, 
assignment recorded late.} 
§ 1.666(b) — for access to interference settlement agreement. 
§ 3.81 — for patent to issue to assignee, assignment submitted 
after payment of the issue fee.< 


1 
1 
1 
1 
1 


§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 


s *#*e 


4. Section 1.32 is proposed to be removed and reserved. 

§ 1.32 [ Reserved] 

5. Section 1.46 is proposed to be revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in the 
patent to be issued is assigned, the application must still be made 
or authorized to be made, and an oath or declaration signed, by 
the inventor or one of the persons mentioned in §§ 1.42, 1.43, or 
1.47. However, the patent may be issued to the assignee or jointly 
to the inventor and the assignee as provided in § [ 1.334] >3.81< 


6. Section 1.104 is proposed to be amended by revising 
paragraph (e) to read as follows: 


§ 1.104 Nature of examination; examiner’s action. 


eee 


(e) Co-pending applications will be considered by the exam- 
iner to be owned by, or subject to an obligation of assignment to, 
the same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with [§ 1.331]> Part 
3 of this chapter < which convey the entire rights in the applica- 
tions to the same person or organization; or ‘ 

(2) copies of unrecorded assignments which convey the 
entire rights in the applications to the same person or organiza- 
tion are filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation 
or other organization, an affidavit or declaration may be signed 
by an official of the corporation or organization empowered to 
act on behalf of the corporation or organization. 


7. The heading prior to § 1.331 is proposed to be revised to 
read as follows: 


[Assignments and Recording] > Arbitration Awards 

§ 1.331 [Reserved] 

8. Section 1.331 is proposed to be removed and reserved. 
§ 1 332 [ Reserved] 

9. Section 1.332 is proposed to be removed and reserved. 
§ 1.333 [ Reserved] 

10. Section 1.333 is proposed to be removed and reserved. 
§ 1.334 [ Reserved] 


11. Section 1.334 is proposed to be removed and reserved. 
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Part 2 - RULES OF PRACTICE IN TRADEMARK CASES 


12. The authority citation for 37 CFR Part 2 would continue to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


13. The heading prior to § 2.185 is proposed to be removed. 
[Assignment of Marks] 

§ 2.185 [ Reserved] 

14. Section 2.185 is proposed to be removed and reserved. 
§ 2.186 [ Reserved] 

15. Section 2.186 is proposed to be removed and reserved. 
§ 2.187 [ Reserved] 

16. Section 2.187 is proposed to be removed and reserved. 
17. Part 3 is proposed to be added to read as follows: 


Part 3 -> ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


Sec. 
3.1 Definitions 


DOCUMENTS ELIGIBLE FOR RECORDING 


3.11 Documents which will be recorded. 
3.16 Assignability of trademark prior to filing of use state- 
ment. 


REQUIREMENTS FOR RECORDING 


3.21 Identification of patent or patent application. 

3.24 Formal requirements for document and cover sheet. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be re- 
corded. 

3.29 Requests for recording. 


COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 
3.41 Recording fees. 
DATE AND EFFECT OF RECORDING 
51 Recording date. 


54 Effect of recording. 
.56 Conditional assignments. 


3 
3 
3 


DOMESTIC REPRESENTATIVE 
3.61 Domestic representative 
PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 
3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


§ 3.1 Definitions. 
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For purposes of this part, the following definitions shall apply: 

Application means an application for patent or an application 
to register a trademark unless otherwise indicated. 

Assignment means a transfer by a party of all or part of its right, 
title and interest in a patent or patent application, or a transfer of 
its entire right, title and interest in a trademark application or 
registration. 

Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 and which affects some 
interest in an application, patent, or registration. 

Office means the Patent and Trademark Office. 

Recorded document means a document which has been- 
recorded in the Office pursuant to § 3.11. 

Registration means a trademark registration issued by the 
Office. 


Documents Eligible for Recording 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, ac- 
companied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this Part or at the discretion of the 
Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
Statement. 


No application to register a mark under 15 U.S.C. 1051(b) is 
assignable prior to the filing of the verified statement of use 
under 15 U.S.C. 1051(d) except to a successor to the business of 
the applicant, or portion thereof, to which the mark pertains, if 
that business is ongoing and existing. 


Requirements for Recording 
§ 3.21 Identification of patent or patent application. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456) or the serial number and filing date. 
An assignment relating to an international patent application 
which designates the United States of America must identify the 
international application by the international application num- 
ber (e.g., PCT/US90/01234). If an assignment is executed con- 
currently with, or subsequent to, the execution of the patent 
application, but before the patent application is filed, it must 
identify the patent application by its date of execution, name of 
each inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. 


§ 3.24 Formal requirements for document and cover sheet. 


The document and cover sheet must be legible. Only one side 
of each page shall be used. The paper used should be bond weight 
paper, preferably no larger than 8 1/2 x 14 inches (21.6 x 33.1 
cm.), and with a one-inch (2.5 cm.) margin on all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language 
documents only if accompanied by a verified English translation 
signed by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be ad- 
dressed to the Commissioner of Patents and Trademarks, Box 
Assignments, Washington, D.C. 20231, unless they are filed 
together with new applications or with a petition under § 3.81(b). 


§ 3.28 Requests for recording. 
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All requests to record a document in the Office must be 
accompanied by the document to be recorded and at least one 
cover sheet as specified in § 3.31 referring either to each patent 
application and patent, or to each trademark application and 
registration, against which the document is to be recorded. If a 
document to be recorded includes interests in, or transactions 
involving, both patents and trademarks, separate patent and 
trademark cover sheets must be submitted. Only one set of 
documents and cover sheets to be recorded should be filed. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
be returned pursuant to § 3.51 for proper completion of a cover 
sheet and resubmission of the document and a completed cover 
sheet. 


Cover Sheet Requirements 
§ 3.31 Cover sheet content 


Each patent or trademark cover sheet required by § 3.28 must 
contain: 

(a) the name of the party conveying the interest; 

(b) the name and address of the party receiving the interest; 

(c) a description of the interest conveyed or transaction to be 
recorded; 

(d) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(e) the name and address of the party to whom correspondence 
concerning the request to record the document should be mailed; 

(f) the number of the applications, patents or registrations 
identified in the cover sheet and the total fee; 

(g) the date the document was executed; 

(h) an indication that the assignee of a trademark application 
or registration who is not domiciled in the United States has 
designated a domestic representative (see § 3.61); and 

(i) the signature of the party submitting the document and 
verification of the correctness of information contained on the 
cover sheet. The verification must be in oath or declaration form 
unless: 

(1) the submitted patent cover sheet is signed by a registered 
practitioner, or 

(2) the submitted trademark cover sheet is signed by an 
attorney as defined in § 10.1(c). 
A cover sheet may not refer to both patents and trademarks. 


§ 3.34 Correction of cover sheet errors. 


An error in a cover sheet recorded pursuant to § 3.11 will be 
corrected only if: 

(a) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 

(b) a corrected cover sheet is filed for recordation. The 
corrected cover sheet must be accompanied by the originally- 
recorded document or a copy of the originally- recorded docu- 
ment and by an assignment recording fee as set forth in § 1.21(h) 


of this Chapter for patents and § 2.6(q) of this Chapter for 
trademarks. 


Fees 


§ 3.41 Recording fees. 


All requests to record documents must be accompanied by the 
appropriate fee. A fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of this 


Chapter for patents and in § 2.6(q) of this Chapter for trade- 
marks. 


Date and Effect of Recording 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is 
filed in the Office. A document which does not comply with the 
identification requirements of § 3.21 will not be recorded. Docu- 
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ments not meeting the other requirements for recording, for 
example, a document submitted without a completed cover sheet 
or without the required fee, will be returned for correction to the 
sender where a correspondence address is available. The re- 
turned papers will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
recording of the document. The certification procedure under 
either § 1.8 or § 1.10 of this Chapter may be used for resubmis- 
sions of returned papers to have the benefit of the date of deposit 
in the United States Postal Service. If the returned papers are not 
corrected and resubmitted within the specified period, the date of 
filing of the corrected papers will be considered to be the date of 
recording of the document. The specified period to resubmit the 
returned papers will not be extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or the 
effect that document has on the title to an application, a patent, 
or a registration. When necessary, the Office will determine what 
effect a document has, including whether a party has the author- 
ity to take an action in a matter pending before the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance 
of certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with 
the written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


Domestic Representative 
§ 3.61 Domestic representative 


If the assignee of a trademark application or registration is not 
domiciled in the United States, the assignee must designate, in 
writing to the Office, a domestic representative. An assignee of 
a patent application or patent may designate a domestic repre- 
sentative if the assignee is not residing in the United States. The 
designation shall state the name and address of a person residing 
within the United States on whom may be served process or 
notice of proceedings affecting the application, patent or regis- 
tration or rights thereunder. 


Prosecution by Assignee 
§ 3.71 Prosecution by assignee. 


The asignee of record of the entire right, title and interest in an 
application for patent is entitled to conduct the prosecution of the 
patent application to the exclusion of the named inventor or 
previous assignee. The assignee of record of the entire right, title 
and interest in a trademark application or registration is entitled 
to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to be 
the owner of a trademark unless there is an assignment. 

(b) Any action before the Office with respect to an assigneed 
application, patent, or registration may be taken by the assignee 
of the entire right, title, and interest provided ownership is 
established to the satisfaction of the Commissioner. Ownership 
may be established by submitting to the Office documentary 
evidence of a chain of title from the original owner to the 
assignee or by specifying (e.g., reel and frame number, etc.) 
where such evidence is recorded in the Office. When a party 
holding ownership of an application through assignment(s) 
seeks to take action in a matter pending before the Office, a 
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statement, signed by the party or its attorney or agent of record, 
must also be submitted specifying the documents placing own- 
ership in the party, and stating the evidence has been reviewed 
and certifying that, to the best of the party’s, attorney’s, or 
agent’s knowledge and belief, title is in the party seeking to take 
the action. Documents submitted to establish ownership may be 
required to be recorded as a condition to permitting the 
requesting party to take action in a matter pending before the 
Office. 


Issuance to Assignee 
§ 3.81 Issue of patent to assignee. 


(a) Fora patent application, if an assignment of the entire right, 
title, and interest is recorded before the issue fee is paid, the 
patent may issue in the name of the assignee. If the assignee holds 
an undivided part interest, the patent may issue jointly to the 
inventor and the assignee. At the time the issue fee is paid, the 
name of the assignee must be provided if the patent is to issue 
solely or jointly to that assignee. 

(b) If the assignment is submitted for recording after the date 
of payment of the issue fee, but prior to issuance of the patent, the 
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assignee may petition that the patent issue to the assignee. Any 
such petition must be accompanied by the fee set forth in 
§ 1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee of 
the applicant, or in a new name of the applicant, provided that the 
party files a written request in the trademark application by the 
time the application is being prepared for issuance of the certifi- 
cate of registration, and the appropriate document is recorded in 
the Office. If the assignment or name change document has not 
been recorded in the Office, then the written request must state 
that the document has been filed for recordation. The address of 
the assignee must be made of record in the application file.< 
Apr. 25, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


Note: Appendices A and B appear on the following pages. 
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Appendix A to Part 3 
PATENT S ONLY PATENTS ONLY 
To the Honorable Commissioner of Patents and Trademarks: 
Please record the attached original document or copy thereof. 
1. Name of Party(ies) conveying an interest: 2. Name and Address of Party(ies) receiving an interest: 


Name: 
Internal Address: 


Street Address: 


City: 


3. Description of the interest conveyed: 
CJ Assignment LJ Change of-Name 
C Security Agreement O Merger 
4. Application number(s) or patent number(s). Additional sheet attached? C) Yes OC) No 
If this document is being filed together with a new application, the execution date of the application is: 
Date 


A. Patent Application No.(s) B. Patent No.(s) 


| 
| 
| 
| 
| 
| 
| 


5. Name and address of party to whom correspondence | 6. Number of applications and patents involved: 
concerning document should be mailed: 


Name: 7. Amount of fee enclosed or authorized to be charged: 
Internal Address: 


Street Address: 8. Deposit account number (Attach duplicate copy of 


this form if paying by deposit account): 
City 
State: 


DO NOT USE THIS SPACE 


9. Date of execution of attached document 


10. I declare under penalty of perjury under the laws of the United States of America that the foregoing is true and 
correct. Executed on: 


Name of Person Signing 
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Appendix B to Part 3 
TRADEMARKS ONLY TRADEMARKS ONLY 
To the Honorable Commissioner of Patents and Trademarks: 
Please record the attached original document or copy thereof. 


1. Name of Party(ies) conveying an interest: 2. Name and Address of Party(ies) receiving an interest: 


Name: 
Internal Address: 


Street Address: 


City: 
State: Zip: 
Entity: Entity: 
Oj Individual(s) C1 Association (J Individual O Association 
General Partnership [_]Limited Partnership (_] General Partnership (J Limited Partnership 
C1 Corporation-State (_]Corporation-State 
(] Other (JOther 
Citizenship 
Interest Conveyed: 
(Assignment Ci change of Name If not domiciled in the United States, a domestic 
Security Agreement (Merger representative designation is attached: 
Other Cyes 


[_]No 
The attached document must not be an assignment) 
4. Application number(s) or registration number(s). Additional sheet attached? CJ Yes [_JNo 
A. Trademark Application No.(s) | B. Trademark Registration No.(s) 


I 
| 
| 
| 
| 
| 


5. Name and address of party to whom correspondence | 6. Number of applications and registrations involved: 
concerning document should be mailed: 


Name: 7. Amount of fee enclosed or authorized to be charged: 
Internal Address: 


Street Address: 8. Deposit account number (Attach duplicate copy of 
this form if paying by deposit account): 


DO NOT USE THIS SPACE 


9. Date of execution of attached document 


10. I declare under penalty of perjury under the laws of the United States of America that the foregoing is true and 
correct. Executed on: 


Signature Name of Person Signing 
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(274) Flexible Working Hours 

On Jan. 4, 1979 the Patent and Trademark Office is beginning 
a 15 month experiment with flexible working hours for its 
employees. Under the “flexitime” experiment many of the 
Office’s employees will have flexibility to begin their workdays 
as early as 6:30 a.m. or as late as 9:30 a.m., and end their 
workdays between 3:00 p.m. and 6:30 p.m. Employees in every 
case shall of course work eight hours each day. All or most patent 
and trademark examiners will have flexible hours. 

The public hours of the Patent and Trademark Office will 
continue to be 8:30 a.m. to 5:00 p.m. All units of the Office 
which deal directly with the public will be staffed to answer 
telephone calls and receive visitors during those hours. All 


(275) 
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employees will be on duty from 9:30 a.m. to 3:00 p.m. The patent 
public search room will continue to operate from 8:00 a.m. until 
8:00 p.m. and the trademark search room from 8:00 a.m. until 
5:30 p.m. 

With the advent of flexible hours, it will be advisable for 
members of the public to make appointments in advance when 
they wish to interview examiners. 


DONALD W. BANNER, 
Commissioner of Patents 
and Trademarks. 


Dec. 13, 1978. 
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THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most government agencies, the Patent and Trademark Office disposes of old files, papers and records pursuant to 
a specific schedule. In an effort to clarify any questions concerning the procedures for disposing of Trademark records and in 
response to public inquiries, the present Retention Schedule for Trademark Records and other records including trademark matters 
which may be of interest to the public is set forth as follows: 


International Intellectual Property Activities Case Files. Project case files showing 
Patent and Trademark Office activity relating to problems concerning the pro- 
tection of intellectual property throughout the world. Includes correspondence 
with private individuals, the Department of State and other countries; reports, 
records of international meetings concerning patents; trademarks and other matters 
pertaining to the protection of intellectual property throughout the world; and other 
materials relating to international affairs. 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National Ar- 
chives when 25 years old. 


Proposed Intellectual Property Legislation Files. Documents accumulated in the PERMANENT. Transfer to FRC after 5 years. 
preparation and processing of legislation proposed by or in the interests of the Offer to National Archives when 25 years 
Patent and Trademark Office. Includes drafts of legislation, reports to committees old. 

on introduced legislation, and comments on legislative proposals. 

Trademark Adversary Proceedings Files. Consists of Trademark Opposition, 


The past schedule to destroy after 10 years 
Cancellation, Interference, and Concurrent-Use proceedings files. 


is in the process of being changed. At this 
time, these records are not being disposed 
of pending the new amendment to this 
section. 


Canceled Trademark Registration Files. Consists of original application and all 


Destroy 2 years after the date of cancella- 
related correspondence. 


tion. 


Expired Trademark Registration Files. Consists of original application and all Destroy 2 years after expiration of registra- 
related correspondence. tion 


Abandoned Trademark Application Files. Consists of original application and all Destroy 2 years after date of abandonment. 
related correspondence. 


Trademark Renewal Index. Index to trademark registration that are renewed. PERMANENT. Offer to National Archives 


when no longer needed for reference. 


Indexes to Trademark Applications. Index shows applicant’s name, serial number 
of application, filing date, name of mark description of goods, attorney’s name, 
and final disposition of the application. 

A. Applicant’s Index. PERMANENT. Offer to National Archives 
when no longer needed for reference. 


B. Serial Index. PERMANENT. Offer to National Archives 


when no longer needed for reference. 


Proceedings Index to Trademark Adversary Proceedings. Index arranged by type 


of proceeding. Shows status of proceeding prior to and immediately after a decision 
by the Board. 


Destroy 3 years after termination of the 
proceeding. 


Trademark Adversary Proceeding Records. Card file showing records of Trade- 
mark Adversary Proceedings. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Trademarks Published in Official Gazette. Clippings of marks from Official 
Gazette. 


a. Those which have been opposed. Retain in agency until no longer needed for 


reference. 
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b. All others. 


Trademark Registrant's Index. Index to Trademark registrant’s name, includes 
serial and registration numbers, date of registration, line of goods and other related 
information. 


Class of Goods Index. Card index used to indicate into what class any conceivable 
goods may fall. 


Index to Trademark Trial and Appeal Board Cases. Record of trademark trial 
and appeal board cases. 


Public Advisory Committee for Trademark Affairs Files. 


a. Agenda, minutes, correspondence, reports and related supporting files. 
b. Paper and reference materials. 


Seminar in Trademark Practice and Procedure Files. Record set of training 
materials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating to trademarks 
with related materials. : 


a. Original Petitions in trademark case file. 


b. Other copies. 
Trademark Protest Letters. Letters of protest to the Commissioner related to 
trademarks. 


International Patent and Trademark Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to international patent and 
trademark programs. 


a. Records that supplement the International Property Activities Case Files 
(Item 103). 


b. Other materials. 


International Intellectual Property Activities Case Files. Project case files showing 
Patent and Trademark Office activity relating to problems concerning the pro- 
tection of intellectual property throughout the world. Includes correspondence 
with private individuals, the Department of State and other countries; reports; 
records of international meetings concerning patents, trademarks and other matters 
pertaining to the protection of intellectual property throughout the world; and other 
materials relating to international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in the 
preparation and processing of legislation proposed by or in the interest of the 
Patent and Trademark Office. Includes drafts or legislation, reports to committees 
on introduced legislation, and comments on legislative proposals. 


Bulky Trademark Specimens. Trademark applications specimens which do not 
strictly meet the basic requirements for physical form of specimens which state: 
1. That they be made of material suitable for being placed inside a manila 
file wrapper. 
2. That they be capable of being arranged flat, such as being folded. 


3. That they be of a size not to exceed 8 1/2 inches wide by 13 inches long. 
(Rule 2.56). 


These requirements provide for specimens which will fit inside the application 
file wrapper, which is 9 x 14 inches in size and which will conveniently expand 
to about one inch thickness. 


Specimens which do not meet the above requirements are referred to as “bulky” 
specimens and the Examiner must require that they be replaced by specimens 
of acceptable size and shape. 
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Destroy when mark is registered. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Destroy after information transferred to 
magnetic media. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Transfer to Federal Records 
when 10 years old. Offer to National Ar- 
chives when 25 years old. 


Destroy when 10 years old or no longer 
needed for reference, whichever is sooner. 


PERMANENT. Transfer to Federal Records 
Center when 10 years old. Offer to National 
Archives when 25 years old. 


Dispose of with related case file. 


Destroy when 2 years old. 
Destroy when no longer needed or when 
three years old, whichever is earlier. 


PERMANENT. Transfer to office respon- 
sible for international affairs after case is 
closed. 


Destroy 5 years after close of case or sooner 
if no longer needed. 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National Ar- 
chives when 25 years old. 


PERMANENT. Transferto FRC after 5 years. 
Offer to National Archives when 25 years 
old. 


Destroy 30 days after applicant is notified 
that the specimens are unacceptable, unless 
picked up sooner by the applicant. 
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SAUL LEFKOWITZ, 
Acting Assistant Commissioner 
for Trademarks. 


[980 TMOG 16] 


(276) Proposed Records Control Schedule 


As with most government agencies, the Patent and Trademark 
Office periodically updates the schedule it uses to dispose of 
old files, papers and records. Set forth below is a recent update 
of the Patent and Trademark Office’s Records Control Schedule. 
The schedule is currently being reviewed by the National Archives 
and Records Administration and, following its approval, will 
constitute the basis for disposing of Patent and Trademark Office 
records. 

Any comments or questions related to the proposed schedule 
should be directed to John Hassett, (703) 557-0183. Written 
comments should be mailed to: 


John Hassett, Director 
Patent and Trademark Office 
Crystal Piz. 1, Lobby 
Washington, D.C. 20231 


THERESA A. BRELSFORD, 
Assistant Commissioner 
for Administration. 


June 17, 1986. 


Commissioner’s and Deputy Commissioner’s Records 


1. Commissioner’ s Correspondence and Subject Files. Cor- 
respondence to and from other public officials, members 
of the public, and the Patent and Tradmark Office staff; 
reports; special investigations and survey reports; and related 
materials. (See index under Item 3). 

PERMANENT. Transfer to Federal Records Center when 
5 years old. Offer to National Archives when 25 years 
old. 

. Reports to the Commissioner. Reports received by the 
Commissioner from the Patent and Trademark Office staff 
and maintained as separate series. 

PERMANENT. Transfer to Federal Records Center when 
5 years old. Offer to National Archives when 25 years 
old. 

. Index to Commissioner’ s Correspondence and Subject F 
iles. Card index to records described under Item 1. 

PERMANENT. Transfer to Federal Records Center with 
related files. Offer to National Archives with related files. 

. Deputy Commissioner’ s Correspondence and Subject Files. 
Correspondence to and from other public officials, mem- 
bers of the public, and the Patent and Trademark Office 
staff, with related materials (exclusive of records retained 
in Item 1). 

PERMANENT. Transfer to Federal Records Center when 
5 years old. Offer to National Archives when 25 years 
old. 

. Policy Documentation Files. Formal policy and procedural 
issuances, current and obsolete, such as organizational 
charts, regulations, orders, circulars, manuals, and other 
types of directives, with related forms, recommendations, 
endorsements, clearances and comments. 

PERMANENT. Transfer to FRC when obsolete. Offer to 
National Archives when 25 years old. 

. Work-Flow Control and/or Statistical Reports Files. Vari- 
ous periodic statistical reports used to show the flow of 
work through the Patent and Trademark Office and the 
printers, such as PALM, TRAM, PMS Statistical Reports 
on Patents to printers, and similar reports. 

Destroy when 5 years old or sooner if no longer needed. 

. Production and Pendency Reports Files. Quarterly, monthly, 
and biweekly statistical reports prepared to show the pro- 
duction and quality output of examiners and clerks and the 
status of the assigned projects. Reports are mainly used 
to evaluate the efficiency of personnel for promotion 
purposes. 


a. Office of Assistant Commissioners or equivalent. 
Transfer to FRC when 5 years old. Destroy when 10 
years. 

b. Other Offices. 

Destroy when updated report is received. 


. Special Studies Files. Report on special studies surveys, 


and inspections of operations, management and systems 
with related papers showing their inception, scope, pro- 
cedure and results. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to National Archives when 25 years old. 


. Narrative and Statistical Reports Files. Annual or other 


periodic narrative and statistical reports. 
a. Reports to the Office of the Commissioner and the 
Offices of the Assistant Commissioners. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 25 years old. 
b. Other Offices. 
Destroy when 5 years old. 


. Internal Administrative Files. Administrative operations 


files of organizational offices, consisting of: 
a. Correspondence concerning routine or temporary inter- 
nal administrative matters. 
Destroy when 2 years old. 
b. Office personnel files. 
Destroy after separation of employee. 
c. Completed requisitions for services, supplies and equip- 
ment, and travel documents. 
Destroy | year after action is completed. 
. Records pertaining to charity drives, bond campaigns, 
blood donations, and other voluntary activities. 
Destroy on completion of program. 
e. Hand receipt files. 

Destroy when property is accounted for. 
f. Suspense files. 

Destroy when purpose is served. 
g. Chronological files. 

Destroy when 2 years old. 


. Program Planning and Evaluation Files. Files showing the 


overall development of Patent and Trademark Office plans 

and the evaluation of their effectiveness. Included are one 

copy of each staff study, evaluation report, system study, 

and related correspondence and background materials. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to National Archives when 30 years old. 


. Surplus Property Case Files. Case files on disposal of 


surplus real and related personal property. 
Transfer to FRC 3 years after close of file. Destroy 10 
years after close of file. 


. Excess Real Property Reports. Reports of real property with 


related papers. 
Destroy when 10 years old. 


. Budget Policy and Procedure Correspondence Files. Cor- 


respondence files showing Patent and Trademark Office 
policy and procedure governing budget administration, 
and reflecting expenditures for Patent and Trademark Office 
programs. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to National Archives when 25 years old. 


. Budget Estimates Files. File copies of budget estimated 


comprising appropriation language sheets, narrative state- 
ments, and related schedules and data. 
PERMANENT. Transfer to FRC after 10 years. Offer to 
National Archives when 25 years old. 


. Records Disposition Files. Descriptive inventories, dis- 


posal authorizations, schedules for retirement of records 

and correspondence or memoranda relating to revisions. 
PERMANENT. Offer to National Archives when 25 years 
old or when no longer needed, whichever is longer. 


. Forms Files. One copy of each form with data showing 
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the inception and scope of the form, the program or ad- 

ministrative purpose of the form, and the related procedure 

instituted, revised, superseded, or canceled. 
PERMANENT. Offer to National Archives when 25 years 
old or when no longer needed, whichever is longer. 

. Systems Development Program Files. Program documents, 
schedules, and correspondence pertaining to the execution, 
review, and analysis of Patent Office research and devel- 
opment programs, and relating to the general planning and 
supervision of the programs. 

PERMANENT. Transfer to FRC 5 years after completion 
to program. Offer to National Archives 20 years later 
or when 25 years old, whichever is sooner. 

. Systems Development Task Force, Committee, and Board 
Files. Agendas, directives, minutes of meetings, and related 
papers, of Task Forces, Committees, Board, etc. of which 
the Patent Office serves as Secretary, or Chairman thereof. 

PERMANENT. Transfer to FRC 5 years after close of 
file. Offer to National Archives 20 years later or after 
25 years old, whichever is sooner. 

. Technical Report Files. One copy of each technical report 
of unpublished manuscript or report prepared in connection 
with a project, terminal narratives, statistical and graphic 
complications, summarizations, analyses, and related pa- 


pers. 

PERMANENT. Transfer to FRC when 5 years old. Offer 
to National Archives when 25 years old. 

. Systems Development Project Case Files. Project case files 
reflecting a complete history of each project from initiation 
through research, development, design, and testing to 
completion. 

PERMANENT. Transfer to FRC 5 years after completion 
or termination of project. Offer to National Archives 
when 25 years old. 


ADP Records 
(also in GRS 20) 


.ADP Planning Documents Files. Planning documents 
consisting of master plan, feasibility studies with associated 
charts and diagrams, and supporting data that reflect on 
characteristics of the data automation activity. 

PERMANENT. When no longer needed or used offer to 
National Archives with related materials. 

. ADP Program Management Files. Program management 
documents consisting of the development of plans, policy, 
and procedures governing the conversion of electrical 
machine operations and the supervision, control, coordi- 
nation, and operation of the mechanization program. 

PERMANENT. Offer to National Archives with related 
materials. 

. ADP Standardizations Files. Standardization files consist- 
ing of data elements and codes, standardization requests, 
and jusification for all data systems developed by or for 
the Patent Office. 

PERMANENT. Offer to National Archives with related 
materials. 

. ADP Data Systems Planning Files. Documents containing 
definition of the system. 

PERMANENT. Offer to National Archives with related 
materials. 

. ADP Information Retrieval System Master Reference File. 
Magnetic media containing an index to patents and trade- 
marks and publications. 

PERMANENT. Offer to National Archives on termina- 
tion of Patent and Trademark Office. 

. Publication Tape File. Magnetic media which are repro- 
duced and disseminated as publication or used for repro- 
ducing a printed publication. 

PERMANENT. Offer to National Archives when pub- 
lication needs cease. 


Patent Records 


. Advertising Files. Copies of proposed advertising matter, 
circulars, letters, cards, and related correspondence in- 
tended to solicit patent business and submitted by regis- 
trants as required by regulations. 

Destroy when 25 years old. 
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Complaint Files. Case files relating to complaints made 
against attorneys registered to practice before the Patent 
Office. 

Destroy on death of attorney. 


. Board of Appeals Decisions Files. Copies of Board of 


Appeals decisions with related background materials. 
a. Cases patented. 

Destroy 10 years after patent issued. 
b. All others. 

Destroy 10 years after appeal is decided. 


. Indexes to Appeal Cases. Indexes, arranged in various 


ways, to the appeal cases. 
Destroy 30 years after date of appeal. 


. Declaration of Assistance Received Files. Form received 


from applicants showing assistance received, if any, in the 
preparation of application for patent (PTOL-284). 


. Academy Lecture Files. Lectures prepared by the Staff for 


presentation at the Academy. (These lectures are updated 
periodically to reflect the changing views of the Patent and 
Trademark Office) 
a. Historical Sample 
PERMANENT. Retain | copy of each basic lecture and 
of any major changes made to it. Offer to NARS when 
25 years old. : 
b. All other copies. 
Destroy when obsolete. 


. Academy Training Sessions Files. Background materials 


relating to each session of the Patent Office Academy, 

including names of attendees and instructors, schedule of 

classes, evaluation sheets, and related materials. 
PERMANENT. Offer to National Archives when 25 years 
old. 


. Academy Examinations Files. Completed examinations of 


persons attending the Academy. 
Destroy when | year old. 


. Academy Application Files. Applications for training in the 


Academy, including memoranda of agreement and per- 
sonal history statements. 
Destroy when 2 years old. 


. Academy Correspondence File. Correspondence relating 


to the courses offered by the Patent Office Academy. 
Destroy when 5 years old. 


. Disclosure Document File. Documents submitted by in- 


ventors as evidence of the date of conception of an inven- 
tion. 
a. Disclosure Documents referred to in a separate letter in 
a related patent application filed within two years. 
Dispose of with related patent application. 
b. Disclosure Documents not referred to. 
Destroy when 2 years old. 


39. Disclosure Documents Index. Cross-reference index to 


43. 


44 


Disclosure Documents maintained by inventor’s name and 
includes DD number and date of receipt. 
Destroy with related DD’s. 


. Index to Patents Available for License or Sale. Index 


created when a patent is made available for license or sale, 
issued to the U.S. Government or dedicated to the Public. 
Destroy when no longer needed for reference. 


. General Correspondence File. Consists mainly of inquiries 


and requests for information and publications. Also in- 
cludes correspondence regarding the “Register of Patents 
Available for License or Sale.” 

Destroy when 3 years old. 


. Foreign Filing Licensing Documents. Petitions to the 


Commissioner of Patents and Trademarks for license to file 
applications for patents in foreign countries. 

Destroy 25 years after date of issue. 
Indexes to Foreign Filing Licensing Documents. Indexes 
to licensing documents described in Item 43. 

Destroy 25 years after issue. 


. Transmittals to Other Agencies Files. Copies of transmittal 


letters to other agencies enclosing correspondence and 
related enclosures sent to the Patent and Trademark Office 
for services rendered by other agencies, such as copyright 
information and requests for publications from the Gov- 
ernment Printing Office. 

Destroy when 1 year old. 


. D-1 Files. Files relating to patent applications which may 


have a bearing on national security. Files usually consist 
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of form listing serial number of application filing date, 
examining unit, title of invention, attorney assignee, and 
the concurrences listing the recommendation, signature, 
agency, and date; a memorandum summary indicating 
whether a secrecy order is required; the defense agency’s 
request for a secrecy order; the secrecy order issued; and 
related materials. 
Destroy 35 years after date of receipt for review. 


. Drawing Correction Slips. Index arranged by serial num- 


ber of application and used to locate orders for correction 
of drawings. 
Destroy when 2 years old. 


. Inventor's Index to Patent Applications. Index arranged 


alphabetically by name of the inventor. Each slip shows 
the inventor’s name and residence, title of the invention, 
name and address of the attorney, application serial number 
and the filing date of the application. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 


. Numerical (serial) Index to Patent Applications. Index 


arranged by the serial number assigned to the application. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 


. Assignment Document Files and Index. Copies of docu- 


ments assigning and transferring from one party to another 

the rights, title, and interest to trademarks and inventions 

and the letters patent obtained therefrom with related indexes. 
PERMANENT. Offer to the National Archives when no 
longer needed for current business. 


. Indexes to Government Interests. Indexes to patents in 


which the Federal government has an interest by virtue of 
either of ownership of the application or resulting patent, 
thru assignment, or receipt of a license. 
a. Government Agency Index. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 
b. Patent Number Index. 

Destroy when no longer needed for reference. 
c. Assignor Index. 

Destroy when no longer needed for reference. 
Petitions to the Commissioner. Petitions to the Commis- 
sioner concerning patent applications. 

a. Original petitions in patent case file. 

Dispose of with related case file. 

b. Other copies. 
Destroy when 2 years old. 


. Patent Protest Letters. Protest to the grant of a patent (Rule 


291). 
a. Letters filed in patent case file. 
Dispose of with related case file. 
b. Others. 
Destroy when 5 years old. 


. Patent Docket Cards. Cards used to control patent appli- 


cations. 
Destroy when 6 months old. 


. Classifications Definitions Files. One copy of each issu- 


ance of Classifications Definitions, with related background 
papers. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to National Archives when 30 years old. 


. Canceled Drawings. Drawings that were canceled because 


they did not meet Patent and Trademark Office specifica- 
tions. Copy of drawing is filed with application. 
Destroy 5 years after filing date. 


. Abandoned Patent Application Files. Patent applications 


that did not result in a patent. 
a. Those that are retained because they are referred to in 
another application that may have become patented. 
Dispose of with patent file in which cited. 
b. All others. 
Destroy when 20 years old. 


. Patent Files. Case files showing the prosecution of appli- 


cation for, and the granting of, a patent. Includes the 
original application, copy of drawing, and all material 
relating to the prosecution of the application and subse- 
quent actions by the Patent and Trademark Office. 
a. Files selected by the Commissioner of Patents and Trade- 
marks or the Archivist of the U.S. 

PERMANENT. Transfer to Federal Records Center when 
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10 years old. Offer to National Archives when 40 years 

old. 
b. All others. 

Destroy when 35 years old. 
Patent File Charge-out Records. Record showing name of 
person charging out a patent file. 

Destroy after file is returned and all papers are deter- 

mined to be in file. 
Statistical Reports on Patents to Printers Files. Weekly 
statistical report to management concerning the number of 
patents sent to the printers and the amount of backlog. 
a. Original Report. 

Destroy when 5 years old. 
b. Operating Unit Copy. 

Destroy when 2 years old. 
Quality Review of Sample of Allowed Applications. Rec- 
ords relating to the examination of allowed applications 
sampled for quality review, includes query to the exam- 
ining group and their reply. 

Destroy | year after ultimate disposition of related case. 


. Sample Pull-Rate Files. Form showing which of the al- 


lowed applications are to be selected for the quality review 
sample, includes the pull rate and list of applications by 
serial number. 

Destroy when 1 year old. 


. Printer-Waiting Register Files. Register showing status of 


Query Disposition Records return to a group for reply. 
Destroy when | year old. 


. Query Disposition Record Files. Form used to returm printer- 


waiting cases to a group for answer to a specific query. 
Destroy 6 months after query is returned. 


. Batch Control Sheet for Allowed Cases Files. Form uses 


as input to PALM System showing routing control and 
batch contents, such as PTO Form 1238-1. 
Destroy when 1 year old. 


. Checklist for Applications Allowed by Examiner File. Form 


used in completing a final review of allowed applications 
before sending to the printer, such as PTO Form 1167. 
Destroy when | year old. 


. Patent Interference Files. Case files produced in the pro- 


cess of resolving of adjudicating conflicts arising between 

parties in this matter of priority of invention. 

a. Cases that reach the hearing stage. 
PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 

b. Cases that are abandoned before reaching a hearing. 
Destroy when 40 years old. 


. Board of Interference Decisions. Copies of Board of Inter- 


ference Decisions. 
PERMANENT. Offer to the National Archives when 40 
years old. 
Index to Patent Interferences. Arranged numerically by 
interference number. Shows names of parties involved, 
application serial number and/or patent numbers involved, 
subject of interference, sections, date of hearings, decisions 
rendered, and other remarks. 
PERMANENT. Offer to National Archives when 40 years 
old. 
Index to Interference Exhibits. Describes exhibits in each 
interference. 
Destroy when 40 years old. 
Proceedings Under AEC and NASA Acts. Separate series 
of interference files relating to the SEC and NASA Acts. 
Dispose of with related patent files. 
71. Settlement Agreements. Files relating to the settle- 
ment agreed to by parties in the interference. 
Dispose of with related interference case file. 


. Court Cases. Proceedings in cases where the Commis- 


sioner is a party of a civil suit. 
a. Cases selected by the Solicitor as being precedent setting 
or of historical or political significance. 
PERMANENT. Offer to the National Archives when 30 
years old. 
b. All other cases. 
Destroy when 30 years old. 


. Index to Court Cases. Card index to cases described under 


Item 72. 
Retain in agency until no longer needed for reference. 
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Roster of Registered Patent Attorneys and Agents. Printout 
listing registered patent attorneys and agents. 
Destroy after undated listing is received. 
Case Folders of Registered Attorneys and Agents. Appli- 
cation folders of the attorneys, agents, or firms registered 
to practice before the Patent and Trademark Office. 
Destroy on death of attorney or agent. 


. Unsuccessful Application for Registration to Practice before 


the Patent and Trademark Office. Application folders of 
those applicants who failed to be registered. 
Destroy 5 years after date of examination. 


. Examination Papers of Applicants for Registration. Exami- 


nation answer papers to applications for registration to 
practice before the Patent and Trademark Office. 
Destroy after grades are recorded. 


Trademark Records 


. Trademark Examiners Work Reports. Records showing 


amount of work processed by examiners in a given time. 
Used to evaluate examiners work and progress. 
Destroy when 5 years old. 


. Trademark Adversary Proceedings Files. Consists of 


Trademark Opposition, Cancellation, Interference, and 
Concurrent-Use proceedings files. 
Destroy when 25 years old. Check with the Chairman 
of the Trademark Trial and Appeal Board before destruc- 
tion. General Services should generate a list of files to 
be destroyed and send to the Search Room to destroy 
matching cards in Adversary Proceeding file. 


80. Canceled Trademark Registration Files. Consists of origi- 


81. 


nal application and all related correspondence. 

Destroy 2 years after the date of cancellation. 
Expired Trademark Registration Files. Consists of original 
application and all related correspondence. 

Destroy 2 years after expiration of registration. 


82. Abandoned Trademark Application Files. Consists of 


original application and all related correspondence. 
Destroy 2 years after date of abandonment. 


83. Trademark Renewal Index. Index to trademark registra- 


tions that are renewed. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 


84. Indexes to Trademark Applications. Index shows appli- 


cant’s name, serial number of application, filing date, name 
of mark description of goods, attorney’s name, and final 
disposition of the application. 
a. Applicant’s Index. 
PERMANENT. Offerto National Archives when no longer 
needed for reference. 
b. Serial Index. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 


. Proceedings Index to Trademark Adversary Proceedings. 


Index in the Trademark Public Search Library arranged by 
type of proceeding. 
Destroy card from list sent by the Warehouse after 
matching Adversary Proceeding file is destroyed. 


. Trademark Adversary Proceedings Records. Card file 


maintained at the Trademark Trial and Appeal Board, 
showing records of Trademark Adversary Proceedings, 
with information on mark, parties, disposition, termination 
date, etc. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 


. Trademark Registrant's Index. Index to Trademark reg- 


istrant’s name, includes serial and registration numbers, 
date of registration, line of goods and other related infor- 
mation. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. ‘ 


88. Index to Trademark Trial and Appeal Board Ex Parte 


Cases. Record of Trademark Trial and Appeal Board cases 
in ex parte appeals. 
PERMANENT. Offer to National Archives when no longer 
needed for references. 


89. Public Advisory Committee for Trademark Affairs Files. 


Agenda, minutes, correspondence, reports, working pa- 
pers, reference materials, and related supporting files. 
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Destroy when 10 years old or no longer needed for 
reference. 


90. Trademark Petitions Files. Petitions and decisions to the 


See relating to trademarks, with related mate- 
s. 
a. Original Petitions in trademark case file. 
Dispose of with related case file. 
b. Copies of petition decisions in petition number order and 
in subject order in the Assistant Commissioner’s Office. 
PERMANENT. Offer to the National Archives when no 
longer needed for references. 
c. Other copies. 
Destroy when 2 years old. 


. Trademark Protest Letters. Letters of protest to the Com- 


missioner related to trademarks. 
Destroy when no longer needed or when three years old, 
whichever is earlier. 


Public Information and Service Records 


. International Intellectual Property Activities Case Files. 


Project case files showing Patent and Trademark Office 
activity relating to problems concerning the protection of 
intellectual property throughout the world. Includes cor- 
respondence with private individuals, the Department of 
State and other countries; reports; records of international 
meetings concerning patents; trademarks and other matters 
pertaining to the protection of intellectual property through- 
out the world; and other materials relating to international 
affairs. 

PERMANENT. Transfer to FRC 5 years after close of 

case. Offer to National Archives when 25 years old. 


. Proposed Intellectual Property Legislation Files. Docu- 


ments accumulated in the preparation and processing of 
legislation proposed by or in the interest of the Patent and 
Trademark Office. Includes drafts of legislation, reports to 
committees on introduced legislation, and comments on 
legislative proposals. 
PERMANENT. Transfer to FRC after 5 years. Offer to 
National Archives when 25 years old. 


. Printed Articles Files. Articles submitted for clearance and 


printed in magazines, journals, and other information media, 
including related background materials. 
Destroy when 10 years old. 


. Public Affairs Report. Weekly, monthly, and quarterly 


reports relating to public affairs activities prepared for the 
Department of Commerce. 
Destroy when 6 months old. 


. Speakers Files. Correspondence, schedules, travel material 


and related records concerning the scheduling of Patent 
and Trademark Office speakers. 
Destroy when 3 years old. 


. Exhibit Files. Correspondence, photographs, reports and 


related materials concerning major exhibits developed by 
the Patent and Trademark Office, such as the 175th an- 
niversary exhibit. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 30 years old. 


. Photograph Files. Photographs of key Patent and Trade- 


mark Office officials, major exhibits and other subjects that 

related to the functioning of the Patent and Trademark 

Office. Includes the negative and one positive print. 
PERMANENT. Offer for transfer to the National Ar- 
chives when 20 years old. 


99. Publications Files. Official record copy of each publication 


that contributes to an understanding of the organization and 

functioning of the Patent and Trademark Office. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to National Archives when 30 years old. 


100. Speech Files. Official records copy of each speech given 


by the Commissioner and other Patent and Trademark 
Office executives. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 30 years old. 


101. News Release Files. Official records copy of each new 


release. 
PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 30 years 
old. 
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102. Patents Received and Files Register. Register showing date 
and number of patent cases received in search room and 
date filed. 

Destroy 2 years after date of last entry in volume. 

103. Reports on Search Room Activities Files. Weekly, monthly 
and other periodic reports showing production and general 
activities of ng public search room, with related back- 


ground pape 
a. Original R eet 
Destroy be ag 1 year old. 
b. Operating Office Copy. 
Destroy when 2 years old. 

104. Patent and Trademark Reproduction Copy Files. The master 
copy of patents and trademarks used for the photorepro- 
duction of sales copies, includes original drawings and 
specifications. 

Transfer to FRC when 10 years old. Destroy when 20 
years old. 

105. Reprint Requisition File. Requisitions, such as PTO Form 
228, used for ordering the reprint or printed patents or 
trademarks after current stock is depleted. 

Destroy when | year old. 

106. Sales Journal. Shows statistical information on sales of 

copies of patents and trademarks. 
Destroy when 5 years old. 

107.C. vane and Sale Control Records. Records used 
to control the flow of correspondence and sale of printed 
materials. 

Destroy when | year oid. 

108. Requests ~~ Publications. Correspondence requesting 

copies of certain publications and other printed materials. 
Return requests with ordered materials. 

109. Microform Files. Microform copies of applications as filed, 

printed patent files and printed trademark files. 
a. Master microfilm files. (Certified as processed under 41 
CFR 101-11.504) 
PERMANENT. Transfer to classified site. Offer to Na- 
tional Archives when 25 years old. 
b. All other microform copies 
Non-Records 

110. Charged-Out Slips File. Slips recording the charge-out of 
records to Patent and Trademark Office employees and the 
public, such as PTO Forms 124, 125, and 271. 

Destroy when records are returned. 

111. Binding Instructions. Cards showing instructions on how 
the various publications received by the library are to be 
bound. 

Destroy when no longer needed. 
112. Guan Files of Library Materials. Sets of 3"x 5" cards 
showing records of library materials on temporary or 
indefinite loan to researchers or Patent and Trademark 
Office staff. S 
Destroy when obsolete or on return of book. 

113. Pee pene a Records of books borrowed from 
other libraries. 

Destroy 2 years after return of book. 

114. Library Serial Order Cards. \ ps geaaaepapaaamaaas 
purchase of a 

needed 4 for reference. 


115. Library Book O Order Cards. 3"x 5" cards showing book 
purchases. 
Destroy when no longer needed for reference. 
116. Foreign Patent Accession Register. Bound volumes ar- 
ranged by country. Each shows the number and the 
date that copy was received in the and Trademark 


Destroy when no longer needed for reference. 
117. Inventor's Index. Arranged al ly by name of 
. of inventor, title of 


ministration, 
those covered in 
a. Procurement or purchase 
papers. 
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1. Transactions of more than $10,000 and all construction 
contracts exceeding $2,000. 
Destroy 6 years and 3 months after final payment. 
2. Transactions of $10,000 or less and construction con- 
tracts under $2,000. 
Destroy 3 years after final payment. (Close file at the end 
of the fiscal year, retain 3 years and destroy, except that files 
on which actions are pending shall be brought forward to the 
next fiscal years’s files for destruction therewith.) 
b. Obligation copy. 
Destroy when funds are obligated. 
c. Other copies of record described above used by com- 
ponent elements of a procurement office for administrative 
purposes. 
Destroy upon termination or completion. 
119. Solicited and Unsolicited Bids and Proposals Files. 
a. Successful bids and proposals. 
Destroy with related contract case files (see item 118 of this 
schedule.) 
b. Solicited and unsolicited unsuccessful bids and propos- 
als. 
1. When filed separately from contract case files. 
Destroy when related contract is completed. 
2. When filed with contract case files. 
Destroy with related contract case files (see item 118 
of this schedule.) 

. Cancelled Solicitations Files. 

. Formal solicitations of offers to provide products or 
services (e.g., Invitations for Bids, Requests for Propos- 
als, Requests for Quotations) which were cancelled prior 
to award of a contract. The files include presolicitation 
documentation on the requirement, any offers which 
were opened prior to the cancellation, documentation on 
any government action up to the time of cancellation, 
and evidence of the cancellation. 

Destroy 5 years after date of cancellation. 
2. Unopened Bids. 

Return to bidder. 
d. See eerie Gitte. 

Destroy when superseded or 

120. Public Printer Files. Records rela relating to requisitions on 
the Printer, and all papers. 
a. Printing ss unit copy of requisition, invoice, 
and related papers. 
— 3 years after completion or cancellation of requisi- 


me Accounting copy of requisition. 
Destroy 3 years after period covered by related account. 


Non Record Materials 


The Records Disposal Act of 1943, as amended, states that“library 
and museum material made or acquired and preserved solely 
for reference or exhibition purposes, extra copies of documents 
preserved only for convenience of reference, and stocks of 
publications and of 

documents are not included within the definition of the word 
‘records’ as used in this Act.” Non-record material is disposed 
of as soon as its purpose is served. The following list consists 
of those non-record materials that are unique to the Patent and 


Trademark Office. 
121. ae Patents. Copies of patents issued by foreign 


122. Translation of Foreign Patents and Publications and Related 
Indexes. Typewritten copies of translations and related 


indexes 
123. Card Catalogs. 3"x 5" cards used as finding aids to the 
124. Patent Examiner's Search Files. Reference file used by 
. Arranged 
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126. Numerical Index to Patent Classification. Arranged nu- 
merically by patent number and shows the class and subclass 
assignment of each patent. 

127. Shelf List of Classified Patents. Listing of all U.S. Patent 
numbers comprising, respectively, the “original” and “cross 
reference” classification of patents according to the official 
classification of the Patent and Trademark Office. 

128. Public Search Files of U.S. Patents. Printed or microfilm 
copies of U.S. Patents arranged in two series: 1) numeri- 


(276) 


cally by class and subclass assignment, and secondarily 
by patent number and 2) numerically by patent number. 

129. Legislative History Files. Consist mainly of copies of 
published materials relating to legislation that is of interest 
to the Patent and Trademark Office. Includes copies of bills, 
public laws, Federal Register, Congressional Record, and 
similar materials. 


Patent and Trademark Office Records Schedule Index 


Item Description 


Abandoned Patent Application Files 

Abandoned Trademark fae F Files .. 

Academy Application Files .. = 

Academy Correspondence File .. 

Academy Examinations Files 

Academy Lecture Files 

Academy Training Sessions Files 

ADP Data Systems Planning Files 

ADP Information Retrieval System Master 
Reference File 

ADP Planning Documents Files 

ADP Program Management Files... 

ADP Standardizations Files 

Advertising Files 

Assignment Document Files and Index 

Attorneys and Agents Registered to 
Practice Before the U.S. Patent and 
Trademark Office Roster 

Batch Control Sheet for Allowed Cases Files .... 

Binding Instructions 

Board of Appeals Decision Files ... 

Board of Interference Decisions 

Budget Estimates Files ' 

Budget Policy and Procedures Correspondence 


Cancelled Drawings 

Cancelled Trademark Registration Files... 

Card Catalogs 

Case Folders of Registered Attorneys and Agents 
Charge-Out Files of Library Materials 
Charge-Out Slips File 

Checklist for Applications Allowed by Examiner 


Classifications Definitions Files 

Commissioner’s Correspondence and Subject File ... 
Complaint Files (Against Registered Attorneys) 
Correspondence and Sale Control Records .... 
Court Cases 


International Intellectual Property Activities 
Case File 5 

Inventor’s Index 

Inventor’s Index to Patent Applications 


Legislative History Files 
Library Book Order Cards 
Library Books Card Catalogs . 
Library Serial Order Cards 


Master Drawings and Specification 
Microform Files 


Narrative and Statistical Reports Files 

News Release Files 

Numerical Index to Patent Classification 
Numerical (serial) Index to Patent Applications 


Patent and Trademark Copies Sales Journal 
Patent and Trademark Drawings and Specifications 
Patent and Trademark Reproduction Copy Files 


Item No. 


56. 
82. 
36. 
37. 
35. 
33. 
34. 
25. 


26. 
22. 
23. 
24. 
28. 
49. 


74. 
64. 
30. 
67. 
15. 
14, 


55. 
80. 


75. 
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Patent Examiner’s Search Files 
Patent File Charge-Out Records 
Patent Interference Settlement Agreements .. 


Patents Received and Files Register .. 
Petitions to the Commissioner 


Policy Documentation Files . 


Printed Trademark Registrations Reference Files ... 

Printer-Waiting Register Files 

Proceedings Index to Trademark Adversary 
Proceedings 

Proceedings Under AEC and NASA Acts ... 

Production and Pendency Reports Files 

Program Planning and Evaluation Files 

Intellectual Property Legislation Files . 


Public Advisory Committee for Trademark Affairs 


Public Affairs Report ... 

Publications Files 

Public Printer Files 

Publication Tape 

Public Search Files of U. S. Patents 


Quality Review of Sample of Allowed Applications 
Query Disposition Record Files 

Records Charge-Out Slips Files . 

Records Disposition Files 

Registered Attorneys and Agents Roster 

Reports on Search Room Activities Files .... 
Reports to the Commissioner 

Reprint Requisition File 

Requests for Publications 

Roster of Registered Patent Attorneys and Agents 


Sales Journal (on Patent and Trademark Copies) 

Sample Pull-Rate Files (Allowed Applications 
for Quality Review) 

Settlement Agreements (in Patent Interference 
Cases) 


Special Studies Files 
— Files (Commissioner and Patent and 
Trademark Executives) 

Statistical Reports and/or Work Control Files .... 
Statistical Reports on Patents to Printers Files ... 
Surplus Property Case Files 
Systems Development 
Systems Development Project Case Files .. 
Systems Devel 

and Board Fi 


Translation of Foreign Patents 
and Related Indexes 


Unsuccessful Application for Regi 
Practice Before the Patent 
Office 
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(277) U.S. DEPARTMENT OF COMMERCE 
Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


PUBLIC ADVISORY COMMITTEE 
FOR TRADEMARK AFFAIRS 


Agency: Patent and Trademark Office, Comerce 

Action: Notice of Committee Charter Amendment 

Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after con- 
sultation with GSA, it has been determined that an amendment of 
the charter of the Public Advisory Committee for Trademark 
Affairs is in the public interest in connection with the perform- 
ance of duties imposed on the Department by law. The charter 
amendment was signed on December 3, 1990. 

The charter has been amended as follows to: (1) broaden the 
topics that the Committee may address to include international 
trademark law, (2) allow the membership of the Committee to be 
drawn from a wider range of the trademark community rather 
than soley from the regular, associate and supplementary mem- 
bership of the United States Trademark Association (USTA), (3) 
increase the number of members on the Committee fron 15 to 18, 
(4) provide for the direct selection of the members and appoint- 
ment of the chairman of the Committee by the Assistant Secre- 
tary and Commissioner of Patents and Trademarks rather than by 
the president of the USTA, and (5) set the term of membership at 
two years. 

For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for Trade- 
marks, U.S. Patent and Trademark Office, Washington, D.C. 
20231, telephone: (703) 557-7464, or Jan Jivatodi, Committee 
Management Analyst, U.S. Department of Commerce, Wash- 
ington, D.C. 20230, telephone: (202) 377-4217. 
Suuplementary Information: The Committee was first estab- 
lished in September 1970, and the latest charter renewal was 
signed on April 4, 1990. The charter amendment was approved 
on December 3, 1990, and provides for the following: 

(1) The amendment broadens the objectives and duties of the 
Committee to specifically embrace international trademark law. 
The previous charter permitted the Committee to advise the 
Patent and Trademark Office only on the steps which could be 
taken to increase the efficiency and effectiveness of the admini- 
stration of the Trademark Act and to provide a continuing source 
of knowledge from the private sector to the Government. Given 
the increased interest within the trademark community and the 
Patent and Trademark Office in international trademark law, 
especially in the Madrid Protocol and harmonization, it is desir- 
so that the charter refer explicitly to international trademark 
aw. 

(2) Section 5(b)(2) of the Federal Advisory Committee Act 
es that the membership of advisory committees be “fairly 

anced in terms of the points of view ted...” The 
amendment furthers that goal by permitting 


membership to 
be drawn from a wide range of the trademark community 
including users of the public search room, academia, members of 
the public at large, and the business community. 

(3) The amendment increases the number of members on the 


Committee from 15 to 18. The increase was needed to permit 
additional members, from different sectors of the mark 
community, to be added to the Committee without having to 
displace any of the current Committee members. 

(4) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that “the membership be fairly balanced in terms of the 

ints of view represented...” The amendment futhers that goal 
G permitting the chairman to be appointed, and the members of 
the Committee to be selected by the Assistant Secretary and 
Commissioner of Patents and Trademarks. 

(5) The charter of the Public Advisory Committee for Trade- 
mark Affairs did not set terms for members. In order to promote 
more orderly administration of the Committee, the amendment 
sets the terms of the members at two years. Members will serve 
at the discretion of the Assistant Secretary and Commissioner of 
Patents and Trademarks. Appointements, when vacancies occur, 
shall be for the remainder of the unexpired term. 


Jan. 16, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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(278) Advisory Committee for Patents and 
Trademarks; Establishment 


In accordance with the provisions of the Federal Advisory 
Committee Act (5 U.S.C. App. 2.) and General Services Ad- 
ministration Interim Rule on Federal Advisory Committee 
Management, 41 CFR Part 101-6, as amended, and after con- 
sultation with GSA, the Secretary of Commerce has determined 
that the establishment of the Advisory Committee for Patents 
and Trademarks is in the public interest in connection with the 
performance of duties imposed on the Department by law. 

1. The Committee will advise the Patent and Trademark 
Office on broad policy issues involving both patents and trade- 
marks, and the overall operation of the Office including matters 
concerning office-wide Automation programs. 

2. The Committee will consist of at least 10 but no more than 
18 members to be appointed by the Assistant Secretary and 
Commissioner of Patents and Trademarks to assure a balanced 
representation among patent and trademark attorneys, corporate 
executives, technical research directors, inventors, the judiciary, 
professional patent and trademark searchers, information 
specialists and publishers, automation experts, consumer groups, 
entrepreneurs, and educators. The Committee will function solely 
as an advisory body and in compliance with the provisions of 
the Federal Advisory Committee Act. Its charter will be filed 
under the Act, 15 days from the date of the publication of this 
notice. 

Interested persons are invited to submit comments regarding 
the establishment of the Advisory Committee for Patents and 
Trademarks. Such comments, as well as any inquiries, may be 
addressed to the Executive Assistant to the Assistant Secretary 
and Commissioner of Patents and Trademarks, U.S. Department 
of Commerce, Washington, D.C. 20231, phone: 703- 557-3071, 
or the nt’s Committee Management Analyst, phone: 
202-377-4217. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents and 
Trademarks. 


Nov. 14, 1986. 


[FR Doc. 86-26451 Filed 11-21-86; 8:45 am] 
BILLING CODE 3510-16-M 
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(279) Certified Copies of Trademark 
Applications/Registrations 
The Trademark Operation is in the process of microfilming 
its records and, as this proceeds, requests for certified copies 
of applications and, eventually, registrations, will be furnished 
from the microfilmed records. Such certified copies will not 
contain copies of the file jacket. 


MARGARET M. LAURENCE, 
Assistant Commissioner 
for Trademarks. 


Jan. 17, 1984. 
[1039 TMOG 140] 


(280) TABLE OF OFFICIAL GAZETTE 


VOLUME NUMBERS: 1872-1990 


A table which relates volume numbers of the Official Gazette 
comprising collections of weekly issues of that publication to 
the month of their publication has found good use in the Patent 
and Trademark Office and Patent Depository Libraries in a 
variety of applications. The need for such a table arises, in part, 
from the fact that Official Gazette volumes have not been 
uniformly numbered on a monthly basis over the 110 year 
history of that publication. From Jan. 1872 through June 1883, 
they were numbered on a semi-annual basis; from July 1883 
through Dec. 1902, quarterly; from Jan. 1902 through Dec. 
1908, bi-monthly; and since Jan. 1909, the volume of issues 
for each month has been separately numbered. To fulfill the 
interest which has been expressed in this table, it is published 
below: 
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TABLE OF OFFICIAL GAZETTE 
VOLUME NUMBERS: 1872-1990 


A table which relates volume numbers of the Official 
Gazette comprising collections of weekly issues of that 
publication to the month of their publication has found 
good use in the Patent and Trademark Office and Patent 
Depository Libraries in a variety of applications. The 
need for such a table arises, in part, from the fact that 
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Official Gazette volumes have not been uniformly num- 
bered on a monthly basis over the 110 year history of 
that publication. From Jan. 1872 through June 1883, 
they were numbered on a semi-annual basis; from July 
1883 through Dec. 1902, quarterly; from Jan. 1902 
through Dec. 1908, bi-monthly; and since Jan. 1909, the 
volume of issues for each month has been separately 
numbered. To fulfill the interest which has been 
expressed in this table, it is published below: 


Calendar Table of Official Gazette Volume Numbers 
1872 to Present 


Month-by-Month Volume Numbers: Jan. 


June July 


Sept. Oct. 


(Continued on Next Page) 
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Calendar Table of Official Gazette Volume Numbers 
Month-by-Month Volume Numbers: Jan. 1872 10 Present—Continued 


VOLUME NUMBER. 
— OF CHANGES IN L —- —— 


Jul. 1883 through Dec. 1902 
Jan. 1903 through Dec. 1908 
Monthly: Jan. 1909 to the present 


The Official Gazette was published on successive Wednesdays from 3 Jan. 1872 through 17 Jan. 1872. From 23 Jan. 1872 to the 
present, it has been published weekly on Tuesday. 
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(281) Change in Legal Holidays 


The Commissioner’s Notice of Sept. 25, 1979, “Change in 
Legal Holidays,” is hereby rescinded in view of Public Law 98- 
144, enacted Nov. 2, 1983, which amended the listing of legal 
public holidays in 5 USC § 6103. That amendment took effect 
in 1986 and added a new legal holiday relating to the birthday 
of Martin Luther King, Jr. This new holiday is designated for 
the third Mon. in Jan. 

Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. | 

Birthday of Martin Luther King, Jr., the third 
Mon. in Jan. 

Washington’s Birthday, the third Mon. in Feb. 

Memorial Day, the last Mon. in May 

Independence Day, July 4 

Labor Day, the first Mon. in Sept. 

Columbus Day, the second Mon. in Oct. 

Veterans Day, Nov. 11 

Thanksgiving Day, the fourth Thurs. in Nov. 

Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a “Federal 
holiday within the District of Columbia,” as referred to in Section 
21, Title 35, United States Code. In accordance with 37 CFR 
1.6(a) and 1.10(a), the Patent and Trademark Office will not 
receive papers on these holidays. Actions required to be taken 
on such days may be taken on the next succeeding day that the 
Office is open for business in accordance with 37 CFR 1.7. 


DONALD J. QUIGG, 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


July 15, 1986. 
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(282) Filing of Papers During Unscheduled Closings 


of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed 
by Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and 
Trademark Office will consider that day as a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21. Any 
action or fee due that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action 
is taken, or fee paid, on the next succeeding business day on 
which the Patent and Trademark Office is open. When the Patent 
and Trademark Office is open for business during any part of 
a business day between 8:30 a.m. and 5:00 p.m., papers are due 
on that day even though the Office may be officially closed for 
some period of time during the business day because of an 
unscheduled event. The procedures of 37 CFR 1.8 or 1.10 may 
be used, as appropriate, for the filing of papers. On any day 
the Office is open for at least part of the day, papers may also 
be deposited up to midnight in any boxes which are provided 
by the Patent and Trademark Office under 37 CFR 1.6(c). 


DONALD W. PETERSON, 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks. 


Feb. 11, 1987. 


[1076 TMOG 6] 
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SPECIAL GRANT COVERS COMMEMORATING THE 
BICENTENNIAL OF THE UNITED STATES CONSTITUTION 

The Patent and Trademark Office will use special grant covers depicting a United States 
Constitution motif on patents issued and trademarks registered beginning June 2, 1987, 
and continuing through the last seven months of 1987. 

The patent covers will be printed in black and blue on off-white paper with a shadow 
print of the U.S. Constitution document, sealed with a red ribbon and gold seal. 

The trademark certificate of registration on the Principal Register covers will be printed 
in black on off-white paper with a gold eagle and gold seal, and with a shadow print of 
the U.S. Constitution document. The trademark certificate of registration on the Supple- 
mental Register will be printed in black on yellow paper with a red eagle and red seal, 
and with a shadow print of the U.S. Constitution document. The trademark certificate of 
renewal will not be changed. 

Reduced size samples of these special covers are illustrated below. 


May 13, 1987. Ase )-Feg 


DONALD J. QUIGG, 
Assistant Secretary and Commission 


(patent cover) 


Unaed Seam Comanveon 1787-1987 
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(284) Notice of Move of Trademark Office and 
of Trademark Examining Operation 

With the exception of the Office of the Assistant Commis- 
sioner for Trademarks, all offices of the Trademark Section of 
the U.S. Patent and Trademark Office are being moved to 
buildings known as the South Tower and North Tower, respec- 
tively located at 2900 and 2800 Crystal Drive, Arlington, Vir- 
ginia, 22202. Contemporaneously with the move, the Trade- 
mark Examining Operation is being restructured to increase the 
qumiber ef law offices from nies t 13 and to change the 
— of applications, according to class, among the law 
offices. 

The move will provide the Patent and Trademark Office with 
the space to accommodate the current number of employees 
devoted to trademark-related tasks and to consolidate at one 
physical location most of the offices relating to trademarks. 

The official address of the office will remain the same. There- 
fore, applicants and attorneys should continue to address corre- 
spondence to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231 

As indicated by the following chart, the move is scheduled to 
take place in six phases. The first five phases will each comprise 
two floors of the South Tower building. The final phase will 
comprise the move of the Office of Trademark Quality Review 
to the North Tower building. All moving dates are tentative. 


Moving Date Offices 


Mar. 29, 1991 


Location 


Law Offices 10, 11, 12 7th Floor, South Tower 
Law Offices 13, 14, 15 8th Floor, South Tower 
Assignments, Search 

Library 2nd Floor, South Tower 
Law Offices 7,8,9 6th Floor, South Tower 


Law Office 3 
Law Offices 4, 5, 6 


Apr. 12, 1991 


Apr. 26, 1991 4th Floor, South Tower 


Sth Floor, South Tower 
May 10, 1991 Pre-Examination, 
OATPA, 

Publication and Issue 
ASI (Printing Contractor) 


Director’s Office, 
Post-Regi i 


3rd Floor, South 


ITU/Divisional Unit, 

TRAM maintenance 10th Floor, South Tower 
May 24, 1991 Trademark Trial and 
Appeal Board, Library 9th Floor, South Tower 


Office of Trademark 
Quality Review 


June 1, 1991 
9th Floor, North Tower 


Upon restructuring of the Trademark Examining Operation, 
for service marks will be examined in all law offices 

and applications to register marks for 
will be examined in one or more law . The following chart 
lists the new law office numbers and, for each law office, the 


managing attorney and classes of goods and services to be 
examined. 


Law Office Managing Attorney 
3 (To Be Announced) 


Classes 
9 (Computers), 20 
(Furniture) 


21 (Utensils), 35-42, 
A, B, 200 (Services) 


9 p+ 


(Furniture), 
21 (Utensils), 35-42, 
A, B, 200 (Services) 


28 (Toys), 16 


(Paper), 
3 (Cleaners), 35-42, 
A, B, 200 (Services) 
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6 L 9 (Computers), 20 
(Furniture), 
21 (Utensils), 35-42, 
A, B, 200 (Services) 


4 (Oils), 6 (Metals), 
19 (Buildings), 11 
(Lighting), 14 
(Jewelry), 35-42, A, 
B, 200 (Services) 


28 (Toys), 16 
(Paper), 3 (Cleaners), 
35-42, A, B, 200 
(Services) 


7 (Machines), 8 
(Hand Tools), 

12 (Vehicles), 19 
(Buildings), 

13 (Firearms), 15 
(Musical Instru- 
ments), 34 (To- 
baccos), 35-42, A, B, 
200 (Services) 


(To Be Announced) 


J. Logan, Acting 23 (Yarns), 24 (Tex- 
tiles), 25 (Clothing), 


26 (Laces), 22 (Cor- 


T. Howell 


(Paints), 35-42, A,B, 
200 (Services) 


28 (Toys), 16 


P. Fahrenkopf 


( 735-42, A, 
S00 Chervices) 


(Note: Creation of Law Offices 1 and 2 is expected to occur 
within the near future.) 

Coe eeesan ame entapeton eset Ganon see 
neys will continue to be examined by those . An 
intercept will be used to provide new 

parties who call numbers that have been c’ 
Leama ma Aenea ae neha 
as possible. fe ey ea 
may be directed to the Office of the Director, Trademark Exam- 
ining Operation, at (703) 308-0928. 


Feb. 19, 1991 
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(285) New Telephone Numbers for 
Patent and Trademark Office tions 


Located in North and South Tower Buildings 


With the exception of the Office of the Assistant Commis- 
sioner for Trademarks, all offices of the trademark section of the 
U.S. Patent and Trademark Office are relocating to buildings 
known as the South Tower and North Tower, respectively 
located at 2900 and 2800 Crystal Drive, Arlington, Va. 22202. 
New telephone numbers have been assigned to all of the relo- 
cated offices, as follows: 


SOUTH TOWER BUILDING 


ORGANIZATION FLOOR TELEPHONE 


NUMBER 


Director, Trademark 


Examining Operation (703) 308-9000 


Law Office 3 (703) 308-9103 
Law Office 4 (703) 308-9104 
Law Office 5 (703) 308-9105 
Law Office 6 (703) 308-9106 
Law Office 7 (703) 308-9107 
Law Office 8 (703) 308-9108 
Law Office 9 (703) 308-9109 
Law Office 10 (703) 308-9110 
Law Office 11 (703) 308-9111 
Law Office 12 (703) 308-9112 
Law Office 13 (703) 308-9113 
Law Office 14 (703) 308-9114 


(703) 308-9115 


4 
5 
$ 
pS 
6 
6 
6 
Ei 
7 
7 
8 
8 
8 


Law Office 15 


Trademark Trial 
and Appeal Board (703) 308-9300 
Applications Section; 
Publication and Issue Section (703) 308-9400 
ITU/Divisional Unit; 
Post-Registration Section; 
Trademark Services Division 10 (703) 308-9500 


Trademark Search Library 2 (703) 308-9800 
Trademark Assignment 2 
Search Room 

(for information on obtaining 
certified copies of trademark 
assignments) (703) 308-9850 
(trademark assignment search 


information) (703) 308-9855 


NORTH TOWER BUILDING 


Office of Trademark 


Quality Review (703) 308-9600 


Applicants and attorneys should continue to address corre- 
spondence to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, as the official address of the Office will 
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remain the same. The telephone number for the Trademark 

Status Line, (703) 557-8747, is unchanged. 
April 17, 1991 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 
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(286) Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 
and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of Com- 
merce 

Action: Notice 

Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Office 
records or search facilities and procedures for enforcing these 
regulations. These regulations and their enforcement are nec- 
essary to promote an atmosphere conducive to research and to 
maintain the integrity of the files and records in the Patent and 
Trademark Office. 

Effective Date: July 1, 1987 

For Further Information Contact: Theresa A. Brelsford, 
Assistant Commissioner for Administration, Patent and Trade- 
mark Office, Washington, D.C. 20231, (703) 557-2290. 
Supplementary Information: The procedures will apply to all 
visitors to the Patent and Trademark Office. 

Visitors are reminded that unauthorized removal of govern- 
ment material or property may be prosecuted as a criminal felony 
under the provisions of 18 U.S.C. 2071, in addition to the 
imposition of administrative sanctions contained in these pro- 
cedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using the 
facilities of the Patent and Trademark Office (PTO), and will 
be appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designated areas 
(41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject to 
regulations governing conduct on property under the charge of 
the General Services Administration which in 41 CFR 
Subpart 101-20.3 (41 CFR §§ 101-20.300 through 101-20.315). 

Packages, briefcases and other personal effects brought into 
the PTO, as well as storage lockers provided for general use, 
are subject to search by authorized personnel for reasonable 
cause under the provisions of 41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, reference 
materials, or any government property is prohibited. In addition 
to the administrative sanctions specified in these regulations, 
violators may also be subject to arrest and prosecution under 
the provisions of 18 U.S.C. 2071 which carries a possible “fine 
of $2,000 or imprisonment for not more than three years, or 
both”, and/or the violator may be subject to discipline under 
the PTO Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 

All persons must comply with posted Official Notices and 
with verbal requests made by PTO personnel for compliance 
with these regulations. 


1. User Passes 

a. Individuals visiting any area of the PTO must obtain a valid, 
non-transferable user pass and wear it visibly displayed at 
all times while on the premises. 
Permanent User Passes may be obtained from the Manager 
of the Patent Public Search Room. The first Permanent User 
Pass is issued at no charge. Permanent User Passes sub- 
sequently issued as replacements will be provided at a 
charge of $5.00 per Pass. The holder of a Permanent User 
Pass may be issued one (1) Temporary User Pass, within 
aninety (90) day period at no charge. A request for a second 
Temporary User Pass during the same ninety day period 
will require the purchase of a Permanent User Pass at the 
required replacement fee. 





1134 TMOG 588 


(287) 


c. Temporary User Passes may be obtained by visitors at no 
charge from the managers of the Patent or Trademark 
Public Search Rooms and are valid through the expiration 


date stamped thereon. 
d. Permanent and Temporary User Passes must be surren- 
dered to the PTO upon request for cause. 


2. Use of Search Areas ; 

a. The Patent and Trademark Office facilities may be used 
by visitors only during the hours specified, Monday through 
Friday, and are closed to the public on Saturdays, Sundays 
and Legal Holidays: 


Patent Public Search Rm., 
Mezzanine and Microfilm 


8:00 a.m.—8:00 p.m.* 


Trademark Public Search Rm.. 8:00 a.m.—5:30 p.m.* 
Assignment Search Rm., Pub- 
lic Service Center, and Sci- 


8:30 a.m.—5:00 p.m.* 


8:30 a.m.—5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensure all visitors 
are out of the building by the time designated. 


b. 


Materials available for search purposes in the Patent 
and Assignment Search Rooms and patent application 
file histories shall not be removed from those areas. 
Trademark registrations in the Trademark Search 
Library shall not be removed from the secured bundles 
in the registered file. Photocopying from bound 
volumes of trademarks is prohibited. 
fy en ay emmanuel cae 
in Crystal Piz. Bldg. 2 
Use of Patent Examining Group search areas is strictly 
limited to searching materials unavailable in the Patent 
Public Search Room or the Scientific Library. Exam- 
ining Group search areas may be used only when such 
use does not conflict with the regular business of the 
Visitors to a Patent Examining Group Search Area 
must register with the designated Group Search Area 
representative indicating the times entering and leav- 
ing the area, User Pass number, and the class(es) and 
subclass(es) to be searched. 
Documents removed from the files of Patent Exam- 
ining Group search areas must be immediately re- 
turned to their proper location after use. Documents 
shall not be removed from the area in which they were 
obtained without specific written authorization from 
a ilahies toca de mae it Examiner in 
the Examining Group where the material(s) reside. 
Such authorization will not be given for U.S. Patents 
and other material readily available through the Sci- 
entific Library. 


3. PROHIBITIONS 
bao following are prohibited: 


Conduct which is rude or abusive to PTO employees 
or others. 

Smoking and consumption of food or beverages in 
other than designated areas. 

aw or any conduct which may be disruptive 


Use of radios, televisions, typewriters, photographic 
equipment, dictation equipment and other mechani- 

cal, electrical or electronic items without specific au- 
thorization from an Assistant Commissioner of the 
PTO. 

Improper use, mutilation, destruction or unauthorized 
removal of PTO records, documents or government 


property. 

Reserving seats or work areas. 

Affixing messages to walls, telephone booths or other 
government property, except designated message 
boards. 
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Use of the PTO as a mailing address, use of PTO 
stationery, and use of PTO emblem or seal. 

Use of PTO telephones and other office equipment, 
such as copiers, etc., except where specifically pro- 
vided for public use. This includes the use of PTO 
telephones to receive incoming calls. 

Use of any ter terminal other than the TRAM 
terminals for public use in the Trademark 
Search Lilvary, and the CASPIR end FOUR, PHASE 
terminals (or CASSIS terminal if the FOUR-PHASE 
terminals are not operating) provided in the Patent 
Public Search Room for public use. 

Placing PTO files or documents, government property 
or government owned reference materials in rental 
storage lockers. 

Use of rental storage lockers without depositing the 
required fee or holding the key to a storage locker 
beyond the specified maximum period of use. 


[1079 TMOG 7] 


(287) Procedures for Enforcement of the Regulations 
Relating to the Use of Patent and Trademark Office 
Records or Search Facilities 


Under applicable statutes and regulations, including 40 U.S.C. 
486(c), 41 101-20.3, and appropriate sections of Depart- 
ment Organization Orders 10-14 and 30-3 of the Department 
of Commerce, the procedures appearing below are established. 


1. Violations involving unauthorized removal of PTO files, 
documents, records or government property. 
a. aie aaa aia 


b. Eee 


oral explanation for the possession of such material 
or property will be requested by the PTO. 
Each incident involving unauthorized possession of 
PTO material or government property shall be imme- 
a sn daphne ja 6 rr 
or Group Director of the area from which the material 
or property was taken. 
If it appears to the Office or Group Director that 
possession of the materials was inadvertent or other- 
wise unintentional, no further action will be taken. The 
materials will be replaced appropriately and the 
person’s User Pass will be returned. 
If it appears to the Office or Group Director that 
possession of the materials was intentional, all persons 
involved shall be required to submit written state- _ 
ments detailing the circumstances and, in the case of 
a PTO User/visitor, show cause why the User Pass 
and visitor privileges should not be suspended or 
revoked. Statements will also be obtained from other 
witnesses where appropriate. The material or property 
shall be secured for possible use as evidence by the 
Office or Group Director, if appropriate. 
If the involved person possesses a Permanent User 
Pass, it shall be retained and forwarded with the written 
statements to the Assistant Commissioner for Admini- 
stration. A Temporary User Pass may be issued as 
replacement by the Assistant Commissioner for 
aye, ey ee ee 


a e Temporary 
User Pass it shall be reteined and forwarded with the 


written statements to the Assistant Commissioner for 
Administration within two weeks of the incident. No 
replacement will be provided pending action by the 
Assistant Commissioner for Administration. 


2. Other violations of public use regulations. 
a. Each observed or reported violation will be investi- 
gated. The persons involved shall be informed of the 
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nature of the violation and requested to comply with 
regulations. 

If it appears that the violation was inadvertent or 
otherwise unintentional and the involved person 
immediately conforms to the regulations, no further 
action will be taken. 

If the violation appears to be intentional or if the 
person involved refuses to comply with a verbal request 
from a PTO employee or continues to violate the 
regulations after being requested to comply, the person 
shall be required to surrender his or her User Pass to 
the PTO. A written report of each violation and the 
User Pass will be submitted to the Assistant Commis- 
sioner for Administration for a final decision. User 
Pass replacement procedures shall be as specified in 
paragraphs 1.f. or 1.g. 

If the Assistant Commissioner for Administration 
determines that a reported violation was inadvertent 
or otherwise not intentional, the User Pass will be 
returned and no further action will be taken. In all other 
cases, the Assistant Commissioner for Administration 
will request the person involved to show cause in 
writing why his or her User Pass and visitor privileges 
should not be suspended or revoked. 

A written decision will be rendered by the Assistant 
Commissioner for Administration after consideration 
of any timely submitted response. 

In the case of a written decision by the Assistant 
Commissioner for Administration adverse to a prac- 
titioner as defined by 37 CFR 10.1(r), a copy of the 
written decision will be forwarded to the Director of 
the Office of Enrollment and Discipline for whatever 
further action, including sanctions, as may be appro- 
priate under the PTO Code of Professional Respon- 
sibility. 


3. Factors to be Considered in Assessing Penalties. 

a. Penalties will be determined on a case by case basis. 

b. Prior violations of regulations will be considered when 
assessing whether any violation is willful, deliberate 
or intentional, and when determining the penalty to 
be imposed. 
Penalties may be assessed as follows, depending on 
circumstances: 

(1) Fora first offense: from a written warning to a 30 
day suspension of the User Pass and visitor privi 
leges. 

(2) Forasecond offense: a suspension of the User Pass 
and visitor privileges from 5 days to one year. 

(3) For a third or subsequent offense: from a suspen- 
sion of 30 days to permanent revocation of the User 
Pass and visitor privileges. 

(4) For any single serious or aggravated violation: 
suspension of the User Pass and visitor privileges 
for up to one year or permanent revocation of the 
User Pass and visitor privileges. A serious or 
aggravated violation is defined as any instance 
involving multiple violations of regulations during 
a single event or acts which also constitute a 
violation of Federal or local criminal law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations will be 
maintained by the Assistant Commissioner for Administration. 
These records will be made available to the public upon request. 


5. Use of Public Facilities During Suspension or After Revo- 
cation of User Pass. 

No individual will be permitted to use the facilities specified 
in these regulations while his or her User Pass is suspended or 
revoked. 


6. Absence of Assistant Commissioner for Administration. 
In the absence of the Assistant Commissioner for Admini- 

stration, the Deputy Assistant Commissioner for Administration 

will carry out the responsibilities assigned by these regulations. 


7. Absence of Designated PTO Officials. 
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In the absence of any Designated PTO Official, a Deputy or 
Acting Official will carry out the responsibilities assigned by 
these regulations. 


8. Assistance. 

PTO employees may, when necessary, request the Security 
Officer of the Patent and Trademark Office or the Federal 
Protective Service or their contractors to provide assistance in 
ie out their assigned responsibilities in paragraphs 1. and 


9. Appeals. 
Decisions rendered by the Assistant Commissioner for Ad- 
ministration may be reviewed on petition to the Commissioner. 
THERESA A. BRELSFORD, 
May 11, 1987. Assistant Commissioner 
for Administration. 
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Rules Concerning Conduct on Patent 
and Trademark Premises 


(288) 


1. Applicability 


These rules apply to all premises under the charge and control 
of the U.S. Patent and Trademark Office (PTO) through the 
General Services Administration and to all persons entering such 
premises. 


2. Admission to Property 


Patent and Trademark Office facilities are closed to the public 
outside of normal working hours. During normal working hours, 
a valid User Pass is required to enter PTO premises. 


The individual’s User Pass must be displayed at all times while 
on PTO premises. 


3. Preservation of Property/Conduct on PTO Premises 
The following activities are prohibited on PTO premises: 


a. Improperly disposing of rubbish; willfully destroying or 
damaging property; theft of property; creating a hazard to per- 
sons or things; and placing Government documents or materials 
in storage lockers. 

b. The willfull and unlawfull concealment, removal, muti- 
lation. obliteration or destruction, or attempts to do so, or, with 
intent to do so, or taking and carrying away of any record, book, 
paper, document, or other things from the facilities shall result in 
a fine of not more than $2,000 or imprisonment of not more than 
3 years, or both. See 18 U.S.C. § 2071. 


c. Removal of papers, materials, or other Government 
property from designated areas. Within a designated area, papers 
or other Government property must be returned to its proper 
location after use, unless otherwise posted. 


d. Using PTO premises and facilities as a place of business. 
It is prohibited to reserve work areas, use PTO as a mailing 
address, use PTO stationery, or a PTO telephone number as a 
personal telephone number. 


4. Inspection 


Packages, briefcases, storage lockers and other containers in 
the possession of visitors, employees, or other persons arriving 
at, working at, visiting, or ing from the PTO are subject to 
inspection. See 41 CFR § 101-20.301. 


5. Disturbances 


Disorderly conduct or other conduct which creates a loud or 
unusual noise or a nuisance which impedes or disrupts the 
performance of official duties by Government employees or 
which prevents the public from obtaining the administrative 
services provided on the property in a timely manner is prohib- 
ited. See 41 CFR § 101-20.30S. 
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6. Conformity with signs and directions 


Persons on the PTO premises shall at all times comply with the 
officical signs of a prohibitory, regulatory or directory nature 
and with the lawful direction of PTO employees. 


No rude or abusive conduct to PTO employees and fellow 
users. 


No food or beverages are permitted. 
No smoking except in designated areas. 


No mechanical or electronic equipment such as radios, televi- 
sions, typewriters, computers, or photographic equipment may 
be used without prior permission from the Assistant Commis- 
sioner for Administration. 


No use of PTO telephone and office equipment, except as 
specifically designated for public use. 


7. Penalties and other laws. 


Nothing in these rules shall be construed to abrogate any other 
Federal laws or regulatiuns or any State and local laws and 
regulations applicable to any area in which property under the 
charge and control of the PTO through the U.S. General Ser- 
vices Administration is situated. See 40 U.S.C. §§ 318(c) and 
486(c). 


41 CFR § 101-20.315 provides that whoever is found guilty of 
violating the rules of conduct on Federal property contained in 
41 CFR § 101-20.3 while on any property under the charge and 
control of the U.S. General Services Administration is subject to 
a fine of not more than $50, imprisonment of not more than 30 
days, or both. See 40 U.S.C. § 318c. 


Failure to follow these rules may result in immediate 
removal from the premises, suspension of user privileges, 
and/or enforcement of any criminal sanctions that may ap- 
ply. 

Aug. 30, 1991 THERSA A. BRELSFORD 
Assistant Commissioner for 
Administration 
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(289) Interlocutory Decisions by the 


Trademark Trial and Appeal Board 


Only final decisions of the Trademark Trial and Appeal Board 
are subject to judicial review. Some confusion may exsist in inter 
partes trademark proceedings as to whether certain decisions of 
the Board are "final" fort purpose of judicial review. 

An example where confusion may arise is a case in which (1) 
an opposition is filed, (2) applicant counterclaims for cancella- 
tion of a registration relied upon by an opposer, and (3) the Board 
renders a dicision (generally on summary judgment) on the 
Opposition, but sets the counterclaim for trial. Under these 
circumstances, there is no final order of the Board, because a 
decision has not been entered on the counterclaim. 

The party losing the opposition may feel compelled to seek 
judicial review within two months of the Board's decision to 

“prserve” its rights. But such an appeal appears to be premature 
underCopeland’s Enterprises, Inc. v. CNV. Ine. Inc. 887 F.2d 1065, 
12 USPQ2d 1563 (fed. Cir. 1989) (in banc). Copeland's is not 
the only appeal which has been dismissed because it was taken 
from an interlocutory decision of the Board. See Cortex Corpo- 
ration v. W.L. Gore & Associates, Inc.., No. 91-1016 (Fed. Cir. 
January 14, 1991)(unpublished), and Kellogg Co. v. Pack’em 
-~ ae Inc., No. 90-1336 (Fed. Cir. Sept. 27, 1990)(unpub- 
ished). 

In an effort to (1) minimize disruption in proceeding pending 
before the Board, (2) eliminate unnecessary appeals and filing of 
civil actions, only to have the appeal or civil action dismissed as 
premature, and (3) provide some certainty to partiesand thier 
attorneys as to when an appeal is timely, the Board will, when 
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resolving a mer\its issue prior to final judgement, generally 
indicate that it has entered an "interlocutory" order in the 
proceeding and further set the time for seeking judicial review of 
the "interlocutory" order to expire two months from the date a 
final order is entered in the proceeding. 
Jan. 22, 1991 HARRY F. MANBECK, Jr 
Assistant t Secretary and Commissioner 
of Patents and Trademarks 
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Patent and Trademark Office 
37 CFR Part 2 
[Docket No. 910364-1196] 
[RIN: 0651-AA47] 
Amendment to Interrogatory Practices 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
§ 2.120(d)(1) of the rules of practice in trademark cases, which 
limits the total number of interrogatories that may be served by 
one party upon another in a trademark interference, concurrent 
use, Opposition, or cancellation proceeding. The amendment 
shifts, from the responding party to the inquiring party, the 
burden of filing a motion to determine whether an assertion of an 
excessive number of interrogatories is well taken; and clarifies 
the paragraph. 

Effective Date: Nov. 12, 1991. The amendment shall be appli- 
cable to all inter partes proceedings pending before the Trade- 
mark Trial and Appeal Board on or after the effective date. 
For Further Information Contact: Janet E. Rice by telephone at 
(703) 308-9300 or by mail marked to her attention and addressed 
to Box 5, Trademark Trial and Appeal Board, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 
Supplementary Information: In a notice of proposed rulemaking 
published in the Federal Register on March 7, 1989, at 54 FR 
9514, and in the Patent and Trademark Office Official Gazette of 
March 28, 1989, at 1100 TMOG 137, the PTO proposed amend- 
ments to a number of the rules of practice in trademark cases. One 
of the proposed amendments pertained to § 2.120(d), which then 
consisted of a single paragraph relating to document production. 
It was proposed that the section be amended to include a new 
paragraph (designated “(1)” limiting the number of interrogato- 
ries that might be served by one party upon another in a trade- 
mark interference, concurrent use, opposition, or cancellation 
proceeding. 

In response to the notice of proposed rulemaking the PTO 
received numerous written comments pertaining to proposed § 
2.120(d)(1). One individual commented that a party served with 
excessive interrogatories might make its own count of the ques- 
tions, answer as many as were allowed under the proposed rule, 
and not answer the remainder on the ground that supernumerary 
questions were not authorized. To remedy this problem, the 
individual suggested that if the proposed rule were adopted, it 
might be advisable to add “a provision prescribing that relief for 
an excessive number of interrogatories is a protective order 
rather than an incomplete response to the interrogatories.” 

This suggestion, among others, was adopted in the final rule 
notice published in the Federal Register on Aug. 22, 1989, at 54 
FR 34886, and in the Patent and Trademark Office Official 
Gazette of Sept. 12, 1989, at 1106 TMOG 26. Thus, final § 
2.120(d)(1) included, as its last sentence, the following provi- 
sion: “If a party upon which interrogatories have been served 
believes that the number of interrogatories served exceeds the 
limitation specified in this paragraph, and is not willing to waive 
this basis for objection, the party shall, within the time for (and 
instead of) serving answers and objections to the interrogatories, 
file a motion for a protective order, accompanied by a copy of the 
interrogatories which together are said to exceed the limitation.” 

In addition, the final rule notice indicated that the PTO would 
monitor the impact of § 2.120(d)(1) carefully and further amend 
the rule if necessary. 
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The effective date of the rule amendments specified in the 
final rule notice was Nov. 16, 1989. Since that time, many 
attorneys have expressed the opinion, in public meetings relating 
to trademarks, that it is unfair for a party served with excessive 
interrogatories to have the burden of filing a motion for a 
protective order. These attorneys have suggested that the better 
practice would be to allow the responding party simply to object 
to the interrogatories on the ground of their excessive number, 
and leave the propounding party with the burden of filing a 
motion to compel, if it believes that the objection is not well 
taken. 

Accordingly, in a notice of proposed rulemaking published in 
the Federal Register on April 15, 1991, at 56 FR 15059, and in 
the Patent and Trademark Office Official Gazette of May 21, 
1991, at 1126 TMOG 40, § 2.120(d)(1) was proposed to be 
revised to substitute a motion to compel for the motion for a 
protective order. 

Written comments were submitted by one firm and ten indi- 
viduals, three of whom stated their complete approval of the 
proposed amendment. In addition, the relevant committee of one 
organization, and the relevant subcommittee of another organi- 
zation, submitted letters expressing their complete approval of 
the proposed amendment. 


Discussion of Specific Section Being Changed: 


In this discussion, “Trademark Trial and Appeal Board” is 
abbreviated as “Board.” 

Section 2.120(d)(1) now provides that the total number of 
written interrogatories which a party may serve upon another 
party pursuant to Rule 33 of the Federal Rules of Civil Procedure, 
ina proceeding, shall not exceed seventy-five, counting subparts, 
except that the Board, in its discretion, may allow additional 
interrogatories upon motion therefor showing good cause, or 
upon stipulation of the parties. A motion for leave to serve 
additional interrogatories must be accompanied by a copy of the 
interrogatories, if any, which have already been served by the 
moving party, and by a copy of the interrogatories proposed to 
be served. If a party upon which interrogatories have been served 
believes that the number of interrogatories served exceeds the 
limitation specified in the paragraph, and is not willing to waive 
this basis for objection, the party shall, within the time for (and 
instead of) serving answers and objections to the interrogatories, 
file a motion for a protective order, accompanied by a copy of the 
interrogatories which together are said to exceed the limitation. 

The paragraph is being revised to provide instead that if a party 
upon which interrogatories have been served believes that the 
number of interrogatories served exceeds the limitation speci- 
fied in the paragraph, and is not willing to waive this basis for 
objection, the party shall, within the time for (and instead of) 
serving answers and specific objections to the interrogatories, 
serve a general objection on the ground of their excessive 
number. 

The paragraph is being further revised to add a requirement 
that if a party serving the interrogatories, in turn, files a motion 
to compel discovery, the motion must be accompanied by a copy 
of the set(s) of interrogatories which together are said to exceed 
the limitation, and must otherwise comply with the requirements 
of paragraph (e) of the section. Paragraph (e) governs motions to 
compel discovery in inter partes proceedings before the Board, 
and requires, inter alia, that a motion to compel be supported by 
a written statement from the moving party that such party or its 
attorney has made a good faith effort, by conference or corre- 
spondence, to resolve with the other party or the attorney therefor 
the issues presented in the motion and has been unable to reach 
agreement. 

The final paragraph includes one revision that was not in- 
cluded in the proposed paragraph. The present paragraph pro- 
vides, in part, that “A motion for leave to serve additional 
interrogatories must be accompanied by a copy of the interroga- 
tories, if any, which have already been served by the moving 
party, and by acopy of the interrogatories proposed to be served” 
(emphasis added). Thus, the paragraph clearly contemplates, but 
does not explicitly state, that a motion for leave to serve addi- 
tional interrogatories must be filed prior to the service of the 
additional interrogatories. As the result of a written comment 
filed in response to the notice of proposed rulemaking (see 
“Re se to Comments on the Rule”), and in order to further 
clarify the paragraph, the foregoing sentence is being revised to 
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read, “A motion for leave to serve additional interrogatories must 
be filed and granted prior to the service of the proposed addi- 
tional interrogatories; and must be accompanied by a copy of 
the interrogatories, if any, which have already been served by the 
moving party, and by a copy of the interrogatories proposed to 
be served” (emphasis added). 


Response to Comments on the Rule 


Comment: Three individuals and the firm objected to the pro- 
posed amendment of § 2.120(d)(1). 

Two of these individuals asserted their belief that the proposed 
rule would provide responding parties with a vehicle for abuse 
and delay. In particular, one of the individuals commented that 
under the proposed rule, a party served with interrogatories 
believed to be excessive would be able to assert a general 
objection thereto, thus delaying its responses to the interrogato- 
ries until the propounding party made its required attempt to 
resolve the matter in good faith; that a party asserting a general 
objection based on excessive number would not only get to shift 
the burden of going forward to the propounding party, but also 
would be able, as a matter of course, to engage in dilatory 
conduct; and that the party which “wishes to deviate from the 
norm (i.e., to object to responding to the interrogatories) should 
be the party to undertake the burden.” In the same vein, the 
second individual asserted that under the proposed rule, a re- 
sponding party served with interrogatories even remotely close 
to 75 would merely object to them on the basis of their number; 
that the objection would cost the responding party nothing and 
result in none of the interrogatories being answered; that the 
responding party could delay making its objection until the last 
day of the 30- or 45-day period for serving a response to the 
interrogatories; and that if a motion to compel was filed, the 
propounding party would have to bear the cost thereof, and there 
would be further delay while the Board considered the motion. 

The firm commented that the proposed rule “would almost 
assuredly result in the need to seek the intervention of the Board 
in close cases or in cases where insufficient time remains for 
serving further interrogatories because of the close of discov- 
ery.” The firm expressed its belief that the proposed rule would 
result in delay, “avoidable encroachments upon the Board’s 
attention and time, additional expense to the parties and the 
USPTO and the introduction of further uncertainties relating to 
the timing of testimony periods. . .” 

The third individual commented that the proposed rule seems 

to contemplate repetitive motions to compel. Specifically, the 
individual expressed his belief that a motion to compel filed in 
response to a blanket objection based on excessive number 
“would seem to require an order either (1) restricting the number 
of interrogatories or (2) requiring answers and objections to be 
served;” and that to the extent that specific objections, or insuf- 
ficient answers, were then served, there might be need for a 
further motion to compel. This individual suggested that a party 
served with an excessive number of interrogatories should be 
required to serve answers or specific objections to the first 75 of 
them, but should be permitted to assert a blanket objection, on the 
basis of excessive number, to the remainder. 
Response: while there is a possibility that the proposed rule may 
be used by responding parties as a vehicle for abuse and delay, 
the present rule provides a similar vehicle for propounding 
parties. That is, if a propounding party serves an excessive 
number of interrogatories, the responding party must either 
serve answers and specific objections, even though the inter- 
rogatories are excessive in number, or be put to the trouble and 
expense of filing a motion for a protective order. In essence, both 
the present rule, and the proposed rule, require the filing of a 
motion to determine whether an assertion of an excessive num- 
ber of interrogatories is well taken; the two rules differ in that the 
present rule places the burden of filing the motion on the 
responding party, while the proposed rule would place that 
burden on the propounding party. In addition, the proposed rule 
does involve some extra delay, since it provides for an interven- 
ing blanket objection on the ground of excessive number prior to 
the filing of the motion to determine whether the assertion of 
excessive number is well taken. Nevertheless, it appears that the 
fairer, and preferable, practice is that embodied in the proposed 
rule. Moreover, a propounding party may avoid the problems 
envisioned in the comments by fashioning its interrogatories in 
such a manner that they clearly do not exceed the numerical 
limitation of § 2.120(d)(1). 
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It is true that, under the proposed rule, two motions to compel 
may be necessary. However, two motions may also be necessary 
under the present rule, namely, the motion for a protective order, 
and, after that motion has been determined and answers and 
specific objections have eventually been served (either to the 
original interrogatories, if the Board finds that they are not 
excessive, or to reformulated interrogatories not exceeding the 
limitation), a motion to compel, if the propounding party is 
dissatisfied with the answers and/or specific objections. Again, 
the essential difference between the two rules is that under the 
present rule, the burden of filing the initial motion lies with the 
responding party, while under the proposed rule, that burden 
would lie with the propounding party. 

The suggestion that a responding party, served with what it 
believes to be an excessive number of interrogatories, be 
required to serve answers or specific objections to the first 75 of 
them, but be permitted to assert a blanket objection, on the basis 
of excessive number, to the remainder, has not been adopted. 
Such an approach would simply open up a new area for dispute, 
that is, a dispute as to whether the responding party has, in fact, 
answered the first 75 (rather than only the first 74, or whatever). 
Further, this type of approach might encourage propounding 
parties to routinely serve an excessive number of interrogatories, 
in the belief that the responding party may answer all of them, 
and at least will answer the first 75. Finally, it is believed that the 
purposes of discovery are better served if a party which has 
propounded excessive interrogatories is allowed an opportunity 
to serve reformulated interrogatories not exceeding the limita- 
tion, so that the propounding party may, in effect, decide which 
of the interrogatories, within the numerical limitation, it most 
wants to have answered. 

Comment: One individual expressed approval of the proposed 
amendment to the rule but suggested a further amendment. The 
individual commented that the practice under the current rule is 
that if a party serves more than 75 interrogatories, and the 
responding party files a motion for a protective order, the 
propounding party “no longer is permitted to file a motion for 
leave to file more than 75 interrogatories.” The individual sug- 
gested that the rule be further amended to explicitly so provide, 
in order to discourage propounding parties which have served 
assertedly excessive interrogatories from coupling their motion 
to compel with a motion for leave to serve additional interroga- 
tories. 

Response: The present rule provides, in part, that a motion for 
leave to serve additional interrogatories must be accompanied 
by acopy of the interrogatories, if any, which have already been 
served by the moving party, and by a copy of the interrogatories 
proposed to be served. \tis clear therefrom that a motion for leave 
to serve additional interrogatories is to be filed prior to service of 
the additional interrogatories, not after the fact, and the Board 
has so held in a number of cases, declining to entertain such a 
motion when the motion is filed in response to a motion for a 
protective order. See Chicago Corp. v. North American Chicago 
Corp., 16 USPQ2d 1479 (TTAB 1990); Baron Phillippe De 
Rothschild S.A. v. S. Rothschild & Co. Inc., 16 USPQ2d 1466 
(TTAB 1990); Towers, Perrin, Forster & Crosby Inc. v. Circle 
Consulting Group Inc., 16 USPQ2d 1398 (TTAB 1990); and 
Brawn of California Inc. v. Bonnie Sportswear Ltd., 15 USPQ2d 
1572 (TTAB 1990). 

However, in order to further clarify the rule, the suggestion has 
been adopted to the extent that the portion of the paragraph 
which presently reads, “A motion for leave to serve additional 
interrogatories must be accompanied by a copy of the interroga- 
tories, if any, which have already been served by the moving 
party, and by a copy of the interrogatories proposed to be 
served.”, is being revised to read, “A motion for leave to serve 
additional interrogatories must be filed and granted prior to the 
service of the proposed additional interrogatories, if any, which 
have already been served by the moving party, and by a copy of 
the interrogatories proposed to be served.” 

Comment: One individual expressed approval of the proposed 
rule. However, the individual commented that there might be a 
problem in those cases where a blanket objection on the basis of 
excessive number is not asserted until after the discovery period 
has closed; that in those cases, if the propounding party, in 
response to the objection, voluntarily serves revised interrogato- 
ries (rather than filing a motion to compel), the responding 
party may object to them as untimely, with the result that a 
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motion to compel may be filed. The individual suggested that “to 
avoid this result, it may be helpful if there is discussion, but not 
necessarily within the rule, explaining that the service of 
revised interrogatories, within the scope of the first set, is accept- 
able.” 

Response: When a party which has not previously used up its 
allotted 75 interrogatories serves a set of interrogatories which 
are excessive in number, and the responding party, in turn, raises 
the issue of their excessiveness in the manner prescribed in § 
2.120(d)(1), it is the practice of the Board to allow the propound- 
ing party an opportunity to serve a revised set of interrogatories 
not exceeding the numerical limitation. See Pyttronic Industries 
Inc. v. Terk Technologies Corp., 16 USPQ2d 2055 (TTAB 
1990); Kellogg Co. v. Nugget Distributors’ Cooperative of 
America Inc., 16 USPQ2d 1468 (TTAB 1990); Baron Phillippe 
De Rothschild, supra; Towers, Perrin, supra; and Brawn of 
California, supra. This is so even if the discovery period has 
closed, since the revised set of interrogatories serves as a substi- 
tute for the excessive (but timely) set. However, if the revised set 
of interrogatories is not served until after the close of the discov- 
ery period, the scope of the interrogatories included therin may 
not exceed that of the original interrogatories, that is, the revised 
set of interrogatories may not request information not sought in 
the original interrogatories. See Kellogg Co., supra. Litigants 
before the Board are strongly encouraged to follow a similar 
practice voluntarily, without resort to the Board. 

The suggestion of the individual has been adopted to the 

extent that the preceding paragraph explaining the practice of the 
Board has been included in this final rule notice. 
Comment: Two individuals expressed their general approval of 
the proposed rule, but suggested further modifications thereof. 
Each of these individuals indicated a preference for the proposed 
rule, even if not further modified, over the present rule. 

One of the individuals stated that a 30-day period for a 
responding party to serve a blanket objection on the basis of 
excessive number is too long; that it is a simple objection to write, 
requiring no su ing statement, let alone argument; and that 
the proposed 3} y period would thus needlessly delay discov- 
ery, and “might impede or prejudice the inquiring party s discov- 
ery if the objection were made near the end of the discovery 
period.” The individual suggested that the proposed rule be 
modified to require that ?—ee to interrogatories on the 
basis of excessive number be served within 15 days of the date 
of service of the interrogatories. 

The second individual suggested that a responding party 
objecting on the basis of an excessive number of interrogatories 
be required to include in its objection a brief statement explain- 
ing how it believes the total number of interrogatories exceeds 
75, if the numbered og meen and identified parts and 
subparts do not exceed 75. Then the propounding party should 
be required, if it files a motion to compel, to explain how its 
interrogatories are within the limits of the rule. The rule should 
also provide that the party objecting to the number of interroga- 
tories may, but need not, respond to the motion to compel. 
individual noted that if this suggestion were adopted, a response 
to the motion to compel would be unnecessary because the 
objection and the motion to compel would present the total 

icture for the Board’s consideration. 

esponse: The PTO does not believe that the suggested modifi- 
cations are necessary at this time. However, the PTO will con- 
tinue to monitor the impact of § 2.120(d)(1) carefully, and will 
propose further amendments if circumstances warrant. 


Other Considerations 


The rule change will not have a significant impact on the 
quality of the human environment or the conservation of energy 
resources. 

The rule change is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et. seq..), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The rule 
change includes no additional or increased fees Substantive 
rights to use trademarks are not adversely affected. 

The Patent and Trademark Office has determined that this rule 
change is not a major rule under Executive Order 12291. The 
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annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers; 
individual industries; Federal, state or local government agen- 
cies; or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
or innovation, or on the ability of United States- enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The Office has also determined that this rule change has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The rule change will not impose any additional burden under 
the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et. seq. 


List of Subjects in 37 CFR Part 2 


Administration practice and procedure, Courts, Lawyers, 
Trademarks. 


For the reasons set forth in the preamble and pursuant to the 
authority contained in section 41 of the Trademark Act of July 5, 
1946, 15 U.S.C. 1123, as amended, 37 CFR part 2 is amended as 
follows: 


PART 2-- RULES OF PRACTICE IN TRADEMARK CASES 


1. The authority citation for 37 CFR part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 

2. Section 2.120 is amended by revising paragraph (d)(1) to 
read as follows: 


§ 2.120 Discovery. 


REKKE 


(d) Interrogatories; request for production. 

(1) The total number of written interrogatories which a party 
may serve upon another party pursuant to Rule 33 of the Federal 
Rules of Civil Procedure, in a proceeding, shall not exceed 
seventy-five, counting subparts, except that the Trademark Trial 
and Appeal Board, in its discretion, may allow additional inter- 
rogatories upon motion therefor showing good cause, or upon 
stipulation of the parties. A motion for leave to serve additional 
interrogatories must be filed and granted prior to the service of 
the proposed additional interrogatories and must be accompa- 
nied by a copy of the interrogatories, if any, which have 
already been served by the moving party, and by a copy of 
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the interrogatories proposed to be served. If a party upon 
which interrogatories have been served believes that the 
number of interrogatories served exceeds the limitation 
specified in this paragraph, and is not willing to waive this basis 
for objection, the party shall, within the time for (and instead 
of) serving answers and specific objections to the interrogato- 
ries, serve a general objection on the ground of their 
excessive number. If the inquiring party, in turn, files a 
motion to compel discovery, the motion must be accompanied 
by a copy of the set(s) of the interrogatories which together 
are said to exceed the limitation, and must otherwise 
comply with the requirements of paragraph(e) of this 
section. 


eEKEE 


Sept. 5, 1991 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1131 TMOG 54] 


(291) Iraqi Sanctions Regulations 

On January 18, 1991, the Department of the Treasury, Office 
of Foreign Assets Control (OFAC), published the Iraqi Sanctions 
Regulations (Regulations) (31 CFR Part 575). 56 Fed. Reg. 
2112. The regulations implement Executive Orders 12722 (Au- 
gust 2, 1990) and 12724(August 9, 1990) relating to certain 
property and transactions in which the Government of Iraq and 
persons in Iraq may have an interest. 

It appears that the provisions of the Executive Orders and 
Regulations prohibit transactions relating to the filing or pros- 
ecution of applications for patents or for registration of trade- 
marks, where an Iraqi interest is involved. The prohibited trans- 
actions, however, may be authorized by a specific license issued 
pursuant to the proceedures described in Section 575.801 of 
Subpart H of the Regulations. 

This notice is intended to alert practitioners and applicants to 
the prohibitions which may apply to matters before the Patent 
and Trademark Office, (PTO) if Iraqi interests are involved. this 
notice is further intended to advise that where such interests or 
potential interests come to the attention of the PTO, an appropri- 
ate specific license from OFAC may be required 
Jan. 29, 1991 HARRY F. MANBECK, Jr. 

Commissioner of Patents 

and Trademarks 


[1123 TMOG 36] 
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Assistant Secretary and Commissioner, 
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Deputy Assistant Secretary and Deputy 
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Assistant Commissioner for Patents, 
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Assistant Commissioner for Administration, 
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Michael K. Kirk 
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Assistant Commissioner, 
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Allowance, errors in notice of 
Amendments: 


Application: 

Receipt Acknowledgement 
Apostille 
Arbitration awards, notices of 
Arbitration of Patent Interference cases 
Assignments: 

Applications of joint inventors 

Issuance of patent to assignee 

Pre 1955/1957 Records 

Recording Foreclosures 


Rules (Proposed) 6/4/91 


Uniformity in submitting assignee names .... 
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Biological material deposit 
Biotechnology, Special Status 


Budapest Treaty 


Certificate of correction 
To perfect claim for priority under 35 


Certification of deposits under Budapest 
Treaty 
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Change of address 
Claims: 
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Multiple dependent 
Objected-to 
Closing of PTO 
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Computer aided search 


Computer programs, patenting 
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Continuing application procedure 
Copyright notices in patents 
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Declaration: 
Information necessary to comply with 


Use of restricted for electronic ordering 
of copies 
Depositions, examiner 
Deposits of microorganisms .. 


Disclosure Document Program ... 
Drawings: 
Changes in drafting practice 


Color in utility applications 
Correction procedures .. 
Requirements - 
Duty of disclosure 51, 62, 115 
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Fees 
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Quality Reinforcement Program report 


Receipts, post card 
Receipts, filing 
Reexamination: 
Certificate wording 
Clarification of practice 
Duty of Disclosure 
Extensions of time in reexam proceedings . 
Failure to respond timely 
Public Law 96-517 
Requester Participation 
Rules re Reexamination Proceedings 
Rules re Reissue, Reexamination, Protest 
and Examination Procedures 
Refunds 
Registration to practice before PTO .. 
Reissues 


51, 65, 79 
180, 181 
115-118 
138, 139 

Rejections under 35 U.S.C. 102(f) or 

(g)/103 152, 153 

Report on Public Law 97-247 ‘61 

Report on Quality Reinforcement Program .... 101 

Requests for files, out-of-town 27 

Response after final rejection 110, 111 

Response when filing continuing 

application 105 
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Restriction and election 
In international applications 
Revival of abandoned applications 


Rule changes: 

Application filing practices, 
effective Jan. 16, 1990 

Arbitration of patent interference cases, 
effective May 27, 1987 

Assignment Practice (proposed 6/4/91) 

Automated Search System Fees, 
effective Nov. 13, 1990 


Communications with Office of Solicitor .... 


Deposit of biological materials, effective 


Duty of Disclosure (Proposed 8/27/91) 
Fees, effective Oct. 1, 1982 
Fees, effective Oct. 5, 1985 
Fees, effective Apr. 17, 1989 
Fees, effective Nov. 5, 1990 
Fees effective Dec. 16, 1991 
File wrapper continuing application 
Foreign filing license, 

effective June 1, 1984 
Foreign filing amendments 
Government Employee Invention 
Interference proceedings, 

effective Feb. 11, 1985 


Interference Proceeding (proposed 7/2/91) . 
Judicial Review, effective Aug. 20, 1989 .... 


Maintenance fee, effective Nov. 1, 1984 

Miscellaneous changes in patent practice 
effective Jan. 1, 1989 

Miscellaneous examining and appeal, 
effective 1977, and Sept. 12, 1988 


Miscellaneous, effective Apr. 1, 1984 
Miscellaneous patent provisions of 
PL 98-620 and 98-622, effective 


Patent procedure, effective Feb. 27, 


Patent term extension 
For Animal Drug Products 
effective May 26, 1981 
Practice before the PTO 


Presidential proclamation semiconductor 
chips effective Aug 1, 1988 

Reexamination Litigation Policy 

Reexamination proceedings, effective 
July 1, 1981 

Reissue, Reexamination, Protest and 
Examination Procedures, effective 
July 1, 1982 

Request for identifiable records, effective 


Sequence disclosures .. 
Service of Process and Testimony 
of Employees 
Time period for objection of publicat: 
Unity of invention and PCT 
effective July 1, 1987 
Variety naming requirements for plant 
patent applications 


Sanction, Iraqi 


Search facilities in PTO: 


g 
Security labels, removal of 
Semiconductor chip protection . 


93-96 


115-117 
157 
51 


153 


63 
147 


149 
181-183 
190 


150 
124 


62 
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Sequence disclosure requirements .... 
Simulated or predicted test results .... 
Small business, definition 
Small entity: 

Definition 

Funding agreement with Federal 


Verified statement ... 
Special box numbers 


Special Status, biotechnology 
Specification: 
Graphical illustrations 
Status inquiries 
Statutory Invention Registration 
Subscriptions to Government publications 
Superconductivity 
Survey on citation by applicants in 
information disclosure statement 
Suspension of action 
Symbols in applications 


Test results, simulated or predicted 
Testimony, examiner 
Title of invention 
Translations of foreign references 
Trademarks: 
Advisory Committee for Patents and 
Trademarks; Establishment 
Amended Applications, Examining 


Amendment to Interrogatory Practices 
— to the Federal Circuit from 


Pe ower Filing Requirements, 
Questions and Answers 
Assignment Practice (Patent and 
Trademark), Changes in 
Automated Search System Fees 
Availability of Patent and Trademarks 


Availability of Trademark Status Line 

“Blackout Period" in Effect for 
“Intent-to-Use" Applications, TRAM 
Status Codes Indicating 

Calendar Table of Official Gazette 
Volume Numbers: 1872-1990 

Certificate of Mailing 

Certified Copies of Trademark 
Applications/Registrations 

Change in Legal Holidays 

Change in Official Gazette Entry to 
Show Cancellation of Fewer Than All 


Change of Correspondence Address in 
tes Appli 


Changes in Format for Publishing Trade- 


marks for Opposition 
Changes in Patent and Trademark 
Assignme i 


Code of Federal Regulations (C.F.R.) Rule 


1.8, 37 C.F.R. 1.8, Error in 
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89, 90 
87 
50 


155, 156 


102 
118 
85 


Conduct on Patent and Trademark Premises, 


ings 
Electronic Data Dissemination Policies 


Electronic 
Trademark Sole Use of Restricted 
Deposit Account for 

Error in Code of Federal Regulations 
(CF.R.) Rule 1.8, 37 C.F.R. 1.8 

Examination Guid 
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Facsimile Transmission, Filing of Certain 
Trademark Papers and Authorizations 
to Charge Deposit Accounts by 

Filing of a Notice of Appeal to the 
Court of Appeals for the Federal 
Circuit in the Patent and Trademark 


247, 248 


Filing of Certain Trademark Papers and 
Authorizations to Charge Deposit Accounts 
by Facsimile Transmission 

Filing of Papers During Unscheduled 
Closings of the Patent and Trademark 


Filing Receipt for Application . 
Flexible Working Hours 


Helpful Hints from PTO 223, 237, 
2 


Inadvertently Issued Registration 


Initial Processing of Applications 

Interlocutory Decisions by the 
Trademark Trial and Appeal Board 

International Protection of Government 
Emblems and Seals 

International Trademark Classification 

Interrrogatory Practices, Amendment to 

Interviews Involving Applications ..... 

Iraqi Sanctions Regulations ... 

Late-Filed Renewal Fees 

Move of Trademark Office and Restructuring 
of Trademark Examining Operation 

New Numbers for Filing of Certain 
Trademark Papers and Authorizations 
to Charge Deposit Accounts by Facsimile 
Transmission 

New Telephone Numbers for PTO 
Organizations Located in North and 
South Tower Buildings 

New Telephone Numbers for Trademark 
Status Line 

Notices of Abandonment . 

Notice to Subscribers 

Notification of Errors in Trademark 
Official Gazette 

Petition to Make Applications Special 

Post Registration 

Postal Service Delay in Delivery of 


Powers of Attorney in Registered Files 

Printing of Use in Another Form Claims .... 

Procedures for Enforcement of the 
Regulations Relating to the Use of 
Patent and Trademark Office Records or 
Search Facilities 

Proposed Records Control Schedule 

Public Advisory Committee for 
Trademark Affairs 

Published Trademark Applications 

Recording of Documents Affecting Title .... 

Recording of “Territorial Assignments” 

Regulations Relating to the Use of Patent 
and Trademark Office Records or 
Search Facilities 

Renewal Applications and Section 8 
Affidavits 

Renewal of Trademark Registrations 

Requests for Information on Status of 
Trademark Registrations 

Retention Schedule for Trademark Records 

Revised Rules of Practice, Reminders 

“Revivals” and “Reinstatements” 

Rule 2.165 Requirements for Section 8 
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Rules Concerning Conduct on Patent and 
Trademark Premises 

Section 8 Requirements for Trademark 
Registrations 

Section 7 Requests 

Separation of the Patent and Trademark 
Sections of the Official Gazette 

Service of Court Papers on the Commissioner 
of Patents and Trademarks 

Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of Documents in 
Legal Proceedings 

Single Copies of the Trademark Official 


Special Grant Covers Commemorating the 
Bicentennial of the United States 
Constitution 

Standardized Disclaimers 

Status Line, Deposit Account .. 

Status Line, Trademark 

Staus of Trademark Registrations, 
Requests for Information on 

Subscription Pricing Information 

T-Search Printouts as Section 2(d) 
References 

Telephone Changes for Deposit Account 
Status Line 

Trademark Examining Operation 

Trademark Examining Procedure for Amended 
Applications 

Trademark Office Actions 

Trademark Status Information Available 
on the Trademark Status Line 

Trademark Status Line, Availability of 

Trademark Status Line, New Telephone 
Numbers for 

Trademark Status Line, Status Information 
Available on 

TRAM Status Codes Indicating "Blackout 
Period” in Effect for "Intent-to-Use" 
Trademark Applications 

Transmittals for Use of Deposit Accounts .. 
Unpaid Fee Checks 

USTA Publications of Looseleaf Rules of 


235, 
230, 231, 


Use of Restricted Deposit Account for 
Electronic Ordering of Patent and 
Trademark Copies 

Weekly Summaries TTAB Final Decisions 

Wording in Verification or Declaration 


U 


Unity of invention practice in international 
applications 

Unpaid fee check 

UPOV convention 

Use of facilities regulations 

User passes 


Viewing of video tapes during interview 
Visitor passes and regulations ...1..........:+e+sser+ 


w 


Waiver of one year time period requirement 
in 36 CFR 1.137(b), 1.555(c) and 
1.316(c) 

Withdrawal of attorney 
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Patent Cooperation Treaty (PCT) Information 


For information concerning PCT member countries, see the 
notice appearing in the Official Gazette at 1126 O.G. 2, on May 
7, 1991. 

For use of the European Patent Office as an International 
Searching Authority for international applications filed in the 
United States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52, on Sept. 28, 1982. 

For use of the European Patent Office as an International 
Preliminary Examining Authority for international applications 
filed in the United States Receiving Office, see the notices 
appearing in the Official Gazette at 1080 O.G. 2, on July 7, 1987 
and at 1091 O.G. 2, on June 7, 1988. There is no longer a limit 
on the number of such international applications accepted for 
international preliminary examination by the European Patent 
Office; see the notice appearing at 1116 O.G. 32, on July 17, 
1990. 

The search fee of the European Patent Office was changed on 
July 1, 1991, due to a difference in the exchange rate of the 
U.S. dollar in relation to the German mark, and was announ- 
ced in the Official Gazette at 1126 O.G. 76 on May 28, 
1991. 

International fees were changed on January 1, 1992, due to 
a decision of the Assembly of the PCT Union taken during its 
meeting from 23 September 1991 to 02 October 1991, and were 
announced in the Official Gazette at 1133 O.G. 98, on Dec. 24, 
1991. 

Certain domestic PCT fees and charges for International 
Search and Preliminary Examination have been changed effec- 
tive Dec. 16, 1991 and were announced in the Official Gazette at 
1133 O.G. 43 on Dec. 17, 1991. 

The current schedule of PCT fees (in U.S. dollars) is as 
follows: 


TITIES. scticcansncconenntcsctiremamentianecmcaumnnes 
Search Fee 
U.S. Patent and Trademark Office (USPTO) as 
International Searching Authority (ISA) 
—wNo corresponding prior U.S. national 
application filed 
—Corresponding prior U.S. national 
application filed 
—Supplemental search fee, per 
additional invention 
European Patent Office as ISA 
Preliminary examination fee 
USPTO as International Preliminary Examining 
Authority (IPEA) 
—Search fee paid to USPTO as ISA 
—aAdditional examination fee, per 
additional invention 
—ISA not the USPTO 
—Additional examination fee, 
per additional invention 
International fees 
Basic fee 
Basic Supplemental fee (for each page 
over 30) 
Designation fee per country or region 
for the first 10 national or regional 


190.00 


Designation fee for 1 1th and 
subsequent designations 
Handling fee 


U.S. National Stage fees 


USPTO was IPEA 


USPTO was ISA but not 


USPTO was neither ISA _ nor 
DT 6 seis tntetaticaiieeenants 
Filing with an EPO or JPO search 


po 

USPTO was IPEA and all 
claims presented satisfied 
provisions of PCT Article 
33(2) to (4) 

—For each independent 
claim in excess of 3 

—For each claim in excess of 


—For each application con- 
taining a multiple depen- 
dent claim 
—Surcharge for filing nation- 
al fee or oath or 
declaration after the time 
limit applicable under PCT 
Article 22 or 39(1) 
—Processing fee for filing 
English translation after 
the time limit applicable 
under PCT Article 22 or 
130.00 130.00 
June 27, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks. 


Notice of Maintenance Fees Payable 


Title 37, Code of Federal Regulations, Section 1.362(d) 
ecg that maintenance fees may be paid without surcharge 
or a six-month period beginning 3, 7, and 11 years after the date 
of issue of patents based on application filed on or after Dec. 12, 
1980. An additional six-month grace period is provided by 35 
U.S.C. 41(b) and 37 CFR 1.362(e) for payment of the mainte- 
nance fee with the surcharge set forth in 37 CFR 1.20(h), as 
amended effective Dec. 16, 1991. If the maintenance fee is not 
paid in a patent requiring such payment the patent will expire on 
the 4th, 8th or 12th anniversary of the patent. 

Attention is drawn to the patents which were issued on 
January 3, 1989 for which maintenance fees due at 3 years and 
six months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 4,794,652 through 4,796,301 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on January 
1, 1985 for which maintenance fees due at 7 years and six 
months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 4,490,855 through 4,491,984 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design or plant patents. 


Payments of maintenance fees in patents should be directed to 
“Commissioner of Patents and Trademarks, Box M. Fee, Wash- 
ington, D.C. 20231.” 

‘or patents based on applications filed on or after December 
12, 1980, but before August 27, 1982, aye owners must 
establish small entity status according to 37 CFR 1.27 if they 
have not done so and if they wish to pay the small entity. 

The current amounts of the maintenance fees due at 3 years 
and six months and seven years and six months and eleven years 
and six months are set forth in 37 CFR 1.20(e)-(g), as amended 
Dec. 16, 1991, which are reproduced below: 
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37 CFR § 1.20 Post-issuance fees 4,411,086 06/243,719 10/25/83 
4,411,101 06/293,68 1 10/25/83 

(e) For maintaining an original or reissue patent, except 4,411,108 06/28 1,383 10/25/83 
a design or plant patent, based onan application filedon 4,411,109 06/303,376 10/25/83 
or after after Dec. 12, 1980 , in force beyond 4 years; the fee 4,411,112 06/3 15,708 10/25/83 

is due by three years and six months after the original grant: 4,411,114 06/221 ,335 10/25/83 
4,411,117 06/265 ,382 10/25/83 

By a small entity (§1.9f) i 4,411,138 06/408,915 10/25/83 
By other than a small entity . 4,411,143 06/279,527 10/25/83 
4,411,146 06/254,412 10/25/83 

(f) For maintaining an original or reissue patent,exceptadesign 4,411,148 06/247,226 10/25/83 
or plant patent, based on an application filed on or after Dec. 4,411,155 06/278,566 10/25/83 
12, 1980 in force beyond 8 years; the fee isdue by sevenyears 4,411,156 06/23 1,867 10/25/83 
and six months after the original grant: 4,411,158 06/254,114 10/25/83 
4,411,159 06/282,079 10/25/83 

By a small entity (§1.9f) 4,411,162 06/235,913 10/25/83 
By other than a small entity $1,810.00 4,411,166 06/244,444 10/25/83 
4,411,174 06/258,031 10/25/83 

(g) For maintaining an original or reissue patent exceptadesign 4,411,190 06/261 ,043 10/25/83 
or plant patent, based on an application filed on or after Dec. 4,411,198 06/247 ,076 10/25/83 
12, 1980, in force beyond 12 years; the fee is due byeleven 4,411,211 06/3 14,047 10/25/83 
years and six months after the original grant: 4,411,216 06/320,317 10/25/83 
4,411,217 06/366,241 10/25/83 

By a small entity(§1.9(f)) $1,365.00 4,411,219 06/351,188 10/25/83 
By other than a small entity $2,730.00 4,411,222 06/350,293 10/25/83 
4,411,223 06/275,512 10/25/83 

The amounts of the surcharges for paying the maintenance fee 4,411,226 06/292,886 10/25/83 
during the grace period or after the expiration of the patent are 4,411,227 06/321 ,047 10/25/83 
set forth in 37 CFR 1.20(h), and (i), which are reproduced 4,411,231 06/369,326 10/25/83 
below: 4,411,235 06/337,716 10/25/83 
4,411,240 06/374,965 10/25/83 

(h) Surcharge for paying a maintenance fee during the 6-month 4,411,252 06/327,188 10/25/83 
grace period following the expiration of three years and six 4,411,256 06/358,563 10/25/83 
months , seven years and six months, and eleven yearsandsix 4,411,265 06/275,209 10/25/83 
months after the date of the original grant of apatentbasedon 4,411,274 06/265,551 10/25/83 
an application filed on or after Dec. 12, 1980 4,411,285 06/264,40: 10/25/83 
4,411,287 06/254,932 10/25/83 

By a small entity (§1.9f) 5 4,411,293 06/315,045 10/25/83 
By other than a small entity mee ! 4,411,296 06/253,978 10/25/83 
4,411,301 06/428,150 10/25/83 

(i) Surcharge for accepting a maintenance fee afterexpirationof 4,411,304 06/251,246 10/25/83 
a patent for non-timely payment of a maintenance fee where 4,411,307 06/229,331 10/25/83 
the delay is shown to the satisfaction of the Commissionerto 4,411,309 06/244,459 10/25/83 
have been unavoidable $600.00 4,411,313 06/312,509 10/25/83 

‘ 4,411,320 06/356,119 10/25/83 

4,411,322 06/266, 154 10/25/83 

4,411,324 06/278,558 10/25/83 

Notice of Expiration of Patents 4,411,328 06/361 ,310 10/25/83 

Due to Failure to Pay Maintenance Fees 4,411,338 06/305,713 10/25/83 
4,411,346 06/272,537 10/25/83 

35 U.S.C. 41 and 37 CFR 1.362(g) provide that ifthe required 4,411,347 06/280,318 10/25/83 
maintenance fee and any applicable surcharge are not paidina 4,411,349 06/280,909 10/25/83 
patent requiring such payment, the patent will expire attheend 4,411,359 06/274,877 10/25/83 
of the 4th, 8th, or 12th anniversary of the grant of the patent 4,411,363 06/410,425 10/25/83 
depending on the first maintenance fee which was not paid. 4,411,368 06/24 1,664 10/25/83 
According to the records of the Office, the patents listedbelow 4,411,369 06/38 1,823 10/25/83 
have expired due to failure to pay the required maintenance fee 4,411,379 06/282,072 10/25/83 
and any applicable surcharge. 4,411,383 06/453,940 10/25/83 
4,411,386 06/334,556 10/25/83 

PATENTS WHICH EXPIRED OCTOBER 27, 1991 4,411,393 06/270,395 10/25/83 

DUE TO FAILURE TO PAY MAINTENANCE FEES 4,411,395 06/292,877 10/25/83 
4,411,399 06/306,906 10/25/83 

Patent Number Serial Number Issue Date 4,411,404 06/386,510 10/25/83 
4,411,410 06/452,945 10/25/83 

4,411,025 06/452,217 10/25/83 4,411,411 06/468,360 10/25/83 
4,411,027 06/35 1,454 10/25/83 4,411,414 06/268,551 10/25/83 
4,411,034 06/263,265 10/25/83 4,411,415 06/273,236 10/25/83 
4,411,042 06/332,995 10/25/83 4,411,421 06/303,931 10/25/83 
4,411,045 06/3 13,976 10/25/83 4,411,422 06/314,690 10/25/83 
4,411,050 06/405 ,944 10/25/83 4,411,425 06/326,115 10/25/83 
4,411,054 06/287,521 10/25/83 4,411,430 06/338,889 10/25/83 
4,411,056 06/380,269 10/25/83 4,411,432 06/291 ,566 10/25/83 
4,411,060 06/280,600 10/25/83 4,411,437 06/398, 105 10/25/83 
4,411,067 06/294 ,006 10/25/83 4,411,439 06/372,487 10/25/83 
4,411,068 06/284,735 10/25/83 4,411,441 06/271,129 10/25/83 
4,411,071 06/310,351 10/25/83 4,411,446 06/242,819 10/25/83 
4,411,075 06/311,435 10/25/83 4,411,461 06/399,491 10/25/83 
4,411,077 06/337 ,269 10/25/83 4,411,465 06/3 13,336 10/25/83 
4,411,079 06/320,291 10/25/83 4,411,477 06/443,082 10/25/83 
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Patent Number Serial Number Issue Date 4,411,899 06/332,691 10/25/83 
4,411,904 06/388,343 10/25/83 

4,411,478 06/317,504 10/25/83 4,411,910 06/357 ,344 10/25/83 

4,411,480 06/371,701 10/25/83 4,411,914 06/326,988 10/25/83 

4,411,481 06/332,974 10/25/83 4,411,918 06/247,118 10/25/83 

4,411,486 06/236,117 10/25/83 4,411,920 06/295,663 10/25/83 

4,411,497 06/233,469 10/25/83 4,411,935 06/317,383 10/25/83 

4,411,507 06/398,950 10/25/83 4,411,941 06/419,276 10/25/83 

4,411,510 06/333,339 10/25/83 4,411,950 06/264,402 10/25/83 

4,411,511 06/219,258 10/25/83 4,411,963 06/280,844 10/25/83 

4,411,524 06/273,681 10/25/83 4,411,969 06/261,282 10/25/83 

4,411,530 06/339,098 10/25/83 4,411,985 06/303,314 10/25/83 

4,411,531 06/312,233 10/25/83 4,411,989 06/292,611 10/25/83 

4,411,534 06/222,017 10/25/83 4,411,995 06/306,460 10/25/83 

4,411,545 06/353,897 10/25/83 4,412,001 06/326,244 10/25/83 

4,411,548 06/271,361 10/25/83 4,412,006 06/361 ,586 10/25/83 

4,411,556 06/258,567 10/25/83 4,412,012 06/361,741 10/25/83 

4,411,558 06/318,218 10/25/83 4,412,013 06/434,641 10/25/83 

4,411,559 06/275,019 10/25/83 4,412,015 06/260,394 10/25/83 

4,411,563 06/288,904 10/25/83 4,412,017 06/270,933 10/25/83 

4,411,567 06/301 ,580 10/25/83 4,412,032 06/372,244 10/25/83 

4,411,577 06/240,172 10/25/83 4,412,045 06/342,537 10/25/83 

4,411,579 06/301 ,775 10/25/83 4,412,060 06/386,740 10/25/83 

4,411,584 06/228,606 10/25/83 4,412,061 06/219,782 10/25/83 

4,411,585 06/244,298 10/25/83 4,412,064 06/406,343 10/25/83 

4,411,588 06/236,269 10/25/83 4,412,077 06/357 ,872 10/25/83 

4,411,594 06/390,930 10/25/83 4,412,078 06/326,318 10/25/83 

4,411,597 06/245,571 10/25/83 4,412,082 06/353,948 10/25/83 

4,411,622 06/310,413 _ 10/25/83 = 4,412,093 06/302,524 10/25/83 

4,411,625 06/386,897 10/25/83 = 4,412,101 06/327 ,063 10/25/83 

4,411,627 06/343,682 10/25/83 4,412,105 06/355,898 10/25/83 

4,411,638 06/296,695 10/25/83 4,412,120 06/314,192 10/25/83 

4,411,643 06/233,167 10/25/83 4,412,127 06/337,107 10/25/83 

4,411,646 06/263,013 10/25/83 4,412,130 06/253 ,466 10/25/83 

4,411,650 06/368,170 10/25/83 4,412,132 06/281 ,562 10/25/83 

4,411,655 06/325,848 10/25/83 4,412,137 06/449,072 10/25/83 

4,411,666 06/346,537 10/25/83 4,412,138 06/335,307 10/25/83 

4,411,674 06/269,631 10/25/83 4,412,139 06/270,342 10/25/83 

4,411,679 06/346,590 10/25/83 4,412,144 06/366,560 10/25/83 

4,411,691 06/344,612 10/25/83 4,412,152 06/398,723 10/25/83 

4,411,704 06/3 12,042 10/25/83 4,412,157 06/344,918 10/25/83 

4,411,707 06/243,033 10/25/83 4,412,165 

4,411,712 06/426,432 10/25/83 4,412,167 

4,411,716 06/282,805 10/25/83 = 4,412,171 

4,411,718 06/314,677 10/25/83 4,412,172 

4,411,724 06/421,318 10/25/83 4,412,173 

4,411,739 06/290,224 10/25/83 4,412,176 

4,411,740 06/419,854 10/25/83 4,412,181 

4,411,745 06/336,534 10/25/83 4,412,197 

4,411,747 06/412,833 10/25/83 4,412,201 

4,411,748 06/303,635 10/25/83 4,412,212 

4,411,751 06/420,252 10/25/83 4,412,215 

4,411,752 06/247,984 10/25/83 4,412,223 

4,411,753 06/366,882 10/25/83 4,412,226 

4,411,754 10/25/83 4,412,230 

4,411,759 10/25/83 4,412,246 

4,411,774 i 10/25/83 4,412,247 

4,411,775 10/25/83 4,412,253 

4,411,778 10/25/83 4,412,258 

4,411,780 P 10/25/83 4,412,261 

4,411,822 Y 10/25/83 4,412,266 

4,411,823 10/25/83 4,412,267 

4,411,826 10/25/83 4,412,271 

4,411,836 10/25/83 4,412,274 

4,411,840 10/25/83 4,412,275 

4,411,843 06/372,576 10/25/83 4,412,279 

4,411,844 06/347,909 10/25/83 4,412,286 

4,411,848 06/3 19,246 10/25/83 4,412,289 

4,411,857 06/354,709 10/25/83 4,412,293 

4,411,858 06/229,797 10/25/83 4,412,296 

4,411,859 06/267,912 10/25/83 4,412,299 

4,411,861 06/250,047 10/25/83 4,412,302 

4,411,865 06/267 ,840 10/25/83 4,412,316 

4,411,871 06/3 13,044 10/25/83 4,412,317 

4,411,872 06/33 1,204 10/25/83 4,412,328 

4,411,873 06/270,302 10/25/83 4,412,341 

4,411,878 06/430,525 10/25/83 4,412,345 

4,411,895 06/363,828 10/25/83 4,701,968 06/904 ,696 

4,411,898 06/258,612 10/25/83 4,701,969 06/918,661 
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Patent Number Serial Number Issue Date 4,702,357 06/763 ,507 10/27/87 

4,702,359 06/825,357 10/27/87 

4,701,971 06/753,170 10/27/87 4,702,362 06/872,390 10/27/87 

4,701,989 06/89 1,620 10/27/87 4,702,365 06/896,655 10/27/87 

4,702,004 06/758,465 10/27/87 4,702,378 06/9 13,245 10/27/87 

4,702,012 07/006,750 10/27/87 4,702,379 06/690,656 10/27/87 

4,702,020 06/900,518 10/27/87 4,702,380 07/039,719 10/27/87 

4,702,021 06/916,147 10/27/87 4,702,381 07/011,014 10/27/87 

4,702,027 06/900, 129 10/27/87 4,702,383 06/894,119 10/27/87 

4,702,029 06/924,311 10/27/87 4,702,390 06/908,642 10/27/87 

4,702,044 06/656,591 10/27/87 4,702,395 06/653,342 10/27/87 

4,702,046 06/796,111 10/27/87 4,702,402 06/920,216 10/27/87 

4,702,048 06/597 ,366 10/27/87 4,702,411 06/902,792 10/27/87 
4,702,050 06/884 ,906 10/27/87 4,702,415 06/652,740 10/27/87 
4,702,053 06/877 ,537 10/27/87 4,702,420 06/822,480 10/27/87 
4,702,058 06/931,561 10/27/87 4,702,421 06/865,227 10/27/87 
4,702,059 06/886,856 10/27/87 4,702,425 06/823,310 10/27/87 
4,702,063 06/823,247 10/27/87 4,702,444 06/798,754 10/27/87 
4,702,068 06/912,031 10/27/87 4,702,445 07/014,014 10/27/87 
4,702,077 06/879,496 10/27/87 4,702,446 07/000,039 10/27/87 
4,702,081 06/930,261 10/27/87 4,702,449 06/854,874 10/27/87 
4,702,085 06/871,771 10/27/87 4,702,450 06/825,747 10/27/87 
4,702,086 06/872,808 10/27/87 4,702,451 06/778,401 10/27/87 
4,702,092 06/683,720 10/27/87 4,702,455 06/925,753 10/27/87 
4,702,094 06/802,424 10/27/87 4,702,456 06/904,618 10/27/87 
4,702,101 06/764,654 10/27/87 4,702,461 06/611,362 10/27/87 
4,702,103 06/864,915 10/27/87 4,702,466 06/698, 139 10/27/87 
4,702,114 06/727 ,089 10/27/87 4,702,471 06/812,485 10/27/87 
4,702,121 06/883,953 10/27/87 4,702,472 06/749,433 10/27/87 
4,702,129 06/804,048 10/27/87 4,702,480 06/848,646 10/27/87 
4,702,130 06/869,247 10/27/87 4,702,484 06/864,206 10/27/87 
4,702,135 06/883,625 10/27/87 4,702,487 06/511,792 10/27/87 
4,702,136 06/865 ,686 10/27/87 4,702,498 06/921 ,676 10/27/87 
4,702,140 06/686,664 10/27/87 4,702,505 06/647 ,655 10/27/87 
4,702,149 07/004,889 10/27/87 4,702,510 07/017,243 10/27/87 
4,702,160 06/893,612 10/27/87 4,702,514 06/852,183 10/27/87 
4,702,172 06/733,965 10/27/87 4,702,520 06/660,209 10/27/87 
4,702,175 06/709,506 10/27/87 4,702,521 06/878,338 10/27/87 
4,702,176 06/899,723 10/27/87 4,702,527 06/7 14,293 10/27/87 
4,702,181 06/934,424 10/27/87 4,702,533 06/852,648 10/27/87 
4,702,184 07/846,361 10/27/87 4,702,534 06/776,417 10/27/87 
4,702,186 06/018,725 10/27/87 4,702,536 06/935,191 10/27/87 
4,702,190 06/809, 160 10/27/87 4,702,540 06/893,493 10/27/87 
4,702,192 06/872,672 10/27/87 4,702,541 06/890,951 10/27/87 
4,702,193 06/878,655 10/27/87 4,702,544 06/492,215 10/27/87 
4,702,194 06/886,358 10/27/87 4,702,557 06/908,887 10/27/87 
4,702,206 06/852,308 10/27/87 4,702,566 06/719,452 10/27/87 
4,702,208 06/833,173 10/27/87 4,702,572 06/799,799 10/27/87 
4,702,209 06/781,450 10/27/87 4,702,573 06/899,869 10/27/87 
4,702,217 06/939,795 10/27/87 4,702,578 06/912,845 10/27/87 
4,702,220 07/013,359 10/27/87 4,702,582 06/877 ,955 10/27/87 
4,702,224 07/019,570 10/27/87 4,702,592 06/879,890 10/27/87 
4,702,225 06/863,147 10/27/87 4,702,598 06/704,800 10/27/87 
4,702,227 06/8 10,824 10/27/87 4,702,605 06/825,203 10/27/87 
4,702,230 06/938,880 10/27/87 4,702,611 06/783,489 10/27/87 
4,702,233 06/84 1,206 10/27/87 4,702,618 06/698 ,293 10/27/87 

4,702,243 06/899 ,066 10/27/87 4,702,634 06/379, 104 10/27/87 
4,702,244 06/834,200 10/27/87 4,702,636 06/829,458 10/27/87 

4,702,250 06/821,988 10/27/87 4,702,638 06/928,858 10/27/87 

4,702,255 06/745,861 10/27/87 4,702,648 06/727,564 10/27/87 

4,702,262 06/748,815 10/27/87 4,702,650 06/763,846 10/27/87 

4,702,265 06/865 ,373 10/27/87 4,702,676 06/786,628 10/27/87 

4,702,267 06/734,203 10/27/87 4,702,686 06/754,295 10/27/87 

4,702,272 06/391 ,167 10/27/87 4,702,690 06/887 ,534 10/27/87 

4,702,277 06/937,461 10/27/87 4,702,692 06/7 16,085 10/27/87 

4,702,288 06/898,526 10/27/87 4,702,696 06/923,844 10/27/87 

4,702,294 06/837 ,508 10/27/87 4,702,697 06/830,514 10/27/87 

4,702,298 06/781,117 10/27/87 4,702,699 06/705,876 10/27/87 

4,702,304 06/926,157 10/27/87 4,702,701 06/598,514 10/27/87 

4,702,308 06/649,472 10/27/87 4,702,708 06/756,863 10/27/87 

4,702,312 06/876, 113 10/27/87 4,702,715 06/871,251 10/27/87 

4,702,316 06/8 16,095 10/27/87 4,702,720 06/825,853 10/27/87 

4,702,318 06/849,639 10/27/87 4,702,734 06/861 ,195 10/27/87 

4,702,324 06/609,857 10/27/87 4,702,735 06/8 11,807 10/27/87 

4,702,326 06/742,464 10/27/87 4,702,737 06/885,416 10/27/87 

4,702,327 06/645,696 10/27/87 4,702,739 06/903,778 10/27/87 

4,702,350 06/870,604 10/27/87 4,702,750 06/830,294 10/27/87 

4,702,351 06/847 ,284 10/27/87 4,702,763 06/834,157 10/27/87 

4,702,354 07/006,341 10/27/87 4,702,789 06/912,440 10/27/87 





JANUARY 7, 1992 U.S. PATENT AND TRADEMARK OFFICE 1134 TMOG 605 


Patent Number Serial Number Issue Date 4,703,122 06/778,342 10/27/87 
4,703,125 06/880,752 10/27/87 

4,702,800 06/935,446 10/27/87 4,703,127 06/528,889 10/27/87 
4,702,803 07/004,971 4,703,142 06/857,880 10/27/87 
4,702,809 06/727,176 4,703,147 06/87 1,097 10/27/87 
4,702,813 06/942,176 4,703,150 06/769,851 10/27/87 
4,702,820 06/894,519 4,703,153 06/747 ,863 10/27/87 
4,702,824 , 06/902,928 4,703,158 846,025 10/27/87 
4,702,827 06/852,424 4,703,162 10/27/87 
4,702,828 06/702,619 4,703,165 10/27/87 
4,702,834 06/875,206 4,703,171 10/27/87 
4,702,841 06/443,738 4,703,174 10/27/87 
4,702,843 06/747 ,669 4,703,177 10/27/87 
4,702,845 06/826,806 4,703,188 10/27/87 
4,702,856 07/002,507 4,703,194 10/27/87 
4,702,862 06/436,302 4,703,207 10/27/87 
4,702,884 06/887,165 4,703,212 10/27/87 
4,702,888 06/753,351 4,703,220 ‘ 10/27/87 
4,702,893 ‘ 4,703,243 10/27/87 
4,702,894 4,703,253 10/27/87 
4,702,897 ‘ 4,703,254 10/27/87 
4,702,898 \ 4,703,255 10/27/87 
4,702,907 4,703,256 10/27/87 
4,702,908 > 4,703,263 10/27/87 
4,702,912 4,703,266 10/27/87 
4,702,914 ) 4,703,271 10/27/87 
4,703,278 06/658,928 10/27/87 

4,703,290 06/787,111 10/27/87 

4,703,315 06/829,964 10/27/87 

4,703,316 06/662,319 10/27/87 

4,703,319 06/773,336 10/27/87 

4,703,325 06/663,622 10/27/87 

4,703,328 06/694,784 10/27/87 

4,703,331 06/802,969 10/27/87 

4,703,339 06/875,058 10/27/87 

4,703,362 06/724,222 10/27/87 

4,703,371 06/707,756 10/27/87 

4,703,375 06/801,143 10/27/87 

4,703,379 10/27/87 

4,703,381 10/27/87 

4,703,395 - 10/27/87 

4,703,402 10/27/87 

4,703,406 10/27/87 

4,703,414 ; 10/27/87 

4,703,423 10/27/87 

4,703,424 10/27/87 

4,703,471 5 10/27/87 

4,703,488 10/27/87 

4,703,509 10/27/87 

4,703,510 : 10/27/87 

06/674,639 4,703,512 10/27/87 

703, 06/783,814 4,703,513 10/27/87 
4,703,121 06/790,585 10/27/87 4,703,519 06/816, 554 10/27/87 


NOTIFICATION OF ACCEPTANCE OF DELAYED PAYMENT OF MAINTENANCE FEE 
(35 U.S.C. 41(c); 37 CFR 1.378) 


The patent(s) listed below are considered as not having expired but are subject to the conditions set forth in 35 U.S.C. 41(c)(2), 
in view of the Petition to Accept Late Payment of the maintenance fees which has been GRANTED BY THE COMMISSIONER OF 
PATENTS AND TRADEMARKS, as provided for under 35 U.S.C. 41(c)(1) and 37 CFR 1.378. 


Application Delayed Payment 
Patent No. Serial No. Patent Date Filing Date Acceptance Date 


4,648,878 06/812,256 3/03/87 12/23/85 10/07/91 
4,648,879 06/798,986 3/10/87 11/18/85 

4,657,244 06/892,788 4/14/87 7/31/86 

4,670,605 06/740,179 6/02/87 

4,673,454 06/773,680 6/16/87 

4,677,780 06/798,954 7/07/87 

4,678,469 06/921 ,222 7/07/87 


Reissue Applications Filed 4,465,742, Re. S. N.07/800,462, Filed Nov. 29, 1991, Cl. 428/ 

epeensente tee ends below a 621, GOLD-PLATED ELECTRONIC COMPONENTS, 

open to inspection by the general vablie on See Teruyoshi Nagashima, et. al., Owner of Record: AKNGK Spark 

Groups and copies may be obtained by paying the fee therefor G7 CF CFR Plug Co., Ltd., Aichi, Japan, Attorney or Agent: Waddell A. 
1.21(b)). Biggart, Ex. Gp.: 112 
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4,616,929, Re. S. N.07/798,461, Filed Nov. 26, 1991, Cl. 356/ 
350, COMPACT, INTEGRAL, 6-MIRROR TRIAXIAL, LA- 
SER RATE GYRO, Bernard Berneiin, et. al., Owner of Record: 
S Fena- Ste Francaise D’Equipements Pour La Navigation 
Aerienne, Villacoublay, France, Attorney or Agent: Jay Cantor, 
Ex. Gp.: 222 


4,698,542, Re. S. N. 07/418,108, Filed Oct. 6, 1989, Cl. 310/ 
67R, BRUSHLESS DIRECT CURRENT MOTOR SYSTEM, 
Rolf Muller, Owner of Record: inventor, Attorney or Agent: 
Phillip H. Watt, Ex. Gp.: 212 


4,848,647, Re. S. N. 07/731,448, Filed July 17, 1991, Cl. 228/ 
263.17, ALUMINUM BASE COPPER-LITHIUM-MAGNE- 
SIUM WELDING ALLOY FOR WELDING ALUMINUM 
LITHIUM ALLOYS, Rebecca A. Gentry, et. al., Owner of 
Record: Aluminum Company of America, Pittsburg, Pa., Attor- 
ney or Agent: Herbert C. Brinkman, Ex. Gp.: 325 


4,883,139, Re. S. N.07/799,317, Filed Nov. 27, 1991, Cl. 180/ 
68.6, WINTER FRONT FOR THE GRILL OF A MOTOR 
VEHICLE, Edward J. Gross, Owner of Record: Lund Industries, 
Inc., Minneapolis, Minn., Attorney or Agent: Adrian D. Battison, 
Ex. Gp.: 316 


4,884,945, Re. S. N.07/796,794, Filed Nov. 25, 1991, Cl. 415/ 
174.2, DYNAMIC SEAL ARRANGEMENT FOR IMPELLAR 
PUMP, Allan J. Boutin, et. al., Owner of Record: John Crane 
Inc., Morton Grove, Il., Attorney or Agent: Robert V. Jambor, 
Ex. Gp.: 341 


4,885,075, Re. S. N.07/798,609, Filed Nov. 26, 1991, Cl. 204/ 
298, COOLING DEVICE FOR A SPUTTER TARGET AND 
SOURCE, Gary Hillman, Owner of Record: Machine Technol- 
ogy, Inc., Parsippany, N.J., Attorney or Agent: Stephen B. 
Goldman, Ex. Gp.: 119 


4,885,300, Re. S. N.07/796,950, Filed Nov. 25, 1991, Cl. 514/ 
258, 4-SUBSTITUTED PYRAZOLO (3,4-D) PYRIMIDINE 
DERIVATIVES, Jeffery B. Press, et. al., Owner of Record: 
Ortho Pharmaceutical Corp., Raritan, N. J., Attorney or Agent: 
Benjamin F. Lambert, Ex. Gp.: 125 


4,894,123, Re. S. N.07/796,697, Filed Nov. 21, 1991, Cl. 202/ 
176, HIGH EFFECIENCY WATER DISTILLER, Arthur R. 
Helmich, Owner of Record: Inventor, Attorney or Agent: Loren 
G. Helmreich, Ex. Gp.: 138 


4,903,638, Re. S. N.07/795,975, Filed Nov. 22, 1991, Cl. 119/ 
114, REMOTELY DETACHABLE ANIMAL LEASH, Leslie 
Lacey, Owner of Record: /nventor, Attorney or Agent: Harry M. 
Cross, Jr., Ex. Gp.: 333 


4,909,393, Re. S. N.07/798,072, Filed Nov. 22, 1991, Cl. 206/ 
519, CONTAINER RECONFIGURING SYSTEM, Stephen P. 
Palisin, Jr., Owner of Record: Berwick Container Corp., South 
Euclid, Ohio, Attorney or Agent: Thomas E. Ficher, Ex. Gp.: 244 


4,931,895, Re. S. N.07/800,086, Filed Nov. 29, 1991, Cl. 361/ 
56, ELECTRICAL TRANSIENT SURGE PROTECTION, Ed- 
ward F. Allina, Owner of Record: Jnventor, Attorney or Agent: 
Charles A. McClure, Ex. Gp.: 214 


4,945,042, Re. S. N.07/796,545, Filed Nov. 21, 1991, Cl. 435/ 
007, PROCESS AND REAGENT FOR THE DETERMINA- 
TION OF AN ANTIBODY, Thomas Geiger, et. al., Owner of 
Record: Boehringer Mannheim GmbH, Mannheim, Fed. Rep. of 
Germany, Attorney or Agent: Norman D. Hanson, Ex. Gp.: 182 


4,974,109, Re. S. N.07/798,201, Filed Nov. 26, 1991, Cl. 360/ 
77.1410, HARD DISK DRIVE EMPLOYING A REFERENCE 
TRACK TO COMPENSATE FOR TRACKING ERROR, 
Susumu Hoshimi, et. al., Owner of Record: Sony Corp., Tokyo, 
Japan, Attorney or Agent: Alfred A. Equitz, Ex. Gp.: 233 


4,976,502, Re. S. N.07/800,585, Filed Nov. 27, 1991, Cl. 312/ 
322, CABINET WITH POCKETING DOORS, James O. Kelley, 
et. al., Owner of Record: Herman Miller, Inc., Ottawa, Mi., 
Attorney or Agent: John E. McCarry, Ex. Gp.: 357 
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4,978,600, Re. S. N.07/797,938, Filed Nov. 26, 1991, Cl. 429/ 
218, ELECTRODE AND A METHOD FOR THE PRODUC- 
TION OF THE SAME, Tomonari Suzuki, et. al., Owner of 
Record: Sharp Kabushiki Kaisha, Osaka, Japan, Attorney or 
Agent: Andrew D. Meikle, Ex. Gp.: 114 


5,008,044, Re. S. N.07/797,693, Filed Nov. 25, 1991, Cl. 252/ 
628, PROCESS FOR DECONTAMINATING RADIOAC- 
TIVELY CONTAMINATED METAL OR CEMENT-CON- 
TAINING MATERIALS, Jozef Hanulik, Owner of Record: 
Recytec SA, Nyon, Switerland, Attorney or Agent: Douglas H. 
Pauley, Ex. Gp.: 224 


5,011,930, Re. S. N.07/799,058, Filed Nov. 27, 1991, Cl. 546/ 
101, QUINOLINE TYPE MEVALONOLACTONES, Yoshihiro 
Fujikawa, et. al., Owner cf Record: Nissan Chemical Industries, 
Lid., Tokyo, Japan, Attorney or Agent: Norman F. Oblon, Ex. 
Gp.: 123 


5,044,108, Re. S. N. 07/796,612, Filed Nov, 22, 1991, Cl. 43/ 
17, TIE UP FISHING RIG FOR ICE AND OPEN WATER, John 
R. Rinehart, Owner of Record: American Institute of Taxidermy, 
Inc., Janesville, Wisc., Attorney or Agent: Howard M. Herriot, 
Ex. Gp.: 325 


Request for Reexamination Filed 


Notice under 37 CFR 1.11 (c). The requests for reexamination listed 
below are open to inspection by the general public in the indicated 
Examining Groups. Copies of the requests and related papers may be 
obtained by paying the fee therefor established in the Rules (37 CFR 1.19 
(a)). 

In the event correspondence to the patent owner is not received, this 
notice will be considered to be constructive notice to the patent owner and 
reexamination will proceed (37 CFR 1.248(a)(5) and 1.525(b)). 


D. 300,184, Reexam. No. 90/002,526, Requested: Nov. 27, 
1991, Cl. D3/0S1, HANDBAG, Glenaan M. Elliot, Owner of 
Record: Glenaan, Inc., The Golden Basket, Nantucket, Mass., 
Attorney or Agent: Lawrence G. Kurland, Byron, Cave, 
McPhetters, & McRoberts, New York, N.Y., Ex. Gp.: 293, 
Requester: Nantucket Lightship Basketmasters & Merchants 
Association, Nantucket, Mass. 


Re. 32,728, Reexam. No. 90/002,528, Requested: Nov. 29, 
1991, Cl. 118/148, CATTLE STANCHION APPARATUS, Teo 
Albers, Sr., Owner of Record: /nventor, Artesia, Calif., Attorney 
or Agent: Joseph F. McLellan, Fulwider, Patton, Rieber, Lee & 
Utecht, San Diego, Calif., Ex. Gp.: 133, Requester: John Hatfield, 
Gooding, Id. 


4,469,099, Reexam. No. 90/002,527, Requested: Dec. 2, 1991, 
Cl. 606/202, PNEUMATIC TOURNIQUET, James A. McEwen, 
Owner of Record: Western Clinical Engineering, Ltd., Vancouver, 
British Columbia, Canada, Attorney or Agent: Klarquist, 
Sparkman, Campbell, Leigh & Whinston, Portland, Or., Ex. Gp.: 
336, Requester: Owner 


4,593,674, Reexam. No. 90/002,529, Requested: Nov. 29, 
1991, Cl. 124/025.6, COMPOUND ARCHERY BOW, Donald 
S. Kudlacek, Owner of Record: Inventor, Longview, Wash., 
Attorney or Agent: J. Robert Cassidy, Cassidy, Cassidy, Vance 
& Tarleton, Bellingham, Wash., Ex. Gp.: 351, Requester: Owner 


4,815,647, Reexam. No. 90/002,530, Requested: Dec. 2, 1991, 
Cl. 227/109, MULTIPLE-FUNCTION MAGAZINE FOR TEE 
NAILS TO BE USED WITH A NAILING GUN, Joseph S. Y. 
Chou, Owner of Record: /nventor, Taipei Hsein, Taiwan, Attor- 
ney or Agent: Leonard Bloom, Towson, Md., Ex. Gp.: 324, 
Requester: Anonymous, Cushman, Darby & Cushman, Wash- 
ington, D.C. 


4,895,456, Reexam. No. 90/002,531, Requested: Dec. 4, 1991, 
Cl. 383/020, SHOPPING BAGS, Shigenari Morita, Owner of 
Record: The Pack Kabushiki Kaisha, Osaka, Japan, Attorney or 
Agent: Collard, Roe & Galgano, Roslyn, N.Y., Ex. Gp.: 241, 
Requester: George E. Oram, Jr., Nikaido, Marmelstein, Murray 
& Oram, Washington, D.C. 
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4,934,233, Reexam. No. 90/002,522, Requested: Nov. 27, 
1991, Cl. 083/397, COMPOUND MITER SAW, Richard B. 
Brundage, et. al., Owner of Record: Emerson Electric Co., St. 
Louis, Mo., Attorney or Agent: Michael Kovac, Polster, Lieder, 
Woodruff & Lucchesi, St. Louis, Mo., Ex. Gp.: 324, Requester: 
Chapin, Neal & Dempsey, Springfield, Mass. 


4,983,108, Reexam. No. 90/002,524, Requested: Nov. 29, 
1991, Cl. 418/063, LOW PRESSURE CONTAINER TYPE 
ROLLING PISTON COMPRESSOR WITH LUBRICATION 
CHANNEL IN THE END PLATE, Susumu Kawaguchi, et. al., 
Owner of Record: Mitsubishi Denki Kabushiki Kaisha, Tokyo, 
Japan, Attorney or Agent: Oblon, Spivak, McClelland, Maier & 
Neustadt, Arlington, Va., Ex. Gp.: 343, Requester: Owner 


PTO Helpful Hints 
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5,002,746, Reexam. No. 90/002,525, Requested: Nov. 29, 
1991, Cl. 423/479, PROCESS FOR THE PRODUCTION OF 
CHLORINE DIOXIDE, Maria Norell, Owner of Record: Eke 
Nobel AB, Suerte, Sweden, Attorney or Agent: David J. Serbin, 
Burns, Doane, Swecker & Mathis, Alexandria, Va., Ex. Gp.: 
ne a aa Tenneco Canada, Inc., Islington, Ontario, 

‘an 


$,042,348, Reexam. No. 90/002,523, Requested: Nov. 27, 
1991, Cl. 083/471.3, COMPOUND METER SAW, Richard B. 
Brundage, Owner of Record: Emerson Electric Co., St. Louis, 
Mo., Attorney or Agent: Michael Kovac, Polster, Lieder, Woo- 
druff & Lucchesi, St. Louis, Mo., Ex. Gp.: 324, Requester: John 
J. Dempsey, Chapin, Neal & Dempsey, Springfield, Mass. 


c. Notices of Appeal to the United States Court of Appeals for the Federal Circuit 


2. APPLICATION FILES 
a. Requests for Allowed Patent Application Files 
b. Returning Files to the File Information Unit (FTU) 


3. APPLICATION PAPERS FOLLOWING FILING OF NEW APPLICATIONS 


a. Disclosure Statements 


b. Drawings - Proper Identification of Formal or Substitute Drawings 
c. Drawings - Timeliness of Submission of Corrected Drawings in Allowed Cases 


d. Papers Related to Patent Applications 
e. Papers Related to Trademark Applications 
f. Papers With No Particular Time Requirement 


g. Response to Final Rejection In Patent Applications - Expediting Processing 


h. Separation of Various Application Papers 

i. Supplemental or Preliminary Amendments 

j Transmittal Letters for Deposit Account Charges 

k. Unmatched/Unidentified Patent-Related Correspondence 


4. ASSIGNMENTS 

a. Assistance 

b. Corrections in Recorded Documents 

c. Filming of Assignments - Submission of Multiple Copies 
d. Foreclosures Affecting Patents and Trademarks 

e. Foreign Assignees 

f. Routing of Assignment Documents 

g. Submission of Assignment Documents 

h. Trademark Registrations - Ensuring Correct Printing 


5. CERTIFICATES OF CORRECTION 
a. Accurate Requests 


6. CERTIFICATION SERVICES 
a. Expedited Service for Patent Applications-As-Filed 
b. Methods of Ordering 
c. Processing Time 
d. PTO vs. Public-Supplied Copies for Certification 
e. Questions Frequently Asked 
(1) Certified copies of issued U.S. patents 
(2) Certified copies of foreign patents 


(3) Certified copies of publications from the Scientific Library 


(4) Certified copies of Office letters 
(5) Certified duplicate filing receipts 
(6) Copies of disclosure documents 
(7) Copies of the following files: 

f. Requests for Certification Services 
(1)Use Complete Application Number 


(2)Authorization to Order Certified Copies of Applications as Filed 


(3)Ordering Different Products from Certification Branch 
g. Refunds 
h. Status Requests or Problems 


7. EXTENSIONS OF TIME IN PATENT CASES 
a. Appropriateness 
b. Extensions of Time Under 37 CFR 1.136(a) 
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c. Instances Not Permitted 
(1) Where an applicant is so notified in an Office action as, for example, in a Reissue application involving a litigated 
atent 
(2) Where the application is involved in an interference declared pursuant to 37 CFR 1.611. 
(3) Where the response is to a decision by the Board of Patent Appeals and Interferences pursuant to 37 CFR 1.196, 1.197 
or 1.304 
(4) In reexamination proceedings. See 37 CFR 1.550(c) for extensions of time in reexamination 
(5) In PCT international applications. See PCT Rule 26.2 for extensions for correction of PCT Article 14 defects in 
international applications before the Receiving Office 
d. Insufficient Fees 
e. Policy 
f. Requirement for Request or Petition for Extension 
g. Response to Final Rejection - Avoiding Extension Fees 
h. Supplemental Amendments 


8. FILES 
a. Official Searches 
b. Requests for Reconstruction 
c. Requests for Trademark Files 


9,FILING RECEIPTS FOR PATENT APPLICATIONS 
a. Docket Numbers 
b. License to Foreign File 
c. Residence of Applicant 


10. INTERVIEWS WITH PATENT EXAMINERS 


11. MAIL 
a. Certificate of Mailing - Separate Certificate for Each Document 
b. Certificate of Mailing AND Return Postcard 
c. Correspondence with Certificate of Mailing Delivered by Commercial Carrier 
d. Courier Services 
e. Expediting Handling of Trademark Applications 
f. Express Mail 
(1) Each document must have a certificate of mailing typed on or affixed to the document. The certificate should be placed 
on the first page of the document or the covering letter to ensure easy accessibility 
(2) The certificate must be legible 
(3) The Express Mail label number must be placed on the certificate 
(4) Dates on the certificate must correspond to dates on the Express Mail label 
(5) Each certificate must have an original signature of the person actually mailing the paper or fee (i.e., the person 
who actually deposits the paper or fee with the U.S. Postal Service). 
(6) The preferred wording and information to be included on the certificate is as follows: 
g. Response to Final Rejections In Patent Applications - Expediting Processing and Reply by PTO 
h. Return Postcard 
i. Secrecy - Related Papers (37 CFR 5) 
j. Special Box - Box AF 
k. Special Box - Box Assignment 
1. Special Box - Box Reexam 
m. Special Designations for Mail 


12. MAINTENANCE FEES 
a. Address to Which Correspondence is Sent Regarding Patent Maintenance Fees 
b. Correspondence Address and/or Fee Address 
c. Delayed Payment of Maintenance Fees 


13. PATENT APPLICATIONS (NEW) 
a. Attorney Docket Number on Incomplete/Missing Parts Notices 
b. Computer Program Listings 
c. Continuation or Divisional - Retaining Original Claim 
d. Continuation or Divisional - Problems 
(1) Applicants continue to fail to comply with the requirements of 37 CFR 1.60 with regard to what must be submitted upon 
filing under the rule. This is true even after the clarifying amendments (effective April 1, 1984) were made to the rule. 
(2) Applicants are using transmittal forms which request filings under 37 CFR 1.62 when it was really desired to file a 
divisional application under 37 CFR 1.60 and not to abandon the parent application 
e. Docket Numbers - Placement 
f. Drawings in Applications Filed After January 1, 1989 
g. Drawings - Proper Identification 
h. File Wrapper Continuation - Preliminary Amendment 
i. File Wrapper Continuation - Problems 
(1) Applications have been filed with a transmittal form requesting filing under 37 CFR 1.60 when it was intended to 
file under 37 CFR 1.62. The confusion in the record of such applications must be clarified by a decision on petition 
before the applications can be processed for examination 
(2) Some applicants fail to realize that the parent application is abandoned by the filing of a continuing application 
under 37 CFR 1.62. Paragraph (g) of 37 CFR 1.62 states: 
(3) Some applicants are attempting to file continu ing applications under 37 CFR 1.62 after payment of the issue fee 
in the parent application. Such applications are improper and are not entitled to a filing date. Additionally, such 
filings will not affect the prior application; i.e., the parent application may issue as a patent. Paragraph (a) of 37 CFR 
1.62 specifies that continuing applications may be filed under 37 CFR 1.62 “before the payment of the issue fee, 
abandonment of, or termination of proceedings on the prior application.“ 





JANUARY 7, 1992 U.S. PATENT AND TRADEMARK OFFICE 1134 TMOG 609 


(4) Some applicants are attempting to file continuation-in-part applications under 37 CFR 1.62 with a new specifica- 
tion rather than with the changes made by amendment to the prior 

j. Information Disclosure Citation - Form PTO 1449 

k. Petition for License 

1. Processing and Retention Fees for Abandoned 

m. Residence of Applicant 

n. Surcharge for Filing a Patent Application 


14. PATENT COOPERATION TREATY APPLICATIONS 

a. Correction of Errors in the Description, Claims or Abstract and Correction of Article 14 Defects 

b. Receipt for National Stage Papers Filed in the International Division as a Designated/Elected Office 

c. Responses Filed in International Applications 
(1) The oath or declaration fails to adequately identify the specification to which it is directed (see MPEP 601.01). 
(2) The oath or declaration fails to identify each inventor and the residence and country of citizenship of each 
inventor. 
(3) The oath or declaration fails to identify the foreign application for patent on which priority is claimed by 
specifying the application number, country, day, month and year of its filing. 


15. PATENT COPIES 
a. Coupon Ordering Service 
b. Electronic Ordering Service 
c. Subscription Services 


16. PETITIONS TO REVIVE 
a. Request and Fee for Extension Not Required 
b. Terminal Disclaimer 


17. POWER TO INSPECT 
a. Power of Attorney 
b. Withdrawal of Attorney 


18. PRACTICE AFTER FINAL REJECTION IN PATENT CASES 
a. Interviews 
b. Amendment after Final Rejection 
c. Continuing Application in Lieu of Response 


19. REISSUES 
a. Amendments 
b. Oaths and/or Declarations 


20. REEXAMINATION PROCEEDINGS 


21. SMALL ENTITY STATUS 
a. Small Entity Statements 
b. Small Entity Statement in Continuing Application 


22. TRADEMARKS 
a. Application Issues 
b. Examination Issues 
c. Other Intent to Use Issues 
d. Post Registration 


1. APPEALS 
a. Appeal Brief Rule 


Briefs filed in cases where the notice of appeal to the Board of Patent Appeals and Interferences was filed on or after September 
12, 1988, must comply with amended 37 CFR 1.192(c). 37 CFR 1.192(c) now requires that the brief contain at least the following 
headings, in the order indicated, and narratives as explained therein and elaborated upon in MPEP Section 1206: 


(1) Status of Claims 
(2) Status of Amendments 
(3) Summary of Invention 
(4) Issues 
(5) Grouping of Claims 
(6) Argument - Each issue presented for review should be treated under the following headings, as appropriate: 
(i) 35 U.S.C. Section 112, first paragraph 
(ii) 35 U.S.C. Section 112, second paragraph 
(iii) 35 U.S.C. Section 102 
(iv) 35 U.S.C. Section 103 
(v) Other Rejections 
(7) Appendix - A clean copy of the claims, preferably double spaced, involved in the appeal. 
37 CFR 1.192(d) provides that if a brief is filed which does not comply with the requirements of paragraph (c), the appellant will 
be notified of the reasons for noncompliance and given a one-month time limit within which to file an amended brief. 
If the applicant does not file an amended brief within the one-month period, or files an amended brief which does not overcome 
all the reasons for noncompliance stated in the notification, the appeal will be dismissed. 


b. Appeal Fees In Patent Cases 


307-506 TMOG-92-20 - QL 3 
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Appeal fees deficiencies are frequent, causing necessity for extension fees to cover the additional time consumed in making up 
the appeal fee deficiency. Ensuring proper payment at time of filing the appeal will save money and time. 


c. Notices of Appeal to the United States Court of Appeals for the Federal Circuit 


Notices of appeal to the United States Court of Appeals for the Federal Circuit should be sent to the Solicitor at the address 
below: 


Solicitor 

Box 8 

U.S. Patent and Trademark Office 
Washington, DC 20231 


Improperly addressing such communications, e.g. to the examining groups, may delay delivery to the Solicitor. 
2. APPLICATION FILES 
a. Requests for Allowed Patent Application Files 


Applicants or attorneys requesting files from the Publishing Division, Office of Publication and Dissemination, should make 
their request at least twenty-four hours in advance to ensure file availability. Attention is especially directed to out-of-town 
requesters who visit the Office, anticipating same day service. Although the Office is usually able to respond promptly, 
unexpected inconvenience can be avoided if arrangements are made in advance. 

Inquiries and requests should be directed to the Correspondence Section at (703) 305-8497 or (703) 305-8322 between the hours 
of 8:30 a.m. through 5:00 p.m. on weekdays. 


b. Returning Files to the File Information Unit (FIU) 


Customers are reminded that file histories obtained through the FIU are official government records which must not be removed 
from the confines of the Patent Search Room at any time. Such files must be returned to the File Information Unit by 7:45 p.m. on 
the same day they are obtained. 

FIU personnel will continue to periodically monitor compliance. Should individual patterns of abuse be discerned, administrative 
sanctions up to termination of access privileges may be applied. 


3. APPLICATION PAPERS FOLLOWING FILING OF NEW APPLICATIONS 
a. Disclosure Statements 


If adisclosure statement is to be filed before an Office action, file it when the application is filed. Some Group Art Units have greatly 
reduced the pendency to first action. Hence, many examiners are taking up new applications before a disclosure statement is matched 
with the application. 


b. Drawings - Proper Identification of Formal or Substitute Drawings 


When the Office receives formal or substitute drawings for patent applications, a cover letter identifying the drawings by 
application number should accompany them. It is extremely difficult to associate the drawings with the files when this information 
is missing. The application number should be placed on each sheet of drawing in accordance with 37 CFR 1.84(1). 

According to 37 CFR 1.84(1), identifying indicia (such as the attorney’s docket number, inventor’s name, number of sheets, etc.) 
not to exceed 2 3/4 inches may be placed in a centered location between the side edges within three- fourths inch of the top edge. 
Either this marking technique on the front of the drawing or the placement of this information on the back of the drawing is acceptable. 
However, for identification of the application number, the PTO prefers that it be placed on the front. 


c. Drawings - Timeliness of Submission of Corrected Drawings in Allowed Cases 


When drawings need to be corrected in an allowed patent application, the applicant is required to submit acceptable corrected 
drawings within a three-month shortened statutory period. Within that three-month period, two weeks should be allowed for review 
of the correction by the Office. If a correction is determined to be unacceptable by the Office, the applicant must arrange to have an 
acceptable correction resubmitted within the original three-month period to avoid the necessity of obtaining an extension of time and 
of paying the extension fee. Therefore, the applicant should file corrected drawings as soon as possible following the setting of the 
three-month shortened statutory period. 

Corrected drawings, as well as the issue fee should be addressed to Box Issue Fee. Note that any assignment document should be 
submitted in a separate envelope, addressed to Box Assignment. 

Each piece of correspondence should carry its own certificate of mailing. For example, drawings should have a certificate of mailing 
and the issue fee should have a certificate of mailing. 


d. Papers Related to Patent Applications 


When a document concerns a previously filed application for a patent, it must identify on the top page in a conspicuous location, 
either the application number (consisting of the series code and the serial number, e.g., 07/123,456), or the serial number and filing 
date assigned to that application by the Patent and Trademark Office, or the international application number of the international 
application. No papers related to a new patent application should be filed in the Office prior to receipt of this information. (37 CFR 
1.5(a)] Any correspondence not containing either the application number or the serial number and filing date will be returned to the 
sender when a return address is available. 

The rule provides that if the correspondence is remailed to the PTO within two weeks of the mailing date of the PTO’s cover letter 
returning the correspondence, the PTO will grant the benefit of the original date of receipt of the returned correspondence. If for some 
reason returned correspondence is resubmitted later than two weeks after the return mailing by the PTO, the resubmitted cor- 
respondence will be accepted, but given its date of receipt. 


e. Papers Related to Trademark Applications 
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For all papers related to trademark applications, the word “Trademark” and the series code/serial number should be placed in the 
upper right-hand corner of the document. Also, please set forth the applicant’s name, filing date, law office, examining attorney, and 
mark. 


f. Papers With No Particular Time Requirement 


Patent and trademark documents which have no particular time or sequence requirements should be filed with materials submitted 
in response to the statutory or regulatory requirements. Examples are certified copies of foreign documents to support priority in 
patent applications, changes of Power of Attorney, or changes in Mailing Address following first action. 


g. Response to Final Rejection In Patent Applications - Expediting Processing 
See section under Mail. 
h. Separation of Various Application Papers 


In patent applications, requests for extensions of time, changes of address, proposed drawing corrections, and petitions are 
sometimes incorporated, improperly, in the remarks section or at the beginning of papers entitled “Amendment” or “Response.” In 
trademark applications, change of address and powers of attorney are sometimes incorporated, improperly, in the remarks section 
or at the beginning of papers entitled “Amendment” or “Response.” Please present such items in separate papers, appropriately titled, 
since they are all handled by different personnel [37 CFR 1.4(c)] 


i. Supplemental or Preliminary Amendments 


Where a supplemental or preliminary amendment is found necessary in patent or trademark applications, please telephone the 
examiner and request that the examiner delay action for a certain time in order to avoid crossing in the mails of the amendment and 
the Office action. 


j. Transmittal Letters for Deposit Account Charges 


When statutory fees are to be charged to a deposit account, the processing of the application can be facilitated by submitting the 
applicant’s transmittal letter or other correspondence specifying the account to be charged in triplicate. Submission of these 
documents in triplicate will eliminate the need for the Mail Room to photocopy the document and will thereby reduce the processing 
time of incoming mail. 


k. Unmatched/ Unidentified Patent-Related Correspondence 


This notice is to alert all individuals and firms who send application-related correspondence/documents to the PTO of an April 30, 
1990, ruling received from the National Archives and Records Administration (NARA) concerning unmatched/unidentified 
correspondence. 

Since January 1, 1989, a rule has been in effect requiring all correspondence directed to the PTO concerning a patent application 
to include the application number which is comprised of both the series code and the serial number assigned to that application by 
the PTO (e.g., 07/ 123,456), or the serial number and filing date. Those papers that do not have this information are returned to the 
sender if a valid address is available. Those documents with no valid address are retained in an inactive status by the PTO. 

Based on the recent ruling by the NARA, those papers which do not contain the application number and which have been in the 
Office for six months will be destroyed. 


4. ASSIGNMENTS 
a. Assistance 


Customers are encouraged to call the Assignment Branch Records Control Status Section (703-308-9723) with questions 
regarding procedure, fees or status of assignments. 


b. Corrections in Recorded Documents 
When correcting errors in recorded documents, the following should be present: 
* anew document signed by the same party or parties should be submitted for recording. The new assignment document should: 


—acknowledge and correct the error in the original document, 
—confirm title in the proper assignee, and 
—identify the incorrectly recorded document by reel and frame number 
* include a new recording fee 
* if the correction pertains to either the name of a corporation or its state of incorporation, a certificate by the appropriate 
state agency is required specifying that on the date of execution of the previously recorded document no other 
corporation in that state held that name. 


c. Filming of Assignments - Submission of Multiple Copies 


The Office is now filming all papers received with a request to record an assignment. This includes the actual assignment document, 
any cover letters, and attachments. The Assignment Branch frequently receives multiple copies of papers submitted with assignment 
requests. In order to reduce the stamping and filming of multiple copies of documents, please do not send additional copies of the 
assignment itself or any attachments to it. Only one copy of the transmittal or cover letter should be submitted with the exception that 
when fees are to be charged to a deposit account, three copies of the authorization should be provided to expedite processing. 


d. Foreclosures Affecting Patents and Trademarks 
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To facilitate recording of foreclosures not signed by a debtor and to avoid unnecessary court proceedings, the Assignment Branch 
will record affidavits of foreclosure which are signed by the secured party and which include all of the following elements: 


« A statement that a default has occurred which sets out the circumstances of default; 

* Identification of the patent or trademark by application number, patent number or registration number; 
Reference to the recorded security agreement by reel and frame number; 

+ A statement that the patent or trademark has been legally foreclosed based upon applicable state law. 


The above foreclosure procedures apply to both patents and trademarks. 


e. Foreign Assignees 


When filing a trademark assignment with a foreign assignee, an appointment of a domestic representative is required. The 
appointment of a domestic representative should be in a paper separate from the assignment document. If more than one y 
is included in the assignment, a separate appointment of domestic representative is required for each property. You need only submit 
one original appointment. Photocopies of the appointment of domestic representative may be filed for the additional properties. 
For patents, 35 U.S.C. 293 allows, but does not require, appointment of a domestic representative for foreign patentees. 


f. Routing of Assignment Documents 


Many individuals are submitting assignment documents and requests for assignment services, together with application 
prosecution papers, directly to the examiner. These requests may get placed in the file and thus are not forwarded to the assignment 
area for handling. Please send all assignment documents and requests through the Mail Room in order that they may be properly. 
routed. 


Please separate requests for certified copies of assignments from requests for other certification services, including requests for 
certified copies of other documents. Certification of assignment documents is not performed by the same individuals as certification 
of other documents. 

g. Submission of Assignment Documents 
* Only an original document or an original certified copy of a document is acceptable for recordation. The document must be 
legible for filming purposes. When signing an original document, ink other than black should be used so that the signature can 
clearly be identified as an original one. 
« Each assignment should be submitted with a cover letter. This cover letter should include, at a minimum: 
—application, patent or registration number of the application, patent or registration being transferred; 
—name of the party transferring the application, patent, or registration and to whom it is being transferred; 


—brief description of what the document intends to accomplish (such as an assignment, a security agreement, or a license); 


—total fee submitted or to be charged to a deposit account and the deposit account number. Avoid statements such as “Please 
charge the appropriate amount to my deposit accounts.” However, you may authorize any additional fee to be charged to the 
deposit account to avoid receiving a non- recordation notice for insufficient fees. 


~address to which the document is to be returned after it is recorded by the PTO. 
Cover letters should be formatted for easy reading. 


¢ Each assignment should be accompanied by a separate cover letter. More than one application, patent, or registration can be 
identified in an assignment. 


¢ If an assignment is submitted with a new application, send two separate cover letters - one for the application and one for the 
assignment. 


* Assignment documents which transfer an interest in both patent and trademark matters are first processed through the automated 
patent assignment recordation system. This sequential processing causes a delay in returning these assignment documents. To 


avoid a delay, submit separate assignment documents, one for patent matters and one for trademark matters, each with its own 
cover letter. 


+ All assignments should be submitted on bond-weight paper that is no larger than 8 1/2" x 14.” Only the front side of each sheet 
should be used, and a one-inch margin should be left on all sides of each sheet of paper. 


+ Assignments filed with new applications are stamped with the application number. Assignments of new applications not filed 
concurrently with the application should be held until the application number can be provided in the cover letter. 


+ All assignments should be mailed to BOX ASSIGNMENTS unless they are filed concurrently with a new application. 


+ Requests for assignment services (recordation, abstracts, certified copies) should be carefully proofread to ensure the 
document numbers and addresses are correct. 


h. Trademark Registrations - Ensuring Correct Printing 


To ensure the correct printing of ownership information on a Trademark Registration at issue date, provide the trademark 
examining attorney with the reel and frame number of the appropriate assignment document as soon as you are notified of it. 


5. CERTIFICATES OF CORRECTION 
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a. Accurate Requests 


Many requests for “Certificate of Correction” result from a perfunctory comparison of the issued patent with the attorney’s 
application file, without investigating whether the recitation in the issued patent is correct. In many instances, change to the PTO file 
wrapper has been caused by the examiner prior to printing of the patent in order to make appropriate corrections to the file. 


6. CERTIFICATION SERVICES 


a. Expedited Service for Patent Applications-As-Filed 


A request for Expedited Service may be obtained by paying the appropriate fee and sending your request to Box 10, Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. A request for Expedited Service may also be obtained by hand carrying your 
request to the Assignment & Certification Services Division, (North Tower, 10th Floor Lobby) or to the Public Service Window in 
either the Patent Search Room or the Trademark Search Library. When submitting requests for expedited certified copies of patent 
applications as filed, please include no more than three different application numbers on one request. The Certification Branch fills 
all copies from one request as a complete order. The Office’s experience has been that orders which have no more than three 
application numbers can be filled and delivered most quickly within our five-day service goal; orders with a large number of 
individual application numbers often result in one or more applications requiring special research or handling which can slow the 
process. For example, better service can usually be given on five individual orders with three applications numbers on each one rather 
than one order with 15 application numbers on it. 


In addition, some customers are using terms such as “rush” or “special” on every order they place; other customers use those terms 
to identify requests they want to be filled within five days. Please refrain from using the words such as “rush” or “special” and only 
use the term “expedite” when you have requested and paid for five-day expedited service. 


b. Methods of Ordering 
Mail Orders - The address for mail orders is: 


Box 10 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Hand-carried Orders - Hand-carried requests for certification service may be taken to the Public Service Window in either the 
Patent Search Room or the Trademark Search Library where they can be placed in the Certification Order Receipt Box or given to 
the attendant, or they may be taken to the Assignment/ Certification Services Division, North Tower, 10th Floor Lobby. For security 
reasons, the public is not permitted access to the Certification Branch itself. 


c. Processing Time 


The current goal for furnishing certified copies of applications-as-filed is 17 days from receipt in the Mail Room of the Patent and 
Trademark Office to mailing of the completed order by the Certification Branch. The 17 days includes 4 work days for Mail Room 
and Finance processing, 9 work days in the Certification Branch and 4 weekend days that accrue over the 13 work days. 

As arule, copies are prepared from microfiche of applications-as-filed available in the Certification Branch. The microfiche for 
a small percentage of the total orders for certified copies of applications-as- filed must be retrieved from a remote location, or be 
replaced due to damage or correction. While every effort will be made to fill these orders within 17 days, delays may occur. Customers 
will be advised of unusual problems promptly. 


d. PTO vs. Public-Supplied Copies for Certification 


Requests for all certified copies will be filled with PTO supplied copies of original source documents. No public supplied copies 
will be accepted. 


e. Questions Frequently Asked 


Q. What does “certified” mean? 

A. Authentication of copies by ribbon and seal of the PTO with the signature of an officer authorized by the Commissioner of 
Patents and Trademarks. 

Q. What does a patent application consist of? 

A. (1) Written Description (2) Claims (3) Drawings, when necessary. 

Q. What does a file wrapper and contents (file history) consist of? 

A. The original application papers plus all correspondence between the applicant/attorney of record/ assignee and the PTO. 

Q. Why are certified copies of applications-as-filed required? ” 

A. Since the rights granted by a U.S. patent extend only throughout the territory of the U.S. and have no effect in a foreign country, 
an inventor who wishes patent protection in other countries must submit a certified copy of his or her U.S. application when applying 
for a patent in that country in order to receive the benefit of the U.S. filing date. 

Q. What regulations govern the filing of an U.S. application in a foreign country? 

A. There is a treaty relating to patents which involves 100 countries and is known as the Paris Convention for the Protection of 
Industrial Property. It provides that each country guarantees to the citizens of other countries the same patent rights that it gives to 
its own citizens. 

Q. Can anyone request a copy of a pending application? 

A. No. Pending applications are preserved in secrecy. No information or copies may be obtained without written authority of the 
applicant or the owner unless necessary to carry out the provisions of any Act of Congress or in such special circumstances as may 
be determined by the Commissioner. 

Q. Can orders for copies be placed by phone? 

A. No. All orders must be in writing. 

Q. May office copies of my application be sent to the PTO for certification? 
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A. No. We do not certify copies prepared outside the PTO. 
Q. Will the PTO mail certified copies ordered directly to a foreign country? 
A. No. With respect to the exportation of technical data, the PTO discontinued the practice of forwarding direct to any foreign 
country certified copies of U.S. applications ordered by residents of the United States. 
Q. Are cited references in a file automatically furnished when a file wrapper and contents is requested? 
A. No. Cited references are not automatically included as papers comprising the file history. References cited are furnished only 
if located within the file wrapper. 
Q. Can cited references, when requested, be certified with the file wrapper and contents under one certificate? 
A. No. Each reference must be certified separately. 
Q. Are there instances when references are included in a file wrapper and contents? 
A. Yes. If the references are submitted as attachments to a response from the applicant and if such response is entered and made 
a part of the file. 
Q. Exclusive of applications-as-filed and file wrappers and contents of patented files, what other types of copies may be obtained 
from the Certification Branch? 
A. The following items may be obtained: 
(1) Certified copies of issued U.S. patents. 
(2) Certified copies of foreign patents. 
(3) Certified copies of publications from the Scientific Library. 
(4) Certified copies of Office letters. 
(5) Certified duplicate filing receipts. 
(6) Copies of disclosure documents. 
(7) Copies of the following files: 
Defensive publication files. 
Reexamination files. 
Interference files. 
Trademark files. 
Opposition files. 
Concurrent use proceedings files. 
Statutory Invention Registration 
Certified copies of assignment documents. 
Abstract of title. * 


* Copies of issued certificates of registration; updated registration certificates, and amendments to registrations can be obtained from 
Trademark Services Division. 


f. Requests for Certification Services 
(1) Use Complete Application Number 


When ordering certified copies of patent and trademark applications, please identify the document by its complete application 
number. The application number includes the two digit series code (Examples: patent - 06, 07; trademarks -73, 74) and six- 
digit serial number. 


Authorization to Order Certified Copies of Applications as Filed 


When requesting a certified copy of a patent application as filed, if either the attorney of record has changed since filing or a 
power to inspect has been filed, please provide a copy of the new power of attorney or the power to inspect. The Certification 
Branch prepares the bulk of certified copies of applications as filed from microfiche that contains information pertaining to the 
attorney of record at the time of filing. When a change in attorney of record is made, or when a power to inspect has been filed, 
this information is not readily available to the Certification Branch unless it is provided with the request. 


(3) Ordering Different Products from Certification Branch 


When ordering copies from the Certification Branch, whenever possible request only one type of service per order to speed 


processing. Example: a request for a copy of a patent application as filed should be separate from a request for a patent file wrapper 
and contents. 


g. Refunds 


The U.S. Patent and Trademark Office is prohibited from providing refunds of service fees to customers except in situations where 
the Office failed to properly fulfill the request. The Certification Branch, therefore, cannot provide refunds for customers who no 
longer need a service or for “a mere change of purpose after the payment of money.” See 37 CFR 1.26. 


h. Status Requests or Problems 


For status inquiries, call the Input and Records Control Unit of the Certification Branch at (703) 308-9723. For problem situations 
call the Manager of the Certification Branch, at (703) 308-9700. 


7. EXTENSIONS OF TIME IN PATENT CASES 


a. Appropriateness 


After a final rejection, where applicants, approval is not needed to amend the claims, no extension of time is required. However, 
if applicants, approval is required and applicants did not file their response within two months of the Final Rejection, the appropriate 
extension of time must be purchased. 

Also, it should be noted that extensions of time may be requested under 37 CFR 1.136(a) for extending the time required to pay 
for the request for an oral hearing before the Board of Patent Appeals and Interferences. [MPEP § 1209] . The time for a request and 
fee for an oral hearing, is one month from the date of the Examiner’s Answer or within 3 months after the date of filing of a reply 
to a new ground of rejection. 

Extensions of time by fee payment under 37 CFR 1.136(a) are appropriate for filing of the Brief on Appeal in regular applications. 
No more than four months may be granted under 37 CFR 1.136(a). Beyond those four months, any further request must show 
sufficient cause under 37 CFR 1.136(b), and no additional extension fee is required. 
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An extension of time is not required in order to hold an interview with the examiner. However, after the period for response has 
ended, an extension is required for the purpose of filing a follow-up amendment by applicant and/or for the entry of an Examiner's 
Amendment requiring approval of the applicant. 

Extensions of time are appropriate for the purpose of achieving continuity between parent and continuing applications. A separate 
paper requesting the extension of time must be filed in the parent application. It would be useful to file a copy of that request or petition 
with the papers constituting the filing of the continuing application. 


b. Extensions of Time Under 37 CFR 1.136(a) 


Under 35 U.S.C. 41(a)(8) and 37 CFR 1.136(a), a response filed within a statutory period but outside of the period set for response 
may be rendered timely if accompanied by (1) a petition for an extension of time and (2) the appropriate extension fee. Experience 
indicates that there have been differing opinions as to the language necessary to constitute an acceptable extension of time petition. 
This Helpful Hint is intended to clarify the policy of the Patent and Trademark Office concerning the language required for such a 
petition. 

Anextension of time under § | .136(a) requires a petition therefor and payment of the appropriate fee. The § 1.136(a) petition should 
explicitly request in writing an extension of time for the specific number of months needed as explained in § 710.02(e) of the Manual 
of Patent Examining Procedure. This is the best way to avoid mistakes by the applicant or by the Patent and Trademark Office and 
assure orderly and efficient processing of the petition. 

The following language is an example of a preferred § 1.136(a) request: 

Applicant petitions the Commissioner of Patents and Trademarks to extend the time for response to the Office action dated 

for month(s) from to 


[If paying by check:] 


Submitted herewith is a check for to cover the cost of the extension. (Optionally, add: Any deficiency or overpayment 
should be charged or credited to deposit account number . A triplicate copy of this sheet is enclosed.) 


[If paying by charge to deposit account number:] 


Please charge my deposit account number in the amount of to cover the cost of the extension. Any 
deficiency or overpayment should be charged or credited to this deposit account. 


Applicants are cautioned that, in order to be timely, a response must be accompanied by a specific reference to an extension of time. 
A general authorization under 37 CFR 1.25(b) to charge necessary fees to a deposit account will not be interpreted as a petition for 
an extension of time. For example, a response accompanied by the statement “Please charge any fees necessary under 37 CFR 1.17 
to my deposit account” would not be acceptable, since the statement does not make specific reference to an extension of time. 

As previously indicated, a proper § 1.136(a) petition must be in writing. However, when an extension of time is necessary to make 
an Examiner's Amendment timely, the extension may be obtained by way of a verbal communication. The verbal communication 
must be transcribed as a written part of the official application file record. Forexample, during a telephone interview with an examiner, 
an attorney, for the applicant, in order to render an Examiner’s Amendment timely, may verbally request an extension of time under 
37 CFR 1.136(a) and authorize a charge of the appropriate fee to his or her deposit account. If this verbal request and authorization 
are transcribed as a written part of the application file record (e.g., viathe Examiner’s Amendment or an Examiner Interview Summary 
Record, PTOL-413), the desired extension of time may be obtained. The filing date of the § 1.136(a) petition and fee will be considered 
the date of the verbal request and authorization if this date is reflected in the written file record. 


c. Instances Not Permitted 
An extension of time under 37 CFR 1.136(a) is not permitted in the following instances: 


(1) Where an applicant is so notified in an Office action as, for example, in a Reissue application involving a litigated patent. 

(2) Where the application is involved in an interference declared pursuant to 37 CFR 1.611. See 37 CFR 1.645 for provisions 
governing extensions of time in interference proceedings. 

(3) Where the response is to a decision by the Board of Patent Appeals and Interferences pursuant to 37 CFR 1.196, 1.197 or 
1.304. 

(4) In reexamination proceedings. See 37 CFR 1.550(c) for extensions of time in reexamination proceedings. 

(5) In PCT international applications. See PCT Rule 26.2 for extensions for correction of PCT Article 14 defects in 
international applications before the Receiving Office. 


d. Insufficient Fees 


Many requests for extension of time are being filed with insufficient fees. In those instances where there is no authorization to 
charge an account, additional fees are necessary to cover the additional time consumed in making up the original deficiency. If the 
maximum, six-month period has expired before the deficiency is noted and corrected, the application is held abandoned. 

If applicants have a deposit account, it is recommended that applicants file, in an individual application, a general authorization 
to charge any of the fees set forth in 37 CFR § § 1.16 to 1.18 to a deposit account for the entire pendency of the application. 


e. Policy 


Where an extension of time is required to file a response in a timely manner, the response is not considered complete until the 
response, fee, and request or petition for an extension of time are received. The fee and request or petition must be filed before the 
expiration of the extended period requested. The fee cannot be paid outside the statutory six-month limit for the period of response. 


f. Requirement for Request or Petition for Extension 


Submission of the appropriate extension fee under 37 CFR 1.136(a) is to no avail unless a request or petition for extension is filed. 
Frequently, the request is omitted, which then requires an additional extension fee to cover the period to the date of the request. 
Occasionally, the application is held abandoned because the six month maximum statutory period has expired before detection of 
the omission of the request for extension. It is critical that a paper specifically requesting the extension be filed with late responses. 
It is also wise to use the Certificate of Mailing practice under 37 CFR 1.8 when requesting extensions. 
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g. Response to Final Rejection - Avoiding Extension Fees 


In patent applications wherein a three month Shortened Statutory Period (SSP) is set for response to a Final Rejection, the response 
would best be filed within two months of the date of the Office Action. If filed within two months, any Advisory Action mailed after 
the SSP expires will reset the SSP to expire on the date of the Advisory Action for extension fee purposes, but never more than six 
months from the date of the Final Rejection. 


h. Supplemental Amendments 


If a timely and complete response has been filed after a Non-Final Office Action, an extension of time is not required to permit 
filing and/or entry of an additional amendment after expiration of the shortened statutory period. 

If a timely response has been filed after a Final Office Action, an extension of time is required to permit filing and/or entry of a 
Notice ci Appeal or filing and/or entry of an additional amendment after expiration of the shortened statutory period unless the timely- 
filed response placed the application in condition for allowance. Of course, if a Notice of Appeal has been filed within the shortened 
statutory period, the period has ceased to run. 


8. FILES 


a. Official Searches 


When requesting an official search for a lost patent or trademark file, please ensure that all pertinent information is completely filled 
out on the PTO Form 1216. In the case of an individual working for a particular firm, the firm’s name should be included in block 
number 5 of the form along with the name of the requester. If you have any questions in this matter please call the Supervisor, Official 
Search Unit, on (703) 305-8490. 


b. Requests for Reconstruction 


To request the reconstruction of a file, submit a written request along with a notice from the PTO Official Search unit stating that 
the file cannot be located. 


c. Requests for Trademark Files 


To eliminate unnecessary delays when ordering Trademark files, requesters should complete all required information blocks on 
form PTO-1538 (Order and Charge for Trademark Files). Failure to properly complete the form is the primary reason for requests 
not being quickly processed. Submitting a completed form will reduce the number of requests that have to be returned and thus reduce 
the overall time required to fill the request. 


9. FILING RECEIPTS FOR PATENT APPLICATIONS 
a. Docket Numbers 


Docket numbers must be limited to a maximum of 12 characters to prevent truncation. The Patent Application Location and 
Monitoring (PALM) system data base allows a maximum of 12 characters for the attorney’s docket numbers. Spaces, slashes and 
hyphens will no longer be included in the entered docket number on the official filing receipt. In an application where CASE or 
NAVY-CASE appears before the first character in the docket number, only the characters after CASE or NAVY-CASE will be entered 
on the official filing receipt. 


b. License to Foreign File 


Each newly filed patent application is routinely reviewed for security interests during pre-examination processing. A code is 
entered into the data base to indicate the presence or absence of security interests. When no security interests are found, the filing 
receipt will be generated with the notation “Foreign license granted xx/xx/xx.” There is no additional cost for this security screening 
and license notation. 


c. Residence of Applicant 


The residence of applicant should be indicated as city and state for United States residents and city and country for residents of 
foreign countries. The Patent Application Location and Monitoring (PALM) System data base allows a maximum of 15 characters 
for the city of residence. If the city name is longer than 15 characters, it will be truncated in the data base and appear in the shortened 
form on the filing receipt. However, the entire city name will be taken from the file and printed on any patent that issues. 

Please do not call or write the Office for a corrected filing receipt should the printed city name be cut short due to the 15-character 
limit. 

Often applicants who are residents of foreign countries indicate street address, sections of cities, provinces or other political 
divisions as part of their cities of residence. This leads to confusion and possible erroneous entries in the data base. Only the foreign 
city and country should be indicated as the applicant’s residence. 


10. INTERVIEWS WITH PATENT EXAMINER 


a. Appropriateness 


Prior to filing, no interview is permitted; only search assistance may be given to the attorney, searcher or inventor. 

Prior to first action, an interview is ordinarily granted only in continuing or substitute applications; a request for an interview is 
untimely and will not be granted prior to first action in all other applications. 

After final rejection, an interview will not be denied merely because final Office action has been rendered. Normally, one interview 
after a final rejection is permitted if the examiner is convinced that disposal or clarification for appeal may be accomplished with only 
nominal further consideration. In requesting an interview after final rejection, the intended purpose and content of the interview must 
be presented briefly, either orally or in writing. Interviews merely to restate arguments of record or to discuss new limitations which 
would require more than nominal reconsideration or new search will be denied. 
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After a case is sent to issue, it is technically no longer under the jurisdiction of the primary examiner (37 CFR 1.312). Requests 
for interviews on cases already passed to issue should be granted only with specific approval of the Group Director upon a showing 
in writing of extraordinary circumstances. 

The ideal time for personal interviews, during which time an interview is clearly available, is the “Conference Period”, which is 
the time between the filing of applicant’s thorough first response to the examiner’s first action on the merits and a concluding action 
by the examiner. 

In reexamination proceedings, an interview with the owner is permitted after first action. Requests that reexamination requesters 
be permitted to participate in or attend interviews will be denied. 

When an interference has been declared, all questions involved are to be determined inter partes and will not be discussed ex parte. 

Following the grant of a United States Patent, an examiner must refuse to express any opinion or view as to the invalidity of the 
patent, except on the record in the course of examining a reissue application or a reexamination proceeding. Even in the case of search 
assistance on an invention, if an examiner is aware that the invention has been patented in the United States, the searcher will be 
referred to the prosecution file history, and the examiner will make no comment on the appropriateness of the search conducted or 
the references cited. 

Should any examiner fail to comply with the above guidelines, the matter would best be brought to the attention of the examiner’s 
Group Director. 


Direct questions to: Al Lawrence Smith 
Director, Group 350 
(703) 308-1020 


b. Prohibitions 


No interview will be conducted with an attorney who is not registered or who has been suspended or excluded from practice 
regarding an application unless the attorney is the applicant in the application. 

Protestors are not permitted to participate in interviews in applications where the protest was filed after December 8, 1981, and 
the examiner will not communicate in any manner with such protestors. 


11. MAIL 
a. Certificate of Mailing - Separate Certificate for Each Document 


Practitioners and other are reminded of the requirement of MPEP 512(D) which state: “In situations wherein the correspondence 
includes papers for more than one application (e.g., a single envelope containing separate papers responding to Office actions in 
different applications) or papers for various parts of the Office (e.g., a patent issue fee transmittal form PTO-85 and an assignment), 
each paper must have its own certification as a part thereof or attached thereto.” Although form PTOL- 85b, Issue Fee Transmittal, 
may contain a Certificate of Mailing thereon, a separate Certificate of Mailing is required for all papers included with this form, 
including formal drawings, since papers are separated and flow to different areas of the Office. Checks submitted with papers do not 
require a Certificate of Mailing. 


b. Certificate of Mailing AND Return Postcard 


Use of the Certificate of Mailing Procedure is strongly encouraged. 

37 CFR 1.8(a) provides for the use of a Certificate of Mailing on most correspondence with the PTO, whereby the correspondence 
(and/or fee) will be considered as timely filed if deposited with the U.S. Postal Service within the set time period. Consistent use of 
this procedure is extremely beneficial to practitioners, whether or not the Postcard Receipt provision of MPEP 503 is used. 

In those instances where the PTO never receives the correspondence, no postcard receipt will be available to evidence the filing 
and/or timeliness of the correspondence. However, in those instances where a Certificate of Mailing is properly used, 37 CFR 1.8(b) 
provides relief, even if the correspondence is not received in the PTO at all. Under 37 CFR 1.8(b) the party who forwarded the 
correspondence need only (1) inform the PTO of the previous mailing of the correspondence, (2) supply a copy of the previously 
mailed correspondence and Certificate, and (3) include a declaration which adequately attests to the previous timely mailing. 


c. Correspondence with Certificate of Mailing Delivered by Commercial Carrier 


The benefits of 37 CFR 1.8 or 1.10 apply only to documents delivered to the PTO by the U.S. Postal Service. 

A number of instances have been uncovered where individuals are certifying that documents were deposited with the U.S. Postal 
Service when, in fact, the documents were hand-carried or delivered to the PTO via commercial mail service, e.g., “Federal Express,” 
“DHL,” “Purolator,” “Air Borne,” “UPS,” etc. In those instances where documents include a certificate of maijing under 37 CFR 1.8 
or 1.10, but were delivered to the PTO by other than the U.S. Postal Service, Mail Room personnel are placing a notice indicating 
that fact on the correspondence involved to alert PTO personnel that the benefits of 37 CFR 1.8 or 1.10 do not apply. 


d. Courier Services 
If you plan to send a document via a private courier, the following address should be used to ensure proper receipt and handling: 


Patent and Trademark Office 
Correspondence and Mail Division 
Crystal Plaza Building 2, Room 1A01 
Arlington, VA 22202 


e. Expediting Handling of Trademark Applications 

To facilitate processing of new trademark applications, place them in a separate envelope apart from all other mail. Identify on the 
outside of the envelope “TRADEMARK APPLICATION ONLY.” More than one new trademark application may be placed in the 
same envelope. Do not place any papers in the envelope other than those related to the new trademark applications. 
f. Express Mail 


Due to a failure to follow proper procedures, many applicants are losing the advantage of receiving the date a paper or fee was 
deposited at the Post Office when “Express Mail” is used. According to 37 CFR § 1.10, any such paper or fee must include a certificate 
of mailing by “Express Mail,” signed by the person mailing the paper or fee. 
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Toensure papers and fees sent by “Express Mail” are accorded the proper certificate date, the following suggestions and reminders 
are offered: ‘ 

(1) Each document must have a certificate of mailing typed on or affixed to the document. The certificate should be placed on 
the first page of the document or the covering letter to ensure easy accessibility. Often, the certificate is missing, illegible, 
inaccurate, incomplete, or difficult to locate. As a result, the paper or fee is considered to have been filed on the date of receipt 
in the PTO. 

(2) The certificate must be legible. 

(3) The Express Mail label number must be placed on the certificate. 

(4) Dates on the certificate must correspond to dates on the "Express Mail" label. The PTO continues to receive correspondence 
filed under the provisions of 37 CFR 1.10 in which the certificate of mailing by "Express Mail" certifies that the correspondence 
is being mailed on one date while the “Express Mail” label shows a "Date-In” on a different date. This usually occurs when the 
“Express Mail” package is deposited in a remote “Express Mail” receptacle or mailbox after the last pickup, and accordingly 
is not being picked-up and processed by the Postal Service until the next business day. The question as to the treatment of such 
a situation was covered in the final rule making published on January 20, 1983, at 48 FR 2696-2714 and on February 10, 1983, 
at 1027 0.G. 9. The following comments appear therein. 

"Comment: One person questions what treatment will be accorded a paper placed in an "Express Mail" box receptacle after 
the box has been cleared for the last time on a given day.” 
"Reply: The paper will be considered to be deposited as of the date of receipt indicated on the “Express Mail” mailing label 
by the Postal Service clerk.” 
It is recommended that when the filing date of a paper or fee is critical (e.g., the filing of a patent application, and particularly 
when the deposit by “Express Mail” is being made late in the business day), the correspondence should be personally delivered 
toa Post Office. There the date of receipt of the “Express Mail” package can be immediately indicated by the Postal Service clerk. 
Each certificate must have an original signature of the person actually mailing the paper or fee (i.e., the person who actually 
deposits the paper or fee with the U.S. Postal Service.) 
The PTO has encountered instances in which the certificate of mailing by “Express Mail” was signed by an attorney, and the 
deposit was made by the attorney’s secretary or another member of the attorney’s staff. This is improper under the provisions 
of 37 CFR 1.10. This section differs in that regard from 37 CFR 1.8. 
(6) The preferred wording and information to be included on the certificate is as follows: 


“Express Mail” Mailing Label No. (insert B no. from Express Mail label) 
Date of Deposit (insert date) 

I hereby certify that this paper or fee is being deposited with the United States Postal Service’s “Express Mail Post Office To 
Addressee” service under 37 CFR 1.10 on the date indicated above and is addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

(Typed or printed name of person mailing paper or fee) 
(Signature of person mailing paper or fee) 

By following these procedures, problems concerning filing dates should be minimized. 

g. Response to Final Rejections In Patent Applications - Expediting Processing and Reply by PTO 


In order to ensure the quickest reply to an amendment or response after Final Rejection in patent applications, the paper must be 
marked in the upper right portion: 


“RESPONSE UNDER 37 CFR 1.116 
EXPEDITED PROCEDURE 
EXAMINING GROUP (Insert Group Number)” 


The marking on the paper preferably should be written in, highlighted by, or encircled with, a bright color felt-point marker. 
The envelope in which the response is submitted must include only submissions under 37 CFR 1.116. The envelope must be marked 
“Box AF” in the lower left corner and must be addressed to: 


Box AF 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


If the paper is being hand-carried to the Examining Group (instead of mailing to Box AF), the envelope, if any, and the response 
should both be marked: 


“RESPONSE UNDER 37 CFR 1.116 
EXPEDITED PROCEDURE 
EXAMINING GROUP (Insert Group Number)” 


Use of this procedure should avoid the necessity for extensions of time and the filing of unnecessary notices of appeal in many 
cases. 


h. Return Postcard 


If a receipt for any paper filed in the Patent and Trademark Office is desired, it may be obtained by enclosing with the paper a self- 
addressed postcard identifying the paper. The Patent and Trademark Office will stamp the receipt date on the card and place it in the 
outgoing mail. 

The identifying data on the card should be so complete as to clearly identify the paper for which receipt is requested. For example, 
the card should identify the applicant name(s), serial number, filing date, interference number, etc. Also, the paper(s) should be 
identified by specifying the type thereof, namely affidavit, amendment, appeal, itemized components of applications, brief, drawings, 
fees, motions, supplemental oath or declaration, petition, etc. 
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A postcard receipt which itemizes and properly identifies the papers which are being filed serves as prima facie evidence of receipt 
in the PTO of all the items listed thereon on the date stamped thereon by the PTO unless the postcard receipt has been annotated by 
the PTO to indicate that one or more items were not received. A postcard receipt will not serve as prima facie evidence of receipt in 
the PTO if the papers are not itemized in a detailed manner, e.g., number of pages of specification and number of sheets of drawings, 
or if the postcard receipt has been annotated to indicate that one or more items was not received. 

When papers for more than one application are filed under a single cover, a return addressed postcard should be attached to the 
paper for each application for which a receipt is desired. 


i. Secrecy - Related Papers (37 CFR 5) 
All correspondence in connection with 37 CFR 5 should be addressed to: 


Commissioner of Patents and Trademarks 
(Attention Licensing and Review) 
Washington, D.C. 20231 


Improperly addressing such correspondence may delay delivery and could result in violations of 37 CFR 5. See 37 CFR 5.33 
regarding correspondence. 


j. Special Box - Box AF 


Since the establishment of the special box “Box Non Fee Amendment,” some questions have been received as to which box should 
be used for amendments after final rejections. Continue to use Box AF for amendments after final rejections, even if it is a non-fee 


amendment. Although mail delivery by the Mail Room should be the same in either case, the Patent Examining Group will expedite 
those labeled Box AF. 


k. Special Box - Box Assignment 


To ensure proper routing of patent and trademark assignments other than those filed with new patent applications, please place 
in a separate envelope addressed “Box Assignment” and use the words “Box Assignment” on transmittal letters for assignment 
documents. Do not put any other type of documents in the envelope. 

Box Assignment cannot be used for assignments filed with new patent applications because these assignments remain with the 
patent applications until bibliographic data is key entered and the filing receipts are mailed. The bibliographic data keyed for filing 
receipts is then available in the automated patent assignment system for use in processing patent assignment documents. 


1. Special Box - Box Reexam 


Requests for reexamination should be clearly marked “Box Reexam” on the outer envelope, and include only requests for 
reexamination. The goal for processing requests for reexamination is 30 days from receipt in the Mail Room to delivery to the 
appropriate examining group. Requests for reexamination which are marked on the outside envelope for Box Reexam are 
immediately placed in a special box for pick up by reexamination processing clerks twice daily. Properly marked requests for 
reexamination allow us to meet the 30-day goal and allow the examiner adequate time for considering the request. 

If requests for reexamination are included in packages with other mail, the entire package will be placed with the thousands of 
pieces of mail received on that date to be opened in date order. 

Reexamination requests are, therefore, delayed for several days making the 30-day goal nearly impossible to meet, and often 
reducing the time available for the examiner’s consideration of the request. 


m. Special Designations for Mail 


Special PTO mail department numbers should be used to allow forwarding of particular types of mail to the appropriate areas as 
quickly as possible. Such mail is forwarded directly to the appropriate area without being opened. Only the specified type of document 
should be placed in an envelope addressed to one of these special departments. If any documents other than the specified type 
identified for each department are addressed to that department, they will be significantly delayed in reaching the appropriate area 
for which they were intended. 

The following special departments should be used only for their specified purpose. Address mail as follows: 


Commissioner of Patents and Trademarks 
Box 
Washington, DC 20231 


Box 3 - Mail for the Office of Personnel for NFC. 
Box 4 - Mail for the Assistant Commissioner for External Affairs and the Office of Legislation and International Affairs. 
Box 5 - “No fee” mail related to trademarks. 
Box 6 - Mail for the Office of Procurement. 
Box 7 - Reissue applications for patents involved in litigation and subsequently filed related papers. 
Box 8 - All papers for the Office of the Solicitor except communications relating to pending litigation, papers 
relating to pending litigation shall be mailed onlly to: Office of the Solicitor, P.O. Box 15667, Arlington, Virginia, 22215. 
Box 9 - Coupon orders for U.S. patent and trademark copies. 
Box 10 - Orders for certified copies of patent and trademark applications. 
Box 11 - Electronic Ordering Service (EOS). 
Box 12 - Contributions to the Examiner Education Program. 
Box 13 - Mail for the Employee and Labor Relations Division. 
Box 14 - Mail directed to the Office of Finance. 
Box 15 - Mail for the Advisory Commission on Patent Law Reform. 
Box 16 - Mail for the Office of Finance for deposit account holders who wish to mail replenishment checks to the PTO. 
Box 17 - Invoices directed to the Office of Finance. 
Box 171 - Vacancy Announcement Applications. 
Box AF - Expedited procedure for processing amendments and other responses after final rejection. 
Box Assignment - All assignment documents except those filed with new applications. 
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Box DAC - Petitions to revive, petitions to accept late payment of fees, petitions to defer issue, and petitions to withdraw an 

Box DD - Disclosure Documents or Materials Related to the Disclosure Document Program. 

Box EEO - Mail for the Office of Equal Employment Programs. 

Box FWC - Requests for File Wrapper Continuation Applications (under 37 CFR 1.62) 

Box Interference - Communications relating to interferences and applications and patents involved in interference. 

Box Issue Fee - All communications following the receipt of a PTOL-85, “Notice of Allowance and Issue Fee Due,” and prior to the 
issuance of a patent should be addressed to Box Issue Fee, unless advised to the contrary. Assignments are the exception. 
Assignments should be submitted in a separate envelope and not be sent to Box Issue Fee. 

Box ITU - All intent to use documents, excluding the initial application and amendments to allege use. 

Box M.Fee - Correspondence related to a patent that is subject to the payment of a maintenance fee. 

Box Non-Fee Amendment - Non-fee amendments to patent applications. (Use Box AF for responses after final rejection). 

Box OED - Mail for the Office of Enrollment and Discipline. 

Box PATENT APPLICATION - New patent application and associated papers and fees. 

Box TRADEMARK APPLICATION - New trademark application and associated papers and fees. 

Box Patent EXT - Applications for patent term extension. 

Box PCT - Mail related to applications filed under the Patent Cooperation Treaty. 

Box Reexam - Requests for Reexamination for original request papers only. 

Box Sequence- Submission of diskette for biotechnical application. 

Box SN - For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for patent applications prior to 
the Office’s standard notification (return post card or the official “Filing Receipt,” Notice to File Missing Parts,” or “Notice 
of Incomplete Application”). 


12. MAINTENANCE FEES 
a. Address to Which Correspondence is Sent Regarding Patent Maintenance Fees 


Under 37 CFR 1.33(d), a “correspondence address” or change thereto may be filed with the Office during the enforceable life of 
a patent. This “correspondence address” will be used in any correspondence relating to maintenance fees unless a separate “fee 
address” has been specified solely for maintenance fee purposes as provided by CFR 1.363. Practitioners who do not wish to receive 
correspondence relating to maintenance fees must change the correspondence address in the patented file or provide the PTO with 
a fee address to which the correspondence should be sent. It is not required that a practitioner file a request for permission to withdraw 
pursuant to 37 CFR 1.36 solely for the purpose of changing the correspondence address in a patent, even though a withdrawal of a 
practitioner would change the correspondence address. 


b. Correspondence Address and/or Fee Address on Maintenance Fees 


Effective November 1, 1984, 37 CFR 1.363 provides for a “fee address” to be entered in the Office patent file records for use in 
all correspondence relating to maintenance fees. The fee address is in addition to the “correspondence address” under 37 CFR 1.33. 
The “correspondence address” will continue to be used for all reexamination and interference purposes. If no separate fee address 
is specified, the correspondence address will also be used for maintenance fee correspondence. A similar reminder appears on the 
Issue Fee Transmittal Form, PTOL-85(b). 

Practitioners should maintain a current “correspondence address” and, if desired, a separate current “fee address” during the 
enforceable life of the patent in order to ensure receipt of correspondence regarding maintenance fee. 

Practitioners are reminded that they are obliged to inform a client or former client (or timely notify the Office of an inability to notify 
a client or former client) of any maintenance fee correspondence received from the PTO. See 37 CFR 10.23(c)(8). This is similar to 
the practice with respect to interferences and reexamination proceedings. 

Practitioners who do not wish to receive correspondence relating to maintenance fees must change the correspondence address 
in the patented file or provide the PTO with a “fee address” to which such correspondence should be sent. 

It is not required that a practitioner file a request for permission to withdraw pursuant to 37 CFR 1.36 solely for the purpose of 
changing the correspondence address in a patent even though a withdrawal of a practitioner would change the correspondence 
address. However, a request for permission to withdraw pursuant to 37 CFR 1.36 must be filed in the patent if the attorney or agent 
of record does not desire to receive correspondence relating to reexamination. 


c. Delayed Payment of Maintenance Fees 


Payment of any maintenance fee due on a patent after expiration of the patent may be accepted if the conditions set forth in 37 CFR 
1.378 are satisfied. In the past, petitions under 37 CFR 1.378 to accept delayed payment of the maintenance fee in an expired patent 
have been filed which allege, as a basis for unavoidable delay: (1) lack of knowledge that a maintenance fee was due and/or (2) failure 
to receive a Maintenance Fee Reminder notice from the PTO. 

Practitioners are reminded that a patentee’s lack of knowledge of a requirement to pay a maintenance fee does not constitute a 
showing of unavoidable delay; see 49 F.R. 34716 at page 34720, and 1046 0.G. 28 at page 32. 

Maintenance Fee Reminder notices are mailed only as acourtesy after the “grace period” has begun; see 37 CFR 1.362(e). Patentees 
are expected to maintain their own docket systems to ensure timely payment of maintenance fees, preferably during the “window 
period”; see 37 CFR 1.362(d). Since patentees are expected to maintain their own docket systems for timely payment of maintenance 
fees, proof that a Maintenance Fee Reminder notice was not received from the PTO does not constitute a showing of unavoidable 
delay; see 49 F.R. 34716-34726, and 1046 0.G. 28-37. 

Practitioners are cautioned that any petition to accept delayed payment of a maintenance fee under CFR 1.378 must include an 


enumeration of the steps taken to ensure timely payment of the maintenance fee. In this regard, the petition should include a detailed 
explanation of the docket system employed to ensure such timely payment. 


d. Maintenance Fee Transmittal Form Notice 


Where maintenance fee payments are to be made by authorization to charge a deposit account, the Maintenance Fee Transmittal 
Form, should reflect both the Payor’s Name and signature in the bottom left corner thereof. 


e. Mandatory Identifiers when Submitting Maintenance Fees 


Practitioners are reminded that a patent maintenance fee payment and any surcharge payment submitted must identify the patent 
to which it relates by at least two mandatory identifiers [see 37 CFR 1.366(c)] : 
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1. The patent number; and 
2. The serial number of the United States application for the patent on which the maintenance fee is being paid. 

Reissue patent maintenance fee due dates are based on the issue date of the original, rather than the reissue patent. The payment 
must identify the reissue patent by reissue patent number and reissue application serial number as the two mandatory identifiers and 
should also include the original patent number, the original patent issue date and the original United States application filing date. 
See 37 CFR 1.366(d). 

The two mandatory identifiers are required as a minimum to enable a cross-check to be made to avoid errors in crediting payment 
of maintenance fees. 

It is suggested that the payment identify the fee being paid for each patent as to whether it is the 3 1/2, 7 1/2 or 11 1/2 year fee; 
whether small entity status is being changed or claimed; the amount of the maintenance fee and any surcharge being paid; any 
assigned payor number, the patent issue date; and the United States application filing date. See 37 CFR 1.366(d). 

Failure to provide at least the two above-named mandatory identifiers will likely result in the non- acceptance of the maintenance 


fee payment. The date the two mandatory identifiers and the required fee are submitted is the date the maintenance fee payment is 
credited as being made. 


f. Payor Number 


In order to simplify changes in address by patent owners having several patents, and data input by the Patent and Trademark Office, 
a “payor number” will be assigned to each fee address when a fee address is presented to the Office in a patent or earlier upon request. 
A request for a payor number before a maintenance fee is paid or due will permit a patent owner to request that the fee address and 
payor number be recorded in the Office records of the patents owned on which maintenance fees are due so that all notices relating 
to maintenance fees will be sent to the fee address. 

When a fee address has been specified as provided by 37 CFR 1.363, that address is assigned a “payor number”. Processing time 
can be greatly reduced if practitioners cite that “payor number” when submitting a maintenance fee payment. 

The Patent and Trademark Office has established a procedure for assigning a payor number upon request by a patent owner or a 
party responsible for paying maintenance fees. Such a party may be, for example, the finance office of a corporation or of a separate 
organization specializing in maintenance fee payments. 

Under the procedure, a patent owner or other party may request a payor number for a particular fee address by writing to: 


Commissioner of Patents and Trademarks 
Box M. Fee 
Washington, DC 20231 


Each request for a payor number should include the: 


* fee address to be used by the Office, and 
* telephone number of the fee addressee to be used to resolve problems. 


After receipt of a payor number, it may be used to indicate to the Patent and Trademark Office the fee address to be used in particular 
patents on which maintenance fees will become due and in applications in which issue fees have been or are being paid. Any request 
for entry of a payor number or fee address in the Office records of a patent, however, must be signed by the patent owner or his or 
her attorney or agent of record. 

After a payor number has been assigned, it should be used in all future maintenance fee payments and related correspondence. 
However, where a payor number has not been previously entered in the Office records for a particular patent, the mere indication 
of a payor number at the time of payment of the maintenance fee, without the signature of the patent owner or the owner's attorney 
or agent of record, will not serve to make the payor number of record in the Office for that patent. 

The problems which most often arise in connection with attempts to establish a fee address in a particular patent or group of patents 
is that the request is being signed by an attorney who is not of record in each of the patents. This results in the request being entered 
only in part. 

Also, when the request is signed by an owner of the patent, the records of the Assignment Branch do not always reflect such 
ownership. Where the assignment was recorded prior to December 1980, it would help the Office if the PTO reel and frame number 
of the assignment recordation were presented in the paper requesting that a fee address be entered, and if the person signing the request 
would indicate his or her title. 


g. Public Availability of Maintenance Fee Petitions/Decisions 


Maintenance fee petitions and decisions thereon are public records. Copies thereof can be obtained by submitting a written request 
to the Certification Branch and including the appropriate fee. The request should state the patent number and serial number. 


13. PATENT APPLICATIONS (NEW) 
a. Attorney Docket Number on Incomplete/Missing Parts Notices 


In response to several requests from patent attorneys, the PTO is now entering the attorney docket number on the Notice of 
Incomplete Application and Notice to File Missing Parts of Application. 

The attorney docket number which will be entered on the Notice will be that which was submitted on the transmittal letter as filed 
with a new patent application. The number must be clearly identified as an “attorney docket number.” 

If the Office makes a mistake in recording the attorney docket number on the Notice of Incomplete Application or the Notice to 
File Missing Parts of Application, such mistake is not to be used by the attorney as cause for delay in response. Nor is the attorney 
to request that the Office correct the docket number prior to response to the Notice. The attorney can notify the Office in the response, 
but no change will be made by the Office until the Filing Receipt is issued. 

If the attorney wishes to change the attorney docket number from that which was entered on a transmittal letter as filed, the request 
must be submitted through amendment, submitted to the Patent Examining Corp. 


b. Computer Program Listings 


Computer program listings may be submitted in patent applications in the following forms: 

If a computer program listing is contained on 10 printout pages or less, it must be submitted either as drawings or as part of the 
specification. If submitted as drawings, the listing must comply with the requirements for drawings as provided in 37 CFR 1.84. If 
submitted as part of the specification, regardless of the number of printout pages, it must be in the form of computer printout sheets 
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(commonly 14 by 11 inches in size) for use as “camera ready copy.” Such computer printout sheets must be original copies from 
the computer with dark solid black letters not less than 0.21 cm high, on white, unshaded and unlined paper. The printing on each 
sheet must be limited to an area 9-inches high by 13-inches wide, and the sheets should be submitted in a protective cover. 

If the computer program listing printout is 11 or more pages long, applicants may submit such listing in the form of microfiche. 
Such microfiche filed with a patent application is to be referred to as a “microfiche appendix.” This appendix will not be part of the 
printed patent. Microfiche submission requirements must be in accordance with the provisions contained in 37 CFR 1.96(b) (2). 


c. Continuation or Divisional - Retaining Original Claim 


When filing under 37 CFR 1.60, retain at least one original claim from the parent application to assure a complete application. Only 
amendments reducing the number of claims or adding a reference to the prior application [37 CFR 1.78 (a)] will be entered, upon 


request, before calculating the filing fee and granting the filing date. Reminder: Applicant cannot file a CIP (continuation-in-part) 
under 37 CFR 1.60. 


d. Continuation or Divisional - Problems 


Applications are often filed incorrectly under 37 CFR 1.60. This causes problems not only for applicants but also for the Patent 
and Trademark Office. Filing dates are not granted to applications which do not comply with the rules. As a result, petitions with fees 
are required to be filed in such applications before a filing date will be granted. 

Most often, the problems that arise in this area can be characterized as the following: 

(1) Applicants continue to fail to comply with the requirements of 37 CFR 1.60 with regard to what must be submitted upon 
filing under the rule. This is true even after the clarifying amendments (effective April 1, 1984) were made to the rule. 

A true copy of the prior application must be filed including the specification (with claims), drawings, oath or declaration showing 
the applicant’s signature or an indication it was signed, and any amendments referred to in the oath or declaration filed to complete 
the prior application. 

(2) Applicants are using transmittal forms which request filings under 37 CFR 1.62 when it was really desired to file a divisional 
application under 37 CFR 1.60 and not to abandon the parent application. 


e. Docket Numbers - Placement 


If use of a docket number is desired, the docket number should be placed in the upper right corner of the transmittal letter 
accompanying newly filed patent applications. This will eliminate a time consuming search of the application papers for the docket 
number or the likelihood of it being overlooked during processing. 


f. Drawings in Applications Filed After January 1, 1989 


The general rule applicable to release of any paper in a patent application file is that no paper (including a drawing) will be returned 
for any purpose whatever. 37 CFR 1.59. New rules published in the Official Gazette [1097 OG 36 (December 13, 988)] effective 
January 1, 1989, no longer require the submission of original (master) drawings in a patent application. Since corrections are the 
responsibility of the applicant, the original drawing(s) should be retained by the applicant for future correction, if necessary. 

As aresult of adoption of these new rules relating to drawings, the Patent and Trademark Office will no longer release to applicants, 
bonded drafting companies or others, drawings from patent applications filed after January 1, 1989, and after January 1, 1991, no 
drawings may be borrowed from the Office. 

Access to applications is still provided with the proper power to inspect. If copies of any papers or drawings within the application 
are required, arrangements may be made through the File Information Unit and copies may be made in the Public Search Room. If 
there is some extraordinary situation that requires release of an original drawing in possession of the Office, relief may be requested 
by filing a petition under 37 CFR 1.183. 


g. Drawings - Proper Identification 


During pre-examination processing, drawings are temporarily separated from the rest of the application papers. To facilitate the 
matching of drawings with the application, it would be helpful if the applicant’s name, docket number, and the title of the invention 
were put on the back of the drawings. This may be done by writing lightly on the drawings or by using gum labels. 


h. File Wrapper Continuation - Preliminary Amendment 


Many continuation applications filed under 37 CFR 1.62 contain no preliminary amendment to the claims which were finally 
rejected in the parent application. The result is a first action final rejection of these claims. Applicants should file any desired 
amendments at the time the application is filed under 37 CFR 1.62, since the Office is treating these applications as “Special” and 
an action on the merits will be rendered quite promptly. 


To expedite processing under 37 CFR 1.62, make certain that the parent serial number cited in the transmittal letter is the correct 
serial number. 


i. File Wrapper Continuation - Problems 


Applications continue to be filed incorrectly under both 37 CFR 1.60 and 37 CFR 1.62. Filing dates are not granted to applications 
os ow with the rules. As a result, petitions with fees are required to be filed in such applications before a filing date 
wi granted. 

The problems that most frequently arise in this area can be characterized as the following: 

(1) Applications have been filed with a transmittal form requesting filing under 37 CFR 1.60 when it was intended to file under 37 
CFR 1.62. The confusion in the record of such applications must be clarified by a decision on petition before the applications 
can be processed for examination. 

(2) Some applicants fail to realize that the parent application is abandoned by the filing of a continuing application under 37 CFR 
1.62. Paragraph (g) of 37 CFR 1.62 states: 

"The filing of a request for a continuing application under this section will be considered to be a request to expressly abandon 
the prior application as of the filing date granted the continuing application.” 

Correction after such a mistaken filing under 37 CFR 1.62 usually requires a revival of the parent application under 37 CFR 
1.137(a) or (b) which expends resources of both the applicant and the PTO. 


Some applicants are attempting to file continuing applications under 37 CFR 1.62 after payment of the issue fee in the parent 
application. Such applicaticns are improper and are not entitled to a filing date. Additionally, such filings will not affect the prior 
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application; i.e., the parent application may issue as a patent. Paragraph (a) of 37 CFR 1.62 specifies that continuing applications 
may be filed under 37 CFR 1.62 “before the payment of the issue fee, abandonment of, or termination of proceedings on the 
prior application.” 
Some applicants are attempting to file continuation-in-part applications under 37 CFR 1.62 with a new specification rather than 
with the changes made by amendment to the prior application. As stated in 37 CFR 1.62(a), filings under 37 CFR 1.62 use the 
specification of the prior application. 
Paragraph (c) of 37 CFR 1.62 also states: 
In the case of a continuation-in-part application which adds and claims additional disclosure by amendment, an oath or 
declaration as required by § 1.63 must also be filed...”(emphasis added) 

(5) The request for a File Wrapper Continuation (FWC), under 37 CFR 1.61, must contain the original signature of the inventor, 
assignee, attorney or agent of record, or attorney or agent filing under representative capacity. [1.34(a)]} 


j. Information Disclosure Citation - Form PTO 1449 


The Public is encouraged to use Form PTO 1449, “Information Disclosure Citation,” when preparing a statement under 37 CFR 
1.97-1.99 (see MPEP § 609). This form provides the Office with a uniform way of listing the citations and a vehicle from which the 
information thereon can be printed on the issued patent. 

Some citations are being presented on various forms prepared by the public rather than on Form PTO 1449. As a result, delays are 
cropping up in the printing process because the printer has difficulty in following the various formats and is having to query the 
examiner each time a non-PTO 1449 form is used. 

Note that listing citations on Form PTO 1449 does not raise an irrebuttable presumption that the citation is prior art. A holding by 
an examiner that any citation on Form PTO 1449 is prior art to claimed subject matter can be rebutted by procedures commonly used 
to rebut the prior art status of an examiner’s citations on Form PTO 892, “Notice of References Cited”. 

Among the information that should be provided for each citation on Form PTO 1449 is (1) the month and year of the date of 
publication for foreign patents, published applications and printed publications, and (2) the month and year of the patent date for 
United States patents. In addition, it is helpful if the class and subclass of each citation is provided. It is appreciated that classification 
information may not be known at the time the Form PTO 1449 is prepared. When classification information is not known, draw a 
line in the boxes under the class and subclass heading adjacent to the citation for which classification information is not known. 


k. Petition for License 


37 CFR 5.12 states that “filing of an application for patent for inventions made in the United States will be considered to include 
a petition for license under 35 USC 184 for the subject of the application. The filing receipt will indicate if a license is granted.” There 
is no need to request a corrected filing receipt deleting the words “License Granted.” Its intent is to provide the necessary 
acknowledgment for those filing abroad. 


1. Processing and Retention Fees for Abandoned Applications 


An application, which has become abandoned pursuant to 37 CFR 1.53(d) for failure to pay the filing fee, will be disposed of unless 
the processing and retention fee set forth in § 1.21(1) is paid within the 1-year period referred to in § 1.53(d). Moreover, the processing 
and retention fee must be timely paid in order to obtain certified copies of the application (e.g., for convention priority purposes) or 
to establish in a later filed application the filing date benefit of an earlier copending application under 35 USC 120 and 37 CFR 
1.78(a)(3). Therefore, an application which has become abandoned for the reasons set forth above should be immediately reviewed 
in order to timely determine the advisability of submitting a processing and retention fee payment. 


m. Residence of Applicant 


The residence of applicant should be indicated as city and state for United States residents and city and country for residents of 
foreign countries. 


n. Surcharge for Filing a Patent Application 


Filing dates are accorded to applications filed without the basic filing fee and without the oath or declaration. In such cases, a notice 
is mailed by Application Division requiring at least the basic filing fee and the oath or declaration, accompanied by a surcharge [37 
CFR 1.16(e)] . In numerous instances, applicants fail to submit the surcharge causing the application to become abandoned. See 37 
CFR 1.53(d) and MPEP § 506. 


14. PATENT COOPERATION TREATY APPLICATIONS 
a. Correction of Errors in the Description, Claims or Abstract and Correction of Article 14 Defects 


When corrections of PCT Rule 91 obvious errors in the description, claims or abstract are submitted together with corrections of 
defects under PCT Article 14, the transmittal letter should clearly note the Rule 91 corrections. This is necessary because, under PCT 
Rule 91.1(e), the Receiving Office can authorize the rectification of obvious errors only in the Request (Form PCT/RO/101), while 
Searching Authority authorization is needed for obvious errors in the description, claims or abstract. When the transmittal letter 
clearly notes the Rule 91 corrections, Searching Authority authorization of any obvious errors in the description, claims or abstract 
can be expedited. 

Call PCT on 603-0465 if you have questions concerning responses filed during the international stage for international applications 
under the PCT. 


b. Receipt for National Stage Papers Filed in the International Division as a Designated/Elected Office 


If a receipt and notification of a serial number for a national stage application is desired, it is suggested that two (2) separate 
postcards be submitted to the International Division as a Designated/Elected Office. The International Division will stamp and return 
one postcard as a receipt, verifying the date the papers were deposited in the Division. The other postcard will be returned once the 
national stage serial number has been assigned. 

It is strongly recommended that the receipt postcard include a detailed itemization of what is submitted (MPEP 503). The 
identifying data should be so complete as to match the papers with the international application or other documents with which they 
are to be associated; for example, the international application number, filing date, title, file reference number, number of pages to 
the specification, claims, abstract, drawings, and type of papers, such as national stage application papers, petition, amendments, etc. 
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c. Responses Filed in International Applications 


The 18-month publication deadline for international applications filed under the Patent Cooperation Treaty (PCT) is critical. 
Therefore, it is in applicant’s interest to respond timely to an invitation to correct a PCT Article 14 defect. An untimely response can 
result in the withdrawal of the international application under Article 14 and PCT Rule 26. If an extension to respond is needed, submit 
a written request before the expiration of the time limit. The PTO will strictly comply with PCT Article 14 and Rule 26 in holding 
international applications withdrawn when responses are untimely or not filed. 


d. Oath or Declaration 


The U.S. Patent and Trademark Office is continuing to receive oaths or declarations for applications entering the national stage 
of the Patent Cooperation Treaty Under 35 U.S.C. 371, which do not comply with the rules and regulations. The statute requires at 
35 U.S.C. 371(c)(4): “an oath or declaration of the inventor...complying with the requirements of section 115 of this title and with 
regulations prescribed for oaths or declarations of applicants.” Applicants are reminded that oaths or declarations filed pursuant to 


35 U.S.C. 371(c)(4) must strictly adhere to the requirements set forth in 37 CFR 1.497 and 1.63. The following are examples of the 
most common defects: 


(1) The oath or declaration fails to adequately identify the specification to which it is directed (see MPEP § 601.01). 
(2) The oath or declaration fails to identify each inventor and the residence and country of citizenship of each inventor. 


(3) The oath or declaration fails to identify the foreign application for patent on which priority is claimed by specifying the 
application number, country, day, month and year of its filing. 


Failure to file an oath or declaration in compliance with the above noted provisions results in abandonment as provided by 35 U.S.C. 
371(d). 


15. PATENT COPIES 
a. Coupon Ordering Service 


Some problems being experienced in successfully filling coupon orders are: 


* No return address or Box Number 

* Incorrect return address or Box Number 

* Missing name of person(s) ordering copies. (Although the PTO attempts to send such orders, they are frequently returned by 
the receiving organization). 

* Failure to identify whether request is for patent, trademark, or design copy. 

+ Failure to identify the patent, trademark, or design number being requested. Identification by application serial number is not 
acceptable. 

+ Inappropriate use of coupon for ordering a foreign patent. (Foreign patents should be ordered through the Scientific Library). 


+ Insufficient payment (Any coupons valued less than $3.00 must accompany additional payment by check, money order, or 
additional coupons). 


To ensure coupon orders can be successfully filled, please include a patent/trademark/design number, complete name, return 
address/box number, and the sufficient fee. 


b. Electronic Ordering Service 


Copies may be ordered electronically through the PTO’s Electronic Ordering Service (EOS) rather than placing orders through 
the mail. Two types of EOS service are available: EOS regulars and EOS specials. Both reduce the amount of time required to fill 
orders. Turnaround time for filling orders received through the mail is approximately four weeks: an average of seven days for us 
to receive the order through the mail, up to 14 calendar days for the order to be processed, and about seven days for the order to be 
delivered through the mail. With EOS, the orders are received within one work day after they are placed, thus reducing the turnaround 
time by seven days. Depending on the size of the order and the age of the documents requested, an EOS regular order can take from 
one to 14 days to process and about seven days to be delivered through the mail. EOS regular orders may also be delivered to rental 
boxes at the PTO’s Public Service Window which eliminates the seven-days in the mail. 

EOS specials provide the capability to order document copies on-line and receive the order within two business days. 

Orders can be placed 24 hours a day, seven days a week. 


To use EOS, you need a standard computer terminal and modem. If you have any questions about equipment or the technical aspects 
of EOS, call (202) 377-2535. 


Regulations require that we receive payment for services before they are rendered. For this reason, a PTO deposit account is a 
prerequisite for using the EOS. There are two types of PTO deposit accounts. One is an unrestricted account which can be used for 
any PTO service. The unrestricted account requires a minimum balance of $1,000. The second is a restricted deposit account which 


is available only for EOS facsimile ordering, and for subscriptions for copies of newly issued patents by subject-matter classification. 
The restricted account requires a minimum balance of $300. 


If you would like to use the EOS or have questions, call (703) 305-8492 
Facsimile ordering is available for deposit account holders by calling (202) 377-4306. 


c. Subscription Services 


When submitting changes to subscription accounts, allow approximately two months from the date mailed to the Patent and 


Trademark Office for changes to become effective. Two months are required to record changes, enter data, and update the automated 
system. 


If you need assistance in the servicing of your account or would like to become a subscription customer, call (703) 305-8492. 
16. PETITIONS TO REVIVE 


a. Request and Fee for Extension Not Required 


Frequently, a petition to revive an abandoned application is accompanied by an unnecessary request and fee for extension of time. 


Our policy is set forth in MPEP 711.03(c). Specifically, a response does not require a request and fee for extension of time as a 
condition of revival. 
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b. Terminal Disclaimer 


A petition to revive an abandoned application is often accompanied by an unnecessary terminal disclaimer. A terminal disclaimer 
is required only when a grantable petition based on unavoidable delay is not filed within six months of the date of abandonment [37 
CFR 1.137(a) and 1.137(c)] . It follows that a terminal disclaimer should not accompany a petition based on unintentional 
abandonment [(37 CFR 1.137(b)] . In these respects, analogous reasoning applies to petitions to accept late payment of the issue fee 
under 37 CFR 1.155 or 1.316. 

When a terminal disclaimer is a necessary component of the petition, the period to be disclaimed must equal the number of months 
between the date of abandonment and the date a grantable petition is filed. The date of abandonment is the date the period for response 
has expired [see MPEP 711.04(a)] . This is normally the end of the three month shortened statutory period. Moreover, the terminal 
disclaimer should employ the format shown below. 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of (NAME) 
Serial No. 
Filed: 
For: 
TERMINAL DISCLAIMER 
Petitioner, , is the owner of percent interest in the above-identified application. 

Petitioner hereby disclaims a terminal part of the term of the patent equivalent to the period of abandonment of the above- identified 
application. This terminal disclaimer applies to any patent granted on the above-identified application or on any application which 
is entitled to the benefit of the filing date of this application under 35 U.S.C. 120. This disclaimer is binding upon the grantee, its 
successors or assigns. 

For submissions on behalf of an organization (e.g. corporation, partnership, university, government agency, etc.), the person 
signing (whose title is supplied below) is empowered to act on behalf of the organization. 

I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further, that these statements are made with the knowledge that willful false statements and the like 
so made are punishable by fine or imprisonment, or both, under Section 1001, Title 18 of the United States Code, and that such willful 
false statements may jeopardize the validity of the application or any patent issuing thereon. 


Printed name (and title if applicable) 


Date Signature 
terminal disclaimer fee under 37 CFR 1.20(d) included 
THE STATEMENT BELOW IS FOR OFFICE USE ONLY 


In accordance with the decision granting the petition filed on , this terminal disclaimer is 
accepted. The period of abandonment specified above has been accepted as equivalent to months. 


Petitions Examiner 


17. POWER TO INSPECT 
a. Power of Attorney 


The Office receives letters granting power to inspect patent applications. Power to inspect may only be properly granted by the 
agent or attorney of record, the inventor, or the assignee of record. Sometimes the person signing the power is not authorized to do 
so. The most frequent error in this regard is an attempt, by a person who was Rey, granted a power to inspect, to assign or delegate 
or grant the power to a third person. This does not comply with 37 CFR 1.14(a) and merely causes a delay until proper authorization 
is received. 

Copies of completed applications cannot be made during the pre-examination process. Although these can be inspected, they may 
not be pulled from the work flow in order to have copies made. 


b. Withdrawal of Attorney 


To expedite requests for permission to withdraw as attorney under 37 CFR § 1.36, submit the request in triplicate (original and two 
copies) and indicate thereon, (1) the present mailing address of the attorney who is withdrawing, and (2) the last known address of 
the applicant. The examining group number should also appear on all such requests. Because the Office does not recognize law firms, 
each attorney of record must sign the notice of withdrawal, or the notice of withdrawal must contain a clear indication of one attorney 
signing on behalf of another. 

A request to withdraw is effective when approved rather than when received. This is particularly important when such requests 
are submitted toward the end of the period for response. There should be at least 30 days between approval of withdrawal and the 
expiration date of a time response period so that the applicant will have time to obtain other representation or take other action. If 
less than 30 days remains in a running response period, a request to withdraw is normally disapproved. 

If a period has been set for response and the period may be extended [without a showing of cause pursuant to 37 CFR 1.136(a)] 
by filing a petition for extension of time and fee, it is not necessary to seek such extension of time for withdrawal to be approved. 
In such a situation, however, withdrawal will not be approved unless at least 30 days would remain between the date of approval and 
the last date on which such a petition for extension of time and fee could properly be filed. 


18. PRACTICE AFTER FINAL REJECTION IN PATENT CASES 
a. Interviews 


Although one interview after final is normally available, the purpose of the interview must be clear and specific, and must be 
communicated to the examiner in advance. No extension of time is necessary to conduct an interview after the period for response 
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expires, however, an extension is required for the purpose of filing a follow-up amendment or for the entry of an Examiner’s 
Amendment requiring approval by the applicant. 


b. Amendment after Final Rejection 


A response to a final rejection will receive expedited handling and processing, and thus may avoid the necessity for filing an 
extension of time and/or an unnecessary notice of appeal, if the BOX AF Expedited Processing procedures is used by applicant. 

In order to avoid some extension fees, responses to final rejections should be filed within two months of the date of the final 
rejection. If so filed, any Advisory Action mailed after the 3-month SSP expires will reset the SSP, for extension fee purposes, to expire 
on the date of the Advisory Action. 

Although prosecution is restricted after a final action, applicant may anticipate entry of amendments which (1) cancel claims, (2) 
comply with formal requirements, (3) adopt an examiner’s suggestions, (4) place the application in better form for appeal, or (5) place 
the application in condition for allowance. The examiner will usually refuse entry of an amendment which does not place the 
application in better form for appeal or in condition for allowance. If applicant believes that the examiner improperly denied entry 
of an amendment, applicant should promptly file a request for reconsideration and/or a petition under 37 CFR 1.181 for supervisory 
review, neither of which require an extension fee or petition fee. 


c. Continuing Application in Lieu of Response 


The filing of a continuing application within the period for response is acceptable in lieu of a response, Notice of Appeal or Brief 
in a finally rejected application. Applicant is cautioned, however, that this may not be done as compliance with a notice of incomplete 
response pursuant to 37 CFR 1.135(c). If time remains in the six-month maximum statutory period running from the date of the final 
rejection, applicant may acquire the necessary extensions of time in the finally rejected application to render the continuing 
application timely to avoid a hiatus in continuity. 

Applicant should file a preliminary amendment in a continuation application filed after a final rejection in the parent application. 
If this is not done, a first action final rejection will be properly rendered in the continuation application. It is well to remember, also, 
that when an examiner has indicated that an amendment or certain portions of an amendment have not been entered for purposes of 
appeal, the amendment has not been entered. Therefore, the amendment should be presented in a preliminary amendment in the 
continuing application. In the case of a File Wrapper Continuation (37 CFR 1.62), applicant may merely request entry of the non- 
entered amendment. 

A first action final rejection is proper in a continuation application, even if a preliminary amendment is filed, if all claims of the 
new application (1) are drawn to the same invention claimed in the parent application, and (2) would have been properly finally 
rejected on the grounds or art of record in the next Office Action if they had been entered in the parent application. However, a first 
action final rejection is improper if the continuation application, or a preliminary amendment thereto, contains material which was 
presented after final rejection in the parent application, but was denied entry because it raised new issues requiring further 
consideration and/or search, or raised the issue of new matter. See MPEP 706.07(b). Accordingly, it is beneficial to first present an 
amendment under 37 CFR 1.116 in the parent application rather than first presenting it by way of preliminary amendment in a 
continuation application. It is beneficial because: (1) the examiner may determine that the amendment places the parent application 
in condition for allowance, which would avoid prolonging prosecution and would save the additional expense of filing a continuation 
application, and (2) it would obviate a first action final rejection in the event it is deemed necessary by applicant to file a continuation 
application. 


19. REISSUES 
a. Amendments 


To avoid unnecessary delays in the issuance of reissue applications, applicants and their attorneys are reminded to exercise caution 
and give sufficient attention to 37 CFR 1.121(a) and (e) in presenting reissue amendments. The practices and procedures vary 
somewhat from regular utility application amendments. 

MPEP Sec. 1455 provides guidance for proper entry of amendments and claim numbering. Publication of the reissue application(s) 
may be needlessly postponed while formal irregularities are corrected. 


b. Oaths and/or Declarations 


Since standard oath and declaration forms are not used in reissue applications, applicants are commonly neglecting to include 
averments required by 37 CFR 1.63 per 37 CFR 1.175(a). The most frequent omissions involve the “duty of disclosure” 
acknowledgment, and the “reviewed and understands” statement. Such omissions usually necessitate additional handling and 
correspondence, and cause undue time delays, which result in postponement of publication of the reissue patent. 

A frequent problem in reissue practice is the failure of applicants to satisfactorily comply with 37 CFR 1.175 regarding the 
description of all errors of the original patent in the reissue oath or declaration. Applicants are required to specify errors in the original 
reissue oath or declaration at the time of filing the reissue application. They must also specify, in a supplemental oath or declaration, 
any errors brought to their attention during the prosecution, as well as the circumstances surrounding the occurrence or discovery 
of these errors. Every departure from the original patent represents an “error” and must be particularly and distinctly specified and 
supported in the original, or a supplemental, reissue oath or declaration under 37 CFR 1.175. See MPEP Sec. 1414 and 1444. 
Postponement of publication of the reissue patent may result if these requirements are not met at the time of allowance. 


20. REEXAMINATION PROCEEDINGS 


a. Extensions of time 


Extensions of time under 37 CFR 1.136(a) and (b) are not permitted in reexamination proceedings. Extensions in reexamination 
proceedings are provided for in 37 CFR 1.550(c) and require no fee. However, the request must be filed prior to the expiration of the 
period set for response. A first request will be granted for sufficient cause and for a reasonable time specified - usually one month. 
Second or subsequent requests, or requests for more than one month, will be granted only in extraordinary situations. 


b. Time for Response after Final Action - Automatic Extension Policy 


In a reexamination proceeding only, filing of a timely first response to a final rejection is construed as including a request to extend 
the shortened statutory period for an additional month; which one-month extension will be granted even if previous extensions have 


been granted under 37 CFR 1.550(c). However, in no case may the period for response exceed six months from the date of the final 
rejection. 
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c. Amendment Format 


The format for amendments in reexamination proceedings is controlled solely by 37 CFR 1.121(f). In amending the description, 
the entire text of each paragraph to be amended must be presented. In amending the claims, the entire text of each claim to be amended 
must be presented. Each amendment must indicate ALL of the changes (insertions by underlining, and deletions by bracketing) in 
relation to the current text of the PATENT under reexamination, and NOT in relation to any prior amendment in the proceeding. New 
claims added during reexamination must be underlined in their entirety no matter how many times they are amended during the 
proceeding, and they should never contain brackets. ; 


d. Amendment after Close of Prosecution - Petition Required 


37 CFC 1.312, which provides for amendment of an application after allowance, does not apply in reexamination, because a 
reexamination proceeding is not an application. The reexamination rules do not provide for an amendment to be filed after 
prosecution has been closed. Consequently, any such proposed amendment must be accompanied by a separate petition under 37 
CFR 1.182 in order to have the amendment considered. 


21. SMALL ENTITY STATUS 


a. Small Entity Statements 


Verified statements claiming small entity status, where appropriate, would best be signed and submitted at the time the application 
oath or declaration is signed to permit filing of the statement with the application. This would reduce correspondence between 
attorney and client, reduce paper handling by the PTO support staff and the PTO Finance Branch, and greatly simplify the processing 
of subsequent papers involving fees. If small entity status is being claimed for the first time at the time of payment of the issue fee, 
a verified statement claiming small entity status should be submitted with the fee. See MPEP § 509.03. 


b. Small Entity Statement in Continuing Application 


Anew verified statement claiming small entity status must be filed in each application or patent in which it is desired to pay reduced 
fees, including continuing applications filed under 37 CFR 1.53, with the following exception: In continuing applications filed under 
37 CFR 1.60 and 1.62, a reference to a verified statement in the parent application is adequate if the conditions for small entity are 
still satisfied. 


22. TRADEMARKS 
a. Application Issues 


The Trademark Law Revision Act became effective on November 16, 1989. Various changes in filing date requirements have 
taken effect because of this legislation. While there has been an increase in the number of filings after this date, most applicants are 
in compliance with the changes. However, a breakdown of why applications have been returned for the months of July 1990 through 
September 1990 show some “problem areas” in compliance. 


Bona Fide Intent to Use Mark in Commerce 


No Statement of “Bona Fide Intention to Use the Mark in Commerce” in applications filed claiming the following bases: 
1. 1(b) 24 

2. 44(d) 17 

3. 44(e ) 24 
The application included a statement of bona fide intent to use but no “in commerce” statement 
1. 1(b) 63 

2. 44(d) 10 

3.44(e) 2 
Drawing 

1. No Drawing 506 

2. Too Large 398 

3. No Heading 191 

4. No Mark on Drawing 63 
Applications based on a claim of use in commerce under Section I(a) 
1. No date of first use in commerce 227 

2. No specimens 276 
Applications claiming a dual basis under Sections 1(a) & 1(b) 52 
No Basis 18 
No Fee or Insufficient Fee 151 
No Signature/Verification 44 
Identification of Goods and Services 

No identification in application 57 

Indefinite 26 

Mark as identification 11 
Applications based on Sections 44(d) and (e) 

44(e) No Certification 22 

44(d) Not within 6 months 12 


Application Drawings 


As shown in the above chart, many applications are returned because of defective drawings. 

One hundred and ninety one applications were held informal because the drawing heading was omitted. Applicants are reminded 
that, although the heading on the drawing does not have to be complete in order to get a filing date, the drawing must be in substantial 
compliance with Trademark Rule 2.52. 

Applicants should be careful to identify their goods and/or services in the body of the application and in the appropriate part of 
the application form. The Office will not presume that goods identified in other parts of the application or on the drawing are the goods 
for which registration is sought. 
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A filing date will not be granted to an application using the class titles from International Classes 35 or 42 as an identification of 
services. 


Intent to Use Issues 


The following are reminders about changes which have taken place due to intent-to-use: 

(1) To receive a filing date, all applications based on Section 1(b) (intent-to-use) or Section 44 must contain a statement that the 
applicant has a bona fide intention to use the mark in commerce. 

(2) An application cannot be based on both Section 1(a) (use in commerce) and Section 1(b) (intent to use). The applicant may 
assert Section 1(a) or Section 1(b) with a Section 44(d) or (e) dual basis if that intention is clearly stated in the application. 

(3) The Office recommends that applicants wait until they have received a filing fee receipt before filing any papers related to a 
trademark application. The filing fee receipt includes the application serial number. The applicant should _ refer to that serial 
number in filing any paper to ensure the paper will be associated with the correct application file. 


b. Examination Issues 


(1) An application reciting concurrent use may not be filed based on a claim of bona fide intent to use the mark in commerce. 

(2) An application may be divided into two or more applications upon submission by the applicant of a request to do so. A fee 
for dividing goods or services within a class (but not for separating classes) must be submitted. Any outstanding time period 
for action by the applicant in the original application at the time of the division will be applicable to each new separate 
application. 


c. Other Intent to Use Issues 


(1) Carefully review the Notice of Allowance, which is issued after an intent-to-use application is published in the Trademark 
Official Gazette and the opposition period is passed. Ensure all the information is correct and, if it is not, notify the Office 
immediately. 

(2) When filing requests for extensions of time to file a statement of use the applicant must state the goods or services to which 
the mark pertains. 


Applicant may incorporate by reference the goods and services set out in the Notice of Allowance. If applicant no longer intends 
to use the mark on certain goods listed in the application, applicant should state this clearly in its filing. In addition, the request for 
extension of time to file a statement of use must be signed by the applicant. The “color of authority” provision does not apply to 
requests for an extension of time. If applicant’s request for an extension of time is denied and no time remains in the existing six month 
extension period to file another extension of time request, applicant’s only recourse is to file a petition to the Commissioner in 
accordance with § § 2.66 or 2.146. 


d. Post Registration 


All Section 8(a) affidavits or declarations must “state that the registered mark is in use in commerce and specify the nature of such 
commerce.” 

The affidavit or declaration must be filed between the fifth and sixth year following the date of registration and it must contain a 
statement that the mark is in use in commerce. There may be no extensions of time beyond the sixth year for submission of this 
statement. However, if the timely-filed affidavit or declaration does not set forth the type of commerce, the registrant will be given 
six months to submit that information. The rules do not provide for any extensions of time beyond the six months. 

While the Post Registration Division will allow up to six months to respond to a letter from the Office, a supplemental affidavit 
or declaration required by Section 8(a) will not be considered unless it is received before the expiration of the six-year anniversary 
of the registration. It is suggested that applicants file Section 8(a) affidavits as early as possible between the fifth and sixth year 
following registration to allow time to submit an affidavit or declaration which is correct, if required. 

All Section 8 affidavits filed on or after November 16, 1989, must identify the goods or services recited in the registration on or 
in connection with which the mark is in use in commerce. These goods or services may be incorporated by reference, if the 
incorporation by reference is specifically stated in the affidavit. 

All Section 8 affidavits are now required to be accompanied by a specimen showing current use of the mark unless a showing of 
excusable nonuse is made. 

It will speed up processing of Section 8 affidavits and renewal applications if the affiant/declarant will furnish a copy of any relevant 
assignment, date stamped by the USPTO with the reel and frame number. These can be accepted by the Post-Registration Branch 
as valid evidence of an assignment. 

Trademark registrations issued on or after November 16, 1989, will remain in force for ten (10) years provided a Section 8 affidavit 
is filed and accepted by the PTO between the fifth and sixth year, and the registration is not otherwise cancelled or abandoned. 
Registrations which have expired on or after November 16, 1989, will be renewed for 10 years. Only registrations which would have 
expired before November 16, 1989, and were renewed before November 16, 1989, were renewed for a 20-year term. 


e. Trademark Trial and Appeal Board 


The total number of interrogatories which a party may serve upon another in a proceeding shall not exceed seventy-five (75), 
counting sub-parts, except upon motion to the Board. 


If you have any questions, please call (703) 308-0928. Status inquiries can be answered by calling (703) 305-8747. 


U.S. Department of Commerce will meet from 10:00 a.m. until 4:00 p.m. on Feb. 25, 1992, and 


from 9:00 a.m. until 1:00 p.m. on Feb. 26, 1992. 


Agency: Patent and Trademark Office. 

Action: Notice. 

Summary: In accordance with Section 10(a) (2) of the Federal 
Advisory Committee Act (Public law 92-463), announcement is 
made of the open meeting of the Public Advisory Committee for 
Trademark Affairs. 

Date: The Public Advisory Committee for Trademark Affairs 


Place: U.S. Patent and Trademark Office, 2900 Crystal 
Drive, Arlington, Va., in the Conference Room on the Lobby 
level. 

Status: The meeting will be open to public observation; seating 
will be available for the public on a first-come-first-served basis. 
Members of the public will be permitted to make oral comments 
of three (3) minutes each. Written comments and suggestions 
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will be accepted before or after the meeting on any of the matters 
discussed. Copies of the minutes will be available upon request. 
Matters to be Considered: The agenda for the meeting is as 
follows: 

(1) Finance 

(2) Automation 

(3) Strategic Planning 

(4) Current Trademark Office Practice Issues 

(5) International Trademark Law 


Contact Person for more Information: For further information, 
contact Lynne Beresford, Office of the Assistant Commissioner 
for Trademarks, Building CPK2, Room 910, Patent and Trade- 


mark Office, Washington, DC 20231. Telephone: (703) 305- 


Dec. 3, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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TRADEMARK OPERATION 


JEFFREY M. SAMUELS, ASSITANT COMMISSIONER 
ROBERT M. ANDERSON, DEPUTY ASSISTANT COMMISSIONER 
DAVID E. BUCHER, DIRECTOR, TRADEMARK EXAMINING GROUPS 
CONDITION OF TRADEMARK APPLICATIONS AS OF DECEMBER 12, 1991 


Oldest Date 


Amend- 
ment Filed 


LAW OFFICE 3—KATHRYN A. DOBBS, MANAGING ATTORNEY, (703) 308-9103 

SCIENTIFIC EQUIPMENT, FURNITURE, HOUSEWARE AND GLASS—INT. CLASSES 

9, 20, 21 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 9-26-91 5-16-91 
LAW OFFICE 4—SHARON MARSH, MANAGING ATTORNEY, (703) 308-9104 

SCIENTIFIC EQUIPMENT. FURNITURE, HOUSEWARE AND GLASS—INT. CLASSES 

9, 20, 21 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 9-03-91 11-18-91 
LAW OFFICE 5—MARY SPARROW, MANAGING ATTORNEY, (703) 308-9105 

COSMETICS, CLEANING PREPARATIONS, PAPER PRODUCTS AND TOYS—INT. 

CLASSES 3, 16, 28 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 9-16-91 9-18-91 
LAW OFFICE 6—MYRA KURZBARD, MANAGING ATTORNEY, (703) 308-9106 

SCIENTIFIC EQUIPMENT, FURNITURE, HOUSEWARE AND GLASS—INT. CLASSES 

9, 20, 21 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 8-22-91 9-17-91 
LAW OFFICE 7—DAVID SHALLANT, MANAGING ATTORNEY, (703) 308-9107 

LUBRICANTS, FUELS, INDUSTRIAL EQUIPMENT & MATERIALS—INT. CLASSES 

4, 6, 11, 14, 19 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 9-17-91 9-06-91 
LAW OFFICE 8—THOMAS LAMONE, MANAGING ATTORNEY, (703) 308-9108 

COSMETICS, CLEANING PREPARATIONS, PAPER PRODUCTS & TOYS—INT. 

CLASSES 3, 16, 28 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 10-08-91 10-03-91 
LAW OFFICE 9—SIDNEY MOSKOWITZ, MANAGING ATTORNEY, (703) 308-9109 

LUBRICANTS, INDUSTRIAL EQUIPMENT, MATERIALS & MUSICAL INSTRUMENTS- 

INT. CLASSES 4, 6, 7, 8, 12, 13, 15, 16, 17, 18, 19, 34 SERVICES—INT. CLASSES 35, 

36, 37, 38, 39, 40, 41, 42 
LAW OFFICE 10—JEAN LOGAN, MANAGING ATTORNEY, (703) 308-9110 

CORDAGE, FIBERS, YARNS, THREADS, FABRICS, CLOTHING & FLOOR COVERING- 

INT. CLASSES 22, 23, 24, 25, 26, 27 SERVICES-INT. CLASSES 35, 36, 37, 38, 39, 40, 

9-23-91 
IOMAS HOWELL, MANAGING ATTORNEY, (703) 30! 

PAINTS, PHARMACEUTICALS & MEDICAL APPARATUS—INT. CLASSES 2, 5, 10 

SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 8-09-91 
LAW OFFICE 12—DEBORAH COHN, MANAGING ATTORNEY, (703) 308-9112 

COSMETICS, CLEANING PREPARATIONS, PAPER PRODUCTS & TOYS—INT. 

CLASSES 3, 16, 28 SERVICES—INT. CLSASES 35, 36, 37, 38, 39, 40, 41, 42 10-15-91 
LAW OFFICE 13—CRAIG MORRIS, MANAGING ATTORNEY, (703) 308-9113 

CHEMICALS, FOOD, BEVERAGES, WINES & SPIRITS—INT. CLASSES 1, 29, 30, 31, 32, 

33 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 11-20-91 
LAW OFFICE 14—RON WILLIAMS, MANAGING ATTORNEY, (703) 308-9114 

CHEMICALS, FOOD, BEVERAGES, WINES & SPIRITS—INT. CLASSES 1, 29, 30, 31, 32, 

33 SERVICES—INT. CLASSES 35, 36, 37, 38, 39, 40, 41, 42 10-17-91 
LAW OFFICE 15S—PAUL FAHRENKOPF, MANAGING ATTORNEY, (703) 308- 

RUBBER, LEATHER GOODS & CLOTHING-17, 18, 25 SERVICES—INT. CLASSES 

35, 36, 37, 38, 39, 40, 41, 42 ........ ial aie sales cies sod meireceeeceapsagnenaa aianieh atest nehlishitalai 10-15-91 
** COLLECTIVE MARKS—CLASS 200 
** CERTIFICATION MARKS—CLASSES A & B 
TRADEMARK SERVICES DIVISION—DOREANE I. POTEAT, DIRECTOR, (703) 308-9400 
POST REGISTRATION SECTION—JACQUELINE COLE, MANAGING ATTORNEY, 

(703) 308-9500 

AFFIDAVITS UNDER SECTIONS 8 & 15 (ALL CLASSES) — 7-10-91 

RENEWALS (ALL CLASSES) ; * 10-22-91 

SECTION 12(C) PUBLICATIONS (ALL CLASSES) —)— 


** ASSIGNED TO EACH LAW OFFICE 


APPLICANTS WITH INQUIRIES CONCERNING THE STATUS OF THEIR APPLICATIONS AND A TOUCH TONE TELEPHONE 
SHOULD CALL (703) 305-8747 THROUGH 305-8752 FROM 6:30 A.M. TO MIDNIGHT EST, MONDAY THRU FRIDAY. THIS 
AUTOMATED VOICE SYSTEM WILL PROVIDE THE CURRENT STATUS OF YOUR APPLICATION. 

SEE SECTION 411 OF THE Trademark Manual of Examining Procedure. 

*THESE DATES IDENTIFY THE OLDEST UNASSIGNED NEW CASE IN EACH LAW OFFICE. ALL CASES WITH EARLIER 
DATES HAVE EITHER BEEN EXAMINED AND MADE THE SUBJECT OF AN ACTION OR ARE CURRENTLY BEING 
WORKED ON BY THE ASSIGNED EXAMINER. 
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Applicability of the last paragraph of 
35 U.S.C. § 112 to patentability determinations 
before the Patent and Trademark Office 


The following paragraph was first enacted in 1952 as the 
third paragraph of 35 U.S.C. § 112: 

An element in a claim for a combination may be ex- 
pressed as.a means or step for performing a specified 
function without the recital of structure, material, or 
acts in support thereof, and such claim shall be con- 
strued to cover the corresponding structure, material, 
or acts described in the specification and equivalents 
thereof. 

Act of July 19, 1952, ch. 950, 66 Stat. 798-99. The scope of 
a “means” in a claim undergoing a patentability determina- 
tion over the prior art in the Patent and Trademark Office 
(PTO) is a function of (I) whether § 112’s last clause (“and 
such claim shall be construed to cover . . .”) applies and 
(Il) if so, how. It is the position of PTO that the clause 
does not apply. 
I. Applicability of § 112’s Last Clause 
The applicability of the last clause to ex parte patentabil- 
ity determinations vis-a-vis the prior art is resolved by 
examining the statutory language, legislative history, 
CCPA decisions, long-standing PTO interpretation, legis- 
lative reenactment, and Federal Circuit cases. 
A. History of the Legislation, PTO Interpretation, and 
CCPA Precedent 
The last clause of section 112’s last paragraph states that 
means-plus-function claims “shall be construed to cover 
the corresponding structure material, or acts described in 
the specification and equivalents thereof.” Act of July 19, 
1952, ch. 950, 66 Stat. 798-99. Commentary concerning 
that clause as enacted in 1952 states that the clause: 
relates primarily to the construction of such claims for 
the purpose of determining when the claim is in- 
fringed (note the use of the word “‘cover’’), and would 
not appear to have much, if any, applicability in 
determining the patentability of such claims over the 
prior art, that is, the Patent Office is not authorized to 
allow a claim which “reads on” the prior art. 
P. J. Federico, ““Commentary on the New Patent Act,” 35 
U.S.C.A. 1, 25-26 (1954). Federico’s passage notes that 
“cover” refers to infringement, and contrasts claim “con- 
struction,” done for infringement purposes, with PTO 
patentability determinations. Id. Federico assisted in draft- 
ing the Act and was regarded as an expert in the subject- 
matter of the Act. Report of the Committee on the 
Judiciary, H.R. 7794, reprinted at 34 J. Pat. Off. Soc’y 549, 
552 (1952). Federico’s contemporaneous commentary ac- 
companying the new statute in U.S.C.A. deserves consid- 
eration as showing the last clause was intended to affect 
infringement cases and not to affect PTO ex parte patent- 
ability determinations vis-a-vis the prior art. 
Similarly, Charles J. Zinn’s contemporaneous commen- 
tary says: 
The final paragraph of section 112 relating to func- 
tional claims is new. It recognizes the validity of 
combination claims wherein the novelty is expressed 
in functional terms. It offsets the theory of the Halli- 
burton case but does not go so far as to permit the use 
of single means claims. 
Commentary on New Title 35, U.S. Code “Patents,” 
reprinted in 1952 U.S. Code Cong. and Ad. News 2509, 
2514 (emphasis added). Zinn’s passage notes the final 
paragraph’s effect on claim validity (a post-issuance, court- 
determined matter) but not on patentability (a pre-issuance, 
PTO-determined matter). Id. It also notes that the final 
paragraph addressed Halliburton Co. v. Walker, 329 U.S. 1 
(1946). Halliburton involved infringement/validity, not ex 
parte patentability. Id. Zinn, as the Judiciary Committee's 
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law revision counsel, directed and supervised the actual 
work of preparing the preliminary drafts and the bill that 
became Title 35. Report of the Committee on the Judiciary 
accompanying H.R. 7794, reprinted at 34 J. Pat. Off. Soc’y 
549, 552 (1952). Thus, Mr. Zinn’s insight is consistent with 
the proposition that the third paragraph of §112 affects 
validity but not ex parte patentability determinations. 

Less than six months after the effective date of the 1952 
act, an eight-member panel of the Board of Appeals 
decided Ex Parte Ball, 99 USPQ 146 (Bd. Pat. App. 1953). 
The eight-member panel in Ex Parte Ball included then 
Commissioner of Patents Watson, as well as Examiner- 
in-Chief Federico. Ball contended that: 

each of the appealed claims distinguishes from the 
prior art in the recitation of a means or an elemental 
structure for performing a specified function that is 
not contemplated by the cited references... . 
Id. at 148. Before enactment of § 112’s last paragraph, the 
Board had sustained rejections of Ball’s claims because, 
comparing the claim language to the prior art, “any 
differences which exist are only functionally expressed” in 
the claims. Id. . 
After enactment, the Board withdrew that position on 
reconsideration, apparently due to the first clause of § 112’s 
last paragraph: “‘an element in a claim for a combination 
may be expréssed as a means or step for performing a 
specified function without the recital of structure ... .” 
The Board reversed rejections of those claims that recited 
a novel function: 
this function, as set forth, is distinctly unlike any 
function which is or could possibly be performed by 
the apparatus of [the prior art]. 

Id. at 148-49. 
However, the Board sustained rejections of the claims 
(e.g. claim 39) whose recited function was performed by 
the prior art. Id. at 150. The Board reasoned that despite 
the last clause (“and such claims shall be*cépstrued to 
cover .. .”) of §112’s last paragraph, the claims in a 
pending application would be controlled by § 112’s second 
paragraph, requiring the language itself of a claim to 
particularly point out the novel subject matter. Id. The 
dominance of the second paragraph over-the third was 
simuiianeously stated in dictum in In re Arbeit, 206 F.2d 
947, 958, 99 USPQ 123, 131 (CCPA 1953).. Similar state- 
ments have appeared in all eighty-five subsequent editions 
of the Manual of Patent Examining Procedure (MPEP), 
from 1955 to present, specifically referring to Ex Parte 
Ball. MPEP § 706.03(c). 
In 1957, the CCPA squarely held that the last clause of 
§ 112’s last paragraph (‘and such claim shall be construed 
to cover . . .”) does not apply to PTO’s patentability 
determinations. In re Lundberg, 244 F.2d 543, 548, 113 
USPQ 530, 534 (CCPA 1957). The CCPA stated: 
notwithstanding the third [now sixth] paragraph of 
section 112, it is the language itself of the claims 
which must particularly point out and distinctly claim 
the subject matter which the applicant regards as his 
invention, without limitations imported from the spec- 
ification, whether such language is couched in terms 
of means plus function or consists of a detailed recita- 
tion of the inventive matter. Limitations in the specifi- 
cation not included in the claim may not be relied 
upon to impart patentability to an otherwise unpaten- 
table claim. 

Id. That holding was central to the CCPA’s judgment 

affirming PTO’s rejection of claim 54: 
It is thus apparent that [prior art] either expressly 
discloses or reasonably would suggest to one skilled in 
the art, each element in the claimed combination, 
including the recited function of the detecting instru- 
ment. In view of our foregoing analysis of 35 U.S.C. 
§ 112, it is not seen that claim 54 patentably defines 
over the prior art. We accordingly sustain the board’s 
rejection of this claim. 
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Id., 244 F.2d at 550, 113 USPQ at 536. 

Following the CCPA's 1957 Lundberg decision, in 1965 
Congress reenacted the “third” paragraph of § 112 (1952) 
as the “sixth” paragraph of § 112. Pub. L. 89-83, §9, 79 
Stat. 261 (1965). In enacting Public Law 89-83, Congress 
saw no reason to disagree with the Lundberg and PTO 
interpretations: that the last clause does not apply in 
proceedings before PTO to determine whether claimed 
subject matter is patentable over the prior art under 35 
U.S.C. §§ 102 or 103. See Lorillard v. Pons, 434 U.S. 575, 
580 (1978) (“Congress is presumed to be aware of an 
administrative or judicial interpretation of a statute and to 
adopt that interpretation when it re-enacts a statute with- 
out change”); Atkins v. United States, 556 F.2d 1028, 1039 
(Ct. Cl. 1977), cert. denied, 434 U.S. 1009 (1978) (“A 
cardinal principle of statutory interpretation is that, in the 
absence of a clearly expressed intent to the contrary, the 
revision or recodification of a statute indicates approval of 
court interpretations of the statute made prior to reenact- 
ment”). Upon reenactment, Congress did not in any way 
express disapproval of the PTO/CCPA means-plus-func- 
tion interpretation as applied to ex parte examination. 

In 1968, the CCPA in deciding In re Sweet, 393 F.2d 
837, 841-42, 157 USPQ 495, 499 (CCPA 1968) noted, 
consistent with Lundberg and PTO’s now well-established 
interpretation of the “third/sixth” paragraph of § 112, that: 

However, a recitation of “means” for performing a 
function is interpreted broadly to cover all means 
capable of performing the stated function and is not 
limited to the particular structure which the applica- 
tion may disclose. 
The CCPA affirmed as to those claims where the claimed 
function was obvious from the prior art, but reversed 
where the function was not disclosed or otherwise made 


obvious (i.e., claim 17). Id., 393 F.2d at 842-43, 157 USPQ 
at 500. 


In 1975, Congress again reenacted the “sixth” paragraph 
of § 112. Pub. L. 94-131, § 7, 89 Stat. 690-91 (1975). Despite 


a second amendment of § 112, Congress again declined to © 


legislatively overrule the CCPA/PTO interpretation of 
the “third/sixth” paragraph of § 112, as applied to patent- 
ability determinations of claims pending before PTO vis-a- 
vis the prior art. See Ralden Partnership v. United States, 
891 F.2d 1575, 1579 (Fed. Cir. 1989) (an inference can be 
drawn that Congress acquiesced in agency interpretation 
of statute twice reenacted). Only Congress can “un-adopt” 
that interpretation. 

The last clause of § 112’s last paragraph was consistently 
interpreted by the CCPA and PTO up to the time of the 
creation of the Federal Circuit. The PTO has now em- 
ployed that interpretation without difficulty for thir- 
ty-eight years, a period in which PTO has issued over 
2,436,000 patents. 

There is no question that, both prior to and after 
creation of the Federal Circuit, courts of appeals applied 
the last clause of §112’s last paragraph in infringement 
cases. It is also true that the last clause was not applied 
during PTO patentability determinations. But that is exact- 
ly what PTO believes Congress intended. In this respect, 
over 30 years of experience from 1952 to 1983 provides a 
certain “comfort level.” Patent practitioners generally un- 
derstand how the last paragraph of §112 was, and is, 
applied by PTO to determine whether means-plus-function 
limitations differ from the prior art. 

Until creation of the Federal Circuit, the CCPA applied 
the Lundberg rationale to claims undergoing patent exami- 
nation and courts of appeals applied the last clause of 
§ 112°s last paragraph in infringement cases. Nothing in the 
Federal Courts Improvement Act of 1982, Pub. L. 97-164, 
Title I (1982), was intended to change the manner in which 
the Federal Circuit was to deal with interpretation of 
claims during examination or construction of claims in 
infringement cases. 
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B. Federal Circuit Treatment 

The “sixth” paragraph of §112 was consistently inter- 
preted and applied by the CCPA and PTO up to the time 
of the creation of the Federal Circuit. However, it has 
been inconsistently interpreted by the Federal Circuit. 
Insofar as PTO is aware, In re Mulder, 716 F.2d 1542, 
1549, 219 USPQ 189, 196 (Fed. Cir. 1983), represents the 
first arguable departure from Lundberg. The Mulder court 
said: 

With respect to claim 9, we note that it is drafted in 
“means plus function” format, so that it is “construed 
to cover the corresponding structure * * * described 
in the specification and equivalents thereof.” 35 
U.S.C. § 112. As stated above, the board said that de 
Troye’s arrangement constituted means to reduce in- 
put series resistance. Appellants have neither asserted 
nor shown that de Troye’s structure is not the equiva- 
lent of the structure disclosed in their specification for 
reducing input series resistance. . 

The Mulder Board said what it said because it found de 
Troye to disclose the function. Hence, consistent with 
long-standing practice, it made no inquiry into the equiva- 
lency of the structures of the reference and Mulder. One 
might assume that appellants (Mulder) did not present a 
non-equivalence argument, because then well-established 
Lundberg/Sweet principles would have rendered such an 
argument futile. 

In June of 1986, a journal article questioned whether 
PTO was properly applying the sixth paragraph of § 112 in 
resolving §§ 102/103 issues. Moy, “The Interpretation of 
Means Expression During Examination,” 68 J. Pat. Off. 
Soc’y 246 (1986). Moy acknowledges the existence of, and 
discusses, published (precedential) and unpublished (unpre- 
cedential) ex parte CCPA/Federal Circuit decisions which 
support PTO’s view. Id. at 256-59. Moy thinks that it is 
wrong for PTO to confine its examination of means-plus- 
function clauses to simply whether the identical function is 
performed. However, Moy does not address whether Con- 
gress’ two reenactments of the means-plus-function provi- 
sions of §112 constitute legislative adoption of PTO’s 
interpretation of the sixth paragraph based on Lundberg. 
Nor does Moy point to anything in the Federal Courts 
Improvement Act which suggests that the newly created 
Federal Circuit was no longer to apply Lundberg. 

Non-precedential Federal Circuit opinions have applied 
the Lundberg rule. See, e.g., In re Boersma, No. 84-627 
(Fed. Cir. May 4, 1984) (unpublished), summarized at 28 
Pat. Tm & Copyrt. J. 83 (BNA May 24, 1984). Lundberg 
was addressed in concurring opinions of In re Queener, 
796 F.2d 461, 230 USPQ 438 (Fed. Cir. 1986). Queener 
argued that PTO erroneously refused to apply the last 
clause of § 112’s last paragraph. The Court affirmed with- 
out reaching Queener'’s argument, explicitly indicating that 
it “need not, and does not” reach other matters, “including 
those pertaining to the ‘means plus function’ . . . .” Id., 796 
F.2d at 464, 230 USPQ at 440. Senior Judge Miller, 
concurring, suggested that Queener’s argument “is reason- 
able and should not be rejected out of hand or ignored by 
the majority and Judge Newman's concurring opinions.” 
Id. Judge Newman separately concurred, citing Lundberg 
and noting: 

{I]n view of Senior Judge Miller's interpretation of 
precedent to hold that the last paragraph of section 
112 is reasonably applied, in prosecution before the 
PTO, so that the claims need not distinguish from the 
prior art, I write separately to express my concern lest 
we reopen that closed book. It is now beyond debate 
that limitations from the specification will not, during 
examination before the PTO, be imputed to the claims 
in order to avoid prior art; such limitations must be 
specifically stated in the claims. . . This law has been 
consistently applied. 
Id., 796 F.2d at 464, 230 USPQ at 440. 
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In 1989, a Federal Circuit panel decided In re Iwahashi, 
888 F.2d 1370, 1375 n.1, 12 USPQ2d 1908, 1912 n.1 (Fed. 
Cir. 1989). In re Iwahashi involved a § 101 rejection, not a 
rejection based on the prior art. Under In re Meyer, 688 
F.2d 789, 796 n. 6, 215 USPQ 193, 199 n.6 (CCPA 1982), 
equivalence under §112’s last paragraph is applicable to 
§ 101 rejections, but not to rejections based on the prior 
art. The Iwahashi panel did not explicitly recognize the 
Meyer distinction. 

Iwahashi note | refers to a statement of law in In re 
Sweet, supra, to the effect that “means” for performing a 
function is interpreted broadly to cover all means capable 
of performing the stated function and is not limited to the 
particular structure which the application may disclose. 
Note |, however, disagrees with the “truth” (correctness) 
of Sweet's statement of law. Note 1 says that the statement 
is partly true and partly untrue. The untrue part is said to 
be the first part, i.e., that means is interpreted to cover all 
means for performing the function. According to the note, 
the first part of the statement should have said that the 
means is interpreted as limited to the means disclosed in 
the specification and all equivalents thereof which perform 
the function. 

“The immediately preceding two paragraphs” of the 
Sweet opinion, i.e., those appearing at 393 F.2d at 841, col. 
2, 157 USPQ at 499, col. 1-2, are said to demonstrate that 
Sweet considered equivalence of structure under the last 
paragraph of § 112. In re Iwahashi, supra. PTO does not 
believe that the “two paragraphs” demonstrate what the 
footnote says. 


The Iwahashi footnote warns against removing the dis- 
puted statement of law from its context. The disputed 
statement of law in In re Sweet related to different claim 
language than did the two paragraphs. In volume 393 of 
the F.2d reporter, the two paragraphs related only to the 
function discussed on pages 840-41, whereas the disputed 
statement of law related only to the discussion of the 
whereby clause on page 842. 


The two paragraphs dealt with whether the reference 
had a means to perform the claimed function “to simulta- 
neously change the position of said cutting elements for 
cutting a different size diameter.” In re Sweet, supra, 393 
F.2d at 841, 157 USPQ at 499. The only precedent cited in 
the two paragraphs, In re Danly, 263 F.2d 844, 847, 120 
USPQ 528, 531 (CCPA 1959), also dealt only with wheth- 
er a reference exhibited “‘actual performance of the stated 
functions,” as those functions were interpreted. 


The disputed statement of law, however, dealt with 
whether the whereby clause (whereby said cutting ele- 
ments will “cut at substantially the same distance from the 
center of rotation on said different size diameter’) required 
that the cutting elements be in alignment with radii of the 
workpiece. In re Sweet, supra, 393 F.2d at 842, 157 USPQ 
at 499-500. Since the language itself of the claim did ‘not 
require such alignment, the CCPA refused to read it mto 
the claim. Id. at note 6 and accompanying text. 4 
In 1990, a Federal Circuit panel decided In re Bond, 910 
F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). Without 
citing Lundberg, that panel made a statement directly 
contrary to Lundberg regarding a pending claim: 
While a “means-plus-function” limitation may appear 
to include all means capable of achieving the desired 
function, the statute requires that it be “construed to 
cover the corresponding structure, material, or acts 
described in the specification and equivalents thereof.” 
35 U.S.C. § 112 {| 6 (emphasis added); 

In re Bond, 910 F.2d at 833, 15 USPQ2d at 1568. The panel 

remanded to the Board because the Board had not deter- 

mined equivalence under § 112 {| 6. The Board had not 

done so because it was (and is) the PTO’s position that the 

last clause does not apply to pending applications. 

C. Mandatory Authority 
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The following mandatory authority forecloses PTO in- 
terpretation of pending means claims as limited to struc- 
ture, material, or acts described in the specification and 
equivalents thereof under 35 U.S.C. § 112. 

Supreme Court cases hold that an agency’s consistent 
long-standing interpretation of a statute is entitled to defer- 
ence. Chevron U.S.A. Inc. v. Natural Resources Defense 
Council, 467 U.S. 837, 843-45, reh’g denied, 468 U.S. 1227 
(1984); United States v. Clark, 454 U.S. 555, 565 (1982); 
FEC v. Democratic Senatorial Campaign Committee, 454 
U.S. 27, 32 (1981). In FEC, the Court of Appeals had 
struck down an agency interpretation of a statute. The 
Supreme Court reversed because the agency’s interpreta- 
tion was within its authority rather than frustrative of the 
policy Congress sought to implement or “inconsistent with 
the statutory mandate.” FEC, supra. 

As set forth above, the PTO has consistently and histori- 
cally interpreted the last clause (“‘and shall be construed to 
cover . . .”) as inapplicable to pending applications. In re 
Queener, 796 F.2d 461, 464, 230 USPQ 438, 440 (Fed. Cir. 
1986) (Newman, J., concurring); Moy, “The Interpretation 
Of Means Expressions During Prosecution,” 68 J. Pat. Tm. 
Off. Soc’y. 246, 251 (1986). Thus, PTO’s interpretation of 
the last clause of §112’s last paragraph is not easily 
overcome. In fact, application of the last clause to applica- 
tions pending before the PTO is foreclosed by (1) the 
clause itself, (2) binding precedent, and (3) Congressional 
re-enactment. 

1. The Clause Itself 

As discussed below, the Supreme Court used the terms 
“construed” or “cover” around 1952 when referring to 
post-issuance matters in court (e.g., validity or infringe- 
ment), and not to interpretation of claims by the PTO in a 
patentability determination. Therefore, it is reasonable to 
conclude that a 1952 statute that used either of those terms 
referred only to matters in court, not in the PTO. Since the 
last clause of § 1112's final paragraph used (a) “construed” 
and (b) “covered” in the same phrase “construed to cover” 
it must have referred only to infringement cases in court. 
Use of the term (c) “equivalents” further indicates that a 
court, not a PTO, determination is called for. The com- 
bined import of all three terms is clear. 

(a) “construed” 

The Supreme Court has used “construed” only to refer 
to post-issuance court matters and not to PTO patentabil- 
ity determinations. See, e.g., Graver Tank & Mfg. Co. v. 
Linde Air Prods. Co., 336 U.S. 271, 276-77 (1948), aff'd on 
reh’g, 339 U.S. 605 (1949), reh’g denied, 340 U.S. 845 
(1950). The Supreme Court’s usage just prior to the 1952 
enactment is especially relevant to the meaning attributed 
to “construed” in the 1952 Act. The last paragraph of § 112 
was enacted in response to then-recent Supreme Court 
precedent. Federico, supra; Zinn, supra. 

In Graver Tank, the Supreme Court reversed the Court 
“Of Appeals for erroneously importing limitations from the 
&pecification into the claims. Graver Tank, 336 U.S. at 
276-77. The relevant passage dealt with a district court's 
holding invalid certain claims asserted in an infringement 
action: 

The Court of Appeals [erroneously] considered that 
because there was nothing in the record to show that 
the applicants for the patent intended by these claims 
to assert a monopoly broader than nine metallic sili- 
cates named in the specifications, the [district] court 
should have construed the claims as thus narrowed 
and limited by the specifications. 
Id. Because of the similar topic of that passage, and 
because Graver Tank was the seminal case on equivalents, 
Congress’ usage of “construed” four years later in the last 
clause of § 112’s last paragraph was predictably consistent 
with that passage. Claims were “construed” by courts. 

As another example, in Great Atlantic & Pacific Tea Co. 

v. Supermarket Equip. Corp., 340 U.S. 147, 149 (1950), 
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reh’g denied, 340 U.S. 918 (1951), the Supreme Court 
applied §112’s precursor in an infringement case. The 
Court found clearly erroneous a district court’s “construc- 
tion” of an asserted claim because the limitation relied on 
was: 
not mentioned in the claims, except, perhaps, by a 
construction too strained to be consistent with the 
clarity required of claims which define the boundaries 
of a patent monopoly. 
Id. Claims were “construed” by courts. 

The Federal Circuit’s usage of “construe” is not espe- 
cially probative of legislative intent because it is well after 
the 1952 enactment. However, when addressing why 
PTO’s standards for patentability should be stricter than a 
district court’s standards for validity, the Federal Circuit 
distinguishes between claims being “construed” by district 
courts, and “interpreted” or the like by the PTO. See, e.g., 
In re Yamamoto, 740 F.2d 1569, 1571, 222 USPQ 934, 936 
(Fed. Cir. 1984); see also In re Etter, 756 F.2d 852, 858-59, 
225 USPQ 1, 5-6 (Fed. Cir. 1985) (in banc) (rule of claim 
“construction” has no role in PTO reexamination), cert. 
denied, 474 U.S. 828 (1985). Similarly, in Burlington Indus. 
v. Quigg, 822 F.2d 1581, 1583, 3 USPQ2d 1436, 1438 (Fed. 
Cir. 1987), the court stated: 

Issues of judicial claim construction such as arise after 
patent issuance, for example during infringement liti- 
gation, have no place in prosecution of pending claims 
before the PTO... 
Thus, the last clause of § 112’s last paragraph has no place 
in prosecution of pending claims before the PTO under 
§ 102 or § 103. 
(b) “cover” 

Federico’s above-quoted statement reveals that the 
word “cover” in § 112 is used to connote an infringement 
context. No known Supreme Court precedent uses the 
word “cover” in an ex parte patentability case. 

(c) “equivalents” 

Section 112’s reference to “equivalents” indicates an 
infringement, not prosecution, setting. Compare Graver 
Tank & Mfg. Co., supra, 339 U.S. at 610 (“equivalence. . . 
is to be decided by the trial court.”). “Equivalents” under 
§ 112 speaks solely to infringement; is judicially, not ad- 
ministratively, determined; and involves redefining issued 
claims: 

exists solely for the equitable purpose of “preventing 
an infringer from stealing the benefit of an invention” . 
. . equivalency is judicially determined by reviewing 
the content of the patent, the prior art, and the 
accused device, and essentially redefining the scope of 
the claims. 
Texas Instruments, Inc. v. United States Int’l Trade 
Comm'n, 805 F.2d 1558, 1572, 231 USPQ 833, 842 (Fed. 
Cir. 1986), reh’g denied, 846 F.2d 1369, 6 USPQ2d 1886 
(Fed. Cir.), reh’g denied, 7 USPQ2d 1414 (Fed. Cir. 1988) 
(in banc). The inclusion of “equivalents” in §112’s last 
paragraph appears to address concerns of Halliburton Co. 
v. Walker that dealt only with potential infringers. Halli- 
burton, supra, 329 U.S. at 12-13. 
2. Binding Precedent 

As a CCPA case, Lundberg is binding precedent. South 
Corp. v. United States, 690 F.2d 1368, 215 USPQ 657 (Fed. 
Cir. 1982) (in banc). 

The Lundberg case cannot be distinguished on the 
grounds that no appealed claims were held patentable. The 
CCPA did not decide whether the disclosed means would 
have been obvious if incorporated into a claim. Lundberg, 
supra, 244 F.2d at 551, 230 USPQ at 537. 

The Lundberg case cannot be distinguished as one in 
which the applicant urged limitation of a claim to the 
disclosed means only exclusive of equivalents. The CCPA 
held that a function clause cannot be used to incorporate 
any limitations whatsoever into an applicant’s claims, id., 
and that limitations not included in the language itself of 
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the claims cannot impart patentability, id., 244 F.2d at 548, 
113 USPQ at 534. It is irrelevant to those holdings whether 
attempted limitations would come from the disclosed 
means or from its equivalents. The CCPA noted that § 112 
required means-plus-function claims to be “construed to 
cover the corresponding structure, * * * described in the 
specification and equivalents thereof.” 1d., 244 F.2d at 546, 
113 USPQ at 533 (emphasis added). 

In his brief, Lundberg repeatedly argued for limitation 
to means “described in the specification, and equivalents 
thereof.” Lundberg’s Brief For Appellants, pages 9, 14, 35, 
and 38 (emphasis added). Lundberg implicitly argued that 
the prior art was not the same as, or equivalent to, the 
means described in his specification. 

For example, Lundberg quoted his specification’s de- 
tailed description of claim 54’s detecting means. Lund- 
berg’s Brief at 33-34. Lundberg argued that the Board had 
erred in saying that the prior art means was the same. 
Lundberg’s Brief at 34. Lundberg argued further that the 
prior art means was not equivalent to Lundberg’s disclosed 
means in that he argued the prior art distinguished itself 
from the type of detector means (a detector of one or more 
components of magnetic field) disclosed in Lundberg’s 
specification. Lundberg’s Brief at 35. Lundberg cited 
record page 210 showing that the prior art distinguished 
itself from the type of detector means disclosed in Lund- 
berg’s specification. Lundberg’s Brief at 35. Lundberg 
concluded that section of argument citing the 1952 Patent 
Act as requiring limitations “described in the specification 
and equivalents therefor [sic, thereof].” Lundberg’s Brief 
at 35. 

As another example, Lundberg argued that claim 54’s 
airplane means for transporting referred to aircraft capable 
of the type of movement “repeatedly set forth in the 
present application” which he alleged was not even along 
the lines of the prior art’s contemplation. Lundberg’s Brief 
at 24-26. 

3. Congress’ Reenactments 

Acts of Congress are mandatory authority. As discussed 
above, Congress’ reenactments implicitly adopted and 
re-adopted the PTO/CCPA interpretation. 

D. Effect of Federal Circuit Panel Decisions 

Without addressing In re Lundberg, Federal Circuit 
panels have made statements contrary to the above state- 
ment of mandatory authority, viz., In re Bond, 910 F.2d 
831, 833, 835, 15 USPQ2d 1566, 1568, 1569 (Fed. Cir. 
1990), and arguably In re Iwahashi, 888 F.2d 1370, 1375 
n.1, 12 USPQ2d 1908, 1912 n.1 (Fed. Cir. 1989) (not a prior 
art case) and In re Mulder, 716 F.2d 1542, 1549, 219 USPQ 
189, 196 (Fed. Cir. 1983) (no definitive treatment). 

Those panel decisions do not overcome the mandatory 
authority set forth supra. For example, they do not over- 
come In re Lundberg, which is binding precedent in the 
Federal Circuit. See Capitol Elec. Inc. v. United States, 
729 F.2d 743, 746 (Fed. Cir. 1984); South Corp. v. United 
States, 690 F.2d 1368, 215 USPQ 657 (Fed. Cir. 1982) (in 
banc). Although Note 1 in In re Iwahashi disagreed with 
the “truth” of Sweet’s statement of law, the In re Iwahashi 
panel had no authority to overrule any CCPA case. And, 
of course, no court can overcome the mandatory author- 
ity, discussed above, of § 112’s last clause itself and Con- 
gress’ re-enactments. 

E. Other Considerations 

Interpreting “means” in pending claims as including any 
capable means rather than the disclosed means and equiva- 
lents thereof, comports more with (1) the reverse doctrine 
of equivalents, (2) the statutory presumption of validity, 
and (3) policy considerations. 

1. Reverse Doctrine of Equivalents 

Section 112 || 6 operates like the reverse doctrine of 
equivalents. Intel Corp. v. United States Int’l Trade 
Comm’n, Appeal No. 89-1459, 20 USPQ2d 1161, 1179 
(Fed. Cir. September 17, 1991). One treatise states that: 
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Lundberg represents the better interpretation of Sec- 
tion 112 { 6. This section is best understood as an 
expression of the reverse doctrine of equivalents. The 
reverse doctrine addresses how to treat later technical 
developments covered in words but not in substance 
by the claims in suit. 
2 Patent Law Perspectives, {| 2.9[5], p. 2-1172.1 through p. 
2-1172.7 (1991). Thus, consideration of equivalents at the 
time of prosecution is an unnecessary expenditure of re- 
sources and ineffectual because equivalence, and the re- 
verse doctrine in particular, speaks to future advances. See 
Westinghouse v. Boyden Power Brake Co., 170 U.S. 537, 
568 (1898); Graver Tank Mfg. v. Linde, supra, 339 US. at 
608. Halliburton Co. v. Walker, 329 U.S. 1, 12, 13 (1946), 
was addressed by § 112’s last paragraph and points out that 
a device may not be known as of the patent issue date as an 
equivalent of a claimed means. 

Neither PTO nor an applicant can predict what means 
will be shown after issuance of a patent to be equivalent to 
the claimed means: 

It is not required that those skilled in the art knew, at 
the time the patent application was filed, of the 
asserted equivalent means of performing the claimed 
functions; that equivalence is determined as of the 
time infringement takes place. 

Texas Instruments, Inc. v. United States I.T.C., 805 F.2d 
1558, 1563, 231 USPQ 833, (Fed. Cir. 1986), reh’g denied, 
846 F.2d 1369, 6 USPQ2d 1886 (Fed. Cir.) (note concur- 
ring opinion by Judge Davis), reh’g denied, 7 USPQ2d 
1414 (Fed. Cir. 1988) (in banc). See also D.M.L., Inc. v. 
Deere and Co., 755 F.2d 1570, 1574, 225 USPQ 236, 238 
(Fed. Cir. 1985) (“there is and can be no requirement that 
applicants describe or predict every possible means of 
accomplishing that function”); S.R.I. Int’l v. Matsushita 
Elec. Corp., 775 F.2d 1107, 1121, 227 USPQ 577, 586 (Fed. 
Cir. 1985) (in banc) (plurality) (“The law does not require 
the impossible. Hence, it does not require that an applicant 
describe in his specification every conceivable and possible 
future embodiment of his invention’’). 

If pending means claims were interpreted as limited to 
disclosed means and equivalents thereof, patent applicants 
would have to prosecute based on what they predict to be 
or not to be equivalent in the future. That is impractical, if 
not nonsensical, because equivalence is determined “‘as of 
the time infringement takes place,” Texas Instruments, 
supra. Statements during prosecution, however, may estop 
patentees from asserting a full range of equivalents against 
infringers in the future. See 2 Patent Law Perspectives, 
supra at 2-1172.5 (1991). Lacking such statements, courts 
would re-determine equivalence during infringement suits, 
duplicating and superseding PTO’s determinations. 

2. Presumption Of Validity 

In courts, issued claims are presumed valid. 35 U.S.C. 
§ 282. Thus, courts determining validity in infringement 
cases give a narrower meaning to issued claims (to pre- 
serve their validity) than the “broadest reasonable inter- 
pretation” PTO gives to pending claims. In re Etter, 756 
F.2d 852, 858-59, 225 USPQ 1, 5-6 (Fed. Cir. 1985) (in 
banc). The court stated: 

In litigation, where a patentee cannot amend his 
claims, or add new claims, the presumption [of validi- 
ty], and the rule of claim construction (claims shall be 
construed to save them if possible), have important 
roles to play. In reexamination, where claims can be 
amended and new claims added, and where no litigat- 
ing adversary is present, those roles and their rationale 
simply vanish. 
Id. See also In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 
1320, 1322 (Fed. Cir. 1989) (citing In re Prater, 415 F.2d 
1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969) for the 
proposition that “before the application is granted, there is 
no reason to read into the claim the limitations of the 
specification”). Because §282’s presumption of validity 
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and the narrowing rule of claim construction do not apply 
to pending claims, In re Etter, supra, the reasons for 
construing issued means claims as limited to disclosed 
means and equivalents thereof under § 112 “simply vanish” 
in PTO examination. 

A validity appeal from a district court is “quite another 
thing” (compared to an ex parte PTO appeal) because, 
inter alia, various additional segments (e.g. § 282) of the 
patent statute are applicable to an issued patent. Compare 
Polaroid Corp. v. Eastman Kodak Co., 789 F.2d 1556, 1559 
n.8, 229 USPQ 561, 563 n.8 (Fed. Cir.), cert. denied, 479 
U.S. 850 (1986). 

3. Policy Considerations 

Given PTO’s long-standing interpretation of the sixth 
paragraph, judicially sanctioned in Lundberg, and twice 
implicitly adopted by Congress through reenactments of 
§ 112, any change in the practice is properly addressed by 
Congress—not the courts or PTO. A change in practice 
involves policy issues which would affect many involved:+ 
in the patent system—PTO, patentees, and accused infring- 
ers. These and other policy issues are appropriately debat- 
ed and resolved by Congress: 

a. PTO Workload 

PTO’s workload will increase; without the benefit of 
live testimony and testing facilities, PTO will have to 
resolve structural equivalency. 

b. Practical Application 

Patent applicants may have concerns about pre-commit- 
ting views on non-equivalency prior to the time a patent is 
asserted. 

Under §112, a court may determine the breadth of 
equivalents to be afforded means plus function clauses in 
issued patents with reference to, inter alia, expert testimo- 
ny and the prosecution history. Intel Corp. v. United 
States Int’l Trade Comm’n, Appeal No. 89-1459, 20 
USPQ2d 1161, 1179-80 (Fed. Cir. September 17, 1991). The 
PTO has no facility for calling its own expert to balance 
expert testimony that arguably could be made of record 
under 37 C.F.R. § 1.132. Before prosecution is complete, 
there is no coherent prosecution history; it is a moving 
target. 

Because equivalency is determined with reference to 
testimony of experts and others versed in the technology, it 
requires a determination of credibility. Graver Tank, su- 
pra, 339 U.S. at 609. The Patent and Trademark Office is 
ill-equipped to assess credibility in ex parte patentability 
determinations. 

Thus, it would be impractical for the PTO to attempt to 
apply the last clause of §112’s final paragraph when 
comparing prior art to claims in ex parte examination. 

c. Burden Shifting 

If PTO accepted an applicant’s non-equivalency argu- 
ment, the burden of proof may shift in infringement cases; 
the accused infringer would have to prove non-equiva- 
lency, whereas today the patent owner must prove equiva- 
lency. 

d. Claim Clarity 

If pending means claims were interpreted as limited to 
the disclosed means and equivalents thereof without ex- 
plicit claim language, it would be much more difficult to 
read and understand such claims. For example, identically 
worded claims in different applications could have differ- 
ent meanings, even to the point of mutual allowability and 
non-interference. 

II. If § 112 Applies, How? 

PTO must apply the “broadest reasonable interpreta- 

tion” to pending claims. 
In In re Yamamoto, 740 F.2d 1569, 222 USPQ 934 
(Fed. Cir. 1984), this court said that claims subject to 
reexamination will “be given their broadest reasonable 
interpretation consistent with the specification, and 
limitations appearing in the specification are not to be 
read into the claims.” 740 F.2d at 1571, 222 USPQ at 
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936. That standard is applied in considering rejections 
entered in the course of prosecution of original appli- 
cations for patent. See In re Prater, 415 F.2d 1393, 
1404-05, 162 USPQ 541, 550-51 (CCPA 1969). 
In re Etter, 756 F.2d 852, 858, 225 USPQ 1, 5 (Fed. Cir. 
1985) (in banc) (interpreting ““means” clause), cert. denied, 
474 U.S. 828 (1985). 

That requirement would be applicable to PTO even if 
§112’s last clause were also applicable. The only case 
directly requiring PTO to determine equivalents under {| 6 
required PTO at the same time to apply the “broadest 
reasonable interpretation” to the claim. In re Bond, 910 
F.2d at 833, 15 USPQ2d at 1567. In PTO’s view, the 
broadest reasonable interpretation of “means” for perform- 
ing a function renders all capable means equivalent. 

A court in a validity/infringement case must apply a 
narrow construction dictated by §282’s presumption of 
validity, as discussed supra. In a validity/infringement 
case, “section 112 | 6 operates to cut back on the types of 
means which could literally satisfy the claim language.” 
Johnston v. Ivac Corp., 885 F.2d 1574, 1580, 12 USPQ2d 
1382, 1386 (Fed. Cir. 1989) (emphasis in original). In such a 
case, claims are not given the broadest reasonable con- 
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struction. Compare In re Etter, supra, 225 USPQ at 8, 756 
F.2d at 862 (Nies, J., concurring) (“claims in litigation are 
to be ‘so construed, if possible as to sustain their validity.’ 
[citation omitted]. Claims in reexamination, on the other 
hand, ‘will be given their broadest reasonable interpreta- 
tion.’””). Since PTO must apply the broadest reasonable 
interpretation, the Johnston v. Ivac Corp. considerations 
do not dictate the same result in the PTO. Compare In re 
Zletz, supra, 893 F.2d at 321, 13 USPQ2d at 1322 (Board 
erred by applying the mode of claim construction used by 
courts in litigation). 

Even if §112’s last clause applied to PTO’s ex parte 
patentability determinations vis-a-vis the prior art, and 
even if all capable means were not equivalent, the clause 
would not limit pending means claims to disclosed and 
equivalent means. As set forth supra, § 112 {| 6 operates like 
the reverse doctrine of equivalents and speaks only to 
post-issuance advances. Thus, pre-issuance, a claim encom- 
passes disclosed and equivalent means as well as any other 
means for performing the function. 

December 13, 1991 
HARRY F. MANBECK, JR. 
Commissioner of Patents and Trademarks 
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SPECIAL BOXES FOR MAIL 


Special PTO mail box numbers should be used to allow forwarding of particular types of mail to the appropriate areas as quickly 
as possible. Such mail is forwarded directly to the appropriate area without being opened. Only the specified type of document should 
be placed in an envelope addressed to one of these boxes. If any documents other than the specified type identified for each box are 
addressed to that box, they will be delayed in reaching the appropriate area for which they are intended. 

The following special boxes should be used only for their specified purpose. Address mail as follows: 


Box 3 
Box 4 


Box 5 
Box 6 
Box 7 
Box 8 


Box 9 
Box 10 
Box 11 
Box 12 
Box 13 
Box 14 
Box 15 
Box 16 
Box 171 
Box AF 
Box DAC 


Box Assignment 
Box DD 

Box EEO 

Box FWC 

Box Interference 
Box Issue Fee 


Box ITU 

Box M. Fee 
Box Non-Fee- 
Amendment 
Box OED 

Box PATENT 
APPLICATION 
Box TRADEMARK 
Box Pat. Ext. 
Box PCT 

Box Reexam 
Box Sequence 
Box SN 


a Oe 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Mail for the Office of personel for NFC 

Mail for the Assistant Commissioner for External Affairs and the Office of Legislation and International 
Affairs. 

“No Fee” mail related to trademarks. 

Mail for the Office of Procurement 

Reissue applications for patents involved in litigation and subsequently filed related papers. 

All papers for th« Office of the Solicitor except communications relating to pending litigation; papers 
relating to pending litigation shall be mailed only to Office of the Solicitor, P.O. Box 15667, Arlington, 
Va. 22215 

Coupon orders for U.S. patent and trademark copies. 

Orders for certified copies of PTO documents except: trademark registrations and assignments. 
Electronic Ordering Service (EOS). 

Contributions to the Examiner Education Program. 

Mail for the Employee and Labor Relations Division. 

Invoices directed to the Office of Finance. 

Mail for the Advisory Commission on Patent Law Reform. 

Deposit Account Replenishment Checks 

Vacancy Announcement Applications. 

Expedited procedure for processing amendments and other responses after final rejection. 

Petitions to revive, petitions to accept late payment of fees, petitions to defer issue, and petitions to 
withdraw an application from issue. 

All assignment documents except those filed with new applications. 

Mail related to Disclosure Documents. 

Mail for the Office of Equal Employment Programs. 

Requests for File Wrapper Continuation Applications (under 37 CFR 1.62) 

Communications relating to interferences and applications and patents involved in interference. 

All Communications following the receipt of a PTOL-85. “Notice of Allowance and Issue Fee Due,” 
and prior to the issuance of a patent should be addressed to Box Issue Fee, unless advised to the 
contrary. Assignments should be submitted in a separate envelope and not be sent to Box Issue Fee. 
All intent to use documents, excluding the initial application and amendments to allege use. 
Correspondence related to a patent that is subject to the payment of a maintenance fee. 


Non-fee amendments to patent applications. (Use Box AF for responses after final rejection). 
Mail for the Office of Enrollment and Discipline 


New patent application and associated papers and fees. 

New trademark application and associated papers and APPLICATION fees. 

Applications for patent term extension. 

Mail related to applications filed under the Patent Cooperation Treaty. 

Requests for Reexamination for original request papers only. 

Submission of diskette for biotechnical application. 

For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for patent 
applications prior to the Office’s standard notification (return postcard or the official “Filing Receipt,” 
“Notice to File Missing Parts,” or “Notice of Incomplete Application”). 





Reference Collections of U.S. Patents Available for Public Use in Patent Depository Libraries 


The following libraries, designated as Patent Depository Libraries (PDLs), receive current issues of U.S. Patents and maintain collections of earlier- 
issued patents. The scope of these collections varies from library to library, ranging from patents of only recent years to all or most of the patents issued 
since 1790. 

These patent collections, which are organized in patent number sequence, are available for use by the public free of charge. Each of the PDLs, in 
addition, offers supplemental reference publications of the U.S. Patent Classification System, including the Manual of Classification, Index to the U.S. 
Patent Classification, Classification Definitions, and provides technical staff assistance in their use to aid the public, in gaining effctive access to 
information contained in patents. CASSIS (Classification And Search Support Information System); which provides direct, on-line access to Patent 
and Trademark Office data, is available at all PDLs. Facilities for making paper copies of patents from either microfilm or paper collections are generally 
provided for a fee. 

Since there are variations in the scope of patent collections among the PDLs and in their hours of service to the public, anyone contemplating use 
of the patents at a particular library is urged to contact that library, in advance, about its collection and hours in order to avert possible inconvenience. 


State Name of Library Telephone Contact 


Alabama 


Alaska 
Arizona 
Arkansas 
California 


Colorado 
Connecticut 
Delaware 

Dist. of Columbia 
Florida 


Georgia 


Hawaii 
Idaho 
Illinois 


Indiana 


lowa 
Kansas 
Kentucky 
Louisiana 


Maryland 


Massachusetts 


Michigan 


Minnesota 
Misssissippi 
Missouri 


Montana 


Nebraska 
Nevada 

New Hampshire 
New Jersey 


New Mexico 
New York 


North Carolina 
North Dakota 
Ohio 


Oklahoma 
Oregon 
Pennsylvania 
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Auburn University Libraries 

Birmingham Public Library 

Anchorage: Z. J. Loussac Public Library 

Tempe: Noble Library, Arizona State University 

Little Rock: Arkansas State Library 

Los Angeles Public Library 

Sacramento: California State Library .. 

San Diego Public Library 

Sunnyvale Patent Clearinghouse .. 

Denver Public Library 

New Haven: Science Park Library 

Newark: University of Delaware Library 

Washington: Howard University Libraries 

Fort Lauderdale: Broward County Main Library 

Miami-Dade Public Library 

Orlando: University of Central Florida Libraries 

Tampa: Tampa Campus Library, University of South Florida 

Atlanta: Price Gilbert Memorial Library, Georgia Institute of 
Technology 

Honolulu: Hawaii State Public Library System ... 

Moscow: University of Idaho Library 

Chicago Public Library 

Springfield: Illinois State Library 

Indianapolis-Marion County Public Library 

West Lafayette: Purdue University Libraries .... 

Des Moines: State Library of Iowa 

Wichita: Ablah Library, Wichita State University ... 

Louisville Free Public Library 

Baton Rouge: Troy H. Middleton Library, Louisiana State 
University 

College Park: Engineering and Physical Sciences Library, 
University of Maryland 

Amherst: Physical Sciences Library, University of 
Massachusetts 

Boston Public Library 

Ann Arbor: Engineering Transportation Library, University of 
Michigan 

Detroit Public Library 

Minneapolis Public Library and Information Center .. 

Jackson: Mississippi Library Commission 

Kansas City: Linda Hall Library 

St. Louis Public Library 

Butte: Montana College of Mineral Science and Technology 
Library 

Lincoln: Engineering Library, University of Nebraska-Lincoln .. 

Reno: University of Nevada-Reno Library 

Durham: University of New Hampshire Library . 

ee III vc csesicesincanscnin iewsiiasiiesansiceannananenmnnacientiininn 


Piscataway: Library of Science and Medicine, Rutgers University 3 


Albuquerque: University of New Mexico General Library 
Albany: New York State Library 

Buffalo and Erie County Public Library 

New York Public Library (The Research Libraries) 
Raleigh: D.H. Hill Library, North Carolina State University 
Grand Forks: Chester Fritz Library, University of North Dakota 
Cincinnati and Hamilton County, Public Library of 
Cleveland Public Library 

Columbus: Ohio State University Libraries .. 

Toledo/Lucas County Public Library 

Stillwater: Oklahoma State University Library ... 

Salem: Oregon State Library 

Philadelphia, The Free Library of .. 

Pittsburgh, Carnegie Library of 


(205) 844-1747 
(205) 226-3680 


..- (907) 261-2916 
.- (602) 965-7010 
.- (501) 682-2053 
«+ (213) 612-3273 
-- (916) 654-0069 
.- (619) 236-5813 
.-- (408) 730-7290 
.- (303) 640-8847 
.- (203) 786-5447 
.- (302) 451-2965 


(202) 806-7252 
(305) 357-7444 
(305) 375-2665 
(407) 823-2562 
(813) 974-2726 


.- (404) 894-4508 
.-- (808) 586-3477 
-- (208) 885-6235 
«-» (312) 269-2865 
.«- (217) 782-5659 
-» (317) 269-1741 
.- (317) 494-2873 


(515) 281-4118 
(316) 689-3155 
(502) 561-8617 
(504) 388-2570 
(301) 405-9157 


(413) 545-1370 


(617) 536-5400 Ext. 265 


(313) 764-7494 


.-- (313) 833-1450 


(612) 372-6570 


.... Not Yet Operational 


(816) 363-4600 


(314) 241-2288 Ext. 390 


(406) 496-4281 


.«- (402) 472-3411 
«+ (702) 784-6579 
.-- (603) 862-1777 
.«- (201) 733-7782 
.-- (908) 932-2895 
ss (505) 277-4412 
.- (518) 473-4636 
.- (716) 858-7101 
wee (212) 714-8529 
.- (919) 515-3280 


(701) 777-4888 
(513) 369-6936 


.... (216) 623-2870 
«+ (614) 292-6175 
wee (419) 259-5212 
..- (405) 744-7086 
.«- (503) 378-4239 
-- (215) 686-5331 


(412) 622-3138 
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Reference Collections of U. S. Patents Available for Public Use in Patent Depository Libraries—(continued) 


State Name of Library Telephone Contact 


University Park: Pattee Library, Pennsylvania State University (814) 865-4861 
Rhode Island Providence Public Library ... (401) 455-8027 
South Carolina Charleston: Medical University of South Carolina Library (803) 792-2372 
Tennessee Memphis & Shelby County Public Library and Information 
(901) 725-8876 
Nashville: Stevenson Science Library, Vanderbilt University (615) 322-2775 
Texas Austin: McKinney Engineering Library, University of Texas 
at Austin (512) 495-4500 
College Station: Sterling C. Evans Library, Texas A & M 
University (409) 845-2551 
Dallas Public Library (214) 670-1468 
Houston: The Fondren Library, Rice University .. (713) 527-8101 Ext.2587 
Utah Salt Lake City: Marriott Library, University of Utah (801) 581-8394 
Virginia Richmond: James Branch Cabell Library, Virginia Commonwealth 
University (804) 367-1104 
Washington Seattle: Engineering Library, University of Washington (206) 543-0740 
Wisconsin Madison: Kurt F. Wendt Library, University of Wisconsin 


Madison (608) 262-6845 
Milwaukee Public Library (414) 278-3247 


307-506 TMOG-92-21 - QL3 





PATENT EXAMINING CORPS 


JAMES E. DENNY, Assistant Commissioner 
STEPHEN G. KUNIN, Deputy Assistant Commissioner 


Phone Number 
PATENT EXAMINING GROUPS Area Code 703 


CHEMICAL EXAMINING GROUPS 


GENERAL METALLURGICAL, INORGANIC, PETROLEUM AND 

ELECTRICAL CHEMISTRY, AND ENGINEERING, GROUP 110 — D. E. TALBERT, 

Director 9/29/90 
ORGANIC CHEMISTRY, GROUP 120 — JOHN F. TERAPANE, JR.. Director .... - 308-1235 4/12/91 
SPECIALIZED CHEMICAL INDUSTRIES AND CHEMICAL ENGINEERING, 

GROUP 130 — BARRY S. RICHMAN, Director 308-0651 2/1/91 
HIGH POLYMER CHEMISTRY, PLASTICS, COATING, PHOTOGRAPHY, 

STOCK MATERIALS AND COMPOSITIONS, GROUP 150 — J. 0. THOMAS, Director 308-2351 7/6/90 
BIOTECHNOLOGY, GROUP 180 — EDWARD E. KUBASIEWICZ, Director 308-0196 6/16/90 


ELECTRICAL EXAMINING GROUPS 


INDUSTRIAL ELECTRONICS, PHYSICS AND RELATED ELEMENTS, 

GROUP 210 — D. G. KELLY, Director 308-1782 5/15/90 
SPECIAL LAWS ADMINISTRATION, GROUP 220 ‘ , Director 308-0511 5/15/90 
INFORMATION PROCESSING, STORAGE, AND RETRIEVAL, GROUP 230 — 

GERALD GOLDBERG, Director 308-0754 9/14/89 
PACKAGES, CLEANING, TEXTILES AND GEOMETRICAL INSTRUMENTS 

GROUP 240 — CARLTON CROYLE, Director 308-0771 11/24/90 
ELECTRONIC AND OPTICAL SYSTEMS AND DEVICES, GROUP 250 — 

JOSEPH J. ROLLA, Director 308-0956 12/1/90 
COMMUNICATIONS, MEASURING, TESTING AND LAMP/DISCHARGE GROUP, 

GROUP 260 — BOBBY R. GRAY, Director 308-0962 6/22/90 
DESIGN, GROUP 290 — ROBERT E. GARRETT, Director .. : 308-0511 3/20/89 


MECHANICAL EXAMINING GROUPS 
HANDLING AND TRANSPORTATION MEDIA, GROUP 310 — F. R. SCHMIDT, 


308-1113 

MATERIAL SHAPING, ARTICLE MANUFACTURING AND TOOLS, 

GROUP 320 — N. GODICI, Director 308-1148 
MECHANICAL TECHNOLOGIES AND HUSBANDRY PERSONAL 

TREATMENT INFORMATION, GROUP 330 — J. J. LOVE, Director 308-0858 
SOLAR, HEAT, POWER, AND FLUID ENGINEERING DEVICES, 

GROUP 340 — JOHN KITTLE, Director 308-0861 
GENERAL CONSTRUCTION, PETROLEUM AND MINING ENGINEERING 

GROUP 350 — A. L. SMITH, Director 308-0651 


*A communication from the examiner should have been received in most applications filed prior to this date. 


Expiration of Patents: The patents within the range of numbers indicated below expire during December 1991 except those which may have had 
their terms curtailed by disclaimer under the provisions of 35 U.S.C. 253. Other patents, issued after the dates of the range of numbers indicated below, 
may have expired before the full term of 17 years for the same reasons, or have lapsed under the provisions of 35 U.S.C. 151 

Numbers 3,851,336 to 3,858,240 inclusive 
3,660 to 3,673 
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MARKS PUBLISHED FOR OPPOSITION 


The following marks are published in compliance with section 12(a) of the Trademark Act of 1946. Applications for the 
registration of marks in more than one class have been filed as provided in section 30 of said act as amended by Public Law 
772, 87th Congress, approved Oct. 9, 1962, 76 Stat. 769. Opposition under section 13 may be filed within thirty days of the date 


of this publication. See rules 2.101 to 2.105. 


A separate fee of two hundred dollars for opposing each mark in each class must accompany the opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


SN 73-647,650. KABUSHIKI KAISHA NAMCO, DBA TAN- 
AMCO LIMITED, OTA-KU, TOKYO, JAPAN, FILED 
3-3-1987. 


ROLLINGTHUNDER 


PRIORITY CLAIMED UNDER SEC. 44(D) ON JAPAN 
APPLICATION NO. 93115/61, FILED 9-3-1986, REG. NO. 
2105847, DATED 1-23-1989, EXPIRES 1-23-1999. 

PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. 93114/61, FILED 10-26-1988, REG. NO. 
2087611, DATED 10-26-1988, EXPIRES 1-23-1999. 

PRIORITY CLAIMED UNDER SEC. 44(D) ON JAPAN 
APPLICATION NO. 93113/61, FILED 9-3-1986, REG. NO. 
2140850, DATED 5-30-1989, EXPIRES 5-30-1999. 


CLASS 7—MACHINERY 
FOR INDUSTRIAL ROBOTS (U.S. CL. 23). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS FOR USE IN CONNEC- 
TION WITH VIDEO GAMES (U.S. CL. 38). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR TOY ROBOTS, GAME CARTRIDGES, TAPES AND 
DISCS, VIDEO OUTPUT GAME MACHINES AND HAND 
HELD UNITS FOR PLAYING AN ELECTRONIC GAMES 
(U.S. CLS. 21, 22, 23 AND 38). 


SN 73-700,576. CONRAN STORES, INC., THE, NEW YORK, 
NY. FILED 12-14-1987. 


CONRAN’S 


OWNER OF U.S. REG. NOS. 1,116,494 AND 1,186,222. 
SEC. 2(F). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR LIGHT FIXTURES; NAMELY, ELECTRIC TABLE, 
WALL AND FLOOR LAMPS (U.S. CL. 21). 
FIRST USE 10-3-1977; IN COMMERCE 10-3-1977. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER GOODS; NAMELY, BOOKS PERTAINING 
TO DECOR, CALENDARS, CATALOGS PERTAINING TO 
DECOR, KITCHEN LABELS, WRAPPING PAPER, PAPER 
SHIPPING BOXES AND PAPER BAGS (US. CLS. 2, 37 
AND 38). 

FIRST USE 10-3-1977; IN COMMERCE 10-3-1977. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE; NAMELY, TABLES, CHAIRS, 
SOFAS, STORAGE CABINETS, WOODEN TISSUE BOXES, 
DRESSERS, MIRRORS, BEDS, MATTRESSES, SIDE- 
BOARDS, KITCHEN COUNTERTOPS, HAT AND COAT 
RACKS, PLASTIC BATHROOM SHELVES, PLASTIC 
FRAMED MIRRORS, AND PLASTIC MEDICINE CABI- 
NETS; AND PILLOWS (U.S. CL. 32). 

FIRST USE 10-3-1977; INCOMMERCE 10-3-1977. 


CLASS 27—FLOOR COVERINGS 

FOR WALLPAPER, BATH MATS, RUGS OF FABRICS 
AND FIBERS, AND FLOOR MATS (U.S. CLS. 37, 42 AND 
50). 

FIRST USE 10-3-1977; IN COMMERCE 10-3-1977. 


SN 73-701,743. OKI & CO., 
JAPAN, FILED 12-18-1987. 


INC., HAMAMATSU-SHI, 


SANGAM 


PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. 6270849, FILED 6-18-1987, REG. NO. 
2150453, DATED 6-23-1989, EXPIRES 6-23-1999. 
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CLASS 24—FABRICS 


FOR WOVEN FABRICS; COTTON FABRICS, LINEN 
FABRICS, SILK FILAMENT FABRICS, SPUN SILK FAB- 
RICS, HANDSPUN SILK FABRICS, SILK AND COTTON 
MIXED FABRICS, WOOL AND COTTON MIXED FAB- 
RICS, HEMP AND COTTON MIXED FABRICS, SILK AND 
WOOL MIXED FABRICS, HEMP AND WOOL MIXED 
FABRICS, HEMP AND SILK MIXED FABRICS USED IN 
THE MANUFACTURE OF CLOTHING, BEDDING AND 
OTHER RELATED USES; KNITTED FABRICS; COTTON 
LOOP KNIT FABRICS, SILK LOOP KNIT FABRICS, 
WOOL LOOP KNIT FABRICS, KNIT LACE FABRICS 
AND EMBROIDERED LACE FABRICS USED IN THE 
MANUFACTURE OF CLOTHING, BEDDING AND 
OTHER RELATED USES; HANDKERCHIEVES, JAPA- 
NESE TOWELS, TOWELS, CLOTH WRAPPERS USUAL- 
LY USED TO WRAP AND CARRY SMALL ITEMS SUCH 
AS GIFTS, DOCUMENTS AND OTHER RELATED 
ITEMS, QUILTS, QUILT COVERS, PILLOW COVERS 
AND SHEETS (U.S. CL. 42). 


CLASS 25—CLOTHING 


FOR CLOTHING; MEN’S SUITS, TROUSERS, SUITS, 
SKIRTS, SWEATERS, CARDIGANS, WAISTCOATS, 
SHIRTS, OPEN-NECKED SHIRTS, BLOUSES, SPORT 
SHIRTS, POLO SHIRTS, UNDER SHIRTS, DRAWERS, 
PANTS, ONE-PIECE UNDERWEAR, CHEMISE, SLIPS, 
PETTICOATS, BRASSIERES, OVERCOATS, RAINCOATS, 
NIGHT WEAR, PAJAMAS, NEGLIGEES, NIGHTGOWNS, 
HOSIERY, GLOVES, MUFFLERS, SCARVES, NECKER- 
CHIEVES, SHAWLS, NECKTIES, HATS, CAPS AND 
CHILDREN’S CLOTHING; NAMELY, SHIRTS AND 
PANTS (USS. CL. 39). 


SN 73-709,201. COMESA - COMERCIO E IMPORTACAO 
LTDA., RIO DE JANEIRO, RJ, BRAZIL, FILED 
2-3-1988. 


COMESA 


OWNER OF BRAZIL REG. 
1-4-1983, EXPIRES 1-4-1993. 
OWNER OF BRAZIL REG. 
1-4-1983, EXPIRES 1-4-1993. 
OWNER OF BRAZIL REG. 
6-22-1982, EXPIRES 6-22-1992. 
OWNER OF BRAZIL REG. 
9-10-1978, EXPIRES 9-10-1998. 


. 007539924, 
. 007539916, 
. 609029959, 


. 006753620, 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR EDIBLE OILS AND FATS, PROCESSED FRUITS 
AND PROCESSED VEGETABLES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR SUGAR, FLOUR, LEAVENING AND PROCESSED 
CEREALS (U.S. CL. 46). 


CLASS 32—LIGHT BEVERAGES 


FOR SOFT DRINKS, FRUIT JUICES AND FRUIT JUICE 
DRINKS (U.S. CLS. 45 AND 46). 


CLASS 33—WINES AND SPIRITS 
FOR WINES AND BRANDY (U.S. CLS. 47 AND 49). 


OFFICIAL GAZETTE 
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SN 73-714,319. COMPANHIA FLORESTAL MONTE DOUR- 
ADO, MONTE DOURADO, STATE OF PARA, BRAZIL, 
FILED 3-2-1988. 


JARIPINE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BRAZIL 
APPLICATION NO. 813730864, FILED 9-11-1987, REG. NO. 
813730864, DATED 3-7-1989, EXPIRES 3-7-1999. 

PRIORITY CLAIMED UNDER SEC. 44D) ON BRAZIL 
APPLICATION NO. 813730899, FILED 9-11-1987, REG. NO. 
813730899, DATED 4-11-1989, EXPIRES 4-11-1999. 

OWNER OF U.S. REG. NO. 1,202,438. 


CLASS 1—CHEMICALS 


FOR WOOD PULP FOR USE IN THE PAPERMAKING 
INDUSTRY (U.S. CL. 6). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTING PAPER, AND CARDBOARD FOR USE 
BY THE PACKAGING INDUSTRY (U.S. CL. 37). 


SN 73-714,971. CARTUJANO DE ESPANA, S.A., INCO (BA- 
LEARES), SPAIN, FILED 3-7-1988. 


CARTUJANO 


DE ESPANA 


PRIORITY CLAIMED UNDER SEC. 44(D) ON SPAIN 
APPLICATION NO. 1210982, FILED 9-23-1987, REG. NO. 
1210982, DATED 5-7-1990, EXPIRES 5-7-2010. 

PRIORITY CLAIMED UNDER SEC. 44(D) ON SPAIN 
APPLICATION NO. 1210981, FILED 9-23-1987, REG. NO. 
07181990, DATED 7-19-1991, EXPIRES 7-18-2010. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DE ESPANA”, APART FROM THE MARK AS 
SHOWN. 


CLASS 18—LEATHER GOODS 


FOR LEATHER AND IMITATION LEATHER AND AR- 
TICLES MADE THEREFROM; NAMELY, SKINS, HIDES, 
TRUNKS AND TRAVELLING BAGS, UMBRELLAS, 
PARASOLS AND WALKING STICKS, WHIPS, HARNESS 
AND SADDLERY (U.S. CLS. 3 AND 41). 


CLASS 25—CLOTHING 


FOR CLOTHING FOR WOMEN, MEN AND CHILDREN; 
NAMELY, FOOTWEAR (U.S. CL. 39). 
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SN 73-763,292. BOHUSGJUTERIET AB, 45400 BRASTAD, 
SWEDEN, FILED 11-14-1988. 


RIXO 


PRIORITY CLAIMED UNDER SEC. 44(D) ON SWEDEN 
APPLICATION NO. 88-07387, FILED 9-2-1988, REG. NO. 
220930, DATED 2-8-1991, EXPIRES 2-8-2001. 


CLASS 6—METAL GOODS 


FOR PREFABRICATED PIERS, PONTOONS, BOOMS 
FOR PIERS, BOLLARDS, AND ANCHORS, EACH OF 
WHICH IS MADE MAINLY OF METAL; AND ANCHOR 
CHAINS (U.S. CL. 14). 

FIRST USE 2-0-1988; IN COMMERCE 2-0-1988. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR PREFABRICATED PIERS, PONTOONS, BOL- 
LARDS, BOOMS FOR PIERS, EACH OF WHICH IS MADE 
OF NON-METAL BUILDING MATERIAL; CONCRETE 
ANCHORS (U.S. CL. 12). 

FIRST USE 2-0-1988; IN COMMERCE 2-0-1988. 


SN 73-779,083. CAESARS WORLD, INC., LOS ANGELES, 
CA. FILED 2-6-1989. 


TOCA TEDDY 


CLASS 6—METAL GOODS 


FOR KEY CHAINS OF METAL (US. CLS. 13 AND 25). 
FIRST USE 5-15-1987; IN COMMERCE 5-15-1987. 


CLASS 14—JEWELRY 


FOR JEWELRY (U.S. CL. 28). 
FIRST USE 5-15-1987; IN COMMERCE 5-15-1987. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR POSTCARDS, NOTE CARDS, CALENDARS, PADS, 
PENS, PENCILS AND NAPKINS (U.S. CLS. 37 AND 38). 
FIRST USE 12-5-1987; IN COMMERCE 12-5-1987. 


CLASS 18—LEATHER GOODS 


FOR BACKPACKS AND TOTE BAGS (U.S. CL. 3). 
FIRST USE 6-10-1987; IN COMMERCE 6-10-1987. 


CLASS 21—HOUSEWARES AND GLASS 


FOR MUGS AND STEINS (U.S. CLS. 2 AND 30). 
FIRST USE 11-12-1987; IN COMMERCE 11-12-1987. 


CLASS 24—FABRICS 


FOR BEACH TOWELS (U.S. CL. 42). 
FIRST USE 9-15-1987; IN COMMERCE 9-15-1987. 


CLASS 25—CLOTHING 

FOR SWEATSHIRTS, HATS, T-SHIRTS AND NIGHT- 
SHIRTS (U.S. CL. 39). 

FIRST USE 4-19-1987; IN COMMERCE 4-19-1987. 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR PLUSH ANIMALS (U.S. CL. 22). , 
FIRST USE 1-1-1988; IN COMMERCE 1-1-1988. 


SN 73-781,375. LIFESTREAM DIAGNOSTICS, INC., SAND- 
POINT, ID. ASSIGNEE OF FITNESS MANAGEMENT 
PTY LTD, DEAKIN, CAPITAL TERRITORY, 2600, AUS- 
TRALIA, FILED 2-17-1989. 


CHOLESTRON 


PRIORITY CLAIMED UNDER SEC. 44D) ON AUSTRA- 
LIA APPLICATION NO. 493491, FILED 8-18-1988, REG. 
NO. 493491, DATED 8-18-1988, EXPIRES 8-18-1995. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS AND PROGRAM MANU- 
ALS ALL SOLD AS A UNIT FOR USE IN CHOLESTEROL 
DIAGNOSTIC TESTING APPLICATIONS, COMPUTER 
HARDWARE; NAMELY, COMPUTER DISPLAY TERMI- 
NALS AND PRINTERS (U.S. CLS. 26 AND 38). 


CLASS 10—MEDICAL APPARATUS 


FOR MEDICAL MEASURING EQUIPMENT; NAMELY, 
CHOLESTEROL MEASURING APPARATUSES, TEST 
STRIPS, LARCETS AND CAPILLIARIES (U.S. CL. 44). 


SN 73-787,007. AMRAD CORPORATION LIMITED, KEW 
VIC 3101, AUSTRALIA, FILED 3-16-1989. 


AMRAD 


CLASS 1—CHEMICALS 


FOR CHEMICAL PRODUCTS USED IN INDUSTRY 
AND SCIENCE; NAMELY, PROTEINACEOUS REA- 
GENTS FOR USE IN MAINTAINING EMBRYOS IN CUL- 
TURE, INCREASING EMBRYO IMPLANTATION, AND 
CAPTURE AND ISOLATION OF DNA; MOLECULAR BI- 
OLOGICAL REAGENTS FOR USE IN THE DETECTION 
OF NUCLEIC ACID SEQUENCES IN-VITRO AND FOR 
THE EXPRESSION, ISOLATION AND DETE (USS. CL. 6). 

FIRST USE 1-0-1988; INCOMMERCE 1-25-1988. 


CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL PREPARATIONS FOR 
HUMAN AND VETERINARY USE IN THE TREATMENT 
OF BLOOD DISORDERS, VIRAL DISEASE, NERVOUS 
SYSTEM DISFUNCTION, CANCER, BONE DISEASE, 
LIVER DISEASE, CARDIAC DISORDERS, INFERTILITY, 
PREGNANCY DISORDERS AND INFLAMMATION; 
ELISA KITS COMPRISED OF MICROTITRE PLATES 
COATED WITH ANTIGEN OR ANTIBODY, POSITIVE 
SERUM CONTROL, NEGATIVE SERUM CONTROL, 
SPECIMEN DILUENT, BIOTIN ANTIBODY CONJU- 
GATES, BIOTIN ANTIBODY DILUENTS, STREPTAVIDIN 
HRPO CONJUGATES, STREPTAVIDIN HRPO DILUENTS, 
SUBSTRATES, BUFFER SOLUTIONS, WASH BUFFERS, 
STOPPING SOLUTIONS AND PLATE SEALERS FOR 
THE DETECTION OF AUTOIMMUNE DISEASE, MICRO- 
BIAL DISEASE, PROTEIN LEVELS, GENETIC ABNOR- 
MALITIES AND PATHOGENS (US. CL. 18). 

FIRST USE 1-0-1988; IN COMMERCE 1-25-1988. 
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SN 73-798,435. SALVATORE FERRAGAMO FIRENZE 
S.P.A.. FLORENCE, ITALY, BY MERGER AND 
CHANGE OF NAME FROM SALVATORE FERRA- 
GAMO §S.P.A., FLORENCE, ITALY, FILED 5-9-1989. 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 
SEC. 2(F). 


CLASS 18—LEATHER GOODS 


FOR HANDBAGS AND TOTE BAGS (U.S. CL. 3). 
FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


CLASS 25—CLOTHING 

FOR BELTS, SHOES, T-SHIRTS AND PULLOVERS (U.S. 
CL. 39). 

FIRST USE 0-0-1978; IN COMMERCE 0-0-1978. 


SN 73-799,614. INTERNATIONAL CHRISTIAN VIDEO AS- 
SOCIATION, INC., BELLEVILLE, MI. FILED 5-12-1989. 


== 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIDEO ASSOCIATION”, APART FROM THE MARK 
AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 


SEC. 2(F). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ASSOCIATION SERVICES; NAMELY, PROMOT- 
ING THE INTERESTS OF CHRISTIAN VIDEO PRODUC- 
ERS AND DISTRIBUTORS (U.S. CL. 100). 

FIRST USE 3-20-1983; IN COMMERCE 10-28-1985. 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


CLASS 200—COLLECTIVE MEMBERSHIP 

FOR INDICATING MEMBERSHIP IN A TRADE ORGA- 
NIZATION FOR CHRISTIAN VIDEO PRODUCERS AND 
DISTRIBUTORS. 

FIRST USE 3-20-1983; INCOMMERCE 10-28-1985. 


SN 73-809,433. GOLDEN STATE FOODS CORP., PASADE- 
NA, CA. FILED 6-27-1989. 


CLASS 40—MATERIAL TREATMENT 

FOR PROCESSING FOOD PRODUCTS FOR OTHERS 
(U.S. CL. 106). 

FIRST USE 5-5-1969; IN COMMERCE 5-5-1969. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
FOOD PRODUCTS AND RESTAURANT SUPPLIES (U.S. 
CL. 101). 

FIRST USE 5-5-1969; IN COMMERCE 5-5-1969. 


SN 73-816,469. KLARIC, RUDI, 61351 BREZOVICA PRI 
LJUBLJANI, YUGOSLAVIA, FILED 8-2-1989. 


CULTURA EUROPAEA 


PRIORITY CLAIMED UNDER SEC. 44D) ON YUGO- 
SLAVIA APPLICATION NO. 33431Z131/89, FILED 
2-10-1989, REG. NO. 33431Z131/89, DATED 2-10-1989, EX- 
PIRES 8-4-1999. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CULTURA EUROPAEA”, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS OF THE WORDS “CULTURA 
EUROPAEA” AND THE FANCIFUL DESIGN OF THE 
LETTERS “Cc”. 

THE ENGLISH TRANSLATION OF THE TERM “CUL- 
TURA EUROPAEA” IN THE MARK IS “EUROPEAN CUL- 
TURE”. 





JANUARY 7, 1992 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PUBLIC RELATIONS SERVICES; NAMELY, OR- 
GANIZING PUBLIC RELATIONS EVENTS; PROMOTING 
THE SALE OF GOODS AND SERVICES OF OTHERS 
THROUGH THE DISTRIBUTION OF PRINTED MATERI- 
AL AND PROMOTIONAL EVENTS; COPYRIGHT MAN- 
AGEMENT SERVICES IN THE FIELDS OF INFORMA- 
TION, EDUCATION, SCIENCE, AND FINE ARTS (US. 
CL. 100). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR MUSIC PUBLISHING SERVICES; ENTERTAIN- 
MENT SERVICES; NAMELY, PRODUCTION OF VIDEO, 
TELEVISION, FILM, AUDIO-SLIDE, AND RADIO PRO- 
GRAMS, CONCERTS, PLAYS, DANCE PERFORMANCES, 
ALBUMS AND AUDIO CASSETTES; EDUCATIONAL 
SERVICES; NAMELY, PROVIDING SEMINARS AND 
SYMPOSIUMS IN THE FIELDS OF INFORMATION, SCI- 
ENCE, AND FINE ARTS; EXHIBITIONS (U.S. CL. 100). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR FINE ART SERVICES; NAMELY, PAINTING AND 
SCULPTING SERVICES (U.S. CL. 100). 


SN 73-821,552. TNH LEASING A.G., 10017, PS AMSTER- 
DAM, NETHERLANDS, FILED 8-25-1989. 


MITCHELL 


OWNER OF U.S. REG. NO. 1,374,721. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR AUDIO AND VISUAL MATERIALS IN THE 
FIELD OF AUTOMOBILE REPAIR, SERVICING AND 
COLLISION ESTIMATING; NAMELY, AUDIO AND 
VIDEO CASSETTE TAPES, SLIDES, COMPACT DISKS 
AND TRANSPARENCIES; COMPUTER PROGRAMS AND 
USER MANUALS SOLD AS A UNIT FOR USE IN AUTO- 
MOBILE REPAIR, SERVICING AND COLLISION ESTI- 
MATING; COMPUTERIZED DATABASE CONTAINING 
INFORMATION REGARDING AUTOMOBILE COLLI- 
SION ESTIMATING, SERVICE AND REPAIR AND COM- 
PUTER HARDWARE; NAMELY, PRINTERS, MODEMS 
AND BAR CODE READERS (U.S. CLS. 21, 26, 36 AND 38). 

FIRST USE 1-0-1975; INCOMMERCE 1-0-1975. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR AUTOMOTIVE REPAIR PUBLICATIONS; 
NAMELY, COLLISION ESTIMATING GUIDES, COLLI- 
SION REPAIR MANUALS, VEHICLE DIMENSION 
MANUALS, SERVICE AND REPAIR INFORMATION 
BROCHURES, PARTS AND LABOR’ ESTIMATING 
GUIDES, TECHNICAL SERVICE BULLETINS, TRAINING 
MANUALS IN THE AUTOMOTIVE FIELD, TESTING 
AND DIAGNOSIS GUIDES AND TEXTBOOKS IN THE 
AUTOMOTIVE FIELD (U.S. CL. 38). 

FIRST USE 1-0-1975; INCOMMERCE 1-0-1975. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR BUSINESS MANAGEMENT SERVICES FOR VEHI- 
CLE COLLISION REPAIR SHOPS (U.S. CL. 101). 
FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR AUTOMOBILE COLLISION REPAIR APPRAISAL 
AND ESTIMATING SERVICES (U.S. CLS. 101 AND 102). 
FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR AUTOMOBILE SERVICING AND REPAIR INFOR- 
MATION SERVICES (U.S. CLS. 100 AND 103). 
FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR CONDUCTING SEMINARS IN THE FIELD OF ES- 
TIMATING AND REPAIRING IN THE AUTOMOTIVE 
FIELD, AND PUBLICATION OF CUSTOMIZED AUTO- 
MOTIVE REPAIR MANUALS (U.S. CLS. 101 AND 107). 

FIRST USE 8-0-1986; IN COMMERCE 8-0-1986. 


SN 73-834,252. DUNLOP FRANCE, 92130 ISSY LES MOU- 
LINEAUX, FRANCE, FILED 10-27-1989. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 129277, FILED 5-9-1989, REG. NO. 
1529035, DATED 5-9-1989, EXPIRES 5-9-1999. 


CLASS 18—LEATHER GOODS 


FOR LEATHER AND IMITATIONS OF LEATHER AND 
GOODS MADE OF THESE MATERIALS AND NOT IN- 
CLUDED IN OTHER CLASSES; NAMELY, LEATHER 
SOLD IN BULK, TRUNKS AND TRAVELLING BAGS, 
VALISES; UMBRELLAS, PARASOLS AND WALKING 
STICKS; WHIPS, HARNESS AND SADDLERY; ALL PUR- 
POSE SPORT BAGS, DUFFEL BAGS, TOTE BAGS, KNAP- 
SACKS, LUGGAGE, OVERNIGHT CASES, BACK PACKS 
AND RUCKSACKS (U.S. CLS. 1, 3 AND 41). 


CLASS 25—CLOTHING 


FOR CLOTHING, FOOTWEAR AND HEADWEAR; 
NAMELY, HATS, CAPS, DRESSING GOWNS, SWEAT- 
ERS, SHIRTS, CHEMISETTES, JUMPERS, SHORT 
SLEEVE SHIRTS, OVERALLS, SMOCKS, SOCKS, 
SHAWLS, SASHES, SCARVES, SCARFS, GLOVES, GOLF 
GLOVES, VESTS, WAISTCOATS, SINGLETS, SPORTS 
JERSEYS, TROUSERS, T-SHIRTS, SHORTS, PULLOVERS, 
KNITWEAR, SWEAT BANDS, HEAD BANDS, ARM- 
BANDS, BELTS, SWEAT PANTS, SHORTS, SKIRTS, 
FROCKS, WIND-RESISTANT JACKETS, AND JACKETS 
(U.S. CL. 39). 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR GAMES AND PLAY THINGS, GYMNASTIC AND 
SPORTING ARTICLES; NAMELY, BALLS FOR GAMES, 
BALLONS, PLAYING BALLS, GOLF CLUBS, CRICKET 
BAGS, COVERS FOR GOLF BALLS, BENNIS BALLS, 
TENNIS, SQUASH AND RACQUETBALL RACKET 
FRAMES; BALLS FOR SQUASH AND RACQUETBALL, 
SHUTTLECOCKS, TENNIS NETS, TENNIS, SQUASH AND 
RACQUETBALL RACKET COVERS; SPORT BALLS, 
TABLE TENNIS BALLS, TABLE TENNIS PADDLES, 
STRINGS FOR TENNIS, SQUASH AND RACQUETBALL 
RACKETS, GUT FOR TENNIS, SQUASH AND RACQUET- 
BALL RACKETS; AND FENCING GAUNTLETS, BOXING 
GLOVES, BASEBALL GLOVES, HOCKEY GLOVES (U.S. 
CLS. 3, 22 AND 50). 


SN 73-837,188. CHICAGO WHITE SOX, LTD., CHICAGO, 
IL. FILED 11-9-1989. 


WHITE SOX 


OWNER OF U.S. REG. NOS. 847,465, 
OTHERS. 
SEC. 2(F). 


1,530,849 AND 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CLOTHING; NAMELY, SHIRTS, SHORTS, 
DRESSES, SKIRTS, JOGGING SUITS, SOCKS, UNDER- 
WEAR, JACKETS, SWEATERS, VESTS, PANTS, PON- 
CHOS, VISORS, RAINCOATS, CAPS, _ BIBS, IN- 
FANTWEAR; NAMELY, TWO PIECE DIAPER SETS, 
BABY PANTS, BABY BOOTEES, AND SHORT SETS; 
COATS, TIES, MEN’S AND WOMEN’S FORMALWEAR, 
PAJAMAS, SWEATSHIRTS, MITTENS, GLOVES, KNIT- 
TED HEADWEAR, SCARVES, HOSIERY, WRISTBANDS, 
HEADBANDS, ROBES, APRONS AND SHOES (US. CLS. 
37 AND 38). 

FIRST USE 0-0-1952; IN COMMERCE 0-0-1952. 


CLASS 25—CLOTHING 


FOR PAPER GOODS AND PRINTED MATTER; 
NAMELY, BUMPER STICKERS, LAMINATED SIGNS, 
DECALS, PAPER WEIGHTS, PENS, PENCILS, PADS, 
LETTER OPENERS, PAPER CLIPS, POSTERS, NOTE 
PAPER, BASEBALL CARDS, PROGRAMS, MAGAZINES 
RELATING TO BASEBALL, BOOKS RELATING TO 
BASEBALL, CALENDARS, MARKERS, ERASERS, 
PENCIL SHARPENERS, UNGRADUATED RULERS, 
BOOK COVERS, COLORING BOOKS, PLAYING CARDS, 
BOOKLETS RELATING TO BASEBALL, FOLDERS AND 
POSTCARDS (U.S. CL. 39). 

FIRST USE 0-0-1900; IN COMMERCE 0-0-1900. 


SN 74-000,891. INDIVIDUAL TRAVELLERS CO. LTD, 
THE, WEST SUSSEX, RH20 1QD, UNITED KINGDOM, 
FILED 11-16-1989. 


VACANZE IN ITALIA 


THE ENGLISH TRANSLATION OF THE WORDS “VA- 
CENZE IN ITALIA” IN THE MARK IS “VACATIONS IN 
ITALY.” 

SEC. 2(F). 
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CLASS 36—INSURANCE AND FINANCIAL 

FOR REAL ESTATE LEASING SERVICES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 11-0-1984; IN COMMERCE 1-0-1985. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR TRAVEL AND TOUR AGENCY SERVICES (U.S. 
CL. 105). 

FIRST USE 11-0-1984; IN COMMERCE 1-0-1985. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HOTEL AND ACCOMMODATION RESERVATION 
SERVICES (U.S. CL. 100). 
FIRST USE 11-0-1984; IN COMMERCE 1-0-1985. 


SN 74-002,067. SKYSHAPERS, 
FILED 11-16-1989. 


INC., NEW YORK, NY. 


© 0 @ 0 00 0 @ 
rereteterererete® 


THE DRAWING IS LINED FOR THE COLORS SILVER, 
BLUE, RED, YELLOW AND PINK. 

THE MARK CONSISTS OF A STYLIZED “S” WITH A 
CITY SKYLINE AND THE TERM “SKYSHAPERS”. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EDUCATIONAL AND ENTERTAINMENT VIDEO 
TAPES FEATURING HEALTH, NUTRITION AND PHYSI- 
CAL FITNESS, GOAL SETTING, AND SELF-ESTEEM 
(U.S. CL. 21). 

FIRST USE 10-15-1985; IN COMMERCE 10-15-1985. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES; NAMELY, CONDUCTING SEMINARS, CLASSES 
AND PROGRAMS IN THE FIELD OF HEALTH, NUTRI- 
TION, MENTAL AND PHYSICAL FITNESS AND GOAL 
SETTING AND SELF-ESTEEM (U.S. CL. 107). 

FIRST USE 10-15-1985; IN COMMERCE 10-15-1985. 
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SN 74-004,626. BRITISH TELECOMMUNICATIONS 
PUBLIC LIMITED COMPANY, LONDON ECIA 7AJ, 
ENGLAND, FILED 11-22-1989. 


BT TYMNET 


OWNER OF U.S. REG. NOS. 934,570, 
OTHERS. 


1,462,607 AND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS IN THE FIELDS OF 
COMMUNICATIONS, TELECOMMUNICATIONS, NET- 
WORKS MANAGEMENT, AND THE STORAGE, TRANS- 
FER AND RETRIEVAL OF VOICE, DATA AND MES- 
SAGES; COMPUTER HARDWARE; NAMELY, KEY- 
BOARDS, AND CONTROLLERS; COMPUTER-BASED 
TELECOMMUNICATIONS HARDWARE; NAMELY, 
PACKET SWITCHES, MODEMS, CABLES, CIRCUIT 
BOARDS, AND PARTS THEREFOR (U.S. CLS. 21, 26 AND 
38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR INSTRUCTION MANUALS, LEAFLETS, NEWS- 
LETTERS AND BOOKS IN THE FIELDS OF COMPUTER- 
BASED COMMUNICATIONS, TELECOMMUNICATIONS, 
NETWORKS MANAGEMENT, AND STORAGE, TRANS- 
FER AND RETRIEVAL OF VOICE, DATA, AND MES- 
SAGES; MANUALS ON THE REPAIR AND MAINTE- 
NANCE OF COMPUTERS AND COMPUTER-BASED 
TELECOMMUNICATIONS HARDWARE AND _ SOFT- 
WARE (USS. CL. 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DATA PROCESSING SERVICES IN THE FIELDS 
OF COMMUNICATIONS, INFORMATION STORAGE AND 
RETRIEVAL; LEASING AND MANAGEMENT OF 
CREDIT CARD TRANSACTION TERMINALS (U.S. CLS. 
100 AND 101). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR CREDIT CARD SERVICES IN THE NATURE OF 
ELECTRONIC AUTHORIZATION OF CREDIT PUR- 
CHASES, AND ELECTRONIC DRAFT CAPTURE FOR 
CREDIT CARD TRANSACTIONS (U.S. CLS. 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR COMPUTER HARDWARE INSTALLATION AND 
REPAIR SERVICES; COMPUTER SOFTWARE MAINTE- 
NANCE AND REPAIR (U.S. CL. 103). 


CLASS 38—COMMUNICATION 

FOR COMMUNICATIONS SERVICES; NAMELY, 
STORE AND FORWARD MESSAGING SERVICES, ELEC- 
TRONIC; TRANSMISSION OF VOICE, DATA AND MES- 
SAGES ELECTRONIC DATA INTERCHANGE SERVICES 
(U.S. CL. 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES AND TRAINING SEMINARS ON 
NETWORK DESIGN AND THE INSTALLATION, MAIN- 
TENANCE AND USE OF TELECOMMUNICATIONS 
HARDWARE AND SOFTWARE (USS. CL. 107). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELDS OF 
COMPUTER SOFTWARE AND HARDWARE, AND COM- 
PUTER-BASED TELECOMMUNICATIONS EQUIPMENT; 
COMPUTER SOFTWARE CONSULTING; COMPUTER 
SERVICES; NAMELY, PROVIDING AND LEASING 
ACCESS TO COMPUTER DATABASES FEATURING 
BUSINESS, SCIENTIFIC, FINANCIAL, AND EDUCA- 
TIONAL DATA; PROVIDING COMPUTER PROGRAM- 
MING SERVICES (U.S. CLS. 100 AND 101). 


SN 74-006,944. MONARCH MARKING SYSTEMS, INC., 
MIAMISBURG, OH. FILED 11-30-1989. 


MONARCH 


OWNER OF U.S. REG. NOS. 367,464, 
OTHERS. 


1,582,260 AND 


CLASS 7—MACHINERY 


FOR PRICE MARKING MACHINES AND COMPONENT 
PARTS THEREOF; NAMELY, INKERS, MACHINES FOR 
STACKING OF TAGS, AND MACHINES FOR WINDING 
TAG AND LABEL WEBS (U.S. CL. 23). 

FIRST USE 0-0-1922; IN COMMERCE 0-0-1922. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS IN THE FIELDS OF 
PRICE MARKING AND ELECTRONIC DATA TRANS- 
MISSION, AND COMPUTERIZED PRINTERS AND COM- 
PONENT PARTS THEREOF; NAMELY, INKERS (U.S. 
CLS. 26 AND 38). 

FIRST USE 0-0-1985; IN COMMERCE 0-0-1985. 


SN 74-014,870. SCIENTECH, INC., IDAHO FALLS, ID. BY 
CHANGE OF NAME FROM YBARRONDO & ASSOCI- 
ATES - SCIENTECH, INC., IDAHO FALLS, ID. FILED 
12-28-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR RED AP- 
PEARING IN THE “Y” PORTION OF THE MARK. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR MANAGEMENT ASSISTANCE SERVICES (U.S. 
CL. 101). 
FIRST USE 10-7-1983; INCOMMERCE 10-7-1983. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING SERVICES AND CONSULTING 
SERVICES IN THE FIELD OF ENGINEERING (U.S. CL. 
100). 

FIRST USE 10-7-1983; INCOMMERCE 10-7-1983. 
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SN 74-015,082. BRIMMS INC., TONAWANDA, NY. FILED 
12-29-1989. 


BRIMMS 


OWNER OF U.S. REG. NOS. 552,480 AND 1,095,063. 
SEC. 2(F). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR DENTURE CLEANER (U.S. CL. 51). 
FIRST USE 1-16-1979; IN COMMERCE 1-16-1979. 


CLASS 21—HOUSEWARES AND GLASS 


FOR DENTURE BRUSHES; AND DENTURE CARE 
KITS CONSISTING PRIMARILY OF DENTURE BATH 
AND DENTURE BRUSH FOR PERSONAL USE (U.S. CLS. 
2 AND 239). 

FIRST USE 8-30-1979; IN COMMERCE 8-30-1979. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SPINNING TOY TOPS AND CHILDREN’S TOY 
TOPS PACKAGED IN COMBINATION WITH MARKING 
INSTRUMENTS (U.S. CL. 22). 

FIRST USE 2-26-1987; IN COMMERCE 2-26-1987. 


SN 74-015,151. COUNTRY BOB, INC., CENTRALIA, IL. 
FILED 12-29-1989. 


TUFF-TURF 


CLASS 1—CHEMICALS 


FOR LAWN AND GARDENING PREPARATIONS FOR 
HOME USE AND PROFESSIONAL USE, SAID PREPARA- 
TIONS BEING SPRAYABLE LIQUID LAWN FERTILIZ- 
ER, PLANT FOOD, AND CHEMICALLY TREATED SEED 
MIXTURES FOR CONTROLLING THE GROWTH OF 
WEEDS (U.S. CLS. 6 AND 10). 


CLASS 5—PHARMACEUTICALS 


FOR LAWN AND GARDENING PREPARATIONS FOR 
HOME USE AND PROFESSIONAL USE, SAID PREPARA- 
TIONS BEING WEED KILLER AND PESTICIDES (U.S. 
CL. 6). 


SN 74-021,578. EGOARTS, INC., MINNEAPOLIS, MN. 
FILED 1-22-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COASTERS BY DESIGN”, APART FROM THE 
MARK AS SHOWN. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER MOUSE PADS (U.S. CL. 26). 
FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 


CLASS 21—HOUSEWARES AND GLASS 

FOR COASTERS, PLACEMATS, TRIVETS AND DECO- 
RATIVE CONTAINERS (U.S. CLS. 2 AND 50). 

FIRST USE 2-1-1989; IN COMMERCE 2-1-1989. 


SN 74-029,109. DIRECT HEALTH, INC., ROCKVILLE, MD. 
FILED 2-15-1990. 


DIRECT HEALTH INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH INC.”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR HEALTH CARE UTILIZATION SERVICES; COST 
MANAGEMENT FOR THE HEALTH CARE BENEFIT 
PLANS OF OTHERS; AND ARRANGING A NETWORK 
OF HEALTH CARE PROVIDERS (U.S. CLS. 100 AND 102). 

FIRST USE 2-16-1989; IN COMMERCE 2-17-1989. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR HEALTH INSURANCE ADMINISTRATION SERV- 
ICES; PROCESSING OF HEALTH CARE CLAIMS (U.S. 
CLS. 101 AND 102). 

FIRST USE 2-16-1989; IN COMMERCE 2-17-1989. 


SN 74-031,983. SEGMENT, 84170 MONTEUX, FRANCE, 
FILED 2-23-1990. 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 150798, FILED 8-23-1989, REG. NO. 
1581250, DATED 8-23-1989, EXPIRES 8-23-1999. 

THE DESIGN IN THE MARK IS LINED FOR THE 
COLORS SILVER AND YELLOW. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT AND CONSULTING 
SERVICES, BUSINESS APPRAISAL SERVICES (U.S. CL. 
100). 
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CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL ANALYSIS AND CONSULTING 
SERVICES; FINANCIAL INVESTMENT SERVICES IN 
THE FIELDS OF AGRICULTURE AND AGRICULTURAL 
GOODS, CONSTRUCTION, PUBLIC WORKS AND COM- 
PUTER SOFTWARE (U.S. CL. 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ENGINEERING CONSULTING SERVICES, CON- 
DUCTING FEASIBILITY STUDIES (U.S. CLS. 100 AND 
101). 


SN 74-034,770. NINTENDO OF AMERICA INC., RED- 
MOND, WA. FILED 3-1-1990. 


OWNER OF U.S. REG. NOS. 
OTHERS. 


1,440,706, 1,574,821 AND 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER; NAMELY, ADDRESS BOOKS, 
AUTOGRAPH BOOKS, BIRTHDAY CARDS, BOOK 
COVERS, BOOKMARKS, BOOKPLATES; BOOKLETS, 
BOOKS, MAGAZINES, AND PAMPHLETS CONCERNING 
VIDEO GAMES; CALENDARS, COLLECTOR BOOKS, 
CONCERNING VIDEO GAME CHARACTERS, COLOR- 
ING AND ACTIVITY BOOKS, DIARIES, DISPOSABLE 
PAPER LUNCH BAGS, DRAWING RULERS, ERASERS, 
GIFT BOXES, GIFT WRAPPING PAPER, GREETING 
CARDS, INVITATION CARDS, IRON-ON TRANSFERS, 
LABELS, MAGNETIC PENCIL ORGANIZERS, MAGNET- 
IC SLATES, .MEMENTO ALBUMS, MEMO BOARDS, 
MEMO PADS, NOTEBOOKS, NOTEPADS, PAPER BAN- 
NERS, PAPER DECORATIONS, PAPER DOOR HANGING 
DECORATIONS, PAPER HATS, PAPER NAPKINS, 
PAPER PARTY FAVORS, PAPER TABLE COVERS, 
PENCIL BOXES, DECORATIVE FIGURES ATTACHABLE 
TO PENCILS, PENCIL SHARPENERS, PENCILS, PENS, 
PHOTO ALBUMS, PICTURE STORYBOOKS, PORTFO- 
LIOS, POSTERS, RING BINDERS, RUB-ON TRANSFERS, 
SCRAPBOOKS, STICKER ALBUMS, STICKERS, STORY- 
BOOK AND AUDIO CASSETTE SETS SOLD AS A UNIT, 
THEME BOOKS, TRADING CARDS, AND VALENTINE 
CARDS AND MAGNETIC SLATES AND PLAYING 
CARDS (USS. CLS. 2, 22, 37 AND 38). 

FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 
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CLASS 18—LEATHER GOODS 

FOR BACKPACKS, HANDBAGS, WAIST PACKS, 
DUFFEL BAGS, GYM BAGS, LUGGAGE, TRUNKS FOR 
TRAVEL, UMBRELLAS, AND WALLETS (U.S. CLS. 3 
AND 41). 

FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR ORNAMENTAL NOVELTY BUTTONS (U.S. CL. 
50). 
FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 


CLASS 25—CLOTHING 


FOR CLOTHING; NAMELY, BELTS, COATS, HALLOW- 
EEN COSTUMES CONSISTING OF EITHER A JUMPSUIT 
OR PANTS AND TOP, FOOTWEAR, GLOVES, HATS, 
HEADWEAR, JACKETS, MITTENS, PANTS, PONCHOS, 
RAINCOATS, ROBES, SCARVES, SHIRTS, SHORTS, 
SLEEPWEAR, SMOCKS, SOCKS, STOCKINGS, SUSPEND- 
ERS, SWEAT PANTS, SWEAT SHIRTS, SWIMSUITS, T- 
SHIRTS, UNDERWEAR, VESTS, VISORS, AND WARM-UP 
SUITS (U.S. CL. 39). 

FIRST USE 12-0-1989; INCOMMERCE 12-0-1989. 


CLASS 26—FANCY GOODS 


FOR EMBROIDERED PATCHES FOR CLOTHING (U.S. 
CL. 40). 
FIRST USE 6-0-1989; IN COMMERCE 6-0-1989. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GAMES AND PLAYTHINGS; NAMELY, ACTION 
FIGURES; TOY GAME SETS COMPOSED OF BALLS 
AND A BASE WITH VARIOUS SCORING AREAS; BATH 
TOYS; BEANBAG GAMES; BOARD GAMES; INFLATA- 
BLE PUNCHING FIGURES WITH WEIGHTED BASES; 
CARRIERS, CARRYING CASES, HOLDERS, RACKS AND 
STORAGE CASES FOR HOME VIDEO GAME CAR- 
TRIDGE AND VIDEO GAME MACHINES AND ACCE- 
SORIES; NAMELY, JOYSTICKS AND CONTROLLERS, 
VIDEO GAME ACCESSORIES; NAMELY, JOYSTICKS, 
CONTROLLERS, AND LIGHT GUNS ALL INTERACTIVE 
WITH A VIDEO GAME DISPLAY, AND VIDEO GAME 
CARTRIDGES; DART GUNS; DECORATIVE WIND 
SOCKS; DOLLS; ELECTRONIC MATS FOR EXERCISE IN 
CONJUNCTION WITH THE AUDIO-VISUAL DISPLAY 
OF A VIDEO GAME; ELECTRONIC GAME EQUIPMENT 
FOR PLAYING VIDEO GAMES; ELECTRONIC GAME 
PROGRAMS; ELECTRONIC TOYS WITH A CLOCK OR 
TIMEPIECE FEATURE; GAME CARDS; HAND-HELD 
ELECTRONIC TOYS; KITES; PINBALL GAMES; 
PLAYER-OPERATED ELECTRONIC CONTROLLERS 
FOR ELECTRONIC VIDEO GAME MACHINES; PLUSH 
DOLLS; PUPPETS; PUZZLES; RING TOSS GAMES; 
TARGET SETS COMPOSED OF TARGETS AND PROJEC- 
TILES; TOY BALLOONS; TOY BANKS; TOY BINOCU- 
LARS; TOY BOWLING SETS COMPOSED OF BOWLING 
PINS AND BOWLING BALLS; TOY FIGURES MOUNT- 
ABLE ON PENCILS AND PENS; TOY LIGHT GUNS 
INTERACTIVE WITH A VIDEO GAME DISPLAY; TOY 
VEHICLES; TOY FIGURES MOUNTABLE ON TROPHIES; 
WATER ACTIVATED TOY GAME SETS COMPOSED OF 
BALLS AND BASES WITH VARIOUS SCORING AREAS; 
WIND-UP TOYS; AND, YO-YOS (U.S. CL. 22). : 

FIRST USE 12-0-1988; INCOMMERCE 12-0-1988. 
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SN 74-036,569. TAKARA COMPANY, LIMITED, KATSU- 
SHIKA-KU, TOKYO, JAPAN, FILED 3-9-1990. 


OWNER OF U.S. REG. NO. 1,256,976. 

THE ENGLISH TRANSLATION OF THE WORD 
“TAKARA” IN THE MARK IS “TREASURE” OR “TREAS- 
URE TROVE”. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR NOVELTY ITEMS; NAMELY, FIGURES THAT 
MOVE IN RESPONSE TO SOUND (U.S. CLS. 22 AND 50). 
FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR TOY FASHION DOLLS, TOY PLAY SETS FOR 
DOLLS, TOY ROBOTS, TOY VEHICLES AND TOY 
PLANES (U.S. CL. 22). 

FIRST USE 2-0-1980; IN COMMERCE 3-0-1983. 


SN 74-037,319. MASTER PROTECTION CORPORATION, 
LOS ANGELES, CA. FILED 3-12-1990. 


FIREMASTER 


OWNER OF U.S. REG. NOS. 442,103 AND 1,542,127. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE AND REPLACEMENT OF 
GREASE FILTERS AND AIR CONDITIONING FILTERS, 
STEAM CLEANING OF HOODS AND COOKING EQUIP- 
MENT; CLEANING OF GREASE EXHAUSE SYSTEMS TO 
ELIMINATE FIRE HAZARDS; SERVICING AND REPAIR 
OF FAN MOTORS, EXHAUST FANS, EVAPORATIVE 
COOLERS AND DEEP FRY POTS; CLEANING OF AIR 
CONDITIONING DUCTS; MAINTENANCE SERVICES 
FOR FIRE SUPPRESSION EQUIPMENT; NAMELY, FIRE 
EXTINGUISHERS, SPRINKLER SYSTEMS, FIRE HOSES, 
STANDPIPE CONNECTION, AND AUTOMATIC FIRE 
PROTECTION EQUIPMENT (U.S. CL. 103). 

FIRST USE 0-0-1947; IN COMMERCE 0-0-1947. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES IN THE FIELD OF FIRE SAFETY 
TRAINING (U.S. CL. 107). 

FIRST USE 3-12-1983; IN COMMERCE 3-12-1983. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR SURVEY SERVICES; NAMELY, EVALUATING 
FIRE PREVENTION EQUIPMENT; INSPECTION SERV- 
ICES FOR FIRE SUPPRESSION EQUIPMENT; NAMELY, 
FIRE EXTINGUISHERS, SPRINKLER SYSTEMS, FIRE 
HOSES, STANDPIPE CONNECTIONS AND AUTOMATIC 
FIRE PROTECTION EQUIPMENT (U.S. CL. 100). 

FIRST USE 3-12-1983; IN COMMERCE 3-12-1983. 


SN 74-038,371. LOCTITE LUMINESCENT SYSTEMS, INC., 
LEBANON, NH. FILED 3-14-1990. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC POWER SUPPLY CONTROL BOX, 
ELECTRIC SWITCHES, LIGHT DIMMERS, POWER 
CABLES, BATTERY BACK-UPS FOR EMERGENCY 
LIGHTING SOLD AS COMPONENTS ELECTRIC LUMIN- 
ISCENT LIGHTING SYSTEM (U.S. CL. 21). 

FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC LIGHTING SYSTEM FOR USE IN PRO- 
VIDING FLOOR PROXIMITY, EXIT, PATH AND EMER- 
GENCY LIGHTING, CONSISTING OF ELECTRO LUMI- 
NESCENT LAMPS, WALL AND TRACK ASSEMBLIES 
AND MOUNTING PARTS, BASE AND LENS (U.S. CL. 21). 

FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 
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SN 74-043,349. DAIICHI KOSHO CO., LTD., SHINAGAWA- 
KU, TOKYO 141, JAPAN, FILED 3-28-1990. 


BIG ECHO 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPACT DISC PLAYERS (WITH MANUAL OR 
AUTOMATIC CHANGER); LASER DISC PLAYERS (WITH 
MANUAL OR AUTOMATIC CHANGER); CONTROLLERS 
FOR AUTOMATIC DISC CHANGER; STEREO MIXING 
AMPLIFIERS; GRAPHIC DECODERS FOR CD-GRAPH- 
ICS; COIN BOXES (FOR COINS AND/OR BILLS) TO AC- 
TIVATE EQUIPMENT; WIRELESS REMOTE CONTROL- 
LERS AND RECEIVERS; PITCH CONTROLLERS (FOR 
VARYING PITCH OF PLAYBACK OF RECORDED 
MUSIC); VIDEO DISPLAYS (INCLUDING VIDEO PRO- 
JECTORS); LASER DISCS; COMPACT DISCS; AUDIOCAS- 
SETTE TAPES; SPEAKERS AND MICROPHONES (U.S. 
CLS. 21, 26 AND 36). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR SONG BOOKS, SONG INDEX BOOKS; SONG 
LYRIC BOOKS; SONG BINDERS; CATALOGUES AND 
BROCHURES FOR USE WITH THE FOREGOING GOODS 
FOR KARAOKE USE ONLY (U.S. CL. 38). 


SN 74-044,295. JOHN PAUL MITCHELL SYSTEMS, SANTA 
CLARITA, CA. FILED 3-28-1990. 


PAUL MITCHELL 


OWNER OF U.S. REG. NOS. 
1,274,496. 

“PAUL MITCHELL” DOES NOT IDENTIFY A LIVING 
INDIVIDUAL. 


1,242,495, 1,274,056 AND 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR HAIR CARE PREPARATIONS; NAMELY, SCULPT- 
ING LOTION, SCULPTING FOAM, GELS, SPRAYS, 
WAVING NEUTRALIZERS, AND WAVING CONDITION. 
ERS (US. CL. 51). 

FIRST USE 5-0-1986; IN COMMERCE 5-0-1986. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BAGS OF PAPER AND PLASTIC FOR PACKAG- 
ING HAIR CARE PRODUCTS, FILE FOLDERS, AND 
LOOSE-LEAF BINDERS (U.S. CLS. 2 AND 37). 

FIRST USE 5-0-1986; IN COMMERCE 5-0-1986. 


CLASS 18—LEATHER GOODS 


FOR PURSE SIZE TRAVELING BAGS (USS. CL. 3). 
FIRST USE 10-0-1989; IN COMMERCE 10-0-1989. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR BUTTONS ORNAMENTAL NOVELTY (US. CL. 
50). 

FIRST USE 10-0-1989; IN COMMERCE 10-0-1989. 


CLASS 25—CLOTHING 


FOR T-SHIRTS, SWEATSHIRTS, OVER-GARMENTS 
FOR USE BY BEAUTICIANS; NAMELY, DRYER DRAPES 
AND CUTTING CAPES (U.S. CL. 39). 

FIRST USE 12-0-1986; IN COMMERCE 12-0-1986. 


SN 74-045,633. LINOTYPE A.G., 6236 ESCHBORN BEI 
FRANKFORT, FED REP GERMANY, FILED 4-4-1990. 


NEULAND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR TYPEFACES, TYPEFONTS, AND TYPE DESIGNS 
OF ALPHANUMERIC CHARACTERS AND/OR TYPO- 
GRAPHICAL SYMBOLS RECORDED AS_ LATENT 
IMAGES IN DATA STORAGE MEDIA; NAMELY, MAG- 
NETIC TYPE, MAGNETIC DISC, OPTICAL MEMORIES 
AND INTEGRATED CIRCUIT MEMORIES, SUCH AS 
ROMS, PROMS, AND EPROMS (U.S. CL. 26). 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR TYPEFACES, TYPEFONTS AND TYPE DESIGNS 
OF ALPHANUMERIC CHARACTERS AND/OR TYPO- 
GRAPHICAL SYMBOLS RECORDED AS _ VISIBLE 
IMAGES IN PRINTER’S TYPE, PRINTER'S MATRICES 
OR PRINTED MATTER, DRY TRANSFER PRESS LET- 
TERING, PHOTOGRAPHIC IMAGES, THERMAL 
IMAGES, INK JET IMAGES AN. VIDEO IMAGES (U.S. 
CL. 38). 


SN 74-047,674. JACK ECKERD CORPORATION, CLEAR- 
WATER, FL. FILED 4-10-1990. 


CHRISTMAS AVENUE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHRISTMAS”, APART FROM THE MARK AS 
SHOWN. 


CLASS 4—LUBRICANTS AND FUELS 
FOR CANDLES (U.S. CL. 15). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC CHRISTMAS TREE LIGHTS (US. CL. 
21). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR ARTIFICIAL CHRISTMAS TREES, CHRISTMAS 
TREE ORNAMENTS, GARLANDS AND CHRISTMAS 
DECORATIONS (U.S. CL. 50). 


SN 74-050,399. QUATTROCCHIO S.R.L., ALESSANDRIA, 
ITALY, FILED 4-18-1990. 


ZERONI: 


OWNER OF ITALY REG. NO. 514126, DATED 10-4-1989, 
EXPIRES 8-18-2008. 


OWNER OF USS. REG. NO. 1,468,778. 


CLASS 6—METAL GOODS 


FOR COMPONENTS OF MODULAR METALLIC 
STRUCTURES; NAMELY, CLAMPS, JOINTS, HARD- 
WARE FOR COUPLING TO BEAMS AND PLATES, 
PORTABLE METAL BUILDINGS, TUBULAR MODULAR 
STRUCTURES MADE OF METAL, FRAMEWORKS, 
GIRDERS, JUNCTIONS AND STRUCTURAL COMPO- 
NENT PARTS OF METAL BUILDINGS (U.S. CLS. 12 AND 
13). 

FIRST USE 9-0-1987; IN COMMERCE 7-0-1989. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR NON-METALLIC STANDS, NON-METALLIC 
STRUCTURAL FRAMEWCRK FOR STANDS, NON-ME- 
TALLIC KIOSKS, NON-METALLIC PORTABLE BUILD- 
INGS AND NON-METALLIC BUILDING FRAMEWORK, 
ALL FOR FAIRS, DISPLAYS AND EXHIBITIONS (U.S. 
CL. 12). 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE, FITTINGS FOR FURNITURE, 
SHELVES, DISPLAY STANDS AND DISPLAY AND FUR- 
NISHING STRUCTURES FOR SHOP WINDOWS AND 
STORES, MODULAR DISPLAYS AND COMPONENTS 
THEREOF FOR EXHIBITIONS AND TRADE SHOWS (U.S. 
CL. 32). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ORGANIZING, SETTING UP AND CONDUCTING 
TRADE SHOWS AND TRADE EXHIBITIONS (U.S. CL. 
101). 


SN 74-050,748. COMPUTER EMERGENCY ROOM, 
VESTAL, NY. FILED 4-19-1990. 


COMPUTER EMERGENCY 
ROOM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPUTER”, APART FROM THE MARK AS 
SHOWN. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR COMPUTER EQUIPMENT REPAIR AND MAINTE- 
NANCE SERVICES (U.S. CL. 103). 
FIRST USE 4-30-1987; IN COMMERCE 8-11-1987. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE AND CONSULTING SERVICES 
IN THE FIELD OF COMPUTER EQUIPMENT (U.S. CL. 
101). 

FIRST USE 4-30-1987; IN COMMERCE 8-11-1987. 


SN 74-051,694. AUSPEX SYSTEMS, INC., SANTA CLARA, 
CA. FILED 4-23-1990. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE DRAWING AND IS NOT INTENDED TO 
INDICATE COLOR. 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR CUSTOM ASSEMBLY, INSTALLATION, AND 
MAINTENANCE SERVICES FOR MULTI-USER COMPUT- 
ER NETWORK FILE SERVERS (U.S. CL. 103). 

FIRST USE 6-0-1989; IN COMMERCE 2-2-1990. 


CLASS 42—MISCELLANEOUS SERVICES 
FOR COMPUTER PROGRAMMING AND TECHNICAL 
CONSULTING SERVICES FOR MULTI-USER COMPUTER 
NETWORK FILE SERVERS (U.S. CLS. 100 AND 101). 
FIRST USE 6-0-1989; IN COMMERCE 2-2-1990. 


SN 74-054,668. VARSITY CONTRACTOR’S, INC., POCA- 
TELLO, ID. FILED 5-1-1990. 


VARSITY 


OWNER OF U.S. REG. NO. 1,495,370. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE PROPERTY MANAGEMENT 
SERVICES (U.S. CLS. 101 AND 102). 
FIRST USE 10-0-1970; IN COMMERCE 10-0-1970. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR JANITORIAL CLEANING MAINTENANCE SERV- 
ICES FOR REAL PROPERTY AND ASSOCIATED BUILD- 
INGS, AND FIRE AND FLOOD BUILDING RESTORA- 
TION SERVICES (U.S. CL. 103). 

FIRST USE 11-0-1957; IN COMMERCE 11-0-1957. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR LANDSCAPE AND YARD MAINTENANCE SERV- 
ICES, AND BUILDING INSPECTION SERVICES (U.S. 
CLS. 100 AND 103). 

FIRST USE 10-0-1970; INCOMMERCE 10-0-1970. 


SN 74-055,234. DAVIS THOMAS GROUP OF COMPANIES, 
THE, MINNEAPOLIS, MN. FILED 5-3-1990. 


SSS 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR COMPUTER EDUCATIONAL TRAINING SERV- 
ICES (U.S. CL. 107). 

FIRST USE 8-15-1982; IN COMMERCE 8-15-1982. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELD OF 
COMPUTERS (U.S. CLS. 100 AND 101). 
FIRST USE 8-15-1982; INCOMMERCE 8-15-1982. 


SN 74-055,430. E.G.O. ELEKTRO-GERATEBAU GMBH, 
D-7519 OBERDERDINGEN, FED REP GERMANY, 
FILED 5-3-1990. 


EGOTHERM 


OWNER OF FED REP GERMANY REG. NO. 1003024, 
DATED 6-4-1980, EXPIRES 11-28-1999. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC SWITCHES, TEMPERATURE CON- 
TROLLING DEVICES, CONTROLLING SWITCHES, 
AUTOMATIC DEVICES FOR POWER AND TEMPERA- 
TURE CONTROLLING AS WELL AS FOR TEMPERA- 
TURE LIMITATION FOR ELECTRIC HEATING, COOK- 
ING, IRONING, WASHING, LIGHTING, REFRIGERAT- 
ING, DRYING AND VENTILATING DEVICES, DEVICES 
FOR CONTROLLING AND REGULATING THE TEMPER- 
ATURE, THE TIME AND THE POWER OF THE ELEC- 
TRIC CURRENT, ELECTRIC INSTALLATION MATERI- 
ALS; NAMELY, SOCKETS, ROTARY SWITCHES, 
ROCKER SWITCHES, CLAMPS, JUNCTION BOXES, 
ELECTRIC WIRES, CABLES, JUNCTION ELEMENTS, 
ELECTRIC RESISTORS, AND PARTS OF THE AFORE- 
SAID GOODS (U.S. CLS. 21 AND 26). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR ELECTRIC COOKING AND HEATING DEVICES 
FOR HOUSEHOLD AND INDUSTRIAL USE; NAMELY, 
ELECTRIC HEATERS, COOKING PLATES, HEATING 
RINGS, TUBULAR HEATING ELEMENTS, RADIATORS, 
HEATING RODS, HEATING CARTRIDGES, COOKERS, 
MULTIPLE COOKING PLATES, ELECTRIC COOKING 
STOVES, HOT-WATER TANKS, CONTINUOUS FLOW 
WORK HEATERS, COMBINED STOVES DRYING AND 
HEATING OVENS AS WELL AS HEATING APPARATUS 
FOR GALVANIC AND OTHER BATHS, THERMAL RADI- 
ATORS FOR THE HEATING OF BUILDINGS, AND HEAT 
EXCHANGES; SELF-CLEANING AFTERBURNERS IN 
THE FORM OF INSERTS FOR USE IN COOKING, 
BAKING, HEATING AND VENTILATING DEVICES (U.S. 
CL. 34). 


SN 74-055,966. MCDONALD’S CORPORATION, OAK 
BROOK, IL. FILED 5-4-1990. 


BOOKIN’ WITH RONALD 
MCDONALD 


OWNER OF U.S. REG. NOS. 1,061,014, 1,279,753 AND 
OTHERS. 

THE NAME “RONALD MCDONALD” IDENTIFIES A 
FICTITIOUS CHARACTER AND DOES NOT REFER TO 
ANY LIVING INDIVIDUAL. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED EDUCATIONAL MATERIALS DIRECT- 
ED TO TEACHERS TO ENCOURAGE READING BY 
THEIR STUDENTS (US. CL. 38). 

FIRST USE 6-2-1988; IN COMMERCE 6-2-1988. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES IN THE NATURE OF CONDUCTING PERFORM- 
ANCES AT SCHOOL ASSEMBLIES TO ENCOURAGE 
STUDENTS TO READ, AND PROVIDING MATERIALS 
TO TEACHERS IN CONJUNCTION THEREWITH (U.S. 
CL. 107). 

FIRST USE 6-2-1988; IN COMMERCE 6-2-1988. 
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SN 74-058,811. JAPAN-AMERICA INSTITUTE OF MAN- 
AGEMENT SCIENCE, DBA JAIMS, HONOLULU, HI. 
FILED 5-4-1990. 


JAIMS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE, AUDIOTAPES, AND 
VIDEOTAPES, AND INSTRUCTIONAL MANUALS SOLD 
THEREWITH IN THE FIELDS OF FOREIGN LANGUAGE 
TRAINING, BUSINESS MANAGEMENT, INTERNATION- 
AL BUSINESS, AND CROSS-CULTURAL RELATIONS 
(U.S. CLS. 21, 36 AND 38). 

FIRST USE 6-0-1990; IN COMMERCE 6-0-1990. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR EDUCATIONAL BOOKS AND COURSE CATA- 
LOGS IN THE FIELDS OF FOREIGN LANGUAGE 
TRAINING, BUSINESS MANAGEMENT, INTERNATION- 
AL BUSINESS, AND CROSS-CULTURAL RELATIONS 
(U.S. CL. 38). 

FIRST USE 6-0-1990; IN COMMERCE 6-0-1990. 


SN 74-060,902. 
* $-21-1990. 


JWP, INC., PURCHASE, NY. FILED 
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THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 


CLASS 35—ADVERTISING AND BUSINESS 
FOR MONITORING SECURITY AND SAFETY SYS- 
TEMS (U.S. CLS. 100 AND 101). 
FIRST USE 4-13-1990; IN COMMERCE 4-13-1990. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION AND MAINTENANCE OF; COM- 
PUTERIZED VOICE AND DATA CABLE NETWORKS 
AND PERSONAL COMPUTER NETWORKS; SECURITY 
AND BUILDING CONTROL SYSTEMS; ELECTRICAL, 
MECHANICAL AND ELECTRONIC POWER DISTRIBU- 
TION SYSTEMS; LIGHTING AND COMMUNICATIONS 
SYSTEMS; HEATING, VENTILATION, AIR CONDITION- 
ING AND PLUMBING SYSTEMS; MATERIAL HAN- 
DLING AND MANUFACTURING EQUIPMENT; ELEC- 
TRONIC INSTRUMENTATION; PRINTING PRESSES; HY- 
DRAULIC SYSTEMS; SECURITY AND SAFETY SYS- 
TEMS; AND ROBOTIC SYSTEMS (U.S. CL. 103). 

FIRST USE 4-13-1990; IN COMMERCE 4-13-1990. 


CLASS 40—MATERIAL TREATMENT 


FOR OPERATION OF WASTE TREATMENT, WATER 
AND AIR POLLUTION CONTROL SYSTEMS (U.S. CL. 
106). 

FIRST USE 4-13-1990; IN COMMERCE 4-13-1990. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN SERVICES IN THE FIELDS OF; COM- 
PUTERIZED VOICE AND DATA CABLE NETWORKS; 
SECURITY AND BUILDING CONTROL SYSTEMS; 
WATER SUPPLY UTILITIES; POWER DISTRIBUTION 
SYSTEMS; LIGHTING AND COMMUNICATIONS SYS- 
TEMS; HEATING, VENTILATION, AIR CONDITIONING 
AND PLUMBING SYSTEMS; MATERIAL HANDLING 
AND MANUFACTURING EQUIPMENT; ELECTRONIC 
INSTRUMENTATION; PRINTING SYSTEMS; HYDRAU- 
LIC SYSTEMS; SECURITY AND SAFETY SYSTEMS; RO- 
BOTIC SYSTEMS; AND ENVIRONMENTAL AND 
ENERGY CONTROL SYSTEMS (U.S. CL. 100). 

FIRST USE 4-13-1990; IN COMMERCE 4-13-1990. 


SN 74-062,926. RAZORSOFT, INC., OKLAHOMA CITY, OK. 
FILED 5-23-1990. 


RAZORSOFT 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ELECTRONIC VIDEO GAME PROGRAM PUBLI- 
CATION SERVICES (U.S. CLS. 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ELECTRONIC VIDEO GAME PROGRAM DESIGN 
SERVICES, DISTRIBUTORSHIP SERVICES IN THE 
FIELD OF ELECTRONIC VIDEO GAME PROGRAMS 
(U.S. CLS. 100 AND 101). 


SN 74-063,863. GEN-PROBE 
DIEGO, CA. FILED 5-29-1990. 


INCORPORATED, SAN 


ACCUPROBE 


CLASS 1—CHEMICALS 


FOR IN VITRO DIAGNOSTIC KITS CONSISTING OF 
REAGENTS, GENETIC MATERIAL, VIALS, STAND- 
ARDS AND INSTRUCTION MATERIAL FOR USE IN 
NON-MEDICAL LABORATORIES (U.S. CL. 6). 

FIRST USE 1-9-1990; IN COMMERCE 1-9-1990. 


CLASS 5—PHARMACEUTICALS 


FOR IN VITRO DIAGNOSTIC KITS CONSISTING OF 
REAGENTS, GENETIC MATERIAL, VIALS, STAND- 
ARDS AND INSTRUCTION MATERIAL FOR USE IN 
MEDICAL LABORATORIES (U.S. CLS. 6 AND 44). 

FIRST USE 1-9-1990; IN COMMERCE 1-9-1990. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR IN VITRO DIAGNOSTIC KITS CONSISTING OF 
REAGENTS, GENETIC MATERIAL, VIALS, STAND- 
ARDS AND INSTRUCTION MATERIAL FOR USE IN 
MEDICAL AND NON-MEDICAL LABORATORIES (U.S. 
CLS. 26 AND 44). 

FIRST USE 1-9-1990; IN COMMERCE 1-9-1990. 
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SN 74-064,745. MOVEAMERICA, INC., DES MOINES, IA. 
FILED 6-1-1990. 


TEN THOUSAND TIMES 
THE FUN 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR RENTAL OF VIDEO CASSETTE TAPES AND 
DISCS, AND VIDEO GAME CARTRIDGES (U.S. CLS. 100 
AND 107). 

FIRST USE 5-0-1990; IN COMMERCE 5-0-1990. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES FEATURING VIDEO 
CASSETTES, TAPES AND DISCS, VIDEO GAME CAR- 
TRIDGES, PHONOGRAPH RECORDS AND COMPACT 
DISCS (U.S. CL. 101). 

FIRST USE 5-0-1990; IN COMMERCE 5-0-1990. 


SN 74-065,138. LUIGI LAVAZZA, S.P.A., 10154 TORINO, 
ITALY, FILED 6-4-1990. 


LAVATIA ©- 
Espresso Point 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. 48595C/90, FILED 4-9-1990, REG. NO. 
527094, DATED 5-3-1990, EXPIRES 4-9-2010. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ESPRESSO”, APART FROM THE MARK AS 
SHOWN. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR ELECTRIC APPLIANCES; NAMELY, COFFEE 
MAKERS AND PERCOLATORS FOR COMMERCIAL 
AND DOMESTIC USE (U.S. CL. 34). 


CLASS 21—HOUSEWARES AND GLASS 


FOR NON-ELECTRIC COFFEE-MAKERS AND PERCO- 
LATORS FOR COMMERCIAL AND DOMESTIC USE (U.S. 
CLS. 2 AND 13). 
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SN 74-068,125. KRAFT GENERAL FOODS, INC., GLEN- 
VIEW, IL. FILED 6-11-1990. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED PAMPHLETS AND BOOKLETS FOR 
USE IN THE OPERATION AND MANAGEMENT OF 
RETAIL FOOD STORES (U.S. CL. 38). 

FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS INFORMATION AND PLANNING 
SERVICES FOR USE IN THE OPERATION AND MAN- 
AGEMENT OF RETAIL FOOD STORES (U.S. CLS. 100 
AND 101). 

FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 


SN 74-069,569. FINANZIARIA D’INVESTIMENTO - FININ- 
VEST SPA, 20121 MILANO, ITALY, FILED 6-14-1990. 


ITALIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ITALIA”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD 
“ITALIA” IN THE MARK IS “ITALY”. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MOTION PICTURE FILMS; MOTION PICTURE 
AND TELEVISION FILMS (FULL-LENGTH, MEDIUM 
AND SHORT-LENGTH); EQUIPMENT FOR EDITING 
MOTION PICTURE FILMS; CAMERAS; SOUND AND 
VIDEO CASSETTE PLAYERS; PHONOGRAPH RECORDS; 
AUDIO AND VIDEO CASSETTE TAPES FEATURING 
MUSIC; BLANK AUDIO AND VIDEO TAPES; RECORD 
PLAYERS AND TAPE RECORDERS; ELECTRICAL 
CABLES; ELECTRICAL SWITCHES; TELEVISION SETS, 
TELEVISION ANTENNAS, RADIOS, RADIO RECORD- 
ERS, RADIO TRANSMITTERS, RADIO/TELEPHONES; 
EYE GLASSES; MONITORS AND INSTRUCTIONAL 
EQUIPMENT; NAMELY, COMPUTER INSTRUCTION 
RECORDS AND VIDEO TAPES; EQUIPMENT STARTED 
AUTOMATICALLY BY INSERTING A COIN OR TOKEN; 
NAMELY, JUKE BOXES AND COIN FED AMUSEMENT 
MACHINES, TICKET DISPENSERS, EUROCASH, AUTO- 
MATIC MACHINES FOR TAKING PHOTOGRAPHS; PRO- 
JECTORS AND ENLARGERS; MINI-COMPUTERS AND 
PERSONAL COMPUTERS; BLANK MAGNETIC MEDIA 
IN THE FORM OF TAPES FOR DATA PROCESSING AP- 
PLICATIONS (U.S. CLS. 21, 26, 34, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR TICKETS; ILLUSTRATED CARDS; COMPUTER 
INSTRUCTION BOOKS; DICTIONARIES; NEWSPAPER 
FOR GENERAL CIRCULATION; COMIC STRIPS; PERI- 
ODICALS AND MAGAZINES IN THE FIELD OF ITAL- 
IAN FOOD PRODUCTS, HISTORY, ART, TOURISM IN 
ITALY, FASHION, DESIGN AND REAL ESTATE; FOLD- 
ERS; PAPER AND PAPER ARTICLES; NAMELY, FACE 
TOWELS, TABLE NAPKINS, HANDKERCHIEFS; CASES 
AND BAGS FOR PACKAGING; PLAYING CARDS; 
CARDBOARD; BLOTTING PAPER AND PHOTOCOPY- 
ING PAPER; BOOKBINDING ARTICLES; NAMELY, 
CARDS AND CLOTH FOR BOOKBINDING AND BIND- 
ERS; PHOTOGRAPHIC PRINTS; ADHESIVE MATERI- 
ALS; NAMELY, ADHESIVE FOR STATIONERY OR 
HOUSEHOLD PURPOSES AND FOR THE OFFICE; 
ARTIST SUPPLIES; NAMELY, PENS, PENCILS AND 
BRUSHES FOR PAINTERS; TYPEWRITERS; OFFICE 
STAPLERS; METALLIC STAPLES; STAPLE REMOVERS; 
METALLIC THUMBTACKS; HOLE PUNCHES FOR THE 
OFFICE; INSTRUCTIONAL OR TEACHING SUPPLIES; 
NAMELY, GAMES, FLORA OR ANIMAL MODELS; 
GLOBES; CHALK; FILE FOLDERS; FILING CABINETS 
FOR THE OFFICE; PRINTING TYPES; ADDRESS 
PLATES; INK PADS; RUBBER STAMPS; STAMP HOLD- 
ERS; DATE STAMPS; PENCIL SHARPENERS; OFFICE 
SUPPLIES - NAMELY, PRINTING BLOCKS, OFFICE 
SEALS; ERASERS; PAPER ROLLS FOR CALCULATORS; 
PENHOLDERS; BALLPOINT PENS; PENCILS; PENS; 
PAPER CLIPS; LIQUID CORRECTION FLUIDS FOR DOC- 
UMENTS; DRAWING COMPASSES; SET SQUARES AND 
UNGRADUATED RULERS; OFFICE MACHINES FOR 
SEALING ENVELOPES; ENVELOPES; LETTER PAPER; 
CARBON PAPER; LETTERS OPENERS (U.S. CLS. 2, 5, 23, 
26, 37 AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 
FOR ADVERTISING AGENCY AND MARKETING 


SERVICES; TEMPORARY EMPLOYMENT AGENCY 
SERVICES; STATISTICAL INFORMATION SERVICES; 
ACCOUNTING, BOOKKEEPING AND AUCTION SERV- 
ICES; PERSONNEL AND BUSINESS MANAGEMENT 
CONSULTING SERVICES; RENTAL OF OFFICE MA- 
CHINERY AND EQUIPMENT; SAMPLE DISTRIBUTION 
SERVICES; DOCUMENT REPRODUCTION SERVICES; 
MARKET RESEARCH SERVICES; PUBLIC RELATIONS 
SERVICES; THEATRICAL BOOKING AGENCY SERV- 
ICES (U.S. CLS. 100, 101, 102 AND 107). 
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CLASS 38—COMMUNICATION 


FOR RADIO AND TELEVISION BROADCASTING 
SERVICES (U.S. CL. 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ARRANGING AND CONDUCTING ATHLETIC 
COMPETITIONS AND RALLIES; MOTION PICTURE 
EQUIPMENT RENTAL SERVICES; CINEMA STUDIO 
AND PRODUCTION SERVICES; MOTION PICTURE, 
RADIO, TELEVISION AND THEATRICAL PRODUCTION 
SERVICES; EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES AND SEMINARS IN THE FIELDS 
OF ART HISTORY, CONSTRUCTION DRAFTING, LAN- 
GUAGES, ACTING; MOTION PICTURE DIRECTING 
AND SCRIPTWRITING SERVICES; CAMP SERVICES 
(U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ARCHITECTURAL CONSULTING SERVICES, RE- 
SEARCH AND DEVELOPMENT SERVICES FOR NEW 
PRODUCTS; CONSTRUCTION DRAFTING; LODGING 
AND BOARDING HOUSE SERVICES; ARCHITECTURAL 
DESIGN, ENGINEERING AND TRANSLATION SERV- 
ICES (U.S. CLS. 100, 101 AND 107). 


SN 74-070,982. UNITED DOMINION INDUSTRIES LIMIT- 
ED, CHARLOTTE, NC. FILED 6-20-1990. 


CLASS 6—METAL GOODS 


FOR PRE-FABRICATED METAL BUILDINGS ASSEM- 
BLED ON SITE; MACHINED COMPONENTS; NAMELY, 
FORGED SEAMLESS RINGS MADE OF STAINLESS AND 
ALLOY STEELS, NICKEL ALLOYS AND TITANIUM 
FOR USE IN THE AEROSPACE, NUCLEAR, MACHINE 
TOOL AND CHEMICAL PROCESSING INDUSTRIES; 
RINGS, DISKS, SEAMLESS BARS, AND FORGED SEALS, 
ALL MADE OF METAL; STAINLESS STEEL VESSELS 
AND TANKS (USS. CLS. 2, 12, 13, 14 AND 35). 
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CLASS 7—MACHINERY 


FOR ROTOR HUBS, SPINDLES, SLEEVES, HINGES, 
SWASH PLATES AND GEAR HOUSINGS FOR HELICOP- 
TERS AND OTHER AIRCRAFT; PILE DRIVERS AND 
PARTS THEREFOR; PUMPS, MACHINE PARTS; 
NAMELY, VALVES AND SANITARY FITTINGS THERE- 
FOR, AND STEEL TANKS FOR USE IN PROCESSING 
PHARMACEUTICALS, CHEMICALS, COSMETICS, FOOD 
AND BEVERAGES; PACKAGING MACHINES FOR USE 
IN THE PHARMACEUTICAL, CHEMICAL, COSMETIC 
AND FOOD INDUSTRIES; POWER-OPERATED PUMPS 
USED IN THE FOOD INDUSTRY; POWER-OPERATED 
PUMPS FOR BEVERAGE, PHARMACEUTICAL AND IN- 
DUSTRIAL APPLICATIONS; LANDFILL EQUIPMENT; 
NAMELY, TRASH COMPACTING MACHINES; METAL 
FORMING MACHINES; WIRE DRAWING MACHINES 
AND PARTS THEREOF; NAMELY, STRIP ROLLING 
MILLS, WIRE FLATTENERS, WIRE SHAPERS, TURKS 
HEADS, TAKE-UP AND PAY-OFF REELS, SWAGERS, 
TUBE DRAWERS, WIRE DRAWERS, IMPACT CUT-OFF 
MACHINES, TUBE END FORMING MACHINES AND 
HOT STAMPING MACHINES; ASPHALT VIBRATORY 
ROLLERS AND ASPHALT RECYCLING MACHINES; 
AND ELECTRIC BEVERAGE PROCESSORS (US. CLS. 13, 
19 AND 23). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR AUTOMATED ELECTRONIC CONTROLS FOR 
PHARMACEUTICAL, CHEMICAL, COSMETIC, FOOD 
AND BEVERAGE PROCESSING MACHINES (U.S. CLS. 21 
AND 26). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR HEAT EXCHANGERS FOR USE IN THE PHAR- 
MACEUTICAL, CHEMICAL, COSMETIC, FOOD AND 
BEVERAGE INDUSTRIES (U.S. CL. 34). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MANAGING THE OPERATION OF BULK MATE- 
RIAL HANDLING SYSTEMS AND TERMINALS FOR 
OTHERS (U.S. CL. 101). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR GENERAL CONTRACTING SERVICES; CON- 
STRUCTION SERVICES; NAMELY, CUSTOM STEEL 
FABRICATION AND ERECTION SERVICES, IN CON- 
STRUCTION OF (A) OIL REFINERIES AND PETRO- 
CHEMICAL PLANTS, (B) BULK MATERIAL HANDLING 
SYSTEMS AND (C) PETROLEUM AND CHEMICAL 
PROCESSORS; ENERGY MAINTENANCE SERVICES 
FOR CHEMICAL PROCESSORS, OIL REFINERIES AND 
PETROCHEMICAL PLANTS; AND MILLWRIGHT SERV- 
ICES (U.S. CL. 103). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN AND ENGINEERING SERVICES IN THE 
FIELDS OF (A) INDUSTRIAL AND COMMERCIAL 
BUILDINGS AND FACILITIES THEREFOR, (B) OIL RE- 
FINERIES AND PETROLEUM PLANTS, (C) BULK MATE- 
RIAL HANDLING SYSTEMS AND TERMINALS, AND (D) 
PETROLEUM AND PETROCHEMICAL PROCESSORS; 
AND WHOLESALE DISTRIBUTORSHIP SERVICES IN 
THE FIELD OF STEEL PRODUCTS (U.S. CLS. 100 AND 
101). 


SN 74-071,739. EMVAL U.S.A. INC., WILMINGTON, DE. 
FILED 6-22-1990. 


KIDAZZLES 


U.S. PATENT AND TRADEMARK OFFICE 


T™ 17 


CLASS 24—FABRICS 


FOR WASHCLOTHS, HOODED TOWELS, RECEIVING 
BLANKETS, CRIB SHEETS (U.S. CL. 42). 


CLASS 25—CLOTHING 


FOR CHILDREN’S AND INFANT’S PYJAMAS, NIGHT- 
GOWNS, DRESSES, ROMPERS, BATHROBES, COVER- 
UPS, SLEEPERS, INFANTWEAR, CLOTH DIAPERS FOR 
CHILDREN AND ADULTS (U.S. CL. 39). 


SN 74-072,928. CAM2 OIL PRODUCTS CO., DENVER, CO. 
FILED 6-26-1990. 


CAM2 


OWNER OF U.S. REG. NO. 1,271,460. 


CLASS 1—CHEMICALS 


FOR AUTOMOTIVE PREPARATIONS; NAMELY, OIL 
ABSORBENTS, FUEL ADDITIVES, TRANSMISSION 
FLUID, BRAKE FLUID, POWER STEERING FLUID, AND 
ANTIFREEZE (U.S. CLS. 6 AND 15). 

FIRST USE 3-0-1986; IN COMMERCE 3-0-1986. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR HAND AND FLOOR CLEANING PREPARATIONS, 
ENGINE CLEANER AND DEGREASER, CARBURETOR 
AND CARBURETOR CHOKE CLEANER, AND BRAKE 
CLEANER (U.S. CL. 52). 

FIRST USE 9-0-1987; IN COMMERCE 9-0-1987. 


CLASS 4—LUBRICANTS AND FUELS 

FOR GREASE, GEAR OILS, AND LUBRICANTS FOR 
AUTOMOTIVE USE; MOTOR OIL ADDITIVES FOR 
AUTOMOTIVE USE (U.S. CLS. 6 AND 15). 

FIRST USE 8-0-1975; IN COMMERCE 8-0-1975. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR CAR BATTERIES (FOR ENGINE STARTING) (U.S. 
CL. 21). 

FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 


CLASS 12—VEHICLES 


FOR AUTOMOTIVE OIL FILTERS; AUTOMOTIVE AIR 
FILTERS; AUTOMOTIVE FAN BELTS (U.S. CLS. 19, 23 
AND 35). 


FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


CLASS 17—RUBBER GOODS 


FOR AUTOMOTIVE HOSES (U.S. CL. 35). 
FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


SN 74-074,903. BERGER, LINDA, MIAMI, 
7-2-1990. 


FL. FILED 


DEAD LAWYER 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR STAPLERS (U.S. CL. 37). 
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CLASS 28—TOYS AND SPORTING GOODS 
FOR DOLL AND DARTBOARDS (U.S. CL. 22). 


SN 74-075,329. BRADLEES NEW ENGLAND, INC., BRAIN- 
TREE, MA. FILED 7-5-1990. 


PRIDES LANDING 


OWNER OF U.S. REG. NO. 1,369,558. 


CLASS 14—JEWELRY 
FOR JEWELRY (U.S. CL. 28). 


CLASS 18—LEATHER GOODS 
FOR HANDBAGS (U.S. CL. 3). 


SN 74-075,842. JORDAN/SILVERBERG APPAREL, INC., 
CHICAGO, IL. FILED 7-6-1990. 


23 DNR 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR TOILETRIES; NAMELY, TOOTHPASTE, DEO- 
DORANT, SOAPS, SHAMPOO, CONDITIONERS, HAIR 
CARE PRODUCTS, TOPICAL ANALGESICS, SHAVING 
CREAMS, AFTER SHAVE LOTIONS, MOUTHWASH, 
AND NON-MEDICATED SKIN LOTIONS AND SKIN 
CARE PRODUCTS (U.S. CLS. 51 AND 52). 


CLASS 14—JEWELRY 
FOR JEWELRY (U.S. CL. 28). 


CLASS 25—CLOTHING 


FOR CLOTHING; NAMELY, LEATHER DRESS COATS, 
SUITS, SPORT COATS, DRESS SHIRTS, TROUSERS, TOP 
COATS, OVERCOATS, RAINCOATS, TIES, FORMAL 
WEAR, TUXEDOS, AND EVENING WEAR ACCESSO- 
RIES; NAMELY, ASCOTS, HANDKERCHIEFS, BUTTON 
COVERS, BOLOS, SCARVES, BELTS, BELT BUCKLES, 
FORMAL GLOVES AND FORMAL HATS (US. CL. 39). 
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SN 74-075,932. BABER, GEOFFREY, SUFFOLK, ENG- 
LAND, FILED 7-5-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VILLA OWNERS CLUB”, APART FROM THE 
MARK AS SHOWN. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR TRANSPORTATION 
(U.S. CL. 105). 


RESERVATION SERVICES 


CLASS 42—MISCELLANEOUS SERVICES 

FOR HOTEL RESERVATION SERVICES, AND VACA- 
TION CLUB SERVICES; NAMELY, PROVIDING ACCOM- 
MODATIONS AND RESORT FACILITIES FOR USE BY 
MEMBERS (U.S. CLS. 100, 101 AND 107). 


SN 74-075,957. AMERICAN SOCIETY OF ASSOCIATION 
EXECUTIVES, WASHINGTON, DC. FILED 7-6-1990. 


ASAE 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES; NAMELY, PROVID- 
ING COURSES AND MATERIALS FOR ASSOCIATION 
EXECUTIVES (U.S. CL. 107). 

FIRST USE 0-0-1920; IN COMMERCE 0-0-1920. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ASSOCIATION SERVICES; NAMELY, PROMOT- 
ING THE INTERESTS OF ASSOCIATION EXECUTIVES 
(U.S. CL. 100). 


FIRST USE 0-0-1920; IN COMMERCE 0-0-1920. 





JANUARY 7, 1992 


SN 74-076,208. TRUSTEES OF PHILLIPS ACADEMY, THE, 
ANDOVER, MA. FILED 7-5-1990. 


=— 
— 


Bing 
Sap 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACAD.”, “ANDOV.” AND “MDCCLXXVIII”, APART 
FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A DESIGN 
FEATURE OF THE MARK AND IS NOT INTENDED TO 
INDICATE COLOR. 

THE ENGLISH TRANSLATION OF THE WORDS “NON 
SIBI” AND “FINIS ORIGINE PENDET” IN THE MARK IS 
“NOT FOR SELF” AND “THE END DEPENDS UPON 
THE BEGINING”, RESPECTIVELY. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER GOODS; NAMELY, DECALS, CATALOGS, 
YEARBOOKS AND NEWSLETTERS (U.S. CL. 38). 

FIRST USE 5-22-1782; IN COMMERCE 5-22-1782. 


CLASS 21—HOUSEWARES AND GLASS 
FOR HOUSEWARES; NAMELY, SERVING TRAYS AND 
FOOD AND BEVERAGE CONTAINERS MADE OF 
GLASS AND POTTERY MATERIAL (U.S. CLS. 2 AND 30). 
FIRST USE 6-15-1984; IN COMMERCE 6-15-1984. 


CLASS 25—CLOTHING 
FOR CLOTHING; NAMELY, T-SHIRTS, SWEATSHIRTS, 


SWEATPANTS, TIES AND SCARVES (U.S. CL. 39). 
FIRST USE 12-8-1986; IN COMMERCE 12-8-1986. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES; NAMELY, PROVID- 
ING COURSE OF INSTRUCTION AT THE SECONDARY 
LEVEL (U.S. CL. 107). 

FIRST USE 5-22-1782; INCOMMERCE 5-22-1782. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-076,269. BERTRAND FAURE AUTOMOBILE, 78190 
MONTIGNY LE BRETONNEUX, FRANCE, FILED 
7-9-1990. 


OWNER OF FRANCE REG. NO. 
11-14-1986, EXPIRES 11-14-1996. 

THE MARK CONSISTS OF A HIGHLY STYLIZED DE- 
PICTION OF MOTOR CAR SEATS AND A WHEEL. 


1379681, DATED 


CLASS 12—VEHICLES 
FOR SEATS FOR MOTOR CARS (U.S. CL. 19). 


CLASS 18—LEATHER GOODS 


FOR LEATHER SOLD IN BULK USED TO MAKE 
AUTOMOBILE SEAT COVERS (U.S. CL. 3). 


CLASS 24—FABRICS 


FOR FABRIC USED IN THE MANUFACTURE OF 
AUTOMOBILE SEAT COVERS (U.S. CL. 42). 


SN 74-076,436. SOFMAP PRODUCTS U.S.A., INC., IRVINE, 
CA. FILED 7-9-1990. 


SOFMAP 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER AND COMPUTER PERIPHERALS 
(U.S. CL. 26). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR COMPUTER GAME PROGRAMS (U.S. CLS. 22 
AND 38). 


SN 74-078,989. EUREKA AB, S-16i1 70 BROMMA, SWEDEN, 
FILED 7-13-1990. 


INTIME 


CLASS 5—PHARMACEUTICALS 

FOR DIAGNOSTIC CHEMICALS AND CHEMICAL 
REAGENTS FOR DOMESTIC USE FOR THE DETECTION 
OF CANCER (U.S. CLS. 6 AND 44). 
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CLASS 10—MEDICAL APPARATUS 


FOR HEALTH RELATED DIAGNOSTIC INSTRU- 
MENTS AND KITS FOR DOMESTIC USE FOR THE DE- 
TECTION OF CANCER (U.S. CL. 44). 


SN 74-079,050. TRUSTEES OF PHILLIPS ACADEMY, THE, 
ANDOVER, MA. FILED 7-5-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACAD.”, “ANDOV.” AND “MDCCLXXVIII”, APART 
FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A DESIGN FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE ENGLISH TRANSLATION OF THE WORDS “NON 
SIBI” AND “FINIS ORIGINE PENDET” IN THE MARK IS 
“NOT FOR SELF” AND “THE END DEPENDS UPON 
THE BEGINNING”, RESPECTIVELY. 


CLASS 14—JEWELRY 
FOR JEWELRY (U.S. CL. 28). 
FIRST USE 5-22-1782; IN COMMERCE 5-22-1782. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PAPER GOODS; NAMELY, DECALS, CATALOGS, 
YEARBOOKS AND NEWSLETTERS (U.S. CL. 38). 
FIRST USE 5-22-1782; IN COMMERCE 5-22-1782. 


CLASS 18—LEATHER GOODS 


FOR TOTE BAGS (U.S. CL. 3). 
FIRST USE i0-27-1983; INCOMMERCE 10-27-1983. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE (U.S. CL. 32). 
FIRST USE 6-6-1983; IN COMMERCE 6-6-1983. 


CLASS 21—HOUSEWARES AND GLASS 


FOR HOUSEWARES; NAMELY, SERVING TRAYS AND 
FOOD AND BEVERAGE CONTAINERS MADE OF 
GLASS AND POTTERY MATERIAL (U.S. CLS. 2 AND 30). 

FIRST USE 6-15-1984; IN COMMERCE 6-15-1984. 
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CLASS 25—CLOTHING 

FOR CLOTHING; NAMELY, SHIRTS, PANTS, SHORTS, 
TIES AND SCARVES (U.S. CL. 39). 

FIRST USE 12-8-1986; IN COMMERCE 12-8-1986. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES; NAMELY, PROVID- 
ING COURSE OF INSTRUCTION AT THE SECONDARY 
LEVEL (U.S. CL. 107). 

FIRST USE 5-22-1782; IN COMMERCE 5-22-1782. 


SN 74-079,326. DAN-MAR MFG. CO., 
MILLS, MD. FILED 7-18-1990. 


BARRY BRICKEN 


OWNER OF US. REG. 
OTHERS. 

THE NAME “BARRY BRICKEN” IS THE NAME OF A 
LIVING INDIVIDUAL WHOSE CONSENT IS OF 
RECORD. 


INC., OWINGS 


NOS. 1,088,224, 1,543,681 AND 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR COLOGNES AND PERFUMES (U.S. CL. 51). 


CLASS 18—LEATHER GOODS 


FOR LEATHER WALLETS AND HANDBAGS (U.S. CL. 
3). 


CLASS 25—CLOTHING 


FOR MEN’S AND WOMEN’S BELTS AND GLOVES; 
SOCKS AND HOSIERY; CASUAL PANTS, JACKETS, 
COATS, SHIRTS, BLOUSES, SWEATERS, SHORTS, 
SKIRTS, AND JEANS; TENNIS WEAR; SWIM WEAR; 
MEN’S TIES AND MEN’S DRESS SHIRTS; AND RAIN- 
COATS (U.S. CL. 39). 


SN 74-082,459. ITT COMMUNITY DEVELOPMENT COR- 
PORATION, PALM COAST, FL. FILED 7-27-1990. 


HAMMOCK DUNES 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR REAL ESTATE DEVELOPMENT SERVICES; 
NAMELY, PLANNING AND LAYING OUT OF RESIDEN- 
TIAL COMMUNITIES; CUSTOM CONSTRUCTION OF 
HOMES (U.S. CL. 103). 
FIRST USE 4-0-1989; IN COMMERCE 4-0-1989. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR GOLF CLUB SERVICES (U.S. CL. 107). 
FIRST USE 4-0-1989; IN COMMERCE 4-0-1989. 


SN 74-083,697. LOMA LINDA UNIVERSITY, LOMA 
LINDA, CA. FILED 8-1-1990. 


VEG-A-LIFE 





JANUARY 7, 1992 


CLASS 5—PHARMACEUTICALS 
FOR HEALTH FOOD SUPPLEMENTS (U.S. CL. 18). 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR NATURAL FOOD PRODUCTS; NAMELY, EGGS; 
POULTRY (USS. CL. 46). 


SN 74-085,867. DIGITAL EQUIPMENT CORPORATION, 
MAYNARD, MA. FILED 8-7-1990. 


COHESION 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS RECORDED ON TAPES, 
CARDS, CHIPS, DISKS; NAMELY, COMPACT DISKS, 
AND OTHER MACHINE READABLE MEDIA, FOR DE- 
VELOPING, DEPLOYING AND MANAGING SOFTWARE 
FOR COMMERCIAL, TECHNICAL AND GENERAL BUSI- 
NESS USE; AND USER MANUALS THEREFOR SOLD AS 
A UNIT (U.S. CL. 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER; NAMELY, BOOKS, MANU- 
ALS, MAGAZINES, DRAWINGS, BROCHURES AND 
LEAFLETS ON THE SUBJECT OF COMPUTERS, COM- 
PUTER PERIPHERALS, THE COMPUTER INDUSTRY 
AND COMPUTER PROGRAMS FOR DEVELOPING, DE- 
PLOYING AND MANAGING SOFTWARE; USER’S 
GUIDES, PRINTED FORMS, WORKBOOKS, TRAINING 
MANUALS, USER MANUALS, AND DATA SHEETS FOR 
USE WITH COMPUTERS AND COMPUTER PROGRAMS 
FOR DEVELOPING, DEPLOYING AND MANAGING 
SOFTWARE (U.S. CL. 38). 


SN 74-086,171. VOICEMEDIA, INC., NEW YORK, NY. 
FILED 8-8-1990. 


CALL-IN-CARD 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATERIAL; NAMELY, GREETING 
CARDS; INVITATIONAL CARDS AND STICKERS; PRO- 
MOTIONAL CARDS, BROCHURES AND CATALOGUES; 
NOVELTY CARDS AND STICKERS; BUSINESS AND 
PERSONAL CORRESPONDENCE PAPER AND CARDS; 
GIFT ANNOUNCEMENT CARDS AND STICKERS; PER- 
SONALIZED PREPRINTED CARDS; AND PHOTO- 
GRAPHS (U.S. CLS. 37 AND 38). 


CLASS 383—COMMUNICATION 


FOR ELECTRONIC MESSAGE RECEPTION, PROCESS- 
ING AND DELIVERY; NAMELY, VOICE AND AUDIO 
MESSAGE SERVICES AND FACSIMILE PROCESSING 
AND TRANSMISSION SERVICES (U.S. CLS. 100 AND 104). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-086,368. IFA INCORPORATED, SCHAUMBURG, IL. 
FILED 8-9-1990. 


INCORPORATED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INCORPORATED”, APART FROM THE MARK AS 
SHOWN. 


CLASS 38—COMMUNICATION 

FOR LEASING AND RENTAL OF TELECOMMUNICA- 
TION EQUIPMENT (U.S. CL. 104). 

FIRST USE 10-15-1989; IN COMMERCE 10-15-1989. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL AND WHOLESALE SALE OF COMPUT- 
ER AND TELECOMMUNICATION EQUIPMENT; LEAS- 
ING AND RENTAL OF COMPUTER EQUIPMENT (U.S. 
CLS. 100 AND 101). 

FIRST USE 10-15-1989; IN COMMERCE 10-15-1989. 


SN 74-086,478. R.G.B. INC., DBA THE GAMING ADVI- 
SORS A ROBERT BERRY GROUP, RENO, NV. FILED 
8-9-1990. 


THE 
GAMING 
ADVISORS 


A Robert Berry Group %& 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GAMING ADVISORS” AND “GROUP”, APART 
FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND NOT INTENDED TO INDI- 
CATE COLOR. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT ASSISTANCE AND 
CONSULTING SERVICES (U.S. CL. 101). 
FIRST USE 5-14-1990; IN COMMERCE 5-14-1990. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE MANAGEMENT AND BROKER- 
AGE SERVICES AND CONSULTATION RELATING 
THERETO (U.S. CLS. 101 AND 102). 

FIRST USE 5-14-1990; IN COMMERCE 5-14-1990. 
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SN 74-087,329. CHURCH OF THE MOVEMENT OF SPIRIT- 
UAL INNER AWARENESS, THE, DBA MSIA, LOS AN- 
GELES, CA. FILED 8-13-1990. 


PRECEPTOR 
CONSCIOUSNESS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRERECORDED VIDEO AND AUDIO CASSETTE 
TAPES DIRECTED TO INFORMATIONAL, RELIGIOUS 
AND EDUCATIONAL PROGRAMMING (U.S. CLS. 21 
AND 26). 

FIRST USE 12-0-1969; IN COMMERCE 12-0-1969. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR POSTERS, BUMPER STICKERS, PAPER LICENSE 
PLATES, BOOKS AND CERTIFICATES; AND BRO- 
CHURES, PAMPHLETS, NEWSLETTERS AND NEWSPA- 
PERS DIRECTED TO GENERAL EDUCATIONAL, RELI- 
GIOUS AND INFORMATIONAL SUBJECTS (U.S. CLS. 37 
AND 38). 

FIRST USE 12-0-1969; IN COMMERCE 12-0-1969. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR CONDUCTING SEMINARS DIRECTED TO EDU- 
CATIONAL, SPIRITUAL, RELIGIOUS, CONSCIOUSNESS 
RAISING AND INFORMATIONAL SUBJECTS (U.S. CL. 
107). 

FIRST USE 12-0-1969; IN COMMERCE 12-0-1969. 


SN 74-087,772. FLAVOR FACTORY, INC., THE, COLUM- 
BUS, OH. FILED 8-14-1990. 


THE FLAVOR FACTORY 


OWNER OF U.S. REG. NO. 1,322,475. 


CLASS 30—STAPLE FOODS 


FOR FROZEN CONFECTIONS, CANDY AND POPPED 
POPCORN FOR CONSUMPTION ON AND OFF THE 
PREMISES (U.S. CL. 46). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR DESSERT PARLOR SERVICES (U.S. CL. 100). 


SN 74-089,538. SOLAR CORPORATION, THE, LIBERTY- 
VILLE, IL. FILED 8-20-1990. 


©)-Fouar.... — 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORPORATION”, APART FROM THE MARK AS 
SHOWN. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR FABRIC SPEAKER ENCLOSURES, LOUDSPEAK- 
ER FABRIC GRILLE PANELS, TELEVISION SHIELD 
AND CONTROL PANELS, FABRIC AUTOMOTIVE 
SPEAKER COVERS (U.S. CL. 26). 

FIRST USE 11-0-1985; IN COMMERCE 11-0-1985. 


CLASS 12—VEHICLES 


FOR FITTED FABRIC AND VINYL COVERS FOR 
AUTOMOBILE SEATS AND CONTROL PANELS (USS. CL. 
19). 

FIRST USE 11-0-1985; IN COMMERCE 11-0-1985. 


SN 74-090,093. W.W. GRAINGER, 
FILED 8-21-1990. 


SERVICE FIRST 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REPAIR AND MAINTENANCE OF FLOOR CARE 
EQUIPMENT (US. CL. 103). 


INC., SKOKIE, IL. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL AND WHOLESALE STORE SERVICES IN 
THE FIELD OF FLOOR CARE PRODUCTS (US. CL. 101). 


SN 74-091,730. ADMARK, 
8-24-1990. 


INC., TOPEKA, KS. FILED 


WAZMO 


CLASS 14—JEWELRY 
FOR COSTUME JEWELRY (U.S. CL. 28). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR ORNAMENTAL NOVELTY BUTTONS AND DEC- 
ORATIVE MOBILES (US. CL. 50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GAMES, AND PLAYTHINGS, GYMNASTIC AND 
SPORTING GOODS; NAMELY, PUZZLES, KITES, TOY 
FLYING DISCS AND DECORATIVE WIND SOCKS (U.S. 
CLS. 22 AND 50). 


SN 74-092,125. TELEFLEX, INCORPORATED, LIMERICK, 
PA. FILED 8-17-1990. 


BLUE FLAME 


CLASS 7—MACHINERY 


FOR ENGINE-MOUNTED PREHEATERS FOR MARINE 
VEHICLES (U.S. CL. 23). 


CLASS 12—VEHICLES 


FOR ENGINE-MOUNTED PREHEATERS FOR LAND 
VEHICLES (U.S. CL. 19). 
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SN 74-093,016. CHAPKIS, STEPHEN D., RANCHO PALOS 
VERDES, CA. FILED 8-31-1990. 


WHALE BOX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOX”, APART FROM THE MARK AS SHOWN. 


CLASS 6—METAL GOODS 
FOR MAIL BOXES MADE OF METAL (U.S. CL. 2). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR NON-METALLIC MAIL BOXES (U.S. CL. 2). 


SN 74-094,078. ROADSTAR S.A., CM-6828 BALERNA, 
SWITZERLAND, FILED 9-4-1990. 


>) roadstar 


OWNER OF SWITZERLAND REG. NO. 364978, DATED 
8-23-1988, EXPIRES 8-23-2008. 

OWNER OF SWITZERLAND REG. NO. 365862, DATED 
8-25-1988, EXPIRES 8-25-2008. 

OWNER OF U.S. REG. NOS. 1,115,966 AND 1,549,876. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR RADIOS, AUDIO CASSETTE RECORDERS, 
AUDIO CASSETTE PLAYERS, CD PLAYERS, RADIO 
AND AUDIO CASSETTE RECORDER AND PLAYER 
COMBINATIONS, AND PARTS THEREFOR; SOUND SYS- 
TEMS FOR USE IN MOTOR VEHICLES; NAMELY, 
RADIOS, CD PLAYERS, AUDIO CASSETTE RECORD- 
ERS, AUDIO CASSETTE PLAYERS, TAPE RECORDER 
COMBINATIONS, RADIO AND AUDIO CASSETTE RE- 
CORDER AND PLAYER COMBINATIONS, AND PARTS 
THEREFOR; TELEVISIONS, VIDEO CASSETTE RE- 
CORDERS, VIDEO CASSETTE PLAYERS, AND VIDEO 
CASSETTE PLAYER AND RECORDER COMBINATIONS, 
AND PARTS THEREOF; VIDEO SYSTEMS FOR USE IN 
MOTOR VEHICLES; NAMELY, TELEVISIONS, VIDEO 
CASSETTE RECORDERS, VIDEO CASSETTE PLAYERS, 
AUDIO AND VIDEO CASSETTE PLAYER AND RE- 
CORDER COMBINATIONS, AND PARTS THEREOF; 
SPEAKERS; SOLAR CELLS AND PARTS THEREOF; 
MAGNETOSCOPES, VIDEO CAMERAS; VIDEO AND 
AUDIO TAPE CASSETTES; CLEANING APPARATUS 
FOR CASSETTE TAPES AND COMPACT DISCS; 
NAMELY, HEAD CLEANERS, MOBILE CAR TELE- 
PHONES AND PARTS THEREOF; BOAT ANTENNAS, 
CAR ANTENNAS; EAR PHONES; AND RADAR DETEC- 
TORS (U.S. CLS. 21, 26 AND 36). 


CLASS 12—VEHICLES 


FOR ANTI-THEFT ALARMS FOR MOTOR VEHICLES 
(U.S. CLS. 19 AND 21). 
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SN 74-097,440. SNELLING AND SNELLING, INC., SARA- 
SOTA, FL. FILED 9-17-1990. 


SNELLING 


OWNER OF U.S. REG. NOS. 715,903, 717,313 AND 
1,339,448. 
SEC. 2(F). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR EMPLOYMENT AGENCY SERVICES; PERMA- 
NENT AND TEMPORARY EMPLOYEE PLACEMENT 
SERVICES; AND EMPLOYMENT COUNSELING SERV- 
ICES (U.S. CL. 101). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING TRAINING PROGRAMS FOR PERSONS SEEK- 
ING EMPLOYMENT (U.S. CL. 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RESUME PREPARATION SERVICES AND EM- 
PLOYMENT TESTING SERVICES (U.S. CL. 101). 


SN 74-097,832. EUROPEENNE DE CONDIMENTS, 21160 
MARSANNAY-LA-COTE, FRANCE, FILED 9-14-1990. 


OWNER OF FRANCE REG. NO. 
11-8-1989, EXPIRES 11-8-1999. 


1564467, DATED 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR EDIBLE OILS AND FATS; SALAD DRESSINGS 
(U.S. CL. 46). 


CLASS 30—STAPLE FOODS 
FOR MUSTARD, VINEGAR AND SPICES (U.S. CL. 46). 
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SN 74-097,860. RAINBOW OPTICS, 
FILED 9-17-1990. 


INC., MIAMI, FL. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OPTICS”, APART FROM THE MARK AS SHOWN. 

THE LINING FEATURES IN THE DESIGN PORTION 
OF THE MARK ARE INHERENT ELEMENTS AND ARE 
NOT INTENDED TO INDICATE COLOR. 

THE MARK COMPRISES “RAINBOW OPTICS” AND 
STYLIZED DESIGN OF A RAINBOW. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR EYEWEAR; NAMELY, OPHTHALMIC FRAMES, 
SPECTACLES AND SUNGLASSES (U.S. CL. 26). 
FIRST USE 6-1-1980; IN COMMERCE 6-1-1980. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR WHOLESALE DISTRIBUTORSHIP EYEWEAR 
SERVICES (U.S. CL. 101). 

FIRST USE 6-1-1980; IN COMMERCE 6-1-1980. 


SN 74-098,368. AMERICAN ALLIANCE FOR HEALTH, 
PHYSICAL EDUCATION, RECREATION AND DANCE, 
THE, RESTON, VA. FILED 9-19-1990. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR JOURNALS, MAGAZINES, NEWSLETTERS, PAM- 
PHLETS, BOOKLETS AND BROCHURES IN THE FIELD 
OF RECREATION (U.S. CL. 38). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR CONDUCTING EDUCATIONAL SEMINARS AND 
PROVIDING PUBLIC INFORMATION SERVICES IN THE 
FIELD OF RECREATION (U.S. CL. 107). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 
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SN 74-099,675. MCCLUSKEY’S STEAK HOUSE, 
BELLMORE, NY. FILED 9-24-1990. 


INC., 


MCCLUSKEY’S STEAK 
HOUSE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STEAK HOUSE”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 


CLASS 30—STAPLE FOODS 


FOR STEAK SAUCE (U.S. CL. 46). 
FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RESTAURANT, BAR AND CATERING SERVICES 
(U.S. CL. 100). 

FIRST USE 0-0-1934; IN COMMERCE 0-0-1934. 


SN 74-101,586. SHOWCO, 
9-28-1990. 


INC., DALLAS, TX. FILED 


SHOWCO 


OWNER OF U.S. REG. 
1,065,956. 


NOS. 1,006,669, 1,052,425 AND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SOUND EQUIPMENT AND PUBLIC ADDRESS 
SYSTEMS; NAMELY, LOUDSPEAKERS, EQUALIZERS, 
AMPLIFIERS, INTERCOMS, MIXING BOARDS AND 
SOUND CONTROL EQUIPMENT (U.S. CLS. 21 AND 26). 

FIRST USE 5-1-1972; IN COMMERCE 5-1-1972. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR CABINETS FOR PLACEMENT THEREON OF 
SOUND EQUIPMENT (U.S. CL. 32). 
FIRST USE 9-1-1972; IN COMMERCE 9-1-1972. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT PRODUCTION SERVICES IN 
THE FIELD OF SOUND REPRODUCTION AND AMPLI- 
FICATION; THEATRICAL MANAGEMENT AND BOOK- 
ING SERVICES; LEASING OF SOUND REPRODUCTION 
AND AMPLIFICATION EQUIPMENT (U.S. CL. 107). 

FIRST USE 3-0-1971; INCOMMERCE 3-0-1971. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN SERVICES IN THE FIELD OF SOUND 
REPRODUCTION AND AMPLIFICATION EQUIPMENT 
(U.S. CL. 100). 

FIRST USE 3-0-1971; IN COMMERCE 3-0-1971. 
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SN 74-102,025. TECHNISUB S.P.A.. GENOA, ITALY, 
FILED 10-1-1990. 


THE MARK CONSISTS OF A STYLIZED DEPICTION 
OF A DRAWING COMPASS AND FISH. 








CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR DIVING EQUIPMENT; NAMELY, UNDERWATER 
FLASHLIGHTS (U.S. CL. 21). 
FIRST USE 0-0-1963; IN COMMERCE 0-0-1977. 


CLASS 28—TOYS AND SPORTING GOODS 
FOR DIVING EQUIPMENT; NAMELY, DIVING MASKS, 
AND DIVING FINS (U.S. CL. 22). 
FIRST USE 0-0-1963; IN COMMERCE 0-0-1977. 


SN 74-104,018. AMERICAN BIONETICS, INC., HAYWARD, 
CA. FILED 10-9-1990. 


WESSTRIP 


CLASS 1—CHEMICALS 


FOR CONTROL SERA AND DIAGNOSTIC REAGENTS 
CONSISTING PRIMARILY OF SENSITIVE STRIP 
ENZYME IMMUNOASSAYS FOR THE DETECTION OF 
CIRCULATING ANTIBODIES IN HUMAN’ SERUM, 
PLASMA AND DRIED BLOOD SPOTS (U.S. CL. 6). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR LABORATORY EQUIPMENT COMPRISING ENVI- 
RONMENTALLY CLOSED, REUSABLE, COMPART- 
MENTED TRAYS FOR PROCESSING PLURAL PRE- 
BLOTTED (TREATED) MEMBRANE STRIPS PREPARED 
IN ACCORDANCE WITH FDA RECOMMENDED WEST- 
ERN BLOT PROTOCOLS (U.S. CL. 26). 


SN 74-104,350. SIR SPEEDY, INC., LAGUNA HILLS, CA. 
FILED 10-9-1990. 


SIR SPEEDY THE BUSINESS 
PRINTERS 


OWNER OF U.S. REG. NOS. 916,485 AND 1,534,868. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE BUSINESS PRINTERS”, APART FROM THE 
MARK AS SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR COPYING OF DOCUMENTS FOR OTHERS (U.S. 
CL. 101). 
FIRST USE 8-3-1987; IN COMMERCE 8-3-1987. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PRINTING SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 8-3-1987; IN COMMERCE 8-3-1987. 
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SN 74-105,106. NEW CENTURY EDUCATION CORPORA- 
TION, PISCATAWAY, NJ. FILED 10-11-1990. 


> —=E 


CLASS 9—-ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS USED FOR EDUCA- 
TIONAL PURPOSES (U.S. CL. 38). 
FIRST USE 11-16-1989; IN COMMERCE 8-16-1990. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR EDUCATIONAL PRINTED MATERIALS; 
NAMELY, INSTRUCTION BOOKS, WORKBOOKS, 
TEACHER’S MANUALS AND RESPONSE WORKSHEETS 
FOR PRIMARY, SECONDARY AND ADULT EDUCA- 
TION (U.S. CL. 38). 

FIRST USE 11-16-1989; IN COMMERCE 8-16-1990. 


SN 74-106,346. CCC INFORMATION SERVICES INC., CHI- 
CAGO, IL. FILED 10-16-1990. 


AUTOSEARCH 


CLASS 35—ADVERTISING AND BUSINESS 
FOR MOTOR VEHICLE LOCATOR SERVICES (U.S. CL. 
101). 
FIRST USE 3-0-1988; IN COMMERCE 3-0-1988. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR VALUATION AND PRICING OF NEW AND USED 
MOTOR VEHICLES FOR OWNERS AND POTENTIAL 
OWNERS OF MOTOR VEHICLES (U.S. CLS. 101 AND 102). 

FIRST USE 3-0-1988; INCOMMERCE 3-0-1988. 


SN 74-108,908. REVERE COPPER AND BRASS INCORPO- 
RATED, PLYMOUTH, MA. FILED 10-23-1990. 


POS-E-ZINC 


CLASS 1—CHEMICALS 

FOR WATER-BASED DEVELOPER OF ZINC PHOTO- 
ENGRAVING PLATES (U.S. CL. 6). 

FIRST USE 6-12-1990; IN COMMERCE 6-12-1990. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PHOTO-ENGRAVING PLATES OF ZINC (U.S. CL. 
37). 

FIRST USE 6-12-1990; IN COMMERCE 6-12-1990. 


SN 74-111,574. SUNQUEST INFORMATION SYSTEMS, 
INC., TUCSON, AZ. FILED 11-2-1990. 


SUNQUEST 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR MAINTENANCE, INSTALLATION AND REPAIR 
SERVICES IN THE FIELD OF COMPUTER SOFTWARE 
(U.S. C¥.. 103). 
FIRST USE 12-31-1987; IN COMMERCE 12-31-1987. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES AND SEMINARS IN THE FIELD OF 
COMPUTER SOFTWARE (U.S. CL. 107). 

FIRST USE 12-31-1987; INCOMMERCE 12-31-1987. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SOFTWARE DESIGN SERVICES (U.S. 
CLS. 100 AND 101). 

FIRST USE 12-31-1987; IN COMMERCE 12-31-1987. 


SN 74-113,047. AMERICAN BOARD OF MEDICAL SPE- 
CIALTIES, EVANSTON, IL. FILED 11-5-1990. 


ABMS 


OWNER OF U.S. REG. NOS. 1,014,990 AND 1,018,322. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ASSOCIATION SERVICES; NAMELY, PROMOT- 
ING THE INTERESTS OF DOCTORS CERTIFIED AS 
MEDICAL SPECIALISTS IN THEIR PARTICULAR FIELD 
(U.S. CL. 100). 

FIRST USE 4-10-1970; IN COMMERCE 4-10-1970. 


CLASS 200—COLLECTIVE MEMBERSHIP 


FOR INDICATING MEMBERSHIP IN A PROFESSION- 
AL SOCIETY OF BOARD CERTIFIED MEDICAL SPE- 
CIALISTS. 

FIRST USE 4-10-1970; IN COMMERCE 4-10-1970. 
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SN 74-113,110. MULTIPLE LISTING NETWORK INC., 
CHARLESTON, SC. FILED 11-7-1990. 


MULTIPLE LISTING NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOME OWNERS’ MULTIPLE LISTING NET- 
WORK”, APART FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR MAGAZINES ON THE SUBJECT OF REAL 
ESTATE AND CATALOGS FEATURING LISTINGS OF 
REAL PROPERTY FOR SALE (U.S. CL. 38). 

FIRST USE 2-16-1989; IN COMMERCE 2-16-1989. 


CLASS 36—INSURANCE AND FINANCIAL 
FOR REAL ESTATE BROKERAGE AND LISTING 


SERVICES (U.S. CLS. 101 AND 102). 
FIRST USE 2-16-1989; IN COMMERCE 2- 16-1989. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING ACCESS TO A COMPUTER DATA- 
BASE IN THE FIELD OF REAL ESTATE LISTINGS (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-16-1989; IN COMMERCE 2-16-1989. 


SN 74-113,137. W. R. GRACE & CO.-CONN., NEW YORK, 
NY. FILED 11-7-1990. 


B&TMARC 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED MAGNETIC TAPES AND DIS- 
KETTES CONTAINING CATALOGING INFORMATION 
AND PROCESSING DATA FOR BOOKS, VIDEO TAPES 
AND MUSIC (U.S. CL. 26). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER; NAMELY, CATALOGING 
AND PROCESSING CARDS FOR BOOKS, VIDEO TAPES 
AND MUSIC (US. CL. 38). 
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SN 74-115,100. SUN APPAREL, INC., EL PASO, TX. FILED 
11-14-1990. 


JINGO 


CLASS 14—JEWELRY 


FOR JEWELRY, WATCHES, WATCH BANDS (U.S. CLS. 
27 AND 28). 


CLASS 18—LEATHER GOODS 


FOR HANDBAGS, PURSES, POCKETBOOKS, CLUTCH 
BAGS, TRAVEL BAGS AND CASES, TOTE BAGS, 
DUFFLE BAGS, GARMENT BAGS FOR TRAVEL, SUIT- 
CASES, BEACH BAGS, BRIEFCASES, ATTACHE CASES, 
SCHOOL BAGS, SHOULDER BAGS, VALISES, WALLETS, 
KEY CASES, POUCHES, COSMETIC CASES SOLD 
EMPTY, UMBRELLAS (U.S. CLS. 3 AND 41). 


CLASS 25—CLOTHING 


FOR MEN’S, WOMEN’S AND CHILDREN’S JEANS, 
SLACKS, PANTS, SHORTS, SHIRTS, SWEATSHIRTS, T- 
SHIRTS, POLO SHIRTS, JERSEYS, JACKETS, BLAZERS, 
SUITS, COATS, WARM-UP AND JOGGING SUITS, JUMP- 
SUITS, SWEATERS, VESTS, HATS, NECKTIES, 
SCARVES, GLOVES, MUFFL=RS, BATHING SUITS, SUS- 
PENDERS, BELTS, SOCKS, SHOES, BOOTS, SLIPPERS, 
PAJAMAS, NIGHTSHIRTS AND ROBES, WOMEN’S AND 
GIRL’S DRESSES, SKIRTS, BLOUSES, JUMPERS, NIGHT- 
GOWNS, INTIMATE APPAREL; NAMELY, PANTIES, 
BRASSIERES, PETTICOATS, SLIPS, HALF-SLIPS, CAMI- 
SOLES, CHEMISES, TEDDIES, GARTER BELTS, GAR- 
TERS, GIRDLES, PANTALOONS, TAP PANTS, TANK 
TOPS, PANTIHOSE, LEOTARDS, LEGGINGS, TIGHTS, 
STOCKINGS; MEN’S AND BOY’S UNDERWEAR; 
NAMELY, BRIEFS AND BOXER SHORTS (U.S. CL. 39). 


SN 74-116,346. COTTURA, 
FILED 11-19-1990. 


INC., LOS ANGELES, CA. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CERAMIC ART IMPORTS”, APART FROM THE 
MARK AS SHOWN. 

THE STIPPLING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

THE ENGLISH TRANSLATION OF “COTTURA” IN 
THE MARK IS “COOKING”, “STEWING” OR “BAKING”. 


CLASS 21—HOUSEWARES AND GLASS 


FOR GLASS AND CERAMIC PRODUCTS; NAMELY, 
PLATES, MUGS, DECORATIVE WALL PLATES, URNS, 
STATUES, RELIGIOUS STATUES, DRINKING GLASSES 
AND VASES (U.S. CLS. 2, 30, 33 AND 50). 

FIRST USE 9-1-1990; IN COMMERCE 9-1-1990. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RETAIL STORE SERVICES FEATURING GLASS, 
CERAMICS AND POTTERY (U.S. CL. 101). 

FIRST USE 9-1-1990; IN COMMERCE 9-1-1990. 
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SN 74-117,164. APPLIANCE RECYCLING CENTERS OF 
AMERICA, INC., MINNEAPOLIS, MN. FILED 
11-19-1990. 


INCORPORATED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INCORPORATED” AND INTERNATIONAL RECY- 
CLING SYMBOL, APART FROM THE MARK AS SHOWN. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR COLLECTION OF USED APPLIANCES FOR RE- 
CYCLING (U.S. CLS. 103 AND 106). 
FIRST USE 5-15-1989; IN COMMERCE 6-21-1989. 


CLASS 40—MATERIAL TREATMENT 


FOR RECYCLING SERVICES IN THE FIELD OF USED 
APPLIANCES (US. CL. 106). 
FIRST USE 5-15-1989; INCOMMERCE 6-21-1989. 


SN 74-120,241. RAM GOLF CORPORATION, MELROSE 
PARK, IL. FILED 12-3-1990. 


GOLDEN LADDIE 


OWNER OF U.S. REG. NO. 1,232,885. 


CLASS 25—CLOTHING 


FOR GOLF GLOVES AND GOLF SHOES (U.S. CL. 39). 
FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GOLF BALLS AND GOLF BAGS (US. CL. 22). 
FIRST USE 5-0-1990; IN COMMERCE 10-0-1990. 


SN 74-122,914. HEARTHCO, INC., PATERSON, NJ. FILED 
12-13-1990. 


ARISTOCRUST 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PREPARED MEAT AND VEGETABLE DISHES 
(U.S. CL. 46). 
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CLASS 30—STAPLE FOODS 
FOR BREADS, PASTAS (U.S. CL. 46). 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR RESTAURANT DELIVERY SERVICES (U.S. CL. 
105). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR RESTAURANT CARRY-OUT (U.S. CL. 100). 


SN 74-127,893. PROFESSIONAL BOWLERS ASSOCIATION 
OF AMERICA, AKRON, OH. FILED 1-4-1991. 


PROFESSIONAL BOWLERS 
TOUR 


DPS 


OWNER OF U.S. REG. NOS. 796,546, 
OTHERS. 


1,549,445 AND 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PENS AND PENCILS, PLAYING CARDS, BUMPER 
STICKERS AND WINDOW STICKERS (U.S. CLS. 2, 37 
AND 38). 

FIRST USE 3-28-1988; INCOMMERCE 3-28-1988. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR SEAT CUSHIONS (U.S. CL. 32). 
FIRST USE 3-28-1988; IN COMMERCE 3-28-1988. 


CLASS 21i—HOUSEWARES AND GLASS 

FOR GLASS AND PORCELAIN MUGS (U.S. CLS. 2, 30 
AND 33). 

FIRST USE 3-28-1988; IN COMMERCE 3-28-1988. 


SN 74-127,983. CHILDREN’S WORLD LEARNING CEN- 
TERS, INC., GOLDEN, CO. FILED 1-3-1991. 


WORLD CHAMPIONS 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES; NAMELY, OFFER- 
ING INSTRUCTION AT THE PRESCHOOL, KINDERGAR- 
TEN AND ELEMENTARY SCHOOL LEVELS, RECRE- 
ATIONAL AND SUMMER CAMP SERVICES, AND NURS- 
ERY SCHOOL SERVICES (U.S. CLS. 100 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR NURSERY CARE, DAY CARE AND CHILD CARE 
SERVICES (U.S. CLS. 100, 101 AND 107). 
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SN 74-128,515. VLASIC FOODS, 
HILLS, MI. FILED 1-7-1991. 


INC., FARMINGTON 


FLEX PAK 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR PROCESSED OLIVES AND PROCESSED PEPPERS 
(U.S. CL. 46). 


CLASS 30—STAPLE FOODS 
FOR RELISHES (U.S. CL. 46). 


SN 74-130,383. EISENBERG S.A., MC 98000 MONTE 
CARLO, MONACO, FILED 1-14-1991. 


OWNER OF MONACO REG. NO. 9013364, DATED 
7-25-1990, EXPIRES 7-25-2000. 

THE WORDS “VENI VIDI VICI” IN THE MARK ARE 
TRANSLATED INTO ENGLISH AS “I CAME, I SAW, I 
CONQUERED”. 


CLASS 18—LEATHER GOODS 
FOR HANDBAGS, PURSES AND WALLETS (U.S. CL. 3). 


CLASS 24—-FABRICS 


FOR BEDSPREADS AND TABLECLOTHS NOT OF 
PAPER (U.S. CL. 42). 


CLASS 25—CLOTHING 


FOR CLOTHING FOR MEN, WOMEN AND CHILDREN; 
NAMELY, T-SHIRTS, SWEATSHIRTS, SWEATERS, 
PANTS, SHORTS, SKIRTS, JOGGING SUITS, BELTS, 
FOOTWEAR, JACKETS, SHIRTS, COATS, HOSIERY, 
DRESSES AND PANTYHOSE (U.S. CL. 39). 


SN 74-132,165. TECHNICON INSTRUMENTS CORPORA- 
TION, TARRYTOWN, NY. FILED 1-22-1991. 


SMAC 


CLASS 1—CHEMICALS 


FOR REAGENTS AND PREPARATIONS FOR USE IN 
LABORATORY ANALYSIS (U.S. CL. 6). 
FIRST USE 11-18-1974; IN COMMERCE 11-18-1974. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR BIOCHEMICAL ANALYZER FOR QUANTITA- 
TIVE ANALYSIS OF BLOOD AND OTHER FLUID SAM- 
PLES INCLUDING DISPLAY OF ANALYTICAL RE- 
SULTS (U.S. CL. 26). 

FIRST USE 11-18-1974; IN COMMERCE 11-18-1974. 


SN 74-134,564. TAMARA TILLES, LOS ANGELES, CA. 
FILED 1-29-1991. 


CLASS 18—LEATHER GOODS 


FOR DIAPER BAGS AND TOTE BAGS (U.S. CL. 3). 
FIRST USE 1-2-1985; IN COMMERCE 1-2-1985. 


CLASS 24—FABRICS 


FOR BABY, INFANT AND JUVENILE BEDDING AND 
CUSTOMIZED ACCESSORIES; NAMELY, QUILTS, QUILT 
COVERS, BED COVERS, COVERLETS, CRIB COVERS, 
UNFITTED COVERS FOR ROCKING CHAIRS, MAT- 
TRESS COVERS, UNFITTED CRIB RAIL COVERS, UN- 
FITTED STROLLER COVERS, COMFORTERS AND MAT- 
TRESS PADS, PILLOW COVERS, PILLOW SHAMS, 
SHEETS, BLANKETS, BEDSPREADS, DUST RUFFLES 
AND FABRIC BABY BED BUMPERS (U.S. CL. 42). 

FIRST USE 1-2-1985; IN COMMERCE 1-2-1985. 


SN 74-136,108. SHOP-VAC CORPORATION, WILLIAMS- 
PORT, PA. FILED 2-4-1991. 


shop-vac 


OWNER OF U.S. REG. NO. 647,763. 


CLASS 7—MACHINERY 


FOR ELECTRIC POWER BLOWERS (U.S. CL. 23). 
FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRIC VACUUM CLEANERS, WET/DRY 
VACUUM CLEANERS, ELECTRIC BLOWER VACUUM 
CLEANERS, AND CARPET EXTRACTORS (U.S. CLS. 21 
AND 23). 

FIRST USE 0-0-1956; IN COMMERCE 0-0-1956. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-137,108. NO FEAR, INC., CARLSBAD, CA. FILED 
2-7-1991. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR DECALS (U.S. CL. 38). 


CLASS 25—CLOTHING 


FOR WEARING APPAREL; NAMELY, T-SHIRTS, 
SHIRTS, SHORTS, PANTS, SWEAT SHIRTS, SWEAT 
PANTS, HATS, VISORS, SHOES, SANDALS, AND BELTS 
(U.S. CL. 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SURFBOARDS, SKATEBOARDS, SURF LEASHES, 
AND PROTECTIVE ARTICLES; NAMELY, KNEE PADS, 
ELBOW PADS, AND HELMETS FOR USE IN SKATE- 
BOARDING (U.S. CL. 22). 


SN 74-137,506. SAS INSTITUTE INC., CARY, NC. FILED 
2-8-1991. 


SAS/PH-CLINICAL 


OWNER OF U.S. REG. NOS. 
OTHERS. 


129,002, 1,606,066 AND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS FOR USE IN THE FIELD 
OF CLINICAL RESEARCH (U.S. CL. 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 
FOR USER MANUALS FOR COMPUTER PROGRAMS 


FOR USE IN THE FIELD OF CLINICAL RESEARCH (U.S. 
CL. 38). 
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SN 74-138,735. WEIDER HEALTH AND FITNESS, WOOD- 
LAND HILLS, CA. FILED 2-13-1991. 


FITNESS GYMS 


OWNER OF USS. REG. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FITNESS GYMS”, APART FROM THE MARK AS 
SHOWN. 

THE LINING SHOWN IS A FEATURE OF THE MARK 
AND NOT INTENDED TO INDICATE COLOR. 

“JOE WEIDER” AND THE FIGURE IN THE MARK 
IDENTIFY A LIVING INDIVIDUAL WHOSE CONSENT 
IS OF RECORD. 


NOS. 1,048,208, 1,485,344 AND 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR FITNESS CENTER SERVICES (U.S. CL. 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
FOOD SUPPLEMENTS, CLOTHING, EXERCISE EQUIP- 
MENT, AND PUBLICATIONS (U.S. CL. 101). 


SN 74-141,029. BURNHAM PROPERTIES CORPORATION, 
WILMINGTON, DE. FILED 2-21-1991. 


THE MARK CONSISTS OF THE DESIGN OF A FLAME. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONIC CONTROLS FOR AUTOMATICAL- 
LY MONITORING AND CONTROLLING THE OPER- 
ATION OF BOILERS (U.S. CL. 26). 

FIRST USE 1-1-1980; INCOMMERCE 1-1-1980. 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR GAS, OIL, COAL, WOOD AND COMBINATION 
FUEL-FIRED FURNACES, HOT WATER HEATERS, AND 
ELECTRIC BOILERS; HEAT EXCHANGERS; NAMELY, 
BASEBOARD HEATERS, RADIATORS AND HYDRONIC 
FORCED-DRAFT HEATING AND COOLING AIR DIS- 
TRIBUTORS; AIR CONDITIONERS; AND HEAT PUMPS 
(U.S. CL. 34). 

FIRST USE 1-1-1980; IN COMMERCE 1-1-1980. 


SN 74-142,637. TOP SOURCE, INC., PALM BEACH GAR- 
DENS, FL. FILED 2-27-1991. 


EFECS 


CLASS 7—MACHINERY 


FOR SPARK PLUGS; ELECTRONIC IGNITIONS FOR 
VEHICLES (U.S. CLS. 19, 21 AND 23). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER CONTROLLER FOR ATTACHMENT 
TO INTERNAL COMBUSTION ENGINE FOR IMPROV- 
ING THE PERFORMANCE THEREOF (U.S. CL. 26). 


SN 74-142,853. HEWLETT-PACKARD COMPANY, PALO 
ALTO, CA. FILED 2-26-1991. 


SONOS 


CLASS 10—MEDICAL APPARATUS 


FOR ULTRASONIC MEDICAL DIAGNOSTIC APPARA- 
TUS (U.S. CL. 44). 
FIRST USE 5-27-1988; IN COMMERCE 5-27-1988. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR USER GUIDE FOR MEDICAL DIAGNOSTIC AP- 
PLICATIONS (U.S. CL. 38). 
FIRST USE 5-27-1988; IN COMMERCE 5-27-1988. 


SN 74-144,179. RADIO BIBLE CLASS, GRAND RAPIDS, 
MI. FILED 3-4-1991. 


SPORTS SPECTRUM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS”, APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR RELIGIOUS MAGAZINE (U.S. CL. 38). 
FIRST USE 10-15-1990; IN COMMERCE 10-15-1990. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR RADIO PROGRAMS; NAMELY, WEEKLY PHONE 
IN, INTERVIEW, AND SPORTS NEWS PROGRAMS (U.S. 
CL. 107). 

FIRST USE 10-6-1990; IN COMMERCE 10-6-1990. 


SN 74-145,099. MILAZZO INDUSTRIES INC., PITTSTON, 
PA. FILED 2-25-1991. 


LAKE SHORE 


CLASS 1—CHEMICALS 


FOR ICE MELTING PREPARATION FOR SIDEWALKS, 
DRIVEWAYS, PARKING AREAS, AND THE LIKE (U.S. 
CL. 6). 

FIRST USE 11-2-1976; IN COMMERCE 11-2-1976. 


CLASS 4—LUBRICANTS AND FUELS 


FOR CHARCOAL BRIQUETTES, GAS GRILL LAVA 
ROCK, AND MESQUITE WOOD (USS. CL. 15). 


FIRST USE 11-2-1976; IN COMMERCE 11-2-1976. 


SN 74-145,553. DIGIRAY CORPORATION, SAN RAMON, 
CA. FILED 3-7-1991. 


REVERSE GEOMETRY X- 
RAYS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “X-RAYS”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ELECTRONIC DIGITAL X-RAY SYSTEM COM- 
PRISED OF AN X-RAY SCANNING BEAM TUBE AND 
DETECTOR FOR INDUSTRIAL USE, PARTICULARLY 
INSPECTION OF AIRCRAFT AND SPACE SHUTTLE 
STRUCTURE, WELDS AND BRACES, INSPECTION OF 
ELECTRONIC CIRCUIT BOARDS, AND FOOD AND BEV- 
ERAGE CONTAINERS; COMPUTER SOFTWARE FOR 
USE WITH AN ELECTRONIC DIGITAL X-RAY SYSTEM 
(U.S. CLS. 21 AND 26). 


CLASS 10—MEDICAL APPARATUS 


FOR ELECTRONIC DIGITAL X-RAY SYSTEM COM- 
PRISED OF AN X-RAY SCANNING BEAM TUBE AND 
DETECTOR FOR MEDICAL USE (U.S. CL. 44). 


SN 74-147,351. MONOTYPE CORPORATION PLC, THE, 
SALFORDS REDHILL SURREY, ENGLAND, FILED 
3-13-1991. 


BLADO 


307-506 TMOG-92-22 — QL 3 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ROMS, PROMS, EPROMS; MAGNETIC TAPES, 
MAGNETIC DISCS, CARDS BEARING MAGNETIC 
FACES OR AREAS WHICH STORE INFORMATION; 
FILM; VIDEO TAPES, VIDEO DISCS; HOLOGRAPHIC 
PLATES; ALL BEING CAPACITATIVE, ALL CONTAIN- 
ING RECORDINGS OF TYPEFACES, TYPEFONTS, AND 
TYPE DESIGNS OF ALPHANUMERIC CHARACTERS 
AND/OR TYPOGRAPHIC SYMBOLS IN THE FORM OF 
LATENT OR VISUAL IMAGES AND/OR COORDINATED 
NUMERICAL DATA; IMAGESETTING AND TYPESET- 
TING APPARATUS, COMPUTERS AND COMPUTER 
PROGRAMS FOR USE THEREWITH (U.S. CLS. 21, 26 
AND 38). 
FIRST USE 2-4-1985; IN COMMERCE 4-28-1989. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR TYPEFACES, TYPEFONTS AND TYPE DESIGNS 
OF ALPHANUMERIC CHARACTERS AND/OR TYPO- 
GRAPHICAL SYMBOLS RECORDED AS_ VISIBLE 
IMAGES IN PRINTER’S TYPE, PRINTER’S MATRICES 
OR PRINTED MATTER, DRY TRANSFER PRESS LET- 
TERING, PHOTOGRAPHIC IMAGES, THERMAL 
IMAGES, INK JET IMAGES AND VIDEO IMAGES (U.S. 
CL. 38). 

FIRST USE 2-4-1985; IN COMMERCE 4-28-1989. 


SN 74-148,537. PROMEDIA, INC., ATLANTA, GA. FILED 


lov 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED VIDEO AND AUDIO TAPES 
FEATURING ENTERTAINMENT FOR CHILDREN (U.S. 
CL. 36). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CHILDREN’S ACTIVITY BOOKS (U.S. CL. 38). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR TOYS; NAMELY, STUFFED TOYS, TOY ACTION 
FIGURES AND BOARD GAMES (U.S. CL. 22). 
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SN 74-149,187. AT&T UNIVERSAL CARD SERVICES 
CORP., JACKSONVILLE, FL. FILED 3-15-1991. 


WALLET SECURITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SECURITY”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR CREDIT CARD AND RELATED DOCUMENTA- 
TION REGISTRATION (U.S. CL. 101). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR CREDIT CARD PROTECTION SERVICES (U.S. CL. 
102). 


SN 74-149,459. CLUBMASTERS GOLF, INC., OMAHA, NE. 
FILED 3-20-1991. 


CLUBMASTERS GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLF”, APART FROM THE MARK AS SHOWN. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GOLF CLUBS (U.S. CL. 22). 
FIRST USE 2-6-1991; IN COMMERCE 2-6-1991. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL SHOP FEATURING GOLF ITEMS (U.S. 
CL. 101). 
FIRST USE 2-16-1991; IN COMMERCE 2-16-1991. 


SN 74-150,790. CHILDREN’S TELEVISION WORKSHOP, 
NEW YORK, NY. FILED 3-21-1991. 


GO 


TACT 


OWNER OF U.S. REG. NOS. 
OTHERS. 


1,159,992, 1,541,285 AND 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRE-RECORDED VIDEO CASSETTES TO BE 
USED IN ASSOCIATION WITH TEACHING CHILDREN 
SCIENCE AND TECHNOLOGY (U.S. CL. 21). 

FIRST USE 10-15-1989; IN COMMERCE 10-15-1989. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR EDUCATIONAL GUIDES TO BE USED IN ASSO- 
CIATION WITH TEACHING CHILDREN SCIENCE AND 
TECHNOLOGY (U.S. CL. 38). 

FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 


CLASS 28—TOYS AND SPORTING GOODS 
FOR GAME PACKAGE USED FOR EDUCATIONAL 

PURPOSES, AND COMPRISING VIDEO CASSETTES 

AND CARDS DESCRIBING ACTIVITIES, GAMES AND 

EXPERIMENTS, ALL SOLD AS A UNIT (U.S. CL. 22). 
FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 


SN 74-150,843. GASIEWICZ, DONALD, VARYSBURG, NY. 
FILED 3-25-1991. 


SPORTS FANS BEER 


WITH RESPECT OF CLASS 32 ONLY, APPLICANT DIS- 
CLAIMS THE EXCLUSIVE RIGHT TO USE THE WORD 
“BEER” APART FROM THE MARK AS SHOWN. 


CLASS 25—CLOTHING 


FOR SPORTSWEAR; NAMELY, T-SHIRTS, SWEAT- 
SHIRTS, SWEATPANTS, JACKETS, HATS, AND CAPS 
(US. CL. 39). 


CLASS 32—LIGHT BEVERAGES 


FOR BEER, ALE, AND NON-ALCOHOLIC CARBONAT- 
ED BEVERAGES (U.S. CLS. 45 AND 48). 


SN 74-151,472. COMPASS DESIGN AUTOMATION, INC., 
SAN JOSE, CA. FILED 3-26-1991. 


COMPASS DESIGN 
AUTOMATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DESIGN AUTOMATION”, APART FROM THE 
MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR COMPUTER SOFTWARE USED IN DESIGNING 


SEMICONDUCTOR INTEGRATED CIRCUITS (U.S. CL. 
38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER SOFTWARE CONSULTATION AND 
DESIGN OF SEMICONDUCTOR INTEGRATED CIR- 
CUITS (U.S. CLS. 100 AND 101). 
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SN 74-151,853. CATHOLIC RELIEF SERVICES - UNITED 
STATES CATHOLIC CONFERENCE INCORPORATED, 
BALTIMORE, MD. FILED 3-27-1991. 


CRS 


CLASS 36—INSURANCE AND FINANCIAL 


FOR CHARITABLE FUND RAISING SERVICES AND 
PROVIDING FINANCIAL ASSISTANCE TO THE POOR 
AND TO DISASTER VICTIMS (U.S. CL. 102). 

FIRST USE 0-0-1967; IN COMMERCE 0-0-1967. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES; NAMELY, EDUCAT- 
ING PEOPLE TO FULFILL THEIR MORAL RESPONSI- 
BILITIES IN ALLEVIATING HUMAN SUFFERING, RE- 
MOVING ITS CAUSES, AND PROMOTING SOCIAL JUS- 
TICE (U.S. CL. 107). 

FIRST USE 0-0-1967; IN COMMERCE 0-0-1967. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CHARITABLE SERVICES; NAMELY, PROVIDING 
FOOD, CLOTHING, SHELTER, AND MEDICAL ASSIST- 
ANCE TO THE POOR AND TO DISASTER VICTIMS (U.S. 
CL. 100). 

FIRST USE 0-0-1967; IN COMMERCE 0-0-1967. 


SN 74-152,210. KIRCHHOFF GMBH & CO., BETTWEREN- 
FABRIK, D-4400 MUNSTER, FED REP GERMANY, 
FILED 3-28-1991. 


ECSTASY 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 
FOR PILLOWS (U.S. CL. 32). 


CLASS 24—FABRICS 


FOR BED COVERINGS; NAMELY, COMFORTERS 
DUVETS AND DUVET COVERS (US. CL. 32). 


SN 74-153,848. BLACK AND DECKER CORPORATION, 
THE, TOWSON, MD. FILED 4-3-1991. 


PUT BLACK & DECKER TO 
WORK FOR YOU 


OWNER OF U.S. REG. NOS. 
OTHERS. 


1,483,286, 1,544,393 AND 


CLASS 7—MACHINERY 


FOR ELECTRIC KNIVES, ELECTRIC FOOD PROCES- 
SORS AND ELECTRIC CAN OPENERS (U.S. CL. 23). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VACUUM CLEANERS; SMOKE ALARMS; ELEC- 
TRIC IRONS (U.S. CLS. 21, 23, 24 AND 26). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR COFFEE MAKERS, TOASTERS, ELECTRIC FOOD 
WARMERS, PORTABLE ELECTRIC HEATERS, FLASH- 
LIGHTS, ELECTRIC GRIDDLES, WAFFLE MAKERS, 
MICROWAVE OVENS FOR DOMESTIC USE, CORN POP- 
PERS AND ELECTRIC SKILLETS (U.S. CLS. 21 AND 34). 


SN 74-155,160. INTERNATIONAL BUSINESS MACHINES 
CORPORATION, ARMONK, NY. FILED 4-8-1991. 


AIX/6000 


OWNER OF U.S. REG. NOS. 1,555,750 AND 1,560,640. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS FOR USE IN THE FIELD 
OF CONTROLLING THE OPERATION OF OR EXECU- 
TION OF PROGRAMS AND RELATED MANUALS SUP- 
PLIED THEREWITH (U.S. CL. 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR COMPUTER INSTRUCTION MANUALS FOR USE 
WITH COMPUTER PROGRAMS FOR USE IN THE FIELD 
OF CONTROLLING THE OPERATION OF OR EXECU- 
TION OF PROGRAMS (U.S. CL. 38). 


SN 74-155,940. O’HENRY’S FILM WORKS, INC., NEW 
YORK, NY. FILED 4-10-1991. 


O'HENRY’S FILM WORKS 


OWNER OF U.S. REG. NO. 1,482,723. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILM WORKS”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLOR RED, BUT 
COLOR IS NOT A FEATURE OF THE MARK, AND NO 
CLAIM IS MADE TO COLOR. 


CLASS 40—MATERIAL TREATMENT 


FOR PHOTOGRAPHIC PROCESSING SERVICES (U.S. 
CL. 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES FEATURING PHOTO- 
GRAPHIC FILM (U.S. CL. 101). 
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SN 74-156,230. HUMBOLDT INDUSTRIES, INCORPORAT- 
ED, HAZLETON, PA. FILED 4-11-1991. 


THE HOME PET SHOP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PET”, APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CATALOGS FOR PET SUPPLIES (U.S. CL. 38). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR MAIL ORDER SERVICES FEATURING PET SUP- 
PLIES AND TELEVISED SHOP-AT-HOME SERVICES; 
NAMELY, TELEVISION PROGRAMS ABOUT PET SUP- 
PLIES AND ACCESSORIES (U.S. CLS. 101 AND 107). 


SN 74-158,804. XEROX CORPORATION, STAMFORD, CT. 
FILED 4-17-1991. 


TURN THE KEY 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRINTING SYSTEMS CONSISTING OF COMPUT- 
ER INTERFACED PRINTERS AND SOFTWARE (U.S. 
CLS. 26 AND 38). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE AND REPAIR SERVICES OF 
PRINTING SYSTEMS CONSISTING OF COMPUTER 
INTERFACED PRINTERS AND SOFTWARE (U.S. CL. 
103). 


SN 74-159,062. SLIM-FAST FOODS COMPANY, NEW 
YORK, NY. FILED 4-22-1991. 


ULTRA SLIM-FAST 


OWNER OF U.S. REG. NOS. 
OTHERS. 


1,102,508, 1,599,170 AND 


CLASS 5—PHARMACEUTICALS 


FOR PRE-MIXED LIQUID MEAL REPLACEMENT (U.S. 
CLS. 18 AND 46). 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR SALAD DRESSINGS (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


FOR CHOCOLATE-COATED AND YOGURT-COATED 
NUTRITION CRUNCH BARS, FROZEN AND SOFT- 
SERVE CHILLED CONFECTIONS (U.S. CL. 46). 


CLASS 32—LIGHT BEVERAGES 


FOR FRUIT JUICES AND FRUIT DRINKS (U.S. CLS. 45 
AND 46). 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


SN 74-160,694. I CAN’T BELIEVE IT’S YOGURT, LTD., 
DALLAS, TX. FILED 4-25-1991. 


YOBABIES 


CLASS 30—STAPLE FOODS 
FOR FROZEN YOGURT (U.S. CL. 46). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR RESTAURANT SERVICES (U.S. CL. 100). 


SN 74-161,755. SOCCER EDUCATION ASSOCIATES, INC., 
NEWARK, NJ. FILED 4-29-1991. 


SOCCERTEES 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED VIDEO TAPES FEATURING 
SPORTS (U.S. CL. 21). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR POSTERS (U.S. CL. 38). 


CLASS 25—CLOTHING 


FOR CLOTHING; NAMELY, ATHLETIC SHIRTS (U.S. 
CL. 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SOCCER BALLS, SOCCER SHIN GUARDS AND 
MINIATURE TOY SOCCER BALLS (U.S. CL. 22). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES; NAMELY, PRODUCTION OF MOTION PICTURE 
FILMS AND VIDEOTAPES FEATURING SPORTS FOR 
OTHERS (U.S. CL. 107). 


SN 74-162,760. EDGAR RICE BURROUGHS, INC., TAR- 
ZANA, CA. FILED 5-2-1991. 


TARZAN 


OWNER OF U.S. REG. NO. 1,110,458. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED AUDIO CASSETTES FEATUR- 
ING STORIES, SONGS AND MUSIC; SUNGLASSES; PRE- 
RECORDED VIDEO CASSETTES FEATURING MOTION 
PICTURES AND ENTERTAINMENT FEATURES; AND 
SOUND RECORDINGS FEATURING MOTION PICTURE 
SOUND TRACKS (U.S. CLS. 21, 26, 36 AND 38). 


CLASS 14—JEWELRY 


FOR WATCHES, CLOCKS AND COSTUME JEWELRY 
(U.S. CLS. 27 AND 28). 
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CLASS 24—FABRICS 


FOR TOWELS; BEDSHEETS AND PILLOWCASES (U.S. 
CL. 42). 


CLASS 25—CLOTHING 


FOR CLOTHING; NAMELY, SHIRTS, SWEATSHIRTS, 
PANTS, JOGGING SUITS, SHORTS, JACKETS, RAIN- 
COATS, HATS, UNDERWEAR, SOCKS, FOOTWEAR, 
HALLOWEEN COSTUMES, SWIMWEAR, SUSPENDERS, 
BELTS, HEADBANDS, SUN VISORS AND SLEEPWEAR 
(U.S. CL. 39). 


SN 74-162,840. ELLISOR, GLENN D., HUMBLE, TX. 
FILED 5-2-1991. 


VISION SOURCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VISION”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR OPTICAL PRODUCTS; NAMELY, EYEGLASSES, 


EYEGLASS FRAMES, EYEGLASS LENSES, CONTACT 
LENSES AND SUNGLASSES (U.S. CL. 26). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR OPTICIAN AND OPTOMETRY SERVICES AND 
THE RETAIL SALE OF OPTICAL PRODUCTS INCLUD- 
ING EYEGLASSES, EYEGLASS FRAMES, EYEGLASS 
LENSES, CONTACT LENSES AND ACCESSORIES BY 
MEANS OF RETAIL STORES (U.S. CLS. 100 AND 101). 


SN 74-165,984. XEROX CORPORATION, STAMFORD, CT. 
FILED 5-13-1991. 


DIABLO 


CLASS 1—CHEMICALS 


FOR PHOTOCOPIER TONER (U.S. CL. 6). 
FIRST USE 5-0-1988; IN COMMERCE 5-0-1988. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR COMPUTER ATTACHMENTS; NAMELY, DOCU- 
MENT HOLDERS (U.S. CL. 37). 

FIRST USE 5-0-1988; IN COMMERCE 5-0-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-167,480. GREENE, LARRY, FRIDAY HARBOR, WA. 
AND HENDERSON, HAZEL, ST. AUGUSTINE, FL. 
AND KAY, ALAN, WINCHESTER, MA. FILED 
5-17-1991. 


DEMOCRACY IN ACTION 


CLASS 35—ADVERTISING AND BUSINESS 
FOR MARKET RESEARCH SERVICES (U.S. CL. 101). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR TELEVISION PROGRAMS ADDRESSING POLITI- 
CAL AND SOCIAL ISSUES; TELEVISION PRODUCTION 
SERVICES (U.S. CL. 107). 


SN 74-170,768. AUGUST + THAYER CO., NEW YORK, NY. 
FILED 5-28-1991. 


“JUST SAY NOVA.” 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR POSTERS; POST CARDS; AND DECALS (U:S. CL. 
38). 


CLASS 25—CLOTHING 


FOR CLOTHING; NAMELY, T-SHIRTS AND TANK 
TOPS (U.S. CL. 39). 


SN 74-179,731. CRAY RESEARCH, INC., EAGAN, MN. 
FILED 6-24-1991. 


CRINFORM 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS AND INSTRUCTION 
MANUALS SOLD TOGETHER AS A UNIT FOR USE IN 
PROVIDING ON-LINE CUSTOMER SUPPORT SERVICES 
AND TECHNICAL ASSISTANCE, IN THE FIELD OF 
COMPUTER HARDWARE AND SOFTWARE (U.S. CL. 38). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING ON-LINE COMPUTERIZED CUS- 
TOMER SUPPORT SERVICES; NAMELY, PROVIDING 
ON-LINE TECHNICAL ASSISTANCE, A SOFTWARE 
PROBLEM-REPORTING DATABASE, AN ELECTRONIC 
SERVICE AND MARKETING BULLETIN BOARD, AND 
AN ON-LINE LISTING OF CATALOGS AND OTHER 
USER PUBLICATIONS, ALL IN THE FIELD OF COM- 
PUTER HARDWARE AND SOFTWARE (U.S. CLS. 100 
AND 101). 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


SN 74-011,105. AGWAY, 
12-15-1989. 


INC., DEWITT, NY. FILED 


N-SUL 32 


FOR FERTILIZER FOR AGRICULTURAL USE (U.S. CL. 
10). 
FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


SN 74-052,104. GARDENS ALIVE, INC., SUNMAN, IN. BY 
MERGER WITH TDK VENTURES, INC., DBA NATU- 
RAL GARDENING RESEARCH CENTER, SUNMAN, 
IN. FILED 4-23-1990. 


TOMATOES ALIVE! 


OWNER OF U.S. REG. NO. 1,560,261. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOMATOES”, APART FROM THE MARK AS 
SHOWN. 

FOR ORGANIC PLANT FOODS FOR TOMATOES (U.S. 
CL. 10). 

FIRST USE 1-10-1985; IN COMMERCE 1-10-1985. 


SN 74-066,586. JUNGLE LABORATORIES CORPORATION, 
CIBOLO, TX. FILED 6-7-1990. 


JUNGLE POND 


OWNER OF U.S. REG. NO. 1,011,986. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POND”, APART FROM THE MARK AS SHOWN. 

FOR WATER TREATING ADDITIVES FOR ORNA- 
MENTAL FISH PONDS (U.S. CL. 6). 
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CLASS 1—(Continued). 


SN 74-074,504. MITSUI TOATSU CHEMICALS, INCORPO- 
RATED, CHIYODA-KU, TOKYO, JAPAN, FILED 
7-2-1990. 


ALMATEX 


FOR SYNTHETIC RESINS FOR USE IN THE MANU- 
FACTURE OF PAINTS (U.S. CL. 6). 


SN 74-079,332. ANAEROBICOS S.A., CAPITAL FEDERAL, 
ARGENTINA, FILED 7-18-1990. 


CIANO 


FOR INSTANT ADHESIVE WITH HIGH TENSILE 
STRENGTH FOR ORIGINAL ASSEMBLY AND REPAIR 
OF PLASTIC, RUBBER, GLASS, METAL, CERAMIC AND 
WOOD, THE CURING TIME RANGING FROM SER- 
VERAL SECONDS TO A MINUTE OR SO (USS. CL. 5). 


SN 74-082,760. AMERICAN CHEM-TECH, INC., ONTARIO, 
CA. FILED 7-30-1990. 


INTER-GLASS 


FOR SYNTHETIC RESINS FOR SURFACING SWIM- 
MING POOLS (U.S. CL. 6). 
FIRST USE 6-0-1980; IN COMMERCE 6-0-1980. 


SN 74-092,418. PITMAN-MOORE, INC., LAKE FOREST, IL. 
FILED 8-28-1990. 


MASTASSAY 


FOR DIAGNOTIC TEST KIT CONTAINING PRIMARI- 
LY CHEMICAL REAGENTS FOR DETERMINING THE 
ANTIBIOTIC SUSCEPTIBILITY OF MICROORGANISMS 
THAT CAUSE MASTITIS IN CATTLE (U.S. CL. 18). 
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CLASS 1—(Continued). 


SN 74-106,608. CHI MEI INDUSTRIAL CO., LTD., JEN. TE. 
TAINAN COUNTY, TAIWAN, FILED 10-10-1990. 


CHI MEI 


FOR ABS(ACRYLONITRILE-BUTADIENE-STYRENE 
COPOLYMER) RESIN, PS(POLYSTYRENE) RESIN, 
AS(ACRYLONITRILE-STYRENE COPOLYMER) RESIN, 
ACRYLIC RESIN AND SHEET SOLD TO COMMERCIAL 
CUSTOMERS FOR USE IN THE MANUFACTURE OF 
OTHER GOODS (U.S. CL. 1). 

FIRST USE 5-0-1962; IN COMMERCE 5-0-1979. 


SN 74-112,541. AGSCO, INC., GRAND FORKS, ND. FILED 
11-5-1990. 


SCOIL 


FOR ADJUVANTS FOR COMBINING WITH HERBI- 
CIDES FOR AGRICULTURAL USE (USS. CL. 6). 


SN 74-122,568. HERCULES INCORPORATED, WILMING- 
TON, DE. FILED 12-11-1990. 


BENEFAX 


FOR WAX RESIN EMULSIONS USED IN THE MANU- 
FACTURE OF PARTICLE BOARDS AND OTHER STRUC- 
TURAL ELEMENTS USED IN THE CONSTRUCTION IN- 
DUSTRY (U.S. CL. 6). 


SN 74-124,773. TOMEN AMERICA INC., NEW YORK, NY. 
FILED 12-19-1990. 


PREMIGIN 


FOR CHEMICALS FOR USE IN THE MANUFACTUR- 
ING OF FOOD, PERSONAL CARE PREPARATIONS, 
PHARMACEUTICAL PREPARATIONS, PAPER AND 
TEXTILES (U.S. CL. 6). 

FIRST USE 12-6-1990; IN COMMERCE 12-6-1990. 


SN 74-129,441. H.B. FULLER LICENSING & FINANCING 
INC., WILMINGTON, DE. FILED 1-10-1991. 


ZEROPACK 


FOR HOT MELT ADHESIVES FOR INDUSTRIAL USE 
(U.S. CL. 5). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 1—(Continued). 


SN 74-134,653. RESEARCH-COTTRELL, INC., BRANCH- 
BURG, NJ. FILED 1-30-1991. 


MERCUSORB 


FOR MERCURY EMISSIONS REDUCTION CHEMICALS 
USED FOR POLLUTION CONTROL (U.S. CL. 6). 


SN 74-134,664. LONZA INC., FAIR LAWN, NJ. FILED 
1-30-1991. 


XL-1000 


FOR ANTIMICROBIAL AGENT FOR USE IN THE 
MANUFACTURE OF COSMETICS AND TOILETRIES 
(US. CL. 6). 

FIRST USE 12-14-1989; IN COMMERCE 1-8-1990. 


SN 74-134,665. LONZA INC., FAIR LAWN, NJ. FILED 
1-30-1991. 


GLYDANT PLUS 


OWNER OF U.S. REG. NO. 1,152,036. 

FOR ANTIMICROBIAL AGENT FOR USE IN THE 
MANUFACTURE OF COSMETICS AND TOILETRIES 
(U.S. CL. 6). 

FIRST USE 10-13-1989; IN COMMERCE 10-13-1989. 


SN 74-137,107. MORSE ENTERPRISES LIMITED, MIAMI, 
FL. FILED 2-7-1991. 


KEY PLEX 


FOR MICRONUTRIENT COMPOSITION CONTAINING 
BIOSTIMULANTS FOR USE AS FOLIAR AND GROUND 
APPLIED PLANT GROWTH REGULANTS (USS. CL. 6). 

FIRST USE 1-26-1981; INCOMMERCE 1-11-1982. 
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CLASS 1—(Continued). 


SN 74-143,302. PARA-CHEM SOUTHERN, INC., SIMPSON- 
VILLE, SC. FILED 2-28-1991. 


ENVIRONMENTAL 
SAFETY SEAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENVIRONMENTAL SAFETY SEAL”, APART FROM 
THE MARK AS SHOWN. 

FOR FLOOR COVERING ADHESIVES (U.S. CL. 5). 

FIRST USE 1-23-1991; INCOMMERCE 2-6-1991. 


SN 74-145,779. OAKLAND CORPORATION, THE, TROY, 
MI. FILED 3-8-1991. 


ND MICROSPHERES 


OWNER OF U.S. REG. NOS. 
1,578,605. 

FOR MICROENCAPSULATED EPOXY TO BE PREAP- 
PLIED TO THREADED FASTENERS TO MAKE THEM 
SELF-LOCKING (U.S. CL. 5). 


1,543,242, 1,543,243 AND 


SN 74-146,588. L. BRUGGEMANN, KG, D-7100 HEIL- 
BRONN, FED REP GERMANY, FILED 3-11-1991. 


BRUGGOLEN 


FOR CHEMICALS; NAMELY, ADDITIVES FOR USE IN 
THE THERMOPLASTIC INDUSTRY (U.S. CL. 6). 
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SN 74-149,876. BIOGENESIS, NORTHRIDGE, CA. FILED 
3-21-1991. 


AROMATRIM 


FOR CHEMICAL COMPOSITION CONTAINING FRA- 
GRANCES AND COLORING AGENTS APPLIED TO THE 
SKIN OF A USER FOR USE AS PART OF A BEHAVIOR 
MODIFICATION PROGRAM FOR WEIGHT LOSS, 
WEIGHT AND APPETITE CONTROL AND WEIGHT 
MAINTENANCE (USS. CL. 6). 


SN 74-154,160. VOLLRATH GROUP, INC., GALLAWAY, 
TN. FILED 4-4-1991. 


PLASTECOLOGY 


FOR PLASTIC RESIN USED FOR MOLDING (U.S. CLS. 
1 AND 6). 


SN 74-159,612. CIBA-GEIGY CORPORATION, ARDSLEY, 
NY. FILED 4-22-1991. 


BELITE 


FOR WATER-TREATING CHEMICALS FOR SCALE 
CONTROL AND CORROSION INHIBITION FOR USE IN 
INDUSTRIAL SYSTEMS (U.S. CL. 6). 

FIRST USE 10-12-1982; IN COMMERCE 10-12-1982. 


SN 74-161,027. UNION CARBIDE CHEMICALS & PLAS- 
TICS TECHNOLOGY CORPORATION, WILMINGTON, 
DE. FILED 4-25-1991. 


SPATTER GUARD 


FOR HYDROXYETHYL CELLULOSE THICKENERS 
FOR USE IN COATINGS (U.S. CLS. 6 AND 16). 
FIRST USE 8-21-1990; IN COMMERCE 12-12-1990. 


SN 74-164,194. POLYFOAM PRODUCTS, INC., SPRING, 
TX. FILED 5-6-1991. 


MILPRO 


FOR CHEMICALS USED TO CREATE POLYURE- 
THANE FOAM PURSUANT TO MILITARY SPECIFICA- 
TIONS (U.S. CL. 6). 

FIRST USE 12-19-1990; IN COMMERCE 12-19-1990. 
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SN 74-168,277. BUSHWACKER BACKPACK & SUPPLY 
CO., MISSOULA, MT. FILED 5-20-1991. 


KIC OC-10 


FOR NON-LETHAL, CHEMICAL LIQUID PREPARA- 
TION FOR TEMPORARILY INCAPACITATING PERSONS 
(U.S. CL. 6). 


SN 74-168,278. BUSHWACKER BACKPACK & SUPPLY 
CO., MISSOULA, MT. FILED 5-20-1991. 


OC-10 


FOR NON-LETHAL, CHEMICAL LIQUID PREPARA- 
TION FOR TEMPORARILY INCAPACITATING PERSONS 
(U.S. CL. 6). 

FIRST USE 11-15-1990; IN COMMERCE 11-15-1990. 


CLASS 2—PAINTS 


SN 74-065,362. BEHR PROCESS CORPORATION, SANTA 
ANA, CA. FILED 6-4-1990. 


~ BS 


} | Se 


DIT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WHITE”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR INTERIOR AND EXTERIOR PAINTS, PRIMERS 
FOR PREPARING SURFACES TO BE PAINTED, STAINS 
IN THE NATURE OF COATING AND VARNISHES (U.S. 
CL. 16). 

FIRST USE 4-5-1990; IN COMMERCE 4-5-1990. 


al ao? 
$ 


a. 
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SN 74-070,705. JOHNSON MATTHEY INC., VALLEY 
FORGE, PA. FILED 6-19-1990. 


POLYSIL 


FOR SILVER-BASED PASTE USED IN THE CON- 
STRUCTION OF SEMICONDUCTOR DEVICES (U.S. CL. 
50). 
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SN 74-081,082. PACHYDERM MARKETING CORPORA- 
TION, TAMPA, FL. FILED 7-23-1990. 


WOL-COAT 


FOR EXTERIOR PAINTS AND PROTECTIVE COAT- 
INGS IN THE NATURE OF PAINTS FOR APPLICATION 
TO COMMERCIAL STRUCTURES (U.S. CL. 16). 


SN 74-103,948. SURFACE PROTECTION INDUSTRIES, 
INC., LOS ANGELES, CA. FILED 10-9-1990. 


ZO-ELASTOMER 


FOR PAINT PRIMER (U.S. CL. 16). 
FIRST USE 6-30-1990; IN COMMERCE 6-30-1990. 


SN 74-113,466. POLYMERICS, 
FILED 11-8-1990. 


INC., WALTHAM, MA. 


© 


Saletallics 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “METALLICS”, APART FROM THE MARK AS 
SHOWN. 

FOR FABRIC PAINT (US. CL. 16). 

FIRST USE 3-0-1989; IN COMMERCE 3-0-1989. 


SN 74-151,218. STELLWIN, INC., DEERFIELD, IL. FILED 
3-25-1991. 


TRUE-MASTER 


FOR INTERIOR AND EXTERIOR HOUSE PAINTS, 
VARNISHES AND LACQUERS (U.S. CL. 16). 
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SN 74-151,249. SHERWIN-WILLIAMS COMPANY, THE,’ SN 73-824,767. REGAL GLOSS, INC., GRAY, LA. FILED 


CLEVELAND, OH. FILED 3-25-1991. 


SHER-WOOD 


OWNER OF U.S. REG. NO. 723,764. 

FOR CLEAR AND PIGMENTED COATINGS IN THE 
NATURE OF PAINTS, STAINS, DYE STAINS, SEALERS, 
LACQUERS, VARNISHES, SHELLACS, PRIMERS AND 
WOOD FILLERS (U.S. CL. 16). 

FIRST USE 1-20-1986; IN COMMERCE 1-20-1986. 


SN 74-151,962. SHERWIN-WILLIAMS COMPANY, THE, 
CLEVELAND, OH. FILED 3-27-1991. 


SEAL-OFF 


FOR PRIMER-SEALER AUTOMOTIVE COATING COM- 
POSITIONS (U.S. CL. 16). 
FIRST USE 9-14-1981; IN COMMERCE 9-14-1981. 


SN 74-154,744. FLECTO COMPANY, 
LAND, CA. FILED 4-8-1991. 


INC., THE, OAK- 


DIAMOND WOOD STAIN 


OWNER OF US. REG. 
1,620,708. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WOOD STAIN”, APART FROM THE MARK AS 
SHOWN. 

FOR WOOD STAIN INCLUDING AN INTERPENE- 
TRATING POLYMER NETWORK (U.S. CL. 16). 


NOS. 1,604,243, 1,614,537 AND 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


SN 73-752,214. ALLERCARE, INC., MINNEAPOLIS, MN. 
ASSIGNEE OF LASALLE “10” INTERNATIONAL, INC., 
PARAMUS, NJ. FILED 9-16-1988. 


lSEMé 10 


FOR NAIL CARE PREPARATIONS; NAMELY, NAIL 
FIXATIVES, NAIL HARDENERS, NAIL STRENGTHEN- 
ERS, NAIL REPAIR KITS, HAIR CARE PRODUCTS; 
NAMELY, HAIR SPRAY; ANTIPERSPIRANTS; AND 
SHAVE CREAM (U.S. CL. 51). 

FIRST USE 5-15-1988; IN COMMERCE 5-15-1988. 


9-11-1989. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRO SHINE” AND “FAST & EASY”, APART FROM 
THE MARK AS SHOWN. 

THE STIPPLING IS FOR DESIGN PURPOSES, AND 
DOES NOT INDICATE COLOR. 

FOR CAR CARE PREPARATIONS; NAMELY, WAX, 
POLISH, GLAZE AND CLEANING PREPARATIONS (U.S. 
CL. 52). 

FIRST USE 2-1-1989; IN COMMERCE 7-1-1989. 


SN 74-062,130. LABORATOIRE DR RENAUD INC., OU- 
TREMONT, QUEBEC, CANADA, FILED 5-24-1990. 


PHYTOGEL 


FOR SKIN CLEANSING GEL (U.S. CLS. 51 AND 52). 
FIRST USE 2-28-1983; IN COMMERCE 2-28-1983. 


SN 74-070,694. REVLON-REALISTIC PROFESSIONAL 
PRODUCTS, INC., NEW YORK, NY. FILED 6-18-1990. 


EQUAVE 


OWNER OF U.S. REG. NO. 1,600,239. 
FOR HAIR SHAMPOO (U.S. CL. 51). 
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SN 74-077,314. DOWBRANDS INC., INDIANAPOLIS, IN. 
FILED 7-11-1990. 


TROPA 


FOR HAIR CARE PREPARATIONS; NAMELY, SHAM- 
POOS AND CONDITIONERS (U.S. CLS. 51 AND 52). 


SN 74-081,447. LOREAL, PARIS CEDEX, FRANCE, FILED 
7-19-1990. 
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OWNER OF FRANCE REG. NO. 
10-20-1989, EXPIRES 10-20-1999. 
FOR SUNTANNING PREPARATIONS (U.S. CL. 51). 


1556315, DATED 


SN 74-085,453. BEVERLY HILLS NATURAL PRODUCTS, 
INC., LOS ANGELES, CA. FILED 8-6-1990. 


BEVERLY HILLS NATURAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL”, APART FROM THE MARK AS 
SHOWN. 

FOR COSMETIC AND TOILETRY PREPARATION; 
NAMELY, SKIN AND BEAUTY OIL, HAIR SHAMPOOS, 
HAIR CONDITIONERS, SKIN CREAMS, SKIN LOTIONS, 
LIQUID AND BAR SOAP, SKIN REFRESHERS AND 
MAKEUP REMOVER (U.S. CLS. 51 AND 52). 
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SN 74-085,864. GIORGIO ARMANI S.P.A., MILANO, 
ITALY, FILED 8-7-1990. 


MANI 


OWNER OF ITALY REG. NO. 334173, DATED 9-16-1982, 
EXPIRES 5-24-2002. 

FOR BLEACHING PREPARATIONS FOR LAUNDRY 
USE, CLEANING PREPARATIONS FOR BATHROOMS, 
KITCHENS CABINETS AND APPLIANCES AND FOR 
LAUNDRY USE, POLISHING PREPARATIONS FOR USE 
IN BATHROOMS, ON KITCHEN CABINETS AND APPLI- 
ANCES AND ON FURNITURE, SCOURING PREPARA- 
TIONS FOR USE IN BATHROOMS AND KITCHEN AP- 
PLIANCES AND FIXTURES, ABRASIVE CLEANING 
PREPARATIONS FOR USE IN BATHROOMS AND 
KITCHEN APPLIANCES AND FIXTURES; HAND, 
FACIAL AND BATH SOAPS; PERFUMES, ESSENTIAL 
OILS FOR PERSONAL USE; COSMETICS; NAMELY, 
BEAUTY MASKS; GREASES FOR COSMETIC PURPOSES; 
BODY AND HAND CREAMS, SKIN LOTIONS AND BODY 
OILS; TOILET WATER; DUSTING POWDER; TALC; CO- 
LOGNE; HAIR SHAMPOO; HAIR CONDITIONERS; HAIR 
LOTIONS; HAIR DYES; CLEANSING MILK; FACE 
CREAMS; FACE MAKE-UP; MAKE-UP REMOVERS; 
FACE POWDER; COLD CREAM; NAIL POLISH; NAIL- 
POLISH REMOVERS; BLUSH; LIPSTICK; EYE SHADOW; 
EYE LINER; MASCARA; DENTIFRICES; SUN-TAN 
LOTION AND PRE-SUN LOTION; TOILET SOAP (U.S. 
CLS. 51 AND 52). 


SN 74-086,533. LAUREN, RICKY, DBA TRUSTEE OF THE 
RALPH LAUREN TRUST, A NEW YORK TRUST, NEW 
YORK, NY. AND KAPLAN, MARK N., DBA TRUSTEE 
OF THE RALPH LAUREN TRUST, A NEW YORK 
TRUST, NEW YORK, NY. FILED 8-8-1990. 


SAFARI 


OWNER OF U.S. REG. NOS. 1,453,839 AND 1,453,840. 

FOR BODY LOTION, BODY OIL, BODY CREAM, BODY 
SCRUB, BODY SMOOTHER, BATH AND SHOWER GEL, 
BATH AND SHOWER OIL, BODY POWDER, SOAP, DEO- 
DORANT, SHAMPOO, FACE MOISTURIZER, LIP MOIS- 
TURIZER, SUN PROTECTION LOTION, SUNTAN PREP- 
ARATIONS, TAN ACCELERATING CREAM AND MEN’S 
COLOGNE (U.S. CL. 51). 


SN 74-089,301. SAUTE, ROBERT E., LOS ANGELES, CA. 
FILED 8-20-1990. 


ROWONE 


FOR FRAGRANCES IN THE NATURE OF PERFUMES, 
COLOGNES AND TOILET WATERS (U.S. CL. 51). 
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SN 74-094,069. BECKER LISA J., SADDLE BROOK, NJ. 
FILED 9-4-1990. 


COCONANAMINT 


FOR FRAGRANCES; NAMELY, FRAGRANCES FOR 
USE IN FORMULATING SKIN CARE PRODUCTS (US. 
CLS. 6 AND 51). 


SN 74-098,323. HAL-HEN COMPANY, INC., LONG ISLAND 
CITY, NY. FILED 9-17-1990. 


SANITIZE H/H 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SANITIZE”, APART FROM THE MARK AS 
SHOWN. 

FOR CLEANING/SANITIZING PREPARATION 
HEARING AIDS (U.S. CLS. 6 AND 52). 

FIRST USE 5-15-1988; IN COMMERCE 5-23-1988. 


FOR 


SN 74-106,720. CHUCKLES, INC., DBA SUKESHA, MAN- 
CHESTER, NH. FILED 10-17-1990. 


ALL-NUTRIENT 


FOR HAIR SHAMPOO, HAIR CONDITIONER, SPRAY 
GEL AND HAIR AND SKIN OIL (U.S. CL. 51). 
FIRST USE 12-0-1986; IN COMMERCE 12-0-1986. 


SN 74-108,700. CHEMICAL SPECIALTIES MANUFACTUR- 
ING CORPORATION, DBA CHEMSPEC, INC., BALTI- 
MORE, MD. FILED 10-24-1990. 


ONECLEAN 


FOR TRAFFIC LANE CLEANING PREPARATION FOR 
CARPETS AND RUGS, AND CARPET AND RUG DETER- 
GENT (U.S. CL. 52). 

FIRST USE 8-28-1990; IN COMMERCE 8-28-1990. 


SN 74-109,082. HELENE CURTIS, INC., CHICAGO, IL. 
FILED 10-25-1990. 


FLORESCENCE 


FOR HAIR SHAMPOO, CONDITIONER, GEL AND 
HAIR SPRAY (U.S. CL. 51). 
FIRST USE 8-10-1990; IN COMMERCE 8-10-1990. 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


CLASS 3—(Continued). 


SN 74-112,301. LUME INTERNATIONAL, INC., SALT 
LAKE CITY, UT. FILED 11-5-1990. 


MOISTURE GLOVE 
PROTECTIVE DAYTIME 
LOTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROTECTIVE DAYTIME LOTION”, APART FROM 
THE MARK AS SHOWN. 

FOR SKIN LOTIONS (U.S. CL. 51). 


SN 74-113,199. LUME INTERNATIONAL, 
LAKE CITY, UT. FILED 11-7-1990. 


MOISTURE GLOVE 
INTENSIVE NIGHTTIME 
TREATMENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NIGHTTIME TREATMENT”, APART FROM THE 
MARK AS SHOWN. 

FOR SKIN LOTIONS (U.S. CL. 51). 


INC., SALT 


SN 74-118,250. EUGENE-GALLIA, 75009 PARIS, FRANCE, 
FILED 11-16-1990. 


EVOLUTIVE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 210325, FILED 5-17-1990, REG. NO. 
1592585, DATED 5-17-1990, EXPIRES 5-17-2000. 

FOR HAIR CARE PREPARATIONS; NAMELY, LO- 
TIONS, SHAMPOO, PERMANENT WAVE PREPARA- 
TIONS, HAIR DYES (U.S. CLS. 51 AND 52). 


SN 74-119,255. CAMEO INCORPORATED, TOLEDO, OH. 
FILED 4-1-1991. 


DENTAMINT 


FOR MOUTHWASH (U.S. CL. 51). 
FIRST USE 8-13-1990; IN COMMERCE 8-13-1990. 


SN 74-121,233. MERCK & CO., INC., RAHWAY, NJ. FILED 
12-6-1990. 


COIL POW’R 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COIL”, APART FROM THE MARK AS SHOWN. 

FOR CHEMICAL CLEANER FOR AIR CONDITIONING 
AND REFRIGERATION COILS (U.S. CLS. 6 AND 52). 
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SN 74-123,336. SALTSBERG, ERIC, DBA CONSULTING- 
PLAN U.S.A, NEW YORK, NY. FILED 12-14-1990. 


INS’TAN 


FOR NON-MEDICATED SKIN TANNING PREPARA- 
TIONS (U.S. CL. 51). 
FIRST USE 0-0-1980; IN COMMERCE 3-2-1990. 


SN 74-128,230. GIORGIO BEVERLY HILLS, INC., SANTA 
MONICA, CA. FILED 1-7-1991. 


OWNER OF U.S. REG. NOS. 1,165,125 AND 1,526,382. 

THE MATTER SHOWN BY THE DOTTED LINES IS 
NOT A PART OF THE MARK. NO CLAIM IS MADE TO 
IT IN AS MUCH AS IT SERVES ONLY TO SHOW THE 
POSITION OF SAID MARK. 

FOR COSMETICS FOR WOMEN; NAMELY, BODY 
MOISTURIZER, BODY CREAM, PERFUMED SOAP AND 
GEL, DUSTING POWDER, PERFUMED DRY OIL MIST, 
BODY TALC, ANTIPERSPIRANT, AND BODY SHAMPOO 
(U.S. CL. 51). 

FIRST USE 12-29-1987; IN COMMERCE 12-29-1987. 


SN 74-137,136. ALMAY, INC., NEW YORK, NY. FILED 
2-7-1991. 


JUST ENOUGH 


OWNER OF U.S. REG. NO. 1,020,293. 
FOR COSMETICS; NAMELY, FACIAL MAKEUP (U.S. 
CL. 51). 


SN 74-137,145. MAX FACTOR & CO., LOS ANGELES, CA. 
FILED 2-7-1991. 


FEARLESS LASHES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LASHES”, APART FROM THE MARK AS SHOWN. 
FOR COSMETICS; NAMELY, MASCARA (U.S. CL. 51). 
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SN 74-140,897. HARPP INDUSTRIES, INC., RICHMOND 
HILL ONTARIO LAC 7X9, CANADA, FILED 2-20-1991. 


DESERT ICE 


FOR SUN SCREEN PREPARATIONS (U.S. CL. 51). 


SN 74-144,410. GABEL’S COSMETICS, INC., LOS ANGE- 
LES, CA. FILED 3-4-1991. 


FOR AFTER SHAVE LOTION/FRESHENER FOR MEN 
AND WOMEN (USS. CL. 51). 
FIRST USE 5-5-1960; IN COMMERCE 5-5-1960. 


SN 74-145,486. DANIEL, S.J., 
3-7-1991. 


MURDOCK, FL. FILED 


Cat in the Moon 


FOR TOILETRIES; NAMELY, FRAGRANT BODY OILS, 
SCENTED BATH OILS AND POWDERS, AND INCENSE 
(U.S. CLS. 6 AND 51). 

FIRST USE 12-17-1990; IN COMMERCE 12-17-1990. 


SN 74-146,295. APHRODISIA PRODUCTS, INC., BROOK- 
LYN, NY. FILED 3-11-1991. 


LIVING WITH FRAGRANCE 


FOR POTPOURRI, PERFUMES (US. CLS. 1, 50 AND 51). 


SN 74-147,165. LPS LABORATORIES, INC., TUCKER, GA. 
FILED 3-12-1991. 


PRESOLVE 


FOR ALL PURPOSE CLEANER DEGREASER (U.S. CL. 
52). 
FIRST USE 5-24-1991; IN COMMERCE 5-24-1991. 





T™< 44 


CLASS 3—(Continued). 


SN 74-149,803. WHITE CAP, INC., PAOLI, PA. FILED 
3-21-1991. 


Xtra- 
pine 


OWNER OF U.S. REG. NO. 1,562,911. 
FOR HOUSEHOLD CLEANER (U.S. CL. 52). 
FIRST USE 7-0-1985; IN COMMERCE 7-0-1985. 


SN 74-150,023. JOICO LABORATORIES, INC., CITY OF IN- 
DUSTRY, CA. FILED 3-22-1991. 


THE STIPPLING SHOWN ON THE HEMISPHERE 
DESIGN IS INTENDED TO DEPICT SHADING AND NOT 
ANY COLOR. 

FOR NON-MEDICATED HAIR CARE PREPARATIONS; 
NAMELY, SHAMPOO, CONDITIONER, STYLING 
LOTION, HAIR SPRAY AND HAIR RECONSTRUCTER 
(U.S. CLS. 51 AND 52). 

FIRST USE 4-29-1991; IN COMMERCE 5-1-1991. 
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SN 74-150,443. COSMETIC PRODUCTION, 75006 PARIS, 
FRANCE, FILED 3-22-1991. 


TOSCANA 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 


APPLICATION NO. 242712, FILED 10-11-1990, REG. NO. 


1,621,124, DATED 10-11-1990, EXPIRES 10-11-2000. 
FOR TOILET WATERS AND PERFUMES (U.S. CL. 51). 


SN 74-150,924. AESTHE-DERM, INC., SOUTHFIELD, MI. 
FILED 3-25-1991. 


GLY DERM 


FOR COSMETIC SKIN CREAM, COSMETIC SKIN 
LOTION, COSMETIC FACIAL CLEANSER, COSMETIC 
FOUNDATION, MAKE-UP REMOVER, SHAMPOO, SUN- 
SCREEN AND BATH OIL (U.S. CLS. 51 AND 52). 

FIRST USE 11-0-1990; IN COMMERCE 11-0-1990. 


SN 74-151,368. BENJAMIN ANSEHL COMPANY, THE, ST. 
LOUIS, MO. FILED 3-25-1991. 


FRESH APPROACH 


OWNER OF U.S. REG. NOS. 1,321,706 AND 1,392,055. 
FOR SHAMPOO AND HAIR CONDITIONER (U.S. CLS. 
51 AND 52). 


SN 74-151,478. S. C. JOHNSON & SON, INC., RACINE, WI. 
FILED 3-26-1991. 


SCALE DOWN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SCALE”, APART FROM THE MARK AS SHOWN. 

FOR LIME REMOVAL PREPARATION FOR COMMER- 
CIAL AND HOUSEHOLD USE TO BE USED ON TILES, 
WALLS, SINKS, SHOWERS AND BATHTUBS (U.S. CL. 
52). 





JANUARY 7, 1992 


CLASS 3—(Continued). 


SN 74-151,483. DIAL CORPORATION, THE, PHOENIX, AZ. 
FILED 3-26-1991. 


OWNER OF U.S. REG. NO. 343,151. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING IS FOR SHADING PURPOSES ONLY 
AND DOES NOT INDICATE COLOR. 

FOR TOILET SOAP (U.S. CL. 52). 

FIRST USE 12-10-1990; IN COMMERCE 12-10-1990. 


SN 74-151,900. E. DAVIS, INC., PISCATAWAY, NJ. FILED 
3-27-1991. 


MONEY HOUSE BLESSING 


OWNER OF U.S. REG. NOS. 1,034,183 AND 1,470,342. 

FOR INCENSE/AIR FRESHENER SPRAYS, INCENSE 
STICKS AND INCENSE CONES (U.S. CL. 6). 

FIRST USE 2-1-1971; INCOMMERCE 2-1-1971. 


SN 74-152,878. CARIBBEAN BASIN RESEARCH LABORA- 
TORIES, INC., FORT LAUDERDALE, FL. FILED 
4-1-1991. 


SAHARA SUN CARE 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUN CARE”, APART FROM THE MARK AS 
SHOWN. 

FOR SUN BLOCK AND SUN SCREEN PREPARATIONS 
(U.S. CL. 51). 
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SN 74-153,773. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 4-2-1991. 


COOL BREEZE 


FOR ANTIPERSPIRANTS AND DEODORANTS (U.S. 
CL. 51). 


SN 74-154,139. STATE CHEMICAL MANUFACTURING 
COMPANY, THE, CLEVELAND, OH. FILED 4-4-1991. 


ORAN-GEL 


FOR ALL PURPOSE HEAVY DUTY CITRUS DE- 
GREASER (U.S. CL. 52). 
FIRST USE 2-2-1989; IN COMMERCE 2-2-1989. 


SN 74-156,149. MENNEN COMPANY, THE, MORRIS- 
TOWN, NJ. FILED 4-8-1990. 


GIGGLEBERRY 


FOR BUBBLE BATH, BATH SOAP, HAIR SHAMPOO 
AND HAIR CONDITIONING SHAMPOO (U.S. CL. 52). 


SN 74-157,051. CUNNINGHAM, PAUL MAX, DALTON, 
GA. FILED 4-15-1991. 


BALDY GARD 


FOR SUN TANNING AND SCREENING LOTION (U.S. 
CL. 51). 


SN 74-157,513. ROUX LABORATORIES, INC., JACKSON- 
VILLE, FL. FILED 4-15-1991. 


SYNAPLEX QUICK SPRITZ 


OWNER OF U.S. REG. NOS. 
1,600,240. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPRITZ”, APART FROM THE MARK AS SHOWN. 

FOR FINISHING SPRAY AND GLOSSER FOR THE 
HAIR (U.S. CL. 51). 

FIRST USE 4-3-1991; IN COMMERCE 4-3-1991. 


1,549,723, 1,550,682 AND 
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SN 74-157,536. PECK, NEIL D., LOGAN, UT. FILED 
4-12-1991. 


CARPET MAID 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARPET”, APART FROM THE MARK AS SHOWN. 

FOR CARPET AND UPHOLSTERY CLEANING PREP- 
ARATIONS, CARPET, AND WINDOW COVERINGS; 
NAMELY, WINDOW BLINDS (US. CL. 52). 


SN 74-157,972. GURTLER CHEMICALS, 
HOLLAND, IL. FILED 4-17-1991. 


INC., SOUTH 


ENVIRO-DET 


FOR DETERGENTS FOR USE IN COMMERCIAL 
LAUNDRY AND WARE WASHING APPLICATIONS (U.S. 
CL. 52). 


SN 74-157,973. MARKS, SHELDON S., BROOKLYN, NY. 
FILED 4-17-1991. 


AFRICAN PRIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AFRICAN”, APART FROM THE MARK AS SHOWN. 

FOR INCENSE SPRAY, HAIR OILS, HAIR CONDITION- 
ER, HAIR SHAMPOO, HAIR GELS, SKIN TONER AND 
SKIN MOISTURIZER (U.S. CLS. 51 AND 52). 


SN 74-158,150. MCKENZIE, WILLIAM YANCEY III, CARR- 
BORO, NC. FILED 4-18-1991. 


FANTAN 


FOR SUNTAN LOTION (U.S. CL. 51). 


SN 74-158,219. ROBERTS RESEARCH LABORATORIES, 
INC., BOYNTON BEACH, FL. FILED 4-18-1991. 


JUST LONG HAIR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HAIR”, APART FROM THE MARK AS SHOWN. 

FOR HAIR CARE PRODUCTS; NAMELY, SHAMPOO, 
CONDITIONER AND HAIR SPRAY (U.S. CL. 51). 

FIRST USE 10-22-1990; IN COMMERCE 10-22-1990. 
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SN 74-159,144. CHARLES OF THE RITZ GROUP LTD., 
NEW YORK, NY. FILED 4-22-1991. 


COLOR ALL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLOR”, APART FROM THE MARK AS SHOWN. 

FOR COSMETICS; NAMELY, EYE SHADOW, BLUSH, 
MASCARA, EYE PENCILS, MAKE-UP, FRAGRANCES 
AND PERFUMES (U.S. CL. 51). 


SN 74-159,234. DONALD B. FEINSOD, M.D., P.C., HEW- 
LETT, NY. FILED 4-22-1991. 


FRESHAVE 


FOR SHAVING CREAM, SHAVING GEL, SHAVING 
BALM, AND SHAVING LOTION (U.S. CL. 51). 
FIRST USE 1-28-1991; INCOMMERCE 1-28-1991. 


SN 74-159,609. PROCTER & GAMBLE COMPANY, THE, 
CINCINNATI, OH. FILED 4-19-1991. 


OWNER OF U.S. REG. NOS. 688,858, 
OTHERS. 

FOR HAIR SHAMPOO AND HAIR CONDITIONER (U.S. 
CL. 52). 


1,312,952 AND 


SN 74-160,617. MARKS, SHELDON S., BROOKLYN, NY. 
FILED 4-25-1991. 


AFRICAN MIRACLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AFRICAN”, APART FROM THE MARK AS SHOWN. 

FOR INCENSE SPRAY, HAIR OILS, HAIR CONDITION- 
ER, HAIR SHAMPOO, HAIR GELS, SKIN TONER AND 
SKIN MOISTURIZER (U.S. CL. 51). 
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SN 74-160,949. KIWI BRANDS, INC., DOUGLASSVILLE, 
PA. FILED 4-26-1991. 


JONNY 


OWNER OF U.S. REG. NOS. 547,881, 
1,492,830. 

FOR TOILET BOWL CLEANER (U.S. CL. 52). 

FIRST USE 5-12-1987; INCOMMERCE 5-12-1987. 


1,482,946 AND 


SN 74-161,076. ALWIN ENTERPRISES INTERNATIONAL, 
INC., POMPANO BEACH, FL. FILED 4-26-1991. 


AROMASENSE 


FOR TOILETRIES; NAMELY, BATH GEL, MOISTURIZ- 
ING LOTION, HAND AND BODY SOAP, COLOGNE, 
BODY TALC, BATH OIL, SHAMPOO, BATH POWDER, 
BATH CREAMS, BATH CRYSTALS, BATH CUBES, AND 
BATH OIL BEADS (U.S. CLS. 51 AND 52). 


SN 74-161,962. IMAGE MARKETING, 
VILLE, OR. FILED 4-29-1991. 


SILKBATH 


FOR SKIN CREAMS, SKIN LOTIONS, SOAP FOR SKIN, 
BATH GEL, BATH OIL AND BATH POWDER (USS. CLS. 
51 AND 52). 


INC., WILSON- 


SN 74-162,047. GLORIA GUGGENHEIM LTD., LONDON, 
S.W.3, ENGLAND, FILED 4-24-1991. 


PINK DIAMOND 


FOR PERFUMES, TOILET WATERS AND COLOGNES 
(U.S. CL. 51). 


SN 74-162,434. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 4-30-1991. 


FRESH BOUQUET 


FOR ANTIPERSPIRANT/DEODORANT (USS. CL. 51). 


SN 74-162,958. NATIONAL INTERCHEM CORP., CHICA- 
GO, IL. FILED 5-2-1991. 


KLEANSTROKE 


FOR ALL-PURPOSE CLEANING PREPARATION FOR 
HOUSEHOLD USE (US. CL. 52). 
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SN 74-163,382. WORLDASIA IMPORTS, INC., WOODIN- 
VILLE, WA. FILED 5-3-1991. 


SPRINGFRESH 


FOR BABY POWDER, MOUTHWASH, DEODORANT, 
TOOTHPASTE, HAIR SHAMPOO, SKIN SOAP, SHAVING 
LOTION, SHAVE CREAM, AFTERSHAVE LOTION (U.S. 
CL. 51). 


SN 74-163,460. WORLDASIA IMPORTS, INC., WOODIN- 
VILLE, WA. FILED 5-3-1991. 


MEGAFRESH 


FOR BABY POWDER, MOUTHWASH, DEODORANT, 
TOOTHPASTE, HAIR SHAMPOO, SKIN SOAP, SHAVING 
LOTION, SHAVE CREAM, AFTERSHAVE LOTION (U.S. 
CL. 51). 


SN 74-163,615. CARPHI LTD, NEW YORK, NY. FILED 
5-6-1991. 


CARPHI 


FOR COSMETICS; NAMELY, HAIR SHAMPOOS, SKIN 
CONDITIONERS, FACIAL CLEANSING CREAMS, SKIN 
TONERS, SKIN CREAMS, AND SUN SCREEN PREPARA- 
TIONS (U.S. CLS. 51 AND 52). 


SN 74-165,735. KAADY SOLUTIONS CORP., PORTLAND, 
OR. FILED 5-13-1991. 


ULTRA GOLD 


FOR CLEANING SOLUTIONS USED IN AUTOMATED 
CAR WASHING SYSTEMS (US. CL. 52). 
FIRST USE 3-14-1991; IN COMMERCE 3-14-1991. 


SN 74-165,857. MIRACLE LINE, INC., PLANTATION, FL. 
FILED 5-13-1991. 


PUMICE PRO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PUMICE”, APART FROM THE MARK AS SHOWN. 

FOR BLOCKS OF PUMICE CONTAINING PLUGS OF 
SOAP (U.S. CL. 52). 
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SN 74-165,873. BLUBLOCKER CORPORATION, NORTH- 
BROOK, IL. FILED 5-13-1991. 


BLUBLOCKER 


OWNER OF U.S. REG. 
1,615,538. 

FOR AUTOMOTIVE WAXES, POLISHES AND CLEAN- 
ERS (U.S. CLS. 4 AND 52). 


NOS. 1,504,627, 1,537,150 AND 


SN 74-166,173. MATRIX ESSENTIALS, INC., SOLON, OH. 
FILED 5-13-1991. 


MATRIX 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR HAIR CARE PRODUCTS; NAMELY, SHAMPOOS, 
CONDITIONERS, RINSES, STYLING LOTIONS, GELS, 
GLAZES, TONICS, PERMANENT WAVES, HAIR COLOR- 
ING PREPARATIONS, COLOR ADDITIVES, BLEACHES, 
HAIR POLISH, STYLING FOAMS, LEAVE-IN CURL RE- 
TENTION PREPARATIONS, HAIRSPRAY, AND PROTEC- 
TIVE HAND CREAM (U.S. CLS. 51 AND 52). 

FIRST USE 9-25-1980; IN COMMERCE 9-25-1980. 


1,277,705, 1,479,259 AND 


SN 74-166,706. MARY KAY COSMETICS, INC., DALLAS, 
TX. FILED 5-15-1991. 


EXQUISITE 


OWNER OF US. REG. NOS. 1,001,323 AND 1,515,097. 


FOR BODY LOTION AND BODY POWDER (U.S. CL. 
51). 


FIRST USE 0-0-1988; IN COMMERCE 0-0-1988. 


SN 74-166,808. REVLON-REALISTIC PROFESSIONAL 
PRODUCTS, INC., NEW YORK, NY. FILED 5-15-1991. 


SHAPINGS 


OWNER OF U.S. REG. NOS. 1,445,825 AND 1,538,786. 
FOR HAIR SPRAY (U.S. CL. 51). 


SN 74-166,809. ROUX LABORATORIES, INC., JACKSON- 
VILLE, FL. FILED 5-15-1991. 


PERFECT TOUCH 


OWNER OF US. REG. 
OTHERS. 
FOR HAIR SPRAY (U.S. CL. 51). 


NOS. 677,470, 1,612,566 AND 
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SN 74-166,880. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 5-7-1991. 


DRY DESIGN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DRY”, APART FROM THE MARK AS SHOWN. 

FOR ANTIPERSPIRANTS AND DEODORANTS (U.S. 
CL. 51). 


SN 74-167,130. AQUALEO, INC., BROOKLYN, NY. FILED 
5-10-1991. 


AQUALEO 


FOR HAIRCARE PRODUCTS; NAMELY, SHAMPOOS, 
HAIR CONDITIONERS, TONICS, CREME RINSES, FIXA- 
TIVES (U.S. CLS. 51 AND 52). 


SN 74-167,371. CHARLES OF THE RITZ GROUP LTD., 
NEW YORK, NY. FILED 4-10-1991. 


RITZ 


OWNER OF U.S. REG. NOS. 535,714 AND 634,468. 

FOR PERFUME, COLOGNE, EAU DE TOILETTE, AND 
EAU DE COLOGNE (USS. CL. 51). 

FIRST USE 12-31-1935; INCOMMERCE 12-31-1935. 


SN 74-167,756. SOLEIL DE FRANCE, INCORPORATED, 
SCARSDALE, NY. FILED 5-20-1991. 


BIOACCUTROL 


FOR SKIN AND BODY CREAMS, SKIN AND BODY 
SOAPS, LIQUID SOAPS FOR SKIN AND BODY, HAND, 
SKIN AND BODY LOTIONS, SKIN AND BODY OIL, SKIN 
AND BODY TONERS, SKIN AND BODY MOISTURIZERS, 
SKIN AND BODY CLEANSERS, FOUNDATION MAKEUP 
FOR SKIN AND BODY (U.S. CLS. 51 AND 52). 


SN 74-170,158. REVLON, INC., NEW YORK, NY. FILED 
5-28-1991. 


WILLOWGREEN 


FOR BATHING PRODUCTS; NAMELY, SCENTED AF- 
TERBATH SPLASHES (U.S. CL. 51). 
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SN 74-171,564. ARAMIS INC., NEW YORK, NY. FILED 
5-30-1991. 


JELLYFISH 


FOR HAIR CARE PRODUCTS; NAMELY, SHAMPOO, 
CREAM RINSE, HAIR CONDITIONER, HAIR SPRAY, 
AND HAIR GEL (U.S. CL. 51). 


SN 74-174,220. MARY KAY COSMETICS, INC., DALLAS, 
TX. FILED 6-10-1991. 


him peor 


OWNER OF U.S. REG. NOS. 1,148,571 AND 1,148,574. 

FOR FRAGRANCE PRODUCTS; NAMELY, COLOGNES 
(U.S. CL. 51). 

FIRST USE 5-15-1991; IN COMMERCE 5-15-1991. 


SN 74-177,005. SCRUPLES PROFESSIONAL SALON PROD- 
UCTS, INC., LAKEVILLE, MN. FILED 6-17-1991. 


HIGH DEFINITION 


FOR HAIR COLORING AND BLEACHING PREPARA- 
TIONS (U.S. CL. 51). 


SN 74-178,438. PARA LABORATORIES, 
STEAD, NY. FILED 6-21-1991. 


INC., HEMP- 


PRO GLO 


FOR HAIR CONDITIONER AND HAIR AND SCALP 
REVITALIZER (USS. CL. 51). 
FIRST USE 10-1-1990; IN COMMERCE 10-1-1990. 


SN 74-182,801. PFIZER INC., NEW YORK, NY. FILED 
7-5-1991. 


LONG ’N HEALTHY 


FOR COSMETIC PRODUCTS; NAMELY, MASCARA 


(U.S. CL. 51). 
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SN 74-043,501. GETTY PETROLEUM CORP., JERICHO, 
NY. FILED 3-28-1990. 


DV2 


FOR CHEMICAL ADDITIVE SOLD AS AN INGREDI- 
ENT OF GASOLINE (U.S. CLS. 6 AND 15). 
FIRST USE 2-19-1990; IN COMMERCE 2-19-1990. 


SN 74-102,382. MOTUL S.A., 
FRANCE, FILED 10-1-1990. 


93300 AUBERUILLIERS, 


ry iy 


elieeiet Ineeil 


UL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 199150, FILED 3-29-1990, REG. NO. 
1604007, DATED 3-29-1990, EXPIRES 3-29-2000. 

OWNER OF U.S. REG. NOS. 1,217,968, 1,471,901 AND 
OTHERS. 

THE DRAWING IS LINED FOR THE COLOR RED AND 
BLUE AND COLOR IS CLAIMED AS A FEATURE OF 
THE MARK. 

FOR OILS, LUBRICANTS AND GREASES FOR ENGI- 
NEERING COMPONENTS OF APPARATUS FOR LOCO- 
MOTION BY WATERS (U.S. CL. 15). 


SN 74-128,480. DARBY FUEL PRODUCTS LIMITED, 
WEST GLAMORGAN, SAI1 4DT, WALES, UNITED 
KINGDOM, FILED 1-7-1991. 


DAR-B-Q 


FOR FUEL INTENDED TO BE USED IN THE OUT- 
DOOR AND RESTAURANT COOKING INDUSTRY (U.S. 
CLS. 1 AND 15). 
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SN 74-153,384. GENERAL ATOMICS, SAN DIEGO, CA. 
FILED 3-29-1991. 


TRISO 


FOR URANIUM FUELS; NAMELY, COATED FUEL 
PARTICLES OF LOW OR HIGH ENRICHED URANIUM 
AND ASSEMBLED FUEL ELEMENTS OF LOW OR HIGH 
ENRICHED URANIUM (U.S. CL. 15). 


SN 74-158,800. PANDA CORPORACION C.A., CARACAS, 
VENEZUELA, FILED 4-19-1991. 


VERITAS 


THE ENGLISH TRANSLATION OF THE WORD “VERI- 
TAS” IN THE MARK IS “TRUTH”. 
FOR CANDLES (US. CL. 15). 


SN 74-160,388. CONOCO INC., PONCA CITY, OK. FILED 
4-24-1991. 


FARM MASTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FARM”, APART FROM THE MARK AS SHOWN. 

FOR LUBRICANTS FOR FARM MACHINERY (U.S. CL. 
15). 


CLASS 5—PHARMACEUTICALS 


SN 74-053,733. SEACOAST LABORATORIES 
DAYTON, NJ. FILED 4-26-1990. 


INC., 


DISEASE 
STOPPER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISEASE”, APART FROM THE MARK AS SHOWN. 

FOR FUNGICIDE FOR LAWNS (USS. CL. 6). 

FIRST USE 8-0-1986; IN COMMERCE 8-0-1986. 
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SN 74-065,135. DENTSPLY INTERNATIONAL INC., YORK, 
PA. FILED 6-4-1990. 


TRU-DIE 


FOR PREPARATIONS FOR USE IN DENTAL RESTO- 
RATION, NAMELY, REFRACTORY DIE MATERIAL, RE- 
FRACTORY SUPPORT MATERIAL AND REFRACTORY 
DIE SPACER MATERIAL (U.S. CL. 18). 


SN 74-071,257. QUADRA LOGIC TECHNOLOGIES, INC., 
VANCOUVER, BRITISH COLUMBIA, CANADA, FILED 
6-21-1990. 


LUMIN-G 


FOR PHARMACEUTICAL PREPARATIONS INCLUD- 
ING TOPICAL FORMULATIONS OF PHOTOCHEMICALS, 
PHOTOSENSITIZERS AND PHOTOTHERAPEUTIC 
AGENTS USED TO ERADICATE TISSUE, INCLUDING 
TUMOR TISSUE, DISEASED TISSUE, SURFACE TISSUE, 
FATTY DEPOSITS AND HAIR FOLLICLES (U.S. CLS. 6 
AND 18). 


SN 74-071,599. REBOS DISTRIBUTING COMPANY, INC., 
YORBA LINDA, CA. FILED 6-22-1990. 


COMMISSARY BRAND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRAND”, APART FROM THE MARK AS SHOWN. 

FOR VITAMIN, MINERAL AND DIETARY SUPPLE- 
MENTS (U.S. CL. 18). 

FIRST USE 5-3-1989; IN COMMERCE 2-1-1990. 


SN 74-072,016. CARTER-WALLACE, INC., NEW YORK, 
NY. FILED 6-22-1990. 


LINATONE PLUS 


OWNER OF U.S. REG. NO. 823,586. 


FOR FOOD SUPPLEMENTS FOR DOMESTIC PETS 
(U.S. CL. 18). 
FIRST USE 7-0-1980; IN COMMERCE 7-0-1980. 
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SN 74-077,938. CONSERVE-A-DENT, INC., ERIE, PA. 
FILED 7-13-1990. 


BLOCK-IT 


FOR NONTOXIC BLOCK-OUT MATERIAL TO BE 
USED INTRAORALLY BY DENTISTS WHICH WILL 
STAY WHERE PLACED AND WILL NOT STICK TO ANY 
PLACEMENT INSTRUCMENT AND WHICH CAN BE 
QUICKLY REMOVED USING AND AIR/WATER SY- 
RINGE AND HIGH VOLUME EVACUATION (USS. CL. 44). 

FIRST USE 2-8-1990; IN COMMERCE 2-8-1990. 


SN 74-086,794. OTSUKA PHARMACEUTICAL CO., LTD., 
CHIYODA-KU, TOKYO, JAPAN, FILED 8-10-1990. 


CARTEOL 


FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF DISEASES OF THE EYES AND CIRCU- 
LATORY ORGANS (U.S. CL. 18). 


SN 74-090,857. MEDICAL WEIGHT MANAGEMENT, INC., 
WEST PATERSON, NJ. FILED 8-24-1990. 


CHIRO-CARE 


OWNER OF U.S. REG. NO. 1,308,589. 

FOR DIETARY FOOD SUPPLEMENT IN THE FORM 
OF A NUTRITION BAR USED FOR WEIGHT CONTROL 
(U.S. CLS. 18 AND 46). 

FIRST USE 7-22-1983; IN COMMERCE 7-22-1983. 


SN 74-105,140. BINAX, INC., SOUTH PORTLAND, ME. 
FILED 10-11-1990. 


TOXIPROBE 


FOR AMINO-ACID BASED DIAGNOSTIC TEST KITS, 
COMPRISING PROBES, TEST TUBES, AND REAGENTS, 
FOR USE IN DETECTING CONTAMINANTS IN WATER 
(U.S. CL. 10). 


SN 74-111,620. VIROGENETICS CORPORATION, TROY, 
NY. FILED 11-1-1990. 


ALVAC 


FOR VACCINES AND RECOMBINANT VECTORS OF 
CANARY POX USED TO PREPARE VACCINES AND BI- 
OLOGICAL IMMUNOGENS FOR USE IN ANIMALS AND 
HUMANS (USS. CL. 18). 
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SN 74-112,973. ENGITECH, INCORPORATED, COLUMBIA, 
SC. FILED 11-6-1990. 


ENGITECH 


FOR ADHESIVE TAPE FOR SECURING MEDICAL 
TUBES SUCH AS ENDOTRACHEAL TUBES (US. CL. 44). 
FIRST USE 10-15-1990; IN COMMERCE 10-15-1990. 


SN 74-116,508. EXOXEMIS, INC., SAN ANTONIO, TX. 
FILED 11-19-1990. 


CORE/MORE 


FOR IN VITRO DIAGNOSTIC ASSAY REAGENTS; 
NAMELY, CHEMILUMINIGENIC SUBSTRATE MEDIA, 
BLOOD DILUTING MEDIA, OPSONIC STIMULI AND OP- 
SONIC RECEPTOR EXPRESSION STIMULI FOR ANALY- 
SIS OF INFLAMMATORY RESPONSE, AND KITS CON- 
TAINING SAID REAGENTS, FOR MEDICAL USE (USS. 
CL. 18). 


SN 74-127,020. GERCHENSON, JEFFERY H., CHICAGO, 
IL. FILED 12-31-1990. 


PRO-PEP 


FOR PHARMACEUTICAL PREPARATIONS; NAMELY, 
STIMULANT TABLETS (U.S. CL. 18). 
FIRST USE 8-22-1985; IN COMMERCE 8-22-1985. 


SN 74-129,663. ANDROPHARM, INC., CHAMBLEE, GA. 
FILED 1-11-1991. 


PROGESTRA 


FOR PHARMACEUTICAL TABLETS FOR THE TREAT- 
MENT OF FEMALE HORMONAL DEFICIENCY (U.S. CL. 
18). 

FIRST USE 6-25-1990; IN COMMERCE 6-25-1990. 


SN 74-130,978. ORGANON INC., WEST ORANGE, NJ. 
FILED 1-17-1991. 


DESO 


FOR PHARMACEUTICAL PREPARATIONS; NAMELY, 
ORAL CONTRACEPTIVES (U.S. CL. 18). 
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SN 74-131,435. LEONE, MICHAEL J., CARLSBAD, CA. 
FILED 1-18-1991. 


THINK THINS TO BE THIN 


FOR APPETITE SUPPRESSANTS IN THE FORM OF 
CANDY (U.S. CL. 18). 


SN 74-132,345. GLAXO GROUP LIMITED, LONDON WIY 
8DH, UNITED KINGDOM, FILED 1-22-1991. 


ARCODEX 


FOR PHARMACEUTICAL PREPARATIONS AND SUB- 
STANCES FOR THE PREVENTION, TREATMENT AND/ 
OR ALLEVIATION OF DISEASES OF THE CENTRAL 
NERVOUS SYSTEM; GASTROINTESTINAL DISORDERS; 
AND MIGRAINE AND OTHER FORMS OF HEADACHE 
(U.S. CL. 18). 


SN 74-138,613. OMNITRITION INTERNATIONAL, 
CARROLLTON, TX. FILED 2-12-1991. 


wow! 


FOR NUTRITIONAL SUPPLEMENT (U.S. CL. 18). 
FIRST USE 4-0-1990; IN COMMERCE 4-0-1990. 


INC., 


SN 74-142,861. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 2-26-1991. 


MAXIPIME 


FOR PHARMACEUTICALS; NAMELY, ANTIBIOTIC 
PREPARATIONS (U.S. CL. 18). 


SN 74-144,773. CIBA-GEIGY CORPORATION, ARDSLEY, 
NY. FILED 3-5-1991. 


NATURALLY CIBA-GEIGY 


OWNER OF U.S. REG. NO. 1,083,058. 
FOR AGRICULTURAL BIOLOGICAL PESTICIDES (U.S. 
CL. 6). 


SN 74-148,805. DRACKETT COMPANY, THE, CINCIN- 
NATI, OH. FILED 3-18-1991. 


RENUZIT NATURE’S 
ACCENTS 


OWNER OF U.S. REG. NO. 872,388. 
FOR AIR FRESHENER (U.S. CL. 6). 
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SN 74-149,073. MAYOR PHARMACEUTICAL LABORATO- 
RIES, INC., PHOENIX, AZ. FILED 3-11-1991. 


SLENDER-MIST 


OWNER OF U.S. REG. NOS. 1,322,946 AND 1,533,832. 
FOR APPETITE SUPPRESSANT IN SPRAY FORM (U.S. 
CL. 18). 
FIRST USE 5-0-1988; IN COMMERCE 5-0-1988. 


SN 74-149,758. SANDOZ AG (SANDOZ LTD., SANDOZ 
S.A.), BASLE, SWITZERLAND, FILED 3-21-1991. 


CLARITY 


FOR HERBICIDES FOR AGRICULTURAL AND DO- 
MESTIC USE (US. CL. 6). 


SN 74-151,160. RHONE-POULENC AGROCHIMIE, 69009 
LYON, FRANCE, FILED 3-25-1991. 


CHIPTOX 


OWNER OF U.S. REG. NO. 891,868. 

FOR HERBICIDES FOR AGRICULTURAL USE (U.S. CL. 
6). 
FIRST USE 10-14-1968; IN COMMERCE 10-14-1968. 


SN 74-153,068. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 3-29-1991. 


TAXELLAR 


FOR PHARMACEUTICALS; NAMELY, ANTI-CANCER 
DRUGS (US. CL. 18). 


SN 74-153,069. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 3-26-1991. 


TAXXOLYN 


FOR PHARMACEUTICALS; NAMELY, ANTI-CANCER 
DRUGS (US. CL. 18). 


SN 74-153,070. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 3-29-1991. 


TAXXAR 


FOR PHARMACEUTICALS; NAMELY, ANTI-CANCER 
DRUGS (US. CL. 18). 
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SN 74-153,116. LABORATORIES ARKOPHARMA S.A., 
CARROS, FRANCE, FILED 3-29-1991. 


SWEET-TRIM 


FOR CANDY COMPOSED OF A PROPRIETARY FOR- 
MULA, WHICH CANDY IS A NUTRITIONAL SUPPLE- 
MENT TAKEN AS PART OF A WEIGHT LOSS REGIMEN 
(U.S. CL. 18). 


SN 74-156,000. WACON CORPORATION, LA CROSSE, WI. 
FILED 4-11-1991. 


CWPROTEIN 


FOR PROTEIN DIETARY FOOD SUPPLEMENT AND 
FLAVOR ENHANCER FOR CONSUMPTION’ BY 
HUMANS, LIVESTOCK, DOMESTIC PETS AND AQUAT- 
IC ANIMALS (U.S. CLS. 18 AND 46). 


SN 74-156,817. MAXUS WORLDWIDE NUTRITION, INC., 
NEW YORK, NY. FILED 4-15-1991. 


ESSENTIALS FOR WOMEN 


FOR VITAMIN SUPPLEMENTS (U.S. CL. 18). 


SN 74-156,869. WHIP-MIX CORPORATION, LOUISVILLE, 
KY. FILED 4-15-1991. 


WHIP MIX 


FOR DENTAL INVESTMENT COMPOSITIONS, 
DENTAL STONE COMPOSITIONS, DENTAL PLASTER 
COMPOSITIONS, AND CASTING WAXES FOR DENTAL 
USE (U.S. CLS. 18 AND 44). 

FIRST USE 9-1-1925; IN COMMERCE 9-1-1925. 


SN 74-157,084. FIDES VERTRIEBPHARMAZEUTISCHER 
PRAPARATE GMBH, W-7570 BADEN-BADEN, FED 
REP GERMANY, FILED 4-15-1991. 


MULIMEN 


FOR ORAL ANALGESICS; NAMELY, PHARMACEUTI- 
CALS FOR RELIEF OF MENSTRUAL DISORDERS, IN- 
CLUDING CRAMPS, AND DEPRESSION (U.S. CL. 18). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 5—(Continued). 


SN 74-157,823. SANDOZ AG (SANDOZ LTD., SANDOZ 
S.A.), BASLE, SWITZERLAND, FILED 4-16-1991. 


CADENCE 


FOR HERBICIDES FOR AGRICULTURAL AND DO- 
MESTIC USE (USS. CL. 18). 


SN 74-159,762. DYNAGEN, 
FILED 4-22-1991. 


INC., CAMBRIDGE, MA. 


SPT 


FOR BIOCHEMICAL REAGENTS AND ASSAYS FOR 
DETECTION OF MYCOBACTERIAL INFECTION FOR 
CLINICAL MEDICAL LABORATORY USE (U.S. CL. 6). 


SN 74-166,823. REXALL GROUP, INC., FT. LAUDER- 
DALE, FL. FILED 5-15-1991. 


SENIOR-VITE 


FOR VITAMIN AND MINERAL SUPPLEMENTS (U.S. 
CL. 18). 
FIRST USE 2-15-1991; IN COMMERCE 2-15-1991. 


SN 74-172,865. LANCASTER GROUP A.G., 6200 WIESBA- 
DEN 1, FED REP GERMANY, FILED 6-4-1991. 


MARINE THERAPIE ICE 


FOR MEDICATED SUNBURN LOTION (US. CLS. 18 
AND 51). 


CLASS 6—METAL GOODS 


SN 74-087,682. SDI OPERATING PARTNERS, L.P., PHILA- 
DELPHIA, PA. FILED 8-13-1990. 


IMPACT II 


FOR WELDING ALLOYS (USS. CL. 14). 
FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 
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SN 74-092,382. YAW-MEIN YANG, CHANG HWA HSIEN, SN 74-093,542. AERPAT A.G., ZUG, SWITZERLAND, 
TAIWAN, FILED 8-28-1990. FILED 9-4-1990. 


HEXSERT 


iat i ‘ FOR THREADED INSERTS (U.S. CL. 13). 


JEABO 


SN 74-097,194. PENNOCK CORP., WILMINGTON, DE. 
FILED 9-14-1990. 


OWNER OF TAIWAN REG. NO. 341571, DATED 
10-1-1986, EXPIRES 9-30-1996. 
THE MARK CONSISTS OF TWO CHINESE CHARAC- 


TERS AND THE WORD “JEABO”, WHICH IS THE PHO- 
NETIC EQUIVALENT IN ENGLISH OF THE CHINESE SU RE- FOOT 
CHARACTERS. 


FOR LOCKS, KEYS (U.S. CLS. 13 AND 25). 


FOR STEEL FLOOR PLATE (U.S. CLS. 12 AND 14). 
FIRST USE 1-30-1980; IN COMMERCE 1-30-1980. 


SN 74-093,181. LAI, FAN CHAO, CHANGCHUN, CHINA, 
FILED 8-31-1990. 


SN 74-108,946. KAISER AEROSPACE & ELECTRONICS 
COMPANY, FOSTER CITY, CA. FILED 10-22-1990. 


ACCESS 


FOR STRUCTURAL SUPPORTS AND TUBING FOR 
USE IN OUTER SPACE WITH ORBITING SPACE VEHI- 
CLES, PLATFORMS AND BASES (U.S. CL. 13). 


SN 74-134,463. AERPAT A.G., ZUG, SWITZERLAND, 
THE MARK CONSISTS OF THE WORD “FAN’S”, THE FILED 1-29-1991. 
LETTER “F”, TWO CHINESE CHARACTERS HAVING 
THE MEANING OF “FAN FAMILY”, AND A FANCIFUL 
DEVICE RESEMBLING, BUT NOT CONSTITUTING, A 
THE TWO CHINESE CHARACTERS HAVE THE V 1 i 
MEANING OF “FAN FAMILY”, AND THE TWO CHI- IC 
NESE CHARACTERS IN THE MARK ARE PRO- 
NOUNCED “FAN” AND “SHIH”. 
FOR METAL CLAMPING VISE FOR USE BY BUILD- 
ERS AND MANUFACTURERS (U.S. CL. 13). FOR BLIND RIVETS (U.S. CL. 13). 
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SN 74-134,867. ENVIRONMENTAL PRODUCTS, INC., OR- 
VILLE, OH. FILED 1-31-1991. 


FOR METAL BUILDINGS HAVING METAL OR NON- 
METAL FLOORING DESIGNED FOR STORING HAZ- 
ARDOUS MATERIALS (U.S. CL. 12). 

FIRST USE 10-15-1990; IN COMMERCE 10-15-1990. 


SN 74-144,300. GTE PRODUCTS CORPORATION, STAM- 
FORD, CT. FILED 3-4-1991. 


NICUSIM 


FOR BRAZING ALLOYS (U.S. CL. 14). 
FIRST USE 0-0-1957; IN COMMERCE 0-0-1957. 


SN 74-144,943. AVESTA AKTIEBOLAG, S-774 01 AVESTA, 
SWEDEN, FILED 3-6-1991. 


PRODEC 


OWNER OF U.S. REG. NO. 1,156,087. 

FOR STAINLESS STEEL; NAMELY, PLATES, SHEETS, 
STRIPS, BILLETS, PIPES AND TUBING; AND STAIN- 
LESS STEEL CASTINGS (U.S. CLS. 13 AND 14). 

FIRST USE 0-0-1981; IN COMMERCE 5-0-1985. 


SN 74-146,144. SEASON-ALL INDUSTRIES, INC., INDI- 
ANA, PA. FILED 3-11-1991. 


ENERGY MONSTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENGERGY”, APART FROM THE MARK AS 
SHOWN. 

FOR METAL REPLACEMENT WINDOWS (USS. CL. 12). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-155,729. ARMAMENT SYSTEMS AND PROCE- 
DURES, INC., APPLETON, WI. FILED 4-10-1991. 


TAC-CUFF 


FOR LIGHTWEIGHT HANDCUFFS (U.S. CL. 25). 


CLASS 7—MACHINERY 


SN 73-813,344. GODWIN PUMPS OF AMERICA, 
BRIDGEPORT, NJ. FILED 7-18-1989. 


INC., 


DRI-PRIME 


SEC. 2(F). 

FOR END-SUCTION CENTRIFUGAL PUMPS, BOTH 
PORTABLE AND STATIONARY FOR COMMERCIAL 
USE AS WATER, SEWAGE AND DRAINAGE PUMPS 
(U.S. CL. 23). 

FIRST USE 11-0-1976; IN COMMERCE 11-0-1976. 


SN 74-014,614. WILLINGER BROS., INC., OAKLAND, NJ. 
FILED 12-27-1989. 


RAMAPO 


SEC. 2(F). 
FOR AQUARIUM AIR PUMPS (U.S. CL. 23). 


SN 74-033,016. CHASSIS PACKER, INC., GREENSBORO, 
NC. FILED 2-27-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHASSIS”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IT IS NOT INTENDED TO 
INDICATE COLOR. 

FOR MOBILE CHASSIS RACK FOR USE IN THE STOR- 
ING OF AND TRANSPORTING OF CHASSIS (U.S. CL. 23). 
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CLASS 7—(Continued). 
SN 74-085,196. FANUC LTD., YAMANASHI, 
FILED 8-6-1990. 


JAPAN, 


SN 74-056,446. AQUARIUM SYSTEMS, INC., MENTOR, OH. 
FILED 5-7-1990. 


MINI:JET ——— samuc taser ees 


FOR CENTRIFUGAL WATER PUMPS PRIMARILY FOR 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LASER PUNCH”, APART FROM THE MARK AS 


AQUARIUMS (U.S. CL. 23). 
SHOWN. 
FOR METAL WORKING MACHINES AND LASER OP- 
ERATED METAL PROCESSING MACHINES (U.S. CL. 23). 


SN 74-061,468. QUADRASTAT CORPORATION, CITY OF 
INDUSTRY, CA. FILED 5-22-1990. 


QUICK 


FOR HYDRAULIC CONTROL VALVES (U.S. CL. 13) 
SN 74-088,816. MITSUBISHI ELECTRIC CORPORATION, 
CHIYODA-KU, TOKYO, JAPAN, FILED 8-17-1990. 


SN 74-062,198. BROWN, GORDON T., PITTSBURGH, PA. 
FILED 5-24-1990. 


RADIOUS 


FOR POWER TRANSMISSION EQUIPMENT; NAMELY, 
GEAR TYPE TRANSMISSIONS FOR MACHINES (U.S. CL. 
23). 
FOR ELECTRICAL DISCHARGE MACHINES FOR MA- 
CHINING WORK PIECES (U.S. CLS. 21 AND 23). 


SN 74-068,890. COLDSTREAM, INC., TOLEDO, OH. FILED 
6-14-1990. 


PROTOFIT SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


SN 74-094,642. BOLIDEN-ALLIS, INC., MILWAUKEE, WI. 


USE “SYSTEM”, APART FROM THE MARK AS SHOWN. 
FOR SPINDLES AND DRIVE COMPONENTS FOR FILED 9-4-1990. 
SINGLE AND MULTIPLE SPINDLE MACHINES (U.S. CL. 


23). 
GRATE-CAR 


SN 74-078,813. DEVILBISS AIR POWER COMPANY, JACK- 
SON, TN. FILED 7-16-1990. 


AIR AMERICA 
FOR ORE PROCESSING EQUIPMENT; NAMELY, A 
CONVEYOR SYSTEM COMPRISING ORE FINES, A 
BINDER, A BALLING DRUM, A TRAVELING GRATE, A 


FOR AIR COMPRESSORS AND PARTS THEREFOR 
KILN, AND A ROTARY COOLER (U.S. CL. 23). 
FIRST USE 1-0-1986; IN COMMERCE 1-0-1986. 


(U.S. CL. 23). 
FIRST USE 11-21-1990; IN COMMERCE 11-21-1990. 
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SN 74-097,596. BCC (U.S.A.) INC., WEST PISCATAWAY, 
NJ. FILED 9-17-1990. 


We Beary 
The Rolling World 


THE MARK CONSISTS IN PARTS OF A STYLIZED 
DESIGN OF A GLOBE SUPERIMPOSED IN THE CENTER 
OF A CROSS-SECTIONAL SIDE-VIEW OF A BEARING 
HOUSING. 

FOR POWER TRANSMISSION COMPONENTS FOR MA- 
CHINES; NAMELY, BEARING HOUSINGS, ADAPTERS, 
BUSHINGS, SHEAVES, MOUNTED BEARING UNITS (US. 
CL. 23). 

FIRST USE 1-1-1982; INCOMMERCE 1-1-1982. 


SN 74-099,601. CUSTOM MARKETING COMPANY INC., 
WEST FARGO, ND. FILED 9-21-1990. 


PRESSURE CURE 


FOR AGRICULTURAL MACHINES; NAMELY, GRAIN 
DRYERS (U.S. CL. 23). 


SN 74-101,832. POLYSHOT CORPORATION, INC., ONTAR- 
10, NY. FILED 10-1-1990. 


POLYSHOT 


FOR INJECTION MOLDING MACHINES (U.S. CL. 23). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-110,259. FUSO SEIKI CO., LTD., BUNKYO-KU, 
TOKYO, JAPAN, FILED 10-29-1990. 


FOR COATING AND PAINTING MACHINERY; 
NAMELY, AUTOMATIC SPRAY GUNS, MOISTURE 
COATING GUNS AND PARTS THERFOR (U.S. CL. 23). 


SN 74-121,804. ADVANCED BELT TECHNOLOGY LIMIT- 
ED PARTNERSHIP, MIDDLETOWN, CT. FILED 
12-10-1990. 


GRABBER FG 


FOR ENDLESS FEEDER BELTS FOR USE IN MACHIN- 
ERY (U.S. CLS. 23 AND 35). 
FIRST USE 10-1-1990; INCOMMERCE 10-1-1990. 


SN 74-121,818. ADVANCED BELT TECHNOLOGY LIMIT- 
ED PARTNERSHIP, MIDDLETOWN, CT. FILED 
12-10-1990. 


ABT GRABBER 


FOR ENDLESS FEEDER BELTS FOR USE IN MACHIN- 
ERY (U.S. CLS. 23 AND 35). 
FIRST USE 10-1-1990; IN COMMERCE 10-1-1990. 


SN 74-127,357. CHEMPLEX INDUSTRIES, INC., TUCKA- 
HOE, NY. FILED 1-2-1991. 


GYRALGRINDER 


FOR POWER OPERATED ROTARY PARTICLE GRIND- 
ER FOR COMMERCIAL USE (U.S. CL. 23). 
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SN 74-131,288. AIROSOL COMPANY, INC., NEODESHA, 
KS. FILED 1-17-1991. 


CHARGETTE RECYCLER 


OWNER OF U.S. REG. NO. 667,009. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECYCLER”, APART FROM THE MARK AS 
SHOWN. 

FOR MACHINES FOR RECLAIMING, RECYCLING 
AND RECHARGING REFRIGERANTS IN AIR CONDI- 
TIONERS AND REFRIGERATION SYSTEMS (U.S. CL. 23). 


SN 74-131,462. WHITE CONSOLIDATED INDUSTRIES, 
INC., CLEVELAND, OH. FILED 1-18-1991. 


“WITH BEAM THE 
QUALITY IS BUILT IN” 


FOR CENTRAL VACUUM CLEANING SYSTEMS COM- 
PRISED OF POWER UNITS, CONDUIT, AND CLEANING 
TOOLS (U.S. CLS. 21 AND 23). 


SN 74-135,596. MANITOWOC COMPANY, 
MANITOWOC, WI. FILED 2-1-1991. 


EPIC 


FOR LIFT CRANES (U.S. CL. 23). 


INC., THE, 


SN 74-142,278. ARNOLD, JERRY, SHELBYVILLE, KY. 
FILED 2-25-1991. 


STRIPPER CUP 


FOR MACHINERY; NAMELY, WINDOW INSERTS 
USED IN DIE AND PRESS ASSEMBLIES (U.S. CL. 23). 


SN 74-152,858. KABUSHIKI KAISHA SONOTEC (SONO- 
TEC CO., LTD.), NAKAHARA-KU, KAWASAKI, JAPAN, 
FILED 4-1-1991. 


SonoCraft 


FOR ULTRASONIC ENGRAVING HAND-TOOL (US. 


CL. 23). 
FIRST USE 1-25-1990; IN COMMERCE 1-25-1990. 
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SN 74-154,799. OHIO LOCOMOTIVE CRANE COMPANY, 
INC., BUCYRUS, OH. FILED 4-8-1991. 


. ™ 
POWER STICK 
NS 


FOR HYDRAULIC BOOMS (U.S. CL. 23). 


SN 74-165,670. SEABIRD AVIATION, INC., COLUMBUS, 
OH. FILED 5-13-1991. 


ARPLAST 


FOR AERODYNAMIC SCREW PROPELLORS FOR 
FIXED WING AIRCRAFT AND FAN PROPELLED 
MARINE VEHICLES (U.S. CLS. 19 AND 23). 


SN 74-169,841. RENDRANT CORPORATION, BROOK- 
FIELD, IL. FILED 5-24-1991. 


LEAN MACHINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MACHINE”, APART FROM THE MARK AS 
SHOWN. 

FOR MACHINE FOR PROCESSING MEATS AND 
OTHER FOODS (U.S. CL. 23). 


SN 74-170,277. METALFAB, INC., VERNON, NJ. FILED 
5-28-1991. 


BETTER-WEIGH 


FOR INDUSTRIAL HOPPERS AND FEEDERS FOR 
PULVERIZED AND POWDERED MATERIALS AND 
PARTS THEREFOR (U.S. CL. 23). 
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SN 74-023,655. ENVIRONMENTAL TECHNOLOGY CON- 
CEPTS INC., UPPER MONTCLAIR, NJ. FILED 
1-29-1990. 


Environmental 
Technology 
Concepts 


Inc. 
nil 


FOR HAND TOOL KITS FOR REPAIR OF SPORTING 
GOODS, COMPRISING A CASE, PLIERS, SNORKEL 
KEEPERS, SCREWDRIVERS, RAZOR KNIVES, THER- 
MOMETERS, WRENCHES, WETSUIT GLUE, PENCILS, O- 
RING LUBRICANT, PLASTIC FASTENERS, ELECTRI- 
CAL OR DUCT TAPE, THREAD, NEEDLES AND SCIS- 
SORS (U.S. CLS. 23, 26 AND 50). 


SN 74-146,864. STANDARD GOLF COMPANY, CEDAR 
FALLS, IA. FILED 3-11-1991. 


TOUR SMOOTH 


FOR GOLF COURSE SAND BUNKER RAKES (USS. CL. 
23). 
FIRST USE 1-9-1991; INCOMMERCE 1-9-1991. 


SN 74-150,921. GORHAM, 
FILED 3-25-1991. 


INC., MOUNT KISCO, NY. 


NOUVEAU 


FOR STAINLESS STEEL FLATWARE; 
KNIVES, FORKS AND SPOONS (U.S. CL. 23). 
FIRST USE 8-0-1980; IN COMMERCE 8-0-1980. 


NAMELY, 


SN 74-152,301. MERKEL, RONALD F., LEAGUE CITY, TX. 
FILED 3-29-1991. 


TUCK-TITE 


FOR MANUALLY OPERATED HAND _ TOOLS; 
NAMELY, ELONGATED POLES USED IN MAKING UP 
WATER BEDS (U.S. CL. 23). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-154,877. DIAMOND TOOL AND HORSESHOE CO., 
STAMFORD, CT. FILED 4-8-1991. 


OWNER OF U.S. REG. NOS. 209,074, 
OTHERS. 

THE DRAWING IS LINED FOR THE COLOR RED, BUT 
NO CLAIM AS TO COLOR IS MADE. 

FOR HAND TOOLS; NAMELY, ADJUSTABLE 
WRENCHES, ALL TYPES OF PLIERS, WRENCH SETS 
AND CASES, WRENCHES AND PARTS THEREOF, 
STAPLE PULLERS, METAL-CUTTING SNIPS, RAIL- 
ROAD PICKS, CRATE AND BOX OPENERS, CLEVIS 
HOOKS, CHAIN HOOKS, CROW-BARS, HOES, HAM- 
MERS, FENCING TOOLS IN THE NATURE OF PLIERS, 
UTILITY TOOLS IN THE NATURE OF A NAIL PULLING 
TOOL, THREAD-FORMING TAPS, NIPPERS, PLASTIC 
CUTTING TOOLS IN THE NATURE OF PLIERS AND 
WIRE CUTTERS, LEAD CAME CUTTING TOOLS IN THE 
NATURE OF PLIERS AND WIRE CUTTERS, ELECTRI- 
CAL-ELECTRONIC WIRING TOOLS IN THE NATURE 
OF PLIERS AND WIRE CUTTERS, PICKS AND MAT- 
TOCKS, WRECKING BARS, COLD CHISELS AND 
SCREWDRIVERS (U.S. CL. 23). 

FIRST USE 10-1-1927; INCOMMERCE 10-1-1927. 


1,204,314 AND 


SN 74-155,243. DIAMOND TOOL AND HORSESHOE CO., 
STAMFORD, CT. FILED 4-8-1991. 


OWNER OF U.S. REG. NOS. 209,074, 
OTHERS. 

THE DRAWING IS LINED FOR THE COLOR GREEN, 
BUT NO CLAIM AS TO COLOR IS MADE. 

FOR HAND TOOLS; NAMELY, ADJUSTABLE 
WRENCHES, ALL TYPES OF PLIERS, WRENCH SETS 
AND CASES, WRENCHES AND PARTS THEREOF, 
STAPLE PULLERS, METAL-CUTTING SNIPS, RAIL- 
ROAD PICKS, CRATES AND BOX OPENERS, CLEVIS 
HOOKS, CHAIN HOOKS, CROW-BARS, HOES, HAM- 
MERS, FENCING TOOLS, IN THE NATURE OF PLIERS, 
UTILITY TOOLS IN THE NATURE OF A NAIL PULLING 
TOOL, THREAD-FORMING TAPS, NIPPERS, PLASTIC 
CUTTING TOOLS IN THE NATURE OF PLIERS AND 
WIRE CUTTERS, LEAD CAME CUTTING TOOLS IN THE 
NATURE OF PLIERS AND WIRE CUTTERS, ELECTRI- 
CAL-ELECTRONIC WIRING TOOLS IN THE NATURE 
OF PLIERS AND WIRE CUTTERS, PICKS AND MAT- 
TOCKS, WRECKING BARS, COLD CHISELS AND 
SCREWDRIVERS (U.S. CL. 23). 

FIRST USE 10-1-1927; INCOMMERCE 10-1-1927. 


1,204,314 AND 
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SN 74-159,288. NUPLA CORPORATION, SUN VALLEY, 
CA. FILED 4-22-1991. 


CUSH-N-GRIP 


OWNER OF U.S. REG. NO. 895,244. 

SEC. 2(F). 

FOR TOOL HANDLES AND REPLACEMENT HANDLE 
KITS FOR MANUALLY OPERATED TOOLS (U.S. CL. 23). 

FIRST USE 0-0-1954; IN COMMERCE 0-0-1954. 


SN 74-160,217. MILICHICHI, GILBERT, FREMONT, CA. 
FILED 4-24-1991. 


DUSET 


FOR MANUALLY-OPERATED HAND TOOL FOR 
HOLDING AND POSITIONING BOXES FOR INSTALLA- 
TION INTO WALLS (U.S. CL. 23). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


SN 73-550,231. HEARST CORPORATION, THE, NEW 
YORK, NY. BY MERGERS WITH ESQUIRE ASSOCI- 
ATES, NEW YORK, NY. FILED 7-26-1985. 


ESQUIRE SUCCESS 


FOR PRERECORDED VIDEO CASSETTES (U.S. CL. 21). 
FIRST USE 6-0-1985; IN COMMERCE 6-0-1985. 


SN 73-728,338. RANK TAYLOR HOBSON LIMITED, 
LONDON W2 2EZ, ENGLAND, FILED 5-4-1988. 


TALYTRAC 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 1327188, FILED 11-17-1987, 
REG. NO. B1327188, DATED 11-17-1987, EXPIRES 
11-17-1994. 

FOR COMPUTERS, AND COMPUTER PERIPHERALS; 
COMPUTER PROGRAMS FOR USE IN WEIGHING, 
MEASURING AND TESTING; AND PARTS THEREOF 
(U.S. CLS. 21, 26 AND 38). 


SN 73-769,543. AMFON CO AKTIEBOLAG, S-262 63 AN- 
GELHOLM, SWEDEN, FILED 12-15-1988. 


AMFON 


PRIORITY CLAIMED UNDER SEC. 44(D) ON SWEDEN 
APPLICATION NO. 1988-8441, FILED 10-5-1988, REG. NO. 
220541, DATED 1-18-1991, EXPIRES 1-18-2001. 

FOR MICROPHONES (U.S. CL. 21). 
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SN 73-833,668. REXX ACOUSTICS, INC., SCARBOROUGH, 
ONTARIO, CANADA, FILED 10-25-1989. 


OWNER OF CANADA REG. NO. TMA381035, DATED 
3-8-1991, EXPIRES 3-8-2006. 

FOR ELECTRONIC MUSICAL INSTRUMENT AMPLIFI- 
ERS; PRE-AMPLIFIERS; POWER AMPLIFIERS; SPEAK- 
ERS; SOUND REINFORCING EQUIPMENT; NAMELY, 
POWER AMPLIFIERS, SPEAKER CABINETS, MIXING 
CONSOLES, SIGNAL PROCESSORS, MICROPHONES 
AND PARTS THEREFOR (U.S. CL. 21). 


SN 74-013,927. NOVATEL COMMUNICATIONS LTD., 
CALGARY, ALBERTA, CANADA, FILED 12-26-1989. 


RANGEPLUS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 639713, FILED 9-1-1989, REG. NO. 
TMA382334, DATED 3-29-1991, EXPIRES 3-29-2006. 

FOR CELLULAR AND MOBILE RADIOTELEPHONES 
AND ACCESSORIES; NAMELY, MOUNTING CRADLES, 
AND MOUNTING CRADLES WITH BUILT-IN CHAR- 
GERS, SWITCHES AND CONNECTORS (U.S. CL. 21). 


SN 74-016,691. P.B.V. NUOVA SELLA. S.P.A., 
MILANO, ITALY, FILED 1-5-1990. 


20129 


PLS 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 24391C/89, FILED 9-25-1989, REG. NO. 
519670, DATED 12-28-1989, EXPIRES 9-25-2009. 

FOR METALLIC VALVES WHICH ARE DRIVEN BY 
MOTORS OR ELECTRIC OR HYDRAULIC SYSTEMS (U.S. 
CLS. 21 AND 26). 
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SN 74-025,560. SANGERS WHOLESALE LIMITED, BIR- 
MINGHAM B18 6LX, ENGLAND, FILED 2-5-1990. 


PRISMA 


FOR CAMERAS AND VIDEO CAMERAS, AND TRI- 
PODS AND BAGS THEREFOR; BINOCULARS; VIDEO 
CAMERA RECORDER LENSES AND PARTS THEREFOR 
(US. CL. 26). 


SN 74-031,298. CINERGI PRODUCTIONS INC., BEVERLY 
HILLS, CA. FILED 1-18-1990. 


CINERGI PRODUCTIONS 
INC, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTIONS INC.”, APART FROM THE MARK 
AS SHOWN. 

FOR MOTION PICTURE FILM AND VIDEOTAPES 
FEATURING VARIOUS EDUCATIONAL AND ENTER- 
TAINMENT THEMES; PRE-RECORDED CELLULOID 
FILM AND PRE-RECORDED VIDEOTAPES FEATURING 
VARIOUS EDUCATIONAL AND ENTERTAINMENT 
THEMES; PHONOGRAPH RECORDS FEATURING VARI- 
OUS MUSICAL, EDUCATIONAL AND ENTERTAIN- 
MENT THEMES (U.S. CLS. 26 AND 38). 


SN 74-031,712. DAVIS, FRANK, DBA C2C SYSTEMS, 
BEAUFORT, NC. FILED 2-23-1990. 


The 


MAR 
YACH 


System 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE SMART YACHT SYSTEM”, APART FROM 
THE MARK AS SHOWN. 

FOR COMPUTERS AND ACCESSORIES; NAMELY, 
PRINTERS, MODEMS, AND MONITORS, AND COMPUT- 
ER PROGRAMS AND INSTRUCTIONAL MANUALS FOR 
YACHT OR BOAT MANAGEMENT, NAVIGATION AND 
COMMUNICATIONS ALL SOLD AS A UNIT; COMPUTER 
PROGRAMS AND INSTRUCTIONAL MANUALS SOLD 
AS A UNIT, FOR YACHT OR BOAT MANAGEMENT, 
NAVIGATION AND COMMUNICATIONS (U.S. CLS. 26 
AND 38). 

FIRST USE 5-22-1990; IN COMMERCE 10-22-1990. 
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SN 74-036,106. NOVADYNE COMPUTER SYSTEMS, INC., 
SANTA ANA, CA. ASSIGNEE OF MCDONNELL 
DOUGLAS CORPORATION, SANTA ANA, CA. FILED 
3-8-1990. 


NOVADYNE 


FOR COMPUTERS AND COMPUTER PERIPHERALS 
AND PARTS THEREFOR, COMPUTER SOFTWARE, AND 
PROGRAM MANUALS SOLD THEREWITH, FOR COM- 
MERCIAL USE IN FIELDS REQUIRING SPECIFIC TER- 
MINAL CONNECTIVITY TO ALLOW A NUMBER OF 
COMPUTER USERS TO ACCESS A MAIN RELATIONAL 
DATA BASE (U.S. CLS. 26 AND 38). 

FIRST USE 7-2-1990; IN COMMERCE 7-2-1990. 


SN 74-041,691. STAR STRUCK, INC., DBA PYRAMID BAT- 
TERY COMPANY, BETHEL, CT. FILED 3-23-1990. 


PYRAMID 


FOR BATTERIES AND POWER CELLS FOR FURNISH- 
ING ELECTRICAL CURRENT (US. CL. 21). 
FIRST USE 8-1-1990; IN COMMERCE 1-8-1991. 


SN 74-043,039. JAMES G. BIDDLE CO., DBA BIDDLE IN- 
STRUMENTS, BLUE BELL, PA. FILED 3-27-1990. 


DART 


FOR ELECTRICAL DETECTOR INSTRUMENTS FOR 
DETERMINING CABLE FAULT LOCATIONS IN ELEC- 
TRICAL POWER CABLES (U.S. CLS. 21 AND 26). 


SN 74-046,877. AMERICAN POWER CONVERSION COR- 
PORATION, W. KINGSTON, RI. FILED 1-22-1990. 


4p 4p Gy 
American Power Conversion 
AB” Gy 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN POWER CONVERSION”, APART 
FROM THE MARK AS SHOWN. 

FOR POWER PROTECTION DEVICE FOR COMPUT- 
ERS AND SENSITIVE ELECTRICAL EQUIPMENT (U.S. 
CL. 21). 

FIRST USE 1-0-1987; INCOMMERCE 1-0-1987. 
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SN 74-050,390. NEW HERMES, INCORPORATED, NOR- 
WALK, CT. FILED 4-18-1990. 


ORBITER 


FOR COMPUTERIZED ENGRAVING MACHINES, 
COMPRISING, COMPUTER, COMPUTER PERIPHERALS, 
COMPUTER SOFTWARE AND ENGRAVING UNIT (U.S. 
CLS. 23, 26 AND 38). 

FIRST USE 1-18-1990; INCOMMERCE 1-18-1990. 


SN 74-051,309. POWERFONE, INC., WASHINGTON, DC. 
FILED 4-19-1990. 


POWERFONE 


FOR MOBILE RADIO TRANSMITTERS, RECEIVERS 
AND PARTS THEREOF (U.S. CL. 21). 


SN 74-052,254. LANDMARK SYSTEMS CORPORATION, 
VIENNA, VA. FILED 4-23-1990. 


LANDMARK SYSTEMS 
CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS CORPORATION”, APART FROM THE 
MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR USE IN THE FIELD 
OF OPERATING SYSTEMS (U.S. CL. 38). 

FIRST USE 3-0-1983; IN COMMERCE 3-0-1983. 


SN 74-057,417. MOTOROLA, 
FILED 5-9-1990. 


INC., SCHAUMBURG, IL. 


CELLULAR DATA-PASSAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CELLULAR”, APART FROM THE MARK AS 
SHOWN. 

FOR INTERFACE DEVICES FOR COUPLING RADIO 
DEVICES TO TELEPHONE TYPE DEVICES (U.S. CL. 21). 

FIRST USE 8-1-1989; IN COMMERCE 8-1-1989. 
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SN 74-065,014. GOWANDA ELECTRONICS CORP., 
GOWANDA, NY. FILED 6-4-1990. 


GOWANDA 


FOR INDUCTIVE ELECTRONIC COMPONENTS; 
NAMELY, SWITCHING MAGNETICS, COMMON MODE 
INDUCTORS, DRIVE TRANSFORMERS, POWER TRANS- 
FORMERS, SWITCHING POWER SUPPLY CHOKES, TO- 
ROIDAL CHOKES, AXIAL LEAD CHOKES, RADIAL 
CHOKES, BOBBIN CORE CHOKES, TOROIDAL INDUC- 
TORS, R.F. (RADIO FREQUENCY), MOLDED CHOKES, 
LCR (INDUCTANCE-CAPACITANCE-RESISTANCE) 
BRIDGE COMPATIBLE CHOKES, TUNABLE RF. 
(RADIO FREQUENCY) COILS, TUNABLE COIL FORMS, 
CERAMIC TUNABLE COILS, SURFACE MOUNT INDUC- 
TORS AND TRANSFORMERS (U.S. CL. 21). 

FIRST USE 0-0-1963; IN COMMERCE 0-0-1963. 


SN 74-065,255. INTERNATIONAL GAMING MANAGE- 
MENT, INC., MINNEAPOLIS, MN. FILED 6-4-1990. 


PIKTRON 


FOR ELECTRONIC GAMING DEVICES; NAMELY, 
LOTTERY MACHINES (U.S. CL. 26). 
FIRST USE 4-26-1990; IN COMMERCE 4-26-1990. 


SN 74-066,531. VANTAGE RESEARCH INDUSTRIES, 
VENICE, CA. FILED 6-7-1990. 


(AN TAGE 


comMPUTER §& 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPUTERS”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTERS AND COMPUTER HARDWARE 
AND COMPONENTS THEREFOR (U.S. CL. 26). 
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SN 74-068,876. JG. PAGET HOLDING, 39400 MOREZ, 
FRANCE, FILED 6-14-1990. 


JEAN JACQUES SAINT SEVER 


OWNER OF FRANCE REG. NO. 
10-3-1989, EXPIRES 10-3-1999. 

THE MARK IDENTIFIES A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD. 

FOR OPTICAL APPARATUS AND INSTRUMENTS; 
NAMELY, EYEGLASSES AND SUNGLASSES (U.S. CL. 
26). 


1553443, DATED 


SN 74-069,197. PHILIPS EXPORT B.V., EINDHOVEN, 
NETHERLANDS, FILED 6-14-1990. 


‘i 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX 
CONV APPLICATION NO. 739122, FILED 12-27-1989, REG. 
NO. 472184, DATED 12-27-1989, EXPIRES 12-27-1999. 

FOR PRERECORDED COMPACT DISCS, LASER DISCS 
AND VIDEO DISKS, FEATURING ENTERTAINMENT 
AND/OR MUSICAL PERFORMANCES; COMPACT DISC 
PLAYERS, VIDEO DISC PLAYERS, LASER DISC PLAY- 
ERS, COMBINED AUDIO/VIDEO DISC PLAYERS, SEMI- 
CONDUCTORS (INTEGRATED CIRCUITS) AND PARTS 
THEREOF; MODULATORS (REGULATORS, CONVERT- 
ERS) WHICH MODULATE DIGITAL SIGNALS INTO 
ANALOG SIGNALS (PULSE DENSITY MODULATORS) 
(U.S. CLS. 21, 26 AND 36). 


SN 74-069,344. QUEST SOFTWARE, INC., NEWPORT 
BEACH, CA. FILED 6-15-1990. 


NETBASE 


FOR SYSTEM LEVEL COMPUTER PROGRAMS FOR 
USE IN LINKING INDIVIDUAL COMPUTERS TOGETH- 


ER (U.S. CL. 38). 
FIRST USE 2-1-1987; IN COMMERCE 2-1-1987. 
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SN 74-079,809. REV-A-SHELF, INC., JEFFERSONTOWN, 


KY. FILED 7-19-1990. 


THE LINING IN THE MARK IS A FEATURE OF THE 

MARK AND NOT INTENDED TO INDICATE COLOR. 
FOR MAGNETIC LOCK ASSEMBLY (U.S. CL. 26). 
FIRST USE 3-1-1990; IN COMMERCE 3-1-1990. 


SN 74-080,052. CACI, INC. - FEDERAL, DBA CACI MAR- 
KETING SYSTEMS, FAIRFAX, VA. FILED 7-20-1990. 


PERFECTeMAIL 


FOR PRERECORDED COMPUTER PROGRAMS ON 
MAGNETIC TAPE OR DISKETTES FOR DEVELOPING 
DEMOGRAPHIC MARKETING AND MAILING SYSTEMS 
(U.S. CL. 38). 

FIRST USE 4-1-1988; IN COMMERCE 4-1-1988. 


SN 74-082,188. MICRO INDUSTRIES CORPORATION, 
WESTERVILLE, OH. FILED 7-26-1990. 


A 
MICRO INDUSTRIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INDUSTRIES”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER CIRCUIT BOARDS (U.S. CLS. 21 AND 
26). 

FIRST USE 10-1-1989; IN COMMERCE 10-1-1989. 
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SN 74-082,688. FALCO DATA PRODUCTS, INC., SUNNY- 
VALE, CA. FILED 7-27-1990. 


FALCO 


SEC. 2(F). 

FOR COMPUTER HARDWARE; NAMELY, COMPUT- 
ERS, VIDEO DISPLAY TERMINALS, MONITORS, AND 
PERIPHERALS THEREFOR (U.S. CL. 26). 

FIRST USE 0-0-1985; IN COMMERCE 0-0-1985. 


SN 74-084,553. ADVANCED SYSTEMS, INC., NEW YORK, 
NY. FILED 8-3-1990. 


PERFECT SPELLING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPELLING”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SOFTWARE FOR EDUCATIONAL 
USE (U.S. CL. 38). 


SN 74-088,556. MILLIPORE CORPORATION, BEDFORD, 
MA. FILED 8-16-1990. 


STERIFIL 


FOR STERILIZING LABORATORY FILTER HOLDERS 
PRIMARILY FOR USE IN THE ANALYSIS OF PARTICU- 
LATE OR BIOLOGICAL CONTAMINATION (U.S. CLS. 26 
AND 31). 

FIRST USE 8-1-1965; IN COMMERCE 8-1-1965. 


SN 74-089,400. FLOW CYTOMETRY STANDARDS CORPO- 
RATION, CARRBORO, NC. FILED 8-20-1990. 


QUICKCAL 


FOR COMPUTER SOFTWARE IN 
FLOW CYTOMETRY (U.S. CL. 38). 
FIRST USE 5-1-1990; IN COMMERCE 5-1-1990. 


THE FIELD OF 


SN 74-089,878. SAMNA CORPORATION, ATLANTA, GA. 
FILED 8-20-1990. 


SMARTEXT 


FOR COMPUTER SOFTWARE CONTAINING AN 
ELECTRONIC DOCUMENT BUILDER AND READER 
AND USER MANUALS SOLD AS A UNIT (US. CL. 38). 

FIRST USE 10-10-1990; IN COMMERCE 10-10-1990. 
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SN 74-090,575. TRIBE COMPUTER WORKS, INCORPO- 
RATED, EMERYVILLE, CA. FILED 8-23-1990. 


COMPUTER WORKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPUTER WORKS”, APART FROM THE MARK 
AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GRAY 
AND GREEN. 

FOR COMPUTER HARDWARE FOR LOCAL AREA 
NETWORKS; COMPUTER SOFTWARE FOR LOCAL 
AREA NETWORKS (U.S. CLS. 26 AND 38). 

FIRST USE 1-9-1991; INCOMMERCE 1-9-1991. 


SN 74-090,884. QUANTUM CORPORATION, MILPITAS, 
CA. FILED 8-24-1990. 


GODRIVE 


OWNER OF U.S. REG. NOS. 1,564,217 AND 1,564,218. 

FOR DATA STORAGE SUBSYSTEMS; NAMELY, MI- 
CROMINIATURE FIXED DISK DRIVES HAVING DISK 
DIAMETERS OF APPROXIMATELY TWO AND ONE 
HALF INCHES (U.S. CLS. 26 AND 38). 


SN 74-091,349. A-BEST INTERNATIONAL INC., CERRI- 
TOS, CA. FILED 8-27-1990. 


THE MARK IS DESCRI AS “C” AND DESIGN 
STYLIZED. \ 

FOR PERSONAL COMPUTERS AND COMPUTER 
MOUSE AND PARTS THEREOF (U.S. CL. 26). 

FIRST USE 4-1-1990; IN COMMERCE 6-1-1990. 
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SN 74-092,450. EXIDE CORPORATION, READING, PA. 
FILED 8-30-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “XTRA POW’R”, APART FROM THE MARK AS 
SHOWN. 

THE LINING IN THE DRAWING IS NOT INTENDED 
TO INDICATE COLOR. 

FOR ELECTRIC STORAGE BATTERIES (U.S. CL. 21). 

FIRST USE 4-0-1987; IN COMMERCE 4-0-1987. 


SN 74-095,790. ZSOFT ACQUISITION CORPORATION, AT- 
LANTA, GA. ASSIGNEE OF ZSOFT CORPORATION, 
MARIETTA, GA. FILED 9-10-1990. 


LETTER FOR LETTER 


FOR COMPUTER SOFTWARE WHICH PERFORMS OP- 
TICAL CHARACTER RECOGNITION (U.S. CL. 38). 


SN 74-096,523. SONY CORPORATION, SHINAGAWA-KU, 
TOKYO, JAPAN, FILED 9-13-1990. 


HYPER HAD SENSOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SENSOR”, APART FROM THE MARK AS SHOWN. 

FOR VIDEO CAMERAS AND PARTS THEREFOR (U.S. 
CL. 26). 


SN 74-099,016. KRATZ, ALLEN M., NAPLES, FL. FILED 
9-21-1990 


THE MARK COMPRISES THE GREEK LETTER 
ALPHA “+ DIAL”. 

FOR TELEPHONE COMMUNICATIONS; NAMELY, 
TELEPHONE DIALING DEVICE (U.S. CL. 21). 
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SN 74-099,073. QUINTUS COMPUTER SYSTEMS, INC., 
MOUNTAIN VIEW, CA. FILED 9-21-1990. 


QUINTUS 


FOR COMPUTER PROGRAMS FOR USE IN PROGRAM 
DEVELOPMENT FOR COMPUTING APPLICATIONS 
(U.S. CL. 38). 

FIRST USE 11-0-1984; INCOMMERCE 11-0-1984. 


SN 74-101,418. DIGITAL EQUIPMENT CORPORATION, 
MAYNARD, MA. FILED 9-26-1990. 


DECGIGA 


OWNER OF USS. REG. NOS. 929,114 AND 949,297. 

FOR COMPUTER NETWORKING AND COMMUNICA- 
TIONS EQUIPMENTS; NAMELY, HOST ADAPTERS, 
DRIVERS, RECEIVERS, CONNECTORS, ENCODERS, DE- 
CODERS, CABLES, AND SWITCHES AND PARTS 
THEREFOR; COMPUTER PROGRAMS FOR NETWORK 
MANAGEMENT AND COMPUTER PROGRAM MANU- 
ALS SOLD OR DISTRIBUTED THEREWITH AS A UNIT 
(U.S. CLS. 26 AND 38). 


SN 74-101,972. BRYMILL CORPORATION, ELLINGTON, 
CT. FILED 10-1-1990. 


CRYOGUN 


OWNER OF U.S. REG. NO. 1,453,108. 

FOR APPARATUS FOR CONTAINING AND DISPENS- 
ING LIQUID CRYOGEN FOR TESTING ELECTRONIC 
CIRCUITS; NAMELY, CONTAINERS, NOZZLES AND 
PROBES, AND ACCESSORIES THEREFOR (U.S. CLS. 21 
AND 26). 

FIRST USE 11-14-1988; IN COMMERCE 11-14-1988. 


SN 74-103,063. BOB ROSS INC., STERLING, VA. FILED 
10-4-1990. 


‘MEFoss 


OWNER OF U.S. REG. NO. 1,430,222. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

“BOB ROSS” IDENTIFIES A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD. 

FOR PRERECORDED VIDEO AND AUDIO TAPES, 
USED FOR INSTRUCTION IN ARTISTIC TECHNIQUES 
(U.S. CLS. 21 AND 36). 

FIRST USE 3-20-1986; IN COMMERCE 3-20-1986. 
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SN 74-105,443. ECHELON CORPORATION, PALO ALTO, 
CA. FILED 10-12-1990. 


OWNER OF U.S. REG. NOS. 
OTHERS. 

THE MARK IN THE DRAWING IS LINED FOR THE 
COLORS BLUE, YELLOW AND RED. 

FOR ELECTRONIC CIRCUITS, INTEGRATED CIR- 
CUITS, ELECTRONIC CIRCUIT BOARDS, AND ELEC- 
TRICAL CIRCUIT COMPONENTS FOR A NETWORK 
WHICH PROVIDES IDENTIFICATION, SENSING, COM- 
MUNICATIONS OR CONTROL; COMPUTER PROGRAMS 
FOR USE IN DEVELOPING COMPUTER PROGRAMS 
(U.S. CLS. 21 AND 38). 


1,535,141, 1,579,835 AND 


SN 74-108,048. ELECTRO CORPORATION, SARASOTA, 
FL. FILED 10-22-1990. 


MINI-PROX 


FOR SOLID STATE SWITCHES (U.S. CL. 21). 
FIRST USE 9-19-1969; IN COMMERCE 9-19-1969. 


SN 74-110,269. HEALTH O METER, INC., BRIDGEVIEW, 
IL. FILED 10-29-1990. 


BEBE-WEY 


THE ENGLISH TRANSLATION OF THE WORD 
“BEBE” IN THE MARK IS “BABY”. 
FOR WEIGHING SCALES (U.S. CL. 26). 
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SN 74-110,448. SIEMON COMPANY, THE, WATERTOWN, 
CT. FILED 10-29-1990. 


WIRE RIGHT 


OWNER OF U.S. REG. NO. 1,583,454. 

NO.CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WIRE”, APART FROM THE MARK AS SHOWN. 

FOR TELEPHONE AND DATA SWITCH AND WIRING 
APPARATUS (U.S. CL. 21). 

FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


SN 74-112,677. UNITED TECHNOLOGIES CORPORATION, 
HARTFORD, CT. FILED 11-5-1990. 


UNITED TECHNOLOGIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGIES”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTROLYZER, AND REPLACEMENT PARTS 
THEREFOR; OXYGEN GENERATION SUBSYSTEM; 
NAMELY, AN ELECTROLYZER, GAS COMPRESSOR, 
AND GAS SEPARATOR, AND REPLACEMENT PARTS 
THEREFOR; AND ELECTROCHEMICAL GAS SEPARA- 
TOR AND REPLACEMENT PARTS THEREFOR (US. 
CLS. 21 AND 26). 

FIRST USE 0-0-1987; IN COMMERCE 0-0-1987. 


SN 74-113,542. WISELY, JONATHAN SCOTT, MINNEAPO- 
LIS, MN. FILED 11-8-1990. 


RED DECIBEL 


FOR MUSICAL RECORDINGS; NAMELY, PHONO- 
GRAPH RECORDS, AUDIOTAPES, AND COMPACT 
DISCS AND PRE-RECORDED VIDEO CASSETTES FEA- 
TURING ROCK AND ROLL MUSIC (U.S. CLS. 21 AND 36). 

FIRST USE 4-16-1990; IN COMMERCE 4-16-1990. 


SN 74-114,310. INVENTION DEVELOPMENT GROUP, 
INC., SAN FRANCISCO, CA. FILED 11-13-1990. 


SMOTIONPAG 


FOR CONTAINERS AND CASES TO DISPLAY, HOLD, 


STORE AND TRANSPORT COMPUTER PRODUCTS (U.S. 
CL. 26). 
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SN 74-116,804. MEETING SERVICES, INC., TUCKAHOE, 
NY. FILED 11-19-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABY’S VIDEO”, APART FROM THE MARK AS 
SHOWN. 

FOR PRE-RECORDED VIDEOTAPES FEATURING A 
REVIEW OF A SINGLE YEAR’S EVENTS FOLLOWED 
BY AN OPENING SCENE, AND BLANK TAPE WHERE 
ADDITIONAL MATERIAL MAY BE ADDED (USS. CL. 21). 

FIRST USE 10-0-1988; IN COMMERCE 10-0-1988. 


SN 74-121,980. WADIA DIGITAL CORPORATION, 
HUDSON, WI. FILED 12-10-1990. 


4 


FOR CONSUMER AND PROFESSIONAL ELECTRONIC 
PRODUCTS; NAMELY, DIGITAL-TO-ANALOG CON- 
VERTERS (U.S. CE. 21). 

FIRST USE 9-1-1987; IN COMMERCE 9-23-1987. 
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SN 74-122,422. PANAVISION, 
ZANA, CA. FILED 12-11-1990. 


INCORPORATED, TAR- 


PRIMO ZOOM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ZOOM”, APART FROM THE MARK AS SHOWN. 
FOR SERIES OF ZOOM LENSES FOR CAMERAS (U.S. 
CL. 26). 
FIRST USE 5-15-1988; IN COMMERCE 5-15-1988. 


SN 74-122,706. KW CONTROL SYSTEMS, INC., MIDDLE- 
TOWN, NY. FILED 12-12-1990. 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR COMPUTER SYSTEM COMPRISING A MANAGE- 
MENT AND CONTROL CONSOLE, INTERFACE UNIT 
AND REMOTE CONTROLLER FOR REMOTELY MONI- 


1,368,791, 1,539,152 AND 


' TORING VARIOUS SELECTED CONDITIONS AND/OR 


FUNCTIONS OF MACHINERY; ELECTRICAL POWER 
SUPPLIES FOR COMPUTERS, TELECOMMUNICATIONS 
EQUIPMENT, PROCESS CONTROLS AND ELECTRO-ME- 
CHANICAL EQUIPMENT; NAMELY, FREQUENCY CON- 
VERTERS, DIESEL GENERATOR CONTROLS, UNIN- 
TERRUPTIBLE POWER SUPPLIES, INVERTER CON- 
TROLLERS, POWER DISTRIBUTION MODULES, COM- 
MUTATORS (INVERTERS), COMPUTER ROOM DISTRI- 
BUTION CENTERS, JUNCTION BOXES, MODULAR 
DIESEL GENERATOR CONTROLS, SYSTEMS INTEGRA- 
TION SWITCH GEAR, TRANSFER SWITCHES, MATRIX 
SWITCHES, BATTERY SWITCHES, POWER STABILIZ- 
ERS, COMPUTERS AND COMPUTER PERIPHERALS 
FOR MONITORING AND MANAGING ELECTRICAL 
POWER SYSTEMS; ELECTRICAL SWITCHES ESPECIAL- 
LY DESIGNED FOR USE WITH POWER SOURCES UTI- 
LIZED IN COMPUTERS (U.S. CLS. 21 AND 26). 
FIRST USE 12-31-1972; INCOMMERCE 12-31-1972. 
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SN 74-123,931. FEI COMPANY, BEAVERTON, OR. FILED 
12-17-1990. 


FOR HIGH BRIGHTNESS, SUBMICRON FOCUSED ION 
AND ELECTRON BEAM SYSTEMS USING FIELD EMIS- 
SION TECHNOLOGY; NAMELY, FOR ION BEAM MICRO- 
MACHINING, ION MILLING, ION LITHOGRAPHY, ION 
MICROSCOPES, SECONDARY ION MASS SPECTROSCO- 
PY, ELECTRON MICROSCOPES AND COMBINED ION 
BEAM MILLING/ELECTRON MICROSCOPE SYSTEMS; 
HIGH BRIGHTNESS, SUBMICRON ION AND ELECTRON 
BEAM COLUMNS USING FIELD EMISSION TECHNOLO- 
GY; NAMELY, ION BEAM COLUMNS FOR ION LITHOG- 
RAPHY, ION BEAM MILLING, SECONDARY ION MASS 
SPECTROSCOPY, ELECTRON BEAM LITHOGRAPHY, 
AND ELECTRON BEAM MICROSCOPY; SINGLE CRYS- 
TAL SOURCE MATERIALS; NAMELY, REFRACTORY 
METALS, LAB6 MINI-VOGEL MOUNT CATHODES, 
COLD FIELD EMITTERS, SCHOTTKY EMITTERS, AND 
LIQUID METAL ION SOURCES (U.S. CLS. 21 AND 26). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


SN 74-124,388. CHRONOLOGY CORP., KIRKLAND, WA. 
FILED 12-17-1990. 


TIMINGDESIGNER 


FOR COMPUTER PROGRAMS FOR USE IN THE FIELD 
OF ENGINEERING (U.S. CL. 38). 
FIRST USE 2-27-1991; IN COMMERCE 2-27-1991. 


SN 74-125,689. SENSES INTERNATIONAL, SAN JOSE, CA. 
FILED 12-24-1990. 


SENSES 


FOR FULL LINE OF DATA COMMUNICATION DE- 
VICES (U.S. CLS. 21 AND 26). 
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SN 74-126,772. GALLET, S.A., 01400 CHATILLON SUR 
CHALARONNE, FRANCE, FILED 12-27-1990. 


OSTEOCOM 


PRIORITY CLAIMED UNDER SEC. 44D) ON FRANCE 
APPLICATION NO. 23186, FILED 10-30-1990, REG. NO. 
1625243, DATED 10-30-1990, EXPIRES 10-30-2000. 

FOR SAFETY HELMETS WITH TRANSMITTERS AND 
RECEIVERS (US. CLS. 21, 26 AND 39). 


SN 74-128,314. SECURITY INFORMATION SYSTEMS, 
INC., TROY, MI. FILED 1-7-1991. 


ALARM CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ALARM”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS; NAMELY, COMPUTER 
SOFTWARE USED IN ALARM MONITORING SYSTEMS 
(U.S. CL. 38). 

FIRST USE 5-22-1987; IN COMMERCE 5-3-1989. 


SN 74-130,069. LIPIDEX CORPORATION, EASTON, MA. 
FILED 1-14-1991. 


THE LINING AND STIPPLING SHOWN IN THE 
DRAWING ARE FEATURES OF THE MARK AND NOT 
INTENDED TO INDICATE COLOR. 

THE MARK CONSISTS IN PART OF AN OCTAGON. 

FOR ANEROID DENSITOMETER (U.S. CLS. 21 AND 
26). 


SN 74-131,034. ESSELTE PENDAFLEX CORPORATION, 
PARAMUS, NJ. FILED 1-17-1991. 


PUMP 


FOR TYPEFACES, TYPEFONTS, TYPEDESIGNS OF 
ALPHANUMERIC CHARACTERS AND/OR’_ TYPO- 
GRAPHICAL SYMBOLS RECORDED IN DATA STOR- 
AGE MEDIA (U.S. CLS. 21 AND 38). 

FIRST USE 6-5-1989; IN COMMERCE 6-20-1989. 
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SN 74-132,278. EVERETT/CHARLES CONTACT PROD- 
UCTS, INC., POMONA, CA. FILED 1-18-1991. 


SCORPION 


FOR TESTERS FOR BARE AND/OR LOADED PRINT- 
ED WIRING BOARDS (U.S. CLS. 21 AND 26). 


SN 74-136,015. REED PUBLISHING (USA) INC., NEWTON, 
MA. FILED 2-4-1991. 


CAPS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR COMPUTER PROGRAMS, AND INSTRUCTION 
MANUALS LICENSED AS A UNIT FOR A COMPUTER- 
IZED ENGINEERING DATABASE FOR SELECTING 
AND SPECIFYING COMMERCIAL SOURCES OF MATE- 
RIALS; NAMELY, PLASTICS, RUBBER, CERAMICS, 
METALS, AND COMPOSITES, FOR MECHANICAL OR 
ELECTRONIC PRODUCTS (U.S. CL. 38). 


1,584,088, 1,610,432 AND 


SN 74-136,071. TRANTOR SYSTEMS, LTD., FREMONT, 
CA. FILED 2-4-1991. 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUSIC BOX”, APART FROM THE MARK AS 
SHOWN. 

THE LINING ELEMENTS IN THE MARK ARE INHER- 
ENT FEATURES AND ARE NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK COMPRISES “MUSIC BOX” AND STYL- 
IZED DESIGNS OF A MUSIC CLEF NOTE AND FIVE 
HORIZONTAL BAR LINES INTEGRATED WITH A 
HIGHLY ZED DESIGN OF A COMPACT DISK. 

FOR COMPUTER SOFTWARE PROGRAM WHICH EN- 
ABLES AUDIO COMPACT DISCS TO BE PLAYED ON A 
COMPUTER EQUIPPED WITH CD-ROM PLAYER (U.S. 
CL. 38). 

FIRST USE 8-7-1990; IN COMMERCE 8-7-1990. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-137,216. APPLIED OPTICAL MEDIA CORPORA- 
TION, WEST CHESTER, PA. FILED 2-7-1991. 


AMERICAN 
VISTA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRONIC MULTIMEDIA PUBLISHING 
PRODUCTS; NAMELY, COMPUTER SOFTWARE CON- 
TAINING DIGITAL DATABASES CONSISTING OF 
IMAGES, VIDEO, AUDIO, GRAPHICS AND TEXT FOR 
USE IN A COMPACT DISC-READ ONLY MEMORY FOR 
EDUCATION AND ENTERTAINMENT (USS. CL. 38). 

FIRST USE 5-0-1990; IN COMMERCE 1-0-1991. 


SN 74-143,500. EXTRASENSORY SOFTWARE, SHERMAN 
OAKS, CA. FILED 3-1-1991. 


[EJ ExTRASENsORY 


ase SOFTWARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOFTWARE”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER OPERATING PROGRAMS, COMPUT- 
ER UTILITY PROGRAMS, AND INSTRUCTION MANU- 
ALS SOLD AS A UNIT (US. CLS. 26 AND 38). 

FIRST USE 6-17-1990; IN COMMERCE 7-15-1990. 


SN 74-143,592. MATSUSHITA ELECTRIC CORPORATION 
OF AMERICA, SECAUCUS, NJ. FILED 3-1-1991. 


PRO-COMMANDER 


FOR REMOTE CONTROL DEVICE FOR PROGRAM- 
MING VIDEO CASSETTE RECORDERS (U.S. CL. 26). 
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SN 74-146,678. BOATSAFE PRODUCTS, INC., BEAVER- 
TON, OR. FILED 3-11-1991. 


IELIMINAT (Zar 


FOR SAFETY ACCESSORIES FOR BOATS; NAMELY, 
ELECTRONIC MONITOR AND CONTROL FOR PRE- 
VENTING FUEL VAPOR BUILD-UP BY AUTOMATICAL- 
LY TURNING ON THE BILGE BLOWER TO VENTILATE 
THE ENGINE COMPARTMENT (U.S. CLS. 19 AND 26). 

FIRST USE 5-4-1989; IN COMMERCE 6-12-1989. 


SN 74-147,043. VIDEO TREASURES, INC., UNION, NJ. 
FILED 3-12-1991. 


Audio Treasures 
7 


OWNER OF U.S. REG. NO. 1,481,440. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUDIO”, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS IN PART OF A STYLIZED REP- 
RESENTATION OF A COMPACT DISC. 

FOR PRERECORDED AUDIO TAPE CASSETTES AND 
COMPACT DISCS FEATURING ENTERTAINMENT, 
SELF-HELP, MOTIVATIONAL, EDUCATIONAL, _IN- 
STRUCTIONAL, FOREIGN LANGUAGE, EXERCISE AND 
SOUND EFFECTS PROGRAMS (U.S. CLS. 21 AND 26). 


SN 74-147,299. HOME EQUITY SOFTWARE, INC., LOS AN- 
GELES, CA. FILED 3-13-1991. 


BUYING YOUR HOME 


FOR COMPUTER SOFTWARE FOR FINANCIAL PLAN- 
NING (U.S. CL. 38). 


SN 74-149,559. SIMSOFT, INC., MERRIMACK, NH. FILED 
3-20-1991. 


OEM-SIMS 


FOR COMPUTER SOFTWARE FOR SALES INFORMA- 
TION MANAGEMENT SOFTWARE AND MANUALS 
THEREFOR, ALL SOLD AS A UNIT (USS. CL. 38). 


OFFICIAL GAZETTE 
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SN 74-149,731. MAGID MANUFACTURING CO., INC., 
DBA MAGID GLOVE & SAFETY, CHICAGO, IL. FILED 
3-21-1991. 


MAGIC GLOVE 


OWNER OF U.S. REG. NOS. 
1,245,759. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GLOVE”, APART FROM THE MARK AS SHOWN. 

FOR PROTECTIVE CLOTHING; NAMELY, WORK 
GLOVES (U.S. CLS. 26 AND 39). 

FIRST USE 3-0-1984; IN COMMERCE 3-0-1984. 


1,122,707, 1,123,157 AND 


SN 74-150,578. SPECTRA MERCHANDISING INTERNA- 
TIONAL, INC., CHICAGO, IL. FILED 3-25-1991. 


YOUTHTRONICS 


FOR ELECTRONIC PRODUCTS; NAMELY, AUDIO 
CASSETTE PLAYERS, RECORDERS AND WALKIE- 
TALKIES (U.S. CLS. 21, 26 AND 36). 

FIRST USE 2-20-1991; IN COMMERCE 2-20-1991. 


SN 74-152,851. TECHNICAL INNOVATIONS, INC., SAND- 
WICH, MA. FILED 4-1-1991. 


POWERLOG 


Process Monitoring Systems 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROCESS MONITORING SYSTEMS”, APART FROM 
THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR USE IN THE ENGI- 
NEERING FIELD (U.S. CL. 38). 

FIRST USE 1-2-1987; IN COMMERCE 1-2-1987. 
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SN 74-153,624. VJ. RENDANO COMPANY, INC., BOARD- 
MAN, OH. FILED 4-3-1991. 


SATURDAY NIGHT SPECIAL 


FOR LOUD SPEAKER CABINETS (U.S. CL. 32). 
FIRST USE 3-1-1991; IN COMMERCE 3-1-1991. 


SN 74-154,211. MM PLASTIC (MFG) COMPANY, INC., TO- 
RONTO, ONTARIO, CANADA, FILED 4-4-1991. 


JIFFY 


OWNER OF CANADA REG. NO. TMA226158, DATED 
2-17-1978, EXPIRES 2-17-1993. 

FOR PLASTIC ELECTRICAL CONNECTORS, AND 
PLASTIC SNAP-IN LINERS FOR METAL ELECTRICAL 
CONNECTORS AND FOR METAL BUSHINGS (U.S. CL. 
21). 


SN 74-154,385. RECOVEROBICS PRODUCTIONS, 
NORMAN, OK. FILED 4-5-1991. 


INC., 


THE DRAWING IS LINED FOR THE COLORS BLUE 
AND YELLOW. 

FOR VIDEO CASSETTE TAPE RECORDINGS OF SPE- 
CIALLY DESIGNED AEROBIC EXERCISE TRAINING 
(U.S. CL. 21). 


SN 74-154,864. VIEWPLAN, INC., SAN DIEGO, CA. FILED 
4-8-1991. 


FUTUREFUND 


FOR COMPUTER PROGRAM USED FOR ESTATE 
PLANNING PURPOSES TO CALCULATE VARIOUS 
TAXES APPLICABLE TO RETIREMENT PLANS, ALONG 
WITH ACCOMPANYING USER’S MANUAL, ALL SOLD 
AS A UNIT (U.S. CL. 38). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-155,527. NATIONAL MEDIA GROUP, INC., NEW 
YORK, NY. FILED 4-9-1991. 


JUST FOR KICKS 


FOR PRE-RECORDED AUDIO-VISUAL TAPES AND 
LASER DISCS FEATURING SPORTS PROGRAMS (U.S. 
CLS. 21 AND 36). 


SN 74-155,811. ZENITH ELECTRONICS CORPORATION, 
GLENVIEW, IL. FILED 4-10-1991. 


PAY-MASTER 


FOR TELEVISION SIGNAL DECODERS (U.S. CL. 26). 
FIRST USE 10-0-1986; IN COMMERCE 10-0-1986. 


SN 74-155,917. SUCCESS ENTERPRISES, INC., SPOKANE, 
WA. FILED 4-10-1991. 


MRVL 


FOR SLIDE RULE FOR MUSICAL INSTRUMENTS (U.S. 
CL. 26). 
FIRST USE 4-8-1991; IN COMMERCE 4-8-1991. 


SN 74-156,551. INFINITY INTERNATIONAL FINANCIAL 
TECHNOLOGY INC., MOUNTAIN VIEW, CA. FILED 
4-12-1991. 


SQL_PAYMENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SQL”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR THE FINANCIAL 
SERVICES INDUSTRY (U.S. CL. 38). 


SN 74-157,394. MOONSTONE RECORDS A DIVISION OF 
FULL MOON ENTERTAINMENT, LOS ANGELES, CA. 
FILED 4-15-1991. 


MOONSTONE RECORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 
SHOWN. 

FOR PHONOGRAPH RECORDS, AUDIO TAPE CAS- 
SETTES, VIDEO TAPES AND COMPACT DISCS CON- 
TAINING MOTION PICTURE MUSIC SOUNDTRACKS 
AND MUSIC (U.S. CLS. 21 AND 36). 

FIRST USE 3-15-1991; INCOMMERCE 3-15-1991. 
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SN 74-157,482. FEDERAL EXPRESS CORPORATION, 
MEMPHIS, TN. FILED 4-12-1991. 


POWERSHIP PASSPORT 


OWNER OF U.S. REG. NO. 1,524,971. 

FOR SHIPPING SOFTWARE DESIGNED TO ALLOW 
USERS TO EXCHANGE INFORMATION ELECTRONI- 
CALLY BETWEEN SYSTEMS REGARDING RATING, 
ROUTING AND TRACING (U.S. CL. 38). 


SN 74-157,560. ORION RESEARCH, INC., IRVINE, CA. 
FILED 4-15-1991. 


TERRBASE 


FOR COMPUTER PROGRAMS FOR STORING, AC- 
CESSING, AND DISPLAYING INFORMATION RELAT- 
ING TO POLITICS AND SYSTEMATIC VIOLENCE AND 
RELATED PRINTED DOCUMENTATION SOLD THERE- 
WITH (U.S. CLS. 26 AND 38). 


SN 74-157,582. INFINITY INTERNATIONAL FINANCIAL 
TECHNOLOGY INC., MOUNTAIN VIEW, CA. FILED 
4-12-1991. 


SQL_CAPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SQL”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR THE FINANCIAL 
SERVICES INDUSTRY (U.S. CL. 38). 


SN 74-158,495. MICROLYTICS, INC., PITTSFORD, NY. 
FILED 4-18-1991. 


WORDCARD 


FOR HANDHELD ELECTRONICS PRODUCTS; 
NAMELY, ELECTRONIC DICTIONARIES, THESAURI, 
SYNONYM/ANTONYM DICTIONARIES, AND FOREIGN 
LANGUAGE DICTIONARIES (U.S. CLS. 21 AND 26). 


SN 74-158,532. DIGITAL EQUIPMENT CORPORATION, 
MAYNARD, MA. FILED 4-18-1991. 


DECARTIAN 


FOR COMPUTER PROGRAMS AND INSTRUCTION 
MANUALS SOLD OR DISTRIBUTED THEREWITH AS A 
UNIT FOR USE IN RETAIL STORE MANAGEMENT (U.S. 
CL. 38). 
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SN 74-158,871. COOPER DEVELOPMENT COMPANY, 
MOUNTAIN VIEW, CA. FILED 4-19-1991. 


TRI-BAND 


FOR SUNGLASSES, SUNGLASS CASES, SUNGLASS 
STRAPS, LENSES AND PARTS FOR SUNGLASSES (US. 
CL. 26). 


SN 74-160,488. CRAY RESEARCH, INC., EAGAN, MN. 
FILED 4-24-1991. 


SUPERCLUSTER 


FOR COMPUTER PROGRAMS USED TO LINK MULTI- 
PLE COMPUTERS OVER HIGH SPEED CHANNELS, 
AND INSTRUCTION MANUALS FOR USE THEREWITH 
(U.S. CL. 38). 


SN 74-161,641. YOUNGER OPTICS, LOS ANGELES, CA. 
FILED 4-29-1991. 


F. T. 45 


FOR OPHTHALMIC LENSES (U.S. CL. 26). 
FIRST USE 4-2-1991; IN COMMERCE 4-2-1991. 


SN 74-162,217. YOUNGER OPTICS, LOS ANGELES, CA. 
FILED 4-29-1991. 


FLAT TOP 45 


FOR OPHTHALMIC LENSES (U.S. CL. 26). 
FIRST USE 4-2-1991; IN COMMERCE 4-2-1991. 
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SN 74-163,447. RATIONAL, SANTA CLARA, CA. FILED 
5-3-1991. 


RATIONAL ROSE 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR COMPUTER SOFTWARE FOR COMPUTER 
AIDED SOFTWARE ENGINEERING (US. CL. 38). 


1,321,875, 1,563,906 AND 


SN 74-163,938. POLAROID CORPORATION, CAMBRIDGE, 
MA. FILED 5-6-1991. 


THE ENFORCER 


FOR PHOTOGRAPHIC CAMERAS (U.S. CL. 26). 


SN 74-164,477. LASERMASTER CORPORATION, EDEN 
PRAIRIE, MN. FILED 5-7-1991. 


TRUEPDL 


FOR COMPUTER PROGRAMS FOR CONTROLLING 
PRINTERS AND INSTRUCTION MANUALS ALL SOLD 
AS A UNIT (US. CL. 38). 


SN 74-164,811. ALLIED-SIGNAL INC., MORRISTOWN, NJ. 
FILED 5-8-1991. 


ROPRO 


OWNER OF U.S. REG. NO. 1,576,121. 

FOR COMPUTER PROGRAMS FOR USE WITH RE- 
VERSE OSMOSIS EQUIPMENT (U.S. CL. 38). 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


SN 74-165,597. CROMPTON & KNOWLES CORPORATION, 
STAMFORD, CT. FILED 5-13-1991. 


EPIC II 


FOR ELECTRONIC CONTROL CONSOLE FOR USE 
WITH THERMOPLASTIC RESIN EXTRUSION MACHIN- 
ERY (U.S. CLS. 23 AND 26). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-165,681. LEEDS, HOWARD A., SUGAR GROVE, IL. 
FILED 5-13-1991. 


LOMS LEEDS OIL 
MONITORING SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OIL MONITORING SYSTEM”, APART FROM THE 
MARK AS SHOWN. 

FOR MILEAGE/HOURS MONITORING UNIT TO 
REMIND PEOPLE AT WHAT MILEAGE/HOURS TO 
CHANGE OIL IN AUTOMOBILES, AIRPLANES AND 
BOATS (U.S. CL. 26). 


SN 74-166,281. SL WABER, INC., MT. LAUREL, NJ. FILED 
5-13-1991. 


MEDGARD 


FOR MULTIPLE ELECTRICAL OUTLET STRIPS, 
SURGE ARRESTERS, UNINTERRUPTIBLE POWER 
SUPPLY (UPS), STANDBY POWER SUPPLY (SPS), VOLT- 
AGE REGULATORS, POWER/LINE CONDITIONERS 
AND RELATED COMPONENTS; NAMELY, POWER 
SUPPLY CORDS, RECEPTACLES AND SWITCHES (U.S. 
CL. 21). 


SN 74-166,626. CARL MICHAEL BELLMAN AB, S-143 
GOTHENBURG, SWEDEN, FILED 5-14-1991. 


RINGMAX 


FOR DEVICE TO VARY THE VOLUME, FREQUENCY 
AND/OR TONE PULSE OF THE AUDIBLE RINGING 
SIGNAL OF A TELEPHONE (U.S. CL. 21). 


SN 74-167,001. FUJITSU LIMITED, NAKAHARA-KU, 
KAWASAKI-SHI, KANAGAWA-KEN, JAPAN, FILED 
5-16-1991. 


VFL-FS 


FOR COMPUTER PROGRAMS FOR USE IN DEALING 
WITH A LARGE SCALE OF FILES IN DATA PROCESS- 
ING SYSTEMS (U.S. CL. 38). 
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SN 74-167,697. SYSTEMS IMPACT, INC., GAITHERSBURG, 
MD. FILED 5-20-1991. 


Core 
Concepts 

in Science and 
Mathematics 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SCIENCE” AND “MATHEMATICS” AND “CON- 
CEPTS IN”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL VIDEODISCS AND PRINTED IN- 
STRUCTIONAL MANUALS AND STUDENT WORK- 
BOOKS SOLD AS A UNIT (U.S. CLS. 21 AND 38). 

FIRST USE 12-5-1985; IN COMMERCE 12-5-1985. 


SN 74-168,465. FOSTER-MILLER, INC., WALTHAM, MA. 
FILED 5-20-1991. 


SNOT HOOK 


FOR SELF-ADHERING HOOK AND LOOP MATERIAL 
COMPONENTS FOR THE ATTACHMENT OF ARMOR 
AND PROTECTIVE MATERIALS AGAINST BALLISTIC 
AND BLAST THREATS AND FOR THE ATTACHMENT 
OF MATERIALS FOR ABSORPTION AND REDUCTION 
OF SENSING SIGNALS INCLUDING RADAR, SONAR, 
INFRA-RED AND VISIBLE SIGNALS (U.S. CL. 26). 


SN 74-168,761. SPALDING SOFTWARE, INC., NORCROSS, 
GA. FILED 5-21-1991. 


ProRep 


FOR COMPUTER SOFTWARE PROGRAMS WHICH 
PROVIDE PRODUCTIVITY MEASUREMENT AND RE- 


PORTING CAPABILITIES (U.S. CL. 38). 
FIRST USE 8-31-1985; IN COMMERCE 8-31-1985. 


SN 74-168,911. MECA SOFTWARE, INC., WESTPORT, CT. 


FILED 5-22-1991. 


TAXCUT 1040 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


USE “1040”, APART FROM THE MARK AS SHOWN. 


FOR COMPUTER PROGRAMS FOR USE IN THE PREP- 


ARATION OF TAX RETURNS (U:S. CL. 38). 
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SN 74-169,561. BORLAND INTERNATIONAL, 
SCOTTS VALLEY, CA. FILED 5-22-1991. 


INC., 


SMART TABS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SMART”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR BUSINESS, SCIEN- 
TIFIC, TECHNICAL COMMERCIAL, EDUCATIONAL, 
AND PERSONAL COMPUTING USES, AND USE INTER- 
FACES IN COMPUTER PROGRAMS, AND USER MANU- 
ALS DISTRIBUTED THEREWITH (U.S. CL. 38). 


SN 74-169,583. LIGHTNING ELIMINATORS AND CON- 
SULTANTS, INC., BOULDER, CO. FILED 5-22-1991. 


SBT 


OWNER OF U.S. REG. NO. 1,612,769. 

FOR LIGHTNING PROTECTION APPARATUS COM- 
PRISING A CHARGE DISSIPATOR, A GROUNDCUR- 
RENT COLLECTOR AND SERVICE WIRES (U.S. CL. 21). 


SN 74-169,884. GENERAL MOTORS CORPORATION, DE- 
TROIT, MI. FILED 5-24-1991. 


CADILLAC 


OWNER OF U.S. REG. NOS. 201,694, 647,241 AND 
1,570,808. 

FOR PRE-RECORDED AUDIO CASSETTE TAPES CON- 
CERNING AUTOMOBILE OPERATION FOR AUTOMO- 
BILE PURCHASERS (U.S. CL. 36). 


FIRST USE 9-30-1984; IN COMMERCE 9-30-1984. 
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SN 74-169,888. GENERAL MOTORS CORPORATION, DE- 
TROIT, MI. FILED 5-24-1991. 


ae (= 


ae — III! 
i -_— J 


Sil |= 


OWNER OF U.S. REG. NOS. 201,708, 
OTHERS. 

FOR PRE-RECORDED AUDIO CASSETTE TAPES CON- 
CERNING AUTOMOBILE OPERATION FOR AUTOMO- 
BILE PURCHASERS (U.S. CL. 36). 

FIRST USE 9-30-1984; IN COMMERCE 9-30-1984. 


1,607,667 AND 


SN 74-170,154. XEROX CORPORATION, STAMFORD, CT. 
FILED 5-28-1991. 


PLOTLINQ 


FOR COMPUTER SOFTWARE AND ASSOCIATED 
HARDWARE FOR DATA TRANSMISSION (U.S. CLS. 26 
AND 38). 


SN 74-170,243. LANDMARK SYSTEMS CORPORATION, 
VIENNA, VA. FILED 5-28-1991. 


NAVIGRAPH 


FOR COMPUTER SOFTWARE IN 
DATA MANAGEMENT (USS. CL. 38). 


THE FIELD OF 


SN 74-170,350. REYNOLDS AND REYNOLDS COMPANY, 
THE, DAYTON, OH. FILED 5-28-1991. 


SERVICEVISION 


FOR COMPUTER HARDWARE AND SOFTWARE UTI- 
LIZED IN CONNECTION WITH LABOR TIME GUIDES 
FOR AUTOMOTIVE DEALERSHIPS (U.S. CLS. 26 AND 
38). 
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SN 74-170,763. SJ. ELECTRO SYSTEMS, INC., DETROIT 
LAKES, MN. FILED 5-28-1991. 


SJE MASTER SERIES 


OWNER OF U.S. REG. NOS. 1,356,410 AND 1,602,032. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MASTER SERIES”, APART FROM THE MARK AS 
SHOWN. 

FOR AUTOMATIC FLOAT SWITCH (U.S. CLS. 21 AND 
26). 


SN 74-171,241. HEWLETT-PACKARD COMPANY, PALO 
ALTO, CA. FILED 5-29-1991. 


DESIGNJET 


FOR PRINTERS, PLOTTERS AND PARTS THEREFOR 
FOR USE WITH DATA PROCESSING EQUIPMENT, AND 
USER MANUALS SUPPLIED THEREWITH (U.S. CLS. 26 
AND 38). 


SN 74-171,335. AVID TECHNOLOGY, INC., BURLINGTON, 
MA. FILED 5-30-1991. 


QUICKDRIVE 


FOR COMPUTER PROGRAMS FOR CONTROLLING 
AN OPTICAL DRIVE (U.S. CLS. 26 AND 38). 


SN 74-172,944. POWER BATTERY CORPORATION, 
BELLEVUE, WA. FILED 6-4-1991. 


POWER FLIP-TOP 


FOR BATTERIES WITH BUILT-IN RECHARGERS (U.S. 
CL. 21). 


SN 74-173,454. NORDIC INTERNATIONAL, AGOURA 
HILLS, CA. FILED 6-6-1991. 


YOKOHAMA STUDIOS 
COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “YOKOHAMA” OR “COLLECTION”, APART FROM 
THE MARK AS SHOWN. 

FOR EYEGLASS FRAMES AND SUNGLASSES (U.S. CL. 
26). 
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SN 74-173,634. DOBULE BASS PROFESSIONAL SYSTEMS, 
WILLIAMSTOWN, NJ. FILED 6-6-1991. 


EMERGE 


FOR COMPUTER SOFTWARE FOR USE IN WORD 
PROCESSING AND DATA BASE PROCESSING (U.S. CL. 
38). 


SN 74-173,746. CURRENT TECHNOLOGY, INC., RICH- 
ARDSON, TX. FILED 6-7-1991. 


EGP 


FOR ELECTRICAL POWER FILTERING AND/OR DIS- 
TRIBUTION APPARATUS FOR MINIMIZING SPIKES, 
SURGES, NOISE IN POWER CIRCUITS (U.S. CL. 21). 


SN 74-174,135. 901475 ONTARIO INC., PARIS, ONTARIO, 
N3L 3L5, CANADA, FILED 6-10-1991. 


ViStTOR 


FOR COMPUTER SOFTWARE FOR USE AS AN INFOR- 
MATION MANAGEMENT SYSTEM FOR FACILITIES, 
STAFF AND PROGRAMME SCHEDULING AND RESER- 
VATIONS (U.S. CL. 38). 


SN 74-175,049. ITT CORPORATION, NEW YORK, NY. 
FILED 6-10-1991. 


TEMPUS 


FOR ELECTRICAL CONNECTORS (U.S. CL. 21). 


SN 74-175,215. UNIDEN AMERICA CORPORATION, FORT 
WORTH, TX. FILED 6-11-1991. 


DIAMETER 


FOR TWO-WAY COMMUNICATIONS SYSTEMS COM- 
PRISING RADIO TRANSMITTERS, RECEIVERS, TRANS- 
CEIVERS, REPEATERS AND CONTROLLERS (U.S. CLS. 
21 AND 26). 
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SN 74-175,253. NUS CORPORATION, GAITHERSBURG, 
MD. FILED 6-12-1991. 


PMAX 


FOR COMPUTER PROGRAMS FOR USE IN PLANT 
STATUS MONITORING AND ANALYSIS (U.S. CL. 38). 
FIRST USE 7-6-1983; IN COMMERCE 7-6-1983. 


SN 74-175,812. NOVATEL CARCOM, 
WORTH, TX. FILED 6-12-1991. 


INC., FORTH 


EARS 


FOR CELLULAR TELEPHONES AND TELEPHONE 
ACCESSORIES; NAMELY, ANTENNAS, MOUNTING 
BRACKETS, MOUNTS, CRADLES, BATTERIES, POWER 
SUPPLIES, BATTERY ELIMINATORS, CARRYING 
CASES, CHARGER CORDS AND BATTERY CHARGERS 
(U.S. CL. 21). 


SN 74-176,151. EDWIN K. WILLIAMS & CO., WESTMIN- 
STER, CO. FILED 6-14-1991. 


EKW*MANAGER 


FOR COMPUTER PROGRAMS FOR USE IN BOOK- 
KEEPING, ACCOUNTING, TAX AND BUSINESS MAN- 
AGEMENT (US. CL. 38). 

FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


SN 74-177,147. TELEBIT CORPORATION, SUNNYVALE, 
CA. FILED 6-17-1991. 


Q BLAZER 


FOR MODEMS (U.S. CL. 26). 


SN 74-177,670. INTEGRATED DESIGN 
INC., OAKBROOK, IL. FILED 6-19-1991. 


STRATEGIES, 


IDS/E.M.TSS. 


FOR COMPUTER SOFTWARE; NAMELY, AN EQUIP- 
MENT INVENTORY, LOCATION AND MAINTENANCE 
TRACKING SYSTEM (U.S. CL. 38). 
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SN 74-180,339. TAKASAGO ELECTRIC INDUSTRY CO., 
LTD., TSURUMI-KU, OSAKA-SHI, OSAKA 538, JAPAN, 
FILED 6-26-1991. 


FOR SLOT MACHINES AND POKER GAME MaA- 
CHINES (U.S. CLS. 23 AND 26). 


SN 74-181,568. CAMAX SYSTEMS, INC., MINNEAPOLIS, 
MN. FILED 6-27-1991. 


ULTRA/POST 


FOR COMPUTER PROGRAMS USED IN COMPUTER 
AIDED DESIGN AND COMPUTER AIDED MANUFAC- 
TURING AND ACCOMPANYING MANUALS, SOLD AS A 
UNIT (U.S. CL. 38). 


SN 74-181,570. CAMAX SYSTEMS, INC., MINNEAPOLIS, 
MN. FILED 6-27-1991. 


ULTRA/PLOT 


FOR COMPUTER PROGRAMS USED IN COMPUTER 
AIDED DESIGN AND COMPUTER AIDED MANUFAC- 
TURING AND ACCOMPANYING MANUALS, SOLD AS A 
UNIT (U.S. CL. 38). 


SN 74-192,181. GENERAL MOTORS CORPORATION, DE- 
TROIT, MI. FILED 8-6-1991. 


BROUGHAM 


FOR EYEGLASSES AND SUNGLASSES (U.S. CL. 26). 


SN 74-192,241. GENERAL MOTORS CORPORATION, DE- 
TROIT, MI. FILED 8-6-1991. 


FLEETWOOD 


OWNER OF U.S. REG. NO. 511,601. 
FOR EYEGLASSES AND SUNGLASSES (U.S. CL. 26). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-038,702. JACK FROST LABORATORIES, INC., FORT 
PIERCE, FL. FILED 3-15-1990. 


FOR HEAT PACKS AND COLD PACKS INTENDED 
FOR MEDICAL USE AND PARTICULARLY SPORTS 
MEDICINE (U.S. CL. 44). 


SN 74-054,185. CORDIS CORPORATION, MIAMI LAKES, 
FL. FILED 4-30-1990. 


SUPER FLOW 


FOR ANGIOGRAPHIC CATHETERS FOR USE IN MED- 
ICAL DIAGNOSTIC PROCEDURES AND NOT FOR LAB- 
ORATORY USE (U.S. CL. 44). 

FIRST USE 2-25-1985; IN COMMERCE 2-25-1985. 


SN 74-055,741. TRIMEDYNE, INC., TUSTIN, CA. FILED 
5-4-1990. 


LASERPROBE-SLR 


OWNER OF U.S. REG. NO. 2,451,988. 

FOR LASER CATHETERS FOR MEDICAL SURGICAL 
PROCEDURES (U.S. CL. 44). 

FIRST USE 3-17-1986; IN COMMERCE 3-17-1986. 


SN 74-064,896. DENTSPLY INTERNATIONAL INC., YORK, 
PA. FILED 5-31-1990. 


ELIMINATOR 


FOR FILTERING SYSTEM COMPRISING FILTERS, 
CARTRIDGES AND FLOAT DRAIN; REPLACEMENT 
CARTRIDGES, FILTERS AND FLOAT DRAINS FOR USE 
WITH DENTAL AIR SYSTEMS (U.S. CL. 44). 

FIRST USE 10-1-1987; IN COMMERCE 10-1-1987. 
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SN 74-071,690. JET INDUSTRIES, INC., PORTLAND, OR. 
FILED 6-22-1990. 


Ks Lh’ GO) 


FOR BANDAGES IN THE NATURE OF ATTACHABLE, 
INSULATING COLD PACKS FOR USE ON ANATOMI- 
CAL JOINTS (U.S. CL. 44). 


SN 74-072,837. RESEARCH AND PRODUCTION ASSOCIA- 
TION “ROTOR”, 111123, MOSCOW, SOVIET UNION, 
FILED 6-26-1990. 


OWNER OF SOVIET UNION REG. NO. 82848, DATED 
12-8-1987, EXPIRES 12-8-1997. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR SURGICAL DEVICES; NAMELY, SUTURING 
DEVICE FOR APPLYING COMPRESSION ANASTOMO- 
SIS TO HOLLOW ORGANS (U.S. CL. 44). 


SN 74-080,040. SCIMED LIFE SYSTEMS, INC., MAPLE 
GROVE, MN. FILED 7-20-1990. 


ENCORE 


FOR BALLOON CATHETER INFLATION DEVICE (U.S. 
CL. 44). 


SN 74-081,930. BOEHRINGER MANNHEIM CORPORA- 
TION, INDIANAPOLIS, IN. FILED 7-23-1990. 


LIFE LINERS 


FOR CUT RESISTANT SURGICAL GLOVE LINERS 
(U.S. CL. 44). 
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SN 74-081,958. BOEHRINGER MANNHEIM CORPORA- 
TION, INDIANAPOLIS, IN. FILED 7-23-1990. 


STERI-CUFF 


FOR SURGICAL TOURNIQUET CUFF (USS. CL. 44). 
FIRST USE 3-7-1990; IN COMMERCE 3-7-1990. 


SN 74-083,721. UNITED STATES MANUFACTURING 
COMPANY, PASADENA, CA. FILED 8-1-1990. 


CASTAWAY 


FOR ORTHOTIC BRACES; NAMELY, ANKLE FRAC- 
TURE WALKERS (US. CL. 44). 
FIRST USE 12-7-1988; IN COMMERCE 1-9-1989. 


SN 74-084,154. BAXTER INTERNATIONAL INC., DEER- 
FIELD, IL. FILED 8-1-1990. 


CELL-3000 


FOR MEDICAL DEVICES FOR USE IN EXTRACOR- 
POREAL CIRCUITS; NAMELY, BLOOD RESERVOIRS 
(U.S. CL. 44). 

FIRST USE 5-18-1990; IN COMMERCE 5-18-1990. 


SN 74-086,333. PNEU-DART, INC., WILLIAMSPORT, PA. 
FILED 8-9-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DART”, APART FROM THE MARK AS SHOWN. 

THE LINING AND STIPPLING SHOWN IN THE 
DRAWING ARE A FEATURE OF THE MARK AND ARE 
NOT INTENDED TO INDICATE COLOR. 

FOR ANIMAL IMMOBILIZING EQUIPMENT FOR VET- 
ERINARY USE, FOR USE BY ZOOS AND ANIMAL CAP- 
TURE; NAMELY, RIFLES, GUNS AND DARTS (U.S. CL. 
44). 

FIRST USE 0-0-1967; IN COMMERCE 0-0-1967. 
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SN 74-109,554. SMITH & NEPHEW RICHARDS, 
MEMPHIS, TN. FILED 10-26-1990. 


INC., 


ACCUFLATE 


FOR MEDICAL APPARATUS; NAMELY, A PNEUMAT- 
IC TOURNIQUET AND ACCESSORIES SOLD THERE- 
WITH (USS. CL. 44). 


SN 74-110,168. ASSOCIATED MILLS, INC., CHICAGO, IL. 
FILED 10-29-1990. 


POWERMASSAGE 


FOR HAND-HELD ELECTRIC BODY MASSAGER (U.S. 
CL. 44). 
FIRST USE 8-28-1990; IN COMMERCE 8-28-1990. 


SN 74-112,989. MEDTRONIC, INC., MINNEAPOLIS, MN. 
FILED 11-6-1990. 


ON-Q 


FOR MEDICAL CATHETER INFLATION APPARATUS 
(U.S. CL. 44). 


SN 74-112,990. MEDTRONIC, INC., MINNEAPOLIS, MN. 
FILED 11-6-1990. 


SLIDEEASE 


OWNER OF U.S. REG. NO. 1,453,097. 
FOR MEDICAL ELECTRODES AND CONNECTORS 
FOR ELECTRODES (U.S. CL. 44). 


SN 74-113,221. KOWA COMPANY LTD., 
NAGOYA, JAPAN, FILED 11-7-1990. 


NAKA-KU, 


AUTOMATED PUFF 


FOR DIAGNOSTIC AND THERAPEUTIC INSTRU- 
MENTS FOR USE IN OPHTHALMOLOGY (U.S. CL. 44). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-117,781. 
11-26-1990. 


SYNTHES (U.S.A.), PAOLI, PA. FILED 


DCS 


OWNER OF U.S. REG. NO. 1,199,446. 

FOR INSTRUMENTS AND APPARATUS FOR SURGI- 
CAL AND MEDICAL PURPOSES; NAMELY, INSTRU- 
MENTS AND IMPLANTS FOR OSTEOSYNTHESIS IN- 
CLUDING BONE SCREWS, BONE PLATES, DRILL 
GUIDES AND REAMERS (US. CL. 44). 

FIRST USE 7-21-1982; INCOMMERCE 7-21-1982. 


SN 74-125,020. ORATRONICS, INC., NEW YORK, NY. 
FILED 12-20-1990. 


ORATRONICS 


FOR DENTAL APPLIANCES AND INSTRUMENTS; 
NAMELY, DENTAL IMPLANTS AND INSTRUMENTS 
FOR USING SAME (U.S. CL. 44). 

FIRST USE 12-3-1973; INCOMMERCE 12-3-1973. 


SN 74-127,818. CYCLES USA, INC., TALLAHASSEE, FL. 
FILED 1-4-1991. 


THE BODY TOOL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BODY”, APART FROM THE MARK AS SHOWN. 

FOR NON-ELECTRIC MASSAGE THERAPY INSTRU- 
MENT FOR GENERAL USE (U.S. CL. 44). 


SN 74-130,674. ALTHIN CD MEDICAL, 
LAKES, FL. FILED 1-15-1991. 


INC., MIAMI 


ALTREX 


FOR DIALYZERS AND HOLLOW FIBER MEMBRANES 
FOR HEMODIALYSIS (U.S. CL. 44). 


SN 74-131,748. PPG INDUSTRIES, INC., PITTSBURGH, PA. 
FILED 1-22-1991. 


INTELLILINK 


FOR COMPUTER SOFTWARE AND ACCESSORIES 
FOR PRODUCING A PATIENT RECORD FROM MEDI- 
CAL EQUIPMENT USED IN AN INTENSIVE CARE UNIT 
(U.S. CL. 44). 

FIRST USE 3-15-1990; IN COMMERCE 3-15-1990. 
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SN 74-137,522. ST. JUDE MEDICAL, INC., CARDIAC 
ASSIST DIVISION, CHELMSFORD, MA. BY CHANGE 
OF NAME FROM ARIES MEDICAL, INC., CHELMS- 
FORD, MA. FILED 2-8-1991. 


SUREGUIDE 


FOR MEDICAL PRODUCTS; NAMELY, INNER 
LUMENS FOR BALLOON CATHETER (U.S. CL. 44). 


SN 74-137,744. LRC NORTH AMERICA, INC., SARASOTA, 
FL. FILED 1-8-1991. 


RAMSES NATURAL SKINS 


OWNER OF U.S. REG. NO. 247,841. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL SKINS”, APART FROM THE MARK AS 
SHOWN. 

FOR CONDOMS (U.S. CL. 44). 


SN 74-140,598. COMPUTERIZED IMAGING REFERENCE 
SYSTEMS, INC., NORFOLK, VA. FILED 2-19-1991. 


PLASTIC WATER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WATER”, APART FROM THE MARK AS SHOWN. 

FOR RADIOLOGIC CALIBRATION AND SIMULATION 
MATERIALS; NAMELY, SLAB TYPE MATERIAL USED 
IN X-RAY TREATMENT PLANNING, DOSE MEASURE- 
MENT, AND OTHER X-RAY THERAPY SIMULATOR RE- 
LATED ENDEAVORS (U.S. CLS. 26 AND 44). 

FIRST USE 2-11-1991; IN COMMERCE 2-11-1991. 


SN 74-142,527. INTERVENTIONAL TECHNOLOGIES INC., 
SAN DIEGO, CA. FILED 2-21-1991. 


HEMOVALVE 


FOR MEDICAL DEVICES; NAMELY, INTRODUCER 
SHEATHS AND GUIDING CATHETERS (U.S. CL. 44). 
FIRST USE 2-1-1991; INCOMMERCE 2-1-1991. 


SN 74-142,893. INFECTION TECHNOLOGIES, INC., ST. 
LOUIS, MO. FILED 2-26-1991. 


BLEACHERS 


FOR DISPOSABLE MEDICAL DEVICES; NAMELY, 
CAPS FOR USED NEEDLES AND OTHER SHARPS (U.S. 
CL. 44). 
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SN 74-149,214. SORBA MEDICAL SYSTEMS, INC., BROOK- 
FIELD, WI. FILED 3-19-1991. 


SORBA 


FOR CARDIAC OUTPUT MONITORS AND ACCESSO- 
RIES SOLD THEREWITH, MEDICAL ELECTRODES (U.S. 
CL. 44). 

FIRST USE 10-16-1989; IN COMMERCE 10-16-1989. 


SN 74-149,562. ELECTROSCOPE, INC., BOULDER, CO. 
FILED 3-20-1991. 


ELECTROSHIELD 


FOR ELECTRODE SHIELDS FOR ENDOSCOPIC ELEC- 
TRICAL SURGICAL APPARATUS (U.S. CL. 44). 


SN 74-149,565. ARNOTT, ERIC J., HAMPSHIRE GU 358TF, 
ENGLAND, FILED 3-20-1991. 


TAPERFLEX 


FOR INTRAOCULAR LENSES (US. CL. 44). 


SN 74-149,908. INTERNATIONAL MEDICAL PRODUCTS 
B.V., 7202 BP ZUTPHEN, NETHERLANDS, FILED 
3-21-1991. 


ULTRA-COVER 


FOR STERILE COVERS FOR USE ON ULTRASOUND 
SCANNING DEVICES (U.S. CL. 44). 


SN 74-150,538. FISHER SCIENTIFIC COMPANY, PITTS- 
BURGH, PA. FILED 3-25-1991. 


DECISLIDE 


FOR MULTIWELL COMBINATION MICROSCOPE 
SLIDE AND COVERSLIP, ESPECIALLY FOR URINALY- 
SIS (U.S. CLS. 26 AND 44). 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 


SN 74-154,935. CORPAK, INC., WHEELING, IL. FILED 
4-8-1991. 


POLAR PAK 


OWNER OF U.S. REG. NO. 1,379,035. 
FOR ENTERAL FEEDING CONTAINERS (U.S. CL. 44). 
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SN 74-155,469. CRYOLIFE, INC., MARIETTA, GA. FILED 
4-9-1991. 


SYNERGRAFT 


FOR TRANSPLANTABLE OR GRAFTABLE TISSUE 
(US. CL. 44). 


SN 74-161,284. COHERENT, INC., PALO ALTO, CA. FILED 
4-26-1991. 


LITHOTOME 


FOR LASER LIGHT DELIVERY ATTACHMENT FOR 
SURGICAL LASERS (U.S. CL. 26). 


SN 74-174,736. DEL MAR AVIONICS, IRVINE, CA. FILED 
6-10-1991. 


NEUROCORDER 


FOR MEDICAL ELECTRONIC ECG RECORDING MA- 
CHINE CONSISTING OF ECG ELECTRODE ASSEMBLY, 
ECG PREAMPLIFIER ASSEMBLY, AN ECG RECORDING 
AND LCD READOUT (U.S. CL. 44). 

FIRST USE 6-11-1984; IN COMMERCE 6-11-1984. 


SN 74-174,737. DEL MAR AVIONICS, IRVINE, CA. FILED 
6-10-1991. 


NEUROSCANNER 


FOR MEDICAL ELECTRONIC EEG OR ECG RECORD- 
ING MACHINE FOR RECORDING OF PHYSIOLOGICAL 
DATA FROM HUMAN BODY FUNCTIONS (US. CL. 44). 

FIRST USE 4-10-1984; IN COMMERCE 4-10-1984. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


SN 74-005,191. MOR-FLO INDUSTRIES, INC., CLEVE- 
LAND, OH. FILED 11-27-1989. 


SUPER EAGLE 


FOR HOT WATER HEATERS USED IN PLUMBING 
AND FURNACE APPLICATIONS (U.S. CL. 34). 
FIRST USE 4-0-1989; IN COMMERCE 4-0-1989. 
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SN 74-041,304. SOLARONICS INTERNATIONAL, 
MARIETTA, GA. FILED 3-22-1990. 


INC., 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CERAMIC IR”, APART FROM THE MARK AS 
SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

FOR GAS POWERED DRYING UNITS FOR DRYING 
SUBSTRATES AND APPLIED COATINGS IN THE PAPER 
INDUSTRY (USS. CL. 34). 


SN 74-064,687. ECOLOGICAL SYSTEMS, INC., BETHES- 
DA, MD. FILED 6-1-1990. 


ALGAE SCRUBBER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ALGAE”, APART FROM THE MARK AS SHOWN. 

FOR FILTERS FOR WATER FILTRATION SYSTEMS 
(U.S. CL. 31). 


SN 74-065,768. THERMAL TRANSFER PRODUCTS, LTD., 
RACINE, WI. FILED 6-4-1990. 


SURGE-CUSHION 


FOR OIL FLOW BYPASS RELIEF VALVE FOR INDUS- 
TRIAL HEAT EXCHANGERS IN THE NATURE OF OIL 
COOLERS (U.S. CLS. 23 AND 34). 

FIRST USE 5-22-1990; IN COMMERCE 5-22-1990. 


SN 74-066,726. COLEMAN CABLE SYSTEMS, _INC., 
NORTH CHICAGO, IL. FILED 6-7-1990. 


LUMA-SITE 


FOR PORTABLE OUTDOOR ELECTRIC LIGHTING 
FIXTURES (U.S. CLS. 21 AND 34). 
FIRST USE 8-1-1989; IN COMMERCE 8-1-1989. 





T™< 82 


CLASS 11—(Continued). 


SN 74-066,849. CHEMICAL DEVICE CORPORATION, 
NOVATO, CA. FILED 6-7-1990. 


SNAPLIGHT 


FOR CHEMICALLY ACTIVATED LIGHT STICKS (U.S. 
CL. 34). 


SN 74-067,529. CLEAR CLEAN SYSTEMS, INC., ORLAN- 
DO, FL. FILED 6-11-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLEAN SYSTEMS”, APART FROM THE MARK AS 
SHOWN. 

FOR DRY CLEANING FLUID FILTERS FOR USE IN 
DRY CLEANING EQUIPMENT (U.S. CL. 31). 

FIRST USE 1-1-1989; IN COMMERCE 1-8-1989. 


SN 74-074,358. NATIONAL SAFETY ASSOCIATES, INC., 
MEMPHIS, TN. FILED 6-29-1990. 


NSA 


OWNER OF U.S. REG. NO. 1,450,625. 

FOR WATER TREATMENT UNITS WHICH FILTER 
AND/OR REMOVE CHLORINE, ORGANIC CHEMICALS 
AND OTHER CONTAMINANTS FROM WATER FOR 
CONSUMPTION AND FOR GENERAL HOUSEHOLD 
PURPOSE; AIR TREATMENT UNITS WHICH FILTER 
AND RECIRCULATE AIR TO REMOVE ODORS, CHEMI- 
CALS AND/OR PARTICULATE MATTER (U.S. CLS. 13 
AND 31). 

FIRST USE 2-28-1981; IN COMMERCE 2-28-1981. 
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SN 74-082,473. ENFORM AG, CH-8002 ZURICH, SWITZER- 
LAND, FILED 7-27-1990. 


DANYMO 


OWNER OF SWITZERLAND REG. NO. 377618, DATED 
1-30-1990, EXPIRES 1-30-2010. 
FOR LIGHTS FOR BICYCLES (U.S. CL. 34). 


SN 74-085,583. AMERICAN TUBE COMPANY, INC., PHOE- 
NIX, AZ. FILED 8-6-1990. 


DYNA-FLOW 


FOR BUILDING SPRINKLER SYSTEM COMPONENTS; 
NAMELY, METAL PIPES (U.S. CLS. 13 AND 23). 
FIRST USE 2-14-1990; IN COMMERCE 2-14-1990. 


SN 74-088,518. MOR-FLO INDUSTRIES, 
LAND, OH. FILED 8-16-1990. 


INC., CLEVE- 


EAGLE 


FOR HOT WATER HEATERS USED IN PLUMBING 
AND FURNACE APPLICATIONS (U.S. CL. 34). 
FIRST USE 0-0-1930; IN COMMERCE 0-0-1930. 


SN 74-091,650. ITT CORPORATION, NEW YORK, NY. 
FILED 8-27-1990. 


UNI-MATCH 


FOR WATER FEEDERS FOR GAS AND ELECTRIC 
BOILERS (U.S. CL. 34). 


SN 74-094,990. WORTHINGTON CYLINDER CORPORA- 
TION, COLUMBUS, OH. FILED 9-10-1990. 


BLACK BART 


FOR BARBEQUE GRILLS (U.S. CL. 13). 
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SN 74-095,819. AIR QUALITY LABORATORIES, SANTA 
MONICA, CA. FILED 9-10-1990. 


PURG-AIR 


FOR FILTERING UNITS FOR USE IN CONNECTION 
WITH DRY CLEANING HAMPERS TO REMOVE RESID- 
UAL DRY CLEANING FLUID VAPORS FROM CLOTHES 
LOCATED WITHIN THE HAMPER (USS. CL. 31). 

FIRST USE 8-1-1990; IN COMMERCE 8-1-1990. 


SN 74-096,616. MINAMI SANGYO LTD., NEW YORK, NY. 
FILED 9-13-1990. 


COLOR OF CHRISTMAS 


FOR ELECTRIC LIGHTING SETS FOR CHRISTMAS 
TREES AND CHRISTMAS DECORATIONS (U.S. CL. 21). 
FIRST USE 10-15-1990; IN COMMERCE 2-11-1991. 


SN 74-100,623. DONSON INDUSTRIES PTY. LTD., 
COBURG, VICTORIA, AUSTRALIA, FILED 9-26-1990. 


DONSON 


THE MARK INCLUDES A STYLIZED DESIGN OF THE 
LETTER “D”. 

FOR PLUMBING SUPPLIES; NAMELY, FAUCETS, 
TAPS, SPOUTS, NOZZLES AND BATHROOM FITTINGS; 
BATHS, BASINS, TOILETS, TOILET CYSTERNS, SHOW- 
ERS, SHOWER BASES, AND SHOWER HEADS; NAMELY, 
FIXED AND HAND HELD SHOWER HEADS (U.S. CLS. 2, 
13 AND 34). 
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SN 74-107,173. DAZEY CORPORATION, INDUSTRIAL 
AIRPORT, KS. FILED 10-19-1990. 


CHEF’S FRY 


OWNER OF U.S. REG. NO. 1,222,500. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRY”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRIC DEEP FRY COOKERS (U.S. CLS. 21 
AND 34). 

FIRST USE 10-4-1990; IN COMMERCE 10-4-1990. 


SN 74-113,207. SCHREIBER CORPORATION, INC., TRUSS- 
VILLE, AL. FILED 11-7-1990. 


BIO-REEL 


OWNER OF U.S. REG. NO. 1,535,177. 

FOR WASTE WATER TREATMENT PLANT EQUIP- 
MENT AND PARTS THEREFOR FOR THE TREATMENT 
OF LIQUID AND SOLID CONTAMINANTS INCLUDED 
IN MUNICIPAL AND INDUSTRIAL WASTE WATER (U.S. 
CL. 31). 

FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


SN 74-114,761. IGLOO PRODUCTS CORP., HOUSTON, TX. 
FILED 11-13-1990. 


THERMOFLOW 


FOR AIR DUCTS INTEGRATED WITH THERMOELEC- 
TRIC COOLERS AND WARMERS FOR FOOD AND BEV- 
ERAGES INTENDED FOR DOMESTIC CONSUMER USE 
(U.S. CLS. 31 AND 34). 


SN 74-119,471. 
11-30-1990. 


UMO, LTD., CHICAGO, IL. FILED 


UMO LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LTD.”, APART FROM THE MARK AS SHOWN. 

FOR WATER SOFTENING UNITS (U.S. CLS. 21 AND 
26). 

FIRST USE 9-4-1990; IN COMMERCE 9-4-1990. 
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SN 74-127,583. KANGAROO GOLF LTD., DBA WOOD- 
LANE ENVIRONMENTAL TECHNOLOGY, COLUM- 
BUS, NC. FILED 1-2-1991. 


FOR AIR FILTRATION EQUIPMENT; NAMELY, DUST 
COLLECTORS (U.S. CL. 34). 
FIRST USE 9-12-1990; IN COMMERCE 9-12-1990. 


SN 74-135,617. RAYCO ENTERPRISES, INC., BUFFALO, 
NY. FILED 2-1-1991. 


POWERLOC II 


FOR INDUSTRIAL AIR OR GAS DRYERS FOR RE- 
MOVAL OF MOISTURE FROM EFFLUENT AIR OR GAS 
STREAMS (U.S. CL. 34). 

FIRST USE 2-0-1986; IN COMMERCE 2-0-1986. 


SN 74-138,614. MARGETTS, JOHN L., SALT LAKE CITY, 
UT. FILED 2-12-1991. 


STOKERMATIC 


FOR AUTOMATIC COAL STOKERS, COAL HEATERS 
AND FURNACES EQUIPPED WITH AUTOMATIC COAL 
STOKERS (U.S. CL. 34). 

FIRST USE 9-0-1929; IN COMMERCE 9-0-1929. 


SN 74-143,698. CARLEY, TORRANCE, CA. FILED 3-1-1991. 


MEDIFLECTOR 


FOR INCANDESCENT ELECTRIC LIGHT BULBS (U.S. 
CL. 21). 
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SN 74-143,867. AMERICAN TUBE COMPANY, INC., PHOE- 
NIX, AZ. FILED 3-4-1991. 


DYNA-LIGHT 


FOR SPRINKLER SYSTEM COMPONENTS; NAMELY, 
METAL PIPES INTENDED FOR USE WITH SPRINKLER 
SYSTEMS (U.S. CLS. 13 AND 14). 

FIRST USE 1-21-1991; INCOMMERCE 1-21-1991. 


SN 74-143,949. TELEDYNE INDUSTRIES, INC., DBA TE- 
LEDYNE WATER PIK, FORT COLLINS, CO. FILED 
3-4-1991. 


SMARTFLOW 


FOR SHOWERHEADS (U.S. CL. 13). 


SN 74-146,473. NORWALK WASTEWATER EQUIPMENT 
COMPANY, NORWALK, OH. FILED 3-11-1991. 


BIO-KINETIC 


FOR WASTEWATER FILTERING UNIT FOR DOMES- 
TIC, COMMERCIAL AND INDUSTRIAL USE (USS. CL. 31). 
FIRST USE 1-28-1991; INCOMMERCE 1-28-1991. 


SN 74-149,028. RPS PRODUCTS INC., HAMPSHIRE, IL. 
FILED 3-15-1991. 


HUMIDIWICK 


FOR REPLACEMENT WICKING FILTERS FOR HU- 
MIDIFIERS (U.S. CL. 34). 
FIRST USE 9-0-1990; IN COMMERCE 9-0-1990. 


SN 74-155,169. SULLIVAN, JOHN, HYATTSVILLE, MD. 
FILED 4-8-1991. 


TURBOFLARED 


FOR CENTRIFUGAL BLOWER FOR FAN HOUSINGS 
(U.S. CL. 34). 
FIRST USE 1-14-1991; INCOMMERCE 1-14-1991. 
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SN 74-158,081. MR. CHRISTMAS, INC., NEW YORK, NY. 
FILED 4-17-1991. 


SATELLIGHTS 


FOR ELECTRIC LIGHTS FOR CHRISTMAS TREES 
(U.S. CL. 21). 
FIRST USE 1-31-1989; IN COMMERCE 1-31-1989. 


SN 74-170,959. CHERRY, DENNIS J., DBA ENVIRONMEN- 
TAL CLEAN AIR COMPANY, MACON, GA. FILED 
5-28-1991. 


LASER LUNG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LASER”, APART FROM THE MARK AS SHOWN. 

FOR AIR CLEANING APPARATUS FOR SOURCE CAP- 
TURE AND FILTRATION OF PAPER AND TONER DUST 
FROM EQUIPMENT IN DATA PROCESSING CENTERS 
(U.S. CLS. 26 AND 31). 

FIRST USE 3-30-1990; IN COMMERCE 5-20-1991. 


SN 74-179,314. WEST BEND COMPANY, THE, WEST 
BEND, WI. FILED 6-24-1991. 


DESIGNED FOR COOKING. 
STYLED FOR SERVING. 


FOR ELECTRIC COOKWARE; NAMELY, WOK, SKIL- 
LET, SLOW COOKER, FONDUE POT, AND CASSEROLE 
COOKER (U.S. CL. 34). 

FIRST USE 5-3-1991; IN COMMERCE 5-3-1991. 


CLASS 12—VEHICLES 


SN 73-822,193. KRIZMAN, INC., MISHAWAKA, IN. FILED 
* 8-28-1989. 


MCQUAY-NORRIS 


OWNER OF U.S. REG. 
OTHERS. 

FOR AUTOMOBILE PARTS; NAMELY, CHASSIS 
PARTS, AND STRUCTURAL PARTS THEREFOR (U.S. 
CLS. 19 AND 23). 

FIRST USE 12-0-1910; INCOMMERCE 3-0-1922. 


NOS. 511,755, 1,182,840 AND 


SN 74-010,885. LANCE CAMPER MFG. CORP., PACOIMA, 
CA. FILED 12-14-1989. 


LANCE 


FOR RECREATIONAL VEHICLES; NAMELY, TRUCK 
CAMPERS AND FIFTH WHEEL TRAILERS (U.S. CL. 19). 
FIRST USE 9-1-1966; IN COMMERCE 11-6-1966. 
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SN 74-028,822. HUFFY CORPORATION, MIAMISBURG, 
OH. FILED 2-14-1990. 


HUFFY STALKER 


OWNER OF U.S. REG. NOS. 540,150 AND 1,563,004. 
FOR BICYCLES AND STRUCTURAL PARTS THEREOF 
(U.S. CL. 19). 


SN 74-083,396. KERKOW, VOLMAR, D-2000 HAMBURG 53, 
FED REP GERMANY, FILED 7-31-1990. 


PAULCHEN 


OWNER OF FED REP GERMANY REG. NO. 1024896, 
DATED 10-30-1981, EXPIRES 3-14-2001. 

THE ENGLISH TRANSLATION OF THE WORD 
“PAULCHEN” IN THE MARK “LITTLE PAUL”. 

FOR LUGGAGE CARRIERS FOR MOTOR VEHICLES, 
AND PARTS THEREOF (USS. CL. 19). 

FIRST USE 0-0-1987; IN COMMERCE 0-0-1987. 


SN 74-093,516. UNIVERSAL BEAD CUSHION, INC., HOUS- 
TON, TX. FILED 9-4-1990. 


CHIRO CUSHION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CUSHION”, APART FROM THE MARK AS SHOWN. 

FOR BEAD-FILLED CAR SEAT CUSHIONS (U.S. CL. 
15). 

FIRST USE 6-22-1990; IN COMMERCE 6-22-1990. 
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SN 74-111,298. KABUSHIKI KAISHA CRIMSON, NARA- 
CITY, JAPAN, FILED 11-2-1990. 


THE MARK CONSISTS OF A STYLIZED REPRESEN- 
TATION OF THE LETTER “C”. 

FOR AUTOMOBILE PARTS; NAMELY, WHEELS, 
STEERING WHEELS, SHIFT KNOBS, SEATS, AND SEAT 
COVERS (U.S. CL. 19). 


SN 74-118,498. SPAX LIMITED, BICESTER, OXON, 
UNITED KINGDOM, FILED 11-27-1990. 


FOR LAND VEHICLE PARTS; NAMELY, SHOCK AB- 
SORBERS, SUSPENSION UNITS, SUSPENSION STRUTS, 
COIL SPRINGS, TORSION BARS, MOUNTINGS AND 
BRACKETS FOR THE INSTALLATION OF THE AFORE- 
SAID GOODS (U.S. CLS. 19 AND 23). 

FIRST USE 6-7-1952; IN COMMERCE 7-8-1974. 
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SN 74-129,251. AISIN SEIKI CO., LTD., KARIYA, AICHI, 
JAPAN, FILED 1-10-1991. 


ASCO 


FOR PARTS FOR MOTOR VEHICLES; NAMELY, RADI- 
ATORS, DOOR LOCKS, WINDOW ASSEMBLIES, 
WINDOW FRAMES, RADIATOR GRILL MOULDINGS, 
SIDE MOULDINGS, ROOF DRIP AND WINDSHIELD 
MOULDINGS, INSTRUMENT PANELS, DRIVE SHAFTS 
AND DIFFERENTIALS (U.S. CLS. 19 AND 23). 

FIRST USE 8-1-1965; IN COMMERCE 1-29-1966. 


SN 74-133,398. GOODYEAR TIRE & RUBBER COMPANY, 
THE, AKRON, OH. FILED 1-25-1991. 


GRIP TREAD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TREAD”, APART FROM THE MARK AS SHOWN. 

FOR PRECURED TREADS FOR RETREADING TIRES 
(U.S. CL. 35). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 74-138,437. TRIDAIR HELICOPTERS, 
MESA, CA. FILED 2-8-1991. 


INC., COSTA 


SINGLE/TWIN POWER 


FOR AIRCRAFT; NAMELY, HELICOPTERS (U.S. CL. 
19). 
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SN 74-149,207. TRIDAIR HELICOPTERS, INC., COSTA 
MESA, CA. FILED 3-19-1991. 


SINGLE/TWIN 


FOR AIRCRAFT; NAMELY, HELICOPTERS (U.S. CL. 
19). 


SN 74-160,817. WILKINSON, WILLIAM T., CHESAPEAKE 
CITY, MD. FILED 4-25-1991. 


NEW-VIEW 


FOR WINDSHIELD WIPER BLADES FOR TRANSPOR- 
TATION VEHICLES (U.S. CL. 19). 


SN 74-165,970. MIYATA BICYCLE OF AMERICA, INC., 
ELK GROVE VILLAGE, IL. FILED 5-13-1991. 


CIVICROSS 


FOR BICYCLES AND STRUCTURAL PARTS THERE- 
FOR (U.S. CL. 19). 


SN 74-167,786. BELLINGHAM CANOPY CENTER, INC., 
BELLINGHAM, WA. FILED 5-20-1991. 


RAIN-CAP 


FOR PICK-UP TRUCK ACCESSORIES; NAMELY, 
FITTED REAR-BED CANOPIES (U.S. CLS. 19 AND 50). 
FIRST USE 2-1-1982; INCOMMERCE 11-12-1985. 


SN 74-170,434. HAPPY HUG, INC., SARASOTA, FL. FILED 
5-28-1991. 


HAPPY HUG 


FOR INFANT PROTECTIVE CUSHIONS FOR SHOP- 
PING CART SEATS (U.S. CL. 19). 


SN 74-178,366. WILLARD MARINE, INC., ANAHEIM, CA. 
FILED 6-21-1991. 


SEA FORCE 


FOR BOATS (U.S. CL. 19). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 12—(Continued). 


SN 74-800,174. ATLET AKTIEBOLAG, S-435 82 MOLN- 
LYCKE, SWEDEN, FILED 7-19-1990. 


OWNER OF SWEDEN REG. NO. 
6-16-1978, EXPIRES 6-16-1998. 

THE ENGLISH TRANSLATION OF THE WORD 
“ATLET” IN THE MARK IS “ATHLETE”. 

FOR VEHICLES; NAMELY, FORK-LIFT TRUCKS; 
TRACTORS AND TRUCKS (U.S. CLS. 19 AND 23). 


163722, DATED 


CLASS 13—FIREARMS 


SN 74-052,915. DYNAMIT NOBEL AKTIENGESELL- 
SCHAFT, D-5210 TROISDORF, FED REP GERMANY, 
FILED 4-25-1990. 


Keitel —_ 
PARAGON 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. D47737/13WZ, FILED 
3-15-1990, REG. NO. 1158351, DATED 5-3-1990, EXPIRES 
3-15-2000. 

OWNER OF U.S. REG. NOS. 878,483, 
OTHERS. 

FOR FIREARMS; NAMELY, SHOTGUNS (U.S. CL. 9). 


1,036,741 AND 


SN 74-073,179. DEF-TEC CORPORATION, ROCK CREEK, 
OH. FILED 6-27-1990. 


STINGER 


FOR NON-LETHAL SHELL/GRENADE SOLD EXCLU- 
SIVELY TO GOVERNMENTAL LAW ENFORCEMENT 
AGENCIES FOR USE IN CROWD CONTROL (USS. CL. 9). 
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SN 74-113,579. 
VIENNA, AUSTRIA, FILED 11-6-1990. 


mMannliche, 


Schoenauet 


OWNER OF U.S. REG. NOS. 535,120 AND 1,129,211. 


FOR RIFLES, EXPLOSIVES, FIREARMS, GUN AND 
RIFLE CARTRIDGES AND WEAPON PROJECTILES (U.S. 


CL. 9). 
FIRST USE 2-1-1947; IN COMMERCE 2-23-1978. 


SN 74-138,953. KRAMER, GREGORY, TACOMA, WA. 


FILED 2-13-1991. 


PROLINE 


FOR PISTOL HOLSTERS (U.S. CL. 9). 
FIRST USE 1-0-1985; IN COMMERCE 1-0-1985. 


SN 74-168,030. DEF-TEC CORPORATION, ROCK CREEK, 
OH. FILED 5-20-1991. 


BEST DEFENSE 


FOR NON-EXPLOSIVE DEFENSIVE WEAPON IN THE 
NATURE OF AN ORGANIC IRRITANT PACKAGED IN 
AN AEROSOL CONTAINER (U.S. CL. 9). 


CLASS 14—JEWELRY 


SN 74-068,788. COMPAGNIE GENERALE HORLOGERE, 
75011 PARIS, FRANCE, FILED 6-14-1990. 


BI-POLE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 174543, FILED 12-14-1989, REG. NO. 
1565424, DATED 12-14-1989, EXPIRES 12-14-1999. 

FOR WATCHES, WRIST WATCHES AND WATCH 
BRACELETS (U.S. CLS. 27 AND 28). 
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SN 74-071,965. OROGAMMA SNC DI CUNGI & C., 52010 
SUBBIANO, AREZZO, ITALY, FILED 6-22-1990. 


486 AR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AR”, APART FROM THE MARK AS SHOWN. 
FOR JEWELRY (U.S. CL. 28). 


SN 74-078,198. M.V.M. - S.R.L., SAN ZENO (AR), ITALY, 
FILED 7-16-1990. 


~* 216 AR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AR”, APART FROM THE MARK AS SHOWN. 


FOR GOLD, SILVER AND PLATINUM JEWELRY (U.S. 
CL. 28). 


FIRST USE 3-22-1975; INCOMMERCE 1-3-1980. 


SN 74-109,846. GOLD EUROPA SAS DI PICONE FRANCO 


& C., 32020 LIMANA(BELLUNO), ITALY, FILED 
10-29-1990. 


THE MARK CONSISTS OF THE LETTERS “GE” AND 


A CROWN. 


FOR JEWELRY (U.S. CL. 28). 
FIRST USE 4-0-1968; IN COMMERCE 4-0-1968. 
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SN 74-118,703. SAWYER, GEORGE N., DBA GEORGE _ SN 74-159,323. PRENTICE, BEATRICE, PACIFIC PALI- 
SAWYER DESIGN, MINNEAPOLIS, MN. FILED SADES, CA. FILED 4-22-1991. 
11-26-1990. 


a 


) S 


Bea’s Hunnies 


FOR JEWELRY (U.S. CL. 28). 
FOR JEWELRY (U.S. CL. 28). FIRST USE 7-1-1984; IN COMMERCE 7-1-1985. 
FIRST USE 6-0-1972; IN COMMERCE 9-0-1972. 


SN 74-160,966. LA VIE COSMETICS, INC., RANCHO 
SN 74-150,619. PAUL DAVRIL, INC., LOS ANGELES, CA. SANTA MARGARITA, CA. FILED 4-26-1991. 
FILED 3-25-1991. 


LA VIE OF BEVERLY 
INTROSPECT HILLS 


OWNER OF U.S. REG. NOS. 1,267,289 AND 1,349,591. 
FOR WATCHES, WATCH BANDS, COSTUME JEWEL- NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


RY, CUFF LINKS (U.S. CLS. 27 AND 28). USE “BEVERLY HILLS”, APART FROM THE MARK AS 
FIRST USE 3-1-1991; INCOMMERCE 3-1-1991. SHOWN. 
THE ENGLISH TRANSLATION OF THE WORDS “LA 
VIE” IN THE MARK IS “THE LIFE”. 
FOR COSTUME JEWELRY (US. CL. 28). 


SN 74-155,470. KABUSHIKI KAISHA HATTORI SEIKO, TA 
SEIKO CORPORATION, CHUO-KU, TOKYO, JAPAN, 


FILED 4-9-1991. 
SN 74-165,527. SPARTUS CORPORATION, ARLINGTON 


HEIGHTS, IL. FILED 5-10-1991. 


SEIKO SPACE ODYSSEY 
CACHET 


FOR WATCHES, CLOCKS, STOP WATCHES; CASES, 
PARTS AND FITTINGS FOR ALL THE AFORESAID 
GOODS (U.S. CLS. 2, 27 AND 28). FOR CLOCKS (U.S. CL. 27). 
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SN 74-168,928. PETCOL S.A., BOGOTA, COLOMBIA, SN 74-182,205. SAKAMOTO, EDWARD R., DBA CONCEPT 
FILED 5-22-1991. 1, LOS ANGELES, CA. FILED 7-1-1991. 


FOR KARAT GOLD JEWELRY (U.S. CL. 28). 
FIRST USE 6-27-1991; IN COMMERCE 6-27-1991. 


CLASS 15—MUSICAL INSTRUMENTS 


FOR JEWELRY (USS. CL. 28). es Ge —_—— INC., CARROLLTON, 


SN 74-174,282. EPSILON JEWELRY CORP., NEW YORK, 
aS NU MUSIC 


FOR MUSICAL INSTRUMENTS (U.S. CL. 36). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


SN 73-638,296. CENTAUR COMMUNICATIONS LIMITED, 
LONDON WIV 4AX, ENGLAND, FILED S.R. 1-5-1987; 
AM. P.R. 11-14-1990. 


DESIGN WEEK 


THE MARK CONSISTS OF A STYLIZED “E”. 
FOR JEWELRY MADE OF PRECIOUS METALS, WITH NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
OR WITHOUT PRECIOUS OR SEMI-PRECIOUS STONES USE “DESIGN”, APART FROM THE MARK AS SHOWN. 


(U.S. CL. 28). FOR BUSINESS MAGAZINES (U.S. CL. 38). 
FIRST USE 2-0-1981; IN COMMERCE 2-0-1981. FIRST USE 9-26-1986; IN COMMERCE 9-26-1986. 
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SN 73-779,694. J. B. GOODHOUSE, INC., BLOOMINGTON, 
MN. FILED 2-9-1989. 


Piluret rte 


FOR TRANSPARENT, SECTIONED PHOTOGRAPH 
HOLDER (U.S. CL. 37). 
FIRST USE 1-11-1989; INCOMMERCE 1-11-1989. 


SN 74-032,724. CORNWALL PUBLISHING COMPANY 
LTD., VANCOUVER, BRITISH COLUMBIA, CANADA, 
FILED 2-26-1990. 


GARDENS WEST 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 639819, FILED 9-1-1989, REG. NO. 
TMA376543, DATED 11-30-1990, EXPIRES 11-30-2005. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GARDENS”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED PERIODICAL PUBLICATIONS; 
NAMELY, MAGAZINES ABOUT GARDENING; POST- 
CARDS, BINDERS, CATALOGUES ABOUT GARDENING, 
POSTERS AND GREETING CARDS (USS. CL. 38). 

FIRST USE 4-9-1987; IN COMMERCE 4-9-1987. 


SN 74-052,081. GUARRO CASAS, S.A., 08790 GELIDA, 
BARCELONA, SPAIN, FILED 4-23-1990. 


IcX 


FOR PAPER FOR BINDING, BOOKS, MAGAZINES 
AND OTHER PUBLICATIONS, CARDBOARD, IMITA- 
TION-LEATHER PAPER, IMITATION-LEATHER CARD- 
BOARD, IMITATION-SKIN PAPER, IMITATION-SKIN 
CARDBOARD, WATERPROOF PAPER, WATERPROOF 
CARDBOARD, PLASTIC IMPREGNATED PAPER AND 
PLASTIC IMPREGNATED CARDBOARD (U.S. CL. 37). 

FIRST USE 7-0-1965; IN COMMERCE 12-0-1986. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 16—(Continued). 


SN 74-055,520. NATIONAL CHILD SAFETY COUNCIL, 
MICHIGAN CENTER, MI. FILED 5-3-1990. 


SAFETY-SURE KIDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KIDS”, APART FROM THE MARK AS SHOWN. 

FOR CHILDREN’S BOOKS ABOUT CHILD SAFETY 
(U.S. CL. 38). 

FIRST USE 4-27-1988; IN COMMERCE 4-27-1988. 


SN 74-055,847. BLUE CROSS AND BLUE SHIELD ASSO- 
CIATION, CHICAGO, IL. FILED 5-4-1990. 


BLUE CROSS AND BLUE 
SHIELD STRAIGHT TALK 


OWNER OF U.S. REG. NOS. 554,488, 554,492 AND 
OTHERS. 

FOR NEWSLETTERS RELATING TO HEALTH INSUR- 
ANCE COVERAGE AND HEALTH ISSUES (US. CL. 38). 

FIRST USE 7-1-1981; IN COMMERCE 7-1-1981. 


SN 74-056,364. STARLINE INDUSTRIES INC., CONCORD, 
ONTARIO LAK 2X2, CANADA, FILED 5-7-1990. 


LETTER PLUS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 644468, FILED 11-7-1989, REG. NO. 
T™MA379339, DATED 2-1-1991, EXPIRES 2-1-2006. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LETTER”, APART FROM THE MARK AS SHOWN. 

FOR COMBINATION LETTER OPENER AND MAGNI- 
FYING GLASS (U.S. CLS. 26 AND 37). 


SN 74-061,125. AMERICAN MANAGEMENT ASSOCIA- 
TION, NEW YORK, NY. FILED 5-21-1990. 


HR FOCUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HR”, APART FROM THE MARK AS SHOWN. 

FOR SECTION IN A MAGAZINE COMPRISING A 
NEWSLETTER CONTAINING INFORMATION ON 
HUMAN RESOURCES (U.S. CL. 38). 

FIRST USE 3-7-1990; IN COMMERCE 3-7-1990. 
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SN 74-065,904. KOLLMORGEN CORPORATION, SIMS- 
BURY, CT. FILED 6-4-1990. 


NEARLY NEUTRALS 


FOR COLOR SAMPLE BOOKS, COLOR SAMPLE CARD 
DECKS; PRINTED COLOR SHEETS AND PAPER COLOR 
CHARTS (U.S. CL. 38). 


SN 74-067,859. CHILDS-GOWELL, ELAINE, SEATTLE, 
WA. FILED 6-11-1990. 


GOOD GRIEF RITUALS FOR 
DEALING WITH GRIEF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RITUALS FOR DEALING WITH GRIEF”, APART 
FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES, SEMINARS, WORKSHOPS, TRAIN- 
ING AND DISTRIBUTION OF GOOD GRIEF BOOKLET, 
IN THE FIELD OF DEALING WITH GRIEF (U.S. CL. 38). 

FIRST USE 7-8-1989; IN COMMERCE 9-16-1989. 


SN 74-068,988. WILD HORIZONS, 
FILED 6-14-1990. 


INC., TUCSON, AZ. 


WILD HORIZONS 


FOR BOOKS, PAMPHLETS, BROCHURES, AND NEWS- 
LETTERS IN THE FIELDS OF NATURE AND PHOTOG- 
RAPHY (U.S. CL. 38). 

FIRST USE 1-0-1985; IN COMMERCE 1-0-1985. 


SN 74-071,416. LAWPREP, 
6-21-1990. 


INC., IRVINE, CA. FILED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAW”, APART FROM THE MARK AS SHOWN. 

FOR BOOKS, TEXTBOOKS, AND WORKBOOKS (U.S. 
CL. 38). 

FIRST USE 10-21-1988; IN COMMERCE 10-21-1988. 
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SN 74-076,543. CAMPUS CONCEPTS, INC., ROCHESTER, 
NY. FILED 7-9-1990. 


UNOFFICIAL STUDENT 
GUIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STUDENT GUIDE”, APART FROM THE MARK AS 
SHOWN. 

FOR PAMPHLETS AND BROCHURES PROVIDING 
SHOPPING, ENTERTAINMENT AND SERVICES TO A 
PARTICULAR COLLEGE COMMUNITY (U.S. CL. 38). 

FIRST USE 5-21-1990; IN COMMERCE 5-21-1990. 


SN 74-092,760. SEA FAX, INC., PORTLAND, ME. FILED 
8-30-1990. 


SEA FAX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAX”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED FINANCIAL AND BUSINESS REPORTS 
(U.S. CL. 38). 

FIRST USE 8-27-1986; IN COMMERCE 8-27-1986. 


SN 74-095,669. ARCADE PUBLISHING, INC., NEW YORK, 
NY. FILED 9-10-1990. 


FOR BOOKS DEALING WITH A VARIETY OF TOPICS 
(U.S. CL. 38). 
FIRST USE 10-12-1989; INCOMMERCE 10-12-1989. 
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SN 74-101,917. STEPS IN LIVING MINISTRIES, INC., DBA 
CHURCH GROWTH INSTITUTE, LYNCHBURG, VA. 
FILED 10-1-1990. 


TEAM 
EVANGELISM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EVANGELISM”, APART FROM THE MARK AS 
SHOWN. 

FOR BOOKS, BOOKLETS AND POSTERS DEALING 
WITH RELIGIOUS TOPICS; RELIGIOUS EDUCATIONAL 
MATERIALS, COMPRISING, BOOKS, BOOKLETS, IN- 
STRUCTION MANUALS, WORKBOOKS, POSTERS, CAL- 
ENDARS AND PRERECORDED AUDIO CASSETTE 
TAPES, FEATURING CHURCH GROWTH AND RELI- 
GIOUS OUTREACH TOPICS, ALL SOLD AS A UNIT (U.S. 
CLS. 36, 37 AND 38). 

FIRST USE 8-6-1990; IN COMMERCE 8-6-1990. 


SN 74-102,590. CLASSIC GAMES, INC., DOUGLASVILLE, 
GA. ASSIGNEE OF BEST CARDS COMPANY, BIR- 
MINGHAM, AL. FILED 10-1-1990. 


FOR PAPER GOODS AND PRINTED MATERIALS; 
NAMELY, BASEBALL TYPE TRADING CARDS (US. CL. 
38). 

FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 
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SN 74-108,821. ACCOUNTING FIRMS ASSOCIATED, INC., 
GAINESVILLE, FL. FILED 10-24-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LENDING”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING IN THE MARK IS FOR SHADING 
PURPOSES ONLY AND IS NOT INTENDED TO BE A 
FEATURE OF THE MARK. 

FOR PUBLICATIONS; NAMELY, NEWSLETTERS DI- 
RECTED TO THE FINANCIAL INDUSTRY (U.S. CL. 38). 

FIRST USE 9-6-1987; IN COMMERCE 9-21-1987. 


SN 74-111,616. SOCIETY OF CLINICAL AND MEDICAL 
ELECTROLOGISTS, INC., THE, KILLEEN, TX. FILED 
11-1-1990. 


4 = 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE SOCIETY OF CLINICAL AND MEDICAL 
ELECTROLOGISTS, INC.”, APART FROM THE MARK AS 
SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

FOR NEWSLETTERS IN THE FIELD OF ELECTRO- 
LOGY (USS. CL. 38). 

FIRST USE 10-0-1984; IN COMMERCE 10-0-1984. 
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SN 74-111,645. K&S MARKETING SERVICES, INC., DBA 
Z-PRO, PORTLAND, OR. FILED 11-2-1990. 


RAM 


FOR PAINT APPLICATOR ROLLERS (U.S. CL. 29). 


SN 74-116,282. DENTAL ARTICULATING PAPER CO., 
INC., BROOKLYN, NY. FILED 11-19-1990. 


G. E. RUDISCHHAUSER 


“G. E. RUDISCHHAUSER” DOES NOT IDENTIFY A 
PARTICULAR LIVING INDIVIDUAL. 

SEC. 2(F). 

FOR CARBON PAPER USED BY DENTISTS FOR 
TAKING IMPRESSIONS (U.S. CL. 11). 

FIRST USE 1-0-1930; INCOMMERCE 1-0-1930. 


SN 74-118,779. WEYERHAEUSER COMPANY, TACOMA, 
WA. FILED 11-28-1990. 


COVENTRY 


FOR COMMERCIAL PRINTING PAPER (U.S. CL. 37). 


SN 74-123,514. EBAN INK., BRONX, NY. FILED 12-14-1990. 


HO-MEEZ 


FOR SPIRAL NOTE BOOKS, LOOSE LEAF BINDERS, 
INDEX TABS, MEMO PADS, PENCIL BOXES, PENCILS, 


ERASERS AND COMPOSITION NOTE BOOKS (U.S. CL. 
37). 


SN 74-123,515. EBAN INK., BRONX, NY. FILED 12-14-1990. 


WEWOW 


FOR SPIRAL NOTE BOOKS, LOOSE LEAF BINDERS, 
INDEX TABS, MEMO PADS, PENCIL BOXES, PENCILS, 
ERASERS AND COMPOSITION NOTE BOOKS (U.S. CL. 
37). 


SN 74-123,517. EBAN INK., BRONX, NY. FILED 12-14-1990. 


STEP TO EDUCATION 


FOR SPIRAL NOTE BOOKS, LOOSE LEAF BINDERS, 
INDEX TABS, MEMO PADS, PENCIL BOXES, PENCILS, 
ERASERS AND COMPOSITION NOTE BOOKS (U.S. CL. 
37). 
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SN 74-124,819. HOFNER, DIANNE M., BELMONT, CA. 
FILED 12-17-1990. 


Fr Nipporica Associates | 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATES”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED TRAINING MATERIALS 
FIELD OF GLOBAL BUSINESS (U.S. CL. 38). 

FIRST USE 7-8-1989; IN COMMERCE 9-29-1989. 


IN THE 


SN 74-125,591. NATIONAL BLUEPRINTERS SUPPLY CO., 
INC., TROY, MI. FILED 12-21-1990. 


NATIONAL KEYLINE 
PRODUCTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTS”, APART FROM THE MARK AS 
SHOWN. 

FOR PAPER PRODUCTS; NAMELY, COPY/REPRO- 
GRAPHIC PAPER (U.S. CL. 37). 

FIRST USE 10-12-1990; IN COMMERCE 10-12-1990. 


SN 74-127,940. PUT-ME-ON, 
1-2-1991. 


INC., PEORIA, IL. FILED 


PERMA MATCH 


FOR PEN-TYPE TOUCH-UP APPLICATORS FOR USE 
IN FURNITURE AND LEATHER MAINTENANCE AND 
REPAIR (U.S. CL. 37). 

FIRST USE 4-30-1991; INCOMMERCE 4-30-1991. 


SN 74-128,586. RABINOWE, MAXINE K., DBA HOMESPUN 
STUDIOS, MEDFIELD, MA. FILED 1-7-1991. 


HOMESPUN STUDIOS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STUDIOS”, APART FROM THE MARK AS SHOWN. 

FOR FABRIC BOOK COVERS AND FABRIC-COVERED 
PHOTOGRAPH ALBUMS (U.S. CL. 37). 


FIRST USE 10-9-1990; IN COMMERCE 11-30-1990. 
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SN 74-129,603. QUAX UNLIMITED, JACKSON, CA. FILED 


Eraix 
CURR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAX”, APART FROM THE MARK AS SHOWN. 

FOR FACSIMILE TRANSMITTED GREETING CARDS 
CONTAINING TEXT AND ARTWORK (U.S. CL. 38). 

FIRST USE 8-28-1990; IN COMMERCE 9-17-1990. 


SN 74-130,652. KLEER-VU PLASTICS CORPORATION, 
BROWNSVILLE, TN. FILED 1-15-1991. 


KLEER-LY QUALITY 


FOR PHOTOGRAPH ALBUMS (U.S. CL. 37). 


SN 74-131,245. B&P PUBLISHING CO., INC., AUBURN- 
DALE, MA. FILED 1-17-1991. 


GAMES JUNIOR 


FOR PUZZLE MAGAZINE FOR CHILDREN AGE 
EIGHT AND OVER (USS. CL. 38). 


SN 74-131,834. SYNERMED, INC., CALIFON, NJ. FILED 
1-22-1991. 


MEDICAL MONITOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL”, APART FROM THE MARK AS 
SHOWN. 

FOR MEDICAL JOURNALS (U.S. CL. 38). 

FIRST USE 4-0-1991; INCOMMERCE 4-0-1991. 
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SN 74-133,355. CALIFORNIA INSTITUTE OF TECHNOLO- 
GY, PASADENA, CA. FILED 1-25-1991. 


CALTECH 


OWNER OF US. REG. NOS. 1,627,204 AND 1,640,208. 
FOR DECALS (USS. CL. 38). 
FIRST USE 9-17-1976; IN COMMERCE 3-31-1986. 


SN 74-135,548. PENTECH 
EDISON, NJ. FILED 2-1-1991. 


INTERNATIONAL _INC., 


ODDBALLS 


FOR PENS AND PENCILS (U.S. CL. 37). 


SN 74-136,990. MARA-MI, 
FILED 2-6-1991. 


INC., MINNEAPOLIS, MN. 


MARA-MI 


FOR CUSTOM AND PREPACKAGED LETTER WRIT- 
ING STATIONERY AND ENVELOPES, INVITATIONS, 
ANNOUNCEMENTS AND CALLING CARDS; NOTE 
PADS; PLACE CARDS; LETTER WRITING STATION- 
ERY, ENVELOPES AND PEN SOLD AS A UNIT; AND 
LETTER WRITING STATIONERY, ENVELOPES, PEN, 
STICKERS, POSTCARDS AND ADDRESS LIST SOLD AS 
A UNIT (U.S. CLS. 37 AND 38). 

FIRST USE 9-0-1980; IN COMMERCE 9-0-1980. 


SN 74-138,612. S.P. RICHARDS COMPANY, ATLANTA, 
GA. FILED 2-12-1991. 


NATURE SAVER 


FOR HANGING FILE FOLDERS, COMPUTER PAPER, 
ADDING MACHINE ROLLS, ELECTRIC CASH REGIS- 
TER ROLLS, FACSIMILE PAPER, ENVELOPES, LEGAL 
PADS, SCRATCH PADS, MEMO FILLER SHEETS, 
PHONE MESSAGE PADS, EASEL PADS, QUADRILLE 
PAD, DESK PADS, STENO BOOKS, FILE FOLDERS (U.S. 
CL. 37). 

FIRST USE 1-15-1991; INCOMMERCE 1-15-1991. 


SN 74-138,896. TIME INC. MAGAZINE COMPANY, THE, 
NEW YORK, NY. FILED 2-13-1991. 


CHATTER 


SEC. 2(F). 

FOR MAGAZINE COLUMN FEATURING CELEBRITY 
NEWS ITEMS (US. CL. 38). 

FIRST USE 3-0-1974; IN COMMERCE 3-0-1974. 
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SN 74-144,479. LAMOTTE, MICHELE, WINCHESTER, VA. 


FILED 3-4-1991. 


PLAY-USA 


FOR PRINTED INSTRUCTIONAL AND TEACHING 
MATERIALS; NAMELY, BOOKLETS TO BE USED AS 
TEACHER GUIDES, CLASSROOM WORKBOOKS, 
LESSON GUIDES, MAPS (U.S. CL. 38). 


SN 74-145,955. INTERNATIONAL BUSINESS EDUCATION 
CORPORATION, NEW YORK, NY. FILED 3-11-1991. 


RON 
a 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ITALIAN”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED INSTRUCTIONAL TEXTBOOKS AND 
MAGNETICALLY ENCODED CARDS FOR LEARNING 
FOREIGN LANGUAGES SOLD AS A UNIT (U.S. CLS. 26 
AND 38). 


FIRST USE 12-28-1990; IN COMMERCE 12-28-1990. 


SN 74-147,266. NATIONAL HOCKEY LEAGUE, MONTRE- 
AL, QUEBEC H3B 2W2, CANADA, FILED 3-13-1991. 


NHL ALL-TIME TEAM 


OWNER OF U.S. REG. NOS. 883,569, 
OTHERS. 

FOR TRADING CARDS, POSTERS, COLLECTIBLE 
PRINTED STAMPS, BOOKS ABOUT SPORTS, PAINTINGS 
AND COLOR PRINTS (U.S. CL. 38). 


1,562,685 AND 
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SN 74-147,366. AMKO PLASTICS, INC., CINCINNATI, OH. 
FILED 3-13-1991. 


MIGHTY TUFF 
MAILERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAILERS”, APART FROM THE MARK AS SHOWN. 
FOR PLASTIC MAILING ENVELOPES (U.S. CL. 37). 


SN 74-149,451. BUCKMASTERS, LTD., MONTGOMERY, 
AL. FILED 3-19-1991. 


BEARDS & SPURS 


FOR PERIODICAL MAGAZINE RELATING TO 
TURKEY HUNTING (U.S. CL. 38). 
FIRST USE 3-4-1991; IN COMMERCE 3-4-1991. 


SN 74-149,707. TIME INC. MAGAZINE COMPANY, THE, 
NEW YORK, NY. FILED 3-20-1991. 


AMERICAN ALBUM 


FOR GENERAL INTEREST MAGAZINE (U.S. CL. 38). 


SN 74-150,928. ODDZON PRODUCTS, INC., CAMPBELL, 
CA. FILED 3-25-1991. 


KOOSH 


FOR INKING PADS AND RUBBER STAMPS (U.S. CLS. 
‘ll AND 23). 


SN 74-151,302. GOULD, JOHN, WEST REDDING, CT. AS- 
SIGNEE OF ALBA, INC., BETHEL, CT. FILED 
3-25-1991. 


STAMPEDE 


FOR NEWSLETTER CONCERNING POSTAGE STAMPS 
(U.S. CL. 38). 


FIRST USE 6-0-1989; IN COMMERCE 6-0-1989. 
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SN 74-151,358. ARBOR HILL HOUSE INC., EVANSVILLE, 
IN. FILED 3-20-1991. 


TYLER TED BEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEAR”, APART FROM THE MARK AS SHOWN. 

FOR CHILDREN’S BOOKS AND COLORING BOOKS 
(U.S. CLS. 22 AND 38). 


SN 74-151,436. NICKERSON, K. LEE, GREENWOOD VIL- 
LAGE, CO. FILED 3-26-1991. 


RECYCLEPEDIA 


FOR CLASSIFIED DIRECTORY OF RECYCLING COM- 
PANIES AND PRODUCTS WHICH CAN BE RECYCLED 
(U.S. CL. 38). 


SN 74-152,201. FRIEDMAN, EISENSTEIN, RAEMER AND 
SCHWARTZ, CHICAGO, IL. FILED 3-28-1991. 


CSS. 


COMPUTER SOLUTIONS FOr 





FOR NEWSLETTERS PERTAINING TO COMPUTER 
SYSTEMS FOR THE COMPUTER INDUSTRY (U.S. CL. 38). 
FIRST USE 1-15-1990; IN COMMERCE 1-15-1990. 


SN 74-152,221. ODYSSEY PASSBOOK, 
RAPIDS, MI. FILED 3-28-1991. 


INC., GRAND 


ODYSSEY 


FOR COUPON BOOKS ENTITLING MEMBERS OF AN 
ANNUAL ENTERTAINMENT AND DINING CLUB TO 
DISCOUNTS AT PARTICIPATING ESTABLISHMENTS 
(U.S. CL. 38). 

FIRST USE 10-0-1984; IN COMMERCE 10-0-1984. 
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SN 74-152,286. FRIEDMAN, EISENSTEIN, RAEMER AND 
SCHWARTZ, CHICAGO, IL. FILED 3-29-1991. 


OWNER OF U.S. REG. NO. 1,634,050. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VALUATION AND MERGERS”, APART FROM 
THE MARK AS SHOWN. 

FOR NEWSLETTERS REPORTING CREATIVE AP- 
PROACHES TO VALUATIONS AND MERGERS (U.S. CL. 
38). 

FIRST USE 2-18-1991; IN COMMERCE 2-18-1991. 


SN 74-152,528. HOME CARE INDUSTRIES, INC., CLIF- 
TON, NJ. FILED 3-29-1991. 


MICROLINED 


FOR VACUUM CLEANER BAGS (U.S. CL. 2). 


SN 74-152,876. JOAN COOK INCORPORATED, FORT 
LAUDERDALE, FL. FILED 4-1-1991. 


J.C. CASUALS 


FOR CATALOG FEATURING CLOTHING (USS. CL. 38). 


SN 74-153,632. EARTHSAVE FOUNDATION, SANTA 
CRUZ, CA. FILED 4-3-1991. 


EARTHSAVE 


FOR NEWSLETTER ISSUED PERIODICALLY AND 
BOOKS RELATING TO THE CUMULATIVE EFFECT OF 
ANIMAL-BASED DIETS ON THE FUTURE OF LIFE ON 
EARTH (U.S. CL. 38). 

FIRST USE 10-1-1988; IN COMMERCE 10-1-1988. 


SN 74-153,776. TSR, INC., LAKE GENEVA, WI. FILED 
4-2-1991. 


TSR 


FOR FANTASY, SCIENCE FICTION, MYSTERY AND 
HORROR BOOKS (USS. CL. 38). 
FIRST USE 0-0-1988; IN COMMERCE 0-0-1988. 
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SN 74-153,814. BMT PUBLICATIONS, INC., NEW YORK, 
NY. FILED 4-2-1991. 


GAMING AND WAGERING 
BUSINESS 


OWNER OF U.S. REG. NO. 1,379,828. 

FOR MAGAZINES FOR THE GAMING AND RELATED 
INDUSTRIES (U.S. CL. 38). 

FIRST USE 10-0-1984; IN COMMERCE 10-0-1984. 


SN 74-154,715. SPEARMAN, ELLEN, SANTA MARIA, CA. 
FILED 4-8-1991. 


HIGH HOPES 


FOR WEEKLY MAGAZINE CONTAINING ARTICLES 
ON SELF IMPROVEMENT AND PERSONAL MOTIVA- 
TION (U.S. CL. 38). 


SN 74-154,836. FLEXCON COMPANY, INC., SPENCER, 
MA. FILED 4-8-1991. 


FLEXCON 


FOR ADHESIVE-BACKED FILMS FOR LABELS, 
DECALS, NAMEPLATES AND DECORATIVE TRIM (U.S. 
CLS. 5, 37 AND 38). 

FIRST USE 0-0-1960; IN COMMERCE 0-0-1960. 


SN 74-154,966. MG MORTGAGE CO., DBA MORTGAGE 
SAVERS, SAN DIEGO, CA. FILED 4-8-1991. 


MORTGAGE SAVERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MORTGAGE”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED MATERIALS; NAMELY, INSTRUCTION 
BOOKLETS, INSTRUCTION SHEETS AND PAYMENT 
SCHEDULES DEALING WITH ACCELERATED MORT- 
GAGE PLANS (U.S. CL. 38). 
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SN 74-155,020. STROHM, RICHARD L., SCOTTSDALE, AZ. 
FILED 4-8-1991. 


Layman’s 
LawGuide 
Law Books 


for 
Laymen 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAYMAN’S LAWGUIDE LAW BOOKS FOR 
LAYMEN”, APART FROM THE MARK AS SHOWN. 

FOR BOOKS, BOOKLETS, PAMPHLETS AND MAGA- 
ZINES EXPLAINING AREAS OF THE LAW (USS. CL. 38). 

FIRST USE 11-0-1990; IN COMMERCE 11-0-1990. 


SN 74-155,943. TERRY ARTS INTERNATIONAL, INC., 
WAYZATA, MN. FILED 4-10-1991. 


ars mundi 


OLLECTIO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF “ARS MUNDI” IN 
THE MARK IS “ART WORLD”. 

FOR REPRODUCTIONS OF PAINTINGS (U.S. CL. 38). 


SN 74-156,582. CFI BANKERS SERVICE GROUP, INC., 
PORTLAND, OR. FILED 4-12-1991. 


COMPLIANCE FAX 


OWNER OF U.S. REG. NO. 1,578,962. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPLIANCE”, APART FROM THE MARK AS 
SHOWN. 

FOR NEWSLETTER FOR FINANCIAL INSTITUTIONS 
(U.S. CL. 38). 
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SN 74-157,726. MOSBY-YEAR BOOK, INC., ST. LOUIS, MO. 
FILED 4-16-1991. 


ADVANCES IN 
ENDOCRINOLOGY AND 
METABOLISM 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENDOCRINOLOGY AND METABOLISM”, APART 
FROM THE MARK AS SHOWN. 

SEC. 2(F) AS TO “ADVANCES IN”.. 

FOR MEDICAL BOOKS PUBLISHED ANNUALLY (U.S. 
CL. 38). 

FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 


1,090,858, 1,568,310 AND 


SN 74-157,901. UNITED SERVICES AND AUTOMOBILE 
ASSOCIATION, SAN ANTONIO, TX. FILED 4-17-1991. 


USAA LIFE’S ISSUES AND 
ANSWERS 


FOR NEWSLETTER FEATURING LIFE AND HEALTH 
INSURANCE ISSUES (US. CL. 38). 
FIRST USE 3-18-1991; IN COMMERCE 3-18-1991. 


SN 74-158,041. MWM DEXTER, 
FILED 4-17-1991. 


INC., AURORA, MO. 


WINDOWS OF WORSHIP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORSHIP”, APART FROM THE MARK AS SHOWN. 

FOR CHURCH BULLETINS (US. CL. 38). 

FIRST USE 11-2-1987; IN COMMERCE 1 1-2-1987. 


SN 74-158,995. WILKINSON, WILLIAM T., CHESAPEAKE 
CITY, MD. FILED 4-22-1991. 


TAKEOVER TIMES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TAKEOVER”, APART FROM THE MARK AS 
SHOWN. 

FOR PERIODICAL MAGAZINE/NEWSLETTER FOR 
MERGERS AND ACQUISITIONS (U.S. CL. 38). 
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SN 74-159,462. FORD MOTOR COMPANY, DEARBORN, 
MI. FILED 4-22-1991. 


WRITING ON TARGET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WRITING”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED INSTRUCTIONAL, EDUCATIONAL 
AND TEACHING MATERIALS IN THE FIELD OF BUSI- 
NESS WRITING (U.S. CL. 38). 


SN 74-159,690. PASCAL, FRANCINE, NEW YORK, NY. 
FILED 4-22-1991. 


SWEET VALLEY TWINS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR PUBLICATIONS; NAMELY, ROMANCE NOVELS, 
CALENDARS AND CALENDAR DATEBOOKS (US. CL. 
38). 

FIRST USE 8-0-1986; IN COMMERCE 8-0-1986. 


1,301,599, 1,600,791 AND 


SN 74-159,751. MOSBY-YEAR BOOK, INC., ST. LOUIS, MO. 
FILED 4-22-1991. 


ROUNDSMANSHIP 


FOR EDUCATIONAL BOOKS CONCERNING MEDI- 
CAL ISSUES (US. CL. 38). 
FIRST USE 3-0-1989; IN COMMERCE 3-0-1989. 


SN 74-160,210. EPSTEIN, 
FILED 4-24-1991. 


PAUL H., NEW YORK, NY. 


JUBAL 


FOR RELIGIOUS BOOKS, PAMPHLETS, MAGAZINES 
AND NEWSLETTERS (U.S. CL. 38). 


SN 74-160,734. NYNEX CORPORATION, NEW YORK, NY. 
FILED 4-25-1991. 


IF IT’S OUT THERE, IT’S IN 
HERE 


OWNER OF U.S. REG. NO. 1,555,002. 
FOR TELEPHONE DIRECTORIES (U.S. CL. 38). 
FIRST USE 1-0-1991; IN COMMERCE 1-0-1991. 
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SN 74-161,064. FAILLA, CHARLES, NEW YORK, NY. 
FILED 4-26-1991. 


SCUPPIE 


FOR PAMPHLETS, NEWSLETTERS AND MAGAZINES 
FEATURING A GENERAL HUMAN INTEREST FORMAT 
(U.S. CL. 38). 


SN 74-161,701. NATIONAL BIOMEDICAL RESEARCH 
FOUNDATION, WASHINGTON, DC. FILED 4-29-1991. 


CMI 


FOR SCIENTIFIC AND/OR MEDICAL JOURNAL (U.S. 
CL. 38). 
FIRST USE 2-0-1988; IN COMMERCE 2-0-1988. 


SN 74-162,355. TAKARA U.S.A. CORPORATION, NEW 
YORK, NY. FILED 4-30-1991. 


PICTURE A SURPRISE 


FOR GREETING CARDS (U.S. CL. 38). 


SN 74-162,778. CROSS POINTE PAPER CORPORATION, 
ST. PAUL, MN. FILED 5-2-1991. 


DA VINCI 


FOR TEXT, COVER AND WRITING PAPER (U.S. CL. 
37). 


SN 74-163,621. KENNEDY, JOHN, DALLAS, TX. FILED 
5-6-1991. 


DUKE OF YORKIES 


FOR STATIONERY (U.S. CL. 37). 


SN 74-163,775. VON DREHLE ENTERPRISES, INC., HICK- 
ORY, NC. FILED 5-6-1991. 


MIRROR/COPY 


FOR REPROGRAPHIC PAPER (U.S. CL. 37). 
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SN 74-164,419. P. H. GLATFELTER COMPANY, SPRING 
GROVE, PA. FILED 5-7-1991. 


NYACOTE 


FOR COATED PRINTING PAPER FOR HIGH-QUALITY 
PRINTING APPLICATIONS WHICH REQUIRE EN- 
HANCED COLOR REPRODUCTION (U.S. CL. 37). 


SN 74-165,009. ARTISOFT, INC., TUCSON, AZ. FILED 
5-9-1991. 


PEER PROFIT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PEER”, APART FROM THE MARK AS SHOWN. 

FOR NEWSLETTERS FOR THE COMPUTER FIELD 
(U.S. CL. 38). 

FIRST USE 6-6-1991; IN COMMERCE 6-6-1991. 


SN 74-165,046. PAUR, FRANK, SEPULVEDA, CA. FILED 
5-9-1991. 


BATTLE BABES 


FOR COMIC BOOK (U.S. CL. 38). 
FIRST USE 4-23-1991; INCOMMERCE 4-23-1991. 


SN 74-165,420. ALTRAFILTERS INC., LOS ANGELES, CA. 
FILED 5-10-1991. 


UO aN IPUIe 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILTER”, APART FROM THE MARK AS SHOWN. 

FOR PAPER FILTERS FOR COFFEE MAKERS (U.S. CL. 
37). 

FIRST USE 2-2-1984; IN COMMERCE 2-2-1984. 


SN 74-165,709. RISKIN, SHELDON, DBA AMERICAN 
NATURAL PRODUCTS, CHICAGO, IL. FILED 
5-13-1991. 


KLEENWAY 


FOR CATALOGS FOR CLEANING PRODUCTS (U.S. 
CL. 38). 
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SN 74-166,245. FUTURE-FUN INC., REDONDO BEACH, 
CA. FILED 5-13-1991. 


MEN FROM EARTH 


FOR FICTION COMIC BOOKS AND MAGAZINES AND 
SOFTBOUND GRAPHIC NOVELS (U.S. CL. 38). 
FIRST USE 7-2-1991; INCOMMERCE 7-2-1991. 


SN 74-168,081. WATSON, JR., WILLIAM P., DBA WATSON 
ENTERPRISES, LA MIRADA, CA. FILED 5-20-1991. 


THE MOST EXCITING 
CARDS ON ICE 


FOR COLLECTIBLE CARDS BEARING A SPORTS 
THEME (U.S. CL. 38). 


SN 74-168,771. CINCINNATI BELL LONG DISTANCE 
INC., CINCINNATI, OH. FILED 5-21-1991. 


TRAVEL LINK 


FOR TELEPHONE CREDIT CARDS (U.S. CLS. 37 AND 
38). 


SN 74-170,442. PETE CIRELLI, SAN FRANCISCO, CA. 
FILED 5-28-1991. 


or 
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FOR COMIC BOOKS (U.S. CL. 38). 


SN 74-171,101. HOME CARE INDUSTRIES, INC., CLIF- 
TON, NJ. FILED 5-29-1991. 


MICROCLEAN 


FOR VACUUM CLEANER BAGS (U.S. CL. 2). 
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SN 74-171,578. SENSHUKAI CO., LTD., KITA-KU, OSAKA, 
JAPAN, FILED 5-31-1991. 


APRONTIME 


FOR CULINARY MAGAZINE, COOKBOOKS, RECIPE 
CARDS, AND MENU PLANNERS (U.S. CL. 38). 


SN 74-172,238. UNITED STATES SHOE CORPORATION, 
THE, CINCINNATI, OH. FILED 5-20-1991. 


OPTINEWS 


FOR NEWSLETTERS DIRECTED TO OPTICAL CUS- 
TOMERS (U.S. CL. 38). 
FIRST USE 4-18-1991; IN COMMERCE 4-18-1991. 


SN 74-172,988. NACKER, KAREN A., DBA KIDS AND 
KEYBOARDS PUBLISHING COMPANY, MADISON, WI. 
FILED 6-4-1991. 


KIDS AND KEYBOARDS 


FOR INSTRUCTIONAL MATERIALS AND TEACHING 
AIDS IN THE FIELD OF MUSIC; NAMELY, BOOKS, 
MANUALS, NOTE PADS, FLASH CARDS, KEYBOARD 
FACSIMILES, WORKSHEETS, MUSIC SCORES, BRO- 
CHURES, PROGRAMS, POSTERS, DECALS AND STICK- 
ERS (U.S. CLS. 37 AND 38). 

FIRST USE 7-31-1985; IN COMMERCE 8-7-1985. 


SN 74-174,773. MEAD CORPORATION, THE, DAYTON, 
OH. FILED 6-10-1991. 


CARRIAGE COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR STATIONERY PRODUCTS; NAMELY, WRITING 
PADS, ENVELOPES, MEMO BOOKS, NOTEBOOKS, 
BINDERS, PORTFOLIOS, REPORT COVERS, ADDRESS 
BOOKS FILE FOLDERS, FILE DIVIDERS, AND INDEX 
CARD DIVIDERS (U.S. CL. 37). 


SN 74-175,955. EXHIBITGROUP, 
FILED 6-14-1991. 


INC., PHOENIX, AZ. 


EXHIBITTALK 


FOR NEWSLETTER CONCERNING THE EXHIBITION 
AND TRADE SHOW INDUSTRY (U.S. CL. 38). 
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SN 74-176,704. PAPER CORPORATION OF AMERICA, 
WAYNE, PA. FILED 6-17-1991. 


Sphinx 


OWNER OF U.S. REG. NOS. 44,750, 
OTHERS. 

FOR FACSIMILE PAPER, ENVELOPES, TABLETS, 
AND SELF-STICK NOTE PADS (U.S. CL. 37). 

FIRST USE 3-27-1989; IN COMMERCE 3-27-1989. 


1,625,966 AND 


SN 74-179,801. FIDO DIDO, INC., NEW YORK, NY. FILED 
6-24-1991. 


FIDO DIDO 101 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR HUMOR BOOKS (U.S. CL. 38). 

FIRST USE 2-18-1988; IN COMMERCE 2-18-1988. 


1,433,859, 1,533,153 AND 


SN 74-180,021. ONE WRITE SYSTEMS, INC., DBA G. NEIL 
COMPANIES, FORT LAUDERDALE, FL. FILED 
6-27-1991. 


TIME DIVIDERS 


FOR WRITE-ON WIPE-OFF BUSINESS WALL PLAN- 
NERS AND SCHEDULES (U.S. CLS. 37 AND 38). 
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SN 73-838,335. NAN YA LAMINATES, INC., SAN FRAN- 
CISCO, CA. FILED 11-13-1989. 


NAN WA 


THE ENGLISH TRANSLATION OF THE WORDS “NAN 
YA” IN THE MARK IS “SOUTH SEA”. 

FOR SHEET PLASTIC LAMINATES FOR CONSTRUCT- 
ING ELECTRONIC PRINTED CIRCUIT BOARDS (U.S. 
CL. 1). 

FIRST USE 11-1-1988; IN COMMERCE 11-1-1988. 


SN 74-070,744. EASTWOOD TENNIS SURFACE, INC., SAN 
DIEGO, CA. FILED 6-19-1990. 


COVERLON 


FOR SHEET OF COMPOSITE PLASTIC MATERIAL 
USED IN SURFACING OR RESURFACING RECRE- 
ATIONAL SURFACES (U.S. CLS. 1 AND 12). 


SN 74-073,353. UCAR CARBON TECHNOLOGY CORPO- 
RATION, WILMINGTON, DE. FILED 6-27-1990. 


GRAFOIL 


OWNER OF U.S. REG. NOS. 758,239, 850,235 AND 950,172. 

FOR GRAPHITE PASTE FOR USE AS A PIPE THREAD 
SEALANT OR THREAD LUBRICANT; INJECTABLE 
GRAPHITE PARTICLE PACKING FOR USE IN PACKING 
STUFFING BOXES ON VALVES, PUMPS OR SLIDING 
JOINTS (U.S. CLS. 6, 12 AND 35). 

FIRST USE 4-7-1988; IN COMMERCE 4-7-1988. 


SN 74-107,311. TC MANUFACTURING CO., INC., EVANS- 
TON, IL. FILED 10-19-1990. 


ENVIROSHIELD 


OWNER OF U.S. REG. NO. 911,129. 

FOR SYNTHETIC CORROSION RESISTANT WRAP- 
PING MATERIAL IN MODULAR FORM FOR PROTECT- 
ING STRUCTURES FROM DETERIORATION (U.S. CLS. 1 
AND 12). 

FIRST USE 5-17-1991; IN COMMERCE 5-17-1991. 
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SN 74-140,131. OLYMPIAN TAPE SALES, INC., DBA 
UNITED TAPE COMPANY, CUMMING, GA. FILED 
2-19-1991. 


FOR PLASTIC TAPE USED FOR SAFETY AND SECU- 
RITY PURPOSES, FOR EXAMPLE FOR PEDESTRIAN 
CONTROL OR AS A BARRICADE (U.S. CL. 5). 

FIRST USE 1-1-1990; IN COMMERCE 1-1-1990. 


SN 74-148,261. OKONITE COMPANY, 
RAMSEY, NJ. FILED 3-18-1991. 


INC., THE, 


OKOPRENE 


FOR INSULATION AND JACKETING FOR ELECTRI- 
CAL WIRE OR CABLE (U.S. CL. 12). 
FIRST USE 11-0-1936; IN COMMERCE 11-0-1936. 


SN 74-148,262. OKONITE COMPANY, 
RAMSEY, NJ. FILED 3-18-1991. 


INC., THE, 


OKOSEAL 


FOR INSULATION AND JACKETING FOR ELECTRI- 
CAL WIRE OR CABLE (U.S. CL. 12). 
FIRST USE 10-22-1948; INCOMMERCE 10-22-1948. 


SN 74-148,263. OKONITE COMPANY, 
RAMSEY, NJ. FILED 3-18-1991. 


INC., THE, 


OKOVAR 


FOR INSULATION AND JACKETING FOR ELECTRI- 
CAL WIRE OR CABLE (U.S. CL. 12). 
FIRST USE 12-22-1948; IN COMMERCE 12-22-1948. 
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SN 74-155,750. ENVIRONMENTAL MBG. & SUPPLY, INC., 
BONIFAY, FL. FILED 4-10-1991. 


Products For A Clean Environment! 


é 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTS”, APART FROM THE MARK AS 
SHOWN. 

THE LINING THAT APPEARS ON THE ANTHROPO- 
MORPHIC TUBING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. THE WATERDROP IS 
LINED FOR THE COLOR BLUE. 

FOR PLASTIC TUBING FOR HOUSEHOLD AND IN- 
DUSTRIAL USAGE (U.S. CL. 12). 

FIRST USE 2-1-1991; INCOMMERCE 2-1-1991. 


SN 74-156,589. PALSROK, JEFFREY J., SCOTTSDALE, AZ. 
FILED 4-12-1991. 


SUPREME COURTS 


FOR KITS OF ADHESIVE TAPE AND INSTRUCTIONS 
FOR USE IN MARKING BASKETBALL COURTS (U.S. 
CLS. 5 AND 38). 


CLASS 18—LEATHER GOODS 


SN 74-074,660. OROAMERICA, INC., BURBANK, CA. 
FILED 7-2-1990. 


BEVERLY HILLS GOLD 


OWNER OF U.S. REG. NO. 1,528,154. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLD”, APART FROM THE MARK AS SHOWN. 

FOR LUGGAGE, PURSES, TOTE BAGS, BRIEFCASES, 
WALLETS, PASSPORT CASES, KEY CASES, COSMETIC 
CASES SOLD EMPTY, CHANGE PURSES, JEWELRY 
CARRYING CASES AND HANDBAGS, ALL MADE IN 
WHOLE OR SUBSTANTIAL PART OF GOLD, OR CON- 
TAINING GOLD FITTINGS (U.S. CL. 3). 
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SN 74-120,336. CADI-STIC COMPANY, TOLUCCA LAKE, SN _  74-081,756. MINAMIFUJI SANGYO KABUSHIKI 
CA. FILED 11-30-1990. KAISHA, SHIZUOKA, JAPAN, FILED 7-25-1990. 


NIC NAC SAC i | | C 


FOR SMALL FLEXIBLE BAGS FOR ATTACHMENT TO 
GOLF CARRIERS (U.S. CL. 3). 


OWNER OF JAPAN REG. NO. 2126790, DATED 
3-27-1989, EXPIRES 3-27-1999. 

FOR WOOD FLOORING, WOOD FRAMING AND 
WOOD TRIM FOR USE IN BUILDING AND CONSTRUC- 


TION (U.S. CL. 12). 


SN 74-133,748. TEEPAK, INC., WESTCHESTER, IL. FILED 
1-28-1991. 


SN 74-091,659. LAFARGE CORPORATION, RESTON, VA. 


LIVERETTE FILED 8-27-1990. 
OAKS PRECAST 


FOR COLLAGEN FOOD CASINGS (U.S. CLS. 3 AND 


46). 
FIRST USE 3-27-1990; IN COMMERCE 3-27-1990. NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRECAST”, APART FROM THE MARK AS SHOWN. 
FOR PREFORMED CONCRETE SLABS USED FOR 
PAVING, DRIVEWAY AND PATIO STONES (U.S. CL. 12). 

FIRST USE 6-0-1970; IN COMMERCE 7-0-1986. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS SN 74-103,938. PACIFIC COAST BUILDING PRODUCTS, 
INC., DBA PABCO GYPSUM, SACRAMENTO, CA. 
SN 74-034,467. RCP BLOCK AND BRICK, INC., LEMON FILED 10-9-1990. 
GROVE, CA. FILED 3-5-1990. 


WATER CURB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WATER”, APART FROM THE MARK AS SHOWN. 
FOR WATER RESISTANT GYPSUM BACKING BOARD 


PANELS (U.S. CL. 12). 
FIRST USE 2-0-1973; INCOMMERCE 4-0-1973. 


& BRICK 


SN 74-105,921. SUGARCREEK WINDOW AND DOOR 
CORPORATION, SUGARCREEK, OH. FILED 
10-15-1990. 


PREMIER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLOCK & BRICK”, APART FROM THE MARK AS 
SHOWN. FOR VINYL WINDOWS AND PATIO DOORS (U.S. CL. 


FOR MORTAR FOR BRICKS (U.S. CL. 12). 12). 
FIRST USE 1-1-1978; INCOMMERCE 1-1-1978. FIRST USE 12-0-1986; IN COMMERCE 12-0-1986. 
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SN 74-119,109. AMERICAN OLEAN TILE COMPANY, SN 74-159,994. FOURNIER, CHARLES L., KENT, WA. 
INC., LANSDALE, PA. FILED 11-29-1990. FILED 4-23-1991. 


MELLOWTONES 


FOR CERAMIC TILE (U.S. CL. 12). 
FIRST USE 9-26-1990; IN COMMERCE 9-26-1990. 


REMARO 


FOR CEMENT AND CONCRETE PIPING USED IN 
CONSTRUCTION, INCLUDING CONCRETE CONNEC- 
TORS FOR COUPLING NON-EARTHENWARE PIPES TO 


N 74- ‘ iin 
Ss 128,214. ESTRUSIONE MATERIE PLASTICHE S.A CEMENT AND CONCRETE PIPES (U.S. CL. 12). 


6855 STABIO, SWITZERLAND, FILED 1-7-1991. 


MODULIT 


FOR EXTRUDED SYNTHETIC RESIN MULTIPLE 
WALL TRANSLUCENT PANELS (U.S. CL. 12). 


FIRST USE 0-0-1986; IN COMMERCE 6-4-1991. SN 74-165,051. DAVIDSON PLASTICS COMPANY, KENT, 


WA. FILED 5-9-1991. 


SN 74-135,337. PHONSAFE, INC., LAFAYETTE, LA. 
FILED 2-1-1991. GRIPPER GRABBER 


FOR ROADWAY MARKERS FOR IDENTIFYING TRAF- 
ac. FIC LANES (U.S. CL. 12). 
————— ST A SEASAFE COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.” AND “COMPANY”, APART FROM THE 
MARK AS SHOWN. 

SN 74-167,220. PLEAU, MEDRIC H., DBA FOX HILL 

P47. 4 ae SS Le ee a Cees FARM, ROCKVILLE, CT. FILED 5-16-1991. 

FOR FIBER REINFORCED COMPOSITE TELEPHONE 
ENCLOSURES AND PEDESTALS; NAMELY TELE- 
PHONE BOOTHS (U.S. CL. 12). 


FIRST USE 4-1-1990; IN COMMERCE 4-1-1990. HOOP HOUSE 


WORKS, DBA THE TILEWORKS, DES MOINES, IA. se “HOUSE”, APART FROM THE MARK AS SHOWN. 
FILED 2-8-1991. FOR GREENHOUSES SOLD IN KIT FORM (U.S. CL. 12). 


FIRST USE 5-25-1985; IN COMMERCE 7-1-1988. 
CORNER STONES 


FOR CERAMIC TILES (U.S. CL. 12). 
FIRST USE 1-11-1991; INCOMMERCE 1-11-1991. 


SN 74-169,897. ALUMINUM COMPANY OF AMERICA, 
PITTSBURGH, PA. FILED 5-24-1991. 


SN 74-146,213. KELLEY COMPANY, INC., MILWAUKEE, 
WI. FILED 3-11-1991. 


HY-ROLL OLDE DUTCH 


FOR NON-METAL ROLL-UP INDUSTRIAL TRAFFIC 
DOORS (U.S. CL. 12). FOR VINYL SIDING (U.S. CL. 12). 
FIRST USE 11-9-1990; IN COMMERCE 11-9-1990. FIRST USE 12-31-1986; IN COMMERCE 12-31-1986. 
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CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


SN 74-046,253. RESEAL INTERNATIONAL LIMITED 
PARTNERSHIP, NEW YORK, NY. FILED 4-4-1990. 


FOR PLASTIC FLUID DISPENSING CONTAINERS 
WITH DISPENSING VALVES FOR COMMERCIAL USE 
FOR PHARMACEUTICALS, COSMETICS, FOODSTUFFS, 
AND BEVERAGES, FOR SUPPLYING A METERED DIS- 
CHARGE, AND FOR MAINTAINING THE FLUID CON- 
TENTS IN A STERILE STATE; PLASTIC SUPPORTS FOR 
PLASTIC FLUID DISPENSING CONTAINERS (U.S. CLS. 2 
AND 50). 


SN 74-046,254. RESEAL INTERNATIONAL LIMITED 
PARTNERSHIP, NEW YORK, NY. FILED 4-4-1990. 


RESEAL DISPENSING 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISPENSING SYSTEMS”, APART FROM THE 
MARK AS SHOWN. 

FOR PLASTIC FLUID DISPENSING CONTAINERS 
WITH DISPENSING VALVES FOR COMMERCIAL USE 
FOR PHARMACEUTICALS, COSMETICS, FOODSTUFFS, 
AND BEVERAGES, FOR SUPPLYING A METERED DIS- 
CHARGE, AND FOR MAINTAINING THE FLUID CON- 
TENTS IN A STERILE STATE; PLASTIC SUPPORTS FOR 
PLASTIC FLUID DISPENSING CONTAINERS (U.S. CLS. 2 
AND 50). 


SN 74-061,810. LES STORES EURODRAP, 75011 PARIS, 
FRANCE, FILED 5-23-1990. 


AVANT JOUR 


THE ENGLISH TRANSLATION OF THE WORDS 
“AVANT JOUR” IN THE MARK IS “BEFORE DAY”. 

FOR TEXTILE WINDOW BLINDS FOR INTERIOR USE 
(U.S. CL. 32). 
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SN 74-068,789. TOUSALON 
FRANCE, FILED 6-14-1990. 


Cousalon 


OWNER OF USS. REG. NO. 1,396,838. 
FOR FURNITURE, PICTURE FRAMES, FURNITURE 
MIRRORS (USS. CL. 32). 


FRANCE, 45770 SARAN, 


SN 74-074,134. BETTER SLEEP, BERKELEY 


HEIGHTS, NJ. FILED 6-29-1990. 


INC., 


SUPERSPOT 


FOR TRANSPARENT DISKS USED AS AN INTERME- 
DIATE SURFACE FOR MOUNTING SUCTION CUPS 
SOLD AS A COMPONENT OF HOUSEHOLD ACCESSORY 
KITS (U.S. CL. 50). 

FIRST USE 6-7-1990; IN COMMERCE 6-7-1990. 


SN 74-077,245. INTERCRAFT INDUSTRIES, L.P., TAYLOR, 
TX. FILED 7-11-1990. 


FRAMES OF DISTINCTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRAMES”, APART FROM THE MARK AS SHOWN. 
FOR PICTURE FRAMES (U.S. CL. 32). 


SN 74-077,741. PAUL K. CHANG, EL CERRITO, CA. 
FILED 7-12-1990. 


CONDOM COOLER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONDOM”, APART FROM THE MARK AS SHOWN. 

FOR PLASTIC KEY CHAIN TAGS FEATURING A 
COMPARTMENT FOR SAFE CONDOM STORAGE (U.S. 
CL. 13). 
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SN 74-088,412. E. R. CARPENTER COMPANY, INC., RICH- 
MOND, VA. FILED 8-16-1990. 


EXTRAORDINAIRE 


FOR PILLOWS (USS. CL. 32). 


SN 74-089,390. COLUMBIA CASCADE COMPANY, PORT- 
LAND, OR. FILED 8-20-1990. 


MANOR 


FOR FURNITURE FOR PARKS, MALLS, AND OTHER 
COMMERCIAL OR PUBLIC PLACES (U.S. CL. 32). 


SN 74-126,207. HUTFLESS, BRIAN M., LEAWOOD, KS. 
FILED 12-21-1990. 


INVISIBLE UNDERWEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “UNDERWEAR”, APART FROM THE MARK AS 
SHOWN. 

FOR NOVELTY GIFT COMPRISING PACKAGING FOR 
UNDERWEAR CONTAINING ONLY UNDERWEAR 
WASHING INSTRUCTIONS (U.S. CL. 50). 


SN 74-127,969. NIENKAMPER FURNITURE INC., SCAR- 
BOROUGH, ONTARIO, CANADA, FILED 1-2-1991. 


NIENKAMPER 


FOR FURNITURE; NAMELY, CHAIRS, SOFAS, CHES- 
TERFIELDS, MODULAR SEATING UNITS, TABLES, 
COFFEE TABLES, CREDENZAS, FILING CABINETS, 
DESKS AND DESK PEDESTALS, HASSOCKS, OTTO- 
MANS AND MODULAR CUBES (U.S. CL. 32). 

FIRST USE 4-0-1984; IN COMMERCE 4-0-1984. 


SN 74-135,927. ELEMENTS, INC., KIRKLAND, WA. FILED 
2-4-1991. 


AMENITIES 


FOR OFFICE FURNITURE (US. CL. 32). 
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SN 74-140,301. J. B. GOODHOUSE, INC., BLOOMINGTON, 
MN. FILED 2-19-1991. 


OWNER OF U.S. REG. NOS. 1,291,091, 1,602,333 AND 
1,636,557. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PENCIL BOXX”, APART FROM THE MARK AS 
SHOWN. 

FOR PLASTIC CONTAINERS OR HOLDERS FOR PER- 
SONAL ITEMS (USS. CL. 2). 

FIRST USE 1-18-1991; INCOMMERCE 1-18-1991. 


SN 74-142,446. MJK PRODUCTS, NORMAL, IL. FILED 
2-26-1991. 


WALL-@-BALLS 


THE MARK CONSISTS, IN PART, OF A STYLIZED 
REPRESENTATION OF A GOLF BALL. 

FOR GOLF BALL DISPLAY CASES CONSTRUCTED 
OF WOOD (U.S. CL. 32). 

FIRST USE 12-19-1990; IN COMMERCE 1-1-1991. 


SN 74-144,850. APCO GRAPHICS, INC., ATLANTA, GA. 
FILED 3-4-1991. 


TriStep 


FOR DIRECTORY AND ARCHITECTURAL SIGNS 
AND COMPONENTS THEREOF, PRIMARILY MADE OF 
NON-METALLIC MATERIAL (U.S. CL. 50). 
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SN 74-145,204. HUDSON INDUSTRIES, INC., RICHMOND, 
VA. FILED 3-7-1991. 


Ther Foon 


FOR PILLOWS (U.S. CL. 32). 
FIRST USE 1-8-1991; INCOMMERCE 1-8-1991. 


SN 74-148,374. MAHDAVI, NORMA LEE, DBA ACCSCEN- 
TIQUES BY MAHDAVI, NEW YORK, NY. FILED 
3-18-1991. 


ACCSCENTIQUES 


FOR PILLOWS (U.S. CL. 42). 
FIRST USE 9-1-1989; IN COMMERCE 11-1-1989. 


SN 74-150,734. STEPHEN AND MARY BIRCH FOUNDA- 
TION, INC., THE, WILMINGTON, DE. FILED 3-22-1991. 


LUNA LUNA 


THE ENGLISH TRANSLATION OF THE WORD 
“LUNA” IN THE MARK IS “MOON”. 

FOR ORNAMENTAL NOVELTY METAL BUTTONS 
(U.S. CL. 50). 


SN 74-151,206. TRW VEHICLE SAFETY SYSTEMS LIMIT- 
ED, MIDLAND, ONTARIO LAR 4LR, CANADA, FILED 
3-25-1991. 


ALU-WOOD 


FOR ALUMINUM AND WOODEN PICTURE FRAMES 
(U.S. CL. 32). 
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SN 74-151,554. RINALDI, OLIVIER H., 
VENEZUELA, FILED 3-26-1991. 


aR 


A - h 


1071 CARACAS, 


ER 


FOR FURNITURE FOR THE PATIO; NAMELY, 
CHAIRS, SOFAS, SETTEES, TABLES, BENCHES, OTTO- 
MANS AND STOOLS (U.S. CL. 32). 


SN 74-152,131. DOZIER, ROBERT CHRISTOPHER, DBA 
BRITE STAR PRODUCTIONS, CAMPTONVILLE, CA. 
FILED 3-29-1991. 


FOUL TOWEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOWEL”, APART FROM THE MARK AS SHOWN. 

FOR ZEBRA STRIPED NOVELTY CLOTH EVOCATIVE 
OF A PENALTY FLAG TO INDICATE TRANSGRES- 
SIONS OF RULES IN VARIOUS SITUATIONS (U.S. CL. 
50). 
FIRST USE 2-15-1991; IN COMMERCE 2-15-1991. 


SN 74-153,330. COSGROVE, JAMES H., GLENDALE, CA. 
FILED 4-2-1991. 


UNIQUITY 


FOR PLASTIC PANELS WITH RESILIENT LIPS FOR 
ATTACHMENT TO FLAT SURFACES TO HOLD OR 
STORE CANS (U.S. CL. 50). 


SN 74-159,608. AMERICAN SEATING COMPANY, GRAND 
RAPIDS, MI. FILED 4-19-1991. 


EQUAL ACCESS SEATING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEATING”, APART FROM THE MARK AS SHOWN. 

FOR SEATING FOR AUDITORIUMS, CONFERENCE 
ROOMS, ARENAS, STADIUMS AND THE LIKE (U.S. CL. 
32). 
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SN 74-159,688. ASTON ENTERPRISES, BOSTON, MA. 
FILED 4-22-1991. 


TREASURE PILLOW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PILLOW”, APART FROM THE MARK AS SHOWN. 

FOR PILLOWS (USS. CL. 32). 

FIRST USE 6-14-1988; IN COMMERCE 11-1-1988. 


SN 74-160,618. 3 DAY BLINDS, 
FILED 4-25-1991. 


INC., ANAHEIM, CA. 


ESSENTIALS 


FOR WINDOW COVERINGS; NAMELY, MINI-BLINDS, 
VERTICAL BLINDS, WOODEN BLINDS, AND SHUT- 
TERS (U.S. CL. 32). 


SN 74-169,910. LEXINGTON FURNITURE INDUSTRIES, 
INC., LEXINGTON, NC. FILED 5-24-1991. 


FOR FURNITURE (U.S. CL. 32). 


CLASS 21—HOUSEWARES AND GLASS 


SN 73-820,731. ENU MANUFACTURING CORP., MISSIS- 
SAUGA, ONTARIO, LSA 1W1, CANADA, FILED 
8-11-1989. 


DINNERHOUR 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 629186, FILED 4-4-1989, REG. NO. 
TMA368666, DATED 5-11-1990, EXPIRES 5-11-2005. 

FOR AUTOMATIC DISPENSING CONTAINERS FOR 
PET FOOD (US. CL. 2). 
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SN 74-009,626. EMPIRE BRUSHES, INC., GREENVILLE, 
NC. FILED 12-11-1989. 


DIRT CATCHER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIRT”, APART FROM THE MARK AS SHOWN. 

FOR BROOMS (U.S. CL. 29). 

FIRST USE 11-2-1989; IN COMMERCE 11-2-1989. 


SN 74-046,289. RESEAL INTERNATIONAL LIMITED 
PARTNERSHIP, NEW YORK, NY. FILED 4-4-1990. 


RESEAL 


FOR PLASTIC FLUID DISPENSING CONTAINERS 
WITH DISPENSING VALVES FOR COMMERCIAL USE 
FOR PHARMACEUTICALS, COSMETICS, FOODSTUFFS, 
AND BEVERAGES, FOR SUPPLYING A METERED DIS- 
CHARGE, AND FOR MAINTAINING THE FLUID CON- 
TENTS IN A STERILE STATE; PLASTIC SUPPORTS FOR 
PLASTIC FLUID DISPENSING CONTAINERS (U.S. CL. 2). 


SN 74-077,530. INTERNATIONAL CHINA COMPANY, 
INC., NEW YORK, NY. FILED 7-12-1990. 


STAGEBRUSH 


FOR DINNERWARE AND STONEWARE; NAMELY, 
PLATES, CUPS, GLASSES, SAUCERS, BOWLS AND 
MUGS; SERVING PIECES; NAMELY, COVERED CON- 
TAINERS, PITCHERS, PLATTERS AND BOWLS; TABLE 
ACCESSORIES; NAMELY, SALT AND PEPPER SHAK- 
ERS, SUGAR BOWLS, CREAMERS, BUTTER DISHES 
AND GRAVY BOATS; CANDLE HOLDERS; CANDY 
DISHES; POTPOURRI BURNERS; ENAMEL-ON-STEEL 
COOKWARE; NAMELY, POTS AND PANS; THERMAL 
CARAFES (U.S. CLS. 2, 13, 30, 33 AND 34). 

FIRST USE 6-1-1989; IN COMMERCE 6-1-1989. 


SN 74-077,769. BOUNCE, INC., DBA THE KONG COMPA- 
NY, LAKEWOOD, CO. FILED 7-12-1990. 


PET FINGERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PET”, APART FROM THE MARK AS SHOWN. 

FOR PET MASSAGE AND GROOMING TOOLS IN THE 
NATURE OF BRUSHES (U.S. CLS. 3 AND 239). 

FIRST USE 6-8-1990; IN COMMERCE 6-8-1990. 
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SN 74-081,235. ROYAL DOULTON (UK) LIMITED, STOKE- 
ON-TRENT, STAFFORDSHIRE, ENGLAND, FILED 
7-23-1990. 


HADDON HALL 


FOR CERAMIC DINNERWARE, ORNAMENTAL WARE 
AND GIFTWARE; NAMELY, TEA SETS, COFFEE SETS, 
CUPS, SAUCERS, PLATES, BOWLS, SOUP TUREENS, 
DISHES, SAUCE BOATS, JUGS, BEAKERS, TEAPOTS, 
COFFEE POTS, SALT AND PEPPER POTS, EGG CUPS, 
CAKE STANDS, CRUET SETS, GINGER JARS, BOXES, 
COASTERS, TRAYS, CANDLE HOLDERS, VASES, 
NAPKIN RINGS, TABLE CENTRE PIECES, ANIMAL FIG- 
URES AND FLORAL ORNAMENTS (US. CLS. 2, 30, 33 
AND 50). 

FIRST USE 0-0-1948; IN COMMERCE 0-0-1948. 


SN 74-097,849. KEUNG, WILLIAM CHAN WAN, DBA 
WINLEY TRADING CO., SHEUNG WAN, HONG 
KONG, FILED 9-14-1990. 


TRISA 


FOR TABLEWARE; NAMELY, DINNERWARE AND 
BEVERAGEWARE MADE OF PORCELAIN, STONE- 
WARE AND GLASS (U.S. CLS. 2 AND 33). 

FIRST USE 8-0-1988; IN COMMERCE 8-0-1988. 


SN 74-108,443. CHEMICAL FABRICS CORPORATION, 
MERRIMACK, NH. FILED 10-23-1990. 


CHEMGLAS 


OWNER OF U.S. REG. NO. 1,634,062. 

FOR GLASS FIBERS COATED WITH TEFLON OR SILI- 
CONE FOR USE IN MANUFACTURING AND INDUSTRI- 
AL APPLICATIONS (U.S. CL. 33). 

FIRST USE 6-5-1984; IN COMMERCE 6-5-1984. 


SN 74-108,471. NATIONAL BRANDS, INC., GREENVILLE, 
SC. FILED 10-23-1990. 


TECNEATS 


FOR CLEANING PRODUCTS; NAMELY, CHEMICALLY 
TREATED CLEANING CLOTHS FOR USE IN CLEANING 
BUSINESS MACHINES AND EQUIPMENT (U.S. CLS. 6, 29 
AND 52). 

FIRST USE 12-26-1990; IN COMMERCE 12-26-1990. 
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SN 74-114,595. IGLOO PRODUCTS CORP., HOUSTON, TX. 
FILED 11-13-1990. 


ROADSTER 


OWNER OF U.S. REG. NO. 1,437,357. 

FOR ICE CHESTS AND CAR ACCESSORY TRAYS TO 
HOLD COFFEE MUGS, MAPS, KEYS AND OTHER 
LOOSE ITEMS THAT MAY BE CARRIED IN CARS FOR 
CONVENIENCE (U.S. CL. 2). 


SN 74-130,261. COLLINS CO., LTD., MOUNT OLIVE, NJ. 
FILED 1-14-1991. 


CREATIVE DESIGNS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DESIGNS”, APART FROM THE MARK AS SHOWN. 
FOR DINNERWARE (U.S. CLS. 2, 30 AND 33). 


SN 74-131,047. COUNCIL OF IVY GROUP PRESIDENTS, 
PRINCETON, NJ. FILED 1-17-1991. 


THE 


IVY 


LEAGUE 


OWNER OF USS. REG. NO. 1,616,111. 
FOR BEVERAGEWARE (U.S. CLS. 2 AND 33). 


SN 74-133,009. PARK B. SMITH, LTD., NEW YORK, NY. 
FILED 1-24-1991. 


FOR HOT PADS (TRIVETS) (U.S. CLS. 2 AND 13). 
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SN 74-135,728. HUNGRY BEAR CREATIONS INC., MESA, 
AZ. FILED 2-4-1991. 


BEAR PAWS 


FOR KITCHEN UTENSILS; NAMELY, GRIP HANDLES 
FOR USE IN FOOD HANDLING (US. CL. 23). 
FIRST USE 8-15-1990; IN COMMERCE 8-15-1990. 


SN 74-144,821. KEENAN, F. EDWARD, DBA PESTGON 
PRODUCTS, VISTA, CA. FILED 3-5-1991. 


FLEEZY 2000 


FOR FLEA AND OTHER INSECT PEST COLLECTORS 
(U.S. CL. 50). 


SN 74-148,416. E S ROBBINS CORPORATION, MUSCLE 
SHOALS, AL. FILED 3-18-1991. 


ENVIRO-CUP 


FOR ALL PURPOSE PORTABLE HOUSEHOLD CON- 
TAINERS (U.S. CL. 2). 


SN 74-150,200. IVEX CONVERTED PRODUCTS CORPO- 
RATION, HOUSTON, TX. FILED 3-22-1991. 


REDI-WRAP 


FOR PLASTIC FLOWER POT COVERS (U.S. CLS. 2 
AND 50). 
FIRST USE 11-0-1983; INCOMMERCE 11-0-1983. 


SN 74-159,980. GORHAM, 
FILED 4-23-1991. 


INC., MOUNT KISCO, NY. 


BLACK CONTESSA 


THE ENGLISH TRANSLATION OF THE WORD 
“CONTESSA” IN THE MARK IS “COUNTESS”. 

FOR DINNERWARE; NAMELY, PLATES, BOWLS, 
COFFEE AND TEA POT COVERS, SUGAR BOWL 
COVERS, CUPS, SAUCERS, GRAVY BOATS, NON-ELEC- 
TRIC COFFEE AND TEA POTS, SERVING PLATTERS 
AND CREAM PITCHERS (U.S. CLS. 2, 13, 30 AND 33). 

FIRST USE 0-0-1970; IN COMMERCE 0-0-1970. 
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SN 74-160,767. ABATEMENT TECHNOLOGIES, 
DULUTH, GA. FILED 4-25-1991. 


INC., 


DUCT-DEVIL 


FOR BRUSHES FOR CLEANING OUT HEATING, VEN- 
TILATION AND AIR CONDITIONING DUCT SYSTEMS 
(U.S. CL. 29). 

FIRST USE 1-15-1991; IN COMMERCE 1-15-1991. 


SN 74-167,822. VILLEROY & BOCH S.A.R.L., LUXEM- 
BOURG, LUXEMBOURG, FILED 5-20-1991. 


EXOTICA 


FOR CHINA DINNERWARE (USS. CL. 2). 


SN 74-167,823. VILLEROY & BOCH S.A.R.L., LUXEM- 
BOURG, GRAND DUCHY, LUXEMBOURG, FILED 
5-20-1991. 


OLBIA 


FOR CHINA DINNERWARE (U.S. CL. 2). 


SN 74-176,452. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 6-17-1991. 


BUD MAN 


OWNER OF U.S. REG. NOS. 999,816, 
OTHERS. 

FOR DRINKING VESSELS, BUCKETS, PORTABLE 
COOLERS, BOTTLE OPENERS AND INSULATED FOAM 
CAN COOLERS (U.S. CLS. 2 AND 23). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 


1,638,473 AND 


CLASS 22—CORDAGE AND FIBERS 


SN 73-781,952. NEIL PRYDE LIMITED, NEW TERRITO- 
RIES, HONG KONG, FILED 2-21-1989. 


(A= Ge AO 


PRIORITY CLAIMED UNDER SEC. 44D) ON HONG 
KONG APPLICATION NO. 296/89, FILED 1-14-1989, REG. 
NO. 0405/1991, DATED 1-14-1989, EXPIRES 1-14-1996. 

FOR WINDSURFING SAILS (U.S. CLS. 19 AND 22). 
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SN 74-109,318. INNOTECH FLEXPAQ, INC., DBA FLEX- 
PAQ CORPORATION, METUCHEN, NJ. FILED 
10-26-1990. 


FLEXPAQ CORPORATION 


OWNER OF U.S. REG. NOS. 1,507,471 AND 1,613,883. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORPORATION”, APART FROM THE MARK AS 
SHOWN. 

FOR PLASTIC PACKAGING ENVELOPES FOR COM- 
MERCIAL USE FOR HOLDING COSMETICS (U.S. CLS. 2, 
37 AND 50). 


SN 74-124,087. NORTHEASTERN PRODUCTS CORP., 


WARRENSBURG, NY. FILED 12-17-1990. 


~ EQRBSVIORE 


FOR SAWDUST-BASED LIQUID, OIL, AND GREASE 
ABSORBANTS FOR GENERAL USE (U.S. CL. 1). 
FIRST USE 9-7-1990; IN COMMERCE 9-7-1990. 


SN 74-141,949. PAYLESS CASHWAYS, 
CITY, MO. FILED 2-25-1991. 


INC., KANSAS 


TARP MASTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TARP”, APART FROM THE MARK AS SHOWN. 

FOR TARPAULINS (U.S. CLS. 42 AND 50). 

FIRST USE 1-9-1991; INCOMMERCE 1-9-1991. 


CLASS 24—FABRICS 


SN 74-065,461. LENOX, INCORPORATED, LAWRENCE- 
VILLE, NJ. FILED 6-4-1990. 


AUTUMN 


OWNER OF U.S. REG. NO. 1,581,587. 

FOR TEXTILE FABRIC FINISHED GOODS; NAMELY, 
TABLECLOTHS, NAPKINS, PLACEMATS, RUNNERS, 
TEA TOWELS, AND ROLL COVERS (U.S. CL. 42). 

FIRST USE 11-1-1989; IN COMMERCE 4-15-1990. 
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SN 74-088,385. BISES NOVITA’ 
ITALY, FILED 8-15-1990. 


S.R.L., 00191 ROMA, 


BISES NOVITA’ 


THE ENGLISH TRANSLATION OF THE 
“NOVITA” IN THE MARK IS “NOVELTY”. 

FOR DECORATIVE TEXTILE FABRICS USED PRI- 
MARILY FOR HOME FURNISHINGS, SUCH AS WALL 
COVERINGS, DRAPERIES, FURNITURE UPHOLSTERY; 
TABLE CLOTHS, BED SHEETS AND LINENS, CUR- 
TAINS, BLANKETS, BATH TOWELS AND LINENS; EI- 
DERDOWNS AND DUVETS (U.S. CL. 42). 

FIRST USE 7-30-1981; IN COMMERCE 7-30-1981. 


WORD 


SN 74-152,428. ZAX, INC., CHICAGO, IL. FILED 3-29-1991. 


NAKED FOR THE 90’S 


FOR DECORATOR FABRICS; NAMELY, DRAPERY, 
WALLCOVERING, AND UPHOLSTERY FABRICS (U.S. 
CL. 42). 

FIRST USE 12-15-1990; IN COMMERCE 1-4-1991. 


SN 74-152,429. ZAX, INC., CHICAGO, IL. FILED 3-29-1991. 


ZAX APPEAL 


OWNER OF U.S. REG. NO. 1,548,687. 

FOR DECORATOR FABRICS; NAMELY, DRAPERY, 
WALLCOVERING, AND UPHOLSTERY FABRICS (US. 
CL. 42). 

FIRST USE 12-15-1990; IN COMMERCE 1-4-1991. 


SN 74-152,953. QST INDUSTRIES, INC., CHICAGO, IL. 
FILED 4-1-1991. 


STARSPUN 


FOR FABRIC USED IN THE MANUFACTURE OF 
POCKETS FOR MEN’S AND WOMEN’S CLOTHING (U.S. 
CL. 42). 

FIRST USE 9-10-1987; IN COMMERCE 9-10-1987. 
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SN 74-153,048. DYNAMESH INC., WEST CHICAGO, IL. 
FILED 4-1-1991. 


DYNYMESH. £7 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR STAINLESS STEEL AND POLYESTER MESH 
FABRIC FOR USE IN SCREEN PRINTING (U.S. CLS. 2 
AND 42). 

FIRST USE 1-15-1991; INCOMMERCE 1-15-1991. 


SN 74-153,049. DYNAMESH INC., WEST CHICAGO, IL. 
FILED 4-1-1991. 


DYNAMESH 


FOR STAINLESS STEEL AND POLYESTER MESH 
FABRIC FOR USE IN SCREEN PRINTING (U.S. CLS. 2 
AND 42). 

FIRST USE 1-15-1991; IN COMMERCE 1-15-1991. 


SN 74-155,790. CAROLINA MILLS, INC., MAIDEN, NC. 
FILED 4-10-1991. 


OWNER OF U.S. REG. NO. 1,344,509. 
FOR UPHOLSTERY FABRIC (U.S. CL. 42). 
FIRST USE 3-2-1963; IN COMMERCE 3-2-1963. 
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SN 74-157,185. ZEPHYRSMITH DESIGNS, INC., WEST 
LINN, OR. FILED 4-15-1991. 


FLANNER 


FOR FLAGS AND BANNERS MADE OF CLOTH (U.S. 
CLS. 42 AND 50). 


FIRST USE 5-8-1990; IN COMMERCE 5-8-1990. 


SN 74-157,566. GROWTH ENTERPRISE, INC., MINNEAPO- 
LIS, MN. FILED 4-15-1991. , 


SOFSTRAP 


FOR TEXTILE COVERS FOR CUSHIONING STRAPS 
WHICH CONTACT THE USER’S BODY, SUCH AS SEAT 
BELTS OR GOLF BAG STRAPS (U.S. CL. 42). 

FIRST USE 2-20-1991; IN COMMERCE 2-20-1991. 


CLASS 25—CLOTHING 


SN 73-620,806. SEARS, ROEBUCK AND CO., CHICAGO, 
IL. FILED 9-18-1986. 


FUTURA 


OWNER OF U.S. REG. NO. 680,042. 

FOR CLOTHING; NAMELY, MEN’S SHIRTS (U.S. CL. 
39). 

FIRST USE 5-7-1985; IN COMMERCE 5-7-1985. 


SN 73-759,370. GREAT AMERICAN SHIRT COMPANY, 
BURBANK, CA. FILED 10-24-1988. 


BEYOND STREET WEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STREET WEAR”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING FOR MALES AND FEMALES; 
NAMELY, SHIRTS, SWEATER, JACKETS, SWIMWEAR, 
PANTS, SHORTS, HATS, FOOTWEAR AND SOCKS (U.S. 
CL. 39). 

FIRST USE 7-20-1988; IN COMMERCE 7-20-1988. 


SN 74-028,338. JEAN MICHAUD, LTD., NEW YORK, NY. 
FILED 2-12-1990. 


TAKE IT EASY 


FOR MEN’S AND BOY’S SHIRTS, SWEATERS, SHORTS, 
PANTS, SWEATSUITS, SPORT JACKETS, OUTERWEAR 
JACKETS, UNDERSHORTS AND UNDERSHIRTS (U.S. 
CL. 39). 
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SN 74-030,816. COMERCIALIZADORA DE ESTILOS Y 
MARCAS, S.A. DE C.V., LEON, GUANAJUATO, 
MEXICO, FILED 2-20-1990. 


3 HERMANOS 


THE ENGLISH TRANSLATION OF THE WORD “HER- 
MANOS” IN THE MARK IS “BROTHERS”. 

FOR FOOTWEAR; NAMELY, MEN’S SHOES, WOMEN’S 
SHOES, CHILDREN’S SHOES, TEENAGER’S SHOES AND 
BABY’S SHOES, INCLUDING BOOTS, FINE DRESS 
SHOES, MOCCASINS, CASUAL SHOES, ATHLETIC 
SHOES, AND HOUSE SLIPPERS (U.S. CLS. 22 AND 39). 


SN 74-036,617. ISAIA N.Y.C. 
YORK, NY. FILED 3-9-1990. 


INCORPORATED, NEW 


...1Sala 


N.Y.C. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “N.Y.C.”, APART FROM THE MARK AS SHOWN. 

FOR WOMEN’S CLOTHING AND ACCESSORIES; 
NAMELY, PANTS, TOPS, SKIRTS, JACKETS, VESTS, 
HEADBANDS, BELTS, SCARVES, AND SWEATERS (U.S. 
CL. 39). 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


SN 74-048,054. BUGLE BOY INDUSTRIES, 
VALLEY, CA. FILED 4-10-1990. 


INC., SIMI 


BBC 


OWNER OF U.S. REG. NOS. 1,214,082 AND 1,218,475. 

FOR CLOTHING; NAMELY, JEANS, PANTS, SHIRTS, 
TOPS AND SHORTS (U.S. CL. 39). 

FIRST USE 1-19-1981; IN COMMERCE 1-19-1981. 
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SN 74-052,471. J. M. ASSOCIATES, INC., BEAVERTON, 


OR. FILED 4-24-1990. 


NEW ZEALAN 
JS 


OWNER OF U.S. REG. NO. 1,386,064. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW ZEALAND”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS OF THE TERMINOLOGY “NEW 
ZEALAND SPLITS” AND THE DESIGN OF A FERN 
LEAF. 

FOR ACTIVE WEAR; NAMELY, SHORTS AND SHIRTS 
(U.S. CL. 39). 

FIRST USE 8-5-1977; IN COMMERCE 1-17-1978. 


SN 74-074,761. MIRANDO, RICHARD, BRONX, NY. FILED 
7-2-1990. 


TAT-TEEZ 


FOR SPORTSWEAR; NAMELY, SWEATERS, SLACKS, 
ATHLETIC UNIFORMS AND HEADWEAR (US. CL. 39). 
FIRST USE 4-25-1990; IN COMMERCE 4-25-1990. 


SN 74-079,162. LUXOR CORPORATION, THE, NEWPORT 
BEACH, CA. FILED 7-17-1990. 


DRAKKAR 


THE ENGLISH TRANSLATION OF THE WORD 
“DRAKKAR” IN THE MARK IS “VIKING SHIP”. 

FOR SUITS, JACKETS, PANTS, TUXEDOS, SHIRTS, 
SKIRTS, SHOES, LEATHERWEAR; NAMELY, LEATHER 
JACKETS, LEATHER PANTS AND LEATHER SKIRTS, 
RAINWEAR, ACTIVE WEAR; NAMELY, JOGGING 
SUITS, TRUNKS, T-SHIRTS AND SOCKS, UNDERWEAR, 
SWIMWEAR, JEANSWEAR, SLEEP WEAR AND SKI 
WEAR (U.S. CL. 39). 

FIRST USE 3-16-1990; IN COMMERCE 3-16-1990. 
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SN 74-083,278. HETHERINGTON, ROSANN, HUNTING- 
TON HARBOR, CA. FILED 7-30-1990. 


ote 
Pana 


FOR CLOTHING; NAMELY, SHIRTS, PANTS, SHORTS, 
T-SHIRTS, SWEATSHIRTS, SWEATPANTS, SKIRTS, 
JUMPERS, PULLOVERS, SWEATERS, JACKETS, 
BLOUSES, DRESSES, JERSEYS, COATS, SOCKS, SLEEP- 
WEAR, SWIM TRUNKS, SWIMSUITS; HEADWEAR AND 
FOOTWEAR (USS. CL. 39). 


SN 74-085,157. TEAZE OF CALIFORNIA, INC., SANTA FE 
SPRINGS, CA. FILED 8-6-1990. 


BORDERLINE 


OWNER OF U.S. REG. NOS. 1,472,434 AND 1,618,806. 
FOR GIRLS AND JUNIORS TEE SHIRTS, SWEAT- 
SHIRTS, SHORTS, PANTS AND TOPS (U.S. CL. 39). 


SN 74-086,802. KAUI'S OCEAN SPORTS INC., KAILUA, HI. 
FILED 8-10-1990. 


(R= 


FOR MEN’S CLOTHING; NAMELY, PANTS, SHORTS, 
AND SHIRTS (U.S. CL. 39). 
FIRST USE 1-0-1983; INCOMMERCE 2-0-1983. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-091,755. MEDIMEX HOLFELD GMBH & CO., D-2000 


HAMBURG 70, FED REP GERMANY, FILED 8-27-1990. 


MEDIPLOGS 


PRIORITY CLAIMED UNDER SEC. 44D) ON FED REP 
GERMANY APPLICATION NO. 67371/25WZ, FILED 
10-18-1990, REG. NO. 1166010, DATED 5-11-1990, EXPIRES 
5-11-2000. 

FOR WEARING APPAREL; NAMELY, PANTYHOSE, 
BOOTS, SHOES AND SLIPPERS (U.S. CL. 39). 


SN 74-094,893. ENVIRONMENTAL FUNDING INSTITUTE, 
SHEFFIELD VILLAGE, OH. FILED 9-6-1990. 


I’M INVOLVED 


FOR CLOTHING; NAMELY, T-SHIRTS, SWEATSHIRTS, 
SHIRTS, SWEATERS, JACKETS, HATS, PANTS, SHORTS, 
NECK TIES, BELTS, BANDANNAS, SCARFS AND 
GLOVES (USS. CL. 39). 


SN 74-098,718. H.H. BROWN SHOE COMPANY, INC., NEW 
YORK, NY. FILED 9-20-1990. 


Le 


i 


| 


OWNER OF U.S. REG. NO. 1,477,856. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF THE SHOE, APART 
FROM THE MARK AS SHOWN. 

THE LINING AND/OR STIPPLING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

FOR FOOTWEAR (US. CL. 39). 

FIRST USE 1-0-1986; INCOMMERCE 1-0-1986. 
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SN 74-099,408. DECELLE, INC., BRAINTREE, MA. FILED 
9-24-1990. 


DECELLE 


FOR CLOTHING AND ACCESSORIES; NAMELY, 
SHIRTS, PANTS, SHORTS, UNDERGARMENTS, 
BLOUSES, DRESSES, SKIRTS, HOSIERY, COATS, JACK- 
ETS, SPORTSWEAR; NAMELY, SWEATSUITS, SWIM- 
SUITS AND JERSEYS, NECKTIES, SCARVES, HATS, 
AND CAPS (U.S. CL. 39). 

FIRST USE 1-1-1947; INCOMMERCE 1-1-1947. 


SN 74-099,409. DECELLE, INC., BRAINTREE, MA. FILED 
9-24-1990. 


Decelle 


H FAMILY DEPARTMENT STORE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE FAMILY DEPARTMENT STORE”, APART 
FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
NOT INTENDED TO INDICATE COLOR. 

FOR CLOTHING AND ACCESSORIES; NAMELY, 
SHIRTS, PANTS, SHORTS, UNDERGARMENTS, 
BLOUSES, DRESSES, SKIRTS, HOSIERY, COATS, JACK- 
ETS, SPORTSWEAR; NAMELY, SWEATSUITS, SWIM- 
SUITS AND JERSEYS, NECKTIES, SCARVES, HATS, 
AND CAPS (U.S. CL. 39). 


SN 74-107,063. PHILADELPHIA FLYERS LIMITED PART- 
NERSHIP, PHILADELPHIA, PA. FILED 10-19-1990. 


FOR CLOTHING; NAMELY, 
SWEATERS, JACKETS, SWEATSHIRTS, T-SHIRTS, 
PANTS, SWEATPANTS, WARM-UP SUITS, WRIST- 
BANDS, HEADBANDS, SHORTS, CAPS, HATS, SOCKS, 
NIGHTSHIRTS, MITTENS AND CLOTH BIBS (U.S. CL. 
39). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 


SHIRTS, JERSEYS, 
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SN 74-114,183. MAX NUGUS FASHIONS, INC., SAN FRAN- 
CISCO, CA. FILED 11-9-1990. 


FOR MEN’S AND WOMEN’S CLOTHING; NAMELY, 
DRESSES, SCARFS, HATS AND SUITS (U.S. CL. 39). 
FIRST USE 9-8-1990; IN COMMERCE 9-19-1990. 


SN 74-114,571. MIRAGE STUDIOS, NORTHAMPTON, MA. 
FILED 11-13-1990. 


MUTANIMALS 


FOR CLOTHING; NAMELY, T-SHIRTS, WOVEN TOPS, 
SWEATSHIRTS, CHILDREN’S FOOTWEAR, CHILDREN’S 
BATHING SUITS, BOXER SHORTS, HALLOWEEN COS- 
TUMES, VINYL RAINCOATS, UNDERWEAR, APRONS, 
SWEATERS, BELTS, PAJAMAS, SOCKS, JACKETS, CAPS, 
MITTENS, ROBES, JEANS, BLOUSES, UNIFORMS, JOG- 
GING SUITS (U.S. CL. 39). 


SN 74-123,701. L.A. GEAR, 
FILED 12-13-1990. 


INC., LOS ANGELES, CA. 


L.A. TRAINER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “L.A.”, APART FROM THE MARK AS SHOWN. 
FOR FOOTWEAR (U.S. CL. 39). 


SN 74-126,279. JOHNSON, BROOKS T., PALO ALTO, CA. 
FILED 12-24-1990. 


GELTECHS 


FOR FOOTWEAR; NAMELY, SILICON GEL SOFT 
ORTHOTIC/INSOLES (U.S. CL. 39). 
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SN 74-128,486. OLEM SHOE CORPORATION, MIAMI, FL. 
FILED 1-7-1991. 


VALENTI FRANCO 


“VALENTI FRANCO” DOES NOT IDENTIFY A PAR- 
TICULAR LIVING INDIVIDUAL. 

FOR SHOES (U.S. CL. 39). 

FIRST USE 12-15-1989; IN COMMERCE 12-15-1989. 


SN 74-132,029. J. MICHELLE OF CALIFORNIA, LOS AN- 
GELES, CA. FILED 1-22-1991. 


FOR MEN’S AND WOMEN’S APPAREL; NAMELY, 
JEANS, PANTS, SHIRTS, SKIRTS, BLOUSES, JUMPSUITS, 
JUMPERS, SWEATSHIRTS, SWEATPANTS, SHORTS, 
SNEAKERS, JACKETS (U.S. CL. 39). 

FIRST USE 7-10-1990; IN COMMERCE 7-10-1990. 


SN 74-133,814. WOLVERINE WORLD WIDE, INC., ROCK- 
FORD, MI. FILED 1-28-1991. 


WASHERS 


FOR FOOTWEAR (USS. CL. 39). 
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SN 74-135,034. RECTOR AND VISITORS OF THE UNI- 


VERSITY OF VIRGINIA, CHARLOTTESVILLE, VA. 
FILED 1-31-1991. 


VIRGINIA 


SEC. 2(F) AS TO “VIRGINIA”. 

FOR CLOTHING; NAMELY, TENNIS SHOES, RUN- 
NING SHOES, SANDALS, T-SHIRTS, GOLF SHIRTS, 
SWEAT SHIRTS, JACKETS, SWEATERS, SWEAT PANTS, 
SWEAT SUITS, SHORTS, CAPS, VISORS AND TIES (U.S. 
CL. 39). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


SN 74-135,192. TIBET HOUSE INC., NEW YORK, NY. 
FILED 1-31-1991. 


THE YEAR OF TIBET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE YEAR OF TIBET”, APART FROM THE MARK 
AS SHOWN. 

THE MARK CONSISTS OF THE ABSTRACT DESIGN 
OF TEMPLE, MOUNTAIN TOP AND CLOUDS IN A SEMI 
CIRCLE ABOVE THE WORDS “THE YEAR OF TIBET”. 

FOR T-SHIRTS, SWEAT SHIRTS, PANTS AND CAPS 
(U.S. CL. 39). 
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SN 74-136,672. CELEBRITY SPORTS ASSOCIATES, INC., 
NORTH PROVIDENCE, RI. FILED 2-5-1991. 


FOR TEE SHIRTS, HATS AND CAPS (U.S. CL. 39). 


SN 74-140,986. OFFICE OF THE COMMISSIONER OF 
BASEBALL, NEW YORK, NY. FILED 2-21-1991. 


GRAPEFRUIT LEAGUE 


FOR CLOTHING; NAMELY, SHIRTS, SHORTS, 
DRESSES, SKIRTS, JOGGING SUITS, SOCKS, UNDER- 
WEAR, JACKETS, SWEATERS, VESTS, PANTS, PON- 
CHOS, VISORS, RAINCOATS, HATS, CAPS, CLOTH BIBS, 
BABY PANTS, BABY BOOTIES, SHIRT AND SHORT 
SETS, TIES, PAJAMAS, SWEATSHIRTS, MITTENS, 
GLOVES, KNITTED HEADWEAR, SCARVES, HOSIERY, 
WRISTBANDS, HEADBANDS, ROBES, APRONS AND 
SHOES (U.S. CL. 39). 


SN 74-142,903. LA PROVIDENCIA EXPRESS CO., CORAL 
GABLES, FL. FILED 2-22-1991. 


ANAVINI 


FOR CHILDRENS’ CLOTHING NAMELY, DRESSES, 
ROMPERS, OVERALLS, SHORTS AND ONE PIECE 
PLAYSUITS (US. CL. 39). 


SN 74-146,082. SHEER BLISS, INC., VISTA, CA. FILED 
3-11-1991. 


SHEER BLISS 


FOR MEN’S, WOMEN’S, CHILDREN’S AND INFANT’S 
SHIRTS, T-SHIRTS, SWEATSHIRTS, PANTS, SHORTS, 
DRESSES, SLEEPWEAR, SWIMWEAR, SWEATERS, 
JACKETS, HATS, SOCKS, SHOES AND UNDERGAR- 
MENTS (U.S. CL. 39). 
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SN 74-146,202. UNITED STATES SHOE CORPORATION, 
THE, CINCINNATI, OH. FILED 3-11-1991. 


LITTLE SPIRIT 


OWNER OF U.S. REG. NOS. 
OTHERS. 
FOR FOOTWEAR (US. CL. 39). 


1,467,448, 1,582,659 AND 


SN 74-148,610. PROSERV PUBLISHING CORP., ARLING- 
TON, VA. FILED 3-18-1991. 


OWNER OF U.S. REG. NO. 1,602,238. 

THE STIPPLING ON THE DRAWING IS FOR SHAD- 
ING PURPOSES ONLY. 

FOR CHILDREN CLOTHING; NAMELY, BATHING 
SUITS, BATHING TRUNKS, BATHROBES, BLAZERS, 
CARDIGANS, CAPS, COATS, DRESSES, HATS, JACKETS, 
JEANS, JERSEYS, JUMPERS, JUMPSUITS, MITTENS, 
GLOVES, OVERALLS, PAJAMAS, PANTS, PANTSUITS, 
PARKAS, PLAY SUITS, PULLOVERS, RAIN COATS, 
SHIRTS, SHORTS, SKIRTS, SOCKS, SPORT COATS, 
SWEAT BANDS, SWEAT PANTS, SWEAT SHIRTS, 
SWEAT SHORTS, SWEAT SUITS, SWEATERS, T-SHIRTS, 
TANK TOPS, TENNIS WEAR, UNDERPANTS, WARM-UP 
SUITS, WRIST BANDS (U.S. CL. 39). 


SN 74-150,257. RAZCAL CORPORATION, SUDBURY, MA. 
FILED 3-22-1991. 


RAZCAL 


OWNER OF U.S. REG. NOS. 1,553,168 AND 1,601,270. 

FOR CLOTHING; NAMELY, SWEATERS, SHIRTS, TEE- 
SHIRTS, SWEATSHIRTS, POLO SHIRTS, GOLF SHIRTS, 
HATS, JACKETS (U.S. CL. 39). 

FIRST USE 4-1-1989; IN COMMERCE 4-1-1989. 


SN 74-150,668. SHELBY GROUP INTERNATIONAL, INC., 
MEMPHIS, TN. FILED 3-25-1991. 


WHIZBANG 


FOR GLOVES (U.S. CL. 39). 
FIRST USE 3-1-1985; IN COMMERCE 3-1-1985. 
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SN 74-150,669. SHELBY GROUP INTERNATIONAL, INC., 
MEMPHIS, TN. FILED 3-25-1991. 


DANDEE 


FOR GLOVES (USS. CL. 39). 
FIRST USE 3-1-1985; IN COMMERCE 3-1-1985. 


SN 74-150,674. PRINCE & PRINCESS LTD., NEW YORK, 
NY. FILED 3-25-1991. 


PRINCE & PRINCESS 


FOR CHILDREN’S CLOTHING; NAMELY, DRESSES, 
SUITS, OVERALLS, SWEATERS, SHIRTS, SKIRTS, TROU- 
SERS, SHORTS, UNDERWEAR, BELTS, SLIPS, JACKETS, 
COATS, HATS, SOCKS, NECKTIES AND SWIMSUITS 
(U.S. CL. 39). 


SN 74-152,584. MISHI APPAREL, PETALUMA, CA. FILED 
4-1-1991. 


STYLE WITHOUT 
UNIFORMITY 


FOR TOPS, BLOUSES, PANTS, JACKETS, DRESSES, 
SHIRTS, SKIRTS, VESTS, LEGGINGS AND FOOTWEAR 
(U.S. CL. 39). 


SN 74-154,082. ZOOMERS, INC., NEW YORK, NY. FILED 
4-4-1991. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

FOR WOMEN’S MATERNITY CLOTHING; NAMELY, 
DRESSES; JUMPERS, BLOUSES, TOPS, PANTS, ROMP- 
ERS, SHORTS, AND JUMPSUITS (U.S. CL. 39). 

FIRST USE 3-25-1989; IN COMMERCE 3-25-1989. 
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SN 74-154,580. IKL INTERNATIONAL, INC., NEW YORK, 
NY. FILED 4-8-1991. 


KNITTING NEEDLES 


FOR KNITWEAR; NAMELY, SWEATERS, KNIT TOPS, 
KNIT SKIRTS AND PANTS (U.S. CL. 39). 


SN 74-154,665. HAZUT, URIEL, LOS ANGELES, CA. 
FILED 4-8-1991. 


TRIPER 


FOR MEN’S AND BOY’S WEARING APPAREL; 
NAMELY, T-SHIRTS, SWEATSHIRTS, TANK TOPS, 
WOVEN SHIRTS, SWEATERS, JACKETS, COATS, PANTS, 
AND SHORTS; AND WOMEN’S AND GIRL’S WEARING 
APPAREL; NAMELY, T-SHIRTS, SWEATSHIRTS, TANK 
TOPS, WOVEN SHIRTS, SWEATERS, JACKETS, COATS, 
PANTS, SHORTS, SKIRTS, DRESSES, AND BLOUSES 
(U.S. CL. 39). 


SN 74-156,198. SURF LINE HAWAII, LTD., HONOLULU, 
HI. FILED 4-11-1991. 


HULA MOON 


FOR MEN’S AND WOMEN’S SPORTSWEAR; NAMELY, 
SHIRTS, PANTS, SHORTS, HATS, JACKETS AND SWIM- 
WEAR (U.S. CL. 39). 

FIRST USE 8-25-1983; IN COMMERCE 8-25-1983. 


SN 74-156,248. BDH TWO, 
FILED 4-11-1991. 


INC., WILMINGTON, DE. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 
FOR T-SHIRTS (U.S. CL. 39). 
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SN 74-157,670.. DYNASTY FOOTWEAR, LOS ANGELES, 
CA. FILED 4-16-1991. 


RETRO TIME 


FOR MEN’S, WOMEN’S AND CHILDREN’S FOOT- 
WEAR; NAMELY, SHOES, BOOTS AND SLIPPERS (U.S. 
CL. 39). 


SN 74-162,369. SIMON, CARLY, NEW YORK, NY. FILED 
4-30-1991. 


FISHERMAN’S DAUGHTER 


FOR HATS (U.S. CL. 39). 


SN 74-163,123. LANCO, INC., WILMINGTON, DE. FILED 
4-16-1991. 


MICHAEL DUPRE FOR SUE 
BRETT 


OWNER OF U.S. REG. NOS. 524,422, 785,263 AND 
1,376,415. 

THE NAMES “MICHAEL DUPRE” AND “SUE BRETT” 
ARE NOT INTENDED TO INDICATE PARTICULAR 
LIVING INDIVIDUALS. 

FOR CLOTHING; NAMELY, DRESSES, EVENING 
GOWNS, PANTS, PANT SUITS, BLOUSES, SHIRTS, JACK- 
ETS, COATS, WRAPS, AND SWEATERS (U.S. CL. 39). 


SN 74-163,257. EAGLE & DRAGON TRADING, LTD., NEW 
YORK, NY. FILED 5-3-1991. 


EAGLE & DRAGON 


FOR SILK GARMENTS; NAMELY, BLAZERS, JACK- 
ETS, PANTS, SHORTS, SKIRTS, DRESSES, T-SHIRTS, 
TANK TOPS, NECKTIES, BLOUSES, COATS, SCARVES, 
SLEEPWEAR AND UNDERWEAR (USS. CL. 39). 


SN 74-164,809. FLYNN ENTERPRISES, INC., HOPKINS- 
VILLE, KY. FILED 5-8-1991. 


GOOFS 


FOR CLOTHING; NAMELY, BLUE JEANS, TWILL 
PANTS DENIM SKIRTS AND SHORTS, AND DENIM 
JACKETS (U.S. CL. 39). 

FIRST USE 5-1-1991; IN COMMERCE 5-1-1991. 
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SN 74-007,248. BOORSTEIN, STEVEN, SILVER SPRING, 
MD. FILED 12-4-1989. 


PROTECTA BUTTON 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUTTON”, APART FROM THE MARK AS SHOWN. 

FOR HOOK AND LOOP DEVICE FOR PREVENTING 
DAMAGE TO GARMENT BUTTONS DURING CLEAN- 
ING (U.S. CLS. 40 AND 50). 

FIRST USE 4-0-1989; IN COMMERCE 7-31-1989. 


SN 74-121,830. RATCLIFF, IRENE, DBA CAASCO, HOUS- 
TON, TX. FILED 12-5-1990. 


r 
4 


UP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE DESIGN OF A ZIPPER HOOK WITH A 
LENGTH EXTENDER, APART FROM THE MARK AS 
SHOWN. 

FOR ZIPPER HOOKS WITH LENGTH EXTENDERS OF 
METAL TO ATTACH TO CLOTHING ZIPPERS TO 
MAKE ZIPPER EASIER TO REACH (U.S. CL. 40). 

FIRST USE 11-1-1990; INCOMMERCE 11-13-1990. 


SN 74-145,283. RUBIE’S COSTUME CO., INC., RICHMOND 
HILL, NY. FILED 3-7-1991. 


BLINKING BOO BUTTON 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLINKING” AND “BUTTON”, APART FROM THE 
MARK AS SHOWN. 

FOR COSTUME ACCESSORIES; NAMELY, FLASHING 
OR ILLUMINATED DECORATIVE BUTTONS (U.S. CL. 
40). 





JANUARY 7, 1992 


CLASS 26—(Continued). 


SN 74-151,071. MITCHELLACE, INC., PORTSMOUTH, OH. 
FILED 3-25-1991. 


DOWLIE 
VUES 


FOR SHOE LACES (USS. CL. 40). 
FIRST USE 2-14-1991; IN COMMERCE 2-14-1991. 


CLASS 27—FLOOR COVERINGS 


SN 74-084,957. GATES RUBBER COMPANY LIMITED, 
THE, EDINBURGH, EH12 5NJ, SCOTLAND, FILED 
8-6-1990. 


TREDAIRE 


FOR MATERIALS FOR COVERING 
NAMELY, CARPET UNDERLAY (USS. CL. 42). 


FLOORS; 


SN 74-133,615. BURLINGTON INDUSTRIES, 
GREENSBORO, NC. FILED 1-25-1991. 


LEES IS COLOR 


OWNER OF U.S. REG. NOS. 694,624 AND 851,116. 

FOR TEXTILE FLOORCOVERINGS; NAMELY, RUGS, 
CARPETS AND CARPET TILES (US. CL. 42). 

FIRST USE 10-12-1990; INCOMMERCE 10-12-1990. 


INC., 


SN 74-150,341. DOMCO INDUSTRIES LIMITED, FARN- 
HAM, QUEBEC, CANADA, FILED 3-22-1991. 


PEARLLUX 


FOR FLOOR COVERINGS; NAMELY, CARPETS, 
CARPET TILES, RUGS AND PLASTIC AND SYNTHETIC 
RESIN FLOOR COVERINGS IN THE FORM OF SHEETS 
OR TILES (U.S. CL. 42). 


SN 74-155,019. GENERAL MOTORS CORPORATION, DE- 
TROIT, MI. FILED 4-8-1991. 


CADILLAC 


OWNER OF U.S. REG. NO. 201,695. 

FOR CARPETING AND CARPETING FOR AUTOMO- 
BILES (U.S. CL. 42). 

FIRST USE 9-30-1985; IN COMMERCE 9-30-1985. 
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SN 73-782,061. BARTON, C. PEYTON, JR., COLERAIN, NC. 
FILED 2-21-1989. 


BUCKLE BUDDY 


FOR STUFFED ANIMAL ADAPTED FOR ATTACH- 
MENT TO BELTS AND STRAPS (USS. CL. 22). 
FIRST USE 10-24-1988; IN COMMERCE 10-24-1988. 


SN 74-017,526. TY INC., OAKBROOK, IL. FILED 1-9-1990. 


FOR PLUSH TOYS (U.S. CL. 22). 
FIRST USE 10-15-1989; IN COMMERCE 10-15-1986. 


SN 74-051,791. HUDSON-ERA SOFT CO., LTD., TAIPEI, 
TAIWAN, FILED 4-23-1990. 


Hucna 


FOR VIDEO AND TELEVISION COMPUTER GAME 
PROGRAMS; AMUSEMENT APPARATUS FOR USE WITH 
TELEVISION RECEIVERS; NAMELY, TELEVISION 
GAME MACHINES AND JOYSTICKS AND PARTS 
THEREFOR (U.S. CLS. 22 AND 38). 


SN 74-053,388. SHARI LEWIS ENTERPRISES, INC., BEV- 
ERLY HILLS, CA. FILED 4-27-1990. 


BABIES OF THE ANIMAL 
WORLD 


FOR DOLLS, PUPPETS AND TOYS; NAMELY, BATH 
TOYS AND PLUSH TOYS (U.S. CL. 22). 
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SN 74-056,187. COROLLE, 37130 LANGEAIS, FRANCE, 
FILED 5-7-1990. 


Corolle 


are 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 169453, FILED 11-22-1989, REG. NO. 
1561447, DATED 11-22-1989, EXPIRES 11-22-1999. 

OWNER OF U.S. REG. NO. 1,242,190. 

THE ENGLISH TRANSLATION OF THE WORD “COR- 
OLLE” IN THE MARK IS “COROLLA”. 

FOR GAMES AND PLAYTHINGS; NAMELY, DOLLS, 
DOLL BEDS, DOLL CLOTHES, DOLL FEEDING BOT- 
TLES, DOLL HOUSES, DOLL FURNITURE AND ROOMS, 
MARIONETTES, FENCING MASKS, TOY MASKS, PUP- 
PETS AND PLUSH TOYS (U.S. CLS. 22 AND 50). 

FIRST USE 9-0-1987; IN COMMERCE 1-0-1988. 


SN 74-060,955. ZOUNDZ LIKE BOARD GAME INC., VAN- 
COUVER, BRITISH COLUMBIA, CANADA, FILED 
5-21-1990. 


ZOUNDZ LIKE 


FOR BOARD GAMES (U.S. CL. 22). 
FIRST USE 9-26-1990; IN COMMERCE 4-10-1991. 


SN 74-061,231. SPALDING & EVENFLO COMPANIES, 
INC., TAMPA, FL. FILED 5-21-1990. 


ZINTHANE BX 


OWNER OF U.S. REG. NO. 1,449,888. 
FOR GOLF BALL COVERS (U.S. CL. 22). 
FIRST USE 1-20-1990; IN COMMERCE 1-20-1990. 


SN 74-061,328. S & H REYNOLDS ENTERPRISES, DBA S & 
M REYNOLDS ENTERPRISES, MISSION, BRITISH CO- 
LUMBIA, CANADA, FILED 5-21-1990. 


DICE-A-NOS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 645889, FILED 11-29-1989, REG. NO. 
TMA382688, DATED 4-5-1991, EXPIRES 4-5-2006. 

FOR PARLOR GAMES (U.S. CL. 22). 
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SN 74-076,014. DUNLOP SLAZENGER CORPORATION, 
GREENVILLE, SC. FILED 7-6-1990. 


TAD MOORE BY MAXFLI 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR GOLF CLUBS (U.S. CL. 22). 

FIRST USE 11-0-1990; IN COMMERCE 11-0-1990. 


164,526, 1,499,746 AND 


SN 74-080,393. SCIENTIFIC SPORTS SYSTEMS, 
PORT OF REDWOOD CITY, CA. FILED 7-20-1990. 


INC., 


BLACK DIAMOND 


FOR SKI EXERCISE UNIT FEATURING AEROBIC 
AND AEROBIC CAPABILITIES (U.S. CL. 22). 
FIRST USE 6-8-1989; IN COMMERCE 6-8-1989. 


SN 74-082,178. TIGER MEDIA INC., DOWNEY, CA. FILED 
7-26-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDIA”, APART FROM THE MARK AS SHOWN. 

THE CIRCLE DESIGN PORTION OF THE MARK IS 
LINED FOR THE COLOR ORANGE. 

THE MARK COMPRISES “TIGER MEDIA” AND STYL- 
IZED DESIGNS OF A CIRCLE WITH A LIGHTNING 
BOLT GOING THROUGH IT. 

FOR COMPUTER GAME PROGRAMS AND PROGRAM 
MANUALS ALL SOLD AS A UNIT (U.S. CLS. 22 AND 38). 

FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 
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SN 74-086,876. ANDERSON, JOHN WILLIAM, HERMOSA 
BEACH, CA. FILED 8-13-1990. 


UUHEMIAN 


UNDERGROUND 


FOR SURFBOARDS, SURFBOARD PROTECTIVE 
TRAVEL BAGS AND SURFBOARD LEASHES FOR AT- 
TACHMENT TO SURFBOARDS (U.S. CLS. 2 AND 22). 


SN 74-088,910. LIBBY LEE TOYS, INC., CINCINNATI, OH. 
FILED 8-17-1990. 


KIDDIE KRIDDERS 


FOR TOYS; NAMELY, CHILDREN’S TOY COSMETIC 
KITS (U.S. CL. 22). 
FIRST USE 9-4-1990; IN COMMERCE 9-4-1990. 


SN 74-089,427. BINDER, RICHARD M., HIGHLAND PARK, 
IL. FILED 8-20-1990. 


i iin rl wa Wi 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK CONSISTS OF A REPRESENTATION OF A 
SUMO WRESTLER. 

FOR DOLLS (USS. CL. 22). 
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SN 74-093,569. KOLE IMPORTS, TORRANCE, CA. FILED 
9-4-1990. 


CARNIVAL 


FOR PARTY FAVORS IN THE NATURE OF SMALL 
TOYS (U.S. CL. 22). 
FIRST USE 1-25-1991; IN COMMERCE 1-25-1991. 


SN 74-094,084. UNTENER, ANDREW CHARLES III, AT- 
LANTA, GA. FILED 9-4-1990. 


FAMOUS LAST WORDS 


FOR BOARD GAMES AND PARLOR GAMES (U.S. CL. 
22). 


SN 74-094,218. MATTEL, INC., HAWTHORNE, CA. FILED 
9-5-1990. 


SUNDAE SLEEPER 


FOR DOLL ACCESSORIES (U.S. CL. 22). 


SN 74-099,631. CREATIONS SOPHIE DESS PARIS, INC., 
DALLAS, TX. FILED 9-24-1990. 


SOPHIE DESS 


OWNER OF U.S. REG. NO. 1,348,040. 

“SOPHIE DESS” DOES NOT IDENTIFY A PARTICU- 
LAR LIVING INDIVIDUAL. 

FOR DOLLS (USS. CL. 22). 

FIRST USE 7-23-1990; IN COMMERCE 7-23-1990. 


SN 74-102,581. GABURLEN GROUP INC., THE, NORTH 
BAY, ONTARIO PIB 3Z9, CANADA, FILED 9-26-1990. 


DARK HORSE CLASSIC 


FOR BOARD GAME (USS. CL. 22). 


SN 74-103,211. HURRICANE SPORTS, INC., SARASOTA, 
FL. FILED 10-4-1990. 


MENS NATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MENS”, APART FROM THE MARK AS SHOWN. 

FOR GOLF EQUIPMENT; NAMELY, CLUBS, BALLS, 
BAGS AND HEAD COVERS (US. CL. 22). 
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SN 74-106,491. TOYMAX INC., CEDARHURST, NY. FILED 


10-16-1990. 


PLASTI-GOOP 


FOR COMPONENT OF A TOY MOLDING KIT; 
NAMELY, PLASTIC CASTING MATERIALS USED FOR 


MOLDING TOY FIGURES (U.S. CL. 22). 


SN 74-109,382. REFLECT GAME CORPORATION, GREEN 


BAY, WI. FILED 10-26-1990. 


FOR GAMES; NAMELY, CARD GAMES (U.S. CL. 22). 


SN 74-113,895. GULLICKSON, DELANO RODNEY, 
ROZET, WY. FILED 11-9-1990. 


SPACE CRIT’R 


FOR TOYS IN THE NATURE OF FICTIONAL ANI- 
MALS USED TO PLAY CATCH (U.S. CLS. 22 AND 50). 


SN 74-121,677. CIRCUS HOBBIES, INC., DBA HOBBY DY- 
NAMICS DISTRIBUTORS, CHAMPAIGN, IL. FILED 
12-10-1990. 


HOBBY DYNAMICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOBBY”, APART FROM THE MARK AS SHOWN. 

FOR STATIC AND RADIO-CONTROLLED MODEL 
BOATS, CARS, AIRPLANES AND PARTS THEREFOR 
(U.S. CL. 22). 

FIRST USE 4-8-1988; IN COMMERCE 4-8-1988. 
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SN 74-121,678. CIRCUS HOBBIES, INC., DBA HOBBY DY- 
NAMICS DISTRIBUTORS, CHAMPAIGN, IL. FILED 
12-10-1990. 


Tis 


Lyn YESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOBBY”, APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
NOT INTENDED TO REPRESENT COLOR. 

FOR STATIC AND RADIO-CONTROLLED MODEL 
BOATS, CARS, AIRPLANES AND PARTS THEREFOR 
(U.S. CL. 22). 

FIRST USE 4-8-1988; IN COMMERCE 4-8-1988. 


SN 74-126,681. SIERRA ON-LINE, INC., COARSEGOLD, 
CA. FILED 12-26-1990. 


CONQUESTS OF CAMELOT 


FOR ENTERTAINMENT COMPUTER GAME PRO- 
GRAMS (U.S. CLS. 22 AND 38). 
FIRST USE 3-28-1990; IN COMMERCE 3-28-1990. 


SN 74-133,316. AQUA-LEISURE 
AVON, MA. FILED 1-25-1991. 


DOLFINO 


INDUSTRIES, INC., 


OWNER OF 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIVE GEAR”, APART FROM THE MARK AS 
SHOWN. 

FOR DIVING EQUIPMENT; NAMELY, SCUBA DIVING 
MASKS, SNORKELS, FINS, SWIM FINS, AND SWIM 


GOGGLES FOR RECREATIONAL USE (U.S. CLS. 22 AND 
26). 


U.S. REG. NOS. 943,163, 1,456,655 AND 
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SN 74-133,448. RICHARD H. ANDERSON AND ROBERT R. 
ANDERSON, TUSTIN, CA. FILED 1-25-1991. 


DoodleDome 


FOR DRAWING TOYS AND TOYS FOR 
MAKING IMAGES (U.S. CL. 22). 


USE IN 


SN 74-134,669. GOWEN, JAMES EMMET, II, BRYN MAWR, 
PA. FILED 1-30-1991. 


ROTOHAWK 


FOR TOYS; NAMELY, HELICOPTERS AND PARTS 
THEREFOR (U.S. CL. 22). 


SN 74-135,218. SO, JONATHAN W. L., DBA MERRY 
ANDREW TOYS, YAU TONG, KOWLOON, HONG 
KONG, FILED 1-30-1991. 


CARDBOARD BOX 


FOR TOYS; NAMELY, DOLLS AND ACCESSORIES 
THEREFOR (U.S. CL. 22). 


SN 74-139,710. SKI-TIME CORPORATION, EUGENE, OR. 
FILED 2-15-1991. 


SKI-TIME 


FOR SKI EQUIPMENT; NAMELY, SKI POLES, SKI 
POLE GRIPS, AND CHILDREN’S SKI INSTRUCTION 
VEST WITH TETHER (U.S. CLS. 22 AND 39). 

FIRST USE 3-3-1989; IN COMMERCE 3-3-1989. 


SN 74-139,809. NHS, INC., SOQUEL, CA. FILED 2-19-1991. 


SANTA CRUZ SURFBOARDS 


OWNER OF U.S. REG. NOS. 1,510,105, 1,510,958 AND 
1,513,728. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SURFBOARDS”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F) AS TO “SANTA CRUZ”. 

FOR SURFBOARDS, SAILBOARDS, AND _ SKIM- 
BOARDS (U.S. CL. 22). 

FIRST USE 8-0-1969; IN COMMERCE 8-0-1969. 
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SN 74-142,622. IMS KUNSTSTOFF AG, CH-3063 ITTIGEN- 
BERN, SWITZERLAND, FILED 2-27-1991. 


DOUBLE WAVE 


FOR SNOW SKIS, SKI BASES AND PARTS AND COM- 
PONENTS THEREFOR (U.S. CLS. 22 AND 50). 


SN 74-145,241. ATVOR CORPORATION, DBA ONE & 
ONLY CREATIONS, NAPA, CA. FILED 3-7-1991. 


MAXI-CURL 


FOR POLYPROPYLENE FILAMENT FIBERS FOR IMI- 
TATION OF HAIR ON DOLLS AND THE LIKE, DECO- 
RATIONS AND FILLER MATERIAL (U.S. CL. 22). 

FIRST USE 3-1-1990; IN COMMERCE 1-2-1991. 


SN 74-146,689. OREGON LOTTERY GAMES MBG. CO., 
INC., SILVERTON, OR. FILED 3-11-1991. 


OLGAMES 


FOR ELECTRONICALLY-OPERATED RANDOM 
NUMBER GENERATORS FEATURING A VIDEO DIS- 
PLAY, FOR USE IN LOTTERIES (U.S. CLS. 22, 23 AND 
26). 

FIRST USE 11-1-1990; IN COMMERCE 11-1-1990. 


SN 74-147,286. CALLAWAY GOLF COMPANY, CARLS- 
BAD, CA. FILED 3-13-1991. 


YOU CAN’T ARGUE WITH 
PHYSICS 


FOR GOLF CLUBS (U.S. CL. 22). 
FIRST USE 1-25-1991; IN COMMERCE 1-25-1991. 


SN 74-149,485. HASBRO, INC., PAWTUCKET, RI. FILED 
3-20-1991. 


OPEN FIRE 


FOR TOY VEHICLES AND ACCESSORIES THEREFOR 
(U.S. CL. 22). 
FIRST USE 12-3-1990; INCOMMERCE 12-3-1990. 
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SN 74-149,599. JERRY REGA & ASSOCIATES, INC., HOUS- 
TON, TX. FILED 3-20-1991. 


PHASES 


FOR PLAYGROUND EQUIPMENT; NAMELY, SLIDES, 
SWINGS, LADDERS, EXERCISE BARS, BALANCING 
EQUIPMENT, SPRING MOUNTED ANIMALS, SPRING 
MOUNTED TOYS, CRAWL TUBES, TEETER-TOTTERS, 
CLIMBING UNITS, CLIMBING ROPES, PARALLEL 
BARS, CHINNING BARS, ROTATING PLATFORMS, TOY 
OUTDOOR FURNITURE, AND CLIMBING AND CRAWL- 
ING STRUCTURES IN THE FORM OF OVERSIZED ANI- 
MALS (U.S. CL. 22). 


SN 74-150,093. A WORK OF ART, INC., KERNERSVILLE, 
NC. FILED 3-22-1991. 


BUMPER TO BUMPER 


FOR BOARD GAME (U.S. CL. 22). 


SN 74-152,212. MIKE 2 INC., DBA EARTHALERT, SEAT- 
TLE, WA. FILED 3-28-1991. 


EARTHALERT 


FOR BOARD GAME (U.S. CL. 22). 
FIRST USE 9-1-1990; IN COMMERCE 10-22-1990. 


SN 74-155,708. PACIFIC IMPEX INTERNATIONAL COR- 
PORATION, MORRIS PLAINS, NJ. FILED 4-10-1991. 


lechlole 


FOR GOLF BAGS, BASEBALL EQUIPMENT BAGS, 
RACQUETBALL BAGS, TENNIS BAGS, SOCCER EQUIP- 
MENT BAGS, AND BOWLING BAGS (U.S. CL. 22). 


SN 74-156,613. HASBRO, INC., PAWTUCKET, RI. FILED 
4-12-1991. 


DOJO 


FOR TOY ACTION FIGURES (US. CL. 22). 
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SN 74-156,617. HASBRO, INC., PAWTUCKET, RI. FILED 
4-12-1991. 


BARRICADE 


FOR TOY ACTION FIGURES (U.S. CL. 22). 


SN 74-158,839. LLUMAR STAR KITES, INC., DBA SPEC- 
TRA STAR KITES, PACOIMA, CA. FILED 4-17-1991. 


STINK-SHOTS 


FOR TOYS; NAMELY, WATER GUNS (U.S. CL. 22). 


SN 74-159,603. MATTEL, INC., EL SEGUNDO, CA. FILED 
4-22-1991. 


CUTE ’N COOL 


FOR DOLLS, DOLL CLOTHING, AND DOLL ACCES- 
SORIES (U.S. CL. 22). 


SN 74-159,674. WERLE DESIGN LTD, TORONTO, ONTAR- 
10, CANADA, FILED 4-22-1991. 


FRUTTIE PIE 


FOR FANCIFUL CHARACTER ACTION OR PLAY FIG- 
URES (U.S. CL. 22). 


SN 74-159,916. ROAD CHAMPS, INC., WEST CALDWELL, 
NJ. FILED 4-23-1991. 


SOUND TRAX 


FOR TOY VEHICLES RACING SETS (U.S. CL. 22). 


SN 74-161,255. K. ARNOLD GMBH & CO., 8500 NURN- 
BERG 80, FED REP GERMANY, FILED 4-26-1991. 


ARNOLD 


OWNER OF U.S. REG. NO. 1,367,809. 


FOR TOYS; NAMELY, ELECTRICAL TOY TRAINS 
AND ACCESSORIES (U.S. CL. 22). 


FIRST USE 2-0-1989; IN COMMERCE 2-0-1989. 
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SN 74-161,289. CATALINA TOYS, 
BEACH, CA. FILED 4-26-1991. 


INC., NEWPORT 


CATALINA 


FOR DOLLS (U.S. CL. 22). 
FIRST USE 9-15-1990; IN COMMERCE 9-16-1990. 


SN 74-161,368. TOYMAX INC., CEDARHURST, NY. FILED 
4-26-1991. 


FOR ELECTRICAL AND _ ELECTRONIC TOYS; 
NAMELY, ACTION FIGURES INCLUDING WRESTLING 
FIGURES AND TOY ACCESSORIES THEREFOR; DOLLS 
WITH AUDIO SOUND EFFECTS; TOY BALLS WITH 
AUDIO SOUND EFFECTS; TOY WATCHES WITH AUDIO 
SOUND EFFECTS; WRESTLING RINGS WITH AUDIO 
SOUND EFFECTS AND TOY CARS WITH AUDIO 
SOUND EFFECTS (US. CL. 22). 


SN 74-161,949. WEISS TWICE TOYS INC., NEW YORK, 
NY. FILED 4-29-1991. 


NO-YO 


FOR PLAYTHING; NAMELY, BALL CONNECTED TO 
AN ELASTIC STRING (U.S. CL. 22). 


SN 74-162,243. SUSIMAGS CO., BROOKLYN, NY. FILED 
3-25-1991. 


MINUTE MADNESS 


FOR BOARD GAMES (U.S. CL. 22). 


307-506 TMOG-92-25 - QL 3 
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SN 74-162,245. BRENTWOOD TELEVISION FUNNIES, 
INC., SANTA MONICA, CA. FILED 4-25-1991. 


THE BIKER MICE FROM 
MARS 


FOR TOYS, GAMES, AND PLAYTHINGS; NAMELY, 
ACTION FIGURES, TOY MOTORCYCLES AND OTHER 
TOY VEHICLES, TOY WEAPONS, BOARDGAMES, ELEC- 
TRONIC VIDEOGAME MACHINES, HAND-HELD ELEC- 
TRONIC VIDEOGAMES, ACTION-FIGURE COSTUMES, 
AND TOY HELMETS (U.S. CL. 22). 


SN 74-163,467. POWELL CORPORATION, THE, SANTA 
BARBARA, CA. FILED 5-3-1991. 


THE MARK CONSISTS OF A STYLIZED “P”. 

FOR SKATEBOARDS, SKATEBOARD WHEELS AND 
OTHER SKATEBOARD PARTS AND ACCESSORIES; 
NAMELY, BUMPERS, BEARINGS, RAILS, SHOCK AB- 
SORBERS AND PADS (U.S. CL. 22). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 
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SN 74-163,659. CHARLES, JAMES G., WASHINGTON, DC. 
FILED 5-6-1991. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE GAME OF LAW SCHOOL”, APART FROM 
THE MARK AS SHOWN. 

FOR BOARD GAME (USS. CL. 22). 


SN 74-164,088. GLO-WORM INTERNATIONAL, 
MAITLAND, FL. FILED 5-6-1991. 


INC., 


5 IN 1 


FOR FISHING LURES, LIGHT STICKS FOR FISHING 
LURES, AND RATTLES FOR FISHING LURES (U.S. CL. 
22). 

FIRST USE 8-8-1989; IN COMMERCE 8-21-1989. 


SN 74-164,256. RALPHCO, INC., WORCESTER, MA. FILED 
5-6-1991. 


COLORBUNNIES 


FOR TOY COIN BANKS SOLD TOGETHER WITH 
STUFFED TOY ANIMALS (U.S. CL. 22). 


SN 74-164,491. BOWERS, ALBERT R., ERWIN, TN. FILED 
5-7-1991. 


BESTOYS 


FOR TOYS; NAMELY, MINIATURE STEAM ENGINES 
(U.S. CL. 22). 


SN 74-165,213. GANCHOS DI OTAY, OTAY, MEXICO, 
FILED 5-9-1991. 


SPACEBEE 


FOR TOY; NAMELY, A FLYING DISK (U.S. CL. 22). 
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SN 74-165,539. PROCESSED PLASTIC COMPANY, MONT- 
GOMERY, IL. FILED 5-10-1991. 


FOR TOY BASEBALL BATS AND BASEBALLS (U.S. 
CL. 22). 
FIRST USE 12-13-1988; IN COMMERCE 12-13-1988. 


SN 74-165,931. CALAPITTER CREATIONS, INC., BORING, 
OR. FILED 5-13-1991. 


PROP-N-PLAY 


FOR CHILDREN’S PLAY STRUCTURE CONSISTING 
OF A FREE STANDING FRAME ON WHICH INTER- 
CHANGEABLE PANELS DEPICT VARIOUS SCENES, 
MURALS OR THEMES (U.S. CL. 22). 


SN 74-166,326. KANYER, MICHAEL J., WOODINVILLE, 
WA. FILED 5-13-1991. 


PUZZLEMENT 


FOR JIGSAW PUZZLES (U.S. CL. 22). 
FIRST USE 2-13-1991; IN COMMERCE 2-13-1991. 


SN 74-166,372. WEISS TWICE TOYS, INC., NEW YORK, 
NY. FILED 4-29-1991. 


SNEAKERBALL 


FOR TOSSING BALL; A PLAYTHING TO BE USED IN 
GAMES AND SPORTING ACTIVITIES (U.S. CL. 22). 


SN 74-166,897. SOUTHERN STATES MARKETING INC., 
DBA PEACHTREE PLAYTHINGS, MARIETTA, GA. 
FILED 5-13-1991. 


SNUGGLE GLOW 


FOR SOFT SCULPTURE TOYS (U.S. CL. 22). 
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SN 74-167,483. AVIARA LAND ASSOCIATES, NEWPORT _ SN 74-170,447. JACK RUSSELL COMPANY, INC., STUART, 
FL. FILED 5-28-1991. 


BEACH, CA. FILED 5-17-1991. 
PROFESSIONAL 


JANUARY 7, 1992 


SEC. 2(F). 
FOR YO-YOS (U.S. CL. 22). 
FIRST USE 0-0-1952; IN COMMERCE 0-0-1952. 


SN 74-171,358. JOHNSON, CORDELIA, LINDENWOLD, NJ. 
FILED 5-30-1991. 


STAR BANANGO 


FOR GOLF BALLS (U.S. CL. 22). 


SN 74-167,817. ABERNATHY, O.R., SAN DIEGO, CA. FOR BOARD GAMES (U.S. CL. 22). 


FILED 5-20-1991. 


MORTUARY 
SN 74-171,537. CHILTON-GLOBE, INC., MANITOWOC, WI. 


FOR BOARD GAMES (U.S. CL. 22). FILED 5-30-1991. 


SN 74-168,703. FALCO, MARSHA J., EAST LANSING, MI. hil 


FILED 5-21-1991. 


SET 


FOR CARD GAMES FOR AMUSEMENT AND EDUCA- 
TION (U.S. CL. 22). NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
FIRST USE 12-14-1990; IN COMMERCE 12-17-1990. USE “TOYS”, APART FROM THE MARK AS SHOWN. 
FOR TOY PLAYSETS CONSISTING OF MINIATURE 
HOUSEHOLD AND KITCHENWARE ITEMS (U.S. CL. 22). 
FIRST USE 2-1-1990; IN COMMERCE 2-1-1990. 


SN 74-169,171. JONES, LEE, SANTA MONICA, CA. FILED 


5-23-1991. 
SN 74-171,538. CHILTON-GLOBE, INC., MANITOWOC, WI. 


BUDS FILED 5-30-1991. 


FOR DOLLS (U.S. CL. 22). PR ERR 
Chilton Toys 


SN 74-169,595. AVIVA SPORT INCORPORATED, SAN 
FRANCISCO, CA. FILED 5-23-1991. 


MY FIRST BAT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE “TOYS”, APART FROM THE MARK AS SHOWN. 
FOR TOY PLAYSETS CONSISTING OF MINIATURE 


USE “BAT”, APART FROM THE MARK AS SHOWN. 
FOR TOYS AND SPORTING GOODS; NAMELY, BASE- HOUSEHOLD AND KITCHENWARE ITEMS (U.S. CL. 22). 
FIRST USE 2-1-1990; IN COMMERCE 2-1-1990. 


BALL AND SOFTBALL BATS (U.S. CL. 22). 
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SN 74-171,716. WIGSTON’S LURES, NEW NORFOLK, TAS- 
MANIA, AUSTRALIA, FILED 5-31-1991. 


TASMANIAN DEVIL 


FOR FISHING TACKLE; NAMELY, FISHING LURES 
(U.S. CL. 22). 


SN 74-174,249. DINNAGE, ARTHUR E. JR., GREENWOOD, 
IN. FILED 6-10-1991. 


ANQUIS? 


aa Ga 2" 


THE STIPPLING IN THE MARK ON THE DRAWING IS 
A FEATURE OF THE MARK AND DOES NOT INDICATE 
COLOR. 

FOR BOARD GAMES (U.S. CL. 22). 


SN 74-176,747. JALECO USA, INC., NORTHBROOK, IL. 
FILED 6-17-1991. 


E.D.F. 


FOR VIDEO OUTPUT GAMES; VIDEO GAME CAR- 
TRIDGES (U.S. CL. 22). 


SN 74-176,748. JALECO USA, INC., NORTHBROOK, IL. 
FILED 6-17-1991. 


BIG RUN 


FOR VIDEO OUTPUT GAMES; VIDEO GAME CAR- 
TRIDGES (U.S. CL. 22). 


SN 74-176,749. JALECO USA, INC., NORTHBROOK, IL. 
FILED 6-17-1991. 


PIZZA POP 


FOR VIDEO OUTPUT GAMES; VIDEO GAME CAR- 
TRIDGES (U.S. CL. 22). 
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SN 74-176,987. ARROWCOPTER, INC., SAN JOSE, CA. 
FILED 6-17-1991. 


ARROWCOPTER 


FOR HELICOPTER FLYING TOY (US. CL. 22). 
FIRST USE 2-20-1968; IN COMMERCE 2-20-1968. 


SN 74-177,550. DART MART INC., NEW YORK, NY. 
FILED 6-19-1991. 


ELECTRA 


FOR DARTS (US. CL. 22). 
FIRST USE 2-0-1989; IN COMMERCE 2-0-1989. 


SN 74-179,370. POWELL, A.J., DBA A.J. POWELL PROD- 
UCTS, PITTSBURGH, PA. FILED 6-21-1991. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF THE GOLF BALL, 
APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF A TENNIS BALL DESIGN 
PRINTED OR OTHERWISE AFFIXED TO THE GOODS. 
THE DRAWING IS A VIEW OF A GOLF BALL BEARING 
THE MARK. 

FOR GOLF BALLS (U.S. CL. 22). 


SN 74-180,009. ENIX CORPORATION, SHINJUKU-KU, 
TOKYO 160, JAPAN, FILED 6-27-1991. 


ACT RAISER 


FOR VIDEO GAME PROGRAMS AND INSTRUCTION 
MANUALS SOLD AS A UNIT (US. CL. 22). 
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SN 74-180,577. HASBRO, INC., PAWTUCKET, RI. FILED 
6-17-1991. 


CREEP OF THE DEEP 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 
SKILL AND ACTION TYPE PARLOR GAME (U.S. CL. 22). 


SN 74-180,581. HASBRO, INC., PAWTUCKET, RI. FILED 
6-17-1991. 


LICENSE TO WIN 


FOR EQUIPMENT SOLD AS A UNIT FOR PLAYING A 
PARLOR TYPE GAME (U.S. CL. 22). 


SN 74-187,104. TOYMAX INC., CEDARHURST, NY. FILED 
7-22-1991. 


BABY FIRST WORDS 


FOR DOLLS THAT TALK (U.S. CL. 22). 


CLASS 29—MEATS AND PROCESSED FOODS 


SN 74-005,006. CONAGRA, INC., DBA ARMOUR FOOD 
COMPANY, OMAHA, NE. FILED 11-24-1989. 


SIZZLING 


FOR SAUSAGES (U.S. CL. 46). 
FIRST USE 9-30-1988; IN COMMERCE 9-30-1988. 


SN 74-016,265. AARHUS OLIEFABRIK A/S, DK-8100 
ARHUS C, DENMARK, FILED 1-4-1990. 


ILLEXAO 


PRIORITY CLAIMED UNDER SEC. 44D) ON DEN- 
MARK APPLICATION NO. _ VAO09.1341989, FILED 
12-8-1989, REG. NO. VR06.1581990, DATED 9-14-1990, EX- 
PIRES 9-14-2000. 

FOR VEGETABLE FAT FOR USE AS A COCOA 
BUTTER ALTERNATIVE OR EQUIVALENT IN THE 
MANUFACTURE OF FOODSTUFFS (U.S. CL. 46). 
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SN _ 74-067,111. GIANT SNACKS, INC., FAIRFIELD, CA. 
FILED 6-8-1990. 


FAJITA RAGE 


OWNER OF US. REG. NOS. 1,527,141 AND 1,586,973. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAJITA”, APART FROM THE MARK AS SHOWN. 

FOR BEEF STICKS AND BEEF JERKY (U.S. CL. 46). 


SN 74-067,254. FREDA CORPORATION, PHILADELPHIA, 
PA. FILED 6-8-1990. 


FLAMING PIT 


FOR BEEF, TURKEY, PORK AND HAM (USS. CL. 46). 


SN 74-069,900. NESTLE ITALIANA, S.P.A., 20129 MILANO, 
ITALY, FILED 6-18-1990. 


SASSO 


OWNER OF 
1,424,973. 

THE ENGLISH TRANSLATION OF THE WORD 
“SASSO” IS “STONE”. 

FOR OLIVE OIL (U.S. CL. 46). 

FIRST USE 0-0-1863; IN COMMERCE 0-0-1904. 


U.S. REG. NOS. 93,645, 1,389,245 AND 


SN 74-079,554. FLEMING COMPANIES, INC., OKLAHOMA 
CITY, OK. FILED 7-19-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NO FAT TRIM”, APART FROM THE MARK AS 
SHOWN. 

THE MARK IS LINED FOR THE COLORS YELLOW 
AND GREEN. 

FOR MEATS (U.S. CL. 46). 

FIRST USE 10-0-1989; IN COMMERCE 10-0-1989. 
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SN 74-129,880. PET INCORPORATED, ST. LOUIS, MO. 
FILED 1-14-1991. 


SODIUM WATCH 


OWNER OF U.S. REG. NO. 1,430,431 AND OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SODIUM”, APART FROM THE MARK AS SHOWN. 

FOR CANNED SOUPS (U.S. CL. 46). 

FIRST USE 11-0-1990; IN COMMERCE 11-0-1990. 


SN 74-150,737. KRAFT GENERAL FOODS, INC., GLEN- 
VIEW, IL. FILED 3-22-1991. 


HEALTH BLEND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLEND”, APART FROM THE MARK AS SHOWN. 
FOR SALAD DRESSING MIX (U.S. CL. 46). 


SN 74-150,916. COMPANIA PESQUERA VIKINGOS DE 
COLOMBIA S.A., CARTAGENA, COLOMBIA, FILED 
3-25-1991. 


MACONDO 


FOR SEAFOOD (US. CL. 46). 
FIRST USE 0-0-1970; IN COMMERCE 0-0-1970. 


SN 74-151,663. KRAFT GENERAL FOODS, INC., GLEN- 


VIEW, IL. FILED 3-22-1991. 


NEW YORK AGED 
RESERVE 


OWNER OF U.S. REG. NO. 1,383,544. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW YORK AGED”, APART FROM THE MARK AS 


SHOWN. 
FOR CHEESE (U.S. CL. 46). 
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SN 74-154,433. MARCEL & HENRI SELECT MEATS, INC., 


SOUTH SAN FRANCISCO, CA. FILED 4-5-1991. 


a... — a, 
) F —cHaRCcUTERIE 1 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHARCUTERIE FRANCAISE”, APART FROM THE 
MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “MARCEL ET 
HENRI CHARCUTERIE FRANCAISE” IS “MARCEL AND 
HENRI FRENCH BUTCHERS”. 

FOR PATES AND SPECIALTY MEATS (U.S. CL. 46). 

FIRST USE 12-0-1968; IN COMMERCE 12-0-1968. 


SN 74-154,434. MARCEL & HENRI SELECT MEATS, INC., 
SOUTH SAN FRANCISCO, CA. FILED 4-5-1991. 


MARCEL ET HENRI 


THE ENGLISH TRANSLATION OF 

HENRI” IS “MARCEL AND HENRI”. 
FOR PATES AND SPECIALTY MEATS (US. CL. 46). 
FIRST USE 12-0-1968; IN COMMERCE 12-0-1968. 


“MARCEL ET 


SN 74-157,589. KRAFT GENERAL FOODS, INC., GLEN- 
VIEW, IL. FILED 4-11-1991. 


HEALTHY BLEND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLEND”, APART FROM THE MARK AS SHOWN. 
FOR SALAD DRESSING MIX (U.S. CL. 46). 


SN 74-158,460. KRAFT GENERAL FOODS, INC., GLEN- 
VIEW, IL. FILED 4-18-1991. 


FREE TO GO 


OWNER OF U.S. REG. NOS. 1,614,060 AND 1,614,061. 
FOR DRESSINGS FOR SALADS AND FOR USE AS A 
SANDWICH SPREAD (USS. CL. 46). 
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SN 74-158,925. GENERAL MILLS, INC., MINNEAPOLIS, 
MN. FILED 4-19-1991. 


STRAWBERRY SPLASH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRAWBERRY”, APART FROM THE MARK AS 
SHOWN. 


FOR DEHYDRATED FRUIT SNACKS (U.S. CL. 46). 


SN 74-159,876. KRAFT GENERAL FOODS, INC., GLEN- 
VIEW, IL. FILED 4-11-1991. 


PARKAY GOLD EXTRA 
LIGHT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXTRA LIGHT”, APART FROM THE MARK AS 
SHOWN. 

FOR VEGETABLE OIL SPREAD (U.S. CL. 46). 


SN 74-162,180. TOWNSENDS, 
FILED 4-29-1991. 


INC., MILLSBORO, DE. 


=] Townsend 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

FOR POULTRY (US. CL. 46). 

FIRST USE 3-6-1987; IN COMMERCE 3-6-1987. 


SN 74-164,813. OSCAR MAYER FOODS CORPORATION, 
MADISON, WI. FILED 5-8-1991. 


POWER HITTER 


FOR MEATS INCLUDING HOT DOGS (U.S. CL. 46). 


SN 74-172,283. SUPREME OIL COMPANY, ENGLEWOOD, 
NJ. FILED 6-3-1991. 


PETRIA 


FOR OLIVE OIL (U.S. CL. 46). 
FIRST USE 1-1-1945; IN COMMERCE 1-1-1945. 
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SN 74-173,148. CALDAHO BROTHERS, INC., BOISE, ID. 
FILED 6-5-1991. 


RED CLOUD 


FOR DRIED MEATS (JERKY) (U.S. CL. 46). 
FIRST USE 2-1-1991; IN COMMERCE 2-1-1991. 


CLASS 30—STAPLE FOODS 


SN 73-656,629. UNITED BISCUITS (UK) LIMITED, 
ISLEWORTH, MIDDLESEX TW7 SNN, GREAT BRIT- 
AIN, FILED 4-21-1987. 


Hob-nobs 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 1303867, FILED 3-13-1987, 
REG. NO. A1303867, DATED 3-13-1990, EXPIRES 
3-13-1994. 

FOR BREAD, BISCUITS (OTHER THAN BISCUITS FOR 
ANIMALS); CAKES, PASTRIES, SHORTBREAD (U.S. CL. 
46). 


SN 73-769,261. JAMES (HINTON ON THE GREEN) LIMIT- 
ED, NEAR EVESHAM, WORCESTERSHIRE, WR11 6QL, 
ENGLAND, FILED 12-14-1988. 


BEAN BAGS 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 1361018, FILED 10-18-1988, 
REG. NO. B1361018, DATED 10-18-1988, EXPIRES 
10-18-1995. 

FOR PASTRIES WITH BEANS (U.S. CL. 46). 


SN 73-788,955. LE GROUPE LA CANTINIERE INC., LA- 
CHINE, QUEBEC, CANADA, FILED 3-23-1989. 


eis 


FOR SMALL CAKES (U.S. CL. 46). 
FIRST USE 5-24-1989; IN COMMERCE 5-24-1989. 
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SN 74-073,380. AUGUSTE CYPRIEN, 24220 SAINT-CY- 
PRIEN, FRANCE, FILED 6-27-1990. 


AUGUSTE CYPRIEN 


OWNER OF U.S. REG. NO. 1,275,378. 

“AUGUSTE CYPRIEN” IS A FANCIFUL NAME, AND 
DOES NOT IDENTIFY A PARTICULAR INDIVIDUAL. 

FOR COFFEE, TEA, COCOA, SUGAR, RICE, TAPIOCA, 
SAGO, ARTIFICIAL COFFEE, FLOUR AND BREAD, BIS- 
CUITS, CAKES, PASTRY AND CANDIES AND CHOCO- 
LATES, ICE CREAMS AND SHERBETS, HONEY, TREA- 
CLE, YEAST, BAKING POWDER, SALT, MUSTARD, VIN- 
EGAR, SAUCES, SPICES, ICE (U.S. CLS. 1 AND 46). 


SN 74-074,451. INTERNATIONAL MINTS LIMITED, DBA 
COMMUNITY MINTS, EAST LANSING, MI. FILED 
7-2-1990. 


COMMUNITY MINTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MINTS”, APART FROM THE MARK AS SHOWN. 

FOR CANDIES MARKETED TO FUNDRAISING ORGA- 
NIZATIONS (U.S. CL. 46). 

FIRST USE 6-21-1990; IN COMMERCE 6-21-1990. 


SN 74-075,288. BRUCIA, LAWRENCE, SAN ANSELMO, 
CA. FILED 7-5-1990. 


AMERICA’S FOOTBALL 
COOKIE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COOKIE”, APART FROM THE MARK AS SHOWN. 

FOR COOKIES (U.S. CL. 46). 

FIRST USE 9-1-1990; IN COMMERCE 11-1-1990. 


SN 74-108,808. FERRERO S.P.A., 12051 ALBA (CUNEO), 
ITALY, FILED 10-24-1990. 


THE GIFT FILLED WITH 
LOVE AND MILK 
CHOCOLATES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MILK CHOCOLATES”, APART FROM THE MARK 
AS SHOWN. 

FOR CHOCOLATE CANDY (U.S. CL. 46). 

FIRST USE 8-0-1988; IN COMMERCE 8-0-1988. 
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SN 74-108,876. KRAFT GENERAL FOODS, INC., GLEN- 
VIEW, IL. FILED 10-24-1990. 


LIGHT N’ LIVELY 


OWNER OF U.S. REG. NOS. 852,009, 
OTHERS. 
FOR FROZEN CONFECTIONS (US. CL. 46). 


1,133,249 AND 


SN 74-111,188. GIST-BROCADES NV, 2611 XT DELFT, 
NETHERLANDS, FILED 10-30-1990. 


MAXAVOR 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX 
CONV APPLICATION NO. 745504, FILED 5-3-1990, REG. 
NO. 475996, DATED 5-3-1990, EXPIRES 5-3-2000. 

FOR YEAST; YEAST EXTRACTS; NATURAL FLAVOR- 
INGS FOR FOOD STUFFS (U.S. CL. 46). 


SN 74-112,905. FIRST COLONY COFFEE & TEA COMPA- 
NY, INC., NORFOLK, VA. FILED 11-6-1990. 


FIRST COLONY DARK 


OWNER OF USS. REG. NOS. 959,503 AND 1,317,190. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DARK”, APART FROM THE MARK AS SHOWN. 

FOR COFFEE (U.S. CL. 46). 

FIRST USE 3-13-1991; INCOMMERCE 3-13-1991. 


SN 74-119,617. DRAGEES GYSI AG, DBA GYSI AG, 3018 
BERN, SWITZERLAND, FILED 11-30-1990. 














FOR CANDY; NAMELY, CHOCOLATES, PRALINES, 
CHOCOLATE LIQUEUR CANDY AND CHOCOLATE 
COVERED NUTS, ALMONDS AND RAISINS (U.S. CL. 46). 

FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 
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SN 74-134,136. KELLOGG COMPANY, BATTLE CREEK, SN 74-140,704. SCHWAN’S SALES ENTERPRISES, INC., 
MI. FILED 1-28-1991. DBA TONY’S PIZZA SERVICE, MARSHALL, MN. 
FILED 2-14-1991. 


THE FUN IS ENDLESS DRAG IT THROUGH 
THE GARDEN 


FOR WAFFLES (U.S. CL. 46). 
FIRST USE 3-25-1991; IN COMMERCE 3-25-1991. 


FOR FROZEN PIZZA (U.S. CL. 46). 


SN 74-141,124. DIAMOND PARTNERSHIP, THE, EUGENE, 
OR. FILED 2-21-1991. 


DEE’S DELICIOUS 
GO HYANG 
FOR SAUCES (U.S. CL. 46). 


FIRST USE 2-14-1982; INCOMMERCE 8-13-1990. 


SN 74-138,587. COMET RICE, INC., LOS ANGELES, CA. 
FILED 2-12-1991. 


FOR RICE (U.S. CL. 46). 
SN 74-143,927. MAZZONE ENTERPRISES, INC., CICERO, 
IL. FILED 3-4-1991. 


SN 74-138,784. TRIUMPH INTERNATIONAL, INC., LOS 
ANGELES, CA. FILED 2-13-1991. 


FOR FROZEN CONFECTIONS (U.S. CL. 46). 
FIRST USE 5-1-1990; IN COMMERCE 5-1-1990. 


SN 74-145,114. DREYER’S GRAND ICE CREAM, INC., 
OAKLAND, CA. FILED 3-6-1991. 


TEMPTING TREASURES 


FOR ICE CREAM (U.S. CL. 46). 


SN 74-145,296. SARNOW, MARCIA W., SAN DIEGO, CA. 
AND SARNOW, GERALD E., SAN DIEGO, CA. FILED 


THE INDIVIDUAL DEPICTED IN THE DRAWING __ 3-7-1991. 
DOES NOT IDENTIFY ANY PARTICULAR LIVING INDI- 
VIDUAL AND IS INTENDED TO BE FANCIFUL. 

FOR CHEWING GUM, HARD CANDY ON A STICK, THE NUTTY MONK 
CANDY, FROZEN CONFECTIONS, BAKERY PRODUCTS, 


CONFECTIONERY CHIPS FOR BAKING COOKIES, 
BREADS, CAKES, AND PIZZA (U.S. CL. 46). FOR COOKIES (U.S. CL. 46). 
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SN 74-149,289. HETEM, FRANK J., ROSELLE PARK, NJ. 
FILED 3-19-1991. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE DOUGHTNUT REPRESENTATION, APART 
FROM THE MARK AS SHOWN. 

THE STIPPLING IS FOR SHADING PURPOSES ONLY 
AND DOES NOT INDICATE COLOR. 

FOR COOKIES AND DONUTS FOR CONSUMPTION ON 
AND OFF THE PREMISES (U.S. CL. 46). 

FIRST USE 1-1-1991; INCOMMERCE 1-17-1991. 


SN 74-151,104. HOLLIS INTERNATIONAL TRADE AND 
LEASING CORPORATION, HOLLIS, NH. FILED 
3-25-1991. 


Billington's 


FOR 
RATED CANE JUICE (U.S. CL. 46). 
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SN 74-154,768. CARGILL, INCORPORATED, WAYZATA, 
MN. FILED 4-8-1991. 


AGILL 


FOR SODIUM BENZOATE AND POTASSIUM BENZO- 
ATE FOR USE IN THE FOOD AND BEVERAGE INDUS- 
TRY AS A FOOD ADDITIVE (US. CL. 46). 

FIRST USE 11-26-1990; IN COMMERCE 11-26-1990. 


SN 74-156,572. NABISCO, INC., PARSIPPANY, NJ. FILED 
4-12-1991. 


BEAST FEAST 


FOR COOKIES AND CRACKERS (U.S. CL. 46). 


SN 74-156,849. LENNY’S SALES, INC., LAKE WALES, FL. 
FILED 4-15-1991. 


THE MARK COMPRISES A STYLIZED REPRESENTA- 
TION OF A LOBSTER CARRYING EGGS BETWEEN ITS 
CLAWS. 

FOR BUBBLE GUM (U.S. CL. 46). 

FIRST USE 3-12-1990; IN COMMERCE 3-12-1990. 
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SN 74-158,640. N.V. BISCUITS DELACRE S.A., B-1800 VIL- 
VOORDE, BELGIUM, FILED 4-19-1991. 


CHOREGRAPHIE 


THE ENGLISH TRANSLATION OF THE WORD 
“CHOREGRAPHIE” IS “CHOREOGRAPHY”. 
FOR COOKIES (U.S. CL. 46). 


SN 74-158,821. P.T.C. BRANDS, INC., WILMINGTON, DE. 
FILED 4-19-1991. 


ORCHARD BEANS 


FOR CANDY (U.S. CL. 46). 


SN 74-158,889. R & P VENTURES, INC., PITTSBURGH, PA. 
FILED 4-22-1991. 


FOR HEALTH FOODS; NAMELY, OAT BRAN, MIL- 
LERS BRAN AND ROLLED OATS (U.S. CL. 46). 
FIRST USE 3-21-1991; INCOMMERCE 3-21-1991. 


SN 74-163,222. HERSHEY FOODS CORPORATION, HER- 
SHEY, PA. FILED 5-3-1991. 


ACCLAIM 


FOR CANDY (U.S. CL. 46). 


SN 74-163,608. SABATASSO FOODS, INC., SANTA ANA, 
CA. FILED 5-6-1991. 


SABATASSO’S 


OWNER OF U.S. REG. NO. 1,462,120. 
FOR FROZEN PIZZA (USS. CL. 46). 
FIRST USE 11-1-1986; IN COMMERCE 11-1-1986. 
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SN 74-164,801. GENERAL MILLS, INC., MINNEAPOLIS, 
MN. FILED 5-7-1991. 


CINNAMON TOAST 
CRUNCH 


OWNER OF U.S. REG. NO. 1,346,597. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CINNAMON TOAST”, APART FROM THE MARK 
AS SHOWN. 


FOR BREAKFAST CEREAL (U.S. CL. 46). 
FIRST USE 4-16-1984; IN COMMERCE 4-16-1984. 


SN 74-167,425. KEEBLER COMPANY, ELMHURST, IL. 
FILED 5-17-1991. 


WHIFFLERS 


FOR CRACKERS (US. CL. 46). 


SN 74-170,290. DUTCH FARMS, 
FILED 5-28-1991. 


INC., LANSING, IL. 


WV 
7 


FOR MUFFINS AND BAGELS (U.S. CL. 46). 
FIRST USE 2-1-1990; IN COMMERCE 2-1-1990. 
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SN 74-171,534. EAST BALT. INC., CHICAGO, IL. FILED 
5-30-1991. 


FOR BAKERY GOODS; NAMELY, BREAD, ROLLS, 
AND BUNS (USS. CL. 46). 
FIRST USE 3-0-1989; IN COMMERCE 3-0-1989. 


SN 74-172,153. BELIN S.A., 91130 RIS-ORANGIS, FRANCE, 
FILED 6-3-1991. 


TELE 


FOR SWEET AND SAVORY BISCUITS AND CRACK- 
ERS (U.S. CL. 46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


SN 74-000,099. LACTAID INC., PLEASANTVILLE, NJ. 
FILED 11-16-1989. 


CATSIP 


FOR CAT FOOD; NAMELY, MILK TREATED WITH 
LACTASE ENZYME (U.S. CL. 46). 


SN 74-031,743. D. SCHULZ HOLDING B.V., 3002 AR ROT- 
TERDAM, NETHERLANDS, FILED 2-23-1990. 


TOPPER 


FOR CITRUS FRUITS (U.S. CLS. 1 AND 46). 
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SN 74-072,014. BIOLAN CORPORATION, PRINCETON, NJ. 
FILED 6-22-1990. 


BIOLAN 


FOR MULCH FILM; NAMELY, DEGRADABLE MULCH 
FILM (U.S. CL. 1). 
FIRST USE 6-0-1989; IN COMMERCE 6-0-1989. 


SN 74-083,663. WEST INDIES TROPICAL SALES COMPA- 
NY, COCONUT GROVE, FL. FILED 7-31-1990. 


THE ENGLISH TRANSLATION OF THE WORDS “DEL 
SOL” IS “OF THE SUN”. 

FOR FRESH FRUITS (U.S. CL. 46). 

FIRST USE 5-0-1988; IN COMMERCE 5-0-1988. 


SN 74-140,519. AGRO POWER DEVELOPMENT, INC., 
EAST BRUNSWICK, NJ. FILED 2-19-1991. 


VILLAGE FARMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FARMS”, APART FROM THE MARK AS SHOWN. 

FOR AGRICULTURAL PRODUCTS; NAMELY, FRESH 
VEGETABLES AND FRESH FRUITS (U.S. CL. 1). 


SN 74-142,060. C. RAKER & SONS, INC., LITCHFIELD, MI. 
FILED 2-25-1991. 


MONEYMAKER PLUGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLUGS”, APART FROM THE MARK AS SHOWN. 

FOR PLUGS FOR INDIVIDUAL LIVE NURSERY 
PLANTS PRIMARILY GROWN IN A SOILLESS PEAT- 
MOSS MEDIA (U.S. CL. 1). 

FIRST USE 12-15-1989; IN COMMERCE 12-15-1989. 
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SN 74-142,061. C. RAKER & SONS, INC., LITCHFIELD, MI. 
FILED 2-25-1991. 


MONEYMAKERS 


FOR PLUGS FOR INDIVIDUAL LIVE NURSERY 
PLANT PRIMARILY GROWN IN A SOILLESS PEAT- 
MOSS MEDIA (U.S. CL. 1). 

FIRST USE 12-15-1989; IN COMMERCE 12-15-1989. 


SN 74-144,340. VAN BLOEM’S U.S.A., PORTLAND, OR. 
FILED 3-4-1991. 


VAN BLOEM’S STERLING 
COLLECTION 


OWNER OF US. REG. NO. 1,433,156. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO . 


USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR FLOWER BULBS, RHIZOMES, TUBERS AND 
CORMES (U.S. CL. 1). 

FIRST USE 9-1-1990; IN COMMERCE 9-1-1990. 


SN 74-146,204. WINROCK GRASS FARM, INC., LITTLE 
ROCK, AR. FILED 3-11-1991. 


WINROCK ZOYSIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “ZOYSIA”, APART FROM THE MARK AS SHOWN. 
FOR GRASS SOD, SPRIGS, AND PLUGS (U.S. CL. 1). 
FIRST USE 1-1-1987; INCOMMERCE 1-1-1987. 


SN 74-155,734. SAKATA SEED AMERICA, INC., MORGAN 
HILL, CA. FILED 4-10-1991. 


PERFORMAX 


FOR SEEDS FOR HORTICULTURAL AND AGRICUL- 
TURAL PURPOSES; NAMELY, FLOWER SEEDS AND 
VEGETABLE SEEDS (U.S. CL. 1). 


SN 74-156,405. MFA INCORPORATED, COLUMBIA, MO. 
FILED 4-12-1991. 


TALTEC 


FOR ANIMAL FEED INGREDIENT (US. CL. 46). 
FIRST USE 12-28-1990; IN COMMERCE 12-28-1990. 
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SN 74-172,312. WHITE SWAN, LTD., BEAVERTON, OR. 
FILED 6-3-1991. 


SHAKESPEARE’S FOLIO OF 
FLOWERS 


FOR FLOWER SEEDS (U.S. CL. 1). 


SN 74-172,852. SHAWNEE MILLING COMPANY, SHAW- 
NEE, OK. FILED 6-4-1991. 


GOLDEN 18 


FOR DOG FOOD (USS. CL. 46). 
FIRST USE 4-29-1991; IN COMMERCE 4-29-1991. 


CLASS 32—LIGHT BEVERAGES 


SN 74-099,493. CADBURY BEVERAGES B.V., 1077 XX, AM- 
STERDAM, NETHERLANDS, FILED 9-24-1990. 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF A PINEAPPLE SLICE, 
APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GREEN 
AND YELLOw. 

FOR SOFT DRINKS AND CONCENTRATES FOR 
MAKING THE SAME (U.S. CL. 45). 

FIRST USE 6-15-1982; IN COMMERCE 6-15-1982. 


187,791, 1,014,243 AND 





T™< 140 


CLASS 32—(Continued). 


SN 74-105,758. CALISTOGA MINERAL WATER COMPA- 


NY, INC., CALISTOGA, CA. FILED 10-15-1990. 
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OWNER OF U.S. REG. NOS. 
OTHERS. 

THE DRAWING IS LINED FOR THE COLORS LAVEN- 
DER, GREEN AND BLUE AND THESE COLORS ARE 
BEING CLAIMED AS A FEATURE OF THE MARK. THE 
STIPPLING SHOWN IN THE MARK IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

SEC. 2(F). 

FOR SPARKLING MINERAL WATER WITH FRUIT 
JUICE (U.S. CLS. 45 AND 46). 

FIRST USE 10-0-1989, FIRST USED IN ANOTHER 
FORM IN 1920; INCOMMERCE 10-0-1989, FIRST USED IN 
COMMERCE IN ANOTHER FORM IN 1920. 


1,382,599, 1,628,545 AND 


SN 74-105,764. CALISTOGA MINERAL WATER COMPA- 
NY, INC., CALISTOGA, CA. FILED 10-15-1990. 


OWNER OF U.S. REG. NOS. 
OTHERS. 

THE MARK IS LINED FOR THE COLORS DARK RED, 
GREEN AND BLUE AND THESE COLORS ARE 
CLAIMED AS A FEATURE OF THE MARK. THE STIP- 
PLING SHOWN IN THE MARK IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

SEC. 2(F). 

FOR SPARKLING MINERAL WATER WITH FRUIT 
JUICE (U.S. CLS. 45 AND 46). 

FIRST USE 10-0-1989, FIRST USED IN ANOTHER 
FORM IN 1920; IN COMMERCE 10-0-1989, FIRST USED IN 
COMMERCE IN ANOTHER FORM IN 1920. 


1,382,599, 1,628,545 AND 
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SN 74-131,223. TAIT FARM, INC., CENTRE HALL, PA. 
FILED 1-17-1991. 


Tait Farm 
RASPBERRY 
SHRUB 


a natural raspberry drink concentrate 
& otherwise useful fruit syrup 


or 
a 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RASPBERRY SHRUB” AND “NATURAL RASPBER- 
RY DRINK CONCENTRATE & OTHERWISE USEFUL 
FRUIT SYRUP”, APART FROM THE MARK AS SHOWN. 

THE STIPPLING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR FRUIT DRINK CONCENTRATE (U.S. CL. 45). 

FIRST USE 1-27-1988; INCOMMERCE 11-30-1988. 


SN 74-139,616. FLAVOR & FRAGRANCE DESIGNS, INC., 
ST. LOUIS, MO. FILED 2-12-1991. 


SUMMIT 


FOR SOFT DRINKS, SELTZERS AND FLAVORED 
DRINKING WATERS (U.S. CL. 45). 


SN 74-152,994. BRASSERIE TIMMERMANS N.V., B-1701 
ITTERBEEK, BELGIUM, FILED 4-1-1991. 


FOR BEER, ALE AND PORTER (U.S. CL. 48). 
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SN 74-154,366. MACKIE INTERNATIONAL, INC., PARA- SN 74-163,878. ANHEUSER-BUSCH, INCORPORATED, ST. 
MOUNT, CA. FILED 4-5-1991. LOUIS, MO. FILED 5-6-1991. 


aie CHL 


FOR ARTIFICIALLY FRUIT FLAVORED DRINK (U.S. 


CL. 45). 
FIRST USE 1-1-1991; INCOMMERCE 1-1-1991. 


SN 74-157,173. CANANDAIGUA WINE COMPANY, INC., 
CANANDAIGUA, NY. FILED 4-15-1991. 
OWNER OF U.S. REG. NOS. 120,157, 1,257,070 AND 


OTHERS. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 


ESPRIT DE VIE USE “GOLDEN DRAFT”, APART FROM THE MARK AS 


SHOWN. 
FOR BEER (U.S. CL. 48). 
FIRST USE 3-25-1991; IN COMMERCE 3-25-1991. 


THE ENGLISH TRANSLATION OF THE WORDS 

“ESPRIT DE VIE” IN THE MARK IS “SPIRIT OF LIFE”. 
FOR FRUIT JUICES AND TABLE WATER (U.S. CL. 45). 
FIRST USE 10-3-1984; IN COMMERCE 10-3-1984. 


SN 74-166,901. CHOICE USA BEVERAGE, INC., GASTO- 
NIA, NC. FILED 5-15-1991. 


PLUMB 


SN 74-157,727. SHASTA BEVERAGES, INC., HAYWARD, 
CA. FILED 4-16-1991. 


FOR SOFT DRINKS (U.S. CL. 45). 


SN 74-166,921. CHOICE USA BEVERAGE, INC., GASTO- 
NIA, NC. FILED 5-15-1991. 


SPORTS e IT’S JUST PLUMB GOOD! 


THIRST 
QUENCHER 


FOR SOFT DRINKS (U.S. CL. 45). 


SN 74-167,328. COORS BREWING COMPANY, GOLDEN, 
CO. FILED 5-16-1991. 


OWNER OF U.S. REG. NOS. 210,723, 1,265,213 AND 
ey TASTE THE CHILL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS DRINK” AND “THIRST QUENCHER”, 
APART FROM THE MARK AS SHOWN. 


FOR SPORTS DRINKS (U.S. CL. 45). FOR BEER (U.S. CL. 48). 
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SN 74-064,034. WINEXPORT S.A.S. DI VALERIANO POZZI__ SN 74-069,181. CHANNEL ISLANDS CREAM LIQUEURS, 
E C., DBA VALERIANO POZZI E C., CREMONA, LTD., ST. PETER PORT, GUERNSEY, CHANNEL IS- 


ITALY, FILED 5-30-1990. LANDS, FILED 6-14-1990. 


TIPPLES 


CHANNEL ISLANDS 
—-— 
LIQUEURS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORIGINAL”, “CHANNEL ISLANDS”, AND 
“CREAM LIQUEURS”, APART FROM THE MARK AS 
SHOWN. 

FOR LIQUEURS (U.S. CL. 49). 

FIRST USE 9-21-1990; IN COMMERCE 9-21-1990. 


THE ENGLISH TRANSLATION OF “LIRICO” IN THE 
MARK IS “LYRIC”. 

FOR WINES (U.S. CL. 47). 

FIRST USE 10-9-1989; IN COMMERCE 10-9-1989. 


SN 74-083,496. CARTIER WINES & BEVERAGES CORP., 
MISSISSAUGA, ONTARIO, CANADA, FILED 7-31-1990. 


Orange A’peel 


SN 74-064,168. CHANNEL ISLANDS CREAM LIQUEURS, 
LTD., ST. PETER PORT, GUERNSEY, CHANNEL IS- 


LANDS, FILED 5- . 
— PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 


APPLICATION NO. 651256, FILED 2-19-1990, REG. NO. 
TMA386411, DATED 7-5-1991, EXPIRES 7-5-2006. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORANGE”, APART FROM THE MARK AS SHOWN. 
FOR ALCOHOLIC BEVERAGES; NAMELY, ORANGE 


\<GheUrigina/} FLAVORED WINE COOLERS (U.S. CL. 47). 


TIPPLES 


SN 74-085,813. DAIQUIRI SHOPPE, INC., HARAHAN, LA. 
FILED 8-6-1990. 


LAZY DASIE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORIGINAL”, APART FROM THE MARK AS FOR FROZEN PREPARED ALCOHOLIC COCKTAILS 
SHOWN. FOR CONSUMPTION ON OR OFF THE PREMISES (U.S. 
FOR LIQUEURS (U.S. CL. 49). CL. 49). 
FIRST USE 9-21-1990; IN COMMERCE 9-21-1990. FIRST USE 6-26-1983; IN COMMERCE 6-26-1983. 
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SN 74-112,384. CRUS & DOMAINES DE FRANCE, S.V.F. 
ET CIE, 33082 BORDEAUX, FRANCE, FILED 11-5-1990. 


FOR WINES (U.S. CL. 47). 


SN 74-149,292. 
MOTLOW, PROP., 
3-19-1991. 


JACK DANIEL DISTILLERY, LEM 
INC., LYNCHBURG, TN. FILED 


OWNER OF U.S. REG. NO. 444,537. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR WHISKEY (U.S. CL. 49). 

FIRST USE 12-31-1985; INCOMMERCE 12-31-1985. 


SN 74-155,295. CALERA WINE COMPANY, HOLLISTER, 
CA. FILED 4-8-1991. 


SELLECK 


SEC. 2(F). 
FOR WINES (U.S. CL. 47). 
FIRST USE 1-18-1981; INCOMMERCE 1-18-1981. 
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SN 74-155,544. SAZERAC COMPANY, INC., NEW ORLE- 
ANS, LA. FILED 4-9-1991. 


SOUTHERN LIGHTS 


FOR ALCOHOLIC BEVERAGES; NAMELY, LIQUEURS 
(U.S. CL. 49). 


SN 74-155,545. SAZERAC COMPANY, INC., NEW ORLE- 
ANS, LA. FILED 4-9-1991. 


SOUTHERN STAR 


FOR ALCOHOLIC BEVERAGES; NAMELY, LIQUEURS 
(U.S. CL. 49). 


SN 74-156,905. SAZERAC COMPANY, INC., DBA NIKOLAI 
COMPANY, NEW ORLEANS, LA. FILED 4-15-1991. 


NIKOLAI 


OWNER OF U.S. REG. NOS. 642,172 AND 664,531. 

FOR ALCOHOLIC BEVERAGES; NAMELY, VODKA 
AND GIN (USS. CL. 49). 

FIRST USE 2-0-1941; IN COMMERCE 2-0-1941. 


SN 74-158,146. UNITED STATES DISTILLED PRODUCTS 
COMPANY, PRINCETON, MN. FILED 4-18-1991. 


BUBBA’S 


FOR FLAVORED SCHNAPPS LIQUEUR (U.S. CL. 49). 
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SN 73-808,159. BIC CORPORATION, MILFORD, CT. FILED 
6-21-1989. 








THE LINING SHOWN IN THE DRAWING IS FOR 
SHADING PURPOSES ONLY AND IS NOT A FEATURE 
OF THE MARK. 

FOR CIGARETTE LIGHTERS NOT MADE OF PRE- 
CIOUS METAL (USS. CL. 8). 

FIRST USE 10-25-1973; IN COMMERCE 10-25-1973. 


SN 74-087,212. VILLAZON & COMPANY, INC., TAMPA, 
FL. FILED 8-13-1990. 


GRAND CRU 


THE ENGLISH TRANSLATION OF “GRAND CRU” IS 
“LARGE”, “HIGH” OR “LOFTY GROWTH”. 

FOR CIGARS (U.S. CL. 17). 

FIRST USE 2-0-1987; IN COMMERCE 2-0-1987. 


SN 74-111,444. SHIELD, INC., PACIFIC PALISADES, CA. 
FILED 11-1-1990. 


DESERT SHIELD 


FOR CIGARETTES (U.S. CL. 17). 


SN 74-131,369. NCC L.P., ATLANTA, GA. FILED 1-18-1991. 


DIRECTOR’S CHOICE 


FOR PIPE TOBACCO (U.S. CL. 17). 
FIRST USE 5-0-1983; IN COMMERCE 5-0-1983. 
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SN 74-149,921. LORILLARD TOBACCO COMPANY, NEW 
YORK, NY. FILED 3-21-1991. 


BOUNTY 


OWNER OF U.S. REG. NOS. 501,243, 848,106 AND 
1,444,376. 
FOR CIGARETTES (U.S. CL. 17). 


SN 74-155,714. PHILIP MORRIS INCORPORATED, NEW 
YORK, NY. FILED 4-10-1991. 


ies 


LONGBEACH 


THE DOTTED LINES SURROUNDING THE MARK 
ARE USED TO SHOW THE POSITION OF THE MARK ON 
THE GOODS. 

FOR CIGARETTES (U.S. CL. 17). 


SN 74-158,932. CRICKET, S.A., F-69140 RILLIEUX-LA- 
PAPE, FRANCE, FILED 4-22-1991. 


GRAPHIC 


FOR DISPOSABLE CIGARETTE LIGHTERS (US. CL. 
8). 
FIRST USE 12-30-1990; IN COMMERCE 12-30-1990. 
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CLASS 35—ADVERTISING AND BUSINESS 


SN 73-720,098. HEMINGWAY, LTD., BIRMINGHAM, MI. 
FILED 4-1-1988. 


HEMINGWAY 


OWNER OF U.S. REG. NO. 1,384,390. 

FOR LICENSING OTHERS, THE RIGHT TO USE AND/ 
OR EXPLOIT, THE NAME AND LIKENESS OF ERNEST 
HEMINGWAY (U.S. CL. 100). 

FIRST USE 12-31-1982; IN COMMERCE 12-31-1982. 


SN 73-834,766. CONTINUITY PROGRAMS, INC., WALLED 
LAKE, MI. FILED 10-30-1989. 


PERKS PLUS 


FOR PROMOTING THE SALE OF GOODS AND SERV- 
ICES OF OTHERS THROUGH A FREQUENT PURCHAS- 
ER PROGRAM BASED ON ACCUMULATED POINTS RE- 
DEEMABLE FOR MERCHANDISE, DISCOUNTS ON PUR- 
CHASES AND THE LIKE (USS. CL. 101). 

FIRST USE 2-1-1989; IN COMMERCE 6-1-1989. 


SN 73-838,818. MARKETING ONE, INC., PORTLAND, OR. 
FILED 11-13-1989. 


IMAGE 


FOR PROMOTING THE SALE OF SERVICES OF FI- 
NANCIAL INSTITUTIONS THROUGH THE DISTRIBU- 
TION OF PRINTED MATERIALS; AND RENDERING 
MARKETING AND SALES ADVICE IN THE MANAGE- 
MENT, ORGANIZATION, AND OPERATION OF FINAN- 
CIAL INSTITUTIONS (U.S. CL. 101). 

FIRST USE 3-1-1987; IN COMMERCE 3-1-1987. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-048,833. MOORE, MICHAEL, DBA RAW TALENT, 
SAN RAFAEL, CA. FILED 4-12-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TALENT”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR THEATRICAL AND ENTERTAINMENT MAN- 
AGEMENT SERVICES (U.S. CLS. 101 AND 107). 

FIRST USE 7-6-1989; IN COMMERCE 7-6-1989. 


SN 74-052,527. AMERICAN HOSPITAL ASSOCIATION, 
CHICAGO, IL. FILED 4-13-1990. 


HAS/MONITREND II 


FOR BUSINESS INFORMATION SERVICES, BUSINESS 
COST, FINANCIAL, UTILIZATION, AND PRODUCTIVI- 
TY ANALYSIS SERVICES, AND BUSINESS CONSULT- 
ING SERVICES, ALL RELATED TO HEALTH CARE AD- 
MINISTRATION (U.S. CL. 101). 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 
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SN 74-054,648. HEALTHCARE MARKETING RESOURCES 
(H.M.R.) INC., MONTREAL, QUEBEC, CANADA, FILED 
5-1-1990. 


Y 


THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND DOES NOT INDICATE COLOR. 

FOR PROCESSING RECORDING AND FILLING PHYSI- 
CIANS’ REQUESTS FOR SAMPLES OF PHARMACEUTI- 
CAL PRODUCTS ON BEHALF OF MANUFACTURERS 
AND DISTRIBUTORS (U.S. CL. 101). 


SN 74-060,500. RICHMOND TRANSPORTATION SERV- 
ICES, INC., BANNOCKBURN, IL. FILED 5-18-1990. 


WRITE TRACK 


FOR LOCATION OF TRAILERS AND CONTAINERS IN 
TRANSIT OR STORAGE BY COMPUTER AND PROVID- 


ING CUSTOMERS WITH A PRINTOUT THEREOF (U.S. 
CL. 101). 


FIRST USE 5-17-1990; IN COMMERCE 5-17-1990. 


SN 74-061,224. HOME BUYERS ASSISTANCE CORPORA- 
TION, WESTPORT, CT. FILED 5-21-1990. 


ASAP 


FOR RELOCATION COUNSELLING SERVICES (US. 
CLS. 100 AND 101). 
FIRST USE 10-10-1985; IN COMMERCE 10-10-1985. 
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SN 74-071,598. BROADCAST MUSIC, INC., DBA BMI, NEW 
YORK, NY. FILED 6-22-1990. 


WHERE PERFORMANCE 
COUNTS 


FOR ADMINISTERING THE LICENSING OF COPY- 
RIGHTED MUSIC - MAINLY, COLLECTING LICENSE 
FEES ON BEHALF OF INDEPENDENT WRITERS AND 
PUBLISHERS AND MAKING PAYMENTS TO THE COPY- 
RIGHT OWNERS OF THE MUSIC (U.S. CL. 101). 

FIRST USE 11-18-1988; IN COMMERCE 11-18-1988. 


SN 74-078,828. JURECON, 
FILED 7-16-1990. 


INC., LOS ANGELES, CA. 


JURECON 


FOR CONSULTING SERVICES IN THE FIELDS OF 
LITIGATION SUPPORT, BUSINESS AND ECONOMIC 
ANALYSIS AND FORECASTING (U.S. CLS. 100 AND 101). 

FIRST USE 4-0-1981; IN COMMERCE 4-0-1981. 


SN 74-082,204. MUHLENHAUPT, RONALD P., HAUP- 
PAUGE, NY. FILED 7-26-1990. 


Se 


Ampersand Techniques 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNIQUES”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS IN PART OF THE STYLIZED 
AMPERSAND SIGN. 

FOR BUSINESS MANAGEMENT CONSULTATION 
SERVICES (U.S. CL. 101). 

FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 
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SN 74-087,244. MILNOT COMPANY, THE, ST. LOUIS, MO. 
FILED 8-13-1990. 


THE CHILI STATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHILI”, APART FROM THE MARK AS SHOWN. 
FOR MARKETING CONSULTING SERVICES IN THE 
FIELD OF PACKAGED CHILI PRODUCTS (U.S. CL. 101). 


SN 74-087,470. PROFESSIONAL SERVICES NETWORK, 
INC., REDWOOD SHORES, CA. FILED 8-13-1990. 


FOR TEMPORARY JOB PLACEMENT SERVICES FOR 
PROFESSIONALS BY MEANS OF A COMPUTER DATA 
BASE NETWORK (U.S. CL. 101). 

FIRST USE 6-5-1990; IN COMMERCE 8-6-1990. 


SN 74-111,246. RELOCATION MANAGEMENT INCORPO- 
RATED, CHESTERFIELD, MO. FILED 11-1-1990. 


THE STIPPLING ON THE DRAWING IS FOR SHAD- 
ING PURPOSES ONLY AND DOES NOT REPRESENT 
COLOR. 

FOR CORPORATE EMPLOYEE REAL ESTATE RELO- 
CATION AND MORTGAGE COUNSELING (U.S. CLS. 101, 
102 AND 105). 

FIRST USE 11-0-1988; IN COMMERCE 11-0-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-111,435. WESTINGHOUSE BROADCASTING COM- 
PANY, INC., NEW YORK, NY. FILED 11-1-1990. 


SEAMLESS 
COMMUNICATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMMUNICATIONS”, APART FROM THE MARK 
AS SHOWN. 

FOR ADVERTISING SERVICES; NAMELY, PLACE- 
MENT OF CUSTOMIZED ADVERTISING PACKAGES 
UTILIZING LOCAL, REGIONAL AND NATIONAL 
BROADCAST, CABLE TELEVISION, PRINT AND OTHER 
MEDIA (U.S. CL. 101). 

FIRST USE 9-17-1990; IN COMMERCE 9-17-1990. 


SN 74-111,813. FAIRFAX GROUP LTD., PITTSBURGH, PA. 
FILED 10-31-1990. 


DISK-A-MATION 


FOR ADVERTISING AGENCY SERVICES; NAMELY, 
PROVIDING ADVERTISING AND MARKETING INFOR- 
MATION VIA COMPUTER DISKS (U.S. CL. 101). 


SN 74-114,630. OPTICAL CLAIMS SERVICE, INC., WICH- 
ITA, KS. FILED 11-13-1990. 


VANTAGE VISION 


FOR PROMOTING THE GOODS AND SERVICES OF 
OTHERS BY MEANS OF A DISCOUNT CARD THAT EN- 
TITLES MEMBERS TO DISCOUNTED OPTICAL SERV- 
ICES THROUGH A PREFERRED PROVIDER ORGANI- 
ZATION AND/OR TO FIXED PRICE REPLACEMENTS 
OF OPTICAL DEVICES THROUGH A REPURCHASE 
AGREEMENT (USS. CL. 101). 

FIRST USE 3-28-1990; IN COMMERCE 3-28-1990. 


SN 74-117,468. REED COMPANY, THE, LAKE OSWEGO, 
OR. FILED 11-23-1990. 


MEAT-INGS 


FOR BUSINESS MANAGEMENT CONSULTING SERV- 
ICES (U.S. CL. 101). 
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SN 74-126,031. PHONE POWER, INC., SAN ANTONIO, TX. 
FILED 12-24-1990. 


PHONE POWER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHONE”, APART FROM THE MARK AS SHOWN. 

FOR TELEMARKETING SERVICES ON BEHALF OF 
INDUSTRIAL AND COMMERCIAL CLIENTS (U.S. CL. 
101). 

FIRST USE 9-8-1987; IN COMMERCE 9-8-1987. 


SN 74-131,287. KRELITZ INDUSTRIES, 
TONKA, MN. FILED 1-17-1991. 


INC., MINNE- 


BUCKLE UP FOR PROFITS 


FOR PRODUCT MERCHANDISING SERVICES FOR 
PHARMACIES TO INCREASE THE SALE OF HEALTH 
AND BEAUTY AID PRODUCTS IN CONNECTION WITH 
THE SALE OF PRESCRIPTION MEDICATIONS (U.S. CL. 
101). 


SN 74-131,575. 
1-18-1991. 


TSS LTD., PROVIDENCE, RI. FILED 


RIGHT NOW COUPONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUPONS”, APART FROM THE MARK AS 
SHOWN. 

FOR DISSEMINATION OF ADVERTISING MATERIAL 
CONSISTING OF DISCOUNT COUPONS AND PRODUCT 
LITERATURE (U.S. CL. 101). 


SN 74-131,582. TSS LTD., 
1-18-1991. 


PROVIDENCE, RI. FILED 


RIGHT NOW DEPARTMENT 


FOR DISSEMINATION OF ADVERTISING MATERIAL 
CONSISTING OF DISCOUNT COUPONS AND PRODUCT 
LITERATURE (USS. CL. 101). 
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SN 74-136,504. MAJOR LEAGUE BASEBALL PROPER- 
TIES, INC., NEW YORK, NY. FILED 2-5-1991. 


OWNER OF U.S. REG. NO. 1,617,698. 

FOR RETAIL TRADE SHOWS IN THE FIELD OF 
PRODUCTS BEARING THE NAMES OF BASEBALL 
TEAMS (U.S. CL. 101). 


SN 74-142,714. MARKETING EVALUATIONS, INC., DBA 
MARKETING EVALUATIONS, INC., PORT WASHING- 
TON, NY. FILED 2-27-1991. 


SPORTS Q 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS”, APART FROM THE MARK AS SHOWN. 
FOR CONDUCTING MARKET SURVEYS AND PRO- 
VIDING REPORTS ON THE FAMILIARITY AND 
APPEAL OF SPORTS PERSONALITIES (U.S. CL. 101). 
FIRST USE 11-0-1988; IN COMMERCE 12-0-1988. 


SN 74-149,959. DELL COMPUTER CORPORATION, 
AUSTIN, TX. FILED 3-21-1991. 


PARTNERS ’N PROFIT 


FOR CUSTOM DESIGN OF COMPUTER SYSTEMS FOR 
FEDERAL AGENCIES AND BUSINESS (U.S. CL. 101). 
FIRST USE 12-11-1990; IN COMMERCE 12-11-1990. 


SN 74-154,529. N.W. AYER & SON, INC., NEW YORK, NY. 
FILED 4-5-1991. 


WEESEARCH 


FOR MARKET RESEARCH SERVICES; NAMELY, THE 
EXAMINATION AND MONITORING OF ISSUES PER- 
TAINING TO MARKETING AND ADVERTISING DI- 
RECTED TO AND CONCERNING CHILDREN FOR COR- 
PORATE CLIENTS (U.S. CL. 101). 
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SN 74-156,358. ALEXANDER MANUFACTURING COMPA- 
NY, ST. LOUIS, MO. FILED 4-12-1991. 


LOGO 


OWNER OF U.S. REG. NOS. 1,276,097 AND 1,648,342. 

FOR ADVERTISING SPECIALITY SERVICES; 
NAMELY, CUSTOM MANUFACTURING OF PENS AND 
PENCILS (U.S. CLS. 100, 101 AND 103). 

FIRST USE 2-2-1983; IN COMMERCE 2-2-1983. 


SN 74-165,672. LENS 4 LESS, 
BEACH, FL. FILED 5-13-1991. 


INC., HALLANDALE 


LENS 4 LESS 


FOR DISCOUNT BUYING CLUB SERVICES FOR CON- 
TACT LENSES (US. CL. 101). 
FIRST USE 3-1-1991; IN COMMERCE 4-1-1991. 


SN 74-166,926. TRADEWELL INC., NEW 
FILED 5-15-1991. 


YORK, NY. 


« D TRADEWELL 


OWNER OF U.S. REG. NO. 1,190,206. 

FOR PURCHASING EXCESS INVENTORY FROM ITS 
CLIENTELE IN EXCHANGE FOR TRADE CREDITS 
WHICH ARE USED TO PURCHASE THROUGH APPLI- 
CANT ADVERTISING AND MARKETING SERVICES, 
SUCH AS SPOT RADIO AND TELEVISION COMMER- 
CIALS, OR MARKETING INCENTIVE PROGRAMS FOR 
CLIENT’S PERSONNEL (U.S. CL. 101). 

FIRST USE 3-4-1991; INCOMMERCE 3-4-1991. 


CLASS 36—INSURANCE AND FINANCIAL 


SN 74-021,624. GREAT AMERICAN INSURANCE COMPA- 
NY, CINCINNATI, OH. FILED 1-23-1990. 


EAGLE RE 


FOR REINSURANCE INTERMEDIARY SERVICES IN- 
VOLVING ACTING AS A BROKER FOR THE PLACE- 
MENT OF REINSURANCE (U.S. CLS. 101 AND 102). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-057,333. GE-NE RETAILER SERVICES, 


INC., 
DALLAS, TX. FILED 5-9-1990. 


FOR CREDIT AGENCY SERVICES (US. CLS. 101 AND 
102). 


SN 74-061,420. KAL KAN FOODS, INC., VERNON, CA. 
FILED 5-21-1990. 











(PEDIGREE CELEBRITY } 


OWNER OF U.S. REG. NOS. 777,527, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRESENTS ITS”, “PETS” AND “SUPPORTED BY”, 
APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR CHARITY FUND RAISING THROUGH ORGANIZ- 
ING AND CONDUCTING PET SHOWS FEATURING CE- 
LEBRITIES AND THEIR PETS, PET CONTESTS, AND 
PROFESSIONAL CANINE DEMONSTRATIONS (U.S. CLS. 
102 AND 107). 

FIRST USE 2-0-1990; IN COMMERCE 2-0-1990. 


1,574,846 AND 
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SN 74-062,529. KAUFMAN, LINDA L., CHICAGO, IL. 
FILED 5-25-1990. 


FOR REAL ESTATE AGENCY SERVICES AND REAL 
ESTATE BROKERAGE SERVICES (U.S. CL. 102). 
FIRST USE 9-1-1990; IN COMMERCE 9-1-1990. 


SN 74-063,510. CALIFORNIA LAW ENFORCEMENT AS- 
SOCIATION, INC., SAN JOSE, CA. FILED 5-29-1990. 


CALIFORNIA LAW 
ENFORCEMENT 
ASSOCIATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAW ENFORCEMENT ASSOCIATION”, APART 
FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR ESTABLISHMENT AND ADMINISTRATION OF 
LONG-TERM DISABILITY PLANS (U.S. CL. 102). 

FIRST USE 12-5-1985; IN COMMERCE 12-5-1985. 
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SN 74-066,984. ACORDIA SMALL BUSINESS BENEFITS, 
INC., INDIANAPOLIS, IN. FILED 6-8-1990. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND NOT INTENDED TO INDI- 
CATE COLOR. 

FOR INSURANCE; NAMELY, INSURANCE UNDER- 
WRITING AND CLAIM ADMINISTRATION SERVICES 
(U.S. CL. 102). 

FIRST USE 10-1-1989; IN COMMERCE 10-1-1989. 


SN 74-067,902. MEASURED MARKET SYSTEMS CORPO- 
RATION, NORTHBROOK, IL. FILED 6-11-1990. 


NDEX 


FOR FINANCIAL SERVICES; NAMELY, PROVIDING A 
COMPUTERIZED OR PRINTED ANALYSIS OF STOCK 
MARKET BEHAVIOR OF INDIVIDUAL SECURITIES 
(U.S. CL. 102). 

FIRST USE 4-9-1990; IN COMMERCE 4-9-1990. 


SN 74-069,865. ITT COMMERCIAL FINANCE CORPORA- 
TION, CLAYTON, MO. FILED 6-18-1990. 


ADVANTAGE 


FOR AUTOMOBILE INSURANCE 
SERVICES (U.S. CL. 102). 
FIRST USE 9-0-1987; IN COMMERCE 9-0-1987. 


UNDERWRITING 


SN 74-079,096. DAVENPORT MANAGEMENT, 
WESTPORT, CT. FILED 7-17-1990. 


INC., 


DAVENPORT GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROUP”, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL SERVICES, NAMELY, INVESTMENT 
BANKING SERVICES REGARDING MERGERS AND AC- 
QUISITIONS (U.S. CL. 102). 

FIRST USE 8-0-1988; IN COMMERCE 8-0-1988. 
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SN 74-079,390. ANKUK FIRE & MARINE INSURANCE 
Co., LTD., CHUNG-KU, SEOUL, REPUBLIC OF 
KOREA, FILED 7-18-1990. 


@) SAMSUNG INSURANCE CO.,LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INSURANCE CO., LTD.”, APART FROM THE 
MARK AS SHOWN. 

THE ENGLISH TRANSLATION 
“THREE STAR”. 

FOR ACCIDENT, FIRE AND MARINE INSURANCE 
UNDERWRITING SERVICES (U.S. CL. 102). 


OF “SAMSUNG” IS 


SN 74-086,134. ANKUK FIRE & MARINE INSURANCE 
co., LTD., CHUNG-KU, SEOUL, REPUBLIC OF 
KOREA, FILED 8-8-1990. 


@) ANKUK FIRE & MARINE INSURANCE CO.,LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FIRE & MARINE INSURANCE CO., LTD.”, APART 
FROM THE MARK AS SHOWN. 

FOR ACCIDENT, FIRE AND MARINE INSURANCE 
UNDERWRITING SERVICES (U.S. CL. 102). 

FIRST USE 4-1-1990; IN COMMERCE 4-1-1990. 


SN 74-086,294. COMMUNITY NATIONAL ASSURANCE 
COMPANY, WORTHINGTON, OH. FILED 8-9-1990. 


CUSTOM ELITE 


FOR LIFE INSURANCE UNDERWRITING SERVICES 
(U.S. CL. 102). 
FIRST USE 7-16-1990; IN COMMERCE 7-16-1990. 


SN 74-097,065. ANKUK FIRE & MARINE INSURANCE 
CoO., LTD., CHUNG-KU, SEOUL, REPUBLIC OF 
KOREA, FILED 9-13-1990. 


@) ANKUK INSURANCE CO.,LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INSURANCE CO., LTD.”, APART FROM THE 
MARK AS SHOWN. 

FOR ACCIDENT, FIRE AND MARINE INSURANCE 
UNDERWRITING SERVICES (U.S. CL. 102). 
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SN 74-099,972. TYNDALL FEDERAL CREDIT UNION, 
PANAMA CITY, FL. FILED 9-24-1990. 


SILVER FALCON CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 

FOR CREDIT UNION SERVICES FOR MEMBERS 55 
YEARS OLD AND OLDER (U.S. CL. 102). 

FIRST USE 5-10-1990; IN COMMERCE 6-0-1990. 


SN 74-100,291. DOBKIN, NEALE C., ASHLAND, MA. 
FILED 9-26-1990. 


GEOPOLIS 


FOR FINANCIAL MANAGEMENT AND ADVISORY 
SERVICES (U.S. CL. 102). 


SN 74-106,192. PRUDENTIAL INSURANCE COMPANY OF 
AMERICA, THE, NEWARK, NJ. FILED 10-15-1990. 


LENDER EXPRESS 
PROGRAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LENDER” AND “PROGRAM”, APART FROM THE 
MARK AS SHOWN. 

FOR MORTGAGE PRODUCT (USS. CL. 102). 

FIRST USE 9-1-1989; IN COMMERCE 9-1-1989. 


SN 74-107,036. CANON KABUSHIKI KAISHA, OHTA-KU, 
TOKYO, JAPAN, FILED 10-18-1990. 


Canon 


COMMERCIAL CREDIT PROGRAM 


OWNER OF 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMMERCIAL CREDIT PROGRAM”, APART 
FROM THE MARK AS SHOWN. 

FOR FINANCING AND ADMINISTRATION OF LEASE- 
PURCHASE AGREEMENTS FOR BUSINESS MACHINES 
(U.S. CL. 102). 

FIRST USE 8-13-1990; IN COMMERCE 8-13-1990. 


U.S. REG. NOS. 844,063, 975,904 AND 
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SN 74-110,534. FEDERAL NATIONAL MORTGAGE ASSO- 
CIATION, DBA FANNIE MAE, WASHINGTON, DC. 
FILED 10-29-1990. 


MAGNET 5 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “5”, APART FROM THE MARK AS SHOWN. 

FOR MORTGAGE LOAN SERVICES PERTAINING TO 
EMPLOYER ASSISTED HOUSING AND CONSULTING 
RENDERED THEREWITH (U.S. CL. 102). 

FIRST USE 3-14-1991; INCOMMERCE 4-3-1991. 


SN 74-112,907. BRIDGE INFORMATION SYSTEMS, INC., 
ST. LOUIS, MO. FILED 11-6-1990. 


ORDPRO 


FOR FINANCIAL TRANSACTION PROCESSING FOR 
BROKERAGE, INSTITUTIONAL AND ASSET MANAGE- 
MENT FIRMS AND EXCHANGES (U.S. CL. 102). 


SN 74-120,508. ORION PRODUCTS CORPORATION, 
MARINA DEL REY, CA. FILED 12-4-1990. 


GUIDING PARTNERS 


FOR CHARITABLE FUNDRAISING SERVICES FOR 
PROVIDING GUIDE DOGS FOR THE BLIND (U.S. CL. 
102). 


SN 74-125,680. PUTNAM ADVISORY COMPANY, INC., 
THE, BOSTON, MA. FILED 12-24-1990. 


VECTOR GROWTH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROWTH”, APART FROM THE MARK AS SHOWN. 

FOR INVESTMENT MANAGEMENT SERVICES (U.S. 
CLS. 101 AND 102). 

FIRST USE 7-28-1990; IN COMMERCE 7-28-1990. 


SN 74-127,191. SOCIETY CORPORATION, CLEVELAND, 
OH. FILED 12-31-1990. 


HOMEASSIST 


FOR MORTGAGE SERVICES; NAMELY, MORTGAGE 
LENDING AND MORTGAGE CONSULTATION SERV- 
ICES (U.S. CL. 102). 

FIRST USE 11-12-1989; IN COMMERCE 11-12-1989. 
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SN 74-127,517. SOUTHTRUST CORPORATION, BIRMING- 
HAM, AL. FILED 1-2-1991. 


BUSINESS SENSE 


FOR BANKING SERVICES; NAMELY, CHECKING AC- 
COUNT SERVICES (U.S. CL. 102). 
FIRST USE 6-0-1990; IN COMMERCE 11-0-1990. 


SN 74-129,656. MILLER, GARY, FOREST HILLS, NY. 
FILED 1-11-1991. 


SPORTSFUND 


FOR MUTUAL FUND INVESTMENT SERVICES (U.S. 
CLS. 101 AND 102). 


SN 74-130,643. STUART HOPE AGENCY, INC., THE, CO- 
LUMBIA, SC. FILED 1-15-1991. 


THE MARK CONSISTS IN PART OF THE STYLIZED 
LETTER “H”. 

FOR AVIATION INSURANCE ADMINISTRATION 
SERVICES (U.S. CL. 102). 

FIRST USE 12-0-1972; INCOMMERCE 12-0-1972. 


SN 74-134,757. ROYAL MACCABEES LIFE INSURANCE 
COMPANY, SOUTHFIELD, MI. FILED 1-30-1991. 


PRIME + FOR 401K 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “401K”, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL ANALYSIS AND CONSULTING; 
FUND INVESTMENT SERVICES; FUND INVESTMENT 
CONSULTING; INVESTMENT TRUST AND ADMINIS- 
TRATION SERVICES (U.S. CLS. 101 AND 102). 





JANUARY 7, 1992 


CLASS 36—(Continued). 


SN 74-143,045. NATIONAL REPUBLICAN SENATORIAL 
COMMITTEE, WASHINGTON, DC. FILED 2-28-1991. 


THE CHAIRMAN’S 
FOUNDATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOUNDATION”, APART FROM THE MARK AS 
SHOWN. 

FOR POLITICAL FUNDRAISING FOR REPUBLICAN 
UNITED STATES SENATE CAMPAIGNS (U.S. CL. 102). 

FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 


SN 74-144,992. TU CASA EN QUISQUEYA, INC., CORONA 
QUEENS, NY. FILED 3-6-1991. 


-~ 


\@) 


TU CASA. 


EN QUISQUEYA 


THE ENGLISH TRANSLATION OF THE WORDING 
“TU CASA EN QUISQUEYA” IN THE MARK IS “YOUR 
HOME IN QUISQUEYA”. 

THE TERM “QUISQUEYA” ONCE USED BY NATIVES 
TO REFER TO THE ISLAND OF HISPANIOLA, MEAN- 
ING “MOTHER OF ALL LANDS”. 

FOR PROVIDING INFORMATION ABOUT LAND AND 
HOMES FOR SALE IN THE DOMINICAN REPUBLIC (U.S. 
CLS. 101 AND 102). 

FIRST USE 1-0-1991; IN COMMERCE 2-0-1991. 


SN 74-151,020. U.S. BANCORP, PORTLAND, OR. FILED 
3-25-1991. 


WE’RE ALL IN THIS 
TOGETHER 


FOR BANKING SERVICES (U.S. CL. 102). 
FIRST USE 4-3-1991; INCOMMERCE 4-3-1991. 
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SN 74-151,143. LONG & FOSTER COMPANIES, INC., THE, 
FAIRFAX, VA. FILED 3-21-1991. 


THE REAL EDGE IN REAL 
ESTATE 


FOR REAL ESTATE BROKERAGE SERVICES (U.S. 
CLS. 101 AND 102). 
FIRST USE 2-10-1991; IN COMMERCE 2-10-1991. 


SN 74-151,808. BANYAN MANAGEMENT CORP., CHICA- 
GO, IL. FILED 3-27-1991. 


FOR PUBLIC REAL ESTATE MORTGAGE FUND IN- 
VESTMENT MANAGEMENT SERVICES (U.S. CLS. 101 
AND 102). 


SN 74-152,250. MERRILL LYNCH & CO., INC., NEW 
YORK, NY. FILED 3-25-1991. 


MASTER NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NETWORK”, APART FROM THE MARK AS 
SHOWN. 

FOR FINANCIAL PLANNING SERVICES (U.S. CL. 102). 

FIRST USE 9-1-1990; IN COMMERCE 9-1-1990. 
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SN 74-153,060. PRUDENTIAL INSURANCE COMPANY OF 
AMERICA, THE, NEWARK, NJ. FILED 3-29-1991. 


PBT Mortgage Corporation > 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MORTGAGE CORPORATION”, APART FROM THE 
MARK AS SHOWN. 

FOR HOME EQUITY LOANS (U.S. CL. 102). 

FIRST USE 4-0-1987; IN COMMERCE 4-0-1987. 


SN 74-155,398. GENERAL MOTORS ACCEPTANCE COR- 
PORATION, DETROIT, MI. FILED 3-25-1991. 


CREDITVISOR 


FOR CREDIT BUREAU SERVICES; NAMELY, PROVID- 
ING ACCESS TO CREDIT INFORMATION AND CREDIT 
EVALUATIONS ON A COMPUTER DATABASE (U.S. 
CLS. 101 AND 102). 


SN 74-155,693. FIRST UNION CORPORATION, CHAR- 
LOTTE, NC. FILED 4-9-1991. 


WHEN IT COMES TO 
SERVICE, EVERYTHING 
MATTERS. 


FOR BANKING SERVICES (U.S. CL. 102). 
FIRST USE 3-14-1991; IN COMMERCE 3-14-1991. 


SN 74-158,659. AMERICAN FOUNDERS LIFE INSUR- 
ANCE COMPANY, PHOENIX, AZ. FILED 4-19-1991. 


AMERICAN 
FOUNDERS LIFE 


OWNER OF U.S. REG. NO. 1,315,000. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIFE”, APART FROM THE MARK AS SHOWN. 

FOR LIFE AND HEALTH INSURANCE UNDERWRIT- 
ING, CLAIMS AND POLICYHOLDER SERVICES (U.S. 
CLS. 101 AND 102). 

FIRST USE 1-25-1991; IN COMMERCE 1-25-1991. 
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SN 74-159,471. STABLEWOOD LIMITED PARTNERSHIP, 
HOUSTON, TX. FILED 4-22-1991. 


STABLEWOOD 


FOR REAL ESTATE SERVICES; NAMELY, REAL 
ESTATE SALES AND MANAGEMENT (U.S. CLS. 101 
AND 102). 

FIRST USE 10-13-1989; IN COMMERCE 10-13-1989. 


SN 74-159,771. CALIFORNIA CENTRAL TRUST BANK 
CORPORATION, IRVINE, CA. FILED 4-22-1991. 


CALTRUST 


FOR BANKING SERVICES, TRUST SERVICES AND 
MANAGEMENT OF INVESTMENT FUNDS (U.S. CL. 102). 
FIRST USE 12-1-1989; IN COMMERCE 12-1-1989. 


SN 74-159,938. MERCER, SANTA BARBARA, CA. FILED 
4-23-1991. 


ECONOMIC FREEDOM 
ANALYSIS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ECONOMIC” AND “ANALYSIS”, APART FROM 
THE MARK AS SHOWN. 

FOR FINANCIAL PLANNING SERVICES (U.S. CL. 102). 

FIRST USE 8-30-1990; IN COMMERCE 8-30-1990. 


SN 74-167,235. RENTCHEK CORPORATION, DBA REAL- 
CHEK COMPANY, OWOSSO, MI. FILED 5-16-1991. 


REALCHEK 


FOR CONSULTING SERVICES RENDERED TO 
RENTAL PROPERTY MANAGERS AND OWNERS; 
NAMELY, TENANT RESEARCHING, EVALUATING 
AND REPORTING SERVICES (U.S. CL. 102). 

FIRST USE 9-8-1989; IN COMMERCE 9-8-1989. 
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SN 74-169,187. RYAN INSURANCE GROUP, INC., CHICA- 
GO, IL. FILED 5-23-1991. 


SPECIAL EDITION 
MOTORCAR PROTECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOTORCAR PROTECTION”, APART FROM THE 
MARK AS SHOWN. 

FOR UNDERWRITING AND ADMINISTRATION OF 
SERVICE CONTRACTS AND INSURANCE POLICIES 
COVERING CERTAIN MECHANICAL COMPONENTS OF 
AUTOMOBILES (U.S. CLS. 101 AND 102). 

FIRST USE 4-29-1991; IN COMMERCE 4-29-1991. 


SN 74-170,505. RYAN INSURANCE GROUP, INC., CHICA- 
GO, IL. FILED 5-28-1991. 


THE SMART OPTION. 


FOR UNDERWRITING AND ADMINISTRATION OF 
SERVICE CONTRACTS AND INSURANCE POLICIES 
COVERING CERTAIN MECHANICAL COMPONENTS OF 
AUTOMOBILES (U.S. CLS. 101 AND 102). 

FIRST USE 5-15-1991; IN COMMERCE 5-15-1991. 


CLASS 37—CONSTRUCTION AND REPAIR 


SN 73-737,722. INSTRUMENTATION SERVICES, 
CHARLOTTE, NC. FILED 7-1-1988. 


INC., 


Isl 


FOR REPAIR AND MAINTENANCE SERVICES IN THE 
FIELD OF INSTRUMENTS AND CONTROLS FOR 
WATER AND WASTE TREATMENT PLANTS AND IN- 
DUSTRIAL AND MANUFACTURING OPERATIONS (U.S. 
CL. 103). 

FIRST USE 9-17-1975; IN COMMERCE 9-17-1975. 


SN 74-053,519. P.R.P. DEVELOPMENT, INC., SAN DIEGO, 
CA. FILED 4-27-1990. 


BAYFRONT PLACE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAYFRONT”, APART FROM THE MARK AS 
SHOWN. 

FOR REAL ESTATE DEVELOPMENT SERVICES; 
NAMELY, PLANNING, LAYING OUT, AND BUILDING 
COMMERCIAL PROPERTIES (U.S. CL. 103). 
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SN 74-059,656. MCWINN FILTER SYSTEMS INC., EDMON- 
TON, ALBERTA, TSM 2X2, CANADA, FILED 5-17-1990. 


McWINN 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 648,243, FILED 1-8-1990, REG. NO. 
TMA381,335, DATED 3-8-1991, EXPIRES 3-8-2006. 

FOR CLEANING HEAVY EQUIPMENT AIR FILTERS 
(U.S. CL. 103). 


SN 74-063,899. INTERNATIONAL PLASTIC CARDS, IN- 
CORPORATED, EL SEGUNDO, CA. FILED 5-29-1990. 


INTERNATIONAL PLASTIC 
CARDS, INCORPORATED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLASTIC CARDS, INCORPORATED”, APART 
FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR MANUFACTURE OF TRANSACTION CARDS TO 
THE ORDER AND SPECIFICATION OF OTHERS (U.S. 
CLS. 100, 101 AND 103). 

FIRST USE 3-25-1974; IN COMMERCE 0-0-1974. 


SN 74-098,024. 3S SYSTEMS SUPPORT SERVICES LTD., 
BURNABY, BRITISH COLUMBIA V5C 3Y5, CANADA, 
FILED 9-18-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS SUPPORT SERVICES”, APART FROM 
THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

FOR REPAIR AND MAINTENANCE SERVICES FOR 
ELECTRONIC EQUIPMENT PRIMARILY COMPUTER 
SYSTEMS, TELEPHONE SWITCHING SYSTEMS, COM- 
MUNICATIONS EQUIPMENT, AND ELECTRONIC TEST 
EQUIPMENT (U.S. CL. 103). 
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SN 74-105,913. CONTROL DATA CORPORATION, MINNE- 
APOLIS, MN. FILED 10-15-1990. 


MICROIT 


FOR FABRICATING AND MANUFACTURING ELEC- 
TRONIC CIRCUIT BOARDS AND SUBSTRATES, ASSEM- 
BLING COMPONENTS TO ELECTRONIC CIRCUIT 
BOARDS AND SUBSTRATES, AND INTERCONNECTING 
ELECTRONIC CIRCUIT BOARDS AND SUBSTRATES TO 
THE ORDER AND/OR SPECIFICATIONS OF OTHERS 
(U.S. CL. 103). 


SN 74-122,947. INTERMARKET, LAS VEGAS, NV. FILED 
12-13-1990. 


et 


INTERMARKET 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND WAS NOT INTENDED TO 
INDICATE COLOR. 


FOR REAL ESTATE DEVELOPMENT SERVICES (U.S. 
CL. 103). 


SN 74-138,965. PLATTS, JAMES C., DBA PINNACLE 
BUILDING COMPANY, WEXFORD, PA. FILED 
2-14-1991. 


PINNACLE 


FOR CONSTRUCTION AND GENERAL CONTRACT- 
ING OF RESIDENTAL HOMES, ROADWAYS AND 
SEWAGE SYSTEMS (U.S. CL. 103). 

FIRST USE 1-1-1988; IN COMMERCE 1-1-1988. 
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SN 74-148,498. UNITED TELEPHONE COMPANY OF 
PENNSYLVANIA, THE, CARLISLE, PA. FILED 
3-18-1991. 


JULS 


THE MARK IS LINED FOR THE COLORS BLUE, 
GREEN, ORANGE, YELLOW AND RED. 

THE MARK IS THE WORD “JULS” AND A DESIGN 
WHICH CONSISTS OF FIVE TRIANGULAR SLASHES, 
WHOSE COLORS ARE (FROM LEFT TO RIGHT) RED, 
YELLOW, ORANGE, GREEN AND BLUE. 

FOR IDENTIFYING THE LOCATION OF UNDER- 
GROUND UTILITY LINES (U.S. CL. 103). 

FIRST USE 6-1-1990; IN COMMERCE 6-1-1990. 


SN 74-152,234. STEARNS, WILLIAM, GRAND HAVEN, MI. 
FILED 3-28-1991. 





FOR RESIDENTIAL AND/OR COMMERCIAL CLEAN- 
ING SERVICES (U.S. CL. 103). 
FIRST USE 3-30-1986; IN COMMERCE 2-23-1990. 


SN 74-158,106. FAIRCHILD COMMUNICATIONS SERV- 
ICES COMPANY, CHANTILLY, VA. FILED 4-17-1991. 


TELECOM 2000 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TELECOM”, APART FROM THE MARK AS 
SHOWN. 

FOR INSTALLATION AND MAINTENANCE OF TELE- 
PHONE AND COMMUNICATIONS EQUIPMENT IN 
OFFICE BUILDINGS (U.S. CL. 103). 

FIRST USE 3-15-1990; IN COMMERCE 3-15-1990. 
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SN 74-059,578. NATIONAL PUBLIC RADIO, WASHING- SN _ 74-082,298. TELECOM BROADCASTING, _INC., 


TON, DC. FILED 5-17-1990. 


= 


 S 


—S>—, 
NATIONAL 


PUBLIC 
RADIO 


OWNER OF U.S. REG. NOS. 1,054,489 AND 1,584,138. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PUBLIC RADIO”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS OF A STYLIZED REPRESEN- 
TATION OF A MICROPHONE. 

SEC. 2(F) AS TO “NATIONAL”. 

FOR NONCOMMERCIAL RADIO BROADCASTING 
SERVICES (U.S. CL. 104). 

FIRST USE 2-1-1990; IN COMMERCE 2-1-1990. 


SN 74-063,719. ONE TO ONE COMMUNICATIONS, INCOR- 
PORATED, PHOENIX, AZ. BY CHANGE OF NAME 
FROM ATW CORPORATION, PHOENIX, AZ. FILED 
5-29-1990. 


ONE-2-ONE 


OWNER OF U.S. REG. NO. 1,455,694. 

FOR TELECOMMUNICATIONS SERVICES, LONG DIS- 
TANCE TELEPHONE SERVICES AND COMMUNICA- 
TIONS SERVICES; NAMELY, VOICE MAIL AND OPERA- 
TOR SERVICES (U.S. CL. 104). 

FIRST USE 6-18-1990; IN COMMERCE 6-18-1990. 


SN 74-066,201. MCCAW CELLULAR COMMUNICATIONS, 
INC., KIRKLAND, WA. FILED 6-6-1990. 


ADVANTAGE ONE 


FOR TELECOMMUNICATION SERVICES (U.S. CL. 104). 


SN 74-078,237. CABLE & WIRELESS COMMUNICATIONS, 
INC., VIENNA, VA. FILED 7-16-1990. 


1+ WATS 


SEC. 2(F). 

FOR LONG DISTANCE TELECOMMUNICATIONS 
SERVICES (U.S. CL. 104). 

FIRST USE 12-0-1985; IN COMMERCE 12-0-1985. 


OCEANSIDE, CA. FILED 7-26-1990. 


THE PHILADELPHIA 
TELEPORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TELEPORT”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR SATELLITE VIDEO, VOICE AND DATA MES- 
SAGE TRANSMISSION AND RECEPTION SERVICES 
(U.S. CL. 104). 

FIRST USE 6-3-1985; IN COMMERCE 6-3-1985. 


SN 74-109,120. COLUMBIA CABLE OF WASHINGTON, 
VANCOUVER, WA. FILED 10-25-1990. 


WASHINGTON 
STATE 
NETWORK 
CHANNEL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WASHINGTON STATE NETWORK CHANNEL”, 
APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR CABLE TELEVISION 
ICES (U.S. CL. 104). 

FIRST USE 9-15-1989; IN COMMERCE 9-15-1989. 


BROADCASTING SERV- 


SN 74-122,758. BALDWIN, TONY, DBA PAYROLL SERV- 
ICES INTERNATIONAL, HOUSTON, TX. FILED 
12-12-1990. 


TEMP TYME 


FOR ELECTRONIC TRANSMISSION OF EMPLOY- 
MENT AND PAYROLL DATA BETWEEN PERSONNEL 
AND EMPLOYERS VIA COMPUTER, TELEPHONE, AND 
FACSIMILE (U.S. CL. 104). 
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SN 74-138,094. RCI LONG DISTANCE, INC., ROCHESTER, 
NY. FILED 2-11-1991. 


OMNI TRAVEL SERVICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERVICE”, APART FROM THE MARK AS SHOWN. 
FOR TELEPHONE COMMUNICATIONS SERVICES; 
NAMELY, PROVIDING INTERNATIONAL TELEPHONE 
SERVICE ACCESS VIA CALLING CARD (U.S. CL. 104). 
FIRST USE 1-10-1991; IN COMMERCE 1-10-1991. 


SN 74-145,312. NATIONAL DATA CORPORATION, AT- 
LANTA, GA. FILED 3-7-1991. 


THE NATIONAL DATA 
NETWORK 


OWNER OF U.S. REG. NO. 1,596,816. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NETWORK”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR ELECTRONIC DATA TRANSMISSION SERVICES 
FOR THE FINANCIAL, RETAIL, HEALTHCARE AND 
COMMUNICATIONS MARKETS (U.S. CL. 104). 

FIRST USE 9-0-1990, FIRST USED IN ANOTHER FORM 
ON FEBRUARY 25, 1985; IN COMMERCE 9-0-1990, FIRST 
USED IN COMMERCE IN ANOTHER FORM ON FEBRU- 
ARY 25, 1985. 


SN 74-160,363. WPLJ-FM RADIO, INC., NEW YORK, NY. 
FILED 4-24-1991. 


MOJO RADIO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “RADIO”, APART FROM THE MARK AS SHOWN. 
FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 4-5-1991; IN COMMERCE 4-5-1991. 


SN 74-160,655. CENTURY BROADCASTING CORPORA- 
TION, CHICAGO, IL. FILED 4-25-1991. 


KMEL JAMS 


OWNER OF U.S. REG. NOS. 1,374,228 AND 1,392,633. 
FOR RADIO BROADCASTING SERVICES (U.S. CL. 104). 
FIRST USE 6-0-1987; IN COMMERCE 6-0-1987. 


SN 74-169,350. MCI COMMUNICATIONS CORPORATION, 
WASHINGTON, DC. FILED 5-23-1991. 


I-64 


FOR TELECOMMUNICATIONS SERVICES (U.S. CL. 
104). 
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SN 74-172,810. BELL ATLANTIC CORPORATION, PHILA- 
DELPHIA, PA. FILED 6-4-1991. 


INTELLILINQ 


FOR TELECOMMUNICATIONS SERVICES; NAMELY, 
SWITCHED DIGITAL MULTICHANNEL SERVICES (U.S. 
CL. 104). 

FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


SN 74-038,767. PRINCESS CRUISES, INC., LOS ANGELES, 
CA. FILED 3-15-1990. 


REGAL PRINCESS 


FOR CRUISE SHIP SERVICES (U.S. CL. 103). 


SN 74-067,842. ALASKA-YUKON RV CARAVANS, INC., 
HYDER, AK. FILED 6-11-1990. 


ALASKA-YUKON RV 
CARAVANS 


SEC. 2(F). 

FOR ARRANGING AND PROVIDING RECREATIONAL 
VEHICLE TOUR SERVICES AND RELATED ACTIVI- 
TIES (U.S. CL. 105). 

FIRST USE 10-0-1983; IN COMMERCE 2-0-1984. 


SN 74-095,964. POST OFFICE, THE, LONDON, ENGLAND, 
FILED 9-11-1990. 


PARCEL-+FORCE INTERNATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL”, APART FROM THE MARK AS 
SHOWN. 

FOR PARCEL DELIVERY SERVICES; FREIGHT 
TRANSPORTATION SERVICES BY ROAD, RAIL, AIR 
AND WATER; FREIGHT STORAGE SERVICES; CARGO 
HANDLING AND UNLOADING SERVICES; TRANSPORT 
SERVICES RENDERED BY ROAD, RAIL, AIR AND 
WATER; VEHICLE RENTAL AND LEASING SERVICES; 
TRANSPORTATION OF PASSENGERS BY ROAD, RAIL, 
AIR AND WATER; TAXI TRANSPORTATION SERVICES; 
TRAVEL AGENCY SERVICES; WAREHOUSE SPACE 
RENTAL SERVICES; WAREHOUSE STORAGE SERV- 
ICES (U.S. CL. 105). 
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SN 74-114,962. KLOSTER CRUISE LIMITED, CORAL 
GABLES, FL. FILED 11-13-1990. 


ROYAL VIKING QUEEN 


OWNER OF U.S. REG. NOS. 972,091 AND 1,052,077. 

FOR SCHEDULING, ARRANGING, AND BOOKING 
LUXURY SHIP CRUISES, AND THE OPERATION OF 
SHIPS FOR PASSENGER TRAFFIC (U.S. CL. 105). 


SN 74-115,564. WIZARD CO., INC., GARDEN CITY, NY. 
FILED 11-15-1990. 


We try harder. 


OWNER OF U.S. REG. NOS. 967,829 AND 1,346,793. 

FOR VEHICLE RENTAL AND LEASING SERVICES 
(U.S. CLS. 100 AND 105). 

FIRST USE 0-0-1964; IN COMMERCE 0-0-1964. 


SN 74-133,498. TRUMP PLAZA ASSOCIATES, DBA 
TRUMP PLAZA HOTEL AND CASINO, ATLANTIC 
CITY, NJ. FILED 1-25-1991. 


CENTRAL PARK 


FOR BUS TERMINAL AND AUTOMOBILE PARKING 
GARAGE SERVICES (U.S. CL. 100). 
FIRST USE 8-15-1986; IN COMMERCE 8-15-1986. 
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SN 74-143,309. MEDCHEM CONSOLIDATED INVEST- 
MENTS (PTY) LTD., VERWOERDBURG 0157, SOUTH 
AFRICA, FILED 2-28-1991. 


THE MARK IS LINED FOR THE COLORS BLUE AND 
GRAY. 

THE MARK CONSISTS OF THE DESIGN 
OVERLAPPING TRIANGLES. 

FOR TRANSPORTING PASSENGERS AND CARGO BY 
AIRCRAFT (U.S. CL. 105). 

FIRST USE 6-26-1990; IN COMMERCE 6-26-1990. 


OF TWO 


SN 74-144,631. MIDLANTIC BUSINESS ARCHIVES, INC., 
ATCO, NJ. FILED 3-5-1991. 


MIDLANTIC BUSINESS 
ARCHIVES, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUSINESS ARCHIVES, INC.”, APART FROM THE 
MARK AS SHOWN. 

FOR DOCUMENT AND RECORDS STORAGE SERV- 
ICES (U.S. CL. 105). 
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SN 74-151,141. DIAMOND CRUISE LTD OY, SF-00160 
HELSINKI, FINLAND, FILED 3-21-1991. 


THE MARK CONSISTS IN PART OF THE STYLIZED 
LETTERS “D” AND “C” FORMING TWO WAVES. 

FOR TRAVEL SERVICES; NAMELY, THE OPERATION 
OF A NAUTICAL CRUISE LINE (U.S. CL. 105). 


SN 74-151,465. WHELAN, HOWARD, WHITEHALL, MI. 
FILED 3-26-1991. 


“i 


TANBARK 


SAILING ADVENTURES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAILING ADVENTURES”, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS IN PART OF A STYLIZED REP- 
RESENTATION OF A SAILBOAT AGAINST A SETTING 
SUN. 

FOR CAPTAINED SAILING CHARTER SERVICE (U.S. 
CL. 105). 

FIRST USE 6-30-1988; IN COMMERCE 6-30-1988. 


SN 74-151,951. FORBES INTERNATIONAL, INC., DBA 
GRAND EUROPEAN TOURS, LAKE OSWEGO, OR. 
FILED 3-27-1991. 


GRAND EUROPEAN TOURS 


OWNER OF U.S. REG. NO. 1,503,489. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EUROPEAN TOURS”, APART FROM THE MARK 
AS SHOWN. 

SEC. 2(F). 

FOR TRAVEL AGENCY SERVICES (U.S. CL. 105). 

FIRST USE 2-0-1986; IN COMMERCE 2-0-1986. 
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SN 74-167,024. SCHMERLER FORD, INC., ELK GROVE 
VILLAGE, IL. FILED 5-16-1991. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “60 MONTH FINANCING”, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS OF TWO CHASING ARROWS, 
THE UNIVERSAL PROHIBITION SYMBOL, A CHAIN 
AND A LOCK AND THE WORDS “OPTIONS” AND “60 
MONTH FINANCING”. 

FOR LEASING OF CARS (U.S. CLS. 100 AND 105). 


SN 74-167,843. TWILIGHT TOURS, INC., BURBANK, CA. 
FILED 5-20-1991. 


TWILIGHT TOURS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOURS”, APART FROM THE MARK AS SHOWN. 

FOR TRAVEL SERVICES; NAMELY, MAKING 
TRAVEL ARRANGEMENTS AND ARRANGING AND 
CONDUCTING TOURS (U.S. CLS. 100 AND 105). 

FIRST USE 2-2-1988; IN COMMERCE 2-2-1988. 


CLASS 40—MATERIAL TREATMENT 


SN 74-000,303. BIOREMEDIATION SERVICE, INC., BIG 
SANDY, TX. FILED 11-16-1989. 


TERRAPLANT 


FOR MICROBIOLOGICAL LAND AND SLUDGE 
TREATMENT AND MATERIALS TREATMENT SERV- 
ICES FOR EARTH, SLUDGE AND LIQUIDS (U.S. CL. 106). 

FIRST USE 2-0-1989; IN COMMERCE 2-0-1989. 
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SN 74-075,805. STAINLESS STEEL FINISHERS LIMITED, 
SLOUGH, BUCKS, SLI 4RY, ENGLAND, FILED 
7-6-1990. 


OPTISHEEN 


OWNER OF UNITED KINGDOM REG. NO. B1287529, 
DATED 10-8-1986, EXPIRES 10-8-1993. 

FOR STAINLESS STEEL POLISHING AND BRUSHING 
SERVICES (U.S. CL. 106). 


SN 74-123,814. METPATH INC., TETERBORO, NJ. FILED 
12-17-1990. 


UNIMET 


FOR DOCUMENT DATA TRANSFER AND PHYSICAL 
CONVERSION OF WRITTEN PATIENT INFORMATION 
TO BAR CODE FORMAT (U.S. CL. 106). 

FIRST USE 9-20-1990; IN COMMERCE 9-20-1990. 


SN 74-128,377. FORT HOWARD CORPORATION, GREEN 
BAY, WI. FILED 1-7-1991. 


ECOSOURCE 


FOR RECYCLING SERVICES (U.S. CL. 106). 
FIRST USE 3-0-1990; IN COMMERCE 3-0-1990. 


SN 74-133,095. WEAR-COTE INTERNATIONAL, 
ROCK ISLAND, IL. FILED 1-24-1991. 


INC., 


WEAR-COTE PLUS 


FOR ELECTROLESS NICKEL PLATING PROCESS (U.S. 
CL. 106). 
FIRST USE 11-15-1987; IN COMMERCE 11-15-1987. 


SN 74-148,063. COATINGS APPLICATION & WATER- 
PROOFING, CO., ST. LOUIS, MO. FILED 3-15-1991. 


CAW 


FOR APPLYING PROTECTIVE COATINGS TO AND 
WATERPROOFING OF BUILDING ROOFS (U.S. CL. 106). 

FIRST USE 0-0-1989, FIRST USED IN ANOTHER FORM 
IN 1967; IN COMMERCE 0-0-1989, FIRST USED IN COM- 
MERCE IN ANOTHER FORM IN 1967. 
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SN 74-162,649. PERMA-GLAZE, INC., TUCSON, AZ. 
FILED 5-1-1991. 


PERMA-GLAZE 


OWNER OF U.S. REG. NO. 1,164,956. 

FOR PORCELAIN, FIBERGLASS, AND ACRYLIC FIX- 
TURE REFINISHING SERVICES (U.S. CLS. 103 AND 106). 

FIRST USE 5-1-1979; IN COMMERCE 5-1-1979. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


SN 74-016,047. KRAFT GENERAL FOODS, INC., GLEN- 
VIEW, IL. FILED 1-3-1990. 


KRAFT GENERAL FOODS 
WORLD TOUR 


OWNER OF U.S. REG. NOS. 285,539, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORLD TOUR”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A TENNIS TOURNAMENT (U.S. CL. 107). 

FIRST USE 2-5-1990; IN COMMERCE 2-5-1990. 


1,581,747 AND 


SN 74-022,825. THE SLIP, CLEVELAND, OH. FILED 


Ap 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF MUSICAL GROUP (U.S. CL. 107). 
FIRST USE 1-14-1988; IN COMMERCE 1-14-1988. 
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SN 74-058,331. JANOS, JAMES G., BROOKLYN PARK, MN. 
FILED 5-14-1990. 


JESSE “THE BODY” 
VENTURA 


THE NAME IN THE DRAWING IS A NICKNAME AND 
NOT THE NAME OF ANY OTHER PARTICULAR LIVING 
INDIVIDUAL. 

FOR ENTERTAINMENT SERVICES; NAMELY, PER- 
SONAL APPEARANCES BY AN INDIVIDUAL TO PRO- 
MOTE PROFESSIONAL WRESTLING (U.S. CL. 107). 

FIRST USE 1-1-1980; INCOMMERCE 1-1-1980. 


SN 74-059,915. GORNICZ, STAN, DBA SOUND EXPERI- 
ENCE, WETHERSFIELD, CT. FILED 5-17-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOUND”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO 
SHOW COLOR. 

FOR DISC JOCKEY SERVICES (U.S. CL. 107). 

FIRST USE 8-1-1980; IN COMMERCE 1-1-1981. 
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SN 74-066,866. MEMPHIS IN MAY INTERNATIONAL FES- 
TIVAL, INC., MEMPHIS, TN. FILED 6-7-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SANCTIONED BARBECUE CONTEST NETWORK” 
AND “MEMPHIS IN MAY INTERNATIONAL FESTIVAL, 
INC.”, APART FROM THE MARK AS SHOWN. 

FOR SANCTIONING BARBECUE COOKING CON- 
TESTS (U.S. CL. 107). 

FIRST USE 11-17-1989; IN COMMERCE 11-17-1989. 


SN 74-067,221. TEDDER, C. COOPER, FLORENCE, SC. 
FILED 6-8-1990. 


NEW BEGINNING 


FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING SEMINARS RELATING TO SELF-IMPROVE- 
MENT, SELF-MOTIVATION, POSITIVE SELF-IMAGE 
AND GOAL SETTING (USS. CL. 107). 

FIRST USE 3-22-1990; IN COMMERCE 3-22-1990. 


SN 74-069,103. HOTH, 
6-14-1990. 


INC., RICHMOND, VA. FILED 


HIGH ON THE HOG 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF ANNUAL FESTIVALS (U.S. CL. 107). 
FIRST USE 10-31-1977; INCOMMERCE 10-31-1978. 
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SN 74-071,322. PARAMOUNT PICTURES CORPORATION, 
LOS ANGELES, CA. FILED 6-21-1990. 


ls 
ua Peeptes— 


“NIA PEEPLES” IS THE NAME OF A LIVING INDI- 
VIDUAL WHOSE CONSENT IS OF RECORD. 

FOR ENTERTAINMENT SERVICES; NAMELY, A TEL- 
EVISION SERIES FEATURING MUSICAL GROUPS, 
MODERN DANCE AND HOME VIDEO SEGMENTS (U.S. 
CL. 107). 

FIRST USE 1-7-1991; INCOMMERCE 1-7-1991. 


SN 74-071,746. NIZHONI INSTITUTE, DBA NIZHONI 
SCHOOL, SANTA FE, NM. FILED 6-22-1990. 


NIZHONI 


School for 
Global Consciousness 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SCHOOL”, APART FROM THE MARK AS SHOWN. 

THE STIPPLING IS A FEATURE OF THE MARK. 

THE ENGLISH TRANSLATION OF THE WORD “NIZ- 
HONI” IN THE MARK IS “BEAUTY WAY”. 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING COURSES, SEMINARS, AND WORKSHOPS TO 
ENHANCE GLOBAL CONSCIOUSNESS AND AWARE- 
NESS (U.S. CL. 107). 

FIRST USE 1-0-1985; IN COMMERCE 1-0-1985. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-077,305. STATE OF THE ART, WASHINGTON, DC. 
FILED 7-11-1990. 


STATE OF THE ART 


SEC. 2(F). 
FOR PRODUCTION AND CONSULTING SERVICES IN 


THE FIELD OF MOTION PICTURES, TELEVISION AND 
RADIO PROGRAMS (U.S. CL. 107). 


FIRST USE 1-0-1977; IN COMMERCE 1-0-1977. 


SN 74-084,288. UNIVERSITY OF NOTRE DAME DU LAC, 
THE, NOTRE DAME, IN. FILED 8-2-1990. 


NEWSCENTER(.) 


SEC. 2(F). 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A TELEVISION NEWS PROGRAM (USS. CL. 107). 

FIRST USE 0-0-1977; IN COMMERCE 0-0-1977. 


SN 74-099,144. RAMBEAUX, WILL, NASHVILLE, TN. 
FILED 9-21-1990. 


BUFFALO ROME 


FOR ENTERTAINMENT SERVICES; NAMELY, LIVE 
PERFORMANCES BY A MUSICAL GROUP (U.S. CL. 107). 
FIRST USE 7-18-1988; IN COMMERCE 5-25-1990. 


SN 74-101,125. ELLENSBURG RODEO ASSOCIATION, 
DBA ELLENSBURG RODEO, ELLENSBURG, WA. 
FILED 9-28-1990. 


THE BUCK STARTS HERE 


FOR ENTERTAINMENT SERVICES; NAMELY, PRE- 
SENTING RODEO CONTESTS AND EXHIBITIONS, AND 
VARIOUS ARENA PERFORMANCES SUCH AS HORSE 
RIDING GROUPS AND RACES, AND CLOWN ACTIVI- 
TIES (U.S. CL. 107). 
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SN 74-103,642. TENNISERVE, INC., HOUSTON, TX. FILED 
10-9-1990. 


TENNISERVE 


FOR ENTERTAINMENT SERVICES; NAMELY, ORGA- 
NIZING AND CONDUCTING TENNIS TOURNAMENTS, 
ARRANGING TENNIS MATCHES AND MATCHING 
TENNIS PLAYERS OF LIKE ABILITY, TENNIS COACH- 
ING SERVICES, AND CONDUCTING TENNIS CLINICS 
(U.S. CL. 107). 


SN 74-106,064. CORNETT, DONNA JO, SAN RAFAEL, CA. 
FILED 10-15-1990. 


DRINK/LINK 


FOR EDUCATIONAL SERVICES - CONDUCTING 
CLASSES IN THE FIELD OF BEHAVIOR MODIFICA- 
TION TO TEACH CONTROLLED DRINKING (U.S. CL. 
107). 

FIRST USE 6-1-1990; IN COMMERCE 6-1-1990. 


SN 74-112,741. RUSK, DONALD R., JR., ST. LOUIS, MO. 
FILED 11-2-1990. 


RAPTOR CHAPTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RAPTOR”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES AND DEMONSTRATIONS IN THE 
FIELD OF BIRDS OF PREY (U.S. CL. 107). 


SN 74-113,178. TICHENOR MEDIA SYSTEM, 
DALLAS, TX. FILED 11-7-1990. 


INC., 


EN CONFIANZA 


THE ENGLISH TRANSLATION OF “EN CONFIANZA” 
IS “IN CONFIDENCE”. 

FOR PROVIDING ENTERTAINMENT SERVICES IN 
THE NATURE OF AN ONGOING RADIO PROGRAM (U.S. 
CL. 107). 

FIRST USE 5-0-1986; IN COMMERCE 5-0-1986. 


OFFICIAL GAZETTE 
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SN 74-117,854. DEPARTMENT OF DEFENSE - UNI- 
FORMED SERVICES UNIVERSITY OF THE HEALTH 
SCIENCES, BETHESDA, MD. FILED 11-26-1990. 


THE LINING IN THE MARK IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING TRAINING IN THE FIELD OF TACTICAL 
MEDICAL OPERATIONS (U.S. CL. 107). 

FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 


SN 74-119,213. DLP DISTRIBUIDORA LATINA DE PUBLI- 
CACIONES A.V.V., CURAZAO, NETHERLD ANTIL- 
LES, FILED 11-29-1990. 


MI MAGAZINE 
INTERNACIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAGAZINE INTERNACIONAL”, APART FROM 
THE MARK AS SHOWN. 

“MI” IS THE SPANISH WORD FOR “MY”, “INTERNA- 
CIONAL” IS THE SPANISH WORD FOR “INTERNATION- 
AL”. 

FOR ENTERTAINMENT SERVICES; NAMELY, ON- 
GOING TELEVISION AND RADIO PROGRAMS (U.S. CL. 
107). 
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SN 74-123,959. PHOENIX ROADRUNNERS HOCKEY 
CLUB, INC., PHOENIX, AZ. FILED 12-17-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHOENIX”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES; NAMELY, STAG- 
ING AND CONDUCTING SPORTS ' EXHIBITIONS; 
NAMELY, HOCKEY GAMES (U.S. CL. 107). 

FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


SN 74-125,113. JUNG SUWON CORPORATION, MILPITAS, 
CA. FILED 12-20-1990. 


JUNG SUWON MARTIAL 
ART ACADEMY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARTIAL ART” AND “ACADEMY”, APART FROM 
THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORDS 
“JUNG SUWON” IN THE MARK IS “HARMONIZING 
MIND, BODY AND HEART AS ONE”. 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING COURSES OF INSTRUCTION IN THE MAR- 
TIAL ARTS AND MEDITATION TECHNIQUES (U.S. CL. 
107). 

FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 


SN 74-126,528. AMERICAN SKI ASSOCIATION, INC., EN- 
GLEWOOD, CO. FILED 12-24-1990. 


ASA 


FOR RECREATIONAL SERVICES IN THE NATURE OF 
SKI TRIPS, EVENTS AND OUTINGS (US. CL. 107). 
FIRST USE 8-0-1976; IN COMMERCE 8-0-1976. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-127,292. TELEREP, INCORPORATED, DBA TELE- 
VISION PROGRAM ENTERPRISES, NEW YORK, NY. 
FILED 12-28-1990. 


RUNAWAY WITH THE 
RICH AND FAMOUS 


SEC. 2(F). 

FOR ENTERTAINMENT SERVICES; NAMELY, THE 
PRODUCTION AND DISTRIBUTION OF TELEVISION 
SPECIALS, AND PRESENTING A CONTINUING TELEVI- 
SION SERIES (U.S. CL. 107). 

FIRST USE 9-27-1985; IN COMMERCE 9-27-1985. 


SN 74-128,506. DAVIS, RICHARD H., DOVER, NH. FILED 
1-7-1991. 


TOTALLY USELESS SKILLS 


FOR ENTERTAINMENT IN THE NATURE OF LIVE 
PERFORMANCE BY A COMEDIAN (U.S. CL. 107). 
FIRST USE 7-20-1987; IN COMMERCE 4-23-1988. 


SN 74-128,527. AMERICAN PRODUCTION AND INVEN- 
TORY CONTROL SOCIETY, INC., FALLS CHURCH, 
VA. FILED 1-7-1991. 


OWNER OF U.S. REG. NO. 1,305,382. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CERTIFICATION” AND THE DESIGN OF THE 
GLOBE, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES; NAMELY, PROVID- 
ING INSTRUCTION IN THE FIELD OF PRODUCTION 
AND INVENTORY MANAGEMENT (U.S. CL. 107). 

FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 
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SN 74-129,979. TENNIS WITH A DIFFERENT SWING, 
INC., KISSIMMEE, FL. FILED 1-14-1991. 


TENNIS WITH A DIFFERENT SWING, INC. 
(The first and only rehabilitative tennis program in the world.) 


Ba 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TENNIS”, “INC.” AND “THE FIRST AND ONLY 
REHABILITATIVE TENNIS PROGRAM IN THE 
WORLD”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A NET 
WHICH IS PART OF THE TENNIS COURT. IT IS NOT 
INTENDED TO INDICATE ANY PARTICULAR COLOR. 

THE MARK CONSISTS IN PART OF “TENNIS WITH A 
DIFFERENT SWING, INC.” AND A FANCIFUL DESIGN 
OF A TENNIS COURT WITH A WHEELCHAIR AT ONE 
END WITH A TENNIS BALL IN THE WHEEL. 

FOR EDUCATION SERVICES; NAMELY, WORKSHOPS 
UTILIZING TENNIS FUNCTIONS FOR THE REHABILI- 
TATION OF THE PHYSICALLY, MENTALLY, AND EMO- 
TIONALLY CHALLENGED (U.S. CL. 107). 

FIRST USE 2-0-1988; IN COMMERCE 6-20-1989. 


SN 74-132,312. NATIONAL HISPANIC QUINCENTENNIAL 


COMMISSION, INC., WASHINGTON, DC. FILED 
1-18-1991. 


FIVE CENTURIES OF PRIDE 


FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING WORKSHOPS, SEMINARS, CONFERENCES 
DEALING WITH THE CONTRIBUTIONS BY HISPANICS 
TO THE FOUNDING AND DEVELOPMENT OF THE 
UNITED STATES (U.S. CL. 107). 

FIRST USE 0-0-1987; IN COMMERCE 0-0-1987. 
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SN 74-132,422. SENIOR RESOURCES, UNIVERSAL CITY, 
TX. FILED 1-22-1991. 


— 


SENIOR RESOURCES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SENIOR”, APART FROM THE MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR EDUCATION AND SOCIAL SERVICES IN THE 
FIELD OF ASSISTING SENIOR CITIZENS ORGANIZE 
THEIR PERSONAL FINANCES, HEALTH CARE, COOK- 
ING AND SELF-MANAGEMENT ASSESSMENT (U.S. CL. 
107). 

FIRST USE 6-25-1989; IN COMMERCE 6-25-1989. 


SN 74-132,670. COMMUNICO, LTD., GREENWICH, CT. 
FILED 1-23-1991. 


COMMUNICO LIMITED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIMITED”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATION SERVICES; NAMELY, TRAINING 
PROGRAMS IN THE AREA OF CUSTOMER RELATIONS 
AND COMMUNICATIONS SKILLS (U.S. CL. 107). 

FIRST USE 6-17-1985, FIRST USED IN ANOTHER 
FORM ON FEBRUARY 14, 1979; IN COMMERCE 6-17-1985, 
FIRST USED IN COMMERCE IN ANOTHER FORM ON 
FEBRUARY 14, 1979. 


SN 74-134,076. SAN DIEGO CHILDREN’S HOSPITAL 
FOUNDATION, SAN DIEGO, CA. FILED 1-28-1991. 


Childrem S 


Records » <4 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHILDREN’S” AND “RECORDS”, APART FROM 
THE MARK AS SHOWN. 

FOR PRODUCTION SERVICES IN THE FIELD OF 
RECORD ALBUMS, AUDIO TAPES AND COMPACT 
DISCS (U.S. CL. 107). 

FIRST USE 6-28-1990; INCOMMERCE 10-25-1990. 
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SN 74-136,780. LOW MEATO, BELLMORE, NY. FILED 
2-6-1991. 


LOW MEATO 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A MUSICAL GROUP (U.S. CL. 107). 
FIRST USE 8-10-1986; IN COMMERCE 8-17-1986. 


SN 74-140,646. RAGSDALE, HAROLD RAY, AKA RAY 
STEVENS, NASHVILLE, TN. FILED 2-19-1991. 


RAY STEVENS THEATRE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THEATRE”, APART FROM THE MARK AS 
SHOWN. 

“RAY STEVENS” IDENTIFIES A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A THEATER PRESENTING LIVE MUSICAL PER- 
FORMANCES (U.S. CL. 107). 

FIRST USE 6-15-1991; IN COMMERCE 6-15-1991. 


SN 74-145,529. TRAVLO PRODUCTIONS, ENCINO, CA. 
FILED 3-7-1991. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHOW”, APART FROM THE MARK AS SHOWN. 

THE STIPPLING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

“FRED TRAVALENA” IS A LIVING INDIVIDUAL 
WHOSE CONSENT IS PRESUMED. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF IMPRESSIONS OF CELEBRITIES (U.S. CL. 107). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-145,715. POWER/MATION DIVISION, INC., ST. 
PAUL, MN. FILED 3-8-1991. 


, Power/mation 


FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES IN THE FIELD OF POWER TRANS- 
MISSION AND ELECTRICAL CONTROL APPLICATIONS 
(U.S. CL. 107). 

FIRST USE 0-0-1969; IN COMMERCE 0-0-1969. 


SN 74-147,920. INTERNATIONAL BARTENDING INSTI- 
TUTE, INC., NOKOMIS, FL. FILED 3-15-1991. 


Iu 


EDUCATION (05 SERVICE 
Ogern™ 





NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EDUCATION & SERVICE”, APART FROM THE 
MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING CLASSES, SEMINARS, CONFERENCES AND 
WORKSHOPS IN THE FIELD OF BARTENDING AND 
MIXOLOGY (U.S. CL. 107). 

FIRST USE 10-17-1977; IN COMMERCE 10-17-1977. 
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SN 74-150,164. UNIVERSAL CITY STUDIOS, INC., UNI- 
VERSAL CITY, CA. FILED 3-22-1991. 


THE STIPPLING IN THE DRAWING IS A FEATURE 
OF THE MARK AND DOES NOT REPRESENT COLOR. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF INDIVIDUALS IN COSTUME WHO ENTERTAIN AT 
AMUSEMENT PARKS (U.S. CL. 107). 

FIRST USE 12-31-1974; IN COMMERCE 12-31-1974. 


SN 74-150,895. RULE, ROBERT M., DBA MR. YO-YO, 
LAWRENCEVILLE, GA. FILED 3-25-1991. 


Mr. Yo Yo 


OWNER OF U.S. REG. NO. 953,977. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “YO YO”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF DEMONSTRATING THE USES OF YO-YOS (U.S. CL. 
107). 

FIRST USE 6-1-1970; IN COMMERCE 6-1-1970. 
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SN 74-150,985. SAN JOSE SHARKS, SAN JOSE, CA. FILED 
3-25-1991. 


FOR ENTERTAINMENT SERVICES; NAMELY, PRO- 
VIDING PROFESSIONAL ICE HOCKEY EXHIBITIONS 
(U.S. CL. 107). 


SN 74-151,195. SAN JOSE SHARKS, SAN JOSE, CA. FILED 
3-25-1991. 


wn JO 
S 
€ 


a 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAN JOSE”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES; NAMELY, PRO- 
VIDING PROFESSIONAL ICE HOCKEY EXHIBITIONS 
(U.S. CL. 107). 


SN 74-152,480. EXECUTIVE DIRECTIONS INTERNATION- 
AL, INC., SEATTLE, WA. FILED 3-28-1991. 


WORKWISE 


FOR EDUCATIONAL ENTERTAINMENT IN THE 
NATURE OF ON-GOING RADIO PROGRAMS (U.S. CL. 
107). 

FIRST USE 0-0-1988; IN COMMERCE 2-9-1989. 
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SN 74-156,152. MATERNAL FITNESS INC., NEW YORK, 
NY. FILED 4-11-1991. 


Y 4 


bral hess 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MATERNAL FITNESS”, APART FROM THE MARK 
AS SHOWN. 

FOR PHYSICAL FITNESS INSTRUCTION FOR WOMEN 
DURING AND AFTER PREGNANCY (USS. CL. 107). 

FIRST USE 10-25-1990; IN COMMERCE 1-2-1991. 


SN 74-156,585. PLETS EXPRESS, INC., EAU CLAIRE, WI. 
FILED 4-12-1991. 


PLES A EIPRSS 


Rallroad Video Productions 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RAILROAD VIDEO PRODUCTIONS”, APART 
FROM THE MARK AS SHOWN. 

FOR RAILROAD VIDEOTAPE PRODUCTION SERV- 
ICES (U.S. CLS. 100 AND 107). 


SN 74-157,506. NATIONAL TECHNOLOGICAL UNIVERSI- 
TY, FORT COLLINS, CO. FILED 4-15-1991. 


A HIGHER ORDER OF 
EDUCATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EDUCATION”, APART FROM THE MARK AS 
SHOWN. 

FOR EDUCATIONAL SERVICES; NAMELY, PROVID- 
ING COURSES OF STUDY IN THE TECHNOLOGICAL 
FIELDS (U.S. CL. 107). 

FIRST USE 9-21-1990; IN COMMERCE 9-21-1990. 
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SN 74-160,021. FINGER LAKES PRODUCTIONS, ITHACA, 
NY. FILED 4-23-1991. 


THE ENVIRONMINUTE 


FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES IN THE NATURE OF A REGULAR TELEVISION 
FEATURE PROGRAM (U.S. CL. 107). 


SN 74-160,625. BERGERAC COMPANY, THE, DALLAS, 
TX. FILED 4-25-1991. 


PERSUADE 


FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING TRAINING PROGRAMS FOR ENHANCING 
ORAL COMMUNICATION SKILLS (U.S. CL. 107). 


SN 74-162,142. SNACK, JAMES P., ALBANY, NY. FILED 
4-29-1991. 


READING IS MAGIC 


FOR THEATRICAL PERFORMANCES USING MAGIC 
AND ILLUSIONS TO PROMOTE READING (U.S. CL. 107). 
FIRST USE 10-1-1986; IN COMMERCE 1-1-1987. 


SN 74-164,986. SEA WORLD, INC., ST. LOUIS, MO. FILED 
5-9-1991. 


RIO LOCO 


THE MARK IS SPANISH FOR “CRAZY RIVER.” 

FOR PROVIDING ENTERTAINMENT IN AN AMUSE- 
MENT PARK BY WAY OF AMUSEMENT RIDES (U.S. CL. 
107). 
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SN 74-167,821. CLOAK & DAGGER, INC., CHICAGO, IL. 
FILED 5-20-1991. 


FOR ENTERTAINMENT SERVICES; NAMELY, A CUS- 
TOMIZED STAGED MYSTERY EVENT FOR THE EN- 
JOYMENT OF THE CUSTOMERS WHO PARTICIPATE IN 
THE EVENT AND WHO ATTEMPT TO SOLVE THE 
MYSTERY (U.S. CL. 107). 


SN 74-169,247. RIVERBOAT HOTEL & CASINO, THE, 
RENO, NV. FILED 5-23-1991. 


THE ADMIRALS CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 

FOR CASINO SERVICES FEATURING SPECIAL BENE- 
FITS TO SELECT PATRONS (U.S. CL. 107). 

FIRST USE 5-3-1991; INCOMMERCE 5-3-1991. 


SN 74-800,380. UNTENER, ANDREW CHARLES III, AT- 
LANTA, GA. FILED 9-4-1990. 


FAMOUS LAST WORDS 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A TELEVISION GAME SHOW (U.S. CL. 107). 


OFFICIAL GAZETTE 
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SN 73-651,642. NORTHBAY HEALTHCARE CORPORA- 
TION, FAIRFIELD, CA. ASSIGNEE OF NORTHBAY 
HEALTHCARE SERVICES CORPORATION, FAIR- 
FIELD, CA. FILED 3-27-1987. 


NorTHBay 
HEALTHCARE SERVICES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHCARE SERVICES CORPORATION”, 
APART FROM THE MARK AS SHOWN. 

FOR HEALTH CARE SERVICES (U.S. CL. 100). 

FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


SN 73-651,644. NORTHBAY HEALTHCARE CORPORA- 
TION, FAIRFIELD, CA: ASSIGNEE OF NORTHBAY 
HEALTHCARE FOUNDATION, FAIRFIELD, CA. 
FILED 3-27-1987. 


ated HEALTHCARE FOUNDATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTHCARE FOUNDATION”, APART FROM 
THE MARK AS SHOWN. 

FOR HEALTH CARE SERVICES (U.S. CL. 100). 

FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 


SN 73-665,808. TIME OIL CO., SEATTLE, WA. FILED 
6-11-1987. 


JACK POT 


FOR FAST FOOD AND CONVENIENCE STORE SERV- 
ICES (U.S. CL. 100). 
FIRST USE 8-1-1966; IN COMMERCE 8-1-1966. 


SN 73-671,451. A P C S INC., DBA AL’S FAMILY FARMS, 
VERO BEACH, FL. FILED 7-13-1987. 


CITRUS CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CITRUS”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR MAIL ORDER SERVICES IN THE FIELD OF 
FRUIT (U.S. CL. 101). 

FIRST USE 9-1-1981; IN COMMERCE 9-1-1981. 





JANUARY 7, 1992 


CLASS 42—(Continued). 


SN 73-774,652. TOM LEE MUSIC CO. LTD., VANCOUVER, 
BRITISH COLUMBIA, CANADA, FILED 1-13-1989. 


ii 


Fil 


+ 77 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 611158, FILED 7-14-1988, REG. NO. 
T™MA369943, DATED 6-29-1990, EXPIRES 6-29-2005. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE CHINESE CHARACTERS REPRESENTING 
THE WORDS “MUSIC CO. LTD.”, APART FROM THE 
MARK AS SHOWN. 

“TOM LEE” IDENTIFIES A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD. 

THE ENGLISH TRANSLATION OF THE FOREIGN 
CHARACTERS IN THE MARK IS “TOM LEE MUSIC CO. 
LTD.” 

FOR WHOLESALE AND RETAIL STORE SERVICES 
FOR THE SALE OF MUSIC-RELATED PRODUCTS; 
NAMELY, MUSICAL INSTRUMENTS, PUBLIC ADDRESS 
SYSTEMS AND SOUND REINFORCEMENT SYSTEMS 
SUCH AS SPEAKERS AND AMPLIFIERS, MUSIC 
RECORDS, COMPACT DISCS, AUDIO TAPES, VIDEO 
TAPES, MUSIC BOOKS, AND INSTRUMENT ACCESSO- 
RIES SUCH AS GUITAR STRINGS, PICKS AND DRUM 
STICKS (U.S. CL. 101). 


SN 73-784,027. CHARRON, FRANCOIS, VANCOUVER, 
BRITISH COLUMBIA, CANADA, FILED 3-2-1989. 


CRITIQUE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 620058, FILED 11-25-1988, REG. NO. 
TMA376692, DATED 12-7-1990, EXPIRES 12-7-2005. 

FOR CONSULTING SERVICES IN THE FIELD OF AR- 
CHITECTURAL AND INDUSTRIAL DESIGN, AND 
TECHNICAL ILLUSTRATION SERVICES IN THE FIELD 
OF INTELLECTUAL PROPERTY (U.S. CLS. 100 AND 101). 


SN 73-794,799. COLLEGE BOOK COMPANY OF SAN AN- 
TONIO, INC., SAN ANTONIO, TX. FILED 4-21-1989. 


RAG TOPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOPS”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL CLOTHING STORE SERVICES (U.S. CL. 
101). 

FIRST USE 8-1-1988; INCOMMERCE 11-26-1988. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN_ 73-819,539. PARKWAY SUITES INC., ST. CATHAR- 
INES, ONTARIO, CANADA, FILED 8-16-1989. 


PARKWAY SUITES 


PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
APPLICATION NO. 636728, FILED 7-17-1989, REG. NO. 
TMA378090, DATED 1-11-1991, EXPIRES 1-11-2006. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUITES”, APART FROM THE MARK AS SHOWN. 

FOR HOTEL AND MOTEL SERVICES (U.S. CL. 100). 


SN 73-833,183. ARTE DE MEXICO, NORTH HOLLYWOOD, 
CA. FILED 10-23-1989. 


ARTE DE MEXICO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ARTE”, APART FROM THE MARK AS SHOWN. 
THE ENGLSIH TRANSLATION OF “ARTE” IS “ART”, 
“SKILL”, “CRAFT”, “CUNNING”; “INTRIGUE”; “MACHI- 
NATION”, “PLOT”, “ARTIFICE”; “TRADE”, “PROFES- 
SION”; “MACHINE”; “FISHING NET” AND “DE” IS “OF”. 

SEC. 2(F). 

FOR WHOLESALE DISTRIBUTORSHIP SERVICES IN 
THE FIELD OF FURNITURE AND FURNISHINGS (U.S. 
CL. 101). 

FIRST USE 2-18-1982; IN COMMERCE 2-18-1982. 


SN 73-834,652. WORLD BOXING COUNCIL, MEXICO D.F., 
MEXICO, FILED 10-30-1989. 


WORLD BOXING COUNCIL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOXING COUNCIL”, APART FROM THE MARK AS 
SHOWN. 

FOR PROMOTION OF PUBLIC AWARENESS OF AND 
INTEREST IN THE SPORT OF BOXING AND ENHANCE- 
MENT OF THE QUALITY OF THE SPORT OF BOXING 
(U.S. CL. 100). 

FIRST USE 3-0-1963; IN COMMERCE 3-0-1963. 
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SN 74-019,699. SCD ENTERPRISES, INC., ARLINGTON 
HEIGHTS, IL. FILED 1-12-1990. 


THE STIPPLING SHOWN ON THE DRAWING PAGE IS 
FOR SHADING PURPOSES ONLY AND DOES NOT REP- 
RESENT ANY COLOR. 

FOR RETAIL GIFTWARE STORE SERVICES (U.S. CL. 
101). 

FIRST USE 9-1-1989; IN COMMERCE 9-1-1989. 


SN 74-030,411. F.W. WOOLWORTH CO. LIMITED, TORON- 
TO, ONTARIO, CANADA, FILED 2-20-1990. 


REFLECTIONS 


OWNER OF U.S. REG. NO. 1,558,081. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
APPAREL AND FOOTWEAR (USS. CL. 101). 

FIRST USE 10-25-1989; IN COMMERCE 10-25-1989. 


SN 74-033,190. COMPATH, INC., FAIRFAX, VA. FILED 
3-21-1990. 


COMPATH 


FOR SOFTWARE RENTAL SERVICES AND LEASING 
ACCESS TIME TO A COMPUTER DATABASE IN THE 
FIELD OF ENTERTAINMENT (U.S. CL. 100). 
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SN 74-038,577. LOVENBURY, WILLIAM, DBA LOVE 
GUNS AND COMPANY, ASSONET, MA. FILED 
3-15-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GUNS”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR RETAIL STORE AND WHOLESALE DISTRIBU- 
TORSHIP SERVICES IN THE FIELD OF FIREARMS (U.S. 
CL. 101). 

FIRST USE 9-0-1989; IN COMMERCE 9-0-1989. 


SN 74-045,598. P C RESEARCH CORPORATION, PAYSON, 
AZ. FILED 4-4-1990. 


P@ses RCH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PC”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE DESIGN SERVICES; 
CONSULTING SERVICES IN THE FIELD OF COMPUT- 
ERS; AND MAIL ORDER SERVICES IN THE FIELD OF 
COMPUTER SOFTWARE (U.S. CLS. 100 AND 101). 

FIRST USE 9-24-1987; IN COMMERCE 9-24-1987. 


SN 74-051,830. REHAB ALLIANCE, SANTA ANA, CA. 
FILED 4-23-1990. 


REHAB ALLIANCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REHAB”, APART FROM THE MARK AS SHOWN. 

FOR PROVIDING PHYSICAL THERAPY, OCCUPA- 
TIONAL THERAPY, SPEECH THERAPY AND AUDIOLO- 
GICAL SERVICES (U.S. CL. 100). 

FIRST USE 9-1-1987; IN COMMERCE 9-1-1987. 
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SN 74-054,107. BUILDER MARTS OF AMERICA, INC., 
GREENVILLE, SC. FILED 4-30-1990. 


[IVING SPACES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOME REMODELING BY SKILLED CRAFTSMEN”, 
APART FROM THE MARK AS SHOWN. 

THE LINES IN THE DRAWING ARE MERELY DESIGN 
FEATURES AND NOT INTENDED TO INDICATE 
COLOR. 

FOR RETAIL HOME IMPROVEMENT PRODUCTS 
STORE SERVICES (U.S. CL. 101). 

FIRST USE 3-5-1990; IN COMMERCE 3-5-1990. 


SN 74-054,186. HEPBURN INDUSTRIES, ORANGE, CA. 
FILED 4-30-1990. 


HEPBURN INDUSTRIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INDUSTRIES”, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
CREMATION EQUIPMENT AND SUPPLIES; FUNERAL 
HOME EQUIPMENT AND SUPPLIES; CEMETERY 
EQUIPMENT AND SUPPLIES; AND MAUSOLEUM 
EQUIPMENT AND SUPPLIES (U.S. CL. 101). 

FIRST USE 0-0-1980; IN COMMERCE 0-0-1980. 


SN 74-055,393. PARK LANE HOTELS INTERNATIONAL, 
SAN FRANCISCO, CA. FILED 5-3-1990. 


ASIAN HOSPITALITY, 
EUROPEAN TRADITION, 
AMERICAN EXPERTISE 


FOR HOTEL AND RESTAURANT SERVICES (U.S. CL. 
100). 
FIRST USE 3-26-1990; IN COMMERCE 3-26-1990. 


SN 74-064,929. JOHNSON-LAIRD INC., PORTLAND, OR. 
FILED 5-31-1990. 


TECHNO-ARCHEOLOGY 


FOR CONSULTING SERVICES IN THE FIELD OF 
COMPUTER SOFTWARE, HARDWARE AND RELATED 
DEVELOPMENT PROJECTS (U.S. CL. 100). 

FIRST USE 5-14-1990; IN COMMERCE 5-14-1990. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


SN 74-065,710. NALCO CHEMICAL COMPANY, NAPHR 
VILLE, IL. FILED 6-4-1990. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTELLIGENT PROCESS CONTROL”, APART 
FROM THE MARK AS SHOWN. 

THE STIPPLING SHOWN IN THE DRAWING IS A 
DESIGN FEATURE OF THE MARK AND IS NOT IN- 
TENDED TO INDICATE COLOR. 

FOR PROCESS PERFORMANCE AND MONITORING 
SERVICES RELATED TO THE PROCESSING OF MINER- 
ALS, ESPECIALLY COAL (U.S. CL. 100). 

FIRST USE 5-1-1989; IN COMMERCE 5-1-1989. 


SN 74-068,407. TOP SOURCE, INC., PALM BEACH GAR- 
DENS, FL. FILED 6-12-1990. 


ARC 


FOR ENGINEERING SERVICES IN THE FIELD OF 
MANUFACTURE OF SAFETY AUTOMOBILE SEATS FOR 
INCORPORATION AS ORIGINAL EQUIPMENT IN AUTO- 
MOBILES (U.S. CL. 100). 


SN 74-070,902. LECHTERS, INC., DBA THE KITCHEN 
PLACE, HARRISON, NJ. FILED 6-20-1990. 


THE KITCHEN PLACE 


OWNER OF U.S. REG. NOS. 1,358,673 AND 1,386,808. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KITCHEN”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F) AS TO “PLACE”. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
HOUSEWARES, GIFTWARES, KITCHENWARES, KITCH- 
EN TEXTILES AND GLASSWARES (U.S. CL. 101). 

FIRST USE 10-20-1983; IN COMMERCE 8-1-1984. 
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SN 74-071,750. SUPER KING CATFISH, INC., TULSA, OK. 
FILED 6-22-1990. 


SUPER KING 


CATFISH, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CATFISH, INC.”, APART FROM THE MARK AS 
SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 1-27-1988; IN COMMERCE 1-27-1988. 


SN 74-077,956. JARTEL, INC., SNA DIEGO, CA. FILED 
7-13-1990. : 


SELECTIONS 


FOR DATING SERVICES ARRANGED BY TELE- 
PHONE (U.S. CL. 100). 


FIRST USE 10-10-1987; IN COMMERCE 10-10-1987. 


SN 74-078,195. PRO HISPANIC POLITICAL ACTION COM- 
MITTEE, PAOLI, PA. FILED 7-16-1990. 


PRO PAC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PAC”, APART FROM THE MARK AS SHOWN. 

FOR POLITICAL ACTION COMMITTEE SERVICES; 
NAMELY, PROMOTING THE INTERESTS OF HISPANICS 
IN THE FIELD OF POLITICS (U.S. CL. 100). 

FIRST USE 3-8-1990; IN COMMERCE 3-28-1990. 
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SN 74-078,310. GRAPHICS DEPARTMENT, INC., MINNE- 
APOLIS, MN. FILED 7-16-1990. 


ZPIX COMPUTER 
GRAPHICS CENTERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPUTER GRAPHICS CENTERS”, APART FROM 
THE MARK AS SHOWN. 

FOR RETAIL STORE SERVICES AND CONSULTING 
SERVICES IN THE FIELD OF COMPUTERS AND COM- 
PUTERIZED GRAPHIC, PRE-PRESS, LAYOUT AND 
TYPESETTING WORK STATIONS (U.S. CLS. 100 AND 
101). 


SN 74-082,958. HART INDUSTRIES, 
HILLS, CA. FILED 7-30-1990. 


INC., LAGUNA 


THE COMPLIANCE 
ALLIANCE 


FOR CONDUCTING SITE SURVEYS FOR STORAGE 
TANK SUITABILITY AND INSPECTING EQUIPMENT 
PERFORMANCE OF STORAGE TANKS AND ACCOMPA- 
NYING MONITORING EQUIPMENT (U.S. CL. 100). 

FIRST USE 2-0-1990; IN COMMERCE 2-0-1990. 


SN 74-086,623. AMSA CORPORATION, LAS VEGAS, NV. 
FILED 8-10-1990. 


ACULASER CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CENTER”, APART FROM THE MARK AS SHOWN. 

FOR HEALTH SERVICES; NAMELY, CONDUCTING 
THERAPY SESSIONS ASSISTING INDIVIDUALS TO 
STOP SMOKING (U.S. CLS. 100 AND 107). 


SN 74-087,322. UTAH PIZZA SERVICE, INC., DBA LITTLE 
CAESARS PIZZA, SALT LAKE CITY, UT. FILED 
8-13-1990. 


THE ORIGINATOR 


FOR RETAIL PIZZA STORE SERVICES (U.S. CL. 101). 
FIRST USE 3-1-1988; IN COMMERCE 4-1-1990. 
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SN 74-090,114. KING, DAVID L., CHINA GROVE, NC. 
FILED 8-21-1990. 


FOR OPTOMETRY SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 7-1-1987; IN COMMERCE 7-1-1987. 


SN 74-091,284. COLLEGE FOOTBALL ASSOCIATION, 
BOULDER, CO. FILED 8-27-1990. 


> 


OWNER OF U.S. REG. NO. 1,484,736. 

THE MARK CONSISTS, IN PART, OF A STYLIZED 
FOOTBALL AND GOAL POST. 

FOR ASSOCIATION SERVICES; NAMELY, PROMOT- 
ING THE INTERESTS OF COLLEGES PARTICIPATING 
IN VARIOUS SPORTS ATTRACTIONS (U.S. CL. 100). 

FIRST USE 7-1-1990; IN COMMERCE 7-1-1990. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


SN 74-093,124. WINGS TO GO, INC., DOVER, DE. FILED 
8-31-1990. 


THE LINING SHOWN IN THE DRAWING OF THE 
MARK IS A FEATURE OF THE MARK AND NOT IN- 
TENDED TO INDICATE COLOR. 

THE MARK CONSISTS, IN PART, OF A STYLIZED 
REPRESENTATION OF THE LETTER “Ww”. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 8-15-1985; IN COMMERCE 8-15-1985. 


SN 74-098,174. 148977 CANADA INC., TA UNCANNY 
OFFICE SOLUTIONS, SCARBOROUGH, ONTARIO, 
CANADA, FILED 9-18-1990. 


UNCANNY OFFICE 
SOLUTIONS 


FOR OFFICE FURNITURE RENTAL AND LEASING 
SERVICES; VENDING MACHINE RENTAL SERVICES; 
COMPUTER HARDWARE RENTAL SERVICES; BEVER- 
AGE SUPPLY SERVICES FOR OFFICES (U.S. CLS. 100 
AND 101). 


SN 74-098,212. HORIZON MEAT & SEAFOOD DISTRIBU- 
TORS, INC., PLAINVIEW, NY. FILED 9-18-1990. 


OWNER OF U.S. REG. NO. 1,627,817. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOODS”, APART FROM THE MARK AS SHOWN. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
MEAT AND SEAFOOD (U.S. CL. 101). 

FIRST USE 12-15-1989; IN COMMERCE 4-1-1990. 
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SN 74-098,214. HORIZON MEAT & SEAFOOD DISTRIBU- 
TORS, INC., PLAINVIEW, LONG ISLAND, NY. FILED 
9-18-1990. 


A NEW HORIZON IN 
DINING EXCELLENCE 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
MEAT AND SEAFOOD (U.S. CL. 101). 
FIRST USE 12-15-1989; IN COMMERCE 4-1-1990. 


SN 74-100,770. REYNOLDS, DEE, MOBILE, AL. FILED 
9-27-1990. 


(pier 
o-D} 


NO CLAIM IS MADE TG THE EXCLUSIVE RIGHT TO 
USE “NO DIET”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR COLOR, HOWEVER 
NO CLAIM TO COLOR IS MADE. 

FOR WEIGHT REDUCTION DIET PLANNING AND 
SUPERVISION SERVICES (U.S. CL. 100). 

FIRST USE 6-1-1986; IN COMMERCE 6-1-1986. 
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SN 74-103,215. BILL LOWDEN SEAFOOD, INC., WARREN, 
ME. FILED 10-4-1990. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

THE MARK CONSISTS, IN PART, OF A STYLIZED 
LOBSTER TRAP SURROUNDED BY CLAMS, FISH, A 
LOBSTER AND A CRAB. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
SEAFOOD (U.S. CL. 101). 

FIRST USE 8-24-1990; IN COMMERCE 8-24-1990. 


SN 74-103,457. GEM SCAN CO., THE, ELKINS PARK, PA. 
FILED 10-5-1990. 


THE SMARTEST WAY TO 
BUY A DIAMOND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIAMOND”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR RETAIL JEWELRY STORE SERVICES (U.S. CL. 
101). 

FIRST USE 0-0-1978; IN COMMERCE 0-0-1978. 


SN 74-106,508. ASSOCIATED GROCERS’ COMPANY OF 
ST. LOUIS, MISSOURI, ST. LOUIS, MO. FILED 
10-10-1990. 


TOM BOY 


FOR RETAIL GROCERY STORE SERVICES (U.S. CL. 
101). 


FIRST USE 7-27-1937; IN COMMERCE 7-27-1937. 
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SN 74-109,952. NON-POLLUTING ENTERPRISES, INC., 
NEW YORK, NY. FILED 10-29-1990. 


NOPE. 


FOR MAIL ORDER SERVICES IN THE FIELD OF EN- 
VIRONMENTALLY CONSCIOUS PRODUCTS; NAMELY, 
100% COTTON SHOWER CURTAINS, NATURAL DEO- 
DORANT STONES, RAG RUGS, T-SHIRTS, CELLULOSE 
SPONGES, STRING BAGS AND SHAMPOO (USS. CL. 101). 

FIRST USE 1-1-1990; IN COMMERCE 1-1-1990. 


SN 74-110,932. BLUM, LYNN, DUBLIN, OH. AND BLUM, 
DENNIS G., DUBLIN, OH. FILED 10-31-1990. 


TOY FACTORY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOY”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL STORE SERVICES FOR NEW AND USED 
TOYS, SPORTING GOODS, AND GAMES (U.S. CL. 101). 


SN 74-112,511. W. T. NALLEY, CHARLOTTE, NC. FILED 
11-5-1990. 


PROFESSIONAL PIER 


FOR CONSULTATION AND PRODUCT DEVELOP- 
MENT SERVICES IN THE FIELD OF FOUNDATION 
STABILIZATION, FOUNDATION REPAIR, FOUNDA- 
TION LIFTING, HOUSE FRAME STABILIZATION, WALL 
STRAIGHTENING AND STABILIZATION, CHIMNEY 
STRAIGHTENING, AND STABILIZATION, FRACTURE 
REPAIR, WATER SEEPAGE PREVENTION, PRESSURE 
GROUTING, CONCRETE REPLACEMENT, AND PORCH 
STABILIZATION (U.S. CLS. 100 AND 101). 


SN 74-113,077. QUADRANT SALES & IMPORTS INC., 
PORT COQUITLAM, BRITISH COLUMBIA, CANADA, 
FILED 11-7-1990. 


UADRANT 


Qu IMPORTS INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SALES & IMPORTS INC.”, APART FROM THE 
MARK AS SHOWN. 

FOR RETAIL AND WHOLESALE DISTRIBUTORSHIP 
SERVICES IN THE FIELD OF GENERAL MERCHAN- 
DISE (U.S. CL. 101). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-117,104. JONES, NADINE L., DBA CANDLELIGHT 
SPECTRUMS, OAKLAND, CA. FILED 11-20-1990. 


WW 


\ 


Ay 


= 
Y 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 


FOR CUSTOM POEM WRITING SERVICES (U.S. CLS. 
100 AND 101). 


FIRST USE 7-6-1990; IN COMMERCE 10-26-1990. 


SN 74-117,345. HOLLEMON, JASON THOMAS III, DBA 
BLACKTIE-ATLANTA, PETERSBURG, VA. FILED 
11-21-1990. 


FOR RENTAL OF MEN’S FORMALWEAR; RETAIL 
SALES IN THE AREA OF MEN’S FORMALWEAR (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-1-1988; IN COMMERCE 2-1-1988. 


SN 74-118,684. WINDOW BOX, INCORPORATED, THE, 
ALEXANDRIA, VA. FILED 11-28-1990. 


WINDOW BOX 


SEC. 2(F). 

FOR WHOLESALE DISTRIBUTORSHIP AND RETAIL 
FLORIST SHOP SERVICES (U.S. CL. 101). 

FIRST USE 11-0-1976; INCOMMERCE 11-0-1976. 
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SN 74-119,605. BIOTONUS, CLINIQUE BON-PORT S.A., 
1820 MONTREUX, SWITZERLAND, FILED 11-30-1990. 


BIOTONUS 


OWNER OF U.S. REG. NO. 1,508,749. 

FOR MEDICAL CLINICS, FEATURING HEALTH 
SERVICES, ANTI-STRESS SERVICES, SPORT MEDICINE 
SERVICES, AND WEIGHT REDUCTION SERVICES; AND 
HEALTH SPAS, FEATURING HEALTH SERVICES, ANTI- 
STRESS SERVICES, SPORT MEDICINE SERVICES, AND 
WEIGHT REDUCTION SERVICES (U.S. CLS. 100 AND 
107). 

FIRST USE 7-1-1982; IN COMMERCE 6-0-1983. 


SN 74-121,939. WATTS, BRUCE D., DBA BIRTHDAY 
CHOCOLATES, GREENS FORK, IN. FILED 12-10-1990. 


BIRTHDAY CHOCOLATES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHOCOLATES”, APART FROM THE MARK AS 
SHOWN. 

FOR MAIL ORDER SERVICES FEATURING THE SALE 
AND DELIVERY OF CANDY; NAMELY, CHOCOLATES 
(U.S. CL. 101). 

FIRST USE 5-22-1990; IN COMMERCE 5-22-1990. 


SN 74-122,652. METROMEDIA COMPANY, SECAUCUS, 
NJ. FILED 12-12-1990. 


METROMEDIA 
TECHNOLOGIES 


OWNER OF U.S. REG. NO. 1,431,498. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGIES”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER GRAPHIC IMAGING SERVICES IN 
THE FIELD OF PICTORIAL ADVERTISEMENT AND 
BULLETINS (U.S. CL. 100). 

FIRST USE 4-5-1987; IN COMMERCE 4-5-1987. 


SN 74-124,844. PRAIRIE HOUSE, INC., DBA PRAIRIE 
HOUSE FAMILY, HUTCHINSON, MN. FILED 


12-17-1990. 


PRAIRIE HOUSE 


OWNER OF U.S. REG. NOS. 1,099,873 AND 1,343,509. 
SEC. 2(F). 

FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 3-9-1976; IN COMMERCE 3-17-1977. 
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SN 74-124,972. CRAIG LEITMAN, INC., COCONUT 
GROVE, FL. FILED 12-20-1990. 


THE JET SETTER 


FOR RETAIL STORE SERVICES IN THE FIELD OF 
HIGH FASHION BOUTIQUE FOR ADULT AND MEN’S 
SIZE CLOTHING (U.S. CL. 101). 


SN 74-131,362. STORYTELLER, INC, RAPID CITY, SD. 
FILED 1-18-1991. 


STORYTELLER 


FOR RETAIL STORE AND MAIL ORDER SERVICES 
FEATURING BOOKS, CARDS, PERIODICALS, POSTERS 
AND OTHER PRINTED MATTER (U.S. CL. 101). 

FIRST USE 6-4-1989; IN COMMERCE 6-15-1989. 


SN 74-133,818. AMERICAN INTERPROFESSIONAL ASSO- 
CIATION, NORTHBROOK, IL. FILED 1-28-1991. 


DOCTOR DOCTOR 


FOR PROMOTING PUBLIC AWARENESS OF THE 
NEED FOR EYE CARE AND HEALTH (U.S. CL. 100). 
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SN 74-135,470. PLUM INTERNATIONAL, INC., DBA THE SN 74-140,472. CHILI'S, INC, DALLAS, TX. AND 
14 KARAT PLUM, KANEOHE, HI. FILED 2-1-1991. BRINKER INTERNATIONAL, INC., DALLAS, DE. 
FILED 2-19-1991. 


RiLL- 


° 


FOR RETAIL JEWELRY STORE SERVICES (U.S. CL. 
101). 

FIRST USE 8-4-1984; IN COMMERCE 8-4-1984. 
OWNER OF U.S. REG. NO. 1,162,321. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “GRILL”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 
FIRST USE 2-12-1990; IN COMMERCE 2-12-1990. 


SN 74-140,263. TRUCK WAVES, LAKEVIEW TERRACE, 


CA FILED 2-19-1991. SN 74-142,509. PEIPING CHIN CHAU YIN FOODS FACTO- 


RY CO., LTD., TU-CHENG HSIANG, TAIPEI HSIEN, 
TAIWAN, FILED 2-26-1991. 


CHIN CHAU YIN 


aK at £- 


THE CHINESE CHARACTERS APPEARING IN THE 
MARK ARE TRANSLATED AS FOLLOWS; THE FIRST 
: CHARACTER MEANS “CAPITAL”, THE SECOND CHAR- 
FOR RETAIL OUTLETS AND MAIL ORDER SERVICES ACTER MEANS “TRILLION”, AND THE THIRD CHAR- 
FEATURING LIGHT TRUCK AND CAR ACCESSORIES ACTER MEANS “GOVERN”. 
(U.S. CLS. 100 AND 101). FOR RESTAURANT SERVICES (U.S. CL. 100). 
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SN 74-144,380. AMER TECHNOLOGY SYSTEMS, 
PORTLAND, OR. FILED 3-4-1991. 


INC., 


THE LINING IS A FESTURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

THE MARK CONSISTS OF THE WORD “AMER” WITH 
A STYLIZED DESIGN OF A HOUSE. 

FOR HOME INSPECTION SERVICES (U.S. CL. 100). 

FIRST USE 4-1-1990; IN COMMERCE 4-1-1990. 


SN 74-144,956. J.M. BLANCO, INC., GUAYNABO, PUERTO 
RICO, FILED 3-6-1991. 


FARMAX 


FOR RETAIL DRUG STORE SERVICES (U.S. CL. 101). 
FIRST USE 10-2-1989; IN COMMERCE 10-2-1989. 


SN 74-147,582. REINSCH, ROGER A., DBA SHOTSCAN - 
THE EASY WAY, CUPERTINO, CA. FILED 3-14-1991. 


SHOTSCAN 


FOR ANALYSIS OF SHOTGUN TARGET SHOT PAT- 
TERNS FOR OTHERS (U.S. CL. 100). 


SN 74-147,936. PAN AMERICAN DIAMOND CORP., NEW 
YORK, NY. FILED 3-15-1991. 


BIG DEAL 


FOR RETAIL SALE OF JEWELRY BY MEANS OF 
SHOWROOM SALES; AND WHOLESALE DISTRIBUTOR- 
SHIP FEATURING JEWELRY (U.S. CL. 100). 
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SN 74-148,104. REXNORD CORPORATION, MILWAUKEE, 
WI. FILED 3-15-1991. 


RTS || 


FOR SERVICES IN THE FIELD OF MATERIAL TEST- 
ING, MATERIAL ENGINEERING AND MECHANICAL 
ENGINEERING (U.S. CL. 100). 

FIRST USE 4-1-1990; IN COMMERCE 4-1-1990. 


SN 74-149,699. EVERSAFE ENVIRONMENTAL SAFETY 
PRODUCTS, INC., ONTARIO, CA. FILED 3-18-1991. 


EVERSAFE 


FOR WHOLESALE DISTRIBUTORSHIP SERVICES IN 
THE FIELD OF PROTECTIVE CLOTHING AND SAFETY 
EQUIPMENT FOR INDUSTRIAL APPLICATIONS (U.S. 
CL. 101). 

FIRST USE 8-14-1986; IN COMMERCE 3-26-1987. 


SN 74-149,957. COMMON ARC CORPORATION, GENEVA, 
IL. FILED 3-21-1991. 


COMMON ARC 


FOR TESTING TO DETERMINE EMPLOYMENT 
SKILLS; NAMELY, CONDUCTING TESTING AND CER- 
TIFICATION OF WELDERS (US. CL. 100). 

FIRST USE 2-2-1988; IN COMMERCE 2-2-1988. 


SN 74-150,762. KAM LAKE ASSOCIATES, CHICAGO, IL. 
FILED 3-25-1991. 


THE 


HEALII Ay 


IEARTLAND 


FITNESS REIPREAL / SPA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH AND FITNESS RETREAT/SPA”, APART 
FROM THE MARK AS SHOWN. 

FOR HEALTH AND FITNESS SPA (U.S. CL. 100). 

FIRST USE 11-0-1983; IN COMMERCE 11-0-1983. 
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CLASS 42—(Continued). 


SN 74-150,890. WAHEED, ASAD, TEMPE, AZ. FILED 
3-25-1991. 


CARDS“ UBET Cite 


THE MARK CONSISTS, IN PART, OF LIPS WITH THE 
PHRASE “OH OH!?” NEXT TO THEM. 

FOR CARDS AND GIFTS RETAIL STORE (US. CLS. 
100 AND 101). 

FIRST USE 9-0-1987; IN COMMERCE 9-0-1987. 


SN 74-151,046. HOMECARE MANAGERS, INC., PACIFIC 
GROVE, CA. FILED 3-25-1991. 


CRESSCARE 


FOR HOME HEALTH CARE AGENCY SERVICES; 
NAMELY, THE OPERATION AND MANAGEMENT OF 
HOME HEALTH CARE AGENCIES SPECIALIZING IN 
PRIVATE CASE MANAGEMENT, GERIATRIC ASSESS- 
MENT, CARE MONITORING AND PATIENT SCREEN- 
ING (U.S. CL. 100). 

FIRST USE 10-16-1990; IN COMMERCE 10-16-1990. 


SN 74-152,258. PETERSON, CAROL M., LARGO, FL. 
FILED 3-28-1991. 


SATAN’S OVEN 


FOR RESTAURANTS (US. CL. 101). 


SN 74-152,723. TCBC, 
4-1-1991. 


INC., DALHART, TX. FILED 


FAJITA HUT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAJITA”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES FEATURING MEXI- 
CAN FOOD (U.S. CL. 100). 


SN 74-153,007. BOOK-OF-THE-MONTH CLUB, INC., NEW 
YORK, NY. FILED 4-1-1991. 


THE INDEPENDENT 
READER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “READER”, APART FROM THE MARK AS SHOWN. 

FOR MAIL ORDER BOOK CLUB SERVICES (U.S. CL. 
101). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


SN 74-154,393. MANNING, DOUGLAS, PRAIRIE GROVE, 
AR. FILED 4-5-1991. 


SOMEONE SPOKE FOR 
YOU--WILL YOU SPEAK 
FOR ME 


FOR PROMOTION OF THE INTERESTS OF THOSE oOp- 
POSED TO ABORTION THROUGH RESEARCH, ADVO- 
CACY AND DISSEMINATION OF INFORMATION CON- 
CERNING ABORTION (U.S. CL. 100). 


SN 74-155,204. ITT SHERATON CORPORATION, BOSTON, 
MA. FILED 4-8-1991. 


THE NATURAL CHOICE 


FOR HOTEL, MOTEL, RESTAURANT AND COCKTAIL 
LOUNGE SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 1-1-1991; IN COMMERCE 1-1-1991. 


SN 74-155,634. THINGSVILLE, INC., OMAHA, NE. FILED 
4-9-1991. 


WILD THINGS 


FOR RETAIL STORE SERVICES PRIMARILY INVOLV- 
ING SALES OF COSTUMES BUT ALSO INCLUDING 
SALES OF CLOTHING AND SUNGLASSES (U.S. CL. 101). 

FIRST USE 11-1-1986; IN COMMERCE 0-0-1986. 


SN 74-156,313. ITEC PRODUCTIONS, INC., ORLANDO, FL. 
FILED 4-11-1991. 


ITEC PRODUCTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTIONS”, APART FROM THE MARK AS 
SHOWN. 

FOR TECHNICAL ENGINEERING SERVICES FOR 
AND DESIGN OF HOTELS, RESORTS, THEME PARKS, 
RESTAURANTS, NIGHTCLUBS AND OTHER ENTER- 
TAINMENT COMPLEXES AND RECREATIONAL FA- 
CILITIES (U.S. CL. 100). 

FIRST USE 9-1-1985; IN COMMERCE 9-1-1985. 
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SN 74-157,062. PRINCESS CUISINE, LTD., NEW YORK, 
NY. FILED 4-15-1991. 


WHAT’S YOUR FANCY 


FOR RETAIL FOOD STORE SERVICES, RETAIL 
GOURMET FOOD SPECIALTY STORE SERVICES, CA- 
TERING SERVICES, CARRY-OUT PREPARED FOOD 
SERVICES AND RESTAURANT SERVICES (U.S. CLS. 100 
AND 101). 


SN 74-157,296. WHAT’S FOR SUPPER, TUSCALOOSA, AL. 
FILED 4-15-1991. 


WHAT’S FOR SUPPER 


FOR TAKE HOME CATERING SERVICES (US. CL. 
100). 
FIRST USE 3-1-1990; IN COMMERCE 3-1-1990. 


SN 74-158,159. DOBBS HOUSES, INC., DBA CASUAL AP- 
PROACH, MEMPHIS, TN. FILED 4-18-1991. 


Casual 
approach 


THE MARK INCLUDES THE STYLIZED LETTERS 
“CA”. 

FOR RETAIL CLOTHING STORE SERVICES (U.S. CL. 
101). 

FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 


SN 74-158,405. HAPS DOG, CORP., LAKE FOREST, IL. 
FILED 4-18-1991. 


HAPS DOG REAL DANISH 
SAUSAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DOG” AND “REAL DANISH SAUSAGE”, APART 
FROM THE MARK AS SHOWN. 

FOR HOT DOG SANDWICHES (U.S. CL. 100). 
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SN 74-162,344. DAILEY, JOHN M., ANNANDALE, VA. 
FILED 4-30-1991. 


INSTITUTE 
OF WASHINGTON 


The art and science of 
advanced podiatric care 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOOT & ANKLE INSTITUTE OF WASHINGTON”, 
APART FROM THE MARK AS SHOWN. 

FOR PODIATRIC MEDICAL SERVICES (U.S. CL. 100). 


SN 74-163,457. LIEBERT CORPORATION, COLUMBUS, 
OH. FILED 5-3-1991. 


FOR MONITORING SERVICES OF COMPUTER ROOM 
STATUS, INCLUDING, ENVIRONMENTAL CONTROL 
APPARATUS, POWER CONDITIONERS, UNINTERRUP- 
TIBLE POWER SUPPLIES, ACCESS CONTROL, AND 
FIRE SUPPRESSION EQUIPMENT (U.S. CL. 100). 


SN 74-163,496. HOTEL RESERVATIONS MANAGEMENT, 
INC., CHICAGO, IL. FILED 5-3-1991. 


HOT ROOMS 


FOR HOTEL RESERVATION SERVICES (U.S. CL. 100). 
FIRST USE 3-1-1990; IN COMMERCE 3-1-1990. 
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SN 74-164,022. S. S. PERRY, INC., TULSA, OK. FILED 
5-6-1991. 


NOVEL IDEA DISCOUNT 
BOOKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISCOUNT BOOKS”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL BOOKSTORE FEATURING BOOKS SOLD 
AT A DISCOUNT AND RELATED ITEMS (US. CL. 101). 

FIRST USE 10-17-1984; IN COMMERCE 10-17-1984. 


SN 74-164,423. COLLEGE CARAVAN, INC., PITTSBURGH, 
PA. FILED 5-7-1991. 


COLLEGE CARAVAN, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLEGE OR INC.”, APART FROM THE MARK AS 
SHOWN. 

FOR CAREER GUIDANCE COUNSELING SERVICES; 
NAMELY, PROVIDING ASSISTANCE TO OTHERS IN 
THE SELECTION OF CAREERS, THE SELECTION OF 
COLLEGES AND UNIVERSITIES, THE SELECTION OF 
COLLEGE CURRICULA, THE ARRANGEMENT OF 
INTERVIEWS AND EFFECTIVE INTERVIEW TECH- 
NIQUES, THE ARRANGEMENT OF VISITS TO COL- 
LEGES AND UNIVERSITIES, ASSISTANCE IN ACQUIR- 
ING FINANCIAL AID AND THE PREPARATION OF AP- 
PLICATIONS, RESUMES AND TRANSMITTAL LETTERS 
(U.S. CLS. 100 AND 101). 

FIRST USE 3-12-1991; INCOMMERCE 3-12-1991. 


SN 74-165,577. PROFESSIONAL PRESS, INC., HORSHAM, 
PA. FILED 5-13-1991. 


OPEN SYSTEMS PARTNERS 
PROGRAM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OPEN SYSTEMS” AND “PROGRAM”, APART 
FROM THE MARK AS SHOWN. 

FOR TESTING SERVICES FOR INTEROPERABILITY 
OF COMPUTER HARDWARE AND SOFTWARE (USS. CL. 
100). 


SN 74-167,131. DIABETES CENTER, INC., MINNETONKA, 
MN. FILED 5-10-1991. 


CHRONIMED 


FOR MAIL ORDER SERVICES FOR DISTRIBUTION OF 
PRODUCTS TO PERSONS WITH CHRONIC HEALTH 
CONDITIONS (U.S. CL. 101). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 42—(Continued). 


SN 74-168,427. ROOH’S, INC., SAN JOSE, CA. FILED 
5-16-1991. 


NOT JUST FRESH BUT 
HEALTHY FRESH 


FOR RESTAURANT SERVICES (U.S. CL. 100). 


SN 74-169,851. ARTISANS, 
FILED 5-24-1991. 


INC., GLEN FLORA, WI. 


ARTISANS 


FOR IMPRINTING AND CUSTOM IMPRINTING OF 
CLOTHING WITH DECORATIVE DESIGNS; NAMELY, 
EMBLEMS, DECALS, STICKERS, AND SILK-SCREENING 
(U.S. CL. 100). 

FIRST USE 3-27-1973; IN COMMERCE 3-27-1973. 


SN 74-170,862. NEW EXPERIENCED CAR COMPANY, 
INC., SCOTTSDALE, AZ. FILED 5-28-1991. 


SMARTER THAN NEW, 
BETTER THAN USED 


FOR RETAIL AUTOMOBILE DEALERSHIP SERVICES 
(U.S. CL. 101). 


SN 74-174,084. J & L INVESTMENTS, ARLINGTON, VA. 
FILED 6-10-1991. 


EL PALACIO 


OWNER OF U.S. REG. NO. 914,465. 

THE ENGLISH TRANSLATION OF THE WORD “EL 
PALACIO” IN THE MARK IS “THE PALACE”. 

FOR RESTAURANT SERVICES (U.S. CL. 100). 

FIRST USE 8-12-1968; IN COMMERCE 9-23-1968. 
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SN 74-175,380. BELLINI JUVENILE DESIGNER FURNI- 
TURE CORPORATION, ENGLEWOOD, NJ. FILED 


QELLi/y 


OWNER OF U.S. REG. NOS. 1,316,227 AND 1,402,570. 

FOR RETAIL FURNITURE STORE SERVICES (U.S. CL. 
101). 

FIRST USE 8-0-1985; IN COMMERCE 8-0-1985. 


SN 74-176,581. ROBERTS LABORATORIES INC., EATON- 
TOWN, NJ. FILED 6-17-1991. 


PHYSICIAN OFFICE BASED 


THERAPY 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
PHARMACEUTICAL PRODUCTS (USS. CL. 101). 





PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 


COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 


SN 74-160,333. APPRAISAL INSTITUTE, CHICAGO, IL. 
FILED 4-24-1991. 


SRA 


OWNER OF U.S. REG. NOS. 1,001,907 AND 1,140,554. 

FOR INDICATING MEMBERSHIP IN AN ASSOCIA- 
TION OF REAL ESTATE APPRAISERS. 

FIRST USE 8-0-1946; IN COMMERCE 8-0-1946. 


. SN 74-161,152. WINDO, DBA WHOLESALE INDEPEND- 
ENT NATIONAL DISTRIBUTORS ORGANIZATION, 
SPOKANE, WA. FILED 4-26-1991. 


WINDO 


FOR INDICATING MEMBERSHIP IN AN ORGANIZA- 
TION WHICH OFFERS SWIMMING POOL AND SPA DIS- 
TRIBUTORSHIP SERVICES. 

FIRST USE 5-1-1990; IN COMMERCE 5-1-1990. 


CERTIFICATION MARKS 


CLASS A—GOODS 


SN 74-008,865. AMERICAN SHEEP INDUSTRY ASSOCIA- 
TION, INC., ENGLEWOOD, CO. FILED 12-8-1989. 


ALAMERA 


THE CERTIFICATION MARK, AS USED BY THE CER- 
TIFIER, CERTIFIES THAT THE TEXTILES WITH 
WHICH THE MARK IS ASSOCIATED ARE MADE FROM 
NATURAL FIBERS OF AT LEAST 20% AMERICAN 
WOOL WITH THE REMAINDER COTTON. 

FOR COTTON WOOL BLEND TEXTILES. 

FIRST USE 5-28-1986; IN COMMERCE 5-28-1986. 


SN 74-074,755. USABILITY SCIENCES CORPORATION, 
IRVING, TX. FILED 7-2-1990. 


Usability Tested & Certified 


Usability Sciences Corporation 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USABILITY TESTED & CERTIFIED” AND “USABI- 
LITY SCIENCES CORPORATION”, APART FROM THE 
MARK AS SHOWN. 

THE CERTIFIER HAS A BONA FIDE INTENT TO EX- 
ERCISE LEGITIMATE CONTROL OVER THE USE OF 
THE CERTIFICATION MARK WHICH WILL BE USED 
TO CERTIFY THAT COMPUTER SOFTWARE HAS BEEN 
TESTED FOR USABILITY. 

FOR CERTIFICATION OF COMPUTER SOFTWARE AS 
HAVING BEEN TESTED FOR USABILITY AND FOUND 
ACCEPTABLE. 


CLASS B—SERVICES 


SN 73-323,865. STANDARD & POOR’S CORPORATION, 
NEW YORK, NY. FILED 8-17-1981. 


B 


THE MARK CERTIFIES TO THE CERTIFIER’S OPIN- 
ION IN ACCORDANCE WITH THE CERTIFIER’S PUB- 
LISHED STANDARDS THAT THE SUBJECT SECURITY 
ON BALANCE, IS PREDOMINANTLY SPECULATIVE IN 
THE CASE OF BONDS WITH RESPECT TO THECAPA- 
CITY TO PAY INTEREST AND REPAY PRINCIPAL AND 
IN THE CASE OF PREFERRED STOCK WITH RESPECT 
TO THE ISSUER’S ABILITY TO PAY PREFERRED 
STOCK OBLIGATIONS. 

FOR FINANCIAL INVESTMENT SERVICES IN THE 
FORM OF FINANCIAL SECURITIES; NAMELY, CORPO- 
RATE AND MUNICIPAL BONDS AND PREFERRED 
STOCKS. 

FIRST USE 0-0-1974; IN COMMERCE 0-0-1974. 





TRADEMARK REGISTRATIONS ISSUED 
PRINCIPAL REGISTER 
SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 1—CHEMICALS 


1,670,926. AEG OLYMPIA. AEG AKTIENGESELL- 
SCHAFT, MULTIPLE CLASS, (INT. CLS. 1, 9, 16, 20, 35, 
37, 41 AND 42), (U.S. CLS. 6, 11, 21, 23, 26, 32, 37, 38, 100, 
101, 103 AND 107). SN 73-817,869. PUB. 10-15-1991. FILED 
8-8-1989. 

1,670,927. ALGOFLASH. LABORATOIRE ALGOCHIMIE, 
MULTIPLE CLASS, (INT. CLS. 1 AND 5), (U.S. CLS. 6 
AND 10). SN_ 73-839,010. PUB. 10-15-1991. FILED 
11-14-1989. 

1,670,928. CURE 309. CHEMREX INC., (U.S. CLS. 6 AND 
12). SN 74-034,737. PUB. 10-15-1991. FILED 3-1-1990. 

1,670,929. E-FLEX. E AND F CORPORATION, (U.S. CL. 6). 
SN 74-122,668. PUB. 10-15-1991. FILED 12-12-1990. 

1,670,930. RAYCASOFT. ICI AMERICAS INC., (U.S. CL. 6). 
SN 74-130,340. PUB. 10-15-1991. FILED 1-14-1991. 

1,670,931. CECASORB. ATOCHEM NORTH AMERICA, 
INC., (U.S. CLS. 1 AND 6). SN 74-147,095. PUB. 
10-15-1991. FILED 3-12-1991. 

1,670,932. MISCELLANEOUS DESIGN. VIGORO INDUS- 
TRIES, INC. (U.S. CL. 10). SN 74-147,538. PUB. 
10-15-1991. FILED 3-14-1991. 

1,670,933. CASUL, HARCROS CHEMICALS INC., (U.S. CL. 
6). SN 74-152,898. PUB. 10-15-1991. FILED 4-1-1991. 


CLASS 2—PAINTS 


1,670,934. SPEEDSKIN. EXTENSOR AB, (U.S. CL. 16). SN 
73-834,290. PUB. 10-15-1991. FILED 10-27-1989. 

1,670,935. STAWHITE. SUN CHEMICAL CORPORATION, 
(U.S. CL. 16). SN 74-041,397. PUB. 10-16-1990. FILED 
3-23-1990. 

1,670,936. CAL INK. FLINT INK CORPORATION, (U.S. CL. 
6). SN 74-097,934. PUB. 10-15-1991. FILED 9-17-1990. 

1,670,937. CIRCUSET PLUS. SUN CHEMICAL CORPORA- 
TION, (U.S. CL. 11). SN 74-129,893. PUB. 10-15-1991. 
FILED 1-14-1991. 

1,670,938. MISCELLANEOUS DESIGN. 
(U.S. CL. 11). SN 74-139,812. PUB. 
2-19-1991. 


TRIDENT, 
10-15-1991. 


INC., 
FILED 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


1,670,939. U.V CONTROL AND DESIGN. LABORATOIRE 
ONYLIGNE, (U.S. CL. 51). SN 73-803,537. PUB. 10-15-1991. 
FILED 5-30-1989. 

1,670,940. BRIGA (STYLIZED). RIGA PRODUCTION ASSO- 
CIATION OF PERFUMERY AND COSMETIC INDUS- 
TRY “DZINTARS”, THE, (U.S. CL. 51). SN 73-818,638. 
PUB. 7-16-1991. FILED 8-11-1989. 
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1,670,941. THE SKIN RESOURCE FOR MEN. LANCOME 
PARFUMS ET BEAUTE & CIE, (U.S. CL. 51). SN 
74-012,565. PUB. 10-15-1991. FILED 12-20-1989. 


1,670,942. LE PEACH PANACHE (STYLIZED). EXPRESS 
DENTAL PRODUCTS, INC., (U.S. CL. 51). SN 74-056,234. 
PUB. 10-15-1991. FILED 5-7-1990. 


1,670,943. WATER, WIND & FIRE. WATER, WIND & FIRE, 
LTD., (U.S. CL. 51). SN 74-094,399. PUB. 10-15-1991. 
FILED 9-5-1990. 

1,670,944. MISCELLANEOUS DESIGN. GIORGIO BEVER- 
LY HILLS, INC., (U.S. CL. 51). SN 74-128,229. PUB. 
10-15-1991. FILED 1-7-1991. 

1,670,945. EAGLE 1 ONE AND DESIGN. EGL 1, INC., DBA 
EAGLE ONE INDUSTRIES, (U.S. CL. 51). SN 74-130,364. 
PUB. 10-15-1991. FILED 1-14-1991. 

1,670,946. BENNINGTON. BENNINGTON DESIGN, INC., 
(U.S. CLS. 51 AND 52). SN 74~-130,770. PUB. 10-15-1991. 
FILED 1-14-1991. 

1,670,947. DOCTOR ELAM’S LA VIE. LA VIE COSMETICS, 
INC., (U.S. CLS. 51 AND 52). SN 74-133,283. PUB. 
10-15-1991. FILED 1-25-1991. 

1,670,948. DEFACER ERASER. PROSOCO, INC., (U.S. CL. 
52). SN 74-133,299. PUB. 10-15-1991. FILED 1-25-1991. 

1,670,949. XODUST. MINNESOTA MINING AND MANU- 
FACTURING COMPANY, AKA 3M, (U.S. CL. 4). SN 
74-141,130. PUB. 10-15-1991. FILED 2-21-1991. 

1,670,950. ALOESOAP AND DESIGN. ALOE UP, INC., (U.S. 
CL. 52). SN 74-143,865. PUB. 10-15-1991. FILED 3-4-1991. 


CLASS 4—LUBRICANTS AND FUELS 


1,670,951. MISCELLANEOUS DESIGN. DURAFLAME, 
INC., ASSIGNEE OF CALIFORNIA CEDAR PRODUCTS 
COMPANY, (U.S. CL. 15). SN 74-047,160. PUB. 10-15-1991. 
FILED 4-9-1990. 

1,670,952. MISCELLANEOUS DESIGN. DURAFLAME, 
INC., ASSIGNEE OF CALIFORNIA CEDAR PRODUCTS 
COMPANY, (U.S. CLS. 1 AND 15). SN 74-048,103. PUB. 
10-15-1991. FILED 4-12-1990. 

1,670,953. ERGON. ERGON, INC., MULTIPLE CLASS, 
(INT. CLS. 4 AND 17), (U.S. CLS. 15 AND 35). SN 
74-077,714. PUB. 10-15-1991. FILED 7-12-1990. 


CLASS 5—PHARMACEUTICALS 


1,670,927 (See Class 1 for this trademark). 

1,670,954. KAMISEED. TOKO YAKUHIN KOGYO KABU- 
SHIKI KAISHA, (U.S. CL. 18). SN 73-687,140. PUB. 
10-15-1991. FILED 9-30-1987. 

1,670,955. GLOLAC,. GLAXO GROUP LIMITED, (U.S. CL. 
18). SN 73-776,189. PUB. 10-15-1991. FILED 1-23-1989. 
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1,670,956. ETHITEK. ETHITEK PHARMACEUTICALS 
COMPANY, MULTIPLE CLASS, (INT. CLS. 5 AND 10), 
(U.S. CLS. 18 AND 44). SN 74-044,001. PUB. 10-15-1991. 
FILED 3-30-1990. 

1,670,957. TRAINER’S CHOICE. ARI-MED LIMITED 
PARTNERSHIP, (U.S. CL. 18). SN 74-046,623. PUB. 
1-29-1991. FILED 4-6-1990. 

1,670,958. LANOFRESH. ABCO DEALERS, INC., (U.S. CL. 
18). SN 74-076,400. PUB. 10-15-1991. FILED 7-9-1990. 

1,670,959. FLAVOPHEROL. ROUSSEL UCLAF, (U.S. CLS. 
18 AND 51). SN 74-091,914. PUB. 10-15-1991. FILED 
8-27-1990. 


CLASS 6—METAL GOODS 


1,670,960. GIMELSID. PECHINEY ELECTROMETALLUR- 
GIE, (U.S. CL. 14). SN 73-835,214. PUB. 10-15-1991. FILED 
10-31-1989. 

1,670,961. ARRK (STYLIZED). ARRK CORPORATION OF 
JAPAN, MULTIPLE CLASS, (INT. CLS. 6, 16, 20 AND 
37), (U.S. CLS. 13, 38, 50 AND 103). SN 74-047,238. PUB. 
9-10-1991. FILED 4-9-1990. 

1,670,962. BIKE UP AND DESIGN. BIKE-UP CANADA 
INC., (U.S. CL. 12). SN 74-052,235. PUB. 10-15-1991. 
FILED 4-23-1990. 

1,670,963. TITEFLEX FIRE SAFE. TITEFLEX CORPORA- 
TION, (U.S. CLS. 14 AND 50). SN 74-109,717. PUB. 
10-15-1991. FILED 10-26-1990. 


CLASS 7—MACHINERY 


1,670,964. IBEDA. HELD KG, MULTIPLE CLASS, (INT. 
CLS. 7, 8 AND 9), (U.S. CLS. 21, 23 AND 34). SN 
73-814,839. PUB. 10-15-1991. FILED 7-24-1989. 

1,670,965. KARRITAINER. FERRANTI INTERNATIONAL 
ENGINEERING LIMITED, (U.S. CL. 23). SN 73-819,494. 
PUB. 10-15-1991. FILED 8-14-1989. 

1,670,966. MISCELLANEOUS DESIGN. HORSTMANN-FOR- 
DERTECHNIK GMBH & CO. KG, MULTIPLE CLASS, 
(INT. CLS. 7 AND 40), (U.S. CLS. 23 AND 106). SN 
74-020,058. PUB. 10-15-1991. FILED 1-17-1990. 

1,670,967. FLEXTOP (STYLIZED). CAMBRIDGE WIRE 
CLOTH COMPANY, (U.S. CLS. 23 AND 35). SN 
74-035,662. PUB. 6-4-1991. FILED 3-7-1990. 

1,670,968. CALCO AND DESIGN. CALCO (TAIWAN) MAR- 
KETING SERVICE, INC.. AND CALCO (TAIWAN) 
MARKETING SERVICE, INC., (U.S. CL. 23). SN 
74-076,068. PUB. 10-15-1991. FILED 7-6-1990. 

1,670,969. MINET. GENERAL SPLICE CORPORATION, 
(U.S. CL. 23). SN 74-082,602. PUB. 10-15-1991. FILED 
7-27-1990. 

1,670,970. FIBRLAP. BUEHLER LTD., (U.S. CL. 23). SN 
74-125,032. PUB. 10-15-1991. FILED 12-20-1990. 

1,670,971. PROBOX. STANDEX INTERNATIONAL COR- 
PORATION, (U.S. CL. 23). SN 74-131,524. PUB. 10-15-1991. 
FILED 1-18-1991. 

1,670,972. WELDCOA. WELDING COMPANY OF AMER- 
ICA, MULTIPLE CLASS, (INT. CLS. 7 AND 12), (U.S. 
CLS. 19 AND 23). SN 74-131,537. PUB. 10-15-1991. FILED 
1-18-1991. 

1,670,973. B-U-N-N (STYLIZED). BUNN-O-MATIC CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 7 AND 16), 
(U.S. CLS. 23 AND 31). SN 74-132,315. PUB. 10-15-1991. 
FILED 1-18-1991. 

1,670,974. TECHLEADER AND DESIGN. TECHLEADER 
TOOLING INC., (U.S. CL. 23). SN 74-146,357. PUB. 
10-15-1991. FILED 3-11-1991. 

1,670,975. TROY VALVE. PENN-TROY MACHINE CO., 
INC., (U.S. CLS. 13 AND 23). SN 74-146,549. PUB. 
10-15-1991. FILED 3-11-1991. 

1,670,976. FFC AND DESIGN. FARMER’S FACTORY COoO., 
(U.S. CL. 23). SN 74-152,338. PUB. 10-15-1991. FILED 
3-29-1991. 
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1,670,977. WATER ACE WA PUMP CO. AND DESIGN. 
MCNEIL (OHIO) CORPORATION, (U.S. CL. 23). SN 
74-154,120. PUB. 10-15-1991. FILED 4-4-1991. 


CLASS 8—HAND TOOLS 


1,670,964 (See Class 7 for this trademark). 

1,670,978. THE PHARM RX AND DESIGN. BUCKEYE DIS- 
COUNT, INC., ASSIGNEE OF STAFF SUPERMARKET 
ASSOCIATES, INC., DBA THE PHARM, (U.S. CL. 23). SN 
73-781,816. PUB. 10-15-1991. FILED 2-21-1989. 

1,670,979. RED MAN. P.T.C. BRANDS, INC., ASSIGNEE 
OF RED MAN ENTERPRISES, INC., (U.S. CL. 23). SN 
73-833,234. PUB. 10-15-1991. FILED 10-23-1989. 


1,670,980. MISCELLANEOUS DESIGN. AFA PRODUCTS, 
INC., (U.S. CL. 23). SN 74-014,171. PUB. 2-26-1991. FILED 
12-26-1989. 

1,670,981. MISCELLANEOUS DESIGN, AFA PRODUCTS, 
INC., (U.S. CL. 23). SN 74-014,172. PUB. 2-19-1991. FILED 
12-26-1989. 


1,670,982. WILDCAT (STYLIZED). BLACK & DECKER 
CORPORATION, THE, (U.S. CL. 23). SN 74-147,727. PUB. 
10-15-1991. FILED 3-14-1991. 


1,670,983. OLD FRENCH. GORHAM, INC., (U.S. CL. 23). SN 
74-148,430. PUB. 10-15-1991. FILED 3-18-1991. 

1,670,984. COTEE AND DESIGN. COTEE INDUSTRIES 
INC., MULTIPLE CLASS, (INT. CLS. 8 AND 28), (U.S. 
CLS. 22 AND 23). SN 74-153,786. PUB. 10-15-1991. FILED 
4-2-1991. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,670,926 (See Class 1 for this trademark). 

1,670,964 (See Class 7 for this trademark). 

1,670,985. MISCELLANEOUS DESIGN. NSC ELECTRON 
CORPORATION, (U.S. CLS. 21 AND 26). SN 73-609,813. 
PUB. 10-15-1991. FILED 7-15-1986. 

1,670,986. NSCE AND DESIGN. NSC ELECTRON CORPO- 
RATION, (U.S. CLS. 21 AND 26). SN 73-609,816. PUB. 
10-15-1991. FILED 7-15-1986. 


1,670,987. DISCTRONICS. DISCTRONICS LIMITED, (U.S. 
CLS. 21 AND 36). SN 73-706,163. PUB. 10-15-1991. FILED 
1-19-1988. 

1,670,988. BLODUCT. OPTICAL FIBRES, (U.S. CL. 26). SN 
73-732,887. PUB. 10-15-1991. FILED 6-6-1988. 

1,670,989. COMMUNICATE WITH POWER AND DESIGN. 
BARRY MCLOUGHLIN ASSOCIATES INC., MULTIPLE 
CLASS, (INT. CLS. 9, 16 AND 41), (U.S. CLS. 21, 26, 38 
AND 107). SN _ 73-803,873. PUB. 10-15-1991. FILED 
6-1-1989. 

1,670,990. HH SCOTT AND DESIGN. H.H. SCOTT, INC., 
(U.S. CL. 26). SN 73-804,166. PUB. 7-24-1990. FILED 
6-2-1989. 

1,670,991. SCOTT. H.H. SCOTT, INC., (U.S. CL. 26). SN 
73-804,259. PUB. 11-6-1990. FILED 6-1-1989. 

1,670,992. MITCHELL AND DESIGN. TNH LEASING A.G., 
MULTIPLE CLASS, (INT. CLS. 9, 16, 36, 37 AND 41), 
(U.S. CLS. 21, 36, 38, 100, 101, 102, 103 AND 107). SN 
73-821,392. PUB. 10-15-1991. FILED 8-24-1989. 

1,670,993. NEW MOVES AND DESIGN. SISTERS OF SAINT 
JOSEPH OF THE PEACE HEALTH AND HOSPITAL 
SERVICES, DBA SACRED HEART GENERAL HOSPI- 
TAL, (U.S. CL. 21). SN 74-013,606. PUB. 10-15-1991. 
FILED 12-26-1989. 

1,670,994. CATADIOPTRE. DIVEPATENT HOLDING S.A., 
MULTIPLE CLASS, (INT. CLS. 9, 11 AND 12), (U.S. CLS. 
19, 21, 23, 26, 29, 34 AND 50). SN 74-018,606. PUB. 
10-15-1991. FILED 1-12-1990. 

1,670,995. BOWKER. REED PUBLISHING (USA) INC., (U.S. 
CL. 21). SN 74-019,964. PUB. 10-15-1991. FILED 1-18-1990. 
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1,670,996. ELECTROPARTS. ELECTREY, S.A., (U.S. CL. 
21). SN 74-024,415. PUB. 4-30-1991. FILED 1-31-1990. 

1,670,997. THORN. THORN EMI PLC, MULTIPLE CLASS, 
(INT. CLS. 9 AND 11), (U.S. CL. 21). SN 74-041,542. PUB. 
10-15-1991. FILED 3-23-1990. 

1,670,998. HR ANSWER. SYSTEMAKERS INTERNATION- 
AL, LTD., (U.S. CL. 38). SN 74-042,124. PUB. 10-15-1991. 
FILED 3-12-1990. 

1,670,999. HSTAR. STRUCTURAL RESEARCH AND 
ANALYSIS CORPORATION, (U.S. CL. 38). SN 74-049,882. 
PUB. 10-15-1991. FILED 4-6-1990. 

1,671,000. STRIKE EYE. KAISER AEROSPACE & ELEC- 
TRONICS CORPORATION, (U.S. CLS. 21 AND 39). SN 
74-053,023. PUB. 10-15-1991. FILED 4-26-1990. 

1,671,001. FAST PASE (STYLIZED). ASPIRE, INC., (U.S. 
CLS. 21 AND 38). SN 74-053,162. PUB. 10-15-1991. FILED 
4-26-1990. 

1,671,002. PENTA. CONSTRUCTION COMPUTER CON- 
TROL CORPORATION, (U.S. CLS. 26 AND 38). SN 
74-061,818. PUB. 10-15-1991. FILED 5-23-1990. 

1,671,003. ANDROMEDA SYSTEMS INC. AND DESIGN. AN- 
DROMEDA SYSTEMS, INC., (U.S. CLS. 21, 26 AND 38). 
SN 74-064,071. PUB. 10-15-1991. FILED 5-30-1990. 

1,671,004. CUPID. AST RESEARCH, INC., (U.S. CLS. 21, 26 
AND 38). SN 74-066,167. PUB. 10-15-1991. FILED 6-6-1990. 

1,671,005. HERCULES GRAPHICS STATION CARD. HER- 
CULES COMPUTER TECHNOLOGY, INC., (U.S. CL. 26). 
SN 74-066,471. PUB. 10-15-1991. FILED 6-4-1990. 

1,671,006. TRIMDAC. ANALOG DEVICES, INC., ASSIGN- 
EE OF PRECISION MONOLITHICS, INC., (U.S. CL. 26). 
SN 74-066,560. PUB. 2-5-1991. FILED 6-7-1990. 

1,671,007. ONLINET AND DESIGN. EXIDE ELECTRONICS 
CORPORATION, (U.S. CL. 38). SN 74-069,859. PUB. 
10-15-1991. FILED 6-18-1990. 

1,671,008. SURGER PLUS. MULTI-AMP CORPORATION, 
(U.S. CL. 26). SN 74-070,467. PUB. 10-15-1991. FILED 
6-18-1990. 

1,671,009. INNER VISION AND DESIGN. TUCKERMAN 
GROUP, INC., THE, (U.S. CL. 38). SN 74-073,260. PUB. 
3-19-1991. FILED 6-27-1990. 

1,671,010. FINALE THE ACCOMPANIMENT TRACK 
SERIES WITH AN ENCORE! AND DESIGN. FINALE, 
INC., (U.S. CL. 36). SN 74-073,882. PUB. 10-15-1991. 
FILED 6-28-1990. 

1,671,011. SERVEWARE. XEROX CORPORATION, (U.S. 
CL. 38). SN 74-079,289. PUB. 10-15-1991. FILED 7-16-1990. 

1,671,012. SENTINAL. TOMMY BRANINGER SPORTS, 
INC., (U.S. CLS. 21 AND 26). SN 74-082,832. PUB. 
4-2-1991. FILED 7-30-1990. 

1,671,013. HARDLINER. GKR INDUSTRIES, INC., (U.S. 
CLS. 26 AND 39). SN 74-090,172. PUB. 10-15-1991. FILED 
8-21-1990. 

1,671,014. MISCELLANEOUS DESIGN. MICROMEDEX, 
INC., (U.S. CL. 21). SN 74-108,237. PUB. 10-15-1991. 
FILED 10-9-1990. 

1,671,015. TRANSPOST. I-LAN, INC., (U.S. CL. 38). SN 
74-111,146. PUB. 10-15-1991. FILED 10-31-1990, 

1,671,016. DB:PORTFOLIO AND DESIGN. SYMPRO, INC., 
(U.S. CL. 38). SN 74-113,228. PUB. 10-15-1991. FILED 
11-7-1990. 

1,671,017. OKI OK!. OKI ELECTRIC INDUSTRY, CO., 
LTD., (U.S. CL. 26). SN 74-118,798. PUB. 10-15-1991. 
FILED 11-28-1990. 

1,671,018. OBJECTWORKS SMALLTALK AND DESIGN. 
PARCPLACE SYSTEMS, INC., (U.S. CL. 38). SN 
74-121,936. PUB. 8-6-1991. FILED 12-10-1990. 

1,671,019. HELPMATE. COBRE GROUP, INC., (U.S. CL. 38). 
SN 74-124,229. PUB. 10-15-1991. FILED 12-18-1990. 

1,671,020. PEEL-A-WAY. ADVANCED INTERCONNEC- 
TIONS CORPORATION, (U.S. CL. 21). SN 74-129,060. 
PUB. 10-15-1991. FILED 1-9-1991. 

1,671,021. COLORCUE. PAN-COMMAND SYSTEMS, INC., 
(U.S. CLS. 21 AND 38). SN 74-130,349. PUB. 10-15-1991. 
FILED 1-14-1991. 

1,671,022. DIOPTICS AND DESIGN. DIOPTICS MEDICAL 
PRODUCTS INC., (U.S. CL. 26). SN 74-130,788. PUB. 
9-10-1991. FILED 1-16-1991. 
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1,671,023. NIGHT HAWK AND DESIGN. HARRIS CORPO- 
RATION, (U.S. CLS. 26 AND 38). SN 74-131,745. PUB. 
10-15-1991. FILED 1-22-1991. 


1,671,024. MISCELLANEOUS DESIGN. HARRIS CORPORA- 
TION, (U.S. CLS. 26 AND 38). SN 74-131,746. PUB. 
10-15-1991. FILED 1-22-1991. 


1,671,025. POWER LOCKOUT. HONEYWELL INC., (U.S. 
CL. 21). SN 74-132,000. PUB. 10-15-1991. FILED 1-22-1991. 


1,671,026. SMART VENDING. LOOKS UNLIMITED, INC., 
(U.S. CL. 26). SN 74-132,831. PUB. 10-15-1991. FILED 
1-23-1991. 


1,671,027. LA FLEUR. D & D FLORAL SOFTWARE, INC., 
(U.S. CL. 38). SN 74-137,219. PUB. 10-15-1991. FILED 
2-7-1991. 


1,671,028. PERSEPTIVE BIOSYSTEMS. PERSEPTIVE BIO- 
SYSTEMS, INC., (U.S. CL. 26). SN 74-137,573. PUB. 
10-15-1991. FILED 2-8-1991. 


1,671,029. SMART DRINK. LOOKS UNLIMITED, 
(U.S. CL. 26). SN 74-138,132. PUB. 
2-11-1991. 


1,671,030. DIGITAL ENTRY. SECURITY DOOR CON- 
TROLS, INC., (U.S. CL. 26). SN 74-138,136. PUB. 
10-15-1991. FILED 2-11-1991. 


1,671,031. DATA BASED ADVISOR (STYLIZED). DATA 
BASED SOLUTIONS, INC., (U.S. CL. 38). SN 74—140,629. 
PUB. 10-15-1991. FILED 2-19-1991. 


1,671,032. TRAFFIC TALLY. HIGH LEAH CORPORATION, 
(U.S. CL. 26). SN 74-141,192. PUB. 10-15-1991. FILED 
2-22-1991. 


1,671,033. QUAD4, PROCESS SYSTEMS, INC., (U.S. CL. 26). 
SN 74-141,239. PUB. 10-15-1991. FILED 2-22-1991. 


1,671,034. CARDXPRESS. OPTIMUS CORP., (U.S. CL. 26). 
SN 74-142,154. PUB. 8-20-1991. FILED 2-22-1991. 


1,671,035. “THE LOOP” (STYLIZED). LOOP PRODUCTS, 
INC., (U.S. CL. 21). SN 74-142,580. PUB. 10-15-1991. 
FILED 2-27-1991. 


1,671,036. PERFORMANCE PLUS VIDEO AND DESIGN. 
ARGUS PUBLISHERS CORPORATION, (U.S. CL. 21). SN 
74-143,623. PUB. 10-15-1991. FILED 3-1-1991. 


1,671,037. MOTOROLA (STYLIZED). MOTOROLA, INC., 
(U.S. CLS. 21, 26 AND 38). SN 74-144,045. PUB. 10-15-1991. 
FILED 3-4-1991. 


1,671,038. CODA, CO-DEPENDENTS ANONYMOUS, INC., 
MULTIPLE CLASS, (INT. CLS. 9, 16 AND 41), (U.S. CLS. 
36, 38 AND 107). SN 74-144,082. PUB. 10-15-1991. FILED 
3-4-1991. 


1,671,039. CERTIFIED PULZR AND DESIGN. HAINES 
COMMERCIAL EQUIPMENT COMPANY, (U.S. CL. 21). 
SN 74-144,090. PUB. 10-15-1991. FILED 3-4-1991. 


1,671,040. DEADLINES. SUNBEAR SYSTEMS, INC., (U.S. 
CLS. 26 AND 38). SN 74-144,421. PUB. 10-15-1991. FILED 
3-4-1991. 


1,671,041. PIXELVU. BROOKTREE CORPORATION, (U.S. 
CL. 38). SN 74-144,853. PUB. 10-15-1991. FILED 3-4-1991. 


1,671,042. GENEVA. PIZZANO & CO., INC., (U.S. CL. 38). 
SN 74-146,150. PUB. 10-15-1991. FILED 3-11-1991. 


1,671,043. ACCUFAX. METRO SOFTWARE INC., (U.S. CL. 
38). SN 74-146,377. PUB. 10-15-1991. FILED 3-11-1991. 


1,671,044. JACK. TRUSTEES OF THE UNIVERSITY OF 
PENNSYLVANIA, (U.S. CL. 38). SN 74-148,552. PUB. 
10-15-1991. FILED 3-18-1991. 


1,671,045. JOHNSON & JOHNSON (STYLIZED). JOHNSON 
& JOHNSON, (U.S. CL. 26). SN 74-151,718. PUB. 
10-15-1991. FILED 3-27-1991. 


1,671,046. THE TONE ZONE. DIMARZIO MUSICAL IN- 
STRUMENT PICKUPS, INC., (U.S. CL. 21). SN 74-155,346. 
PUB. 10-15-1991. FILED 4-8-1991. 


1,671,047. FIRST RATE. ITT CORPORATION, (U.S. CL. 26). 
SN 74-159,467. PUB. 10-15-1991. FILED 4-22-1991. 


1,671,048. STRATEGIST. OPTIONOMICS CORP., (U.S. CL. 
38). SN 74-159,488. PUB. 10-15-1991. FILED 4-22-1991. 


INC., 
10-15-1991. FILED 
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CLASS 10—MEDICAL APPARATUS 


1,670,956 (See Class 5 for this trademark). 

1,671,049. VETTEST. VETTEST, S.A., (U.S. CL. 44). SN 
73-797,439. PUB. 10-15-1991. FILED 5-3-1989. 

1,671,050. CAVI-MED. DENTSPLY RESEARCH AND DE- 
VELOPMENT CORPORATION, ASSIGNEE OF NAME 
DENTSPLY INTERNATIONAL INC., (U.S. CL. 44). SN 
74-039,128. PUB. 10-15-1991. FILED 3-16-1990. 

1,671,051. CYBERONICS AND DESIGN. CYBERONICS, 
INC., (U.S. CL. 44). SN 74-066,190. PUB. 10-15-1991. 
FILED 6-6-1990. 

1,671,052. GPS AND DESIGN. GARRISON’S PROSTHETIC 
SERVICES, INC., MULTIPLE CLASS, (INT. CLS. 10 
AND 37), (U.S. CLS. 44, 103 AND 106). SN 74-098,686. PUB. 
9-3-1991. FILED 9-20-1990. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


1,670,994 (See Class 9 for this trademark). 

1,670,997 (See Class 9 for this trademark). 

1,671,053. BUSHMASTER. MEIJER, INC., (U.S. CL. 21). SN 
73-837,277. PUB. 10-15-1991. FILED 11-9-1989. 

1,671,054. MISCELLANEOUS DESIGN. MOEN INCORPO- 
RATED, (U.S. CL. 13). SN 74-026,750. PUB. 10-15-1991. 
FILED 2-9-1990. 

1,671,055. CCI TECHNOLOGIES HI-TECH ENVIRONMEN- 
TAL ENGINEERING AND DESIGN. SHER, MARK, MUL- 
TIPLE CLASS, (INT. CLS. 11, 37, 40 AND 42), (U.S. CLS. 
34, 100, 101, 103 AND 106). SN 74-043,712. PUB. 10-15-1991. 
FILED 3-29-1990. 

1,671,056. ORBIS. SIBRO SOCIEDAD ANONIMA, FINAN- 
CIERA, INMOBILIARIA Y COMERCIAL, (U.S. CL. 34). 
SN 74-062,094. PUB. 10-15-1991. FILED 5-24-1990. 

1,671,057. N (STYLIZED). NATRA PTY. LTD., (U.S. CL. 34). 
SN 74-070,053. PUB. 1-22-1991. FILED 6-18-1990. 

1,671,058. POLYGUN. MINNESOTA MINING AND MANU- 
FACTURING COMPANY, (U.S. CLS. 21 AND 34). SN 
74-134,087. PUB. 10-15-1991. FILED 1-28-1991. 

1,671,059. LA PETITE. SPILO, ANN, DBA CHARLES G. 
SPILO, (U.S. CLS. 13, 31 AND 34). SN 74-134,099. PUB. 
10-15-1991. FILED 1-28-1991. 


CLASS 12—VEHICLES 


1,670,972 (See Class 7 for this trademark). 

1,670,994 (See Class 9 for this trademark). 

1,671,060. CARRALO (STYLIZED). KNUDSEN AUTOMO- 
TIVE, INC., (U.S. CL. 19). SN 73-836,764. PUB. 1-22-1991. 
FILED 11-7-1989. 

1,671,061. TURBOTRONIC. VM MOTORI SPA, (U.S. CL. 
19). SN 74-051,026. PUB. 10-15-1991. FILED 4-20-1990. 

1,671,062. N (STYLIZED). NATRA PTY. LTD., (U.S. CL. 19). 
SN 74-070,419. PUB. 1-15-1991. FILED 6-18-1990. 

1,671,063. REACH-A-LITE. REACH-A-LITE CORPORA- 
TION, (U.S. CL. 19). SN 74-090,167. PUB. 10-15-1991. 
FILED 8-21-1990. 

1,671,064. RC2 (STYLIZED). EMHART INDUSTRIES, INC., 
(U.S. CL. 19). SN 74-125,278. PUB. 10-15-1991. FILED 
12-20-1990. 

1,671,065. SUPER GENERATION. WESTLING MANUFAC- 
TURING, INC., (U.S. CL. 19). SN 74-146,619. PUB. 
10-15-1991. FILED 3-11-1991. 

1,671,066. PRO-TEC. DANA CORPORATION, (U.S. CLS. 19 
AND 31). SN 74-151,967. PUB. 10-15-1991. FILED 
3-27-1991. 

1,671,067. TRUCKS AND DESIGN. GENERAL MOTORS 
CORPORATION, (U.S. CLS. 19 AND 23). SN 74-152,921. 
PUB. 10-15-1991. FILED 4-1-1991. 

1,671,068. CHEVROLET AND DESIGN. GENERAL 
MOTORS CORPORATION, (U.S. CLS. 19 AND 23). SN 
74-152,922. PUB. 10-15-1991. FILED 4-1-1991. 
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1,671,069. CHEVY TRUCKS AND DESIGN. GENERAL 
MOTORS CORPORATION, (U.S. CLS. 19 AND 23). SN 
74-152,923. PUB. 10-15-1991. FILED 4-1-1991. 

1,671,070. TOYE (STYLIZED). WINNEBAGO INDUSTRIES, 


INC., (U.S. CL. 19). SN 74-158,731. PUB. 10-15-1991. 
FILED 4-19-1991. 


CLASS 13—FIREARMS 


1,671,071. AMERICAN EAGLE AND DESIGN. FEDERAL- 
HOFFMAN, INC., DBA FEDERAL CARTRIDGE CO., 
(U.S. CL. 9). SN 74-130,306. PUB. 10-15-1991. FILED 
1-14-1991. 


CLASS 14—JEWELRY 


1,671,072. AVIV. AVIV, INC., (U.S. CL. 28). SN 74-024,806. 
PUB. 10-15-1991. FILED 2-1-1990. 

1,671,073. L'EPEE (STYLIZED). SOCIETE NLL. (S.A.), (U.S. 
CLS. 27 AND 28). SN 74-040,879. PUB. 10-15-1991. FILED 
3-19-1990. 

1,671,074. MISCELLANEOUS DESIGN. LYONS EMPRISE 
(HK) LTD., (U.S. CL. 28). SN 74-056,616. PUB. 10-15-1991. 
FILED 5-7-1990. 

1,671,075. ATL 14K. ATLANTIC JEWELRY CO. INC., (U.S. 
CL. 28). SN 74-063,196. PUB. 10-15-1991. FILED 5-29-1990. 

1,671,076. SWATCH. SWATCH S.A., (U.S. CL. 27). SN 
74-079,220. PUB. 5-14-1991. FILED 7-17-1990. 

1,671,077. HOWARD MILLER. HOWARD MILLER CLOCK 
COMPANY, (U.S. CL. 27). SN 74-091,190. PUB. 10-15-1991. 
FILED 8-27-1990. 

1,671,078. NGC. NORTHERN PEARL CO., INC., (U.S. CL. 
28). SN 74-112,193. PUB. 10-15-1991. FILED 11-5-1990. 

1,671,079. O.1. AND DESIGN. ORO INTERNATIONAL, 
INC., (U.S. CL. 28). SN 74-117,587. PUB. 10-15-1991. 
FILED 11-23-1990. 

1,671,080. S (STYLIZED). SPENCER, EDWARD, DBA SKY- 
LIGHT JEWELERS, (U.S. CL. 28). SN 74-130,692. PUB. 
10-15-1991. FILED 1-15-1991. 

1,671,081. KBJ. KAKESAKO BROS. JEWELERS, INC., (U.S. 
CL. 28). SN 74-139,863. PUB. 10-15-1991. FILED 2-19-1991. 


CLASS 15—MUSICAL INSTRUMENTS 


1,671,082. REMINGTON STEEL AND DESIGN. REMING- 
TON, HERBERT L., AND REMINGTON, MELBA R., 
(U.S. CL. 36). SN 74-115,690. PUB. 10-15-1991. FILED 
11-15-1990. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,670,926 (See Class 1 for this trademark). 

1,670,961 (See Class 6 for this trademark). 

1,670,973 (See Class 7 for this trademark). 

1,670,989 (See Class 9 for this trademark). 

1,670,992 (See Class 9 for this trademark). 

1,671,038 (See Class 9 for this trademark). 

1,671,083. THE FORUM CORPORATION. FORUM CORPO- 
RATION OF NORTH AMERICA, THE, MULTIPLE 
CLASS, (INT. CLS. 16 AND 41), (U.S. CLS. 38 AND 107). 
SN 73-522,833. PUB. 9-24-1985. FILED 2-19-1985. 

1,671,084. CHIPS AND DESIGN. CHIPS AND TECHNOL- 
OGIES, INC., (U.S. CL. 38). SN 73-693,872. PUB. 3-28-1989. 
FILED 11-6-1987. 
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1,671,085. PG (STYLIZED). PIERO GUIDI DI PIERINO 
GIUSEPPE GUIDI & C. S.N.C., MULTIPLE CLASS, (INT. 
CLS. 16, 18 AND 28), (U.S. CLS. 3, 22, 37 AND 41). SN 
73-807,617. PUB. 10-15-1991. FILED 6-19-1989. 

1,671,086. MIAMI NEWS-RECORD. MIAMI NEWSPAPERS, 
INC., (U.S. CL. 38). SN 73-810,004. PUB. 10-15-1991. 
FILED 6-30-1989. 

1,671,087. D D AND DESIGN. DOLBY LABORATORIES LI- 
CENSING CORPORATION, (U.S. CLS. 37 AND 38). SN 
73-840,104. PUB. 10-15-1991. FILED 11-15-1989. 

1,671,088. FLAMTEC AND DESIGN. EUL & GUNTHER 
GMBH & CO. KG, (U.S. CLS. 2 AND 37). SN 74-022,794. 
PUB. 10-15-1991. FILED 1-26-1990. 

1,671,089. MISCELLANEOUS DESIGN. DEMCO MEDIA 
LIMITED PARTNERSHIP, ASSIGNEE OF DEMCO, 
INC., (U.S. CL. 38). SN 74-025,197. PUB. 8-27-1991. FILED 
1-30-1990. 

1,671,090. DECISION IMPLEMENTATION CHANGES OVER 
TIME RECOGNITION OF NEEDS EVALUATION OF OP- 
TIONS RESOLUTION OF CONCERNS AND DESIGN. 
HUTHWAITE, INC., MULTIPLE CLASS, (INT. CLS. 16 
AND 41), (U.S. CLS. 38 AND 107). SN 74-025,556. PUB. 
10-15-1991. FILED 2-5-1990. 

1,671,091. 100% RECYCLED UNBLEACHED AND DESIGN. 
WYANT & COMPANY LIMITED, MULTIPLE CLASS, 
(INT. CLS. 16 AND 21), (U.S. CLS. 29 AND 37). SN 
74-033,141. PUB. 10-15-1991. FILED 2-27-1990. 

1,671,092. KIWI (STYLIZED). KIWI MARKETING, INC., 
(U.S. CL. 50). SN 74-051,842. PUB. 8-27-1991. FILED 
4-23-1990. 

1,671,093. CREATIVE FUNMATS. HIGHLIGHTS FOR 
CHILDREN, INC., (U.S. CL. 38). SN 74-062,391. PUB. 
10-15-1991. FILED 5-24-1990. 

1,671,094. KIN-TAC, ZANER-BLOSER, INC., (U.S. CL. 38). 
SN 74-062,398. PUB. 10-15-1991. FILED 5-24-1990. 

1,671,095. EXTRAVAGANZA. WYANT & COMPANY LIM- 
ITED, (U.S. CL. 37). SN 74-063,234. PUB. 10-15-1991. 
FILED 5-29-1990. 

1,671,096. SMART CHARTS AND DESIGN. HAMMOND IN- 
CORPORATED, (U.S. CL. 38). SN 74-066,413. PUB. 
10-15-1991. FILED 6-6-1990. 

1,671,097. MASSCARD. MCKNIGHT INTERNATIONAL 
LIMITED, (U.S. CL. 38). SN 74-070,736. PUB. 10-15-1991. 
FILED 6-19-1990. 

1,671,098. FLEER. FLEER CORP., (U.S. CL. 38). SN 
74-070,912. PUB. 10-15-1991. FILED 6-20-1990. 

1,671,099. DRY SEAL. WELDON, WILLIAMS AND LICK, 
INC., (U.S. CL. 104). SN 74-083,254. PUB. 10-15-1991. 
FILED 7-30-1990. 

1,671,100. EARTH GRAPHICS. HURST GRAPHICS, INC., 
(U.S. CL. 38). SN 74-095,275. PUB. 10-15-1991. FILED 
9-10-1990. 

1,671,101. CHARTER ECHELON PRACTICE AND DESIGN. 
ALLERGAN, INC., (U.S. CL. 38). SN 74-097,094. PUB. 
10-15-1991. FILED 9-14-1990. 

1,671,102. NATIONAL WILDLIFE FEDERATION GUARD- 
IANS OF THE WILD AND DESIGN. NATIONAL WILD- 
LIFE FEDERATION, MULTIPLE CLASS, (INT. CLS. 16 
AND 36), (U.S. CLS. 38 AND 102). SN 74-099,301. PUB. 
10-15-1991. FILED 9-21-1990. 

1,671,103. CHEFS CARD AND DESIGN. CHEFS CARD, 
INC., (U.S. CL. 38). SN 74-102,631. PUB. 10-15-1991. 
FILED 10-1-1990. 

1,671,104. UNBEATABLES (STYLIZED). UNBEATABLES, 
INC., (U.S. CL. 38). SN 74-103,633. PUB. 10-15-1991. 
FILED 10-9-1990. 

1,671,105. THE SHELF CLIP. CROYDON COMPANY, INC., 
THE, (U.S. CL. 32). SN 74-106,578. PUB. 10-15-1991. 
FILED 4-2-1990. 

1,671,106. PARENTS AGAINST DRUG ABUSE. BROWN, 
MEL, (U.S. CL. 38). SN 74-107,426. PUB. 10-15-1991. 
FILED 10-19-1990. 

1,671,107. BIBLIO GUIDE. INMAGIC INC., (U.S. CL. 38). 
SN 74-120,101. PUB. 10-15-1991. FILED 12-3-1990. 

1,671,108. CONSUMER SOLUTIONS. BELL ATLANTIC 
CORPORATION, (U.S. CL. 38). SN 74-120,532. PUB. 
10-15-1991. FILED 12-4-1990. 
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1,671,109. FW. BRIDESHORE LIMITED, DBA DALER- 
ROWNEY AND DBA STEIG PRODUCTS, (U.S. CL. 11). 
SN 74-123,945. PUB. 10-15-1991. FILED 12-17-1990. 


1,671,110. FREE MINDS & FREE MARKETS. REASON 
FOUNDATION, INC., (U.S. CL. 38). SN 74-126,553. PUB. 
10-15-1991. FILED 12-26-1990. 


1,671,111. PERFECT TIMING. AMERICAN EXPRESS COM- 
PANY, (U.S. CL. 38). SN 74-133,098. PUB. 10-15-1991. 
FILED 1-24-1991. 

1,671,112. MISCELLANEOUS DESIGN. RECTOR AND 
VISITORS OF THE UNIVERSITY OF VIRGINIA, MUL- 
TIPLE CLASS, (INT. CLS. 16, 20 AND 41), (U.S. CLS. 32, 
37, 38, 50 AND 107). SN 74-135,031. PUB. 10-15-1991. 
FILED 1-31-1991. 

1,671,113. DURAVISION. FORWARD INDUSTRIES, INC., 
MULTIPLE CLASS, (INT. CLS. 16 AND 18), (U.S. CLS. 2, 
3 AND 37). SN 74-145,023. PUB. 10-15-1991. FILED 
3-6-1991. 


1,671,114. WEI AND DESIGN. WORLD ENGLISH INSTI- 
TUTE, (U.S. CL. 38). SN 74-145,322. PUB. 10-15-1991. 
FILED 3-7-1991. 

1,671,115. CITY FOURSQUARE PUBLISHING HOUSE. 
WATSON, EVELYN T., DBA CITY FOURSQUARE PUB- 
LISHING HOUSE, (U.S. CL. 38). SN 74-148,030. PUB. 
10-15-1991. FILED 3-15-1991. 

1,671,116. FIRST FUN AND DESIGN. WESTERN PUBLISH- 
ING COMPANY, INC., (U.S. CL. 38). SN 74-155,207. PUB. 
10-15-1991. FILED 4-8-1991. 


CLASS 17—RUBBER GOODS 


1,670,953 (See Class 4 for this trademark). 

1,671,117. FILMIX. COURTAULDS PLC, (U.S. CLS. 1 AND 
43). SN 73-705,269. PUB. 10-15-1991. FILED 1-12-1988. 

1,671,118. THERMAVAC. ARLON, INC., ASSIGNEE OF 
KEENE CORPORATION, (U.S. CLS. 35 AND 50). SN 
73-805,890. PUB. 10-15-1991. FILED 6-12-1989. 

1,671,119. MONOLON. GALE GROUP, INC., BY CHANGE 
OF NAME FROM WEATHASHADE CORPORATION, 
(U.S. CL. 1). SN 74-008,210. PUB. 10-15-1991. FILED 
12-4-1989. 

1,671,120. E-Z PEEL. VISKASE CORPORATION, (U.S. CLS. 
1 AND 46). SN 74-034,112. PUB. 10-15-1991. FILED 
3-2-1990. 

1,671,121. STRIPLAP. STRIPLAP HOSE MFG., INC., (U.S. 
CL. 35). SN 74-115,646. PUB. 10-15-1991. FILED 
11-15-1990. 

1,671,122. ORCOTEK. ORCON CORPORATION, (U.S. CL. 
35). SN 74-134,487. PUB. 10-15-1991. FILED 1-29-1991. 


CLASS 18—LEATHER GOODS 


1,671,085 (See Class 16 for this trademark). 

1,671,113 (See Class 16 for this trademark). 

1,671,123. REIGN GEAR. PRINCE GARDNER INCORPO- 
RATED, (U.S. CL. 41). SN 74-029,412. PUB. 10-15-1991. 
FILED 2-14-1990. 

1,671,124. BENNETT’S HUNTER. WIEBE, JAMES B., II, 
MULTIPLE CLASS, (INT. CLS. 18 AND 25), (U.S. CLS. 3 
AND 339). SN 74-065,386. PUB. 10-15-1991. FILED 6-4-1990. 

1,671,125. EMISSARY. SAMSONITE CORPORATION, (U.S. 
CL. 3). SN 74-080,253. PUB. 10-15-1991. FILED 7-20-1990. 

1,671,126. SAUSALITO DESIGNS AND DESIGN. PINTO, 
ALBERTO G., MULTIPLE CLASS, (INT. CLS. 18 AND 
25), (U.S. CLS. 3 AND 39). SN 74-113,609. PUB. 10-15-1991. 
FILED 11-8-1990. 

1,671,127. BREE (STYLIZED). BREE COLLECTION GMBH 
& CO. KG, (U.S. CL. 3). SN 74-115,280. PUB. 10-15-1991. 
FILED 11-14-1990. 

1,671,128. TOP CREST. TOPCO ASSOCIATES, INC., (U.S. 
CL. 3). SN 74-117,289. PUB. 10-15-1991. FILED 11-21-1990. 
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1,671,129. KLEINBERG SHERRILL. KLEINBERG SHER- 
RILL, INC., (U.S. CL. 3). SN 74-130,823. PUB. 10-15-1991. 
FILED 1-16-1991. 

1,671,130. CADET. GRACO CHILDREN’S PRODUCTS, 
INC., (U.S. CLS. 3 AND 50). SN 74-141,068. PUB. 
10-15-1991. FILED 2-21-1991. 

1,671,131. ETRUSCAN DESIGNS AND DESIGN. MORGAN, 
WILLIAM SCOTT, (U.S. CL. 3). SN 74-144,231. PUB. 
10-15-1991. FILED 3-4-1991. 

1,671,132. INEXPRESS, JACLYN, INC., (U.S. CL. 3). SN 
74-147,685. PUB. 10-15-1991. FILED 3-14-1991. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


1,671,133. MISCELLANEOUS DESIGN. ALBANY LADDER 
COMPANY, INC., (U.S. CLS. 1, 12 AND 13). SN 74-033,166. 
PUB. 10-15-1991. FILED 2-28-1990. 

1,671,134. POWERTOP. STO CORP., (U.S. CL. 
74-115,930. PUB. 10-15-1991. FILED 11-16-1990. 
1,671,135. ZIOSK. GLEEP, INC., (U.S. CLS. 12 AND 50). SN 

74-139,511. PUB. 10-15-1991. FILED 2-15-1991. 

1,671,136. TUFFY BLOCK. ROANOKE CONCRETE PROD- 
UCTS CO., (U.S. CL. 12). SN 74-148,817. PUB. 10-15-1991. 
FILED 3-18-1991. 


12). SN 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


1,670,926 (See Class 1 for this trademark). 

1,670,961 (See Class 6 for this trademark). 

1,671,112 (See Class 16 for this trademark). 

1,671,137. PROPART. DUPONT NOVELTIES INC., THE, 
ASSIGNEE OF PROPART, (U.S. CL. 50). SN 74-107,848. 
PUB. 10-15-1991. FILED 10-22-1990. 

1,671,138. SATIN CLOUDS, PROFILE INDUSTRIES COR- 
PORATION, DBA PROFILE, (U.S. CL. 32). SN 74-114,836. 
PUB. 10-15-1991. FILED 11-13-1990. 

1,671,139. CAT MAT AND DESIGN. ZERICK COMPANY, 
THE, (U.S. CLS. 3 AND 32). SN 74-115,939. PUB. 
10-15-1991. FILED 11-16-1990. 

1,671,140. CHERRY GROVE. LADD FURNITURE, INC., 
(U.S. CL. 32). SN 74-128,673. PUB. 10-15-1991. FILED 
1-7-1991. 

1,671,141. COZY PET. DALLAS MANUFACTURING COM- 
PANY, INC., (U.S. CLS. 3 AND 32). SN 74-138,856. PUB. 
10-15-1991. FILED 2-13-1991. 

1,671,142. GLISDOMES. ERELS DISTRIBUTION, (U.S. CL. 
50). SN 74-140,214. PUB. 10-15-1991. FILED 2-19-1991. 

1,671,143. NO TURN PLUS. WICKLINE BEDDING COM- 
PANY, INC., (U.S. CL. 32). SN 74-141,122. PUB. 10-15-1991. 
FILED 2-21-1991. 

1,671,144. LIGHTABLES (BLOCK FORM). EISENBRAUN 
REISS SALES INCORPORATED, (U.S. CLS. 21 AND 50). 
SN 74-142,674. PUB. 10-15-1991. FILED 2-27-1991. 

1,671,145. OXFORD M-LINE (STYLIZED). ESSELTE PEN- 
DAFLEX CORPORATION, (U.S. CL. 32). SN 74-146,755. 
PUB. 10-15-1991. FILED 3-11-1991. 


CLASS 21—HOUSEWARES AND GLASS 


1,671,091 (See Class 16 for this trademark). 

1,671,146. V (STYLIZED). VIKAN BORSTE PRODUKTION 
A/S, (U.S. CL. 29). SN 73-796,748. PUB. 10-15-1991. FILED 
5-1-1989. 

1,671,147. REFLECTIONS, SILITE, INC., (U.S. CLS. 2 AND 
13). SN 74-089,013. PUB. 10-15-1991. FILED 8-17-1990. 

1,671,148. MISCELLANEOUS DESIGN. WHITE HORSE 
TRADING CO., INC., (U.S. CL. 29). SN 74-094,485. PUB. 
10-15-1991. FILED 9-7-1990. 
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1,671,149. FILTER GUARD. MORTON, RICK, DBA 
MORTON PRODUCTS, (U.S. CL. 50). SN 74-095,973. PUB. 
10-15-1991. FILED 9-11-1990. 


1,671,150. DESIGN (STYLIZED). PAUL SEBASTIAN, INC., 
(U.S. CLS. 2, 30, 33 AND 50). SN 74-098,466. PUB. 
9-10-1991. FILED 9-19-1990. 

1,671,151. NEXT AND DESIGN. NEXT COMPUTER, INC., 
(U.S. CLS. 2 AND 30). SN 74-100,556. PUB. 10-15-1991. 
FILED 9-26-1990. 


1,671,152. PERMAWARE. REED, WALTER D., (U.S. CLS. 2, 
13, 21 AND 50). SN 74-109,881. PUB. 10-15-1991. FILED 
10-29-1990. 


1,671,153. MAITRE’S AND DESIGN. ALCAN ALUMINIO 
DO BRASIL S.A., (U.S. CLS. 2 AND 13). SN 74-117,268. 
PUB. 10-15-1991. FILED 11-21-1990. 


1,671,154. SOA-TECH (STYLIZED). SHOWA KAKO CO., 
LTD., (U.S. CL. 39). SN 74-120,988. PUB. 10-15-1991. 
FILED 12-6-1990. 


1,671,155. ICED TEE MUG. GAMECOCK COLLECTION 
LTD., (U.S. CLS. 2 AND 30). SN 74-134,381. PUB. 
10-15-1991. FILED 1-28-1991. 


1,671,156. GRAMERCY. LENOX, INCORPORATED, (U.S. 


CLS. 2, 13, 30 AND 33). SN 74-141,274. PUB. 10-15-1991. 
FILED 2-22-1991. 


1,671,157. HAVERFORD HALL. LENOX, INCORPORATED, 
(U.S. CLS. 2, 13, 23, 30 AND 33). SN 74-141,304. PUB. 
10-15-1991. FILED 2-22-1991. 

1,671,158. WEIGHT WATCHERS. WEIGHT WATCHERS 
INTERNATIONAL, INC., (U.S. CL. 2). SN 74-159,103. 
PUB. 10-15-1991. FILED 4-22-1991. 


CLASS 23—YARNS AND THREADS 


1,671,159. MEDICIS. DOLLFUS-MIEG & CIE “EN 
ABREGE DMC”, (U.S. CL. 43). SN 74-071,582. PUB. 
10-15-1991. FILED 6-21-1990. 

1,671,160. SHIMMEREEN. BASF CORPORATION, (U.S. CL. 
43). SN 74-136,986. PUB. 10-15-1991. FILED 2-6-1991. 


CLASS 24—FABRICS 


1,671,161. RED MAN. P.T.C. BRANDS, INC., ASSIGNEE 
OF RED MAN ENTERPRISES, INC., (U.S. CL. 42). SN 
73-831,344. PUB. 10-15-1991. FILED 10-16-1989. 


1,671,162. YOULAUPAI AND DESIGN. ZHEJIANG SHAOX- 
ING VELVETEEN GENERAL MILL, (U.S. CL. 42). SN 
74-027,496. PUB. 10-15-1991. FILED 2-9-1990. 

1,671,163. CORNELIA V.. FROTTIERWEBEREI VOSSEN 
GMBH, (U.S. CL. 42). SN 74-123,885. PUB. 10-15-1991. 
FILED 12-17-1990. 

1,671,164. ASTY. TELJIN KABUSHIKI KAISHA (TELJIN 
LIMITED), (U.S. CL. 42). SN 74-128,096. PUB. 10-15-1991. 
FILED 1-4-1991. 

1,671,165. DURATION. WEST POINT-PEPPERELL EN- 
TERPRISES, INC., (U.S. CL. 42). SN 74-132,316. PUB. 
10-15-1991. FILED 1-18-1991. 


CLASS 25—CLOTHING 


1,671,124 (See Class 18 for this trademark). 

1,671,126 (See Class 18 for this trademark). 

1,671,166. GAS SOL AND DESIGN. MANUFACTURAS AN- 
TONIO GASSOL, S.A., (U.S. CL. 39). SN 73-598,591. PUB. 
11-22-1988. FILED 5-12-1986. 

1,671,167. GRAND CHEF. ETABLISSEMENTS BRAGARD 
SA, (U.S. CL. 39). SN 73-760,233. PUB. 10-15-1991. FILED 
10-27-1988. 
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1,671,168. PANAMA RED (STYLIZED). WALKER, K. L., 
(U.S. CL. 39). SN 73-804,807. PUB. 10-15-1991. FILED 
6-5-1989. 

1,671,169. RED MAN. P.T.C. BRANDS, INC., ASSIGNEE 
OF RED MAN ENTERPRISES, INC., (U.S. CL. 39). SN 
73-831,445. PUB. 10-15-1991. FILED 10-16-1989. 

1,671,170. BEATRICE LISSAGUE. LISSAGUE, BEATRICE, 
MULTIPLE CLASS, (INT. CLS. 25 AND 26), (U.S. CLS. 39 
AND 40). SN 74-017,325. PUB. 10-15-1991. FILED 1-8-1990. 

1,671,171. AUTHENTIC REEF B-R-A-Z-I-L SURF SANDALS 
AND DESIGN. SOUTH CONE, INC., (U.S. CL. 39). SN 
74-022,498. PUB. 10-15-1991. FILED 1-25-1990. 

1,671,172. BIELLA G. VASTA COLLEZIONI AND DESIGN. 
BIELLA COLLEZIONI S.N.C. DI MARIA LUISA BAR- 
BERA & GIOVANNI VASTA, (U.S. CL. 39). SN 74-036,687. 
PUB. 10-15-1991. FILED 3-9-1990. 

1,671,173. MAGIC LINE FILA (STYLIZED). FILA SPORT 
S.P.A. (U.S. CL. 39). SN 74-046,553. PUB. 10-15-1991. 
FILED 4-6-1990. 

1,671,174. U.S. MOM CORPS. U. S. MOM CORPS, (U.S. CL. 
39). SN 74-053,436. PUB. 10-15-1991. FILED 4-27-1990. 

1,671,175. JERONIMO ESCLAPEZ! SPAIN AND DESIGN. 
BURRUEZO, JERONIMO ESCLAPEZ, (U.S. CL. 39). SN 
74-053,836. PUB. 10-15-1991. FILED 4-30-1990. 

1,671,176. MISCELLANEOUS DESIGN. JOSEPH AND 
FEISS COMPANY, THE, (U.S. CL. 39). SN 74-055,221. 
PUB. 10-15-1991. FILED 5-3-1990. 

1,671,177. STYLE PRIMROSE BORDIER. BORDIER, PRIM- 
ROSE, (U.S. CL. 39). SN 74-061,121. PUB. 10-15-1991. 
FILED 5-21-1990. 

1,671,178. MING DYNASTY BY CHEN (STYLIZED). 
WORLDSCAPE INDUSTRIES, INC., (U.S. CL. 39). SN 
74-066,650. PUB. 10-15-1991. FILED 6-7-1990. 

1,671,179. IRON AGE MAXIMUM AND DESIGN. CHILDS 
CORPORATION, DBA IRON AGE PROTECTIVE COM- 
PANY, (U.S. CL. 39). SN 74-070,897. PUB. 10-15-1991. 
FILED 6-19-1990. 

1,671,180. GOLF RAT AND DESIGN. MCMAHON, MI- 
CHAEL F., (U.S. CL. 39). SN 74-072,276. PUB. 10-15-1991. 
FILED 6-25-1990. 

1,671,181. SKI AND DESIGN AND DESIGN. CONTINEN- 
TAL JEANS, INC., (U.S. CL. 39). SN 74-072,617. PUB. 
10-15-1991. FILED 6-25-1990. 

1,671,182. ESPRIT TODDLER. ESPRIT DE CORP., (U.S. CL. 
39). SN 74-074,386. PUB. 10-15-1991. FILED 6-29-1990. 

1,671,183. EYE OF THE TIGER. EYE OF THE TIGER IN- 
CORPORATED, (U.S. CL. 39). SN 74-078,165. PUB. 
10-15-1991. FILED 7-16-1990. 

1,671,184. MISCELLANEOUS DESIGN. AMERICAN ICON, 
INC., (U.S. CL. 39). SN 74-078,541. PUB. 10-15-1991. 
FILED 7-16-1990. 

1,671,185. SILVER - LABEL (STYLIZED). SENIOR FASH- 
IONS, INC., (U.S. CL. 39). SN 74-079,617. PUB. 10-15-1991. 
FILED 7-19-1990. 

1,671,186. COTTON TOUCH. BLUE BELL, INC., (U.S. CL. 
39). SN 74-079,764. PUB. 3-5-1991. FILED 7-19-1990. 

1,671,187. B BONIA AND DESIGN, BONIA INTERNATION- 
AL HOLDING PTE LTD, (U.S. CL. 39). SN 74-086,572. 
PUB. 10-15-1991. FILED 8-10-1990. 

1,671,188. ETRUSCAN DESIGNS AND DESIGN. MORGAN, 
WILLIAM SCOTT, (U.S. CL. 39). SN 74-088,526. PUB. 
10-15-1991. FILED 8-16-1990. 

1,671,189. G. BRUTINI. HARBOR FOOTWEAR GROUP, 
LTD., (U.S. CL. 39). SN 74-091,410. PUB. 10-15-1991. 
FILED 8-27-1990. 

1,671,190. MISCELLANEOUS DESIGN. KABUSHIKI 
KAISHA RIKIO, (U.S. CL. 39). SN 74-092,503. PUB. 
10-15-1991. FILED 8-30-1990. 

1,671,191. HI POCKETS. MAXIM SORBENTS, INC., DBA 
MAXIMUM ABSORDENT CO., (U.S. CL. 39). SN 
74-092,635. PUB. 10-15-1991. FILED 8-30-1990. 

1,671,192. MISCELLANEOUS DESIGN. KABUSHIKI 
KAISHA RIKIO, (U.S. CL. 39). SN 74-092,803. PUB. 
10-15-1991. FILED 8-30-1990. 

1,671,193. DELLA (STYLIZED). RIIK, ALAN REEVE, (U.S. 
CL. 39). SN 74-093,981. PUB. 10-15-1991. FILED 9-4-1990. 
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1,671,194. LEGAL TENDER. NEW OCEAN WIND PROD- 
UCTS, INC., (U.S. CL. 39). SN 74-097,328. PUB. 10-15-1991. 
FILED 9-17-1990. 


1,671,195. BRUTINI. FOR A DIFFERENT KIND OF PLAY- 
ING.. HARBOR FOOTWEAR GROUP, LTD., (U.S. CLS. 
22 AND 39). SN 74-097,818. PUB. 10-15-1991. FILED 
9-17-1990. 

1,671,196. LEE ANDERSON. LEAH PALMER-ANDERSON 
DESIGN INC., DBA LEE ANDERSON, (U.S. CL. 39). SN 
74-100,347. PUB. 10-15-1991. FILED 9-25-1990. 


1,671,197. LONG HAUL. JONBIL, INC., (U.S. CL. 39). SN 
74-102,583. PUB. 10-15-1991. FILED 9-28-1990. 


1,671,198. ROCK ISLAND AND DESIGN. ROCK ISLAND, 
INC., (U.S. CL. 39). SN 74-104,154. PUB. 10-15-1991. 
FILED 10-9-1990. 


1,671,199. MIZUNO (STYLIZED). MIZUNO KABUSHIKI 
KAISHA (MIZUNO CORPORATION), MULTIPLE 
CLASS, (INT. CLS. 25 AND 28), (U.S. CLS. 22 AND 39). 
SN 74-105,158. PUB. 10-15-1991. FILED 10-11-1990. 


1,671,200. SCABETTI. RODIA B.V., (U.S. CL. 39). SN 
74-105,751. PUB. 10-15-1991. FILED 10-15-1990. 


1,671,201. KAKADU TRADERS AUSTRALIA (STYLIZED). 
KAKADU TRADERS AUSTRALIA, (U.S. CL. 39). SN 
74-111,118. PUB. 10-15-1991. FILED 10-31-1990. 


1,671,202. UH-OH’S. BABY-WRAPS INC., (U.S. CL. 39). SN 
74-112,433. PUB. 10-15-1991. FILED 11-5-1990. 


1,671,203. SIREN AND DESIGN. GLASSBADGE LIMITED, 
(U.S. CL. 39). SN 74-118,102. PUB. 10-15-1991. FILED 
11-26-1990. 


1,671,204. ZELE. MANO E MANO LTD., (U.S. CL. 39). SN 
74-118,171. PUB. 10-15-1991. FILED 11-26-1990. 


1,671,205. PITT AND DESIGN. UNIVERSITY OF PITTS- 
BURGH - OF THE COMMONWEALTH SYSTEM OF 
HIGHER EDUCATION, (U.S. CL. 37). SN 74-121,157. PUB. 
10-15-1991. FILED 12-6-1990. 


1,671,206. UNIVERSITY OF PITTSBURGH EST. 1787 AND 
DESIGN. UNIVERSITY OF PITTSBURGH - OF THE 
COMMONWEALTH SYSTEM OF HIGHER EDUCA- 
TION, (U.S. CL. 39). SN 74-121,158. PUB. 10-15-1991. 
FILED 12-6-1990. 


1,671,207. PITT (STYLIZED). UNIVERSITY OF PITTS- 
BURGH - OF THE COMMONWEALTH SYSTEM OF 
HIGHER EDUCATION, (U.S. CL. 39). SN 74-121,167. PUB. 
10-15-1991. FILED 12-6-1990. 


1,671,208. PEPE. PEPE (U.K.) LIMITED, (U.S. CL. 39). SN 
74-121,400. PUB. 10-15-1991. FILED 12-7-1990. 


1,671,209. HOT SPURS AND DESIGN. HOTSPURS LTD., 
(U.S. CL. 39). SN 74-123,006. PUB. 10-15-1991. FILED 
12-13-1990. 

1,671,210. 'M THE ONLY BILLBOARD MY DADDY 
COULD AFFORD AND DESIGN. UNTERSEHER, CATH- 
ERINE C. MACK, DBA WILD PRAIRIE ROSE MUSIC, 
(U.S. CL. 39). SN 74-125,683. PUB. 10-15-1991. FILED 
12-24-1990. 


1,671,211. TOMORROW PEOPLE. KILLEN, JEFFREY 
JOHN, (U.S. CL. 39). SN 74-128,936. PUB. 10-15-1991. 
FILED 1-9-1991. 

1,671,212. MAX ZELLER FURS. MAX ZELLER FURS INC., 
(U.S. CL. 39). SN 74-130,063. PUB. 10-15-1991. FILED 
1-14-1991. 

1,671,213. CHRISTALI CHRISTALI INTERNATIONAL, 
INC., (U.S. CL. 39). SN 74-130,863. PUB. 10-15-1991. 
FILED 1-16-1991. 

1,671,214. TOASTIE MUFFS. BERKSHIRE FASHIONS, 
INC., (U.S. CL. 39). SN 74-131,091. PUB. 10-15-1991. 
FILED 1-17-1991. 

1,671,215. ANN W. COMBINED INTEREST, INC., (U.S. CL. 
39). SN 74-132,088. PUB. 10-15-1991. FILED 1-22-1991. 

1,671,216. ADOLFO STUDIO. ADOLFO, INC., (U.S. CL. 39). 
SN 74-134,776. PUB. 10-15-1991. FILED 1-30-1991. 

1,671,217. ADOLFO COUTURE. ADOLFO, INC., (U.S. CL. 
39). SN 74-134,780. PUB. 10-15-1991. FILED 1-30-1991. 


1,671,218. BY GADD!. DECORP INC., (U.S. CL. 39). SN 
74-135,987. PUB. 10-15-1991. FILED 2-4-1991. 
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1,671,219. EARTHDESIGN, LTD.. EARTHDESIGN, LTD., 
(U.S. CL. 39). SN 74-139,573. PUB. 10-15-1991. FILED 
2-15-1991. 

1,671,220. FRAT HATS (STYLIZED). MCINTOSH, JANICE 
A., (U.S. CL. 39). SN 74-140,394. PUB. 10-15-1991. FILED 
2-19-1991. 

1,671,221. MISCELLANEOUS DESIGN. GUCCI, 
(U.S. CL. 39). SN 74-142,247. PUB. 10-15-1991. 
2-22-1991. 

1,671,222. ELAM AND DESIGN. GENEXUS MARKETING, 
INC., (U.S. CL. 39). SN 74-144,067. PUB. 10-15-1991. 
FILED 3-4-1991. 

1,671,223. HYDROSOLE. KUMKANG SHOE MANUFAC- 
TURING CO., LTD., (U.S. CL. 39). SN 74-144,527. PUB. 
10-15-1991. FILED 2-25-1991. 

1,671,224. DECORATIONS SARA SINAIKO. SINAIKO- 
WEBER, INC., (U.S. CL. 39). SN 74-146,708. PUB. 
10-15-1991. FILED 2-4-1991. 

1,671,225. MARCUS. NEIMAN-MARCUS GROUP, 
THE, (U.S. CL. 39). SN 74-150,535. PUB. 
FILED 3-25-1991. 


PAOLO, 
FILED 


INC., 
10-35-1991. 


CLASS 26—FANCY GOODS 


1,671,170 (See Class 25 for this trademark). 

1,671,226. POSH TRASH. SUESS, MARGIT WILHELMINA, 
(U.S. CLS. 40 AND 50). SN 74-049,222. PUB. 10-15-1991. 
FILED 4-16-1990. 

1,671,227. HAIROOCHIES, TEGEL JR., PAUL A., (U.S. CL. 
40). SN 74-140,325. PUB. 10-15-1991. FILED 2-19-1991. 


CLASS 27—FLOOR COVERINGS 


1,671,228. IDEAS IN CONTRAST. INTERFACE, INC., (U.S. 
CL. 42). SN 74-091,930. PUB. 10-15-1991. FILED 8-27-1990. 

1,671,229. TEENY WEENY RUGS. EMEREM TRADING 
CO., INC., (U.S. CL. 42). SN 74-100,726. PUB. 10-15-1991. 
FILED 9-27-1990. 


CLASS 28—TOYS AND SPORTING GOODS 


1,670,984 (See Class 8 for this trademark). 

1,671,085 (See Class 16 for this trademark). 

1,671,199 (See Class 25 for this trademark). 

1,671,230. SKEELERS. W. TH. ZANDSTRA B.V., (U.S. CL. 
22). SN 73-804,103. PUB. 10-15-1991. FILED 6-1-1989. 

1,671,231. POWER WITHOUT THE PRICE. ATARI CORPO- 
RATION, (U.S. CLS. 22 AND 38). SN 73-826,957. PUB. 
10-15-1991. FILED 9-22-1989. 

1,671,232. TRX. TRAXXAS CORPORATION, (U.S. CL. 22). 
SN 74-039,613. PUB. 10-15-1991. FILED 3-19-1990. 

1,671,233. GROWING UP GREAT TOYS FOR KIDS TO 
GROW ON. AND DESIGN. BRASS KEY, INC., THE, (U.S. 
CL. 22). SN 74-040,543. PUB. 10-15-1991. FILED 3-21-1990. 

1,671,234. BARVAL AND DESIGN. BARVAL TOYS, INC., 
(U.S. CL. 22). SN 74-047,560. PUB. 10-15-1991. FILED 
4-10-1990. 

1,671,235. ALASKA PREMIER BAIT, INC. AND DESIGN. 
COSSACK CAVIAR, INC., DBA ALASKA PREMIER 
BAIT, (U.S. CL. 22). SN 74-049,782. PUB. 10-15-1991. 
FILED 4-13-1990. 

1,671,236. HAMMER/STRENGTH. HAMMER CORPORA- 
TION, (U.S. CL. 22). SN 74-051,097. PUB. 12-25-1990. 
FILED 4-20-1990. 

1,671,237. HOOK’N RIG. TONKA LURES, INC., (U.S. CL. 
22). SN 74-066,946. PUB. 10-15-1991. FILED 6-8-1990. 

1,671,238. PEN THE PIG. WESTERN PUBLISHING COM- 
PANY, INC., (U.S. CL. 22). SN 74-068,602. PUB. 10-15-1991. 
FILED 6-13-1990. 

1,671,239. KIDDER USA. KIDDER INTERNATIONAL, 
INC., (U.S. CLS. 3 AND 22). SN 74-069,691. PUB. 
10-15-1991. FILED 6-15-1990. 
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1,671,240. MOPPOLLS AND DESIGN. DUPEY MANAGE- 
MENT CORPORATION, DBA MJDESIGNS, (U.S. CL. 22). 
SN 74-071,781. PUB. 10-15-1991. FILED 6-22-1990. 

1,671,241. BURKE. MCCLELLAN INDUSTRIES, INC., DBA 
BURKE FISHING LURES, (U.S. CL. 22). SN 74-080,174. 
PUB. 10-15-1991. FILED 7-20-1990. 


1,671,242. PLAY ACTION PRODUCTS INC. AND DESIGN. 
PLAY ACTION PRODUCTS, INC., (U.S. CL. 22). SN 
74-090,617. PUB. 10-15-1991. FILED 8-23-1990. 

1,671,243. BOWLER ROLLER. BOB’S SPACE RACERS, 
INC., (U.S. CL. 22). SN 74-097,692. PUB. 10-15-1991. 
FILED 9-17-1990. 

1,671,244. MISCELLANEOUS DESIGN. ICARIAN FITNESS 
INC., (U.S. CL. 22). SN 74-098,363. PUB. 10-15-1991. 
FILED 9-19-1990. 

1,671,245. BREAKING THE DEVIL’S BACKBONE (STYL- 
IZED). MCCONNELL, JEAN D., (U.S. CL. 22). SN 
74-107,814. PUB. 10-15-1991. FILED 10-22-1990. 

1,671,246. MY BEST FRIEND’S. PRO-LINE WINNING 
WAYS INC., (U.S. CL. 22). SN 74-108,217. PUB. 10-15-1991. 
FILED 10-16-1990. 


1,671,247. JUMP ’N’ STACK SPLASH. DISCOVERY TOYS, 
INC., (U.S. CL. 22). SN 74-109,658. PUB. 10-15-1991. 
FILED 10-26-1990. 

1,671,248. DON’T PANIC. HASBRO INC., BY MERGER 
WITH MILTON BRADLEY COMPANY, (U.S. CL. 22). SN 
74-110,462. PUB. 7-16-1991. FILED 10-29-1990. 


1,671,249. “1600 PENNSYLVANIA AVENUE A RED CARPET 
TOUR OF THE WHITE HOUSE” (STYLIZED). MISSEL, 
GEORGE, (U.S. CL. 22). SN 74-112,474. PUB. 10-15-1991. 
FILED 11-5-1990. 

1,671,250. BINGO AND DESIGN. RELIABLE CORPORA- 
TION OF AMERICA, THE, (U.S. CL. 22). SN 74-121,909. 
PUB. 10-15-1991. FILED 12-10-1990. 


1,671,251. WHATAGRIP (STYLIZED). UNIQUE SPORTS 
PRODUCTS INC., (U.S. CL. 22). SN 74-126,999. PUB. 
10-15-1991. FILED 12-31-1990. 

1,671,252. DON’T POSTPONE JOY. LAST WOUND-UP, 
INC., THE, (U.S. CL. 22). SN 74-130,862. PUB. 10-15-1991. 
FILED 1-16-1991. 

1,671,253. IGNITER. BRIDGES, WILLIAM E., (U.S. CL. 22). 
SN 74-132,015. PUB. 10-15-1991. FILED 1-22-1991. 

1,671,254. STUDEBASE. BASE HOLE LINERS, INC., (U.S. 
CL. 22). SN 74-141,549. PUB. 10-15-1991. FILED 2-25-1991. 

1,671,255. PLAY GROUND AND DESIGN. THOSE 
CHARACTERS FROM CLEVELAND, INC., (U.S. CL. 22). 
SN 74-142,843. PUB. 10-15-1991. FILED 2-27-1991. 

1,671,256. PLAY GROUND KIDS AND DESIGN. THOSE 
CHARACTERS FROM CLEVELAND, INC., (U.S. CL. 22). 
SN 74-142,844. PUB. 10-15-1991. FILED 2-27-1991. 

1,671,257. PK AND DESIGN. THOSE CHARACTERS FROM 
CLEVELAND, INC., (U.S. CL. 22). SN 74-142,845. PUB. 
10-15-1991. FILED 2-27-1991. 


CLASS 29—MEATS AND PROCESSED FOODS 


1,671,258. YUMMY. LES ALIMENTATIONS LIONEL JAY 
(CLAREMONT) LTEE/ LIONEL JAY FOODS (CLARE- 
MONT) LTD., (U.S. CL. 46). SN 73-630,108. PUB. 
10-15-1991. FILED 11-12-1986. 

1,671,259. BEST OF THE BEST AND DESIGN. BEST OF 
THE BEST, INC., MULTIPLE CLASS, (INT. CLS. 29, 30, 
31 AND 32), (U.S. CL. 46). SN 73-822,900. PUB. 4-30-1991. 
FILED 9-1-1989. 

1,671,260. MISCELLANEOUS DESIGN. PACIFIC SEA 
FOODS COMPANY, (U.S. CL. 46). SN 74-037,556. PUB. 
10-15-1991. FILED 3-12-1990. 


1,671,261. BIG SAM. SCHWAN’S SALES ENTERPRISES, 
INC., (U.S. CL. 46). SN 74-048,880. PUB. 10-15-1991. 
FILED 4-16-1990. 

1,671,262. HUNT FOR THE HUNGRY. “BUILDING A 
BETTER AMERICA” CHARITY, THE, (U.S. CL. 46). SN 
74-058,404. PUB. 4-30-1991. FILED 5-14-1990. 
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1,671,263. GRANDE CUISINE. FARM ACQUISITION 
CORP., MULTIPLE CLASS, (INT. CLS. 29 AND 30), (U.S. 
CL. 46). SN 74-060,662. PUB. 10-15-1991. FILED 5-21-1990. 

1,671,264. MURRY’S STEAKS AND OTHER FINE FOODS 
AND DESIGN. MURRY’S, INC., MULTIPLE CLASS, (INT. 
CLS. 29 AND 42), (U.S. CLS. 46 AND 101). SN 74-071,716. 
PUB. 10-15-1991. FILED 6-22-1990. 

1,671,265. HEALTHBEST AND DESIGN. HEALTH BEST 
DISTRIBUTORS, INC., MULTIPLE CLASS, (INT. CLS. 
29, 30 AND 31), (U.S. CLS. 1 AND 46). SN 74-099,456. PUB. 
10-15-1991. FILED 9-24-1990. 

1,671,266. NATURE’S PRIDE RABBIT AND DESIGN. WEST- 
ERN OKLAHOMA RABBIT PRODUCERS INC., (U.S. CL. 
46). SN 74-106,880. PUB. 10-15-1991. FILED 10-18-1990. 

1,671,267. KAARDAMER (STYLIZED). KARWENDEL- 
WERKE FRANZ X. HUBER, (U.S. CL. 46). SN 74-116,120. 
PUB. 10-15-1991. FILED 11-16-1990. 

1,671,268. FLAVORS OF FLORENCE AND DESIGN. FIR- 
ENZE GOURMET FOODS, INC., (U.S. CL. 46). SN 
74-126, 108. PUB. 10-15-1991. FILED 12-24-1990. 

1,671,269. MIRACLE WHIP LIGHT. KRAFT GENERAL 
FOODS, INC., (U.S. CL. 46). SN 74-140,556. PUB. 
10-15-1991. FILED 2-20-1991. 

1,671,270. DANIEL’S VALLEY FARM. TSANG, DANIEL, 
DBA DAYBREAK INTERNATIONAL, (U.S. CL. 46). SN 
74-143,008. PUB. 10-15-1991. FILED 2-28-1991. 

1,671,271. CHIC-O-STEAK (STYLIZED). MAID-RITE 
STEAK COMPANY, INC., (U.S. CL. 46). SN 74-144,338. 
PUB. 10-15-1991. FILED 3-4-1991. 

1,671,272. SEAZO (STYLIZED). COLFAX, INC., (U.S. CL. 
46). SN 74-145,444. PUB. 10-15-1991. FILED 3-7-1991. 


CLASS 30—STAPLE FOODS 


1,671,259 (See Class 29 for this trademark). 

1,671,263 (See Class 29 for this trademark). 

1,671,265 (See Class 29 for this trademark). 

1,671,273. SEE’S CANDIES AND DESIGN. SEE’S CANDY 
SHOPS, INC., (U.S. CL. 46). SN 73-718,781. PUB. 10-4-1988. 
FILED 3-21-1988. 

1,671,274. MED DIET AND DESIGN. MED-DIET LABORA- 
TORIES, INC., (U.S. CL. 46). SN 73-748,079. PUB. 
10-15-1991. FILED 8-24-1988. 

1,671,275. BIG FLUFFIES. LOBLAWS INC., BY CHANGE 
OF NAME FROM FOOD MARKET HOLDING CO. LTD., 
(U.S. CL. 46). SN 73-784,056. PUB. 10-15-1991. FILED 
3-2-1989. 

1,671,276. TREE TRIMMER TREATS. BEE INTERNATION- 
AL, INC., (U.S. CL. 46). SN 73-791,659. PUB. 4-3-1990. 
FILED 4-7-1989. 

1,671,277. LACTA. INDUSTRIAS 
LACTA S/A, (U.S. CL. 46). 
11-27-1990. FILED 8-31-1989. 

1,671,278. PIECE AH! PIZZA. ATLANTIC RICHFIELD 
COMPANY, (U.S. CL. 46). SN 74-003,267. PUB. 5-22-1990. 
FILED 11-17-1989. 

1,671,279. TUNA CLASSIC, OLD BAY COMPANY, INC., BY 
CHANGE OF NAME FROM BALTIMORE SPICE, INC., 
(U.S. CL. 46). SN 74-037,691. PUB. 10-15-1991. FILED 
3-12-1990. 

1,671,280. THE SPICE HUNTER INC. AND DESIGN. SPICE 
HUNTER, INC., THE, (U.S. CL. 46). SN 74-127,184. PUB. 

10-15-1991. FILED 12-31-1990. 

1,671,281. SPORTS FAN. PHOENIX CONFECTIONS, INC., 
(U.S. CL. 46). SN 74-134,287. PUB. 10-15-1991. FILED 
1-22-1991. 

1,671,282. MISCELLANEOUS DESIGN. HERSHEY FOODS 
CORPORATION, (U.S. CL. 46). SN 74-147,645. PUB. 
10-15-1991. FILED 3-14-1991. 

1,671,283. BAKERS’ ADVANTAGE. DAWN FOOD PROD- 
UCTS, INC., (U.S. CL. 46). SN 74-150,760. PUB. 10-15-1991. 
FILED 3-25-1991. 

1,671,284. MISCELLANEOUS DESIGN. GENERAL MILLS, 
INC., (U.S. CL. 46). SN 74-151,725. PUB. 10-15-1991. 
FILED 3-27-1991. 


DE CHOCOLATE 
SN 73-822,650. PUB. 
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1,671,285. GIBRALTAR. CARGILL, INCORPORATED, (U.S. 
CL. 46). SN 74-159,070. PUB. 10-15-1991. FILED 4-22-1991. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


1,671,259 (See Class 29 for this trademark). 
1,671,265 (See Class 29 for this trademark). 


1,671,286. IMPROVING THE WORLD’S ENVIRONMENT 
JACKLIN’S GREEN SEAL OF QUALITY AND DESIGN. 
JACKLIN SEED CO., (U.S. CL. 1). SN 74-114,846. PUB. 
10-15-1991. FILED 11-13-1990. 


1,671,287. WINROCK (BLOCK FORM). WINROCK GRASS 
FARM, INC., (U.S. CL. 1). SN 74-146,205. PUB. 10-15-1991. 
FILED 3-11-1991. 


1,671,288. #200. PURINA MILLS, INC., (U.S. CL. 46). SN 
74-146,467. PUB. 10-15-1991. FILED 3-11-1991. 


1,671,289. #100. PURINA MILLS, INC., (U.S. CL. 46). SN 
74-146,468. PUB. 10-15-1991. FILED 3-11-1991. 


1,671,290. PRO-BRED. HAPPY JACK, INC., (U.S. CL. 46). 
SN 74-152,738. PUB. 10-15-1991. FILED 4-1-1991. 


1,671,291. SD. HARLAN SPRAGUE DAWLEY, INC., (U.S. 
CL. 1). SN 74-158,076. PUB. 10-15-1991. FILED 4-17-1991. 


CLASS 32—LIGHT BEVERAGES 


1,671,259 (See Class 29 for this trademark). 


1,671,292. ZIEGEL HOF AND DESIGN. BRAUEREI ZIE- 
GELHOF, (U.S. CL. 48). SN 74-086,067. PUB. 10-15-1991. 
FILED 8-8-1990. 


1,671,293. THE ROCKY MOUNTAIN LEGEND. COORS 
BREWING COMPANY, ASSIGNEE OF ADOLPH COORS 
COMPANY, DBA COORS BREWING COMPANY, (U.S. 
CL. 48). SN 74-117,682. PUB. 7-30-1991. FILED 11-21-1990. 


1,671,294. GARCI CRESPO. EMBOTELLADORA GARCI- 
CRESPO, S.A. DE C.V., (U.S. CL. 45). SN 74-131,589. PUB. 
10-15-1991. FILED 1-18-1991. 


1,671,295. ULTIMATE. ULTIMATE JUICE COMPANY, 
INC., THE, (U.S. CL. 46). SN 74-143,542. PUB. 10-15-1991. 
FILED 3-1-1991. 


CLASS 33—WINES AND SPIRITS 


1,671,296. FRIS IMPORTED VODKA SKANDIA AND 
DESIGN. DANISCO A/S, (U.S. CL. 48). SN 73-817,876. 
PUB. 10-15-1991. FILED 8-8-1989. 


1,671,297. BLUE 100. PHILLIPS PRODUCTS COMPANY, 
DBA ED PHILLIPS & SONS CO. AND DBA DISTILL- 
ERS SALES COMPANY, (U.S. CL. 49). SN 74-069,114. 
PUB. 2-19-1991. FILED 6-14-1990. 


1,671,298. MASCHIO. SEAGRAM ITALIA S.P.A., (U.S. CL. 
47). SN 74-119,544. PUB. 10-15-1991. FILED 11-30-1990. 


CLASS 34—SMOKERS’ ARTICLES 


1,671,299. CIG-A-RID. MORE DIRECT RESPONSE, INCOR- 
PORATED, ASSIGNEE OF MEDICAL TECHNOLOGY 


INC., (U.S. CL. 17). SN 73-788,134. PUB. 11-14-1989. 
FILED 3-21-1989. 


1,671,300. PIZZAZZ. CRICKET, S.A., (U.S. CL. 8). SN 
74-158,928. PUB. 10-15-1991. FILED 4-22-1991. 
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SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


1,670,926 (See Class 1 for this trademark). 

1,671,301. WINNERS CIRCLE, LEON SHAFFER GOLNICK 
ADVERTISING, INC., (U.S. CL. 101). SN 73-651,873. PUB. 
8-18-1987. FILED 3-30-1987. 

1,671,302. LM & A AND DESIGN. L. MARTINEZ ASSOCI- 
ATES, INC. (U.S. CL. 101). SN 73-811,493. PUB. 
10-15-1991. FILED 7-10-1989. 

1,671,303. FF AND DESIGN. FLORIDA FULFILLMENT, 
INC., (U.S. CL. 101). SN 74-029,312. PUB. 8-27-1991. 
FILED 2-15-1990. 

1,671,304. BEST START. COLDWELL, BANKER & COM- 
PANY, (U.S. CLS. 101 AND 102). SN 74~-060,038. PUB. 
10-15-1991. FILED 5-17-1990. 

1,671,305. B&W NUCLEAR TECHNOLOGIES, BABCOCK & 
WILCOX COMPANY, THE, MULTIPLE CLASS, (INT. 
CLS. 35 AND 42), (U.S. CLS. 100 AND 101). SN 74-078,742. 
PUB. 10-15-1991. FILED 7-16-1990. 

1,671,306. WITHDRAWN. 

1,671,307. PROSERV. PROSERV, INC., (U.S. CLS. 100 AND 
101). SN 74-093,473. PUB. 10-15-1991. FILED 9-4-1990. 

1,671,308. COMPURITE. MOORE BUSINESS FORMS, INC., 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 
100 AND 101). SN 74-096,001. PUB. 10-15-1991. FILED 
9-11-1990. 

1,671,309. THE ONLY CALL TO MAKE WHEN YOU NEED 
A PHARMACIST.. PHARMACISTS; PRN, INC., (U.S. CL. 
101). SN 74-096,959. PUB. 10-15-1991. FILED 9-14-1990. 

1,671,310. NATURALLY RESOURCEFUL. COLORADO 
OFFICE OF BUSINESS DEVELOPMENT, (U.S. CLS. 100 
AND 101). SN 74-109,299. PUB. 10-15-1991. FILED 
10-26-1990. 

1,671,311. A PLUS TEMPS. ADDITIONAL TECHNICAL 
SUPPORT, INC., (U.S. CL. 101). SN 74-116,684. PUB. 
10-15-1991. FILED 11-19-1990. 

1,671,312. TAXSOURCE, WEST PUBLISHING COMPANY, 
AND BUREAU OF NATIONAL AFFAIRS, INC., THE, 
(U.S. CL. 101). SN 74-123,920. PUB. 10-15-1991. FILED 
12-17-1990. 

1,671,313. M.F. SMITH & ASSOCIATES, INC.. M.F. SMITH 
& ASSOCIATES, INC., (U.S. CL. 101). SN 74-124,698. PUB. 
10-15-1991. FILED 12-17-1990. 

1,671,314. THE ALLGLASS CONNECTION. AMERICAN 
MANAGEMENT GROUP, DBA PORTLAND GLASS, 
(U.S. CLS. 100, 101, 102 AND 103). SN 74-132,013. PUB. 
10-15-1991. FILED 1-22-1991. 

1,671,315. CA AND DESIGN. CONSUMER AUTOMOTIVE 
REFERRAL SERVICES, INC., (U.S. CL. 101). SN 
74-140,147. PUB. 10-15-1991. FILED 2-19-1991. 

1,671,316. C+SFM AND DESIGN. REED PUBLISHING 
(USA) INC., (U.S. CL. 101). SN 74-143,625. PUB. 10-15-1991. 
FILED 3-1-1991. 


CLASS 36—INSURANCE AND FINANCIAL 


1,670,992 (See Class 9 for this trademark). 

1,671,102 (See Class 16 for this trademark). 

1,671,317. CASTLEMAIN MARINE, CASTLEMAIN 
MARINE INTERNATIONAL LIMITED, MULTIPLE 
CLASS, (INT. CLS. 36 AND 39), (U.S. CLS. 100, 101, 102 
AND 105). SN _ 73-683,269. PUB. 10-15-1991. FILED 
9-9-1987. 

1,671,318. PULSE PARTICIPATING UNIVERSAL LIFE 
SECON AND DESIGN. COLUMBIAN MUTUAL LIFE IN- 
SURANCE COMPANY, (U.S. CL. 102). SN 73-798,694. 
PUB. 4-10-1990. FILED 5-8-1989. 

1,671,319. TRANSCONTINENTAL BANKCARD. FARMERS 
STATE BANK OF MELLETTE, (U.S. CL. 102). SN 
74-029,350. PUB. 10-15-1991. FILED 2-8-1990. 
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1,671,320. SENIOR ASSOCIATES. MERITOR SAVINGS, FA, 
(U.S. CL. 102). SN 74-068,984. PUB. 9-3-1991. FILED 
6-14-1990. 

1,671,321. BED & BREAD CLUB AND DESIGN. RESOURCE 
& DEVELOPMENT GROUP, IN., (U.S. CL. 102). SN 
74-069,982. PUB. 10-15-1991. FILED 6-18-1990. 

1,671,322. TRUSTACCESS. UJB FINANCIAL CORP., (U.S. 
CL. 102). SN 74-082,536. PUB. 4-16-1991. FILED 7-27-1990. 

1,671,323. VIRGINIA EDITION. FIRST NATIONAL BANK 
OF OMAHA, (U.S. CL. 102). SN 74-085,585. PUB. 
10-15-1991. FILED 8-6-1990. 

1,671,324. U.S. NEW MEXICO FEDERAL CREDIT UNION 
AND DESIGN. U.S. NEW MEXICO FEDERAL CREDIT 
UNION, (U.S. CL. 105). SN 74-086,762. PUB. 10-15-1991. 
FILED 8-10-1990. 

1,671,325. FASTRANS AND DESIGN. ALBERTSON’S, INC., 
(U.S. CL. 102). SN 74-087,325. PUB. 10-15-1991. FILED 
8-13-1990. 

1,671,326. TRENDWATCH INVESTMENT MANAGEMENT 
AND DESIGN. WANEK, CHRISTIAN LOUIS, (U.S. CL. 
102). SN 74-090,400. PUB. 10-15-1991. FILED 8-21-1990. 

1,671,327. FACTOR ONE. FACTOR-1, N.A., LIMITED, DBA 
FACTOR ONE, (U.S. CL. 102). SN 74-095,120. PUB. 
6-25-1991. FILED 9-7-1990. 

1,671,328. KU “THE SPEAR OF DEPENDABILITY” AND 
DESIGN. KEITH UNDERWRITERS, INC., (U.S. CL. 102). 
SN 74-099,333. PUB. 10-15-1991. FILED 9-21-1990. 

1,671,329. VALLEY FAIR. STEVENS CREEK ASSOCI- 
ATES, (U.S. CLS. 100, 101 AND 102). SN 74-101,361. PUB. 
10-15-1991. FILED 9-28-1990. 

1,671,330. TREND MANAGED ACCOUNT (TMA). MACK IN- 
VESTMENT SECURITIES, INC., (U.S. CL. 102). SN 
74-109,228. PUB. 10-15-1991. FILED 10-25-1990. 

1,671,331. WACA WARRANTY CORPORATION OF AMER- 
ICA AND DESIGN. WARRANTY CORPORATION OF 
AMERICA, INC., (U.S. CL. 102). SN 74-109,702. PUB. 
10-15-1991. FILED 10-26-1990. 

1,671,332. NFCC, NATIONAL FOUNDATION FOR CON- 
SUMER CREDIT, INC., MULTIPLE CLASS, (INT. CLS. 
36, 41 AND 42), (U.S. CLS. 100, 101, 102 AND 107). SN 
74-111,572. PUB. 10-15-1991. FILED 11-1-1990. 

1,671,333. PACMED, PACIFIC MEDICAL ADMINISTRA- 
TORS, INC., (U.S. CLS. 101 AND 102). SN 74-111,824. PUB. 
10-15-1991. RKILED 10-23-1990. 

1,671,334. EYESTAR, EYESTAR, INC., (U.S. CL. 100). SN 
74-116,209. PUB. 10-15-1991. FILED 11-19-1990. 

1,671,335. COUNTRYGARD. FARMLAND LIFE INSUR- 
ANCE COMPANY, (U.S. CL. 102). SN 74-117,990. PUB. 
10-15-1991. FILED 11-26-1990. 

1,671,336. WHERE TIME IS ON YOUR SIDE. IDEX MAN- 
AGEMENT, INC., (U.S. CLS. 101 AND 102). SN 74-121,688. 
PUB. 10-15-1991. FILED 12-10-1990. 

1,671,337. CHECK CASHERE AND DESIGN. SCANGA, 
JOSEPH P., (U.S. CL. 102). SN 74-121,706. PUB. 10-15-1991. 
FILED 12-10-1990. 

1,671,338. NORTH CENTRAL TRUST COMPANY. NORTH 
CENTRAL TRUST COMPANY, (U.S. CL. 102). SN 
74-126,765. PUB. 10-15-1991. FILED 12-27-1990. 

1,671,339. SCHWABFUNDS. CHARLES SCHWAB & CO., 
INC., (U.S. CLS. 101 AND 102). SN 74-130,630. PUB. 
10-15-1991. FILED 1-15-1991. 

1,671,340. TEJON RANCH AND DESIGN. TEJON RANCH 
COMPANY, (U.S. CLS. 100, 101 AND 102). SN 74-131,349. 
PUB. 10-15-1991. FILED 1-15-1991. 

1,671,341. ULTIMATE II. UNORTH AMERICAN WAR- 
RANTY SERVICES, INC., (U.S. CL. 102). SN 74-137,276. 
PUB. 10-15-1991. FILED 2-7-1991. 

1,671,342. MISCELLANEOUS DESIGN. STREAMLINE 
MANAGEMENT INC., (U.S. CLS. 101 AND 102). SN 
74-138,777. PUB. 10-15-1991. FILED 2-13-1991. 

1,671,343. PDA AND DESIGN. PROPERTY DAMAGE AP- 
PRAISERS, INC., (U.S. CLS. 101 AND 102). SN 74—140,643. 
PUB. 10-15-1991. FILED 2-19-1991. 

1,671,344. RANDALL GROUP (STYLIZED). ROBERT RAN- 
DALL COMPANY, THE, (U.S. CLS. 101 AND 102). SN 
74-140,851. PUB. 10-15-1991. FILED 2-20-1991. 
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1,671,345. WE SPECIALIZE IN YOU. SOCIETY CORPORA- 
TION, (U.S. CLS. 101 AND 102). SN 74-150,295. PUB. 
10-15-1991. FILED 3-22-1991. 


CLASS 37—CONSTRUCTION AND REPAIR 


1,670,926 (See Class 1 for this trademark). 

1,670,961 (See Class 6 for this trademark). 

1,670,992 (See Class 9 for this trademark). 

1,671,052 (See Class 10 for this trademark). 

1,671,055 (See Class 11 for this trademark). 

1,671,346. BLOLITE. OPTICAL FIBRES, (U.S. CL. 103). SN 
73-732,889. PUB. 10-15-1991. FILED 6-6-1988. 

1,671,347. MUTEC. MATSUSHITA-ULTRA TECH. BAT- 
TERY CORPORATION, (U.S. CLS. 100, 101 AND 103). SN 
74-026,123. PUB. 10-15-1991. FILED 2-5-1990. 

1,671,348. MISCELLANEOUS DESIGN. AALMAR SUR- 
VEYS LIMITED, MULTIPLE CLASS, (INT. CLS. 37 AND 
42), (U.S. CLS. 100 AND 103). SN 74-028,780. PUB. 
9-10-1991. FILED 2-9-1990. 

1,671,349. JWC ENVIRONMENTAL AND DESIGN. JWC EN- 
VIRONMENTAL, MULTIPLE CLASS, (INT. CLS. 37 
AND 42), (U.S. CLS. 101 AND 103). SN 74-106,804. PUB. 
10-15-1991. FILED 10-17-1990. 

1,671,350. STAR-VALLEY INSTALLATIONS AND DESIGN. 
CAZIER ENTERPRISES, INCORPORATED, (U.S. CL. 
103). SN 74-114,731. PUB. 10-15-1991. FILED 11-13-1990. 

1,671,351. MISCELLANEOUS DESIGN. ARTEL, INC., MUL- 
TIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 100, 103 
AND 106). SN 74-117,015. PUB. 10-15-1991. FILED 
11-20-1990. 

1,671,352. PYRO-DRILL. MILCHEM INCORPORATED, 
(U.S. CLS. 100 AND 103). SN 74-123,553. PUB. 10-15-1991. 
FILED 12-14-1990. 


CLASS 38—COMMUNICATION 


1,671,353. LMT LIFETIME MEDICAL TELEVISION AND 
DESIGN. HEARST/ABC VIACOM ENTERTAINMENT 
SERVICES, (U.S. CL. 104). SN 73-812,851. PUB. 10-15-1991. 
FILED 7-17-1989. 

1,671,354. ALTERNATE VIEW INTERNATIONAL. ALTER- 
NATE VIEW INTERNATIONAL, MULTIPLE CLASS, 
(INT. CLS. 38 AND 41), (U.S. CLS. 104 AND 107). SN 
74-082,871. PUB. 10-15-1991. FILED 7-30-1990. 

1,671,355. HYPERFEED. PC QUOTE, INC., (U.S. CL. 104). 
SN 74-103,411. PUB. 10-15-1991. FILED 10-5-1990. 

1,671,356. I'M HOT ON 97,3 KWNZ. PTI BROADCASTING, 
INC., (U.S. CL. 104). SN 74-118,343. PUB. 10-15-1991. 
FILED 11-27-1990. 

1,671,357. THE DECISION NETWORK. DECISION LABS, 
LTD., (U.S. CLS. 101 AND 104). SN 74~127,588. PUB. 
10-15-1991. FILED 1-2-1991. 

1,671,358. HAL NET. HALLIBURTON COMPANY, (U.S. 
CL. 104). SN 74-128,100. PUB. 10-15-1991. FILED 1-4-1991. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


1,671,317 (See Class 36 for this trademark). 

1,671,359. MAGIC IN THE AIR. BIRMINGHAM AIRPORT 
AUTHORITY, (U.S. CL. 105). SN 74-057,167. PUB. 
10-15-1991. FILED 5-9-1990. 

1,671,360. BALTIA. BALTIA AIR LINES, INC., (U.S. CL. 
105). SN 74-111,778. PUB. 10-15-1991. FILED 10-9-1990. 

1,671,361. WE WILL CHANGE THE WAY YOU TRAVEL. 
UNIGLOBE TRAVEL (INTERNATIONAL) INC., (U.S. 
CLS. 100 AND 105). SN 74-121,972. PUB. 10-15-1991. 
FILED 12-10-1990. 
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1,671,362. REEBIE STORAGE & MOVING CO. SINCE 1880 
AND DESIGN. REEBIE STORAGE & MOVING COMPA- 
NY, INC., (U.S. CL. 105). SN 74-126,321. PUB. 10-15-1991. 
FILED 12-14-1990. 

1,671,363. WILD HORIZONS. WILD HORIZONS, INC., 
(U.S. CL. 105). SN 74-130,754. PUB. 10-15-1991. FILED 
1-16-1991. 


1,671,364. E-Z EXPORT. ROADWAY EXPRESS, INC., (U.S. 
CL. 105). SN 74-145,006. PUB. 10-15-1991. FILED 3-6-1991. 


1,671,365. MISCELLANEOUS DESIGN. ENTERGY CORPO- 
RATION, (U.S. CLS. 100, 101 AND 105). SN 74-151,309. 
PUB. 10-15-1991. FILED 3-25-1991. 


1,671,366. AIR METHODS. AIR METHODS CORPORA- 
TION, DBA AIR METHODS CORPORATION INTERNA- 
TIONAL, (U.S. CL. 105). SN 74-152,761. PUB. 10-15-1991. 
FILED 4-1-1991. 


CLASS 40—MATERIAL TREATMENT 


1,670,966 (See Class 7 for this trademark). 

1,671,055 (See Class 11 for this trademark). 

1,671,367. SCT AND DESIGN. SEES COLOR TEXTILES, 
INC., (U.S. CLS. 100 AND 106). SN 74-117,788. PUB. 
10-15-1991. FILED 11-26-1990. 


1,671,368. MISCELLANEOUS DESIGN. WASHINGTON SCI- 
ENTIFIC INDUSTRIES, INC., (U.S. CLS. 103 AND 106). 
SN 74-127,744. PUB. 10-15-1991. FILED 1-3-1991. 

1,671,369. CORONA DESIGNS. CORONA DESIGNS, INC., 
(U.S. CLS. 103 AND 106). SN 74-132,026. PUB. 10-15-1991. 
FILED 1-22-1991. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,670,926 (See Class 1 for this trademark). 

1,670,989 (See Class 9 for this trademark). 

1,670,992 (See Class 9 for this trademark). 

1,671,038 (See Class 9 for this trademark). 

1,671,083 (See Class 16 for this trademark). 

1,671,090 (See Class 16 for this trademark). 

1,671,112 (See Class 16 for this trademark). 

1,671,332 (See Class 36 for this trademark). 

1,671,354 (See Class 38 for this trademark). 

1,671,370. SEAL OF APPROVAL NWA NATIONAL WEATH- 
ER ASSN. ’BRINGING WEATHER DOWN TO EARTH’ 
AND DESIGN. NATIONAL WEATHER ASSOCIATION, 
(U.S. CL. 107). SN 73-788,101. PUB. 10-15-1991. FILED 
3-16-1989. 

1,671,371. SHOCK OPERA. BRAYTON, JONATHAN 
DAVID, (U.S. CL. 107). SN 73-838,370. PUB. 10-15-1991. 
FILED 11-7-1989. 

1,671,372. TEXPERTISE. BESTINFO, INC., (U.S. CL. 107). 
SN 74-047,383. PUB. 10-15-1991. FILED 4-10-1990. 


1,671,373. FEEL WHATS REAL LIVE DRUG FREE. UNITED 
CITIZENS AGAINST DRUGS, (U.S. CL. 107). SN 
74-058,282. PUB. 10-15-1991. FILED 5-14-1990. 


1,671,374. MIDTOWNE SPA AND DESIGN. MIDTOWNE 
SPA INC., (U.S. CLS. 100 AND 107). SN 74-070,519. PUB. 
4-30-1991. FILED 6-19-1990. 


1,671,375. QPC PROCESS. WILLIAM M. HAYDEN JR. 
CONSULTANTS, INC., (U.S. CL. 107). SN 74-093,370. PUB. 
10-15-1991. FILED 8-29-1990. 

1,671,376. MISCELLANEOUS DESIGN. W.C.B.F., INC., DBA 
WORLD CHILDREN’S BASEBALL FAIR, (U.S. CL. 107). 
SN 74-101,325. PUB. 10-15-1991. FILED 9-28-1990. 

1,671,377. INDIVIDUALIZED INSTRUCTIONAL PRO- 
GRAMS (IP). IMPERIAL TUTORING & EDUCATIONAL 


SERVICES, INC., (U.S. CL. 107). SN 74-110,446. PUB. 
10-15-1991. FILED 10-29-1990. 
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1,671,378. COFFEE BREAK EVANGELISM. CHRISTIAN 
REFORMED CHURCH HOME MISSIONS, (U.S. CLS. 100 
AND 107). SN 74-111,048. PUB. 10-15-1991. FILED 
10-31-1990. 

1,671,379. MARKETOLOGY. BILL BARRETT SEMINARS, 
INC., (U.S. CL. 107). SN 74-113,689. PUB. 10-15-1991. 
FILED 11-8-1990. 

1,671,380. MINNESOTA NEWS NETWORK. MINNESOTA 
PUBLIC RADIO, (U.S. CL. 107). SN 74-114,732. PUB. 
10-15-1991. FILED 11-13-1990. 

1,671,381. MR. WALLEYE. MR. WALLEYE SPECIALTIES, 
INCORPORATED, (U.S. CL. 107). SN 74-115,988. PUB. 
10-15-1991. FILED 11-15-1990. 

1,671,382. NIGHTSTAR AND DESIGN. NIGHTSTAR 
RECORDS INC, (U.S. CL. 107). SN 74-118,818. PUB. 
10-15-1991. FILED 11-28-1990. 

1,671,383. PLUSH. HAYES, LIAM JAMES, (U.S. CL. 107). 
SN 74-119,758. PUB. 10-15-1991. FILED 12-3-1990. 

1,671,384. OCSA ORANGE COUNTY SPORTS ASSOCIA- 
TION (STYLIZED). ORANGE COUNTY SPORTS ASSO- 
CIATION, (U.S. CL. 107). SN 74-121,184. PUB. 10-15-1991. 
FILED 12-6-1990. 

1,671,385. HOLLYWOOD PREMIERE NETWORK AND 
DESIGN. MCA INC., (U.S. CLS. 101 AND 107). SN 
74-127,212. PUB. 10-15-1991. FILED 12-31-1990. 

1,671,386. MISCELLANEOUS DESIGN. HIGGS, LIZ 
CURTIS, (U.S. CL. 107). SN 74-130,642. PUB. 10-15-1991. 
FILED 1-15-1991. 

1,671,387. CAFE’ CONCERTO SOCIETY. FAUSTO CHIAP- 
PINELLI AND LORETTA MIRELLI, (U.S. CL. 107). SN 
74-130,825. PUB. 10-15-1991. FILED 1-16-1991. 

1,671,388. CYLC, CONGRESSIONAL YOUTH LEADER- 
SHIP COUNCIL, (U.S. CL. 107). SN 74-132,698. PUB. 
10-15-1991. FILED 1-23-1991. 

1,671,389. WITHDRAWN. 

1,671,390. DATA BASED ADVISOR (STYLIZED). DATA 
BASED SOLUTIONS, INC., (U.S. CL. 107). SN 74-140,388. 
PUB. 10-15-1991. FILED 2-19-1991. 

1,671,391. SEDONA SPIRIT THEATRE (STYLIZED). SST 
PRODUCTIONS INC., (U.S. CLS. 100 AND 107). SN 
74-145,886. PUB. 10-15-1991. FILED 3-11-1991. 

1,671,392. INDIANA TECH. INDIANA TECHNICAL COL- 
LEGE, INC., (U.S. CL. 107). SN 74-147,499. PUB. 
10-15-1991. FILED 3-14-1991. 

1,671,393. INDIANA TECHNICAL COLLEGE. 
TECHNICAL COLLEGE, INC., (US. CL. 
74-147,556. PUB. 10-15-1991. FILED 3-14-1991. 


INDIANA 
107). SN 


CLASS 42—MISCELLANEOUS SERVICES 


1,670,926 (See Class 1 for this trademark). 

1,671,055 (See Class 11 for this trademark). 

1,671,264 (See Class 29 for this trademark). 

1,671,305 (See Class 35 for this trademark). 

1,671,308 (See Class 35 for this trademark). 

1,671,332 (See Class 36 for this trademark). 

1,671,348 (See Class 37 for this trademark). 

1,671,349 (See Class 37 for this trademark). 

1,671,351 (See Class 37 for this trademark). 

1,671,394. BOZO’S. WILLIAMS RESTAURANT CORPORA- 
TION, THE, (U.S. CL. 100). SN 73-401,013. PUB. 5-22-1984. 
FILED 10-28-1982. 

1,671,395. AMERICAN ASSOCIATION CHEERLEADING 
COACHES & ADVISORS AACCA AND DESIGN. UNIVER- 
SAL SPORTS CAMPS, LTD., (U.S. CL. 100). SN 
73-697,774. PUB. 10-15-1991. FILED 11-27-1987. 

1,671,396. MIDNIGHT RODEO. VANCOUVER HOSPITAL- 
ITY SERVICES, INC., (U.S. CL. 100). SN 73-804,291. PUB. 
10-15-1991. FILED 6-5-1989. 

1,671,397. COMPREHENSIVE HEADACHE CENTER AND 
DESIGN. COMPREHENSIVE HEADACHE CENTER, 
(U.S. CL. 100). SN 73-825,310. PUB. 10-15-1991. FILED 
9-14-1989. 
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1,671,398. SALVADOR’S. M & M LIQUORS, LTD., ASSIGN- 
EE OF 134 N. RIDGELAND CORPORATION, DBA SAL- 
VADOR’S MEXICAN RESTAURANT, (U.S. CL. 100). SN 
73-831,669. PUB. 10-15-1991. FILED 10-16-1989. 


1,671,399. GRAPHOFAX. MARK, BARBARA S., (U.S. CL. 
100). SN 74-003,868. PUB. 10-15-1991. FILED 11-20-1989. 


1,671,400. MED-CON AND DESIGN. RALSTON, WILLIAMS 
& ASSOCIATES, INC., DBA MED-CON SYSTEM, (U.S. 
CLS. 100 AND 101). SN 74-045,428. PUB. 10-15-1991. 
FILED 4-3-1990. 


1,671,401. NALCO FUEL TECH AND DESIGN. NALCO 
FUEL TECH, COMPOSED OF NALCO FT INC. A 
DELAWARE CORPORATION AND FUEL TECH INC., 
A MASSACHUSETTS CORPORATION NALCO FUEL 
TECH, (U.S. CL. 100). SN 74-056,639. PUB. 8-27-1991. 
FILED 5-7-1990. 


1,671,402. THE NATURE OF THINGS STORE. MAPARI, 
INC., (U.S. CL. 101). SN 74-067,200. PUB. 10-15-1991. 
FILED 6-8-1990. 


1,671,403. PERSONAL WARDROBE SERVICE PWS AND 
DESIGN. WHITE RIVER INDUSTRIES, INC., (U.S. CL. 
100). SN 74-068,432. PUB. 10-15-1991. FILED 6-12-1990. 


1,671,404. WITHDRAWN. 


1,671,405. SHANGRI-LA SPORT. GAL ASSOCIATES OF 
N.Y. INC., (U.S. CL. 100). SN 74-098,508. PUB. 10-15-1991. 
FILED 9-19-1990. 


1,671,406. MISCELLANEOUS DESIGN. JENSEN, RIMA Z., 
(U.S. CL. 100). SN 74-100,141. PUB. 10-15-1991. FILED 
9-25-1990. 


1,671,407. DUNSLINK/PC, DUN & BRADSTREET CORPO- 
RATION, THE, (U.S. CLS. 100 AND 101). SN 74-103,604. 
PUB. 10-15-1991. FILED 10-9-1990. 


1,671,408. FRAMES OF MIND AND DESIGN. FRAMES OF 
MIND, INC., (U.S. CL. 101). SN 74-103,996. PUB. 
10-15-1991. FILED 10-9-1990. 


1,671,409. RBO AND DESIGN. RILEY BARNARD & 
O'CONNELL BUSINESS PRODUCTS, INC., (U.S. CL. 
100). SN 74-108,432. PUB. 10-15-1991. FILED 10-23-1990. 


1,671,410. CIRCLE CDS RECORDS WHAT GOES AROUND 
COMES AROUND AND DESIGN, HEIL, DAVID W., AND 
HEIL, TERRI C., (U.S. CL. 101). SN 74-109,271. PUB. 
10-15-1991. FILED 10-26-1990. 


1,671,411. CASUAL LIVING U.S.A... CASUAL LIVING 
U.S.A., INC., (U.S. CLS. 100 AND 101). SN 74-109,876. 
PUB. 10-15-1991. FILED 10-29-1990. 


1,671,412. FAST-TRACK. T & R SERVICE COMPANY, (U.S. 
CL. 100). SN 74-110,056. PUB. 10-15-1991. FILED 
10-29-1990. 


1,671,413. THE PAPER CHAIN. AKCHIN, DON A., DBA 
THE WORDWORKS, (U.S. CL. 100). SN 74-111,736. PUB. 
10-15-1991. FILED 11-2-1990. 


1,671,414. CAPABLE. AND DESIGN. GILMORE, ANDRE’ 
W., DBA CAPABLE, (U.S. CL. 100). SN 74-112,058. PUB. 
10-15-1991. FILED 11-5-1990. 


1,671,415. THE OFFICIAL GIRL TALK FUN CLUB. WEST- 
ERN PUBLISHING COMPANY, INC., (U.S. CL. 101). SN 
74-113,449. PUB. 10-15-1991. FILED 11-8-1990. 


1,671,416. DADDY’S DELITE. DADDY’S DELITE, INC., 
(U.S. CL, 100). SN 74-113,460. PUB. 10-15-1991. FILED 
11-8-1990. 

1,671,417. HYATT GOLD PASSPORT AT LEISURE. HYATT 


CORPORATION, (U.S. CL. 100). SN 74-118,922. PUB. 
10-15-1991. FILED 11-26-1990. 


1,671,418. SILENT SENTINEL. AMI-WARRANTY SERV- 
ICES, INC., (U.S. CL. 100). SN 74-120,171. PUB. 10-15-1991. 
FILED 12-3-1990. 


1,671,419. ZIBA, ZIBA DESIGN, (U.S. CLS. 100 AND 101). 
SN 74-121,186. PUB. 10-15-1991. FILED 12-6-1990. 


1,671,420. FLYING SHUTTLE. FLYING SHUTTLE, INC., 
THE, (U.S. CL. 101). SN 74-122,496. PUB. 10-15-1991. 
FILED 12-11-1990. 
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1,671,421. CONCRETE, SIMONS, JILLY, DBA CONCRETE, 
(U.S. CLS. 100 AND 101). SN 74-123,375. PUB. 10-15-1991. 
FILED 12-14-1990. 

1,671,422. FULL LINE PRINTING AND DESIGN. FULL 
LINE PRINTING, INC., (U.S. CLS. 100 AND 101). SN 
74-124,213. PUB. 10-15-1991. FILED 12-18-1990. 

1,671,423. CA COMPLETE ANNOUNCEMENTS AND 
DESIGN. COMPLETE ANNOUNCEMENTS, INC., (U.S. 
CLS. 100 AND 101). SN 74-124,792. PUB. 10-15-1991. 
FILED 12-17-1990. 

1,671,424. COMPLETE ANNOUNCEMENTS. COMPLETE 
ANNOUNCEMENTS, INC., (U.S. CLS. 100 AND 101). SN 
74-124,793. PUB. 10-15-1991. FILED 12-17-1990. 

1,671,425. CA (STYLIZED). COMPLETE ANNOUNCE- 
MENTS, INC., (U.S. CLS. 100 AND 101). SN 74~-124,842. 
PUB. 10-15-1991. FILED 12-17-1990. 


1,671,426. M.B."S KITCHEN. MARY BETH’S KITCHEN, 
INC., (U.S. CL. 100). SN 74-125,332. PUB. 10-15-1991. 
FILED 12-20-1990 

1,671,427. RAGAZZI’S. RAGAZZI’S, INC., (U.S. CL. 100). SN 
74-125,522. PUB. 10-15-1991. FILED 12-21-1990. 


1,671,428. MARVIN GARDENS. MARVIN GARDENS DE- 
SIGNS, LTD., (U.S. CLS. 100 AND 101). SN 74-126,419. 
PUB. 10-15-1991. FILED 12-26-1990. 

1,671,429. WOOLRICH AND DESIGN. JOHN RICH & SONS 
INVESTMENT HOLDING COMPANY, ASSIGNEE OF 
WOOLRICH, INC., (U.S. CL. 100). SN 74-127,273. PUB. 
9-24-1991. FILED 12-26-1990. 

1,671,430. TELEWEATHER. TURNER, ROBERT, (U.S. CL. 
100). SN 74-127,768. PUB. 10-15-1991. FILED 1-3-1991. 


1,671,431. INNOVATIVE INFORMATION SYSTEMS, INC.. 
INNOVATIVE INFORMATION SYSTEMS, INC., (U.S. 
CL. 100). SN 74-129,145. PUB. 10-15-1991. FILED 1-9-1991. 

1,671,432. 
GUADALUPE VALLEY HOSPITAL, (U.S. CL. 100). SN 
74-132,490. PUB. 10-15-1991. FILED 1-22-1991. 


OFFICIAL GAZETTE 


WHERE NEIGHBORS CARE FOR NEIGHBORS. 


JANUARY 7, 1992 


1,671,433. HOT’N NOW (STYLIZED). HOT’N NOW, INC., 
(U.S. CL. 100). SN 74-133,229. PUB. 10-15-1991. FILED 
1-18-1991. 

1,671,434. WORLDS OF WONDER (STYLIZED). WORLDS 
OF WONDER, (U.S. CLS. 100, 101 AND 107). SN 
74~133,437. PUB. 10-15-1991. FILED 1-25-1991. 

1,671,435. SERGIO’S. SERGIO’S INTERNATIONAL, INC., 
(U.S. CL. 100). SN 74-133,549. PUB. 10-15-1991. FILED 
1-25-1991. 

1,671,436. RAINY DAY BOOKS. RAINY DAY BOOKS, INC., 
(U.S. CL. 101). SN 74-134,332. PUB. 10-15-1991. FILED 
1-28-1991. 

1,671,437. CARING THROUGH TECHNOLOGY. FRESNO 
IMAGING CENTER, (U.S. CL. 100). SN 74-138,722. PUB. 
10-15-1991. FILED 2-13-1991. 

1,671,438. CAPUCINO’S RISTORANTE ITALIANO AND 
DESIGN. CAPUCINO’S INC., (U.S. CL. 100). SN 74-138,764. 
PUB. 10-15-1991. FILED 2-13-1991. 

1,671,439. P.A.V.E.. P.A.V.E., (U.S. CL. 100). SN 74-140,269. 
PUB. 10-15-1991. FILED 2-19-1991. 

1,671,440. STEDFAST CHRISTIAN CENTER AND DESIGN. 
STEDFAST AND UNMOVEABLE MINISTRIES, (U.S. 
CL. 100). SN 74-145,855. PUB. 10-15-1991. FILED 
3-11-1991. 

1,671,441. JOCKEY AND DESIGN. JOCKEY INTERNA- 
TIONAL, INC., (U.S. CL. 101). SN 74-146,817. PUB. 
10-15-1991. FILED 3-8-1991. 

1,671,442. THIRTY FOUR’S. ENTERTAINMENT ONE 
CORPORATION, (U.S. CLS. 100 AND 107). SN 74-147,021. 
PUB. 10-15-1991. FILED 3-12-1991. 

1,671,443. CITY BITES. CITY BITES, INC., (U.S. CL. 100). 
SN 74-147,091. PUB. 10-15-1991. FILED 3-12-1991. 

1,671,444. THIRTY FOUR’S A SPORTY PLACE. ENTER- 
TAINMENT ONE CORPORATION, (U.S. CLS. 100 AND 
107). SN 74-149,697. PUB. 10-15-1991. FILED 3-12-1991. 

1,671,445. CONTROLWARE AND DESIGN. INFRA-STRUC- 
TURES, INC., (U.S. CL. 100). SN 74-150,415. PUB. 
10-15-1991. FILED 3-13-1991. 





PRIOR UNITED STATES CLASSIFICATION 
COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 


1,671,446. IPA. INDEPENDENT PILOTS ASSOCIATION, 
SN 74-106,066. PUB. 10-15-1991. FILED 10-15-1990. 





TRADEMARK REGISTRATIONS ISSUED 
UNDER SECTION 1(d) 


The following marks have registered on the Principal Register pursuant to the intent-to-use provisions of Section 1(d) of 
the Trademark Act of 1946, as amended. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 
trademark rules of practice. 

The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


1,671,447. HEIL-QUAKER CORPORATION, LAVERGNE, CLASS 9—ELECTRICAL AND SCIENTIFIC 
TN. SN 74-800,209. PUB. 8-14-1990, FILED 1-5-1990. APPARATUS 


FOR PARTS FOR AIR CONDITIONING AND HEATING 
PRODUCTS; NAMELY, THERMOSTATS AND ELECTRI- 
CAL CAPACITORS (U.S. CLS. 21, 26 AND 34). 

FIRST USE 10-1-1990; INCOMMERCE 10-1-1990. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CATALOGS OF SERVICE PARTS USED IN CON- 


NECTION WITH HEATING AND AIR CONDITIONING 
THE MARK CONSISTS OF THE LETTERS “HQ” IN PRODUCTS (USS. CL. 38). 


STYLIZED FORM. FIRST USE 10-1-1990; IN COMMERCE 10-1-1990. 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 6—METAL GOODS 


1,671,448. PALMER METAL PRODUCTS, INC., CHICAGO, 
IL. SN 74-036,188. PUB. 10-16-1990, FILED 3-7-1990. 


RIFLEPAL 


FOR METAL BOXES WITH BUILT-IN LOCKS (US. 
CLS. 2, 13 AND 25). 
FIRST USE 1-13-1991; INCOMMERCE 1-13-1991. 


CLASS 7—MACHINERY 


1,671,449. BARACUDA INTERNATIONAL CORPORA- 
TION, FT. LAUDERDALE, FL, BY MESNE ASSIGN- 
MENT FROM BARACUDA INTERNATIONAL, INC., 
FT. LAUDERDALE, FL. SN 74-006,019. PUB. 4-17-1990, 
FILED 11-29-1989. 


BETA 


FOR SWIMMING POOL VACUUM CLEANERS (U.S. CL. 
23). 
FIRST USE 2-8-1990; IN COMMERCE 2-8-1990. 


1,671,450. NORDBERG, INC., MILWAUKEE, WI. 
74-010,705. PUB. 5-22-1990, FILED 12-14-1989. 


fokotrack 


FOR MINERAL PROCESSING MACHINES PARTS 
THEREFOR; NAMELY, MINERAL COMMINUTION MA- 
CHINES, CRUSHING MACHINES, PARTICLE SCREEN- 
ING MACHINES, MINE HOIST MACHINES, MINING 
AND QUARRYING BELT CONVEYORS (U.S. CL. 23). 

FIRST USE 0-0-1985; IN COMMERCE 5-0-1990. 


CLASS 7—(Continued). 


1,671,451. BAKER HUGHES INCORPORATED, HOUS- 
TON, TX. SN 74-046,081. PUB. 10-16-1990, FILED 
4-5-1990. 


HARD NOSE 


FOR ROLLER CUTTER MINING BITS (U.S. CL. 23). 
FIRST USE 7-30-1991; IN COMMERCE 7-30-1991. 


1,671,452. RIVAL MANUFACTURING COMPANY, 
KANSAS CITY, MO. SN 74-072,289. PUB. 3-5-1991, 
FILED 6-25-1990. 


ULTRA BLEND 


FOR ELECTRONIC FOOD BLENDERS (U.S. CL. 23). 
FIRST USE 9-18-1990; IN COMMERCE 9-18-1990. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,671,453. RAYLAN CORPORATION, MENLO PARK, CA, 
ASSIGNEE OF RAYCHEM CORPORATION, MENLO 
PARK, CA. SN 74-000,789. PUB. 7-24-1990, FILED 
11-16-1989. 


RAYLAN 


FOR FIBER OPTIC TELECOMMUNICATIONS SYS- 
TEMS AND PARTS THEREFOR; NAMELY, ENCLO- 
SURES; TRANSCEIVERS AND INTERFACE UNITS (U.S. 
CLS. 21, 26 AND 38). 

FIRST USE 10-23-1990; IN COMMERCE 10-23-1990. 


1,671,454. ABOVE SOFTWARE, SANTA ANA, CA. SN 
74-001,181. PUB. 12-11-1990, FILED 11-16-1989. 


ABOVE 


OWNER OF U.S. REG. NO. 1,494,918. 
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CLASS 9—(Continued). 


FOR COMPUTER UTILITY, COMMUNICATION EN- 
HANCEMENT AND MEMORY ENHANCEMENT SOFT- 
WARE (U.S. CL. 38). 

FIRST USE 7-0-1991; IN COMMERCE 7-0-1991. 


1,671,455. OKI AMERICA, INC., NORCROSS, GA. SN 
74-010,346. PUB. 7-3-1990, FILED 12-13-1989. 


VISTA-TEL 


FOR VIDEO TELEPHONES (U.S. CL. 21). 
FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 


1,671,456. DESPATCH INDUSTRIES, MINNEAPOLIS, MN. 
SN 74-052,360. PUB. 12-18-1990, FILED 4-24-1990. 


AUDUTOR 


FOR TEST EQUIPMENT, NAMELY HEAT OVENS AND 
TEST CHAMBERS FOR TESTING ELECTRICAL EQUIP- 
MENT (US. CL. 21). 

FIRST USE 6-10-1991; IN COMMERCE 6-10-1991. 


CLASS 10—MEDICAL APPARATUS 


1,671,457. PHARMACIA OPHTHALMICS INC., MONRO- 


VIA, CA. SN 74-054,235. PUB. 11-6-1990, FILED 
4-30-1990. 


CM 


FOR INTRAOCULAR LENSES (U.S. CL. 44). 
FIRST USE 9-6-1990; IN COMMERCE 9-6-1990. 


1,671,458. KEL-GAR, INC., DALLAS, TX. SN 74-079,819. 
PUB. 4-16-1991, FILED 7-19-1990. 


SQUEEZ’R FEED’R 


FOR PLASTIC COMPRESSIBLE CONTAINERS FOR 
DISPENSING FOOD AND MEDICINE TO INFANTS, 
TODDLERS, ELDERLY PERSONS AND OTHERS NEED- 
ING SUCH ASSISTANCE (U.S. CL. 44). 

FIRST USE 12-21-1990; IN COMMERCE 12-21-1990. 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


1,671,459. CTS CONSOLIDATED TECHNICAL SERV- 
ICES, INC., GARDEN CITY, NY. SN 74-048,418. PUB. 
10-23-1990, FILED 4-12-1990. 


OPUS 


FOR AIR CONDITIONERS (U.S. CL. 34). 
FIRST USE 6-14-1991; IN COMMERCE 6-14-1991. 


CLASS 12—VEHICLES 


1,671,460. G.T. STYLING, INC., COSTA MESA, CA. SN 
74-002,141. PUB. 10-16-1990, FILED 11-16-1989. 


SOLARWING II 


FOR AUTOMOTIVE ACCESSORIES; NAMELY, REAR 
WINDOW SUN SHADES (U.S. CL. 19). 
FIRST USE 3-12-1990; IN COMMERCE 3-12-1990. 


1,671,461. PPG INDUSTRIES, INC., PITTSBURGH, PA. SN 
74-047,966. PUB. 10-30-1990, FILED 4-11-1990. 


SOLEXTRA 


OWNER OF U.S. REG. NO. 324,678. 

FOR FINISHED AUTOMOBILE PARTS; NAMELY, TIN- 
TEDGLASS WINDSHIELDS, SIDE AND BACK WIN- 
DOWS, ROOF PANELS AND SUNROOFS (U.S. CLS. 19 
AND 33). 

FIRST USE 3-15-1990; IN COMMERCE 3-15-1990. 


1,671,462. PARKER-HANNIFIN CORPORATION, CLEVE- 
LAND, OH. SN 74-075,561. PUB. 2-26-1991, FILED 
7-5-1990. 


NOMAD 


FOR FUEL HEATERS FOR VEHICLES (U.S. CL. 19). 
FIRST USE 9-1-1990; IN COMMERCE 9-1-1990. 
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CLASS 12—(Continued). 


1,671,463. MAGNADYNE CORPORATION, COMPTON, 
CA. SN 74-087,551. PUB. 4-30-1991, FILED 8-13-1990. 


¢ 


FOR ANTI-THEFT ALARMS FOR MOTOR VEHICLES 
(U.S. CLS. 19 AND 21). 
FIRST USE 7-0-1991; IN COMMERCE 7-0-1991. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,671,464. IBC USA (PUBLICATIONS), INC., HOLLISTON, 
MA. SN 74-004,928. PUB. 4-17-1990, FILED 11-24-1989. 


INTERNATIONAL MARKET 
ALERT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL MARKET”, APART FROM THE 
MARK AS SHOWN. 

FOR DAILY NEWSLETTERS SENT OVER FACSIMILE 
MACHINES REGARDING THE FOREIGN EXCHANGE 
MARKETS (U.S. CL. 38). 

FIRST USE 12-6-1989; IN COMMERCE 12-6-1989. 


1,671,465. NUVO, INC., INDIANAPOLIS, IN, ASSIGNEE 
OF INDIANAPOLIS EXTRA, LIMITED L.P., THE, INDI- 
ANAPOLIS, IN. SN 74-015,869. PUB. 7-31-1990, FILED 
1-2-1990. 


NUVO 


FOR GENERAL CIRCULATION WEEKLY NEWSPA- 
PER (U.S. CL. 38). 
FIRST USE 3-12-1990; IN COMMERCE 3-12-1990. 


CLASS 21I—HOUSEWARES AND GLASS 


1,671,466. POLO RALPH LAUREN CORPORATION, NEW 
YORK, NY. SN 74-042,049. PUB. 11-20-1990, FILED 
3-26-1990. 


POLO 


OWNER OF U.S. REG. NO. 1,363,459 AND OTHERS. 

FOR BEVERAGEWARE; CHINA DISHES; NAMELY, 
PLATES, SAUCERS, CUPS, BOWLS, SERVERS, AND 
PLATTERS (U.S. CLS. 2, 13 AND 33). 

FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 21—(Continued). 


1,671,467. POLO RALPH LAUREN CORPORATION, NEW 
YORK, NY. SN 74-042,258. PUB. 11-20-1990, FILED 
3-26-1990. 


RALPH LAUREN 


OWNER OF U.S. REG. NO. 1,057,453. 

“RALPH LAUREN” IS THE NAME OF A LIVING INDI- 
VIDUAL WHOSE CONSENT IS OF RECORD. 

FOR GLASS STEMWARE, GLASS BEVERAGEWARE, 
GLASS BOWLS; DINNERWARE, NAMELY, PLATES, 
CUPS SAUCERS AND BOWLS (U.S. CLS. 2 AND 33). 

FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 


1,671,468. DOSKOCIL MANUFACTURING COMPANY, 
INC., ARLINGTON, TX. SN 74-050,836. PUB. 10-30-1990, 
FILED 4-20-1990. 


DINNERMATE 


FOR COMBINATION STORAGE CONTAINER AND 
FEEDING BOWL FOR PET FOOD (U.S. CL. 2). 
FIRST USE 6-0-1990; IN COMMERCE 6-0-1990. 


CLASS 24—FABRICS 


1,671,469. BIEDERLACK GMBH & CO. K.G., CUMBER- 
LAND, MD. SN _ 74-000,435. PUB. 4-17-1990, FILED 
11-16-1989. 


MY BLANKEY 


FOR THROWS IN THE NATURE OF BLANKETS (U.S. 
CL. 42). 
FIRST USE 6-4-1990; IN COMMERCE 6-4-1990. 


1,671,470. GEAR HOLDINGS, INC., NEW YORK, NY. SN 
74-037,360. PUB. 10-30-1990, FILED 3-12-1990. 


VFAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEACH”, APART FROM THE MARK AS SHOWN. 

FOR BEACH TOWELS, BEACH BLANKETS (U.S. CL. 
42). 

FIRST USE 10-15-1990; IN COMMERCE 10-15-1990. 
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CLASS 25—CLOTHING 


1,671,471. AVENUE, INC., THE, WILMINGTON, DE, BY 
ASSIGNMENT AND CHANGE OF NAME FROM SIZES 
UNLIMITED, INC. ROCHELLE PARK, NJ. SN 
74-004,627. PUB. 7-31-1990, FILED 11-22-1989. 


ADRIAN JORDAN 


THE NAME “ADRIAN JORDAN” DOES NOT IDENTI- 
FY A PARTICULAR LIVING INDIVIDUAL. 

FOR WOMEN’S CLOTHING; NAMELY, SHIRTS, 
PANTS, SKIRTS, DRESSES, BLOUSES, SCARVES, BELTS, 
HOSIERY, NIGHTSHIRTS, ROBES, CAMISOLES, SLIPS 
AND BRAS (US. CL. 39). 

FIRST USE 4-0-1990; IN COMMERCE 4-0-1990. 


1,671,472. LIMITED STORES, INC., THE, COLUMBUS, 
OH. SN 74-018,237. PUB. 7-24-1990, FILED 1-11-1990. 


AXCESS 


OWNER OF U.S. REG. NOS. 1,577,869 AND 1,581,642. 
FOR HOSIERY, SHORTS AND TOPS (U.S. CL. 39). 
FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 


1,671,473. COURT COUTURE, INC., MONTEREY, CA, AS- 
SIGNEE OF COURT COUTURE, CARMEL VALLEY, 
CA. SN 74-024,362. PUB. 9-11-1990, FILED 1-31-1990. 


COURT COUTURE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUTURE”, APART FROM THE MARK AS 
SHOWN. 

FOR APPAREL; NAMELY, SKIRTS, DRESSES, SWEAT- 
ERS, CARDIGANS, PANTS, JACKETS, T-SHIRTS, TOPS, 
SHORTS, PANTIES, HATS, VISORS, SOCKS, HEAD- 
BANDS, WRISTBANDS, LEGGINGS, COVERUPS, ROBES, 
NIGHTGOWNS, AND SWIM SUITS (U.S. CL. 39). 

FIRST USE 9-0-1990; IN COMMERCE 2-15-1991. 


1,671,474. MISS ELAINE, INC., ST. LOUIS, MO. SN 
74-068,311. PUB. 12-4-1990, FILED 6-12-1990. 


MISS ELAINE AT HOME 


OWNER OF U.S. REG. NOS. 1,039,300 AND 1,310,178. 

FOR WOMEN’S LOUNGEWEAR, NAMELY, SHIRTS, 
ROBES, DUSTERS AND CAFTANS (U.S. CL. 39). 

FIRST USE 2-0-1991; IN COMMERCE 2-0-1991. 


1,671,475. 21ST CENTURY HOSIERY, 
TON, NC. SN _ 74-092,841. PUB. 
8-29-1990. 


INC., BURLING- 
3-12-1991, FILED 


CONNECT-UPS 


FOR HOSIERY (U.S. CL. 39). 
FIRST USE 11-2-1990; IN COMMERCE 11-2-1990. 
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CLASS 25—(Continued). 


1,671,476. RICHARD LEEDS INTERNATIONAL, _INC., 
NEW YORK, NY. SN 74-099,782. PUB. 5-28-1991, FILED 
9-24-1990. 


DAY SHIFT 


FOR WOMEN’S CLOTHING; NAMELY, LOUNGEWEAR 
(U.S. CL. 39). 
FIRST USE 1-0-1991; IN COMMERCE 3-0-1991. 


1,671,477. PLAYTEX APPAREL, INC., STAMFORD, CT. 
SN 74-800,298. PUB. 9-4-1990, FILED 2-28-1990. 


COTTON LUXE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COTTON”, APART FROM THE MARK AS SHOWN. 

FOR WOMEN’S INTIMATE APPAREL; NAMELY, 
BRASSIERES AND PANTIES (US. CL. 39). 

FIRST USE 9-28-1990; IN COMMERCE 9-28-1990. 


CLASS 28—TOYS AND SPORTING GOODS 


1,671,478. ROYCE ASSOCIATES, SALEM, NH. SN 
74-027,854. PUB. 9-4-1990, FILED 2-12-1990. 


LOVEBUCKETS 


FOR DOLL-SHAPED CARRYING CASES (U.S. CL. 22). 
FIRST USE 6-5-1990; IN COMMERCE 6-5-1990. 


1,671,479. POSI TRAK CHANNEL SYSTEMS, LAGUNA 
BEACH, CA. SN 74-037,411. PUB. 9-18-1990, FILED 
3-12-1990. 


POSI TRAK CHANNEL 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHANNEL SYSTEMS”, APART FROM THE MARK 
AS SHOWN. 

FOR CONTROL RIDGES SOLD AS COMPONENT 
PARTS OF SURFBOARDS, SKIMBOARDS, BODY- 
BOARDS, FREEBOARDS, SAILBOARDS, WINDSURFING 
BOARDS AND JETSKIS (U.S. CL. 22). 

FIRST USE 8-0-1990; IN COMMERCE 8-0-1990. 
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CLASS 28—(Continued). 


1,671,480. TONKA CORPORATION, MINNETONKA, MN. 
SN 74-081,907. PUB. 4-2-1991, FILED 7-24-1990. 


BEARLY TAME 


FOR BATTERY-OPERATED TOY VEHICLE AND AC- 
CESSORIES (U.S. CL. 22). 
FIRST USE 12-31-1990; IN COMMERCE 12-31-1990. 


1,671,481. TONKA CORPORATION, MINNETONKA, MN. 
SN 74-081,933. PUB. 4-9-1991, FILED 7-24-1990. 


HILL BULLY 


FOR BATTERY-OPERATED TOY VEHICLE AND AC- 
CESSORIES (U.S. CL. 22). 
FIRST USE 12-31-1990; INCOMMERCE 12-31-1990. 


CLASS 29—MEATS AND PROCESSED FOODS 


1,671,482. M & M PROVISIONS, INC., CHICAGO, IL. SN 
74-070,282. PUB. 3-12-1991, FILED 6-18-1990. 


EUROSTEAK 


FOR MEAT; NAMELY, CHOPPED BEEF STEAK AND/ 
OR BEEF PATTIES (U.S. CL. 46). 
FIRST USE 2-12-1991; IN COMMERCE 2-12-1991. 


1,671,483. HUDSON FOODS, INC., ROGERS, AR. SN 
74-800,269. PUB. 9-18-1990, FILED 12-21-1989. 


VILLAGE BUTCHER 


FOR SAUSAGE AND SAUSAGE LINKS; SALAMI; BO- 
LOGNA; FRANKFURTERS; POLISH AND SMOKED 
RING SAUSAGE; LUNCHEON MEATS; POULTRY; 
BREADED MEAT AND POULTRY; BEEF; AND LARD 
(U.S. CL. 46). 

FIRST USE 5-0-1988; IN COMMERCE 5-0-1990. 


U.S. PATENT AND TRADEMARK OFFICE 


SERVICE MARKS 


CLASS 39—TRANSPORTATION AND 
STORAGE 


1,671,484. RAINBOW VACATIONS, LTD., OAK BROOK 
TERRACE, IL. SN 74-037,617. PUB. 10-9-1990, FILED 
3-12-1990. 


RAINBOW CRUISES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CRUISES”, APART FROM THE MARK AS SHOWN. 
FOR CRUISE TRAVEL ARRANGEMENT SERVICES 
(U.S. CL. 105). 
FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,671,485. VIDEO CHALLENGE, INC., ST. LOUIS, MO. 
AND VIDEO CHALLENGE, INC., ST. LOUIS, MO, AS- 
SIGNEE OF WORLD EVENTS PRODUCTIONS, LTD., 
ST. LOUIS, MO. SN 74-016,287. PUB. 7-31-1990, FILED 
1-4-1990. 


$1,000,000 VIDEO 
CHALLENGE 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A TELEVISION PROGRAM (U.S. CL. 107). 
FIRST USE 9-30-1990; IN COMMERCE 9-30-1990. 


CLASS 42—MISCELLANEOUS SERVICES 


1,671,486. STEINBERG, BURTKER & GROSSMAN, LTD., 
CHICAGO, IL. SN 74-008,397. PUB. 6-19-1990, FILED 
12-6-1989. 


RIGHT LAW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAW”, APART FROM THE MARK AS SHOWN. 

FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 3-26-1991; IN COMMERCE 3-26-1991. 
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CLASS 42—(Continued). 


1,671,487. UNITED ELECTRIC SUPPLY COMPANY, INC., 
WILMINGTON, DE. SN _ 74-015,306. PUB. 7-31-1990, 
FILED 1-2-1990. 


United 
Electric 


Supply 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ELECTRIC SUPPLY”, APART FROM THE MARK 
AS SHOWN. 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
ELECTRICAL SUPPLIES (U.S. CL. 101). 
FIRST USE 3-1-1990; IN COMMERCE 3-1-1990. 





SUPPLEMENTAL REGISTER 
These registrations are not subject to opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


1,671,488. MARITIME CENTER AT NORWALK, INC., 
THE, SOUTH NORWALK, CT. SN73-833,780. FILED P.R. 
10-25-1989; AM. S.R. 6-6-1991. 


THE 


AT NORWALK 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED MATTER; NAMELY, BUMPER STICK- 
ERS AND OFFICE SUPPLIES; NAMELY, PENS, PENCILS, 
ERASERS (NONELECTRIC), RUBBER STAMPS AND 
STAMP PADS, STATIONERY; NAMELY, LETTERHEADS 
AND ENVELOPES (U.S. CLS. 37 AND 38). 

FIRST USE 7-16-1988; IN COMMERCE 7-16-1988. 


CLASS 21—HOUSEWARES AND GLASS 


FOR KITCHEN ARTICLES; NAMELY, MUGS (USS. CL. 
2). 
FIRST USE 7-16-1988; IN COMMERCE 7-16-1988. 


CLASS 25—CLOTHING 


FOR CLOTHING INCLUDING T-SHIRTS, SWEAT- 
SHIRTS, SWEATBANDS, PATCHES AND HATS (U.S. CL. 
39). 

FIRST USE 7-16-1988; IN COMMERCE 7-16-1988. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR AQUARIUM, MUSEUM AND MOVIE THEATER 
SERVICES (U.S. CL. 107). 
FIRST USE 7-16-1988; IN COMMERCE 7-16-1988. 


1,671,489. SABINE MUSICAL MANUFACTURING COM- 
PANY, INC., GAINESVILLE, FL. SN74-064,022. FILED 
P.R. 5-30-1990; AM. S.R. 9-6-1991. 


SABINE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR METRONOMES, ELECTRONIC EQUALIZERS (U.S. 
CLS. 21 AND 26). 
FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


CLASS 15—MUSICAL INSTRUMENTS 


FOR MUSICAL INSTRUMENT TUNERS (U.S. CL. 36). 
FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 
trademark rules of practice. 

The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS CLASS 8—HAND TOOLS 


1,671,490. LOCTITE CORPORATION, NEWINGTON, CT. 


1,671,492. B. ARONSON, INC., NEW YORK, NY. 
SN74-064,975. FILED P.R. 6-1-1990; AM. S.R. 7-25-1991. 


SN74-081,148. FILED P.R. 7-23-1990; AM. S.R. 7-1-1991. 


GLASS GLAZE 


FOR LIQUID SPRAY USED TO CLEAN AND PROTECT 
GLASS WINDSHIELDS, AND TO REPEL RAIN, FROST, 
BUGS AND ROAD FILM (U.S. CL. 6). 

FIRST USE 8-0-1989; IN COMMERCE 8-0-1989. 





CLASS 6—METAL GOODS 


1,671,491. RANDONE, CHARLES J., OMAHA, NE. 
SN74-070,448. FILED P.R. 6-18-1990; AM. S.R. 5-17-1991. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “QUALITY KITCHEN TOOLS”, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS OF A WHITE RECTANGULAR 
BACKGROUND WHICH HAS ONE BROAD DARK 
STRIPE AT THE TOP OF THE PACKAGE AND TWO 
SMALLER STRIPES BELOW ON WHICH THE GOODS 
ARE SOLD AND REMOVABLY SECURED. 

FOR NON-ELECTRIC KITCHEN HAND TOOLS; 
NAMELY, SCRAPERS, SPATULAS CAN OPENERS, 


: 


¢, 
4, 
TTT ie 


FOR PARKING SECURITY SYSTEM COMPRISING 


COIN-OPERATED, KEY OPERATED OR COMBINATION 
METAL LOCKS FOR BICYCLES, MOTOR BIKES, 
STROLLERS AND OTHER ITEMS OF PERSONAL PROP- 
ERTY (U.S. CLS. 13 AND 25). 

FIRST USE 10-31-1989; IN COMMERCE 10-31-1989. 


T™< 208 


TONGS, SLICERS, BARBECUE TOOLS (NAMELY, SPAT- 
ULA AND TWO-PRONGED FORK), CHEESE CUTTERS, 
COFFEE AND TEA SPOONS, PARING KNIVES, BREAD 
KNIVES, CARVING KNIVES AND KITCHEN UTILITY 
KNIVES (U.S. CL. 23). 

FIRST USE 1-15-1991; INCOMMERCE 1-15-1991. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


1,671,493. AMERICAN TIME AND TEMPERATURE, INC., 
DBA CALL ME COMMUNICATIONS, LOUISVILLE, 
KY. SN74-114,303. FILED P.R. 11-13-1990; AM. S.R. 
9-23-1991. 


THE TALKING PHONE 
LINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TALKING PHONE”, APART FROM THE MARK AS 
SHOWN. 

FOR PRERECORDED AUDIO CASSETTE TAPES CON- 
TAINING INFORMATION CONCERNING TOPICS OF 
LOCAL INTEREST; NAMELY, WEATHER, TIME, MOVIE 
REVIEWS AND LISTINGS, TELEVISION PROGRAM- 
MING, CULTURAL AND SPECIAL EVENTS, CAR CARE, 
SPORTS, SKI REPORTS, GARDENING, HAIR AND FASH- 
ION, HEALTH AND FITNESS, HOROSCOPES, REAL 
ESTATE, STOCK MARKET AND INVESTMENT 
REPORT, SENIOR CITIZEN PROGRAMS AND SERV- 
ICES, AND RETAIL DINING OPPORTUNITIES (U.S. CL. 
21). 

FIRST USE 4-16-1990; IN COMMERCE 4-16-1990. 


CLASS 10—MEDICAL APPARATUS 


1,671,494. E-Z-EM, INC., WESTBURY, NY. SN74-081,919. 
FILED P.R. 7-19-1990; AM. S.R. 2-4-1991. 


LUFKIN 


FOR BIOPSY NEEDLE FOR USE DURING MAGNETIC 
RESONANCE IMAGING (U.S. CL. 44). 
FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


1,671,495. VORTEC CORPORATION, CINCINNATI, OH. 
SN74-085,143. FILED P.R. 8-6-1990; AM. S.R. 7-19-1991. 


HEAT RELIEVER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEAT”, APART FROM THE MARK AS SHOWN. 

FOR AIR COOLING UNIT FOR COOLING ENCLO- 
SURES CONTAINING ELECTRICAL AND MECHANICAL 
UNITS (U.S. CL. 34). 

FIRST USE 6-27-1990; IN COMMERCE 6-27-1990. 


1,671,496. PATTON ELECTRIC COMPANY, INC., NEW 
HAVEN, IN. SN74-096,713. FILED P.R. 9-13-1990; AM. 
S.R. 8-16-1991. 


HOT & SAFE 


FOR PORTABLE ELECTRIC AIR HEATERS (U.S. CL. 
34). 
FIRST USE 1-21-1990; IN COMMERCE 1-21-1990. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


1,671,497. OPTICAL SOCIETY OF AMERICA, 
WASHINGTON, DC. SN74-000,921. FILED 
11-16-1989; AM. S.R. 5-22-1991. 


INC., 
P.R. 


OPTICS & PHOTONICS 
NEWS 


FOR MAGAZINE PUBLISHED PERIODICALLY (U.S. 
CL. 38). 
FIRST USE 1-1-1990; IN COMMERCE 1-3-1990. 


1,671,498. MCBREEN, ROBERT E., JR., CINCINNATI, OH. 
SN74-009,692. FILED P.R. 12-11-1989; AM. S.R. 4-8-1991. 


USED COMPUTER 
LOCATOR 


FOR MAGAZINE PUBLISHED PERIODICALLY CON- 
TAINING INFORMATIVE LISTING OF USED COMPUT- 
ERS, COMPUTER-RELATING PRODUCTS AND ELEC- 
TRONIC GOODS AVAILABLE FOR PURCHASE (U.S. CL. 
38). 

FIRST USE 2-7-1990; IN COMMERCE 2-7-1990. 


1,671,499. BURTON, JOHN C., SANTA ROSA, CA. AND 
BURTON, NANCI L., SANTA ROSA, CA. DBA APERI- 
TIFS PUBLISHING, DBA APERITIFS BAR MANAGE- 
MENT SERVICES, DBA APERITIFS BAR SERVICE CA- 
TERING, AND DBA BARTENDERS’ SCHOOL OF 
SANTA ROSA, SN74-049,835. FILED P.R. 4-16-1990; AM. 
S.R. 8-8-1991. 


THE MARK CONSISTS OF A DESIGN OF A MIXING 
GLASS WITH A STRAINER AND BAR SPOON SET 
INSIDE IT. 

FOR PAPERBACK GUIDE BOOKS AND PRINTED 
DRINK RECIPE FILE CARDS (U.S. CL. 38). 

FIRST USE 4-15-1978; IN COMMERCE 4-15-1978. 
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CLASS 16—(Continued). 


1,671,500. FEDERAL NATIONAL MORTGAGE ASSOCIA- 
TION, DBA FANNIE MAE, WASHINGTON, DC. 
SN74-057,235. FILED P.R. 5-9-1990; AM. S.R. 9-13-1991. 


HOUSING POLICY DEBATE 


FOR JOURNAL RELATED TO HOUSING AND FI- 
NANCE (U.S. CL. 38). 
FIRST USE 9-17-1990; IN COMMERCE 9-17-1990. 


1,671,501. PANTHER PRODUCTIONS, INC., DBA BILL 
YOUR EX, STUDIO CITY, CA. SN74-084,334. FILED P.R. 
8-2-1990; AM. S.R. 4-8-1991. 


BILL YOUR EX 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BILL”, APART FROM THE MARK AS SHOWN. 

FOR BILLING AND RECORD KEEPING SYSTEM, 
COMPRISING, BUSINESS RECORD BOOKS; AND BUSI- 
NESS FORMS; NAMELY, PREPRINTED INVOICES, 
RECORD KEEPING SHEETS, COLLECTION ADVICE 
SHEETS, INSTRUCTION SHEETS, SAMPLE LETTERS, 
MAILING AND RETURNS ENVELOPES, AND FIRST 
AND SECOND PAYMENT NOTICE FORMS (U.S. CLS. 37 
AND 38). 

FIRST USE 8-17-1990; IN COMMERCE 8-24-1990. 


1,671,502. PHILLIPS PUBLISHING, INC., POTOMAC, MD. 
SN74-109,302. FILED P.R. 10-26-1990; AM. S.R. 8-13-1991. 


AIRLINE FINANCIAL NEWS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWS”, APART FROM THE MARK AS SHOWN. 

FOR NEWSLETTER DEALING WITH BUSINESS AS- 
PECTS OF THE AIRLINE INDUSTRY (U.S. CL. 38). 

FIRST USE 1-6-1986; IN COMMERCE 1-6-1986. 


CLASS 21—HOUSEWARES AND GLASS 


1,671,503. TURTLE WAX, INC., CHICAGO, _IL. 
SN74-001,304. FILED P.R. 11-16-1989; AM. S.R. 6-3-1991. 


SCRUB’N SWEEP 


FOR BROOMS AND WHISK BROOMS (U.S. CL. 29). 
FIRST USE 2-28-1990; IN COMMERCE 2-28-1990. 
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CLASS 25—CLOTHING 


1,671,504. JACOB, NICHOLAS J., ARLINGTON HEIGHTS, 
IL. SN74-153,035. FILED P.R. 4-1-1991; AM. S.R. 
8-27-1991. 


CHANGIN TEES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEES”, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING; NAMELY, T-SHIRTS, TANK TOPS, 
SWEATSHIRTS, SHORTS, PANTS, SOCKS AND JACKETS 
(U.S. CL. 39). 

FIRST USE 1-22-1991; IN COMMERCE 1-24-1991. 


CLASS 30—STAPLE FOODS 


1,671,505. VOBMA, INC., DBA VENUS/OLD BRUSSELS, 
HINGHAM, MA. SN74-015,565. FILED P.R. 1-2-1990; AM. 
S.R. 7-25-1991. 


DELI-CATESSEN 


FOR NATURAL HONEY FLAVORED BRAN CHIPS 
AND FLAVORED RICE CHIPS (U.S. CL. 46). 
FIRST USE 10-2-1989; IN COMMERCE 10-5-1989. 


1,671,506. DALMATIAN BAY WINE CO., INC., CLEVE- 
LAND, OH. SN74-096,504. FILED P.R. 9-13-1990; AM. 
S.R. 9-13-1991. 


KRUNCHY STIXS 


FOR WAFERS FILLED WITH NOUGAT CREAM (U.S. 
CL. 46). 
FIRST USE 2-28-1990; IN COMMERCE 2-28-1990. 


CLASS 32—LIGHT BEVERAGES 


1,671,507. TOSELLI S.R.L., 14053 CANELLI (ASTD), 
ITALY. SN73-814,536. FILED P.R. 7-21-1989; AM. S.R. 
6-22-1990. 


TOSELLI 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 48026-C/89, FILED 2-21-1989. 


FOR NON-ALCOHOLIC SPUMANTE BEVERAGES (U.S. 
CLS. 45, 46 AND 48). 


FIRST USE 5-18-1986; IN COMMERCE 5-18-1986. 
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SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


1,671,508. DESIGN PRESS, INC., INDIANAPOLIS, IN. 
SN74-061,214. FILED P.R. 5-21-1990; AM. S.R. 4-24-1991. 


PREDESIGNS 


FOR ADVERTISING AGENCY SERVICES; NAMELY, 
DEVELOPMENT OF COMMUNICATIVE LITERATURE 
(U.S. CLS. 100 AND 101). 

FIRST USE 3-6-1990; IN COMMERCE 3-6-1990. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


1,671,509. PARKER-HANNIFIN CORPORATION, CLEVE- 
LAND, OH. SN74-124,871. FILED P.R. 12-17-1990; AM. 
S.R. 7-25-1991. 


INVOLVEMENT TRAINING 


FOR EDUCATIONAL SERVICES; NAMELY, CON- 
DUCTING TECHNICAL TRAINING FOR THE HYDRAU- 
LIC AND PNEUMATIC INDUSTRIES (U.S. CL. 107). 

FIRST USE 1-1-1975; IN COMMERCE 1-1-1975. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 42—MISCELLANEOUS SERVICES 


1,671,510. NUTRI/SYSTEM, INC., BLUE BELL, PA, BY 
MERGER WITH NUTRI/SYSTEM DELAWARE, INC., 


WILMINGTON, DE. SN73-802,964. FILED P.R. 5-26-1989; 
AM. S.R. 7-22-1991. 


PERSONALIZED WEIGHT 
LOSS PROFILE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WEIGHT LOSS”, APART FROM THE MARK AS 
SHOWN. 

FOR CONDUCTING A SUPERVISED PROGRAM OF 
WEIGHT REDUCTION AND WEIGHT CONTROL (U.S. 
CL. 100). 

FIRST USE 2-0-1988; IN COMMERCE 2-0-1988. 





TRADEMARK REGISTRATIONS RENEWED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


83,525. 

84,050. 

267,056. 
282,971. 
287,505. 
288,420. 
288,635. 
289,135. 
289, 138. 
289,141. 
290,380. 
291,254. 
440,188. 
527,304. 
530,622. 


530,795. 


538,459. 
541,891. 
541,982. 
544,327. 


545,508. 


546,031. 
548,409. 
548,592. 
550,016. 
550,147. 
551,238. 
$52,132. 


552,975. 


SUNOCO (STYLIZED). U.S. CL. 16. (INT. CL. 4). 
REG. 9-19-1911. 

HYDROCIDE (STYLIZED). U.S. CL. 
CLS. 2 AND 19). REG. 10-31-1911. 

DMC. US. CL. 43. (INT. CL. 23). REG. 2-11-1930. 

EVANS E-Z-BAKE FOR ALL PURPOSES 
FLOUR THE 1 FLOUR AND DESIGN. U.S. 
CL. 46. (INT. CL. 30). REG. 5-12-1931. 

METALHIDE (STYLIZED). U.S. CL. 
CL. 2). REG. 9-29-1931. 

FUNGI-REX (STYLIZED). U.S. CL. 18. (INT. CL. 
5). REG. 10-27-1931. 

MISCELLANEOUS DESIGN. U.S. CL. 46. (INT. 
CL. 30). REG. 11-3-1931. 

CERANINE. U.S. CL. 6. (INT. CL. 2). 
11-17-1931. 

THIOTAN. U.S. CL. 6. (INT. CL. 2). 
11-17-1931. 

ITEM PRESS. U.S. CL. 38. (INT. CL. 16). REG. 
11-17-1931. 

MARTHA WASHINGTON (STYLIZED). U.S. CL. 
27. (INT. CL. 14). REG. 1-5-1932. 

PLASKON (STYLIZED). INT. CL. 1. (U.S. CL. 1). 
REG. 2-2-1932. 

SPACE SHOE (BLOCK FORM). U.S. CL. 39. (INT. 
CL. 25). REG. 8-17-1948. 

DE-MOIST (STYLIZED). U.S. CL. 6. (INT. CL. 1). 
REG. 7-4-1950. 

CHIMNEY SWEEP (STYLIZED). U.S. CL. 15. 
(INT. CL. 1). REG. 9-12-1950. 

PRINCE CHARLES EDWARD’S LIQUEUR 
(STYLIZED). U.S. CL. 49. (INT. CL. 33). REG. 
9-19-1950. 

ALSIMAG (STYLIZED). U.S. CL. 30. (INT. CL. 
21). REG. 2-27-1951. 

LONGFIBRE (STYLIZED). U.S. CL. 37. (INT. CL. 
16). REG. 5-8-1951. 

ALL-STATE SILTUBE (STYLIZED). U.S. CL. 14. 
(INT. CL. 6). REG. 5-8-1951. 

WESTACH AND DESIGN. USS. CL. 26. (INT. CL. 
9). REG. 6-26-1951. 

0.C.C. PICKED AND PACKED DAISY FRESH 
AND DESIGN. U.S. CL. 46. (INT. CL. 29). 
REG. 7-24-1951. 

MONOBED. U.S. CL. 6. (INT. CL. 
7-31-1951. 

OXWELD (STYLIZED). U.S. CL. 23. (INT. CL. 8). 
REG. 9-18-1951. 

SEXTON (STYLIZED). U.S. CL. 52. (INT. CLS. 3 
AND 4). REG. 9-25-1951. 

AEROL SEAL AND DESIGN. U.S. CL. 19. (INT. 
CL. 12). REG. 10-23-1951. 

GAYLA (STYLIZED). U.S. CL. 39. (INT. CL. 25). 
REG. 10-30-1951. 

ROSE MARIE REID (STYLIZED). U.S. CL. 39. 
(INT. CL. 25). REG. 11-27-1951. 
MAGICOLOR (STYLIZED). U.S. CL. 
CLS. 2 AND 3). REG. 12-18-1951. 
TRUE-SPOT (STYLIZED). U.S. CL. 26. (INT. CL. 

9). REG. 1-8-1952. 


16. (INT. 


16. (INT. 


REG. 


REG. 


1). REG. 


16. (INT. 


554,299. 
554,689. 
555,220. 
845,278. 
894,765. 
897,541. 
906,463. 


908,349. 
909,839. 


910,365. 
914,056. 


914,116. 
915,565. 


916,477. 


918,432. 


919,328. 
919,678. 
919,877. 


919,995. 


920,385. 
920,624. 
920,785. 
921,049. 
921,353. 
921,480. 
921,704. 
921,918. 
922,005. 


922,364. 


MOTORITE. U.S. CL. 26. (INT. CL. 9). REG. 
1-29-1952. 


COMPRESSED AIR MAGAZINE (STYLIZED). 
U.S. CL. 38. (INT. CL. 16). REG. 2-12-1952. 

PENN (STYLIZED). U.S. CL. 21. (INT. CL. 9). 
REG. 2-26-1952. 

AMARLITE. U.S. CL. 12. (INT. CL. 19). REG. 
3-5-1968. 
PAB AND DESIGN. U.S. CL. 51. (INT. CL. 3). 
REG. 7-14-1970. 
M-CO. U.S. CL. 101. 
8-25-1970. 

“THE MIRACLE IN MORTAR” (BLOCK FORM). 
U.S. CL. 12. (INT. CL. 19). REG. 1-26-1971. 

PIROR. U.S. CL. 6. (INT. CL. 5). REG. 2-23-1971. 

CABLE-TV GUIDE. U.S. CL. 38. (INT. CL. 16). 
REG. 3-9-1971. 

AMCO AND DESIGN. U.S. CLS. 21 AND 32. 
(INT. CLS. 9 AND 20). REG. 3-23-1971. 

SCHWEPPES. U.S. CL. 45. (INT. CL. 32). REG. 
6-8-1971. 

ARGO. U.S. CL. 46. (INT. CL. 31). REG. 6-8-1971. 

ALGA-GRO. U.S. CL. 6. (INT. CL. 5). REG. 
6-29-1971. 


BONDED SERVICES. U.S. CL. 101. (INT. CL. 35). 
REG. 7-13-1971. 


RIPLEY’S BELIEVE IT OR NOT. U.S. CLS. 38 
AND 107 ONLY. (INT. CLS. 16 AND 41). REG. 
8-17-1971. 


FIBRE ABN FLASH AND DESIGN. USS. CL. 23. 
(INT. CL. 7). REG. 8-31-1971. 

IXL. U.S. CL. 32 ONLY. (INT. CL. 20). REG. 
9-7-1971. 

SPEAS (BLOCK FORM). U.S. CL. 46. (INT. CLS. 
30, 32 AND 33). REG. 9-7-1971. 


TROPHY (STYLIZED). U.S. CLS. 2, 23, 26 AND 
32 ONLY. (INT. CLS. 8, 9, 20 AND 21). REG. 
9-14-1971. 


JETPLAN (STYLIZED). U.S. CL. 105. (INT. CL. 
39). REG. 9-14-1971. 


TRANS FLITE. U.S. CL. 23. (INT. CL. 7). REG. 
9-21-1971. 


R AND DESIGN. U.S. CL. 44. (INT. CL. 10). REG. 
9-21-1971. 

ESTES. U.S. CLS. 22, 38 AND 107. (INT. CLS. 16, 
28 AND 41). REG. 9-28-1971. 

MAGIC MOUNTAIN. U.S. CL. 107. (INT. CL. 41). 
REG. 9-28-1971. 


AIKO. U.S. CLS. 21 AND 36. (INT. CL. 9). REG. 
10-5-1971. 


STYLART AND DESIGN. U.S. CL. 101. (INT. CL. 
35). REG. 10-5-1971. 

MEASURELL. U.S. CL. 26. (INT. CL. 9). REG. 
10-12-1971. 


ZEISS (STYLIZED). U.S. CL. 44. (INT. CL. 10). 
REG. 10-12-1971. 


TH (STYLIZED). U.S. CL. 26. (INT. CL. 9). REG. 
10-19-1971. 


(INT. CL. 35). REG. 
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922,543. 
922,657. 
922,669. 
922,716. 
922,756. 
922,772. 
923,091. 


923,108. 


923,123. 


923,125. 


923,130. 
923,161. 


923,208. 
923,278. 


923,487. 
923,643. 


923,648. 
923,799. 
924,561. 
924,594. 
925,012. 
925,480. 
925,979. 
926,251. 


926,691. 


E AND DESIGN. U.S. CL. 100. (INT. CL. 42). 
REG. 10-19-1971. 


POLYPOR (STYLIZED). U.S. CL. 6. (INT. CL. 1). 
REG. 10-26-1971. 

TANEY (STYLIZED). U.S. CL. 12. (INT. CL. 19). 
REG. 10-26-1971. 

MISCELLANEOUS DESIGN. U.S. CL. 21. (INT. 
CLS. 7 AND 9). REG. 10-26-1971. 


MAX (BLOCK FORM). U.S. CL. 23. (INT. CLS. 7 
AND 8). REG. 10-26-1971. 


PENNLON. U.S. CL. 23. (INT. CL. 7). REG. 
10-26-1971. 


WANDA. U.S. CL. 
11-2-1971. 


HB AND DESIGN. U.S. CL. 19. (INT. CL. 12). 
REG. 11-2-1971. 


MISCELLANEOUS DESIGN. U.S. CL. 21. (INT. 
CL. 9). REG. 11-2-1971. 


MISCELLANEOUS DESIGN. U.S. CLS. 23 AND 
44 ONLY. (INT. CLS. 8 AND 21 ONLY). REG. 
11-2-1971. 


LOADAMATIC AND DESIGN. U.S. CL. 21. (INT. 
CL. 7). REG. 11-2-1971. 


MISCELLANEOUS DESIGN. U.S. CL. 23. (INT. 
CL. 7). REG. 11-2-1971. 


SUB-G. U.S. CL. 29. (INT. CL. 21). REG. 11-2-1971. 

DENNIS. U.S. CL. 44. (INT. CL. 10). REG. 
11-2-1971. 

KEO. U.S. CL. 23. (INT. CL. 7). REG. 11-9-1971. 

TENNANT. U.S. CL. 103. (INT. CL. 37). REG. 
11-9-1971. 

SPEEDY MUFFLER KING. U.S. CL. 103. (INT. 
CL. 37). REG. 11-9-1971. 

HYDRO-CLEAR. U.S. CL. 31. (INT. CL. 11). REG. 
11-16-1971. 

AKYPO. US. CL. 6 (INT. CL. 1). 
11-30-1971. 

AUREO S 700. U.S. CL. 18. (INT. CL. 5). REG. 
11-30-1971. 

MISCELLANEOUS DESIGN. U.S. CL. 20. (INT. 
CL. 27). REG. 12-7-1971. 

SPEEDY MUFFLER KING. U.S. CL. 23. (INT. CL. 
12). REG. 12-14-1971. 

DERMA-SILK. U.S. CL. 52. (INT. CL. 3). REG. 
12-21-1971. 

MAGIC BAKE. U.S. CL. 46. (INT. CL. 30). REG. 
12-28-1971. 

TENNANT AND DESIGN. U.S. CL. 16. (INT. CL. 
2). REG. 1-11-1972. 


16. (INT. CL. 2). REG. 


REG. 
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927,023. 


927,315. 


927,817. 


927,970. 


928,429. 


928,566. 


928,662. 


929,202. 


929,489. 


929,492. 


929,618. 


929,666. 


929,877. 


929,982. 


930,156. 


930,379. 


930,581. 


930,590. 


930,867. 


931,264. 


931,271. 


931,425. 


932,603. 
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PAY LESS-GET MORE). U.S. CL. 101. (INT. CL. 
42). REG. 1-11-1972. 

RADIAL FLEX. U.S. CL. 35. (INT. CL. 17). REG. 
1-18-1972. 

LOSURDO’S PIZZA VILLA AND DESIGN. U.S. 
CLS. 46 AND 100. (INT. CLS. 29, 30 AND 42). 
REG. 1-25-1972. 


MISCELLANEOUS DESIGN. U.S. CL. 101. (INT. 
CL. 35). REG. 1-25-1972. 


CAR-FRESHNER. U.S. CL. 52. (INT. CL. 3). REG. 
2-1-1972. 

BOTUMINK. U.S. CL. 
2-8-1972. 

GRIZZLY. U.S. CL. 23. (INT. CL. 7). REG. 
2-8-1972. 

SCENICS AND DESIGN. U.S. CL. 39. (INT. CL. 
25). REG. 2-15-1972. 


OZEN (STYLIZED). U.S. CL. 22. (INT. CL. 28). 
REG. 2-22-1972. 


BOY-HOWDY. U.S. CL. 22. (INT. CL. 28). REG. 
2-22-1972. 


GOLDEN CLASP. U.S. CL. 39. (INT. CL. 25). 
REG. 2-22-1972. 


MAINE MANNA. USS. CL. 46. (INT. CL. 31). REG. 
2-22-1972. 


TOGGLE ACTION. U.S. CL. 13. (INT. CL. 6). 
REG. 2-29-1972. 


CANNON. U.S. CL. 23. (INT. CL. 7). 
2-29-1972. 


CANNONBALL. U.S. CL. 52. (INT. CL. 3). REG. 
2-29-1972. 


EVAC-Q-KIT. U.S. CL. 18. (INT. CL. 5). 
3-7-1972. 

ACK-TI-LINING. U.S. CL. 42. (INT. CL. 24). REG. 
3-7-1972. 

ORTHOPANTOMOGRAPH. U.S. CL. 44. 
CL. 10). REG. 3-7-1972. 


LINKMASTER. U.S. CL. 23. (INT. CL. 8). REG. 
3-14-1972. 


ROCKLINIZER. U.S. CL. 21. (INT. CL. 9). REG. 
3-28-1972. 


MARSONA. U.S. CL. 21. (INT. CL. 9). 
3-28-1972. 


HUNT’S BIG JOHN'S. U.S. CL. 46. (INT. CL. 29). 
REG. 3-28-1972. 


WARREN. U.S. CL. 37. (INT. CL. 
4-18-1972. 


18. (INT. CL. 5). REG. 


REG. 


REG. 


(INT. 


REG. 


16). REG. 





TRADEMARK REGISTRATIONS CANCELED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 


in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


1,263,314. 
1,267,334. 
1,268,032. 


1,269,377. 
1,273,173. 
1,282,233. 
1,285,766. 
1,295,229. 


1,298,497. 
1,299,372. 
1,301,126. 
1,301,190. 
1,302,069. 


1,302,200. 
1,302,575. 
1,302,791. 
1,303,121. 
1,303,357. 


1,305,096. 
1,305,586. 


1,307,015. 
1,307,063. 


1,308,347. 


1,308,825. 
1,308,891. 
1,309,632. 


1,310,480. 
1,314,361. 


1,316,297. 


1,333,668. 


1,337,287. 
1,337,467. 


1,338,980. 
1,339,120. 
1,339,192. 


SECTION 8 


ALNAT. INT. CLS. 1 AND 11. REG. 1-10-1984. 
ETIQUETA AZUL. INT. CL. 32. REG. 2-14-1984. 


BRIAN ROCHFORD. INT. CL. 25. REG. 
2-21-1984. 


X2L. INT. CL. 28. REG. 3-6-1984. 

WATER SENSE. INT. CL. 9. REG. 4-3-1984. 
ARGENT. INT. CL. 9. REG. 6-19-1984. 
COLPERMIN. INT. CL. 5. REG. 7-17-1984. 


THE WORLD’S FRUIT BASKET. U.S. CL. A. 
REG. 9-11-1984. 


SPORT 35. INT. CL. 9. REG. 10-2-1984. 
SKI PRO. INT. CL. 9. REG. 10-9-1984. 
STAIN-OUT. INT. CL. 3. REG. 10-23-1984. 
ASFOR. INT. CL. 6. REG. 10-23-1984. 


CECOS (STYLIZED). INT. CLS. 37 AND 40 
ONLY. REG. 10-23-1984. 


TOTE N’ ROLL (STYLIZED). INT. CL. 12. REG. 
10-23-1984. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
10-30-1984. 


PITCH’A PIZZA AND DESIGN. INT. CL. 28. 
REG. 10-30-1984. 


CECOS INTERNATIONAL AND DESIGN. INT. 
CLS. 37 AND 40 ONLY. REG. 10-30-1984. 


SEVERAL COSMETICS AND DESIGN. INT. CL. 
3. REG. 11-6-1984. 


SAMBA. INT. CL. 25. REG. 11-13-1984. 


LIGHTEN-UP AND DESIGN. INT. CL. 1. REG. 
11-20-1984. 


HOMCOLAND. INT. CL. 16. REG. 11-27-1984. 


TILT-N-ROLL (BLOCK FORM). INT. CL. 20. 
REG. 11-27-1984. 


CECOS INTERNATIONAL AND DESIGN. INT. 
CLS. 37 AND 40 ONLY. REG. 12-4-1984. 

WEEPLESS. INT. CL. 11. REG. 12-11-1984. 

STEVE SASCO. INT. CL. 14. REG. 12-11-1984. 


MISCELLANEOUS DESIGN. INT. CL. 6. REG. 
12-18-1984. 


NITROX. INT. CL. 42. REG. 12-18-1984. 


SYSTEM 20/20. INT. CL. 16 ONLY. REG. 
1-15-1985. 


WORLD CLASS CHAMPIONSHIP WRESTLING 
AND DESIGN. INT. CLS. 25 AND 41. REG. 
1-22-1985. 


NRC NATIONAL REFINING CORPORATION 
AND DESIGN. INT. CL. 40. REG. 4-30-1985. 


ECSA. INT. CL. 42. REG. 5-21-1985. 


ISPO AND DESIGN. INT. CLS. 1 AND 19. REG. 
5-28-1985. 


REPROTOXx. INT. CL. 9. REG. 6-4-1985. 
SCHWINN MIRADA. INT. CL. 12. REG. 6-4-1985. 


EEOC COMPLIANCE MANUAL. INT. CL. 16. 
REG. 6-4-1985. 


1,339,193. 


1,339,194. 
1,339,195. 


1,339,198. 
1,339,200. 
1,339,201. 
1,339,203. 
1,339,204. 
1,339,207. 


1,339,216. 
1,339,218. 
1,339,219. 
1,339,220. 
1,339,224. 
1,339,228. 
1,339,231. 
1,339,234. 
1,339,235. 
1,339,236. 
1,339,238. 
1,339,240. 
1,339,241. 
1,339,242. 


1,339,244. 
1,339,245. 


1,339,247. 


1,339,252. 
1,339,254. 


1,339,255. 


1,339,258. 
1,339,266. 
1,339,267. 
1,339,269. 


1,339,270. 
1,339,271. 


1,339,272. 
1,339,273. 


1,339,274. 
1,339,275. 


TRIM-A-TREE MERCHANDISING. INT. CL. 16. 
REG. 6-4-1985. 


TCC (STYLIZED). INT. CL. 16. REG. 6-4-1985. 


ROLLIE POLLIES (STYLIZED). INT. CL. 16. 
REG. 6-4-1985. 


ROCK STICKERS AND DESIGN. INT. CL. 16. 
REG. 6-4-1985. 


CHILDREN & TEENS IN CRISIS. INT. CL. 16. 
REG. 6-4-1985. 


FUNERAL SERVICE “INSIDER”. INT. CL. 16. 
REG. 6-4-1985. 


OLD STONE MILL. INT. CLS. 16, 24 AND 27. 
REG. 6-4-1985. 


OLD STONE MILL AND DESIGN. INT. CLS. 16, 
24 AND 27. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
6-4-1985. 


L AND DESIGN. INT. CL. 18. REG. 6-4-1985. 
SECOND WIND. INT. CL. 18. REG. 6-4-1985. 
QUICK START. INT. CL. 18. REG. 6-4-1985. 
WOODCRAFT. INT. CL. 19. REG. 6-4-1985. 
PALM HAVEN. INT. CL. 19. REG. 6-4-1985. 
WILDLIFE. INT. CL. 19. REG. 6-4-1985. 
SUNBREEZE. INT. CL. 19. REG. 6-4-1985. 
THORNWOOD. INT. CL. 19. REG. 6-4-1985. 
DAMASK. INT. CL. 19. REG. 6-4-1985. 
IMITRONICS. INT. CL. 20. REG. 6-4-1985. 
MAGNA-BAR. INT. CL. 20. REG. 6-4-1985. 
WHY KNOT. INT. CL. 20. REG. 6-4-1985. 
IPANEMA. INT. CL. 20. REG. 6-4-1985. 


POWERFILM AND DESIGN. INT. CL. 20. REG. 
6-4-1985. 


SIERRA. INT. CL. 20. REG. 6-4-1985. 


THORNHILL HOUSE. INT. CL. 
6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 20. REG. 
6-4-1985. 


ULTRAFLEXx. INT. CL. 24. REG. 6-4-1985. 


MANSFIELD AND DESIGN. INT. CL. 25. REG. 
6-4-1985. 


WALL STREET AND DESIGN. 
REG. 6-4-1985. 


DOG WEAR. INT. CL. 25. REG. 6-4-1985. 
LOUIS JOONE. INT. CL. 25. REG. 6-4-1985. 
FOX BAY EAST. INT. CL. 25. REG. 6-4-1985. 


BANESA SHOES AND DESIGN. INT. CL. 25. 
REG. 6-4-1985. 


TARYN ALEXANDER. 
6-4-1985. 


PEDESTRIAN WEAR AND DESIGN. INT. CL. 
25. REG. 6-4-1985. 


BLACK LAGOON. INT. CL. 25. REG. 6-4-1985. 


THE YELLOW CANARY. INT. CL. 25. REG. 
6-4-1985. 


MASTERFOOT. INT. CL. 25. REG. 6-4-1985. 
AMESBURY. INT. CL. 25. REG. 6-4-1985. 


20. REG. 


INT. CL. 25. 


INT. CL. 25. REG. 
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1,339,276. 
1,339,278. 
1,339,280. 


1,339,282. 
1,339,283. 


1,339,284. 
1,339,286. 


1,339,287. 
1,339,289. 


1,339,290. 


1,339,292. 


1,339,293. 


1,339,295. 


1,339,296. 


1,339,297. 


1,339,298. 


1,339,301. 
1,339,302. 
1,339,304. 


1,339,305. 
1,339,306. 
1,339,307. 


1,339,310. 
1,339,312. 
1,339,313. 


1,339,314. 


1,339,316. 
1,339,318. 
1,339,319. 
1,339,320. 


1,339,321. 
1,339,322. 


1,339,323. 


1,339,324. 
1,339,325. 


1,339,327. 


1,339,328. 
1,339,329. 
1,339,330. 
1,339,332. 


1,339,333. 


1,339,334. 
1,339,337. 


1,339,339. 


MAXFLI DDH. INT. CL. 25. REG. 6-4-1985. 
CUDDLY CHICKS. INT. CL. 25. REG. 6-4-1985. 


MILL STREAM AND DESIGN. INT. CL. 25. 
REG. 6-4-1985. 


THE TRUE NECKTIE. 
6-4-1985. 


HELEN BURGESS (STYLIZED). INT. CL. 26. 
REG. 6-4-1985. 


CASOLON. INT. CL. 27. REG. 6-4-1985. 


TRICKLESS TREATS. INT. CL. 28. 
6-4-1985. 


RICOCHET. INT. CL. 28. REG. 6-4-1985. 


NOVA STELLA AND DESIGN. INT. CL. 28. 
REG. 6-4-1985. 


TRIVIA ADVENTURE (STYLIZED). INT. CL. 28. 
REG. 6-4-1985. 


DP FIT FOR LIFE XR-TONE AND DESIGN. 
INT. CL. 28. REG. 6-4-1985. 


SOFT IMAGES, INC. FABRIC FANTASIES AND 
DESIGN. INT. CL. 28. REG. 6-4-1985. 


MORALS AND SCRUPLES. INT. CL. 28. REG. 
6-4-1985. 


PARK AVENUE SKILL BINGO AND DESIGN. 
INT. CL. 28. REG. 6-4-1985. 


MONTE CARLO SKILL BINGO AND DESIGN. 
INT. CL. 28. REG. 6-4-1985. 


ONE KNIGHT STAND. INT. CL. 28. REG. 
6-4-1985. 


SPELL DIVER. INT. CL. 28. REG. 6-4-1985. 
AR (STYLIZED). INT. CL. 28. REG. 6-4-1985. 


LAKEVIEW NAILER. INT. CL. 28. REG. 
6-4-1985. 


ALOIS ROHRMOSER (STYLIZED). INT. CL. 28. 
REG. 6-4-1985. 


SCRATCH FOR CASH. 
6-4-1985. 


WIMPY WORM (STYLIZED). INT. CL. 28. REG. 
6-4-1985. 


BODY MAX. INT. CL. 28. REG. 6-4-1985. 
BOW. INT. CL. 28. REG. 6-4-1985. 


JEREMY JANUBEAR. INT. CL. 28. 
6-4-1985. 


SKI-BOGGAN TUBING AT ITS BEST! (STYL- 
IZED). INT. CL. 28. REG. 6-4-1985. 


JIGGER. INT. CL. 28. REG. 6-4-1985. 
CRAVE. INT. CL. 28. REG. 6-4-1985. 
SUNBURST PETS. INT. CL. 28. REG. 6-4-1985. 


“BURST” ANNOUNCEMENT. INT. CL. 28. REG. 
6-4-1985. 


CHEERIE. INT. CL. 28. REG. 6-4-1985. 


U.S. DOMESTICUS CRICKET (STYLIZED). INT. 
CL. 28. REG. 6-4-1985. 


TJ. TOTS AND DESIGN. INT. CL. 28. REG. 
6-4-1985. 


SMACQUETBALL. INT. CL. 28. REG. 6-4-1985. 


SHAPE SHOP SURPRISE. INT. CL. 28. REG. 
6-4-1985. 


GLORIOUS GLITTER. 
6-4-1985. 


STACK-N-GLO. INT. CL. 28. REG. 6-4-1985. 
CHUG-O-LURE. INT. CL. 28. REG. 6-4-1985. 
RAINBOW PONY. INT. CL. 28. REG. 6-4-1985. 


SKULL AND CROSSBONES. INT. CL. 28. REG. 
6-4-1985. 


AIRPORT. INT. CL. 28. REG. 6-4-1985. 
MUSTANGER. INT. CL. 28. REG. 6-4-1985. 


THE QUANTUMGAME AND DESIGN. INT. CL. 
28. REG. 6-4-1985. 


WHIP-O. INT. CL. 28. REG. 6-4-1985. 


INT. CL. 25. REG. 


REG. 


INT. CL. 28. REG. 


REG. 


INT. CL. 28. REG. 
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1,339,340. 
1,339,341. 
1,339,342. 
1,339,343. 
1,339,344. 
1,339,345. 
1,339,346. 


1,339,347. 
1,339,348. 
1,339,349. 
1,339,350. 
1,339,351. 


1,339,352. 
1,339,353. 


1,339,354. 
1,339,355. 
1,339,356. 
1,339,357. 


1,339,358. 
1,339,361. 
1,339,362. 
1,339,364. 
1,339,371. 
1,339,373. 
1,339,375. 


1,339,382. 
1,339,384. 
1,339,386. 
1,339,391. 
1,339,396. 
1,339,398. 
1,339,399. 
1,339,400. 
1,339,401. 


1,339,402. 


1,339,403. 
1,339,404. 


1,339,407. 
1,339,408. 


1,339,409. 
1,339,410. 
1,339,414. 


1,339,417. 


1,339,419. 
1,339,420. 


1,339,423. 
1,339,424. 


1,339,425. 
1,339,426. 


1,339,427. 
1,339,429. 
1,339,432. 
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JACKHAMMER. INT. CL. 28. REG. 6-4-1985. 
POWDERKEG. INT. CL. 28. REG. 6-4-1985. 
MEGA BYTE. INT. CL. 28. REG. 6-4-1985. 
BRUCE SATO. INT. CL. 28. REG. 6-4-1985. 
STILETTO. INT. CL. 28. REG. 6-4-1985. 
HYDROFLEX. INT. CL. 28. REG. 6-4-1985. 


OUT OF THIS WORLD. INT. CL. 28. REG. 
6-4-1985. 


HUGSY. INT. CL. 28. REG. 6-4-1985. 
TICKLES. INT. CL. 28. REG. 6-4-1985. 
GIGGLET. INT. CL. 28. REG. 6-4-1985. 
HUGGLET. INT. CL. 28. REG. 6-4-1985. 
CHUMLEY. INT. CL. 28. REG. 6-4-1985. 
HUG-A-BYE. INT. CL. 28. REG. 6-4-1985. 
NUZZLER. INT. CL. 28. REG. 6-4-1985. 
JITTERBUG. INT. CL. 28. REG. 6-4-1985. 
TWEAKER. INT. CL. 28. REG. 6-4-1985. 
HUGGINS. INT. CL. 28. REG. 6-4-1985. 


ADVANCED IMPACT MANAGEMENT 
SYSTEM. INT. CL. 28. REG. 6-4-1985. 


BABY BAMBO. INT. CL. 28. REG. 6-4-1985. 
NIGHT STALKER. INT. CL. 28. REG. 6-4-1985. 
DREAMTIME. INT. CL. 28. REG. 6-4-1985. 
DREAM KITCHEN. INT. CL. 28. REG. 6-4-1985. 
SHRIMPWICH. INT. CL. 29. REG. 6-4-1985. 
STAMPEDE. INT. CL. 29. REG. 6-4-1985. 


UNFAIR AND DESIGN. INT. CL. 29. REG. 
6-4-1985. 


LA CIBELES. INT. CL. 30. REG. 6-4-1985. 

NM. INT. CL. 30. REG. 6-4-1985. 

CHALALA. INT. CL. 30. REG. 6-4-1985. 

PACK SADDLE. INT. CL. 30. REG. 6-4-1985. 
FOG LIFTER. INT. CL. 30. REG. 6-4-1985. 

JAA (STYLIZED). INT. CL. 30. REG. 6-4-1985. 
ELASDO POWER. INT. CL. 30. REG. 6-4-1985. 
ESTECH. INT. CL. 31. REG. 6-4-1985. 


MANGORICO AND DESIGN. INT. CL. 31. REG. 
6-4-1985. 


PET GLO. INT. CL. 31. REG. 6-4-1985. 
TOWN CREEK. INT. CL. 31. REG. 6-4-1985. 


THE GOOD GREEN ONE. INT. CL. 31. REG. 
6-4-1985. 


FURST VON METTERNICH AND DESIGN. INT. 
CL. 33. REG. 6-4-1985. 


FURST VON METTERNICH (STYLIZED). INT. 
CL. 33. REG. 6-4-1985. 


EARL GREY. INT. CL. 33. REG. 6-4-1985. 
LITTLE ANGEL. INT. CL. 33. REG. 6-4-1985. 


FM FRANCE MARKETING INTERNATIONAL 
AND DESIGN. INT. CLS. 35 AND 41. REG. 
6-4-1985. 


A NATURAL CONCERN. 
6-4-1985. 


JA (STYLIZED). INT. CL. 35. REG. 6-4-1985. 


THE DALLAS CHAMBER AND DESIGN. INT. 
CL. 35. REG. 6-4-1985. 


EXECUSERV AND DESIGN. INT. CL. 35. REG. 
6-4-1985. 


TELECONNECTIONS. 
6-4-1985. 


MERIHOM. INT. CL. 35. REG. 6-4-1985. 


HUTTONLINE (STYLIZED). INT. CLS. 35 AND 
38. REG. 6-4-1985. 


DIAL ONE. INT. CL. 35. REG. 6-4-1985. 
VICI (STYLIZED). INT. CL. 35. REG. 6-4-1985. 
BMB. INT. CL. 35. REG. 6-4-1985. 


INT. CL. 35. REG. 


INT. CL. 35. REG. 
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1,339,434. 
1,339,437. 


1,339,439. 
1,339,440. 
1,339,441. 
1,339,443. 


1,339,444. 
1,339,445. 


1,339,446. 
1,339,450. 


1,339,454. 
1,339,456. 
1,339,458. 
1,339,460. 
1,339,462. 
1,339,463. 
1,339,464. 


1,339,465. 
1,339,466. 


1,339,467. 
1,339,468. 


1,339,471. 
1,339,472. 


1,339,474. 
1,339,475. 


1,339,478. 
1,339,479. 
1,339,480. 
1,339,483. 
1,339,484. 
1,339,486. 
1,339,490. 
1,339,493. 
1,339,494. 
1,339,495. 
1,339,496. 
1,339,497. 
1,339,498. 
1,339,499. 
1,339,500. 


1,339,501. 
1,339,502. 


UNITAX. INT. CL. 35. REG. 6-4-1985. 


ALIVE WITH PRIDE. INT. CL. 
6-4-1985. 


ADSPORTS. INT. CL. 35. REG. 6-4-1985. 
SUMMA GROUP. INT. CL. 35. REG. 6-4-1985. 
HOSCO. INT. CL. 35. REG. 6-4-1985. 


LOVE AFFAIR WITH A CITY. INT. CL. 35. 
REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 35. REG. 
6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 35. REG. 
6-4-1985. 


AM SUPER SERVE. INT. CL. 35. REG. 6-4-1985. 


NFS NATIONAL FLORIST SERVICES AND 
DESIGN. INT. CL. 35. REG. 6-4-1985. 


EXECUTIVE AIR CARD. INT. CL. 36. REG. 
6-4-1985. 


EFTG (STYLIZED). INT. CL. 36. REG. 6-4-1985. 


A AMERICAN TELEPHONE EXCHANGE 
(STYLIZED). INT. CLS. 36 AND 38. REG. 
6-4-1985. 


THE COST GUARDIAN AND DESIGN. INT. CL. 
36. REG. 6-4-1985. 


CENTRAL BANKCARD. 
6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 36. REG. 
6-4-1985. 


THE RIGHT DECISION. 
6-4-1985. 


AMERIWAY. INT. CL. 36. REG. 6-4-1985. 


AMERIWAY AND DESIGN. INT. CL. 36. REG. 
6-4-1985. 


CASHCOMMAND. INT. CL. 36. REG. 6-4-1985. 


DAY & NIGHT VIDEO BANKING. INT. CL. 36. 
REG. 6-4-1985. 


ASSET TEAM (STYLIZED). INT. CL. 36. REG. 
6-4-1985. 


POLYCOMP (STYLIZED). INT. CL. 36. REG. 
6-4-1985. 


LIFT. INT. CL. 36. REG. 6-4-1985. 


NEW ENGLAND LOCKBOX. INT. CL. 36. REG. 
6-4-1985. 


RIVER CITY NATIONAL BANK. INT. CL. 36. 
REG. 6-4-1985. 


RIVER CITY AND DESIGN. INT. CL. 36. REG. 
6-4-1985. 


RATE BUSTER. INT. CL. 36. REG. 6-4-1985. 
P AND DESIGN. INT. CL. 36. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CLS. 36 AND 
42. REG. 6-4-1985. 


CHI CONDOMINIUM HOTELS INTERNATION- 
AL, INC. AND DESIGN. INT. CL. 36. REG. 
6-4-1985. 


ICAP. INT. CL. 36. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 36. REG. 
6-4-1985. 


HITCHCOCK HELPING HANDS. INT. CL. 36. 
REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 36. REG. 
6-4-1985. 


POINT XL (STYLIZED). 
6-4-1985. 


FACT 2 AND DESIGN. 
6-4-1985. 


STRATA AND DESIGN. 
6-4-1985. 


POINT XL. INT. CL. 36. REG. 6-4-1985. 
FACT 2. INT. CL. 36. REG. 6-4-1985. 
ENCORE. INT. CL. 36. REG. 6-4-1985. 
STRATA. INT. CL. 36. REG. 6-4-1985. 


35. REG. 


INT. CL. 36. REG. 


INT. CL. 36. REG. 


INT. CL. 36. REG. 


INT. CL. 36. REG. 


INT. CL. 36. REG. 
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1,339,503. 


1,339,505. 
1,339,506. 
1,339,507. 


1,339,508. 
1,339,512. 
1,339,515. 
1,339,516. 


1,339,518. 
1,339,519. 


1,339,521. 
1,339,522. 


1,339,523. 
1,339,524. 
1,339,525. 


1,339,528. 
1,339,529. 
1,339,532. 
1,339,533. 
1,339,535. 
1,339,537. 


1,339,538. 
1,339,540. 


1,339,541. 
1,339,542. 


1,339,544. 
1,339,545. 
1,339,546. 
1,339,547. 
1,339,549. 


1,339,550. 
1,339,551. 


1,339,553. 
1,339,554. 


1,339,556. 


1,339,557. 
1,339,559. 
1,339,560. 
1,339,563. 
1,339,564. 
1,339,565. 


1,339,566. 
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SKYTELLER (STYLIZED). INT. CL. 36. REG. 
6-4-1985. 


CREATIVE LIFE. INT. CL. 36. REG. 6-4-1985. 
FF (STYLIZED). INT. CL. 36. REG. 6-4-1985. 


INDEPENDENCE HEALTH PLAN 
DESIGN. INT. CL. 36. REG. 6-4-1985. 


VC AND DESIGN. INT. CL. 36. REG. 6-4-1985. 
IAM. INT. CL. 36. REG. 6-4-1985. 
KARA-CREST. INT. CL. 37. REG. 6-4-1985. 


INFLIGHT AND DESIGN. INT. CLS. 37, 41 AND 
42. REG. 6-4-1985. 


TKD TURN KEY DENTAL (STYLIZED). INT. 
CL. 37. REG. 6-4-1985. 


BAR-B (STYLIZED). INT. CLS. 37 AND 42. REG. 
6-4-1985. 


NWG AND DESIGN. INT. CL. 37. REG. 6-4-1985. 


WEATHERIZATION WORKS. INT. CLS. 37 AND 
42. REG. 6-4-1985. 


INFAC (STYLIZED). INT. CL. 37. REG. 6-4-1985. 
PROTOMOLD. INT. CL. 37. REG. 6-4-1985. 


INTERLINE. INT. CLS. 37, 38 AND 42. REG. 
6-4-1985. 


TEEM KLEEN AND DESIGN. INT. CL. 37. REG. 
6-4-1985. 


SEG SEG SOUTHWEST ESTATE GROUP AND 
DESIGN. INT. CL. 37. REG. 6-4-1985. 


GPI GPI GPI GPI AND DESIGN. INT. CL. 37. 
REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 37. REG. 
6-4-1985. 


COMPUTER DOCTOR AND DESIGN. INT. CLS. 
37 AND 42. REG. 6-4-1985. 


THE TUNE ROOM TUNE & LUBE 10 MIN. AND 
DESIGN. INT. CL. 37. REG. 6-4-1985. 


THE TUNE ROOM. INT. CL. 37. REG. 6-4-1985. 


SYNERGY IN ACTION. INT. CL. 37. REG. 
6-4-1985. 


PC/LANSTAL. INT. CL. 37. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 37. REG. 
6-4-1985. 


MEDIANET. INT. CL. 38. REG. 6-4-1985. 
BRITECHANNELS. INT. CL. 38. REG. 6-4-1985. 
VEGA. INT. CL. 38. REG. 6-4-1985. 

STAR SHIP STEREO. INT. CL. 38. REG. 6-4-1985. 


THE CELLULAR SOURCE. INT. CL. 38. REG. 
6-4-1985. 


NAT (STYLIZED). INT. CL. 38. REG. 6-4-1985. 

CABLE SPORTSTRACKER. INT. CL. 38. REG. 
6-4-1985. 

BCN (STYLIZED). INT. CL. 38. REG. 6-4-1985. 

SIBCO AND DESIGN. INT. CL. 38. REG. 
6-4-1985. 

BIG BIN SELF-STORAGE MINI’S IT’S TIME TO 
STORE IT! AND DESIGN. INT. CL. 39. REG. 
6-4-1985. 

THE FAR WEST BISMARCK AND DESIGN. 
INT. CL. 39. REG. 6-4-1985. 

SIBONEY AND DESIGN. INT. CL. 39. REG. 
6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 39. REG. 
6-4-1985. 


HERTZ AFFORDABLE IRELAND. INT. CL. 39. 
REG. 6-4-1985. 


WE MAKE GREAT VACATIONS. INT. CL. 39. 
REG. 6-4-1985. 

LTL LYONS TRANSPORTATION LINES (STYL- 
IZED). INT. CL. 39. REG. 6-4-1985. 


EXCLUSIVELY CRUISES AND DESIGN. INT. 
CL. 39. REG. 6-4-1985. 


AND 
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1,339,567. 
1,339,568. 


1,339,571. 


1,339,580. 
1,339,581. 


1,339,583. 
1,339,584. 


1,339,586. 
1,339,589. 
1,339,590. 
1,339,592. 
1,339,593. 
1,339,594. 
1,339,595. 


1,339,597. 
1,339,598. 


1,339,599. 
1,339,600. 


1,339,601. 
1,339,602. 


1,339,604. 
1,339,605. 


1,339,608. 
1,339,609. 


1,339,613. 


1,339,614. 
1,339,617. 


1,339,618. 
1,339,620. 
1,339,623. 


1,339,625. 
1,339,627. 
1,339,628. 


1,339,629. 


1,339,630. 
1,339,633. 


1,339,636. 


1,339,637. 
1,339,638. 


1,339,639. 
1,339,640. 


1,339,641. 


FENDER BENDERS. INT. CL. 39. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 39. REG. 
6-4-1985. 


DOMINICK’S FAMILY CENTER AND DESIGN. 
INT. CLS. 40, 41 AND 42. REG. 6-4-1985. 


SMART MONEY. INT. CL. 41. REG. 6-4-1985. 


UNITED STATES FOOTBALL LEAGUE. INT. 
CL. 41. REG. 6-4-1985. 


TEAM AMERICA. INT. CL. 41. REG. 6-4-1985. 


POTENCY PLUS. INT. CLS. 41 AND 42. REG. 
6-4-1985. 


“IN THE IRISH TRADITION”. INT. CL. 41. REG. 
6-4-1985. 


LADY ATHENA SPAS. 
6-4-1985. 


THE NEXT GENERATION 
PLACE FOR CHILDREN” 
INT. CL. 41. REG. 6-4-1985. 


JABS. INT. CL. 41. REG. 6-4-1985. 


AGRI-BUSINESS REPORT AND DESIGN. INT. 
CL. 41. REG. 6-4-1985. 


TOPWALLK. INT. CL. 41. REG. 6-4-1985. 
DIETNETWORK. INT. CL. 41. REG. 6-4-1985. 
SASSS. INT. CL. 41. REG. 6-4-1985. 


CUBID AND DESIGN. INT. CL. 41. 
6-4-1985. 


THE RIGHT DECISION. 
6-4-1985. 


SUPER RUN (STYLIZED). INT. CL. 41. REG. 
6-4-1985. 


TBR. INT. CL. 41. REG. 6-4-1985. 


UNLIMITED PLAYBACK SPECIALISTS. INT. 
CL. 41. REG. 6-4-1985. 


UNIVERSAL STUDIOS MOVIEWORLD. 
CL. 41. REG. 6-4-1985. 


B&O MUSEUM AND DESIGN. INT. CL. 41. REG. 
6-4-1985. 


TELECARE. INT. CL. 41. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
6-4-1985. 


I DON’T WANT TO GROW OLD-I WANT TO 
GROW OLDER. INT. CL. 41. REG. 6-4-1985. 


THE BEAM. INT. CL. 41. REG. 6-4-1985. 

MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
6-4-1985. 

RASCALS UNLIMITED (STYLIZED). INT. CL. 
41. REG. 6-4-1985. 

MUSICTRICITY AND DESIGN. 
REG. 6-4-1985. 


THE CLEANING COMPANY. INT. CL. 41. REG. 
6-4-1985. 


SLAVE. INT. CL. 41. REG. 6-4-1985. 
POWERCON. INT. CL. 41. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 41. REG. 
6-4-1985. 


ALL AMERICAN 
6-4-1985. 


BABY PETITE. INT. CL. 41. REG. 6-4-1985. 
PEACE SHALL HEAL AND DESIGN. INT. CL. 
41. REG. 6-4-1985. 


LE SYSTEME MICRO-Z AND DESIGN. INT. CL. 
42. REG. 6-4-1985. 


MICRO-Z. INT. CL. 42. REG. 6-4-1985. 

TAN, DON’T LITTER. INT. CL. 42. REG. 
6-4-1985. 

THUNDERBIRD AND DESIGN. INT. CL. 42. 
REG. 6-4-1985. 

GREAT PLAINS SYNFUELS AND DESIGN. 
INT. CL. 42. REG. 6-4-1985. 

INSPECTA-HOMES AND DESIGN. INT. CL. 42. 
REG. 6-4-1985. 


INT. CL. 41. REG. 


“A GROWING 
AND DESIGN. 


REG. 


INT. CL. 41. REG. 


INT. 


INT. CL. 41. 


MISS. INT. CL. 41. REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,339,642. 
1,339,643. 


1,339,644. 
1,339,647. 


1,339,652. 


1,339,653. 


1,339,654. 


1,339,660. 
1,339,663. 


1,339,669. 


1,339,671. 
1,339,674. 


1,339,675. 
1,339,676. 
1,339,677. 
1,339,678. 
1,339,679. 
1,339,680. 
1,339,681. 


1,339,682. 
1,339,684. 


1,339,685. 


1,339,686. 
1,339,688. 
1,339,693. 
1,339,694. 
1,339,699. 


1,339,700. 
1,339,702. 
1,339,705. 


1,339,709. 
1,339,711. 
1,339,713. 


1,339,714. 
1,339,717. 
1,339,718. 


1,339,720. 
1,339,723. 
1,339,724. 
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PERIMETER AND DESIGN. INT. CL. 42. REG. 
6-4-1985. 


SENOR KELLYS AND DESIGN. 
REG. 6-4-1985. 


REVOC. INT. CL. 42. REG. 6-4-1985. 


BUTTER BEAN BILLY’S. INT. CL. 42. REG. 
6-4-1985. 


PRO-AM SAFETY AND DESIGN. INT. CL. 42. 
REG. 6-4-1985. 


FPA FEDERATION OF PROFESSIONAL ATH- 
LETES, AFL-CIO AND DESIGN. INT. CL. 42. 
REG. 6-4-1985. 


CRCA AND DESIGN. 
6-4-1985. 


GENAIDS. INT. CL. 42. REG. 6-4-1985. 


THE PADDLE WHEEL AND DESIGN. INT. CL. 
42. REG. 6-4-1985. 


WATERFRONT CRAB HOUSE AND DESIGN. 
INT. CL. 42. REG. 6-4-1985. 


EMPTOR. INT. CL. 42. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
6-4-1985. 


AUSTRIAN CRYSTAL HAUS AND DESIGN. 
INT. CL. 42. REG. 6-4-1985. 


RED LOBSTER AND DESIGN. INT. CL. 42. 
REG. 6-4-1985. 


CRAZY EDDIE RECORD AND TAPE ASY- 
LUMS (STYLIZED). INT. CL. 42. REG. 
6-4-1985. 


NUTRI-COUNT. INT. CL. 42. REG. 6-4-1985. 


TAYLOR RENTAL THE STORE FOR RENT. 
(STYLIZED). INT. CL. 42. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
6-4-1985. 


LA MERE POULARD. 
6-4-1985. 


MESA. INT. CL. 42. REG. 6-4-1985. 


MICHAEL’S CYCLERY. INT. CL. 42. REG. 
6-4-1985. 


NATURAL BIRTHING CENTERS OF AMERICA, 
INC. AND DESIGN. INT. CL. 42. REG. 
6-4-1985. 


FULLY FURNISHED. 
6-4-1985. 


COLONEL VIDEO’S ELECTRONIC SUPER- 
MARKET & COMPUTER BAR AND 
DESIGN. INT. CL. 42. REG. 6-4-1985. 


MOVIOLA CAFE. INT. CL. 42. REG. 6-4-1985. 


DOCTORS HOME CARE AND DESIGN. INT. 
CL. 42. REG. 6-4-1985. 


HBA DEPOT (STYLIZED). INT. CL. 42. REG. 
6-4-1985. 


THE BACKWORKS. INT. CL. 42. REG. 6-4-1985. 
BOOMER. INT. CL. 42. REG. 6-4-1985. 


AMERICAN NORMANDE ASSOCIATION. INT. 
CL. 42. REG. 6-4-1985. 


COMMUNITY KITCHENS EXPRESS. INT. CL. 
42. REG. 6-4-1985. 


HEALTHCARE SERVICES AND DESIGN. INT. 
CL. 42. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
6-4-1985. 


PURTEC. INT. CL. 42. REG. 6-4-1985. 
CAT’S PAJAMAS. INT. CL. 42. REG. 6-4-1985. 


SPENCER GIFTS HOLIDAY SHOP. INT. CL. 42. 
REG. 6-4-1985. 


SURF ’N’ CHICKEN. INT. CL. 42. REG. 6-4-1985. 
TASTE STATION. INT. CL. 42. REG. 6-4-1985. 


HOLD ON TO YOUR BISCUIT. INT. CL. 42. 
REG. 6-4-1985. 


INT. CL. 42. 


INT. CL. 42. REG. 


INT. CL. 42. REG. 


INT. CL. 42. REG. 
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1,339,726. 
1,339,728. 
1,339,731. 


1,339,733. 


1,339,734. 
1,339,736. 


1,339,740. 


1,339,741. 
1,339,754. 


1,339,756. 
1,339,759. 
1,339,761. 


1,339,763. 
1,339,764. 


1,339,765. 
1,339,768. 


1,339,771. 
1,339,773. 
1,339,774. 


1,339,778. 
1,339,781. 


1,339,782. 
1,339,783. 


1,339,784. 
1,339,787. 
1,339,788. 


1,339,792. 
1,339,793. 
1,339,794. 
1,339,796. 
1,339,799. 


1,339,801. 
1,339,802. 
1,339,806. 


1,339,810. 
1,339,812. 
1,339,813. 


1,339,814. 


PPS AND DESIGN. INT. CL. 42. REG. 6-4-1985. 
THE ADVISOR. INT. CL. 42. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
6-4-1985. 


THE ADVISOR SYSTEM. 
6-4-1985. 


FROOGLE’S. INT. CL. 42. REG. 6-4-1985. 


OUR JOB IS...GETTING YOU RIGHT BACK TO 
YOURS. INT. CL. 42. REG. 6-4-1985. 


ZP ZP ZP AND DESIGN. INT. CL. 42. REG. 
6-4-1985. 


BIRTHMATES. INT. CL. 42. REG. 6-4-1985. 


STICKER STATION AND DESIGN. INT. CL. 42. 
REG. 6-4-1985. 


PRIME. INT. CL. 42. REG. 6-4-1985. 

DECK THE HALLS. INT. CL. 42. REG. 6-4-1985. 
UNCLE TANNOUS. INT. CL. 42. REG. 6-4-1985. 
PLAYNET. INT. CL. 42. REG. 6-4-1985. 


TAN FITNESS AND DESIGN. INT. CL. 42. REG. 
6-4-1985. 


MEGATREND. INT. CL. 42. REG. 6-4-1985. 


PEACE SHALL HEAL AND DESIGN. INT. CL. 
42. REG. 6-4-1985. 


MONTANA FESTIVE FOOD & SPIRITED BAR 
AND DESIGN. INT. CL. 42. REG. 6-4-1985. 


HIGHWAY HOST AND DESIGN. INT. CL. 42. 
REG. 6-4-1985. 


MAKING WHAT'S GOOD, GOOD FOR YOU.. 
INT. CL. 42. REG. 6-4-1985. 


ULTRAMERE. U.S. CL. A. REG. 6-4-1985. 


SUPER STORE AND DESIGN. INT. CLS. 37 
AND 42. REG. 6-4-1985. 


PROPERTY COMPANY OF AMERICA. 
CLS. 36 AND 37. REG. 6-4-1985. 


RHOMBERG. INT. CLS. 24 AND 25. REG. 
6-4-1985. 


LAVER’S. INT. CLS. 41 AND 42. REG. 6-4-1985. 
WORDBASE. INT. CL. 9. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
6-4-1985. 


BROKERS PORTFOLIO SYSTEM. INT. CL. 9. 
REG. 6-4-1985. 


USA/SCIENTIFIC PLASTICS. INT. CL. 9. REG. 
6-4-1985. 


SUPER SATELLITE CABLE. INT. CL. 9. REG. 
6-4-1985. 


THE WATE MONITOR. 
6-4-1985. 


HEALTH AND NUTRITION NEWSLETTER. 
INT. CL. 16. REG. 6-4-1985. 


ANTIQUEWEEK. INT. CL. 16. REG. 6-4-1985. 
K9S DOG TYE. INT. CL. 18. REG. 6-4-1985. 


MISCELLANEOUS DESIGN. INT. CL. 25. REG. 
6-4-1985. 


FERMENT NATURAL (BLOCK FORM). INT. 
CL. 30. REG. 6-4-1985. 


THE FOUR FOOD GROUPS CAT FOOD. INT. 
CL. 31. REG. 6-4-1985. 


EXCELLENCE IS OUR STANDARD. INT. CL. 
35. REG. 6-4-1985. 


THE GOLF CARD (STYLIZED). INT. CL. 35. 
REG. 6-4-1985. 


INT. CL. 42. REG. 


INT. 


INT. CL. 10. REG. 


OFFICIAL GAZETTE 


1,339,815. 
1,339,816. 
1,339,817. 
1,339,818. 


1,339,819. 
1,339,821. 


1,339,823. 
1,339,824. 


1,339,825. 
1,339,826. 
1,339,827. 
1,339,828. 


1,344,362. 
1,345,932. 
1,347,902. 


1,349,718. 
1,351,376. 


1,357,024. 


1,359,879. 


299,714. 


587,301. 
618,803. 


689, 130. 
966,435. 
1,030,308. 
1,354,180. 


1,371,063. 
1,405,369. 
1,409,470. 


1,436,898. 


1,453,731. 
1,560,608. 


1,584,570. 
1,587,148. 
1,621,818. 
1,631,429. 
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AMERICAN TELESERVICE AND DESIGN. INT. 
CL. 35. REG. 6-4-1985. 


$9.99 PRICE TESTING. 
6-4-1985. 


YOUR CHECK WELCOMED HERE AND 
DESIGN. INT. CL. 36. REG. 6-4-1985. 


NATIONAL LENSCARE PROGRAM. INT. CL. 
36. REG. 6-4-1985. 


PRIME PLAN. INT. CL. 36. REG. 6-4-1985. 


1 ONE HOUR PHOTO (STYLIZED). INT. CL. 40. 
REG. 6-4-1985. 


KIDS KOMPUTING. INT. CL. 41. REG. 6-4-1985. 


CONDO AND DESIGN. INT. CL. 42. REG. 
6-4-1985. 


CHROMA. INT. CL. 42. REG. 6-4-1985. 
SUPERSTRIP. INT. CL. 42. REG. 6-4-1985. 
HARBAUGH. INT. CL. 42. REG. 6-4-1985. 


RESTAURANT NEW CALIFORNIA CUISINE. 
INT. CL. 42. REG. 6-4-1985. 


90-SECOND. INT. CL. 16 ONLY. REG. 6-25-1985. 
WARM BREEZE. INT. CL. 11. REG. 7-2-1985. 


MISCELLANEOUS DESIGN. INT. CL. 26 ONLY. 
REG. 7-9-1985. 


INSECTORS. INT. CL. 28. REG. 7-16-1985. 


ANT (STYLIZED). INT. CLS. 8 AND 17 ONLY. 
REG. 7-30-1985. 
THE DIET PEOPLE. 

8-27-1985. 


LONG LIFE BEARINGS. 
9-10-1985. 


INT. CL. 35. REG. 


INT. CL. 29. REG. 


INT. CL. 7. REG. 


SECTION 18 


WALL STREET (STYLIZED). U.S. CL. 39. REG. 
12-20-1932. 


DANBURY. U.S. CL. 32. REG. 3-23-1954. 


P PETROCELLI AND DESIGN. U.S. CL. 39. 
REG. 1-3-1956. 


ZENDA. U.S. CL. 39. REG. 12-1-1959. 
BRAINSTORM. U.S. CL. 22. REG. 8-21-1973. 
EVIDEX. INT. CL. 42. REG. 1-13-1976. 


ALLURE DE THIERRY MUGLER. INT. CL. 25. 
REG. 8-13-1985. 


CRAFTSMAN. INT. CL. 9. REG. 11-19-1985. 
CLUCKERS. INT. CL. 42. REG. 8-12-1986. 


LOOK COOKWARE AND DESIGN. INT. CL. 21. 
REG. 9-16-1986. 


NATURAL GROCER. 
4-14-1987. 


NAP MAT. INT. CL. 24. REG. 8-18-1987. 


OUTBACK AND DESIGN. INT. CL. 9. REG. 
10-17-1989. 


NW AND DESIGN. INT. CL. 14. REG. 2-27-1990. 
T AND DESIGN. INT. CL. 38. REG. 3-13-1990. 
WATERHOLD. INT. CL. 1. REG. 11-13-1990. 
RPN CLASSIC. INT. CL. 9. REG. 1-15-1991. 


INT. CL. 42. REG. 





TRADEMARK REGISTRATIONS AMENDED, 
CORRECTED, ETC. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 

Any change to the registration will be indicated at the bottom of each entry under ELEMENTS AMENDED, 
CORRECTED OR RESTRICTED. With the exception of changes to the goods and services, additions to the registration will 
appear in asterisks and deletions of the registration will appear in brackets. Elements which are only changed will be listed with 
no punctuation. As to the goods/services statement, amendments to the goods/services will appear in asterisks and deletions will 
appear in brackets. In addition if any change to the goods/services occurs, the element “Goods/Services” will be listed under 
ELEMENTS AMENDED, CORRECTED OR RESTRICTED. 


176,070. REG. 11-13-1923. PLIBRICO COMPANY (DELA- 732,146. REG. 5-29-1962. ROSENTHAL AKTIENGESELL- 
WARE CORPORATION), 1800 NORTH KINGSBURY SCHAFT (FED REP GERMANY CORPORATION), 
STREET, CHICAGO, IL, 60614, SN 71-181,568. FILED SELB, BAVARIA, FED REP GERMANY, BY CHANGE 
6-5-1923. PRINCIPAL REGISTER. OF NAME FROM ROSENTHAL-PORZELLAN AKTIEN- 

GESELLSCHAFT (FED REP GERMANY CORPORA- 
TION), SELB, BAVARIA, FED REP GERMANY, SN 
72-099,878. FILED 6-28-1960. PRINCIPAL REGISTER. 


OWNER OF USS. REG. NO. 127,425. & 
INT. CL. 19/U.S. CL. 12 Rosen Ay 
FOR: FIRE-RESISTING CEMENT FOR FORMING FUR- 


NACE LININGS. 
FIRST USE 10-13-1917; INCOMMERCE 10-13-1917. 


PLIBRICO 


ELEMENTS AMENDED 
MARK 


INT. CL. 21/U.S. CL. 30 
FOR: CHINA DINNERWARE. 
FIRST USE 2-23-1907; IN COMMERCE 0-0-1946. 


ELEMENTS AMENDED 
MARK 


542,514. REG. 5-22-1951. REGAL WARE, INC. (WISCONSIN 
CORPORATION), 1675 REIGLE DRIVE, KEWASKUM, 
WI, 53040, BY MESNE ASSIGNMENT FROM FEDERAL 
ENAMELING & STAMPING CO. (PENNSYLVANIA 
CORPORATION), MCKEES ROCKS, PA, SN 71-509,082. 
FILED S.R. 9-14-1946, AM. P.R. 9-14-1949. PRINCIPAL 
REGISTER. 
1,021,284. REG. 9-23-1975. W. R. GRACE & CO.-CONN. 
(CONNECTICUT CORPORATION), 1114 AVENUE OF 
THE AMERICAS, NEW YORK, NY, 10036, BY MERGER 
WITH W. R. GRACE & CO. (CONNECTICUT CORPO- 
VOGUE RATION), CAMBRIDGE, MA, SN 72-465,229. FILED 
8-9-1973. PRINCIPAL REGISTER. 


SEC. 2(F). 
INT. CL. 21/U.S. CL. 13 MK 
FOR: PORCELAIN ENAMEL WARE—NAMELY, UTILI- 
TY PANS, CHAMBERS, SAUCE PANS AND LIDS, DISH 
PANS, COOKING AND ROAST PANS, BASINS, DOUBLE 
BOILERS, COMBINETS, COOKING POTS, STRAIGHT 
SIDED POTS, TEA KETTLES, PERCOLATORS, SINK _ INT. CL. 19/U.S. CL. 12 
DRAINERS, PITCHERS, CUPS, COFFEE POTS, DRIP § FOR: FIREPROOFING MATERIAL SOLD IN BULK 
COFFEE MAKERS, PUDDING PANS, AND COLANDERS. DRY FORM FOR USE ON WALLS AND CEILING. 
FIRST USE 12-1-1935; IN COMMERCE 12-1-1935. FIRST USE 5-2-1961; IN COMMERCE 6-6-1961. 


ELEMENTS AMENDED ELEMENTS AMENDED 
MARK MARK 
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1,300,683. REG. 10-16-1984. LONDONTOWN CORPORA- 
TION (DELAWARE CORPORATION), LONDONTOWN 
BLVD., ELDERSBURG, MD, 21784, BY MESNE ASSIGN- 
MENT FROM LONDONTOWN CORPORATION (DELA- 
WARE CORPORATION), ELDERSBURG, MD, SN 
73-450,685. FILED 10-31-1983. PRINCIPAL REGISTER. 


OWNER OF U.S. REG. NOS. 601,906, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LONDON”, APART FROM THE MARK AS SHOWN. 

THE LINING SHOWN IN THE MARK ON THE DRAW- 
ING IS A FEATURE OF THE MARK AND DOES NOT 
INDICATE COLOR. 
INT. CL. 25/U.S. CL. 39 

FOR: APPAREL—NAMELY, RAINWEAR, 
AND COATS. 

FIRST USE 4-12-1983; IN COMMERCE 4-12-1983. 


1,238,374 AND 


JACKETS 


ELEMENTS AMENDED 
MARK 


1,318,411. REG. 2-5-1985. TOAD-ALLY SNAX, INC. (PENN- 
SYLVANIA CORPORATION), 14410 FARRAGUT 
AVENUE, BRISTOL, PA, 19007, SN 73-407,444. FILED 
12-27-1982. PRINCIPAL REGISTER. 


8%, 


INT. CL. 30/U.S. CL. 46 

FOR: PRETZELS COATED WITH CHOCOLATE OR 
CONFECTIONERY COATING. 

FIRST USE 6-6-1982; IN COMMERCE 6-6-1982. 


ELEMENTS AMENDED 
MARK 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


1,337,588. REG. 5-28-1985. COMPAGNIE INDUSTRIELLE 
DE FILS ET CABLES ELECTRIQUES (FRANCE COR- 
PORATION), DBA L’ELECTRICFIL, 12, RUE DU COM- 
MANDANT FAURAX, LYON, CEDEX, FRANCE, SN 
73-406,855. FILED 12-21-1982. PRINCIPAL REGISTER. 


L’ELECTRICFIL 


OWNER OF FRANCE REG. NO. 
6-29-1982, EXPIRES 6-29-1992. 
INT. CL. 9/U.S. CLS. 21, 26 AND 38 

FOR: ELECTRICAL APPARATUS AND ACCESSO- 
RIES—NAMELY, ELECTRICAL CABLES AND WIRES, 
CONNECTOR TERMINALS, ELECTRIC PROTECTIVE 
CAPS MADE FROM INSULATING MATERIALS; CON- 
NECTING CABLE BOXES; MAGNETIC AND INDUCT- 
ANCE SENSORS; INTERPOLATION CARDS AND APPA- 
RATUS TO CONTROL THE ELECTRIC SUPPLY OF TWO 
OR MORE ELECTRIC MOTORS; ELECTRICAL INDEX- 
ING APPARATUS USED TO SURVEY ACCELERATION, 
SPEED OF ROTATION, DECELERATION AND THE 
NUMBER OF STEPS OF ELECTRICAL STEP-TO-STEP 
MOTORS; MICRO-ELECTRONIC CARDS AND PARTS 
THEREOF NONE OF WHICH IS USED IN TEXTILE FAB- 
RICATING MACHINERY. 


1,222,866, DATED 


ELEMENTS CORRECTED 
*DBA/AKA* 
OWNER NAME 


1,341,965. REG. 6-18-1985. ALPEN TAU, INC. (DELAWARE 
CORPORATION), 32 HIGH OAK COURT, HUNTING- 
TON, NY, 11743, ASSIGNEE OF KOEHN, HILDE R. 
(UNITED STATES CITIZEN), HUNTINGTON, NY, SN 
73-452,966. FILED 11-15-1983. PRINCIPAL REGISTER. 


HIGH TOUCH 


INT. CL. 5/U.S. CL. 18 

FOR: A PHARMACEUTICAL PREPARATION— 
NAMELY, A PROTECTIVE TREATMENT FOR MATUR- 
ING SKIN. 

FIRST USE 11-3-1983; IN COMMERCE 11-8-1983. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE®* 


1,347,183. REG. 7-9-1985. E-Z-EM, INC. (DELAWARE COR- 
PORATION), 7 PORTLAND AVENUE, WESTBURY, NY, 
11590, SN 73-514,941. FILED 12-24-1984. PRINCIPAL 
REGISTER. 


READI-CAT 


OWNER OF U.S. REG. NO. 1,159,675. 
INT. CL. 5/U.S. CL. 18 


FOR: BARIUM SULFATE SUSPENSION FOR USE IN 
TOMOGRAPHY. 


FIRST USE 11-0-1983; IN COMMERCE 11-0-1983. 


ELEMENTS CORRECTED 
CITIZENSHIP 





JANUARY 7, 1992 


1,355,478. REG. 8-20-1985. R. G. BARRY CORPORATION 
(DELAWARE CORPORATION), 13405 YARMOUTH 
ROAD, N.W., PICKERINGTON, OH, 43147, SN 73-487,035. 
FILED 6-26-1984. PRINCIPAL REGISTER. 


DEARFOAMS 


OWNER OF U.S. REG. NOS. 707,816, 
1,191,743. 
INT. CL. 25/U.S. CL. 39 

FOR: SLIPPERS. 

FIRST USE 5-1-1984; IN COMMERCE 5-1-1984. 


1,137,440 


ELEMENTS AMENDED 
MARK 


1,366,218. REG. 10-22-1985. CLAIROL INCORPORATED 
(DELAWARE CORPORATION), 345 PARK AVENUE, 
NEW YORK, NY, 10154, SN 73-518,931. FILED 1-23-1985. 
PRINCIPAL REGISTER. 


MOTIF 


INT. CL. 3/U.S. CL. 51 

FOR: HAIR TINTING, DYEING AND COLORING 
PREPARATIONS [AND HAIR CONDITIONER]. 

FIRST USE 1-4-1985; INCOMMERCE 1-4-1985. 


ELEMENTS AMENDED 
GOODS/SERVICES 


1,368,543. REG. 11-5-1985. CERTIFIED GROCERS MID- 
WEST, INC. (ILLINOIS CORPORATION), ONE CERTI- 
FIED DRIVE, HODGKINS, IL, 60525, BY CHANGE OF 
NAME FROM CERTIFIED GROCERS OF ILLINOIS, 
INC. (ILLINOIS CORPORATION), CHICAGO, IL, SN 
73-516,231. FILED 1-4-1985. PRINCIPAL REGISTER. 


(Coi-Pride 


INT. CL. 3/U.S. CLS. 51 AND 52 

FOR: HAIR SHAMPOOS AND CONDITIONERS, DAN- 
DRUFF SHAMPOO, BABY SHAMPOO, BABY POWDER, 
BABY OIL, BABY LOTION, HAND AND BODY LOTIONS, 
MOUTHWASH, PETROLEUM JELLY. 

FIRST USE 8-19-1983; IN COMMERCE 8-19-1983. 
INT. CL. 5/U.S. CLS. 6 AND 18 

FOR: HYDROGEN PEROXIDE SOLUTION, RUBBING 
ALCOHOL, ASPIRIN, AND NON-ASPIRIN PAIN RELIEF 
PREPARATIONS. 

FIRST USE 8-19-1983; IN COMMERCE 8-19-1983. 


ELEMENTS AMENDED 
MARK 


U.S. PATENT AND TRADEMARK OFFICE 
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1,380,026. REG. 1-28-1986. BERLEX LABORATORIES, INC. 
(DELAWARE CORPORATION), 300 FAIRFIELD ROAD, 
WAYNE, NJ, 07470, SN 73-539,175. FILED 5-23-1985. 
PRINCIPAL REGISTER. 


TRI-NOVA 


INT. CL. 5/U.S. CL. 18 
FOR: ORAL CONTRACEPTIVES. 
FIRST USE 5-6-1985; IN COMMERCE 5-6-1985. 


ELEMENTS AMENDED 
MARK 


1,409,894. REG. 9-16-1986. CHIEF AUTO PARTS, INC. 
(DELAWARE CORPORATION), SUITE 800, 15303 
DALLAS PARKWAY, DALLAS, TX, 75248, ASSIGNEE 
OF SOUTHLAND CORPORATION, THE (TEXAS COR- 
PORATION), DALLAS, TX, SN _ 73-496,814. FILED 
8-28-1984. PRINCIPAL REGISTER. 


AMERICA’S CHIEF AUTO 
PARTS STORES 


REGISTRATION IS RESTRICTED TO THE AREA COM- 
PRISING THE ENTIRE UNITED STATES EXCEPT THE 
STATE OF OKLAHOMA. CONCURRENT USE PROCEED- 
ING NO. 829 WITH SERIAL NUMBER 673,609 

OWNER OF U.S. REG. NO. 1,158,591. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICA’S” AND “AUTO PARTS STORES”, 
APART FROM THE MARK AS SHOWN. 

INT. CL. 42/U.S. CL. 101 

FOR: RETAIL AUTOMOBILE PARTS AND SUPPLIES 
OUTLET SERVICES. 

FIRST USE 7-27-1984; IN COMMERCE 7-27-1984. 


ELEMENTS AMENDED 
*CONCURRENT USE STATEMENT* 


1,415,562. REG. 11-4-1986. ANABOLIC, INC. (DELAWARE 
CORPORATION), P.O. BOX C 19508, IRVINE, CA, 92713, 
SN 73-592,927. FILED 4-11-1986. PRINCIPAL REGIS- 
TER. 


OSATATE 


INT. CL. 5/U.S. CL. 18 
FOR: DIETARY FOOD SUPPLEMENT CONTAINING 
MINERALS. 


FIRST USE 3-0-1978; IN COMMERCE 3-0-1978. 


ELEMENTS CORRECTED 
CITIZENSHIP 
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1,428,082. REG. 2-10-1987. ANABOLIC, INC. (DELAWARE 
CORPORATION), P.O. BOX C 19508, IRVINE, CA, 92713, 
SN 73-592,925. FILED 4-11-1986. PRINCIPAL REGIS- 
TER. 


THERAIDS 


INT. CL. 5/U.S. CL. 18 
FOR: VITAMINS; MINERALS; DIETARY FOOD SUP- 
PLEMENT CONTAINING VITAMINS AND MINERALS. 
FIRST USE 4-0-1985; IN COMMERCE 4-0-1985. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,430,830. REG. 3-3-1987. ANABOLIC, INC. (DELAWARE 
CORPORATION), P. O. BOX C 19508, IRVINE, CA, 92713, 
SN 73-593,002. FILED 4-11-1986. PRINCIPAL REGIS- 
TER. 


ZYMAIN 


INT. CL. 5/U.S. CL. 18 

FOR: DIETARY FOOD SUPPLEMENT CONTAINING 
VITAMINS AND MINERALS. 

FIRST USE 2-0-1984; IN COMMERCE 2-0-1984. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,437,035. REG. 4-21-1987. ANABOLIC, INC. (DELAWARE 
CORPORATION), P.O. BOX C 19508, IRVINE, CA, 92713, 
SN 73-592,930. FILED 4-11-1986. PRINCIPAL REGIS- 
TER. 


BODY MAX 


INT. CL. 5/U.S. CL. 18 
FOR: VITAMINS; MINERALS; DIETARY FOOD SUP- 
PLEMENT CONTAINING VITAMINS AND MINERALS. 
FIRST USE 2-11-1986; IN COMMERCE 3-13-1986. 


ELEMENTS CORRECTED 
CITIZENSHIP 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


1,460,462. REG. 10-13-1987. LOPAT INDUSTRIES, INC. 
(DELAWARE CORPORATION), 1750 BLOOMSBURY 
AVENUE, WANAMASSA, NJ, 07712, SN 73-583,755. 
FILED 2-19-1986. PRINCIPAL REGISTER. 


INT. CL. 1/U.S. CLS. 5, 6 AND 12 

FOR: CHEMICAL FORMULATIONS, NAMELY SUB- 
SURFACE SEALER, TOXIC CONTAMINANT CONTROL 
SYSTEM, LEAD-IN-SOIL CONTROL SYSTEM AND AS- 
BESTOS CONTROL SYSTEM FOR USE IN INDUSTRY, 
AND EXCLUDING PESTICIDES AND AGRICULTURAL 
CHEMICALS. 

FIRST USE 6-0-1984; IN COMMERCE 6-0-1984. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,468,764. REG. 12-15-1987. ANABOLIC, INC. (DELAWARE 
CORPORATION), 17802 GILLETTE, IRVINE, CA, 92713, 
SN 73-657,573. FILED 4-27-1987. PRINCIPAL REGIS- 
TER. 


OSTEO-PLEX 


INT. CL. 5/U.S. CL. 18 
FOR: MINERAL SUPPLEMENTS. 
FIRST USE 2-23-1987; IN COMMERCE 2-23-1987. 


ELEMENTS CORRECTED 
CITIZENSHIP 





JANUARY 7, 1992 


1,481,341. REG. 3-22-1988. ANABOLIC, INC. (DELAWARE 
CORPORATION), 17802 GILLETTE, IRVINE, CA, 92713, 
SN 73-656,144. FILED 4-20-1987. PRINCIPAL REGIS- 
TER. 


BETTER DAY 


OWNER OF U.S. REG. NO. 1,158,735. 

INT. CL. 5/U.S. CL. 18 
FOR: VITAMIN AND FOOD SUPPLEMENTS. 
FIRST USE 2-20-1979; IN COMMERCE 2-21-1979. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,534,919. REG. 4-18-1989. JIL SANDER AG (FED REP 
GERMANY CORPORATION), OSTERFELDSTRASSE 
32-34, D-2000 HAMBURG 54, FED REP GERMANY, AS- 
SIGNEE OF SANDER, HEIDE-MARIE (FED REP GER- 
MANY CITIZEN), HAMBURG, FED REP GERMANY, 
SN 73-376,041. FILED 7-22-1982. PRINCIPAL REGIS- 
TER. 


JIL SANDER 


“JIL SANDER” IS THE NAME OF A 
INDIVIDUAL WHOSE CONSENT IS OF 


THE NAME 
LIVING 
RECORD. 
INT. CL. 3/U.S. CLS. 51 AND 52 

FOR: COSMETICS AND TOILETRIES FOR WOMEN — 
NAMELY, TOILET SOAP, PERFUME, EAU DE TOI- 
LETTE, PERFUMED CREAM BATH, SHOWER GEL, PER- 
FUMED BUST AND BODY BALM, BODY TREATMENT, 
DEODORANT; COSMETICS AND TOILETRIES FOR MEN 
—NAMELY, SHAVING FOAM AND CREAM, AFTER 
SHAVE, MOISTURIZER, TANNING PREPARATIONS, 
SHOWER GEL, BODY LOTION, BODY SPLASH, DEO- 
DORANT, TOILET SOAP, SHAMPOO, EAU DE TOI- 
LETTE, PRE SHAVE, BODY CREAM; AND TOOTH- 
PASTE. 

FIRST USE 9-0-1978; IN COMMERCE 12-0-1981. 

INT. CL. 14/U.S. CL. 28 

FOR: JEWELRY. 

FIRST USE 4-0-1969; IN COMMERCE 8-0-1977. 
INT. CL. 18/U.S. CL. 3 

FOR: LEATHER GOODS OR IMITATIONS THEREOF, 
NAMELY, PURSES, TRAVEL AND HAND SUITCASES. 

FIRST USE 4-0-1969; IN COMMERCE 8-0-1977. 

INT. CL. 25/U.S. CL. 39 

FOR: CLOTHING —NAMELY, SWEATERS, BLOUSES, 
JACKETS, SKIRTS, SHIRTS, AND PANTS. 

FIRST USE 4-0-1969; IN COMMERCE 2-0-1977. 


ELEMENTS CORRECTED 
DATE OF FIRST USE 


1,556,857. REG. 9-19-1989. CASSINA S.P.A. ITALY CORPO- 
RATION), VIA L. BUSNELLI, 1, 20036 MEDA, MILANO, 
ITALY, SN 73-699,108. FILED 12-3-1987. PRINCIPAL 
REGISTER. 


CHARLES RENNIE 
MACKINTOSH 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 21374 C/87, FILED 7-3-1987, REG. NO. 
495041, DATED 6-21-1988, EXPIRES 7-3-1997. 


307-506 TMOG-92-28 — QL 3 
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THE NAME SHOWN IN THE MARK DOES NOT IDEN- 
TIFY A LIVING INDIVIDUAL. 
INT. CL. 20/U.S. CL. 32 

FOR: FURNITURE, NAMELY - CHAIRS, LOUNGE 
CHAIRS, ARMCHAIRS, SETTEES, BOOKCASES, TABLES, 
DESKS AND SIDEBOARDS. 


ELEMENTS CORRECTED 
OWNER ADDRESS 


1,559,520. REG. 10-10-1989. PET-AG, INC. (DELAWARE 
CORPORATION), 30W432 ROUTE 20, ELGIN, IL, 60120, 
SN 73-731,157. FILED 5-27-1988. PRINCIPAL REGIS- 
TER. 


INT. CL. 5/U.S. CLS. 18 AND 46 
FOR: DIETARY FEED SUPPLEMENTS FOR HORSES. 
FIRST USE 7-1-1983; IN COMMERCE 7-1-1983. 
INT. CL. 31/U.S. CL. 46 
FOR: ANIMAL FEEDS. 
FIRST USE 7-1-1983; IN COMMERCE 7-1-1983. 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,562,044. REG. 10-24-1989. ANABOLIC, INC. (DELAWARE 
CORPORATION), 17802 GILLETTE, IRVINE, CA, 92714, 
SN 73-783,806. FILED 2-28-1989. PRINCIPAL REGIS- 
TER. 


OPTI-CURVE 


INT. CL. 10/U.S. CL. 44 
FOR: THERAPEUTIC PILLOWS. 
FIRST USE 1-6-1989; IN COMMERCE 1-6-1989. 


ELEMENTS CORRECTED 
CITIZENSHIP 
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1,572,572. REG. 12-19-1989. NUTRI/SYSTEM, INC. (PENN- 
SYLVANIA CORPORATION), 380 SENTRY PARKWAY, 
BLUE BELL, PA, 19422, SN 73-782,600. FILED 2-23-1989. 
PRINCIPAL REGISTER. 


FLAVOR SET-POINT 


INT. CL. 42/U.S. CL. 100 

FOR: CONDUCTING A SUPERVISED PROGRAM FOR 
WEIGHT [REPRODUCTION] * REDUCTION * , WEIGHT 
CONTROL AND NUTRITION. 

FIRST USE 2-0-1987; IN COMMERCE 2-0-1987. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


1,577,325. REG. 1-16-1990. BARIENT INC. (DELAWARE 
CORPORATION), 52 WENTWORTH STREET, GRAN- 
VILLE, NSW 2142, AUSTRALIA,, SN 73-798,298. FILED 
5-8-1989. PRINCIPAL REGISTER. 


BARIENT 


INT. CL. 7/U.S. CL. 23 
FOR: WINCHES. 
FIRST USE 7-4-1959; IN COMMERCE 7-4-1959. 
INT. CL. 12/U.S. CLS. 13 AND 19 
FOR: MARINE HARDWARE, NAMELY SHACKLES. 
FIRST USE 6-0-1973; IN COMMERCE 6-0-1973. 


ELEMENTS CORRECTED 
OWNER NAME 


1,612,272. REG. 9-4-1990. MELODY FOODS, INC. (MICHI- 
GAN CORPORATION), 3111 INDUSTRIAL ROAD, LI- 
VONIA, MI, 48150, BY CHANGE OF NAME FROM 
MELODY DISTRIBUTING COMPANY (MICHIGAN 
CORPORATION), LIVONIA, MI, SN 74-007,613. FILED 
12-1-1989. PRINCIPAL REGISTER. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CITRUS”, APART FROM THE MARK AS SHOWN. 
INT. CL. 32/U.S. CLS. 45 AND 46 

FOR: FRUIT JUICES AND FRUIT JUICE-BASED 
DRINKS CONTAINING WATER. 

FIRST USE 10-17-1988; IN COMMERCE 10-17-1988. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


1,614,044. REG. 9-18-1990. WHEELER’S RESTAURANTS 
PLC (UNITED KINGDOM LIMITED LIABILITY COM- 
PANY) WHITE BEAR YARD, 25A LISLE STREET, 
LONDON, ENGLAND, SN 73-515,892. FILED 12-31-1984. 
PRINCIPAL REGISTER. 


WHEELER’S OF ST. 
JAMES’S 


PRIORITY CLAIMED UNDER SEC. 44(D) ON UNITED 
KINGDOM APPLICATION NO. 1221840, FILED 6-30-1984, 
REG. NO. B1221841, DATED 6-30-1984, EXPIRES 6-30-1991. 
INT. CL. 29/U.S. CL. 46 

FOR: DRIED, COOKED OR PROCESSED VEGETA- 
BLES; DAIRY PRODUCTS EXCLUDING ICE CREAM, 
ICE MILK AND FROZEN YOGURT; SOUPS; FRUIT- 
BASES PASTRY FILLINGS; PREPARED ENTREES CON- 
SISTING OF [MEAT] , FISH, POULTRY OR GAME; TEX- 
TURED VEGETABLE PROTEIN USED AS A MEAT SUB- 
STITUTE AND FORMED INTO PATTIES; POTATO 
CHIPS. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


1,614,822. REG. 9-25-1990. NEWARK GROUP INDUSTRIES, 
INC. (NEW JERSEY CORPORATION), DBA FREEPORT 
PAPER PRODUCTS, 177 EAST MERRICK ROAD, FREE- 
PORT, NY, 11520, SN 73-803,931. FILED 6-2-1989. PRIN- 
CIPAL REGISTER. 


DURA/COTE 


INT. CL. 16/U.S. CLS. 2 AND 37 

FOR: PAPERBOARD BOXES WITH AN INK COATING 
USED FOR BOXING PIZZA. 

FIRST USE 3-1-1989; IN COMMERCE 3-1-1989. 


ELEMENTS CORRECTED 
DBA/AKA 


1,618,315. REG. 10-23-1990. ALL WAYS NATURAL INDUS- 
TRIES, INC. (NEW YORK CORPORATION), BLDG. NO. 
3, BROOKLYN NAVY YARD, BROOKLYN, NY, 11205, 
SN 73-826,465. FILED 9-18-1989. PRINCIPAL REGIS- 
TER. 


911 


INT. CL. 3/U.S. CL. 51 
FOR: HAIR CONDITIONERS. 
FIRST USE 9-8-1989; IN COMMERCE 9-8-1989. 


ELEMENTS CORRECTED 
OWNER NAME 
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1,620,712. REG. 11-6-1990. CHEMREX INC. (DELAWARE 
CORPORATION), 10400 WEST NORTH AVENUE, MIL- 
WAUKEE, WI, 53226, SN 74-027,217. FILED 2-8-1990. 
PRINCIPAL REGISTER. 


SONOCOAT 


OWNER OF U.S. REG. NOS. 416,974, 
OTHERS. 
INT. CL. 2/U.S. CL. 16 

FOR: WATER-REDUCIBLE EPOXY ENAMEL SEALER 
FOR INTERIOR CONCRETE. 

FIRST USE 8-31-1980; IN COMMERCE 8-31-1980. 


1,100,457 AND 


ELEMENTS CORRECTED 
CITIZENSHIP 


1,621,805. REG. 11-13-1990. FIBRE GLASS-EVERCOAT 
COMPANY, INC. (DELAWARE CORPORATION), 6600 
CORNELL ROAD, CINCINNATI, OH, 45242, ASSIGNEE 
OF SEACARE CORPORATION (NEW JERSEY CORPO- 
RATION), MONMOUTH BEACH, NJ, SN 73-802,024. 
FILED 5-11-1989. PRINCIPAL REGISTER. 


.EACARE 


INT. CL. 1/U.S. CLS. 1 

FOR: MARINE SILICONE SEALANT; MARINE BAT- 
TERY TERMINAL CORROSION PREVENTION PREPA- 
RATION; MARINE EPOXY PUTTY; MARINE EPOXY 
GLUE; POLYESTER RESIN REPAIR KITS CONSISTING 
PRIMARILY OF POLYESTER RESIN GEL, LIQUID 
HARDENER, COLOR RESINS AND MIXING STICKS FOR 
USE IN MARINE MAINTENANCE AND REPAIR; FIBER- 
GLASS REPAIR KITS CONSISTING PRIMARILY OF 
COLOR RESINS, LIQUID HARDENER, BLENDING 
CHART AND MIXING STICKS FOR USE IN MARINE 
MAINTENANCE AND REPAIR; AND VINYL RIP 
REPAIR KIT CONSISTING OF VINYL SOLVENT AND 
VINYL PATCHES FOR USE IN MENDING TEARS IN 
VINYL MARINE EQUIPMENT. 

FIRST USE 10-10-1986; IN COMMERCE 10-10-1986. 
INT. CL. 3/U.S. CL. 52 

FOR: MARINE RUST REMOVE GEL. 

FIRST USE 10-10-1986; IN COMMERCE 10-10-1986. 
INT. CL. 4/U.S. CL. 15 

FOR: GREASES, LUBRICANTS, 
CANTS FOR USE IN 
REPAIR. 

FIRST USE 10-10-1986; IN COMMERCE 10-10-1986. 


LITHIUM LUBRI- 
MARINE MAINTENANCE AND 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 
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1,622,711. REG. 11-13-1990. BRESSOR (FRANCE UNION OF 
AGRICULTURAL CO-OPERATIVES WITH VARIABLE 
CAPITAL) SERVAS, AIN, FRANCE, SN _ 73-811,603. 
FILED 7-10-1989. PRINCIPAL REGISTER. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 119772, FILED 3-28-1989, REG. NO. 
1521117, DATED 3-28-1989, EXPIRES 3-28-1999. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRESSE”, APART FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

THE ENGLISH TRANSLATION OF THE WORDS 
“PAVE DE BRESSE” IN THE MARK IS “PAVING 
STONES OF BRESSE”. 

INT. CL. 29/U.S. CL. 46 

FOR: MEATS, FISH, POULTRY AND GAME; MEAT EX- 
TRACTS; PRESERVED, DRIED AND COOKED FRUITS 
AND VEGETABLES; JELLIES, JAMS; EGGS, MILK AND 
OTHER DAIRY PRODUCTS EXCLUDING ICE CREAM, 
ICE MILK AND FROZEN YOGURT; EDIBLE OILS AND 
FATS; PRESERVES, SALAD DRESSINGS, ALL OF 
THESE PRODUCTS ORIGINATING IN THE BRESSE DIS- 
TRICT OF FRANCE. 


ELEMENTS CORRECTED 
ENTITY 


1,622,712. REG. 11-13-1990. BRESSOR (FRANCE UNION OF 
AGRICULTURAL CO-OPERATIVES WITH VARIABLE 
CAPITAL) SERVAS, AIN, FRANCE, SN 73-812,334. 
FILED 8-24-1989. PRINCIPAL REGISTER. 


PAVE DE BRESSE 


OWNER OF FRANCE REG. NO. 
10-28-1988, EXPIRES 10-28-1998. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRESSE”, APART FROM THE MARK AS SHOWN. 


1525265, DATED 
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THE ENGLISH TRANSLATION OF THE WORDS 
“PAVE DE BRESSE” IN THE MARK IS “PAVING 
STONES OF BRESSE”. 

INT. CL. 29/U.S. CL. 46 

FOR: MEATS, FISH, POULTRY AND GAME; MEAT EX- 
TRACTS; PRESERVED, DRIED AND COOKED FRUITS 
AND VEGETABLES; JELLIES, JAMS; EGGS, MILK AND 
OTHER DAIRY PRODUCTS EXCLUDING ICE-CREAM, 
ICE-MILK AND FROZEN YOGURT, EDIBLE OILS AND 
FATS; PRESERVES, SALAD DRESSINGS. 


ELEMENTS CORRECTED 
ENTITY 


1,633,932. REG. 2-5-1991. TELEDYNE INDUSTRIES, INC. 
(CALIFORNIA CORPORATION), ONE RIVERSIDE 
DRIVE, ANSONIA, CT, 06401, SN 74-044,640. FILED 
4-2-1990. PRINCIPAL REGISTER. 


ANSOFLEX 


INT. CL. 11/U.S. CL. 13 

FOR: PLUMBING PRODUCTS AND _ SUPPLIES, 
NAMELY, VALVES; TRAPS; RISER TUBES AND RISER 
TUBE ASSEMBLIES; NIPPLES; ELBOWS; EXTENSION 
TUBES; PIPE COVERS; ESCUTCHEONS; COUPLINGS; 
COMPRESSION, THREADED, FLARE AND SWEAT 
JOINT FITTINGS; LAVATORY, SINK AND WATER 
CLOSET SUPPLY KITS; COMPRISED OF VALVES, FIT- 
TINGS, STOPS, EXTENSION TUBES, AND/OR ESCUTCH- 
EONS; AND PARTS AND COMPONENTS THEREFOR. 

FIRST USE 0-0-1966; IN COMMERCE 0-0-1966. 


ELEMENTS CORRECTED 
OWNER ADDRESS 
CITIZENSHIP 


t 


1,637,878. REG. 3-12-1991. BLOCKBUSTER ENTERTAIN- 
MENT CORPORATION (DELAWARE CORPORATION), 
901 EAST LAS OLAS BOULEVARD, FT. LAUDER- 
DALE, FL, 33301, SN 74-042,303. FILED 3-23-1990. PRIN- 
CIPAL REGISTER. 


BLOCKBUSTEIC 
KIDS" i 


OWNER OF U.S. REG. 
OTHERS. 
INT. CL. 41/U.S. CL. 107 

FOR: RENTAL OF VIDEO CASSETTES AND RELAT- 
ED HOME ENTERTAINMENT PRODUCTS. 

FIRST USE 6-10-1988; IN COMMERCE 6-30-1988. 


NOS. 1,413,706, 1,601,598 AND 


ELEMENTS CORRECTED 
CITIZENSHIP 
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1,638,351. REG. 3-19-1991. PRINCE GARDNER INCORPO- 
RATED (DELAWARE CORPORATION), 6245 LEMAY 
FERRY ROAD, ST. LOUIS, MO, 63129, SN 74-021,854. 
FILED 1-22-1990. PRINCIPAL REGISTER. 


VIDA 


THE ENGLISH TRANSLATION OF THE WORD 
“VIDA” IN THE MARK IS “LIFE”. 
INT. CL. 16/U.S. CL. 37 
FOR: POCKET NOTE BOOKS, CHECKBOOK COVERS. 
FIRST USE 6-0-1973; IN COMMERCE 6-0-1973. 
INT. CL. 18/U.S. CL. 3 
FOR: WALLETS, BILLFOLDS, KEY CASES, AND 
CREDIT CARD CASES. 
FIRST USE 6-0-1973; IN COMMERCE 6-0-1973. 


ELEMENTS CORRECTED 
OWNER NAME 


1,641,239. REG. 4-16-1991. CACIOPPO, PAUL P. (UNITED 
STATES CITIZEN), SUITE 210, 9539 ASH, OVERLAND 
PARK, KS, 66207, SN 74-025,467. FILED 2-5-1990. PRIN- 
CIPAL REGISTER. 


LEGAL BASICS 


WITHOUT WAIVER OF ANY COMMON LAW RIGHTS, 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE TERM “LEGAL BASICS” APART FROM THE 
MARK AS SHOWN. 

INT. CL. 16/U.S. CL. 38 
FOR: BOOKS RELATING TO LAW. 
FIRST USE 10-1-1989; IN COMMERCE 10-1-1989. 


ELEMENTS CORRECTED 
DISCLAIMER 


1,642,829. REG. 4-30-1991. ESTEL S.P.A. (ITALY CORPO- 
RATION), 36016 THIENE, VICENZA, ITALY, SN 
73-817,579. FILED 8-7-1989. PRINCIPAL REGISTER. 


ATHENA 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. 21518C/89, FILED 6-7-1989, REG. NO. 
518382, DATED 12-5-1989, EXPIRES 6-7-2009. 

INT. CL. 20/U.S. CL. 32 
FOR: OFFICE FURNITURE, NAMELY, CHAIRS. 


ELEMENTS CORRECTED 
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FOREIGN REG. NO. 


1,643,385. REG. 5-7-1991. GRYPHO AG (SWITZERLAND 
CORPORATION), SCHUTZENMATTE 12, STANSSTAD, 
SWITZERLAND, SN_ 74-010,381. FILED 12-13-1989. 
PRINCIPAL REGISTER. 


GRYPHO 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWIT- 
ZERLAND APPLICATION NO. 4589, FILED 6-16-1989, 
REG. NO. 373622, DATED 12-29-1989, EXPIRES 6-16-2009. 
INT. CL. 8/U.S. CLS. 23 AND 44 

FOR: TWEEZERS FOR COSMETIC USE, FOR ELEC- 
TRONIC ASSEMBLY AND REPAIR, FOR JEWELRY PRO- 
DUCTION AND FOR WATCHMAKING. 

INT. CL. 10/U.S. CL. 44 

FOR: TWEEZERS FOR MEDICAL AND SURGICAL 

USE. 


ELEMENTS CORRECTED 
FOREIGN REG. NO. 
FOREIGN REG. DATE 


1,644,816. REG. 5-14-1991. MONOGRAM MODELS, INC. 
(DELAWARE CORPORATION), 8601 WAUKEGAN 
ROAD, MORTON GROVE, IL, 60053, SN 74-026,804. 
FILED 2-7-1990. PRINCIPAL REGISTER. 


BATTLE LINKS 


INT. CL. 28/U.S. CL. 22 

FOR: DIE CAST TOY FIGURES AND SELF-CON- 
TAINED CASES ASSOCIATED THEREWITH. 

FIRST USE 8-10-1990; IN COMMERCE 8-10-1990. 


ELEMENTS CORRECTED 
DATE OF FIRST USE 
DATE OF FIRST USE IN COMMERCE 


U.S. PATENT AND TRADEMARK OFFICE 


T™< 227 


1,644,935. REG. 5-21-1991. HUBBARD MILLING COMPANY 
(MINNESOTA CORPORATION), DBA PROTEIN 
BLENDERS, 424 NORTH RIVERFRONT DRIVE, MAN- 
KATO, MN, 560028500, SN 74-081,597. FILED 7-16-1990. 
PRINCIPAL REGISTER. 


RUMA-BLOX 


INT. CL. 5/U.S. CL. 18 
FOR: DIETARY FEED SUPPLEMENT FOR LIVE- 
STOCK. 


FIRST USE 9-19-1988; IN COMMERCE 9-19-1988. 


ELEMENTS CORRECTED 
DBA/AKA 


1,645,418. REG. 5-21-1991. S.A. CONFISERIE LEONIDAS 
(BELGIUM JOINT STOCK COMPANY), BOULEVARD 
JULES GRAINDOR 41-43, BRUSSELS, BELGIUM,. SN 
73-759,511. FILED 10-24-1988. PRINCIPAL REGISTER. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX 
CONV APPLICATION NO. 63029, FILED 4-27-1988, REG. 
NO. 443083, DATED 4-27-1988, EXPIRES 4-27-1998. 

OWNER OF US. REG. NO. 1,421,313. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE TORTOISE SHELL CONFIGURATION OF THIS 
CANDY , APART FROM THE MARK AS SHOWN. 

THE MATTER INDICATED BY DOTTED LINES IS 
NOT PART OF THE TRADEMARK AND SERVES TO IN- 
DICATE THE RELATIVE POSITION OF THE MARK. 

INT. CL. 30/U.S. CL. 46 

FOR: PRALINES. 


ELEMENTS CORRECTED 
FOREIGN REG. NO. 





TRADEMARK REGISTRATIONS—NEW 
CERTIFICATES 


New Certificates issued under section 7(c) of the Trademark Act of 1946 for the unexpired term of the original 
registrations. 


1,465,092. FLEX FLOAT. INT. CL. 2. INSUL/CRETE CO., 
INC., MCFARLAND, WI. REG. 11-17-1987. NEW CERT. 
SEC. 7(C) TO PAREX, INCORPORATED, REDAN, GA. 


1,607,698. CLASSIC GOLF TOURS AND DESIGN. INT. 
CL. 39. WEINGARDT, GARY DBA CLASSIC GOLF 
TOURS, LAS VEGAS, NV. REG. 7-24-1990. NEW CERT. 
SEC. 7(C) TO GELBAUM, DANIEL, SAN RAFAEL, CA. 


1,629,756. WET AND DESIGN. INT. CL. 3. M. TRIGG 
ENTERPRISES, INC. DBA DYNAMIC CONCEPTS, 
VAN NUYS, CA. REG. 1-1-1991. NEW CERT. SEC. 7(C) 
TO TRIGG ADVERTISING, INC. DBA DYNAMIC 
CONCEPTS, VAN NUYS, CA. 
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(Registered; Renewed; Canceled; Amended, Corrected, etc.; New Certificates; 12c Publications.) 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


“BUILDING A BETTER AMERICA” CHARITY, THE, 
AUSTIN, TX: 
1,671,262, PUB. 4-30-1991. INT. CL. 29. 


A & R PET FOOD COMPANY, INC.; THE, BUFFALO, NY: 
1,339,402, CANC. INT. CL. 31. 

A NATURAL CONCERN, VENICE, CA: 

1,339,417, CANC. INT. CL. 35. 

A. SCHRETER & SONS CO., INC., BALTIMORE, MD: 
929,618. REN. 11-26-91. U.S. CL. 39 (INT. CL. 25). 

AALMAR SURVEYS LIMITED, LONDON EC3A 5BU, 

ENGLAND: 
1,671,348, PUB. 9-10-1991. 
CLS. 37 AND 42. 
ABCO DEALERS, INC., MILWAUKEE, WI: 
1,670,958, PUB. 10-15-1991. INT. CL. 5. 
ABOVE SOFTWARE, SANTA ANA, CA: 
1,671,454, INT. CL. 9. 

ACK-TI LINING INC., NEW YORK, NY: 

930,581. REN. 11-26-91. U.S. CL. 42 (INT. CL. 24). 

ACTION MARKETING LTD., ENGLEWOOD CLIFFS, NJ: 
1,339,286, CANC. INT. CL. 28. 

ACTIVEWEAR, INC., LITTLETON, NH: 

1,339,280, CANC. INT. CL. 25. 
ADDITIONAL TECHNICAL SUPPORT, INC., WALTHAM, 
MA: 
1,671,311, PUB. 10-15-1991. INT. CL. 35. 
ADICA PONGO INC., CLIFTON, NJ: 
1,339,330, CANC. INT. CL. 28. 
ADOLFO, INC., NEW YORK, NY: 
1,671,216, PUB. 10-15-1991. INT. CL. 25. 
1,671,217, PUB. 10-15-1991. INT. CL. 25. 
ADOLPH COORS COMPANY DBA COORS BREWING 
COMPANY: See— 
COORS BREWING COMPANY. 
ADULT INSTRUCTIONAL DESIGN INC., BROCKTON, 
MA: 
1,339,592, CANC. INT. CL. 41. 
ADVANCED INTERCONNECTIONS CORPORATION, 
WEST WARWICK, RI: 
1,671,020, PUB. 10-15-1991. INT. CL. 9. 
AEG AKTIENGESELLSCHAFT, D-6000 FRANKFURT 70, 
FED REP GERMANY: 
1,670,926, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 1, 9, 16, 20, 35, 37, 41 AND 42. 
AEROL CO., INC., LOS ANGELES, CA, AEROL CO. INC., 
BURBANK, CA: 
550,016. REN. 11-26-91. U.S. CL. 19 (INT. CL. 12). 

AFA PRODUCTS, INC., FOREST CITY, NC: 
1,670,980, PUB. 2-26-1991. INT. CL. 8. 
1,670,981, PUB. 2-19-1991. INT. CL. 8. 

AGUAS DE TEHUACAN, S.A., TEHUACAN 

MEXICO: 
1,267,334, CANC. INT. CL. 32. 


MULTIPLE CLASS, INT. 


PUEBLA, 


AIKO AMERICA CORP., MIAMI, FL, AIKO KABUSHIKI 
KAISHA, AKASAKA MINATO-KU, TOKYO, JAPAN: 


921,480. REN. 11-27-91. MULTIPLE CLASS, U.S. CLS. 
21 (INT. CL. 9) AND 36 (INT. CL. 9). 
AIR METHODS CORPORATION, ENGLEWOOD, CO, DBA 
AIR METHODS CORPORATION INTERNATIONAL: 
1,671,366, PUB. 10-15-1991. INT. CL. 39. 
AKCHIN, DON A., BALTIMORE, MD, DBA THE WORD- 
WORKS: 
1,671,413, PUB. 10-15-1991. INT. CL. 42. 
ALAN MAYER ENTERPRISES, INC., RIVERVALE, NJ: 
1,339,792, CANC. INT. CL. 9. 
ALBANY LADDER COMPANY, INC., ALBANY, NY: 
1,671,133, PUB. 10-15-1991. INT. CL. 19. 
ALBERTSON'S, INC., BOISE, ID: 
1,671,325, PUB. 10-15-1991. INT. CL. 36. 
ALCAN ALUMINIO DO BRASIL S.A., SAO PAULO, 
BRAZIL: 
1,671,153, PUB. 10-15-1991. INT. CL. 21. 
ALEFF; HANS-PETER, CUMBERLAND, RI: 
1,339,337, CANC. INT. CL. 28. 
ALIVE POLARITY FELLOWSHIP, MURRIETA, CA: 
1,339,633, CANC. INT. CL. 41. 
1,339,680, CANC. INT. CL. 42. 
1,339,768, CANC. INT. CL. 42. 
ALL WAYS NATURAL INDUSTRIES, INC., BROOKLYN, 
NY: 
1,618,315, COR. INT. CL. 3. 
ALLERGAN, INC., IRVINE, CA: 
1,671,101, PUB. 10-15-1991. INT. CL. 16. 


ALLOY RODS GLOBAL, INC., WILMINGTON, DE, ALL- 
STATE WELDING ALLOYS CO., INC., WHITE PLAINS, 
NY: 


541,982. REN. 11-26-91. U.S. CL. 14 (INT. CL. 6). 


ALOE UP, INC., HARLINGEN, TX: 
1,670,950, PUB. 10-15-1991. INT. CL. 3. 


ALSIMAG TECHNICAL CERAMICS, INC., LAURENS, SC, 
AMERICAN LAVA CORPORATION, CHATTANOOGA, 
TN: 

538,459. REN. 11-26-91. U.S. CL. 30 (INT. CL. 21). 

ALTERNATE VIEW INTERNATIONAL, DENVER, CO: 

1,671,354, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 38 AND 41. 

AMCO ENGINEERING CO., SCHILLER PARK, IL: 

910,365. REN. 11-25-91. MULTIPLE CLASS, U.S. CLS. 
21 (INT. CL. 9) AND 32 (INT. CL. 20). 


AMERICAL CORPORATION, NEW YORK, NY: 
1,339,278, CANC. INT. CL. 25. 
AMERICAN COLLOID COMPANY, ARLINGTON 
HEIGHTS, IL, EASY-SPRED, INC., BRADENTON, FL: 
906,463. REN. 11-26-91. U.S. CL. 12 (INT. CL. 19). 
AMERICAN CYANAMID COMPANY, WAYNE, NJ: 
924,594. REN. 11-25-91. U.S. CL. 18 (INT. CL. 5). 


TMI 1 





TMI 2 


AMERICAN EXPRESS COMPANY, NEW YORK, NY: 
1,339,564, CANC. INT. CL. 39. 
1,671,111, PUB. 10-15-1991. INT. CL. 16. 
AMERICAN ICON, INC., NEW YORK, NY: 
1,671,184, PUB. 10-15-1991. INT. CL. 25. 
AMERICAN MANAGEMENT GROUP, WESTBROOK, ME, 
DBA PORTLAND GLASS: 
1,671,314, PUB. 10-15-1991. INT. CL. 35. 
AMERICAN NORMANDE ASSOCIATION, KEARNEY, 
MO: 
1,339,705, CANC. INT. CL. 42. 
AMERICAN TELEPHONE EXCHANGE, LTD., DENVER, 
co: 
1,339,458, CANC. MULTIPLE CLASS, INT. CLS. 36 
AND 38. 
AMERICAN TIME AND TEMPERATURE, INC., LOUIS- 
VILLE, KY, DBA CALL ME COMMUNICATIONS: 
1,671,493, INT. CL. 9. 
AMI-WARRANTY SERVICES, INC., ST. LOUIS, MO: 
1,671,418, PUB. 10-15-1991. INT. CL. 42. 
AMOCO LIFE INSURANCE COMPANY, OMAHA, NE: 
1,339,505, CANC. INT. CL. 36. 
ANABOLIC, INC., IRVINE, CA: 
1,415,562, COR. INT. CL. 
1,428,082, COR. INT. CL. 
1,430,830, COR. INT. CL. 
1,437,035, COR. INT. CL. 
1,468,764, COR. INT. CL. 
1,481,341, COR. INT. CL. 5. 
1,562,044, COR. INT. CL. 10. 
ANALOG DEVICES, INC., NORWOOD, MA FROM PRECI- 
SION MONOLITHICS, INC., SANTA CLARA, CA: 
1,671,006, PUB. 2-5-1991. INT. CL. 9. 
ANALYSTS, INC.; THE, SUGAR LAND, TX: 
1,339,728, CANC. INT. CL. 42. 
1,339,733, CANC. INT. CL. 42. 
ANDROMEDA SYSTEMS, INC., CANOGA PARK, CA: 
1,671,003, PUB. 10-15-1991. INT. CL. 9. 


ANT NACHRICHTENTECHNIK GMBH, BACKNANG, 
FED REP GERMANY: 


1,351,376, CANC. MULTIPLE CLASS, INT. CLS. 8 AND 
17. 
ANTAR; EDDIE, BROOKLYN, NY: 
1,339,677, CANC. INT. CL. 42. 
ANTHON B. NILSEN AS, 0106 OSLO 1, NORWAY, ANTH. 
B. NILSEN & CO. LIMITED A/S, OSLO 1, NORWAY: 
919,328. REN. 11-26-91. U.S. CL. 23 (INT. CL. 7). 


ARGUS PUBLISHERS CORPORATION, LOS ANGELES, 
CA: 


1,671,036, PUB. 10-15-1991. INT. CL. 9. 
ARI-MED LIMITED PARTNERSHIP, PHOENIX, AZ: 
1,670,957, PUB. 1-29-1991. INT. CL. 5. 
ARLON, INC., RANCHO CUCAMONGA, CA FROM 
KEENE CORPORATION, NEW YORK, NY: 
1,671,118, PUB. 10-15-1991. INT. CL. 17. 
ARM ENTERPRISES INC., MIAMI, FL: 
1,339,269, CANC. INT. CL. 25. 


ARONSON; DONALD, ANNAPOLIS, MD AND ARONSON; 
SHIRLEY C., ANNAPOLIS, MD: 
1,339,595, CANC. INT. CL. 41. 


ARRK CORPORATION OF JAPAN, MATSUBARA-SHI, 
OSAKA-PREF. 580, JAPAN: 


1,670,961, PUB. 9-10-1991. 
CLS. 6, 16, 20 AND 37. 
ARTEL, INC., S. WINDHAM, ME: 


1,671,351, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 


ASCOMETAL: 
1,301,190, CANC. INT. CL. 6. 


MULTIPLE CLASS, INT. 


OFFICIAL GAZETTE 
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ASHFORD, MARILYN, WASHINGTON, DC: 
1,339,597, CANC. INT. CL. 41. 
ASPIRE, INC., MORRISVILLE, PA: 
1,671,001, PUB. 10-15-1991. INT. CL. 9. 
AST RESEARCH, INC., IRVINE, CA: 
1,671,004, PUB. 10-15-1991. INT. CL. 9. 
ATARI CORPORATION, SUNNYVALE, CA: 
1,671,231, PUB. 10-15-1991. INT. CL. 28. 
ATCOM, INC., NEW YORK, NY: 
1,339,200, CANC. INT. CL. 16. 
1,339,201, CANC. INT. CL. 16. 


ATKINS; RICHARD R., ROCKFORD, IL: 
1,339,240, CANC. INT. CL. 20. 
ATLANTA DENTAL SUPPLY COMPANY; THE, ATLAN- 
TA, GA: 
1,339,518, CANC. INT. CL. 37. 
ATLANTIC JEWELRY CO. INC., NEW YORK, NY: 
1,671,075, PUB. 10-15-1991. INT. CL. 14. 
ATLANTIC PEST DOCTORS, INC., BRICK TOWN, NJ: 
1,339,542, CANC. INT. CL. 37. 
ATLANTIC RICHFIELD COMPANY, LOS ANGELES, CA: 
1,671,278, PUB. 5-22-1990. INT. CL. 30. 
ATOCHEM NORTH AMERICA, INC., PHILADELPHIA, 
PA: 
1,670,931, PUB. 10-15-1991. INT. CL. 1. 
AUDIO VISUAL RENTALS, INC., NEW YORK, NY: 
1,339,602, CANC. INT. CL. 41. 
AVENUE, INC., THE, WILMINGTON, DE FROM SIZES 
UNLIMITED, INC., ROCHELLE PARK, NJ: 
1,671,471, INT. CL. 25. 
AVIV, INC., HOUSTON, TX: 
1,671,072, PUB. 10-15-1991. INT. CL. 14. 
B. ARONSON, INC., NEW YORK, NY: 
1,671,492, INT. CL. 8. 
BABCOCK & WILCOX COMPANY, THE, NEW ORLEANS, 
LA: 
1,671,305, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
BABY-WRAPS INC., MORROW, OH: 
1,671,202, PUB. 10-15-1991. INT. CL. 25. 
BACHARAC, INC., PITTSBURGH, PA, BACHARACH IN- 


DUSTRIAL INSTRUMENT COMPANY, PiTTSBURGH, 
PA: 


552,975. REN. 11-26-91. U.S. CL. 26 (INT. CL. 9). 
554,299. REN. 11-26-91. U.S. CL. 26 (INT. CL. 9). 
BACKWORKS, INC.; THE, PHILADELPHIA, PA: 
1,339,700, CANC. INT. CL. 42. 
BAKER HUGHES INCORPORATED, HOUSTON, TX: 
1,671,451, INT. CL. 7. 
BALTIA AIR LINES, INC., REGO PARK, NY: 
1,671,360, PUB. 10-15-1991. INT. CL. 39. 
BALTIMORE AND OHIO RAILROAD COMPANY; THE, 
BALTIMORE, MD: 
1,339,605, CANC. INT. CL. 41. 


BALTIMORE SPICE, INC.: See— 
OLD BAY COMPANY, INC.. 


BANK OF NEW ENGLAND CORPORATION, BOSTON, 
MA: 


1,339,475, CANC. INT. CL. 36. 


BAOSU INTERNATIONAL, INCORPORATED, LOS AN- 
GELES, CA: 
1,339,272, CANC. INT. CL. 25. 
BAR-B MANAGEMENT INC., ARVADA, CO, DBA BAR-B 
AND BAR-B TRUCKSTOPS: 


1,339,519, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
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BARACUDA INTERNATIONAL CORPORATION, FT. 
LAUDERDALE, FL FROM BARACUDA INTERNA- 
TIONAL, INC., FT. LAUDERDALE, FL: 

1,671,449, INT. CL. 7. 
BARIENT INC., GRANVILLE, NSW 2142, AUSTRALIA: 
1,577,325, COR. MULTIPLE CLASS, INT. CLS. 7 AND 
12. 

BARRY MCLOUGHLIN ASSOCIATES INC., OTTAWA, 
ONTARIO K1P 6L5, CANADA: 

1,670,989, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 9, 16 AND 41. 

BARVAL TOYS, INC., MIAMI, FL: 
1,671,234, PUB. 10-15-1991. INT. CL. 28. 

BASE HOLE LINERS, INC., GALLOWAY, OH: 
1,671,254, PUB. 10-15-1991. INT. CL. 28. 

BASF CORPORATION, WILLIAMSBURG, VA: 
1,671,160, PUB. 10-15-1991. INT. CL. 23. 

BCI GEONETICS, INC., LACONIA, NH: 
1,339,682, CANC. INT. CL. 42. 

BEE INTERNATIONAL, INC., COMMERCE, CA: 
1,671,276, PUB. 4-3-1990. INT. CL. 30. 

BELL ATLANTIC CORPORATION, PHILADELPHIA, PA: 
1,671,108, PUB. 10-15-1991. INT. CL. 16. 

BELLSOUTH CORPORATION, ATLANTA, GA: 
1,339,549, CANC. INT. CL. 38. 

BENNINGTON DESIGN, INC., TENAFLY, NJ: 
1,670,946, PUB. 10-15-1991. INT. CL. 3. 

BERKSHIRE FASHIONS, INC., EDISON, NJ: 
1,671,214, PUB. 10-15-1991. INT. CL. 25. 

BERLEX LABORATORIES, INC., WAYNE, NJ: 
1,380,026, AM. INT. CL. 5. 

BEST OF THE BEST, INC., SECAUCUS, NJ: 

1,671,259, PUB. 4-30-1991. MULTIPLE CLASS, INT. 
CLS. 29, 30, 31 AND 32. 
BESTINFO, INC., MEDIA, PA: 
1,671,372, PUB. 10-15-1991. INT. CL. 41. 
BIEDERLACK GMBH & CO. K.G., CUMBERLAND, MD: 
1,671,469, INT. CL. 24. 
BIELLA COLLEZIONI S.N.C. DI MARIA LUISA BAR- 
BERA & GIOVANNI VASTA, MILAN, ITALY: 

1,671,172, PUB. 10-15-1991. INT. CL. 25. 

BIKE-UP CANADA INC., NEPEAN, ONTARIO, CANADA: 
1,670,962, PUB. 10-15-1991. INT. CL. 6. 

BILL BARRETT SEMINARS, INC., ROCHESTER, MI: 
1,671,379, PUB. 10-15-1991. INT. CL. 41. 

BIO-LAB, INC., DECATUR, GA: 
1,301,126, CANC. INT. CL. 3. 

BIRMINGHAM AIRPORT AUTHORITY, BIRMINGHAM, 

AL: 
1,671,359, PUB. 10-15-1991. INT. CL. 39. 
BLACK & DECKER CORPORATION, THE, TOWSON, MD: 
1,670,982, PUB. 10-15-1991. INT. CL. 8. 
BLITCH, III; J. DAN, WINDER, GA: 
1,339,273, CANC. INT. CL. 25. 

BLOCKBUSTER ENTERTAINMENT CORPORATION, 

FORT LAUDERDALE, FL: 
1,637,878, COR. INT. CL. 41. 

BLOOR AUTOMOTIVE INC., CHICAGO, IL, DISCOVER- 
ER SERVICES LIMITED, TORONTO, ONTARIO, 
CANADA: 

923,648. REN. 11-26-91. U.S. CL. 103 (INT. CL. 37). 

925,480. REN. 11-26-91. U.S. CL. 23 (INT. CL. 12). 
BLUE BELL, INC., GREENSBORO, NC: 

1,671,186, PUB. 3-5-1991. INT. CL. 25. 

BLUE CROSS OF GREATER PHILADELPHIA, PHILA- 
DELPHIA, PA: 

1,339,464, CANC. INT. CL. 36. 
1,339,599, CANC. INT. CL. 41. 
BMB, INC., NEWPORT BEACH, CA: 
1,339,432, CANC. INT. CL. 35. 
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BOB HARPER’S COMPANY, INC., SAN DIEGO, CA: 
1,339,446, CANC. INT. CL. 35. 


BOB’S SPACE RACERS, INC., DAYTONA BEACH, FL: 
1,671,243, PUB. 10-15-1991. INT. CL. 28. 
BODY MAX, INC., ORMOND BEACH, FL: 
1,339,310, CANC. INT. CL. 28. 
BONIA INTERNATIONAL HOLDING PTE LTD, SINGA- 
PORE: 
1,671,187, PUB. 10-15-1991. INT. CL. 25. 
BOOMER WINDSURFING, INC., DUNEDIN, FL: 
1,339,702, CANC. INT. CL. 42. 
BORDIER, PRIMROSE, 75116 PARIS, FRANCE: 
1,671,177, PUB. 10-15-1991. INT. CL. 25. 
BORDON AVENUE RESTAURANT, INC.; THE, LONG 
ISLAND CITY, NY: 
1,339,669, CANC. INT. CL. 42. 


BRASS KEY, INC., THE, TACOMA, WA: 
1,671,233, PUB. 10-15-1991. INT. CL. 28. 


BRAUEREI ZIEGELHOF, 4410 LIESTAL, SWITZERLAND: 
1,671,292, PUB. 10-15-1991. INT. CL. 32. 


BRAYTON, JONATHAN DAVID, TAKOMA PARK, MD: 
1,671,371, PUB. 10-15-1991. INT. CL. 41. 
BREE COLLECTION GMBH & CO. KG, OPELSTRASSE 
30, FED REP GERMANY: 
1,671,127, PUB. 10-15-1991. INT. CL. 18. 
BREGSTEIN MANUFACTURING COMPANY, INC., NEW 
YORK, NY: 
1,339,270, CANC. INT. CL. 25. 


BRESSOR, SERVAS, AIN, FRANCE: 
1,622,711, COR. INT. CL. 29. 
1,622,712, COR. INT. CL. 29. 
BRIAN ROCHFORD PROPRIETARY LIMITED, SYDNEY, 
NEW SOUTH WALES, AUSTRALIA: 
1,268,032, CANC. INT. CL. 25. 
BRIDESHORE LIMITED, JAMESBURG, NJ, DBA DALER- 
ROWNEY AND DBA STEIG PRODUCTS: 
1,671,109, PUB. 10-15-1991. INT. CL. 16. 
BRIDGES, WILLIAM E., TALLAPOOSA, GA: 
1,671,253, PUB. 10-15-1991. INT. CL. 28. 
BRITE DIGITAL SYSTEMS, INC., WICHITA, KS: 
1,339,545, CANC. INT. CL. 38. 
BROGAN MARKETING/ADVERTISING 
CUSE, NY: 
1,339,439, CANC. INT. CL. 35. 
BROKERS MORTGAGE SERVICE, INC. WEST COL- 
LINGSWOOD, NJ: 
1,339,480, CANC. INT. CL. 36. 
BROOKTREE CORPORATION, SAN DIEGO, CA: 
1,671,041, PUB. 10-15-1991. INT. CL. 9. 
BROWN GROUP, INC., ST. LOUIS, MO, SHU-STILES, IN- 
CORPORATED, ST. LOUIS, MO: 
550,147. REN. 11-27-91. U.S. CL. 39 (INT. CL. 25). 
BROWN-FORMAN CORPORATION, LOUISVILLE, KY, 
DBA LYNNDALE DISTILLERY COMPANY: 
1,339,409, CANC. INT. CL. 33. 
BROWN, MEL, NASHVILLE, TN: 
1,671,106, PUB. 10-15-1991. INT. CL. 16. 
BROWNING-FERRIS INDUSTRIES, INC., HOUSTON, TX: 
1,302,069, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 40. 
1,303,121, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 40. 
1,308,347, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 40. 
BRX, INC., ROCHESTER, NY: 
1,339,816, CANC. INT. CL. 35. 


INC., SYRA- 
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BUCKEYE DISCOUNT, INC., MAUMEE, OH FROM 
STAFF SUPERMARKET ASSOCIATES, INC., ROS- 
WELL, GA, DBA THE PHARM: 

1,670,978, PUB. 10-15-1991. INT. CL. 8. 

BUEHLER LTD., LAKE BLUFF, IL: 

1,670,970, PUB. 10-15-1991. INT. CL. 7. 

BULOVA CORPORATION, NEW YORK, NY, BULOVA 
WATCH COMPANY, INC., NEW YORK, NY: 

290,380. REN. 11-26-91. U.S. CL. 27 (INT. CL. 14). 

BUNN-O-MATIC CORPORATION, SPRINGFIELD, IL: 

1,670,973, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 7 AND 16. 

BUREAU OF NATIONAL AFFAIRS, INC.; THE, WASH- 
INGTON, DC: 

1,339,192, CANC. INT. CL. 16. 

BURRUEZO, JERONIMO ESCLAPEZ, ELCHE (ALICAN- 
TE), SPAIN: 

1,671,175, PUB. 10-15-1991. INT. CL. 25. 

BURTON, JOHN C., SANTA ROSA, CA AND BURTON, 
NANCI L., SANTA ROSA, CA, DBA APERITIFS PUB- 
LISHING, DBA APERITIFS BAR MANAGEMENT 
SERVICES, DBA APERITIFS BAR SERVICE CATER- 


ING, AND DBA BARTENDERS’ SCHOOL OF SANTA 
ROSA: 


1,671,499, INT. CL. 16. 

BUSINESS COMPUTER 
wy: 

1,339,553, CANC. INT. CL. 38. 

BUTLER, JOHN O. COMPANY, CHICAGO, IL, JOHN O. 
BUTLER COMPANY, CHICAGO, IL: 

923,208. REN. 11-26-91. U.S. CL. 29 (INT. CL. 21). 

BUTY-WAVE PRODUCTS CO., INC., LOS ANGELES, CA: 

925,979. REN. 11-26-91. U.S. CL. 52 (INT. CL. 3). 

CACIOPPO, PAUL P., OVERLAND PARK, KS: 

1,641,239, COR. INT. CL. 16. 
CADO SYSTEMS CORPORATION, TORRANCE, CA: 
1,339,787, CANC. INT. CL. 9. 

CALCO (TAIWAN) MARKETING SERVICE, INC., HOUS- 
TON, TX AND CALCO (TAIWAN) MARKETING SERV- 
ICE, INC., TAIPEI HSIEN, TAIWAN: 

1,670,968, PUB. 10-15-1991. INT. CL. 7. 

CALIFORNIA CEDAR PRODUCTS COMPANY: See— 

DURAFLAME, INC.. 


CALIFORNIA CEDAR PRODUCTS COMPANY: See— 
DURAFLAME, INC.. 


CAMBRIDGE WIRE CLOTH COMPANY, CAMBRIDGE, 
MD: 


1,670,967, PUB. 6-4-1991. INT. CL. 7. 


CANADIANA NEEDLECRAFTS, LTD., REGINA, SAS- 
KATCHEWAN, CANADA: 


1,339,283, CANC. INT. CL. 26. 
CAPUCINO’S INC., LOUISVILLE, KY: 

1,671,438, PUB. 10-15-1991. INT. CL. 42. 
CARGILL, INCORPORATED, WAYZATA, MN: 

1,671,285, PUB. 10-15-1991. INT. CL. 30. 
CARL-ZEISS-STIFTUNG, 7082 OBERKOCHEN, WUERT- 


TEMBERG, FED REP GERMANY, DBA CAL ZEISS 
[HEIDEN HEIM, (BRENZ)}: 


922,005. REN. 11-26-91. U.S. CL. 44 (INT. CL. 10). 


CAROLINA BIOLOGICAL SUPPLY COMPANY, 
LINGTON, NC: 


915,565. REN. 11-27-91. U.S. CL. 6 (INT. CL. 5). 
CASE CORPORATION, RACINE, WI, INTERNATIONAL 
HARVESTER COMPANY, CHICAGO, IL: 
922,364. REN. 11-26-91. U.S. CL. 26 (INT. CL. 9). 
CASSINA S.P.A., 20036 MEDA, MILANO, ITALY: 
1,556,857, COR. INT. CL. 20. 
CASTLEMAIN MARINE INTERNATIONAL LIMITED, 
KNIGHTSBRIDGE, LONDON, SWIX OET, ENGLAND: 
1,671,317, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 36 AND 39. 


NETWORK, INC., RIVERTON, 


BUR- 
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CASUAL LIVING U.S.A., INC., TAMPA, FL: 
1,671,411, PUB. 10-15-1991. INT. CL. 42. 
CAT’S PAJAMAS, INC.; THE, HOUSTON, TX: 
1,339,717, CANC. INT. CL. 42. 
CAZIER ENTERPRISES, INCORPORATED, SAGINAW, 
MI: 
1,671,350, PUB. 10-15-1991. INT. CL. 37. 
CEBAL, SOCIETE ANONYME, CLICHY, FRANCE: 
1,309,632, CANC. INT. CL. 6. 
CENTRAL BANK, PLEASANT HILL, CA: 
1,339,462, CANC. INT. CL. 36. 
CENTURI CORPORATION, PENROSE, CO, ESTES IN- 
DUSTRIES, INC., PENROSE, CO: 
921,049. REN. 11-26-91. MULTIPLE CLASS, U.S. CLS. 
22 (INT. CL. 28), 38 (INT. CL. 16) AND 107 (INT. CL. 
41). 
CERTIFIED GROCERS OF ILLINOIS, INC., CHICAGO, IL 


TO CERTIFIED GROCERS MIDWEST, INC., HODG- 
KINS, IL: 


1,368,543, AM. MULTIPLE CLASS, INT. CLS. 3 AND 5. 
CHAMPION INTERNATIONAL CORPORATION, STAM- 
FORD, CT: 
1,339,234, CANC. INT. CL. 19. 
1,339,235, CANC. INT. CL. 19. 
CHARAK FURNITURE COMPANY: 
587,301, CANC. U.S. CL. 32. 
CHARLES SCHWAB & CO., INC., SAN FRANCISCO, CA: 
1,671,339, PUB. 10-15-1991. INT. CL. 36. 
CHEFS CARD, INC., AUSTIN, TX: 
1,671,103, PUB. 10-15-1991. INT. CL. 16. 
CHEMISCHE FABRIK CHEM-Y GMBH, EMMERICH, FED 
REP GERMANY, CHEM-Y, FABRIEK VAN CHE- 


MISCHE PRODUCTEN N.V., BODEGRAVEN, NETHER- 
LANDS: 


924,561. REN. 11-26-91. U.S. CL. 6 (INT. CL. 1). 
CHEMREX INC., MILWAUKEE, WI, L. SONNEBORN 
SONS, INC., NEW YORK, NY: 
84,050. REN. 11-27-91. U.S. CL. 16 (INT. CLS. 2 AND 
19). 
CHEMREX INC., MILWAUKEE, WI: 
1,620,712, COR. INT. CL. 2. 
1,670,928, PUB. 10-15-1991. INT. CL. 1. 
CHICKEN AND RIB PLACE, INC., THE, ANAHEIM 
HILLS, CA: 
1,405,369, CANC. INT. CL. 42. 
CHICKEN COOP OF GRAND RAPIDS, INC., GRAND 
RAPIDS, MI: 
1,339,720, CANC. INT. CL. 42. 
CHILDS CORPORATION, PITTSBURGH, PA, DBA IRON 
AGE PROTECTIVE COMPANY: 
1,671,179, PUB. 10-15-1991. INT. CL. 25. 
CHIPS AND TECHNOLOGIES, INC., SAN JOSE, CA: 
1,671,084, PUB. 3-28-1989. INT. CL. 16. 
CHOCOLATES LA CIBELES, S.A., OVIEDO, SPAIN: 
1,339,382, CANC. INT. CL. 30. 
CHRISTALI INTERNATIONAL, INC., GREENWICH, CT: 
1,671,213, PUB. 10-15-1991. INT. CL. 25. 
CHRISTIAN REFORMED CHURCH HOME MISSIONS, 
GRAND RAPIDS, MI: 
1,671,378, PUB. 10-15-1991. INT. CL. 41. 
CHROMA INTERNATIONAL, BOUNTIFUL, UT: 
1,339,825, CANC. INT. CL. 42. 
CITICORP., NEW YORK, NY: 
1,339,508, CANC. INT. CL. 36. 
CITY BITES, INC., OKLAHOMA CITY, OK: 
1,671,443, PUB. 10-15-1991. INT. CL. 42. 
CLAIROL INCORPORATED, NEW YORK, NY: 
1,366,218, AM. INT. CL. 3. 





JANUARY 7, 1992 


CLAUSEN COMPANY, THE, FORDS, NJ: 
1,305,586, CANC. INT. CL. 1. 

CO-DEPENDENTS ANONYMOUS, INC., PHOENIX, AZ: 
1,671,038, PUB. 10-15-1991. MULTIPLE CLASS, INT. 

CLS. 9, 16 AND 41. 

COBRE GROUP, INC., MORRISTOWN, NJ: 
1,671,019, PUB. 10-15-1991. INT. CL. 9. 

COLDWELL, BANKER & COMPANY, CHICAGO, IL: 
1,671,304, PUB. 10-15-1991. INT. CL. 35. 

COLFAX, INC., PAWTUCKET, RI: 
1,671,272, PUB. 10-15-1991. INT. CL. 29. 

COLIN HALL CLOTHES, LTD., NEW YORK, NY: 
618,803, CANC. U.S. CL. 39. 

COLORADO OFFICE OF BUSINESS DEVELOPMENT, 
DENVER, CO: 

1,671,310, PUB. 10-15-1991. INT. CL. 35. 

COLUMBIAN MUTUAL LIFE INSURANCE COMPANY, 
BINGHAMTON, NY: 

1,671,318, PUB. 4-10-1990. INT. CL. 36. 

COMBINED INTEREST, INC., NEW YORK, NY: 

1,671,215, PUB. 10-15-1991. INT. CL. 25. 

COMMONWEALTH PRODUCTIONS, INC., DALLAS, TX: 

1,339,614, CANC. INT. CL. 41. 

COMMUNITY COFFEE COMPANY, 
ROUGE, LA: 

1,339,709, CANC. INT. CL. 42. 

COMPAGNIE INDUSTRIELLE DE FILS ET CABLES 
ELECTRIQUES, LYON, CEDEX, FRANCE, DBA L’E- 
LECTRICFIL: 

1,337,588, COR. INT. CL. 9. 

COMPLETE ANNOUNCEMENTS, 
SPRINGS, CA: 

1,671,423, PUB. 10-15-1991. INT. CL. 42. 
1,671,424, PUB. 10-15-1991. INT. CL. 42. 
1,671,425, PUB. 10-15-1991. INT. CL. 42. 
COMPREHENSIVE HEADACHE CENTER, PHILADEL- 
PHIA, PA: 
1,671,397, PUB. 10-15-1991. INT. CL. 42. 
COMPUTER DOCTORX INC., PLEASANTVILLE, NY: 
1,339,535, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 

CONDOMINIUM HOTELS 

HILTON HEAD ISLAND, SC: 
1,339,486, CANC. INT. CL. 36. 

CONDOMINIUM RENTALS LIMITED, L.P., CABIN JOHN, 
MD: 

1,339,824, CANC. INT. CL. 42. 

CONGRESSIONAL YOUTH LEADERSHIP COUNCIL, 
WASHINGTON, DC: 

1,671,388, PUB. 10-15-1991. INT. CL. 41. 

CONSTRUCTION COMPUTER CONTROL CORPORA- 
TION, MILWAUKEE, WI: 

1,671,002, PUB. 10-15-1991. INT. CL. 9. 

CONSUMER AUTOMOTIVE REFERRAL SERVICES, INC., 
NORTHFIELD, IL: 

1,671,315, PUB. 10-15-1991. INT. CL. 35. 

CONTINENTAL JEANS, INC., CAPARRA TERRACE, 
PUERTO RICO: 

1,671,181, PUB. 10-15-1991. INT. CL. 25. 
CONTROLE BAILEY, SOCIETE ANONYME, CLAMART, 
FRANCE: 
1,339,636, CANC. INT. CL. 42. 
1,339,637, CANC. INT. CL. 42. 
CONVENIENCE STORE PROMOTIONS, WESTPORT, CT: 
1,339,306, CANC. INT. CL. 28. 

COOPER INDUSTRIES, INC., HOUSTON, TX, H. K. 
PORTER, INC., SOMERVILLE, MA: 

930,867. REN. 11-26-91. U.S. CL. 23 (INT. CL. 8). 

COORS BREWING COMPANY, GOLDEN, CO FROM 
ADOLPH COORS COMPANY, GOLDEN, CO, DBA 
COORS BREWING COMPANY: 

1,671,293, PUB. 7-30-1991. INT. CL. 32. 


INC., BATON 


INC., SANTA FE 


INTERNATIONAL, _ INC., 
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CORNELIUS CANNON, INC., CANNON FALLS, MN: 
1,339,238, CANC. INT. CL. 20. 
CORONA DESIGNS, INC., GARLAND, TX: 
1,671,369, PUB. 10-15-1991. INT. CL. 40. 
COSSACK CAVIAR, INC., SEATTLE, WA, DBA ALASKA 
PREMIER BAIT: 
1,671,235, PUB. 10-15-1991. INT. CL. 28. 


COTEE INDUSTRIES INC., PORT RICHEY, FL: 
1,670,984, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 8 AND 28. 
COUGHLAN PRODUCTS, INC., PATERSON, NJ, G.N. 
COUGHLAN COMPANY, WEST ORANGE, NJ: 
527,304. REN. 11-26-91. U.S. CL. 6 (INT. CL. 1). 
COUGLAN PRODUCTS, INC., PATERSON, NJ, G.N. 
COUGHLAN COMPANY, WEST ORANGE, NJ: 
530,622. REN. 11-26-91. U.S. CL. 15 (INT. CL. 1). 
COURT COUTURE, INC., MONTEREY, CA FROM COURT 
COUTURE, CARMEL VALLEY, CA: 
1,671,473, INT. CL. 25. 
COURTAULDS PLC, LONDON, W1A 2BB, UNITED KING- 
DOM: 
1,671,117, PUB. 10-15-1991. INT. CL. 17. 
CPC INTERNATIONAL INC., ENGLEWOOD CLIFFS, NJ: 
914,116. REN. 11-26-91. U.S. CL. 46 (INT. CL. 31). 
CPG PRODUCTS CORP., MINNEAPOLIS, MN: 
1,339,340, CANC. INT. CL. 28. 
1,339,341, CANC. INT. CL. 28. 
1,339,342, CANC. INT. CL. 28. 
1,339,343, CANC. INT. CL. 28. 
1,339,344, CANC. INT. CL. 28. 


CRICKET, S.A., F-69140 RILLIEUX-LA-PAPE, FRANCE: 
1,671,300, PUB. 10-15-1991. INT. CL. 34. 
CROYDON COMPANY, INC., THE, LIVERPOOL, NY: 
1,671,105, PUB. 10-15-1991. INT. CL. 16. 
CTS CONSOLIDATED TECHNICAL SERVICES, 
GARDEN CITY, NY: 
1,671,459, INT. CL. 11. 
CYBERONICS, INC., WEBSTER, TX: 
1,671,051, PUB. 10-15-1991. INT. CL. 10. 
D & D FLORAL SOFTWARE, INC., SATELLITE BEACH, 
FL: 
1,671,027, PUB. 10-15-1991. INT. CL. 9. 
DADDY’S DELITE, INC., PITTSFIELD, MA: 
1,671,416, PUB. 10-15-1991. INT. CL. 42. 
DALLAS CHAMBER OF COMMERCE; THE, DALLAS, 
TX: 
1,339,420, CANC. INT. CL. 35. 
DALLAS MANUFACTURING COMPANY, INC., DALLAS, 
TX: 
1,671,141, PUB. 10-15-1991. INT. CL. 20. 
DALMATIAN BAY WINE CO., INC., CLEVELAND, OH: 
1,671,506, INT. CL. 30. 
DANA CORPORATION, TOLEDO, OH: 
1,671,066, PUB. 10-15-1991. INT. CL. 12. 
DANISCO A/S, DK-1001 COPENHAGEN K, DENMARK: 
1,671,296, PUB. 10-15-1991. INT. CL. 33. 
DATA BASED SOLUTIONS, INC., SAN DIEGO, CA: 
1,671,031, PUB. 10-15-1991. INT. CL. 9. 
1,671,390, PUB. 10-15-1991. INT. CL. 41. 
DAWN FOOD PRODUCTS, INC., JACKSON, MI: 
1,671,283, PUB. 10-15-1991. INT. CL. 30. 
DE LA TORRE; DANIEL E., BRONXVILLE, NY: 
1,339,731, CANC. INT. CL. 42. 
DEAL’S SEAFOOD CO., INC., MAGNOLIA, NJ: 
1,339,371, CANC. INT. CL. 29. 


INC., 
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DECISION LABS, LTD., CHAPEL HILL, NC: 
1,671,357, PUB. 10-15-1991. INT. CL. 38. 
DECK THE HALLS, INC., ROSEVILLE, MN: 
1,339,759, CANC. INT. CL. 42. 
DECORP INC., DALLAS, TX: 
1,671,218, PUB. 10-15-1991. INT. CL. 25. 
DEMCO MEDIA LIMITED PARTNERSHIP, MADISON, 
WI FROM DEMCO, INC., MADISON, WI: 
1,671,089, PUB. 8-27-1991. INT. CL. 16. 
DEMCO, INC.: See— 
DEMCO MEDIA LIMITED PARTNERSHIP. 
DENTSPLY INTERNATIONAL INC.: See— 
DENTSPLY RESEARCH AND DEVELOPMENT COR- 
PORATION. 
DENTSPLY RESEARCH AND DEVELOPMENT CORPO- 


RATION, YORK, DE FROM DENTSPLY INTERNA- 
TIONAL INC., YORK, PA: 


1,671,050, PUB. 10-15-1991. INT. CL. 10. 
DESIGN PRESS, INC., INDIANAPOLIS, IN: 
1,671,508, INT. CL. 35. 
DESPATCH INDUSTRIES, MINNEAPOLIS, MN: 
1,671,456, INT. CL. 9. 


DETERMINED PRODUCTIONS, INC., SAN FRANCISCO, 
CA: 


1,339,198, CANC. INT. CL. 16. 

DIAL ONE INTERNATIONAL, INC., LONG BEACH, CA: 
1,339,427, CANC. INT. CL. 35. 

DIET WORKSHOP, INC., THE, BROOKLINE, MA: 
1,357,024, CANC. INT. CL. 29. 


DIMARZIO MUSICAL INSTRUMENT PICKUPS, 
STATEN ISLAND, NY: 


1,671,046, PUB. 10-15-1991. INT. CL. 9. 


DIOPTICS MEDICAL PRODUCTS _INC., 
OBISPO, CA: 


1,671,022, PUB. 9-10-1991. INT. CL. 9. 

DIRECT SOUND CORPORATION, NEW YORK, NY: 
1,282,233, CANC. INT. CL. 9. 

DISCOVERY TOYS, INC., MARTINEZ, CA: 
1,671,247, PUB. 10-15-1991. INT. CL. 28. 


DISCTRONICS LIMITED, MELBOURNE, VICTORIA, 
AUSTRALIA: 


1,670,987, PUB. 10-15-1991. INT. CL. 9. 


DIVEPATENT HOLDING S.A., 1246 LUXEMBURG, LUX- 
EMBOURG: 


1,670,994, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 9, 11 AND 12. 


DIVERSIFIED PRODUCTS CORPORATION, OPELIKA, 
AL: 


1,339,292, CANC. INT. CL. 28. 
DIXON INDUSTRIES CORPORATION, BRISTOL, RI, 
DIXON CORPORATION, BRISTOL, RI: 
922,772. REN. 11-26-91. U.S. CL. 23 (INT. CL. 7). 
DOCKTOR PET CENTERS, INC., WILMINGTON, MA: 
1,339,484, CANC. MULTIPLE CLASS, INT. CLS. 36 
AND 42. 
DOLBY LABORATORIES LICENSING CORPORATION, 
SAN FRANCISCO, CA: 
1,671,087, PUB. 10-15-1991. INT. CL. 16. 
DOLLFUS MIEG & CIE - DMC, PARIS, FRANCE, DOLL- 


FUS-MIEG CIE., SOCIETE ANONYME, MULHOUSE, 
HAUT-RHIN, FRANCE: 


267,056. REN. 11-26-91. U.S. CL. 43 (INT. CL. 23). 


DOLLFUS-MIEG & CIE “EN ABREGE DMC”, 
PARIS, FRANCE: 


1,671,159, PUB. 10-15-1991. INT. CL. 23. 
DOMINICK’S FINER FOODS, INC., NORTHLAKE, IL: 
1,339,571, CANC. MULTIPLE CLASS, INT. CLS. 40, 41 
AND 42. 


DOSKOCIL MANUFACTURING COMPANY, 
LINGTON, TX: 
1,671,468, INT. CL. 21. 


INC., 


SAN LUIS 


75004 


INC., AR- 
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DOUBLETREE, INC., PHOENIX, AZ: 
1,339,441, CANC. INT. CL. 35. 
DRAMBUIE LIQUER COMPANY LIMITED, EDINBURGH, 
EHI1 3EU, SCOTLAND: 
530,795. REN. 11-26-91. U.S. CL. 49 (INT. CL. 33). 
DRIFTER TACKLE COMPANY, ST. CLAIR SHORES, MI: 
1,339,304, CANC. INT. CL. 28. 
DRT ENTERPRISES, INC., EVANSTON, 
FENDER BENDERS RENT-A-CAR: 
1,339,567, CANC. INT. CL. 39. 
1,339,568, CANC. INT. CL. 39. 
DUN & BRADSTREET CORPORATION, THE, NEW 
YORK, NY: 
1,671,407, PUB. 10-15-1991. INT. CL. 42. 
DUNLOP TIRE AND RUBBER CORPORATION, BUFFA- 
LO, NY: 
1,339,276, CANC. INT. CL. 25. 
DUPEY MANAGEMENT CORPORATION, IRVING, TX, 
DBA MJDESIGNS: 
1,671,240, PUB. 10-15-1991. INT. CL. 28. 
DUPONT NOVELTIES INC., THE, SAN DIEGO, CA FROM 
PROPART, SAN DIEGO, CA: 
1,671,137, PUB. 10-15-1991. INT. CL. 20. 
DURAFLAME, INC., STOCKTON, CA FROM CALIFOR- 
NIA CEDAR PRODUCTS COMPANY, STOCKTON, CA: 
1,670,951, PUB. 10-15-1991. INT. CL. 4. 
1,670,952, PUB. 10-15-1991. INT. CL. 4. 
DYNA-CLEAN, INC., LOS ANGELES, CA, DBA THE WA- 
VECREST COMPANY: 
1,339,247, CANC. INT. CL. 20. 
E AND F CORPORATION, BANNING, CA: 
1,670,929, PUB. 10-15-1991. INT. CL. 1. 
E. F. HUTTON & COMPANY INC., NEW YORK, NY: 
1,339,426, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 38. 
E. I. DU PONT DE NEMOURS AND COMPANY, WIL- 
MINGTON, DE: 
1,339,778, CANC. U.S. CL. A. 
E-Z-EM, INC., WESTBURY, NY: 
1,347,183, COR. INT. CL. 5. 
1,671,494, INT. CL. 10. 


EARTHDESIGN, LTD., EASTVILLE, VA: 
1,671,219, PUB. 10-15-1991. INT. CL. 25. 
EBSCO INDUSTRIES, INC., FORT SMITH, AR, CORDELL 
TACKLE, INC., HOT SPRINGS, AR: 
929,492. REN. 11-26-91. U.S. CL. 22 (INT. CL. 28). 


EDMARDE'’S, INC., SOUTH BEND, IN: 
1,339,643, CANC. INT. CL. 42. 
EGL 1, INC., CARLSBAD, CA, DBA EAGLE ONE INDUS- 
TRIES: 
1,670,945, PUB. 10-15-1991. INT. CL. 3. 
EISENBRAUN REISS SALES INCORPORATED, TROY, 
MI: 
1,671,144, PUB. 10-15-1991. INT. CL. 20. 


ELECTREY, S.A., MONTERREY, N.L., MEXICO: 
1,670,996, PUB. 4-30-1991. INT. CL. 9. 


ELLIS CORPORATION, ITASCA, IL: 
922,543. REN. 11-26-91. U.S. CL. 100 (INT. CL. 42). 


EMBOTELLADORA GARCI-CRESPO, S.A. DE C.V., CHA- 
PULTEPEC POLANCO 11550, MEXICO: 
1,671,294, PUB. 10-15-1991. INT. CL. 32. 


EMEREM TRADING CO., INC., CLIFFSIDE PARK, NJ: 
1,671,229, PUB. 10-15-1991. INT. CL. 27. 


EMERGENCY WALK-IN CLINIC MANAGEMENT, INC., 
TAMPA, FL, DBA DOCTOR’S WALK-IN CLINIC MAN- 
AGEMENT COMPANY: 

1,339,736, CANC. INT. CL. 42. 
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EMHART INDUSTRIES, INC., FARMINGTON, CT: 
1,671,064, PUB. 10-15-1991. INT. CL. 12. 
ENERGY SOURCE TELEVISION LTD., LOWER HUTT, 
EASTBOURNE, NEW ZEALAND: 
1,339,623, CANC. INT. CL. 41. 
ENTERGY CORPORATION, NEW ORLEANS, LA: 
1,671,365, PUB. 10-15-1991. INT. CL. 39. 
ENTERTAINMENT ONE CORPORATION, HOUSTON, TX: 
1,671,442, PUB. 10-15-1991. INT. CL. 42. 
1,671,444, PUB. 10-15-1991. INT. CL. 42. 
EPYX, INC., SUNNYVALE, CA: 
1,339,287, CANC. INT. CL. 28. 


EQUILINK CORPORATION, THE, EAST RUTHERFORD, 
NJ: 


1,269,377, CANC. INT. CL. 28. 

ERBAMONT INC., COLUMBUS, OH, DBA ADRIA LAB- 
ORATORIES, NMC LABORATORIES INC., GLENDALE, 
NY: 

930,379. REN. 11-26-91. U.S. CL. 18 (INT. CL. 5). 

ERELS DISTRIBUTION, 75005 PARIS, FRANCE: 

1,671,142, PUB. 10-15-1991. INT. CL. 20. 

ERGON, INC., JACKSON, MS: 

1,670,953, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 4 AND 17. 

ESAB AKTIEBOLAG, S-402 77 GOTEBORG, SWEDEN, 
UNION CARBIDE AND CARBON CORPORATION, 
NEW YORK 17, NY: 

548,409. REN. 11-26-91. U.S. CL. 23 (INT. CL. 8). 

ESPRIT DE CORP., SAN FRANCISCO, CA: 

1,671,182, PUB. 10-15-1991. INT. CL. 25. 
ESQUIRE ASSOCIATES, NEW YORK, NY: 
1,302,575, CANC. INT. CL. 16. 

ESSELTE PENDAFLEX CORPORATION, GARDEN CITY, 
NY: 

1,671,145, PUB. 10-15-1991. INT. CL. 20. 

ESTECH, INC., CHICAGO, IL: 

1,339,400, CANC. INT. CL. 31. 
ESTEL S.P.A., VICENZA, ITALY: 
1,642,829, COR. INT. CL. 20. 
ETABLISSEMENTS BRAGARD SA, 88290 SAULXURES 
SUR MOSELOTTE, FRANCE: 
1,671,167, PUB. 10-15-1991. INT. CL. 25. 
ETHITEK PHARMACEUTICALS COMPANY, SKOKIE, IL: 
1,670,956, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 

EUL & GUNTHER GMBH & CO. KG, D-4240 EMMERICH/ 
RHEIN, FED REP GERMANY: 

1,671,088, PUB. 10-15-1991. INT. CL. 16. 

EUROPE CRAFT IMPORTS INC., NEW YORK, NY: 

1,339,806, CANC. INT. CL. 25. 


EVANGELICAL HEALTH SYSTEMS, INC., OAK BROOK, 
IL: 
1,339,726, CANC. INT. CL. 42. 
EVERLON, INC., CLOSTER, NJ: 
1,339,252, CANC. INT. CL. 24. 
EVIDEX CORPORATION, CHICAGO, IL: 
1,030,308, CANC. INT. CL. 42. 
EXCHANGE CARRIERS STANDARDS ASSOCIATION, 
INC., NEW YORK, NY: 
1,337,287, CANC. INT. CL. 42. 
EXCLUSIVELY CRUISES, MIAMI, FL: 
1,339,566, CANC. INT. CL. 39. 
EXECUTIVE LIFE INSURANCE COMPANY, LOS ANGE- 
LES, CA: 
1,339,501, CANC. INT. CL. 36. 
EXIDE ELECTRONICS CORPORATION, RALEIGH, NC: 
1,671,007, PUB. 10-15-1991. INT. CL. 9. 
EXPRESS DENTAL PRODUCTS, INC., LA MIRADA, CA: 
1,670,942, PUB. 10-15-1991. INT. CL. 3. 
EXTENSOR AB, HAMPSHIRE, GREAT BRITAIN: 
1,670,934, PUB. 10-15-1991. INT. CL. 2. 
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EYE OF THE TIGER INCORPORATED, FARMINGTON, 
MI: 
1,671,183, PUB. 10-15-1991. INT. CL. 25. 
EYESTAR, INC., BAY HARBOR ISLANDS, FL: 
1,671,334, PUB. 10-15-1991. INT. CL. 36. 
F. W. LANGGUTH WINES, INC., NEW YORK, NY: 
1,339,410, CANC. INT. CL. 33. 
FACTOR-1, N.A., LIMITED, HONOLULU, HI, DBA 
FACTOR ONE: 
1,671,327, PUB. 6-25-1991. INT. CL. 36. 
FARM ACQUISITION CORP., POMFRET CENTER, CT: 
1,671,263, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 29 AND 30. 
FARMER’S FACTORY CoO., LEE, IL: 
1,670,976, PUB. 10-15-1991. INT. CL. 7. 
FARMERS STATE BANK OF MELLETTE, MELLETTE, 
SD: 
1,671,319, PUB. 10-15-1991. INT. CL. 36. 
FARMLAND LIFE INSURANCE COMPANY, DES 
MOINES, IA: 
1,671,335, PUB. 10-15-1991. INT. CL. 36. 
FATKA; MICHAEL J., AMES, IA: 
1,339,684, CANC. INT. CL. 42. 
FAUSTO CHIAPPINELLI AND LORETTA MIRELLI, 
ROCKVILLE, MD: 
1,671,387, PUB. 10-15-1991. INT. CL. 41. 
FEDERAL ENAMELING & STAMPING CO., MCKEES 
ROCKS, PA TO REGAL WARE, INC., KEWASKUM, WI: 
542,514, AM. U.S. CL. 13. 
FEDERAL NATIONAL MORTGAGE ASSOCIATION, 
WASHINGTON, DC, DBA FANNIE MAE: 
1,671,500, INT. CL. 16. 
FEDERAL-HOFFMAN, INC., ANOKA, MN, DBA FEDER- 
AL CARTRIDGE CoO.: 
1,671,071, PUB. 10-15-1991. INT. CL. 13. 
FEDERATION OF PROFESSIONAL ATHLETES, AFL- 
CIO, WASHINGTON, DC: 
1,339,653, CANC. INT. CL. 42. 
FERMITECH, INC., NORTH RIDGEVILLE, OH: 
1,339,810, CANC. INT. CL. 30. 
FERRANTI INTERNATIONAL ENGINEERING LIMITED, 
GATLEY, CHEADLE, CHESHIRE SK8 4HZ, ENGLAND: 
1,670,965, PUB. 10-15-1991. INT. CL. 7. 
FIELDCREST MILLS, INC., EDEN, NC: 
1,339,515, CANC. INT. CL. 37. 
FIGGIE INTERNATIONAL INC., WILLOUGHBY, OH: 
1,339,357, CANC. INT. CL. 28. 
FILA SPORT S.P.A., 13051 BIELLA (VERCELLD, ITALY: 
1,671,173, PUB. 10-15-1991. INT. CL. 25. 
FINALE, INC., BOISE, ID: 
1,671,010, PUB. 10-15-1991. INT. CL. 9. 
FIRENZE GOURMET FOODS, INC., SAN RAFAEL, CA: 
1,671,268, PUB. 10-15-1991. INT. CL. 29. 
FIRST INTERSTATE BANCORP, LOS ANGELES, CA: 
1,339,468, CANC. INT. CL. 36. 
FIRST NATIONAL BANK OF OMAHA, OMAHA, NE: 
1,671,323, PUB. 10-15-1991. INT. CL. 36. 
FLEER CORP., PHILADELPHIA, PA: 
1,671,098, PUB. 10-15-1991. INT. CL. 16. 
FLEMING COMPANIES, INC., OKLAHOMA CITY, OK, 
FLEMING CO., INCORPORATED, THE, TOPEKA, KS: 
926,251. REN. 11-26-91. U.S. CL. 46 (INT. CL. 30). 
FLINT INK CORPORATION, DETROIT, MI: 
1,670,936, PUB. 10-15-1991. INT. CL. 2. 
FLORIDA FULFILLMENT, INC., MIAMI, FL: 
1,671,303, PUB. 8-27-1991. INT. CL. 35. 
FLYING SHUTTLE, INC., THE, SEATTLE, WA: 
1,671,420, PUB. 10-15-1991. INT. CL. 42. 
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FOOD MARKET HOLDING CO. LTD.: See— 
LOBLAWS INC.. 
FORBO TAPUT B.V., SOEST, NETHERLANDS: 
1,339,284, CANC. INT. CL. 27. 
FOREMOST SALES PROMOTIONS, INC., CHICAGO, IL: 
927,023. REN. 11-26-91. U.S. CL. 101 (INT. CL. 42). 
FORUM CORPORATION OF NORTH AMERICA, THE, 
BOSTON, MA: 
1,671,083, PUB. 9-24-1985. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 
FORWARD INDUSTRIES, INC., BROOKLYN, NY: 
1,671,113, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 16 AND 18. 
FRAMES OF MIND, INC., NEW BRIGHTON, MN: 
1,671,408, PUB. 10-15-1991. INT. CL. 42. 
FRANCE MARKETING S.A., PARIS, FRANCE: 
1,339,414, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 41. 
FREEMAN HEALTH VENTURES, CULVER CITY, CA: 
1,339,654, CANC. INT. CL. 42. 
FRESNO IMAGING CENTER, FRESNO, CA: 
1,671,437, PUB. 10-15-1991. INT. CL. 42. 
FRONTIER FEDERAL SAVINGS AND LOAN ASSOCIA- 
TION, PONCA CITY, OK: 
1,339,506, CANC. INT. CL. 36. 
FROOGLE’S, INC., CINCINNATI, OH: 
1,339,734, CANC. INT. CL. 42. 
FROTTIERWEBEREI VOSSEN GMBH, 4380 GUTTERS- 
LOH 1, WESTPHALIA, FED REP GERMANY: 
1,671,163, PUB. 10-15-1991. INT. CL. 24. 
FSFG LEASING CORPORATION, COVINA, CA: 
1,344,362, CANC. INT. CL. 16. 
FUJI KAGAKUSHI KOGYO COMPANY LIMITED, NISHI, 
YODOGAWA-KU, OSAKA, JAPAN: 
1,339,194, CANC. INT. CL. 16. 
FULL LINE PRINTING, INC., CHICAGO, IL: 
1,671,422, PUB. 10-15-1991. INT. CL. 42. 
FULLY FURNISHED, INC., SOMERSET, NJ: 
1,339,686, CANC. INT. CL. 42. 
FURST VON METTERNICH SEKTKELLEREI GMBH, 
WIESBADEN-SCHIERSTEIN, FED REP GERMANY: 
1,339,407, CANC. INT. CL. 33. 
1,339,408, CANC. INT. CL. 33. 


G. S. SHARPE COMMUNICATIONS, INC., NEW YORK, 
NY: 


1,339,799, CANC. INT. CL. 16. 

G.T. STYLING, INC., COSTA MESA, CA: 
1,671,460, INT. CL. 12. 

GAL ASSOCIATES OF N.Y. INC., BROOKLYN, NY: 
1,671,405, PUB. 10-15-1991. INT. CL. 42. 

GALE GROUP, INC., APOPKA, FL FROM WEATHA- 

SHADE CORPORATION, APOPKA, FL: 
1,671,119, PUB. 10-15-1991. INT. CL. 17. 
GAMECOCK COLLECTION LTD., CHICAGO, IL: 
1,671,155, PUB. 10-15-1991. INT. CL. 21. 

GARRISON’S PROSTHETIC SERVICES, 

MIAMI BEACH, FL: 
1,671,052, PUB. 9-3-1991. MULTIPLE CLASS, INT. CLS. 
10 AND 37. 
GEAR HOLDINGS, INC., NEW YORK, NY: 
1,671,470, INT. CL. 24. 
GEAR MOTIONS, INCORPORATED, SHREWSBURY, MA: 
1,339,524, CANC. INT. CL. 37. 

GEAR WORKS, SEATTLE, INC., THE, SEATTLE, WA, 
GEAR WORKS, SEATTLE-MANTEL GEAR WORKS, 
INC., THE, SEATTLE, WA, DBA THE GEAR WORKS: 

928,662. REN. 11-26-91. U.S. CL. 23 (INT. CL. 7). 

GENCORP INC., FAIRLAWN, OH, AMERICAN CYANC- 
MID COMPANY, WAYNE, NJ: 

925,012. REN. 11-26-91. U.S. CL. 20 (INT. CL. 27). 
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GENERAL MILLS RESTAURANT GROUP, INC., ORLAN- 
DO, FL: 
1,339,676, CANC. INT. CL. 42. 
GENERAL MILLS, INC., MINNEAPOLIS, MN: 
1,671,284, PUB. 10-15-1991. INT. CL. 30. 

GENERAL MOTORS CORPORATION, DETROIT, MI: 
1,671,067, PUB. 10-15-1991. INT. CL. 12. 
1,671,068, PUB. 10-15-1991. INT. CL. 12. 
1,671,069, PUB. 10-15-1991. INT. CL. 12. 

GENERAL PROPERTY INVESTMENTS, 

SOTA, FL: 
1,339,532, CANC. INT. CL. 37. 

GENERAL SPLICE CORPORATION, CROTON ON 

HUDSON, NY: 
1,670,969, PUB. 10-15-1991. INT. CL. 7. 
GENESYS SOFTWARE SYSTEMS, INC., LAWRENCE, 
MA: 
1,339,660, CANC. INT. CL. 42. 

GENEXUS MARKETING, INC., LOS ANGELES, CA: 
1,671,222, PUB. 10-15-1991. INT. CL. 25. 

GILMORE, ANDRE’ W., TACOMA, WA, DBA CAPABLE: 
1,671,414, PUB. 10-15-1991. INT. CL. 42. 

GIORGIO BEVERLY HILLS, INC., SANTA MONICA, CA: 
1,670,944, PUB. 10-15-1991. INT. CL. 3. 

GKR INDUSTRIES, INC., ALSIP, IL: 

1,671,013, PUB. 10-15-1991. INT. CL. 9. 
GLASSBADGE LIMITED, LONDON, NW3 4PH, ENG- 
LAND: 
1,671,203, PUB. 10-15-1991. INT. CL. 25. 
GLAXO GROUP LIMITED, LONDON, WIY 8DH, ENG- 
LAND: 
1,670,955, PUB. 10-15-1991. INT. CL. 5. 
GLEEP, INC., ST. PETERSBURG BEACH, PINELLAS 
COUNTY, FL: 
1,671,135, PUB. 10-15-1991. INT. CL. 19. 
GOLDBERG, ELLIOTT, IRVINGTON, NY: 
1,339,796, CANC. INT. CL. 10. 
GOLF CARD INTERNATIONAL, INC., THE, SALT LAKE 
CITY, UT: 
1,339,814, CANC. INT. CL. 35. 
GORHAM, INC., MOUNT KISCO, NY: 
1,670,983, PUB. 10-15-1991. INT. CL. 8. 

GRACE RETAIL CORPORATION, NEW YORK, NY: 
1,339,404, CANC. INT. CL. 31. 

GRACO CHILDREN’S PRODUCTS, INC., ELVERSON, PA: 
1,671,130, PUB. 10-15-1991. INT. CL. 18. 

GREAT PLAINS GASIFICATION ASSOCIATES, DE- 

TROIT, MI: 
1,339,640, CANC. INT. CL. 42. 
GREAT-WEST LIFE ASSURANCE COMPANY; THE, 
DENVER, CO: 
1,339,496, CANC. INT. CL. 36. 
1,339,497, CANC. INT. CL. 36. 
1,339,498, CANC. INT. CL. 36. 
1,339,499, CANC. INT. CL. 36. 
1,339,500, CANC. INT. CL. 36. 
1,339,502, CANC. INT. CL. 36. 
GREENWOOD MANAGEMENT COMPANY, PHILADEL- 
PHIA, PA, DBA THE GREENWOOD GROUP: 
1,339,463, CANC. INT. CL. 36. 

GRYPHO AG, STANSSTAD, SWITZERLAND: 

1,643,385, COR. MULTIPLE CLASS, INT. CLS. 8 AND 
10. 

GUADALUPE VALLEY HOSPITAL, SEGUIN, TX: 
1,671,432, PUB. 10-15-1991. INT. CL. 42. 

GUCCI, PAOLO, NEW YORK, NY: 

1,671,221, PUB. 10-15-1991. INT. CL. 25. 


INC., SARA- 
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H.H. SCOTT, INC., NORTH BERGEN, NJ: 
1,670,990, PUB. 7-24-1990. INT. CL. 9. 
1,670,991, PUB. 11-6-1990. INT. CL. 9. 

H&H PLASTIC MFG. CO., GRAND RAPIDS, MI: 
1,339,242, CANC. INT. CL. 20. 

H-G INDUSTRIES, INC., LONG BEACH, NY: 
1,339,332, CANC. INT. CL. 28. 


HAINES COMMERCIAL EQUIPMENT COMPANY, 
HAINES, OR: 


1,671,039, PUB. 10-15-1991. INT. CL. 9. 
HALLIBURTON COMPANY, DUNCAN, OK: 
1,671,358, PUB. 10-15-1991. INT. CL. 38. 


HALLMARK CARDS, INCORPORATED, KANSAS CITY, 
MO: 


1,339,347, CANC. . CL. 28. 
1,339,348, CANC. . CL. 28. 
1,339,349, CANC. . CL. 28. 
1,339,350, CANC. . CL. 28. 
1,339,351, CANC. . CL. 28. 
1,339,352, CANC. . CL. 28. 
1,339,353, CANC. . CL. 28. 
1,339,354, CANC. . CL. 28. 
1,339,355, CANC. . CL. 28. 
1,339,356, CANC. . CL. 28. 
HAMMER CORPORATION, CINCINNATI, OH: 
1,671,236, PUB. 12-25-1990. INT. CL. 28. 
HAMMERBLOW CORPORATION, THE, WAUSAU, WI, 
LEAR SIEGLER, INC., SANTA MONICA, CA: 
923,108. REN. 11-26-91. U.S. CL. 19 (INT. CL. 12). 
HAMMOND INCORPORATED, MAPLEWOOD, NJ: 
1,671,096, PUB. 10-15-1991. INT. CL. 16. 
HANSA WORLDWIDE CORP., EAST HARTFORD, CT: 
1,339,675, CANC. INT. CL. 42. 
HAPPY JACK, INC., SNOW HILL, NC: 
1,671,290, PUB. 10-15-1991. INT. CL. 31. 


HARBAUGH HOTEL MANAGEMENT CORPORATION, 
LOS ANGELES, CA: 


1,339,827, CANC. INT. CL. 42. 
HARBOR FOOTWEAR GROUP, LTD., PORT WASHING- 
TON, NY: 
1,671,189, PUB. 10-15-1991. INT. CL. 25. 
1,671,195, PUB. 10-15-1991. INT. CL. 25. 
HARCROS CHEMICALS INC., KANSAS CITY, KS: 
1,670,933, PUB. 10-15-1991. INT. CL. 1. 
HARLAN SPRAGUE DAWLEY, INC., INDIANAPOLIS, IN, 
MOGUL CORPORATION, THE, CHAGRIN FALLS, OH: 
928,566. REN. 11-27-91. U.S. CL. 18 (INT. CL. 5). 
HARLAN SPRAGUE DAWLEY, INC., INDIANAPOLIS, IN: 
1,671,291, PUB. 10-15-1991. INT. CL. 31. 
HARRIS CORPORATION, MELBOURNE, FL: 
1,671,023, PUB. 10-15-1991. INT. CL. 9. 
1,671,024, PUB. 10-15-1991. INT. CL. 9. 


HASBRO INC., PAWTUCKET, RI FROM MILTON BRAD- 
LEY COMPANY, EAST LONGMEADOW, MA: 


1,671,248, PUB. 7-16-1991. INT. CL. 28. 
HAYES, LIAM JAMES, CHICAGO, IL: 
1,671,383, PUB. 10-15-1991. INT. CL. 41. 
HBD INDUSTRIES, INC., BELLEFONTAINE, OH, B. F. 
GOODRICH COMPANY, THE, AKRON, OH: 
927,315. REN. 11-26-91. U.S. CL. 35 (INT. CL. 17). 
HEALTH BEST DISTRIBUTORS, INC., ESCONDIDO, CA: 
1,671,265, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 29, 30 AND 31. 
HEALTH CENTRAL SYSTEM; THE, MINNEAPOLIS, MN: 
1,339,741, CANC. INT. CL. 42. 
HEALTHCARE SERVICES, INC., ATLANTA, GA: 
1,339,711, CANC. INT. CL. 42. 


HEARST/ABC VIACOM ENTERTAINMENT SERVICES, 
NEW YORK, NY: 


1,671,353, PUB. 10-15-1991. INT. CL. 38. 
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HEIL-QUAKER CORPORATION, LAVERGNE, TN: 
1,671,447, MULTIPLE CLASS, INT. CLS. 9 AND 16. 
HEIL, DAVID W., CINCINNATI, OH AND HEIL, TERRI 

C., CINCINNATI, OH: 
1,671,410, PUB. 10-15-1991. INT. CL. 42. 


wELD KG, D-S466 NEUSTADT/WIED, FED REP GERMA- 
1,670,964, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 7, 8 AND 9. 
HERCULES COMPUTER TECHNOLOGY, INC., BERKE- 
LEY, CA: 
1,671,005, PUB. 10-15-1991. INT. CL. 9. 
HERSHEY FOODS CORPORATION, HERSHEY, PA: 
1,671,282, PUB. 10-15-1991. INT. CL. 30. 
HERTZ SYSTEM, INC., PARSIPPANY, NJ: 
1,339,563, CANC. INT. CL. 39. 
HIGGS, LIZ CURTIS, LOUISVILLE, KY: 
1,671,386, PUB. 10-15-1991. INT. CL. 41. 
HIGH LEAH CORPORATION, OAKRIDGE, OR: 
1,671,032, PUB. 10-15-1991. INT. CL. 9. 
HIGHLIGHTS FOR CHILDREN, INC., COLUMBUS, OH: 
1,671,093, PUB. 10-15-1991. INT. CL. 16. 
HIGHWAY HOST, INC., FARGO, ND: 
1,339,773, CANC. INT. CL. 42. 
HIMELHOCH; PATRICIA J., FLINT, MI: 
1,339,195, CANC. INT. CL. 16. 
HOME INTERIORS & GIFTS, INC., DALLAS, TX: 
1,307,015, CANC. INT. CL. 16. 
HONEYWELL INC., MINNEAPOLIS, MN: 
1,671,025, PUB. 10-15-1991. INT. CL. 9. 
HORSTMANN-FORDERTECHNIK GMBH & CO. KG, 
D-4970 BAD OEYNHAUSEN 1, FED REP GERMANY: 
1,670,966, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 7 AND 40. 
HOT’N NOW, INC., KALAMAZOO, MI: 
1,671,433, PUB. 10-15-1991. INT. CL. 42. 
HOTSPURS LTD., WEST CHESTER, PA: 
1,671,209, PUB. 10-15-1991. INT. CL. 25. 
HOWARD MILLER CLOCK COMPANY, ZEELAND, MI: 
1,671,077, PUB. 10-15-1991. INT. CL. 14. 
HUBBARD MILLING COMPANY, MANKATO, MN, DBA 
PROTEIN BLENDERS: 
1,644,935, COR. INT. CL. 5. 
HUDSON FOODS, INC., ROGERS, AR FROM ROEGELEIN 
ENTERPRISES, INC., SAN ANTONIO, TX: 
1,671,483, INT. CL. 29. 
HUNT-WESSON, INC., FULLERTON, CA, HUNT-WESSON 
FOODS, INC., FULLERTON, CA: 
931,425. REN. 11-26-91. U.S. CL. 46 (INT. CL. 29). 
HURST GRAPHICS, INC., LOS ANGELES, CA: 
1,671,100, PUB. 10-15-1991. INT. CL. 16. 
HUTHWAITE, INC., PURCELLVILLE, VA: 
1,671,090, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 
HYATT CORPORATION, CHICAGO, IL: 
1,671,417, PUB. 10-15-1991. INT. CL. 42. 
LQ. 2000 PRODUCTS INC. TORONTO, ONTARIO, 
CANADA: 
1,339,290, CANC. INT. CL. 28. 
I-LAN, INC., COLUMBUS, OH: 
1,671,015, PUB. 10-15-1991. INT. CL. 9. 
IBC USA (PUBLICATIONS), INC., HOLLISTON, MA: 
1,671,464, INT. CL. 16. 
ICARIAN FITNESS INC., SAN FERNANDO, CA: 
1,671,244, PUB. 10-15-1991. INT. CL. 28. 
ICI AMERICAS INC., WILMINGTON, DE: 
1,670,930, PUB. 10-15-1991. INT. CL. 1. 
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IDEX MANAGEMENT, INC., LARGO, FL: 
1,671,336, PUB. 10-15-1991. INT. CL. 36. 


IMPERIAL TUTORING & EDUCATIONAL SERVICES, 
INC., OAK LAWN, IL: 


1,671,377, PUB. 10-15-1991. INT. CL. 41. 


INDEPENDENCE HEALTH PLAN, INC., SOUTHFIELD, 
MI: 


1,339,507, CANC. INT. CL. 36. 


INDEPENDENT PILOTS ASSOCIATION, LOUISVILLE, 
KY: 


1,671,446, PUB. 10-15-1991. U.S. CL. 200. 
INDIANA TECHNICAL COLLEGE, INC., FORT WAYNE, 
IN: 
1,671,392, PUB. 10-15-1991. INT. CL. 41. 
1,671,393, PUB. 10-15-1991. INT. CL. 41. 
INDUSTRIAS DE CHOCOLATE LACTA S/A, 04602 SAO 
PAULO - SP, BRAZIL: 
1,671,277, PUB. 11-27-1990. INT. CL. 30. 
INFLIGHT SERVICES, INC., NEW YORK, NY: 
1,339,516, CANC. MULTIPLE CLASS, INT. CLS. 37, 4i 
AND 42. 
INFRA-STRUCTURES, INC., BRENTWOOD, NY: 
1,671,445, PUB. 10-15-1991. INT. CL. 42. 
INGERSOLL-RAND COMPANY, WOODCLIFF LAKE, NJ, 


COMPRESSED AIR MAGAZINE COMPANY, PHILLIPS- 
BURG, NJ: 


554,689. REN. 11-26-91. U.S. CL. 38 (INT. CL. 16). 


INITIAL IMPRESSIONS LIMITED, BIRMINGHAM, ENG- 
LAND: 


1,339,236, CANC. INT. CL. 20. 
INMAGIC INC., CAMBRIDGE, MA: 
1,671,107, PUB. 10-15-1991. INT. CL. 16. 


INNOVATIVE INFORMATION SYSTEMS, 
WOOD, MA: 


1,671,431, PUB. 10-15-1991. INT. CL. 42. 


INSTANT CARE CENTERS OF AMERICA, INC., LOS AN- 
GELES, CA: 


1,339,694, CANC. INT. CL. 42. 
INSUL/CRETE CO., INC., MCFARLAND, WI TO PAREX, 
INCORPORATED, REDAN, GA: 
1,465,092 NEW CERT. 1-7-1992. INT. CL. 2. 
INTENDANCE OF INTERNATIONAL CONSULTANTS- 
PUERTO RICO, INC., SANTURCE, PUERTO RICO: 
1,339,401, CANC. INT. CL. 31. 
INTERCO INCORPORATED, ST. LOUIS, MO: 
1,339,267, CANC. INT. CL. 25. 
INTERFACE, INC., LAGRANGE, GA: 
1,671,228, PUB. 10-15-1991. INT. CL. 27. 


INTERNATIONAL MULTIFOODS CORPORATION, MIN- 
NEAPOLIS, MN: 


1,339,373, CANC. INT. CL. 29. 
INTERNET, INC., RESTON, VA: 
1,339,456, CANC. INT. CL. 36. 
INTERSTATE ASSET MANAGEMENT, 
LOTTE, NC: 
1,339,512, CANC. INT. CL. 36. 
IRI INVESTMENT CORPORATION, TUSTIN, CA: 
1,339,258, CANC. INT. CL. 25. 
ISPO PUTZ-UND FARBENWERK GMBH & CO. KG, KRIF- 
TEL, FED REP GERMANY: 


1,337,467, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 
19. 


INC., NOR- 


INC., CHAR- 


ITOKIN CO., LTD., HIGASHI-KU, OSAKA, JAPAN: 
1,339,266, CANC. INT. CL. 25. 


ITT CORPORATION, NEW YORK, NY: 
1,671,047, PUB. 10-15-1991. INT. CL. 9. 


J. & J. SNACKS, INC., LEBANON, IN, DBA ACME DIS- 


TRIBUTORS, ACME-EVANS COMPANY, INDIANAPO- 
LIS, IN: 


282,971. REN. 11-26-91. U.S. CL. 46 (INT. CL. 30). 


OFFICIAL GAZETTE 


JANUARY 7, 1992 


J. B. TILLOTT LTD., HENLOW, BEDFORDSHIRE, ENG- 
LAND, DBA TILLOTTS LABORATORIES: 
1,285,766, CANC. INT. CL. 5. 
J.A. HENCKELS ZWILLINGSWERK AG, 5650 SOLINGEN 
1, FED REP GERMANY: 
923,125. REN. 11-26-91. MULTIPLE CLASS, U.S. CLS. 
23 (INT. CLS. 8 AND 21) AND 44 (INT. CL. 8). 
JACK ZWICK ASSOCIATES, INC., MCLEAN, VA: 
1,339,594, CANC. INT. CL. 41. 
JACKLIN SEED CO., POST FALLS, ID: 
1,671,286, PUB. 10-15-1991. INT. CL. 31. 
JACLYN, INC., WEST NEW YORK, NJ: 
1,671,132, PUB. 10-15-1991. INT. CL. 18. 
JACOB, NICHOLAS J., ARLINGTON HEIGHTS, IL: 
1,671,504, INT. CL. 25. 
JENSEN, RIMA Z., CHATSWORTH, CA: 
1,671,406, PUB. 10-15-1991. INT. CL. 42. 
JEPPESEN DATAPLAN, INC., LOS GATOS, CA, LOCK- 
HEED AIRCRAFT CORPORATION, BURBANK, CA: 
920,385. REN. 11-26-91. U.S. CL. 105 (INT. CL. 39). 


JIM BAGLEY BAIT COMPANY, INC., WINTER HAVEN, 
FL: 


1,339,329, CANC. INT. CL. 28. 

JOCKEY INTERNATIONAL, INC., KENOSHA, WI: 
1,671,441, PUB. 10-15-1991. INT. CL. 42. 

JOHN RICH & SONS INVESTMENT HOLDING COMPA- 


NY, WILMINGTON, DE FROM WOOLRICH, INC., 
WOOLRICH, PA: 


1,671,429, PUB. 9-24-1991. INT. CL. 42. 
JOHN SEXTON & CO., LISLE, IL, JOHN SEXTON & CO., 
CHICAGO, IL: 
$48,592. REN. 11-26-91. U.S. CL. 52 (INT. CLS. 3 AND 
4). 
JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 
1,671,045, PUB. 10-15-1991. INT. CL. 9. 
JOHNSON CONTROLS, INC., MILWAUKEE, WI, PENN 
ELECTRIC SWITCH CO., GOSHEN, IN: 
555,220. REN. 11-26-91. U.S. CL. 21 (INT. CL. 9). 
JOINER ASSOCIATES INC., MADISON, WI: 
1,339,419, CANC. INT. CL. 35. 
JONBIL, INC., NEW YORK, NY: 
1,671,197, PUB. 10-15-1991. INT. CL. 25. 
JOSEPH AND FEISS COMPANY, THE, CLEVELAND, OH: 
1,671,176, PUB. 10-15-1991. INT. CL. 25. 
JWC ENVIRONMENTAL, IRVINE, CA: 
1,671,349, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
K-RAIN MANUFACTURING CORP., RIVIERA BEACH, 
FL: 
1,273,173, CANC. INT. CL. 9. 
KABUSHIKI KAISHA RIKIO, CHUO-KU, TOKYO, JAPAN: 
1,671,190, PUB. 10-15-1991. INT. CL. 25. 
1,671,192, PUB. 10-15-1991. INT. CL. 25. 


KAISER AEROSPACE & ELECTRONICS CORPORATION, 
FOSTER CITY, CA: 


1,671,000, PUB. 10-15-1991. INT. CL. 9. 
KAKADU TRADERS AUSTRALIA, SPARKS, NV: 
1,671,201, PUB. 10-15-1991. INT. CL. 25. 
KAKESAKO BROS. JEWELERS, INC., HONOLULU, HI: 
1,671,081, PUB. 10-15-1991. INT. CL. 14. 
KAL KAN FOODS, INC., VERNON, CA: 
1,339,318, CANC. INT. CL. 28. 
KARWENDEL-WERKE FRANZ X. HUBER, D-8938 BUCH- 
LOE, FED REP GERMANY: 
1,671,267, PUB. 10-15-1991. INT. CL. 29. 
KEENE CORPORATION: See— 
ARLON, INC.. 
KEITH UNDERWRITERS, INC., DETROIT, MI: 
1,671,328, PUB. 10-15-1991. INT. CL. 36. 
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KEL-GAR, INC., DALLAS, TX: 
1,671,458, INT. CL. 10. 
KIDDER INTERNATIONAL, INC., AUBURN, WA: 
1,671,239, PUB. 10-15-1991. INT. CL. 28. 
KIDS KOMPUTING, INC., AUSTIN, TX: 
1,339,823, CANC. INT. CL. 41. 
KILLEN, JEFFREY JOHN, HUNTINGTON BEACH, CA: 
1,671,211, PUB. 10-15-1991. INT. CL. 25. 
KIWI MARKETING, INC., ORLAND PARK, IL: 
1,671,092, PUB. 8-27-1991. INT. CL. 16. 
KLEINBERG SHERRILL, INC., ATLANTA, GA: 
1,671,129, PUB. 10-15-1991. INT. CL. 18. 
KNUDSEN AUTOMOTIVE, INC., OMAHA, NE: 
1,671,060, PUB. 1-22-1991. INT. CL. 12. 
KOEHN, HILDE R., HUNTINGTON, NY TO KOEHN, 
HILDE R., HUNTINGTON, NY: 
1,341,965, COR. INT. CL. 5. 
KRAFT GENERAL FOODS, INC., GLENVIEW, IL: 
1,671,269, PUB. 10-15-1991. INT. CL. 29. 
KRAFT, INC., GLENVIEW, IL: 
1,339,398, CANC. INT. CL. 30. 
KRANSCO MANUFACTURING, INC., SOUTH SAN FRAN- 
CISCO, CA: 
1,339,345, CANC. INT. CL. 28. 
KROGER CO.; THE, CINCINNATI, OH: 
1,339,403, CANC. INT. CL. 31. 


KUMKANG SHOE MANUFACTURING CO., LTD., TEN- 
AFLY, NJ: 


1,671,223, PUB. 10-15-1991. INT. CL. 25. 
KYOTARU AMERICA CORPORATION, LOS ANGELES, 
CA: 
1,339,828, CANC. INT. CL. 42. 
L. MARTINEZ ASSOCIATES, INC., MIAMI, FL: 
1,671,302, PUB. 10-15-1991. INT. CL. 35. 
L’AIR LIQUIDE, PARIS, FRANCE: 
1,263,314, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 
11. 
LA VIE COSMETICS, INC., RANCHO SANTA MARGARI- 
TA, CA: 
1,670,947, PUB. 10-15-1991. INT. CL. 3. 
LABORATOIRE ALGOCHIMIE, 37000 TOURS, FRANCE: 
1,670,927, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 1 AND 5. 
LABORATOIRE ONYLIGNE, 94250 GENTILLY, FRANCE: 
1,670,939, PUB. 10-15-1991. INT. CL. 3. 
LADD FURNITURE, INC., HIGH POINT, NC: 
1,671,140, PUB. 10-15-1991. INT. CL. 20. 
LADY ATHENA SPAS OF AMERICA, INC., TAMPA, FL: 
1,339,589, CANC. INT. CL. 41. 
LANCOME PARFUMS ET BEAUTE & CIE, 75008 PARIS, 
FRANCE: 
1,670,941, PUB. 10-15-1991. INT. CL. 3. 
LAST WOUND-UP, INC., THE, NEW YORK, NY: 
1,671,252, PUB. 10-15-1991. INT. CL. 28. 
LAVER, RODNEY G., CLEVELAND, OH, DBA ROD 
LAVER: 
1,339,784, CANC. MULTIPLE CLASS, INT. CLS. 41 
AND 42. 
LEADERSHIP GREATER CHICAGO, CHICAGO, IL: 
1,339,609, CANC. INT. CL. 41. 
LEAH PALMER-ANDERSON DESIGN INC., NEW YORK, 
NY, DBA LEE ANDERSON: 
1,671,196, PUB. 10-15-1991. INT. CL. 25. 
LEATHERSMITH OF LONDON LTD., FAIRFIELD, NJ: 
1,339,216, CANC. INT. CL. 18. 
LEISURE CONCEPTS, INC., NEW YORK, NY: 
1,339,327, CANC. INT. CL. 28. 
LENOX, INCORPORATED, LAWRENCEVILLE, NJ: 
1,671,156, PUB. 10-15-1991. INT. CL. 21. 
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1,671,157, PUB. 10-15-1991. INT. CL. 21. 

LEON SHAFFER GOLNICK ADVERTISING, INC., FORT 
LAUDERDALE, FL: 

1,671,301, PUB. 8-18-1987. INT. CL. 35. 

LES ALIMENTATIONS LIONEL JAY (CLAREMONT) 
LTEE/ LIONEL JAY FOODS (CLAREMONT) LTD., 
WESTMOUNT, PROVINCE OF QUEBEC, CANADA: 

1,671,258, PUB. 10-15-1991. INT. CL. 29. 


LEWIS GALOOB TOYS, INC., SOUTH SAN FRANCISCO, 
CA: 


1,339,321, CANC. INT. CL. 28. 
LIFESTYLE INTERNATIONAL, INCORPORATED, RAN- 
DOLPH, MA: 

1,339,218, CANC. INT. CL. 18. 

LIMITED STORES, INC., THE, COLUMBUS, OH: 
1,671,472, INT. CL. 25. 

LISSAGUE, BEATRICE, 49650 ALLONNES, FRANCE: 
1,671,170, PUB. 10-15-1991. MULTIPLE CLASS, INT. 

CLS. 25 AND 26. 
LOBLAWS INC., TORONTO, ONTARIO, CANADA FROM 


FOOD MARKET HOLDING CO. LTD., TORONTO, ON- 
TARIO, CANADA: 


1,671,275, PUB. 10-15-1991. INT. CL. 30. 

LOCTITE CORPORATION, NEWINGTON, CT: 

1,671,490, INT. CL. 1. 

LONDONTOWN CORPORATION, ELDERSBURG, MD TO 

LONDONTOWN CORPORATION, ELDERSBURG, MD: 
1,300,683, AM. INT. CL. 25. 
LONGVIEW FIBRE COMPANY, LONGVIEW, WA, LONG- 
VIEW FIBRE COMPANY, LONGVIEW, WA: 

541,891. REN. 11-26-91. U.S. CL. 37 (INT. CL. 16). 

LOOK COOKWARE USA, INC., NEWBURY PARK, CA: 
1,409,470, CANC. INT. CL. 21. 

LOOKS UNLIMITED, INC., ORLANDO, FL: 
1,671,026, PUB. 10-15-1991. INT. CL. 9. 
1,671,029, PUB. 10-15-1991. INT. CL. 9. 

LOOP PRODUCTS, INC., SUNRISE, FL: 
1,671,035, PUB. 10-15-1991. INT. CL. 9. 

LOPAT INDUSTRIES, INC., NEW YORK, NY: 
1,460,462, COR. INT. CL. 1. 

LOSURDO FOODS, INC., MOONACHIE, NJ: 

927,817. REN. 11-26-91. MULTIPLE CLASS, U.S. CLS. 
46 (INT. CLS. 29 AND 30) AND 100 (INT. CL. 42). 
LYONS EMPRISE (HK) LTD., HUNGHOM, KOWLOON, 
HONG KONG: 
1,671,074, PUB. 10-15-1991. INT. CL. 14. 
LYONS TRANSPORTATION LINES, INC., ERIE, PA: 
1,339,565, CANC. INT. CL. 39. 

M & M LIQUORS, LTD., BURR RIDGE, IL FROM 134 N. 
RIDGELAND CORPORATION, CHICAGO, IL, DBA 
SALVADOR’S MEXICAN RESTAURANT: 

1,671,398, PUB. 10-15-1991. INT. CL. 42. 

M & M PROVISIONS, INC., CHICAGO, IL: 

1,671,482, INT. CL. 29. 

M. TRIGG ENTERPRISES, INC., VAN NUYS, CA, DBA 
DYNAMIC CONCEPTS TO TRIGG ADVERTISING, 
INC., VAN NUYS, CA, DBA DYNAMIC CONCEPTS: 

1,629,756 NEW CERT. 1-7-1992. INT. CL. 3. 

M.D.M. PRODUCTIONS, INC., LAS VEGAS, NV: 
1,339,600, CANC. INT. CL. 41. 

M.F. SMITH & ASSOCIATES, INC., BERNARDSVILLE, NJ: 
1,671,313, PUB. 10-15-1991. INT. CL. 35. 

MACK INVESTMENT SECURITIES, INC., GLENVIEW, 
IL: 

1,671,330, PUB. 10-15-1991. INT. CL. 36. 

MAGIC MOUNTAIN, BIG BEAR LAKE, CA: 

921,353. REN. 11-25-91. U.S. CL. 107 (INT. CL. 41). 

MAGNADYNE CORPORATION, COMPTON, CA: 

1,671,463, INT. CL. 12. 
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MAID-RITE STEAK COMPANY, INC., DUNMORE, PA: 
1,671,271, PUB. 10-15-1991. INT. CL. 29. 
MAINE MANNA, INC., GORHAM, ME, POLARZONE 
FOODS, INC., GORHAM, ME: 
929,666. REN. 11-26-91. U.S. CL. 46 (INT. CL. 31). 
MAJERS CORPORATION, OMAHA, NE: 
1,339,440, CANC. INT. CL. 35. 
MANO E MANO LTD., NEW YORK, NY: 
1,671,204, PUB. 10-15-1991. INT. CL. 25. 
MANUFACTURAS ANTONIO GASSOL, S.A., BARCELO- 
NA, SPAIN: 
1,671,166, PUB. 11-22-1988. INT. CL. 25. 
MAPARI, INC., WAUWATOSA, WI: 
1,671,402, PUB. 10-15-1991. INT. CL. 42. 
MARITIME CENTER AT NORWALK, INC., THE, SOUTH 
NORWALK, CT: 
1,671,488, MULTIPLE CLASS, INT. CLS. 16, 21, 25 AND 
41. 
MARK, BARBARA S., SAN DIEGO, CA: 
1,671,399, PUB. 10-15-1991. INT. CL. 42. 
MARPAC CORPORATION, WILMINGTON, NC, MARPAC 
CORPORATION, WILMINGTON, NC: 
931,271. REN. 11-26-91. U.S. CL. 21 (INT. CL. 9). 
MARSHALL FIELD & COMPANY, CHICAGO, IL: 
1,339,254, CANC. INT. CL. 25. 
MARVIN GARDENS DESIGNS, LTD., ATLANTA, GA: 
1,671,428, PUB. 10-15-1991. INT. CL. 42. 
MARY BETH’S KITCHEN, INC., BRONXVILLE, NY: 
1,671,426, PUB. 10-15-1991. INT. CL. 42. 


MARY HITCHCOCK MEMORIAL HOSPITAL CHARITA- 
BLE TRUST, HANOVER, NH: 


1,339,494, CANC. INT. CL. 36. 
MATSUSHITA-ULTRA TECH. BATTERY CORPORATION, 
COLUMBUS, GA: 
1,671,347, PUB. 10-15-1991. INT. CL. 37. 
MATTEL, INC., HAWTHORNE, CA: 
1,339,312, CANC. INT. CL. 28. 
1,339,361, CANC. INT. CL. 28. 
1,339,362, CANC. INT. CL. 28. 
1,339,364, CANC. INT. CL. 28. 
MAX COMPANY LIMITED, CHUO-KU, TOKYO, JAPAN: 
922,756. REN. 11-26-91. U.S. CL. 23 (INT. CLS. 7 AND 
8). 
MAX ZELLER FURS INC., SPRINGFIELD, MA: 
1,671,212, PUB. 10-15-1991. INT. CL. 25. 
MAXIM SORBENTS, INC., SALEM, OH, DBA MAXIMUM 
ABSORDENT CO.: 
1,671,191, PUB. 10-15-1991. INT. CL. 25. 
MAYHILL PUBLICATIONS, INC., KNIGHTSTOWN, IN: 
1,339,801, CANC. INT. CL. 16. 
MAZER CORPORATION, THE, DAYTON, OH: 
1,339,826, CANC. INT. CL. 42. 
MBR INTERNATIONAL, INC., STEVENSON, MD: 
1,339,818, CANC. INT. CL. 36. 
MCA INC., UNIVERSAL CITY, CA: 
1,671,385, PUB. 10-15-1991. INT. CL. 41. 
MCBREEN, ROBERT E., JR., CINCINNATI, OH: 
1,671,498, INT. CL. 16. 
MCCLELLAN INDUSTRIES, INC., TRAVERSE CITY, MI, 
DBA BURKE FISHING LURES: 
1,671,241, PUB. 10-15-1991. INT. CL. 28. 
MCCONNELL, JEAN D., NATCHEZ, MS: 
1,671,245, PUB. 10-15-1991. INT. CL. 28. 
MCDONNELL DOUGLAS CORPORATION, LAMBERT 
FIELD, MO: 
1,339,434, CANC. INT. CL. 35. 
MCGREGOR SEA & AIR SERVICES LIMITED, SOUTH 
SAN FRANCISCO, CA: 
1,339,560, CANC. INT. CL. 39. 
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MCINTOSH, JANICE A., PONTE VEDRA BEACH, FL: 
1,671,220, PUB. 10-15-1991. INT. CL. 25. 

MCKINNEY; NEAL, WASHINGTON, 
EVERY BODY: 

1,339,617, CANC. INT. CL. 41. 

MCKNIGHT INTERNATIONAL LIMITED, LONDON W4 
4PH, UNITED KINGDOM: 

1,671,097, PUB. 10-15-1991. INT. CL. 16. 

MCMAHON, MICHAEL F., ST. CLAIR SHORES, MI: 
1,671,180, PUB. 10-15-1991. INT. CL. 25. 

MCNEIL (OHIO) CORPORATION, ST. PAUL, MN: 
1,670,977, PUB. 10-15-1991. INT. CL. 7. 

MED-DIET LABORATORIES, INC., MINNETONKA, MN: 
1,671,274, PUB. 10-15-1991. INT. CL. 30. 

MEDIA GENERAL CABLE OF FAIRFAX COUNTY, INC., 
CHANTILLY, VA: 

1,339,544, CANC. INT. CL. 38. 

MEDICAL GROUP INSURANCE SERVICES, INC., SAN 
JOSE, CA: 

1,339,460, CANC. INT. CL. 36. 

MEDICAL TECHNOLOGY INC.: See— 

MORE DIRECT RESPONSE, INCORPORATED. 

MEGA-TREND, INC., LAKELAND, FL: 

1,339,765, CANC. INT. CL. 42. 

MEIJER, INC., GRAND RAPIDS, MI: 

1,671,053, PUB. 10-15-1991. INT. CL. 11. 
MELODY DISTRIBUTING COMPANY, LIVONIA, MI TO 
MELODY DISTRIBUTING COMPANY, LIVONIA, MI: 

1,612,272, COR. INT. CL. 32. 

MERCY HOSPITAL, INC., BALTIMORE, MD: 
1,339,756, CANC. INT. CL. 42. 

MERIHOM BUILDERS, INC., LIBERTY, MO: 
1,339,425, CANC. INT. CL. 35. 

MERITOR SAVINGS, FA, WINTER HAVEN, FL: 
1,671,320, PUB. 9-3-1991. INT. CL. 36. 

MERITUS INDUSTRIES, INC., FAIRFIELD, NJ: 
1,339,328, CANC. INT. CL. 28. 

METRO SOFTWARE INC., TUCSON, AZ: 
1,671,043, PUB. 10-15-1991. INT. CL. 9. 

MEYN U.S.A. INC., BALDWIN, GA: 
1,308,825, CANC. INT. CL. 11. 

MIAMI NEWSPAPERS, INC., BROWNWOOD, TX: 
1,671,086, PUB. 10-15-1991. INT. CL. 16. 

MICHIGAN HANGER COMPANY, INC., NILES, OH, 
RUMBLE, EDGAR B., CAMPBELL, OH, DBA MICHI- 
GAN HANGER COMPANY, INC.: 

897,541. REN. 11-26-91. U.S. CL. 101 (INT. CL. 35). 

MICROMEDEX, INC., DENVER, CO: 

1,671,014, PUB. 10-15-1991. INT. CL. 9. 
MID CONTINENT SYSTEMS, INC., WEST MEMPHIS, AR: 
1,339,454, CANC. INT. CL. 36. 
MIDTOWNE SPA INC., TORRANCE, CA: 
1,671,374, PUB. 4-30-1991. INT. CL. 41. 
MILCHEM INCORPORATED, HOUSTON, TX: 
1,671,352, PUB. 10-15-1991. INT. CL. 37. 
MILLER; GUY, WEAVERVILLE, NC, DBA PACK 
SADDLE APIARIES: 
1,339,391, CANC. INT. CL. 30. 
MILTON BRADLEY COMPANY, SPRINGFIELD, MA: 
966,435, CANC. U.S. CL. 22. 
MILTON BRADLEY COMPANY: See— 
HASBRO INC.. 

MINI MAID SERVICES COMPANY, INC., MARIETTA, 
GA: 

1,339,528, CANC. INT. CL. 37. 

MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, SAINT PAUL, MN, AKA 3M: 

1,670,949, PUB. 10-15-1991. INT. CL. 3. 


DC, DBA FOR 





JANUARY 7, 1992 


MINNESOTA MINING AND MANUFACTURING COMPA- 
NY, SAINT PAUL, MN: 

1,671,058, PUB. 10-15-1991. INT. CL. 11. 
MINNESOTA PUBLIC RADIO, ST. PAUL, MN: 
1,671,380, PUB. 10-15-1991. INT. CL. 41. 

MISS ELAINE, INC., ST. LOUIS, MO: 

1,671,474, INT. CL. 25. 
MISSEL, GEORGE, GAITHERSBERG, MD: 
1,671,249, PUB. 10-15-1991. INT. CL. 28. 

MISSOURI RIVER BOAT COMPANY, INC., BISMARCK, 
ND: 

1,339,557, CANC. INT. CL. 39. 

MITCHELL; DONALD F., DALLAS, TX, DBA TURTLE 
CREEK GALLERY: 

1,339,443, CANC. INT. CL. 35. 

MIZUNO KABUSHIKI KAISHA (MIZUNO CORPORA- 
TION), CHUO-KU, OSAKA, JAPAN: 

1,671,199, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 
MOEN INCORPORATED, ELYRIA, OH: 
1,671,054, PUB. 10-15-1991. INT. CL. 11. 
MONARCH LIFE INSURANCE COMPANY, SPRING- 
FIELD, MA: 

1,339,819, CANC. INT. CL. 36. 

MONOGRAM MODELS, INC., MORTON GROVE, IL: 
1,644,816, COR. INT. CL. 28. 

MONTGOMERY WARD & CO., CHICAGO, IL: 
1,339,275, CANC. INT. CL. 25. 

MOORE BUSINESS FORMS, INC., GRAND ISLAND, NY: 
1,671,308, PUB. 10-15-1991. MULTIPLE CLASS, INT. 

CLS. 35 AND 42. 

MORE DIRECT RESPONSE, INCORPORATED, CARLS- 
BAD, CA FROM MEDICAL TECHNOLOGY INC., FT. 
MYERS, FL: 

1,671,299, PUB. 11-14-1989. INT. CL. 34. 
MORGAN INCORPORATED, KANSAS CITY, MO: 
1,339,346, CANC. INT. CL. 28. 

MORGAN, WILLIAM SCOTT, SEATTLE, WA: 
1,671,131, PUB. 10-15-1991. INT. CL. 18. 
1,671,188, PUB. 10-15-1991. INT. CL. 25. 

MORTON, RICK, SEPULVEDA, CA, DBA MORTON 
PRODUCTS: 

1,671,149, PUB. 10-15-1991. INT. CL. 21. 

MOTOROLA, INC., SCHAUMBURG, IL: 

1,671,037, PUB. 10-15-1991. INT. CL. 9. 

MR. WALLEYE SPECIALTIES, INCORPORATED, MER- 
RIFIELD, MN: 

1,671,381, PUB. 10-15-1991. INT. CL. 41. 

MULTI-AMP CORPORATION, DALLAS, TX: 

1,671,008, PUB. 10-15-1991. INT. CL. 9. 

MURRAY SPACE SHOE, INC., MOUNTAIN VIEW, CA 
AND MURRAY, ANNA VERONIKA, LONG ISLAND 
CITY, NY, DBA MURRAY SPACE SHOE CORPORA- 
TION, MURRAY, ALAN E., WILMINGTON, DE: 

440,188. REN. 11-26-91. U.S. CL. 39 (INT. CL. 25). 

MURRY’S, INC., FORESTVILLE, MD: 

1,671,264, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 29 AND 42. 
MUSIDOR B.V., AMSTERDAM, NETHERLANDS: 
1,347,902, CANC. INT. CL. 26. 

NABISCO, INC., PARSIPPANY, NJ, FLEISCHMANN COM- 
PANY, THE, NEW YORK, NY: 

288,635. REN. 11-27-91. U.S. CL. 46 (INT. CL. 30). 

NALCO FUEL TECH, NAPERVILLE, IL FROM NALCO 
FUEL TECH, NAPERVILLE, IL: 

1,671,401, PUB. 8-27-1991. INT. CL. 42. 

NALCO FUEL TECH: See— 

NALCO FUEL TECH. 

NATIONAL CHECK RECORDS CORP., GARDEN CITY, 
NY: 

1,339,817, CANC. INT. CL. 36. 
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NATIONAL FLORIST DIRECTORY, 
PARAGOULD, AR: 
1,339,450, CANC. INT. CL. 35. 
NATIONAL FOUNDATION FOR CONSUMER CREDIT, 
INC., WASHINGTON, DC: 
1,671,332, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 36, 41 AND 42. 
NATIONAL REFINING CORPORATION, ORANGE, CA: 
1,333,668, CANC. INT. CL. 40. 
— WEATHER ASSOCIATION, TEMPLE HILLS, 
1,671,370, PUB. 10-15-1991. INT. CL. 41. 
NATIONAL WILDLIFE FEDERATION, WASHINGTON, 
Dc: 
1,671,102, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 16 AND 36. 
NATIONWIDE CASTING & MFG. CO. INC., MIAMI, FL: 
1,584,570, CANC. INT. CL. 14. 
NATRA PTY. LTD., VICTORIA, AUSTRALIA: 
1,671,057, PUB. 1-22-1991. INT. CL. 11. 
1,671,062, PUB. 1-15-1991. INT. CL. 12. 
NATURAL BIRTHING CENTERS OF AMERICA, INC., 
NASSAU BAY, TX: 
1,339,685, CANC. INT. CL. 42. 
NATURAL GROCER DISTRIBUTING COMPANY, BUENA 
PARK, CA: 
1,436,898, CANC. INT. CL. 42. 
NEALON EXPORT CORPORATION, NEW YORK, NY: 
1,339,241, CANC. INT. CL. 20. 
NEIMAN-MARCUS GROUP, INC., THE, CHESTNUT 
HILL, MA: 
1,671,225, PUB. 10-15-1991. INT. CL. 25. 
NETWORK, INC.; THE, ANDOVER, MA: 
1,339,678, CANC. INT. CL. 42. 
NEW OCEAN WIND PRODUCTS, INC., HOUSTON, TX: 
1,671,194, PUB. 10-15-1991. INT. CL. 25. 
NEWARK GROUP INDUSTRIES, INC., FREEPORT, NY, 
DBA FREEPORT PAPER PRODUCTS: 
1,614,822, COR. INT. CL. 16. 
NEXT COMPUTER, INC., REDWOOD CITY, CA: 
1,671,151, PUB. 10-15-1991. INT. CL. 21. 
NEXT GENERATION, INC., BLOOMINGTON, IL: 
1,339,590, CANC. INT. CL. 41. 
NIGHTSTAR RECORDS INC, YARMOUTHPORT, MA: 
1,671,382, PUB. 10-15-1991. INT. CL. 41. 
NIKO MERCHANDISE INC., LOS ANGELES, CA: 
1,339,334, CANC. INT. CL. 28. 
NORA MATPRODUKTER A/S, SOFTIENBERG, OSLO 5, 
NORWAY: 
1,339,384, CANC. INT. CL. 30. 
NORDBERG, INC., MILWAUKEE, WI: 
1,671,450, INT. CL. 7. 
NORTH AMERICAN TELEPHONE, TAMPA, FL: 
1,339,550, CANC. INT. CL. 38. 
NORTH CENTRAL TRUST COMPANY, LA CROSSE, WI: 
1,671,338, PUB. 10-15-1991. INT. CL. 36. 
NORTHCON, INC., HUNTINGDON VALLEY, PA, DBA 
EXECUSERV: 
1,339,423, CANC. INT. CL. 35. 
NORTHERN PEARL CO., INC., BOSTON, MA: 
1,671,078, PUB. 10-15-1991. INT. CL. 14. 
NORWEST MORTGAGE, INC., MINNEAPOLIS, MN: 
1,339,474, CANC. INT. CL. 36. 
NOVA STELLA, INC., GORDAN, TX: 
1,339,289, CANC. INT. CL. 28. 
NOVO COMMUNICATIONS, INC., FORT LEE, NJ, NOVO 
CORPORATION, NEW YORK, NY: 
916,477. REN. 11-25-91. U.S. CL. 101 (INT. CL. 35). 


INCORPORATED, 
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NSC ELECTRON CORPORATION, 
TOKYO, JAPAN: 


1,670,985, PUB. 10-15-1991. INT. CL. 9. 
1,670,986, PUB. 10-15-1991. INT. CL. 9. 
NUTRI/SYSTEM DELAWARE, INC., WILMINGTON, DE: 
1,572,572, COR. INT. CL. 42. 
NUTRI/SYSTEM DELAWARE, INC.: See— 
NUTRI/SYSTEM, INC.. 
NUTRI/SYSTEM, INC., BLUE BELL, PA FROM NUTRI/ 
SYSTEM DELAWARE, INC., WILMINGTON, DE: 
1,671,510, INT. CL. 42. 


NUVO, INC., INDIANAPOLIS, IN FROM INDIANAPOLIS 
EXTRA, LIMITED L.P., THE, INDIANAPOLIS, IN: 


1,671,465, INT. CL. 16. 
NWG NORD-WEST GEBAUDEREINIGUNG KG, DUIS- 
BURG, FED REP GERMANY: 
1,339,521, CANC. INT. CL. 37. 


OCONOMOWOC CANNING COMPANY, OCONOMOWOC, 
WI: 


545,508. REN. 11-26-91. U.S. CL. 46 (INT. CL. 29). 
OGRIZOVICH; SAM, PEOTONE, IL: 
1,339,580, CANC. INT. CL. 41. 
OKI AMERICA, INC., NORCROSS, GA: 
1,671,455, INT. CL. 9. 
OKI ELECTRIC INDUSTRY, CO., LTD., MINATO-KU, 
TOKYO 105, JAPAN: 
1,671,017, PUB. 10-15-1991. INT. CL. 9. 
OLD BAY COMPANY, INC., BALTIMORE, MD FROM 
BALTIMORE SPICE, INC., BALTIMORE, MD: 
1,671,279, PUB. 10-15-1991. INT. CL. 30. 


OLD STONE MILL CORPORATION, ADAMS, MA, DBA 
OLD STONE MILL: 


1,339,203, CANC. MULTIPLE CLASS, INT. CLS. 16, 24 
AND 27. 

1,339,204, CANC. MULTIPLE CLASS, INT. CLS. 16, 24 
AND 27. 


OPPORTUNITIES FOR LEARNING INC., CHATSWORTH, 
CA: 


1,339,674, CANC. INT. CL. 42. 

OPTICAL FIBRES, DEESIDE CLWYD CHS5 2NX, WALES: 
1,670,988, PUB. 10-15-1991. INT. CL. 9. 
1,671,346, PUB. 10-15-1991. INT. CL. 37. 

— SOCIETY OF AMERICA, INC., WASHINGTON, 
1,671,497, INT. CL. 16. 

OPTIMUS CORP., WATCHUNG, NJ: 
1,671,034, PUB. 8-20-1991. INT. CL. 9. 

OPTIONOMICS CORP., SALT LAKE CITY, UT: 
1,671,048, PUB. 10-15-1991. INT. CL. 9. 


ORANGE COUNTY SPORTS ASSOCIATION, ANAHEIM, 
CA: 


1,671,384, PUB. 10-15-1991. INT. CL. 41. 
ORCON CORPORATION, UNION CITY, CA: 
1,671,122, PUB. 10-15-1991. INT. CL. 17. 
ORO INTERNATIONAL, INC., CHICAGO, IL: 
1,671,079, PUB. 10-15-1991. INT. CL. 14. 
OVER THE COUNTER, NEW YORK, NY: 
1,339,255, CANC. INT. CL. 25. 


OZEN CO., LTD., MACHIDA-SHI, 
YUGEN-KAISHA OZEN, 
AGAWA-KEN, JAPAN: 


929,489. REN. 11-26-91. U.S. CL. 22 (INT. CL. 28). 


P.A.B. PRODUITS ET APPAREILS DE BEAUTE, PARIS, 
FRANCE: 


894,765. REN. 11-26-91. U.S. CL. 51 (INT. CL. 3). 
P.A.V.E., SAN DIEGO, CA: 
1,671,439, PUB. 10-15-1991. INT. CL. 42. 


P.T.C. BRANDS, INC., WILMINGTON, DE FROM RED 
MAN ENTERPRISES, INC., WILMINGTON, DE: 
1,670,979, PUB. 10-15-1991. INT. CL. 8. 


CHIYODA-KU, 


TOKYO, JAPAN, 
KAWASAKI-SHI, KAN- 
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1,671,161, PUB. 10-15-1991. INT. CL. 24. 
1,671,169, PUB. 10-15-1991. INT. CL. 25. 
PACIFIC MEDICAL ADMINISTRATORS, 
TURA, CA: 
1,671,333, PUB. 10-15-1991. INT. CL. 36. 
PACIFIC SEA FOODS COMPANY, LONG BEACH, CA: 
1,671,260, PUB. 10-15-1991. INT. CL. 29. 
PAGEANTS AND PRODUCTS ETC., INC., MESA, AZ: 
1,339,629, CANC. INT. CL. 41. 
PALMER METAL PRODUCTS, INC., CHICAGO, IL: 
1,671,448, INT. CL. 6. 
PALOMEX OY, 00510 HELSINKI, FINLAND: 
930,590. REN. 11-26-91. U.S. CL. 44 (INT. CL. 10). 
PAN-COMMAND SYSTEMS, INC., SAN JOSE, CA: 
1,671,021, PUB. 10-15-1991. INT. CL. 9. 
PANIPLUS COMPANY; THE, OLATHE, KS: 
1,339,399, CANC. INT. CL. 30. 
PANTHER PRODUCTIONS, INC., STUDIO CITY, CA, 
DBA BILL YOUR EX: 
1,671,501, INT. CL. 16. 
PARCPLACE SYSTEMS, INC., MOUNTAIN VIEW, CA: 
1,671,018, PUB. 8-6-1991. INT. CL. 9. 
PARKER-HANNIFIN CORPORATION, CLEVELAND, OH: 
1,671,462, INT. CL. 12. 
1,671,509, INT. CL. 41. 
PATTON ELECTRIC COMPANY, INC., NEW HAVEN, IN: 
1,671,496, INT. CL. 11. 
PAUL SEBASTIAN, INC., OCEAN, NJ: 
1,671,150, PUB. 9-10-1991. INT. CL. 21. 
PC QUOTE, INC., CHICAGO, IL: 
1,671,355, PUB. 10-15-1991. INT. CL. 38. 
PECHINEY ELECTROMETALLURGIE, 92400 COURBE- 
VOIE - LA DEFENSE, FRANCE: 
1,670,960, PUB. 10-15-1991. INT. CL. 6. 
PEDESTRIAN CORPORATION, BOULDER, CO: 
1,339,271, CANC. INT. CL. 25. 
PELORUS DATA SERVICE, INC., GARDEN CITY, NY: 
1,339,671, CANC. INT. CL. 42. 
PENN-TROY MACHINE CO., INC., TROY, PA: 
1,670,975, PUB. 10-15-1991. INT. CL. 7. 
PENTAX CORPORATION, ENGLEWOOD, CO: 
1,298,497, CANC. INT. CL. 9. 
PEPE (U.K.) LIMITED, LONDON, NWI10 2JJ, ENGLAND: 
1,671,208, PUB. 10-15-1991. INT. CL. 25. 
PERIMETER, INC., MINNEAPOLIS, MN: 
1,339,642, CANC. INT. CL. 42. 
PERSEPTIVE BIOSYSTEMS, INC., CAMBRIDGE, MA: 
1,671,028, PUB. 10-15-1991. INT. CL. 9. 
PET-AG, INC., ELGIN, IL: 
1,559,520, COR. MULTIPLE CLASS, INT. CLS. 5 AND 
31. 
PHARMACIA OPHTHALMICS INC., MONROVIA, CA: 
1,671,457, INT. CL. 10. 
PHARMACISTS; PRN, INC., WALPOLE, MA: 
1,671,309, PUB. 10-15-1991. INT. CL. 35. 
PHILLIPS PRODUCTS COMPANY, MINNEAPOLIS, MN, 


DBA ED PHILLIPS & SONS CO. AND DBA DISTILL- 
ERS SALES COMPANY: 


1,671,297, PUB. 2-19-1991. INT. CL. 33. 
PHILLIPS PUBLISHING, INC., POTOMAC, MD: 
1,671,502, INT. CL. 16. 
PHOENIX CONFECTIONS, INC., NORTHBROOK, IL: 
1,671,281, PUB. 10-15-1991. INT. CL. 30. 
PIERO GUIDI DI PIERINO GIUSEPPE GUIDI & C. S.N.C., 
61020 SCHIETI DI URBINO (PESARO), ITALY: 


1,671,085, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 16, 18 AND 28. 


INC., VEN- 
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PINTO, ALBERTO G., SAUSALITO, CA: 
1,671,126, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 18 AND 25. 
PITTWAY CORPORATION, CARY, IL: 
929,877. REN. 11-26~91. U.S. CL. 13 (INT. CL. 6). 
PIZZANO & CO., INC., WOBURN, MA: 
1,671,042, PUB. 10-15-1991. INT. CL. 9. 


PLASKON ELECTRONIC MATERIALS, INC., PHILADEL- 
PHIA, PA, TOLEDO SYNTHETIC PRODUCTS, INC., 
TOLEDO, OH: 


291,254. REN. 11-26-91. U.S. CL. 1 (INT. CL. 1). 
PLAY ACTION PRODUCTS, INC., TITUSVILLE, FL: 
1,671,242, PUB. 10-15-1991. INT. CL. 28. 
PLAYNET, INC., TROY, NY: 
1,339,763, CANC. INT. CL. 42. 
PLAYTEX APPAREL, INC., STAMFORD, CT: 
1,671,477, INT. CL. 25. 
PLIBRICO COMPANY, CHICAGO, IL: 
176,070, AM. U.S. CL. 12. 
PLOUGH, INC., MEMPHIS, TN: 
1,339,638, CANC. INT. CL. 42. 
POLO RALPH LAUREN CORPORATION, NEW YORK, 
NY: 
1,671,466, INT. CL. 21. 
1,671,467, INT. CL. 21. 
POLYCOMP ADMINISTRATIVE SERVICES, INC., WOOD- 
LAND HILLS, CA: 
1,339,472, CANC. INT. CL. 36. 
PONY INDUSTRIES INC., MALVERN, PA, ANACONDA 
ALUMINUM COMPANY, LOUISVILLE, KY: 
845,278. REN. 11-26-91. U.S. CL. 12 (INT. CL. 19). 
PORTEC, INC., OAK BROOK, IL, KOLBERG MANUFAC- 
TURING CORPORATION, YANKTON, SD: 
920,624. REN. 11-26-91. U.S. CL. 23 (INT. CL. 7). 
POSI TRAK CHANNEL SYSTEMS, LAGUNA BEACH, CA: 
1,671,479, INT. CL. 28. 
POWER CONCEPTS, INC., VENTURA, CA: 
1,339,627, CANC. INT. CL. 41. 
PPG INDUSTRIES, INC., PITTSBURGH, PA, PITTS- 
BURGH PLATE GLASS COMPANY, PITTSBURGH, PA: 
287,505. REN. 11-26-91. U.S. CL. 16 (INT. CL. 2). 
PPG INDUSTRIES, INC., PITTSBURGH, PA: 
1,671,461, INT. CL. 12. 
PRECISION MONOLITHICS, INC.: See— 
ANALOG DEVICES, INC.. 
PREMIER BANKS; THE, LIBERTYVILLE, IL: 
1,339,483, CANC. INT. CL. 36. 
PRINCE GARDNER INCORPORATED, ST. LOUIS, MO: 
1,638,351, COR. MULTIPLE CLASS, INT. CLS. 16 AND 
18. 
1,671,123, PUB. 10-15-1991. INT. CL. 18. 
PRO-AM SAFETY, INC., GIBSONIA, PA: 
1,339,652, CANC. INT. CL. 42. 
PRO-LINE WINNING WAYS INC., WASHINGTON, IL: 
1,671,246, PUB. 10-15-1991. INT. CL. 28. 
PROCESS SYSTEMS, INC., CHARLOTTE, NC: 
1,671,033, PUB. 10-15-1991. INT. CL. 9. 
PROFILE INDUSTRIES CORPORATION, FT. LAUDER- 
DALE, FL, DBA PROFILE: 
1,671,138, PUB. 10-15-1991. INT. CL. 20. 
PROPART: See— 
DUPONT NOVELTIES INC., THE. 
PROPERTY COMPANY OF AMERICA, INC., TULSA, OK: 
1,339,782, CANC. MULTIPLE CLASS, INT. CLS. 36 
AND 37. 
PROPERTY DAMAGE APPRAISERS, 
WORTH, TX: 
1,671,343, PUB. 10-15-1991. INT. CL. 36. 
PROSERV, INC., ARLINGTON, VA: 
1,671,307, PUB. 10-15-1991. INT. CL. 35. 


INC., FORT 
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PROSOCO, INC., KANSAS CITY, KS: 
1,670,948, PUB. 10-15-1991. INT. CL. 3. 

PTI BROADCASTING, INC., RENO, NV: 
1,671,356, PUB. 10-15-1991. INT. CL. 38. 

PURINA MILLS, INC., ST. LOUIS, MO: 
1,671,288, PUB. 10-15-1991. INT. CL. 31. 
1,671,289, PUB. 10-15-1991. INT. CL. 31. 


PURITAN/CHURCHILL CHEMICAL COMPANY, ATLAN- 


bn GA, PURITAN CHEMICAL COMPANY, ATLANTA, 
A: 


929,982. REN. 11-26-91. U.S. CL. 23 (INT. CL. 7). 
930,156. REN. 11-26-91. U.S. CL. 52 (INT. CL. 3). 
PURTEC SYSTEMS INC., MISSION WOODS, KS: 
1,339,714, CANC. INT. CL. 42. 
QUAKER INDUSTRIES, INC., ANTIOCH, IL: 
_ 1,307,063, CANC. INT. CL. 20. 
QUANTUM CHEMICAL CORPORATION, NEW YORK, 


NY, NATIONAL DISTILLERS AND CHEMICAL COR- 
PORATION, NEW YORK, NY: 


922,657. REN. 11-26-91. U.S. CL. 6 (INT. CL. 1). 
R. G. BARRY CORPORATION, PICKERINGTON, OH: 
1,355,478, AM. INT. CL. 25. 
RAGAZZI, INC., RALEIGH, NC: 
1,671,427, PUB. 10-15-1991. INT. CL. 42. 
RAINBOW VACATIONS, LTD., OAK BROOK TERRACE, 
IL: 
1,671,484, INT. CL. 39. 
RAINY DAY BOOKS, INC., FAIRWAY, KS: 
1,671,436, PUB. 10-15-1991. INT. CL. 42. 
RALSTON PURINA COMPANY, ST. LOUIS, MO: 
1,339,812, CANC. INT. CL. 31. 
RALSTON, WILLIAMS & ASSOCIATES, INC., MEMPHIS, 
TN, DBA MED-CON SYSTEM: 
1,671,400, PUB. 10-15-1991. INT. CL. 42. 
RANDONE, CHARLES J., OMAHA, NE: 
1,671,491, INT. CL. 6. 
RAYLAN CORPORATION, MENLO PARK, CA FROM 
RAYCHEM CORPORATION, MENLO PARK, CA: 
1,671,453, INT. CL. 9. 
REACH-A-LITE CORPORATION, DALLAS, TX: 
1,671,063, PUB. 10-15-1991. INT. CL. 12. 
REASON FOUNDATION, INC., SANTA MONICA, CA: 
1,671,110, PUB. 10-15-1991. INT. CL. 16. 
RECTOR AND VISITORS OF THE UNIVERSITY OF VIR- 
GINIA, CHARLOTTESVILLE, VA: 
1,671,112, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 16, 20 AND 41. 
RED MAN ENTERPRISES, INC.: See— 
P.T.C. BRANDS, INC.. 
RED MAN ENTERPRISES, INC.: See— 
P.T.C. BRANDS, INC.. 
RED MAN ENTERPRISES, INC.: See— 
P.T.C. BRANDS, INC.. 
REEBIE STORAGE & MOVING COMPANY, INC., CHICA- 
GO, IL: 
1,671,362, PUB. 10-15-1991. INT. CL. 39. 
REED PUBLISHING (USA) INC., NEWTON, MA: 
1,670,995, PUB. 10-15-1991. INT. CL. 9. 
1,671,316, PUB. 10-15-1991. INT. CL. 35. 
REED, WALTER D., LAHOMA, OK: 
1,671,152, PUB. 10-15-1991. INT. CL. 21. 
REEDLEY CHAMBER OF COMMERCE, REEDLEY, CA: 
1,295,229, CANC. U.S. CL. A. 
RELIABLE CORPORATION OF AMERICA, THE, MUSKE- 
GON, MI: 
1,671,250, PUB. 10-15-1991. INT. CL. 28. 
REMINGTON, HERBERT L., HOUSTON, TX AND REM- 
INGTON, MELBA R., HOUSTON, TX: 
1,671,082, PUB. 10-15-1991. INT. CL. 15. 
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REPRODUCTIVE TOXICOLOGY CENTER, A _ NON- 
PROFIT FOUNDATION, WASHINGTON, DC: 
1,338,980, CANC. INT. CL. 9. 


RESIDENTIAL INSPECTION AND WARRANTY, INC., 
MINNEAPOLIS, MN: 

1,339,641, CANC. INT. CL. 42. 

RESOURCE & DEVELOPMENT GROUP, IN., LENEXA, 
KS: 

1,671,321, PUB. 10-15-1991. INT. CL. 36. 

RESOURCES LIFE INSURANCE COMPANY, FT. LEE, NJ: 
1,339,490, CANC. INT. CL. 36. 

REVOC INDUSTRIES WEST, INC., SANTEE, CA: 
1,339,644, CANC. INT. CL. 42. 

REXALL GROUP, INC., THE, FT. LAUDERDALE, FL, 
DBA REXALL, DBA REXALL COMPANY, AND DBA 
REXALL CONSUMER PRODUCTS, UNITED DRUG 
COMPANY, BOSTON, MA: 

288,420. REN. 11-26-91. U.S. CL. 18 (INT. CL. 5). 

RHOMBERG, FRANZ M., DORNBIRN, AUSTRIA: 

1,339,783, CANC. MULTIPLE CLASS, INT. CLS. 24 
AND 25. 


RICHARD LEEDS INTERNATIONAL, INC., NEW YORK, 
NY: 


1,671,476, INT. CL. 25. 
RIGA PRODUCTION ASSOCIATION OF PERFUMERY 


AND COSMETIC INDUSTRY “DZINTARS”, THE, 226058 
RIGA, SOVIET UNION: 


1,670,940, PUB. 7-16-1991. INT. CL. 3. 
RIIK, ALAN REEVE, JACKSONVILLE BEACH, FL: 
1,671,193, PUB. 10-15-1991. INT. CL. 25. 
RILEY BARNARD & O’CONNELL BUSINESS PRODUCTS, 
INC., ST. LOUIS, MO: 
1,671,409, PUB. 10-15-1991. INT. CL. 42. 
RIPLEY ENTERTAINMENT INC., ONTARIO M4P 2Y3, 


CANADA, RIPLEY INTERNATIONAL LIMITED, TO- 
RONTO 7, ONTARIO, CANADA: 


918,432. REN. 11-26-91. MULTIPLE CLASS, U.S. CLS. 
38 (INT. CL. 16) AND 107 (INT. CL. 41). 


RIVAL MANUFACTURING COMPANY, KANSAS CITY, 
MO: 


1,671,452, INT. CL. 7. 
RIVER CITY NATIONAL BANK, OMAHA, NE: 
1,339,478, CANC. INT. CL. 36. 
1,339,479, CANC. INT. CL. 36. 
ROADWAY EXPRESS, INC., AKRON, OH: 
1,671,364, PUB. 10-15-1991. INT. CL. 39. 
ROANOKE CONCRETE PRODUCTS CO., ROANOKE, IL: 
1,671,136, PUB. 10-15-1991. INT. CL. 19. 
ROBERT RANDALL COMPANY, THE, PORTLAND, OR: 
1,671,344, PUB. 10-15-1991. INT. CL. 36. 
ROCK ISLAND, INC., NEW YORK, NY: 
1,671,198, PUB. 10-15-1991. INT. CL. 25. 


ROCKLIN, ISADORE J., SIOUX CITY, IA, DBA ROCKLIN 
MANUFACTURING COMPANY: 


931,264. REN. 11-26-91. U.S. CL. 21 (INT. CL. 9). 
RODIA B.V., 1058 LV AMSTERDAM, NETHERLANDS: 
1,671,200, PUB. 10-15-1991. INT. CL. 25. 


ROGERS; LEE, SANTA MONICA, CA, DBA AMERICAN 
HOLIDAY ASSOCIATION: 


1,339,296, CANC. INT. CL. 28. 

1,339,297, CANC. INT. CL. 28. 
ROHM & HAAS COMPANY, PHILADELPHIA, PA: 

$46,031. REN. 11-27-91. U.S. CL. 6 (INT. CL. 1). 
ROHRMOSER; ALOIS, WAGRAIN, SALZBURG, AUS- 

TRIA, DBA SKIFABRIK ALOIS ROHRMOSER: 

1,339,302, CANC. INT. CL. 28. 

1,339,305, CANC. INT. CL. 28. 
ROMAR CONCEPTS, INDIANAPOLIS, IN: 

1,339,556, CANC. INT. CL. 39. 


ROMWEBER FURNITURE COMPANY, 
VILLE, IN: 


1,339,245, CANC. INT. CL. 20. 


INC., BATES- 
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ROSENTHAL-PORZELLAN AKTIENGESELLSCHAFT, 
SELB, BAVARIA, FED REP GERMANY TO ROSEN- 
THAL AKTIENGESELLSCHAFT, SELB, BAVARIA, 
FED REP GERMANY: 

732,146, AM. U.S. CL. 30. 


ROUSSEL UCLAF, 75007 PARIS, FRANCE: 
1,670,959, PUB. 10-15-1991. INT. CL. 5. 


ROYAL BANK OF CANADA; THE, MONTREAL, 
QUEBEC, CANADA: 


1,339,467, CANC. INT. CL. 36. 


ROYCE ASSOCIATES, SALEM, NH: 
1,671,478, INT. CL. 28. 
RT/KATEK COMMUNICATION GROUP, EAST ORANGE, 
NJ: 
1,339,540, CANC. INT. CL. 37. 


1,339,541, CANC. INT. CL. 37. 


RUSSO COMPANIES; THE, HOUSTON, TX: 
1,339,465, CANC. INT. CL. 36. 


1,339,466, CANC. INT. CL. 36. 


RUTH; BRUCE, GREELAY, CO, DBA BRUCE’S BAR AND 
RESTAURANT: 


1,339,375, CANC. INT. CL. 29. 


S.A. CONFISERIE LEONIDAS, BRUSSELS, BELGIUM: 
1,645,418, COR. INT. CL. 30. 


S.C.E.G.O.R., MELUN, FRANCE: 
1,339,681, CANC. INT. CL. 42. 


S.E.G. SOUTHWEST ESTATE GROUP, INC., LA JOLLA, 
CA: 


1,339,529, CANC. INT. CL. 37. 


SABINE MUSICAL MANUFACTURING COMPANY, INC., 
GAINESVILLE, FL: 


1,671,489, MULTIPLE CLASS, INT. CLS. 9 AND 15. 
SAMANN, JULIUS, CH-8834 SCHINDELLEGI, SWITZER- 
LAND: 
928,429. REN. 11-25-91. U.S. CL. 52 (INT. CL. 3). 


SAMSONITE CORPORATION, DENVER, CO: 
1,671,125, PUB. 10-15-1991. INT. CL. 18. 


SANDER, HEIDE-MARIE, HAMBURG, FED REP GERMA- 
NY TO SANDER, HEIDE-MARIE, HAMBURG, FED REP 
GERMANY: 


1,534,919, COR. MULTIPLE CLASS, INT. CLS. 3, 14, 18 
AND 25. 


SANDOZ AG (SANDOZ LTD., SANDOZ S.A.), LITCH- 
STRASSE 35 BASLE, SWITZERLAND, SANDOZ CHEM- 
ICAL WORKS, INC., NEW YORK CITY, NY: 


289,135. REN. 11-26-91. U.S. CL. 6 (INT. CL. 2). 
289,138. REN. 11-26-91. U.S. CL. 6 (INT. CL. 2). 


SATELLITE IN-STORE BROADCASTING CO., PHOENIX, 
AZ: 


1,339,554, CANC. INT. CL. 38. 


SATELLITE SYNDICATED SYSTEMS, INC., TULSA, OK: 
1,339,547, CANC. INT. CL. 38. 


SAXBY; CAMMERON JORDANN, BEVERLY HILLS, CA: 
1,305,096, CANC. INT. CL. 25. 


SCANGA, JOSEPH P., WICHITA, KS: 
1,671,337, PUB. 10-15-1991. INT. CL. 36. 

SCHOLASTIC INC., NEW YORK, NY: 
1,339,301, CANC. INT. CL. 28. 


SCHRETER; SIDNEY H., BALTIMORE, MD: 
1,339,613, CANC. INT. CL. 41. 
SCHULMAN; STEVE, SANTA BARBARA, CA, DBA HILL- 
SIDE COFFEE CoO.: 
1,339,396, CANC. INT. CL. 30. 
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SCHWAN’S SALES ENTERPRISES, INC., MARSHALL, 
MN: 


1,671,261, PUB. 10-15-1991. INT. CL. 29. 
SCHWEPPES INTERNATIONAL LIMITED, LONDON W2 


2EX, ENGLAND, SCHWEPPES, LONDON W., ENG- 
LAND: 


914,056. REN. 11-26-91. U.S. CL. 45 (INT. CL. 32). 

SCHWINN BICYCLE COMPANY, CHICAGO, IL: 

1,339,120, CANC. INT. CL. 12. 

SCIENTIFIC SOFTWARE-INTERCOMP, INC., DENVER, 
CO, SCIENTIFIC SOFTWARE CORPORATION, ENGLE- 
WOOD, CO: 

927,970. REN. 11-26-91. U.S. CL. 101 (INT. CL. 35). 

SCOTT PAPER COMPANY, DELAWARE, PA: 

932,603. REN. 11-26-91. U.S. CL. 37 (INT. CL. 16). 

SEACARE CORPORATION, MONMOUTH BEACH, NJ TO 
SEACARE CORPORATION, MONMOUTH BEACH, NJ: 

1,621,805, COR. MULTIPLE CLASS, INT. CLS. 1, 3 
AND 4. 
SEAGRAM ITALIA S.P.A., 20090 SEGRATE (MI), ITALY: 
1,671,298, PUB. 10-15-1991. INT. CL. 33. 
SECURITY CAPITAL CORPORATION, NEW YORK, NY: 
1,339,495, CANC. INT. CL. 36. 
SECURITY DOOR CONTROLS, INC., WESTLAKE VIL- 
LAGE, CA: 

1,671,030, PUB. 10-15-1991. INT. CL. 9. 

SEE’S CANDY SHOPS, INC., SO. SAN FRANCISCO, CA: 
1,671,273, PUB. 10-4-1988. INT. CL. 30. 

SEES COLOR TEXTILES, INC., ANAHEIM, CA: 
1,671,367, PUB. 10-15-1991. INT. CL. 40. 

SELECT MERCHANDISE, INC., NEW YORK, NY: 
1,349,718, CANC. INT. CL. 28. 

SENIOR FASHIONS, INC., TULSA, OK: 

1,671,185, PUB. 10-15-1991. INT. CL. 25. 

SERGIO’S INTERNATIONAL, INC., FARGO, ND: 

1,671,435, PUB. 10-15-1991. INT. CL. 42. 
SERVICE MANUFACTURING COMPANY, HASTINGS- 
ON-HUDSON, NY: 
1,560,608, CANC. INT. CL. 9. 
SERVOMATION CORPORATION, STAMFORD, CT: 
1,339,723, CANC. INT. CL. 42. 
SETON PRODUCTS INC., MONTGOMERYVILLE, PA: 
1,339,274, CANC. INT. CL. 25. 

SEVERAL COSMETICS DI MAGGI DR. FRANCO E C. 
S.A.S.: 

1,303,357, CANC. INT. CL. 3. 

SHELTON, WILLIAM, CAMBRIDGE, MA: 

1,631,429, CANC. INT. CL. 9. 

SHER, MARK, MIAMI, FL: 

1,671,055, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 11, 37, 40 AND 42. 

SHERWOOD MEDICAL COMPANY, ST. LOUIS, MO, 
SHERWOOD MEDICAL INDUSTRIES INC., ST. LOUIS, 
MO: 

923,278. REN. 11-26-91. U.S. CL. 44 (INT. CL. 10). 

SHOWA KAKO CO., LTD., HYOGO-KEN, JAPAN: 

1,671,154, PUB. 10-15-1991. INT. CL. 21. 
SIBONEY LEASE & FINANCE CO., SOUTH BAY, FL: 
1,339,559, CANC. INT. CL. 39. 

SIBRO SOCIEDAD ANONIMA, FINANCIERA, INMOBI- 
LIARIA Y COMERCIAL, BUENOS AIRES PROVINCE, 
ARGENTINA: 

1,671,056, PUB. 10-15-1991. INT. CL. 11. 

SILICON COMPILERS INCORPORATED, LOS GATOS, 

CA: 
1,339,713, CANC. INT. CL. 42. 

SILITE, INC., CHICAGO, IL: 

1,671,147, PUB. 10-15-1991. INT. CL. 21. 

SIMONS, JILLY, CHICAGO, IL, DBA CONCRETE: 

1,671,421, PUB. 10-15-1991. INT. CL. 42. 


U.S. PATENT AND TRADEMARK OFFICE 
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SIMPSON TIMBER COMPANY, SEATTLE, WA: 
1,339,231, CANC. INT. CL. 19. 

SINAIKO-WEBER, INC., SARASOTA, FL: 
1,671,224, PUB. 10-15-1991. INT. CL. 25. 

SISTERS OF SAINT JOSEPH OF THE PEACE HEALTH 
AND HOSPITAL SERVICES, EUGENE, OR, DBA 
SACRED HEART GENERAL HOSPITAL: 

1,670,993, PUB. 10-15-1991. INT. CL. 9. 
SKI-BOGGAN INC., CHICAGO, IL: 
1,339,314, CANC. INT. CL. 28. 
ere STATE BANK; THE, NORTH MIAMI BEACH, 
1,339,503, CANC. INT. CL. 36. 
SKYLINE CORPORATION, ELKHART, IN: 
1,339,224, CANC. INT. CL. 19. 
SLAVE, EAST ORANGE, NJ: 
1,339,625, CANC. INT. CL. 41. 

SMITH & NEPHEW RICHARDS, INC., MEMPHIS, TN, 

RICHARDS MANUFACTURING CO., MEMPHIS, TN: 
920,785. REN. 11-26-91. U.S. CL. 44 (INT. CL. 10). 
SNYDER’S DRUG STORES, INC., MINNEAPOLIS, MN: 

1,339,699, CANC. INT. CL. 42. 

SOCCER FEDERATION MARKETING, INC., NEW YORK, 
NY: 

1,339,583, CANC. INT. CL. 41. 

SOCIETE ANONYME DES BISCUITS BELIN, EVRY 
CEDEX, FRANCE: 

1,339,386, CANC. INT. CL. 30. 
SOCIETE NLL. (S.A.), 25630 SAINTE SUZANNE, FRANCE: 
1,671,073, PUB. 10-15-1991. INT. CL. 14. 
SOCIETY CORPORATION, CLEVELAND, OH: 
1,671,345, PUB. 10-15-1991. INT. CL. 36. 
SOFT IMAGES, INC., KINGSTON, NY: 
1,339,293, CANC. INT. CL. 28. 

SOFTWARE COMMUNICATIONS, INC., NEW YORK, NY, 
DBA PC BRAND: 

1,371,063, CANC. INT. CL. 9. 

SOLOSYTEMS, INC., SUNNYVALE, CA: 

1,339,788, CANC. INT. CL. 9. 
SOUTH BEND-MISHAWAKA AREA CHAMBER OF COM- 
MERCE, INC., SOUTH BEND, IN: 
1,339,437, CANC. INT. CL. 35. 
SOUTH CONE, INC., SAN DIEGO, CA: 
1,671,171, PUB. 10-15-1991. INT. CL. 25. 

SOUTHERN EXPOSITION MANAGEMENT COMPANY, 
ATLANTA, GA: 

1,339,444, CANC. INT. CL. 35. 
1,339,445, CANC. INT. CL. 35. 

SOUTHLAND CORPORATION, THE, DALLAS, TX TO 

CHIEF AUTO PARTS, INC., DALLAS, TX: 
1,409,894, AM. INT. CL. 42. 

SOUTHWELL CONTROLS LIMITED, NORTH VANCOU- 

VER, B.C. V7P 1E3, CANADA, WESTERN METER COM- 


PANY LTD., VANCOUVER 9, BRITISH COLUMBIA, 
CANADA: 


921,918. REN. 11-26-91. U.S. CL. 26 (INT. CL. 9). 
SPENCER GIFTS, INC., PLEASANTVILLE, NJ: 
1,339,718, CANC. INT. CL. 42. 
SPENCER, EDWARD, BOSTON, MA, DBA SKYLIGHT 
JEWELERS: 
1,671,080, PUB. 10-15-1991. INT. CL. 14. 
SPERRY AND FITZPATRICK, INC., NEW YORK, NY: 
1,339,618, CANC. INT. CL. 41. 
SPICE HUNTER, INC., THE, SAN LUIS OBISPO, CA: 
1,671,280, PUB. 10-15-1991. INT. CL. 30. 
SPIDER RED’S DRIVETRAIN SERVICE CENTER, INC., 
STAFFORD, TX: 
1,339,533, CANC. INT. CL. 37. 
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SPILO, ANN, LOS ANGELES, CA, DBA CHARLES G. 
SPILO: 


1,671,059, PUB. 10-15-1991. INT. CL. 11. 
SST PRODUCTIONS INC., SEDONA, AZ: 
1,671,391, PUB. 10-15-1991. INT. CL. 41. 
STAFF SUPERMARKET ASSOCIATES, INC. DBA THE 
PHARM: See— 
BUCKEYE DISCOUNT, INC.. 
STANDEX INTERNATIONAL CORPORATION, SALEM, 
NH: 
1,670,971, PUB. 10-15-1991. INT. CL. 7. 
STEDFAST AND UNMOVEABLE MINISTRIES, COLUM- 
BIA, SC: 
1,671,440, PUB. 10-15-1991. INT. CL. 42. 
STEECON ENTERPRISES, INC., HUNTINGTON BEACH, 
CA: 
1,339,324, CANC. INT. CL. 28. 
STEINBERG, BURTKER & GROSSMAN, LTD., CHICAGO, 
IL: 
1,671,486, INT. CL. 42. 
STEVE B. LOWENTHAL, M.D., INC., LOS ANGELES, CA: 
1,339,584, CANC. MULTIPLE CLASS, INT. CLS. 41 
AND 42. 
STEVE SASCO DESIGNS, LTD., PROVIDENCE, RI: 
1,308,891, CANC. INT. CL. 14. 
STEVENS CREEK ASSOCIATES, SANTA CLARA, CA: 
1,671,329, PUB. 10-15-1991. INT. CL. 36. 
STEVENS; RICHARD L., GOWER, MO: 
1,339,333, CANC. INT. CL. 28. 
STICKER STORE CORPORATION, PORTLAND, OR: 
1,339,754, CANC. INT. CL. 42. 
STO CORP., ATLANTA, GA: 
1,671,134, PUB. 10-15-1991. INT. CL. 19. 
STREAMLINE MANAGEMENT INC., NEW YORK, NY: 
1,671,342, PUB. 10-15-1991. INT. CL. 36. 
STRIPLAP HOSE MFG., INC., LELAND, NC: 
1,671,121, PUB. 10-15-1991. INT. CL. 17. 
STRUCTURAL RESEARCH AND ANALYSIS CORPORA- 
TION, SANTA MONICA, CA: 
1,670,999, PUB. 10-15-1991. INT. CL. 9. 
SUESS, MARGIT WILHELMINA, MIDDLETOWN, NY: 
1,671,226, PUB. 10-15-1991. INT. CL. 26. 
SUN CHEMICAL CORPORATION, FORT LEE, NJ: 
1,670,935, PUB. 10-46-1990. INT. CL. 2. 
1,670,937, PUB. 10-15-1991. INT. CL. 2. 
SUNBEAR SYSTEMS, INC., OAKLAND, CA: 
1,671,040, PUB. 10-15-1991. INT. CL. 9. 
SUNBURST PETS, INC., NEW YORK, NY: 
1,339,319, CANC. INT. CL. 28. 
1,339,320, CANC. INT. CL. 28. 
SUNDOR BRANDS INC., MOUNT DORA, FL, SPEAS 
COMPANY, KANSAS CITY, MO: 
919,877. REN. 11-27-91. U.S. CL. 46 (INT. CLS. 30, 32 
AND 33). 
SUNMARKS, INC., WILMINGTON, DE, SUN OIL COMPA- 
NY, PHILADELPHIA, PA: 
83,525. REN. 11-26-91. U.S. CL. 16 (INT. CL. 4). 
SUPER STORE, INC., COTTAGE GROVE, MN: 
1,339,781, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
SWATCH S.A., BIENNE, SWITZERLAND: 
1,671,076, PUB. 5-14-1991. INT. CL. 14. 
SYMPRO, INC., ALAMEDA, CA: 
1,671,016, PUB. 10-15-1991. INT. CL. 9. 


SYSTEMAKERS INTERNATIONAL, LTD., CHARLOTTE, 
NC: 


1,670,998, PUB. 10-15-1991. INT. CL. 9. 
T & R SERVICE COMPANY, COLMAN, SD: 
1,671,412, PUB. 10-15-1991. INT. CL. 42. 
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T.J. TOTS, INC., KEYSER, WV: 
1,339,323, CANC. INT. CL. 28. 
TALK OF THE TOWN RESTAURANTS, INC., ORLANDO, 
FL: 
1,339,647, CANC. INT. CL. 42. 
TANEY CORPORATION, THE, TANEYTOWN, MD, 


TANEY SUPPLY AND LUMBER CORPORATION, TAN- 
EYTOWN, MD: 


922,669. REN. 11-26-91. U.S. CL. 12 (INT. CL. 19). 
TANNING RESEARCH LABORATORIES, INC., ORMOND 
BEACH, FL: 
1,299,372, CANC. INT. CL. 9. 
TAYLOR CORPORATION, NORTH MANKATO, MN, ART 
PORTER, INC., REXBURG, ID: 
921,704. REN. 11-26-91. U.S. CL. 101 (INT. CL. 35). 
TAYLOR RENTAL CORPORATION, SPRINGFIELD, MA: 
1,339,679, CANC. INT. CL. 42. 
TBR, INC., ST. CLOUD, MN: 
1,339,601, CANC. INT. CL. 41. 
TECH/OPS, INC., BOSTON, MA: 
1,310,480, CANC. INT. CL. 42. 
TECHLEADER TOOLING INC., ORCHARD PARK, NY: 
1,670,974, PUB. 10-15-1991. INT. CL. 7. 
TEGEL JR., PAUL A., ELK RAPIDS, MI: 
1,671,227, PUB. 10-15-1991. INT. CL. 26. 
TEUIN KABUSHIKI KAISHA (TEIJJIN LIMITED), CHUO- 
KU, OSAKA 541, JAPAN: 
1,671,164, PUB. 10-15-1991. INT. CL. 24. 
TEJON RANCH COMPANY, LEBEC, CA: 
1,671,340, PUB. 10-15-1991. INT. CL. 36. 
TELECONNECTIONS CORPORATION, NEW YORK, NY: 
1,339,424, CANC. INT. CL. 35. 
TELEDYNE INDUSTRIES, INC., ANSONIA, CT: 
1,633,932, COR. INT. CL. 11. 
TELEDYNE, INC., LOS ANGELES, CA: 
923,123. REN. 11-26-91. U.S. CL. 21 (INT. CL. 9). 
923,161. REN. 11-26-91. U.S. CL. 23 (INT. CL. 7). 
TELEPHONE ANSWERING SERVICE OF WILLOW 
GROVE, INC., WILLOW GROVE, PA: 
1,339,815, CANC. INT. CL. 35. 
TELEVIDEO SYSTEMS, INC., SAN JOSE, CA: 
1,339,608, CANC. INT. CL. 41. 
TENNANT COMPANY, MINNEAPOLIS, MN: 
923,643. REN. 11-26-91. U.S. CL. 103 (INT. CL. 37). 
926,691. REN. 11-26-91. U.S. CL. 16 (INT. CL. 2). 
TEXTRON INC., PROVIDENCE, RI: 
923,130. REN. 11-26-91. U.S. CL. 21 (INT. CL. 7). 
1,339,313, CANC. INT. CL. 28. 
THALER; STEPHEN L., ST. LOUIS, MO: 
1,339,598, CANC. INT. CL. 41. 
THIERRY MUGLER, PARIS, FRANCE: 
1,354,180, CANC. INT. CL. 25. 
THOMA; LARRY F., SAN ANSELMO, CA, DBA THOMA 
ENTERPRISES: 
1,339,295, CANC. INT. CL. 28. 
THORN EMI PLC, LONDON WIA 2AY, ENGLAND: 
1,670,997, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 9 AND 11. 


THOSE CHARACTERS FROM CLEVELAND, 
CLEVELAND, OH: 


1,671,255, PUB. 10-15-1991. INT. CL. 28. 
1,671,256, PUB. 10-15-1991. INT. CL. 28. 
1,671,257, PUB. 10-15-1991. INT. CL. 28. 

THRIFTY COLOR LABS, OVERLAND PARK, KS: 
1,339,821, CANC. INT. CL. 40. 


THUNDERBIRD, LTD., JACKSONVILLE, FL: 
1,339,639, CANC. INT. CL. 42. 


INC., 
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THYSSEN-BORNEMISZA INC., NEW YORK, NY: 
1,339,813, CANC. INT. CL. 35. 
TITEFLEX CORPORATION, SPRINGFIELD, MA: 
1,670,963, PUB. 10-15-1991. INT. CL. 6. 
TKS CORPORATION, MIAMI, FL: 
1,314,361, CANC. INT. CL. 16. 
TNH LEASING A.G., 10017, PS AMSTERDAM, NETHER- 
LANDS: 
1,670,992, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 9, 16, 36, 37 AND 41. 
TOAD-ALLY SNAX, INC., BRISTOL, PA: 
1,318,411, AM. INT. CL. 30. 
TOCCI; PAULA, WEST NEWTON, MA, DBA THE LOG: 
1,339,207, CANC. INT. CL. 16. 
TODD INTEGRATED SYSTEMS, INC., WOODSIDE, NY: 
1,587,148, CANC. INT. CL. 38. 
TOFU TIME INC., BROOKLYN, NY: 
1,339,774, CANC. INT. CL. 42. 
TOKO YAKUHIN KOGYO KABUSHIKI KAISHA, KITA- 
KU, OSAKA-SHI, JAPAN: 
1,670,954, PUB. 10-15-1991. INT. CL. 5. 
TOMMY BRANINGER SPORTS, INC., ELKHART LAKE, 
WI: 
1,671,012, PUB. 4-2-1991. INT. CL. 9. 
TOMY CORPORATION, CARSON, CA: 
1,339,325, CANC. INT. CL. 28. 
TONKA CORPORATION, MINNETONKA, MN: 
1,671,480, INT. CL. 28. 
1,671,481, INT. CL. 28. 
TONKA LURES, INC., CHANHASSEN, MN: 
1,671,237, PUB. 10-15-1991. INT. CL. 28. 
TOPCO ASSOCIATES, INC., SKOKIE, IL: 
1,671,128, PUB. 10-15-1991. INT. CL. 18. 
TOSELLI S.R.L., 14053 CANELLI (ASTD), ITALY: 
1,671,507, INT. CL. 32. 
TOYOTOMI KOGYO CO., LTD., AICHI-PREFECTURE, 
JAPAN: 
1,345,932, CANC. INT. CL. 11. 
TRAVELERS FINANCIAL SERVICES, INC., BELLEVUE, 
WA, DBA TAN FITNESS: 
1,339,764, CANC. INT. CL. 42. 
TRAXXAS CORPORATION, DALLAS, TX: 
1,671,232, PUB. 10-15-1991. INT. CL. 28. 
TRIANGLE PACIFIC CORPORATION, DALLAS, TX, 


WESTINGHOUSE ELECTRIC CORPORATION, PITTS- 
BURGH, PA: 
919,678. REN. 11-26-91. U.S. CL. 32 (INT. CL. 20). 
TRIDENT, INC., BROOKFIELD, CT: 
1,670,938, PUB. 10-15-1991. INT. CL. 2. 
TRIMAS CORPORATION, ANN ARBOR, MI, 
CORPORATION, TAYLOR, MI: 
923,487. REN. 11-26-91. U.S. CL. 23 (INT. CL. 7). 
TROPHY PRODUCTS, INC., HOUSTON, TX, GLOBEMAS- 
TER, INC., HOUSTON, TX: 
919,995. REN. 11-26-91. MULTIPLE CLASS, U.S. CLS. 2 
(INT. CLS. 20 AND 21), 23 (INT. CL. 8), 26 (INT. CL. 
9) AND 32 (INT. CL. 20). 
TROUBLED SOILS COMPANY, INC., THE, NEW HAVEN, 
CT: 
1,621,818, CANC. INT. CL. 1. 
TROY SHIRT MAKERS GUILD, INC., GLENS FALLS, NY: 
689,130, CANC. U.S. CL. 39. 
TRUSTEES OF THE UNIVERSITY OF PENNSYLVANIA, 
PHILADELPHIA, PA: 
1,671,044, PUB. 10-15-1991. INT. CL. 9. 
TSANG, DANIEL, OAKLAND, CA, DBA DAYBREAK 
INTERNATIONAL: 
1,671,270, PUB. 10-15-1991. INT. CL. 29. 
TUALATIN SLEEP PRODUCTS, INC., TUALATIN, OR: 
1,339,244, CANC. INT. CL. 20. 
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TUCKERMAN GROUP, INC., THE, SCOTTSDALE, AZ: 
1,671,009, PUB. 3-19-1991. INT. CL. 9. 
TUNE ROOM, INC.; THE, HOUSTON, TX: 
1,339,537, CANC. INT. CL. 37. 
1,339,538, CANC. INT. CL. 37. 
TURNER, ROBERT, MT. PLEASANT, TX: 
1,671,430, PUB. 10-15-1991. INT. CL. 42. 
TURTLE WAX, INC., CHICAGO, IL: 
1,671,503, INT. CL. 21. 
TV GUIDE FINANCIAL, INC., WILMINGTON, DE, TRI- 
ANGLE PUBLICATIONS, INC., PHILADELPHIA, PA: 
909,839. REN. 11-26-91. U.S. CL. 38 (INT. CL. 16). 
U S WEST SERVICES, INC., ENGLEWOOD, CO: 
1,339,525, CANC. MULTIPLE CLASS, INT. CLS. 37, 38 
AND 42. 
U. S. MOM CORPS, PASADENA, CA: 
1,671,174, PUB. 10-15-1991. INT. CL. 25. 
U.S. BUSINESS PRESS, INC., NEW YORK, NY, DBA TRIM- 
A-TREE MERCHANDISING: 
1,339,193, CANC. INT. CL. 16. 
U.S. NEW MEXICO FEDERAL CREDIT UNION, ALBU- 
QUERQUE, NM: 
1,671,324, PUB. 10-15-1991. INT. CL. 36. 
UJB FINANCIAL CORP., PRINCETON, NJ: 
1,671,322, PUB. 4-16-1991. INT. CL. 36. 
ULTIMATE JUICE COMPANY, INC., THE, CLARK, NJ: 
1,671,295, PUB. 10-15-1991. INT. CL. 32. 
UNBEATABLES, INC., GREENWICH, CT: 
1,671,104, PUB. 10-15-1991. INT. CL. 16. 
UNCLE TANNOUS & CO., TROY, MI: 
1,339,761, CANC. INT. CL. 42. 
UNIGLOBE TRAVEL (INTERNATIONAL) INC., VAN- 
COUVER, BRITISH COLUMBIA, V6E 2R1, CANADA: 
1,671,361, PUB. 10-15-1991. INT. CL. 39. 
UNION CARBIDE CHEMICALS & PLASTICS TECHNOL- 


OGY CORPORATION, WILMINGTON, DE, PROCIDA, 
MARSEILLE 110, FRANCE: 


908,349. REN. 11-26-91. U.S. CL. 6 (INT. CL. 5). 
UNIQUE SPORTS PRODUCTS INC., ALPHARETTA, GA: 
1,671,251, PUB. 10-15-1991. INT. CL. 28. 

UNITED CITIZENS AGAINST DRUGS, SANTA ANA, CA: 
1,671,373, PUB. 10-15-1991. INT. CL. 41. 
UNITED ELECTRIC SUPPLY COMPANY, 

MINGTON, DE: 
1,671,487, INT. CL. 42. 
UNITED MERCHANTS AND MANUFACTURERS, INC., 


TEANECK, NJ, ROSE MARIE REID, LOS ANGELES, 
CA: 


551,238. REN. 11-26-91. U.S. CL. 39 (INT. CL. 25). 
UNITED PACIFIC INSURANCE COMPANY, FEDERAL 
WAY, WA: 
1,339,493, CANC. INT. CL. 36. 
UNITED STATES FOOTBALL LEAGUE, NEW YORK, NY: 
1,339,581, CANC. INT. CL. 41. 
UNITED VIDEO, INCORPORATED, TULSA, OK: 
1,339,551, CANC. INT. CL. 38. 
UNIVERSAL CITY STUDIOS, INC., UNIVERSAL CITY, 
CA: 
1,339,604, CANC. INT. CL. 41. 
UNIVERSAL PRODUCTIONS & PUBLICATIONS, INC., 
BATON ROUGE, LA: 
1,339,630, CANC. INT. CL. 41. 
UNIVERSAL SPORTS CAMPS, LTD., MEMPHIS, TN: 
1,671,395, PUB. 10-15-1991. INT. CL. 42. 
UNIVERSITY OF PITTSBURGH - OF THE COMMON- 


WEALTH SYSTEM OF HIGHER EDUCATION, PITTS- 
BURGH, PA: 


1,671,205, PUB. 10-15-1991. INT. CL. 25. 
1,671,206, PUB. 10-15-1991. INT. CL. 25. 


INC., WIL- 
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1,671,207, PUB. 10-15-1991. INT. CL. 25. 

UNORTH AMERICAN WARRANTY SERVICES, 
OAKBROOK, IL: 

1,671,341, PUB. 10-15-1991. INT. CL. 36. 

UNTERSEHER, CATHERINE C. MACK, BOWDON, ND, 
DBA WILD PRAIRIE ROSE MUSIC: 

1,671,210, PUB. 10-15-1991. INT. CL. 25. 

USA/SCIENTIFIC PLASTICS, INC., OCALA, FL: 

1,339,793, CANC. INT. CL. 9. 

VALSPAR CORPORATION, THE, MINNEAPOLIS, MN, 
ENTERPRISE PAINT MANUFACTURING COMPANY, 
CHICAGO 8, IL: 

552,132. REN. 11-26-91. U.S. CL. 16 (INT. CLS. 2 AND 
3). 

VALSPAR CORPORATION, THE, SOUTH MINNEAPOLIS, 
MN, CONCHEMCO, INCORPORATED, KANSAS CITY, 
MO, DBA MASURY PAINT COMPANY: 

923,091. REN. 11-27-91. U.S. CL. 16 (INT. CL. 2). 

VANCOUVER HOSPITALITY SERVICES, INC., SAN AN- 
TONIO, TX: 

1,671,396, PUB. 10-15-1991. INT. CL. 42. 

VETTEST, S.A., CH-2000 NEUCHATEL, SWITZERLAND: 
1,671,049, PUB. 10-15-1991. INT. CL. 10. 

VICMA, INC., DALLAS, TX: 
1,339,358, CANC. INT. CL. 28. 

VIDEO CHALLENGE, INC., ST. LOUIS, MO AND VIDEO 
CHALLENGE, INC., ST. LOUIS, MO FROM WORLD 
EVENTS PRODUCTIONS, LTD., ST. LOUIS, MO: 

1,671,485, INT. CL. 41. 

VIDEORAMA, INC., HOUSTON, TX: 
1,339,688, CANC. INT. CL. 42. 

VIGORO INDUSTRIES, INC., FAIRVIEW HEIGHTS, IL: 
1,670,932, PUB. 10-15-1991. INT. CL. 1. 

VIKAN BORSTE PRODUKTION A/S, DK-7800 SKIVE, 

DENMARK: 

1,671,146, PUB. 10-15-1991. INT. CL. 21. 

VistTor’s INFORMATION CENTERS INC., HOUSTON, 
1,339,429, CANC. INT. CL. 35. 

VISKASE CORPORATION, CHICAGO, IL: 
1,671,120, PUB. 10-15-1991. INT. CL. 17. 

VM MOTORI SPA, CENTO (FERRARA), ITALY: 
1,671,061, PUB. 10-15-1991. INT. CL. 12. 


VOBMA, INC., HINGHAM, MA, DBA VENUS/OLD BRUS- 
SELS: 


1,671,505, INT. CL. 30. 
VORTEC CORPORATION, CINCINNATI, OH: 
1,671,495, INT. CL. 11. 
W. R. GRACE & CO., CAMBRIDGE, MA TO W. R. GRACE 
& CO.-CONN., NEW YORK, NY: 
1,021,284, AM. U.S. CL. 12. 


W. TH. ZANDSTRA B.V., 8501 
LANDS: 


1,671,230, PUB. 10-15-1991. INT. CL. 28. 


W.C.B.F., INC., HOLLYWOOD, CA, DBA WORLD CHIL- 
DREN’S BASEBALL FAIR: 


1,671,376, PUB. 10-15-1991. INT. CL. 41. 


WABASH VALLEY BROADCASTING CORPORATION, 
TERRE HAUTE, IN: 


1,339,593, CANC. INT. CL. 41. 
WAKEFIELD ITEM COMPANY, WAKEFIELD, MA: 
289,141. REN. 11-26-91. U.S. CL. 38 (INT. CL. 16). 
WAL-FROM PRODUCTS, ISANTI, MN: 
1,339,307, CANC. INT. CL. 28. 
WALKER, K. L., NEWPORT, RI: 
1,671,168, PUB. 10-15-1991. INT. CL. 25. 
WANEK, CHRISTIAN LOUIS, TOWSON, MD: 
1,671,326, PUB. 10-15-1991. INT. CL. 36. 


WARRANTY CORPORATION OF AMERICA, INC., AT- 
LANTA, GA: 


1,671,331, PUB. 10-15-1991. INT. CL. 36. 


INC., 
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WASHINGTON SCIENTIFIC INDUSTRIES, INC., LONG 
LAKE, MN: 


1,671,368, PUB. 10-15-1991. INT. CL. 40. 
WATER, WIND & FIRE, LTD., SAN DIEGO, CA: 
1,670,943, PUB. 10-15-1991. INT. CL. 3. 
WATSON, EVELYN T., WILLIAMSVILLE, NY, DBA CITY 
FOURSQUARE PUBLISHING HOUSE: 
1,671,115, PUB. 10-15-1991- INT. CL. 16. 
WEATHASHADE CORPORATION: See— 
GALE GROUP, INC.. 
WEATHERIZATION WORKS, BOSTON, MA: 
1,339,522, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
WEIGHT WATCHERS INTERNATIONAL, 
HASSET, NY: 
1,339,219, CANC. INT. CL. 18. 
1,339,628, CANC. INT. CL. 41. 
WEIGHT WATCHERS INTERNATIONAL, INC., JERICHO, 
NY: 
1,671,158, PUB. 10-15-1991. INT. CL. 21. 
WEINGARDT, GARY, LAS VEGAS, NV, DBA CLASSIC 


GOLF TOURS TO GELBAUM, DANIEL, SAN RAFAEL, 
CA: 


1,607,698 NEW CERT. 1-7-1992. INT. CL. 39. 
WELDING COMPANY OF AMERICA, FRANKLIN PARK, 
IL: 
1,670,972, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 7 AND 12. 
WELDON, WILLIAMS AND LICK, INC., FORT SMITH, 
AR: 
1,671,099, PUB. 10-15-1991. INT. CL. 16. 
WEMBLEY INDUSTRIES, INC., NEW ORLEANS, LA: 
1,339,282, CANC. INT. CL. 25. 
WEMCO, INC., NEW ORLEANS, LA, WEMBLEY INDUS- 
TRIES, INC., NEW ORLEANS, LA: 
929,202. REN. 11-26-91. U.S. CL. 39 (INT. CL. 25). 
WEST L.A. MUSIC INC., LOS ANGELES, CA: 
1,339,620, CANC. INT. CL. 41. 
WEST MICHIGAN ATHLETIC CLUB, INC., WYOMING, 
MI: 
1,339,339, CANC. INT. CL. 28. 
WEST POINT-PEPPERELL ENTERPRISES, 
MINGTON, DE: 
1,671,165, PUB. 10-15-1991. INT. CL. 24. 
WEST PUBLISHING COMPANY, ST. PAUL, MN AND 
BUREAU OF NATIONAL AFFAIRS, INC., THE, WASH- 
INGTON, DC: 
1,671,312, PUB. 10-15-1991. INT. CL. 35. 
WESTBERG MFG. CO., SONOMA, CA, WESTBERG, 


VIVIAN LUTHER, CHICAGO, IL, DBA WESTBERG 
MANUFACTURING CO.: 


544,327. REN. 11-26-91. U.S. CL. 26 (INT. CL. 9). 
WESTERN OKLAHOMA RABBIT PRODUCERS INC., 
DILL CITY, OK: 
1,671,266, PUB. 10-15-1991. INT. CL. 29. 
WESTERN PUBLISHING COMPANY, INC., RACINE, WI: 
1,671,116, PUB. 10-15-1991. INT. CL. 16. 
1,671,238, PUB. 10-15-1991. INT. CL. 28. 
1,671,415, PUB. 10-15-1991. INT. CL. 42. 
WESTERN UNION TELEGRAPH COMPANY; THE, 
UPPER SADDLE RIVER, NJ: 
1,339,546, CANC. INT. CL. 38. 
WESTLING MANUFACTURING, INC., PRINCETON, MN: 
1,671,065, PUB. 10-15-1991. INT. CL. 12. 
WEYERHAEUSER COMPANY, TACOMA, WA: 
1,339,228, CANC. INT. CL. 19. 
WHEELER’S RESTAURANTS PLC, LONDON, ENG- 
LAND: 
1,614,044, COR. INT. CL. 29. 


INC., MAN- 


INC., WIL- 
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WHITE HORSE TRADING CO., INC., LOUISVILLE, KY: 
1,671,148, PUB. 10-15-1991. INT. CL. 21. 
WHITE RIVER INDUSTRIES, INC., COTTER, AR: 
1,671,403, PUB. 10-15-1991. INT. CL. 42. 
WHITING; WILLIAM R., ROCHESTER, MI, DBA BILL 
WHITING PRODUCTIONS: 
1,339,586, CANC. INT. CL. 41. 
WICKLINE BEDDING COMPANY, INC., ESCONDIDO, 
CA: 
1,671,143, PUB. 10-15-1991. INT. CL. 20. 
WIEBE, JAMES B., III, CHARLOTTESVILLE, VA: 
1,671,124, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 18 AND 25. 
WILBERT ENTERPRISES, INC., TULSA, OK: 
1,339,298, CANC. INT. CL. 28. 
WILCOX; EUNICE ARLENE, HACIENDA HEIGHTS, CA, 
DBA A SUMMERS ENTERPRISES: 
1,302,791, CANC. INT. CL. 28. 
WILD HORIZONS, INC., TUCSON, AZ: 
1,671,363, PUB. 10-15-1991. INT. CL. 39. 
WILHELM REALTY CO., INDIANAPOLIS, IN: 
1,339,523, CANC. INT. CL. 37. 
WILL ROGERS STORES, TULSA, OK: 
1,339,322, CANC. INT. CL. 28. 


WILLIAM M. HAYDEN JR. CONSULTANTS, INC., JACK- 
SONVILLE, FL: 


1,671,375, PUB. 10-15-1991. INT. CL. 41. 
WILLIAMS FINANCIAL SERVICES, INC., EDINA, MN: 
1,339,471, CANC. INT. CL. 36. 


WILLIAMS RESTAURANT CORPORATION, 
MASON, TN: 


1,671,394, PUB. 5-22-1984. INT. CL. 42. 

WINFRED BERG LINCENSCO INC., WILMINGTON, DE: 
1,359,879, CANC. INT. CL. 7. 

WINNEBAGO INDUSTRIES, INC., FOREST CITY, IA: 
1,671,070, PUB. 10-15-1991. INT. CL. 12. 

WINNERS CORPORATION, BRENTWOOD, TN: 
1,339,724, CANC. INT. CL. 42. 

WINROCK GRASS FARM, INC., LITTLE ROCK, AR: 
1,671,287, PUB. 10-15-1991. INT. CL. 31. 

WOLLNER & SMITH: 
299,714, CANC. U.S. CL. 39. 

WOODCRAFT BUILDINGS, INC., ARLINGTON, TX: 
1,339,220, CANC. INT. CL. 19. 

WOODSTREAM CORPORATION, LITITZ, PA: 
1,339,316, CANC. INT. CL. 28. 
1,339,802, CANC. INT. CL. 18. 

WOOLRICH, INC.: See— 


JOHN RICH & SONS INVESTMENT HOLDING COMPA- 
NY 


WORLD CLASS WRESTLING, INC., DALLAS, TX: 
1,316,297, CANC. MULTIPLE CLASS, INT. CLS. 25 
AND 41. 
WORLD ENGLISH INSTITUTE, GRESHAM, OR: 
1,671,114, PUB. 10-15-1991. INT. CL. 16. 
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WORLD FAMOUS TRADING CO., LTD., SAN DIEGO, 
CA: 


1,302,200, CANC. INT. CL. 12. 


WORLDS OF WONDER, WASHINGTON, DC: 
1,671,434, PUB. 10-15-1991. INT. CL. 42. 

WORLDSCAPE INDUSTRIES, INC., NEW YORK, NY: 
1,671,178, PUB. 10-15-1991. INT. CL. 25. 

WRIGHT TECHNOLOGY AND MARKETING, INC., HAT- 
TIESBURG, MS: 

1,339,794, CANC. INT. CL. 9. 

WST POWERELECTRONICS, INC., PROVIDENCE, RI, 
WALCO MANUFACTURING CORPORATION, PROVI- 
DENCE, RI: 

922,716. REN. 11-26-91. U.S. CL. 21 (INT. CLS. 7 AND 
9). 

WYANT & COMPANY LIMITED, LACHINE QUEBEC, 
CANADA: 

1,671,091, PUB. 10-15-1991. MULTIPLE CLASS, INT. 
CLS. 16 AND 21. 
1,671,095, PUB. 10-15-1991. INT. CL. 16. 


XEROX CORPORATION, STAMFORD, CT: 
1,671,011, PUB. 10-15-1991. INT. CL. 9. 

YAMAKEN (U.S.A.) INC., NEW YORK, NY: 
1,453,731, CANC. INT. CL. 24. 


ZANER-BLOSER, INC., COLUMBUS, OH: 
1,671,094, PUB. 10-15-1991. INT. CL. 16. 
ZERICK COMPANY, THE, WALLAND, TN: 
1,671,139, PUB. 10-15-1991. INT. CL. 20. 
ZHEJIANG SHAOXING VELVETEEN GENERAL MILL, 
SHAOXING, ZHEJIANG, CHINA: 
1,671,162, PUB. 10-15-1991. INT. CL. 24. 


ZIBA DESIGN, BEAVERTON, OR: 
1,671,419, PUB. 10-15-1991. INT. CL. 42. 

ZIMPRO PASSAVANT ENVIROMENTAL SYSTEMS, INC., 
MILWAUKEE, WI, HYDRO-CLEAR CORPORATION, 
AVON LAKE, OH: 

923,799. REN. 11-26-91. U.S. CL. 31 (INT. CL. 11). 


ZORBA’S PIZZARIA, BRADENTON, FL: 
1,339,740, CANC. INT. CL. 42. 
134 N. RIDGELAND CORPORATION DBA SALVADOR’S 


MEXICAN RESTAURANT: See— 
M & M LIQUORS, LTD.. 


21 WEST LANCASTER CORP., ARDMORE, PA, DBA 
MONTANA RESTAURANT: 
1,339,771, CANC. INT. CL. 42. 
21ST CENTURY HOSIERY, INC., BURLINGTON, NC: 
1,671,475, INT. CL. 25. 
305 CONVENTION CENTER DRIVE ASSOCIATES, LP, 
LAS VEGAS, NV: 
1,339,663, CANC. INT. CL. 42. 
545736 ONTARIO LIMITED, SAULT STE. MARIE, ON- 
TARIO, CANADA: 
1,339,693, CANC. INT. CL. 42. 
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